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6, /or  "  Dennis'  "  read  "  Dunn's  " 
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7,  o;?ii^  "  notice  "  to  "the" 
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46, /or  "  79a  "  r«irf  "  77a  " 

9, /or  "  19WJ"  read  "  1890  " 
45, /or  «  61  "r6wd"  51" 
32,/or"and"  r^ai"an" 
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Gbipbl§ tNo.  7860  of  1893.     Improvements  in  steam  traps  ... 

Hattbrslby  and    tNo.  8000*  of  1897.    Improvements  in  dobby  looms 
Jackson.  for  weaving     591 

Hitchcock        . . .     •No.  1110  of  1890.      An  improvement  in  galvanic  bat- 
teries      225 

(But  subsequently  to  this  decision  of  the  Court  of  Appeal  the  Patent  has  on 
other  evidence  been  held  to  be  invalid,  page  689.) 

KiNMOND         AND     fNo.  20,763  of  1896    Improvementfi  in  and  relating  to 
Othbrs.  the  printing  or  stamping  of 

colours    on  sacks,  bags,  and 
the  like 98 

Lake        fNo.  6063a»  of  1892.   Improvements  in  and  relating  to 

electric    spark-rupturing    ap- 
pliances       461 

MONTAIN  ...     tNo.  20,460  of  1897.    A  new  or  improved  hair  fasten^ 

ing  device        769 

Nadbl  and  Hbrz-    tNo.  5702  of  1898.      Improved  sewing  machine  with 
BBR6.  mechanically  actuated  crank 

mechanism  for  braiding  and 
the  like  purposes       721 

Nadbl  AND  Hbrz-    tNo.  7843  of  1899.      Improvements  in   sewinsr   ma- 
BERG.  chines      for      embroidering, 

braiding,  and  the  like  ...     721 

Partridge  ...  tNo.  4455  of  1892.  An  improved  sweetening  sub- 
stance, and  process  of  manu- 
facturing the  same     4f)9 

§  Beyoked  subject  to  liberty  to  apply  for  leave  to  amend. 
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Reason   ... 

Reynolds 

Robertson 


ScaTT§ 


Scott 


Sutcltfpe 


PAGE 


fNo.  5863  of  1894. 
tNo.  9418  or  1900. 


Improvements  in  fuse  boxes  for 
electricity  supply  mains       ...     205 

Improvements  in  means  of  re- 
pairing pneumatic  tyres...  123,  410 


•No.  11,436  of  1891.  Improvements  in  and  relating  to 
the  compressing,  shaping  and 
di'awing  of  metal  tubes,  tubu- 
lar, hollow  and  solid  articles, 
and  in  means  and  apparatus 
therefor 


fNo.  5889  of  1897. 


Improvements  connected  with 
the  concentration  or  distilla- 
tion of  glycerine        


fNo.  13,588  of  1901.  Improvements  in  the  treatment 
of  liquide  for  the  crystallisa- 
tionor  deposition  of  substances 
therein 


•No.  4548  of  1898. 


Improvements  in  separating  dust 
from  hay  and  other  fibrous 
materials,  and  in  apparatus 
therefor 


77 


257 


604 


50 


Ward  and  Ward     •No.  10,277  of  1885    Improvements    in    dobbies    or 

apparatus    for    operating  the 
healds  of  looms  for  weaving    189 

Wardropbr       ...     t^o- 11^>4:30  of  1898    Improvements    in    attachments 

for  corsets       355 


White 
Others 


WiLLSON  ... 


Wilson 


WOterichJ 


AND  •No.  23,139  of  1897  Improvements  in  dobby  mecha- 
nism and  shuttle  box  mecha- 
nism for  looms  for  weaving...     265 

...  fNo.  16,705  of  1894.  Improved  metallic  carbides  ap- 
plicable for  use  in  the  pro- 
duction of  acetylene,  and 
means  for  producing  the  same    161 


tNo.  5559  of  1895. 


tNo.  3199  of  1889. 


Improvements  in  means  for 
strengthening  and  protecting 
tubes  and  bobbins  used  in  the 
preparation  and  spinning  of 
fibrous  materials        

A  device  or  appliance  for  tobacco 
pipes  or  cigar  or  cigarette 
holders  to  prevent  nicotine 
reaching  the  mouth  of  the 
smoker 


§  Revoked  Bubjeot  to  liberty  to  apply  for  leave  to  amend, 
y  Not  prolonged. 


235 
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PAGB 
Aquasoutum     640 

jpkrm  AiiiiyK        ••  •        •••        •••        ••'•        •••        •••        •••        •••        •■•        I  ox 

JjROWMIB  •••  ••^  •••  »••  •••  •••  •••  •••  •••  •••  OOi 

BlJIili  S  JUiYB         •••  •••  •••  •••  ••  •!•  •••  ••«  •••         OOi 

Oambl-hair  Belting 276 

Cockle's  Pills,  Label  for  ...       ...  *     353 

C/ROWN      ••«  .••  ...  ••  •*•  ...  •••  •••  •••  *••  i^fU 

Cyclostyle      329 

Erect  Form     • -289  649 

Gainsborough's  Duchess  of  Devonshire      61 

Genuine  Hollands  Obneva  (Label) •       ...  581 

Hjbhatogen     *.•       ....        ••       f<>       •••       •••       —  801 

Heart-shaped  Label  (Oin)         ..       ..  581 

HoLLOWAY's  Pills     • 525 

Knight  in  Chess,  &c 599 

Kodak    ..»       %»•       .•*       •••       •••       •••       •.•       •••       •••       •••  oot 

Milkmaid  Brand  (with  figure) 509 

Millennium     605 


MoRRALL*s  Needles  | 

f  •«•  •#•  tf  !••  *f 


9f  ff» 


429 


Moaa'8  NbbdiiBs 
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Naphtha  Soap 437, 443,  447 

Nbo-Ctolosttlb 329,803 

Nbosttle  329,803 

Opes  Hand  (Dbvicb  of) 253 

1  AnOaAM***     •••     ...     •••     ,.,     •••     •••     .••     •••     •••     ool 

PlCTURB  OP  DUOHBSS  OP  DBVONSHIBB 61 

Rbd  Bandbrs 718 

oIIiV^BRPAN  •••  •••  •••  •••  ••»  •••  •••  •••  •••  477 

oHwGI'Brt      •••  •••  •••  •••  •••  •••  •••  •••  •••  •••  olo 

ox*  ^ V JSlj  •■•      •••      •••      ••■      •••      •••      •••      •••      •••      ■••      tvv 

SWANBILL  AND   PICTURE  OP  SWAN  105 

TRUBPITT  321 

Van  Oppbn  &  Co 617 

ZONOPHONE         450 
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IN  THE  REPORTED  CASES. 


Where  the  name  of  a  case  is  printed  in  ordinary  type  it  was  only  cited  by 
Counsel  %n  tne  course  of  the  argument. 


PAQB 

Adamant    Stone    and    Paving  ] 

Company  vt  Corporation  of  [  14  R.  P.  C.  21 135 

Liverpool       ) 

Addl&y  Bourne's  Trade  Mark    20  R.  P.  C.  105 298 

^"e^,  L™..'''  ^^T  ^"^.^  1  ^0  ^-  ^-  ^-  ^"^ »  ^-  ^-  (13^^*^)  1  ^^-  211    439, 520 

American  Braided  Wire  Case    5  R.  P.  C.  124 126,  231,  773 

American  Braided  WireCom.)ggp(.5^g g^ 

pany  i;.  Thomson     J 

Andrew  v.  Crossley     9  R.  P.  C.  165 180 

Anglo-Swiss  Condensed  Milk  l3Rpc28  31'LR 
Co.  V,  Metcalf  )        •    •    •      »       »      • 

Atkins  and  Applegariih  v.  Cast-  I  iq  p  p  p  oqi 
ner  Kellner  Alkali  Company  )  ^^  "•  ^'  ^'  "^^^ 

Automatic    Coal    Gas    Retort ) 

Company  v.  Mayor  of  Sal-  [  14  R.  P.  C.  450 733 

ford     ..:        ) 


31  C 


D.454 


440 
195 


Badische     Anilin     und    Soda ) 
Fabrik    v.    Basle    Chemical  [  14  R.  P.  C.  919  . 
Works ) 

Badische    Anilin    and     Sodal 
Fabrik    v.    Thompson   and  y20  R.  P.  C.  422  ,. 
Basle  Chemical  Company.      J 


417 


418 
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BaiUy  v.  Boberton  (followed)    L.  R.  3  A.pp.  Caa.  1055         198 

Bamlett  V.  Pickflley     Griff  P.  C.  40 505 

Barber  v.  Manico         10  R.  P.  C.  97 278,302 

Barker  &  Sons*  Trade  Mark  ...    53  L.  T.  23        440 

Bass,  Ratcliffe,    and    Gretton,  K  ^  w,  oqq  _. 

Ld.  V.  Laidlaw         f  ^"^  "•  ^^^  ^^^ 

Bates  Trade  Marks  (followed)    16  R.  P.  C.  411 ;  L.  R.  (1899)  A.  C.428         522 

f  15R.P.C.534;  I 

BatVs  Trade  Marks      U^  r!  (^1893*^^^^^^  [-      112,343,516 

(  L.  R.  (1899)  A.  0.  428         ) 

Batt*8  Trade  Mark       6  R.  P.  C.  493 333,805 

Behn  v.  Burgess  32  L.  J.  Q.  B.  204        lU 

BeUs' Patent  (tollowed)         ...    1  Moore  P.  0.  (N.  S.)  41*         286 

Betts  v.  Neilson L.  R.  5  H.  L«  1  711 

Birmingham  Vinegar  Brewery  (  14  R.  P.  0.  720 ;              )  ../,  ..r 

Company  v.  Powell t  L.  R.  (1897)  A.  0.  710     f       ^*^'  *^ 

Blakey  v.  Latham        6  R.  P.  C.  184 208 

Bloxam  v.  Etsee  6  B.  &  C.  169 202 

"tsJ^TSSi  ■:^  *°f  ( 6  «■  ^-  "•  ^ »'. «» 

BoTill  V.  Moore 2  Coop,  C.  0.  56  n 435 

Bi^A  Dynamite  Company  v.  Kgjjp^j^gO 11 

Brook  t;.  Aston 8  E  &  B.  478 505 

Branton  t;.  Hawkes     4B.  &Ald.541 732 

Burgess  ▼.  Burgess     3  De  Q.  M.  &  G.  896 298 

Bargees  v.  Burgess      3  De  G.  M.  &  G.  896 433 

Bosh  V.  Foxi     5  H.  L.  C.  707 505 

0. 

Callisher  t;.  Bischoffisheim     ...    L.  R.  5  Q.  B.  449  ...        780 

Carr  A  Sons  v.  Crisp  &  Co.,  Ld.    19  R,  P.  C.  497 323 

Carver  v,  Bowker        Seb.  Dig.  350     302 

Cash  (J.  A  J.),  Ld.  t;.  Cash     ...    19  R.  R  C.  181  ...        526 
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Cellular  Glothing  Company  ▼.  j  ic  p  p  r>  VX7    '         \ 
wST  ""^..:^"^?  (*°l;|i  R:(1899)A  C.326  | 

Cellular  ClotUng  Company  v.  j  }^  J'  f■^Mq^V  n  gqfi. 
v»w.n..„.  M„^. KR.g899)  A.C.236. 


Maxton  and  Murray. 


Gheavin     ▼.      Walker 
tingaished)    

Cheetham  v.  Oldham  ... 


(^^^  I  L.  R.  5  Ch.  D.  859 
...  ) 

...    5  R.  P.  C.  617   ... 


Chesebroogh      Mannfactoring  (  19  R.  P.  C.  342  ;  ) 

Company's  Trade  Mark      ...  t  L.  R.  (1902)  2  Ch.  1      f 

CMvers  v.  Chivera       17  R.  P.  C.  420 

Christie  v.  Cooper  (explained)     L.  R.  (1900)  2  Q.  B.  522 

Charton  v,  Donglas     Johnston  174     

Civil  Service  Sitpply  Associa-  \j    -o  ^9  n\.  t\  uta 
tion  V.  Dean  (followed)     ...  1 1*  «•  13  Oh.  D.  512      ... 


Clark  V.  Adie   (followed) 

Clark  V.  Adie 

Cope  V.  Evans  ... 

Coppen  ▼.  Moore  (followed) 

Cornish  v.  Keen 

Crane  v.  Price  (followed) 

Crane  v.  Price 

Crawford's  Trustees  v.  Lennox    23  R.  747 

Croft  V.  Day      7  Bea.  84 

Curtis  V.  Piatt  (followed)    ...     L.  R.  3  Ch.  D.  135  n. 
Curtis  V.  Piatt L.  R.  3  Ch.  D.  135  n. 


L.  R.  2  App.  Cas,  315  ... 

L.  R.  2  App.  Cas,  315  ... 

L.  R.  18  Eq.  138 

L.  R.  (1898)  2  Q.  B.  306 

1  Web.  501 

1  Webs.  393 

1  Webs.  393 


PAGB 
...      437,442,788 

294,445,483,786 

...        ...         489 

435 

349 

295,492 

668,670 

382 

117 

765 

222,401 

116 

670 

195 

239 

158, 197, 505, 696, 773 
786 

433 

273 

306,506 


Day  V.  Brownrigg 
Deeley's  Patent... 
Deeley's  Patent... 


D. 

L.  R.  10  Ch.  D.  294      ... 

12  R.  P.  C.  192  ;  ) 

L.  R.  (1895)  1  Ch.  687  \ 

IIR.  P.C.  72 


Deeley  v.  Perkes  (followed,  263 ;  (  13  R.  P.  C.  581 ;  1 

dlBcuBsed,  557)         1  L.  R.  (1896)  A.  C.  496  J 


112 

180 

...  263,  557 
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PAGE 

Douglass  v.  PirUsch's  Patent )  i  q  p  p  p  f^n^              \ 
^^  (^o'^pany   (distiu-  [  }f  «;  Jg^^jTch.  176  (         ^^ 

Dredge  w.  Pamell        16  R.  P.  C.  625 209 

Dackett  w.  Whitehead 12  R.  P.  C.  376 505 


6  R.  P.  C.  148  and  519 ; 

7  R.  P.  0.  311 ; 
L.  R.  41  Ch.  D.  43 
15  App.  Cas.  252 


Dunn'BTradeMark     "!  L  R.^41^6h." .' 439  and  >       ^55,295 


DufUop  Pnetmiatic  Company 
V.  Leicester  Pneumatic  Tyre 
Company       


16R.  P.  C.  531 308 

309 


Dunlop  Pneumatic  Company  X-^^^  p  ^   io« 
V.  Wapshare  Tube  Company  ]  ^'  ^'  ^'  ^'  ^^^ 

Dunlop  Pneumatic  Company  X^q^j^  p  p  ac^  oi^ 

V,  United  Rubber  Works   ...  \  ^^  ^-  ^'  ^-  ^^ ^'^ 

Dunlop  Pneumatic  Company  v.  )  i  c  p  p  n  auo  vl  oa7 

New  Ixion  Tyre  Company ...  f  ^^  ^"  ^'  ^'  ^^'^         ^^^ 

Dnnlop  Pneumatic  Company  v,  ] 

East  London  Rubber  Com-  [  U  B.  P.  C.  582 308,  401 

pany ) 


Eastman  Photographic  Mate- )  i  k  p  p  p  /net .  \ 

Eastman  Photographic  Mate-  ] 

(followed)      ) 

fifetefen  ▼.  Jeaetefen  (followed)    1  D.  G.  J.  &  S.  185       119 

Edge  A  Sons,  Ld.  v.  Gallon    ...     15  R.  P.  C.  689 491 

Edginton  v.  Edginton 6  R.  P.  C.  513 110 

Bdi8onandSwMElecWcLight)gj^  p  (^^  I97 

Company  v.  Holland  ...  j  "  "• 

EdiBon-Bell  Phonograph  Cor- )  ^^  ^  p  ^  ^gg 733 

poration  v.  Smith  and  Young  )  *  •  ^-  ^^ 

Edwards  v.  Dmnis  (followed)    L,  R.  30  Ch.  D.  454     ...        ...        ...  454 

B  3 
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Edwards  v.  Dennis 

...     L,  R.  30  Ch.  D.  454     ... 

... 

...  255,342 

Ehrlich  v.  Ihle© 

...    5  R.  P.O.  437 

.-.  . 

197 

Ehrlich  v.  Ihlee 

.,:    5R.  P.O.  198 

«•• 

773 

English  and  American  Ma^chi-  \ 

(followed)      ) 

Eno  Y.  Dunn  (considered)     ...  j  [^^fs^ipj^^as.  252  t         ^*>  ^ 

E^^  ^-  ^^^^     j  LVf5^ipi^6as.  252  }         ; ^^^  332 

^S^°ny  ^^.?^'^'  ..!'**°'''?^  !  ^^  ^-  ^'  ^'  ^ •        ^'  ^ 

P. 

Fawcett  v.  Homan       13  R.  P.  C.  398 135 

Field  V.  Wagel  Syndicate,  Ld.      17  R.  P.  C.  266 ;  L.  R.  (1900)  1  Ch.  651  117 

Foxwell  V.  BoBtock     4  De  G.  J.  &  S.  298      505 

Fraser  v.  Younger  &  Sons     ...    5  M.  861 785 

a. 

Oadd  V.  Mayor  of  Manchester      9  R.  P.  C.  516 196 

Gadd  V.  Mayor  of  Manchester      9  R.  P.  C.  259 ...  778 

^'^^''  ""'  ^^"""^  ^^  ^''°"  \  18  R.  P.  C.  398 832 

pany    ...        ...        •■•        ••■i 

Chuinger  ▼.  Oottgh     L.  R.  (1896)  A.  C.  325 426 

^ZSf)  ^*     ^.7'^.    ^^tM^^-0.65     765 

Owynne  v.  Diysdale 3  B.  P.  C.  65      


H. 
Hall  V.  Conder 2  C.  B.  (N.  S.)  22         110 

HardcaaOey.  Bardcaatle({ol^U^^7eh8berm 97 

lowed)  ) 

Hargreaves'  (re)  Trade  Mark...    L.  R.  11  Ch.  D.  669       .'.        255 

Hargreavee  ▼.  Freeman        ...    8  R,  P,  C,  237  ;  L.  R.  (1891)  3  Oh.  39 
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H«^d  «.d  Parkin's  Applica- K  7  B  p  0.  619 475 

Harriaon  v.  Andenton  Faun-  I  t    d  1  a        n      k-t,i  ^at 

rfry  Company  (followed)   ...  [  L-  «•  1  ^PP-  Cas.  574 797 

°cSjiny^**.'"**°  ^T^..  }  I^-  R- 1  ^PP-  C««.  574 306, 505 

Hj^s  Trade  Mark  (followed,  [  ^^^  p  ^  ^^ 255^  522 

Harwood    v.    Great   Northern  )  n  tt  t    n  a^u  ia  tili 

RaU^y  Company f  ^^  °-  ^-  ^-  ^^ l**  ^^ 

Hay*B  TnurteeB  v.  Young       ..      4  R.  398 •^.        ...  785 

Hayward  v.  Hamilton GriflBn's  Pat.  Cafles  115           125, 209 

Hecla  Foundry   Company  v.  j 

Weaker,  Hunter  A  Co.  (fol-  [  L.  R.  14  App.  Cas.       118 

lowed)  ) 

Henderson's  Patent  (followed)     18  R.  P.  0.  449 286 

HenneaBy  v.  Domp6    19  R.  P.  C.  aH8 175 

Hiirs  Trade  Mark       10  R.  P.  C.  113 112 

HUlv.EvanB 4D.  F.  AJ.  288           166 

HiU  V.  Thompgon        {  \  S?J;^Vr  }       «»>  ^^2 

ffinto  y.  Safety  lighting  Com.  Ug^^  0  1^^                505 

fNuty    •••         •••         ••■         ••■  I 

Hodgaon  v.  Eynoch  15  R.  P.  C.  465 302 

^k^iy*  ^'.!^'^!^.    ^'^!:[l.R.2H.L.380    118 

Holmes  v.  London  and  North-  )  xi^^^^ i  q  ^ ,  7 

WertemRaUway     [  Macrory  13        417 

Hughes' Patent 15  R.  P.  C.  370 286 

Hyde's  Trade  Mark     L.  R.  7  Oh.  D.  724       110 

I. 

Ihlee  V.  Henshaw        3  R.  P.  G.  15 ;  L.  R.  31  Ch.  D.  323  ...  451 


InlandBevenue  Commiseioners 
▼.  MuUer  is  Co.' 9  Margarine, 
Ld.  (followed)         


L.  R.  (1901)  A.  C.  235 388 

Innes  v.  Short  and  Seal         ...     15  R.  P.  C.  451 126 


J.  . 
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Jackson  &  Co.  v.  Napper       ...     4  R.  P.  0.  45  ;  L.  R.  35  C.  D.  162, 178  333 

Jamieson  v.  Jamieson 15  U.  P.  C.  189 654 

Jay  V.  iMdUr  (followed)       ...    6  R.  P.  0. 136  ;  L.  R.  40  Ch.  D.  649...  120 

Jay  V.  Ladler 6  R.  P.  C.  136 ;  L.  R.  40  Ch.  D.  649...  116 

Jelley,  Son  and  Jones'  Appli- 1  gj  ^  j  ^^  ggg  ^.       355 

cation ...         ...         ...         ...  ) 

Jupe  v<  Pratt  (followed)        ...     1  Webster  146 684 

Kynoch  y.  Webb         17  R.  P.  C.  100 505 

L. 

Lamb  v.  Evam  (followed)     ...    L.  R.  (1893)  1  Ch.  218 41,  48 

Lambert  and   Butler  v.  Good-  \  ^g  ^  p  ^  ^^  ggg        ^^^^6 

body ) 
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LimpuB    V,    London    General  1  oo  t    t  v^  vla  '  tqk 

OmnibuB  Company [  ^2  L-  J-  ^^'  34 785 

Linoleam  Manafactnring  Com-  )  L.  R.  7  G.  D.  834 ;                I  „ . , 

pany  v.  Nairn           f  L.  R.  (1897)  2  Ch.  371, 385  ) ***'■ 
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pany    v.    Baron    Cigarette  \  \[  ^' f'^"^^^           ^A         557 

Company  (discussed)         ...  )  ^'  ^-  v^^^^  ^  ^^-  ^^  ) 
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Last  of  Abbreviations  of  Names  of  Reports  other 
tlian  the  Laj^  Reports. 

B.  &  Aid. — Barnwell  and  Alderson. 
Bea. — Beavan's  Reports. 

B.  &  C. — Barnwell  and  Cresawell. 
Coop. — Cooper. 

C.  B.,  N.  S. — Common  Bench,  New  Series. 

D.  F.  &  J. — De  Gex  Fisher  and  Jones. 
D.  J.  &  S. — De  Gex  Jones  and  Smith. 

D.  M.  &  G.— De  Gex  Macnaghten  and  Gordon.  ' 

E.  &  B.— Ellis  and  Blackburn.  .     ' 
Giff.— GiflFard. 

Griffin's  P.  C— Griffin's  Patent  Cases. 

H.  k  M. — Hemming  and  Miller. 

H.  L.  C. — House  of  Lords  Cases. 

J.  &  H. — Johnson  and  Hemming. 

Jur.,  N.  S. — Jurist,  New  Series. 

L.  J.,  N.  S. — Law  Journal,  New  Series. 

L.  T.  or  L.  T.,  N.  S. — Law  Times  or  Law  Times,  New  Series. 

M.  &  C.  or  Myl.  &  C— Mylne  &  Craig. 

M.  &  G. — Macnaghten  and  Gordon. 

M,  &  W, — Meeson  and  Websby. 

R.— Rettie  (Scotch). 

Seb.  Dig. — Sebastian's  Digest. 

Sw. — Swanston. 

W.  P.  C.  or  Webster.— Webster's  Patent  Cases. 

W.  N.— Weekly  Notes. 

W.  R.— Weekly  Reporter. 
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DIGEST  OF  PATENT  CASES. 


ADMISSION  IN  ANSWER  TO  INTERROGATORIES.    See  aho  Infrinob- 

MBNT,  No.  15. 

Form  of. — ^The  Defendants  in  an  action  for  infringement  were  asked  if 
they  had  constructed  articles  according  to  an  exhibit  annexed.  An  Order 
was  made  that  the  interrogatories  were  not  to  be  answered,  the 
Defendants  admitting  that  they  had,  in  fact,  done  those  things  which 
the  draft  interrogatories  suggested.  The  Defendents,  at  the  trial  and 
on  the  subsequent  appeals,  contended  that  what  they  had  done  was  not 
an  infringement.  In  the  course  of  the  arguments  and  judgment  in  the 
House  of  Lords,  this  form  of  admission  was  said  to  be  under  the 
circumstances  objectionable  as  not  sufficiently  definite.  WiLSON 
Brothbrs  Bobbin  Co.,  Ld.  v.  Wilson  &  Co.  (Barnslbt),  Ld.,  p.  1. 
See  Utility,  No.  1. 

AORfiEMENT.    ^  OoIttraot  ;  Lioknoh, 


32  PATBirr  oabbs. 

AMENDMENT    OF    SPECIFICATION.      See    also   Grant    of    Patent 
(Opposition  to),  No.  2 ;  Specification  (Construction  op).  No.  2. 

1-  Application  to  the  Comptroller  to  amend  not  suspended  by 
subsequent  Petition  for  revocation.— ^ic^ion  for  infringement.— 
Preliminary  trial  on- points  of  law. — Application  at  Patent  Office  for 
leave  to  amend  Specification. — Subsequent  presentation  of  Petition  for 
revocation. — Eight  of  Patentee  to  proceed  tvith  application  unthout  iMve 
of  Court. — Jurisdiction  of  Comptroller  to  give  leave  to  amend  not  sue- 
pended. — Appeal  dismissed. — Patents,  Ac.  Acty  1883,  sections  18  and  19; 
PatentSj  Ac.  Act,  1888,  section  5.  A  Petition  for  revocation  of  a  Patent 
was  presented  by  a  Company  after  the  Patentee  had,  by  request  in 
writing,  applied  at  the  Patent  Office  for  leave  to  amend  his  Specifica- 
tion. The  leave  was  given  by  the  Comptroller,  and  the  Specification 
was  amended  accordingly.  In  a  subsequent  action  for  infringement 
the  Defendants,  being  the  Company  which  had  presented  the  Petition, 
by  their  Defence  raised  the  points  that  under  section  18  (10)  of  the 
.  Patents,  &c.,  Act,  1883,  the  power  of  the  Patentee  to  apply  for  and  the 
jurisdiction  of  the  Comptroller  to  grant  leave  to  amend  the  Patent 
were  suspended  so  long  as  the  Petition  was  pending,  and  that  the 
decision  of  the  Comptroller  giving  leave  to  amend  was  ineffectual.  On 
the  hearing  of  these  points  as  preliminary  points  of  law,  Kekewichj  J., 
Iield  that  where  an  application  has  been  made  by  a  Patentee  for  leave 
to  amend  his  Specification,  there  being  at  that  time  no  action  for 
infringement  or  proceedins:  for  revocation  pending,  the  application  can 
proceed  without  the  leave  of  the  Court  under  section  19,  notwith- 
standing that  an  action  for  infringement  or  proceeding  for  revocation 
is  subsequently  commenced.  The  Defendants  appealed.  The  appeal 
was  dismissed  with  costs.  WOOLPB  v.  AUTOMATIC  PlCTUBB 
Oallbby,  Ld.,  p.  177. 

2.  Declaration  made  under  section  20  of  the  Patents,  &o.  Act,  1883,  that  the 

Specification  as  originally  framed  was  framed  in  good  faith  and  with 
reasonable  skill  and  knowledge.  J.  6.  BROOKS  &  Co.,  Ld.  v. 
E.  Lycbtt,  Ld.,  p.  388. 

3.  Terms  on  which  leave  granted.    Long  knowledge  by  Plaintiff 

of  infringement. — Action  for  infringement. — Motion  by  Plaintiff 
j/vr  liberty  to  apply  for  leave  to  amend  Specification  by  way  of 
disclaimer. — Plaintiff  aware  of  alleged  infringement  nine  years 
before  action  brought. — Liberty  granted  on  Plaintiff  disclaiming  relief 
in  respect  of  acts  before  amendment. — Patents,  Ac.  Act  1883y  sections  19 
and  20.    Cobbigall  v.  Abmstbong,  Whitwobth  &  Co.,  p.  523. 

4*  Terms  on  which  leave  to  amend  granted.— In  proceedings  for 
revocation  terms  imposed,  as  a  condition  of  liberty  to  apply  for  leave 
to  smiend  being  granted,  that  no  action  should  be  brought  against  the 
Petitioners  for  infringement  in  respect  of  articles  erected  by  them  prior 
to  the  date  of  the  Order.  In  THE  Mattbb  OP  SOOTT'S  PATENT, 
p.  257.    See  Revocation  (Petition  fob),  No.  2. 

5.  Terms  on  which  leave  to  amend  Kt9kni%A.— Petition  for  revocation. 
— Paient  held  invalid  on  grounds  of  disconformity  and  of  inutility. — 
Form  of  Order  of  revocation. — Terms  imposed  on  amendment  by 
disclaimer  under  section  19  of  the  Patents,  Ac.  Act,  1888.— Patents,  Ac. 
Act,  1883,  section  26.  In  1893  Letters  Patent  were  granted  to  G.  for 
improvements  in  and  connected  with  steam  traps.  A  Petition  was 
presented  for  revocation  of  the  Patent,  and  it  was  alleged  in  the 
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"  Particulars  of  Objections,  as  amended  and  reamended,  that  tlie  inven- 

•^  tion  -wjw  not  new,  that  there  was  no  subject-matter,  that  the  invention 

was  not  useful,  and  that  the  Complete  Specification  of  the  Letters 
Patent  described  and  claimed  an  invention  different  from  and  larger 
than  the  alleged  invention  described  in  the  Provisional  Specification. 
During  the  hearing  of  the  Petition  it  was  admitted  that,  in  any  event, 
the  Specification  would  require  amendment,  as  one  modification  of  the 
invention  was  proved  to  be  useless,*— fliefc?,  that  there  was  good  subject- 
matter  for  the  Patent,  but  that  the  disconf ormity  between  the  Pro- 
visional Specification  and  the  Complete  Specification  was  established, 
as  the  nature  of  the  invention  described  in  the  Provisional  was  the 
application^  in  the  way  described,  of  the  principle  of  differential 
expansion,  whereas  the  Complete  covered  an  application,  in  a  particular 
way  described,  of  the  principle  of  controlled  expansion,  and  that  the 
Patent  must  be  revoked,  unless  within  three  months  the  Patentee 
obtained  leave  to  amend  by  disclaimer. — Held^  also,  that  if  the  Specifi- 
cation was  amended  no  injunction  was  to  be  asked  for  in  any  action 
brought  for  infringement  of  the  Patent  in  respect  of  any  steam  traps 
made  prior  to  the  date  of  judgment,  unless  the  Patentee  establishes  to 
ihe  satisfaction  of  the  Court  that  his  original  claim  was  made  in  good 
faith  and  with  reasonable  skill  and  knowledge.  Deeley  v.  Perkes 
(13  R.P.C.  581;  L.R.  (1896)  A.C.  496)  and  Luddington  Cigarette 
Go.  V.  Baron  Cigarette  Go.  (Re  PitVs  Patent)  (17  R.P.C.  214 ;  L.R. 
(1900)  1  Ch.  508)  discussed.  In  the  Matter  op  Geipbl's  Patent, 
p.  545, 

.ANTICIPATION.    See  also  Novelty  (Want  op). 

-  **  The  Court  ought  not  to  be  astute  to  defeat  a  useful  and  practically  suc- 
"  cessful  invention  by  reason  only  of  paper  anticipations.  These  five 
**  alleged  anticipations,  whether  taken  together  or  separately,  did  not 
"  in  feet  make  known  to  the  world  the  Plaintiffs'  invention^  I  am 
"  therefore  of  opinion  that  the  Plaintiffs'  Patent  is  not  bad  for  want 
"  of  novelty."  Per  Cozbns-Hardy,  L.J.,  in  Patent  Exploitation, 
Ld.  v.  Siemens  Brothers  &  Co.,  Ld.,  p.  242. 

"APPARATUS."    See  Tubes,  Ld.  v.  Perfect  a  Seamless  Steel  Tube 
Co.,  Ld.,  p.  77. 

APPLICATION  FOR  A  PATENT.    iS^  Grant  OP  Patent  (OPPOSITION  TO). 

CANADIAN  PATENT  ACT  (c.  6  of  1886). 
Section  13— 

Consolidated  Car  Heating  Co.  v.  Came,  p.  745. 

CERTIFICATE    OF    VALIDITY     OF     PATENT     HAVING    COME     IN 
QUESTION. 

.  AcUoti  for  infringeinenL— Defendant  not  appearing  at  trial.— Amended 
Spedfication.— Judgment  for  Plaintiffs. — Declaration  under  section  20 
.    .     of  Patents^  Ac.  Act,  1883.— Certificate  of  validity  granted.  J.  B.  Brooks 
&  Co.,  Ld.  v.  B.  Lycbtt,  Ld.,  p.  390. 
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CLAIM. 

Want  of  a  diBtinct  claim  in  the  claiming  clanses  Be^arately,  is 
not,  although  want  of  a  distinct  claim  in  the  Specification  as 
a  whole,  ui  a  eronnd  of  invalidity.— ''  My  Lords,  of  oowse  no  one 

^  could  deny  tnat  the  claim,  like  every  other  material  part  of  the 
^  Specification  (and  it  is  part  of  the  Specification),  most  be  constmed 
^  with  reference  to  what  the  Specification  means,  and  no  one  wonld 
**  question  if  they  meant  that  if,  looking  at  it,  it  raised  the  doubt  to 
^  which  they  have  given  expression,  there  might  be  gronnd  for  saying 
^*  that  the  Specification  was  bad,  because  the  statement  in  the  whole 
^  of  the  Specification  taken  together,  including  the  claim,  was  not 
**  that  which  the  Patentee  was  bound  to  give.  But,  if  they  meant  that, 
*^  taking  the  claim  as  a  distinct  and  separate  statement,  that  was  an 
^'  independent  ground,  because  there  was  no  distinct  claim  in  it,  then, 
**  my  Lords,  that  is  absolutely  inconsistent  with  the  judgment  of  this 
^  House  in  Vickers  v.  SiddelU  I  do  not  think  that  it  would  be  accurate 
*^  to  speak  of  tliat  judgment  as  obiter^  because  it  turned  upon  the 
'*  question  of  what  were  the  facts  there,  and  it  is  not  accurate  to  say 
''  that  one  ground  of  the  judgment  was  rendered  unnecessary  by  what 
"  the  facte  proved  were."  Per  Lord  Halsburt,  L C,  in  TUBBS,  Ld. 
V.  Pbrfeota  Sbahlbss  Stbbl  Tubb  Company,  Ld.,  p.  77. 

COMBINATION.    See  also  Infringbmbnt. 

On  the  question  whether  a  Defendant  has  taken  the  substance  of  a  combi- 
nation, although  omitting  an  element  of  it,  it  is  not  necessary  that  he 
should  show  that  the  omitted  part  was  an  essential  element  of  the 
combination  in  the  sense  that  the  machine  would  not  work  without  it, 
but  it  must  be  a  material  element  for  the  successful  working  of  the 
machine.  Ooksolidatbd  Car  Hbating  Co.  v.  CamBi  p.  745.  See 
Infringbmbnt,  No.  13. 

COMMITTAL. 

Order  for  Committal  made. — Action  for  infringement. — Ityunction 
granted  by  consent — Motion  to  commit  for  breach  of  injunction. — Iseae 
of  fact— Breach  of  injunction  eeiahlished.  E.  M.  B0WDEN*S  Patbnts 
Stndioatb,  Ld.  v.  Wilson,  p.  644. 

COMMON  KNOWLEDGE.    See  Eyidbncb. 

CONDITION  OR  WARRANTY.    See  Contract,  No.  5. 

CONTEMPT  OP  COURT.    See  Committal. 

CONTRACT.    See  also  Libbl  on  Invbntor  ;  Liobncb  ;  Practicb,  No.  6 ; 
Mastbr  and  Servant. 

1.  Contract  for  the  Sale  of  Patent  Bights  held  to  be  binding.— 

Actions  for  implement  of  contract^  interdict^  and  damages. — CVm- 
struction  of  contracts. — Measure  of  damages  for  infringement.  John 
Dey  and  Alexander  Dey  fthe  Dey  Patents  Company)  invented  and 
patented  a  time  register.  John  Dey  made  them  in  America  and  Alex- 
ander  Dey^  residing  in  Olaagow,  represented  the  Patentees  and  makers 
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here.  Harvard  Brothers^  of  Liverpool,  acted  as  agents  for  the  Dey 
Patents  Company  up  to  the  10th  of  Jane  1898,  but  on  this  date  they 
condaded  with  the  Deys  a  purchase  of  the  past,  present,  and  f  atore 
lienefits  of  the  Dey  time-keeping  inventioos  for  certain  countries 
named,  including  the  Australian  colonies.  On  the  14th  of  October  1898, 
the  Dey  Company  agreed  not  to  sell  outside  of  Canada  and  the  United 
States.  Deposits  of  500Z.  and  30OO/.  were  stipulated  for,  and  Howard 
Brothers  paid  the  500Z.  and  1500/.  of  the  30(J0/.  When  the  Dey 
Company  sued  for  the  other  1500/.,  Howard  Brothers  raised  action  for 
implement  or  fulfilment  of  the  said  contracts  and  for  30,000/.  damages 
for  non-fulfilment.  The  Deys  denied  the  validity  of  any  contract 
except  those  of  the  10th  of  June  and  3rd  of  November  and  certain 
memoranda.  A  relative  action  of  interdict  or  injunction  was  raised  by 
Howard  Brothers  against  a  person  named  Gillies  in  Glasgow,  who,  it 
was  alleged,  was  making  registers  in  Glasgow  with  the  connivance  of 
the  Deys. — HeJd^  by  the  Lord  Obdinart,  that,  on  the  construction  of 
the  various  documents,  the  contracts  in  question  were  binding  and 
enforceable;  that  the  Dey  Company  had  broken  their  contract  and 
were  liable  in  damages,  which  were  assessed  at  450/.  for  infringement 
of  Patent  and  2300/.  for  breach  of  contract.  The  Dey  Company  re- 
claimed. After  argument  before  the  INITER  HOUSE  (Second  Division) 
the  Court  intimated  that  they  considered  the  contract  binding,  and 
suggested  that  the  parties  should  arrange  the  question  of  damages, 
which  they  did  at  2250/.  The  Court  decerned  accordingly.  Dby 
Patents  Company  and  Others  v.  Howard  Brothers,  p.  21. 

2.  Gontraet  of  Service,  manager  held  to  be,  under  the  circumstances  of 

his  employment.  Trustee  of  Patents  for  his  employers.    See  Trustee. 

3.  Aetion  on  contract  by  party  already  held  to  have  broken  it 

dismissed — Sale  of  Patent  rights, — Action  for  implement  of  contract 
and  damages. — Construction  of  contracts. — Breach  of  contract  by  the 
Pursuers. — John  Dey  and  Alexander  Dey  (the  Dey  Patents  Company) 
invented  and  patented  a  time  register.  John  Dey  made  them  in 
America  and  Alexander  Deyy  residing  in  Glasgow,  represented  the 
Patentees  and  makers  here.  Howard  Brothers^  of  Liverpool,  acted  as 
agents  for  the  Dey  Patents  Company  up  to  the  10th  of  June  1898,  but 
on  this  date  they  concluded  with  the  Deys  a  purchase  of  the  past, 
present,  and  future  benefits  of  the  Dey  time-keeping  inventions  for 
certain  countries  named,  including  the  Australian  Colonies.  On  the 
14th  of  October  1898  (by  the  agreement  here  specially  founded  on)  the 
Dey  Company  agreed  not  to  sell  outside  of  Canada  and  the  United 
States.  Deposits  of  500/.  and  3000/.  were  stipulated  for,  and  Howard 
Brothers  paid  the  500Z.  and  1500/.  of  the  3000/.  When  the  Dey 
Company  sued  for  the  other  1500/.,  Howard  Brothers  raised  action  for 
implement  or  fulfilment  of  the  said  contracts  and  for  30,000/.  damages 
for  non-fulfilment.  The  Deys  denied  the  validity  of  any  contract 
except  those  of  the  10th  of  June  and  3rd  of  November  and  certain 
memoranda.  Counter  actions  were  raised  by  the  parties  (reported 
20  R.P.C.,  page  21),  and  in  them  the  Lord  Ordinary  and  Second 
Division  held  that,  on  the  construction  of  the  various  documents  the 
contracts  in  question  were  binding  and  enforceable,  and  that  the  Dey 
Company  had  broken  their  contract  and  were  liable  in  damages, 
which  were  assessed  by  agreement  at  2250/.  On  the  15th  of  October 
1901  the  Deys  raised  another  action  founding  on  the  agreements  of 
the  10th  of  June  and  3rd  of  November  1898  asking  for  implement  or 
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fulfilment,  and  in  particular  seeking  to  have  the  Howai*d$  held  bonnd 
to  take  delivery  of  the  Letters  Patent  applicable  to  all  countries  outside 
Canada  and  the  United  States,  and  alternatively  for  payment  of  the 
sums  of  damage  scheduled  in  the  event  of  breach  in  respect  of  the 
different  countries  amounting  in  all  to  10,OOOZ.  The  Howards  pleaded 
that  these  conclusions  had  been  disposed  of  in  the  former  actions,  and 
that  the  DeySy  having  been  found  in  breach,  could  not  sue.  The  Lord 
Ordinary  repelled  these  pleas  and  allowed  -a  proof.  The  Howards 
reclaimed.  The  Inner  House  (Second  Division)  recalled  that 
judgment,  and  gave  effect  to  the  pleas  raised  by  the  Howards. 
Dey  Patents  Company  and  Others  v.  Howard  Brothers 
(No.  2),  p.  369.  - 

^-  Plaintift's   Invention  not   used.    Improvement  or  addition.— 

Action  for  royalties. — Independent  invention^ — Judgment  for  Defend- 
arUs.— Appeal  dismissed.  D.  was  the  inventor  of  a  new  gunpowder  for 
blasting  purposes,  afterwards  known  as  "  Argus  "  powder,  in  respect  of 
which  a  Provisional  Specification  was  lodged  in  April  189o.  In 
January  1899  an  agreement  was  made  bet^^een  D.  &  C.  H.  &  Co.,  Ld., 
by  which  C.  H.  &  Co.  agreed  to  pay  D.,  during  the  continuance  of  the 
agreement,  royalties  on  the  manufcicture  of  the  "  Argus  "  powder,  and 
it  was  provided  that  improvements  in  and  additions  to  D.'s  invention 
should  be  within  the  agreement.  C.  and  others  were  afterwards  granted 
Letters  Patent  in  respect  of  another  gunpowder  which  afterwards 
came  to  be  known  as  "  Bulldog'*  powder.  C.  H.  &  Co.  proceeded  to 
manufacture  and  sell  this  ^'  Bulldog  '*  powder.  D.  thereupon  brought 
an  action  for  royalties  under  the  agreement,  contending  that  '*  Bulldog  '*. 
was  identical  in  composition  with  "  Argus  "  powder,  or,  alternatively, 
was  an  improved  modification  of  ^'  Argus,"  and  was  subject  to  the 
I  agreement.  At  the  trial  it  was  held  (19  R.P.C.  580)  that  the  use  of  lignite 
instead  of  ordinary  charcoal  as  the  source  of  carbon  in  the  composition 
of  the  "  Argus  "  powder  was  of  the  essence  of  the  Plaintiff's  patented 
invention ;  and  that  the  Defendants  in  manufacturing  **  Bulldog " 
powder  without  using  lignite  were  only  doing  what  all  the  world  were 
entitled  to  do  and  without  infringing  D.'s  patent  ;  and  that  such 
manu&cture  did  not  come  within  the  agreement ;  and  also  that 
"  Bulldog "  powder  was  not  an  improvement  in  or  addition  to  the 
"Argus"  invention.  The  action  was  dismissed  with  costs.  The 
Plaintiff  appealed. — Held^  that  the  essence  of  the  Plaintiff's  invention 
was  the  use  of  lignite,  or  lignite  subjected  to  a  carbonising  operation, 
and  that  the  Defendants'  "  Bulldog  "  powder  was  not  an  infringement 
of  the  Plaintiff's  or  an  improvement  in  or  addition  to  his  invention.  The 
appeal  was  dismissed  with  costs.  Davibs  v.  Curtis  AND  Harvey, 
Ld.,  p.  561. 

5.  On  construction  of  an  Agreement  for  sale  of  Patents  the  pur- 
chasers held  at  liberty  to  dispute  -^^SAAxi":!.— Warranty  of  validity. 
— Condition. — Patents  held  to  he  valid. — Judgment  for .  Plaintiff. — 
Appeal  by  Defendant  allowed.  The  owner  of  certain  Patents  entered 
into  an  agreement  to  sell  them  for  a  price  to  be  paid  partly  in  cash  and 
partly  in  shares  of  a  Company  to  be  formed  by  the  purchasers  before 
the  date  fixed  for  completion.  The  assurance  to  the  purchasers  was 
to  contain  a  covenant  by  the  vendor  guaranteeing  the  validity  of  the 
Patents ;  the  purchasers  were  to  buy  some  of  the  i^^^nted  machines 
from  the  vendor.  Some  of  these  machines  were  delivered,  and  the 
purchasers  by  arrangement  gave  certain  promissory  notes  for  the  part 
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of  the  purchase  moneys  for  the  Patents  payable  in  cash.  In  consoli- 
dated actions  by  the  vendor  for  the  price  of  the  machines  delivered 
and  on  the  promissory  notes  the  Defendants  alleged  that  the  guarantee 
of  validity  of  the  Patents  was  in  the  nature  of  a  condition,  and  that 
the  same  were  invalid  as  having  been  anticipated  and  for  want  of 
subject-matter. — Held,  that  the  guarantee  of  validity  was  not  in  the 
nature  of  a  condition  entitling  the  Defendants  to  repudiate  the  con- 
tract, but  a  mere  warranty,  and  further  that  the  Patents  were  valid. 
Judgment  for  the  Plaintiff,  with  a  stay  of  execution  on  certain  terms. 
The  Defendant  appealed. — Held^  by  the  Court  of  Appeal,  that  on  the 
construction  of  the  agreement  it  was  open  to  the  Defendant  to  set  up 
,  the  invalidity  of  the  Patent  and  also  {see  NOVBLTT,  WANT  OP,  No.  8) 
that  the  Patents  were  invalid,  and  that  the  parties  should  be  restored 
to  their  original  position    Nadbl  v.  Martin,  pp.  129  and  723. 

COSTS. 

1.  Form  of  Order. — Where  the  Plaintiffs  in  action  to  declare  that  the 

Defendant  was  trustee  for  them  of  certain  Patents,  offered  no  evidence 
as  to  one  Patent,  but  succeeded  as  to  the  other,  the  Defendants  were 
ordered  to  pay  the  costs  except  so  far  as  increased  by  the  claim  in 
respect  of  the  one  Patent,  which  increase  they  were  ordered  to  pay 
with  the  usual  set-off.  WoRTHiNQTON  PUMPING  Engine  Co.  v. 
MooRB,  p.  41.    See  also  Trustee, 

2.  Costs  on  the  higher  scale  refused.    Worthington  Pumping  Engine 

Co.  V.  Moore,  p.  41. 

3.  No  evidence  having  been  offered  as  to  one  Patent  sued  on  in  an  action 

for  infringement,  and  the  Plaintiff  having  succeeded  on  the  other,  the 
Plaintiff  was  given  the  costs  of  the  action,  except  that  the  costs,  so  far 
as  increased  by  the  inclusion  of  the  first-mentioned  Patent,  were  given 
to  the  Defendant  with  a  set-off.    SuTCLiFPB  v,  Abbott,  p.  50. 

4.  Costs  of  view  after  judgment  and  pending  appeal.    Costs  of 

witness  attending  in  Court  of  Appeal  but  not  tailed,— Action 
for  infringement. — Defendants  successful  on  appeal. — Tcuration  of 
costs, — Costs  of  view  hy  Appellants^  Counsel  after  judgment  and  before 
hearing  of  appeal. — Motion  to  addv4:e  further  evidence  on  appeal. — Costs 
of  witness  attending  Court  of  Appeal^  hut  not  called. — Order  LXV.^ 
Rule  27  (29)  ;  Order  L  VIII.^  Rule  4.  In  an  action  for  infringement 
of  a  Patent  judgment  was  given  at  the  trial  for  the  Plaintiffs,  and  the 
Defendants  appealed.  The  Defendants  moved  for  leave  to  adduce 
further  evid^ce  on  the  appeal,  and  the  motion  was  adjourned  to  come 
on  with  the  appeal.  The  Defendants  alleged  that  at  the  trial  they  had  been 
taken  by  surprise  by  a  contention  of  the  Plaintiffs  that  the  expression 
^  sharp  midges"  in  the  Specification  could  not  be  taken  literally,  as  in 
practice  such  ridges  could  not  be  made.  The  Defendants  called  a 
witness  in  the  Court  of  Appeal,  who  gave  evidence  of  flues  licensed 
by  the  Plaintiffs  having  been  manufactured  with  sharp  ridges :  they 
had  a  witness  in  attendance  to  give  evidence  as  to  another  instance, 
but  did  not  ask  for  leave  to  call  him  as  there  was  no  cross-examination 
in  the  first  instance.  Before  the  appeal  was  heard  the  Defendants' 
Counsel  had  a  view  of  their  works  for  the  purpose  of  seeing  certain 
steps  in  the  manufacture  of  flues.    The  appeal  was  allowed  with  costs, 
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and  on  taxation  the  Plaintiffs  objected  to  the  costs  of  the  view  and  of 
the  second  witness  being  allowed,  but  the  Taxing  Master  overruled  the 
objections.  The  Plaintiffs  took  out  a  Summons  to  vary  the  Taxing 
Master's  Certificate. — Held^  that  the  costs  of  the  view  were  a  matter 
for  the  Taxing  Master's  discretion  ;  but  that,  as  the  Defendants  had  in 
the  Court  of  Appeal  not  obtained  special  leave  to  give  evidence  of  the 
second  instance  of  "  sharp  ridges,"  the  costs  of  the  witness  who  attended 
but  was  not  called  could  not  be  allowed.  LEEDS  FORGE  Co.,  Ld.  v. 
Deighton's  Patent  Flue  and  Tube  Co.,  Ld.,  p.  185. 

S«  Issue  of  fraud. — Costs,  so  far  as  the  same  had  been  increased  by  an 
issue  of  fraud,  given  to  party  unsuccessfully  defending  a  Patent.  IK 
THE  Matter  of  Scott's  Patent,  p.  z57. 

6.  Action  for  infringement  dismisses).  Defendant  given  the  general  costs 
of  the  action,  but  ordered  to  pay  the  costs  of  the  issue  of  validity. 
White  v.  Hartley,  p.  265. 

7  The  Respondent  to  a  petition  for  revocation,  who  consents  to  an  Order 
for  revocation,  should  make  an  application  in  Chambers  to  avoid  the 
costs  of  the  Order  being  made  in  Court.  In  THE  MATTER  OP  ScoTT'S 
Patent  (No.  13,588  of  1901),  p.  604. 

DAMAGES. 

1-  Measure  of  damages  for  inflringement.— ''  It  is  to  be  presumed  that 
**  had  the  Dey  Patents  Go,  not  sold  the  registers  in  question,  the 
"  Messrs.  Howard  would  have  sold  them  ;  that  the  damage  to  them  is  to 
"  be  measured  by  the  profit  they  would  have  made  had  they  done  so  ; 
"  that  they  are  not  bound  to  deduct  commission,  because  they  could 
*'  have  sold  the  registers  themselves  without  the  intervention  of  an 
"  agent."  Per  Lord  KiNCAiRNEY  in  Dey  Patents  Co.  v.  Howard 
Brothers,  p.  21.    See  Contract,  No.  1. 

2.  Assessment  of,  in  action  for  breach  of  contract.— In  order  to  the 
assessment  of  damages  it  is  necessary  to  prove  not  only  breach  of 
contract,  but  damage  resulting  from  it.  See  Dey  Patents  Co.  v. 
Howard  Brothers,  p.  21. 

DATE. 

The  actual  date  of  Letters  Patent  is  conclusive  of  the  time  from  which 
the  Patent  ought  to  date.  Acetylene  Illuminating  Co.,  Ld.  v. 
United  Alkali  Co.,  Ld.,  p.  161.    See  Novelty  (Want  of),  No.  2. 

DISCLAIMER.    See  Amendment  op  Specification. 

DISCONFORMITY.    See  Variance. 

DISCONTINUANCE.    See  Practice,  No.  5. 


PATBNT  0ASE8»  39 

EVIDENCE. 

1.  Common  JLnowledger^Se/erence  allowed  to  Specification  mentioned  in 

the  Particulars  of  Objections.  The  Defendant  in  an  action  for  in- 
fringement alleged  in  the  Particulars  of  Objections  that  the  alleged 
invention  was  not  the  subject-matter  of  valid  Letters  Patent,  having 
regard  to  the  state  of  public  knowledge,  and  stated  that  he  relied  under 
this  objection  on  the  anticipations  alleged,  and  also  referred  to  two 
Specifications  therein  specified.  At  the  trial,  the  Defendant  having 
stated  that  he  did  not  rely  on  anticipation,  it  was  objected  that  one  of 
the  two  Specifications  mentioned  in  the  Particulars  could  not  be 
referred  to. — HeUL^  that  the  Specification  having  been  mentioned  in 
the  Particulars  of  Objections,  could  be  referred  to.  English  and 
American  Machinery  Go,^  Ld.  v.  Union  Boot  and  Shoe  Go.^  Ld, 
(11  R.P.C.  367)  followed.    Sutolippb  v.  Abbott,  p,  50. 

2.  Costs  of  witness  attending  in  Court  of  Appeal  but  not  called.    Lebds 

Forge  Co.,  Ld.  v.  Dbighton's  Patent  Flub  and  Tube  Co.,  Ld., 
p.  185.    See  Costs,  No.  4. 

3.  Leave  to  adduce  on  appeal  farther  evidence,  namely,  to  the  effect  that  a 

machine  described  in  a  Specification  alleged  as  an  anticipation  had 
been  actually  used,  refused.    Nadel  v,  Martin,  p.  721. 

FRAUD. 

Costs  of  issue  of.    See  Costs,  No.  5. 

INFORMATION  AND  BELIEF.     See  PRACTICE,  No.  3. 

GRANT  OF  PATENT  (OPPOSITION  TO). 

1.  A  Patent  cannot  be  allowed  for  something  absolately  diflTerent 

from  what  is  described  in  the  Provisional  Specification.— 
Opposition  to  the  grant  of  a  Patent  on  the  ground  that  the  inventior. 
had  been  patented  upon  applications  of  prior  date.  The  Comptroller- 
General  held  that  none  of  the  claims  could  be  allowed  in  their  existing 
form,  but  permitted  an  amendment  of  one  of  them  to  more  precisely 
define  the  invention,  and  then,  subject  to  the  insertion  of  a  disclaimer, 
decided  to  seal  a  Patent  on  the  application.  The  Opponents  appealed. 
— Held^  by  the  Law  OflScer,  that  the  ComptroUer-Generars  decision  be 
reversed,  and  that  a  Patent  be  refused.  In  the  Matter  op  E.  W. 
Lancaster's  Application  bor  a  Patent,  p.  366. 

2.  On  an  application  for  a  Patent  amendments  of  the  Specification 

mnst  not  be  considered  as  a  matter  of  course.  They  must 
be  amendments  in  the  real  sense  and  not  the  practical  re- 
writing of  the  whole  Specification  and  the  formation  of  some 
new  daim. — Opposition  to  the  grant  of  Patent  on  the  ground  that  the 
invention  had  already  been  patented  on  applications  of  prior  date. 
Patent  refused.  Appeal  by  Applicant. — Held^  on  appeal,  by  the  Law 
Officer,  that  the  Chief  Examiner's  decision  be  af&rmed.  In  THE 
Matter  op  Cristas  Application  for  a  Patent,  p.  475. 
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"  IMPROVEMENT  OR  ADDITION."  ..... 

"  The  way  to  treat  the  question  whether  any  particular  powder  would  be 
"  an  addition  to,  or  an  improvement  on,  the  Plaintijff's  invention, 
"  would  be  to  see  whether,  assuming  the  Plaintiff's  Patent  to  be 
"  valid,  and  assuming  a  person  to  be  using  that  powder  without  license 
"  from  the  Patentee,  it  would  be  an  infringement.'*  Per  ROMBR,  Ii.J., 
in  Davibs  v.  Curtis  and  Harvey,  Ld.,  p.  572.  See  Contract, 
No.  4. 

INFRINGEMENT.  See  also  Contract,  No.  1 ;  Damages,  No.  1 ;  Licence, 
No.  1 ;  Practice,  No.  2 ;  Novelty  (Want  op),  Nos.  2,  6  and  7  ;  Subjbct- 
Matter,  No.  4 ;  and  Utility,  No.  1. 

1*  Inflringement  not  found. — The  Invention  disclosed  in  the  Specifica- 
tion, according  to  its  true  construction,  not  used  either  by  Plaintiffs 
or  Defendants.  WiLSON  Brothers  Bobbin  Co.,  Ld.  v.  Wilson  &  Co., 
p.  1.    See  Utility,  No.  1. 

2.  Inflringement  found.— A  Patent  for  an  invention  for  arriving  at  a 

new  result  by  a  new  means  held  to  be  infringed  by  a  machine  only 
differing  from  the  Plaintiff's  machine  in  respects  not  affecting  It  in 
atny  substantial  particular.  SUTCLIPFB  v.  ABBOTT,  p.  50.  See 
Subject-Matteb,  No.  1. 

3.  Construction  of  Specification. — Extent  of  claim, — Sufficiency  of  claim. 

— Novelty. — Patents,  Ac,  Actj  1883,  section  5  (5). — In  1891  Letters 
Patent  were  granted  to  R.  for  "  Improvements  in  the  compressing, 
'^  shaping,  and  drawing  of  metal  tubes,  and  in  means  and  apparatus 
**  therefor."  These,  with  two  previous  Patents  granted  for  similar 
inventions  by  R.,  became  vested  in  T.  L.  In  1899  T.  L.  brought  an 
action  for  infringement  against  the  P.  Company,  claiming  the  usual 
relief.  The  P.  Company  attacked  the  validity  of  the  Patent  on  the 
ground  that  the  first  claim  extended  to  matters  which  were  not  novel, 
and  denied  infringement  on  the  ground  that  as  regards  the  second 
claim,  under  which  infringement  was  particularly  alleged,  they  did 
-  '  not  use  a  sliding  die,  which,  on  the  true  construction  of  the  claim,  was 
an  essential  part  of  the  invention.  There  was  no  dispute  as  to  the 
material  questions  of  fact.  It  was  held  by  BiLckley,  J.,  (17  R.P.C.  569) 
that  on  the  true  construction  of  the  Specification  the  water-cooling  and 
expelling  apparatus  was  an  integral  part  of  the  invention  ;  that  the  first 
claim  was  for  the  whole  purpose  of  compressing,  shaping,  and  ejecting 
the  manufactured  article,  and  cooling  the  apparatus  and  making  the  die 
ready  for  a  fresh  operation  ;  that  the  Patent  was  valid  ;  and  that  the 
Defendants  had  infringed.  The  Defendants  appealed.  The  appeal 
was  allowed,  and  the  action  was  dismissed  with  costs  (18  R.P.C.  339). 
It  was  held  by  Eigby,  L.J.,  and  Stit^ling,  L.J.,  that  in  the  first  claim 
there  was  no  ground  for  inferring  that  the  water-cooling  and  expelling 
apparatus  was  intended  to  be  included,  and  the  invention  failed  for 
want  of  novelty,  and  by  VauglMn  Williams,  L. J.,  •  that  there  were 
considerable  grounds  for  the  argument  that  water-cooling  and  expelling 
were  intended  to  be  included  in  the  first  claim,  but  that  the  Patent  was 
bad  for  want  of  a  distinct  statement  of  the  invention  claimed.  The 
Plaintiffs  appealed  to  the  House  of  l^ords. — Held,  by  the  House  of 
Lords,  that  water-cooling  and  expelling  were  included  in  the  first  claim; 
that  the  Patent  was  valid ;  and  that  the  Defendants  had  infringed. 
The  judgment  of  Buckley^  J.,  was  aflBrmed,  and  the  appeal  allowed 
with  costs.  Tubes,  Ld.  v.  Perpecta  Seamless  Steel  Tube 
Co.,  Ld.,  p.  77. 
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4.  On  constrnetion  of  Specification  infringement  not  fonnd.— 

Appeal  dismissed. — The  grantee  of  a  Patent  for  "  Improvements  in 
**  electrical  meters"  saed  the  Defend mts  for  infringement.  The 
Defendants  denied  infringement,  and  alleged  that  the  Patent  was 
invalid. — Held,  at  the  trial  (19  R.P.C.  154),  that,  on  the  true  construc- 
tion of  the  Specification,  the  Defendants  had  not  infringed.  The 
Plaintiff  appealed.— jETe/c?,  that  the  Defendants  had  not  infringed.  The 
appeal  was  dismissed  with  costs.  Db  Fbrranti  v.  British  Thomson- 
Houston  Co.,  Ld.,  p.  145. 

5.  Patent  for  a  process  and  for  a  particular  way  of  attaining  the 

object  held  not  infiringed. — Suhject-malter. — Mecha?iical  equivalents. 
— Patent  held  valid. — Ntm-infringement. — Action  dismissed. — A  Patent 
was  granted  to  the  Plaintiffn  in  1898  for  {inter  alia)  "  Improvements 
'*  in  shuttle-box  mechanism  for  looms  for  weaving."  The  improve- 
ment consisted  in  effecting  a  change  from  one  cylinder,  which 
controlled  the  weaving  of  the  body  of  a  handkerchief,  to  another 
cylinder  which  controlled  the  weaving  of  the  border,  and  vice  versa 
by  direct  action  from  each  cylinder  to  the  other,  thus  dispensing  with 
all  intermediate  mechanism  which  had  formerly  been  employed  to 
effect  this  change.  The  invention  also  enabled  plain  cards  to  be 
employed  instead  of  a  more  expensive  kind  of  cards  which  had 
formerly  been  necessary,  and  it  also  had  other  advantages.  The 
Plaintiff)4  had  in  practice  departed  in  one  respect  from  the  method  of 
working  described  in  their  Specification,  but  claimed  that  such 
departure  was  a  matter  of  detail  and  did  not  affect  the  principle  of  the 
invention.  The  Defendants  had  made  or  used  a  machine  following 
the  lines  of  the  Plaintiffs*  machine  as  changed  and  made  in  practice, 
and  denied  that  it  was  covered  by  the  invention.  They  also  alleged  inva- 
lidity on  the  grounds  of  want  of  subject-matter  and  of  anticipation. 
—Reld,  that  the  Patent  was  valid  and  had  not  been  anticipated,  but 
tliat  the  Defendants  had  not  infringed.  The  action  was  dismissed 
with  costs,  the  Defendants  being  given  the  general  costs  of  the  action, 
but  paying  the  costs  of  the  issue  of  validity.  Whitb  AND  OTHERS 
V.  Hartlby  and  Gthkrs,  p.  265. 

6.  Combination  held  to  be  \rifnTLge&.--Infringement  denied.— Infringe- 

ment found. — Judgment  for  Pursuers.  —  Defenders  reclaijning.-^ 
Interlocutor  of  Lord  Ordinary  affirmed  with  costs.^-The  owners  of 
a  Patent  granted  in  1890  (No.  14,563)  to  Charles  Kingston  Welch 
for  ^^Improvements  in  the  construction  of  rubber  tyres  and  metal 
''  rims  or  felloes,  and  methods  of  securing  the  game  one  to  the 
"  other,  for  the  wheels  of  cycles  and  other  light  vehicles,"  the 
validity  of  which  had  been  certified,  having  brought  an  action 
foi:  infringement,  the  Defenders,  while  not  disputing  the  validity 
of  the  Patent,,  denied  the  infringement  thereof.  A  proof  having 
been  led  before  the  Jjord  Ordinary,  he  pronounced  an  interlocutor 
in  terms  of  the  declaratory  conclusions,  and  interdicted  the  De- 
fenders from  infringing  the  Pursuers'  Patent  (19  R.P.C.  384).  The 
Defenders  having  reclaimed,  the  Inner  House  affirmed  the  Lord 
Ordinary's  interlocutor  with  costs.  DUNLOP  PNEUMATIC  Ti'RB  Co., 
Ld.  v.  Nbw  Lamb  Tyre  Co.,  p.  303. 

7.  Infrinirement  foand.— A  Patented  device  used  as  a  reserve.— 

GonsolidcUed  actions  for  infringement. — Issue  of  infringeinent. — Jvdg- 
ment  for.  Defendants.— Appeal  by  Plaintiffs  aUouadL     In  an  action 
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brought  for  infringement  of  the  Welch  Patent,  the  Defendants  denied 
infringement.  Claim  4  of  Welch's  Specification  claimed :  **  A  rubber 
"  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  lined 
*'  with  canvas  in  combination  with  two  wires  or  sufiBciently  inelastic 
"  cores  for  securing  the  same  to  the  rims  or  tyres  substantially  as 
**  herein  described/'  The  Defendants'  tyre  was  a  saddle-shaped  cover 
with  wires  in  its  edges,  each  wire  making  one  complete  convolution, 
and  having  also  an  overlap  of  about  22  inches.  Each  wire  was  enclosed 
in  a  mohair  tube,  the  two  parts  of  the  wire  at  the  overlap  being  in  the 
one  tube ;  the  ends  of  the  wires,  which  projected,  had  knobs  on  them, 
and  each  of  these  knobs  was  by  means  of  a  string  lashing,  which  went 
round  it  and  the  other  wire  outeide  the  mohair  tube,  secured  to  a  tape 
which  was  inserted  in  the  pocket  at  the  edge  of  the  wire  ;  one  overlap 
was  opposite  to  the  other  on  the  circumference;  the  cover  was 
moulded  in  its  inflated  form  and  was  stiff.  The  Plaintiffs  contended 
that  the  wires  of  the  Defendants'  tyre  were  in  action  inextensible  by 
reason  of  the  friction  and  the  anchorage.  The  Defendants  contended 
that  the  wires  were  extensible,  but  were  held  by  the  pull  on  their 
ends  from  the  cover  when  inflated.  At  the  trial  it  was  held  by 
Kekewich^  J.,  that  the  Defendants'  t3rre  was  not  held  on  by  reason  of 
the  inextensibility  of  the  wires,  and  that  therefore  there  was  no 
infringement,  and  the  action  was  dismissed  with  costs.  The  Plaintiffs 
appealed. — Held^  by  the  Court  of  Appeal  (reversing  Keketvich^  J.),  that 
the  wires  in  the  Clifton  tyre  were  inextensible  in  the  sense  in  which 
the  wires  in  the  Welch  tyre  were  inextensible,  and  that  the  Defendants 
had  infringed.  The  appeal  was  allowed,  and  an  injunction  against 
infringement  was  (with  other  relief)  granted  ;  but,  having  regard  to 
the  fact  that  the  Defendants  were  making  another  tyre  called  the 
*^  rivet  tyre,"  as  to  which  a  separate  action  was  pending,  an  undertaking 
was  given  by  the  Appellants  to  try  the  question  of  such  tyre  in  the 
pending  action  and  not  by  motion  to  commit  in  the  present  action. 
DuNLOP  Pneumatic  Tyre  Co.,  Ld.  v.  Clifton  Rubber  Co.,  Ld., 
p.  393. 

8.  Infringement   found  of   Patent   for  invention  of  ^'Improvements  in 

''  attaching  bindings  to  the  brims  of  hats."  GAMMONS  v.  Battbbsby, 
p.  529.    See  Novelty  (Want  op),  No.  6. 

9.  Infringement  found  of  some  of  twenty-three  Patents.    Validity 

not  contested. — Plaintiffs  the  owners  of  several  Patents  covering  cM 
known  ways  of  making  saccJiarin.  Judgment  for  Plaintiffs^  hut  in- 
junction limited  to  the  existence  of  the  earliest  Patent.  The  Saccharin 
Corporation^  Ld.^  brought  an  action  for  infringement  of  twenty-three 
Patents,  all  relating  to  the  manufacture  of  saccharin,  alleging  that  such 
Patents  covered  all  the  known  ways  of  making  pure  saccharin.  The 
Defendant  did  not  deny  the  validity  of  the  Patents,  but  denied 
infringement,  and  alleged  that  the  saccharin  sold  by  him  was  not  pure 
saccharin,  which  is  of  550  strength,  but  was  saccharin  of  330  strength  ; 
that  it  was  made  abroad,  and  that  he  did  not  know  how  it  was  made. 
— Heid^  that  the  saccharin  sold  by  the  Defendant  was  of  550  strength, 
and  that  the  evidence  established  that  the  Plaintiffs'  Patents  covered 
all  known  ways  of  making  pure  saccharin  ;  that  the  aades  by  the 
Defendant  were  therefore  infringements  of  those  Patents  or  some  of 
them.  Judgment  was  given  for  the  Plaintiffs,  but  the  injunction 
granted  was  limited  to  the  existence  of  the  Patent  earliest  in  date. 
Saccharin  Corporation^  Ld.  v.  Dawson  (19  R.P.C.  169)  followed. 
Saccharin  Corporation,  Ld.  v.  Jaokbon,  p.  611* 
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10.  Infringement  not  found,  the  Patent  being  for  the  particular 
apparatus. — Construction  of  Specification. — Issiie  of  infringement 
Suhject'-matter. — Judgment  for  Defendants.  The  owner  of  a  Patent 
for  *-  Improvements  in  seltzogenes  and  like  apparatus  "  having  brought 
an  action  for  infriDgement,  the  Defendants  denied  infringement,  and 
contended  that,  if  the  claim  covered  what  they  did,  the  Patent  was 
invalid.  The  claim  was  for  "  Ati  apparatus  for  the  direct  saturation  of 
"  gaseous  liquids,  consisting  substantially  of  a  syphon  head  fixed  per- 
"  manently  on  the  bottle  and  closed  at  its  upper  part  by  a  screw  cap  or 
"  stopper  carrying  a  tube  into  which  is  introduced  a  removable  and 
"  readily  replacable  receptacle  or  cartridge  containing  compressed  or 
"  liquified  gas  which  is  to  be  |?rdd^ally  emitted  through  an  indicator 
"  dip  tube  by  means  of  a  screw  threaded  rod  fixed  in  the  cap  or  stopper 
*•  abovQ  the  opening  of  the  receptacle  or  gas  cartridge."  The  Defendants 
contended  that  the  claim  only  covered  the  details  of  the  particular 
apparatus  ;  whilst  the  Plaintiff  contended  that  the  claim  covered  appa- 
ratus for  holding  a  removable  cartridge  for  aerating  the  liquid,  which 
cartridge  did  not  itself  form  any  part  of  the  machine.  The  Defendants* 
apparatus  had  not  the  particular  parts  described  in  the  claim,  but 
the  Plaintiff  alleged  they  took  them  substantially.— flieW  (without 
deciding  anything  as  to  the  validity  of  the  Patent),  that  the  Patent 
was  for  the  particular  apparatus,  and  that  the  Defendants  had  not 
infringed.  Judgment  was  given  for  the  Defendants.  Crockbr  v. 
Aerators,  Ld.,  p.  621, 

!!•  Infringement  not  found. — Construction  of  Specification.  The 
owners  of  a  Patent  for  "  Improvements  in  electricity  meters,  parts  of 
**  which  improvements  are  applicable  to  dynamo  electric  generators 
"  and  motors,"  sued  the  May  or  ^  Ac,  of  Bradford  for  infringement  The 
Defendants  pleaded  non-in&ingelnent,  and  alleged  that  the  Patent  was 
invalid  by  reason  of  insuflBciency,  want  of  utility,  prior  publication, 
and  disconformity.— JJeW,  at  the  trial  (17  R.P.C.  493),  that  the  Defen- 
dants had  not  infringed.  The  Plaintiffs  appealed  to  the  Court  of 
Appeal. — fltfW,  on  appeal  (19  R.P.C.  78)  that  the  Defendants  had  not 
infringed.  The  Plaintiffs  appealed  to  the  House  of  Lords. — Held^  that 
the  Defendants  had  not  infringed.  The  appeal  was  dismissed  with 
costs.    Chamberlain  akd  Hookham,  Ld.  v.  Mayor,  Aldbrmbn, 

AND  BtJRQBSSBS  OF  THB  BOROUGH  OF  BRADFORD,  p.  673. 

12.  Patent  for  a  particular  combination,  such  combination  not 
used  by  Defendants, — Construction  of  Spedfication^^Infringement 
not  fovmd.^^udgment  for  Defendant.  The  owners  of  Letters  Patent 
for  ^  Improvements  in  the  process  of  and  apparatus  for  reproducing 
**  phonographic  records,*'  brought  an  action  for  infringement,  in  which 
the  Defendants  contended  that  they  did  not  infringe,  and,  alterna- 
tiyely,  that,  if  the  claims  included  what  they  did,  then  the  Patent  was 
inyalid.  The.  first  claim  of  the  Specification  was  for  *'  the  process  of 
'^producing  copies  of  phonograph  records  by  forcing  a  blank  of 
*^  suitable  material,  softening  when  heated,  against  the  record  surface 
'^  of  an  indented  matrix  by  heated  fiuid,  as  steam  or  the  like,  under 
"  pressure,  until  the  blank  is  softened  and  an  impression  has  been 
*'  taken,  and  then  continuing  the  pressure  by  means  of  a  cooling  fiuid, 
*'  as  air,  until  the  blank  hardens  and  the  impression  is  fixed,  as  herein 
'*  described  with  reference  to  the  drawings.'*  The  Plaintiffs  alleged 
that  one  of  the  chief  features  of  the  apparatus  shown  in  the  drawings 
was  that  it  allowed  the  exit  of  air  from  between  the  matrix  and  the 
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celluloid  blank.  The  Defendants  apparatus  differed  from  that  of  the 
Plaintiffs  in  several  respects,  including  the  escape  of  the  air  and  the 
closing  of  the  chamber  from  inside  instead  of  externally  ;  they  used 
in  their  process  steam  under  pressure,  and  subsequently  air  under 
pressure,  but  they  cooled  by  insertion  of  the  apparatus  into  cold  water. 
— Held^  that  the  claims  in  the  Plaintiffs'  Specification  were  limited  by 
the  particular  combination  therein  described,  and  that  the  Defendants 
had  not  infringed.  The  action  was  dismissed  with  costs.  Lambbrt 
Co.  V.  International  Phonograph  Indbstruotiblb  Rboord  Co., 
,Ld.,  p.  705. 

13.  A  material  element  of  the  Plaintiff's'  combination  not  taken  by 
the  Defendant. — Combination. — Issus  of  infringement. — Appeal  oj 
Plaintiffs  dismiss^. — Canadian  Patent  Act  (cliapter  6  of  1S86\ 
section  IS.  The  owners  of  a  Canadian  Patent  for  improvements  in 
hose  coupling  brought  an  action  for  infringement  The  Defendant 
denied  infringement.  The  patented  inyention  was  intended  and  used 
chiefly  for  coupling  the  hose  for  heating  railway  cars  by  steam,  and  it 
disengaged  automatically ;  it  consisted  of  five  elements,  one  of  which 
was  a  rib  with  a  corresponding  groove  in  the  other  half  of  the  coupler 
forming  a  hinge-joint  which  hs^  the  functions  of  guiding  in  coupling, 
and  bringing  and  keeping  the  coupler  heads  in  alignment.  The  Speci- 
fication had  three  claims,  and  the  Plaii^tiffs  contended  that  the  third 
claim  was  for  the  combination  of  the  elements  other  than  the  hinge- 
joint.  The  Defendant's  coupler  had  no  hinge-joint,  but  it  had  the 
other  four  elements  with  the  addition  of  a  rocking  gasket  for  the 
purpose  of  obtaining  a  steam-tight  joint.  The  Plaintiffs  contended 
that,  even  if  the  third  claim  was  not  a  claim  for  the  combination  of  the 
four  elements  only,  yet  the  Defendant  had  taken  the  substance  of  the 
invention.  The  Court  of  Appeal  of  Quebec  gave  judgment  for  the 
Defendant  on  the  ground  of  non-infringement.  The  Plaintiffs  appealed 
and  the  appeal  came  before  the  Judicial  Committee  of  the  Privy" 
Council. — H*ld^  that  the  combination  claimed  in  the  third  claim 
included  the  parts  forming  the  hinge-joint ;  that  such  parts  formed  a 
material  element  for  the  successful  working  of  the  coupler,  and  the 
Defendant  had  not  taken  the  substance  of  the  invention.  The  appeal 
was  dismissed  with  costs.  CONSOLIDATED  Car  Heatino  Co.  v. 
CAME,  p.  745. 


14.  (I)  In  determininj?  whether  the  substance  of  an  invention  has 
been  taken  the  Court  must  not  consider  merely  the  Specifica- 
tion! but  must  have  regard  to  the  evidence  as  to  the  existing 
knowledge  on  the  subject  at  the  date  of  the  Patent  and  as  to 
the  operation  of  the  machine. 

<2)  On  the  question  whether  a  Defendant  has  taken  the  sub- 
stance of  a  combination,  although  omitting  an  element  of  it, 
it  is  not  necessary  that  he  should  show  that  the  omitted 
part  was  an  essential  element  of  the  combination  in  the 

*  sense  that  thq  machine  would  not  work  without  it,  but  it 
must  be  a  material  element  for  the  successful  working  of 
the  machine. 
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INFRINGEMENT— cow^mwtfrf. 

(3)  If  the  merit  of  an  invention  consists  in  the  idea  or  principle 
which  is  embodied  in  it,  and  not  merely  in  the  means  by 
which  that  idea  or  principle  is  carried  into  eflTect,  a  machine 
which  is  based  on  the  same  idea  or  principle  may  still  be  an 
infringement  although  the  detailed  means  for  carrying  it 
into  eflfect  may  be  somewhat  different-  Consolidated  Car 
Heating  Co.  v.  Came,  p.  745. 

15«  Infrineement  not  found.    Patent  not  for  a  new  principle.— 

Defendants  held  at  th^  tried  to  have  infringed. — Appeal  by  Defendants 
allowed,  .  Action  for  infringing  a  Patent  for  *'  Improvements  in  apparatus 
"  for  hardening  and  tempering  steel  wire  and  tape."  The  improvement 
consisted  in  a  method  of  keeping  the  wire  bright,  after  passing 
through  the  tempering  flame,  by  passing  the  wire  direct  from  the 
flame  into  a  tube  or  chamber  "  from  which  oxygen  is  excluded  as 
*'  much  as  is  conveniently  possible,  and  which  is  long  enough  to 
"  permit  the  wire  to  become  sufficiently  cooled."  The  Specification 
deiitcribed  a  chamber  sup^^ied  by  means  of  a  pipe  '*^  with  a  gas  or  with 
''  a  mixture  of  erases  which  is  as  near  as  conveniently  possible  free 
'^from  admixture  with  oxygen."  The  Defendants  passed  their  wire 
into  a  tube  which  was  not  supplied  with  gas,  but  which  was  sealed 
against  the  admission  of  air  by  dipping  under  molten  lead  at  its  mouth. 
— HeJd^  at  the  trial  (18  R.P.C.  367),  that  this  was  not  an  infringement, 
the  Plaintiff's  method  involving  an  artificial  supply  of  gas.  If  the 
construction  of  the  Plaintiff's  Specification  did  not  imply  an  artificiad 
supply,  then  there  was  want  of  subject-matter.  The  action  was  dismissed 
with  costs.  The  Plaintiff  appealed.— fli^W,  on  appeal  (19  3.P.C.  463), 
that  the  Patentee  had  introduced  a  new  step  into  the  manufacture  of 
wire  which  required  experiment  and  observation  ;  that  the  Patent  was 
valid  ;  and  that  the  Defendants  had  infringed.  The  Defendants 
appealed  to  the  House  of  Lords. — Heldy  that,  Upon  the  true  construction 
of  the  Plaintiff's  Specification,  the  Defendants  had  not  infringed. 
The  appeal  was  allowed  with  costs.  ASHWORTH  i;.  ENGLISH  Card 
Clothing  Co.,  Ld.,  p.  790. 

16.  Infringement  held  not  to  be  proved  by  Defendants'  admission  that 
they  had  used  a  particular  machine,  coupled  with  the  opinion  of  two 
experts  that  this  machine  in  use  must  have  fulfilled  the  same  functions 
as  the  patented  machine.  Ashworth  v.  English  Card  Clothing 
Co.,  Ld.,  p.  790.    See  No.  15. 


INSPECTION. 

Action  for  infringement,— Application  by  Plaintiffs  for  leave  to  inspect 
Defendants'  works  granted  as  to  two  of  tlieir  expert  witnesses^  but 
refused  as  to  the  Plaintiffs  themselves, — Patents^  Ac,  Act^  1888y 
section  SO,    SWAiN  v,  Edlin-Sinclair  Tyrb  Co.,  p.  435. 


INSUFFICIENCY  OF  SPECIFICATION.    See  Spbcipication  (Sufpioibno? 

.      OF).  .         . 
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INTERLOCUTORY  INJUNCTION. 

1-  Motion  for  interlocutory  ininnction  a^nst  infringement  of 
recent  Patent,  not  established  by  judgment,  refused  on 
undertaking  by  Defendant  to  keep  an  account  and  to  dis- 
continue the  use  of  the  word  ^^  Patent."— S.  obtained  a  Patent 
in  1902y  and  began  to  mannfactnre  and  sell  articles  under  the  Patent 
as  soon  as  the  Complete  Specification  was  accepted.  Sabseqaently  H. 
began  to  manufacture  articles  which  were  admittedly  infringements 
of  the  Patent  if  valid.  S.  commenced  an  action  against  H.,  and  moved 
for  an  interlocutory  injunction.  -H.  alleged  that  the  Patent  was  invalid. 
H.  stamped  his  articles  '^Patent.'* — Held^  that,  on  the  Defendant 
undertaking  to  keep  an  account  and  to  discontinue  using  "  Patent "  in 
reference  to  his  articles,  the  motion  should  be  refused,  and  the  costs 
should  be  costs  in  the  action.    SPENCER  v.  HOLT,  p.  142. 

2.  Action  for  infringement  of  two  Patents. — Motion  for   interlocutory 

injunction, — Undertaking  given  by  Defetidants  as  to  one  Patent. — 
Interlocutory  injunction  granted  as  to  two  alleged  infringements  of 
the  other  Patenty  hut  not  as  to  a  third.  J.  B.  BROOKS  &  Co.,  Ld.  v. 
Lycett's  Saddle  and  Motor  Accessory  Co.,  Ld.,  p.  575. 

3.  Befhsed  under  special  circumstances.— ^l^re^m^^  for  compromise 

of  threats  action. — Subseqttent  action  for  declaration  that  certain 
goods  were  not  within  the  agreement  and  were  infringements  of  the 
Patent.  —  Motion  for  interlocutory  injunction.  —  Motion  refused. 
Roberts  v.  Graydon,  p.  578. 

INVENTION.    See  Sxteject-mattbr. 
LETTER.    See  Threats,  No.  1. 

LIBEL  ON  INVENTOR.    . 

1-  Passag^es  complained  of  not  lihellouB.— Application  to  strike  out 
Statement  of. Claim  as  showing  no  cause  of  action. — Order  made  strik- 
ing out  Statement  of  Claim  and  dismissing  action. — Appeal  dismissed. 
W.,  who  had  in  1865  made  a  valuable  invention  of  the  machine 
subsequently  designated  the  "  Dynamo-electric  machine"  or  •*  Dynamo," 
commenced  an  action  against  T.  and  others,  alleging  that  T.  had  in 
certain  works  of  which  he  was  the  author  falsely  and  maliciously 
written  and  published  certain  passages  depriving  the  Plaintiff  of  the 
credit  of  being  the  first  inventor  of  the  invention,  and  also  alleging 
that  the  Plaintiff  was  and  would  be  injured  in  his  reputation  of  a 
discoverer  and  inventor  in  the  field  of  electrical  science  and  engineering ; 
he  further  alleged  that  the  Defendant  had  on  complaint  by  the  Plaintiff 
agreed  to  alter  certain  passages  in  his  work  and  had  not  done  so.  The 
Plaintiff  claimed  no  right  in  the  word  "Dynamo,"  but  he  set  up  that 
the  Defendant  used  the  word  to  describe  something  other  than  the 
Plaintiff's  invention.  The  Defendant  applied  to  strike  out  the  State- 
ment of  Claim  on  the  ground  that  it  disclosed  no  cause  of  action. — 
Heldy  by  Kekewichy  J.,  that  the  passages  complained  of  were  not 
libellous  and  that  no  contract  was  alleged,  and  that  the  Statement  of 
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LIBEL  ON  nHYElHTOR— continued. 

Claim  disclosed  no  cause  of  action.  An  Order  was  made  striking  out 
the  Statement  of  Claim  and  dismissing  the  action  with  costs.  The 
Plaintiff  appealed.  The  appeal  was  dismissed  with  costs.  WiLDB  v. 
Thompson,  pp.  361  and  77.5. 

2.  ^'  1  most  not  be  supposed  in  any  way  to  be  affirming  such  a  proposition 
*^  as  that  you  cannot  libel  anyone  by  denying  his  title  to  a  reputation 
**  which  he  may  have  obtained  as  an  inventor  or  as  a  man  of  science." 
Per  Vaxtghan  Williams,  i./.,  in  Wilds  v,  Thompson,  p.  779.  See 
No.  1. 

LICENCE. 

1-  Sale  by  licensee  of  articles  made  in  infringement  of  the 
Patents. — Action  far  breach  of  contract. — Powers  of  a  licensee  under 
licence. — Infringement. — Cognate  inventiim.  —  Damages.  —  Interdict. 
The  Pursuer  N.  in  1897  and  1900  obtained  Patents  for  improvements 
in  rocking  furnace  bars,  the  chief  of  which  were  (1)  improved  con- 
struction with  longitudinal  openings  between  pai*allel  webs  and  an 
outer  web  at  each  side  formed  with  projecting  ribs ;  and  (2)  a 
contrivance  wherebv,  in  a  long  furnace  where  bars  are  formed  in 
sections,  these  sections  were  made  to  rest  on  transverse  bearers,  and 
were  coupled  in  such  a  way  that,  while  they  communicated  a  rocking 
motion  the  one  to  the  other,  they  are  prevented  from  parting  from  each 
other  longitudinally,  and  the  couplings  are  also  kept  in  position 
relatively  to  the  transverse  bearers.  In  January  1901  the  Defenders  M,, 
by  contract,  became  licensees  of  N.  to  manufacture  and  sell  the 
patented  apparatus ;  but  they  manufactured  and  sold  otherwise  than 
under  their  licence — that  is  to  say,  under  a  Patent  obtained  by  them  in 
September  1901 — rocking  furnace  bars  which  had  (a)  longitudinal 
webs  with  continuous  longitudinal  openings  between  the  webs  ;  and 
(h)  outer  longitudinal  webs  formed  with  projecting  ribs,  but  tho  upper 
surface  of  which  was  flat  with  angled  edges,  and  which  were  specially 
adapted  to  rodk  eccentrically,  the  Pursuer's  bars  as  described  in  their 
Specification  being  only  adapted  to  rock  centrally.  As  regards  (2), 
supra^  the  Pursuer's  transverse  bearers  consisted  of  two  parallel  webs, 
his  collar  fitting  between  them.  Tho  Defenders'  bearer  consisted  of  a 
single  web,  their  collar  being  split  and  fitting  over  and  enclosing  the 
web  on  the  other  side.  — fleW,  by  the  Lord  Ordinary  {Kyllachy\  that 
as  regards  both  (1)  and  (2)  there  had  been  infringement  of  the 
Pursuer's  Patent  and  breach  of  the  agreement  of  licence  by  the 
Defenders,  and  that  the  Defenders  must  pay  royalty  on  the  apparatus 
made  and  sold  by  them  otherwise  than  under  the  said  licence,  there 
being  no  material  variation  between  the  methods  employed,  or  between 
the  results  achieved  by  the  methods  employed  in  the  Pursuer's  and  in 
the  Defenders'  apparatus.  Damages  assessed  and  interdict  pronounced. 
Interdict  asked  for  by  the  licensees  against  the  Patentees  under  an 
agreement  giving  them  an  excMisive  area  refused.  Nbil  v.  T.  and 
J.  Macdonald,  p.  213. 

2.  Bpeeiflc  performance  of  agreement  to  take  licence  from  Patentee. 
— Defence  setting  up  Udbility  of  nominee  of  purchaser  only. -Judg- 
ment for  Plaintiff^.    Brake  v.  Radbbmaohbr,  p.  631. 


48  PATENT  CASES. 

MASTER  AND  SERVANT. 

1*  Patents  taken  ont  by  servants.    «'  I  propose  now  to  deal  with  the 

"  principles  of  law  applicable  to  the  case  ;  and,  first,  I  desire  to  say  that 
"  I  recovrnipe  and  qnite  appreciate  the  principle  of  those  cases  which 
"  have  established  that  the  mere  existence  of  a  contract  of  service  does 
"  not  per  se  disqualify  a  servant  from  taking  out  a  Patent  for  an  inven- 
"  tion  made  by  him  during  his  term  of  service,  even  though  the 
"  invention  may  relate  to  subject-matter  germane  to  and  useful  for  his 
*'  employers  in  their  business,  and  that,  even  though  the  servant  may 
'^  have  made  use  of  his  employer's  time  and  servants  and  material  in 
"bringing  his  invention  to  completion,  and  may  have  allowed  his 
**  employers  to  use  the  invention  while  in  their  employment ;  but, 
"  on  the  other  hand,  without  repeating  what  has  been  so  fully  and 
"  admirably  expressed  by  the  Court  of  Appeal  in  the  two  cases  of 
'*  Lainh  v.  Evans,  L.R.  (1893),  1  Ch.  218,  and  Rohh  v.  Green,  L.R:  (1895), 
"  2  Q.B.  315,  it  is  clear  that  all  the  circumstances  must  be  considered 
"  in  each  case.  I  consider  that,  bearing  in  mine}  the.  principles  laid 
"  down  by  the  authorities  to  which  I  have  referred,  it  is  impossible  to 
"  say  in  the  present  case  that  the  Defendant  has  established  the  right 
"  he  claims,  having  regard  to  the  obligations  to  be  implied  arising 
"  from  his  contmct  of  service,  and  I  am  of  opinion  that  his  case  is 
**  inconsistent  with  an  observance  of  that  good  faith  which  ought 
*'  properly  to  be  inferred  or  implied  as  an  obligation  arising  from  his 
"contract."  Per  Byrne,  J.,  in  Worthington  Pumping  Engine 
Co.  V.  Moore,  p.  41.    See  Trustfsb. 

2*  Bight  to  remuneration  under  agreement  for  patented  invention 
established. — Inventions  and  improvements  in  machinery  made  by 
Plaintiff  while  in  emjjloy  of  Defendants,  some  of  them  patented  injoint 
names  of  Plaintiff  and  Defendants, — Claim  for  remune?*ation  under 
alleged  agreement. — Alternatively  for  an  accoxint  of  profits, —  Valvs 
and  extent  of  Ptaintiff'^s  interest.  The  Plaintiff,  who  entered  the 
employ  of  the  Defendants  as  a  tool  maker,  was  given  the  work  at 
the  beginning  of  1897  of  endeavouring  to  make  improvements  in  the 
existing  machinery  and  plant  of  the  Defendants  and  to  invent  new 
appliances.  Some  of  the  improvements  and  appliances  invented  by 
him  were  patented  in  the  joint  names  of  the  Plaintiff  and  the  Defen- 
dants, while  othei:s  were  not  made  the  subject  of  Letters  Patent.  In 
March  1902  the  Defendants  dismissed  the  Plaintiff  from  their  service, 
and  he  then  claimed  1428Z.  15^.  in  respect  of  the  said  inventions  and 
improvements  under  an  agreement  with  the  Defendants  for  his  remu- 
neration, or,  alternatively,  an  account  of  profits  made  by  the  Defen- 
dants by  the  sale  and  use  of  the  invented  machines  and  payment  to 
him  of  a  moiety  of  such  profits  when  ascertained.  The  Defendants, 
.while  denying  liability,  were  willing  to  give  a  bonus  in  respect  of  the 
said  matters,  and,  in  addition  to  having  paid  50Z.  to  the  Plaintiff,  they 
brought  200Z.  into  Court.  The  Jury  found— (1)  that  the  Plaintiff  was 
entitled  to  the  sum  of  260/.  in  addition  to  the  50Z.  which  he  had 
already  received  in  respect  of  his  interest  in  the  Patents ;  (2)  that  he 
was  entitled  to  nothing  for  the  improvements  which  had  not  been 
patented.    Pashlby  v.  LJNQffYPE  Co.,  Ld.,  p.  633. 

NOVELTY    (WANT    OP).      See  also  Subjeot-matter  ;    Infringement, 
Nos.  3  and  5. 

1.  Invention  held  to  be  novel.— Patent  for  "  improvement  in  the  com- 
"  pressing,  shiaplrig,  and  drawing  of  metal  tubes,  and  in  means  and 
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"  apparatus  therefor,"  held  not  to  be  invalid  on  the  ground  of  want  of 
novelty.    TuBBS,  Ld.  v.  Pbrfbcta  Seamless  Steel  Tube  Co.,  Ld., 

p.  77.     See  INFRINGEMENT,  No.  3. 

2.  Patent  held  to  be  invalid  on  the  ground  of  anticipation  and 
want  of  subject-matter. — Action  for  infringement, — Alleged  anti- 
cipatian. — Option  of  Patentee  under  section  103  of  Patents^  Ac.  Acty 
1883. — Date  of  commencement  of  protection  against  anticipation. — 
Date  of  Patent  conclusive. —  Construction  of  Specification. — Subject" 
matter. — Infringement. — Patent  held  invalid. — Action  dismissed. — 
Appeal  dismiss^. — Patents,  Ac.  Act,  1883,  section  103.  W.  applied  on 
the  28th  of  February  1894  for  a  Patent  in  the  United  States,  and  on  the 
Ist  of  September  1894  applied  in  the  United  Kingdom  for  Letters 
Patent  for  an  invention  of  "  Improved  metallic  carbides  applicable  for 
**  use  in  the  production  of  acetylene,  and  means  for  producing  the 
*'  same,"  this  being  alleged  to  be  the  same  invention  as  that  patented 
in  the  United  States.  The  application  was  made  in  the  ordinary  form 
and  not  in  that  prescribed  in  the  Patent  Rules  for  an  application 
claiming  the  benefit  of  section  103  of  the  Patents  Act,  1883,  and  after 
seven  months  from  the  date  of  the  American  application  had  elapsed, 
but  before  the  grant  of  the  Patent,  the  Patentee  applied  to  the  Patent 
Office  to  have  the  Patent  dated  as  of  the  same  date  as  the  American 
application  ;  this  was  refused,  and  the  Patent,  which  was  granted,  was 
dated  the  1st  of  September  1894.  The  owners  of  the  Patent  having 
commenced  an  action  for  infringement,  the  Defendants  denied 
infringement  and  alleged  want  of  invention  and  novelty,  relying  on 
(inter  alia)  a  United  States  Patent  of  W.  of  1892  and  five  papers  by  M. 
One  of  these  papers  was  published  in  this  country  on  the  16th  of 
March  1894.  The  Plaintiffs  contended  that  the  Patent  was  protected 
by  section  103  of  the  Patents,  &c.  Act,  1883,  as  amended  by  section  6 
of  the  Patents,  &c.  Act,  1885,  from  anticipation  by  M.'s  paper,  alleging 
that  the  Patent  ought  to  have  been  dated  the  28th  of  February  1894, 
and  that,  although  not  so  dated,  it  was  protected  under  subsection  (2). 
This  was  decided  at  the  trial  as  a  preliminary  point,  it  being  held  by 
Buckley,  J.,  that  the  Patentee  could  only  exercise  the  option  conferred 
upon  him  by  section  103  within  seven  months  from  the  date  of  the 
American  application,  "  application  "  in  that  section  meaning  one  on 
which  the  Patentee  elects  to  take  the  benefit  of  the  section,  and  (following 
the  Bntish  Tanning  Go.  v.  Qroth,  8  R.P.C.  113)  that  subsection  (2) 
only  applies  where  the  Patentee  avails  himself  of  the  privileges 
of  the  section  ;  that  the  date  of  the  Patent  was  conclusive  ;  and  mat 
therefore  the  Defendants  were  not  precluded  from  relying  on  M.'s 
paper  as  a  prior  publication  of  the  invention.  The  first  claim  in  the 
Specification  was  for  "  the  manufacture  of  crystalline  calcium  carbide 
**  by  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions 
"  to  the  continued  action  of  electrically  generated  heat,  substantially  as 
"  hereinbefore  described."  In  the  body  of  the  Specification  the 
Patentee  said  that  he  employed  "  a  suitable  electric  furnace,  such  as  a 
"  Siemens  arc  furnace,"  The  Plaintifi's'  case  was  that  the  Patentee 
was  the  first  person  to  show  how  to  manufacture  calcium  carbide  on  a 
commercial  scale ;  that  the  Patent  was  confined  to  using  an  electric  fur- 
nace so  that  the  current  passed  through  the  material,  but  not  to  an  arc 
furnace  as  distinguished  from  an  incandescent  furnace  ;  that  there 
were  no  sufficient  directions  in  W.'s  U.S.  Patent  for  the  manufacture 
of  calcium  carbide  ;  that  M.  only  produced  calcium  carbide  in  minute 
quantities,  and  avoided  electrolytic  action,  which  the  Patentee  dis- 
covered was  harmless.    Buckley,  J.,  dismissed  the  action  (19  R.P.C. 
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213)  holding  that,  according  to  the  true  constmction  of  the  Specifica- 
tion, the  Patentee  intended  to  use  an  arc,  as  opposed  to  an  incandescent, 
farnace,  and  that  it  was  known  before  the  Patent  that  electrolytic 
action  was  harmless,  and  that  there  was  no  invention  in  using  a  process 
to  make  calcium  carbide  on  a  commercial  scale  which  abeady  was 
known  to  produce  it ;  that  the  Patent  was  invalid  for  Want  of  novelty  ; 
and  that  even  if  it  had  been  novel  it  had  not  been  infringed,  as  tjie 
Defendants  used  an  incandescent  furnace.  The  Plaintiffs  appealed. 
— Heldj  on  appeal,  that  the  date  of  the  Patent  was  conclusive,  and 
that  the  Patent  was  invalid  for  want  of  subject-matter  and  on  account 
of  anticipation.  The  appeal  was  dismissed  with  costs.  ACETYLENE 
Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  Ld.,  p.  161. 

3.  Patent  upheld.— Want  of  novelty  or  of  subject  mattter  not  estab- 
lished. Action  for  infringement. — Construction  of  SpecificoUion. — 
Wantof  novelty,— Subject-matter, -^Action  dismissed. --Appeal  allowed. 
— Patent  held  to  be  valid.  The  owners  of  a  Patent  for  an  improvement 
in  galvanic  batteries  having  commenced  an  action  for  infringement, 
the  Defendants  denied  infringement,  and  alleged  that  the  Patent  was 
invalid  by  reason  of  being  anticipated,  of  want  of  subject-matter,  and 
of  inatility.  The  Specification,  after  stating  that  the  invention  related 
to  galvanic  batteries  constructed  and  arranged  as  was  thereinafter 
described,  contained  the  following  passage  : — '^  The  materials  mentioned 
'^  as  electrodes,  and  as  exciting  and  depolarising  agents  and  their 
"  proportions  may  be  varied,  as  the  important  feature  of  the  invention 
'^  is  the  interposition  between  the  positive  and  negative  electrodes  of 
*'  two  layers  of  exciting  composition,  in  a  semi-solid  or  plastic  state, 
^^  the  one  in  contact  with  the  negative  electrode  having  intermixed 
"  with  it  depolarising  agents  and  the  one  in  contact  with  the  positive 
*^  electrode  having  no  such  depolarising  agents  in  its  composition  *' ; 
and  the  Patentee  claimed  :  "  A  galvanic  battery  having  the  space 
**  between  its  positive  and  negative  electrodes  filled  with  a  semi-solid 
**  or  plastic  exciting  agent  in  two  layers,  the  one  layer  in  contact  with 
^  the  negative  electrode  having  depolarising  agents  intermixed  there- 
"  with,  and  the  other  layer  in  contact  with  the  positive  electrode 
^'  having  no  such  depolarising  agents,  substantially  as  set  forth."  The 
Plaintiffs  contended  that  the  width  of  the  claim  was  limited  by 
certain  limitations  which  they  alleged  were  contained  in  the  Specifi- 
cation, and  particularly  that  the  depolarising  layer  was  to  be  composed 
of  materials  finely  pulverised.  It  was  proved  that  the  Plaintiffs' 
battery  made  under  the  Patent  had  been  a  commercial  success.  At  the 
trial,  it  was  held  by  Buckley,  J.  (19  R.P.0. 113),  that,  although  the 
claim  should  be  construed  as  embodying  some  limitations  indicated  in 
the  body  of  the  Specification,  the  Patentee  had  noti  nsisted  on  as 
necessary  or  claimed  as  part  of  his  invention  the  pulverisation  of  the 
ingredients  for  the  depolarising  layer  ;  that  the  claim  was  too  wide  ; 
and  that  the  Patent  was  invalid  for  want  of  novelty.  The  action  was 
dismissed  with  costs.  The  Plaintiffs  appealed.— ffeW,  by  the  Court  of 
Appeal,  that  the  claim  was  not  for  the  particular  battery  described,  but 
for  a  class  of  battery,  defined  by  the  limitations  contained  in  the 
Specification  ;  (by  Vaughan-William^  and  Stirling  L.JJ.)  that  pul- 
verisation was  an  essential;  (by  Cozens-Hardyy  L.J.)  that  although 
pulverisation  was  not  essential,  the  combination  of  materials  must 
produce  a  semi-solid  or  plastic  mass ;  that  there  was  novelty  and 
good  subject-matter;  and  that  the  Patent  was  valid  and  had  been 
infringed.    The  Appeal  was  allowed  with  co3ts,  but  by  consent  the 
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injanction  granted  was  stayed  pending  an  appeal  to  the  House  of 
Lords.*  Patent  Exploitation,  Ld.  v.  Siemens  Brothers  &  Co., 
Ld.,  p.  225. 

4-  Appeals  dismissed  following  a  previous  decision  of  the  Court  on 
tne  same  evidence. — Actions  for  infringement — Judgment  submitted 
to  by  Plaintiffs  at  the  trial  in  consequence  of  an  adverse  decision  in  a 
pretnous  case  on  the  same  Patent — Appeal. — Appellants  not  contesting 
the  case  at  the  hearing  I— Appeals  dismissed  with  costs.  Aoetylene 
Illuminating  Co.  v.  Qipfrb  Electro-Chemical  Co.  Acetylene 
Illuminating  Co.  v.  Thorn  and  Hoddlb  Acetylene  Co.,  p.  286. 
See  No.  2. 

5*  No  noveltv  in  invention  as  described  and  claimed.  Insufficiency 
of  Specification. — Action  for  infringement — Machine  for  printing 
sacks,  Ac,^  in  colours.— Novelty, — Anticipation — Combination — Novel 
pcirts  or  combination  of  parts. — Defective  Specification. — Insufficient 
directions.  A  Patentee  of  a  multi-coloured  printing  machine  raised 
action  against  an  infringer.  His  claims  were  (1)  that  the  machine  was 
for  the  colour  printing  of  sacks,  bags,  and  the  like,  which  it  was 
admitted  would  include  pieces  of  material  of  uniform  thickness ;  (2)^ 
rollers  arranged  between  the  printing  cylinders  in  such  a  position  as 
to  grip  the  material  before  it  had  left  the  first  cylinder  and  passed  on 
to  the  next ;  (3)  a  special  device  for  rough  and  fine  adjusting  of  the 
positions  of  the  printing  cylinders  relatively  to  each  other;  (4)  a 
travelling  band  for  conveying  the  material  being  printed  and  enabling 
the  whole  surface  to  be  printed ;  (5)  an  arrangement  of  successive 
cylinders  being  in  regiater  with  each  other  and  so  causing  sacks  of 
different  lengths  to  be  printed  at  the  proper  place  by  the  second 
cylinder  instead  of  getting  the  same  result  by  a  regulated  feed  of  one 
cylinder  ;  and  (6)  a  bracket  by  which  the  inking  rollers  were  adjusted, 
the  disgearing  of  the  bracket  being  accomplished  by  one  motion.  It 
was  practically  conceded  that  the  Defender's  machine  was  in  some 
particulars  an  infringement,  if  the  Patent  was  valid,  but  invalidity  was 
pleaded  on  the  grounds  adopted  by  the  Lord  Ordinary. — Held,  by  the 
Lord  Ordinary  that,  while  the  Pursuers'  machines  produced  results 
which  might  have  been  made  the  subject-matter  of  a  valid  Patent,  such 
as  printing  sacks  of  irregalar  thickness,  yet  the  Patent  was  bad  in 
respect  that  no-novelty  was  disclosed  in  the  printing  of  detached  pieces 
of  material  of  uniform  thickness  in  different  colours,  or  (2)  in  the 
devices  for  adjusting  rollers  designed  to  grip  the  material,  since  the 
Specification  explained  that  rollers  might  be  dispensed  with  if  the 
cylinders  themselves  were  brought  sufficiently  close  together,  or  (3)  in 
the  adjustment  of  the  cylinders,  since  well-known  alternatives  were 
specified  for  such  adjustment,  or  (4)  in  the  travelling  band  for  con- 
veying sacks  and  enabling  them  to  be  printed  over  their  whole  surface, 
since  the  Specification  specified  alternatively  "  clips,  spiked  chains,  or 
**  the  like,"  which  were  well-known  devices. — Held,  further,  in  regard 
to  the  claim  marked  (5),  supra,  that  the  arrangement  for  feeding  sacks 
to  the  machine  so  as  to  enable  different  lengths  to  be  printed  at  the 
proper  place  had  been  anticipated  in  so  far  as  this  result  was  produced 
by  timeons  feeding  of  one  cylinder;   and  that  although  there  was 


*  Sabseqnently  to  this  decision  the  Patent  was,  in  an  action  against  other  Defendants  and  on 
fnrtlLer  evidence,  held  invalid  by  Buckley,  J.  Patent  Exploitation,  Ld.  v.  Ambbioan 
Blbotbical  Novelty  and  Manufagtubino  Co.,  Ld.,  p.  689,  No.  7,  infra. 
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novelty  in  the  invention  whereby  the  printing  of  different  lengths  was 
brought  about  by  having  successive  cylinders  in  register  with  each 
other,  yet  the  Specification  did  not  refer  to  the  feed  or  give  a  word  of 
explanation  of  how  it  was  to  be  regulated,  and  that  the  Patent  was  bad 
on  this  ground. — Heldj  that  the  claim  marked  (6)  was  bad  on  the  same 
ground.    The  Defender  was  assoilzied.    KiNMOND  v.  Kb  AY,  p.  497. 

6.  Novelty  and  utility  established.    Injunction  ^SLuted,— Action 

for  infringement — Vonstruction  of  Specification. — i^ovelty. — Sultject- 
matter, — Utility. — Infringement, — Judgment  for  Plaintiffs.  The 
Patentees  of  an  invention  of  "  Improvements  in  attaching  bindings  to 
"  the  brims  of  hats "  stated  in  their  Specification  that  the  invention 
consisted  "  in  fitting  a  hat,  having  a  stiff,  curled  or  low  brim,  with  a 
"  binding  having  its  inner  e(\ge  connected  to  the  inner  side  of  the  brim 
"  by  stitches  extending  through  the  same  and  being  turned  over  the 
"  edge  of  the  brim  so  as  to  cover  said  edge  and  also  cover  and  protect 
^'  the  connecting  stitches  ;  the  said  binding  having  its  ends  connected 
"  together  subsequent  to  its  connection  to  the  brim  and  prior  to  its 
**  being  turned  or  snapped  over  the  edge  of  the  same,  for  a  purpose 
'^  hereinafter  pointed  out '' ;  that  the  invention  also  consisted  of  a 
^  machine,  and  the  Specification  proceeded  to  describe  the  machine  and 

the  method  of  attaching  the  binding  to  the  hat  by  means  of  the 
machine.  The  Patentees  claimed,  first,  "  The  herein  described  method 
'*  of  attaching  to  a  hat  having  a  stiff,  curled  or  rolled  brim,  a  binding 
"  having,"  &c.  (as  above)  "  substantially  as  specified,"  and  the  other 
claims  were  for  sewing  machines  comprising  elements  therein 
respectively  specified.  The  Defendants  denied  infringement,  and 
alleged  want  of  novelty  and  want  of  subject-matter  as  to  all  the  claims, 
and  contended  in  particular  that  the  first  claim  included  attaching  the 
binding  by  hand  in  the  manner  described  in  that  claim.  For  the 
Plaintiffs,  whilst  it  was  alleged  that  in  any  case  the  method  was  new, 
it  was  contended  that  Claim  1  only  included  attaching  the  binding  by 
the  machine.  The  Defendants  also  alleged  that  the  only  thing  new  in 
the  machine  was  making  a  concavity  in  the  underside  of  the  work- 
supporting  arm  for  the  purpose  of  clearance  in  working,  that  all  the 
other  elements  were  old,  and  that  there  was  no  invention. — Heldy  that 
Claim  1  was  for  the  method  of  attaching  the  binding  by  means  of  the 
machine,  that  novelty  and  utility  in  respect  of  all  the  claims  were 
established,  and  that  the  Defendants  had  infringed.  Judgment  was 
given  for  the  Plaintiffs  accordingly.    Gammons  v,  Battbrsby,  p.  529. 

7.  Patent  previously  held  to  be  valid  by  Court  of  Appeal  subsequently 

held  on  fresh  evidence  to  be  invalid  on  the  grounds  of  anti- 
cipation and  want  of  subject-matter.— ilc^/on /or  infringement.— 
specification  already  construed  and  Patent  held  valid  by  Court  of 
Appeal. — Infringement. — Anticipation.  —  Subject-matter,  —  Judgtnent 
for  Defendants  on  the  grounds  of  non4nfringement  and  invalidity. 
The  owners  of  a  Patent  for  an  improvement  in  galvanic  batteries 
having  commenced  an  action  for  infringement,  the  Defendants  denied 
infringement  and  alleged  that  the  Patent  was  invalid  by  reason  of 
being  anticipated,  of  want  of  subject-matter,  and  of  inutility.  The 
Specification,  after  stating  that  the  invention  related  to  galvanic  batteries 
constructed  and  arranged  as  was  thereinafter  described  and  describing 
a  particular  battery,  contained  the  following  passage  : — "  The  materials 
'*  mentioned  as  electrodes  and  as  exciting  and  depolarising  agents  and 
"  their  proportions  may  be  varied,  as  the  important  feature  of  the 
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"  invention  is  the  interposition  between  the  positive  and  negative 
"  electrodes  of  two  layers  of  exciting  composition,  in  a  semi-solid  or 
'*  plastic  state,  the  one  in  contact  with  the  negative  electrode  having 
"  intermixed  with  it  depolarising  agents  and  the  one  in  contact  with 
'^  the  positive  electrode  having  no  such  depolarising  agents  in  its 
"  composition  ; "  and  the  Patentee  claimed  :  "  A  galvanic  battei-y 
^'  having  the  space  between  its  positive  and  negative  electrodes  filled 
'^  with  a  semi-solid  or  plastic  exciting  agent  in  two  layers,  the  one 
"  layer  in  contact  with  the  negative  electrode  having  depolarising 
"  agents  intermixed  therewith,  and  the  other  layer  in  contact  with  the 
*'  positive  electrode  having  no  such  depolarising  agents,  substantially  as 
"  set  forth."  The  Specification  had  been  construed  by  the  Court  of 
Appeal  in  an  action  by  the  same  Plaintiffs  against  Siemens  Brothers 
(20  R.P.C.  225),  in  which  the  Court  held  that  the  claim  was  not  for 
the  particular  battery  described,  but  for  a  class  of  battery,  defined  by 
limitations  indicated  in  the  Specification,  and  particularly  that  j)ulveri- 
sation  of  the  materials  composing  the  depolarising  layer  was  essential, 
CozenS'Hardy^  L.J.,  differing  as  to  this,  but  holding  that  the  combina- 
tion of  materials  must  produce  a  semi-solid  or  plastic  mass  ;  and  the 
Court  of  Appeal  held  that  there  was  novelty  and  subject-matter,  the 
novelty  of  the  invention  consisting  of  the  application  of  known 
principles  in  a  particular  and  effective  manner.  The  Defendants  in 
the  present  action  again  contested  the  validity  of  the  Patent,  setting 
up  further  anticipations  and  adducing  fresh  evidence  on  the  issue  of 
novelty,  and  particularly  contended  that  pulverisation  was  old  ;  they 
also  denied  infringement,  alleging  that  the  layers  in  their  battery  were 
not  semi-solid  or  plastic  within  the  meaning  of  the  Specification. — 
Heldy  that  pulverisation  was  shown  not  to  have  been  novel  at  the  date 
of  the  Patent ;  that  on  the  evidence  in  this  case  there  was  no  new 
application  of  old  principles  in  a  particular  and  effective  manner,  but 
that  the  alleged  invention  had  been  anticipated  ;  and  that,  even  if  the 
Patent  were  valid,  the  Defendants  had  not  infringed.  The  action  was 
dismissed  with  costs.  Patent  Exploitation,  Ld.  v.  Amerioan 
Electrical  Novelty  and  Manufacturing  Co.,  Ld.,  p.  689. 

8-  Patents  held  to  be  invalid  for  want  of  novelty  and  subject-matter. 

— Agreement  for  saU  of  Patents.— Warranty  of  validity, — Condition. 
— Patents  alleged  to  be  invalid. — Judgment  for  Plaintiff'. — Appeal  by 
Defendants  allowed. — Patents  held  to  be  invalid.  The  owner  of  two 
Patents  entered  into  an  agreement  to  sell  them  for  a  price  to  be  paid 
partly  in  cash  and  partly  in  shares  of  a  Company  to  be  formed  by 
the  purchasers  before  the  date  fixed  for  completion.  The  assurance 
to  the  purchasers  was  to  contain  a  covenant  by  the  vendor  guaran- 
teeing the  validity  of  the  Patents :  the  purchasers  were  to  buy 
some  of  the  patented  machines  from  the  vendor.  Some  of  these 
machines  were  delivered,  and  the  purchasers  by  arrangement  gave 
certain  promissory  notes  for  the  part  of  the  purchase  moneys  for 
the  Patents  payable  in  cash.  In  consolidated  actions  by  the  vendor 
for  the  price  of  the  machines  delivered  and  on  the  promissory 
notes  the  Defendants  alleged  that  the  guarantee  of  validity  of  the 
Patents  was  in  the  nature  of  a  condition,  and  that  the  Patents 
were  invalid  as  having  been  anticipated  and  for  want  of  subject- 
matter.  At  the '  trial  it  was  IisJd^  that  the  guarantee  of  validity 
was  not  in  the  nature  of  a  condition  entitling  the  Defendants  to 
repudiate  the  contract,  but  a  mere  warranty,  and,  further,  that  the 
Patents  were  valid.  Judgment  was  given  for  the  Plaintiff,  with  a  stay 
of  execution  on  certain  terms.    The  Defendants  appealed.    The  two 
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Patents  both  related  to  improvements  in  sewing  machines,  and  in  the 
earlier  of  them  the  Patentee  claimed  : — "(1)  The  improved  sewing 
'*  machine  with  mechanical  actuation  of  the  crank  mechanism  charac- 
'*  terised  by  the  arrangement  that  the  said  mechanism  is  connected 
"  by  means  of  intermediate  parts  with  a  cylinder  or  an  eccentric  in 
*'  such  manner  that  the  said  drum  or  eccentric,  constructed  to  corre- 
"  spond  with  the  design  to  be  worked,  will  correspondingly  actuate  the 
"  crank  mechanism  to  produce  the  required  pattern.  (2)  In  a 
'*  sewing  machine  for  braiding  and  the  like,  the  combination  of  parts 
'*  forming  tlie  improved  mechanical  crank  mechanism,  substan- 
"  tially  as  described  and  illustrated  in  the  accompanying  drawing.** 
As  described  and  shown  the  surface  of  the  drum  or  eccentric  was 
provided  with  a  sal  table  curved  groove  corresponding  to  the 
pattern.  It  was  contended  for  the  PlaintiflE  that  the  Patent  for 
the  first  time  gave  a  device  for  obtaining  mechanically  complete 
rotary  movement  as  opposed  to  reciprocating  movement  for  such 
purpose.  It  was  admitted  that  in  the  arrangement  shown  in  one  of 
the  Figures  rotary  motion  was  not  obtainable,  but  it  was  contended 
that  the  Specification  clearly  contemplated  it,  and  that  the  error  in  the 
Figure  could  be  corrected  by  an  ordinary  skilled  workman.  It  was 
also  contended  that,  even  if  rotary  motion  was  not  obtained,  a  Specifi- 
cation of  S.  which  disclosed  reciprocating  motion  did  not  anticipate  the 
Patent,  which  was  for  a  different  machine,  and  that  there  was  subject- 
matter.  The  Specification  of  the  second  Patent  described  a  method  of 
getting  over  the  dead  point  by  means  of  a  second  crank  set  at  an  angle 
to  the  first  with  a  second  groove  on  the  drum  or  cylinder  actuating  the 
second  crank,  and  claimed  such  parts  in  combination  with  the  parts 
covered  by  the  first  Patent.  No  manner  of  getting  a  proper  second 
groove  was  given,  but  the  evidence  was  that  a  skilled  mechanical 
person  could  obtain  it  from  the  first  groove.  In  the  Specification  of 
H.,  relating  to  the  driving  mechanism  of  bicyles,  double  cam  grooves 
on  a  cylinder  were  describe<l  and  shown.— fldW,  by  the  Court  of 
Appeal,  that  on  the  construction  of  the  agreement  it  was  open  to  the 
Defendants  to  set  up  the  invalidity  of  the  Patents  ;  that  the  Specifica- 
tion of  the  first  Patent  did  not  disclose  or  contemplate  rotary  motion, 
and  that  the  Patent  was  anticipated  by  the  Specification  of  S. ;  and 
that,  having  regard  to  H.'s  Specification,  there  was  no  invention  to 
support  the  second  Patent ;  and  that  the  parties  should  be  restored  to 
their  original  position.  The  appeal  was  allowed,  and  an  Order  made 
accordingly.  Per  COLLINS,  M.B.,  that,  even  if  the  rotary  motion  was 
comprised  in  the  first  Patent,  there  was  no  claim  for  the  rotary  as 
distinguished  from  the  alternating  motion,  and  that  the  Patent  was 
invalid  for  this  reason.  Per  Cozbns-Hardy,  L,J.,  that,  if  the  rotary 
motion  was  covered  by  the  first  Patent,  yet  that  Patent  was  bad,  as  the 
second  claim  included  S.    Nadbl  v.  Martin,  pp.  129,  723. 

9-  Anticipation  byprevious  Specifications  and  public  useT.^PcUent 
held  invalid, — Threats. — Injunction  and  Inquiry  as  to  dayna{/es  granted. 
—Costs.— Form  of  injunction.  In  1897  a  Patent  was  granted  to  M.  for 
"A  new  or  improved  hair-fastening  device."  The  device  consisted 
essentially  of  two  combs  or  a  comb  and  bar  hinged  together,  and  was 
stated  to  be  used  for  the  purpose  of  taking  the  place  of  the  ribbons 
used  by  ladies  in  binding  their  hair.  In  1902  M.  brought  an  action 
against  P.  and  S.  for  infringement  of  the  Patent  by  the  sale  of  articles 
of  the  same  kind  under  the  name  of  the  "  Sanitary  Hair  Binder."  The 
Defendants  alleged  anticipation  by  the  Specifications  of  previous  Patents, 
one  of  which  belonged  to  the  Defendants,  and  by  public  sale  in  1896.— 
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NOVELTY  (WANT  OFy-^xmtinued. 

Heldy  that  the  Patent  had  been  anticipated.  The  Plaintiff  also  claimed 
an  injunction  to  restrain  certain  threats  made  by  the  Defendants  as  to 
a  certain  hair  binder  of  the  Plaintiffs  being  an  infringement  of  a 
Patent  belonging  to  the  Defendants,  and  an  inquiry  as  to  damages. — 
Held^  that  the  threats'  had  been  proved,  and  an  injunction  and  inouiry 
as  to  damages  was  granted. .  Montain  v.  Pabker  and  Smith,  p.  769. 

OPPOSITION.    See  Grant  op  Patent  (Opposition  to). 

"  PATENT." 

On  motion  for  interlocutory  injunction,  against  infringement,  the  motion 
was  refused  but  the  Defendant  gave  an  undertaking  to  discontinue  the 
use  of  the  word  "  Patent."  Spencer  v.  Holt,  p.  142.  See  Inter- 
locutory Injunction,  No.  1. 

PATENTS,  Ac.  ACT,  1883.    For  Amendments  by  Patents  Act,  1902,  see  that 
Act. 

Section  5  (5) — 

Tubes,  Ld.  v.  Perfecta  Seamless  Steel  Tube  Co.,  Ld., 
p.  77. 

Section  18 — 

Woolpe  v.  Automatic  Picture  Gallery,  Ld.,  p.  177. 

Section  19 — 

Woolfb  v.  Automatic  Picture  Gallery,  Ld.,  p.  177. 
CoRRiQALL  v.  Armstrong,  Whitworth  &  Co.,  p.  523. 
In  the  Matter  of  Gbipbl^s  Patent,  p.  545. 

Section  20— 

Brooks  &  Co.,  Ld.  v.  E.  Lycett,  Ld.,  p.  388. 
CORRIQALL  V.  Armstrong,  Whitworth  &  Co.,  p.  523. 

Section  26 — 

In  the  Matter  of  Geipel's  Patent,  p.  545. 

Section  30 — 

Swain  v.  Edlin-Sinclair  Tyre  Co.,  p.  435. 
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PATENTS,  &0.  ACT,  ISii'-contimisd. 
Section  32— 

Bbvbn   and  Alexander   v.  Welsbach    Inoandbsobnt    Gas 
Light  Co.,  Ld.,  p.  69. 

Section  90— 

In  the  Matter  op  Manning's  Patent,  p.  74. 

Section  103— 

Acetylene  Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  Ld., 
p.  16L 

PATENTS  ACT,  1902. 

By  this  Act  which  received  the  King's  assent  on  the  18th  of  December, 
1902,  provision  is  made  by  section  (1)  for  investigation  by  the  examiner, 
on  applications  for  Patents,  of  previous  Specifications  in  the  United 
Kingdom  and  not  more  than  fifty  years  old  with  subsidiary  provisions. 
Also  by  the  same  section  the  time  for  depositing  a  Complete  Specifica- 
tion is  altered  from  nine  months  after  application  to  six  months.  The 
section  is  to  come  into  operation  at  such  date  as  the  Board  of  Trade 
may  by  order  direct,  and  is  to  apply  only  to  applications  made  after 
that  date.  No  such  direction  has  yet  been  given.  By  section  2  an 
invention  covered  by  any  Patent  granted  on  an  application  to  which 
section  1  applies  is  not  to  be  deemed  to  have  been  anticipated  by 
reason  only  of  publication  in  a  Specification  deposited  pursuant  to  an 
application  made  in  the  United  Kingdom  not  less  than  fifty  years 
before  the  date  of  the  application  for  a  Patent  therefor,  or  of  its 
publication  in  a  Provisional  Specification  of  any  date  not  followed  by 
a  Complete  Specification.  By  section  3  new  provisions  are  substituted 
for  those  of  section  22  of  the  Patents  &c.  Act,  1883,  as  to  the  grant  of 
compulsory  licences.  By  section  i  a  slight  amendment  of  section  82 
subsection  (4)  of  the  Act  of  1883  is  made. 

PERSON  AGGRIEVED.    See  Rectification  op  Register,  No.  1. 
PETITION.    See  Revocation  (Petition  for)  ;  Prolongation. 

PRACTICE.    See  also  Inspection  ;  Libel  on  Inventor. 

1.  Order  limitinfi;  an  action  for  infringement  of  twenty-three 
Patents  to  three  Patents  to  be  selected  by  the  Plaintiffs.— 
B.S.G.  Order  JCVIIL,  Rules  i,  5,  and  9,  A  Company,  owning  twenty- 
three  Patents,  which,  they  alleged,  covered  all  commercial  methods 
of  making  pm'e  saccharin,  commenced  an  action  for  infringement 
of  all  the  Patents.  The  Defendants,  after  the  delivery  of  the 
Statement  of  Claim  and  Particulars  of  Breaches,  applied  for  an 
Order  for  further  particulars  of  the  Patents  relied  on  as  having  been 
infringed,  and  to  limit  the  trial  in  the  first  instance  to  such  of  the 
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PRACTICE— conttnwisd. 

Patents  as  to  the  Court  should  seem  just.  It  appeared  from  the 
evidence  that  all  the  Patents  could  not  have  been  infringed,  but  the 
Plaintiffs'  case  was  that  some  of  them  must  have  been,  although  they 
could  not  distinguish  at  this  stage.  On  the  application  coming  on  before 
Kekeunch^  /.,  in  Chambers,  he  made  an  Order  adjourning  it  until  after 
delivery  of  Defence.  The  Defendants  moved  to  discharge  that  Order, 
and  for  an  Order  as  asked  originally.  Kekewich,  J.,  ordered  the 
motion  to  stand  over  until  after  Defence.  The  Defendants  appealed. 
On  the  appeal  first  coming  on,  it  was  by  consent  ordered  to  stand  over 
for  an  affidavit  by  and  the  cross-examination  of  one  of  the  Defendants, 
after  which  it  was  restored  to  the  list.  It  was  ordered  by  the  Court  of 
Appeal  that  the  action  should  in  the  first  instance*  be  confined  to  such 
of  the  Patents,  not  exceeding  three  in  number,  as  the  Plaintiffs  might 
select,  the  Plaintiffs  to  amend  their  Pleadings  accordingly.  SACCHARIN 
Corporation,  Ld.  v.  Wild  &  Co.,  p.  243. 

2.  The  Court  being  of  opinion  that  a  prima  facie  case  of  infringe- 
ment was  made  out  revised  to  set  aside  service  out  of 
the  jurisdiction. — Action  for  infringement. — Practice. — Service  0/ 
notice  of  writ  out  of  the  jurisdiction. — Motion  to  set  aside  refused. —  " 
Appeal  dismissed. — Stay  pending  appeal  to  Haicse  of  Lords  refused. — 
B.S.G.  Order  ^L^  Rule  4.  The  owners  of  Letters  Patent  obtained  leave 
to  serve  notice  of  the  writ  in  an  action  for  infringement  of  the  Patent 
on  the  Defendants  out  of  the  jurisdiction.  After  service  the  Defendants 
moved  to  set  the  proceedings  aside.  In  answer  to  the  affidavits  filed 
on  behalf  of  the  Plaintiffs,  the  Defendants  filed  affidavits  stating 
the  course  of  their  business,  and  they  contended  that  all  that  they 
did  within  the  jurisdiction  was  to  enter  into  contracts  for  delivery 
of  the  goods  abroad,  and  that  that  was  not  infringement,  and  there 
was  no  cause  of  action.  The  Plaintiffs,  on  the  other  hand,  alleged 
that  the  Defendants*  travellers  brought  samples  of  infringing  dye 
into  this  country  and  used  them  in  obtaining  orders,  that  the 
Defendants  had  extensively  infringed,  and  that  six  cases  of  in- 
fringement had  come  to  their  knowledge. — Heldy  by  the  Court  of 
Appeal  (affirming  Joyce^  J.),  that,  the  Plaintiffs  having  raised  a  prima 
facie  case  of  infringement  not  completely  displaced  by  the  Defendants, 
and  there  being  on  the  affidavits  a  conflict  of  fact,  the  Court  would  not 
try  the  questions  raised  at  this  stage,  and  the  appeal  from  Joyce,  J., 
who  had  refused  the  Defendants'  application,  was  dismissed,  and  a  stay 
of  proceedings  pending  an  appeal  to  the  House  of  Lords  was  refused. 
Badisohe  Anilin  und  Soda  Fa^rik  v.  Chbmisghe  Fabrik  vormals 
Sandoz,  p.  410. 

3.  Action  for  infringement  of  Patent. — One  of  two  Defendant  Companies 
out  of  the  jurisdiction. — Leave  given  to  issue  concurrent  writ  and 
serve  notice  thereof  out  of  the  jurisdiction. — Motion  to  discharge  such 
Order. — Affidavit  on  informatioji  and  belief — Sufficiency, — Oood 
cause  of  action. — Motion  refused  with  costs. — Appeal  dismissed  ivith 
costs.— R.S.C.  Order  XXXVIIL,  Bute  S.-^Order  XL,  Rules  4  atid  6. 
Badisohe  Anilin  und  Soda  Fabrik  v.  W.  G.  Thompson  &  Co.,  Ltd., 
and  Basle  Chemical  Works,  p.  422. 


*  Ai  to  the  words  •*  in  the  first  instance,"  see  Saccharin  Corporation,  Ld.  v.  R.  Whits  St  Sons, 
X^.,  p.  464,  in/r«.,  No.  4. 
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PRACTICE— am/inf/«f. 

4.  Order  limiting  an  action  for  infiringement  of  twenty-three 

Patents  to  seven  Patents  on  special  teimB.—Rjs.c.  Order  ZVIII., 

Rules  i,  8j  and  9.  A  Company,  owning  twenty-three  Patents,  which, 
they  alleged,  covered  all  commercial  methods  of  making  pure 
saccharin,  commenced  an  action  for  infringement  of  all  the  Patents. 
After  the  decision  of  the  Court  of  App^  in  Saccharin  Corpora- 
tion, Ld.  V.  Wild  (20  R.P.C.  243),  in  which  the  Court  of  Appeal 
ordered  a  similar  action  to  be  confined  to  three  Patents  to  be  selected 
by  the  Plaintiffs,  Fnrwelly  J.,  made  an  Order  limiting  the  Plaintifib 
in  this  action  to  four  Patents  to  be  so  selected,  the  Defendants  not 
objecting  to  that  number.  The  Plaintiffs  appealed,  and  asked  that 
they  should  be  at  liberty  to  proceed  to  trial  on  seven  Patents,  of 
which  they  had  given  particulars. — Heldy  by  the  Court  of  Appeal,  that, 
under  the  circumstances  of  the  particular  case,  the  Order  should  be 
varied  by  allowing  the  Plaintiffs  to  sue  on  seven  Patents,  but  on 
special  terms  as  to  costs.  Sa^harin  Corporationy  Ld,  v.  Wild 
(20  R.P.C.  243)  discussed.  Sacoharin  CORPORATION,  Ld.  v. 
R.  White  &  Sons,  Ld.,  p.  454. 

5.  Notice  o/discontinuance  of  action  subsequent  to  pleadings  closed, — Validity 

of  notice. — R.S,0.  Order  XXVI,^  Rule  1.  Non-delivery  of  a  Reply  and 
of  notice  of  trial  by  a  Plaintiff  is  not  '*  a  proceeding  in  the  action " 
which,  by  Rule  1  of  Order  XXVI.  of  the  Rules  of  the  Supreme  Court, 
prevents  the  Plaintiff  from  discontinuing  his  action  under  that  rule  by 
a  notice  served  after  the  receipt  of  the  Defence.  Db  Jong  v.  Dnitbd 
Motor  Co.,  p.  472. 

6.  Application  to  strike  out  Statement  of  Claim  as  disclosing  no 

cause  of  action.    Question  to  be  reasonably  argued.— .4^r^m^^ 

giving  Plaintiff  sole  right  to  manufacture  and  sell  patented 
articles, — Defendant  Company  advertising  and  selling  patented  articles 
without  consent  of  Plaintiff, — Defendant  Company  not  parties  to  the 
agreement,-— Notice  of  Agreement.  Application  refused. — R.S.C.  Order 
XXV.,  Rule  4.  Hodgson  v.  Speedwell  Motor  and  Engineering 
Co.,  Ld.,  p.  559. 

7.  Petition  for  i  evocation,--Consent  Orde7\ — Wliether  to  he  obtained  in 

Court  or  in  Chambers,  In  the  Matter  op  Scott's  Patent 
(No.  13,588  of  1901),  p.  604. 

8.  Leave  to  adduce  evidence  on  appeal  as  to  actual  user  of  an 

alleged  anticipation  refused.— ^Ic^/on  by  vendor  of  Patents,— 
Defence  that  the  validity  of  the  Patents  had  been  guaranteed  and  that 
the  Patents  were  invalid,— Held^  cU  the  trials  thai  the  Patents  were 
validy  and  judgment  was  given  for  the  Plaintiff,— Appeal  by 
Defendants.— Motion  fo7'  leave  to  adduce  further  evidence  on  the 
hearing  of  the  appeal,— Motion  refused  with  costs,  Nadel  v,  Martin, 
p.  721. 

9.  Petition  for  revocatiofi. — Application  hy  Respondents  to  postpone  Iiearing 

of  Petition  until  after  tJie  hearing  of  a  pending  appeal  in  an  action 
on  the  Patent.— Patent  about  to  ex,iire. — Application  granted  upon 
Respondents  offering  an  undertaking  not  to  sue  tJie  Petitioner  for 
infringement  in  respect  of  anything  done  up  to  the  expiration  of  the 
Patent,    In  the  Matter  op  Hitchcock's  Patent,  p.  767. 
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PRINCIPLR. 

If  the  merit  of  invention  conslstB  in  the  idea  or  principle  which  is 
embodied  in  it,  and  not  merely  in  the  means  by  which  that  idea  or 
principle  is  carried  into  effect,  a  machine  which  is  based  on  the  same 
idea  or  principle  may  still  be  an  infringement,  although  the  detailed 
means  of  carrying  it  into  effect  may  be  somnwhat  different.  CON- 
SOLIDATED Cab  Heating  Co.  v.  Came,  p.  745.  See  Infringement, 
No.  13. 

PRIOR  PUBLICATION.    See  Novelty  (Want  of). 

PRIOR  USER.    See  Novelty  (Want  op). 

PROLONGATION. 

Bemuneration  of  Patentee  not  shown  by  Accounts.— P^^t^ion  for 
prolongation  by  the  Patentee  and  F.,  a  debenture  holder  in  "Biltor,  Ld.," 
assignees  of  the  Patent, — Insufficieficg  of  accmmts, — Prolongation 
refused.  W.,  the  Patentee,  and  V.,  a  debenture  holder  in  ^'Biltory  Ld,y^ 
applied  for  prolongation  of  a  Patent  granted  to  W.  The  Patentee,  in 
the  first  instance,  and  subsequently  the  Biltm*  Company ^  as  assignees 
of  the  Patent,  sold  the  patentei  article  (a  paper  cartridge  to  be  inserted 
in  the  tubes  of  tobacco  pipes,  cigar  holders  or  cigarette  holders,  for  the 
purpose  of  separating  and  retaining  in  the  cartridge  the  nicotine), 
together  with  pipes  or  cigar  holders  or  cigarette  holders.  Tobacco  was 
also  sold  by  the  Patentee  and  the  Company  at  their  depdts.  From  the 
accounts  kept  by  the  Patentee  and  the  Company,  it  appeared  that  in  the 
result  a  loss  had  been  incurred  on  the  whole  business.  It  did  not, 
however,  appear  from  the  accounts  to  what  extent,  if  any,  there  had 
been  a  profit  or  loss  on  the  patented  article  sold  in  conjunction  with 
the  other  articles. — Held  that,  as  the  Judicial  Committee  could  not 
discover  from  the  accounts  put  before  them  what  was  the  remuneration 
that  the  Patentee  had  actually  received,  prolongation  should  not  be 
granted.    In  the  Matter  of  Wutbrioh'h  Patent,  p.  285. 

RECTIFICATION  OF  THE  REGISTER. 

The  owner  of  a  share  of  a  Patent  is  a  person  aggrieved  if  the 
Register  does  not  correctly  show  who  are  the  owners  of  the 
other  shares. — Application  to  rectify  Register. — Person  aggrieved. — 
Dtfect  in  title  subsequently  removed, — Application  refused. — Patents^ 
Ac.  Acty  1883y  section  90.  S.  agreed  to  purchase  one-fourth  share  of 
M/s  Patent,  but,  after  paying  part  of  the  purchase- money,  made  default 
and  became  bankrupt.  P.  paid  the  balance  of  the  purchase  money  and 
took  from  M.  and  S.  an  assignment  of  the  one-fourth  share,  which  was 
subsequently  entered  in  the  Register  of  Patents.  C,  who  had  subse- 
quently agreed  to  purchase  from  M.  one-eighth  share  in  the  Patent, 
took  out  a  Summons  asking  that  the  Register  might  be  rectified  by 
expunging  the  entry  of  the  assignment  on  the  ground  (inter  alia)  that 
it  was  executed  by  S,  without  the  authority  of  the  Court  of  Bankruptcy. 
After  the  issue  of  the  Summons  the  trustee  in  Bankruptcy  assigned 
his  interest  in  the  Patent  to  P.,  who  denied  that  C.  was  a  person 
aggrieved  by  the  entry  on  the  Register,  and  opposed  the  application. — 
Heldy  that  C.  was  a  person  aggrieved  by  the  entry,  which  was  originally 
wrongly  made,  but  that,  the  trustee  having  since  confirmed  the  trans- 
action, the  application  ought  to  be  refused  with  costs.  In  THE  MATTER 
OF  Manning's  Patent,  p.  74. 
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REVOCATION  (PETITION  FOE).    /SVe  aZso  PRACTICE,  No.  9. 

1.  Patent  for  an  alleged   invention,  which  was  proved  to  be  either  old 

or  nseless,  revoked.  In  THE  MATTER  OP  Partridge's  Patent, 
p.  459. 

2.  Patent  revoked  subject  to  liberty  to  apply  for  leave  to  amend. 

Form  of  Order. — Consfmction  of  Specification, — Wide  claim.  A 
Patent  was  granted  in  1897  to  E.  G.  S.  for  "  ImproveinentB  connected 
"  with  the  concentration  or  distillation  of  glycerine."  E.  6.  S.  subse- 
quently assigned  his  rights  to  F.  W.  S.  On  the  24th  of  December,  1901, 
C.  &  Sons  and  K.  E.  M.  presented  a  Petition  for  revocation,  alleging 
that  the  said  K.  E.  M.  was  first  and  true  inventor,  and  alleging  also 
fraud,  prior  user,  and  insufficiency  of  the  Specification.  At  the  hearing 
the  Petition  was  dismissed  with  costs,  it  being  held  that  the  invention 
was  new  ;  that  the  Patentee  was  the  inventor ;  that  the  Specification 
was  sufficient ;  and  that  the  charge  that  the  Patentee  obtained  it  from 
the  Petitioners  was  entirely  unfounded.  The  Petitioners  appealed. 
— Held,  that  the  claim  in  the  Specification  and  claiming  clauses  of  a 
"  condenser  "  was  too  wide,  and  that  the  Specification  should  either  be 
amended  or  that  an  Order  for  revocation  should  go.  IN  THE  MATTER 
OF  Scott's  Patent  (No.  5889  of  1897),  p.  257. 

3.  Patent  revoked,  subject  to  disclaimer,  on  the  ground  of  variance 

and  want  of  utility.  Terms  on  which  leave  to  apply  for  disclaimer 
granted.  In  the  Matter  op  Gripbl's  Patent,  p.  545.  See 
Variance,  No.  5. 

4.  Consent  Order;    whether  to    be   obtained  in  Court  or  in  Chambers. 

In  the  Matter  op  Scott's  1*atent  (No.  13,588  of  1901),  p.  604. 

SERVICE  OUT  OF  THE  JURISDICTION.    See  Practice,  Nos.  2  and  3. 

SHARE  IN   LETTERS   PATENT  (RIGHTS  OF  OWNER  OF).    See  RECTI- 
FICATION OF  THE  Register. 

SPECIFIC  PERFORMANCE.    See  Licence,  No.  2. 

SPECIFICATION   (AMENDMENT  OF).    See  Amendment  op  Specifica- 
tion. 

SPECIFICATION  (CONSTRUCTION  OP). 

1.  **  The  meaning  which  I  think,  in  my  view  of  the  Patent  Law,  has 
"  always  been  placed  on  the  object  and  purpose  of  a  Specification  is, 
"  that  it  is  to  enable,  not  anyone,  but  a  reasonably  well  informed  artisan 
"  dealing  with  a  subject-matter  with  which  he  is  familiar,  to  make  the 
"  thincr,  so  as  to  make  it  available  for  the  public  at  the  end  of  the 
"  protected  period."  Per  LORD  Halsbury,  L.C.  in  TUBES,  Ld.  v. 
Prkfecta  Skamlehs  Steel  Tube  Co.,  Ld.,  p.  77.  See  Infringe- 
ment, No.  3. 
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SPECIFICATION  (CONSTRUCTION  OV)^-conHmied, 

2.  Where  a  Patentee  in  his  Specification  describes  his  invention  as  being 

for  improvements  on  what  he  has  previously  patented,  the  Court  will 
not  readily  construe  the  Specification  as  claiming  what  the  Patentee 
had  previously  patented.  Tubes,  Ld.  v.  Pbrpecta  Seamless  Steel 
Tube  Co.,  Ld.,  p.  77. 

3.  A  Specification  which  has  been  amended  cannot  be  construed  by  refer- 

ence to  the  part  cut  out  by  amendment,  but  such  part  can  be  used  in 
opposition  to  inferences  which  the  Court  is  asked  to  draw  as  to  the 
probability  of  what  the  Patentee  intended  to  include  in  his  Patent. 
See  Rbason  Manufacturing  Co.,  Ld.  v.  E.  F.  Moy,  Ld.,  p.  211. 

^-  Patent  admittedly  invalid  on  construction  adopted  by  the  Court. 

— Action  for  infringement. — Construction  of  Specification. — Invention. 
— Judgment  for  Plaintiffs. — Appeal  allowed. — Patent  held  invalid. 
A  Patent  was  granted  to  R.  for  "  Improvements  in  fuse  boxes  for 
"electricity  supply  mains."  The  Patentee  in  his  Specification  claimed, 
first,  the  construction  and  arrangement  of  electrical  fuse  or  cut-out 
boxes  or  covers  which  automatically  prevent  access  being  obtained  to 
more  than  one  main  at  a  tidie ;  and,  secondly,  the  construction  and 
arrangement  of  electrical  fuse  or  cut-out  boxes  substantially  as 
described  and  shown  in  the  figures.  In  an  action  for  infringement 
brought  by  the  owners  of  the  Patent,  the  Defendants  alleged  that  the 
Patent  was  invalid  on  the  grounds  of  want  of  novelty,  want  of  utility, 
and  want  of  subject-matter.  The  Defendants  relied  on  the  user  of 
interlocking  apparatus  in  signals  and  other  things,  and  also  on  the 
common  knowledge  that  in  certain  positions  doors  interfered  with  one 
another  in  opening.  The  Plaintiffs  alleged  that  the  Patentee  had  for  a 
useful  purpose  adopted  what  had  in  other  ways  only  been  known  as 
an  inconvenience.  It  was  held  at  the  trial,  that  reading  the  whole 
Specification  the  first  claim  ought  to  be  construed  as  one  for  the  con- 
struction and  arrangement  described  in  the  Specification,  and  that 
there  was  novelty,  utility,  and  subject-matter.  Judgment  was  given 
for  the  Plaintiffs  (19  R.P.C.  409).  The  Defendants  appealed.  '  It  was 
admitted  in  argument  that  if  the  first  claim  was  general  the  Patent 
would  be  invalid. — Held,  by  the  Court  of  Appeal,  that  the  first  claim 
was  not  confined  to  the  particular  construction  and  arrangement  shown 
in  the  body  of  the  Specification,  but  was  a  general  claim  extending  to 
boxes  or  covers  with  lids,  whether  attached  by  hinges  or  not,  and  of 
any  shape  and  arrangement  provided  that  one  lid,  being  opened, 
directly  or  indirectly  prevented  the  other  lid  or  lids  being  simul- 
taneously opened,  and  that  the  Patent  was  invalid.  If  the  claim  was 
for  the  particular  construction  and  arrangement,  the  Court  of  Appeal 
was  not  prepared  to  say  that  there  was  subject-matter.  The  appeal 
was  allowed  with  costs.— REASON  MANUFACTURING  Co.,  Ld.  v. 
Ernest  F.  Moy,  Ld.,  p.  205. 

5.  '*  If  the  Court  finds  that  the  Plaintiffs'  battery  as  made  meets  a  recognised 
"  deficiency  then  if  the  Specification  is  capable  of  more  constructions 
"  than  one,  including  a  construction  which  will  read  the  Specification 
"  as  defining  a  battery  such  as  that  which  has  attained  a  practical 
"  success,  the  Court  will  be  astute  to  adopt  that  construction,  and,  in 
**  order  to  do  so,  will  not  hesitate  to  reject  even  the  natural  construction 
"  of  words  on  the  ground  that  such  natural  construction  is  so 
^'  inconsistent  with  up  to  date  conimon  knowledge  that  it  is  impossible 
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'*  that  the  Patentee  conld  have  used  the  words  in  question  in  their 
"  mere  natural  sense."  Per  Vaughan  Williams,  L.t/'.,  in  Patbkt 
Exploitation,  Ld.  v.  Siemens  Brothers  &  Co.,Ld.,  p.  234. 

6.  "  In  construing  a  written  document  the  Court  is  entitled  to  look  at  all 
"  the  surrounding  circumstances  existing  at  the  time  when  the 
'^  document  was  written.  That  is  so  with  regard  to  a  Specification 
'*  And  one  important  matter  which  is  to  be  taken  into  account  in 
"  dealing  with  this  Specification  is  the  state  of  knowledge  with  regard 
"  to  the  art  at  the  date  of  the  Patent."  Per  Stirling,  L.J.,  In  the 
Matter  op  Scott's  Patent  (No.  5S89  of  1897),  p.  262. 

SPECIFICATION  (SUFFICIENCY  OF). 

1.  A  Specification,  although  inartistically  and  in  places  inaccurately 
worded,  held  sufficiently  to  describe  the  pat-ented  invention  as  to 
enable  a  reasonably  well-informed  artisan  to  make  that  which  was 
patented.    TUBES,  Ld.  v.  Pbrfbcta  Seamless  Tube  Co.,  Ld.,  p.  77. 

3.  Patentee  failing  to  indicate  the  essence  of  his  invention.— 

Action  to  restrain  threats, — Subject-matter. — Patent  held  invalid.--^ 
Injunction  to  restrain  threats  granted, — Appeal  dismissed.  The  owners 
of  a  Patent  for  "  New  or  improved  manufacture  of  covered  whalebone  " 
having  threatened  customers  of  K.,  the  latter  brought  an  action  to 
restrain  the  threats.  The  Defendants  having  justified  the  threats 
under  the  Patent,  the  Plaintiffs  denied  infringement  and  alleged  the 
invalidity  of  the  Patent  on  the  ground  (inter  alia)  of  want  of  subject- 
matter.  The  Specification  claimed  "the  manufacture  of  the  new 
"  material,  strips  of  natural  whalebone  covered  or  braided  with 
"  threads  of  fibrous  material  applied  substantially  in  the  manner  and 
"  by  the  means  hereinbefore  described  with  reference  to  and  shown 
"  in  the  drawings."  Braiding  machines  were  old  at  the  date  of  the 
Patent.  The  Defendants  contended  that  the  invention  was  the 
'  application  of  a  particular  type  of  a  known  machine  in  a  particular 
way  to  produce  an  article  that  was  new.  —  Held,  at  the  trial 
(19  R.P.C.  210)  that  the  claim  was  for  a  process  and  not  for  a  product, 
and  that  the  claim  was  for  something  old,  and  that  the  Patent  was 
invalid  for  want  of  subject-matter.  An  injunction  to  restrain  threats 
was  granted  and  an  inquiry  as  to  damages.  The  Defendants  appealed. — 
Held,  on  appeal,  that  the  claim  was  for  a  process  of  manufacture  by 
which  a  better  article  was  produced  ;  that  the  essence  of  the  invention, 
upon  the  evidence,  was  the  use  of  such  a  form  of  braiding  machine 
as  required  a  specific  number  of  heads  and  spindles  for  each  particular 
case — ^that  is  to  say,  whether  two  or  more  whalebones  were  used ; 
that  the  Patentee  had  failed  to  indicate  the  essence  of  his  invention, 
and  that  on  this  ground  the  Patent  was  invalid.  The  appeal  was 
dismissed  with  costs.    Kopp  v,  Rosenwald  Brothers,  p.  154. 

3.  Patent  held  to  be  invalid  on  the  ground  of  insufficiency.    KiNMOND  v. 

Keay,  p.  497.    See  Novelty  (Want  op).  No.  5. 

4.  Insufficiency  of  description.  Essential  feature  shown  in  drawing 

but  not  described  in  letterpress.  Invention  not  useful  as 
described  in  letterpress. — Action  for  infringement.— Construction 
of  Specification.— Sufficiency  of  description.— Action  dismissed.    The 
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Plaintiff  Company,  the  owners  of  a  Patent  for  "  Improvements  in 
"  dobby  looms  for  weaving,"  sued  the  Defendant  Company  for 
infringement.  It  appeared  on  the  evidence  that,  in  order  to  carry 
out  the  Plaintiffs'  invention,  it  was  necessary  to  incline  the  knife 
guides  in  a  dobby  (which  before  the  date  of  the  Plaintiffs'  invention 
were  always  placed  parallel  to  one  another)  at  an  angle  to  one  another, 
and  also  to  alter  from  their  usual  positions  the  centres  of  certain 
levers  in  the  dobby  known  as  the  balk  and  jack  levers.  The  Plaintiffs' 
Specification  was  amended  some  time  prior  to  the  action,  when  one  of 
the  claims,  together  with  the  whole  of  the  letterpress  relating  to  the 
positions  of  the  centres  of  the  above  levers,  was  struck  out.  The 
drawings  attached  to  the  Specification,  however,  were  not  altered, 
and  showed  the  centres  of  the  levers  in  the  required  position  for 
carrying  out  the  invention. — Held,  that  the  Plaintiffs'  invention  was 
useless  unless  the  centres  of  the  levers  were  placed  in  certain 
particular  positions ;  that,  since  in  the  letterpress  of  the  amended 
Specification  there  was  no  reference  to  the  position  of  these  centres, 
the  Specification  did  not  sufficiently  describe  the  invention,  and  that 
the  Letters  Patent  were  consequently  invalid.  The  action  was 
dismissed  with  costs.  GEORGE  Hattbrsley  &  Sons,  Ld.  v.  George 
Hodgson,  Ld.,  p.  591. 

SUBJECT-MATIER.      See   also    Novelty    (Want   of);    Infringement, 
No,  5  ;  Utility,  No.  1. 

1.  New  result  produced  by  new  mea.nB.— Action  for  infringement  of 
two  Patents, — One  abandoned  at  trial. — Construction  of  Specification. — 
Disconformity. — Utility. — Specification  referred  to  on  subject  of  state 
of  public  knowledge. — Costs,  so  far  as  increased  by  abandoned  Patent^ 
given  to  unsuccessful  Defendant.  In  1898  a  Patent  was  granted  to  S. 
for  a  dust  separating  apparatus,  and  subsequently  another  Patent  was 
granted  to  him  for  a  similar  purpose.  He  brought  an  action  for 
infringement  of  these  two  Patents.  The  Defendant  set  up  want  of 
utility,  disconformity,  and  want  of  subject-matter,  special  reliance 
being  placed  on  a  previous  Specification  of  L.  No  evidence  was  offered 
at  the  trial  as  to  the  second  Patent. — HeldyihsX  the  Plaintiff's  invention 
was  for  arriving  at  a  uew  result  by  new  means,  and  that  there  was 
good  subject-matter  for  the  Patent ;  that  there  was  no  disconformity  ; 
that  the  invention  was  usef al ;  and  that  the  Defendant  had  infringed. 
An  injunction  was  granted,  together  with  a  Certificate  that  the  validity 
of  the  Patent  had  come  in  question  ;  but,  on  the  Defendant's  Counsel 
stating  that  the  Defendant  did  not  intend  to  appeal,  an  inquiry  as  to 
damages  was  waived.  The  costs  of  the  action  were  given  to  the 
Plaintiff,  except  that  the  costs,  so  far  as  increased  by  the  inclusion  of 
of  the  second  Patent,  were  given  to  the  Defendant  with  set  off.  A 
Specification  refeiTed  to  in  the  Particulars  of  Objections  can  be  referred 
to  at  the  trial  on  the  question  of  the  state  of  common  knowledge. 
English  and  American  Machinery  Co.,  Ld.  v.  Union  Boot  and  Shoe 
Co^  Ld.  (11  R.P.C.  367)  followed.    SuTOLiPFE  v.  Abbott,  p.  50. 

2.  Invention  is  an  act  which  results  in  a  new  product,  or  a  new 
resultt  or  a  new  combination  for  producing  an  old  product  or 
an  old  result. — Action  for  infringement. — Subfect-mcUter. — Novelty. 
— Invention  defined.  A  Patent  was  granted  to  R.  for  improvements  in 
means  for  repairing  pneumatic  tyres,  consisting  of  using  a  strip  of 
canvas  with  a  piece  of  india-rubber  attached  thereto,  adapted  to  be 
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fixed  round  the  outside  of  a  damaged  pneumatic  tyre,  and  to  have  its 
end  gripped  between  the  outer  cover  and  the  rim.  An  action  having 
been  brought  for  infringement  of  this  Patent,  the  Defendant,  in 
addition  to  denying  infringement,  alleged  want  of  novelty  and 
want  of  subject-matter. — Held^  by  BiccklBf/,  J.,  that  the  Patentee  had 
not  suggested  anything  new  in  the  particular  article  which  he  had 
patented,  and  failed  on  subject-matter  and  on  novelty.  The  action  waa 
dismissed  with  costs.  The  Plaintiff  appealed.  The  appeal  was  dis- 
missed with  costs.  Reynolds  v.  Herbert  Smith  &  Co.,  Ld.  pp.  123 
and  410. 

3.  It  is  well  settled  that  discovery  is  not  subject-matter  for  a  Patent.    Per 

Stirling,  i.J.,  in  Acetylene  Illuminating  Co.  v.  United  Alkali 
Co.,  Ld.,  p.  161.    See  Novelty  (Want  op),  No.  2. 

4.  Patent   held  invalid  for  want  of  Bubj  act-matter.— ^c^/on  for 

infringement, — Gonstfniction  of  Specification, —  Want  of  subject-matter. 
— Anticipation. — Patent  held  invalid, — Appeal  dismissed  with  costs. 
In  1898  a  Patent  was  granted  to  W.  for  "  Improvements  in  attachments 
"  for  corsets,"  consisting  of  an  abdominal  belt  composed  of  two  or  more 
parts  provided  with  vertical  stiffening  ribs,  at  each  side  of  the  top  of  which 
were  eyelet  holes  through  which  safety  pins  could  be  fastened  to  attach 
the  belt  to  a  corset.  In  1902  W.  commenced  an  action  against  a  Company 
for  infringing  the  Patent.  The  Defendants  denied  infringement  and 
attacked  the  validity  of  the  Patent  on  th<3  grounds  of  want  of  novelty 
and  want  of  subject-matter.  They  also  alleged  various  anticipations  by 
divers  Specifications,  and  by  cases  of  public  manufacture  and  sale. 
Heldy  at  the  trial,  that  although  the  Plaintiff  was  entitled  to  the  credit 
of  having  improved  upon  articles  that  were  in  the  market  before,  and 
although  the  Defendants  had  distinctly  and  intentionally  copied  the 
alleged  invention,  yet  there  was  not  invention  which  the  Court  could 
recognise  ;  that  substantially  the  same  thing  had  been  in  the  market, 
either  patented  or  within  common  knowledge  and  common  use,  for 
some  years  prior  to  1898  ;  and  that  the  Plaintiff's  Patent  was  therefore 
invalid.  Judgment  was  given  for  the  Defendants  with  costs.  The 
Plaintiff  appealed. — Held^  on  appeal,  that  the  Patent  was  invalid  for 
want  of  subject-matter  in  the  first  claim,  and  that,  upon  the  true  con- 
struction of  the  Specification,  even  if  the  Patent  was  valid,  the 
Defendants  had  not  infringed.  Wardroper  v.  Georgb  Gibbs,  Ld., 
p.  355. 

5.  Patent  held  invalid  for  want  of  subject-matter  and  novelty.— 

Action  for  iiifringement. — Subject-matter. — Novelty. — Patent  held 
invalid. — Judgment  for  Defendants.  The  owners  of  Letters  Patent 
for  '*  Improvements  in  and  relating  to  electric  spark-rupturing 
"  appliances,"  having  brought  an  action  for  infringement,  the  Defen- 
dants relied  mainly  on  want  of  subject-matter.  By  the  first  claim  in 
the  Specification  the  Patentee  claimed  :  "  In  a  magnetic  arc-rupturing 
"  device  a  shield  of  insulating  material  located  between  the  surfaces  of 
**  the  electrodes  and  adjacent  conducting  surfaces  of  the  device  by 
"  which  the  arc  is  disrupted,  as  and  for  the  purpose  described."  The 
Specification  stated  that  the  object  of  the  invention  was  to  increase  the 
efficiency  and  certainty  of  the  operation  of  the  arc-rupturing  devices 
by  permitting  them  to  be  brought  very  close  to  the  point  where  the  arc 
might  form,  and  it  explained  that  the  insulating  material  prevented 
arcs  forming  at  other  points,  and  that  an  advantage  was  gained  from 
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the  near  approach  of  the  poles  to  the  electrodes,  as  they  enhanced  very 
much  the  intensity  of  the  field.  At  the  date  of  the  Patent  magnetic 
blow-outs  for  rupturing  arcs  were  well  known,  and  it  was  well  known 
that  close  proximity  of  the  magnet  was  important,  but  that  such 
proximity  increased  the  risk  of  sparking  to  the  magnet,  that  the 
remedy  was  insulation,  and  that  material  which  was  an  insulator  to  an 
electric  current  was  not  an  insulator  to  magnetic  influence. — Heldy  that 
there  was  neither  novelty  nor  invention,  and  that  the  Patent  was 
invalid  for  want  of  subject-matter.  The  action  was  dismissed  with 
'  costs.  British  Thomson -Houston  Co.,  Ld.  v.  Mayor  of 
Manchester,  p.  461. 

THREATS  (ACTION  TO  RESTRAIN). 

1.  Commencing  an  action  whether  a  threat.— Or^^r  of  Court  con- 

taining an  undertaking  not  to  threaten, — Action  for  infringement  by 
owners  of  Patent. — Motion  to  sequestrate  and  attach  for  alleged  breach 
of  Order. — Construction  of  undertaking. — Correspondence  whether  con- 
taining threats. — Motion  refused. — Patents^  Ac.  Act,  1883,  section  82.  An 
action  against  a  Company  to  restrain  threats  was  terminated  by  an  Order 
embodying  an  undertaking  not  to  threaten.  Subsequently  the  Plaintiffs 
in  the  action  moved  for  sequestration  against  the  Company  and  to 
attach  certain  directors  for  alleged  breaches  of  the  undertaking 
contained  in  the  Order.  The  breaches  complained  of  were  (1)  an 
action  commenced  by  the  Company  ;  (2)  certain  letters  written  on  its 
behalf  in  answer  to  inquiries.  Held,  that  the  undertaking  had  not 
been  broken,  and  the  motion  was  dismissed  with  costs.  Be  YEN  AND 
Alexander  v.  Wblsbach  Incandescent  Gas  Light  Company,  Ld., 
p.  69. 

2.  Threats  proved.      Form  of  injunction.      MONTAIN  v.  Parker    and 

Smith,  p.  769. 

TRUSTEE. 

Manager  held  to  be  trustee  of  Patents  for  employers.— ^^^^ion  for 

declaration  that  Defendant  was  trustee  of  three  Patents  for  Plaintiffs 
and  for  canseqttential  relief. — Defendant  in  Plaintiffs^  employment 
when  Pate7its  granted. — Plaintiffs^  case  as  to  one  Patent  abandoned  on 
first  day  of  trial. — Declaration  made  that  Defendant  was  trustee  of  the 
two  other  Patents  for  the  Plaintiffs,  subject  to  their  recouping  him  the 
expenses  incurred  in  taking  out  such  Patents, — Defendant  ordered  to 
pay  the  costs,  except  so  far  as  increased  by  the  Plaintiffs*  claim  to  the 
third  Patent,  which  increase  they  were  ordered  to  pay. — Form  of  Order 
as  to  costs.  An  American  Corporation  employed  M.  as  their  agent  and 
manager  in  England.  His  relationship  with  them  was  of  the  closest 
and  most  confidential  character.  M.  took  out  three  Patents  and  em- 
ployed them  in  the  business  of  the  Corporation.  He  was  subsequently 
dismissed,  and  then  claimed  to  restrain  the  Corporation  from  using  the 
patented  inventions.  The  Corporation  brought  an  action  against  him 
for  a  declaration  that  he  was  a  trustee  of  the  Patents  for  them,  but  at 
the  trial  they  abandoned  the  case  as  to  one  Patent. — Held,  that  under 
the  circumstances  the  degree  of  good  faith  due  from  M.  to  the  Corpora- 
tion was  little,  if  at  all,  less  than  that  due  from  a  partner  to  his  firm  ; 
and  that^  having  regard  to  the  mature  and  scope  of  his  employment  and 
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to  the  obligations  and  duties  arising  therefrom,  to  the  trust  reposed  in 
him  and  to  his  own  conduct,  he  could  not  hold  the  two  Patents  against 
the  Corporation.  A  declaration  was  made  that  M.  was  a  trustee  of 
these  two  Patents  for  the  Corporation  subject  to  their  recouping  him 
the  expenses  of  taking  out  the  Patents,  but  the  judgment  was  not  to  be 
deemed  to  determine  or  import  that  the  Patents  or  either  of  them  was 
valid.  M.  was  ordered  to  pay  the  costs,  except  so  far  as  increased  by 
the  claim  in  respect  to  the  third  Patent. — Lamh  v.  Evans  (L.R.  (1893) 
1  Ch.  218),  and  Rohh  v.  Oreen  fL.R.  (1895)  2  Q.B.  315)  followed. 

WORTHINGTOK  PUMPING  ENGINB  CO.   V.  MOOBB,  p.  41. 

UNDERTAKING  (ALLEGED  BREACH  OF).    See  Threats,  No.  1. 

UTILITY  (WANT  OF).    See  also  Speoipioation  [Suppicibncy  op).  No.  4  ; 
Revocation  (Petition  por),  Nos.  1  and  3. 

1.  No  use  of  alleged  Invention  by  any  ^bx^otl.— Action  for  infringe" 
menL — Want  of  utility. — Want  of  subject-matter. — Non-infringement. 
--Judgment  of  Appeal  Court  affirmed.— Patent  held  invalid.  A  Patent 
was  granted  in  1895  for  "  Improvements  in  means  for  strengthening 
**  and  protecting  tubes  and  bobbins  used  in  the  preparation  and 
"  spinning  of  fibrous  materials."  The  invention  related  to  ferrules  for 
application  to  such  tubes  and  bobbins,  and  the  ferrule  described  had 
the  edge  away  from  the  end  of  the  bobbin  folded  completely  over  on 
itself,  and  such  edge,  on  application  of  the  ferrule  to  the  bobbin,  was 
described  as  being  pressed  into  the  wood  so  as  to  hold  the  ferrule  on 
securely*  Before  application  the  ferrule  was  of  conoidal  form.  The 
iirst  claim  was  :  '*  In  rings,  hoops,  shields,  and  ferrules  for  application 
"  to  tubes,  bobbins,  pirns,  and  flanges,  for  the  purpose  of  protecting 
'*  and  strengthening  the  same,  forming  the  said  rings,  hoops,  shields, 
"  and  ferrules,  with  a  folded  or  doubled  over  edge  or  lip  such  as  a  2, 
''  which  is  pressed  into  the  wood  or  material  so  as  to  hold  the  ring 
"  or  hoop  securely  in  conjunction  with  a  flange  or  lip  a^  at  the  other 
"  end  or  edge  of  the  ring  or  ferrule,  substantially  as  described  and 
"  shown."  The  second  claim  related  to  rings,  &c.,  with  both  edges 
folded  over.  The  third  claim  was  :  "  The  improved  rings  or  ferrules 
^  for  application  to  tubes  and  bobbins,  substantially  as  described  and 
"  illustrated."  Conoidal  ferrules,  having  a  flange  at  right  angles  to 
be  forced  into  the  wooden  bobbin  or  a  groove  cut  therein,  were  known 
at  the  date  of  the  Patent.  In  an  action  for  infringement  the  Defendants 
alleged  (inter  alia)  anticipation  by  certain  prior  users,  and  that  there 
was  no  invention  and  no  utility,  and  therefore  no  subject-matter.  Evi- 
dence was  given  on  behalf  of  the  Plaintiffs  of  utility,  and  in  particular 
of  very  large  sales  of  bobbins  alleged  to  be  fitted  with  the  ferrules  under 
the  Patent.  On  behalf  of  the  Defendants  it  was  contended  that  such 
bobbins  were  mostly  grooved,  whereas  the  Specification  stated  that 
grooving  was  not  necessary  (17  R.P.C.  177).  It  was  held,  at  the 
trial,  they  themselves  had  always  used  grooves,  that  the  application  of 
the  device  of  a  folded  over  edge  to  a  ring  so  made  as  to  be  capable  of 
compression  from  the  conoidal  form  to  a  cylindrical  form,  so  that  such 
edge  might  by  compression  be  so  lessened  in  diameter  as  to  hold  the 
ring  in  place,  was  new  ;  that  there  was  a  substantial  exercise  of  inventive 
power ;  that  the  Patent  had  not  been  anticipated  by  the  prior  users 
alleged,  and  in  particular  not  by  a  ring  on  a  bobbin  with  the  upper 
edge  of  the  ring  folded  over ;   and  iha,t  the  Patent  was  valid ;  and 
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jadgment  was  given  for  the  Plaintiffs.  The  Defendants  appealed.  It 
was  held  by  the  Court  of  Appeal  (18  R.P.C.  139),  that  the  Patent  was 
invalid  on  the  ground  that  the  third  claim  was  for  the  ferrules  per  se^ 
and  was  bad,  and  also  (the  Master  of  the  Rolls  dissenting  on  this  point) 
on  the  ground  that,  having  regard  to  the  prior  Specifications  and 
previous  knowledge,  there  was  no  invention  and  no  subject-matter  for 
Letters  Patent.  The  appeal  was  allowed,  with  costs.  The  Plaintiffs 
appealed  to  the  House  of  Lords. — Held^  that  it  was  part  of  the  substance 
of  the  invention  that  the  doubled  over  edge  made  its  own  groove  on 
being  pressed  into  the  wood,  that  the  invention  had  never  been  used, 
and  that  the  Patent  was  invalid  for  want  of  utility,  and  also  for  want 
of  subject-matter;  and  further  that,  reading  the  Specification  as  it 
ought  to  be  read,  there  was  no  evidence  of  infringement.  The  appeal 
was  dismissed  with  costs.  Wilson  Brothers  Bobbin  Co.,  Ld.  v. 
Wilson  &  Co.  (Barnslby),  Ld.,  p.  1. 

i,  "  Utility  means  having  commercial  existence  as  a  process  of  manufacture," 
Per  Lord  Halsbury,  L.C.  in  Wilson  Brothers  Bobbin  Co.,  Ld. 
V.  Wilson  &  Co.  (Barnslby)  Ld.,  p.  17.    {See  No.  1.) 

3.  Invention  held  to  be  useful  on  the  balance  of  the  evidence.    SUTOLIPPE 
.  v.  Abbott,  p.  50.    See  Subject- Matter,  No.  1. 

^  ^Sff^^  ^^  utility  necessary  to  support  Patent.  Useful  choice. 
Tne  Court  of  Appeal  will  not  reverse  the  judgment  of  the  Court 
below  in  favour  of  the  utility  of  a  Patent  unless  it  is  satisfied 
that  the  decision  was  clearly  wrong.    Disconfonnity  not  found. 

— Action  for  infringement, — Utility, — Disconfonnity. — Infringement. 
— Patent  held  valid.— Jvdgmsnt  for  Plaintiffs. — Appeal  dismissed.  In 
an  action  for  infringement  of  a'Patent  for  **  Improvements  in  dobbies 
"  or  apparatus  for  operating  the  healds  of  looms  for  weaving,"  the 
Defendants  denied  infringement,  and  alleged  that  the  Patent  was 
invalid  {inter  alia)  on  the  groands  of  (a)  the  inutility  of  the  invention 
claimed  in  the  second  claim  ;  (6)  that  neither  of  the  Patentees  was,  but 
that  J.  was,  the  true  and  first  inventor  of  the  invention ;  (c)  discon- 
formity ;  (d)  want  of  subject-matter  ;  and  (e)  anticipation.  At  the  trial 
it  was  held  by  Wills^  J.,  that  the  proof  of  the  issue  as  to  the  Patentees 
not  being  the  true  and  first  inventors  lay  on  the  Defendants  ;  also  that 
on  the  evidence  the  Patentees  were  the  first  and  true  inventors  ;  that 
the  Patent  had  not  been  anticipated  and  was  not  void  for  disconf ormity  ; 
that  the  Defendants  had  infringed ;  and  that,  although  there  was  not 
much  utility  in  the  invention  claimed  in  Claim  2,  yet  it  gave  an 
alternative  in  the  method  of  working,  and  that  there  was  sufi^cient 
utility  to  support  the  Patent.  Judgment  was  given  for  the  Plaintiffs, 
but,  che  Patent  having  expired,  no  injunction  was  granted.  The 
Defendants  appealed,  and  at  the  hearing  reliei  principally  on  the 
dt)fence  of  disconformity  and  want  of  utility. — Held^  by  the  Court  of 
Appeal,  that  neither  disconformity  nor  want  of  utility  was  established. 
The  appeal  was  dismissed  with  costs.  Ward  Brothers  v.  Jambs 
Hill  &  Son,  p.  189. 

5.  Where  the  alleged  utility  of  a  Patent  consists  in  presenting  to  the  public 
an  alternative  or  choice,  there  must  be  a  useful  alternative  or  a  useful 
choice.  Per  Vattohan  Williams,  //.J.,  in  Ward  Brothers  v. 
Jambs  Hill  <&  Son,  p.  189. 

E  2 
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6.  If  there  is  no  representation  in  the  Specification  as  to  utility  for  any 

particular  purpose,  it  is  sufficient  if  the  Plaintiffs  can  show  any 
utility.  Per  STIRLING,  L.J.,  in  WARD  BROTHERS  v.  Jambs  Hill  & 
Son,  p.  197. 

7.  Invention  held  to  be  useful.    GAMMONS  v.  Battbrsbt,  p.  529.    See 

Novelty  (Want  of),  No.  6. 

8.  Invention  for  "  Improvements  in  steam  traps,"  so  far  as  it  related  to 

what  was  shown  in  one  figure  of  the  Specification,  held  not  to  be 
useful,  because  the  device  there  shown  would  not  work.  IN  THE 
Matter  op  Geipel's  Patent,  p.  545.    See  Variance,  No.  5. 

9.  Invention  as  described  not  useful.    GEORGE  Hattersley  &  SONS,  Ld. 

V.  George  Hodgson,  Ld.,  p.  591.  See  Spbcipictation  (Sufficiency 
OP),  No.  4. 

VARIANCE. 

1.  An  invention  being  the  obtaining  of  a  new  result  by  new  means  and 

being  properly  described  in  the  Provisional  Specification,  it  was  held 
that  the  fact  that  in  the  Complete  Specification  certain  particular 
old  parts  were  relied  on  as  important,  and  that  such  parts  were  not 
specially  described  in  the  Provisional  Specification,  did  not  make  the 
Patent  invalid  for  disconformity.  SUTCLIPPE  v.  ABBOTT,  p.  50. 
See  Subject-matter,  No.  1. 

2.  Variance  not  established  where  mere  steps  in  a  method  were  altered, 

but  such  steps  were  not  essential  to  the  invention  as  stated  in  the 
Provisional  Specification.  Patent  held  ta  be  valid.  WARD  BROTHERS 
V.  James  Hill  &  Son,  p.  189.    See  Utility,  No.  4. 

3.  Variance  may  consist  in  the  omission  from  the  Complete  Specification  of 

something  that  goes  to  the  essence  of  the  invention.  Per  Vaughan 
Williams,  L.J.,  in  Ward  Brothers  v.  James  Hill  &  Son,  p.  189, 

4.  Defendants'  appeal  dismiBBed.— Action  for  infringement  —Judament 

for  Plaintiffs  at  trial, — Appeal  by  Defendants. — Order  made  for 
security  for  costs  by  Appellants. — Order  not  complied  with. — Appeal 
dismissed  with  costs.  Birmingham  Pneumatic  Tyre  Syndicate, 
Ld.  v.  Reliance  Tyre  Co.,  p.  288. 

5.  Patent  held  to  be  invalid  by  reason  of  varianoe  and  inutility  in 

respect  of  certain  things  claimed.  Terms  imposed  as  a  con- 
dition of  disclaimer. — Petition  for  revocation.  —  Disconformity 
4  between  Provisional  Specification  and  Complete  Specification. — Want 
of  subject-matter^  and  of  utility  y  and  of  novelty. — Disclaimer  of  part 
of  invention. — Patent  held  invalid  on  ground  of  disconformity. — Form 
of  Order  of  revocation. — Tertns  imposed  on  amendment  by  disclaimer 
under  section  19  of  the  Patents^  &c.  Act^  1883. — Patents^  Ac.  Act^ 
1883,  section  26.  •  In  1893  Letters  Patent  were  granted  to  G.  for 
improvements  in  and  connected  with  steam  traps.  A  Petition  was 
presented  for  revocation  of  the  Patent,  and  it  was  alleged  in  the 
Particulars  of  Objections,  as  amended  and  reameuded,  that  the  inven- 
tion was  not  new,  that  there  was  no  subject-matter,  that  the  invention 
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was  not  useful,  and  that  the  Complete  Specification  of  the  Letters 
Patent  described  and  claimed  an  invention  different  from  and  larger 
than  the  alleged  invention  described  in  the  Provisional  Specification. 
Daring  the  hearing  of  the  Petition  it  was  admitted  that,  in  any  event, 
the  Specification  would  require  amendment,  as  one  modification  of  the 
invention  was  proved  useless. — Held^  that  there  was  good  subject- 
matter  for  the  Patent,  but  that  the  disconformity  between  the  Provi- 
sional Specification  and  the  Complete  Specification  was  established,  as 
the  nature  of  the  invention  described  in  the  Provisional  was  the  appli- 
cation in  the  way  described  of  the  principle  of  differential  expansion, 
whereas  the  Complete  covered  an  application  in  a  particular  way 
described  of  the  principle  of  controlled  expansion,  and  that  the  Patent 
must  be  revoked,  unless  within  three  months  the  Patentee  obtained 
leave  to  amend  by  disclaimer. — Heldy  also,  that  if  the  Specification  was 
amended  no  injunction  was  to  be  asked  for  in  any  action  brought  for 
infringement  of  the  Patent  in  respect  of  any  steam  traps  made  prior  to 
the  date  of  judgment,  unless  the  Patentee  should  establish  to  the  satis- 
faction of  the  Court  that  his  original  claim  was  made  in  good  faith  and 
with  reasonable  skill  and  knowledge.  DeeUy  v.  Perkes  (13  R.P.C.  581 ; 
L.B.  (1896)  A.C.  496)  and  Luddington  Uigarette  Go.  v.  Baron  Cigarette 
Co.  (Re  Pitt's  Patent)  (17  R.P.C.  214  ;  L.R.  (1900)1  Ch.  508)  discussed. 
In  the  Matter  of  Gbipbl's  Patent,  p.  545. 

VIEW  BY  COUNSEL.    See  Costs,  No.  4.    See  also  Inspection. 

WARRANTY  OF  VALIDITY.    See  Contract,  No.  5. 
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ACQUIESCENCE. 

Plaintiffs  in  a  passing-off  case  ^ho  had  known  of  the  acts  of  the 
Defendants  three  and  a  half  years  before  commencing  the  action,  bat, 
after  inquiring  as  to  the  Defendants*  position,  had  not  taken  proceedings, 
held  not  to  be  debarred  by  acquiescence  from  obtaining  an  injunction, 
although  not  entitled  to  damages.  F.  Rbddawat  &  Co.,  Ld.  t». 
Robert  Stevenson  &  Brother,  Ld.,  p.  276.  See  Passing  Off, 
No.  1. 


ADVERTISEMENTS. 

1.  Whether  infringement  of  a  Trade  Mark.    Addley  Bournb  v,  Swan  h 

Edgar,  Ld.,  p.  105.  See  Infringement,  No.  1.  (Discussed  also  in 
Anglo-Swiss  Condensed  Milk  Co.  v.  Pearks,  Gunston  &  Tbb,  Ld., 
p.  509.    See  Rectification,  No.  7.) 

2.  How  far  evidence  of  mark  being  common  to  the  trade.     LouiSE  &  Co., 

Ld.  v.  Gainsborough,  p.  61.    See  Rectification,  No.  !• 

3.  Passing  off  by  means  of.    SINGER  MANUFACTURING  Co.   v.  British 

Empire  Manufacturing  Co.,  Ld.,  p.  317.    See  Passing  Off,  No.  2. 


ALTERATION  OF  MARK. 

Old  Maxk.  Address.  Ponn  of  Order.— 4^Zicatton  for  leave  to  alter 
old  Trade  Mark.  —  Address,  —  Leave  given,  —  Form  of  Order.  — 
Patents,  tkc.  Act,  1883,  section  92.  Leave  was  given  to  alter  the 
address  of  the  proprietors  of  an  old  mark  to  their  present  address 
and  to  add  Great  Britain,  it  being  necessary  for  the  purposes  of 
foreign  registration  that  the  address  should  be  complete,  but  the 
alteration  allowed  was  according  to  a  particular  exhibit.  In  THE 
Matter  of  the  Trade  Mark  of  James  Cockle  <&  Co.,  p.  353. 

APPLICATION  FOR  REGISTRATION.    See  Registration. 
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CERTIFICATE  OF  VALIDITY. 

1.  Certificate  refused  on  the  ground  that,  as  to  some  of  the  goods  for 

which  the  mark  was  registered,  a  question  might  be  fairly  raised  in 
the  future.  In  THE  MATTER  OP  Addley  Bourne's  Registered 
Trade  Mares,  p.  105. 

2.  Certificate   refused.     Kodak,   Ld.    v.   London   Stereoscopic   and 

Photographic  Co.,  Ld.,  p.  337. 

3.  Certificate  granted.     De   Kuyper   &   SON  v.   W.  &  G.  Baird,  Ld., 

p.  581.      , 

COMMON  TO  THE  TRADE. 

1.  The  picture  of  the  "  Duchess  of  Devonshire,"  by  Gainsborough,  held  to 

have  been  in  common  use,  from  1876  onwards,  in  the  hat  and  millinery 
trade  for  all  purposes  except  by  impression  on  the  goods.  LouiSE  & 
Co.,  Ld.  v.  Gainsborough,  p.  61.    See  Rectification,  No.  1. 

2.  The  device  of  a  milkmaid  held  to  be,  in  1901,  common  to  the  butter 

trade.  In  the  Matter  op  the  Trade  Marks  of  the  Anglo- 
Swiss  Condensed  Milk  Co.,  p.  509.    See  Rectification,  No.  7. 

COSTS. 

1.  Where  a  motion  to  rectify  and  action  for  infringement  are  heard  together, 

there  is  jurisdiction  to  deal  with  the  30st«  of  both  together,  and  to 
divide  them  into  fractional  parts.  IN  THE  Matter  OF  ADDLEY 
Bourne's  Registered  Trade  Marks,  p.  105. 

2.  A    disclaimer    of    interest    which    is    insufficient    will  not  protect  a 

Respondent,  equitably  entitled,  from  liability  to  pay  the  costs  of  a 
motion  to  rectify.  In  THE  Matter  op  the  Trade  Mark 
"  Zonophone,"  p.  450. 

3.  Costs  refused  to  successful  Plaintiffs  in  Trade  Mark  and  Trade  name 

action,  on  the  ground  that  the  Defendants  had  been  charged  with 
personal  fraud,  whereas  they  were  found  personally  innocent  of  fraud, 
and  that  substantial  damages  had  been  claimed  and  not  proved,  and 
that  the  Plaintiffs  had  had  to  make  an  indispensable  amendment  in 
their  claim.  MoNTGOMERiE  &  Co.,  Ld.  v.  Yottng  Brothers.  Mont- 
gomerie  &  Co.,  Ld.  v.  Marshall,  p.  781. 

DAMAGES. 

1.  Damatres  refused  after  neglect  to  sue  during  three  and  a  half  years. 

F.  Reddawat  &  Co.,  Ld.  v.  Robert  Stevenson  &  Brqther,  Ld., 
p.  276,    See  also  Passing  Off,  No.  1. 

2.  Damages  or  profits.    See  Profits. 

DECEPTION  ^PROBABILITY  OF).     See   Infringement;    Passing  Off. 
Rectification,  Nos.  4  and  7  ;  Registration,  Nos.  1  and  3. 
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DELAY. 

1.  Mere  delay  is  not  an  answer  to  a  motion  to  rectify  the  Beffister. 

In  thb  mattbb  of  Addlbt  Bourne's  Registbrbd  Trade  marks, 
p.  105.    See  Rectification,  No.  4. 

2.  Interlocutory  injunction  partly  refused  on  the  ground  of  delay.    Van 

Oppbn  &  Co.,  Ld.  v.  V^an  Oppbn,  p.  617.  See  Interlocutory 
Injunction,  No  1. 

DESCRIPTIVE  DEVICE.    See  Rectification  of  thb  Register,  No.  1. 
DESCRIPTIVE  WORD.  See  Rectification,  Nob.  4  and  5.    Also  Passing  Off. 

DISTINCTIVE.  See  Rectification  of  the  Register,  No.  1 ;  Passing  Off, 

No.  7. 

EVIDENCE. 

The  evidence  necessary  and  admissible  in  actions  for  infringement  of 
Trade  Mark  discussed.  Lmidon  General  Omnibus  Co.  v.  Lavell 
(18  R.P.C.  74)  explained.  Addlby  Bourne  v.  Swan  and  Edgar,  Ld., 
p.  105. 

FANCY  WORD.    See  Passing  Off,  No.  7. 

FIVE  YEARS'  REGISTRATION. 

Motion  for  interlocutory  injunction  where  there  has  been  less  than  five 
years'  registration.  HoMMEL  v.  GEBRtyDER  Bauer  &  Co.,  p.  801. 
See  Interlocutory  Injunction,  No.  3. 

GOODWILL.    See  also  Trade  Name,  No.  3. 

Whether  passing  on  a  purchase  of  stock-in-trade  and  patterns 

and  a  lease  of  premises. — "  One  or  more  of  the  elements  going  to 
"  make  up  what  is  called  goodwill  may  be  retained  while  others  may 
'*  be  parted  with,  and  all  or  every  such  elements  may  be  disposed  of 
"  without  express  mention.  The  right  way  to  approach  the  question 
"  is,  I  think,  in  a  case  like  the  present  to  consider  the  facts  and  to 
"  endeavour  to  ascertain  what  rights,  if  any,  were  acquired  by  the 
*^  purchaser  and  lessee  beyond  the  mere  right  and  title  to  the  chattels 
"  and  premises  bought  and  leased."  Per  BYRNE,  J.,  in  RiCKBRBY  v. 
Rray,  p.  388.    See  Passing  Opp,  No  3. 

INFRINGEMENT.    See  also  Interlocutory  Injunction,  Nos.  2  and  3. 

J.  Semblc-^-lt  is  not  necessary  to  constitute  infringement  of  Trade 
Mark  that  the  use  by  the  Defendant  should  be  use  as  a  Trade 
Mark,  but  the  absence  of  such  use  is  an  element  to  be  con- 
sidered.—'* If  you  use  what  is  in  fact  the  Plaintiffs'  Trade  Mark  as 
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INFRINGEMENT— can«nw<?d. 

^^  embellishment,  but  do  in  trath  by  such  embellishment  use  their 
"  Trade  Mark  so  as  to  deceive,  or  to  be  calculated  to  deceive,  you  do 
"  wrong  to  the  Plaintiffs,  although  you  may  say  that  you  are  not  using 
"  it  as  a  Trade  Mark.  It  is  an  element  to  be  considered,  and  when 
**  you  find  that  it  is  used  simply  as  a  figure  of  a  swan,  and  used  as  it  is 
**  in  the  Defendants'  business,  to  say  that  you  find  it  as  a  pictorial 
**  embellishment  to  an  advertisement  seems  to  me  to  be  a  very  long 
**  way  from  any  user  calculated  to  deceive."  Per  Farwbll,  J.,  in 
Addlby  Bournb  v.  Swan  and  Edgar,  Ld.,  p.  105.  See  Rbotipi- 
CATION,  No.  4. 

2.  Plaintiff's  appeal  as  to  infringement  of  Trade  Mark  allowed  by 

consent. — Action  for  infringement  of  Trade  Mark  and  passing-off. — 
Jvdgmentfor  Defendants  on  both  points. — Appeal. — Appeal  allowed  by 
consent^  so  far  as  regards  infringement  of  Trade  Mark.  Hbnnbsst 
V.  DOMPJ^,  p.  175. 

3.  Words  whether  descriptive   of  enticleB.—Infringement.— Passing- 

off. — Injunctions  granted, — Motion  to  rectify, —  Whether  words 
^'Kodak,'^  '^  Brownie,'^  ^^  Bullseye,''  and  ^*  Panoram''  registered  in  a 
class  for  accessories  descriptive  of  the  respective  principal  articles  for 
which  they  are  registered  in  another  class. — Motion  refused  except  as 
to  ^^  Panoram'^ — Certificate  a^  to  right  to  exchisive  use  coming  in 
question  refused, — Patents^  <kc,  Acty  1888^  section  77a.  The  Plaintiffs 
had  registered  the  words  "Kodak,"  "Brownie,"  "  Bullseye,"  and 
"Panoram"  in  Classes  8  and  1  for  photographic  cameras  and  films 
respectively,  the  relative  dates  of  registration  varying  in  the  different 
cases.  Under  these  names  and  certain  abbreviations  of  the  same  they 
were  selling  cameras  and  rolls  of  appropriate  films  The  Defendants 
were  selling  rolls  of  films  not  of  the  Plaintiffs'  manufacture  »which 
were  catalogued  and  advertised  in  various  ways  as  "Kodak  film," 
"  Brownie  film,"  and  so  on,  and  it  was  proved  that  customers  at  their 
shops  had  been  supplied  with  films  not  of  the  Plaintiffs'  manufacture 
in  response  to  written  and  verbal  orders  for  "  Kodak  film,"  "  film  for  a 
"  Kodak,"  and  so  on.  In  actions  brought  for  injunctions  to  restrain 
infringement  and  passing-off  the  Defendants  contended  that  the  expres- 
sions "Kodak  film,"  "Brownie  film,"  "No.  3  F.P.K.  film,"  "No.  1 
"Brownie  film,"  and  the  like,  whatever  their  original  signification 
might  have  been,  had  come  to  mean  and  were  understood  by  the  trade 
and  public  as  now  meaning  simply  films  of  any  kind  or  make  so  long 
only  as  they  would  fit  the  particular  camera  ;  and  they  moved  to  rectify 
the  Register  by  the  removal  therefrom  of  the  Trade  Marks  as  registered 
for  the  accessories  in  Class  1,  mainly  on  the  ground  that  the  words 
were  descriptive  of  the  respective  cameras  for  which  the  films  were  of 
the  appropriate  sizes.  The  word  "  Panoram  "  as  registered  in  Class  8 
for  cameras  was  also  attacked  as  being  descriptive  and  having  reference 
to  the  character  or  quality  of  the  goods,  but  the  Plaintiffs  admitted 
that  this  word  must  be  removed  from  the  Register  in  each  class. — Held 
(1)  that  the  Plair  tiffs  had  clearly  established  that  the  descriptions  and 
letters  in  question  meant  their  films  and  no  others;  that  the 
Defendants  had  wholly  failed  to  establish  that  the  same  descriptions 
and  letters  referred  to  sizes  only,  irrospective  of  origin,  and  that  the 
Defendants  must  therefore  be  restrained  by  injunction  from  making 
and  selling  films  in  such  a  way  as  to  lead  to  the  belief  that  their  films 
were  of  the  Plaintiffs'  manufacture  ;  (2)  that  "Kodak"  was  an  invented 
word  referring  exclusively  to  the  Plaintiffs'  goods,  and  was  applied  to 
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their  cameras  and  films  sabstantially  about  the  same  time;  that 
**  Brownie  "  and  "  BuUseye  "  were  words  having  no  real  reference  to 
the  character  or  qaality  of  the  goods  and  were  applied  by  the  Plaintiffs 
simnltaneonsly  to  new  patterns  of  cameras  and  to  films  :  and  that  the 
motion  to  rectify  therefore  failed  except  as  regarded  the  word 
"  Panoram,"  which  most  be  removed  from  the  Register  in  respect  of 
both  cameras  and  films.  A  certificate  that  the  right  to  the  exclusive 
ase  of  the  Trade  Marks  came  in  question  in  the  actions  refused. 
Kodak,  Ld.  v.  London  Stereoscopic  and  Photographic  Co., 
Ld.    Same  v.  George  Houghton  &  Sons,  p.  337. 

4.  Injunction  nanted  against  printers  who  claimed  the  right  to 

continue  the  acts  complained  of. — Injunction  to  restrain  printers 
from  lithographing  and  sellingy  or  offering  for  salSy  labels  which  were 
colourable  imitations  of  the  Plaintiffs^  Trade  Mark. — Patents^  Ac.  Acts 
1883  to  1888,  section  77a.  The  Plaintiffs  were  distillers  of  Gin,  or 
Hollands,  at  Rotterdam,  which  they  sold  in  the  United  Kingdom  in 
bottles  bearing  a  heart-shaped  label,  with  the  words  "(Jenuine  Hollands 
"  Geneva  ;  J.D.K.  &  Z. — John  De  Kuyper  Jt  Son^  Rotterdam.*'  In  the 
centre  of  the  label  there  was  the  device  of  an  anchor,  and  the  name  of 
the  firm  '^as  printed  on  a  scroll  or  ribbon.  This  label  was  registered 
as  a  Trade  Mark.  The  Defendants  were  printers  and  lithographers  in 
Belfast.  The  Plaintiffs  havinjr  been  informed  that  Gin,  or  Hollands, 
not  of  their  manufacture  was  being  sold  in  the  north  of  Ireland  in 
bottles  bearing  labels  which  were  imitations  of  their  registered  labels, 
sent  an  agent  to  the  Defendants'  place  of  business.  He  asked  them 
for  samples  of  heart-shajied  labels  for  Gin.  He  was  shown  four  labels, 
all  heart-shaped,  and  renembling  the  Plaintiffs'  label,  especially  one, 
the  shai>e,  size,  lettering,  and  ornamentation  of  which  appeared  to  the 
Court  copied  from  the  Plaintiffs'  label  and  calculated  to  deceive.  The 
Defendants  proved  that  they  had  printed  this  label  only  on  one 
occasion,  several  years  ago,  and  supplied  it  to  only  one  trader,  but  they 
alleged  it  was  not  an  infringement,  or  calculated  to  mislead,  and  claimed 
the  right  to  print  it.  The  Court,  being  of  opinion  that  the  label  com- 
plained of  was  an  infringement,  granted  an  injunction  with  costs 
against  the  Defendants,  and  gave  a  Certificate  that  the  right  to  the 
exclusive  use  of  the  Trade  Mark  came  in  question  in  the  action. — 
J.  Db  Kuypbr  &  Son  v.  W.  and  G.  Baird,  Ld.,  p.  581. 

5.  Infringement  of  Trade  Mark  and  Passing-off.    Selling  mineral 

waters  not  of  Plaintiffs'  manufacture  in  bottles  embossed 
with  Plaintiffs'  name  and  registered  Trade  Mark,  but  bearing 
labels  with  Defendants'  name  and  address  as  manufacturers.— 

No  actual  fraud  or  deception  jn^oved  or  alleged. — The  meaning  of 
"  inno'-ently  "  under  section  2,  suhsection  {2)  (c)  of  the  Merchandise 
Marks  Actj  1887. — Injunction  granted  with  costs.  The  Plaintiffs  were 
manufacturers  of  mineral  waters  in  Dublin,  which  they  sold  to  the 
trade  in  bottles,  embossed  with  their  name,  which  was  registered  as 
a  Trade  Mark.  The  Defendants  were  manufacturers  in  Limerick,  and 
became  possessed  of  a  number  of  the  Plaintiffs'  bottles,  so  embossed, 
which  they  refilled  with  mineral  waters  of  their  own  manufacture 
and  sold  to  retailers,  but  with  labels  attached  bearing  their  own 
name  and  address  as  manufacturers.  It  was  not  proved  or  alleged 
that  fraud  was  intended,  or  that  any  person  had  been  actually  misled. 
The  Defendants  gave  evidence  that  the  public  were  guided,  not  by  the 


TRADB  HARK  CASBS.  79 

INFRINGEMENT— conttnt^. 

.  name  embossed  on  the  bottle,  but  by  the  label ;  but  the  Plaintiffs 
contended  that  the  label  was  liable  to  fall  off,  or.  might  be  removed  by 
a  fraadnlent  retailer,  who  could  then  sell  the  contents  as  the  Plaintiffs* 
manufacture.  No  evidence  was  given  that  this  had  in  fact  been  done  ; 
but  the  Plaintiffs  had  served  a  notice  on  the  Defendants  cautioning 
them  against  using  bottles  so  embossed,  notwithstanding  which  they 
»  persisted  in  using  them,  and  claimed  a  right  to  do  so.    An  injunction 

was  granted  with  coste.  "  Innocently,"  under  the  Merchandise  Marks 
Act,  1887,  section  2,  subsection  (2)  (c)  discussed.  Per  PORTBR,  M.R. — 
"  Where  a  man  knows  that  another  is  the  owner  of  a  Trade  Mark, 
"  and  he  intentionally  uses  it,  by  applying  it  to  his  own  goods,  from 
^*  motives  of  personal  convenience  or  profit,  he  cannot,  under  the 
"  Statute,  claim  immunity  on  the  ground  of  innocence." — Thwaitbs  & 
Co.    V.    M'EVILLY;     CaNTRBLL    AND     COCHRANE    V.    MURPHY    AND 

Bradshaw,  p.  663. 

6.  Legal  wrong  committed  by  Defendants  although  against  their 
express  orders  to  their  servants.  Defendants  restrained. 
Costs  refdsed  on  special  grounds.  Semhk,  a  Trade  Mark  may 
be  infringed  by  applying  it  verbally  to  goods.— rrade  Mark.— 
Trade  name, — Action  to  restrain  use  of  trade  name  arid  in/ringvment 
of  Trade  Mark.  •-' Action  to  restrain  the  passing  off  of  bread  as 
^*'Bermaline  Bread.^^ — Probability  of  deception. — Absence  of  deceit  or 
fraud  on  the  part  of  Defendant  personalhj. — Interdict  granted.-- Form 
of  Conclusions  or  Frayer. — Indispensable  amendment. — Failure  to 
prove  deceit  or  fraud. — Refusal  of  expenses  to  Pursuer  although 
successful.  M.  &  Co.,  bakers,  &c.  in  Scotland  (the  Pursuers  in  the 
actions)  began  in  1886  to  make  a  special  bread  containing  extract  of 
malt,  and  called  this  bread  "  Bermaline  Bread,"  registering  the  word 
"Bermaline"  as  a  Trade  Mark,  and  calling  the  malt  extract  used  in 
their  bread  '*  Bermaline  Malt  Extract."  They  advertised  such  names 
extensively  and  appointed  agents  throughout  the  kingdom,  who  were 
authorised  to  sell  the  Pursuers'  bread  and  to  make  bread  containing 
the  Pursuers'  extract  of  malt.  In  February  1602,  being  in  a  position  to 
supply  flour  and  meal  to  all  their  agents,  they  intimated  to  their  agents 
that,  unless  they  took  their  meal  or  flour  for  making  "  Bermaline  Bread  " 
made  under  the  licence  from  the  Pursuers,  their  agencies  would  be  re- 
called.- M.  resigned  his  agency  February  1902,  took  down  "  Bermaline 
"  Bread  "  from  the  window  of  his  one  shop  in  Bellshill  and  put  up 
"  Marshall's  Malt  Bread,"  under  which  name  he  directed  his  servants 
to  sell  his  bread.  Thereafter,  on  fourteen  occasions  between  October 
1902  and  January  1903  his  servants  sold  to  seven  persons  loaves  as 
"  Bermaline  Bread  "  which  were  not  "  Bermaline  Bread  "  having  paper 
bands  around  them  which  were  colourable  but  innocent  imitations  of 
bands  enclosing  the  Pursuers'  loaves.  Y.,  an  agent,  who  had  shops  in 
Edinburgh,  resigned  his  agency  on  the  5th  of  November,  1902,  and 
directed  his  servants  to  say  they  no  longer  kept  "  Bermaline  Bread." 
Thereafter,  on  ten  different  occasions  at  five  different  shops,  Y.'s  servants, 
however,  sold  and  described  loaves  as"  Bermaline  Bread  "  which  were  not 
**  Bermaline  Breh,d"  to  nine  persons  who  were  either  customers  or  emis- 
saries of  M.  &  Co.  M.  &  Co.  sought  interdict  against  M.  and  Y.  *'  from  in 
"  any  way  advertising  or  offering  for  sale  or  selling  any  substances  used 
"  as  food  or  as  ingredients  in  food,  and  particularly  any  loaves  of  bread 
"  stamped  or  marked  or  labelled  or  enclosed  in  wrappers  or  packages 
"  marked  with  the  word  *  Bermaline,'  or  using  the  word '  Bermaline '  either 
"  by  itself  or  in  combination  with  other  names  to  designate  substances 
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**  used  as  food  or  aa  ingredients  in  f ood,  Ac^  The  Pnrsaers  asked  and 
obtained  leave  to  amend  after  evidence  had  been  led. — Held^  by  the  IX)BD 
Ordinary,  tliat  both  Defenders  through  their  servants  had  represented 
their  goods  as  the  goods  of  the  Pnrsaers  and  infringed  their  Trade 
Mark,  and  that  their  personal  innocence  did  not  affect  the  Pursuers' 
right  to  damages  for  invasion  of  a  proprietary  right  and  conmiission  of 
a  legal  wrong  ;  and  held^  farther,  that  as  the  number  of  sales  suggestec^ 
a  practice  which  afforded  reasonable  ground  for  an  apprehension  of 
continuance  of  the  wrong,  interdict  must  be  granted  against  both 
Defenders  selling  under  the  name  of  ^*  Bermaline  "  bread  not  manu- 
factured by  the  Pursuers,  or  which  had  not  been  manufactured  or  put 
on  the  market  by  the  Pursuers  or  with  their  authority.  Expenses  were 
ref  nsed  to  the  Pursuers  on  the  grounds  that  they  had  alleged  personal 
fraud  without  proving  it,  that  they  had  claimed  substantial  damages 
and  had  had  to  make  an  indiETpensable  amendment.  MONTGOHERIB  & 
Co.,  Ld.  v.  Young  Brothers;  Montgombrib  &  Co.,  Ld.  v. 
Marshall,  p.  781. 

INTERLOCUTORY  INJUNCTION.    See  also  Trade  Name,  No.  3. 

1-  Interlocutory  Injunction  granted  except  as  to  part  of  relief 

claimed  as  to  which  there  had  been  two  years'  delsj.— Trade 
name. — Passing-off. — Infringeinent  of  copyright  in  business  docu- 
ment.—  Delay.  —  Interim  relief. — Injunction.  The  Plaintiffs,  Van 
Oppen  <k  Co.j  Ld.,  had  for  many  years  traded  both  in  and  out  of  the 
United  Kingdom  as  carriers.  From  1890  they  had  done  business  at 
Manchester,  where  in  1897  they  appointed  the  Defendant  Van  Oppen 
to  be  their  representative.  In  June  1901  he  left  their  service,  but 
continued  the  business  of  a  carrier  at  the  same  address  as  ^*  L.  Van 
**  Oppen  "  and  from  July  1901  as  «  L.  Van  Oppen  Jt  Co.''  He  adopted 
a  special  form  of  consignment  note,  which  was  practically  identical 
with  that  of  the  Plaintiffs'.  Upon  the  Plaintiffs*  motion  for  an 
injunction  there  was  evidence  that  the  Defendant's  carters  were 
instructed  to  collect  "  goods  for  Van  Oppen.'' — Heldy  that  the  Plaintiffs 
were  entitled,  by  way  of  interlocutory  relief,  to  an  injunction 
restraining  the  Defendant  from  so  carrying  on  business  as  to  lead  to  the 
belief  that  his  business  was  that  of  the  Plaintiffs',  and  from  infringing 
the  copyright  in  the  consignment  note.  The  delay  of  the  Plaintiffs 
disentitled  them  on  the  motion  to  relief  with  regard  to  the  trade  name 
"Z.  Van  Oppen  &  Co."  Van  Oppen  &  Co.,  Ld.  v.  Van  Oppbn, 
p.  617. 

2.  Limited  injanction  granted  until  trial.— Trade  Mark.— Infringe- 
ment.— ^^St  IveV — Passing-off.  The  Plaintiffs  were  the  registered 
proprietors  of  the  Trade  Mark  "  St,  Ivel "  for  dairy  produce.  The 
Defendant  kept  a  small  dairy  shop,  where  she  sold  {inter  alia)  certain 
of  the  Plaintiffs'  goods.  She  had  the  words  "  St.  Ivel's  Dairy  Com- 
*'*'  pany  "  painted  on  the  fascia  of  her  shop  and  printed  on  the  paper 
bags  in  which  she  wrapped  the  purchases  of  her  customers.  Upon 
prompt  complaint  she  promised  to  alter  the  name  over  the  shop  and  to 
destroy  the  bags,  but  she  only  changed  the  name  to  the  '^  St.  Ives 
"  Dairy  Company"  and  in  part  obliterated  the  words  **  St  Ivel "  on  the 
bags  with  a  smudge  of  mk.—Heldy  on  application  for  an  interim 
injunction,  that  the  Plaintiffs  were  entitled  to  an  injunction  restraining 
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her  till  the  trial  from  selling  dairy  produce  or  articles  of  food  in  the, 
name  of  "  St.  Ivel  "  or  any  cheese  as  "  St.  Ives  Cheese."    APLTN  AND 
Barrett  v.  Richards,  p.  799. 

3.  Trade  Maxk  registered  for  less  than  five  years.     Undertaking 

gfiven  by  Defendant  until  trial. — Action  to  resti-ain  infringement 
of  Trade  Mark  and  passing-off. — Trade  Mark  consisting  of  a  word. — 
Trade  Mark  registered  less  tlian  five  years. —  Validity  of  registration 
contested  by  Defendants,  but  no  motion  to  rectify.— Alleged  trap  orders 
executed  by  Defendants. — Undertaking  by  Defendants  not  to  use  the 
word  until  trial. — No  Order  except  costs  to  be  costs  in  the  action. 
Semble,  the  validity  of  the  registration  of  a  Trade  Mark  which  has 
been  on  the  Register  less  than  five  years  will  not  be  decided  on 
interlocutory  motion.  HOMMBL  (trading  as  NiCHOLAY  &  Co.)  v. 
Gbbrxjder  Bauer  &  Co.,  p.  801. 


INVENTED  WORD.    See  Rbotipioation,  No.  5. 


LIMITATION  OF  INJUNCTION   AND  ACCOUNT   OF  PROFITS. 

Limitation  to  England  refused  in  passing-off  action.  Weingartbn 
Brothers  v.  Charles  Bayer  &  Co.,  p.  289.  (In  the  Conrt  of 
Appeal  the  Defendants  were  successful,  and  Vaughan  Williams 
and  Cozbns-Hardy,  L.JJ.y  held  that,  under  the  circumstances  of  the 
case,  damages  and  not  profits  should  have  been  awarded  in  the  event 
of  the  Plaintiffs  having  been  successful.    See  p.  649.) 


LIMITATION  OF  REGISTRATION.    5fee  RECTIFICATION,  Nos.  4  and  7. 


LOCALITY  OF  REPUTATION. 

"I  quite  agree  with  Mr.  Moulton  that  it  is  necessary  that  the  Plaintiffs 
"  should  identify  this  word  *  Silverpan '  with  their  firm  Faulders. 
"  It  is  quite  plain  that  it  is  necessary  from  the  decision  in  Reddaway 
"  V.  Banham  (13  R.P.C.  218  ;  L.R.  1896  A.C.  199),  and  I  agree  with 
"  him  further  that  it  is  not  only  necessary  that  there  should  be  proof 
"  of  the  identification  of  this  word  '  Silverpan '  with  the  Plaintiffs' 
"  firm,  but  it  is  necessary  to  show  that  that  identification  is  recognised 
"  within  the  district  in  which  the  Defendants,  whose  user  of  the  word 
"  is  complained  of,  carry  on  business.  But  this  does  not  mean  that 
**  there  must  be  proof  that  the  word  •  Silverpan '  is  recognised  by  every 
"  one  in  the  district.  In  my  judgment  it  is  suflQcient  if  there  is,  as 
**  there  seems  to  be  in  this  case,  a  user  in  the  district  of  the  name  of 
*'  *  Silverpan'  exclusively  in  connection  with  the  Plaintiffs'  firm  coupled 
'*  with  a  large  user  of  the  word  *  Silverpan '  exclusively  by  Faulders 
"  throughout  a  large  portion  of  Lancashire,  and  especially  that  portion 
*•  of  Lancashire  which  is  immediately  contiguous  to  the  Wigan  district." 
Per  Vaughan  Williams,  L.J.,  in  Fauldbr  &  Co.,  Ld.  v.  0.  and  G. 
RusHTON,  Ld.,  p.  492.    See  Passing-off,  No.  7, 
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MERCHANDISE  MARKS  ACT,  1887. 

»  The  meaning  of  "innocently  "  under  section  2,  subsection  (2)  (c)  discussed. 
Per  Porter,  M.R.  (Ireland)  :—"  Where  a  man  knows  that  another  is 
"  the  owner  of  a  Trade  Mark,  and  he  intentionally  uses  it,  by  applying 
"  it  to  his  own  goods,  from  motives  of  personal  convenience  or  profit, 
"he  cannot,  under  the  Statute,  claim  immunity  on  the  ground  of 
"innocence."    Thwaitbs  &  Co.  v.  McEvilly,  p.  663. 

NAME  OF  ARTICLE.    See  Passing-opp,  Nos.  2,  3.    See  Rbotipication, 
Nos.  4  and  5. 

NAME  OF  PREMISES.    See  Passing-opf,  No.  3, 

NON-XJSER.    See  Rbotifioation,  Nos.  2  and  7. 

OLD  MARK.    See  REGISTRATION,  No.  2.    Alteration  op  Mark. 

OPPOSITION.    See  Registration. 

PARTICULARS.    See  Practice,  Nos.  1  and  2. 

PASSING-OFF.    See  also  Infringement  No.  3  ;  Trade  Name  Nos.  1,  2,  3 ; 
Interlocutory  Injunction. 

1*  Word  with  secondaxy  meaning.  Sufficient  distinction  not 
made.  Acquiescence  not  esta,mished.'-Use  of  the  words ''  Camels 
"  ?iatr  Belting "  unth  Defendants^  name  or  the  name  of  a  brand 
prefixed.  F.  Reddaway  A  Co,^  Ld,^  successors  in  business  of  F.  Eedda- 
way,  brought  an  action  against  Robert  Stevenson  A  Brother^  Ld.y  and 
Anthony  Stevenson  in  respect  of  the  use  of  the  words  "  Camel-hair  " 
in  connection  with  belting.  The  Plaintiffs  complained  of  the  use  of 
the  name  ^*' Stevenson's  Camel-hair  Belting"  and  '* Phoenix  Brand 
Camel-hair  belting."  The  Defendants  admitted  that  **  Camel-hair 
Belting"  used  alone  denoted  belting  made  by  the  Plaintiffs.  The 
Plaintiffs  had  first  known  of  these  acts  of  the  Defendants  in  April, 
1898.  but  after  inquiries  into  their  position,  had  taken  no  steps  against 
them.  Heldy  that  the  conduct  of  the  Defendants  pointed  to  dishonest 
intention,  and  that,  under  the  circumstances,  the  prefix  of  the  proper 
name  or  the  name  of  a  brand,  or  both  together,  was  not  sufficient  to 
distinguish  the  Defendants'  Camel-hair  Belting  from  the  Plaintiffs'. 
Held^  also,  that  there  had  been  no  such  acquiescence  on  the  part  of  the 
Plaintiffs  as  to  debar  them  from  suing  for  an  injunction,  but  that  it 
debarred  them  from  recovering  damages  for  the  past.  F.  Rbddawat 
&  Co.,  Ld.  v.  Robbrt  Stevenson  &  Brother,  Ld.,  p.  276. 

2.  Name  whether  indicating  goods  of  the  Plaintifb'  or  eoods  of 
a  particular  class—"'  Latest  Improved  Singer  System. —^ic^ton 
for  passing-off. — Advertisements  whether  calculated  to  deceive. — Judg- 
ment  for  Plaintiffs.  The  Singer  Manvfacturing  Company  brought 
an  actioD  against  the  British  Empire  Manufacturing  Company^  Ld.^ 
to  restrain  them  from  advertising  or  using  the  name  ^^  Singer  ^^  in 
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connection  with  sewing  machines,  not  of  the  Plaintiffs*  manufacture, 
in  any  way  calculated  to  induce  the  belief  that  such  machines  were 
of  the  PlaintiflFs'  manufacture.  The  Plaintiffs  alleged  that  the  word 
^^Sifiger'*  indicated  their  goods,  but  they  admitted  that  in  the  inner 
circle  of  the  trade  a  special  class  of  machines  had  been  known  as 
made  on  the  ^^  Singer  system^  The  Defendants,  who  did  not 
manufacture,  issued  advertisements  in  which  '^Singer''  appeared  in 
lai^e  and  prominent  letters,  with  the  words  "  latest  improved  "  on 
one  side  of  It  and  "  system  "  on  the  other  side.  These  words  and  the 
Defendants'  name  which  headed  the  advertisements  were  in  smaller 
type  than  the  word  "iVin^cr."  The  advertisements  also  contained 
prominently  the  prices  of  the  machines  advertised  contrasted  with 
the  usual  prices  ;  they  stated  :  "  We  have  no  agents,"  and  "  Send  for 
^'illustrated  price  lists,"  followed  by  the  Defendants'  name  and 
address.  The  Defendants'  machines  themselves  had  not  the  word 
^^Sifiger"  on  them.  The  Plaintiffs  alleged  that  the  words  "latest 
"improved  Singer  system"  had  no  descriptive  meaning  either  to 
the  trade  or  public.  They  called  as  witnesses  persons  who  had  seen 
the  advertisements,  and  had  thought  that  such  advertisements  referred 
to  the  Plaintiffs'  ma  ;hines,  and  who  had  gone  to  the  Plaintiffs'  branch 
establishments  to  ask  for  the  machines  advertised,  or,  in  one  case, 
having  previously  bought  one  of  the  Plaintiffs'  machines,  complained 
to  the  Plaintiffs  of  having  been  charged  a  higher  price  and  not  that  in 
the  advertisements.  The  Defendants  alleged  that  the  words  "latest 
"  improved  Singer  system"  descdbed  machines  of  a  particular  class 
or  type,  and  that  no  one  following  the  directions  of  the  advertisement 
could  be  deceived.  Held,  that  to  ordinary  purchasers  there  was 
nothing  known  as  the  "  Singer "  system,  and  that  the  advertisements 
were  calculated  and  intended  to  deceive  intending  purchasers  into 
the  belief  that  the  machines  advertised  were  manufactured  by  the 
Plaintiffs.  Judgment  was  given  for  the  Plaintiffs,  an  injunction 
being  granted  and  an  inquiry  ordered  as  to  damages.  SINGER 
Manufacturing  Co.  v.  British  Empire  Manufacturing  Co.,  Ld., 
p.  313. 

3.  Goodwill,  whether  and  how  far  acquired.  Name  of  goods. 
Name  of  leased  premises. — Jxidgmentfor  Plaintiff  except  as  to  name 
of  premises.  Prior  to  the  year  1886  a  combined  mowing  and  reaping 
machine  had  been  manufactured  by  a  firm  of  R.  and  C,  at  certain 
works,  and  after  the  death  of  C.  by  R.  alone  and  R.'s  executors.  The 
device  of  a  crown  had  been  affixed  to  the  machine  and  the  name 
*'  Crown  '•  had  been  used  in  connection  with  it.  In  1886  an  agreement 
was  entered  into  between  R.  's  executors  and  the  Plaintiff,  under  which 
the  Plaintiff  became  lessee  of  the  works  and  bought  the  stock-in-trade, 
patterns,  &c.,  at  a  valuation,  which  was  in  fact  taken  on  the  footing  of 
a  sale  for  use  in  a  going  concern.  The  lease  was  subsequently 
renewed,  and  until  1898  the  Plaintiff  carried  on  business  at  the  works 
ad  a  branch  of  his  Carlisle  business  and  manufactured  the  same 
machine,  using  the  device  of  a  crown  and  later  the  word  *•  Crown  "  on 
it,  and  he  used  both  name  and  device  continuously  in  connection  with 
the  machine  and  to  denote  his  goods  :  and  he  also  called  the  works 
**  Crown  Works."  In  1898,  on  his  lease  coming  to  an  end,  the  Plaintiff 
removed  the  branch  to  Carlisle,  and  continued  the  use  of  the  name  and 
device  of  a  crown  on  and  in  connection  with  his  machine.  R.'s  son 
thereupon  commenced  to  carry  on  a  business  of  the  same  nature  at  the 
works,  and  in  19.00  he  issued  advertisements  containing  the  device  of 
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a  crown  and  the  words  ^*  Crown  Combined  Mowing  and  Reaping 
^*  Machine/'  and  describing  himself  as  '^  Late  R,  and  C./'  and  in  snb- 
seqaent  advertisements  and  bill -headings  he  applied  the  name 
"  Crown  "  to  the  works  and  used  the  expression  "  Established  1875." 
The  Plaintiff  commenced  an  action  to  restrain  the  Defendant  from 
using  the  word  ''  Crown  "  and  from  passing  off  his  goods  and  business 
as  the  goods  and  business  of  the  Plaintiff.  The  Defendant  alleged  that 
the  Plaintiff  had  not  acquired  the  goodwill  of  the  business,  and  that 
the  reputation  in  the  name  "  Crown,"  which  he  had  during  the  twelve 
years  acquired,  if  any,  enured  for  the  benefit  of  the  reversioner,  and  that 
the  right  to  use  the  patterns  determined  with  the  lease. — Heldf  that  the 
Plaintiff  in  1886  had  acquired  the  right  to  representhimself  as  carrying 
on  the  old  business,  to  use  the  patterns  and  device  of  a  crown  and  to 
describe  the  machine  as  it  had  been  described ;  that,  even  if  this  were 
not  so,  the  Plaintiff^s  goods  had  become  known  by  the  name  and 
device  of  a  crown  ;  that  the  Plaintiff's  rights  did  not  come  to  an  end 
on  the  determination  of  his  lease  ;  and  that  the  Plaintiff  was  entitled 
to  the  relief  sought  except  as  to  the  name  **  Crown "  in  connection 
with  the  works.     RiOKBRBY  v.  Reat,  p.  380. 

^  Descriptive  word  found  not  to  have  ac^ired  a  secondary  mean- 
ing   indicating   the  ^oods   of  the   rlaintiff.— jrra(20  name.— 

"  NapthaJ'^ — Name  associated  with  goods  by  public, — Descriptive  word. 
— Qet'Uj). — Action  dismissed.  The  Plaintiffs,  Fels  A  Co.y  were  manu- 
facturers in  America  of  a  cold  water  household  soap,  which  from  its 
commencement  in  1894  they  had  sold  under  the  name  ^^  Fels-Naptha," 
naphtha,  being  an  important  ingredient  in  the  soap  from  its  special 
cleansing  qualities.  They  commenced  substantial  sales  of  their  soap  in 
England  in  February  1900  under  the  above  name,  but  it  appeared  tliat, 
while  the  Plaintiffs*  was  the  only  soap  of  the  kind  on  the  market,  it 
had  extensively  become  the  popular  practice  for  dealers  and  customers 
to  designate  their  soap  by  the  simple  names  ^^  Naptha  '*  or  ^*  NapUia 
*^  Soap,"  and  the  Plaintiffs  therefore  contended  that  those  names 
denoted  their  soap.  In  August  1902  the  Defendants  Thomas  Hedley  A 
Co.y  Ld.^  put  upon  the  market  a  similar  soap  also  containing  naphtha, 
under  the  name  "  Ladybird  Naptba  Soap,*'  the  word  "  Ladybird  "  being 
their  registered  Trade  Mark  and  used  for  all  their  goods.  It  appeared 
that  the  Defendants'  soap  had  also  been  suppfied  in  response  to  orders 
for  *'  Naptha  "  or  "  Naptha  Soap,"  and  was  sold  in  wrappers  similar  to 
the  Plaintiffs'  (but  bearing  the  Defendants'  Trade  Mark  ** Ladybird" 
and  also  a  registered  device),  of  which  the  Plaintiffs  also  complained. — 
Held,  (1)  that  the  get-up  of  the  Defendants'  goods,  apart  from  the  use 
of  the  words  "  Naptha  Soap,"  was  not  calculated  to  deceive  ;  (2)  that  as 
applied  to  the  goods  in  question  the  name  ^'  Naptha"  was  a  descriptive 
word,  denoting  an  ingredient  contained  in  them ;  (3)  that  the 
Defendants  had  done  no  more  than  they  were  legally  entitled  to  do. 
Action  dismissed  accordingly.  Cellular  Clothing  Company  v.  Maxton 
and  Murray  (16  R.P.C.  397  ;  L.R.  (1899)  A.C.  326)  followed,  Fbls  v. 
Hbdley  &  Co.,  Ld.,  p.  437.* 

5.  Descriptive  word  for  secondary  meaning  not  established.— TVo^b 

name, — ^^  Naptha,^^ — Name  associated  with  goods  by  public. — Naptha 
an  a^ctual  ingredient  in  Plaintiffs^  afid  Defendants'"  goods, — Descriptive 
wivrd.—Aetion  dismissed, — The  Plaintiffs,  Fels  Jt  Co,^  were  mannf aciurers 
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in  America  of  a  cold  water  household  soap,  which  from  its  commencement 
in  1894  they  had  sold  under  the  name  of  ^'  Fels-Naptha,*'  naphtha  being 
in  fact  an  important  ingredient  in  the  soap  from  its  special  cleansing 
qualities.  They  commenced  substantial  sales  of  their  soap  in  England 
in  February  1900  under  the  above  name,  but  it  appeared  from  the 
evidence  given  in  this  action  that  dealers  and  customers  had  frequently, 
while  the  Plaintiffs'  was  the  only  soap  of  the  kind  on  the  market, 
designated  this  soap  by  the  simple  names  "Naptha"  and  '*Naptha  Soap." 
In  the  latter  part  of  1902  the  Defendants,  who  were  wholesale  and 
retail  grocers,  commenced  selling  a  similar  soap  made  by  certain 
manufacturers,  which  was  put  upon  the  market  as  *•  Rock  Oil  Naptha 
**  Soap."  Apart  from  the  general  trade  evidence,  the  expert  evidence 
of  analysts  was  adduced,  which  showed  that  only  a  small  amount  of 
naphtha,  far  less  than  in  the  Plaintiffs'  soap,  was  contained  in  the 
Defendants'  soap. — Heldy  that  the  name  "  Naptha  "  was  a  word  descrip- 
tive of  the  Plaintiffs'  article,  and  had  no  secondary  meaning  signifying 
the  manufacture  of  ihe  Plaintiffs  at  the  time  when  the  Defendants  put 
their  article  on  the  market.  The  Plaintiffs,  therefore,  hai  not  acquired 
a  right  to  the  name  which  entitled  them  to  an  injunction.  The  action 
was  dismissed.    Fbls  v.  Stbphbnson  Bbothbrs,  Ld.,  p.  ^3.* 

6.  Descriptive  word.  No  right  of  action  in  the  Plaintiff,  even  if 
the  word  were  improperly  used.— iVa^fe  Name.— '' Naptha:'— 
Name  associated  tvith  goods  by  public, — Descriptive  word. — No  right 
of  auction  in  PlaintiffSy  who  are  unable  to  claim  such  a  name  as  their 
own^  to  an  injunction  restraining  its  use  where  it  is  not  properly 
descriptive. — Action  dismissed.  The  Plaintiffs,  Fels  A  Go.y  were 
manufacturers  in  America  of  a  cold  water  household  soap  which  from 
its  commencement  in  1894  they  had  sold  under  the  name  of  •*  Fels- 
"  Naptha,*'  naphtha  being  in  fact  an  important  ingredient  in  the  soap 
from  its  special  cleansing  qualities.  They  commenced  substantial 
sales  of  their  soap  in  England  in  February  1900  under  the  above 
name,  but  it  appeared  that  dealers  and  customers  had  frequently, 
while  the  Plaintiffs'  soap  was  the  only  soap  of  the  kind  on  the 
market,  designated  this  soap  by  the  simple  names  '^  Naptha "  or 
"  Naptha  Soap."  In  the  latter  part  of  1902  the  Defendants  commenced 
to  manufacture  and  sell  a  similar  soap,  which  was  put  upon  the 
market  as  "Christopher's  Naptha  Soap — ^Christr.  Thomas  &  Brothers, 
"  Ld.,  Bristol."  There  was  a  conflict  of  expert  evidence  of  analysts 
with  respect  to  the  presence  of  naphtha  in  the  Defendants'  soap,  the 
Plaintiffs'  analysts  alleging  that  it  did  not  contain  naphtha  but  only 
contained  a  distinct  chemical  substance  called  naphthaline. — Held,  that 
the  name  **  naptha "  was  a  word  descriptive  of  the  Plaintiffs'  article 
with  no  secondary  meaning  entitling  them  in  a  Court  of  Equity  to  sue 
for  an  injunction  against  the  Defendants,  and  that  the  question  of  the 
absence  of  naphtha  in  tlie  Defendants'  soap  was  not  material  in  the 
action.    Fbls  v.  Christopher  Thomas  &  Brothers,  Ld.,  p.  447.^ 

7.  Word  indicating  the  Plaintiffs'  aoods— Reputation  of  Plaintiflb' 
goods  in  the  Defendants'  district.  Plaintiffs'  Trade  in  that 
district  limited  in  amount. — ^*  Silverpan  ''jams: — Distinctive  word. 
—Secondary  meaning. — Locality  of  reputation. — Injunction. — Patents, 
Ac.  Acts,  1883  to  1888,  section  77.  The  Plaintiffs  were  jam  manufac^ 
turers  in  Stockport,  who  in  1886  commenced  to  make  their  jams  Id  - 

*  Since  affirmed  by  the  Ooort  of  Appeal. 
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silver  instead  of  copper  vessels,  and  adopted  the  word  "  Silverpan," 
which,  in  1887,  was  registered  as  a  Trade  Mark,  and  had  been  used  by 
them  ever  since  on  lathis,  circulars,  and  advertisements  in  combination 
with  their  own  name  Faulder  &  Co,  Prior  to  1900  only  four  other 
jam  manufacturers  in  fact  made  their  jams  in  silver  or  silvered  pans, 
which  they  advertised  as  "  Boiled  in  silver  pans."  The  Defendants 
were  retail  grocers  trading  at  many  shops  in  Wigan  and  Chorley,  who, 
being  already  supplied  with  jams  by  one  of  the  four  manufacturers,  in 
1900  issued  in  their  district  (a)  a  circular  advertising  "Silverwell 
*'  Silver  Pan  Strawberry,  lO^d.,"  with  their  name,  "  0,  and  Q.  Rmhtoriy 
"  Ld,^'  appearing  in  many  places  on  such  circular,  and  (6)  a  large 
window  poster  including  the  words  *'  Silver  Pan."  It  appeared  that, 
while  the  Plaintiffs'  goods  had  been  advertised  in  the  Wigan  district  and 
were  known  in  Chorley,  they  had  not  there  enjoyed  the  extensive  sales 
which  elsewhere  had  made  their  reputation.  In  an  action  to  restrain 
the  Defendants  from  passing  off  their  goods  aa  the  goods  of  the 
Plaintiffs  (the  Defendants  in  the  meantime  having  succeeded  in 
expunging  the  Plaintiffs'  Trade  Mark  from  the  Register).— JleW,  by  the 
Court  of  Appeal,  affirming  the  decision  of  Hall^  V.C.,  that  this  action 
had  nothing  to  do  with  the  enforcing  of  statutory  Trade  Mark  rights 
under  section  77  of  the  Patents,  &c  Acts,  1883-1888 ;  that  the  word 
*'  Silverpan  "  was  a  fancy  word  identified  with  the  Plaintiffs'  firm  and 
no  other  firm,  within  the  meaning  of  Reddaway  v.  Banham  (13  R.P.C. 
218  ;  L.R.  (1896)  A.C.  199),  throughout  England,  and  especially  in  that 
portion  of  Lancashire  immediately  contiguous  to  the  Wigan  district ; 
that  the  Defendants  had  not  by  their  mode  of  printing  the  circular  and 
poster  sufficiently  distinguished  their  jams  from  those  of  the  Plaintiffs*, 
and  that  they  must  be  restrained  accordingly.  Faulder  &  Co.,  Ld. 
V.  0.  AND  6.  RUSHTON,  Ld.,  p.  477. 

8.  No  probability  of  deception  under  the  circumstances  by  the  use  by  the 

Defendants  of  a  poster  being  a  picture  of  a  milkmaid,  not  copied  or 
imitated  from  the  Plaintiffs'  Mark  of  a  milkmaid.— Ahglo-Swtss 
CoNOBNSBD  Milk  Co.  v.  Pbabks,  Gunston  &  Tbb,  Ld.,  p.  509. 
And  see  Rbctification,  No.  7. 

9.  Trade  name  of  goods.— Whether  descriptive  or  distinctive.— 

Name  not  identified  with  PlaintiiFs'  geods.— Name  printed  in 

Bpe^altjjfe.--- Account  of  proJUs or  damage8.-^iuiffinentJbrP 
--Injunction  and  aocomit  of  profits  not  limited  to  England. — Appeal  by 
Defendants  allowed.  W.  B.,  an  American  firm,  in  May  1900  pat  upon 
the  market  in  the  TTnited  States  a  special  form  of  straight  fronted 
corset  under  the  name  of  **  Erect  Form,"  such  name  being  printed  in 
a  special  and  distinctive  type.  Early  in  1901  they  received  a  large 
order  for  these  corsets  for  shipment  to  England,  and  subsequently 
advertised  the  corsets  and  sold  the  same  in  considerable  quantities  in 
the  United  Kingdom.  In  or  about  October  1901  C.  B.  &  Co.,  an 
English  firm,  put  upon  the  market  in  England  corsets  under  the  name 
"  Erect  Form."  At  first  these  words  were  printed  in  similar  type  to 
that  osed  by  the  Plaintiffs,  but  after  action  commenced  the  Defendants 
ceased  to  use  this  particular  form  of  type.  W.  B.  commenced  an  action 
against  C.  B.  &  C6.  tor  an  injunction  and  other  relief,  based  upon  the 
ground  that  C.  B.  &  Co.  were  passing  off  their  corsets  as  the  Pininiiffs'. 
Some  of  the  Defendants'  corsets  sold  as  "  Erect  Form  "  i^r«re  copies  of 
the  Plaintiffs',  but  some  were  not.  The  main  defences  were  that  *•  Erect 
^<  Form  "  was  a  deootiiitive  term  and  did  not  denote  the  PUintifts'  corsets, 
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and  that  the  initials  ^^  C.  B.*'  were  always  used  by  the  Defendants  in 
conjanction  with  '^  Erect  Form,"  and  that,  as  these  initials  were  so 
well  known  to  the  trade  and  the  public  as  connecting  corsets  on  which* 
they  appeared  with  a  particular  manufactare,  no  deception  could  take 
place. — Held  by  Joyce^  J.,  that  the  Plaintiffs  were  entitled  to  an 
injunction  to  restrain  the  Defendants  from  selling  or  causing  to  be 
sold  any  corsets  not  of  the  Plaintiffs'  manufacture  under  the  name  of 
**  Erect  Form  Corsets  "  without  clearly  distinguishing  such  corsets  from 
the  Plaintiffs'.  The  Plaintiffs  were  given  the  costs  and  al^o  an  at;count 
of  profits  which  they  asked  for.  The  Defendants  gave  notice  of  motion 
to  vary  the  Minutes  of  the  Order  in  several  respects,  including  (I)  by 
limiting  the  injunction  to  England,  and  (2)  by  awarding  an  inquiry  as 
to  damages  in  lieu  of  an  account  of  profits.  Certain  alterations  were 
assented  to  by  the  Plaintiffs,  but  in  regard  to  the  two  matters 
specifically  mentioned  above  the  motion  failed,  and  the  Defendants 
were  ordered  to  pay  the  costs  thereof.  The  Defendants  appealed. — 
Held^  by  Vaiighan  Williams,  L.J.,  and  Cozena-Hardy^  L.J.,  that  it 
was  not  proved  that  *^  Erect  Form  "  had  become  identified  with  the 
Plaintiffs'  corsets,  and  that  the  Plaintiffs  were  not  entitled  to  any 
relief. — Held  by  Eomer^  L.J.,  without  deciding  whether  the  Plaintifib 
were  entitled  to  any  further  relief,  that  they  were  entitled  to  an 
injunction  and  damages  in  respect  of  the  special  printing. — Held^  also, 
by  VatigJian  Williams^  L.J.,  and  Gozens-Hardy^  L. J.,  that  in  any  point 
of  view  damages,  and  not  an  account  of  profits,  would  be  the  4)roper 
remedy  under  the  circumstances  of  the  case.  The  appeal  was  allowed 
and  the  action  dismissed  with  costs.  Wbinoartbn  Brothbrs  v. 
BaYBR  k  Co.,  pp.  289  and  649. 

10.  Habitual  passing  off  by  servants   of  Defendants  established.    MONT- 
GOMBRIB  k  Co.,    LD.  v.   TOUNG    BROTHERS  ;    MONTOOMBRIB  k  CO., 

Ld.  V.  Marshall,  p.  781.    See  Ikprinobmbnt,  No.  6. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1S83. 

Section  64  (1)  (c)— 

LonisB  k  Co.,  Ld.  v.  Gainsborough,  p.  61. 

Section  64  (8)  (ii>— 

Iir  THB  Mattbr  op  Addlbt   Bournb's  Rbgistbrbd  Tradb 
Marks,  p.  105. 

SecUon72— 

IH  TM  Matter  op  Lake  and  Elliott's  Application,  p.  605. 

In  Rb  Nbosttlb  Manupaoturing  Co.,  Ld.'s,  Trade  Mark, 
pp.  329  and  803. 

8eefion73— 

IM  Ba  N90BTYLB  Manupagturing  Co.,  Ld.%  Tradb  Mark, 
pp.  329  and  803. 


84  TRADB  MARK  CASBS. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  ISSS-^cantinued. 
Section  77— 

Fauldbr  and  Co.,  Ld.  v.  0.  and  Q.  Rushton,  Ld.,  p.  477. 

Section  77a— 

In   the  Matter   op  Addlby  Bourne's   Registered  Trade 
Marks,  p.  105. 

In  the  Matter  of  the  Trade  Marks  of  Kodak,  Ld.,  p.  337. 

Section  79— 

Db  Kutper  &  Son  v.  W.  and  Q.  Baird,  Ld.,  p.  581. 

In   the   Matter  of  Addlby  Bourne's   Rboisterbd   Trade 
Marks,  p.  105. 

Section  90— 

In   the   Matter   of  Addlby   Bourne's  Registered  Trade 
Marks,  p.  105. 

In  the  Matter  of  the  Registered  Trade  Mark  '*  Zonophone," 
p.  450. 

In  Re  Neostyle  Manufacturing  Co.,  Ld.'s,  Trade  Mark, 
pp.  329  and  803. 

PERSON  AGGRIEVED.    See  Reotifioation,  Nob.  6  and  9. 
PRINTERS  (INJUNCTION  AGAINST).    See  Infringement,  No.  4. 

PRACTICE. 

L'  Particulars  ordered. — Action  for  infringement. — Motion  to  rectify. — 
Mark  alleged  to  have  been  in  common  use, — Particulara  of  allegations 
in  Defence. — Order  made  for  certain  Particulars  in  the  auction  and  the 
motion.  Aquascutum,  Ld.  v.  Moore  and  Scantlbbury,  and 
In  the  Matter  of  Trade  Mark  "  Aquasoutum,"  p.  64. 

2.  Plaintiff  in  '^passing  off"  action  ordered  to  give  particulars 
of  allegations  in  the  Statement  of  Claim.— In  an  action  for 
^^  passing  off  "  the  Plaintiffs  alleged  that  the  cigars  sold  by  them  and 
their  predecessors  under  the  name  **  Marcella  "  printed  on  a  narrow 
red  band  had  come  to  be  known  as  and  called  by  the  pnblic  by  such 
names  as  ''  Little  Red  Band  "  cigars  and  *^  Red  Banders."  Upon  the 
application  of  the  Defendants  the  Plaintiffs  were  ordered  to  give 
Particnlars,  to  the  best  of  their  information  and  belief,  of  the  cUites 
when  the  cigars  in  question  were    first  known  by  the  respective 
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names ;  of  the  dates  when  the  names  of  the  persons  by  whom  and 
to  whom  the  Defendants'  cigars  were  alleged  to  have  been  passed 
off  ;  of  the  names  of  the  persons  who  had  applied  to  the  Defendants' 
cigars  the  names  alleged  by  the  Plaintiffs  to  be  distinctive  of  their 
own ;  and  of  the  dates  when  the  names  of  the  persons  by  whom  and 
to  whom  the  Defendants'  cigars  were  being  sold  and  supplied 
under  the  names  alleged.  Imperial  Tobacco  Company,  Ld.  v. 
PURNBLL  &  Co.,  p.  718. 

PRACnCE  OF  THE  PATENT  OFFICE. 

There  is  no  established  practice  at  the  Patent  OfiBce  by  which,  to  save  the 
inconvenience  of  physical  alteration  of  the  Register  of  Trade  Marks,  a 
Trade  Mark  ordered  to  be  removed  is  not  expunged  pending  an  appeal. 
In  Be  Nbosttlb  MANUFAOTURiNa  Co^  Ld.'s  Trade  Mark,  pp.  329 
and  803. 

PROFITS. 

In  an  action  tor  pasBing  off  founded  on  the  use  by  the  Defendant  of 
the  Trade  Name  of  the  Plaintiff's  goods,  the  Court  is  not  bound 
to  give  a  successfiil  Plaintiff  an  account  of  profits.  Per  Yaugh an 
Williams  and  Cozbns-Hardt,  LJJ.y  in  Wbingartbn  Brothers 
V.  Bayer  &  Co.,  p.  662.    See  Passing  Off,  No.  9. 

RECTIFICATION  OF  THE  REGISTER.    See  also  Alteration  of  Mark. 

1.  Device  in  common  use  in  trade  in  all  ways  except  by  impression 
on  the  goods. — OainshorougKa  ^*  DiicJieas  of  Devonshire.^^ — Action 
for  infringement — Gross-motion  to  rectify  Register. ^Descriptive  device. 
— Mark  expunged. — Injunction  refus&i.  Tlie  Plaintiffs  in  1892  had 
registered  for  **  hats,  bonnets,  and  similar  head  coverings  "  a  Trade  Mark 
consisting  of  a  reprodnction  of  Gainsborongh's  celebrated  picture  of 
the  '*  Dnchess  of  Deyonshire,"  and  had  used  the  same  on  their  cheques^ 
receipt-forms,  bill-heads,  and  other  stationery,  as  well  as  on  labels 
frequently  attached  to  delivery  boxes  in  which  their  goods  were 
packed  after  porchase  The  Defendant  carried  on  a  similar  millinery 
business  under  the  style  of  '^  Mr.  Gainsborough,^^  and  was  using  in  con- 
nection therewith  various  reproductions  of  the  picture  inside  his 
shop,  on  a  hanging  sign  outside,  on  posters*  and  on  the  ornamental 
paper  covering  his  delivery  boxes.  It  appeared  that  since  1876,  when 
the  picture  obtained  a  notoriety  through  its  theft,  it  had  been  used 
very  widely  and  in  various  ways  in  the  wholesale  and  retail  milliuery 
trade  both  as  a  fashion  plate  and  as  an  emblem  indicating  that  busi- 
ness. The  Plaintiffs  sued  the  Defendant  for  infringement  of  their 
Trade  Mark,  and  the  Defendant  moved  for  the  rectification  of  the 
Register  by  the  removal  of  that  mark  on  the  ground  that  in  and  since 
1892  it  had  not  been  a  device  distinctive  of  the  Plaintiffs*  goods  or 
otherwise  capable  of  registration  or  appropriation  by  them. — Held,  (1) 
that  the  picture  had  been  in  common  use  from  1876  onwards  in  the 
hat  and  millinery  trade  for  all  purposes  except  by  impression  on  the 
goods  themselves ;  (2)  that  it  therefore  was  not  distinctive  of  the 
Phuntiffs*  goods  :  {3>)  that,  although  there  was  evidence  of  its  user  by 
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the  Plaintiffs,  it  must  be  expanged  from  the  Register  as  being  merely 
descriptive  ;  and  (4)  that,  therefore,  the  action  for  infringement  failed. 
Louise  &  Co.,  Ld.  v.  Gainsborough,  p.  61. 

2.  Non-user.     In  order  that  non-user  may  be  a  ground  for  removing  a 

new  mark  from  the  Register,  it  must  amount  to  abandonment.  Per 
Farwbll,  J.,  in  Louise  &  Co.,  Ld.  v.  Gainsborough,  p.  61.  See 
No.  1. 

3.  User  of  a  mark  by  the  trade  in  a  manner  tha^  would  amount  to  infringe- 

m'^nt  of  Trade  Mark  prevents  the  mark  being  validly  registered  as  a 
Trade  Mark.  See  LouiSB  &  Co.,  Ld.  v.  Gainsborough,  p.  61 ;  and 
above  No.  1. 

4.  '*  Swanbill "  held  on  the  evidence  as  to  user  in  the  trade  not  to 

be  "  special  and   distinctive "  at  the  date  of  registration.— 

Motion  to  rectify  the  Regiscer. — Delay. — Trade  Mark  limited  to  certain 
goods. — Action  for  infringement  of  another  registered  Trade  Mark. — 
Probability  of  deception.^Evidetice. — Action  for  infringement  die- 
missed. — Costs  of  motion  and  action  apportioned. — GertificcUe  of 
validity  refused.— Patents,  Jtc.  Act,  1883,  sections  64  {3)  (if),  77a,  7P,  and 
90.  The  proprietor  of  a  registered  Trade  Mark,  registered  in  1876  in 
respect  of  corsets  and  baby  linen,  and  consisting  of  the  figures  of  two 
swans  with  cygnets  and  rushes,  commenced  an  action  against  Swan 
and  Edgar,  Ld.,  for  infringement  of  that  Trade  Mark.  The  Plaintiff 
had  for  many  years  used  that  Trade  Mark  in  combination  with  the 
word  **  Swanbill."  This  word  had  first  been  registered  in  1876  as  an 
old  mark  for  ladies'  corsets  and  other  ready  made  clothing,  but  the 
registration  had  in  1890  accidentally  lapsed,  and  the  Plaintiff  had 
in  1892  registered  it  again  as  an  old  mark.  The  Defendants  moved 
to  lectify  the  Register  by  removing  both  Trade  Marks,  but  at  the 
hearing  of  the  motion,  which  came  on  with  the  trial  of  the  action,  the 
motion  as  to  the  first-mentioned  mark  was  abandoned.  As  to 
**  Swanbill,"  the  grounds  of  objection  were,  first,  that  it  was  not  an  old 
mark ;  and  secondly,  that  the  word  was  not  *'  special  and  distinctive," 
but  indicated  corsets  of  a  particular  shape ;  and,  thirdly,  abandonment. 
The  Defendants  knew  in  1896  of  the  registration  of  the  Plaintiff's 
marks,  some  correspondence  having  taken  place  between  the  parties  in 
that  year  relative  thereto.  In  the  action  the  Plaintiff  complained  of  the 
use  by  the  Defendants  of  the  figures  of  two  swans  in  certain  advertise- 
ments of  their  corsets ;  the  Defendants  proved  that  a  swan  had  been 
used  in  many  ways  in  connection  with  their  business  ;  no  evidence  of 
actual  deception  was  given,  and  no  member  of  the  public  was  called  to 
say  that  he  or  she  would  be  deceived.— flisW,  by  Farwell,  J.  (following 
Wood  V.  Lambert,  3  K.P.C.  81),  that  a  word  must,  in  order  to  come 
within  section  64(8)  (ii)  of  the  Patents,  &c.  Act,  1883,  \^  ''special 
«t  and  distinctive  "at  the  date  ef  regiati^tion  ;  that  %i  the  iate  of  the 
registration  in  1892  ''Swanbill  "  was  not  a  "special  and  distinctive  " 
word,  but  meant  a  coreet  with  a  busk  of  a  particular  shape,  and  was 
in  common  use  in  the  trade  in  that  sense ;  that,  (following  TaJhofs 
Track  Mark,  11  R.P.C.  77)  mere  delay  did  not  preclude  the  Defendantb 
from  applying  to  rectify,  and  that  the  Trade  Mark  must  be  struck 
off,  but  as  to  corsets  only  ;  that  the  Defendants  used  the  swans  in 
their  advertisements  of  corsets  as  decorative  embellishments,  and  that, 
having  regard  to  all  the  circumstances,  there  was  no  probability  of 
deception.    The  action  was  dismissed.    The  Plaintiff  was  ordered  to 
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pay  to  the  Defendants  two-fifths  of  the  entire  costs  of  the  action  and 
motion  to  rectify.  A  certificate  of  yalidity  of  the  Trade  M  irk  sned  on, 
as  to  which  the  motion  to  rectify  was  abandoned,  was  refused.  The 
evidence  necessary  and  admissible  in  actions  for  infringement  of  Trade 
Mark  discussed.  London  General  Omnibus  Co.  v.  Lavell  (18  R.P.C. 
74)  explained.  In  the  Matter  op  Addley  Bourne's  Registered 
Trade  Marks.    Addlet  Bourne  v.  Swan  and  Edgar,  Ld.,  p.  105. 

5.  Invented  Words.  Words  having  no  reference  to  the  chaxacter  or 
quality  of  the  goods.— Jfo/iVm  to  rectify.— Whether  words  ''Kodak,'' 
'"  Brownie^^'  '' BuUseyey'  and  '' hawiram''''  registered  in  a  class  for 
accessories  descriptive  by  reason  of  their  reference  to  the  respective 
principal  articles  for  which  they  are  registered  in  another  class. — 
Motion  reftised  except  as  to  '' Panoram.''' — Certificate  as  to  7Hght  to 
exclusive  use  coming  in  question  refused. — Patents,  Ac.  Act,  2888, 
section  77d^.  The  Plaintiffs  had  registered  the  words  "Kodak," 
"  Brownie,"  "  Bullpeye,"  and  "  Panoram  "  in  Classes  8  and  1  for  photo- 
graphic cameras  and  films  respectively,  the  relative  dates  of  registration 
varying  in  the  different  cases.  Under  these  names  and  certain  abbre- 
viations of  the  same  they  were  selling  cameras  and  rolls  of  appropriate 
films.  The  Defendants  were  selling  rolls  of  films  not  of  the  Plaintiffs* 
mannfactnre  which  were  catalogaed  and  advertised  in  various  ways  as 
"  Kodak  film,"  **  Brownie  film,"  and  so  on,  and  it  was  proved  that 
customers  at  their  shops  had  been  supplied  with  films  not  of  the 
Plaintiffs'  manufacture  in  response  to  written  and  verbal  orders  for 
"  Kodak  film "  "  film  for  a  Kodak,"  and  so  on.  In  actions  brought 
for  injunctions  to  restrain  infringement  and  passing-off  the  Defendants 
contended  that  the  expressions  "  Kodak  film,"  "  Brownie  film,"  "  No.  3 
'*  F.P.K.  film,"  **  No.  1  Brownie  film,"  and  the  like,  whatever  their  original 
signification  might  have  been,  had  come  to  mean  and  were  understood 
by  the  trade  and  the  public  as  now  meaning  simply  films  of  any  kind 
or  make  so  long  only  as  they  would  fit  the  particular  camera ;  and  they 
moyed  to  rectify  the  Register  by  the  removal  therefrom  of  the  Trade 
Marks  as  registered  for  the  accessories  in  Class  1,  mainly  on  the  ground 
that  the  words  were  descriptive  of  the  respective  cameras  for  which  the 
films  were  of  the  appropriate  sizes.  The  word ''  Panoram  "  as  registered 
in  class  8  for  cameras  was  also  attacked  as  being  descriptive  and  having 
reference  to  the  character  or  quality  of  the  goods,  but  the  Plaintiffs 
admitted  that  this  word  must  be  removed  from  the  Register  in 
each  class.— ^(sM  (1)  that  the  Plaintiffs  had  clearly  established  that 
the  decicriptions  and  letters  in  question  meant  their  films  and  no 
others ;  that  the  Defendants  had  wholly  failed  to  establish  that  the 
same  descriptions  and  letters  referred  to  sizes  only,  irrespective  of 
origin,  and  that  the  Defendants  must  therefore  be  restrained  by 
injunction  from  making  and  selling  films  in  such  a  way  as  to  lead  to 
the  belief  that  their  films  were  of  the  Plaintiffs*  manufacture ;  (2) 
that  *' Kodak"  was  an  invented  word  referring  exclusively  to  the 
Plaintiffs*  goods,  and  was  applied  to  their  cameras  and  filB&s  substan- 
tially about  the  same  time ;  that  ''  Brownie "  and  '\  Bullseye "  were 
words  having  no  real  reference  to  the  character  or  quality  of  the  goods 
and  were  applied  by  the  Plaintiffs  simultaneously  to  new  patterns  of 
cameras  and  to  films ;  and  that  the  motion  to  rectify  therefore  failed 
except  as  regarded  the  word  "Panoram,"  which  must  be  removed 
from  the  Register  in  respect  of  both  cameras  and  films.  A  certificate 
that  the  right  to  the  exclusive  use  of  the  Trade  Marks  came  in  question 
in  the  actions  refused.  In  thb  Mattbr  OF  THB  Tbadb  Marks 
ov  KODAK)  Ld.,  p.  8B7. 
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6.  Person  agnieyed.    Person  equitably  entitled  served  with  notice. 

—Order  for  rectification, — Gost%, — PcUentSy  Ac.  Act^  1883^  section  90.  A 
Limited  Company,  having  been  registered  as  the  proprietors  of  a 
Trade  Mark,  agreed  to  sell  all  its  goodwill  and  assets  to  a  new  Com- 
pany, but  without  expressly  mentioning  the  Trade  Mark.  Subsequently 
an  application  was  made  for  the  removal  of  the  Trade  Mark  from  the 
Register  by  an  American  Company,  who  claimed  to  be  entitled  to  it, 
and  proved  that  it  had  been  used  prior  to  the  date  of  the  registration, 
and  the  liquidator  of  the  first-mentioned  Company,  who  still  remained 
on  the  Register  as  proprietors  of  the  mark,  and  the  new  Company  were 
made  Respondents.  It  was  contended  that  the  Applicants  were  not 
persons  aggrieved,  and  by  the  new  Company  that  they  ought  not,  in 
view  of  a  letter  they  had  written,  to  have  been  made  Respondents,  and 
they  asked  for  their  costs. — Held,  that  the  Applicants  were  persons 
aggrieved,  and  that,  whether  or  not,  they  had  in  fact  any  rights  in  the 
mark,  it  ought  to  be  removed  from  the  Register  ;  and  that,  the  letter 
not  being  an  absolute  disclaimer,  the  new  Company  were  necessary 
parties.  An  Order  was  made  accordingly  for  the  rectification  of  the 
Register  with  costs  against  both  Respondents.  In  the  MATTER  OF 
THE  REQISTI^RED  TRADE  MARK  ''  ZONOPHONB,"  p.  450. 

7.  Limitation  of  registration  by  excluding  certain  goods.    Want  of 

intention  to  use  mark.    Device  common  to  the  traAe,— Action 

for  infringement  of  Trade  Marks  and  for  passing-off'. — Motion  to 
rectify  by  exchision  of  certain  goods. — No  intention  to  use  Trade  Mark 
for  sttch  goods. — Mark  comtnon  to  the  trade, — Action  dismissed. — Order 
for  rectification  of  Register.  In  1878  a  Company  registered  a  Trade 
Mark,  consisting  of  a  figure  of  a  milkmaid  with  the  words  ^^  Milkmaid 
**  Brand,"  in  Class  42,  for  substances  used  as  food  or  ingredients  in 
food,  with  the  exception  of  certain  goods,  not  including  butter  in  such 
exceptions.  In  1901  the  same  Company  registered  another  Trade 
Mark  consisting  of  a  slightly  different  figure  of  a  milkmaid  with  the 
same  words  for  the  whole  of  Class  42.  The  Company  h^  also  other 
Trade  Marks  with  the  figure  of  a  milkmaid  in  them,  but  not  for  butter. 
Their  principal  trade  was  in  condensed  milk,  and  they  never  traded  in 
butter  in  the  United  Kingdom  until  May  1901,  although  they  had 
formed  the  intention  of  so  trading  in  1897,  and  had  traded  abroad  in 
butter.  In  1902  they  commenced  an  action  against  another  Company 
for  infringement  of,  in  particular,  the  Trade  Marks  of  1878  and 
1901,  and  for  passing-off,  and  in  it  complained  of  the  use  by 
the  Defendants  of  coloured  posters  and  handbills  having  thereon  the 
figure  of  a  milkmaid  with  the  Defendants'  trade  name  prominently 
thereon  and  the  words  ''  Milk  Blended  Butter  ** ;  these  posters 
and  handbills  were  first  used  in  November  1901.  The  Plaintiffs 
alleged  that  they  had  a  reputation  in  various  articles  of  dairy  produce 
under  the  brand  of  a  milkmaid,  and  that  the  posters  were  calculated  to 
lead  persons  to  believe  that  the  butter  to  which  they  referred  was  the 
the  Plaintiffs'  butter.  The  Plaintiffs  had  only  a  small  retail  trade  in 
butter,  and  used  only  the  1901  Trade  Mark,  and  not  that  of  1878,  in 
connection  with  such  trade.  The  Defendants  had  a  very  large  retail 
trade  in  their  milk  blended  butter.  They  denied  infringement  and 
passing-off,  and  moved  to  exclude  butter  from  the  goods  for  which  the 
Trade  Marks  were  registered  on  the  grounds  that  the  Plaintiffs  had 
never  used  or  intended  to  use  the  1878  Trade  Mark  for  butter,  and  that 
in  1901  a  milkmaid  was  common  to  the  trade.  The  action  and  motion 
were  heard  together. — Held,  that  the  action  failed  as  to  passing-off,  and 
that  the  Register  must  be  rectified  so  as  to  exclude  butter  from  the 
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goods  for  which  the  Trade  Marks  were  registered,  on  the  ground,  as  to 
the  1878  Trade  Mark,  that  there  had  been  no  real  intention  to  nse  it 
for  bntter,  and,  as  to  the  1901  Trade  Mark,  that  at  the  date  of  its 
registration  the  device  of  a  milkmaid  was  common  to  the  bntter  trade. 
The  action  was  dismissed,  and  an  Order  made  for  rectification  in  the 
manner  mentioned.  In  THE  Matter  of  the  Trade  Marks  of 
THE  Anglo-Swiss  Condensed  Milk  Co.  Anglo-Swiss  Condensed 
Milk  Co.,  v.  Pearks,  Gunston  and  Tee,  Ld.,  p.  509. 

8.  Stay  of  Order  for  rectification  granted  to  enable  Respondents  to  apply 

to  the  Court  of  Appeal.    LouiSB  <fc  Co.,  Ld.  v.  Gainsborough,  p.  61. 

9.  fiegistered  owner  of  Trade  Maxk  not  ezclnsively  entitled 

Person  aggrieved.  Practice  of  Patent  OfUce.— Trade  Mark.— 
Motion  to  rectify. — "  NeostyleJ*^ — First  user  as  a  Trade  Mark.—&oods 
marked  in  this  country  for  export  only. — ^^  Person  aggrieved." — 
Rectification. — Patents j  Designs^  and  Trade  Marks  Acts,  1888-1888^ 
sections  72,  78,  86, 90, — G.  was  the  manufacturer  of  a  patent "  Cyclostyle  •' 
copying  apparatus  from  1882  onwards,  and  in  1888  invented  improve- 
ments for  his  apparatus,  which  he  then  called  *'  Neo-Cyclostyle."  "  Cyclo- 
"  style"  was  registered  as  a  Trade  Mark,  but  not  '•Neo-Cyclostyle." 
In  1884  he  employed  K.  as  his  sole  sub-licensee  and  agent  under  an 
agreement  for  the  sale  of  the  goods  in  America.  From  January 
1889  G.  made  in  England  and  exported  to  K.  in  America  as 
his  sole  consignee  similar  goods  marked  ^^Neostyle."  The  word 
"Neostyle"  had  been  invented  by  K.  in  1887,  but  was  only  used  by 
him  in  America  on  the  goods  ordered  from  G.,  who  never  sold 
the  goods  so  marked  in  England.  In  1900,  K.  to  the  knowledge 
of  G.  formed  the  Neostyle  Manufacturing  Co.,  Ld.,  in  England 
for  the  sale  of  "Neostyle"  goods,  and  in  October  1901  registered 
the  word  "Neostyle"  as  a  Trade  Mark.  In  August  1902  G.  moved 
for  the  removal  of  the  Trade  Mark,  and  his  motion  was  refused  by 
Kekewich,  J.  G.  appealed. — Held,  on  appeal  (reversing  the  decision  of 
Kekewich,  J.,  but  on  different  grounds),  that  G.  was  a  "person 
"  aggrieved "  within  the  meaning  of  section  90  of  the  Patents,  &c. 
Acts,  1883-1888 ;  that  as  between  G.  and  K.  under  the  agreement 
of  1884  any  names  or  designations  in  the  nature  of  Trade  Marks 
applied  to  goods  manufactured  by  G.  for  sale  in  America  would  be 
acquired  in  the  right  of  G.  and  not  of  K. ;  that  K.  had  himself 
acquired  no  exclusive  right  such  as  would  entitle  him  to  register 
"Neostyle"  as  a  Trade  Mark;  and  that  the  sole  right  of  the  English 
Company,  the  Respondents,  was  that  derived  from  the  user  of  the 
word  since  1900,  which  had  probably  deprived  G.  of  any  right  to 
bring  an  action  to  restrain  them  from  continuing  that  user,  but  could 
not  possibly  confer  on  the  English  Company  an  exclusive  right  to  nse 
the  word  "Neostyle"  or  to  interfere  with  the  business  of  G.  The 
mark  was  accordingly  ordered  to  be  expnpiged  from  the  Register. 
There  is  no  established  practice  at  the  Patent  Office  by  which,  to  save 
the  inconvenience  of  physical  alteration  of  the  Register  of  Trade 
Marks,  a  Trade  Mark  ordered  to  be  removed  is  not  expunged  pending 
an  appeal.  In  Rb  Nbostyle  Manufacturing  Co.,  Ld.'s  Trade 
Mark,  pp.  329  and  803. 

REFERENCE     TO     CHARACTER     OR     QUALITY     OF     GOODS.      See 
Rbotifigation,  No.  5. 
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1*  Probability  of  deceiition.  Application  for  registration  of  mark 
in  respect  of  g^elatine  allowed,  as  against  Opponents  who  dealt 
in  tapioca  and  sago. — No  dealing  by  Opponents  in  the  goods  for 
which  application  for  registration  was  made, — Opponents'  mark  used 
for  different  goods  in  the  same  class. — Application  refused  by  the 
Comptroller, — Appeal  allowed  on  further  evidence.  An  application 
having  been  made  for  the  registration  of  a  device  as  a  Trade  Mark  in 
Class  42  in  respect  of  gelatine  for  nse  as  food  or  as  an  ingredient  in 
-  food,  the  application  was  opposed  by  a  firm  of  general  merchants,  who 
had  used  an  exactly  similar  device  in  respect  of  tapioca  and  sago  ;  but 
this  device  was  not  registered  as  a  Trade  Mark.  The  Register,  acting 
for  the  Comptroller,  refused  the  application.  The  Applicants  appealed, 
and  the  appeal  waa  referred  to  the  Court.  The  evidence  filed  on  the 
appeal  showed,  contrary  to  that  before  the  Registrar,  that  the  Opponents 
had  not  traded  in  gelatine. — Held^  that,  having  regard  to  the  difference 
between  the  goods  and  the  general  circumstances,  there  was  no 
reasonable  probability  of  deception ;  the  application  for  registration 
was  accordingly  ordered  to  be  proceeded  with.  iN  THE  Mattbb  OP 
Lbinbr's  Application  to  Register  a  Trade  Mark,  p.  253. 

2.  Application  to  regfister  old  mark.    Proposed  mark  never  used 

as  a  Trade  Mark  by  itself  prior  to  the  18th  of  August  1875. 

Application  wrongly  made  in  name  of  late  proprietors.— 

Companies  Act,  1862^  section  41. — Trade  Mark  Rules,  1890,  Rules  5 
and  11, — Application  refused.  Melrose,  Drover  A  Co.,  Ld.,  applied  for 
the  registration  in  two  classes  of  a  device  which  prior  to  1875  had  been 
used  by  Jamss  Heddle,  their  predecessor  in  business.  Their  appli- 
cation was  made  in  the  name  of  "  James  Heddle  A  Co.,^'  under  which 
style  James  Heddle  was  carrying  on  the  business  when  he  transferred 
it  to  the  Applicants.  James  Heddle  now  opposed  the  application  on 
several  grounds,  but  mainly  on  the  grounds — (1)  that  the  device, 
sought  to  be  registered  as  an  old  mark,  had  never  been  used  by  itself 
as  a  Trade  Mark  before  1875  without  some  accompaniment ;  and  (2) 
that  the  application  was  not  made  in  the  name  of  the  Company  alone 
entitled  to  make  it  according  to  section  41  of  the  Companies  Act,  1862. 
Held  (reversing  the  decision  of  the  Comptroller,  who  had  disallowed 
the  opposition),  that,  technically,  the  application  was  in  form  not  made 
by  the  right  party ;  that  the  device  was  never  used  before  1875  without 
the  name  of  ''^  James  HeddW  or  ^^  James  Heddle  <k  Co.''  in  juxtaposition 
to  it  and  on  the  same  cases,  and  that  the  application  for  registration 
could  not  therefore  proceed.  In  thb  Mattbr  of  Jambs  Hbddlb  & 
Co.'s  Applications  to  Rbgistbr  Tradb  Marks,  p.  599. 

3.  Mark  not  calculated  to  deceive  in  use.  Goods  not  of  the  same 
desoription.— '^  Millennium''  for  carriages  allowed,  notwithstanding 
long  user  of  "  Millennium  "  as  a  registered  Trade  Mark  for  bread  and 
fUmr  which  had  been  sold  in  vehicles  so  labelled. — Patents,  Ac.  Act,  18S3, 
section  72.  The  Applicants,  who  were  engineers,  sought  to  register  the 
word  "  Millennium  "  as  a  Trade  Mark  in  Class  22  in  respect  of  carriages 
generally.  The  Opponents,  who  were  flour  millers,  had  in  1895  regis- 
tered the  word  in  Class  42  for  food,  including  flour  and  bread,  and 
they  opposed  the  present  application,  mainly  on  the  ground  that  the 
Trade  Mark  had  for  ten  years  past  denoted  their  flour  and  bread, 
which  had  been  for  many  years,  both  by  themselves  and  by  bakers  in 
different  parts  of  the  country,  sold  out  of  vans,  carts,  and  motor  oars 
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bearing  the  word  displayed  in  large  characters.  The  Comptroller- 
Oeneral  having  decided  against  the  Opponents,  they  appealed. — Held 
(affirming  the  decision  of  the  Comptroller),  that  the  nse  of  the  word 
^  Millennium  **  on  carriages  and  Tehicles  manufactured  by  the  Appli- 
cants, marked  in  the  manner  usual  to  such  a  trade,  was  not  calculated 
to  lead  the  public  to  think  that  bread  and  flour  which  might  be  sold 
out  of  them  were  of  the  Opponents^  manufacture  ;  that  the  goods  in 
respect  of  which  the  Opponents  were  registered  were  not  "  the  same 
"  description  of  goods  "  as  those  of  the  Applicants  ;  and  that  the  word 
was  therefore  properly  placed  on  the  Register  by  the  Comptroller. 
Eno  V.  Dunn  (7  R.P.C.  311 ;  L.R.  15  A.C.  252)  considered.  In  thb 
Mattbr  of  Lake  and  Elliott's  Application  for  a  Trade 
Mark,  p.  605. 

8EC0KDARY  MEANING  OF  DESCRIPTIVE  WORD.    See  Passing-off. 

SPECIAL  AND  DISTINCTIVE  WORD. 

A  word  mast  in  order  to  come  within  section  64  (8)  (ii)  of  the 
Patents,  Ac.  Act,  1883  be  special  and  distinctive  at  the  date  of 
regfistration.  ^^  Swanbill  '*  for  corsets  held  to  mean  at  the  date  of 
registration  a  particular  shape  of  corset  and  to  be  in  common  use  in 
the  trade  in  that  sense.— In  thb  Matter  of  Addlbt  Bournk's 
Rbgistbred  Trade  Marks,  p.  105.    See  Rbotificatiok,  No.  4. 

TRADE  MARK  RULES  1890. 

Rules  5  and  11 — 

In  thb  Mattbr  of  Jambs  Hbddlb  A  Co.'s  Application,  p.  599. 
See  Rbgistration,  No.  2. 

TRADE  NAME.    St  e  also  Passino-off  ;  Intbrlooutoy  Injunction. 

1.  Evidence  in  reference  to  Trap  Orders. — Action  to  restrain  passing 
off. — '*Trnefitt." — Acquisition  of  trade  name. — Addition  of  special 
business  to  original  business  as  a  means  of  deception. — Probability  of 
deception. — Action  dismissed.  Prior  to  1819  F.  Tniefitt  commenced  a 
hairdressing  business,  which  was  continued  by  his  widow  and  son 
WcUter  Truefitt  until  the  death  of  the  latter  in  1900,  when  the 
Defendant  C.  J.  Edney^  who  was  a  hairdresser  and  "  hair  specialist," 
purchased  the  business,  goodwill,  stock-in-trade,  and  assets,  including 
expressly  the  right  to  use  the  name  "  Walter  Truefitt'''  or  '*  Tr^iefitty 
In  1819  J^.  Truefitt^  a  relative  and  former  partner  of  F.  Truefitt^ 
coi^enced  a  similar  business  in  the  neighbourhood,  and  was 
succeeded  by  his  son  H.  P.  Truefitt^  who  was  also  a  "hair  specialist."' 
In  1880  H.  P.  Truefitt  sold  his  business  to  the  Plaintiff  Company,  of 
which  he  became  the  managing  director.  In  1902  the  Plaintiff 
Company  and  H.  P.  Truefitt  brought  an  action  against  the  Defendant 
for  an  injunction  restraining  him  from  carrying  on  business  as  a 
hairdresser  and  "hair  specialist"  under  the  name  or  style  of 
'*  Truefitt.^^  At  the  trial  the  case  was  narrowed  down  to  the  ques- 
tion of  fact  as  to  whether  on  three  specific  occasions  the  Defendant 
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had  represented  himself  to  be  the  Plaintiff  H,  P.  Truefitt^  and  that 
his  business  was  the  business  of  the  Plaintiff  Company. — HMy  that  no 
case  of  fraudulent  misrepresentation  by  the  Defendant  had  been  made 
out,  and  that  the  action  must  be  dismissed.  Satis&u^ry  evidence  of 
transactions  of  the  nature  of  '^  trap-orders  ^*  should  show  that  pointed 
attention  was  called  to  what  was  being  asked.  The  dicta  of  FarweU^  J., 
upon  this  point  in  Ripley  v.  Griffiths  (19  R.P.C.  590,  at  page  597) 
approved.  H.  P.  Trubfitt,  Ld.,  and  H.  P.  Trubfitt  v.  C.  J. 
Ednby,  p.  321. 

2.  Fraudulent  purchase  of  goodwill  of  business  for  the  purpose  of 

acquiring  manu&cturer's  name.— -4c^ton  to  restrain  passing-off. — 
"Morrall's  Needles  ^^  and  "Mogg's  Needles.''^ — Fraudulent  purchase  of 
goodwill  of  business  for  the  colourable  purpose  of  acquiring  manu- 
facturer's name. — Injunction  awarded. — Appeal  dismissed.  The 
Plaintiffs  and  their  predecessors  had  carried  on  the  business  of  needle 
manufacturers  for  about  a  hundred  years  under  the  style  of  ^^Ahel 
^  Morrally'*  and  their  needles  had  acquired  a  great  reputation  and  were 
sold  and  bought  as  ^^  Abel  MorralVs^'  or  "^4.  MorraWs^'  or 
^^MorralVs"  or  ^^  MorralFs  Needles,"  as  was  admitted  by  the 
Defendants  during  the  trial.  In  1891  the  Plaintifib  purchased  the 
goodwill  of  the  business  of  Joseph  Mogg  and  Joseph  John  Richard 
Mogg^  trading  under  the  styles  of  ''  Joseph  Mogg  A  OoJ*'  and  ^*  Joseph 
"  J.  R.  Mogg  A  Go."  and  the  market  for  the  needles  now  sold  by  the 
Plaintiffs  under  these  names  was  in  Ireland  and  Scandinavia, 
where  they  were  well  known  as  ^^Mogg's  Needles."  In  1900  the 
Defendant,  who  had  started  business  in  1893  in  the- same  neighbour- 
hood, purchased  for  68/.  from  one  Jabe2  TarcUey  Morrally  a  man  in 
a  small  way  of  business,  his  goodwill  and  stock-in-trade,  the  latter 
having  been  just  valued  at  36/.,  the  deed  of  assignment  binding  him 
not  to  authorise  his  name  to  be  used  for  the  purpose  of  a  needle  manu- 
facturer by  any  other  person  or  persons.  In  1897  by  a  similar  transaction 
the  Defendant  had  purchased  from  one  WiUiam  Mogg  his  machinery 
with  the  goodwill  of  his  business  and  use  of  his  name,  it  appearing 
that  beyond  the  manu^ture  of  crotchet-hooks  he  did  nothing  to 
needles  beyond  packing  them  in  paper.  The  Plaintiffs  having  brought 
an  action  against  the  Defendants  for  an  injunction  and  other  relief. — 
Heldy  at  the  trial  (19  R.P.C.  557),  that  the  purchases  from.  Jabez  TarcUey 
Morrall  and  William  Mogg  were  not  bond  fide  transactions,  but  were 
colourable  devices  for  giving  the  Defendant  some  appearance  of  weight 
to  use  their  names  in  order  that,  by  using  surnames  where  different 
initials  were  insufficient  to  distinguish  the  goods  and  businesses,  he 
might  obtain  trade  intended  for  the  Plaintiffs ;  and  that  this  was  suffi- 
cient fraud  to  enable  the  Court  to  inquire  into  the  motives  of  such 
transactions,  even  where  it  was  the  man's  own  name  that  had  been 
purchased,  irrespective  of  goodwill.  An  injunction  was  granted  to 
restrain  the  Defendant  from  carrying  on  business  under  the  name  of 
•/.  Y.  Morrall  or  TV.  Mogg  A  Go.^  or  any  other  name  calculated  to 
represent  that  the  Defendant  was  carrying  on  the  Plaintiffs*  business. 
The  Defendant  appealed. — Held^  that  the  appeal  must  be  dismissed 
with  costs.    Abbl  Morrall,  Ld.  v.  T.  Hbssin  &  Co.,  p.  429. 

3.  Interlocutory  i^junotion  to  restrain  Defendants  from  using  name 

'^  HoUoway ''  in  connection  with  the  manufacture  or  sale  of 

g'lls. — Passing-off. — Motion  for  interlocutory  injunction. — Purc?iase 
Defendant  of  a  business  not  shown  to  include  the  doss  of  goods 
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in  question. — Interlocutory  injunction  granted.  The  Plaintiff,  who 
Bold  pills  which  had  a  wide  reputation  diS  Hollo way^s  Pills^  commenced 
an  action  to  restrain  the  Defendant  from  passing  off  his  pills  as  the 
Plaintiff^s  and  from  using  the  name  Holloway  in  connection  with  pills, 
and  moved  for  an  interlocutory  injunction.  The  Defendant  had  some 
years  previously  bought  a  business  from  a  man  named  Holloway^  and 
alleged  that  he  had  the  right  to  use  the  name  ;  and  it  was  contended 
on  his  behalf  that,  in  any  case,  he  should  not  be  restrained  from 
using  the  name  in  connjction  with  pills  except  so  as  to  cause  deception. — 
Held^  that  the  Defendant  had  not  shown  that  his  predecessor  had  dealt 
in  pills ;  that  on  the  facts  proved  the  Defendant  had  acted  fraudulently, 
and  that  an  interlocutory  injunction  should  be  granted  in  the  form 
asked.— Holloway  v.  Clbnt,  p.  525. 

TRADE  NAME  OF  GOODS.    See  Passing-opp. 

TRAP  ORDERS. 

Satisfactory  evidence  of  transactions  of  the  nature  of  "  trap  orders  "  should 
show  that  pointed  attention  was  called  to  what  was  being  asked.  The 
dicta  of  FarwM,  J.,  upon  this  point,  in  Ripley  v.  Oriffithe  (19  R,P.C. 
590,  at  p.  597)  approved.    H.  P.  Trubpitt,  Ld.  v.  C.  J.  Ednby.  p.  321, 

USE  AS  A  TRADE  MARK. 

!•  Motion  to  rectify. — Non-user  of  a  Trade  Mark  as  such  is  not 
conclusive  evidence  of  intention  to  abandon.  LouiSB  &  Oo.,  Ld.  v. 
Gainsborough,  p.  61.    See  Rbctipication,  No.  1. 

2.  Use  as  a  Trade  Mark  by  the  Defendant  not  necessary  to  constitute 
infringement,  but  the  absence  of  such  user  is  an  element  to  be 
considered.  Per  Farwkll,  J.,  in  Addlby  Bourne  v.  Swan  and 
Edgar,  Ld.,  p.  105.    See  Rbctipication,  No.  4. 
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▼olumes  for  tlie  period  1897-1900  are  now  completed  and  on  sale, 
prtce  Is.  per  volume,  inoludlngr  Inland  postage.  The  corresponding 
volumes  for  the  period  1867-76  are  in  preparation,  and  the  sheets  already 
printed  oan  be  seen  in  the  Patent  Office  Library  and  in  some  of  the 
principal  provincial  libraries.  The  volumes  can  be  obtained  sheet  by 
sheet,  as  printed,  by  payment  in  advance  of  a  subscription  of  2s.  for 
each  volume,  including  inland  postage.  The  24  volumes  required  to 
complete  the  series  of  illustrated  Glasses  for  the  period  1877-83  are  also 
in  course  of  publication,  volume  by  volume.  On  pp.  xiv— xvii  of  this 
Journal  will  be  found  a  list  of  the  146  Glasses,  indieating  which 
volumes  have  been  published  in  the  current  week. 
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EDITED  BY  JOHN  CUTLER,  ONE  OF  HIS  MAJESTY'S  COUNSEL. 

ToL  XX.]         WEDNESDAY,  JANUAET  7,  1908.  [No.  1. 

In  thb  Housb  of  Lords. 

Present :  Thb  Lord  Chancbllor,  Lords  Shand,  Davby,  and  Robbrtson. 

November  27th  and  28th  and  December  Ist,  1902. 

Wilson  Brothbrs  Bobbin  Company,  Ld.  v.  Wilson  A?  Co. 
i  (Barnslby),  Ld. 

Patent — Action  for  infringement. — Want  of  utility. — Want  of  subject-matter. 
---Priorueer. — Anticipation. — Judgment  of  Appeal  Court  affirmed. — Patent  held 
invalid. — Form  ofadmiseion  in  answer  to  interrogatories. 

A  PcUeni  was  granted  in  1895  for  "  Improvements  in  means  for  strengthening 

10  ^  and  protecting  tt^es  and  bobbins  used  in  tlve  preparation  and  spinning  of 

^fibrous  m4Jtterials.^^    The  invention  related  to  ferrules  for  application  to  st^ch 

tubes  and  bobbins^  and  the  ferrule  described  had  the  edge  away  from  the  end  of 

the  bobbin  folded  completely  over  on  itself y  and  such  edge^  on  application  of  the 

ferrule  to  the  bobbin^  was  described  a«  being  pressed  into  the  wood  so  as  to  hold 

15  tJie  ferrule  on  securely.    Before  application  the  ferrule  was  of  conoidal  form. 

The  first  claim  was :  "  In  rings^  hoops,  shields,  and  ferrules  for  application 

*^  to  tubeSy  bobbins^  pimSy  and  fUmges,  for  the  purpose  of  protecting  and 

^  strengthening  the  sams,  forming  the  said  rings,  hoops,  shields,  and  ferrules, 

•*  unth  a  folded  or  doubled  over  edge  or  Up  such  as  a  2,  which  is  pressed  into  the 

20  **  wood  or  material  sods  to  hold  the  ring  or  hoop  securely  in  conjunction  with 

"  a  flange  or  lip  a*  at  the  other  end  or  edge  of  the  ring  or  ferrule,  substantially 

"  OS  described  and  shown.'^    The  second  claim  related  to  ringSy  Ac.y  with  both 

edges  folded  over.    The  third  claim  was :  "  The  improved  rings  or  ferrtdes  for 
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^^  application  to  tubes  and  bobbins^  substantially  as  described  and  illustrated,'^ 
Conoidal  ferrules,  having  a  flange  at  right  angles  to  be  forced  into  the  wooden 
bobbin  or  a  groove  cut  therein^  were  known  at  the  date  of  the  Patent,  In  an 
(action  for  infringement  the  Defendants  alleged  (inter  alia)  anticipation  by 
certain  prior  userSy  and  that  there  was  no  invention,  and  therefore  no  subject-  5 
master.  Evidence  wa»  given  on  behalf  of  the  Plaintiffs  of  utility,  and  in 
particular  of  very  large  sales  of  bobbins  alleged  to  be  fitted  with  the  ferrules 
under  the  Patent.  On  behalf  of  the  Defendants  it  was  contended  that  such 
bobbins  were  mostly  grooved,  whereas  the  Specification  stated  that  grooving  was 
not  necessary.  It  was  held,  at  the  trial,  that  the  application  of  the  device  of  a  10 
folded  over  edge  to  a  ring  so  made  as  to  be  capable  of  compression  from  the 
conoidal  form  to  a  cylindrical  form,  so  that  such  edge  might  by  compression  be 
so  lessened  in  diameter  as  to  hold  the  ring  in  place,  was  new ;  thai  there  uhis  a 
substantial  exercise  of  inventive  power ;  that  the  Patent  had  not  been  anticipated 
by  the  prior  users  alleged,  and  in  particular  not  by  a  ring  on  a  bobbin  with  15 
the  upper  edge  of  the  ring  folded  over ;  and  that  the  Patent  was  valid ;  and 
judgment  was  given  for  the  Plaintiffs.     The  Defendants  appealed. 

Held,  on  appeal,  thai  the  Patent  was  invalid  on  the  ground  thai  the  third 
claim  was  for  the  ferrules  per  se,  and  tvas  bad,  and  also  (the  Master  of  the 
Rolls  dissenting  on  this  point)  on  the  ground  that,  having  regard  to  the  prior  20 
Specifications  and  previous  knowledge,  there  was  no  invention  and  no  subject- 
matter  for  Letters  Patent.  Tlie  appeal  was  allowed,  the  Plaintiffs  being  ordered 
to  pay  itJie  costs  of  the  aiypeai  and  below,  including  the  costs  of  certain  of  the 
Particulars  of  Objections.     Tlie  Plaintiffs  appealed  to  the  House  of  Lords. 

Held,  that  the  Specification  disclosed  neither  invention  or  utility,  and  thai  the  25 
Patent  was  invalid ;  and  farther  that,  reading  the  Specification  as  it  ought  to 
be  read,  there  was  no  evidence  of  infringement. 

Per  Lord  ROBERTSON. — The  invention  described  in  tlie  Specification  has  not 
only  not  been  used  by  the  alleged  infringer,  but  it  has  not  been  used  by  the 
inventor  or,  as  far  as  appears,  by  anybody  else.  30 

The  appeal  was  dismissed  with  costs, 

Semble. — "  Utility "  7neans  Jiaving  commercial  existence  as  a  process  of 
manufctcture. 

On  the  16th  of  March  1895  Letters  Patent  (No.  5559  of  1895)  were  granted  to 
Herbert  William  Wilson  for  "  Improvements  in  means  for  strengthening  and  35 
**  protecting  tubes  and  bobbins  used  in  the  preparation  and  spinning  of  fibrous 
"  materials." 

The  Complete  Specification  was  as  follows  : — "  My  said  invention  refers  to 
"  an  improved  method  of  forming  and  applying  the  light  metallic  rings,  hoops, 
"  ferrules  and  shields  which  it  is  now  the  practice  to  place  upon  tubes  and  40 
**  bobbins  used  in  textile  machinery. 

"  Under  an  invention  for  which  I  have  obtained  Her  Majesty's  Letters  Patent 
"  No.  18,790  of  1891,  I  made  such  rings  and  hoops  with  a  projecting  flange, 
^^  edge  or  lip  standing  at  about  right  angles  to  the  body  of  the  ring  or  hoop,  the 
^<  said  flange  lip  or  edge  being  pressed  into  a  groove  preferably  cut  in  the  wooden  45 
"  tube  or  bobbin  to  receive  it. 
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"  My  present  invention  is  for  similar  objects  but  instead  of  forming 
''  the  metallic  hoops  or  rings  with  the  said  penetrating  flange  or  lip  I  fold 
*^  or  doable  over  the  lower  part  of  the  hoop,  thus  presenting  a  flat  raised 
**  band  at  the  foot  of  the  interior  of  the  hoop.  When  the  hoop  is  applied 
5  **  to  a  tube  or  bobbin  or  flange  I  press  this  raised  folded  edge  into  the  wood 
"  of  the  bobbin  or  tube,  the  pressure  4)eing  sufEicient  to  bury  the  folded 
"  edge  in  the  wood,  the  edge  of  the  doubled  over  portion  thus  serving  as  a 
**  confining  ring  to  prevent  the  hoop  from  coming  off*.  The  upper  edge  of 
"  the  hoop  is  formed  as  set  forth  in  my  foregoing  Patent  or  in  any  other 

lO  '*  convenient  or  suitable  manner  so  as  to  engage  with  or  lay  hold  of  the  tube  or 
"  bobbin  or  flange. 

"  In  order  that  my  invention  may  be  more  clearly  understood  I  will  now 
"  proceed  to  describe  the  same  in  greater  detail  with  the  assistance  of  the 
*'  annexed  sheet  of  drawings.    •Fig.  1  is  a  sectional  view  of  my  improved 

15  ^'  metallic  strengthening  ring  or  ferrule  before  application  to  a  tube.  Fig.  2 
'*  shows  the  same  applied  to  the  tube  but  before  being  pressed  down  and  fixed. 
'^  Fig.  3  shows  the  ring  or  ferrule  pressed  down  and  fixed  on  the  tube.  Fig.  4 
"  shows  my  improved  ring  applied  to  the  interior  of  the  foot  of  a  ring  spinning 
<*  bobbin,  while  Fig.  5  shows  the  same  applied  to  the  exterior  of  a  similar 

20  "  bobbin.  Figs.  6  and  7  illustrate  the  application  of  my  improved  strengthening 
**  ring  to  the  flanges  of  a  bobbin. 

"  1  form  the  metallic  ring  a  as  shown  in  Fig.  1  with  a  downwardly  projecting 
"  flange  or  lip  a^  as  in  my  said  former  Patent  and  intended  to  enter  the  wood 
"  of  the  tube  at  the  top.    At  the  foot  of  the  ring  I  fold  or  double  over  the 

25  '*  margin  inwards  so  as  to  present  a  flat  raised  band  a  2.  The  ring  thus  formed 
"  is  now  applied  to  the  top  of  the  tube  b  as  shown  in  Fig.  2,  the  flange  a^  being 
"  pressed  into  the  material  of  the  bobbin  at  the  top.  I  then  mill  or  press 
"  inwards  the  lower  part  of  the  ring  a  so  as  to  bury  the  folded  edge  a  2  in  the 
"  wood  of  the  bobbin.    The  ring  a  is  thus  held  at  two  points,  viz.  by  the 

30  "  flange  a}  and  the  lip  a  2  so  that  it  cannot  come  off.  Instead  however  of  the 
"  flange  a^  1  might  provide  the  ring  a  with  any  other  suitable  holding  means  at 
"  the  top. 

"  In  Fig.  4  I  show  the  ring  a  applied  at  the  foot  of  a  ring  spinning  bobbin  b 
^  and  to  the  interior  thereof.    The  upper  edge  a  2  of  the  ring  a  is  folded 

35  "  over  as  shown  and  is  pressed  or  sunk  into  the  wood  of  the  bobbin  b  the  lower 

"  flange  a^  having  been  previously  forced  into  the  foot  of  the  bobbin.    In 

**  Fig.  5  1  show  a  similar  ring  similarly  applied  to  the  exterior  of  the  bobbin  foot. 

"  Figs.  6  and  7  illustrate  the  application  of  my  improved  ring  a  to  a  flanged 

*'  bobbin  b.    In  this  instance  I  make  both  edges  a  2  folded  over  or  doubled  as 

40  "  shown  in  Fig.  6,  which  is  a  separate  sectional  view  of  the  ring. 

**  In  applying  the  ring  to  the  flange  6  2  of  the  bobbin,  I  mill,  press  or  force 
^'  these  folded  edges  a^  into  the  upper  and  inner  sides  of  the  flange  b  2  the  sunk 
'^  in  edge  a^  dhown  in  the  other  flgs.  not  being  required  although  I  do  not  debar 
*^  myself  from  using  it  if  I  should  think  fit.    This  double  lipped  ring  might  be 

45  ^*  applied  to  other  forms  of  tubes  and  bobbins. 

^^  I  have  found  that  in  these  and  in  other  similar  applications  of  the  ring  a  to 
^  tubes  and  bobbins  the  folded  over  edge  a  2  of  the  ring  or  hoop  a  gives  a 
**  perfectly  secure  holdfast  to  the  hoop  and  obviates  drawbacks  which  occur  in 
'^  applying  the  said  metal  hoops  under  my  aforesaid  former  Patent  of  1891.    For 

50  "  example  it  is  not  necessary  to  groove  or  indent  the  wood  of  the  tube  or  bobbin 
^^  to  receive  the  folded  edge  a  2,  as  pressure  alone  suffices  to  sink  the  latter  into 
«« the  solid  wood  where  it  remains  as  a  binding  and  securing  ring.  The 
^^  rounded  lower  edge  of  the  folded  over  fooc  of  the  hoop  being  smooth  and 
*^  polished  there  is  no  sharp  edge  to  cut  or  catch  the  yam  while  the  double  edge 

55  **  increases  the  strength  and  rigidity  of  the  hoop. 

*  See  drawixigs,  pod^  page  4. 
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"  My  improvement  (uidelicet  the  folded  over  edge  or  lip)  is  applicable  in 
conjunction  with  all  descriptions  of  hoops^  ferrules,  shields  and  rings  of  this 
nature  for  application  to  all  types  of  tubes,  bobbins,  bobbin  flanges  and  pirns 
admitting  of  such  application." 

The  Patentee  claimed : — ''  1.  In  rings,  hoops,  shields  and  ferrules  for 
application  to  tubes,  bobbins,  pirn?,  and  flanges  for  the  purpose  of  protecting 
and  strengthening  the  same,  forming  the  said  rings,  hoops,  shields  and 
ferrules  with  a  folded  or  doubled  over  edge  or  lip  such  as  a  2  which  is  pressed 
into  the  wood  or  material  so  as  to  hold  the  ring  or  hoop  securely,  in 
conjunction  with  a  flange  or  lip  a^  at  the  other  end  or  edge  of  the  ring  or 
ferrule  substantially  as  described  and  shown.  2.  In  rings,  hoops,  shields  and 
ferrules  for  application  to  tubes,  bobbius,  pirns  and  flanges  for  the  purpose  of 
protecting  and  strengthening  the  same,  forming  the  said  rings,  hoops,  shields, 
or  ferrules  a  with  folded  or  doubled  over  edges  or  lips  a  2  which  are  both 
pressed  into  the  wood  or  material  so  as  to  hold  the  ring  or  hoop  securely, 
substantially  as  described  and  as  shown.  3.  The  improved  rings  or  ferrules 
for  application  to  tubes  and  bobbins  substantially  as  described  and  as 
illustrated."  i 


10 


15 


FIG.2. 


PIG.S. 


On  the  7th  of  June  1898  Wilson  Brothers  Bobbin  Company,  Ld.,  commenced 
an  action  against  Wilson  &  Go.  {Bamsley\  Ld.,  for  infringement  of  this  Patent,  20 
claiming  the  usual  relief.     Herbert  William  Wilson  was  subsequently  added 
as  a  co-Plaintiff. 

The  Plaintiffs  by  their  Statement  of  Claim,  as  amended,  alleged  that  the 
Plaintiff  Company  were  the  owners  of  the  Patent ;  that  the  Plaintiff  H.  W. 
Wilson,  by  an  indenture  dated  the  24th  of  May  1898,  assigned  it  to  them  ;  that  25 
the  Patent  was  valid,  and  that  the  Defendants  had  infringed. 

The  Particulars  of  Breaches  alleged  (1)  that  the  Defendants  had  infringed 
the  Patent  in  so  far  as  regards  the  subject-matter  specifically  set  forth  in  Claims 
1  and  3  of  the  Specification  ;  (2)  that  the  Defendants  had  infringed  the  Patent 
by  manufacturing  at  their  works  in  Barnsley  bobbins  and  tubes  fitted  with  30 
ferrules  made  and  applied  in  accordance  with  or  only  colourably  differing  from 
the  invention  forming  the  subject-matter  of  Claims  1  and  3,  and  alleged  a 
particular  sale  of  such  infringing  bobbins,  tubes,  and  ferrules. 


•» 
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The  Defendants  by  their  Defence  did  not  admit  that  the  Plaintiffs  were  the 
registered  owners  of  the  Patent,  or  the  assignment  to  them,  and  denied  the 
validity  of  the  Patent  and  that  they  had  infringed. 
By  their  Particulars  of  Objections  the  Defendants  alleged  (1)  that  H.  W. 
5  Wilson  was  not  the  true  and  first  inventor  of  the  alleged  invention  claimed  in 
any  of  the  claiming  clauses  of  the  Specification  ;  (2)  that  the  alleged  invention 
was  not  the  subject-matter  of  valid  Letters  Patent.  The  Defendant  Company 
raised  this  objection  to  all  three  claims  in  the  Specification,  and  stated  that  they 
would  under  the  objection  rely  upon  all  the  anticipations  set  out  in  paragraph  4 

10  thereof^  and  upon  the  common  general  user  and  common  general  knowledge  for 
many  years  prior  to  the  date  of  the  Patent  of  metallic  rings,  hoops,  ferrules,  and 
shields  formed  with  folded  or  beaded  edges  for  the  purpose  of  strengthening 
the  same,  and  forming  a  means  of  attaching  the  same  to  or  upon  tubes  or 
bobbins  or  other  similar  articles ;  and  that  the  Defendant  Company  would  refer 

15  to  the  whole  of  the  following  Specifications  with  the  drawings  thereto  as 
showing  the  state  of  the  art  at  the  date  of  the  Patent,  namely  :  Southwell  (No. 
2986  of  1880),  John  William  Wilson  (No.  13,215  of  1884)  ;  (3)  that  the  alleged 
invention  claimed  in  all  the  three  claiming  clauses  of  the  Specification  was  not 
useful ;   (4)  that  the  alleged  invention  claimed  in  all  the  said  three  claiming 

20  clauses  was  not  new,  but  had  been  published  and  publicly  used  in  this  realm 
prior  to  the  date  of  the  Patent  by  the  following  persons  at  the  times  and  places 
following : — (1)  by  the  Defendant  Company  and  by  Messrs.  Wilson  i  Co^ 
their  predecessors  in  business,  at  Beevor  Works,  Bamsley,  in  the  West  Riding 
of  the  County  of  York,  in  the  years  1884  to  1898  inclusive  ;  (2)  by  the  Plaintiff 

25  Company  and  by  Messrs.  Wilson  Brothers  and  Messrs.  Wilson  Brothers^  Ld., 
their  predecessors  in  business,  at  the  Comholme  Works,  Todmorden,  in  the  said 
Riding,  in  the  years  1884  to  1898  inclusive.  [Under  (3)  to  (9)  inclusive,  various 
other  users  were  specifically  mentioned.]  By  the  filing  or  leaving  at  the  Patent 
Office  of  the  several  Specifications  hereinafter  mentioned,  that  is  to  say : — (1) 

30  The  Specification  and  drawings  of  Joshua  Henry  Wilson  and  Lawrence  Wilson 
(No.  1772  of  1881),  the  whole  was  relied  on  as  anticipating  Claims  1,  2,  and  3  of 
the  Plaintiffs'  said  Specification :  (2)  the  Specification  and  drawings  of  John 
WilliamWitson  (No.  2296  of  1881),  pages  1  and  2,  lines  1  to  43,  and  Figs.  1,  2, 
3t  and  4  of  the  drawings,  were  relied  on  as  anticipating  the  said  Claims  1,  2  and 

35  3 ;  (3)  the  Specification  and  drawings  of  Samuel  Wilson  (No.  2582  of  1884), 
the  whole  Specification,  and  Figs.  1,  2,  and  8  of  the  drawings,  were  relied  on  as 
anticipating  the  said  Claims  1,  2,  and  3  ;  certain  other  Specifications  were  also 
relied  on  and  also  an  alleged  prior  communication  of  the  invention  (see  18 
R.P.C.  143). 

40  The  material  parts  and  the  material  figures  of  the  Complete  Specification  of 
Wilson  (No.  1772  of  1881)  were  as  follows  :— "  Our  invention  relates  to  the 
"  bobbins  and  tubes  made  of  wood,  paper,  and  other  material,  and  used  in 
*'  preparing,  spinning,  doubling  and  winding  machinery,  and  has  for  its  principal 
**  object  to  improve  and  strengthen  such  parts  of  the  bobbins  and  tubes  as  are 

45  "  most  liable  to  wear  and  to  become  cracked  or  broken.  Previously  to  our 
^  invention  metal  ferules  or  rings  have  been  applied  to  the  tubes  used  in  the 
"  treatment  of  fibrous  materials,  but  such  rings  have  usually  been  formed  by 
^casting,  and  consequently  add  greatly  to  the  weight  of  the  tubes,  besides 
**  being  subject  to  other  serious  objections.     In  our  invention  we  strengthen  the 

50  "  end,  or  each  end,  of  tMe  tube  or  bobbin  by  means  of  a  ring,  preferably  made  of 
"  tin  plate,  sheet  brass,  or  other  thin  metal,  which  is  stamped,  pressed,  or  spun 
**  into  form.  For  some  purposes  the  ring  is  flanched  at  one  end,  and  the  edge 
**  of  the  flanch  is  turned  up  so  that  when  the  ring  is  forced  on  the  tube 
**  or  bobbin,  the  said  edge  penetrates  into  the  wood  or  other  substance  com- 

55  "*  posing  the  tube,  or  enters  the  bore  a  short  distance.  The  ring  is  further 
^  secured  by  spinning,  milling,  or  pressing  down  the  other  edge  over  a  shoulder 
^  into  a  groove  turned  in  the  tube  or  bobbin.    In  the  oases  of  very  thin  tubes. 
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such,  for  example,  as  are  used  in  ring  spinning,  we  use  a  very  light  ring, 
which  is  formed  in  a  J,  L  or  U  shape  in  cross  section,  or  into  other 
suitable  stiff  forms  as  hereinafter  specified.  We  enlarge  the  bore  at  the 
end  of  the  tube  for  a  short  distance  and  force  the  ring  into  this  enlargement, 
and  then  fill  up  the  enlarged  bore  from  the  ring  to  the  end  of  the  tube 
with  a  wooden  ferule  or  bush.  And,  in  order  that  our  said  invention 
may  be  properly  understood,  we  will  now  proceed  more  particularly  to 
describe  and  ascertain  the  same,  reference  being  had  to  the  annexed  sheet 
of  drawings,  and  to  the  letters  and  figures  marked  thereon.  Pig.  1  is 
a  sectional  view  of  an  ordinary  press  intermediate  slubbing  or  roving  tube, 
to  which  our  invention  is  shown  applied.  The  ring  (a)  at  the  foot  of  the 
tube  is  made  of  tin  plate,  sheet  brass,  or  other  light  metal,  and  is  formed 
in  any  suitable  manner  in  the  required  shapes.  In  the  example  shewn 
the  ring  is  flanched  at  the  lower  end,  the  outer  edge  of  the  fianch  being 
turned  up  so  as  to  enter  the  bore  of  the  tube  for  a  short  distance.  To  secure 
the  ring  in  position  the  upper  edge  is  milled  or  pressed  over  a  shoulder  on 
the  tube,  which  prevents  it  from  being  withdrawn.  The  driving  slots  (b) 
may  be  sawn  or  cut  through  both  the  metal  and  the  material  of  the  tube,  or 
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if  preferred,  the  slots  may  be  cut  in  the  tube  previous  to  the  application  of 
the  ring,  and  portions  of  tne  ring  be  pressed  or  folde*  down  into  the  driving  ^ 
slots.  The  upper  end  of  the  tube  is  or  may  be  provided  with  a  similar  ring 
(c).  Pig.  2  is  a  sectional  view  of  a  similar  tube,  wherein  the  upturned  portion 
of  the  fiange  on  the  ring  (a)  is  forced  into  the  substance  of  the  tube  end 
instead  of  entering  the  bore  as  described  and  shewn  with  reference  to  Fig.  1. 
In  both  of  these  examples  a  shoulder  is  shewn  on  the  outside  of  the  lower  25 
end  of  the  tube,  over  which  shoulder  the  edge  of  the  ring  can  be  bent  or 
milled.    Fig.  3  shews  a  tube  formed  without  such  shoulder  aad  having  the 
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"  edge  of  the  ring  milled  or  pressed  against  or  into  the  material  of  the  tube,  or 

"  into  a  groove  formed  for  its  reception " 

The  material  parts  and  material  figures  of  the  Complete  Specification  of 
Wilson  (No.  18,790  of  1891)  were  as  follows  :— "  My  invention  relates  to  the 
5  **  bobbins  and  tubes  used  to  carry  rovings  and  yam  as  is  well  understood  and 
"  consists  of  improvements  in  an  invention  for  which  Letters  Patent  Number  1772 
**  of  the  year  1881  were  granted  to  Joshua  Henry  Wilson  and  Lawrence  Wilson, 
'*  In  this  earlier  invention  bobbins  and  tubes  were  strengthened  by  means  of 
^  rings  or  hoops  made  of  thin  sheet  metal  stamp^  pressed  or  spun  into  form. 

10  '^  A  hoop  which  has  been  largely  used  by  my  firm  since  the  date  of  the  said 
"  Letters  Patent  is  in  the  form  of  a  cylindrical  shell  flanged  inward  at  one  end 
^  and  having  the  margin  of  the  flange  turned  inward  so  as  to  extend  inside  the 
^  shell  or  into  a  groove  concentric  with  the  same.  When  this  hoop  is  applied 
"  the  inward  projection  enters  the  bore  of  the  tube  or  bobbin  or  the  groove  cut 

15  "  therein.  In  practice  these  hoops  answer  their  intended  purpose  very  well 
"  but  it  has  been  considered  advisable  to  render  their  attachment  more  secure 
'*  especially  in  some  of  their  applications  and  this  is  the  principal  object  of  my 
'*  invention. 

"  In  the  case  of  plain  cylindrical  tubes  not  having  shoulders  to  aid  in  securing 

20  ^^  the  hoop  it  has  not  been  possible  to  obtain  as  firm  a  hold  upon  the  tube  as  is 
*'  desirable.  To  obviate  this  defect  I  turn  inward  the  edge  of  the  hoop  at  the 
**  opposite  end  to  the  one  which  is  flanged  as  aforesaid.  This  turned-in  edge 
"  forms  an  additional  flange.  Without  some  other  change  in  the  formation  of 
"  the  hoop  this  additional  flange  would  prevent  the  hoop  froin  being  forced 

25  ^  upon  the  tube.  To  get  over  this  difficulty  I  make  the  hoop  of  a  conoidal  form 
"  instead  of  a  cylindrical  form  as  aforesaid,  the  amount  of  taper  being  sufficient 
"^  to  enable  the  inner  edge  of  the  flange  to  pass  on  to  the  tube.  When  the  hoop 
"  is  being  applied  it  is  condensed  or  contracted  by  spinning  or  by  the  pressure 
*'  of  dies  or  by  suitable  means  so  as  to  reduce  the  hoop  to  the  cylindrical  form 

30  "  the  additional  flange  being  forced  into  the  wood  or  material  of  the  tube  or 
"  into  a  groove  cut  therein.  When  so  applied  the  hoops  cannot  come  off  in  use. 
"  In  the  cases  of  hoops  for  shouldered  tubes  I  force  the  additional  flange  over 
"  the  shoulder  and  into  the  material  or  into  a  groove  and  in  some  or  in  all  cases 
**  I  propose  to  make  such  flange  of  a  form  which  will  admit  of  its  being  turned 

35  **  inward  toward  the  tube  in  an  inclined  or  curved  direction  toward  the  other 
"  end  of  the  hoop  so  as  to  form  a  rounded  or  *  beaded '  shoulder.  I  carry  out 
'*  the  same  principle  in  the  application  of  the  protecting  hoops  rings  or  caps — 
"  which  may  not  in  all  cases  be  cylindrical — ^to  the  other  forms  of  tubes  pirns 
^*  or  bobbins  making  them  too  large  in  the  first  instance  and  contracting  them 

40  **  in  the  application  so  as  to  force  the  additional  flange  or  edge  into  the  material 
"  or  into  a  receiving  groove.  In  the  cases  of  lining  ferrules  I  employ  the 
*'  converse  method  of  making  the  ferrules  too  small  and  by  expanding  them  in 
^*  the  application  so  as  to  force  a  projecting  edge  into  the  material. 

"  In  order  that  the  nature  and  object  of  my  invention  may  be  clearly  under- 

45  "  stood  I  will  describe  the  same  more  fully  with  reference  to  the  accompanying 

"  drawings.    In  the  said  drawings,  Fig.  1  represents  one  of  my  improved  hoops. 

"  Fig.  2  shows  the  hoop  in  position  upon  the  end  of  a  tube.    Fig.  3  shows  the  same 

^^  hoop  and  tube  end  when  the  application  is  completed  by  compressing  the  hoop. 

**  In  Fig.  1  a  is  the  part  of  the  hoop  which  has  hitherto  been  made  cylindrical 

50  *^  but  which  I  make  conical  and  a^  is  the  additiojial  turned  in  edge  or  flange. 
^  The  parts  a^  and  a^  are  made  as  usual.  The  amount  of  taper  in  the  shell  a  is 
^  such  as  that  the  tube  end  will  pass  through  the  circular  hole  at  a^  a^  as 
"  indicated  in  Fig.  2  in  which  b  represents  the  upper  end  of  a  tube  such  for 
"  example  as  a  slubbing  or  roving  tube.    A  groove  c  is  turned  on  the  outside  of 

55  "  the  tube  to  receive  the  edge  a^  when  the  hoop  is  contracted  as  hereinafter 
"  described.  Fig  2  show^  the  hoop  got  into  position  upon  the  tube  but  not 
^  fixed.    To  fix  the  tube  I  compress  the  hoop  between  dies  which  are  caused 
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to  move  radially  towards  the  tubes  so  as  to  press  the  hoop  in  several  directions 
upon  the  tube  or  I  adopt  other  suitable  means  which  will  cause  the  hoop  to 
contract  in  diameter,  until  it  tightly  fits  the  tube  as  in  Fig.  3.  It  will  be  seen 
that  in  this  construction  the  edge  a}  becomes  forced  into  the  groove  at  c. 
When  so  applied  the  hoop  is  very  secure  so  that  it  could  not  be  removed 
without  cutting  it  or  the  bobbin  in  pieces.  Another  advantage  arises  from 
the  fact  that  the  sharp  or  cut  edge  at  a^  is  completely  embedded  in  the  wood 
of  the  tube  and  a  smooth  finish  is  obtained  so  that  there  is  no  sharp  edge  to 
cut  or  catch  the  yam.  Th^additional  flange  a}  also  increases  the  strength  of  the 
hoop.  In  Fig.  9  /  is  the  lower  end  of  a  bobbin  such  as  is  used  in  ring  spinning 
and  ^  is  a  lining  ferrule  which  I  insert  in  the  bore  of  the  bobbiii.  This  differs 
from  ferrules  which  my  firm  has  applied  for  some  years  in  that  it  is  formed 
with  an  outwardly  projecting  edge  at  ^^  and  that  it  is  made  of  a  conical  form 
as  indicated  in  Fig.  8.  The  diameter  across  the  end  g^  is  made  about  equal 
to  the  inside  diameter  of  the  bobbin  end  so  that  the  ferrule  can  be  pushed  up 
into  the  bobbin.  When  in  position  the  ferrule  is  expanded  from  the  conical 
to  the  cylindrical  form  the  edge  g^  being  thereby  forced  into  a  groove  cut  at 
g^  to  receive  the  edge.  It  will  be  seen  that  the  cut  edge  at  g^  is  buried  in  the 
wood  and  the  loop  becomes  inseparably  attached  to  the  bobbin." 
There  were  four  claims  of  which  the  first  was  as  follows :— "  1.  The  wood 
tube  end  b  combined  with  the  metal  hoop  a  a}  a?  o?  compressed  to  the 
cylindrical  form  so  as  to  fit  the  tube  and  to  force  the  part  of  into  the  groove  r 
as  set  forth  " 


Cu^      FIG.I. 
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The  action  was  tried  on  the  22nd,  23rd,  and  27th  of  January  1900,^  before 
Mr.  Justice  Bruce^  who  held  that  the  application  ol  the  device  of  a  folded  over  25 

*  Mr.  8winbume  (oalled  on  behalf  of  the  Plaintiffs)  gave  evidence  that  the  object  of  the  ferrnle 
was  to  strengthen  the  end  of  the  bobbin,  to  prevent  it  splitting,  and  at  the  same  time  not  to 
present  any  rough  edge  that  would  catch  the  fibres  of  the  thread  ;  that  one  of  the  former  methods 
of  holding  a  ferrule  on  was  by  making  dents,  or  centre-punch  pops,  with  a  pointed  tool,  in  the 
ferrule.  This  method  had  defects  which  were  shown  in  the  exhibit  J.  S.  2--the  brass  was  split, 
the  ferrule  was  made  uneven,  and  it  was  loose.  A  second  method  was  to  turn  the  upper  edge  of 
the  ferrule  in,  and  to  let  it  rest  in  a  groove  made  round  the  wood ;  that  had  the  disadvantage  of 
weakening  the  wood.  None  of  the  previous  methods  were  satisfactory  compared  with  the 
invention  in  question.  In  cross  examination  he  said  that  the  invention  consisted  in  doubling  over 
the  bottom  of  the  ferrule  and  applying  it  as  described.  The  doubling  over  was  not  invention  in* 
itself — it  was  a  well-known  device  for  making  a  smooth  edge.  Neither  J.  8.  8  (which  was 
admitted  to  have  been  made  before  the  date  of  the  Patent),  nor  J  S.  9  (not  so  admitted),  nor  the 
Specifications  of  Wilson  of  1881  and  1891  would  teach  the  public  the  patented  device. 

Mr.  Cheenwood  said  that  the  Plaintiff  Company  had  sold  over  18  millions  of  bobbins  having  the 
patented  ferrule  applied  to  them,  and  he  and  other  witnesses  gave  evidence  in  favour  of  the 
tttiUcy  of  the  Patents 
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edge  to  a  ring^  so  made  as  to  be  capable  of  compression  from  the  conoidal  to  a 
cylindrical  form,  so  that  such  edge  might,  by  compression,  be  so  lessened  in 
diameter  as  to  hold  the  ring  in  place,  -was  new  ;  that  there  was  a  substantial 
exercise  of  inyentive  power ;  that  the  Patent  had  not  been  anticipated  by  the 
5  prior  users  alleged,  and  in  particular  not  by  J.  S.  8,  a  ring  and  bobbin  with  the 
upper  edge  of  the  ring  folded  over ;  and  that  the  Patent  was  valid.  Judgment 
was  given  for  the  PlaintifEs,  with  a  certificate  as  to  validity  and  costs.  The 
Defendants  appealed.  The  Court  of  Appeal  held  that  the  Patent  was  invalid 
on  the  ground  that  the  third  claim  was  for  the  ferrules  per  se,  and  was  bad,  and 

10  also  (the  Master  of  the  Rolls  dissenting  on  this  point)  on  the  ground  that, 

having  regard  to  the  prior  Specifications  and  previous  knowledge,  there  was  no 

invention  and  no  subject-matter.     The  appeal  was  allowed.     The  Plaintiffs 

appealed  to  the  House  of  Lords  and  the  appeal  now  came  on  for  hearing. 

MoulUm^  K.C.,  and  J.  C.  Oraliam  (instructed  by  W.  J.  and  H.  Tremellen^ 

U  agents  for  Blair  and  Seddon^  of  Manchester)  appeared  for  the  Appellants ; 
r,  Terrell,  K.C.,  and  R.  Wright  Taylor  (instructed  by  Booke  &  Sons^  agents  for 
Raley  A  Sons^  of  Bamsley)  appeared  for  the  Respondents. 

The  interrogatories  referred  to  in  the  argument  were  as  follows : — 1.  Have 
you,  at  any  time  between  the  18th  of  January  1896  and  the  24th  of  May  1898, 

80  and  when,  manufactured  *^  sold  rinps,  hoops,  shields,  or  ferrules  for  applica- 
tion to  tubes,  bobbins,  pirns,  and  flanges,  constructed  according  to  the  shield 
marked  W  V  W  1,  hereto  annexed,  or  only  colourably  differing  therefrom  ? 
2.  This  interrogatory  related  to  a  different  date.  3,  4,  5,  related  to  the  manu- 
&ctnre  or  sale  of  bobbins,  &c.   having  shields   afi&xed  thereto,  constructed 

S  according  to  W  V  W  1. 

The  Order  made  by  Phillimore^  J.,  in  Chambers,  containing  the  admissions 
was  as  follows : — **  Upon  hearing  Counsel  for  Plaintiffs  and  Defendants,  upon 
*•  appeal  from  the  decision  of  Master  Wilberforce,  dated  the  9th  of  May  1899,  it 
^is  ordered  that  interrogatories  are  not  to    be    answered,    the    Defendants 

30  **  admitting  that  they  have  in  fact  done  those  things  which  the  draft 
•*  interrogatories  suggest,  &c." 

Drawings  of  the  exhibits,  referred  to    in  the  arguments,  taken  from  the 
RespondeQts'  case  will  be  found  on  the  following  page. 
MouUonj  K.C.,  for  the  Appellants. — The  Patent  relates  to  the  method  of 

35  securing  metal  to  bobbins,  pirns,  &c.  These  articles  are  subject  to  rough 
usage,  and  may  easily  split.  It  has  become  customary  to  tip  them  with  ferrules 
—generally  at  both  ends — but  where  the  end  is  rounded-off  only  at  one  end. 
The  difficulty  has  been  to  so  fix  them  that  a  rough  edge  shall  not  be  exposed  to 
the  material  floated  off  the  bobbin ;  a  rough  or  broken  edge  producing  a  tangle 

40  and  consequent  waste.  Since  1881,  the  Patentee  has  been  attempting  to  procure 
a  perfect  method  of  attaching  the  ferrule  to  the  bobbin.  Upon  a  bobbin  or 
tube  with  a  shoulder  a  ferrule  may  be  fitted  with  little  difficulty  ;  but  without 
a  projecting  bead  or  shoulder  to  retain  the  ferrule  the  difficulty  is  great  {see 
Figs.  1  and  3  of  1881,  ante).     Wilson  (No.  1772  of  1881)  had  a  method  of  fixing 

45  the  ferrule  similar  to  that  of  an  umbrella  ferrule,  the  ferrule  being  fastened  by 
"punching."  This  when  so  fitted  caught  the  yarn.  Further  attempts  were 
made  by  the  Plaintiffs  to  overcome  the  difficulties  which  resulted  in  Wilson 
No.  18,790  of  1891 ;  he  made  a  ferrule  with  tumed-in  edge  at  the  top 
(this  beiug  old)  (see  Fig.  1  a%  but  turned  in  at  right  angles  the  lower  end  of 

50  the  ferrule,  and  made  a  narrow  groove  in  the  wood  of  the  bobbin  for  the  recep- 
tion of  the  edge  thus  turned  in  {see  Fig.  2).  Upon  compression  Fig.  2  became 
Fig.  3.  Theoretically,  by  this  means  the  necessity  for  a  shoulder  was  obviated, 
and  a  smooth  edge  and  a  tightly  fitting  ferrule  were  obtained.  When  practi- 
cally tried  it  resulted  in  failure,  the  lower  poHion  of  the  ferrule  buckled,  and 

55  Fig.  2  did  not  become  Fig.  3.  The  Patentee  sought  a  solution  of  the  problem 
•  and  eventually  was  successful  in  1895.    The  difference  between  the  Patent  of 
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1H81  and  that  of  1^95  is  that,  by  turning  the  material    back  upon  itself 
before  compression,  a  practical  result  can  be  obtained,  i.e.,  buckling  is  avoided. 


J  S  8 
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a  smooth  edge  obtained,  and  Fig.  2  becomes  Fig.  3  after  compression.    This  was 
the  first  time  anybody  had  thought  of  pressing  in  the  doubled  edge  or  lip.  , 
.With  soft  wood  no  preliminary  cut  in  the  wood  is  necessary ;  with  hard  woodi 
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some  scoring  is  necessary.  The  essence  of  the  invention  is  the  idea  of  starting 
with  the  doubled  lip  and  embedding  it  by  compression.  The  evidence  shows 
that  it  is  new.  Thirty-eight  millions  have  been  sold.  Claims  1  and  3  are 
different  forms  of  the  same  claim.  The  Respondents  contend  that  Claim  3  is, 
5  for  the  ferrule  per  se,  [Lord  Davby. — What  is  the  difference  between  Claims 
1  and  2  ?]  Claim  2  is  the  same  claim,  but  for  application  to  both  the  top  and 
bottom  of  the  ferrule  as  shown  in  Fig.  6.  [Lord  Davby. — I  should  have 
ihoxkghi  primd  fade  that  Claim  3  was  a  claim  to  the  ferrule  jt>^  seJ]  It  is  not 
that  you  may  not  make  the  ferrule  for  any  purpose,  but  that  you  may  not 

10  make  it  **  substantially  as  described  "  "  for  application  to  tubes  and  bobbins." 
Tweedale  v.  ABhworth  (9  R.P.C.  128)  applies.  The  true  construction  of  the 
Specification  is  that  the  Patentee  has  a  definite  invention  for  an  improved 
method  of  forming  and  applying  light  metallic  rings  to  bobbins  and  pirns. 
It    is    submitted    that    the    Specification    ends    in    an    improved    ring    or 

15  ferrule  in  position.  If  this  is  so,  the  invention  has  been  used  by  the 
Respondents  since  the  ferrule  in  its  finished  form  could  not  be  obtained 
without  the  use  of  the  invention.  They  use  the  ferrule,  but  cut  a  groove  for  the 
reception  of  the  lip.  The  case  is  covered  by  Lord  Caima'  Judgment  in 
BritisJi  Dynamite  Company  v.  Krehs  (13  R.P.C.  190)  ;    also  by  Plimpton  v. 

2U  Spiller  (L.R.  6  Ch.  D.  428).  Taken  by  itself  that  claim  could  not  be  sustained, 
but  the  Judge  came  to  the  conclusion  that  it  was  not  intended  to  increase  the 
ambit.  Claim  3  is  to  be  treated,  not  as  enlarging  the  ambit,  but  as  something 
appendant  to  the  invention.  Brucey  J.,  supported  this  construction.  The  issue 
really  raised  before  him  was  on  subject-matter,  the  argument  being  that  the 

25  improvement  was  too  trifiing.  If  this  was  not  obvious  and  the  change 
produces  a  useful  result  the  argument  fails.  [Lord  Davby.— Folding  back  to 
get  the  double  edge  is  not  new,  but  it  is  said  tliat  compressing  it  afterwards  is 
new.^  Yes,  and  the  success  has  been  remarkable.  In  neither  of  the 
anticipations  relied  upon  is  the  invention  disclosed.    They  were  cases  where 

30  either  a  shoulder  was  used  on  the  bobbin  or  a  ferrule  was  made  with  a  doubled- 
over  edge— not  doubled  upon  itself.  This  Patent  is  the  first  instance  of  a 
ferrule  with  a  small  lip  doubled  upon  itself  and  pressure  afterwards  applied  to 
embed  it  in  the  wood  and  make  it  the  right  size.  [The  Judgment  of  Brucey  J., 
was    read,    and    also    the    Judgments   of  Smithy    M.R.,    Collins^  L.J.,  and 

35  Stirling^  L.J.]  The  allied  instance  of  prior  publication  J.  S.  8  was  a  case 
where  the  folded  edge  is  not  compressed  ;  instead  of  the  folded  edge  going  on 
first,  as  in  the  Patentee's  invention,  it  is  put  on  last,  does  not  act  as  a  fastener, 
and  without  a  shoulder  over  which  to  mill  the  other  end  the  ferrule  would 
come  off.    It  is  only  possible  to  use  it  with  a  shoulder  or  bead.     [Lord  Shand. 

40  —Does  not  the  absence  of  a  statement  that  in  many  cases  you  require  to  make 
a  groove  make  your  Patent  bad  ?]  Insufficiency  has  not  been  pleaded.  [The 
Lord  Chancbllob. — You  say  it  is  a  good  Patent  if  it  is  a  good  mode  of 
manufacture  ?]  Tes,  they  found  ex  ahundante  cauteld  that  it  was  better  not  to 
have  to  effect  the  result  solely   by    compression — in    hard    wood.      [Lord 

45  Shand.— The  groove  is  mentioned  in  Wilson  (No.  18,790  of  1891)  ;  does  he  say 
anywhere  in  the  1895  Patent  that  he  dispenses  with  it  ?]  The  evidence  shows 
that  the  cut  groove  in  Fig.  2  of  1891  weakened  the  bobbin.  Lines  18 
to  20  of  the  Complete  Specification  of  1895  show  that  in  the  Patentee's  view 
a    groove    is    not     necessary.      The    real     invention    is     not     dispensing 

50  ^th  the  groove ;  the  essence  of  the  invention  is  putting  on  a  ferrule 
having  a  turned  over  lip  at  the  foremost  end  and,  after  it  has  been 
put  in  place,  compressing  the  ferrule  into  the  wood.  It  is  found  better,  in 
practice,  with  hard  wood  to  ease  the  operation  of  compression  by  a  little  scoring. 
[Lord  Davby. — If  the  manufacturer  follows  the  directions  of  the  Specifica- 

55  tion  he  finds  that  he  does  not  succeed  except  in  soft  woods.]  The  amount 
of' pressure  is  not  of  the  essence  of  the  invention  ;  by  the  Appellants'  process  the 
lip  i&  pressed  into  the  fibre  of  the  wood,  and  in  the  case  of  hard  wood  there  is 
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only  a  small  scoring  necessary.  If  anyone  had  applied  the  Appellants*  invention 
in  his  way,  bat  in  doing  so  had  chosen  to  help  the  pressure  on  by  taking  a  little 
wood  away,  he  would  have  used  the  Appellants*  invention.  To  form  an  exag- 
gerated idea  of  one's  Patent  is  not  to  fail ;  the  Patentee  has  described  something 
and  claimed  it ;  he  has  stated  too  enthusiastically  the  consequences — ^that  will  5 
not  make  the  Patent  bad.  [Lord  Davby. — The  description  is  in  terms  made 
to  apply  to  all  woods ;  it  is  only  applicable  to  soft  woods.]  The  essence  of  the 
invention  is  applied ;  there  is  not  a  failure  in  the  application  to  hard  wood ; 
the  scoring  is  to  avoid  the  liability  of  breaking  the  metal — and  is  a  manufac- 
turing preference.  With  cheap  metal  and  hard  wood  there  is  failure  ;  you  10 
do  not  substitute  better  metal,  but  simply  ease  it  by  making  a  scratch  on  the 
wood.  The  essence  of  the  invention  is  the  ferrule  as  made  and  applied.  The 
Defendants  use  it,  but  they  partly  prepare  the  wood  by  a  groove.  fLord 
Da  VET. — ^What  strikes  one  is  that  your  first  claim  is  for  a  process,  and  the 
third  claim,  if  for  anything,  is  for  a  piece  of  metal.]  But  that  is  in  connection  15 
with  the  process.  It  is  within  Tweedale  v.  Ashworth  (9  R.P.C.,  tnde  Lord 
Morris^  p.  129).  [Lord  Shand.— Is  not  this  a  Patent  for  a  thing  rather  than 
for  a  process  ?]     It  is  a  Patent  for  a  thing  as  put  on. 

J.  C.  Graham  followed,  citing  Vickers  Sons  &  Co.  v.  Siddell  (7  R.P.C.  292 ; 
L.R.  15  A.C.  406),  on  novelty  and  subject-matter,  and  dealing  with  tbe  con-  20 
struction  of  the  Specification. 

T.  Terrell^  K.C.,  for  the  Respondents. — We  contended  before  Bruce^  3^  that 
the  Appellants  had  to  abandon  pressing  in  because  the  ferrules  would  not  hold 
on.  When  pressed  upon  the  point  in  the  Court  of  Appeal  they  produced  an 
exhibit  O.  I.  as  being  made  according  to  the  Specification  without  either  a  25 
groove  or  score.  [The  exhibit  was  handed  in.]  This  exhibit  shows  that  it  is 
not  really  pressed  in.  [Lord  Shand. — Is  not  the  dispute  whether  in  soft  wood 
grooving  is  necessary  ?  In  hard  wood  grooving  or  scoring  is  necessary.]  On 
the  evidence,  grooving  is  necessary  in  every  case.  The  evidence  given  on 
behalf  of  the  Appellants  was  that  they  made  so  many  millions  of  the  patented  30 
ring  according  to  the  Specification,  but  that  evidence  is  unsatisfactory.  [The 
Lord  Chakoellob. — Did  you  g^ve  any  evidence  to  the  contrary  ?]  No,  the 
question  of  pressing  in  did  not  arise  till  the  end  of  the  case.  [Lord  DAVBY. — 
At  that  time  they  were  going  on  Fig.  3.]     Yes.    The  first  interrogatory  was  :— 

"  Have  you  at  any  time    .    .    .    manufactured  *^    sold  rings,  hoops,  shields,  35 

^*  or  ferrules  for  application  to  tubes,  bobbins,  pirns,  and  flanges  constructed 
"  according  to  the  shield  W.  V.  W.  1  hereto  annexed,  or  only  colourably 
**  differing  therefrom  ?"  We  admit  that,  but  if  their  case  rests  on  pressing  into 
the  wood,  then  they  have  asked  us  nothing  in  regard  to  that,  and  we  have 
not  infringed  Claims  1  and  2,  inasmuch  as  we  have  had  a  groove  cut*  in  the  40 
wood.  [Lord  Shakd. — They  did  not  consider  it  necessary  to  go  further.  They 
say :  — "  i  ou  admit  that  you  make  that,  and  that  is  exactly  the  thing  that  we 
"  should  press  into  our  wood."]  Yes,  we  admit  that,  as  applied  to  bobbins,  &c., 
if  ** applied"  does  not  mean  "pressing  in."  [Lord  Davby. — If  Claim  3  is 
good,  as  a  claim  for  a  ferrule  applied  to  bobbins,  you  have  infringed.]  45 
The  interrogatories  involve  that,  but  not  the  question  of  how  applied.  As  to 
construction,  the  Specification  declares  that  it  is  an  improvement  upon 
the  1691  Patent ;  the  documents  must  therefore  be  read  together  to 
determine  the  meaning  of  the  1895  Specification.  [Tubes  v.  Perfecta  Seamless^ 
4kc.^  Company  was  referred  to.]  The  first  claim  of  Wilson  1891  {see  Figs.  1, 2, 3)  50 
is  a  claim  for  compressing  from  a  conoidal  form  to  a  cylindrical  form  and  for 
compression  taking  place  into  the  cut  groove — ^that  is,  a  combination  of  the 
ferrule,  the  groove,  the  metal  hoop,  and  the  process  of  striking  the  article  into 
the  groove.  Claims  2,  3,  4  and  5  are  also  combination  clai|ps  claiming  the 
groove,the  mode  of  fastening,  &c.  The  evidence  shows  that^exoept  for  the  groove,  55 
Fig.  9  of  1891  is  the  ferrule  of  1895.    No  evidence  has  been  adduced  to  show 
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in  the  language  of  the  Specification  that,  with  the  tamed-in  edge,  pressure 
alone  is  sufficient  to  embed  that  edge  in  the  wood.  The  case  before  Bruce^  J., 
was  that  the  folded  edge  was  the  pith  and  marrow  of  the  invention  ;  we  sought, 
therefore,  to  show  that  there  was  no  invention  in  that  per  se.    The  tenor  of  the 

5  Specification  of  1895  is  that  it  is  nnnecessary  to  weaken  the  bobbin  by  cutting  a 
groove  because  of  the  folded  edges.  Claim  1  is  limited  to  a  ring  '^  which  is 
"  pressed  into  the  wood  " ;  that  is,  distinguished  from  pressing  into  a  groove  as  in 
the  1891  Patent.  The  Patentee  does  not  mean  that  it  is  to  be  pressed  into  a  groove 
ance  the  whole  object  of  the  Specification  is  to  dispense  with  a  groove.    But, 

10  he  cannot  keep  the  ferrules  on  without  a  groove.  [The  LOBD  Changellob. — 
The  Specification  seems  to  point  to  this — ^a  minute  addition  to  the  end  of  the 
ferrule  to  an  extent  necessary  to  make  a  groove  to  keep  it  firm,  that  the  pressure 
will  be  sufficient  to  dispense  with  a  preliminary  groove,  and  that  the  consequent 
indentation  is  so  trifling  as  not  to  weaken  the  1x>bbin  itself.]    Yes,  that  in  one 

15  sense  there  should  be  a  groove  to  be  made  by  the  pressure  applied  to  the  metal. 
Bot,  it  does  not  work.  In  the  first  and  second  claims  the  Patentee  insists  that 
they  are  pressed  into  the  wood ;  it  is  said  we  have  infringed  Claims  1  and  3,  but 
the  interrogatories  did  not  ask  whether  we  pressed  into  the  wood,  and  BrucBy  J., 
took  the  admission  of  the  use  of  the  ferrule  as  an  admission  of  infringement. 

20  [The  Lord  Chancellor.— Tour  witness,  Mr.  Wilson^  is  asked  by  you,  "How 
"do  you  fasten  your  ferrules  to  the  bobbins?"  and  the  answer  is,  "By 
"pressnre."  That  seems  to  be  inconsistent  with  what  you  are  arguing.]  They 
are  also  fastened  by  pressure  in  the  1891  Patent,  but  there  is  a  cut  made  for  the 
purpose.    All  these  ferrules  are  fastened  by  pressure,  but  the  pressure  alone  is 

25  not  sufficient  to  drive  them  into  the  wood  without  a  cut  or  groove.  The  public 
are  entitled  to.  know  what  they  may  or  may  not  do.  This  Specification  does 
not  tell  them.  We  cut  a  groove  and  use  pressure,  but  that  is  disclosed  in  the 
1891  Pfttent.  The  evidence  is  that  without  the  groove  the  shields  come  off. 
Up  to  the  point,  when  Mr.  Wilson  was  called,  Mr.  MouUon's  case  had  been, 

30  **  I  have  a  doubled  over  edge  ;  1  have  a  conoidal  shape  ferrule  ;  I  drive  that 
**  into  the  wood  so  that  the  edge  is  embedded  into  the  wood,  and  the  advantage 
'^  I  get  is  that  the  edge  thickens  instead  of  buckling."  That  is  not  the  Specifi- 
cation ;  it  is  a  discovery  that  has  been  made  since.  The  witnesses  have 
admitted   that  J.  S.  8,    an  admitted  anticipation    (Samuel    Wilson's)   and 

35J.  S.  9  (not  connected  with  the  Plaintiffs)  are  for  all  practical  purposes 
the  same  as  the  ferrule  claimed  in  the  1895  Patent.  The  turned  over  edge  in 
J.  S.  8,  if  put  into  a  groove,  is  old.  The  Appellants  attempt  to  distinguish 
between  a  turned  over  edge  being  at  the  bottom  of  the  ferrule  as  in  J.  S.  8,  and 
at  the  foremost  end  as  in  their  Patent.    But  in  Figs.  6  and  7,  under  Claim  2, 

40  of  1895,  both  edges  are  turned  over  and  claimed.  We  did  not  connect  J.  S.  9 
with  the  Plaintiffs,  and  for  that  reason  Bruce^  J.,  said  it  was  not  satisfactory. 
Another  similar  exhibit— J.  S.  10— was  proved.  [The  LORD  Chancbllor.— 
Except  by  way  of  contrast,  namely,  that  it  is  much  the  same  as  the  1891 
Patent,  J.  S.  9  is  not  material.]    It  is  material,  because  the  edge  of  the  ferrule 

45  of  1891  was  turned  at  right  angles,  whereas  in  J.  S.  9  it  is  turned  over  on  itself. 
The  turning  over  upon  itself  for  these  purposes  is  old,  and  the  only  thing 
suggested  to  be  new  in  this  Patent  is  the  pressing  into  the  wood,  and  this 
in  practice  they  do  not  do.  In  all  the  exhibits  the  edge  turned  over 
on  itself  performs  all  the  functions  performed  by  the  Appellants'  Patent,  t.c., 

50  holding  on  the  ring  and  offering  a  smooth  edge.  [The  Lord  Chanobllor. — 
This  is  one  of  the  most  unsatis^tory  parts  of  the  case  ;  from  first  to  last  in 
the  case  you  have  not  said  :  "  You  say  this  is  the  merit  of  the  invention. 
''Can  you  show  me  a  single  one  which  has  this  effect"?]  It  was  only 
when  we  got  to  the   Court  of   Appeal  that  we  appreciated  that  aspect  of 

55  the  case.  When  the  case  was  opened  no  mention  was  made  of  any  advantage 
in  pressing  into*  the  wood.  [The  Lord  Chancellor. — But  there  is  the 
Specification  itself.    You  have  pointed  out  ^ith  great  force  what  the  merit  of 
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the  invention  is  according  to  the  Specification.  It  ought  to  have  been  made  the 
subject  of  inquiry  if  you  were  going  to  say  it  would  not  be  effective.]  We  asked 
the  Plaintiffs  in  the  Court  of  Appeal  whether  they  had  applied  one  of  these 
things  to  soft  wood  without  grooving  or  scoring.  [The  LORD  CHANCELLOR. — 
That  is  exactly  what  I  object  to.]  It  was  for  them  to  put  their  invention  5 
forward.  We  met  it  in  the  Court  of  Appeal.  [The  Lord  Chanobllor.— 
Your  point  now  is  that  the  whole  thing  is  a  failure,  and  that,  unless  there  is  a' 
prepared  groove,  it  will  not  work.]  Yes.  The  issue  of  infringement  rests 
upon  the  admissions,  and  upon  the  admissions  there  is  no  evidence  of 
infringement  of  Claims  1  and  2.  [Lord  Davby. — Bruce^  J.,  holding  Claim  3  10 
to  be  good,  was  right  in  saying  you  admitted  infringement.]  Claim  3  is  to  be 
construed  as  a  repetition  of  Claims  1  and  2  ;  we  have  not  infringed  Claims  1 
and  2  because  we  have  not  done  that  which  is  essential,  i.^.,  to  press  it  into 
the  wood ;  we  make  a  groove  and  then  apply  pressure.  [The  LORD 
Chancellor. — In  an  admission  which  takes  the  form  of  that  here,  you  are  15 
supposed  to  admit  all  that  is  suggested  in  the  interrogatories.]  They  were 
taking  the  view  that  the  ferrule  by  itself  was  the  subject-matter  of  the 
Patent.  If  Claim  3  is  to  be  read  as  if  it  were  rings  and  ferrules  for  application, 
whether  the  bobbin  is  grooved  or  not  grooved,  that  is  what  we  have  admitted. 
[The  Lord  Chancellor. — I  do  hope  we  shall  have  no  more  admissions  in  20 
this  form.  If  you  mean  to  make  an  admission  you  had  better  make  one  in 
plain  terms.]  British  Dynamite  Company  v.  KrebSy  and  Plimpton  v.  Spillev^ 
are  not  authorities  in  this  case.  In  every  case  it  is  a  question  of  construction. 
On  the  true  construction  of  the  Specification  we  have  not  infringed. 

Wright  Taylor  followed,  and  dealt  with  subject-matter  and  construction  of  25 
the  Specification,  citing  on  subject-matter  and  prior  user  Harwood  v.  Oreal 
Northern    Railway    Company    (11     H.L.C.     654)  ;    Morgan    v.     Windover 
(7  R.P.C.   131)  ;    and    Longbottom  v.   Sliaw  (6  R.P.C.    497),    and    on    the 
eonstruction  of  the  Specification  Parkinson  v.  Simon  (12  R.P.C.  403); 

Moulton^  K.C.  in  reply. — There  has  been  no  variation  in  the  case  put  before  30 
the  Courts  by  the  Appellants.  [Lord  Davby. — If  that  is  so,  it  appears  to  have 
been  strangely  misunderstood.]  The  invention  consists  in  a  new  method  of 
forming  and  applying  ferrules ;  the  ferrule  is  made  slightly  conoidal  with  an 
edge  turned  in  upon  itself,  and  is  fixed  by  compression  of  that  edge.  This  is 
the  first  instance  in  which  an  inturned  edge  is  formed  into  its  final  size  in  situ.  35 
[The  Lord  Chancellor.^— It  has  been  put  before  us  that  the  real  invention  was 
a  ring  so  arranged  by  being  turned  in  upon  itself  that  the  mere  effect  of  pressure 
upon  the  ring  produced  the  article  ;  that  it  was  a  process  as  well  as  a  product 
requiring  no  groove  to  be  made  but  making  its  own  groove.]  The  ORsential 
part  of  the  invention  is  that  it  is  the  first  instance  of  a  folded  edge  being  4)) 
subjected  after  folding  to  compression  so  as  to  assume  its  final  form.  [Lord 
Davby. — No  exhibit  has  been  produced  in  which  the  folded  edge  is  shown 
buried  in  the  wood  without  some  sort  of  groove.  Fig.  3  of  the  Specification 
and  G.  I.  are  totally  different.  In  the  latter  there  is  a  ledge,  and  the  smooth 
edge  is  obtained  by  placing  the  ferrule  upon  the  ledge.  The  Patentee  does  not  45 
distinguish  between  the  kinds  of  wood.]  It  can  be  done  in  soft  woods.  Whether 
or  not  it  is  facilitated  by  a  preliminary  groove  is  not  of  the  essence  of  the 
invention.  Assuming  the  invention  is  the  invention  described  in  the  Specifica- 
tion a  man  would  not  be  outside  the  invention  if  he  made  a  preliminary  groove. 
The  pith  of  the  invention  is  that  you  get  a  doubled  over  edge  making  a  confining  50 
ring  to  prevent  the  ferrule  coming  off.  Consequently,  assuming  that  grooving 
is  an  additional  thing,  it  cannot  be  said  that  grooving  would  take  one  outside 
the  Patent.  Insufficiency  isfnot  pleaded.  [Lord  Davby. — InsuflBciency  and 
utility  run  into  each  other  very  much.]  With  hard  wood  it  was  only  in  a  few 
cases  that  the  ferrule  was  found  to  be  broken.  55 

Lord  Halsbury,  L,C. — My  Lords,  in  this  case  the  appeal  to  your  Lordships* 
House,  I  think,  will  be  found  to  turn  upon  a  very  narrow  question  of  fact  and 
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if  the  partLes  had  been  aliye  to  ^wliat  the  real  question  was  at  the  time  when  the 
case  was  tried,  I  cannot  suppose  either  that  the  litigation  would  have  followed 
which  has  followed,  or  that  before  any  of  the  Courts  it  would  have  occupied  the 
time  that  it  has  occupied. 
5  My  Lords,  the  Patent,  as  originally  suggested  to  your  Lordships,  is  a  very 
simple  one,  and  I  think  it  is  expressed  in  unusually  clear  language.  Haying 
regard  to  the  multitude  of  the  particular  articles  required  which  this  invention 
is  supposed  to  subserve,  the  facility  of  manufacture  and  the  facility  of  applica- 
tion, both  the  process  and  the  product,  were  of  enormous  value  if  the  Patent 

10  was  good.  Although  it  is  a  comparatively  small  article  required  for  the  cotton 
manufacture  to  which  this  Patent  was  intended  to  be  applicable,  undoubtedly 
that  article  is  made  in  many  millions,  and  the  fact  that  it  is  required 
in  that  quantity,  I  suppose  by  reason  of  the  wasting  of  the  material 
which  is   necessary  for  the  machinery  in  question^    rendered    the     Patent 

15  if  it  was  a  good  one,  both  very  useful  and  to  my  mind,  as  it  was  first  presented 
to  yonr  Lordships,  extremely  ingenious.  It  consisted  in  having  a  metal  ring 
which  had  been  sought  by  more  than  one  inventor  at  an  earlier  period  to 
facilitate  the  making  of  these  bobbins  ;  and  the  Patent  now  in  dispute  is  one 
which  is  made  clear  by  the  ineffectual  efforts  of  the  earlier  Patents  to  accom- 

20  pliah  the  same  object.  It  consisted  in  making  a  metal  ring,  turned  on  the 
inside,  and  I  doubt  whether  I  could  more  tersely  express  both  the  object  and 
the  mode  in  which  that  object  waif  accomplished  than  by  reading  the 
language  of  the  Specification  itself.  The  inventor  says  : — "  Under  an  invention 
"  for  which  I  have  obtained  Her  Majesty's  Letters  Patent  (No.  18,790  of  1891)  I 

25  "  made  such  rings  and  hoops  with  a  projecting  flange  edge  or  lip  standing  at 
^'  about  right  angles  to  the  body  of  the  ring  or  hoop,  the  said  flange  lip  or  edge 
"  being  pressed  into  a  groove  preferably  cut  in  the  wooden  tube  or  bobbin  to 
'*  receive  it."  I  pause  here  because  the  narrative  given  to  us  supplies  an 
explanation  of  what  followed  ;  that  invention  was  a  complete  failure,  it  did  not 

30  effect  the  object  required  and  it  was  never  extensively  manufactured.  The 
Patentee  then  goes  on  : — '^  My  present  invention  is  for  similar  objects  but  instead 
^  of  forming  the  metallic  hoops  or  rings  with  the  said  penetrating  flange  or  lip, 
'•  I  fold  or  double  over  the  lower  part  of  the  hoop,  thus  presenting  a  fiit  raised 
**  band  at  the  foot  of  the  interior  of  the  hoop.    When  the  hoop  is  applied  to  a 

35  '^  tube,  or  bobbin,  or  flange  I  press  this  raised  folded  edge  into  the  wood  of  the 
"  bobbin  or  tube,  the  pressure  being  suflBcient  to  bury  the  folded  edge  in  the 
"  wood,  the  edge  of  the  doubled  over  portion  thus  serving  as  a  confining  ring 
**  to  prevent  the  hoop  from  coming  off.  The  upper  edge  of  the  hoop  is  formed 
*'  as  set  forth  in  my  foregoing  Patent  or  in  any  other  convenient  or  suitable 

40  **  manner  so  as  to  engage  with  or  lay  hold  of  the  tube  or  bobbin  or  flange.  .  .  . 
*^  I  have  found  that  in  these  and  in  other  similar  applications  of  the  ring  a  to 
**  tubes  and  bobbins  the  folded  over  edge  a  2  of  the  ring  or  hoop  a  gives  a 
**  perfectly  secure  holdfast  to  the  hoop  and  obviates  drawbacks  which  occur  in 
"  applying  the  said  metal  hoops  under  my  aforesaid  former  Patent  of  1891 . 

45  "  For  example  it  is  not  necessary  to  groove  or  indent  the  wood  of  the  tube  or 
*^  bobbin  to  receive  the  folded  edge  a  2  as  pressure  alone  suffices  to  sink  the 
**  latter  into  the  solid  wood  where  it  remains  as  a  binding  and  securing  ring." 
If  that  had  been  proved  to  be  practicable  1  confess  for  myself  I  thought  that 
it  was  very  ingenious  and   meritorious    although  it  seemed  only  a  simple 

50  expedient,  the  turning  in  a  ring  of  a  sort  of  ferrule  which  probably  everybody's 
umbrella  has,  accomplishing  those  objects  which  are  set  forth  in  the 
Specification  by  a  very  simple  and  effectual  means. 

My  Lords,  when  I  come  to  find  out  now  what  the  fact  is  it  appears  to  me  that 
there  is  no  foundation  for  the  whole  of  the  allegation  that  the  thing  purporting 

55  to  be  done  has  ever  been  done.    It  is  a  remarkable  thing  that  when  that  issue 
was  actually  raised  in  the  Court  of  Appeal,  a  course  which  I  confess  I  think 
I  m>y^\  and  which  I  somewhat  regret,  the  learned  Counsel  who  was  against 
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this  Patent  very  sternly  protested  that  the  thing  saggested  to  be  done  by  the 
Patentee  could  not  be  done  at  all  and  never  had  been  done,  and  when  an 
opportunity  was  given  to  those  who  were  in  favour  of  the  Patent  to  produce  a 
single  specimen  which  would  prove  the  application  of  the  Patent  in  that 
manner  and  so  prove  that  it  had  been  done,  there  was  an  absolute  failure  to  5 
produce  anything  of  the  sort. 

My  Lords,  to  my  mind  that  would  have  been  enough  to  dispose  of  the  Patent, 
but  we  are  here  upon  a  question  of  infringement,  and  it  certainly  is  a  very 
remarkable  thing  that  here  in  the  final  Court  of  Appeal,  after  the  whole  course 
of  litigation  which  has  been  gone  through,  the  question  now  comes  to  this— if  10 
this  Patent  is  what  it  purports  to  be,  and  if  that  is  what  the  Appellants  are  now 
claiming,  is  there  any  evidence  of  infringement  on  the  part  of  the  present 
Respondents  ?  The  answer  must  be  *^  No  ;  not  one  single  case  is  suggested  of 
'*  infringement,  using  the  Patent  in  the  manner  that  has  been  described  by  the 
^^  Specification."  It  is  true  that  there  is  an  admission,  an  admission  which  I  think  15 
might  have  been  in  itself  a  little  more  clear;  indeed,  it  would  have  been 
pei^ectly  sufficient  if  in  answer  to  the  interrogatories  the  Defendant  had  said  : 
**  Yes,  I  have  done  what  is  suggested,  but  what  then  *'  ?  The  whole  pith  and 
substance  of  this  invention  according  to  the  Specification  which  I  have  just 
read  is  this,  that  besides  having  the  turned  up  edge  of  the  metal  the  effect  of  20 
pressure  upon  the  turned  up  edge  of  the  metsd  is  that  it  makes  its  own  groove 
and  the  metal  becomes  as  the  Specification  describes  it  a  holdfast  or  confining 
ring,  but  the  great  point  both  of  the  process  and  of  the  product  is  this :  that  the 
one  operation  makes  a  confining  ring  or  holdfast  by  the  very  fact  of  having  this 
ring  made  in  this  way  and  so  either  "  burying  it  in  the  wood  "  or  "  pressing  it  25 
^'  in  the  wood,**  or  any  words  that  have  a  similar  signification.  If  that  be  the 
Patent,  one  looks  to  see,  as  I  say,  where  is  the  infringement  ?  I  cannot  find 
the  smallest  evidence  of  any  such  infringement. 

I  confess  I  am  somewhat  surprised  that  it  should  have  come  to  this,  that  at 
the  end  of  this  litigation  I  should  have  to  ask  myself  upon  whom  is  the  ontts  30 
in  order  to  determine  this  question.     I  should  have  thought  that  on  the  one 
hand  the  Patentee  would  have  brought  forward  masses  of  these  things  made 
according  to  tJie  Patent  which  he  would  invite  inspection  of  to  show  how  com- 
pletely it  has  succeeded  ;  on  the  other  hand,  I  should  have  expected  those  who 
were  contesting  the  Patent  to  have  challenged  this  point  at  a  very  early  period  35 
of  the  litigation,  and  said  what  Mr.  Terrdl  certainly  said  very  boldly  in  the 
Court  of  Appeal :  **  The  thing  you  claim  to  do  is  impossible — show  me  a  single 
**  specimen  in  which  it  has  been  done."     As  I  have  said,  it  seems  to  me  that 
there  was  an  absolute  Mlure  to  meet  that  challenge.     My  Lords,  I  confess  I 
feel  that  the  mode  in  which  this  litigation  has  been  conducted  is  one  that  40 
protracts,  and  must  necessarily  protract,  litigation  in  cases  of  this  character ; 
because  if  the  matter  had  been  plainly  dealt  with,  as  it  ought  to  have  been  dealt 
with  originally,  this  litigation  might  have  been  avoided. 

My  Lords,  I  can  understand  the  mode  in  which  the  case  was  originally  tried. 
The  third  claim  here  is  one  for  the  ring  itself,  and  that  the  ring  was  used  is  45 
clear.  If  there  was,  as  the  learned  Judge  below  seemed  to  think,  a  good 
claim  in  respect  of  the  ring  itself  apart  from  the  relation  which  the  ring  bears 
to  the  process  and  the  product,  what  Mr.  Justice  Bruce  said  was  clear  enough. 
Then  that  act  which  he,  perhaps  a  little  inaccurately,  described  as  the  act  of 
infringement  is  proved,  and  we  need  not  trouble  ourselves  further  about  the  50 
infringement.  I  think  the  inaccuracy  consisted  in  using  the  words  *'act  of 
*'  infringement."  The  thing  done  was  admitted,  but  it  never  was  admitted  as 
an  act  of  infringement  except  upon  a  construction  of  the  third  claim  which,  at 
the  very  commencement  of  his  argument,  the  learned  Counsel  for  the  Appellants, 
Mr.  Moulton,  at  once  admitted  was  absolutely  untenable.  55 

My  Lords,  the  result  is  that  in  this  case  I  think  the  Patent  itself  has  shown 
no  invention  and  no  sufficient  utility.     It  is  very  rj^rely,  I  think,  that  the 
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qaestion  of  utility  is  important ;  the  word  '*  utility  "  does  not  occur  in  the  Statute, 
but  I  mean  having  conmiercial  existence  as  a  process  of  manufacture.  There- 
fore the  Patent  itself  seems  to  me  absolutely  hopeless.  But  apart  from  that 
question  altogether  I  come  to  the  question  upon  whom  is  the  onus  here.  The 
^  answer  is  manifestly  upon  those  who  assert  an  infringement,  and  of  that,  to  my 
mind,  there  is  not  a  particle  of  evidence,  reading  the  Specification  in  the  only 
way  in  which  the  Specification  ought  to  be  read.  Under  these  circumstances 
I  move  your  Lordships  that  this  appeal  be  dismissed  with  costs. 
Lord  Shand. — My  Lords,  I  am  of  the  same  opinion  as  has  been  expressed  by 

10  the  Lord  Chancellor  both  on  the  question  of  the  utility  and  validity  of  this 
invention  and  on  the  question  of  the  alleged  infringement. 

As  his  Lordship  has  stated,  the  Patent  in  the  language  of  the  Specification 
has  for  its  essence  the  use  of  a  ring  in  which  a  folded  or  doubled  lip  or  edge 
is  pressed  into  wood  so  as  to  give  a  perfectly  secure  hold&st  to  the  hoop  to 

15  which  it  is  so  fastened.  Taking  it  in  that  light,  I  make  this  observation  in 
the  first  place  in  regard  to  the  validity  of  the  Patent,  that  there  is  no  distinction 
of  any  kind  attempted  to  be  drawn  between  the  class  of  wood,  in  which  the 
•Patent  may  be  of  use,  and  other  woods  of  a  different  kind.  It  is  just  possible 
that  if  the  Patentee  had  said  that  he  had  invented  a  ring  which  with  its  f olded- 

20  over  cover,  turned  in  in  the  way  he  mentioned,  would  be  extremely  useful  for 
soft  woods  that  might  have  been  made  the  subject  of  a  limited  claim  and  of  a 
good  Patent;  but  even  upon  that  assumption,  as  his  Lordship  has  already 
observed,  I  think  the  evidence  fails  entirely  to  show  that  even  in  regard  to 
wood  of  a  soft  nature  it  has  practically  been  used  and  adopted  and  found  to  be 

25  useful.  There  is,  however,  no  such  distinction  or  limitation  in  the  Specification. 
The  Patent  is  taken  as  applicable  to  all  classes  of  woods.  The  claim  is  therefore 
so  general  as  in  my  opinion  to  be  entirely  bad. 

My  Lords,  if  anything  is  made  out  clearly  in  this  case  it  is  this,  that  the 
alleged  invention  is  not  practicable  in  the  case  of  hard  woods.    The  pressing  in 

30  of  the  folded  over  edge  in  the  manner  described  in  the  Specification  with  a 
view  to  giving  the  holdfast  to  the  hoop  is  impracticable  because  the  metal  of 
which  the  folded  over  edge  consists  is  broken  in  the  case  of  hard  woods  so  that 
it  requires  a  system  of  grooving  or  making  a  preparation  in  the  wood  that  is  to 
be  made  use  of,  by  scoring  or  grooving,  and  there  is  not  a  word  of  that  hinted 

35  at  in  the  Specification.  On  the  contrary,  in  the  Specification  the  Patentee  says 
himself  that  his  Patent,  as  he  has  invented  it,  in  his  opinion  will  do  entirely 
without  grooving  at  all.  He  says  expressly  that : — ^^  It  is  not  necessary  to 
'*  groove  or  indent  the  wood  of  the  tube  or  bobbin  to  receive  the  folded  edge  a* 
"  as  pressure  alone  suffices  to  sink  the  latter  into  the  solid  wood  where  it  remains 

^  **  as  a  binding  and  securing  ring." 

.  Therefore,  my  Lords,  upon  the  double  ground  that  really  there  is  a  want  of 
utility  in  this  Patent  even  (1)  if  it  could  be  taken  in  a  limited  sense  as  applic« 
able  only  to  soft  wood,  and  (2)  that  in  its  larger  sense  the  claim  is  one  which 
embraces  all  kinds  of  woods  for  which  it  has  been  shown  to  be  utterly  unfitted 

i5  and  for  which  it  has  not  been  used,  I  think  the  Patent  is  bad. 

My  Lords,  on  the  question  of  infringement  I  have  nothing  to  add  to  what  the 
noble  and  learned  Lord  on  the  Woolsack  has  said.  It  is  quite  clear  that  the 
Respondents  have  never  used  it  in  any  way  except  with  grooves,  they  have 
found  it  impracticable  to  use  it  in  any  way  except  with  wood  which  has  been 

50  previously  grooved  or  scored  ;  and  in  that  state  of  matters  and  on  that 
ground  clearly  there  is  no  infringement. 

In  the  view  which  I  take  of  the  case  it  is  not  necessary  to  form  or  express  an 
opinion  as  to  the  true  construction  of  the  third  claim.  That  claim  is  in  terms 
limited  to  the  use  of  rings  '^  for  application  to  tubes  and  bobbins  substantially  as 

55  «« described  and  as  illustrated,"  and  I  confess  I  would  construe  this  as  mere 
repetition  and  as  nothing  more  extensive  than  Claims  1  and  2. 
I  am  of  opinion  with  his  Lordship  that  the  appeal  should  be  dismissed. 

B 
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'  Lord  Davby. — ^My  Lords,  I  will  first  state  shortly  what  I  consider  to  be  the 
tme  construction  of  this  Specification.  I  think  the  Patentee,  who  it  must  be 
remembered  had  already  taken  oat  a  Patent  in  1891  which  was  for 
an  improved  method  ot  forming  these  bobbins,  says  that  his  invention 
refers  '^  to  an  important  method  of  forming  and  applying  the  light  5 
**  metallic  rings,  hoops,  ferrules,  and  shields  which  it  is  now  the  practice  to 
**  place  upon  tubes  and  bobbins  used  in  textile  machinery.^'  My  Lords,  I 
understand  that  as  stating  that  his  invention  consists  first  in  forming  the 
metallic  rings  or  ferrules,  and  secondly,  in  applying  them.  He.  then  mentions 
his  Patent  of  1891,  in  which,  shortly  stated,  the  ferrule  was  made  of  conoidal  10 
shape,  and  its  edges  or  ends  turned  in  so  that  when  the  pressure  was  applied 
to  the  ferrule  the  turned  in  edge  fitted  into  a  groove  which  he  describes  as 
•**  preferably  cut  in  the  wooden  tube  or  bobbin  to  receive  it."  He  then  describes 
what  I  think  is  the  first  part  of  his  invention,  namely,  the  improved  method  of 
forming  such  ferrules. .  He  says  : — "  My  present  invention  is  for  similar  15 
*♦  objects,  but  instead  of  forming  the  metallic  hoops  or  rings  with  the  said  pene- 
"**  trating  fiange  or  lip  I  fold  or  double  over  the  lower  part  of  the  hoop  thus 
^^  presenting  a  flat  raised  band  at  the  foot  of  the  interior  of  the  hoop."  My  Lords, 
that  appears  to  be  the  description  of  what  he  afterwards  calls  and  describes  as 
his  improvement  in  the  formation  of  these  ferrules.  20 

He  then  tells  you  what  his  improvement  is  in  the  applying  of  the  ferrules  : — 
**  When  the  hoop  is  applied  to  a  tube,  or  bobbin,  or  flange,  I  press  this  raised 
**  folded  edge  into  the  wood  of  the  bobbin  or  tube,  the  pressure  being  sufficient 
^*  to  bury  the  folded  edge  in  the  wood,  the  edge  of  the  doubled  over  portion 
"  thus  serving  as  a  confining  ring  to  prevent  the  hoop  from  coming  off.  The  25 
"**  upper  edge  of  hoop  is  formed  as  set  forth  in  my  foregoing  Patent."  Reading 
that  in  conjunction  with  the  sentence  which  shortly  debcribed  and  referred  to 
his  Patent  of  1891, 1  think  the  point  of  that  sentence  is  that  the  folded  edge  was 
to  be  pressed  into  the  wood  so  as  to  bury  it  in  the  wood  and  it  negatived  the  use 
of  the  groove  which  he  had  employed  in  his  earlier  Patent.  30 

My  Lords,  I  think  that  this  is  made  quite  clear  by  the  passage  on  the  following 
page  in  which  he  says  his  application  of  the  ring  "  gives  a  perfectly  secure  hold- 
"  fast  to  the  hoop  and  obviates  drawbacks  which  occur  in  applying  the  said 
**  metal  hoops  under  my  aforesaid  former  Patent  of  1891.  For  example,  it  is  not 
*'  necessary  to  groove  or  indent  the  wood  of  the  tube  or  bobbin  to  receive  the  35 
"  folded  edge  a  2,  as  pressure  alone  suffices  to  sink  the  latter  into  the  solid  wood 
**  where  it  remains  as  a  binding  and  securing  ring."  I  think  there  can  be  no 
doubt  whatever  about  the  meaning  of  that  passage,  and  I  entirely  agree  with  what 
my  learned  friend  opposite  (Lord  Shand)  has  said  that  it  is  not  confined  to  any 
particular  kind  of  wood.  Taking  that  as  a  direction  to  the  artisan  or  workman  40 
who  is  to  construct  a  ferrule  or  bobbin  from  the  directions  in  this  Specification, 
it  is  a  direction  to  him  that  it  is  not  necessary  for  him  to  cut  any  groove,  but 
what  he  has  to  do  is  tolbury  or  sink  the  tumed-up  edge  in  the  solid  wood,  which, 
in  my  opinion,  is  a  totally  different  thing  from  fitting  it  into  a  groove  formed  to 
receive  it.  I  can  quite  understand  that  that  would  have  great  advantages  if  it  45 
were  practicable  ;  it  would  no  doubt  be  a  great  saving  of  expense.  These  things 
are  made,  as  the  Lord  Chancellor  has  said,  by  millions,  and  it  would  be 
undoubtedly  a  great  saving  to  avoid  the  cost  of  the  operation  of  cutting  the 
grooves  in  the  bobbins,  and  also  one  can  quite  conceive  that  when  the  tumed*up 
edge,  the  little  projection  on  the  edge,  is  forced  into  the  wood  without  any  50 
groove  cut  to  receive  it,  it  unites  with  the  wood,  or  buries  itself,  to  use  the 
expression  of  the  Specification,  in  the  wood,  and  forms  a  much  more  secure  and 
tight-  fitting  holdfast  than  if  it  were  merely  fitted  into  a  groove  formed  to  receive 
it,  which  might  not  exactly  fit  it.  Therefore,  my  Lords,  I  regard  that  part  of  the 
invention  as  a  claim  to  the  process  of  pressing  his  ferrule  with  the  folded  edge  55 
into  the  wood  of  the  bobbin  or  tube,  without  the  necessity  of  cutting  any  groove 
for  the  purpose  of  receiving  it. 
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Then,  my  Lords,  he  describes  his  other  improvement : — "  My  improvement 
^  (videlicit  the  folded- over  edge  or  lip)" — there  can  be  no  doubt  about  the 
meaning  of  that  language — '^  is  applicable  in  conjunction  with  all  descriptions  of 
'*  hoope,  ferrules,  shields  and  rings  of  this  nature  for  application  to  all  types  of 
5  "  tubes,  bobbins,  bobbin  flanges  and  pirns  admitting  of  such  application."  Then, 
my  Lords,  his  first  claim  is: — "  In  rings,  hoops,  shields,  and  ferrules  for  applica- 
^  tion  to  tubes,  bobbins,  pirns,  and  flanges,  for  the  purpose  of  protecting  and 
"•  strengthening  the  same,  forming  the  said  rings,  hoops,  shields,  and  ferrules  with 
'*  a  folded  or  doubled  over  edge  or  lip  such  as  a\  which  is  pressed  into  the 
10  ^  wood  or  material  so  as  to  hold  the  ring  or  hoop  securely " ;  and  then 
Claim  2  is  a  modification  of  that  representing  Figs.  6  and  7, 1  think,  in  which 
both  edges  of  the  ferrule  are  made  with  this  turned  up  edge,  and  are  pressed 
into  the  fibre  of  the  wood.  The  third  claim  is  for  what  he  has  previously 
described  as  his  improved  method  of  forming  ferrules  "  videlicet  the  f olded- 
15  ^  over  edge  or  lip."  It  is  a  claim  for  that,  and  I  think  it  is  impossible,  having 
regard  to  the  letterpress  of  this  Specification,  to  construe  that  third  claim  in 
any  other  way  than  a  claim  for  the  ring  and  ferrule  itself  as  a  distinct  piece  of 
mechanism  j9^r  se,  quite  apart  from  its  mode  of  application.  I  think  it  would 
be  trifling  with  the  language  of  this  Specification  and  ignoring  altogether  the 

%  clear  expressions  of  the  Patentee  s  meaning,  in  the  body  of  the  Specification,  if 
we  were  to  accept  Mr.  Moulton's  invitation  to  construe  that  as  merely  repeating 
Claim  1  or  Claim  2  over  again,  and  I  decline  to  do  so. 

My  Lords,  if  that  is  the  true  construction  of  this  Patent  there  is  really  an 
end  of  this  case,  because  Mr.  Moulton  very  fairly  admitted  at  your  Lordships* 

•25  Bar  that  he  could  not  support  Claim  3  as  a  claim  for  the  ferrule  in  itself. 
Claim  3,  he  admitted,  could  only  be  supported  as  a  claim  for  the  ferrule  in 
combination  with  or  applied  to  the  bobbins  in  the  manner  described  and 
claimed  in  Claim  1,  and  therefore  as  Claim  3  bears  that  interpretation,  which 
I  think  all  your  Lordships  agree  it  ought  to  bear,  there  is  an  end  of  the  Patent 

30  as  it  at  present  stands,  and  it  is  unnecessary  from  that  point  of  view  to  go  into 
the  question  of  infringement. 

But  my  Lords,  as  other  points  have  been  argued,  and  as  that  point  might 
possibly  be  met  by  an  amendment  of  the  Specification,  I  think  it  right  to 
express  my  view  of  the  points  that  were  taken  and  decided  in  the  Court  of 

35  Appeal.  My  Lords,  it  appears  to  me  that  the  Plaintiffs  have,  perhaps 
unavoidably — I  do  not  blame  their  Counsel  for  it — rather  changed  their  front 
since  this  litigation  was  launched.  I  have  no  doubt  myself  from  the  form  of 
the  interrogatories,  and  from  the  form  in  which  the  judgment  was  delivered 
by  Mr.  Justice  Bruce^  that  the  case  was  launched  on  the  supposition  that 

40  Claim  3  did  bear  the  meaning  which  I  have  put  upon  it,  and  which  it  is  now 
admitted  is  fatal  to  the  Patent,  and  bearing  that  meaning  the  claim,  so 
understood,  had  been  infringed  by  the  Defendants.  My  Lords,  I  will  not 
repeat  the  terms  of  the  interrogatories,  which  have  been  brought  to  your 
Lordships*  attention  more  than  once,  but  there  is  no  doubt  that  if  that  be  the 

45  true  construction  and  meaning  of  the  third  claim,  and  if  the  third  claim  is  a 
-good  claim,  then  the  Defendants  have  infringed  it.  But,  my  Lords,  the  view 
which  Mr.  Justice  Bruce  took  of  the  Patent  is  very  clearly  stated  in  one 
passage  in  his  judgment  where  he  says  : — '^  The  Plaintiff's  invention  consists, 
^  not  in  the  folded  edge,  but  in  inventing  a  ring  with  a  folded  edge,  made  in 

{iO  '^  such  a  form  as  to  be  capable,  by  compression,  of  being  made  to  form  a 
*'  smooth  surfece."  So  that  Mr.  Justice  Bruce  held  that  the  invention 
consisted  in  inventing  the  ring  with  the  characteristics  which  he  mentions, 
and,  therefore,  quite  rightly  he  said  that  the  infringement  of  the  Patent  was 
admitted. 

Sb  My  Lords,  the  great  question  before  the  Court  of  Appeal,  and  more  pointedly 
still  before  your  Lordships,  has  been  upon  this  question  of  the  construction  of 
the  first  and  second  claims,  as  to  whether  those  are  infringed  if  the  bobbin  is 
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formed  with  a  groove  fitted  to  receive  the  thickened  edge,  instead  of  the 
thickened  edge  being  bnried  or  sank  into  the  wood  itself.  I  will  not  repeat 
anything  that  has  been  said  before,  but  I  will  merely  say  that  I  entirely  agree 
with  what  my  noble  and  learned  friend  on  the  Woolsack  has  said  on  that  point.  It 
was  not  taken  at  the  trial,  as  I  gather  from  Mr.  Jastice  Bruce^s  judgment,  because  5^ 
it  is  impossible  that  that  very  careful  and  learned  Judge  could  have  omitted 
to  make  any  mention  of  such  a  point  as  that  in  his  judgment  if  it 
had  been  made  in  argument  before  him.  That  there  was  evidence  upon 
it  is  undoubted,  but  in  the  Court  of  Appeal  no  doubt  the  Plaintiffs 
desired  to  get  rid  of  the  effect  of  the  evidence  of  Mr.  Greenwood,  their  10 
own  witness,  which  was  fatal  to  the  validity  of  their  Patent.  My  Lords, 
I  concur  that  we  have  not  had  brought  before  us  any  single  example  or  instance 
in  which  a  bobbin  has  been  made  in  accordance  with  Figs.  2  and  3  of  the 
Plaintiffs'  Specification  of  1895,  and  that  there  is  no  evidence  before  your  Lord- 
ships that  the  Patent  is  capable  of  being  worked,  or  that  the  invention  which  I  15 
think  is  claimed  by  Claims  1  and  2  of  the  Patent  is  capable  of  being  applied  in 
a  practical  or  useful  manner — at  any  rate  to  any  extent.  It  may  be  that  in 
some  soft  woods  it  would  be  possible  to  apply  it.  but  it  appears  from  Mr.  Gh*een^ 
wood's  evidence  that  they  have  found  it  necessary  (generally,  I  think,  was  his 
expression)  to  make  a  groove  to  receive  the  thickened  edge  before  applying  the  20 
pressure.  The  Patent  does  not  confine  itself  to  any  particular  kind  of  wood, 
but  on  the  face  of  the  Patent  it  is  made  to  apply  to  all  kinds  of  wood  of  which 
bobbins  are  usually  made.  I  think  the  qualification  ought  to  be  put  in  **  of 
**  which  bobbins  are  usually  made." 

My  Lords,  I  think,  therefore,  that  the  Patent  is  bad,  either  for  want  of  25 
utility,  or,  if  it  had  been  pleaded,  for  want  gf  sufficiency  of  Specification,  and 
it  fails  on  that  ground. 

My  Lords,  after  the  very  careful  and  full  analysis  which  has  been  made  of 
the  Patent  by  the  learned  Lords  Justices,  the  present  Master  of  the  Rolls  and 
Lord  Justice  Stirling,  I  do  not  think  it  necessary  to  go  at  any  length  into  those  30 
questions ;  but  I  will  merely  express  my  opinion  that,  for  the  reasons  (without 
repeating  them)  given  by  Lord  Justice  CollinSj  even  if  the  Patent,  according  to 
its  true  construction,  did  admit  of  a  groove  being  made  in  the  bobbin  to  receive 
the  folded  edge  when  it  was  pressed  in — even  if  the  Patent  did  admit  of  that 
application,  which  I  think  it  does  not — I  should  still  think  that  the  Patent  35 
failed  for  want  of  subject-matter  for  the  reasons  stated  by  Lord  Justice  Collins, 

My  Lords,  I  will  only  add  that  from  this  point  of  view,  so  far  as  Claims  1 
and  2  are  concerned,  there  is  not  the  faintest  evidence,  in  my  opinion,  that  the 
Defendants,  the  present  Respondents,  infringe  either  of  them,  and  I  can  only 
express  my  surprise,  with  that  of  my  noble  and  learned  friends,  that  evidence  40 
to  that  effect  should  not  have  been  given  and  gone  into  at  the  trial  of  the 
action. 

Lord  Robertson. — My  Lords,  the  ground  of  judgment  adopted  by  Mr. 
Justice  Bruce  was  abandoned  in  the  Court  of  Appeal  and  has  not  been  offered 
for  your  Lordships*  acceptance.  This  being  so,  the  matter  seems  to  me  to  be  45 
free  from  all  doubt  or  ambiguity,  either  on  the  construction  of  the  Specifica* 
tion  or  as  to  the  facts.  The  case  of  the  Appellants  is  then  seen  to  be  as  bad  as 
this — ^the  invention  described  in  the  Specification  has  not  only  not  been  used 
by  the  alleged  infringer,  but  it  has  not  been  used  by  the  inventor,  or,  as  far  as 
appears,  by  anybody  else.  ^ 

The  appeal  was  dismissed  with  costs. 
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Bey  Pdtmis  Compahy  and  Othef^sY.  Howard  Brothers. 


In  the  Court  op  Session  in  Scotland. 

In  thb  Outer  House. 

Be/ore  The  Lord  Ordinary  (Kincairney)  and  The  Lord  Ordinary  on 

THE  Bills  (Pearson). 

5  January  19fch  and  24th,  February  27th,  March  8th,  13th  and  20th,  May  22nd, 
November  28th,  29th,  and  30th,  December  Ist,  7th,  26th,  27th,  and  28th, 
1900,  February  5th,  6th,  7th,  and  12th,  March  28th,  July  5th  and  30th, 
and  October  23rd  and  24th,  1901. 

In  THE  Inner  House  (Second  Division). 

10        Be/are  THE  LORD  JUSTICE  CLERK  and  LORDS  TOUNG,  Trayner,  and 

MONCRIBPF. 

June  11th  and  July  1st  and  17th,  1902. 

Dby  Patents  Company  and  Others  v.  Howard  Brothers 
{Action  for  payment  of  16001.). 

15  Howard  Brothers  v.  Dey  Patents  Company  and  Others 

(Action  f 01*  hnplement  of  Contract  and  Darrutges). 

Howard  Brothers  v.  Dey  Patents  Company  and  Others 
(Action  of  Suspension  and  Intei*dict). 

Sale  of  Patent  rights. — Actimis  for   implement   of  c&ntra^ty  interdict  and 
20  damages. — Construction  of  contracts. — MeoMiir  of  damages  for  infHngement, 

John  Dey  and  Alexander  Dey  (the  Dey  Patents  Company)  invented  and 
patented  a  time  register.  John  Dey  made  them  in  America  and  Alexander 
Dey,  residing  in  Olasgow,  represented  the  Patentees  and  makers  here.  Howard 
Brothers,  of  Liverpool^  acted  as  agents  for  the  Dey  Patents  Company  up  to  tlie 
25  10th  of  June  1898^  hut  on  this  date  they  concluded  with  the  Deys  a  sale  of  the 
past^  presenty  a^fkiture  benefits  of  the  Dey  time-keeping  inventions  for  certain 
countries  namedy  including  tlie  Australian  colonies.  On  the  14th  of  October  1898 
tfie  Dey  Company  agreed  not  to  sell  outside  of  Canada  and  the  United  State  i, 

C 
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Deposits  of  5001.  and  80001.  were  stipulated  foTf  and  Howard  Brothers  paid  the 
5001.  and  15001.  of  the  30001.  When  the  Dey  Company  sued  for  the  other  15001.^ 
Howard  Brothers  raised  action  for  implement  or  fulfilment  of  the  said  contracts 
and  for  SOfiOOl.  damages  for  non-fulfilment.  ITie  Deys  denied  the  vaMdity  of 
any  contract  except  those  of  the  10th  of  June  and  3rd  of  November  and  certain  5 
memoranda.  A  relative  action  of  interdict  or  injunction  was  raised  by  Howard 
Brothers  against  a  person  named  Gillies  in  Glasgow^  who,  it  was  aUegedy  was 
making  registers  in  Glasgow  with  the  connivance  of  the  Deys.  Held,  by  the 
.Lord  Ordinary,  thai,,  on  the  construction  of  the  various  documentSjthe 
contracts  in  question  were  binding  and  enforceable;  tliat  the  Dey  Company  10 
had  broken  their  contract  and  were  liable  in  damages^  which  were  assessed 
at  4501.  for  infringement  of  Patent  and  23001.  for  breach  of  contract. 
Tlie  Dey  Company  reclaimed.  After  argument  before  t?ie  Inkbr  Housb 
{Second  Division)  the  Oourt  intimated  that  tJiey  considered  the  contracts 
binding,  and  suggested  that  the  parties  should  arrange  the  question  of  15 
damages,  which  tliey  did  at  22501.    TJie  Court  decerned  accordingly. 

These  three  actions  (which  ran  a  coarse  of  two  years  in  the  Court  of 
Session  in  Scotland)  had  reference  to  the  fulfilment  of  contracts  between 
Patentee  vendors  and  the  vendees  of  rights  to  sell  an  antomatic  timekeeper 
for  public  works  and  warehouses.  20 

The  Dey  Patents  Company  carried  on  business  at  Syracuse,  in  the  State  of 
New  York.  It  consisted  of  John  Dey,  who  resided  at  Syracuse,  and  his  brother, 
Alexander  Dey,  who  resided  in  Glasgow.  These  two  invented  certain  apparatus 
for  noting  the  time  of  arrival  at  and  departure  from  public  works  or  ware- 
houses of  the  persons  employed  therein.  The  apparatus  became  known  under  the  25 
name  of  the  "  Dey  Time  Register  Patents."  One  Patent  was  taken  out  in  1888 
(No.  1614  of  1888)  by  Alexander  Dey ;  another  was  taken  out  in  1894  (No. 
14,075  of  1894)  by  John  Dey  and  Alexander  Dey ;  and  a  third  was  taken  out  in 
1898  (No.  23,454  of  1898)  by  John  Dey. 

The  invention  may  be  shortly  described  in  the  words  of  Mr.  Coubrough,  30 
Fellow  of  the  Chartered  Institute   of  Patent  Agents  in  London,  who  was 
examined  as  a  witness,  as  follows  : — "  In  the  working  of  the  machine,  the  work- 
"  man  coming  in  turns  the  handle  to  his  number ;  for  instance,  workman  No. 
^'  10  revolves  the  handle  till  it  is  opposite  to  No.  10,  and  then  he  pushes  the 
"  handle  inward,  inserting  the  pin  in  the  aperture  opposite  his  number.     That  35 
"  operation  also  revolves  a  paper  slip  on  a  drum  in  the  interior  of  the  machine  . 
**  that  is  numbered  coincidently  with  the  number  on  the  outer  ring,  and  brings 
"  the  number  into  a  central  position  under  certain  type-wheels  whose  function 
'*  is  to  print  the  time  on  the  slip.      These  type-wheels  are  governed  by  a  clock. 
"  There  is  a  minute  wheel  which  moves  with  the  minute  handle  of  the  clock,  40 
<'  so  that  the  numeral  on  the  type-wheel  corresponding  with  the  minute  and 
"  also  the  numeral  on  the  hour  wheel  corresponding  with  the  hour,  are  in  a 
"  C3ntral  position.    The  workman  in  moving  the  handle  brings  his  number 
<*  opposite  that  central  position,  opposite  the  time  of  the  day.     The  central  pin 
'^  operates  upon  little  levers  inside,  which  raise  the  paper-covered  drum  against  45 
"  the  printing  wheel.    Between  the  numerals  and  the  paper  there  is  an  aniline 
"  ink  ribbon,  by  means  of  which,  when  you  press  the  paper  upwards  against 
"  the  numerals,  the  numerals  print  through  the  paper.     The  small  dial  which 
"  indicates  the  various  periods  of  the  day  when  the  men  come  and  go  is  r^u- 
'<'  lated  by  the  clerk  of  the  works,  who  shifts  the  handle  to  the  particular  period  jyo 
**  of  the  day  required,  and  by  the  operation  of  a  worm  the  drum  is  moved 
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**  axially  so  that  the  appropriate  column  of  figures  may  be  recorded.  A  bell 
"  rings  to  show  the  workman  that  he  has  performed  the  printing  operation.  At 
"  the  end  of  the  day,  when  the  whole  incomings  and  outgoings  are  recorded, 
**  the  slip  is  removed  from  the  drum,  and  the  slip  contains  a  record  of  the 
5  **  workman's  arrival  and  departure.  If  the  workman  does  not  touch  the  thing 
^  at  all,  he  appears  as  absent  on  the  slip/* 

John  Dey  went  to  America  about  1890,  and  started  a  factory  for  making  the 
machines.  Alexander  Dey  remained  in  Glasgow,  representing  the  Company  in 
Great  Britain.  He  rented  a  place  at  3  Love  Loan,  Glasgow,  where  Gillies 
10  Brothers  had  done  the  experimental  work  for  him,  and  where  uncompleted 
machines,  sent  from  America,  were  finished.  Qillies  Brothers  were  called  in 
the  actions  as  Defenders,  along  with  the  Dey  Patents  Company y  but  they  did 
not  enter  appearance  as  a  party,  and  it  was  conceded  that  they  had  no  interest. 
Up  to  about  the  10th  of  June  1898  Howard  Brothers^  of  Liverpool,  had  acted  as 
15  agents  for  England  and  Ireland  of  the  Dey  Patents  Company.  Gillies  Brothers ^ 
against  whom,  as  well  as  the  Dey  Patents  Company^  Howard  Brothers'  action 
of  suspension  and  interdict  was  directed,  were  said  to  carry  on  business  at 
Glasgow  by  the  only  known  partner,  Jam£s  Gillies^  who  was  a  son  of  one  of  the 
original  partners  of  CHllies  Brothers^  a  partnership  dissolved  by  the  death  of 

20  Bugh  Gillies  on  the  19th  of  May  1898. 

I.  The  first  action  was  brought  on  the  19th  of  January  1900  by  the  Dey 
Patents  Company  against  Howard  Brothers  for  1500/.  This  claim  arose  out  of 
an  agreement  dated  the  10th  of  June  1898  between  these  parties.  The  chief 
parts  of  the  agreement  on  which  the  three  actions  depended  are  these  : — "  The 

25  **  purchasers  {Howard  Brothers)  shall  have  the  option  to  purchase— (a)  The 

"  benefit  of  the  Patent  of  Her  Majesty,    dated   the  21st  day  of  July  1894 

"  and  numbered  14,075  and  granted  to  the  vendor  in  respect  of  certain  inven- 

"  tions  in  relation  to  time  registers,    (b)  The  benefit  of  any  foreign  Patents 

^  "  which  have  alreaiy  been  obtained  by  or  on  behalf  of  the  vendor  in  respect  of 

30*  "the  present  invention  with  *  the  exception  of  those  relating  to  the  United 
"  States  of  America  and  Canada  and  the  benefits  of  all  pending  negotiations  for 
"  the  acquisition  of  foreign  Patents,  and  the  vendor,  at  the  vendor's  expense, 
"  should  the  said  option  be  exercised,  agrees  to  procure  Letters  Patent  in 
"  respect  of  the  said  invention  in  the  countries,  dominions,  and  colonies 

35  "  mentioned  in  the  schedule  hereto  on  or  before  the  completion  of  this  pur- 
**  chase,  (c)  The  benefit  of  all  future  inventions  and  improvements  which 
"  shall  be  made  by  the  vendor  in  connection  with  the  manufacture  or  -working 
"  of  the  said  time  registers,  (d)  The  exclusive  rights,  so  far  as  the  vendor  can 
"  confer  the  same,  to  apply  for  and  obtain  foreign  Patents  for  the  present 

40  "  invention  and  any  such  future  inventions  or  improvements  as  aforesaid,  and 
**  the  benefit  of  all  Patents  so  obtained,  (e)  The  benefit  of  all  extensions  and 
*'  prolongations  of  the  terms  and  privileges  granted  by  any  such  Patents  as 
"  aforesaid.''  The  countries  named  in  the  schedule  referred  to  under  clause  (b) 
above  quoted  were : — Australian   Colonies    and   New  Zealand,  Austria    and 

45  Hungary,  Belgium,  Denmark,  Prance,  Germany,  India,  Italy,  Japan,  Russia, 
Spain,  Switzerland.  The  consideration  for  the  said  sale  was  to  be  the  sum  of 
10,000/.  in  cash,  of  which  5001.  was  to  be  paid  as  a  deposit  within  fourteen  days 
after  the  option  was  exercised.  On  the  22nd  of  July  1898  the  Pursuers  wrote  to 
the  Defenders  with  reference  to  the  terms  of  said  agreement  as  follows  : — "  We 

50  **  shall  make  no  reserve  as  to  Patent  rights,  and  that,  of  course,  of  1888  (No. 
"  1614)  is  included  in  the  agreement."  The  option  was  exercised  on  the  8th  of 
August  1898,  and  the  said  deposit  paid  on  the  22nd  of  August  1898.  A  valid 
contract  of  sale  of  said  inventions  was  thereby  said  to  be  concluded  in  virtue 
of   which  the  whole  benefits  of    said  inventions   were   transferred    to  the 

55  purchasers. 

The  Defenders  stated  that  notwithstanding  the  terms  of  said  agreement,  and 
in  breach  thereof,  the  Pursuers,  subsequent  to  the  date  of  sale,  manufactured 

^3 
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and  supplied  machines,  the  subject  of  said  invention,  to  their  agents  in 
Australia,  and  dealt  with  and  exploited  or  otherwise  used  said  invention 
there.  On  the  Defenders  protesting  against  said  acts  the  Pursuers  had  an  in- 
terview with  them  at  which  an  agreement  of  the  14th  of  October  1898  was 
executed.  Such  agreement  contained  (inter  alia)  the  following  clauses : —  5 
"  Fifthy  we  agree  to  supply  you,  free  of  cost,  with  complete  drawings,  specifioa- 
''  tions,  &c.,  to  enable  you  to  take  out  Patents  in  any  country  not  named  in  the 
"  schedule  of  our  agreement ;  and  lastly ^  we  agree  not  to  sell  to  any  person  or 
''  firm  in  any  country  outside  the  United  States  of  America  and  Canada  any 
"  *  Dey  Time  Registers '  of  any  description,  and  will  so  far  as  is  in  our  power  10 
"  prevent  any  other  person  except  yourselves  doing  so,  and  will  cable  our 
^^  Sydney  agents  to  cease  at  once  selling  the  machines  in  Australia,  and  in  all 
"  reasonable  possible  ways  we  promise  to  assist  you  to  further  the  interests  of 
*'  the  business  for  which  you  have  bought  the  Patent  rights."  By  a  supple- 
mentary agreement,  dated  the  3rd  of  November  1898,  between  the  Pursuers  and  15 
Defenders  it  was  provided  : — "  Second^  the  purchase  price  shall  be  allocated  as  set 
^'  forth  in  the  schedule  hereto.  In  exchange  for  the  document  of  title  to  the 
^^  Patent  applicable  to  each  separate  country  the  purchasers  shall  pay  to  the 
"  vendors  [or  their  representative  duly  authorised,  the  price  allocated  to  that 
"  country  and  the  amount  shall  be  due  and  payable  28  days  after  the  vendors  20 
"  tender  delivery,  subject  to  the  delivery  of  the  four  new  machines  as  here- 
''  after  mentioned.  The  deposit  of  500^.  already  paid  shall  be  held  as  a 
"  payment  on  account  of  the  British  Patents  and  the  balance  of  the  price  of 
"  the  British  Patents,  viz. :  3000Z.  shall  be  paid  as  follows,  viz.:  One  half  within 
"  28  days  after  the  delivery  of  the  four  improved  or  new  registers  which  the  25 
**  vendors  have  agreed  to  supply  and  in  exchange  for  the  document  of  title  to 
"  two  existing  Patents,  and  the  other  half  28  days  after  the  document  of  title  to 
*'  the  new  Patent  has  been  tendered  subject  to  the  delivery  of  the  four  new 
*'  registers  as  aforesaid." 


Schfidule  referred  to  in  the  foregoing  Supplementary  Agreement 

Names  of  Countries. 

Prices. 

British  Patents — old  and  new        

£3,500 

German            

2,000 

French 

1,000 

Australian  Colonies  and  New  Zealand 

1,000 

Russia 

500 

Belgium          

500 

Italy     

200 

Spain 

150 

Austria  and  Hungary           

150            i 

India 

300 

Switzerland 

lOU 

Denmark         

100 

Japan 

Total        

500 

£10,000 

30 


35 


40 


The  Dey  Patents  Company  denied  that  they  had  mannfactared  and  supplied 
machines,  the  subject  of  the  invention  referred  to,  by  their  agents  in  Aostralia. 

The  deposit  of  500i.  was  paid  by  Howard  BrotJiers  to  the  Dey  Patents 
Company  on  the  ^nd  of  August  1898,    Oa  the  9(h  of  Pecember  189$  ffotvani 
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Brothers  made  a  further  payment  of  1500/.  on  account  of  the  British  Patents, 
three  in  number,  and  they  thereupon  obtained  delivery  of  the  titles  to  the  said 
Patents  together  with  the  Patents  themselves.  There  remained  due  a  sum  of 
1,500/.,  for  which  the  first  action  was  brought.  It  was  admitted  that  the 
5  Patent  of  1894  was  not  delivered  timeously  to  Howard  Brotliers^  but  in  the 
course  of  the  proceedings  the  Dey  Company  agreed  that  this  should  now 
be  done.  The  machines  were  not  patented  out  of  Great  Britain.  The  Dey 
Uompany^s  plea-in-law  was  that  Howard  Brothers  being  due  and  resting  owing 
to  the  Pursuers  the  sum  sued  for,  1500/.,  decree  therefor  ought  to  be  granted 

10  against  them  with  expenses.  Several  supplementary  agreements  were 
referred  to  in  the  case,  but  it  is  not  necessary  to  set  them  out. 

On  the  13th  of  March  1900  the  LORD  Ordinary  heard  Counsel  on  the  closing 
of  the  Record.  The  Defenders  in  the  first  action,  Howard  Brothers^  had  by 
this  time  raised  the  second  action  about  to  be  referred  to,  and  accordingly  the 

15  Lord  Ordinary  continued  the  closing  of  the  Record,  and  it  was  not  till  the 
22nd  of  May  1900  that  his  Lordship  closed  the  Record  in  the  first  and  second 
actions  and  allowed  both  parties  a  proof  of  their  averments. 

II.  The  action  of  Howard  Brothers  already  referred  to  was  an  action  for 
implement  or  fulfilment  of  contract  and  damag'es.    It  was  brought  by  them  on 

20  the  27th  of  February  1900,  and  contained  the  following  conclusions  : — "  First. — 
"  The  Defenders  ought  and  should  be  decerned  and  ordained,  by  decree  of  the 
**  Lords  of  our  Council  and  Session,  to  implement  and  fulfil  in  all  respects,  so 
^  far  as  not  already  implemented,  their  part  of  the  contract  set  forth  in  the 
"  agreements,  dated  respectively  the  10th  of  June  1898,  the  22nd  July  1898,  the 

25  "  14th  October  1898,  and  the  3rd  November  1898— (a)  by  delivering  to  the 
•*  Pursuers,  or  to 'their  nominees,  the  British  Letters  Patent,  numbered  14,075 
"  of  the  year  1894  ;  (h)  by  obtaining  valid  and  effectual  Letters  Patent  in  each 
"  of  the  countries  after  named  in  respect  of  the  invention  described  in  the 
"  following  Specifications  for  British  Letters  Patent,  videlicet^ — (1)  No.  1614  of 

30  "the  year  1888;  (2)  No.  14,075  of  the  year  1894;  and  (3)  No.  23,454  of  the 
♦*  year  1898,  and  by  delivering  a  valid  and  suflScient  transfer  of  the  same  to  the 
"  Pursuers  or  their  nominees  to  the  effect  of  giving  the  Pursaers  the  exclusive 
"  right  to  manufacture,  sell,  dispose,  or  use  the  said  invention,  and  the  machinery 
"  and  apparatus  described  in  the  said  Specifications  in  each  of  the  following 

35  "  countries,  videlicet^  Australian  Colonies,  and  New  Zealand,  Austria  and  Hungary, 
**  Belgium,  Denmark,  France,  Germany,  India,  Italy,  Japan,  Russia,  Spain,  and 
*•  Switzerland.  Second. — The  Defenders  ought  and  should  be  decerned  and 
"  ordained,  by  decree  of  the  Lords  of  our  Council  and  Session,  to  exhibit  and 
"  produce  before  our  said  Lords  a  full  and  particular  account  of  all  such 

40  "  machinery  and  apparatus  manufactured,  sold,  disposed  of,  or  used  by  them, 
"  or  by  anyone  on  their  behalf,  or  acting  with  their  authority  or  instructions,  in 
"  any  country  excepting  only  in  the  United  States  of  America  and  the  Dominion 
"  of  Canada,  between  the  22nd  day  of  August  1898,  or  alternatively,  between 
"  the  14th  day  of  October  1898  and  the  date  of  implement  of  the  foregoing 

45  "  conclusion,  and  of  all  prices,  royaltieSj  commissions,  or  other  considerations 
"  or  benefits  received  by  them  or  by  anyone  on  their  behalf,  or  acting  with 
**  their  authority,  in  respect  of  the  manufacture,  sale,  disposal,  or  use  aforesaid, 
♦*  whereby  the  sum  or  sums  due  by  the  Defenders  to  the  Pursuers  in  respect 
**  thereof  may  appear  and  be  ascertained  by  our  said  Lords  :  And  the  Defenders 

to  "  ought  and  should  be  decerned  and  ordained,  by  decree  foresaid,  to  make 
"  payment  to  the  Pursuers  of  the  sum  of  10,000/.  sterling,  or  of  such  other  sum 
"  as  shall  appear  and  be  ascertained  by  our  said  Lords  to  be  due  by  the  Defenders 
**  to  the  Pursuers  in  respect  of  the  foresaid  manufacture,  sale,  disposal  or  use, 
"  with  the  legal  interest  thereof  at  the  rate  of  5Z.  sterling  per  centum  p*^r  annum 

55  "  from  the  date  of  citation  hereto  till  payment ;  or,  in  the  event  of  the 
*'  Defenders  failing  to  produce  an  account  as  aforesaid,  they  ought  and  should 
'*  be  decerned  and  ordained,  by  decree  foresaid,  to  make  payment  to  the 
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"  Pursuers  of  the  sum  of  10,000Z.  sterlinfir,  which  shall  in  that  case  be  held  to 
"  be  the  sum  due  by  the  Defenders  to  the  Pursuers  in  respect  of  the  foresaid 
"  manufacture,  sale,  disposal  or  use.  Third. — Or  otherwise  as  an  alternative  to 
^*  all  or  any  part  of  the  conclusions  hereinbefore  written,  the  Defenders  ought 
^<  and  should  be  decerned  and  ordained  to  make  payment  to  the  Pursuers  of  the  5 
«  sum  of  30,000Z.  sterling." 

In  their  Condescendence  Howard  Brothers  repeated  the  statements  they 
had  made  in  the  first  action  with  regard  to  the  conduct  of  the  Dey  Patents 
Gom2)any.  The  Dey  Patents  Company y  however,  denied  that  any  agreement 
was  come  to  on  the  14th  of  October  1898,  and  they  maintained  that  the  only  10 
agreemeut  betwixt  the  parties  was  that  of  the  10th  of  June  1898,  supplemented 
by  a  memorandum  of  the  18th  of  August  1898  and  a  supplementary  agreement 
of  the  3rd  of  November  1898.  The  Dey  Patents  Company  also  stated  that 
Patent  rights  for  the  scheduled  countries  excepting  Germany  and  Japan  had 
been  obtained,  and  the  documents  of  transfer  were  in  the  hands  of  the  15 
Pursuers,  and  that  failure  to  obtain  Patent  rights  in  Germany  was  due 
to  the  action  of  the  Pursuers  themselves.  They  also  founded  on  agreements 
concluded  between  the  Dey  Company  and  Emil  Breslauery  of  Berlin,  regarding 
the  sale  of  the  machines  on  the  continent,  which  is  referred  to  in  the 
opinion  of  the  Lord  Ordinary  (see  post  pp.  30  and  36).  Howard  Brothers  then  20 
stated  as  the  foundation  of  their  claim  for  damages  : — ^^  Condescendence  7. 
"  Both  before  and  after  the  date  of  the  assignment  of  said  British  Patents 
<^  the  Defenders  have  supplied  a  number  of  the  patented  articles  to 
"  persons  in  the  United  Kingdom  and  in  various  other  countries,  and  have 
^'  dealt  with  or  otherwise  used  the  said  invention  in  said  United  Kingdom  and  25 
"  other  countries,  and  thereby  have  not  only  interfered  with  the  Pursuers'  trade 
"  in  said  articles,  but  greatly  injured  the  value  of  the  Patents  in  their  hands. 
"  In  particular  (as  regards  the  United  Kingdom),  they  have  supplied  a  number 
"  of  the  patented  articles  to  Gillies  Brothers  and  James  OillieSy  of  Love  Loan, 
"  Glasgow,  and  to  H.  Stevenson^  of  8  Union  Court,  Old  Broad  Street,  London.  30 
"  The  Pursuers  are  entitled  to  an  account  of  all  such  transactions  by  the 
"  Defenders,  and  to  payment  of  the  true  balance,  which  the  Pursuers  believe 
"  and  aver  amounts  to  10,000Z.  The  Pursuers  are  also  entitled  to  reparation  for 
'^  the  loss  and  damage  suffered  by  them  through  the  Defenders'  actings  and 
**  breaches  of  contract  as  above  condescended  on.  Had  the  Defenders  imple-  35 
"  mented  their  part  of  the  contract,  the  Pursuers  could  have  sold  the  conti- 
"  nental  and  the  foreign  Patent  rights  at  a  considerable  profit ;  but  in  conse- 
**  quence  of  the  Defenders'  conduct,  as  above  set  forth,  the  market  for  said  rights 
"  is  gone.  The  Pursuers  estimate  that  the  loss  and  damage  suffered  by  them 
''  through  the  Defenders'  said  actings  and  breaches  of  contract  is  not  less  than  40 
''  20,000^,  which,  together  with  the  balance  on  account  due  by  Defenders  as 
'*  concluded  for  in  the  second  conclusion,  forms  the  sum  of  30,(X)0Z.  mentioned 
"  in  the  third  conclusion.  With  reference  to  the  statement  in  Answer,  which 
*^  is  denied,  it  is  explained  that  the  Defenders  had  no  authority  to,  and  did  not, 
^'  consign  any  machines  to  Mr.  Oillies  as  the  agent  of  the  Pursuers,  but  that  45 
."  they  have  clandestinely  traded  with  him  directly,  and  that  they  decline  to 
"  give  any  details  thereof  to  the  Pursuers.  The  Defenders  are  called  on  to 
<*  produce  all  correspondence  passing  between  Mr.  Gillies  and  them  with 
"  reference  to  the  supply  of  the  patented  articles  subsequent  to  the  date  of  the 
"  contract  with  the  Pursuers.  It  is  believed  and  averred  that  the  Defenders  50 
"  have  also  supplied  to  Mr.  Gillies^  or  on  his  instructions,  certain  parts  of  the 
^^  patented  articles,  and  in  particular  have  so  supplied  parts  of  the  patented 
"  articles  to  Messrs.  Mortimer^  Lee  &  Co.^  of  London." 

This  statement  was  denied  by  the  Dey  Patents  Company y  who  explained  that 
the  Defenders  had  supplied  machines  only  to  the  Pursuers.    Mr.  Gillies  acted  55 
as  agent  for  the  Pursuers  in  Glasgow  up  to  the  23rd  of  February  1900,  when 
his  agency  was  terminated  by  the  Pursuers.    As  such  agent  he  ordered  certain 
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machines  from  the  Defenders  during  the  period  of  his  agency,  which  the 
Defenders  supplied  as  on  the  Pursuers'  account. 

The  Pursuers  in  this  action  {Howards)  therefore  pleaded  that  in  respect  of 
the  agreements  and  assignment  mentioned  the  Pursuers  were  entitled  to  decree 
5  of  implement,  and  that  the  Defenders,  having  traded  in  the  patented  articles 
after  having  sold  the  Patent  rights  to  the  Pursuers,  were  bound  to  account  to 
the  Pursuers  or  to  make  payment  of  the  sums  concluded ,  for,  or  otherwise  to 
make  reparation  for  the  loss  and  damage  sustained  in  respect  of  breach  of 
contract.     The  Dey  Patents  Company  pleaded  that  the  Pursuers'  statements 

10  were  irrelevant,  insufficient,  and  unfounded  on  fact. 

III.  Mr.  John  Howard,  the  manager  of  Howard  Brotlxers,  in  the  evidence 
given  by  him,  described  how  the  third  action  of  suspension  and  interdict  came 
to  be  raised  by  him.  He  had  called  at  No.  3  Love  Loan,  Glasgow,  on  the  22nd 
of  February  1900,  two  days  before  the  interdict  was  presented,  and  had  found 

15  a  certain  number  of  the  registers  on  the  premises  being  altered  under  the 
direction  of  James  Oillies.  A  brother  of  James  Oillies  told  him  that  other  machines 
were  at  Stobcross  Quay,  in  Glasgow,  having  come  by  the  Anchor  Line  from 
Syracuse.  Up  to  the  said  22nd  of  February  1900,  and  f  i-om  the  14th  of  October 
1898,  after  the  conclusion  of  the  agreements  already  referred  to,  James  Oillies 

20  had  been  an  accredited  agent  of  Howard  Brothers  in  the  sale  of  the  registers, 
but  he  had  no  authority  to  order  machines  from  Syracuse.  Ali  he  had  to  do 
was  to  transmit  any  orders  he  received  to  Liverpool,  and  then  Howard  Brothers 
ordered  machines  to  fulfil  9uch  orders  from  Syracuse.  As  Howard  Brotliers 
considered  James  Chillies*  conduct  was  not  warranted  by  their  engagement  of 

25  him  Mr.  ffoward  dismissed  him  on  the  22nd  of  February,  and,  believing  that 
he  was  acting  with  the  connivance  of  the  Dey  Patents  Company^  he  raised  an 
action  of  suspension  and  interdict  against  the  Dey  Patents  Company  and  also 
against  t/a/Ties  Oillies^  as  already  mentioned.  In  this  action  the  prayer  was  for 
an  interdict  prohibiting  the  Respondents,  their  partners,  agents,  and  servants, 

30  and  all  other  persons  authorised  by  them,  during  the  continuance  of  the  three 
Patents  mentioned,  ante,  page  22,  from  manufacturing,  selling,  disposing,  or 
using  the  machinery  or  apparatus  described  in  the  Specifications,  or  any  of 
them,  filed  relative  to  the  said  Letters  Patent,  and  from  either  directly  or 
indirectly  making,  using,  putting  in  practice,  or  vending  the  said  inventions, 

35  or  any  of  them,  in  the  United  Kingdom,  and  for  delivery  up  of  infringing 
machinery  and  apparatus. 

The  statements  upon  which  this  prayer  was  based  included  the  greater  part 
of  those  already  mentioned  with  regard  to  the  agreements  under  which 
Howard  Brothers  had  purchased  the  Patent  rights  in  the  registers. 

40  In  their  Condescendence  3,  Hotvard  Brothers  made  the  f  oUowiiig  statement : — 
"  It  has  come  to  the  knowledge  of  the  Complainers,  and  it  is  the  fact,  that  the 
•*  Respondents,  the  Dey  Patents  Company,  have  supplied  to  the  Respondents, 
"  Chllies  Brothers  and  Jamss  Oillies,  and  that  the  latter  are  supplying,  exposing 
"  to  sale,  or  otherwise  using  machinery  and  apparatus  made  substantially  in 

45  "  accordance  with  the  said  Specifications,  and  in  infringement  of  the  invention 
"  contained  in  the  said  Letters  Patent.  The  course  adopted  by  the  Respondents 
**  is  that  the  Respondents,  the  Dey  Patents  Company  and  partners,  manufacture 
'*  the  said  macldnery  and  apparatus  in  the  United  States  of  America  and 
^*  transport  the  same  to  the  other  Respondents,  who  sell  the  same  in  this 

50  **  country  and  receive  remuneration  therefor  from  the  Dey  Patents  Company y 
Particulars  were  then  stated  of  17  machines  shipped  per  ss.  "  Ethiopia,"  and 
of  two  additional  machines  in  the  possession  of  Oillies  Brothers,  and  the 
Respondents  were  called  upon  to  supply  all  information  regarding  the 
orders  for  consignment  and  delivery  of  all  machines  manufactured  by  the 

55  Respondents,  the  Dey  Patents  Company,  and  delivered  in  the  United 
Kingdom  to  any  person  other  than  the  Complainers  subsequent  to  the  14th  of 
November  1899. 
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In  their  answer  to  this  statement  the  Dey  Patents  Company  said  that  OillieSy 
as  agent  for  Howard  Brothers^  procured  a  number  of  orders,  and,  to  enable  him 
to  fulfil  them,  requested  the  Dey  Patents  Company  to  supply  17  machines, 
which  were  delivered  to  Qillies^  as  agent  for  Howard  Brothers.  They  further 
stated  that  the  only  other  two  machines  at  3  Love  Loan,  Glasgow,  were  5 
incomplete  and  unmarketable. 

The  interdict  having  been  brought  on  the  24th  of  February  1900,  the  Lord 
Ordinary  on  the  8th  of  March  allowed  Answers,  and  on  the  20th  of  March 
Wilson^  K;C.  (instructed  by  J.  and  J,  RosSy  W.S.)  for  the  Complainers,  Howard 
Brothers^  and  Cullen  Cinstructed  by  Auld  and  Macdonald^  W.S.)  for  the  10 
Respondents,  the  Dey  Patents  Company^  were  heard  upon  the  Note  and 
Answers.  The  Respondents  argued  that  no  necessity  had  been  shown  for 
interdict  being  issued  since  the  whole  of  the  proceedings  of  the  Dey  Patents 
Company  and  Oillies  had  been  disclosed,  and  it  is  not  pretended  that  the  Dey 
Parents  Company  would  be  guilty  of  sending  the  registers  broadcast  upon  the  15 
market,  since  it  was  their  interest  rather  to  have  the  orders  put  through  the 
hands  of  Howard  Brothers^  their  vendees.  The  Complainers,  on  the  other  hand, 
maintained  that  through  their  action  in  importing  17  machines  into  Olasgow 
behind  the  back  of  Howard  Brothers^  it  was  necessary  that  Howard  BrotJiers^ 
who  had  the  sole  right  to  the  Patent  Rights  in  this  country,  should  be  protected.  20 

The  Lord  Ordinary  on  thb  Bills  (Pearson)  refused  interdict  against 
the  Dey  Patents  Company  upon  their  undertaking  not  to  manufacture,  sell, 
deal  in  or  use  in  Great  Britain  and  Ireland  the  machines  patented  under  the 
Letters  Patent  mentioned,  but  he  granted  interim '  interdict  as  craved  against 
Gillies  Brothers  and  James  CHUieSy  who  it  was  not  said  had  now  any  right  25 
to  sell  the  machines  either  on  behalf  %A  Howard  Brothers  or  the  Dey  Pat^ts 
Company.  No  appearance  was  made  for  Oillies  Brothers  or  James  Gillies^  but 
James  Gillies  was  afterwards  called  as  a  witness  in  the  case.  On  the  20th  of 
March  also  the  Lord  Ordinary  on  thb  Bills  passed  the  Note  into  the  Court 
of  Session,  and  a  record  was  made  up  and  closed  on  the  22nd  of  May  1900,  and  30 
a  proof  allowed. 

A  voluminous  proof  was  led  by  the  parties.  The  evidence  in  regard  to  the 
interdict  was  led  on  the  28th  and  29th  of  November  1900.  The  evidence  in 
regard  to  the  breach  of  contract  and  damages  was  adduced  on  the  29th 
and  30th  of  November  and  on  the  1st,  7th«  2Gth,  27th,  and  28th  of  35 
December  1900.  The  Pursuers  and  Defenders  were  examined  and  the  other 
witnesses  were  Mitchell  Scobie  Sutherland  and  James  Macdonald^  writer  in 
Glasgow,  the  agent  for  the  Dey  Patents  Company.  These  gentlemen  were 
examined  with  regard  to  the  making  of  the  different  contracts  and  the  alleged 
breaches  of  contract.  James  A.  Coubrough  was  examined  for  Howard  40 
Brothers  in  regard  to  the  invention,  and,  in  addition  to  the  partners  of  the 
Dey  Patents  Company^  David  M.  Ferguson^  registered  Patent  Agent  in 
Olasgow,  and  confidential  assistant  to  Edward  Hunty  Patent  Agent  there,  and 
Wallace  Fairweather,  consulting  engineer  and  sole  partner  of  Cruickshank 
and  Fairweat/ieTy  chartered  Patent  Agents  in  Glasgow,  as  well  as  Thamas  45 
Henry  Roberts^  a  clockmaker  in  Birkenhead,  who  gave  evidence  as  to  connecting 
the  register  with  a  timepiece,  were  examined  in  regard  to  the  mechanism  of  the 
register.  A  great  part  of  the  proof  consisted  of  cross-examining  the  partners 
of  the  Pursuers'  and  Defenders'  firms  with  regard  to  the  agreements  and  upon 
the  correspondence.  50 

The  hearing  of  the  evidence  occupied  several  days,  viz.,  5th,  6th,  7th,  and 
12th  of  February  1901. 

Urey  K.C.,  and  dlydsy  for  Howard  Brothers  (instructed  ut  supra). — The 
contract  of  the  14th  of  October,  as  well  as  that  of  the  10th  of  June  1898,  is  valid 
and  binding.    We  do  not  ask  for  implement  but  for  damages.    The  British  55 
Patent  was  accepted  by  the  HowardSy  and  no  question  has  arisen  about  that  on 
the  part  of  the  Deys.     The  agreement,  if  not  probative,  is  signed  by  both 
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partiea  and  the  alterations  initialled.  If  defective  in  form,  any  defect  has  been 
cured  by  rei  interventics^  the  first,  second  and  fourth  articles  having  been 
implemented.  There  was  no  evidence  of  its  being  conditional,  as  the  Deys 
contend,  except  that  of  Alexander  Dey,  and  he  could  not  state  intelligibly  the 
5  contents  of  the  alleged  counterpart.  Even  if  conditional  that  does  not  make  it 
inoperative.  The  subjects  of  the  contracts  of  the  14th  of  October  and  the  3rd  of 
November  are  quite  distinct,  and  therefore  the  doctrine  that  the  formal  contract 
supersedes  all  others  does  not  apply.  They  do  not  conflict.  The  question  is  what 
is  the  effect  of  the  documents — the  contracts  of  June,  October,  and  November  ? 

10  That  is  a  matter  of  construction,  and  the  deed  of  June  1898  clearly  expressed 
HowatyTs  option  to  purchase  the  British  Patents  of  1894  and  1898,  and  the 
obligation  of  the  Deys  to  procure  and  transfer  to  the  Howards  the  foreign 
Patents.  The  agreement  of  October  prohibited  sales  by  the  Deys^  and  that 
agreement  was  supplementary  of  the  others,  and  certainly  helped  to  interpret 

13  the  deed  of  June,  and  it  apportioned  the  price  among  the  various  countries. 
As  regards  fulfilment,  it  was  not  said  that  the  Howards  had  failed  ;  the  Deys 
have  failed  and  in  particular  by  their  sales  on  the  continent  they  have 
rendered  the  German  Patents  valueless,  they  have  thus  broken  their  contract  by 
selling  registers  in  the  United  Kingdom  and  by  selling  on  the  continent,  and 

20  by  entering  into  the  contract  mentioned  above  with  Breslauer — if  not  before 
October  1894,  at  any  rate  after  that  date. 

Onthrtey  K.C.,  and  Cullen  (instructed  ut  supra)  for  the  Dey  Patents  Company 
and  others. — The  contract  is  not  binding.  It  is  not  instructed  by  any  prol^tive 
docmnent.     It  was  conditional,  and  the  condition,  namely,  that  the  Howards 

25  shoxdd  execute  another  document  had  never  been  purified.  Further,  it  was 
Btiperseded  by  the  agreement  of  the  3rd  of  November.  The  deed  of  June  1898 
was  ambiguous  and  insusceptible  of  construction  so  as  to  be  enforced.'  It 
contained  no  provision  for  sale  and  transfer  of  the  manufactured  registers  to 
the  Howards  J  and  it  did  not  prohibit  the  Deys  from  selling  these  machines  on 

30  the  continent.     Nor  was  any  provision  made  for  partial  fulfilment  of  the 

bargain  or  apportionment  of  the  price.    But,  further,  as  regards  fulfilment  of 

the  contracts,  even  if  it  did  there  is  no  evidence  of  failure  on  the  part  of  the 

Deys ;  especially  they  have  not  failed  in  tendering  valid  Letters  Patent. 

On  the  28th  of  March  1901,  the  LORD  Ordinartt  (Kinoairnby)  pronounced 

35  this  interlocutor  : — *^  (1)  That  in  the  year  1888  the  Pursuers,  John  Dey  and 
**  Alexander  Dey,  the  sole  partners  of  the  Dey  Patents  Compa^iy^  invented  a 
"  machine  called  *  Dey's  Time  Register,'  designed  to  record  the  hours  of  arrival 
"  and  departure  of  workmen  at  and  from  their  work,  and  obtained  Letters  Patent 
**  for  the  invention  in  Great  Britain  and  in  certain  foreign  countries,  which 

40  "  foreign  Patents  have  now  expired ;  (2)  that  they  invented  a  new  time  register, 
"  and  in  1894  obtained  Letters  Patent  therefor  in  the  United  Elingdom,  also  in 
**  XJ.S.A.,  but  no  Letters  Patent  for  any  other  country ;  (3)  that  in  1898  they 
"  effected  a  further  improvement  on  their  time  register,  and  obtained  Letters 
•*  Patent  for  it  also  in  the  United  Kingdom,  which  are  dated  the  8th  of  November 

45  "  1898,  and  also  Letters  Patent  purporting  to  protect  the  said  invention  in  other 
^  countries,  in  the  colonies,  and  on  the  continent ;  (4)  that  the  Defenders,  for 
**  some  time  prior  to  August  1898,  were  agents  for  the  Pursuers  for  the  sale  of 
^  said  time  registers  in  the  United  Kingdom ;  (5)  that  by  agreement,  dated  the  LOth 
"  of  June  1898,  between  the  Pursuers  and  the  Defenders,  it  was  agreed  that  the 

50  ^'  Defenders  should  have  the  option  to  purchase,  for  the  sum  of  10,0002.,  (a)  the 
'*  benefit  of  the  said  British  Patent  of  1894,  {b)  the  benefit  of  foreign  Patents  for 
'*  the  invention  of  1898,  and  (c)  the  benefit  of  British  Patents  for  the  invention  of 
"  1898  ;  (6)  that  by  contract  between  the  parties,  dated  the  14th  of  October  1898, 
"  certain  time  registers  therein  mentioned  were  sold  by  the  Pursuers  to  the 

55  **  Defenders,  and  the  Pursuers,  by  said  contract,  bound  themselves  not  to  sell  any 
"  '  Dey'g  Time  Registers  '  except  in  the  United  States  and  Canada,  and  promised, 
**  in  all  reasonable  ways,  to  assist  the  Defenders  in  their  business  connected  with 
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^^  the  registers  ;  (7)  that  by  agreement  between  the  parties,  dated  the  3rd  of 
"  November  1898,  they  {inter  alia)  apportioned  the  total  price,  10,000^.,  among 
'^  the  various  countries  therein  specified  ;  (8)  that  in  implement  of  said  agree- 
"  ments  the  Pursuers  have  delivered  to  the  Defenders  the  British  Patents  for  the 
"  inventions  of  1888  and  1898,  and  that  they  have  tendered  delivery  of  Letters  * 
"  Patent  for  various  countries  on  the  continent  and  in  the  colonies  for  1898 ; 
^^  (9)  that  the  Pursuers,  in  breach  of  said  agreements,  sold  various  time  registers, 
'^  made  according  to  the  Patent  of  1894,  in  the  United  Kingdom  to  parties  other 
''  than  the  Defenders,  and  thereby  infringed  the  Patent  which  they  had  sold  to 
"  the  Defenders ;  (10)  that  in  breach  of  said  agreements  the  Pursuers,  by  them-  10 
**  selves  or  their  agents,  sold  various  time  registers,  made  in  accordance  with  the 
''  invention  of  1894,  to  various  persons  on  the  continent ;  and,  in  further  breach 
*^  of  saidicontracts,  the  Pursuers  entered  into  an  agreement  with  Emil  BresUtuer^ 
"  of  Berlin,  whereby,  on  the  narrative  that  the  parties  thereto  intended  the  said 
"  Emil  Breslauer  to  have  the  sole  and  exclusive  right  to  manufacture  and  sell  15 
''  the  said  registers  on  the  continent,  it  was  agreed  that  the  said  Dey  Parents 
"  Company  should  assist  the  said  Emil  Breslauer  in  the  erection  of  a  factory, 
*^  and  in  the  manufacture  of  the  registers  PS  therein  mentioned,  and  should 
'•  furnish  them  with  time  registers,  and  whereby  the  said  Dey  Patents  Company 
"  agreed  that  they  should  not  within  the  European  continent,  except  in  the  20 
**  United  Kingdom,  directly  or  indirectly,  deal  in  said  registers,  and,  further,  that 
"  the  said  Emil  Breslauer  should  have  the  option  to  purchase  the  Pursuer's  new 
"  Patent,  viz.,  that  of  1898,  at  the  price  of  10,000Z. ;  (11)  that  the  Pursuers 
"  concealed  said  transaction  with  Breslauer  from  the  Defenders ;  (12)  that  the 
*'  Defenders,  having  paid  to  the  Pursuers  the  first  instalment  of  1500Z.  in  terms  25 
"  of  the  contract,  are  entitled  to  decree  for  delivery  of  the  British  Letters  Patent 
"  of  1894 ;  (13)  that  the  Pursuers  are  liable  in  damages,  (I.)  as  infringers  of  the 
"  Defenders'  Patent  in  respect  of  the  time  registers  sold  by  them  in  the  United 
^^  Kingdom  after  the  22nd  of  August  1898,  being  the  date  when  the  Defenders 
"  exercised  their  option  to  purchase  said  Patents,  and  (II.)  for  the  breaches  of  30 
'^  contract  above  set  forth  :  And  appoints  the  cause  to  be  enrolled  that  parties 
*'  may  be  heard  in  reference  to  (1)  the  question  as  to  the  foreign  Patents  for  the 
^  invention  of  1898,  and  (2)  as  to  the  amount  of  damage  due  for  the  infringement 
*^  of  Patent  and  breaches  of  contract  above  set  forth.  Reserves  expenses ;  grants 
**  leave  to  reclaim."  35 

Lord  KiNOAlBNBY,  in  advising  the  case  on  the  28th  of  March,  said — ^There 
are  three  actions  in  Court  between  the  Dey  Patents  Company  and  its  partners, 
John  Dey  and  Alexander  Dey  on  the  one  part,  and  Howard  Brothers  on  the 
other  part,  arising  out  of  the  purchase  by  Howard  Brothers  from  the  Dey 
Patents  Company  of  certain  rights  relating  to  machines  for  the  registration  of  ^ 
the  hours  of  attendance  of  workmen  (called  **  Dey  Time  Registers  "),  invented 
and  patented  by  the  Deys.  One  of  these  actions  is  an  interdict  against  the  sale 
by  the  Deys  of  certain  of  the  registers  ;  another  a  petitory  action  by  the  Dey 
Patents  Company  against  Howard  Brothers  for  payment  of  1500^.  as  the 
balance  of  the  price  of  the  rights  connected  with  the  British  Patents  purchased  ;  ^^ 
and  the  third  is  an  action  by  Howard  Brothers  against  the  Dey  Patents  Com- 
pany for  implement  of  the  contracts  between  them,  and  for  accounting,  and 
failing  implement  for  damages  for  breach  of  contract.  The  last  of  these  is  the 
most  important.  It  is,  for  various  reasons,  a  very  complicated  action,  but  the 
decision  of  it  will  involve  the  decision  of  the  other  two  ;  and  I  will  therefore  50 
confine  my  attention,  in  the  first  place,  to  that  action  for  implement  and 
damages. 

The  Deys  took  out  three  Patents  for  time  registers,  one  in  1888,  another  in 
1894,  and  the  third  in  1898  ;   each  had  the  same  object,  and  the  one  machine 
patented  was,  or  was  meant  to  be,  an  improvement  on  that  which  preceded  it.  55 
The  time  register  of  1888  has  apparently  gone  out  of  the  market,  superseded,  I 
suppose,  by  the  other  machines.    It  may  be  regarded  as  practically  out  of  the 
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case,  and  I  will  not  commit  any  serious  error  if,  in  what  follows,  I  omit  con- 
sideration of  the  Patent  of  1888.  For  the  invention  of  1894  a  British  Patent 
only,  in  addition  to  an  American  Patent,  has  been  obtained,  and  no  foreign 
Patents.  Both  British  Patents  and  Patents  for  various  countries  on  the 
5  continent  hjive  been  obtained  for  the  register  of  1898,  but  all  of  them  are  dated 
after  the  last  of  the  contracts  between  the  parties,  the  British  Patent  being 
dated  the  3rd  of  November  1898.  The  invention  appears  to  have  been 
ingenious,  useful,  and  successful. 
The  relations  in  which  the  parties  stood  toward  each  other,  when  the  trans- 

10  actions  between  them  took  place,  were  somewhat  special,  and  it  is  necessary 
to  advert  to  them  at  the  outset.    Howard  Brothers  had  for  some  time  acted  as  , 
agents  for  the  Dey  Patents  Company ^  for  the  sale  of  their  Patents  in  Great 
Britain,  and  during  the  negotiations  their  agency  continued.    Howard  Brothers 
were  therefore  familiar  with  the  nature  of  the  inventions  ;  and  they  must  have 

15  known,  and  no  doubt  did  know,  that  the  invention  of  1894  was  not  protected 
on  the  continent  by  any  Letters  Patent ;  and  I  think  they  also  knew  that  such 
Patents  could  not  have  been  obtained  at  the  date  of  the  contracts ;  because  the 
r^^ter  had  been  sold  throughout  the  continent  to  a  considerable  extent.  On 
the  other  hand,  the  Dey  Patents  Company  seem  to  have  been  in  a  position  of 

20  advantage  ;  and  their  invention  of  1894,  though  not  protected  abroad  by  Letters 
Patent,  yet  was  practically  protected  to  a  large  extent  by  its  ingenuity  and  the 
difficulty  of  making  the  registers.  The  Deys  had  established  a  factory,  or 
factories,  for  their  construction,  and  could,  and  did,  construct  them  much  more 
cheaply  than  the  Howards^  or  than  anyone  else. 

25  There  was,  besides,  another  peculiarity  in  their  relations,  which  it  may  be 
proper  to  notice  here ;  because  it  was  said  to  form  the  key  to  Dr.  Dey's  pro- 
ceedings, which  otherwise  are  difficult  to  follow,  which  was  this,  that,  although 
they  were  contracting,  they  distrusted  each  other,  and  Dr.  Dey  never  believed 
that  the  Howards  had  money  enough  to  be  able  to  carry  out  their  contract. 

30  Apparently  he  always  believed  that  they  would  fail  to  do  so  ;  and  he  was 
desirous  to  keep  in  touch  with  other  parties  to  whom  he  might  sell  his  invention 
if  the  Howards  failed  him.  I  think  Dr.  Dey  admits  this  himself,  and  it  must 
have  generated  in  him  a  kind  of  policy  hardly  favourable  to  simple  and 
straightforward  dealing.    So  far  as   I  have  been  able  to  see,  there  was  no 

35  justification  for  this  suspicion. 

This  was  the  position  of  the  parties  when  the  contracts  were  executed,  which 
the  Howards  now  seek  to  enforce,  or  for  the  breach  of  which  they  seek 
damages.  The  summons  concludes  for  implement  of  four  contracts  ;  but, 
omitting  one  of  them  dated  the  22nd  of  August  1898,  as  unimportant,  it  may  be 

40  said  that  there  are  three  contracts  on  which  the  Pursuers  now  found,  which 
are  dated  respectively  the  10th  of  June,  the  14th  of  October,  and  the  3rd  of 
November,  all  in  1898.  Parties  are  agreed  that  contracts  were  completed  on 
the  10th  of  June  and  the  3rd  of  November.  Various  other  informal  deeds, 
drafts  and  copies  were  drawn,  but  it  is  not  said  that  there  were  any  other 

45  concluded  contracts.  But  the  Dey  Patents  Company  deny  that  any  contract 
was  completed  on  the  14th  of  October,  and  an  important  question  between  the 
parties  is  whether  there  was  a  contract  completed  on  that  date  or  not. 

The  conclusions  are  for  implement  of  these  contracts  by  the  Dey  Patents 
Company : — (1)  By  delivering  the  British  Letters  of  Patent  of  1894  (which 

50  has  now  been  done)  ;  (2)  by  obtaining  and  transferring  to  Howard  Brothers 
effectual  Letters  Patent  in  the  case  of  each  of  the  foreign  countries  specified 
in  respect  of  the  invention  described  in  the  Specifications  for  British  Letters 
Patent  for  1888, 1894  and  1898,  to  the  effect  of  conferring  on  the  Pursuers  the 
exclusive  right  to  the  invention  in  these  countries.    The  summons  concludes 

55  secondly  for  production  by  the  Dey  Patents  Company  of  an  account  of  the 
time  registers  manufactured  and  sold  by  them  since  the  22nd  of  August,  or 
alternatively  since  the  14th  of  October,  1?^98,  and  for  payment  of  10,000?.  as 
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due  on  the  accounting.  The  third  and  alternative  conclusion  is  for  payment  of 
30,000/.,  which  is  a  conclusion  for  damages  for  breach  of  contract  and 
infringement  of  Patent. 

At  the  debate  the  Defenders  did  not  ask  decree  for  implement.  It  was 
admitted  that  the  British  Patent  for  1894  had  now  been  delivered,  and  that  no  5 
foreign  Patents  for  1894  exist  or  pan  exist.  The  British  Patent  for  1898  has 
been  tendered  and  accepted  ;  and  I  understood  that  the  foreign  Patents  for 
1898  have  been*  tendered,  but  have  been  rejected,  because  the  Defenders  say 
that  their  efficacy  and  validity  has  been  destroyed  by  the  actings  of  the 
Pursuers.  The  action  has,  therefore,  resolved  into  an  action  of  damages  for  10 
breach  of  contract,  involving,  as  regards  part  of  the  claim,  infringement  of 
Patent. 

I  understand  that  no  question  exists  about  British  Patents.  The  contracts 
regarding  them  have  been  fulfilled.  Neither  party  complains  about  that,  and 
neither  party  has  contended  that  there  is  now  no  contract.  It  has  not  been  15 
pleaded  that  the  claim  of  damages  for  breach  of  contract  is  excluded  because 
partial  implement  has  been  given  and  accepted.  No  question  of  that  sort  is 
raised  on  the  pleadings  or  was  alluded  to  at  the  debate. 

The  action  of  implement  and  the  petitory  action  have  been  conjoined.  An 
extremely  long  proof  has  been  led  in  the  conjoined  actions  ;  and  a  vast  mass  20 
of  correspondence  has  been  produced,  all  of  which  I  have  studied,  but  which 
it  would  be  quite  out  of  the  question  to  discuss  in  detail,  and  references  to  the 
various  letters  would  give  little  assistance.  I  can  do  no  more  than  direct 
attention  to  the  principal  points,  and  summarise  the  conclusions  to  which  I 
have  come  so  far  as  I  have  found  myself  in  a  position  to  decide  the  points  ^^ 
debated. 

The  incessant  letters,  indicating  a  very  indifferent  opinion  by  each  correspon- 
dent of  the  other^  clever  enough  but  totally  unbusinesslike,  the  interchange  of 
loose  improbative  documents,  the  partial  concealments  and  partial  disclosures 
render  the  examination  of  the  case  a  task  of  great  difficulty.  It  is  much  to  be  30 
regretted  that  Dr.  Dey  did  not  confine  his  ingenuity  to  the  invention  of  his 
Patents,  and  leave  the  sale  of  them  to  be  carried  out  by  his  law  agents  along 
with  the  law  agents  of  the  Howards, 

The  first  question  is — What  are  the  documents  which  form  the  contract  ? 
This  is  the  same  as  to  ask — Is  the  document  dated  14th  October  1898  a  com-  3.> 
pleted  and  binding  contract  ?  This  is  a  point  of  considerable  importance,  and  it 
is  to  be  regretted  that  there  is  so  much  confusion  and  discrepancy  in  the 
evidence  about  it,  arising,  I  think,  from  failure  of  recollection  and  very  natural 
confusion  of  one  document  or  draft  or  copy  with  another,  but  not  from  any 
deliberate  desire  to  mislead.  When  there  is  so  much  confusion  and  discrepancy  40 
it  is  impossible  to  feel  certain  ;  but  I  am  of  opinion  on  the  whole  that  the 
binding  and  contractual  character  of  the  document  is  established. 

The  document  is  not  probative.  But  it  is  signed  by  both  parties,  and  several 
alterations  on  it  have  been  initialled  by  Alexander  Dey.  It  is  expressly  con- 
tractual and  bears  to  be  granted  by  Alexander  Dey  for  the  Dey  Patents  Company^  ^^ 
and  to  be  confirmed  and  agreed  to  by  Howard  Brothers.  So  it  is  bilateral.  I 
take  it  that  any  formal  defect  in  it  has  been  cured,  if  that  was  required,  by  rei 
interventtMf  for  at  least  the  first,  second,  and  fourth  articles  of  it  have  been 
implemented.  Indeed  I  do  not  understand  that  any  objection  is  taken  to  it  on 
the  ground  of  want  of  authentication.  An  account  of  the  execution  of  it  is  ^^ 
given  in  Answer  2  of  the  Record ;  but  I  understood  it  to  be  conceded  that 
Jt  is  quite  incorrect. 

But  the  deed  was    objected    to  on    two  grounds, — (first)  because  it  was 
conditional,  and  (second)  because  it  was  superseded  by  the  contract  of  the 
3rd  of  November.    It  was  written  in  duplicate,  that  is  to  say  a  copy  was  made  55 
of  the  original!  copy,  and  each  party  kept  his  copy,  and  both  are  in  process. 
Nob,  818,  821.    I  think  it  clear,  and  indeed  admitt^,  that  when  Dey  signed  this 
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docQment,  be  regarded  it  as  a  binding  contract  and  it  is  so  expressed,  being 
bilateral ;  but  he  now  refuses  to  be  bound  by  it  because  he  says  that  he  signed 
it  on  condition  that  Howard  would  sign  another  deed,  which  he  calls  its 
counterpart,  which  he  says  Howard  failed  to  do.  Howard  denies  that,  and 
5  there  is  no  evidence  of  it  but  Alexander  Dey^s,  Alexander  Dey  has  not 
produced  this  "counterpart,"  nor  given  any  intelligible  account  of  what  it 
contained.  Ke  said  it  was  a  deed  giving  certain  concessions.  But  he  cannot, 
by  alleging  a  deed  which  he  can  only  describe  in  such  a  vague  and  meaningless 
manner,  displace  a  distinct  bilateral 'Obligation.    I  think  that  the  contempora- 

10  neons  correspondence  strongly  favours  the  view  of  the  Defenders,  and  my 
impression  is  that  Dr.  Dey  got  into  some  confusion  between  this  supposed 
**  counterpart "  and  the  draft  which,  when  adjusted,  became  the  contrac;t  of  the 
3rd  of  November.  At  any  rate  he  has  not  shown  that  the  document  of  the 
14th  of  October  is  inoperative  because  it  was  conditional. 

15  But  (secondly)  it  is  said  to  have  been  superseded  by  the  agreement  of  the 
3rd  of  November.  That  was  maintained  on  the  familiar  doctrine  that  when  a 
formal  contract  is  completed  all  previous  contracts  on  the  same  subject  are 
superseded.  I  think  that  that  doctrine  does  not  apply  because  the  subjects  of 
the  two  contracts  are  quite  different.      The  one  relates  to  the  sale  of  the 

20  registers,  the  other  to  the  sale  of  the  Patent  rights — two  perfectly  different 
things.  The  one  has  no  effect  on  the  other.  They  do  not  conflict,  and  if  the 
contract  of  the  14th  of  October  were  cancelled  there  would  be  no  written 
agreement  about  the  matters  embraced  in  it,  because  they  are  not  mentioned  in 
the  contract  of  the  3rd  of  November.    There  is  one  matter  which  is  referred  to 

25  in  both,  viz. :  the  supply  of  four  models  of  registers  made  according  to  the 
Patent  of  1898.  In  the  contract  of  the  14th  of  October  there  is  an  express 
agreement  about  these  four  models,  but  there  is  no  agreement  about  them  in 
the  deed  of  the  3rd  of  November,  but  only  a  reference  to  a  previous  agreement 
about  them  (presumably  the  agreement  of  the  14th  of  October)  which  does  not 

30  show  that  the  later  deed  supersedes  the  earlier,  but  ratlier  that  the  earlier  deed 
was  regarded  as  a  separate  contract.     I  therefore  think  that  these  three  docu- 
ments are  the  deeds  to  be  taken  into  account  in  determining  the  rights  of  the 
parties. 
The  next  matter  for  consideration  is  the  purport  and  effect  of  these  docu- 

35  ments.  This  is  a  still  more  difficult  matter,  because  it  is  not  easy  to  imagine 
more  imperfect,  slipshod,  and  unbusinesslike  writings.  In  considering  these 
deeds  it  must  be  kept  in  mind,  as  already  noticed,  that  there  were  then  only 
two  existing  inventions — ^those  of  1888  and  1894 — ^and  that  for  the  latter  there 
were  no  foreign  Patents.    The  invention  of  1898  was  not  then  patented,  but 

40  the  Deys  were  on  the  eve  of  obtaining  Patents  for  it.  I  find  it  necessary  to 
consider  these  deeds  separately.  The  first  deed,  10th  of  June  1898,  is  not 
precisely  a  contract  of  sale,  but  a  contr<ict  which  gives  an  option  to  buy.  The 
first  paragraph  is  plain,  and  gives  the  Howards  an  option  to  buy  the  British 
Patent  of  1894.    There  is  no  question  now  as  to  that.    The  second  paragraph  is 

45  unfortunately  expressed.  It  reads  like  an  obligation  on  the  Dey  Patents  Com' 
pony  to  take  out  foreign  Patents  for  the  invention  of  1894 — at  least  it  would 
readily  enough  bear  that  reading.  But  that  interpretation  is  excluded  by 
agreement  expressed  in  a  singular  article  in  the  contract  of  the  3rd  of  November, 
which  is  as  follows  : — "  Fifth.  The  present  or  improved  invention  referred  to 

50  *"  in  the  original  agreement  is  that  for  which  Patents  are  being  applied  for,  the 
"  completed  drawings  of  which  are  in  the  hands  of  Mr.  E.  Hunty  Patent 
*'  agent,  Glasgow."  This  is  in  effect  an  interpretation  clause,  and  I  understood 
Counsel  for  Howard  Brothers  to  concede  (as,  indeed,  he  could  not  help  doing), 
that,  in  respect  of  it,  the  second  paragraph  of  the  contract  of  the  10th  of  June 

55  must  be  read  as  relatiug  to  the  Patent  of  1898,  and  not  to  the  Patent  of  1894, 
aud  as  giving  no  direct  rights  in  regard  to  that  Patent,  or  to  registers  made  in 
accordance  with  it. 
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Paragraph  (c)  of  Article  1  of  this  document  may  refer  to  British  Patents  for 
1898.  It  is  far  from  clear  that  it  does,  but  I  think  it  ought  to  be  so  read,  for,  if 
not,  the  British  Patent  for  1898  is  not  referred  to  at  all.  Article  2  fixes  the 
date  for  exercising  the  option  ;  and  Article  3  provides  that  should  the  option  be 
exercised  the  parties  should  buy  and  sell  '^  the  said  premises.**  But  die  deed  5 
does  not  define  or  explain  *^  the  said  premises."  Article  4  provides  that  the 
price  shall  be  10,000Z.,  and  provides  for  a  deposit  of  5002.  fourteen  days  after 
the  option  is  exercised.  Article  5  fixes  the  date  (afterwards  changed)  for  the 
completion  of  the  purchase,  "  when  the  balance  of  the  said  purchase  money 
^*  shall  be  paid  to  the  vendor,  and  the  vendor  shall  execute  and  do  all  assurances  10 
"  and  things  as  may  reasonably  be  required  by  the  purchasers  for  the  purpose 
**  of  effectually  vesting  the  said  premises  in  them  or  their  nominees.**  Article  6 
provides  that  should  the  option  be  exercised,  and  the  purchasers  fail  to  fulfil 
the  conditions,  the  vendor  would  be  entitled  to  annul  the  sale,  and  retain  the 
^m  deposited  as  liquidate  damages.  li^ 

A  list  of  various  countries  is  appended,  but  the  lump  sum,  10,0002.,  is  not 
apiK>rtioned.    This  deed  expresses  clearly  enough  Howard^ s  option  to  purchase 
the  British  Patents  of  1894  and  (not  so  clearly)  the  British  Patents  of  1898  when 
procured.    It  further  expresses  the  obligation  of  the  Dey  Patents  Company  to 
procure  and  transfer  to  Howard  Brothers  the  foreign  Patents,  which  must  be  20 
held  to  be  the  Patents  for  the  invention  of  1898,  when  they  were  procured. 
But  it  is  very  defective  in  other  important  particulars.    It  does  not  provide  for 
the  sale  or  transfer  to  the  Howards  of  any  of  the  registers  constructed.    They 
were  difficult  of  construction  by  anyone  but  the  DeySj  and  therefore  the 
Howards  could  not  obtain  the  full  benefit  of  the  Patent  rights,  unless  they  2h 
received  also,  at  a  fixed  and  reasonable  price,  the  registers  which  had  been  and 
were  being  constructed  by  the  Dey  Patents  Company,    If  the  Howards  wanted 
the  registers,  or  if  the  Dey  Patents  Company  wished  to  gefc  quit  of  their  stock, 
that  ought  to  have  been  carefully  provided  for.    Further,  this  contract  does  not 
expressly  prohibit  the  sale  by  the  Dey  Patents  Company  of  these  registers  on  30 
the  continent,  where  the  sale  of  them  was  not  prevented  by  Letters  Patent. 
It  appears  from  the  proof  and  correspondence  that  the  Dey  Patents  Company 
had  in  various  ways  been  actively  pressing  such  sales.    It  is  not  clear  that 
Howard  Brothers  knew  of  these  sales  so  early  as  June  1898,  but  when  they 
discovered  them  they  strongly  objected,  conceiving,  apparently,  that  the  sale  35 
of  these  machines  by  the  Dey  Patents  Company  was  against  the  good  faith  of 
the  bargain  with  them  ;    they  believed  also  that  such  sales  would  greatly 
militate  against  the  sale  of  the  Patent  of  1898  when  it  was  put  on  the  market, 
and  this  is  a  point  often  recurred  to  in  letters,  while  the  Deys  contend  that  it 
is  necessary  to  continue  the  sales  in  order  to  keep  the  market  alive.  Further,  iu  40 
this  contract  no  provision  is  made  for  the  partial  fulfilment  of  the  bargain  or 
for  any  apportionment  of  the  price. 

One  at  least  of  these  defects  was  remedied  by  the  agreement  of  the  14th  of 
October  above  mentioned,  the  last  article  of  which  is  as  follows : — "  Lastly.  We 
"  agree  not  to  sell  to  any  person  or  firm  in  any  country  outside  the  United  45 
^^  States  of  America  and  Canada  any  '  Dey  Time  Registers  *  of  any  description, 
"  and  will,  so  far  as  in  our  power,  prevent  any  other  person,  except  yourselves, 
**  doing  so,  and  will  cable  our  Sydney  agents  to  cease  at  once  selling  the 
*'  machines  in  Australia ;  and  in  all  reasonable  possible  ways  we  promise  to 
"  alasist  you  to  further  the  interests  of  the  business  for  which  you  have  bought  50 
. "  the  Patent  rights."  Prior  to  this  date  there  had  been  no  express  prohibition 
of  such  sales.  But  after  that  date  they  could  not  be  continued  without  manifest 
breach  of  the  contract.  Further,  the  first  and  second  articles  of  this  agreement 
bear  that  the  Dey  Patents  Company  thereby  sold  to  Howard  Brothers  certain 
registers,  I  think  67  in  all,  at  the  rates  of  5/.  and  5Z.  10^.  per  register.  53 

I  come  now  to  the  last  contract,  that  concluded  on  the  3rd  of  November  1898. 
It  bem  tg  be  supplementary  to  the  contract  of  the  10th  of  June,  which  it 
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expressly  adopts.  It  does  not  mention  the  contract  of  the  14th  of  October. 
But  it  does  not  follow  from  that,  that  that  contract  was  superseded  ;  because 
Mr.  Macdonald,  the  agent  for  the  Dey  Patents  Company^  who  drew  this  latest 
contract,  does  not  seem  to  have  seen  or  known  of  the  contract  of  the  14th  of 
5  October.  It  is  true  that  Mr.  Macdonald  supposed  that  these  two  contracts  of 
June  and  November  were  the  only  concluded  contracts  between  the  parties ; 
but  it  does  not  appear  clearly  how  he  derived  that  impression — ^it  was  only  an 
impresBion-^and,  notwithstanding  his  evidence,  I  think  that  this  was  not  so, 
but  that  the  document  of  the  14th  of  October  formed  a  separate  article  of  the 

iO  contract.  One  of  the  things  effected  by  this  last  deed  was,  as  already  noticed, 
to  pat  a  certain  interpretation  on  the  contract  of  the  10th  of  June.  Besides 
doing  that,  the  chief  modifications  which  this  latest  deed  effects  seem  to  be 
that  it  apportions  the  lump  price  among  the  different  countries  in  which 
Patents  were  to  be  taken ;  fixing  3500?.  as  the  price  for  the  British  Patents, 

1&  and  various  other  sums  for  the  different  countries  enumerated.  Further,  in 
reference. to  the  time  of  payment,  it  provides  that  one  half  of  the  3000Z. 
should  be  paid  within  twenty-eight  days  after  delivery  of  the  four  or  new 
registers  which  the  Dey  Patents  Company  had  agreed  (by,  as  I  presume,  the 
contract  of  the  14th  of  October)  to  supply,  and  "  in  exchange  for  the  docu- 

20  "  ments  of  title  to  the  two  existing  Patents  "  (1888  and  1894)  ;  and  the  other 
half  twenty-eight  days  after  the  document  of  title  to  the  new  Patent  had  been 
tendered.  This  contract  further  provides  by  Article  3  for  the  event  of  the 
Dey  Patents  Company  being  unable  to  procure  Letters  Patent  for  any  of  the 
countries  named  without  fault  or  neglect  on  their  part.    The  contract  contains 

25  a  clause  of  arbitration  which  might  have  been  very  useful,  but  which 
unfortunately  the  parties  have  not  put  in  force. 

The  next  question  regards  the  implement  of  these  contracts.  Now  I  do  not 
think  any  argument  was  offered  to  the  effect  that  Howard  Brothers  have  failed 
to  implement  the  contracts.    There  is  no  counter  action  of  damages  against 

30  them  for  breach  of  contract.  The  Deys  have  implemented  their  contracts  so 
far  as  they  related  to  the  British  Patents.  There  seems  to  be  no  question 
remaining  about  any  of  the  British  Patents  for  1888,  1894  or  1898,  except  the 
question  of  payment  of  the  price.  Howard  Brothers  have  got  all  these  Patents, 
and  are  now,  no  doubt,  liable  to  pay  the  Dey  Patents  Company  the  consigned 

;i5  balance  of  1500^.  sued  for  in  the  petitory  action  under  deduction  of  whatever 
sum  may  be  found  to  be  due  by  the  Dey  Patents  Company  under  this  action. 

The  Defenders  have  received  no  foreign  Patents  for  1894,  and  it  results  from 
the  interpretation  which  the  parties  put  by  agreement  on  the  contract  of  the 
10th  of  June  1898,  that  they  have  no  right  to  such  Patents.    Their  action  fails 

40  on  that  point. 

The  question  whether  the  Pursuers  have  implemented  their  contracts  as  to 
the  foreign  Patents  of  1898  is  not  so  clear.  I  understand  that  they  have 
delivered  these  Letters  Patent,  and  I  do  not  understand  that  any  separate 
question  is  now  raised  about  the  German  Patents.    But  I  understand  that  all 

45  these  Letters  Patent  have  been  rejected  by  the  Howards  as  invalid  and  valueless^ 
and  as  having  been  rendered  so  by  the  sales  on  the  continent  by  the  Dey 
Patents  Company  and  their  agents. 

I  do  not  remember  that  it  was  argued  that  Howard  Brothers  were  bound  to 
take  these  Letters  Patent  and  to  pay  the  prices  apportioned  to  the  various 

50  countries ;  or,  that  their  refusal  to  take  them  amounts  to  breach  of  contract. 

'  At  the  same  time  I  am  not  at  present  prepared  to  find  that  the  Dey  Patents 

Company  have  broken  the  contract  in  this  particular,  by  failing  to  tender 

Letters  Patent  which  are  valid,  and  that  they  are  liable  in  damages  on  that 

ground.    This  is  one  of  the  points  about  which  I  would  be  glad  to  hear  further 

55  explanations. 

There  is,  I  understand,  no  claim  of  damages  for  the  sale  by  the  Dey  Patents 
Company  of  registers  made  under  the  Patent  of  1898,  seeing,  as  I  understand, 
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that  none  have  been  sold  in  the  United  Kingdom,  or  on  the  continent. 
Farther,  I  understand  that  no  breach  is  alleged  with  reference  to  the  old  Patent 
or  registers  of  1888.  Subject  then  to  the  question  as  to  the  foreign  Patents 
of  1898,  I  do  not  think  that  the  Dey  Patents  Company  are  chargeable  with 
breach  of  contract  by  failure  to  deliver  any  of  the  Patent  rights  which  they  5 
undertook  to  furnish.  Tliat  the  Dey  Patents  Company  are  chargeable  with 
breach  of  their  contract,  and  that  of  a  very  gross  and  flagrant  kind,  is,  I  think, 
not  open  to  doubt ;  and  their  breaches  of  contract  appear  to  me  to  be  two,  or  of 
two  kinds.  I  think  they  have  broken  the  contract  (1)  by  selling  time  registers 
in  the  United  Kingdom,  and  (2)  by  their  sales  on  the  continent  through  their  10 
agent ;  and  by  their  wholesale  and  surprising  contract  with  Breslauer.  It 
appears  to  me  that  any  sales  in  the  United  Kingdom  not  sanctioned  by  the 
Pursuers  were  in  breach  of  the  contract  if  made  after  the  22nd  of  August  1898, 
the  date  of  the  deposit.  I  understand  that  all  the  sales  complained  of  were  of 
latpr  date.  These  sales  appear  to  me  to  have  been  infringements  on  the  15 
Defenders'  Patent  rights.  The  States  which  have  been  produced  seem  by  no 
means  very  explicit  and,  to  prevent  mistake  and  confusion,  I  must  ask  further 
explanations  as  to  the  number  of  such  registers  and  as  to  the  mode  in  which  it 
is  proposed  by  each  party  to  assess  the  damages. . 

As  to  the  sales  of  registers  of  1894  on  the  continent,  these  may  have  been  20 
against  the  understanding  of  the  parties  and  possibly  not  in  accordance  with 
fair  play,  after  the  deposit  was  lodged  ;  but  I  cannot  find  any  clear  obligation 
on  the  Dey  Patents  Company  not  to  make  such  sales  until  the  14th  day  of 
October  1898.    I  think  that  after  that  date  these  sales  were  in  violation  of  the 
contract.     But  the  articles  sold  were  unpatented,  and  these  sales  were  not  an  25 
infringement  of  the  Patent  rights.      But  I  consider  that  the  Dey  Patents 
Company  were  then  in  very  plain  violation  of  their  contract  of  the  14th  of 
October  not  to  sell.    Here  again  I  am  uncertain  whether  I  have  fully  understood 
the  States  which  the  parties  have  lodged,  and  I  think  they  should  be  able  to 
agree  as  to  the  number  of  registers  sold  since  that  date.    The  amount  of  damage  30 
is,  I  apprehend,  a  jury  question  about  which  I  shall  be  glad  to  hear  whatever 
(if  anything)  parties  may  desire  to  suggest  in  addition  to  their  former  argument. 
I  suggest  the  questions  whether  such  damage  is  to  be  taken  on  the  footing  that 
the  Defenders  were  entitled  to  receive  such  registers  and  to  sell  them  for  their 
own  behoof,  and,  if  so,  at  what  price  ?  or  is  it  to  be  taken  on  the  footing  that  35 
the  Defenders  should  receive  the  profit  which  the  Pursuers  have  made  ?  or  is  it 
to  be  regarded  as  a  general  question  of  damages  including  the  injury  to  the 
foreign  Patent  rights  of  1898  ? 

The  contract  of  the  19th  of  November  1898  between  the  Dey  Patents  Company 
and  Emit  Breslavsr  is  certainly  a  very  surprising  agreement  lo  be  entered  into  40 
immediately  after  the  contracts  between  the  Pursuers  and  Defenders  of  the 
14th  of  October  and  the  3rd  of  November,  and  the  fact  that  Alexander  Dey 
concealed  it  from  Howard  Brothers  makes  it  more  remarkable.  I  do  not 
know  how  far  Breslauer  was  deceived.  Alexander  Dey  had  a  very  clear 
notion  that,  as  regards  the  registers  of  1894  on  the  continent,  he  had  nothing  45 
to  sell,  because  of  the  want  of  foreign  Letters  Patent.  When  reproached 
with  inducing  Breslaiier  to  pay  500/.  per  annum  for  that  which  he  had  no  right 
to  sell,  his  cynical  answer  that,  if  Breslauer  was  fool  enough  to  make  him  the 
offer,  there  was  no  reason  why  he  should  not  accept  it,  does  not  at  all  events  err 
on  the  side  of  hypocrisy.  At  the  same  time  it  is  to  be  noticed  that  the  contract  50 
with  Breslauer  discloses  on  its  face  that  the  subject-matter  of  it  was  an  un* 
patented  article,  and  that  Breslauer  was  buying  nothing  but  a  species  of 
goodwill,  and  all  the  assistance  which  Dey  engages  by  the  contract  to 
give  him. 

The  deed,  however,  is  in  startling  violation  of  the  bargain  with  Howards.    It  55 
may  be  explained  on  the  view  (already  adverted  to)  that  Dey  was  satisfied  that 
Howard  was  unable  to  complete  his  bargain  ;  and  I  am  somewhat  anxious  to 
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believe  that  Dr.  Dey^s  idea  was  that  he  was  making  a  bargain  for  Howard^  if  it 
should  so  happen  that  Howard  should  unexpectedly  complete  his  purchase. 

However  it  may  be  looked  at,  I  think  that  Howard  Brothers  are  entitled  to 
insist  that  it  was  a  gross  violation  of  contract  entitling  them  to  such  damage  as 
5  they  may  be  able  to  prove  to  have  resulted  from  it.  That  also  is  a  jury 
question. 

This  contract  seemed  to  put  in  Breslaner's  power  to  acquire  the  Letters 
Patent  of  1898.  But  I  do  not  understand  that  he  has  done  so.  As  I  understand, 
these  Letters  Patent  are  at  the  offer  of  Howard  Brothers^  if  they  will  have 
10  them. 

On  that  point  and  also  on  the  claim  of  Howard  BrotJiers  for  damages  in 
respect  that  the  foreign  Patents  for  1898  have  been  rendered  valueless,  I  will 
be  glad  to  hear  the  views  of  parties.  It  will  be  considered  whether  there  is  not 
an  inconsistency  in  claiming  damage  for  the  Patents  being  rendered  valueless 
15  through  the  sales  of  the  1894  registers ;  and  also  in  claiming  damages  directly 
for  such  sales. 

Leave  was  granted  to  reclaim  against  the  intiOrlocutor,  but  the  parties  preferred 

to  be  heard  by  his  Lordship  on  the  question  of  damages  and  in  reference  to  the 

questions  as  to  the  foreign  Patents  for  the  invention  of  1898.     Parties  accordingly 

20  ^ere  heard  on  the  5th  of  July  1901,  on  the  method  and  principle  of  assessing 

the  damages  due  to  the  Howards. 

The  Lord  Ordinary  (Kinoairnby)  made  avizandum  with  this  argument,  and 
on  the  30th  of  July  he  issued  this  interlocutor  :— "30th  July  1901.  The  LORD 
"  Ordinary  having  considered  the  cause,  in  the  action  at  the  instance  of  Howard 

25  '*  Brothers  against  the  Dey  Patents  Comf/any  (1)  assesses  the  damage  due  by 
"  the  latter  to  the  former  at  450^.  for  breach  of  contract  and  infringement  of 
"  Patent  alleged  ;  (2)  assesses  the  damages  due  as  aforesaid  for  breach  by  the 
"  Dey  Pat-enUi  Company  of  the  contract  dated  the  14th  of  October  1898  at  1850^., 
*'  and  finds  that  the  said  Dey  Patents  Company  are  due  to  the  said  Howard 

30  *'  BrotJiers  the  said  two  sums  of  450^.  and  1850Z.,  amounting  together  to  2300{., 
"  reserving  to  the  Messrs.  Howard  all  claims  competent  to  them  for  damages  for 
"  any  breach  of  said  contract  subsequent  to  the  date  of  this  action.  In  the 
**  action  at  the  instance  of  the  Dey  Patents  Company  v.  Howard  Brothers  finds 
"  that  the  Dey  Patents  Company  are  entitled  under  the  conclusions  of  that 

35  "  action  to  payment  of  the  sum  of  1500Z.  concluded  for  ;  appoints  the  cause  to 
^  be  put  out  in  order  that  effect  may  be  given  to  these  findings,  and  to  dispose 
"  of  the  question  of  expenses." 

Lord  KiNGAiRNBY,  in  advising  this  part  of  the  case,  said — I  do  not  resume 
consideration  of  what  I  have  already  decided  in  these  cases.     I  have  decided 

40  that  the  Messrs.  Dey  are  chargeable  with  two  breaches  of  contract  (1)  by  the 
sale  of  the  registers  of  1894  in  the  United  Kingdom  after  the  22nd  of  August ' 
1898,  in  infringement  of  the  Patent  for  these  registers,  and  (2)  by  the  sale  of 
the  registers  abroad  in  breach  of  the  agreement  dated  the  1st  of  October  1898, 
and  I  have  now  to  assess  the  damages  due  to  the  Messrs.  Howard  iii  respect 

45  of  these  breaches  of  agreement. 

Notwithstanding  the  ability  of  the  recent  debate  I  find  that  this  part  of  the ' 
case  is  laid  before  me  under  conditions  which  cause  much  difficulty,  and  I  trust 
that  if  this  judgment  is  taken  to  review  the  case  may  be  simplified  by  a  much 
fuller  print  than  has  been  adjusted,  including  the  various  States  on  which  the 

50  parties  have  relied,  and,  if  that  be  possible,  a  selection  from  the  voluminous 
correspondence  of  the  letters  which  are  deemed  to  be  of  consequence.  The  case 
is  one  in  which  I  do  not  think  that  any  detailed  judgment  would  materially 
assist  any  other  Judges  who  may  have  to  consider  it,  and  I  therefore  do  not 
propose  to  enter  into  any  details  in  assessing  the  damages.    The  first  question 

55  iflf — ^what  damages  ought  to  be  assessed  for  the  infringement  by  the  Dey  Patents 
Company  of  the  British  Patent  rights  sold  by  them  to  Messrs.  Howard  ?    The 

D 
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abstraot,  No.  1043  of  Process,  was  lodged  (as  I  understand)  for  the  Messrs. 
Howard  to  show  the  amount  of  damage  under  this  head ;  and  it  gives  as  the 
price  of  40  registers  a  sum  of  885^.  It  deducts  the  cost  of  manufacture  at  %L 
per  register,  and  agent's  commission  at  20  per  cent.,  and  brings  out  a  net  profit 
of  388/.  If  this  abstract  was  lodged' for  the  Messrs.  Howard^  their  Counsel  5 
departed  from  it  at  the  debate  in  several  particulars,  and  I  understood  him  to 
state  in  argument  that  he  could  not  maintain  that  more  than  31  registers  had 
been  sold  in  infringement  of  the  Patent,  but  he  maintained  that  the  cost  should 
be  stated  as  only  11.  per  register,  and  that  no  commission  should  be  deducted, 
and  he  brought,  as  I  understood,  a  net  result  of  500/.  I  may  have  misunder-  10 
stood  his  contention  because  the  State  from  which  he  spoke  was  not  produced 
or  laid  before  me.  For  the  Dey  Patents  Company  it  was  contended  that  the 
list  of  31  registers  included  some  that  had  not  been  sold,  and  others  the  sale  of 
which  had  not  been  proved  ;  he  maintained  that  the  cost  should  be  put  at  10/. 
per  register  and  that  commission  should  be  deducted.  He  brought  out  15 
283/.  158.  as  his  net  result.  I  am  of  opinion  that  the  contention  of  the  Messrs. 
Howard  as  to  this  part  of  the  case  is  sound.  I  think  it  is  to  be  presumed  that, 
had  the  Dey  Patents  Company  not  sold  the  registers  in  question,  the  Messrs. 
Howard  would  have  sold  them  ;  that  the  damage  to  them  is  to  be  measured  by 
the  profit  they  would  have  made  had  they  done  so,  that  they  are  not  bound  to  20 
deduct  commission  because  they  could  have  sold  the  registers  themselves 
without  the  intervention  of  an  agent,  and  that  in  the  circumstances  the  sum  of 
lU  per  register  4S  a  suf&cient  deduction  on  account  of  the  purchase  of  the 
registers.  I  think,  however,  that  three  registers  should  be  deducted  as  having 
been  sent  for  exhibition  and  experiment,  and  as  not  having  been  sold.  I  have  25 
no  means  of  determining  precisely  the  price  at  which  they  would  have  sold. 

1  assess  the  damages  on  this  head  at  450/. 

II.  In  assessing  the  damages  for  the  breach  of  the  contract  of  October  1898, 
it  is  to  be  kept  in  view,  firstly,  that  the  Pursuers  had  no  right  by  express 
contract  to  insist  on  the  Dey  Patents  Company  supplying  them  with  registers,  30 
and  that  no  price  was  fixed  at  which  they  should  be  supplied.  It  might  be 
argued  that  to  obligation  to  supply  the  Messrs.  Howard  with  what  registers 
they  required  at  a  reasonable  rate  was  to  be  inferred  from  the  terms  of  the 
contract  of  the  14th  of  October  1898,  but  there  was  no  express  agreement  on 
these  points,  which  formed  a  great  defect  in  the  agreement.  Secondly,  it  is  be  35 
kept  in  view  that  the  Dey  Patents  Company  were  not  bound  to  procure  Patents 
on  the  continent  for  the  invention  of  1894  ;  and,  thirdly,  that  no  such  Patents 
were  obtained.  Anybody  had  a  legal  right  to  sell,  on  the  continent,  Dey 
registers  made  accorcUng  to  the  invention  of  1894,  provided  they  could  make 
them  or  procure  them.  40 

There  is,  therefore,  no  question  of  Patent  law  involved  in  this  second  branch 
of  the  case.  The  question  is  simply  this.  The  Dey  Patents  Company  had  a 
machine  for  sale,  which,  as  it  happened,  was  dif&cult  to  make  for  those  who 
had  not  the  secret  of  it,  and  they  contracted  with  Messrs.  Howard  that  they 
would  not  sell  it  to  any  one  outside  the  United  States  or  Canada ;  that  they  45 
would,  so  far  as  they  could,  prevent  any  other  doing  so,  promising,  '*  in  all 
'*  reasonable  ways  "  ....  '^  to  assist  you  to  further  the  interests  of  the 
"  business  for  which  you  bought  the  Patent  rights."  The  last  words  might 
seem  to  imply  that  there  were  such  Patent  rights ;  but  I  suppose  this  must  be 
held  to  be  an  instance  of  what  Mr.  Dey  chooses  to  call  loose  language,  for  50 
certainly  there  were  no  Patent  rights  for  the  registers  of  1894  on  the  continent. 
The  Dey  Patents  Company  straightway  sold  these  registers  to  Emit  Breslauer, 
in  Germany.  This  was  certainly  a  flagrant  violation  of  a  contract,  for  which 
some  damage  must  be  assessed.  Counsel  for  the  Dey  Patents  Company  main- 
tained that  there  should  be  none.  I  do  not  mean  to  say  that  the  conduct  55 
of  the  Dey  Patents  Company  may  not  be  susceptible  of  extenuation  or 
explanation,  and  I  observe  that  Dr.  Dey  says  :  *'  The  bargain  I  made  with  the 
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"  Germaiis  I  would  simply  have  handed  over  to  Hotuard  when  he  paid  his 
**  money.** 

Of  course,  in  order  to  the  assessment  of  damages  it  is  necessary  to  prove  not 
only  breach  of  contract  but  also  damage  resulting  from  it.  That  the  Dey 
5  Patents  Company  were  not  entitled  to  sell  to  Breelauer  seems  pktin,  but  the 
damage  which  these  sales  did  to  Howards  is  not  so  plain.  There  is  a  presump* 
tion  in  favour  of  the  Patentee  in  cases  of  breach  of  Patent  which  does  not  apply 
exactly  when  there  is  no  Patent.  But  there  is  a  close  analogy  between  the  sale 
by  a  Patentee  of  the  patented  article  after  the  Patentee  has  sold  his  right,  and 

10  the  sale  of  an  article  over  which  the  constructor  has  practical  control  and  the 
right  of  sale  of  which  he  has  assigned.  In  the  former  case  the  law  recognised 
a  presumption  that  the  buyer  of  the  Patent  would  have  sold  the  article  which 
the  infringer  has  sold,  and  by  the  aid  of  tha^  presumption  the  amount  of  the 
damage  is  readily  enough  reached  in  such  cases.     In  this  case  the  point  comes 

15  to  this  :  A.  has  a  machine  for  sale.    By  onerous  contract  he  assigns  the  right  to 

sell  it  to  B.     He  then,  without  B.'s  knowledge,  sells  it  to  C.     I  think  it  is 

equitable  that  A.  should  be  held  to  have  sold  it  for  B.,  and  that  B.  should  have 

the  benefit  of  the  transaction. 

In  this  case  there  is,  it  is  true,  no  clear  proof  that  the  Howards  made  any 

20  attempt  to  sell  the  1894  registers  on  the  continent,  and  there  is  no  clear 
evidence  to  the  effect  that  they  knew  anything  about  Breslauer^  or  would 
have  sold  to  him  had  they  known.  Yet  it  appears  to  me  to  have  been  the 
clear  duty  of  Dey  Patents  Company  to  have  intimated  their  negotiations  with 
Breslatier  to  the  Howards^  and  I  think  it  is  a  fair  and  legitimate  assumption 

25  that,  if  they  had  done  so,  the  Howards  would  and  could  have  sold  the 
registers  to  Breslaicer  on  the  same  terms  as  the  Dey  Brothers  did,  and  that 
Howards  Brothers  are  entitled  to  damages  assessed  on  that  footing.  This  part 
of  the  case  is  brought  out  in  a  Statement  998  of  Process,  in  which  I  under* 
stand  the  case  of  Howards  \b  expressed.    It  brings  out  two  alternative  results, 

30  the  one,  a  sum  of  3457/.  98.  4^.,  being  said  to  be  the  profits  actually  made  by 
the  Dey  Patents  Company  according  to  their  books,  and  the  other  a  sum  of 
3939/.  3«.,  as  the  profit  which  the  Messrs.  Howard  would  have  made  had  the 
transaction  with  Breslatier  been  in  their  own  hands.  The  Dey  Patents 
Company  certainly  do  not  admit  liability  on  either  footing.    But  the  former 

35  result  is  what  would  have  been  the  result  had  the  Dey  Patents  Company 
handed  over  their  bargain  with  the  Germans  to  Howard  Brotliers^  as  Dr.  Dey 
says,  in  the  passage  from  his  evidence  above  quoted,  had  been  his  intention  to 
do.  And  I  think  that  the  damages  should  be  assessed  on  the  first  footing,  and 
not  on  the  second. 

40  I  rather  think  that  the  Dey  Patents  Company  make  out  their  contention  that 
70  registers  fall  to  be  deducted  from  the  341  on  the  Statement  998,  as  having 
been  sold  before  October  1898,  and  therefore  not  sold  in  breach  of  the  contract 
of  that  date.  I  rather  think  this  appears  from  Alexander  Dey^s  evidence, 
taken  along  with    the  agreement  between  Stevenson  and  the  Dey  Patents 

45  Company^  dated  the  8th  of  July  1898.  This  is  not  a  vei-y  clear  point,  but  I 
think  it  a  fair  deduction  from  the  proof.  That  would  involve  a  deduction, 
speaking  roughly  (for  which  there  seems  no  help)  of  about  one-fifth,  reducing 
the  net  profit  to  about  2750/.  I  consider,  however,  that  a  further  deduction 
of  450/.  or  thereby  should  be  made,  because  the  deduction  for  the  cost  of  the 

50  machines  is,  in  my  opinion,  understated.  That  would  make  the  net  profit 
3300/.,  at  which  sum  I  assess  the  damages  on  this  second  head. 

I  am  of  opinion  that  there  is  no  sufficient  ground  at  present  at  least  for  the 
claim  for  future  damage.  It  is  in  respect  of  profits  which  the  Dey  Patents 
Company  may  hereafter  make  to  Breslatier.    I  do  not  know  what  these  may 

55  be.  There  may  be  none,  and  they  may  have  no  relation  to  the  sales  which 
have  already  been  made,  and  I  propose  to  reserve  all  such  claims.  The  result  is 
that  in  the  action  by  Howard  Brotliers  there  will  be  decree  for  450/.,  and  for  2300/. 
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I  understand  that  in  the  action  by  the  Dey  Patents  Company  against 
Hotuard  Brothers^  it  is  admitted  that  the  Parsners  are  entitled  to  decree  for  the 
1500/.  concluded  for. 

His  Lordship  heard  the  parties  on  the  expenses  of  the  cause  on  the  23rd  of  '-■ 
October,  and  on  the  24th  pronounced  an  interlocutor  with  findingfs  on  that  5 
subject  which  do  not  call  for  report. 

The  Dey  Patents  Company  reclaimed,  and  the  case  was  ordered  to  the  Roll. 
On  the  11th  of  June  1902  the  discussion  upon  the  reclaiming  note  took  place 
before  the  Second  Division  of  the  Court  of  Session.  The  argumeilts  proceeded 
upon  lines  similar  to  those  which  had  been  followed  before  the  LORD  1() 
Ordinary.  For  the  Dey  Patents  Company  it  was  argued  that  the  contract  of 
the  14th  October  1898  was  not  sT  completed  or  binding  contract,  the  document 
was  not  probative,  and  was  conditional  upon  the  Howard  Brothers  signing 
another  deed  which  was  a  counterpart  of  the  contract  signed  by  Alexander  Dey. 
The  expectation  of  procuring  this  "counterpart"  from  Howard  Brot?iers  was  l^ 
the  inducing  cause  of  the  signature  of  Alexander  Dey  to  the  contract  now  in 
dispute.  Howard  Brothers  having  failed  in  their  undertaking  with  regard  to 
the  "  counterpart "  the  Deys  were  relieved  from  all  obligations  under  the  con- 
tract and  the  action  in  so  far  as  founded  upon  the  contract  of  the  14th  of  October 
1898  must  fail.  Also  it  was  maintained  that  assuming  the  contract  to  have  been  20 
originally  binding  it  was  no  longer  in  consequence  of  the  agreement  of  the  3rd 
of  Noveml>er,  which  had  suspended  all  previous  contracts  and  which  now 
regulated  the  rights  of  parties. 

After  the  submission  of  these  arguments  on  behalf  of  the  Dey  Patents 
G&mpany  the  Court  made  it  clear  to  Counsel  that  they  considered  that  the   "Jft 
contract  was  binding  and  valid  and  suggested  that  parties  should  arrive  at  aii 
{Crrangement  upon  the  question  of  the  amount  of  damages  due  for  its  breach. 

Parties  having  arrived  at  an  agreed    figure  of   2250/.  to   be  paid  by  the 
Dey  Patents  Company^   the    Court    recalled    the  LORD  Ordinary's  inter- 
locutors of  the  30th  of  July  1901  and  24th  of  October  1901  in  order  to  give  30 
effect  to  the  settlement. 

In  the  action  by  the  Dey  Patents  Company  against  Howard  Brothers  they 
found  Howard  Brothers  liable  for  1500Z.  Accordingly,  as  a  result  of  the 
conjoined  actions  the  Court  ordained  the  Dey  Patents  Company  to  pay  the  sum 
of  750Z.  to  Howard  Brothers  and  decerned  accordingly.  35 
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Worthington  Pumping  Engine  Company  v.  Moore. 


In  the  High  Court  of  Justice.— Ohanghry  Division. 


Before  Mr.  Justice  Btrnb. 


June  11th,  I2th,  13th,  14th,  16th,  17th,  18th,  19th,  20th,  2lBt,  23rd,  and  30th, 
November  29th  and  December  4th,  1902. 


Worthington  Pumping  Engine  Company  v.  Moore. 


Action  for  declaration  that  Defendant  was  trustee  of  three  Patents  for  Plaintiffs 

and  for  consequential  relief— Defendant  in  Plaintiffs'  employment  when  Patents 

granted, — PlaintiffV  case  as  to  one  Patent  abandoned  on  first  day  of  trial.-^ 

Declaration  mads  that  Defendant  was  trustee  of  the  two  other  Patents  for  the 

10  Plaintiffs,  ivibject  to  their  recouping  him  the  expenses  incurred  in  taking  oiU 

iuch  Patents. — Defendant  ordered  topiy  the  costs^  except  so  far  as  increased  by 

the  Plaintiffs*  claim  to  the  third  Patent ^  which  increase  they  were  ordered  to 

pay. — Form  of  Order  as  to  costs. 

An  American  Corporation  employed  M.  as  their  agent  and  manager  in 

15  England.    His  relationship  with  them  was  of  the  closest  and  most  confidential 

character.    M.  took  out  three  Patents  and  employed  them  in  the  business  of  the 

Garporaiion.    He  was  subsequently  dismissed^  and  then  claimed  to  restrain  the 

Corporation  from  using  the  patented  inventions.    The  Corporation  brought  an 

action  against  him  for  a  declaration  that  he  was  a  trustee  of  the  Patents  for 

20  (hemy  but  at  the  trial  they  abandoned  the  case  as  to  one  Patent. 

Held,  that  under  the  circumstances  the  degree  of  good  faith  due  from  M.  to 
the  Corporation  was  little^  if  at  all,  less  than  that  due  from  a  parl7ier  to  his 
firm ;  and  thcU^  having  regard  to  the  nature  and  scope  of  his  employment  and 
to  the  obligcUions  and  dtUies  arising  therefrom^  to  the  trust  reposed  in  him  and 
l&lohis  own  conduct^  he  could  not  hold  the  two  Patents  against  the  Corporation. 
A  declaration  was  made  that  M.  was  a  trustee  of  these  two  Patents  for  the 
Corporation  subject  to  their  recouping  him  the  expenses  of  taking  out  the 
Patents  J  but  tlie  judgment  was  not  to  be  deemed  to  determine  or  import  that  the 
Patents  or  either  of  them  was  valid.  M.  was  ordered  to  pay  the  costs,  except  so 
30 /ar  as  increased  by  the  claim  in  respect  oftlve  third  Patent. 

Lamb  v.  Evans  (L.B.  {IHdB)  1  Ch.  218),  and  Robb  v.  Green  (L.R.(189S) 
2  Q£.  815)  considered. 
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On  the  7th  of  May  1901  the  Worthington  Pumping  Engine  Company  com- 
menced an  action  against  William  James  Perry  Moore.  The  Plaintiffs  claimed 
by  their  amended  Statement  of  Claim  as  follows  :— "  (A)  That  it  may  be  declared 
"  that  the  Defendant  is  a  trustee  for  the  Plaintiff  of  the  Letters  Patent  and 
**  brevets  (Tinveniion  obtained  by  him  as  aforesaid.  (B)  That  the  Defendant  5 
**  may  be  ordered  to  assign  the  said  Letters  Patent  and  the  benefit  of  all  appli- 
**  cations  and  brevets  d* invention  to  the  Plaintiff,  or,  in  the  alternative,  that  he 
"  may  be  ordered  to  grant  to  the  Plaintiff  a  free  license  for  the  whole  term  of 
*'  the  respective  Patents  to  make,  use,  exercise,  and  vend  the  inventions,  the 
*'  subject  of  such  Patents.  (C)  In  the  alternative,  damages  for  the  loss  sustained  10 
"  by  the  Plaintiff  by  reason  of  the  breach  of  the  duty  hereinbefore  stated  of  the 
"  Defendant." 

The  amended  Statement  of  Claim  was  as  follows  :— "  (1)  The  Plaintiff  is  a 
"  Corporation  constituted  under  the  laws  of  New  Jersey  in  the  United  States  of 
**  America.     Its  principal  business  is  the  sale  of  a  special  type  of  pumping  15 
"  engine  well  known  as  the  *  Worthington  Pump.'    The  Defendant  was  up  to 
"  a  recent  date  in  the  employ  of  the  Plaintiff  as  the  general  manager  of  the 
**  Plaintiff's  English  busmess,  and   had  under  him  a  staff  of  draughtamen, 
*•  mechanical  engineers,  clerks,  and  others  in  the  pay  of  the  Plaintiff.     (2)  It 
"  was  the  duty  of  the  Defendant  as  such  general  manager  to  promote  the  sale  20 
"  of  the  Plaintiff's  special  type  of  pumping  engine,  and  from  time  to  time  to 
"  keep  himself  informed  of  any  defects  discovered  in  working  the  said  engines, 
"  and  to  consider  any  suggested  improvements,  and  to  report  to  the  Plaintiff  any 
•*  such  defects  or  improvements,  and  with  the  assistance  of  the  Plaintiff's  staff 
"  to  make  such  experiments  as  might  be  desirable  to  ascertain  how  any  defects  25 
**  might  be  cured  or  what  improvements  could  be  introduced,  and  also  to  see 
"  that  any  alterations  found  by  experiments  to  be  improvements  and  approved 
**  by  the  Plaintiff  were  carried  out  in  the  manufacture  of  the  engines.     (3)  In 
"  practice  the  manufacture  of  the  engines  in  England  was  carried  out  for  the 
"  Plaintiff  under  the  supervision  of  the  Defendant  by  an  engineering  firm,  the  30 
"  work  at  the  Plaintiff's  own  workshop  being  confined  to  adjusting,  repairing, 
**  or  testing.    It  was  the  duty  of  the  Defendant  to  superintend  the  work  done 
*'  by  the  said  engineering  firm,  so  as  to  ascertain  that  the  contracts  with  them 
*'  were  properly  carried  out,  and  to  consult  with  them  as  to  and  cause  to  be 
**  tested  any  improvements  which  they  or  the  Defendant  or  the  Plaintiff's  staff  35 
"  considered  could  be  usefully  introduced.  (3a)  The  Plaintiff  employs  in  America 
"  a  large  staff  for  the  purpose  of  mechanical  designing  and  drafting  in  connec- 
**  tion  with  its  said  business,  and  from  time  to  time  was  in  the  habit  of  sending 
^^  over  from  America  to  the  Defendant  as  such  manager  for  the  purpose  of  use 
"  in  the  English  and  continental  business  copies  of  drawings  so  made  for  it  in  40 
"  America  of  improvements  in  its  special  type  of  pumping  engine.     In  addition 
"  the  Plaintiff  for  a  like  purpose  sent  to  the  Defendant  as  such  manager  aforesaid 
**  copies  of  a  printed  journal  entitled  **  Inter  office."  printed  by  the  Plaintiff  for 
"  use  by  its  various  branches,  giving  particulars  and  drawings  of  new  forms 
"  of  machinery  used  or  proposed  to  be  used  by  it  in  its  business.     It  was  also  45 
*•  the  duty  of  the  Defendant  to  consider  and  have  tested  and  perfected  any 
*'  improvements  so  communicated  or  suggested  to  him  by  the  Plaintiff  or  on 
^*  its  behalf,  and  to  cause  such  improvements  to  be  applied  to  pumps  manu- 
"  factured  for  the  Plaintiff  or  to  those  of  them  to  which  the  said  improvements 
"  could  be  advantageously  applied.     (4)  While  in  the  employ  of  the  Plaintiff  50 
**•  the  Defendant,  as  the  result  of  such  communications  from  the  Plaintiff  and 
*<  of  experiments  made  in  the  factory  of  the  said  engineering  firm  under  the 
**  directions  of  the  Defendant  and  other  members  of  the  Plaintiff's  staff  and  of 
"  discussions  with  the  said  firm,  came  to  the  conclusion  thit  certain  alterations 
**  in  some  parts  of  the  engines  could  be  advantageously  introduced,  and  under  55 
**  his  directions  the  staff  of  the  Plaintiff  was  employed  to  assist  in  working  out 
''  and  testing  and  giving  practical  effect  to  the  ideas  which  had  been  so  suggested 
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"  or  eommunioated  or  had  sn^j^sted  themsfilves  to  the  Plaintiff.  Everything 
'*  done  by  the  Defendant  as  alleged  in  this  paragraph  was  done  by  him  as  part 
"  of  his  duty  as  manager.  (5)  Although  the  whole  of  the  said  communications 
"  and  suggestions  received  by  the  Defendant  were  received  by  him  as  such 
t5  ^  manager  as  aforesaid,  and  any  suggestions  so  made  and  applied  by  him  were 
*'•  made  and  applied  by  him  in  the  discharge  of  his  duty  as  such  manager,  and  the 
"  Plaintiff  was  entitled  to  the  whole  benefit  of  the  same,  yet  so  soon  as  they  had 
**  been  worked  out  by  the  draughtsmen  of  the  Plaintiff  and  tested  by  experiments 
'*  carried  out  by  the  engineering  firm  under  the  supervision  of  the  Plaintiff's  staff, 

10  **  he>  without  the  knowledge  of  the  Plaintiff,  applied  for  and  obtained,  in  respect 
"  of  certain  of  the  alterations,  three  Letters  Patent  in  his  own  name  for  Great 
"  Britain,  and  brevets  d'innention  in  Russia,  Germany,  and  France,  and  lodged 
"  applications  for  Letters  Patent  in  respect  of  other  countries.  The  cost  of  all 
"  these  experiments  has  been  charged  to  the  Plaintiff,  and  the  experiments 

15  "  were,  in  fact,  ordered  by  the  Defendant  in  the  Plaintiff's  name.  (6)  So  soon 
"  as  the  said  Letters  Patent  were  obtained,  the  Defendant,  without  communi- 
^  eating  to  the  Plaintiff,  caused  the  patented  alterations,  or  some  of  them,  to  be 
"  introduced  by  the  said  engineering  firm  in  all  engines  made  by  them  on  the 
"  PlaintiflTs  behalf,  and  by  the  expenditure  of  the  Plaintiff's  money  in  advertising 

20  ^*  and  otherwise,  and  by  the  employment  of  his  own  time  and  the  use  of  the 
'*  Plaintiff's  oonnection,  the  Defendant  has  succeeded  in,  to  a  great  extent, 
"  supplanting  on  the  market  the  engines,  as  previously  sold  by  the  Plaintiff^ 
*'  with  the  engines  comprising  the  patented  alterations.  (7)  At  the  time  of  the 
*•  issue  of  the  writ  in  this  action  the  Defendant  had  ordered,  in  the  name  of  the 

25  "  Plaintiff,  and  there  were  in  course  of  construction,  350  engines  comprising  the 
"  patented  alterations,  or  some  of  them,  for  which  the  contract  price  is  over 
**  25,000/.,  and  by  way  of  advertisement  had  caused  several  engines  comprising 
^  the  patented  alterations,  or  some  of  them,  to  be  manufactured  and  exhibited, 
**  at  the  cost  of  the  Plaintiff,  at  the  Glasgow  Exhibition.     Since  the  granting  of 

30  **  the  said  Letters  Patent  the  Defendant,  without  instructions,  stopped  ordering 
"  the  manufacture  in  England  of  engines  of  the  said  type  not  comprising  one  or 
"  more  of  the  said  patented  alterations.  (8)  Having,  in  the  manner  stated,  to  a 
"'  great  extent  destroyed  the  sale  of  the  Plaintiff's  engines  of  the  said  type  as 
^  previously  sold,  the  Defendant  now  contends  that  no  engines  comprising  the 

35  ^  patented  alterations  can  be  manufactured  or  sold  by  the  Plaintiff.  (8a)  The 
"  Plaintiff  contends  that,  by  reason  of  the  circumstances  hereinbefore  set  forth, 
**  the  Patents  belong  to  it,  and  that  the  Defendant  is  a  trustee  of  the  same  for  it, 
^  or  in  the  alternative  that  he  is  estopped  from  setting  up  any  rights  thereunder 
^'  as  against  it  or  its  customers,  and  is  bound  to  give  it  free  license  to  make,  use, 

40  ^  exercise,  and  vend  the  inventions  purporting  to  be  so  patented.  (9)  If  the 
"  contention  of  the  Defendant  that  the  said  Letters  Patent  are  his  property  be 
"  well  founded  (which  the  Plaintiff  denies),  then  the  Defendant  while  in  the 
"  employ  of  the  Plaintiff,  and  therefore  while  bound  to  promote  the  sale  of  its 
"  engines  and  improve  the  value  of  the  goodwill  of  its  business,  has  in  breach 

45  "  of  his  duty  created  at  the  expense  of  the  Plaintiff  a  demand  for  engines  which 

^  the  Plaintiff  cannot  supply,  and  which,  on  the  expiration  of  the  Plaintiff's 

**  Patents,  can  only  be  supplied  by  the  Defendant,  and  has  thereby  seriously 

"  injured  the  Plaintiff's  business." 

The  amended  Defence  was  as  follows  : — "  (1)  It  is  the  fact  that  the  Defendant 

50  '^  was  general  manager  of  the  Plaintiff's  English  business  under  an  agreemf>>nt 
'*  which  did  not  expire  until  the  year  1904.  Such  agreement  was  wrongfully 
^  determined  by  the  Plaintiff  in  the  month  of  May  1901,  and  in  respect  of  such 
"  breach  the  Defendant  is  now  suing  the  Plaintiff  in  the  King's  Bench  Division. 
"*  (2)  It  is  not  the  fact  that  the  Defendant,  as  such  general  manager  or  at  all, 

55  "  was. subject Jtotany  or  either  of  the  duties  alleged  in  paragraphs  2,  3,  and  3a 
'*  respectively  of  the  amended  Statement  of  Claim.  The  Defendant  denies  each 
Ittad  «verj  of  the  allegations  in .  paraflpraph  3a  of  the  amended  Statement  of. 
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^*  Claim.  The  Defendant  denies  that  he  ever  came  to  the  conclnsion  allied  in 
"  paragraph  4  of  the  amended  Statement  of  Claim,  either  as  the  resnlt  of  the 
^'  alleged  experiments  or  discussions  (which  he  denies  ever  took  place)  or  of  the 
**  alleged  communications  (which  he  denies  were  ever  made)  or  at  all,  or  that 
"  the  Plaintiff's  staff  was  ever  employed  under  the  Defendant's  direction  or  at  5 
^^  all  for  the  purpose  alleged  in  the  said  paragraph,  or  that  the  alleged  acts  were 
"  done  by  the  Defendant  as  part  of  his  duty  as  manager  or  at  all.  (4)  It  is  the 
"  fact  that  the  Defendant  obtained  in  his  own  name  certain  Patents  for  Great 
"  Britain  and  foreign  countries  for  certain  inventions  made  by  him  for  improve- 
**  ments  in  pumping  engines.  For  the  nature  of  such  inventions  the  Defendant  10 
^  refers  to  the  Patents,  and  he  does  not  admit  that  they  are  accurately  described 
**  as  *  alterations  in  some  parts  of  the  engines.'  Neither  the  draughtsmen  or 
"  any  other  of  the  servants  or  staff  of  the  Plaintiff  were  ever  employed  in 
"  working  out,  experimenting,  or  otherwise  in  relation  to  the  said  inventions, 
"  and  no  experiments  in  connection  therewith  were  ever  ordered  by  the  15 
"  Defendant  in  the  Plaintiff's  name  or  charged  to  the  Plaintiff.  Such  inven- 
"  tions  were  the  work  of  the  Defendant  exclusively,  and  were  not  in  any  way 
"  the  consequence  of  or  aided  by  the  alleged  or  any  communications  or 
**  suggestions  of  the  Plaintiff,  which,  in  fact,  were  never  made.  It  is  not  th^ 
"  fact  that  the  said  Patents  were  obtained  without  the  Plaintiff's  knowle(^e.  20 
'*  (5)  It  is  the  fact  that  the  Defendant  was  willing  to  allow,  and  did  allow,  his 
"  said  inventions  to  be  used,  with  the  Plaintiff's  knowledge,  in  the  manufacture 
"  of  the  Plaintiff's  engines,  but  only  voluntarily  and  because  the  Defendant  had 
*'  a  large  pecuniary  interest  in  the  Plaintiff's  undertaking.  The  Plaintiff  had 
^^  never  any  right  to  such  user,  and  the  Defendant  was  entitled  to  stop  the  same  2S 
*'  at  his  pleasure,  and  did  so  on  the  Plaintiff's  said  breach  of  contract.  The 
"  Defendant  has  never  expended  any  money  of  the  Plaintiff's  in  advertising  his 
"  said  inventions  or  otherwise  in  relation  thereto,  or  used  the  Plaintiff's 
*^  connection  to  push  the  same,  or  employed  in  respect  thereof  any  time  which 
"  he  was  under  any  obligation  to  devote  to  the  Plaintiff's  service,  and  he  30 
"  denies  that  he  has  supplanted  the  Plaintiff's  engines  as  previously  sold  by  the 
*'  engines  manufactured  according  to  his  said  inventions.  (6)  It  is  the  fact  that 
'*  at  the  date  of  the  issue  of  the  writ  herein  there  were  some  orders  on  hand  in 
**  the  Plaintiff's  name  for  engines  manufactured  according  to  the  Defendant's 
*'  invention,  but  the  Defendant  does  not  admit  that  the  number  was  350,  or  that  35 
"  the  price  was  25,000^.  Such  orders  were  given  with  the  full  knowledge  and 
''  approval  of  the  Plaintiff  and  for  its  benefit.  Save  as  last  aforesaid  the 
"  Defendant  denies  each  and  every  of  the  allegations  in  the  7th  paragraph  of 
"  the  amended  Statement  of  Claim,  and  he  denies  each  and  every  of  the 
'^  allegations  in  the  9th  paragraph  thereof  and  the  contentions  in  paragraph  8a  40 
*'  thereof." 

The  action  came  on  for  trial  before  Mr.  Justice  Btbnb. 

MouUon,  K.C.,  Levett,  K.C.,  and  Kirby  (instructed  by  Slaughter  and  May) 
appeared  for  the  Plaintiffs ;  Astbury^  K.C.,  and  Oraham  (instructed  by  Biddell 
A  Go.)  appeared  for  the  Defendant.  45 

Btrnb,  J.—There  are  in  the  United  States  two  Corporations  established  in 
connection  with  the  manufacture  and  sale  of  a  special  type  of  pumps, 
commonly  called  "  WorthingUm  Pumps " — on^  being  a  manufacturing 
Corporation  known  as  "  Henry  E.  Worthington,*'  and  the  other,  the  Plaintiff 
Corporation,  established  for  the  sale  of  such  pumps.  The  Plaintiff  Corporation  50 
has  a  branch  in  England  with  workshop,  office,  and  staff  of  draughtsmen, 
clerks,  and  others.  The  business  of  the  English  branch  is  to  obtain  and  carry 
out  orders  for  pumps  and  generally  to  conduct  the  business  of  the  Plaintiff 
Corporation  outside  the  United  States.  The  manufacture  of  articles  required 
in  the  conduct  of  the  English  branch  is  carried  out  either  by  the  Corporation  55 
of  H,  iJ.  Worthingion  or  by  an  independent  English  firm  of  engineers, 
J.  Simpson  A  Co.y  under  manufacturing  agreements.    Working  drawings  for 
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pamps  made  to  answer  orders  given  to  the  English  branch  are,  when  necessary, 
settled  in  the  English  office.  From  time  to  time  drawings  are  furnished  \)Y 
the  head  office  in  America  to  the  English  branch,  showing  all  stock  patterns, 
novelties,  and  improvements  in  design  and  copstraction,  and  there  is  also  a 
5  confidential  circalar,  known  as  'Hhe  inter-office,'"  from  time  to  time  sent  out 
by  the  head  office  of  Henry  B.  Worthington  (which  works  in  close  con* 
nection  with  it)  to  the  various  branches  giving  fall  information  as  to  th« 
manufacture  of  "  Worthington  Pumps,"  as  well  as  details  of  new  constructions. 
Speaking  generally,  the  basis  and  foundation  of  all  the  designs  or  drawings 

10  settle  I  and  approved  in  the  London  office,  and  of  the  pumps  sold,  are  the 
drawings  and  infoimation  furnished  from  the  head  office  in  America. 
Modifications  in  size,  construction,  detail,  and  arrangement  of  parts  are 
necessary  to  meet  particular  trade  requirements  and  orders,  and  as  occasion 
requires  these  are  worked  out,  the  American  Corporations  and  the  English 

15  branch  with  their  respective  officers  and  servants  co-operating  and  exchanging 
views,  ideas,  suggestions  and  drawings  (assistance  also  being  atforded  by 
J.  Simpson  <t  Co,y  when  they  are  the  contemplated  constructors),  all  with  the 
object  of  enabling  the  Plaintiff  Corporation  to  carry  on  a  successful  practical 
business.    The  fullest  and  freest  communication  appears  to   be  made  as  to 

SO  fresh  requirements  and  new  designs  between  the  Corporations  and  branches 
interested  in  the  "  Worthington  Pumps,"  and  between  their  officers  and 
agents.  The  Defendant  was  in  the  habit  of  visiting  the  United  States  from 
time  to  time,  and  there  of  exchanging  views  and  discussing  matters  connected 
with  the  business  with  Mr.  Charles  Worthington  and  others.    The  method  of 

85  business  I  have  described  appears  to  have  been  followed  throughout  the  period 
of  the  Defendant's  coanection  with  the  Plaintiff  Corporation.  The  Defendant 
first  came  over  to  England,  as  second  to  a  Mr.  Harriss  in  September  1884,  for 
the  purpose  of  establishing  a  London  office  of  the  then  Worthington  Pumping 
Engine  Company.    This  was  an  earlier  Company  which  has  been  reconstituted 

30  as  the  Plaintiff  Corporation,  and  for  practical  purposes  they  may  be  regarded  as 
the  same.  HarrisSj  who  was  vice-president  and  general  manager,  ceased  to  act 
some  time  in  1887,  and  from  that  period  the  Defendant  acted  as  head  and 
responsible  manager  of  the  English  branch,  conducting  the  business  of  the 
Plaintiff  Corporation  outside  the  United  States  and  Canada  in  connection  with 

35  the  sale  of  "  Worthington  Pumps." 

On  the  18th  of  June  1894,  an  agreement  was  entered  into  between  the 
Plaintiff  Corporation  and  the  Defendant,  whereby  for  the  period  of  five  years, 
commencing  the  1st  of  January  1894,  the  Defendant  was  continued  in  his  then 
present  employment  and  position  at  a  high  rate    of    remuneration,  which 

40  included  certain  commissions,  and  on  the  25th  of  November  1898,  a  fresh 
agreement  was  made  which  provided  that  for  the  period  of  five  years 
commencing  the  1st  of  January  1899,  the  Plaintiff  Corporation  would  continue 
the  Defendant's  employment  in  his  then  present  position  upon  the  terms  that 
he  was  to  receive  a  salary  of  $10,000  per  annum  from  the  Company,  payable 

45  monthly  in  London  ;  that  he  was  to  receive  as  additional  compensation  for  his 
services,  a  sum  equal  to  3  per  cent,  on  the  net  purchases  of  the  Plaintiff 
Corporation  from  H.  E.  Worthitigton^  which  might  be  resold  during  any  fiscal 
year  in  excess  of  $500,000,  such  purchase  to  be  made  at  prices  then  established 
or  such  as  might  thereafter  be  established,  but  such  commissions  were  in  no 

50  event  to  exceed  $15,000  in  any  one  year.  There  was  no  express  stipulation 
contained  in  either  of  the  written  agreements  as  to  inventions  or  original 
suggestions  which  might  be  made  by  the  Defendant.  Subject  to  any  special 
directions  from  the  head  office,  the  Defendant  had  sole  control  of  the  business 
of  the  Plaintiff  Corporation  in  England.     He  was  a  vice-president  of  that 

55  Corporation,  Mr.  Charles  Worthington  being  president  both  of  H.  R.  Worth- 
ingtoHj  and  of  the  Plaintiff  Corporation ;  and  besides  his  interest  under  the 
agreement  for  the  time  being  in  force,  the  Defendant  had  a  substantial  holding 
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of  stock  in  the.  Plaintiff  Corporation.  I  do  not  think  I  shall  be  wrong  in  saying 
thajb  the  Defendant  was  in  effect  thd  alter  ego  of  the  Plaintiff  Corporation  ont- 
side  the  United  States.  The  correspondence  which  has  been  referred  to  in  the 
case  shows  that  the  relationship  between  the  Plaintiff  Corporation  in  America 
and  the  Defendant  as  their  agent  and  manager  in  England  was  of  the  closest  5 
and  most  confidential  character.  The  requirements  of  customers  and  the 
methods  of  meeting  new  wants  and  demands  was  the  subject  of  frequent 
communications  between  them,  and  I  think  it  is  beyond  question  that  it  was 
part  of  the  Defendant's  duty  to  communicate  and  consult  with  the  head  office 
about  any  modifications  and  alterations  in  construction  required  to  suit  the  10 
demands  of  customers,  and  to  offer  such  suggestions  as  might  occur  to  him  as 
advantageous  to  the  Plaintiff  Corporation  in  relation  to  the  business  he 
controlled.  I  think  that  he  would  not  have  been  acting  in  accordance  with  the 
good  faith  implied  in  his  contract  had  he  kept  back  new  ideas  or  details  of 
construction  suggested  or  carried  out  in  the  ordinary  course  of  business  15 ' 
between  the  parties  (even  though  such  ideas  or  details  might  have  been  in  the 
hands  of  a  third  person  properly  subject-matter  for  a  Patent)  with  a  view  to  his 
peiBonal  profit  at  the  expense  of  the  Plaintiff  Corporation.  It  appears  to  me 
that  the  degree  of  good  faith  dne  from  the  Defendant  to  the  Plaintiff  Company 
was  little,  if  at  all,  less  than  that  required  from  a  partner  towards  the  firm  of  20 
which  he  is  a  member. 

On  the  3rd  of  May  1901,  the  Defendant  was  dismissed,  as  he  says  wrong- 
fully, and  two  actions  have  been  brought— one  in  the  King's  Bench  Division  by 
the  present  Defendant  against  the  Plaintiff  Corporation  in  effect  for  damages 
for  wrongful  dismissal  and  for  an  injunction  to  restrain  the  infringement  of  25 
certain  Letters  Patent  taken  out  by  him  in  his  own  name  during  the  pendency 
of  his  employment  by  the  Plaintiff  Corporation,  in  which  action  the  Plaintiff 
Corporation  have  counter-claimed  for  substantially  the  relief  they  ask  in  the 
present  action ;  the  other  action  being  that  with  which  I  am  now  dealing:,  in 
which  the  relief  sought  is  to  have  the  Defendant  declared  a  trustee  for  the  30 
Plaintiff  Corporation  of    the  Letters  Patent  in  question ;    that  he  may   be 
ordered  to  assign  the  same,  or  to  grant  to  the  Plaintiffs  a  free  license  for  the 
whole  term  of  the   respective  Patents  to  make  use,  exercise,  and  vend  the 
inventions,  the  subject  of  such  Patents,  and  alternatively,  for  damages  for  the 
loss  sustained  by  the  Plaintiffs  owing  to  an  alleged  breach  of  duty  of  the  35 
Defendant  in  taking  out  and  claiming  to  hold  and  enforce  against  the  Plaintiff 
Corporation  the  Patents  in  question.    As  to  one  of  the  Patents  referred  to  in 
the  pleadings  no  evidence  has  been  offered  by  the  Plaintiffs,  and  no  relief  is 
asked  for  at  the  Bar  as  to  this.    From  first  to  last  throughout  the  whole  of  the 
proceedings  in  both  actions  until  the  Plaintiffs'  Counsel  had  commenced  his  40 
opening  speech,  the  attitude  and  respective  claims  of  the  Plaintiff  Corporation 
and  of  the  Defendant  in  relation  to  the  Patents  were  clear  and  unambiguous ; 
each  party  claimed  to  be  absolutely  entitled  to  the  whole  beneficial  interest  in 
them — the  Defendant  on  the  ground  that  he  was  the  inventor  and  Patentee,  the 
Plaintiff'  Corporation  on  the  ground  that  the  Patents  were  merely  for  forms  45 
of  construction  of  pumps  which  were  embodied  in  drawings  famished   by 
them  to  the  Defendant  as  their  agent,  and  that  the  Defendant  had  no  right, 
having  regard  to  the  obligations   arising    from  his  position  and  duties,  to 
make  use  of  confidential  information  acquired  by  him  in  the  course  of  his 
employment  for  the  purpose  of  taking  out  a  Patent  unless  for  the  benefit  of  his  50 
employers. 

The  Patents  about  which  the  contest  arises  are  two  in  number,  being 
Nos.  4302  and  4303  of  1900,  the  date  of  application  for  both  of  them  being  the 
6th  of  March  l\iOi\  and  the  first  instructions  for  taking  them  out  having  been 
given  in  the  jmonth  of  February  in  that  year.  In  effect  they  both  relate  to  one  55 
type  of  pump — No.  4302  being  intended  to  protect  what  is  known  as  the 
" pump"  or  "  water  end,"  and  No.  4303  the  '•  steam  end." 
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Taking  No.  4303,  as  it  was  taken  in  argument,  first,  the  claims  are  five  in 
number,  which  may  be  shortly  referred  to  as  follows  :  No.  1  for  the  use  in 
combination  with  a  steam  cylinder  of  a  metal  liner  ;  Nos.  2  and  3  for  the  use  of 
what  are  known  as  *  cross-over  ports";  No.  4  for  the  use  6f  valves  with 
5  piston  rods  having  two  or  more  heads  ;  and  No.  5  for  the  use  of  a  lost-motion 
link.  After  the  Plaintiffs'  Counsel  had  commenced  to  open  his  case,  the 
Defendant's  Counsel  intervened  and  made  a  sort  of  disclaimer,  handing  up  to  the 
Court  a  copy  of  the  Specification  altered  in  most  material  respects  by  striking  out 
Claims  Nos.  1  and  5  altogether  ;  by  altering  Claim  No.  4  so  as  to  confine  it  to  ' 

10  the  case  of  valves  with  two  or  more  piston  heads  upon  each  end  of  a  piston  rod 
by  making  certain  deletions,  and  by  striking  out  .10  of  the  17  figures 
contained  in  the  drawings  annexed  to  the  Specification.  He  stated  as  to  Claim 
No.  1,  that  it  was  old  ;  as  to  Claim  5  (the  lost-motion  link),  that  it  was  old  or 
had  been  inserted  in  the  Specification  by  mistake  ;  and  as  to  No.  4  as  claimed, 

15  that  one  form  originally  covered  by  the  Specification,  namely,  where  the  piston 
rods  had  less  than  two  heads  at  each  end,  that  it  appeared  in  a  drawing  in 
possession  of  the  Plaintiff  Corporation  prior  to  the  date  of  the  Patent,  and, 
therefore,  wonld  not  be  claimed.  He  disclaimed  any  right  to  restrain  the 
Plaintiff  Corporation  from  making,  selling,  or  using  pumps  in  accordance  with 

20  this  Patent,  unless  and  until  the  Specification  should  be  amended  to  agree  with 
the  altered  print  handed  in,  and  then  only  as  to  the  use  of  the  invention  to  be 
covered  by  the  amended  Specification,  and  he  offered  an  undertaking  to  embody 
the  disclaimer.  As  to  350  pumps  ordered  by  him  as  stock,  and  not  to  complete 
particular  orders  on  behalf  of  the  Plaintiff  Corporation,  which  are  clearly 

25  covered  by  the  Patents  as  they  stand,  and  to  which  he  had  previously  claimed 
in  his  action  to  prevent  the  Plaintiff  Corporation  from  using,  he  offered  an 
unconditional  undertaking  not  to  insist  on  such  claim.  Notice  has  since  been 
served  upon  the  Solicitors  (when  I  say  "  since  "  it  is  about  the  same  time — it  is 
part  really  of  the  same  thing)  for  the  Corporation  that  tlie  Defendant  abandons 

30  his  claim  for  an  injunction  in  the  King's  Bench  action.  To  add  to  the  difficulty 
thus  produced  in  the  case,  the  Defendant's  Counsel  made  no  application  for 
leave  to  amend  the  Defence  and  the  case  proceeded,  and  was  fought  out  upon 
the  existing  pleadings,  but  in  fact  no  attempt  was  made  at  the  Bar  by  Defendant's 
Counsel  to  establish  any  greater  right  than  in  accordance  with  his  statement. 

35  The  Specification  of  the  other  Patent  (No.  43J2)  contains  two  claims,  one 
relating  to  an  independent  passage  in  combination,  and  the  others  to  a  concen- 
tric arrangement  of  valves  upon  one  plane,  also  in  combination. 

Both  Intents  were  taken  out  by  the  Defendant  without  communication  of 
his  intention  to  do  so  to  the  Plaintiff  Corporation,  and  they  remained  in 

40  ignorance  of  the  fact  that  the  Patents  existed  until  a  short  time  before  the 
Defendant's  dismissal  ;  and  the  Defendant  acted,  during  the  whole  of  the  time 
of  his  service  subsequent  to  taking  out  the  Patents  by  advertising,  giving  orders 
for  pnmps  made  in  accordance  with  the  Patents,  and  otherwise,  in  a  manner 
only  consistent  with  good  faith  if  he  recognised  that  the  Plaintiff  Corporation 

45  were  entitled  to  treat  the  subject-matter  of  the  Patents  as  their  own.  A  great 
amount  of  evidence  was  adduced,  and  a  large  number  of  sketches,  drawings, 
and  copies  of  drawings  called  **blue  prints,"  which  are  reproductions,  by 
process,  of  drawings,  were  put  in  and  dealt  with  in  much  detail  in  the  course  of 
the  case. 

50  In  the  result  I  think  it  is  proved  that  everything  in  both  Patents  disclaimed, 
and  also  the  cross-over  ports  and  the  independent  passage  in  Patent  No.  4302 
were  represented  in  drawings  belonging  to  the  Plaintiff  Corporation  prior 
to  instructions  being  given  for  taking  out  the  Patents.  There  is  no  reasonable 
colour  for  any  claim  for  a  Patent  on  the  part  of  the  Defendant  for  anything  in 

55  these  Patents  unless  it  be  in  respect  of  the  piston  valves  having  two  heads  at 
each  end  ol  the  piston  rod,  and  the  concentric  arrangement  of  valves  in  one 
plane.     As  to  these,  though  I  think  that  the  idea  of  getting  rid  of  stuffing  boxes 
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and  of  substituting  the  introduction  of  steam  between  two  heads  of  the  piston 
rod  at  each  end  were  due  to  the  Defendant,  yet  the  realisation  of  the  idea  and 
bringing  it  to  a  practical  result  belongs,  if  the  evidence  adduced  by  the 
Defendant  is  to  be  relied  on,  to  Marickal^  another  servant  of  the  Plaintiff 
Corporation,  working  as  a  servant  in  the  ordinary  course  of  his  employment,  5 
under  the  direction  of  the  Defendant.  ^  As  to  the  other  matter,  I  think  that  the 
idea  of  the  detail  of  construction  so  far  as  putting  concentric  rings  in  one  plane 
is  concerned,  is  probably  due  to  the  Defendant.  It  appears  to  me  that  every 
drawing  supplied  to  Mr.  MarkSy  the  Patent  agent  acting  in  the  matter  of 
preparing  the  Specifications,  Provisional  and  Complete,  were  documents  which  10 
were  brought  into  existence  for  the  purposes  of  the  Corporation  and  by  their 
servants,  except  such  as  are  due  to  J,  Simpson  A  Co.,  Ld,^  in  the  ordinary 
course  of  their  duty  at  the  expense  of  the  Corporation  and  without  a  notion  of 
securing  a  Patent  for  the  Defendant  at  the  expense  of  the  Corporation. 

In  the  natural  course  of  events,  havinar  regard  to  the  way  in  which  fresh   15 
details  of  construction  of  pumps  were  from  time  to  time  brought  into  existence, 
I  think  it  would  be  extremely  difficult  in  many  cases  to  know  to  whom,  or  to 
how  many,  amongst  the  officers  or  servants  of  the  Corporation  to  attribute  or 
apportion  the  merit  of  new  details  of  construction  or  design,  and,  so  far  as 
invention  is  concerned,  to  say  who  ought  to  be  deemed  the  first  and  true  20 
inventor  or  inventors.     1  do  not  believe  that  when  the  Defendant  gave  instruc- 
tions to  Mr.  Marks,  the  Patent  agent,  he  had  conceived  the  notion  of  or  intended 
to  claim  as  against  the  Plaintiff  Corporation  that  which  he  proposed  to  patent. 
In  saying  this,  I  think  I  am  doing  him  more  justice  than  he  has  done  himself 
since  setting  up  the  claim  to  enforce  the    Patents  against    his   employers.  25 
Following  his  evidence  and  that  of  Mr.  Marks  carefully,  I  do  not  think  it 
would  be  fair  to  him  to  attribute  more  than  an  intention  to  patent  for  the 
benefit  of  his  employers,  should  they  elect  to  take  to  the  Patents,  although  he  was 
willing  to  be  personally -responsible  to  Mr.  Marks  for  payment. 

I  carefully  avoid  dealing  with  any  portion  of  the  evidence  which  may  have  30 
to  be  considered  in  the  action  for  wrongful  dismissal  beyond  what  is  necessary 
for  the  purposes  of  the  present  case  ;  but  I  doubt  much  whether  the  notion  of 
claiming  to  be  entitled  to  the  Patents  as  against  the  Plaintiff  Corporation  subject 
to  their  recouping  him  his  expenses  ever  entered  the  mind  of  the  Defendant 
until  the  relations  between  the  parties  had  become  strained  as  they  ultimately  35 
did. 

The  case  has  been  rendered  to  me  a  very  difficult  one,  not  only  by  the 
necessary  and  intrinsic  complication  of  detail  but  by  the  facts — first,  that 
neither  party  was  interested  in  contending  that  the  Patents  were  invalid,  and 
that  consequently  no  issue  of  validity  was  raised  by  the  pleadings  and,  40 
oecondly,  by  the  embarrassing  and  unusual  method  adopted  in  conducting  the 
Defendant's  case,  and  I  must  say  that  I  think  I  might  have  had  more 
assistance  from  his  advisers. 

I  propose  now  to  deal  with  the  principles  of  law  applicable  to  the  case ;  and, 
first,  I  desire  to  say  that  I  recognise  and  quite  appreciate  the  principle  of  those  45 
cases  which  have  established  tbkt  the  mere  existence  of  a  contract  of  service 
does  not  per  se  disqualify  a  servant  from  taking  out  a  Patent  for  an  invention 
made  by  him  during  his  term  of  service,  even  ^ough  the  invention  may  relate 
to  subject-matter  germane  to  and  useful  for  his  employers  in  their  business,  and 
that,  even  though  the  servant  may  have  made  use  of  his  employer's  time  and  50 
servants  and  materials  in  bringing  his  invention  to  completion,  and  may  have 
allowed  his  employers  to  use  the  invention  while  in  their  employment ;  but, 
on  the  other  hand,  without  repeating  what  has  been  so  fully  and  admirably 
expressed  by  the  Court  of  Appeal  in  the  two  cases  of  Lamb  v.  Evans  L.R. 
(1893),  1  Ch.  218,  and  Rohh  v.  Green,  L.R.  (1895),  2  Q.B.  315  it  is  clear  that  all  55 
the  circumstances  must  be  considered  in  each  case.    I  consider  that,  bearing  in 
mind  the  principles  laid  down  in  the  authorities  to  which  I  have  referred,  it  is 
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impossible  to  say  in  the  present  case  that  the  Defendant  has  established  the 
right  he  claims,  having  regard  to  the  obligations  to  be  implied  arising  from  his 
contract  of  seryice,  and  I  am  of  opinion  that  his  case  is  inconsistent  iwith  an 
observance  of  that  good  faith  which  ought  properly  to  be  inferred  or  implied 
5  as  an  obligation  arising  from  his  contract. 

Having  regard  to  the  nature  and  scope  of  the  Defendant's  employment,  to  the 
obligations  and  duties  arising  fom  such  employment,  to  the  trust  reposed  in 
him,  to  his  own  conduct  in  endeavouring  to  establish  a  trade  for  his  employers 
in  the  very  articles  he,  in  the  action  brought  by  him  against  them^  sought  to 

10  preclude  them  from  using,  I  think  I  should  be  wrong  in  holding  that  he  is 
entitled  to  continue  to  hold  his  Patents  as  against  the  Plaintiff  Corporation, 
even  with  the  belated  undertakings  which  his  Counsel  offered  to  give  on  his 
behalf.  The  main  istue  is  this — can  the  Defendant  or  can  he  not,  without 
breach  of  his  obligation  towards  his  late  employers,  insist  upon  retaining  and 

15  enforcing  against  them  the  Patents  he  has  taken  out  ?  I  think  he  cannot, 
either  in  whole  or  in  part ;  aad  I  think,  moreover,  that  it  would  be  wrong  to 
allow  a  Defendant  who  has  taken  out  Patents,  and  insisted  on  maintaining  them 
up  to  the  actual  trial  to  then  turn  round  and  say,  **  Well,  at  all  events,  I  can 
*'  pick  out  something  which  I  could  have  patented,  and  I  now  insist  upon  that.'* 

20  I  am  quite  unable  to  acce]>t  the  suggestion  that  the  Defendant  did  not  know 
what  was  claimed  by  his  Patents,  having  regard  to  what  took  place.  He  may 
not  have  fully  realised  the  result  of  his  claim,  but  I  am  satisfied  that  he  knew 
what  his  claim  was.  These  conclusions  do  not  quite  deal  with  the  whole  case. 
There  is  no  issue  of  validity  raised,  but  each  party  has  proved,  to  me  at  any 

25  rate,  that  Patent  No.  4303,  and  probably  No.  4302  also,  is  invalid  as  it  stands 
from  any  point  of  view,  and  one  of  my  greatest  difficulties  has  been  to  deter- 
mine to  what  relief  the  Plaintiff  Corporation  is  entitled.  Having  given  it  my 
best  consideration  I  think  that,  subject  to  recouping  the  Defendant  the  expenses 
he  was  put  to  in  taking  out  the  Patents,  the  Plaintiffs  are  entitled  to  a  declara- 

30  tion  that  the  Defendant  is  a  trustee  for  them  of  the  Patents  in  question  ;  but 
bearing  in  mind  that,  as  they  stand,  certainly  one  and  probably  both  of  the 
Patents  are  invalid,  1  think  I  ought  to  insert  in  the  judgment  words  which  will 
prevent  it  from  being  taken  in  any  way  as  founded  upon  a  view  that  the 
Patents  are  valid,  and  I  propose,  therefore,  to  make  a  declaration  that  the 

?5  Defendant  holds  as  trustee  for  the  Plaintiffs  ;  but  this  judgment  is  not  lo  be 
deemed  to  determine,  imply,  or  import  that  the  said  trustee's  Patents,  or  either 
of  them,  are  or  is  valid,  either  in  whole  or  as  to  all  or  any  of  the  claims  in  the 
Specifications  respectively  contained,  or  that  the  Defendant  is  the  first  and  true 
inventor  of  all  or  any  of  the  alleged  inventions  claimed  by  the  said  trustee's 

40  P&itents  respectively.  The  Defendant  to  pay  the  costs  except  so  far  as  increased 
by  the  claim  in  respect  of  the  Patent  as  to  which  the  Plaintiff  Corporation 
offered  no  eyidence,  which  increase  they  are  to  pay.  The  usual  set-off  as  to 
costs. 

An  application  was  made  for  costs  on  the  higher  scale,  which  was  refused. 

45  Astburyy  K.C. — May  I  ask  your  Lordship's  permission  to  say  one  word  with 
regard  to  costs  ?  If  the  Order  is  put  in  the  form  that  the  general  costs  of  the 
action  are  to  be  paid,  save  in  so  far  as  they  are  increased,  it  practically  means 
we  get  hardly  any  costs  with  reference  to  the  third  Patent,  Judges  have  held 
this — that  where  there  are  separate  causes  of  action  they  should  be  dealt  with 

50  separately.  Of  course,  if  it  is  a  case  like  this,  or  where  there  is  an  allegation 
made  with  reference  to  a  particular  cause  of  action,  and  that  allegation  is  not 
proceeded  with,  your  Lordship's  Order  is  the  usual  course  to  adopt,  but  here  it 
is  a  totally  separate  cause  of  action.  It  need  not  have  been  joined  in  one  action 
at  all.     Therefore  I  ask   that  the  action  as  to  the   third   Patent   may  be 

55  dismissed  with  costs.  Tour  Lordship  means,  I  am  sure,  that  I  should  have  the 
costs  of  defending  the  action  on  the  third  Patent,  and  I  shall  not  get  them  in 
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the  form  your  Lordship  has  suggested,  because  in  the  taxing  office  if  the 
general  costs  of  action  are  given  to  a  party,  save  in  so  far  as  they  have  been 
increased  by  a  certain  matter,  the  Plaintiff  will  get  the  whole  of  the  general 
costs. 

Byrnb,  J. — Will  you  give  me  the  reference  to  the  Order  ?  5 

T^evetty  K.C.— It  is  Order  65,  rule  2. 

Btrnb,  J. — What  words  do  you  propose  ? 

Astbury,  K.C. — I  ask  your  Lordship  to  dismiss  the  action  with  costs  in  so 
far  as  it  is  based  on  the  third  Patent,  but  to  put  it  so  that  I  cannot  get  anything 
under  that  to  which  I  am  not  entitled — /.«.,  that  it  is  not  to  be  deemed  to  include  10 
any  costs  of  any  part  of  tha  action  after  the  first  day.  I  only  want  to  get  the 
costs  of  my  brief  and  the  costs  of  preparing  my  defence  to  that  particular  cause 
of  action,  which  was  a  separate  and  distinct  one.  It  is  not  an  issue  raised  in  the 
general  action  ;  it  is  like  a  third  action  altogether  brought  against  me  and  they 
offer  no  evidence.  •  15 

Levetty  K.C. — Will  your  Lordship  look  at  the  pleadings  ?  The  general  issue 
is  the  fiduciary  position. 

Byrne,  J. — I  will  see  the  Taxing  Master  about  it — not  merely  for  the  sake 
of  this  case,  but  for  the  sake  of  others.  I  should  like  to  know  exactly  whether 
it  is  so.    I  will  keep  the  pleadings.  20 

The  case  was  mentioned  again  on  the  4th  of  December. 

Byrne,  J. — I  have  had  an  opportunity  of  speaking  to  Master  Shearme,  and  I 
have  had  a  very  full  discussion  with  him  as  to  the  result  of  an  Order  in  the 
form  I  proposed.  I  think  the  form  I  proposed  was  right  in  this  case — that  is 
to  say,  the  Plaintifl^  are  to  pay  the  increase.  I  inquired  very  carefully  as  25 
to  this  Order.  There  are  some  difficulties,  but  I  have  gone  into*  the  whole 
matter. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.   Justice   Buckley. 

November  20th  and  2lBt,  1902.  30 

SUTCLiFFE  V.  Thomas  Abbott  (trading  as  Abbott  and  Thompson). 

PatenL — Action  for  infringement  of  two  Patents. — One  abandoned  at  trial. — 
Construction  of  Specification. — Disconformity. — Utility. — Specification  referred 
to  on  subject  of  state  of  public  knowledge. — Oosts^  so  far  as  increased  by 
abandoned  Paient^  given  to  unsticcessful  Defendant.  35 
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In  1898  a  Patent  was  granted  to  S,  for  a  dust  separating  ap2)aratuSy  and 
subsequently  another  Patent  was  granted  to  him  for  a  similar  purpose.  He 
brought  an  action  for  infringement  of  these  two  Patents.  The  Defendant  set 
up  want  of  utility  J  disconformityj  and  want  of  subject-matter^  special  reliance 
5  being  pk^ced  on  a  previous  Specification  of  L.  No  evidence  was  offered  at  the 
trial  as  to  the  second  Patent. 

Held,  iAa^  the  Plaintiff^ s  invention  was  for  arriving  at  a  new  result  by  new 
meanSj  and  that  there  was  good  suhject-matter  for  the  Patent ;  that  there  was 
no  di'iconformity ;  that  the  invention  was  useful;  and  tJiat  the  Defendant  had 

10  infringed.  An  injunction  was  granted^  together  with  a  Certificate  that  the 
validity  of  the  Patent  had  come  in  question  ;  butj  on  the  DefendatU^s  Counsel 
stating  that  the  Defendant  did  not  intend  to  appeal^  an  inquiry  as  to  damages 
was  waived.  The  costs  of  the  action  were  given  to  the  Plaintiff,  except  that  the 
costs^  so  far  as  increased  by  the  inclusion  of  the  second  Patent,  were  given  to  the 

15  Defendant  with  set  off, 

A  Specification  referred  to  in  the  Particulars  of  Objections  can  be  referred  to 
at  the  trial  on  the  question  of  the  state  of  public  knowledge.  English  and 
American  Machinery  Company,  Ld.  v.  Union  Boot  and  Shoe  Company,  Ld. 
{11  R,P,C.  867)  followed, 

20  On  the  23rd  of  Pebrnary  1899  Letters  Patent  (No.  4548  of  1898)  were  granted 
to  William  Sutcliffe  for  an  invention  of  "  Improvements  in  separating  dust 
*'  from  hay  and  other  fibrous  materials  and  in  apparatus  therefor." 

The  Provisional  Specification  was  as  follows  : — "  This  invention  has  for  its 
"  object  an  apparatus  for  separating  dust  from  hay,  straw,  cotton,  and  other  like 

25  ^  fibrous  materials  and  the  invention  consists  in  passing  materials  with  a  blast 
**  or  in-draf  t  of  air  tangentially  into  circular  chamber  round  which  the  materials 
*^  rotate  the  air  and  dust  passing  by  through  a  hole  in  the  centre  while  the 
*'  fibrous  materials  drop  into  a  hopper  at  the  bottom.  In  order  still  further  to 
**  purify  the  material  I  arrange  the  hopper  in  two  parts,  the  upper  sliding  into 

30  **  the  lower  and  adjust  one  or  the  other  of  them  so  that  there  shall  be  a  greater 
**  and  lesser  crack  for  the  admission  of  air  between  the  two.  The  air  rushing 
**  between  the  two  blast  out  any  further  dust  which  may  be  passing  with  the 
"  material  round  the  periphery  of  the  cone  pyramid  or  cylinder.  Of  course 
^  in  mentioning  cylinder  it  obvious  that  in  place  of  a   conical    hopper,  a 

85  '*  single  cylinder  might  be  arranged  with  means  for  collecting  the  hay  or 
**  fibrous  material  at  the  bottom,  and  a  regulated  entrance  crack  be  round 
•*  the  outside  of  the  cylinder  somewhat  near  the  bottom  or  even  on  the 
"  bottom  surface  of  the  cylinder  where  the  stuff  is  collected  by  a  revolving  or 
**  other  device. 

40  "  To  prevent  fibrous  material  passing  out  with  the  dusty  air,  a  grid  or  grating 
**  or  wire  or  other  material  is  inserted  across  the  central  hole  out  of  which  the 
"  dusty  air  passes.  A  fan  can  be  placed  above  this  hole  to  draw  the  air 
^  and  dust  or  a  fan  can  be  placed  to  drive  the  air  into  the  passage  entering 
^the  chamber   tangentially,  in  which   case  the  dusty    fibrous    material    is 

45  "  thrown  into  this  passage  and  is  driven  along  by  the  air.  The  dusty  air  can 
^  be  separated  afterwards  by  a  tornado  or  other  well-known  dust  separating 
**  device." 

The  Complete  Specification  was  as  follows  : — '*  This  invention  has  for  its 
^  object  an  apparatus  for  separating  dust  from  hay,  straw,  cotton,  chaff,  and 
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**  other  like  fibrous  material.    It  is  best  described  by  aid  of  the  accompanying 
**  drawings,  in  which, 

**  Figure   1  is  a  vertical  section  of  the  apparatus.  Figure  2  horizontal  section 
"  through  the  bottom  of  the  cylindrical  portion,  Figure  3  plan  with  the  top  of 
**  the  fan  case  removed,  Figure  4  side  elevation,  and  Figure  5  a  partial  plan  5 
"  showing  the  driving  device. 

**  In  these  A  is  the  tangential  entrance  of  a  blast  of  air  carrying  with  it  the 
''  hay,  straw,  or  other  material  to  be  cleansed.    B  a  cylindrical  casing  into  which 
"  the  chute  A  enters  tangenrially.     C  a  cylindrical  sleeve  open  at  the  bottom 
*'  attached  to  the  upper  part  of  chamber  B  which  is  cut  away  at  this  point.    D  10 
"  is  a  steel  plate  perforated  all  over  with  holes  as  close  together  as  practicable, 
"  and  about  two  millimetres  in  diameter.    E  is  a  brush  revolving  on  shaft  F  and 
"  brushing  the  under  surface  of  the  plate  D  so  as  to  keep  it  clean.    G  is  a  fan  on 
"  shaft  F.     I  is  a  hopper  preferably  square,  but  for  some  purposes  it  can  be 
*'  made  hexagonal  or  other  shape ;  for  most  purposes  however,  especially  for  15 
"  separating  dust  from  hay,  straw  and  chaff,  I  find  a  hopper  square  in  section  is 
"  the   best.    J  is  a  spiral  blade  fixed  to  shaft  F  and  used  for  pressing  the 
**  material  down  through  the  narrow  portion  of  the  hopper  into  the  two  side 
"  legs  KK.    LL  are  adjustable  air  openings  in  the  legs  or  spouts  E.    M  a 
"  counterbalanced  leather  covered  door  hinged  at  N  and  having  a  weight  O.  20 
"  This  weight  can  be  of  varying  dimensions  to  suit  the  particular  material  that 
"  is  being  cleaned.    In  some  cases  it  can  be  done  a^vay  with  altogether.    P  is  a 
"  pulley  for  driving  the  shaft  F.    Q  a  cross  piece  carrying  the  step  tt  of  the 
"  shaft  F  and  supported  on  frame  work  SS.     T  is  a  pulley  driving  the  pulley 
**  P  and  U  the  main  driving  pulley,  both  of  them  on  shaft  W  which  is  supported  25 
"  by  pedestals  V  on  the  vertical  frame-work  S. 

"  The  mode  of  action  is  as  follows :— The  grain,  hay,  cotton,  chopped  straw, 
•*  chaff,  or  other  light  fibrous  material    is  fed  into  a  stream  of  air  passing 
"  along  conduit  A  in  any    desirable  manner.      The  material   with    the  air 
"  entering  the  chamber  B  I  tangentially  revolves  rapidly  round  it  forming  30 
"  a  vortex  and  meeting  a  further  ascending  current  passing  up  from  the  openings 
"  L  and  from  the  place  left  open  by  the  doors  M  it  is,  while  being  dashed  round 
**  against  the  flat  sides  of  hopper  I  separated  from  its  dust,  the  dust  and  air  flies 
"  up  through  the  grating  D  which  stops  any  fibrous  material  that  would  other- 
"  wise  pass  up  and  escape  outwards  through  the  orifice  H,  being  impelled  in  35 
"  its  course  by  the  fan  G.    Any  fibrous  material  that  would  tend  to  choke  the 
«  holes  iu  the  plate  D  is  brushed  off  by  the  brush  E.    The  weight  0  allows  the 
"  door  M  to  open  from  time  to  time  and  allow  the  hay  or  other  material  to  pass 
*'  out  and  the  spouts  K  are  prevented  from  choking  by  their  increased  diameter 
"  as  thej  approach  the  door  M.    The  sliding  cover  of  the  orifice  L  is  arranged  40 
**  so  that  any  desired  amount  of  air  can  be  admitted." 

The  claims  were  as  follows  : — **  1.  The  improvement  in  the  process  of 
"  separating  dust  from  hay  and  other  fibrous  materials  which  consists  in  passing 
**  the  fibrous  materials  tangentially  into  a  vortex  impeded  below  extracting  the 
**  heavy  material  at  the  bottom  and  allowing  a  regnlating  current  of  air  to  45 
"  rise  up  near  the  centre  of  the  vortex  and  allowing  the  air  and  dust  to  escape 
"  from  the  centre  of  the  vortex  substantially  as  described. 

**  2.  The  apparatus  for  separating  dust  consisting  of  a  chamber  having  a 
"  circular  or  nearly  circular  upper  portion  a  tangential  entrance  into  that  upper 
"  portion  a  pyramidal  or  other  bottom  giving  the  necessary  friction  to  the  air  50 
"  vortex  therein  a  regulated  air  opening  near  the  bottom  of  the  inverted 
"  pyramid  or  hopper  and  an  exit  for  the  air  at  the  centre  of  the  top  of  the 
"  chamber  substantially  as  described. 

"  3.  In  an  apparatus  for  separating  dust  from  hay  and  the  like  having  a  dust 
"  separating  chamber  in  which  the  incoming  air  and  fibrous  material  form  a  vortex  55 
«  the  combination  with  such  chamber  of  a  guarded  hole  such  as  C  at  the  top  having 
«  ^  grid  D  means  for  keeping  the  grid  clean  and  an  exhausting  fan  8^ch  as  G. 
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"  4.  The  apparatus  for  separating  duet  from  hay  and  other  fibrous  materials 
"  substantially  as  herein  described  and  illustrated  in  the  accompanying 
"  drawings." 


On  the  17th  of  May  1898  Letters  Patent  (No.  11,272  of  1898)  were  granted  to 
5  the  said  William  Sutcliffe  for  **  Improvements  in  the  mode  and  apparatus  for 
"  cleaning  and  purifying  grain,  «l;c." 

The  Patentee  commenced  an  action  for  infringement  of  these  Patents  on  the 
i3th  of  June  1901  against  Thomas  Abbott,  who  carried  on  business  as  Abbott 
and  Thompson. 

10      By  his  Statement  of  Claim,  the  Plaintiff  alleged  (1)  that  he  was  the  registered 

owner  of  the  Patents ;  (2)  that  the  Defendant  had  infringed  in  the  manner  set 

out  in  the  Particulars  of  Breaches.    Tlie  Plaintiff  claimed  (1)  an  injunction ; 

(2)  damages,  or  an  account  of  profits  and  consequential  relief. 

The  Particulars  of  Breaches  alleged  that  the  Defendant  had,  subsequently 

15  to  the  date  of  the  Patents,  manufactured  and  sold  apparatus  for  cleansing, 
purifying,  and  separating  dust  from  other  materials ;  that  such  apparatus  was 
constructed  in  accordance  with  both  the  Specifications  and  infringed  all  the 
claiming  clauses  of  both  the  Patents  ;  a  sale  by  the  Defendant  shortly  prior  to 
the  issue  of  the  writ,  to  the  Halifax  Industrial  Society,  Ld.,  of  a  machine  for 

20  separating  dust  from  hay  constructed  as  aforesaid  was  specified. 

•  By  his  Defence,  delivered  on  the  26th  of  November  1901,  the. Defendant  said 
that  he  (1)  did  not  admit  that  the  Plaintiff  was  the  registered  owner  of  the 
Patents  sued  upon ;  (2)  denied  that  he  had  infringed  the  Patents,  or  oither 
of  them;  (}\)  the  Patents  were  both  invalid  on  the  grounds  stated   in   the 

25  Pbrticulara  of  Objections* 
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The  Particulars  of  ObjectionB  were  as  follow  : — (1)  The  Plaintiff  was  not  the 
first  and  true  inventor  of  the  alleged  inventions  claimed  in  any  of  the 
claiming  clauses  of  the  Sppcifications  of  the  Patents;  (2)  the  alleged  inven- 
tions were  not  useful ;  (3)  the  alleged  inventions  were  not  the  subject-matter 
of  valid  Letters  Patent  having  regard  to  the  state  of  public  knowledge  at  5 
the  date  of  the  Patents  respectively.  This  objection  was  raised  to  all  the 
claims  in  both  Specifications,  and  the  Defendant  relied  on  all  the  anticipations 
referred  to  in  paragraphs  6  and  7,  and  also  referred  to  the  whole  of  the  following 
Specifications:— TTooZ/ (No.  11,071  of  1891),  and  Gowl  (No.  7307  of  1896),  as 
showing  the  state  of  the  art  at  the  date  of  the  same ;  (4)  that  neither  of  the  10 
Plaintiff^s  Specifications  sufficiently  distinguished  which  of  the  matters  therein 
described  the  Plaintiff  claimed  to  have  invented,  and  which  he  admitted  to  be 
old,  and  that  in  that  respect  the  Specifications  were  insufficient,  ambiguous,  and 
framed  so  as  to  mislead  ;  (5)  disconformity  between  the  Provisional  and 
Complete  Specifications  of  No.  4548  of  1898,  inasmuch  as  the  invention  15 
described  and  claimed  in  the  Complete  Specification  comprised  the  guarded 
hole  0,  the  brush  E,  and  the  regulated  air  inlet  at  the  lower  part  of  the 
chamber,  none  of  which  were  mentioned  or  referred  to  in  the  Provisional 
Specification,  and  inasmuch  as  the  chamber  was  described  in  the  Provisional 
Specification  as  a  cone  pyramid  or  cylinder,  while  in  the  Complete  Specification  20 
the  chamber  was  described*  as  preferably  square ;  (6)  the  alleged  inventions 
were  not  new,  having  been  published  in  this  realm  prior  to  the  date  of  both 
the  said  Letters  Patent  by  the  publication  at  the  Patent  Office  of  the  following 
Specifications  :~  (1)  The  Specifications  of  Henry  Harris  Lake  (No.  9423  of 
1886).  The  whole  Specifications  and  drawings  were  relied  on  as  anticipating  25 
all  the  claims  of  both  the  Plaintiff's  Specifications :  (7)  the  alleged  invention 
had  been,  prior  to  the  date  of  both  the  Plaintiff's  Patents,  published  and 
publicly  used.  Four  cases  of  alleged  publication  and  user  were  subsequently 
given,  particulars  of  which  were  delivered  pursuant  to  an  Order  of  the  Id  aster. 

The    action    came    on    for   trial    before    BuOKLBY,    J.,    on    the    20th    of  30 
November  1902. 

A,  J.  Walter  (instructed  by  Whitfield  and  Harrison^  agents  for  Humphreys 
Hirst  and  Whitley^  of  Halifax)  appeared  for  the  Plaintiff  ;  Asthury^  K.C.,  and 
Wright  Taylor  (instructed  by  Williamson^  Hill  A  Co.y  agents  for  Laiui  and 
Foster,  of  Halifax)  appeared  for  the  Defendant.  35 

Walter  opened  the  case  for  the  Plaintiff,  and  stated  that  the  Plaintiff  would 
not  rely  on  the  second  Patent. 

The  following  witnesses  were  called  : — F,  W.  Grew,  Lester  Thompson,  and 
WiUiam  Phillips  Thoijipson. 

During  the  cross-examination  of  F,  W,  Grew  (Plaintiff's  witness  and  an  expert),  40 
Astbury,  K.C.,  stated  that  he  did  not  propose  to  contend  that  the  Patent  waa 
invalid  by  reason  of  anticipation.     [BuOKLBY,  J. — Do  you  strike  out  paragraph 
6  of  the  Particulars  of  Objections  ?]     No ;  it  would  be  necessary  to  refer  to  Ui^ 
Specifications  there  mentioned  to  show  the  state  of  knowledge  at  the  time  th^ 
Plaintiff's  Patent  was  taken  out.     The  invention  claimed  was  for  an  alteration  45 
of  details.    Owing  to  what  Gowl  had  taught  people,  the  Plaintiff  merely  had 
open  to  him  alterations  of  details  by  way  of  invention.    No  question  of  inven- 
tion of  principle  could  arise.    Therefore,  owing  to  the  state  of  knowledge,  either 
the  Plaintiff's  Specification  must  be  confined  to  details  and  construed  narrowly, 
in  which  case  the  Defendant  did  not  infringe,  or,  if  it  were  so  construed  aa  to  50 
include  the  Defendart's  alterations,  there  could  be  no  subject-matter  for  inven- 
tion.   The  point  as  to  referring  to  prior  Specifications  to  prove  general  know- 
ledge was  covered  by  HJng  ish  and  American  Machinery  Gompany,  Ld.  ▼• 
Union  Boot  and  Shoe  Gompany,  Ld,  (11  R.P.C.  367).    The  common  knowledge 
of  the  principle  involved  in  the  Patent  was  such  as  to  leave  nothing  to  the  55 
Plaintiff  to  invent  save  alterations  of  details.    IThierry  v.  liiekmann  (13  B.P.C. 
543)  was  referred  to  on  the  question  of  subject-matter.].   .  ^  .  .. ; 
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Walter  objected  to  the  Specifications  being  referred  to  to  prove  common 
knowledge,  ue.,  knowledge  the  property  of  the  world.     The  case  was  covered 
by  Mackie  v.  Salvo  Laufulry  Supply  Uompanyy  Ld.  (10  R.P.C.  68).    Specifica- 
tions in  themselves  are  not  common  knowledge.     In  order  to  be  a  good  objection 
5  to  snbject-matter  they  mnst  be  part  of  common  knowledge.    If  they  are  not,  in 
fact,  part  of  common  knowledge  they  are,  if  referred  to,  treated  as  anticipations 
and  are  so  pleaded.      The  Defendant  cannot  rely  upon   them  {Holltday  v. 
Hej^penstally  6  R.P.O.  320  ;  L.R.  41  Ch.  D.  109). 
BUGKLBY,  J, — The  Defendant's  Counsel  proposes  to  put  to  the  witness  the 
10  Specification  of  the  Letters  Patent  of  Cotvl^  which  is  referred  to  in  paragraph  3 
of  the   Particulars  of  Objections.      I  think    the    Specification   having    been 
mentioned  there,  and  having  regard  to  what  Lord  Justice  Lindley  said  in  the 
English  and  American  Company  v.  Union  Boot  Company^  the  Defendant  is 
entitled  to  refer  to  it. 
15      Astbury^  K.U.,  opened  the  Defendant's  case. — Upon  the  hypothesis  that  the 
PlaintifE's  Patent  is  a  valid  one  as  to  details,  the  Defendant  has  not  infringed. 
The  Plaintiff  must  be  confined  to  his  details,  otherwise  there  is  no  subject- 
matter  for  invention  {Curtis  v.  Platt^  L.R.  3  Ch.  D.  135  (n)  ;  Proctor  v.  Bennisy 
L.R.  36  Ch.  D.  741 ;  Birch  v.  Harrap  A  Co.,  13  R.P.C.  615  ;  Brooks  v.  Lamplugh, 
20  16  R.P.C.  41). 

The  following  witnesses  were  called  for  the    Defendant : — Jam^   Oreen 
Laraine^  John  Edward  Walsh,  Abraham  Read,  and  the  Defendant. 

Asthury,  K.C.,  and  Wright  Taylor  were  heard  in  support  of  the  Defendant's 

case ;   Waller  was  heard  in  reply. 

25      Buckley,  J. — In  thiscase,  as  I  believe  is  almost  invariable  in  Patent  actions, 

every  form  of  defence  has  been  raised,  but  only  two,  or  at  the  outside  three, 

survive.    The  contention  that  there  is  ambiguity  in  the  Specification,  and  the 

contention  that  the  invention  is  not  sufficiently  described,  have  been  abandoned  ; 

anticipation  has  been  abandoned ;  utility  to  a  very  small  extent  which  I  will 

30  mention  is  denied.    The  real  issues  are  whether  there  was  subject-matter  in  the 

Plaintiff's  Patent,  whether  there  was  disconformity  between  the  Provisional 

and  the  Complete  Specifications,  and  if  both  of  these  are  answered  in  favour 

of  the  Plaintiff,  then  whether  the  Defendant  has  infringed. 

The  class  of  machines  with  which  the  Patent  has  to  do  is  that  of  a  class 

35  headed  by  a  Patent  of  1886  of  a  man  named  Lake.     I  think  it  is  necessary  to 

look  carefully  at  what  his  object  in  his  machine  was,  for  the  purpose  of 

determining  whether  there  was  subject  matter  in  the  Plaintiff's  Patent. 

Shortly  stated  Lake's  Patent  of  1886  was  one  the  object  to  be  achieved  by 
which  was,  taking  air  which  was  clouded  and  mixed  with  impurities,  whether  it 
40  be  dust  or  wood  shavings  or  other  solid  particles,  to  clear  it  from  those  particles 
and  produce  pure  air.-   Lake's  device  for  doing  that  consisted  of  a  cone  or 
pyramid  placed  with  its  base  at  the  top  and  its  apex  at  the  bottom.    At  the  top 
he  drove  in  by  blast  through  an  entrance,  which  was  tangential  to  the  circum- 
ference of  the  cone,  a  blast  of  the  air  laden  with  the  particles  of  dust  or  other 
45  particles.    The  top,  which  was  the  largest  end  of  the  cone,  was  closed  by  a  lid  or 
cover,  but  in  the  centre  of  that  there  was  cut  a  hole  of  considerable  dimensions. 
That  hole  was  guarded  by  a  collar,  which  surrounded  the  hole  and  extended  to 
some  short  distance  down  the  cone.    At  the  other  end  of  the  cone  the  apex  was 
cut  off  80  as  to  leave  a  small  hole.    That  was  the  machine.    There  was  a  little 
50  further  matter  of  detail  introduced  into  another  figure,  which  consisted  of  a 
groove  or  shelf  running  along  the  outer  circumference  of  the  top  of  the  inside 
of  the  cone  with  a  pipe  opening  from  that  to  allow  a  small  exit  also  from  the  top, 
but  that  is  a  small  matter  of  detail.    The  operation  of  that  machine  was  this  : — 
The  blast  of  dust  laden  air  being  driven  in  through  the  tangential  entrance 
55  on  the  upper  or  large  side  of  the  cone  entered  the  chamber  and  commenced 
gyrating  violently  within  it  and  formed  a  vortex.    The  air  thus  driven  in  had  to 
Mcape  somewhere  \  the  laige  escape  was  at  the  top,  the  small  escape  was  at  the 
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bottom.  I  should  add  that  over  the  large  escape  at  the  top  Lake  introduced 
some  other  appliances  which  I  need  not  describe  in  particular — a  further  grid 
or  sieve  or  brneh.  The  action  was  this  : — ^This  incoming  blast  of  air  produced 
a  strong  vortex  inside  the  machine.  There  resulted  a  strong  upward  column  of 
air  going  out  through  the  large  hole  at  the  top.  Under  the  influence  of  centri-  5 
fugal  force  the  particles  of  dust  or  whatever  they  were  being  of  slightly  greater 
weight  than  the  air  went  to  the  circumference  of  the  vessel  and  lodged  upon  the 
sides  of  the  cone.  It  was  found  that  being  there  they  descended  the  cone. 
The  reasons  for  that  seem  to  have  been  three.  In  the  first  place,  gravity  may 
have  had  some  effect,  but  that  seems  to  have  been  very  trifling.  This  thing  10 
would  work  if  you  put  it  with  its  axis  horizontal  or  even  if  you  put  it  vertical ; 
but  I  dare  say  gravity  assisted  to  some  small  extent.  Secondly,  there  was  this 
action,  that  as  each  blast  followed  the  previous  blast  at  the  top  of  the  cone,  it  so 
to  speak  drove  the  previous  blast  downwards,  and  produced  the  action  of  a 
screw  in  the  motion  of  the  air  itself ;  that  was  a  thing,  driving  downwards  on  15 
the  outer  circumference  of  the  vessel,  which  would  drive  the  dust  down. 
Thirdly,  there  was  this  : — That  there  being  a  strong  eflBux  upwards  through  the 
centre,  it  produced,  I  dare  say  (I  think  it  is  most  probable),  a  strong  back 
current  the  reverse  way  down  the  sides  of  the  cone.  The  result  of  that  was  to 
drive  the  dust  down  to  the  bottom.  The  machine,  therefore,  in  working  sent  20 
the  dust  out  through  the  small  hole  at  the  bottom,  and  sent  the  vast  body  of  the 
air,  thus  purified  from  the  dust,  out  at  the  top.  I  pause  to  point  out  that  it  was 
essential  for  Lakers  success  that  no  air  should  come  in  at  the  bottom ;  if  it 
came  in  at  the  bottom  it  would  blow  the  dust  in  and  not  out.  So  far  as  there  was 
any  motion  of  air  at  all  at  the  bottom,  at  the  point  of  the  cone,  it  must  be  out-  25 
ward  to  bring  the  dust  with  it,  and  not  inward  to  carry  the  dust  in  again  where 
it  was  not  wanted  to  be.  Now  that  was  Lake's  invention.  I  repeat  that 
its  object  was,  taking  a  mixture  of  two  things,  air  and  something  else  which 
you  wanted  to  get  out  of  it,  to  produce  pure  air,  air  without  that  thing  in  it, 
and  to  collect  that  thing,  the  dust,  and  take  it  away.  30 

I  will  mention  next,  because  they  come  in  order  of  date,  two  other  Patents 
which  have  been  referred  to,  though  they  seem  to  me  to  have  little  or  nothing  to 
do  with  this  case.  The  first  is  that  of  a  man  named  Wolf  in  1891.  His  Patent 
consisted  in  sending  a  blast  of  air  through,  say,  grain  with  dust  in  it  and  blowing 
the  dust  out  of  the  grain ;  the  grain  falling  down  free  from  the  air.  It  was  35 
simply  blowing  through  a  dust-laden  material.  The  next  was  Cowl  of  1896.  His 
Patent,  shortly  described,  was  simply  sifting,  or  sieving  as  the  witnesses  call 
it.  He  first  sent  the  material  to  be  treated  through  a  sieve  under  the  action  of 
gravity,  then  he  sent  it  through  another  sieve  under  the  action  of  the  impelling 
force  of  a  current  of  air.     He  purified  his  material  by  a  process  of  sifting.  40 

In  that  state  of  things  the  Plaintiff  in  1898  wanted  to  do  this — having  a  body 
of  material  heavier  than  dust,  clouded  and  clogged  and  mixed  with  dust,  he 
wanted  to  get  that  heavier  material  free  from  dust.  What  became  of  the  air  he 
did  not  care — whether  the  air  was  pure  or  impure  did  not  matter  to  him. 
His  object  was  to  send  the  dust  one  way,  and  the  air  with  it  for  all  45 
that  he  cared,  and  the  material  the  other  way.  In  other  words,  he  took,  so 
to  speak,  three  materials,  air,  dust,  and,  say,  chaff ;  his  object  was  to  get 
the  chaff  in  one  direction,  and  the  air  and  the  dust  in  the  other  direction. 
As  to  the  separation  of  the  air  and  the  dust  that  had  nothing  to  do  with  him. 
By  his  Patent  of  1898  he  describes  the  object  which  he  has  in  view.  He  says,  50 
'*  This  invention  has  for  its  object  an  apparatus  for  separating  dust  from  hay, 
"  straw,  cotton,  and  chaff,  and  other  like  fibrous  materials  ;"  in  other  words, 
while  Lake's  object  was  to  get  pure  air,  I  may  describe  the  Plaintiff*s  object  as 
being  to  get  pure  chaff.  In  order  to  do  that,  what  he  did  was  to  take  a  thing 
which,  to  a  very  large  extent,  is  Lake's  machine  I  agree.  He  took  a  hopper,  55 
conical  or  pyramidal  in  shape  ;  he  placed  it  in  a  position  such  as  that  its  larger 
end  wa0  upwards,  and  its  smaller  end  was  downwards ;  he  sent  in  a  draught 
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of  air,  by  means  which  I  will  mention  presently,  tangentially  at  the 
upper  end  of  the  hopper,  and  he  thus  produced  a  vertical  action  inside  his 
machine.  But  what  he  did,  differing  as  it  appears  to  me  altogether  in  this 
respect  from  Lake  was  this  ;  instead  of  having  a  very  small  hole  at  the  bottom 
5  through  which  the  dust  in  Lake's  was  to  go  out  he  wanted  to  have  a  large 
hole  as  he  wanted  to  get  chaff  or  grain,  or  something  of  greater  bulk  than 
dust,  out  at  the  bottom  of  the  machine.  He  had,  in  the  same  way  as  Lake 
had,  a  large  hole  at  the  top  of  the  machine ;  but  he  still  wanted  the  dominant 
current  to  be  upwards  and  not  downwards,  because  he  wanted  his  dust  and  his 

10  air  to  go  out  at  the  top.  He  therefore  put  a  rod  vertically  through  the  centre  of 
his  hopper,  which  worked  a  spiral  at  the  bottom  of  his  machine,  his  object  being 
that  the  spiral  or  screw  by  its  rotation  would  drag  out  the  material — the  hay,  the 
chaff,  or  the  grain,  or  whatever  he  was  dealing  with — and  make  it  pass  through 
the  bottom.    That  same  shaft  revolved  a  fan  in  a  horizontal  plane  with  a  vertical 

15  axis  at  the  top  of  his  machine  and  produced  suction.  He  thus  acted  by 
suction  while  Lake  acted  by  blast,  but  I  do  not  think  it  matters.  According  to 
the  Plaintiff's  description,  he  might  have  acted  by  a  blast  if  he  had  liked,  and 
the  effect  of  it  would  have  been  the  same.  However,  his  figures  show  a  current 
produced  by  suction.     He  then,  below  the  opening  at  the  bottom  of  his 

20  machine,  introduced  a  further  chamber  which  was  closed  by  certain  doors,  of 
which  some  were  large  doors,  for  the  purpose  of  allowing  the  exit  of  the  chaff, 
or  material  which  he  was  treating,  and  others  were  small  doors  or  slides  simply 
to  be  opened  to  let  air  in.  An  object  which  he  had  in  view  as  regards  the 
bottom  of  his  vessel,  was  that  there  should  be  an  inflow  of  air  at  that  point, 

25  whereas  Lake  required  an  outflow  if  there  was  any.  In  order  to  get  an  inflow, 
of  course,  he  had  so  to  proportion  his  resistances  in  respect  of  the  air  currents 
that  the  suction  of  the  upper  hole  would  be  enough  to  control  the  lower  hole 
and  produce  a  suction  at  that  point  as  distinguished  from  an  expelling  force  ; 
and  he  has  arranged  it  so  as  to  produce  that  result,  and,  through  the  emerging 

30  chaff  or  whatever  was  being  treated  in  the  machine,  and  through  these  little 
doors  that  admit  air,  he  sent  air  in,  with  the  result  that  at  the  bottom  of  the 
cone  air  passed  upwards  and  not  downwards.  The  result  therefore  was  this  : 
that  in  the  upper  part  of  the  hopper,  he  was  using  the  principle  of 
the    Lake    machine,    by    the    production    of    a    vertical    action,    producing 

35  the  strong  current  of  air  upwards  through  the  hole  at  the  top,  sending  the 
material  by  centrifugal  force  to  the  outer  walls  of  the  vessel,  and  then  driving 
it  downwards  to  the  bottom,  just  as  the  dust  was  driven  down  in  Lakers,  But 
there  was  this  material  difference,  that  when  it  got  there  it  was  dragged  oui;  of 
the  machine  by  the  force  of  the  spiral,  and  was  further  operated  upon  by  way 

40  of  purification  by  an  inflowing  stream  of  air  which,  passing  through  it,  drove 
any  remaining  dust  upwards  into  the  upper  part  of  the  vessel  so  as  to  find  its 
way  out  at  the  top. 

Now  a  point  has  been  sought  to  be  made  of  this,  that  the  Plaintiff  in  his 
drawings  shows  that  screw  or  spiral  as  a  thing  whose  blades  are  solid,  and  it 

45  appears  that  in  working  the  machine  and  in  the  model  which  the  Plaintiff 
has  put  in,  the  blades  are  cut  through  for  the  purpose  of  allowing  a  further 
current  of  air.  I  do  not  think  there  is  anything  essential  in  that  at  all. 
The  Specification  shows  that  the  hopper  itself  need  not  be  circular,  but 
may  have  a  rectangular  section,  or  a  square  section,  and  if  that  were  so  the 

50  circular  screw  working  in  the  middle  of  the  section,  which  is  a  square,  would 
of  course  leave  room  at  the  side  for  air  to  pass.  Moreover  there  would  be 
further  room  for  air  to  pass  in  this,  that  through  the  material  itself  descending 
in  the  screw  the  air,  if  there  were  suction  to  draw  it,  would  of  course  be  capable 
of  passing,  and  it  would  be  a  question  as  to  how  quickly  the  screw  rotated  and 

55  liow  quickly  the  chaff  descended,  whether  it  was  packed  there  at  all  tightly,  or 
whether  it  was  drawn  out  more  or  less  in  a  floating  condition  with  air  freely 
pasBing  through  it. 

F 
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Having  thns  described  what  the  Plaintiffs  invention  is,  it  seems  to  me  that  I 
have  now  got  to  answer  the  question,  which  has  beon  greatly  argued  in  the 
case,  as  to  whether  this  is  a  Patent  which  falls  within  the  principle  of 
Curtis  V.  Platt^  or  whether  it  falls  within  the  principle  of  Proctor  v.  Bennis. 

To  answer  that  it  appears  to  me  that  I  have  to  aek  myself  these  questions — ^Ifl  5 
the  Plaintiff *s  invention  one  to  produce  improvements  in  the  mechanical  means 
and  arrangements  which  Lake  used  to  obtain  well-knoWn  objects  in  a  well- 
known  machine  ?    Is  the  claim  only  one  for  improvements  in  a  known  machine 
for  producing  a  known  result  ?    If  I  have  to  answer  those  in  the  affirmative, 
then  I  must  tie  down  the   Plaintiff   strictly  to  the   structural  details  of  the  10 
thing  which  he  has  described.     If  I  answer  them  in  the  negative,  then  I  do  not 
tie  him  down  at  all   to  those  structural  details  of  the  thing  which  he  has 
described.    He  has  then  described  a  new  way  of  arriving  at  a  new  result. 
Curtis  V.  Piatt y  as  we  all  know,  was  a  case  in  which  the  result  to  be  obtained 
was  an  old  result.    If  you  are  going  to  get  that  by  new  details  of  construction,  15 
then  you  are  tied  down  to  your  details.    Proctor  v.  Bennis  was  a  case  in  which 
the  result  was  new  ;  then  you  are  not  tied  down  to  your  details.     It  seems  to 
me  here  that  the  Plaintiff  was  arriving  at  a  new  result  by  new  means.    His  new 
result  was  to  separate  the  heaviest  of  three  materials — air,  dust,  and  chaff — from 
the  two  lighter  of  those,  namely,  air  and  dust ;  and  to  leave  only  the  heavier  20 
the  survivor. 

What  has  been  pressed  upon  me,  if  I  have  rightly  understood  it,  is 
that  Lake's  invention  was  an  invention  for  separation  generally,  and  that  this 
is  separation — he  wanted  to  separate,  and  this  man  wants  to  separate  :  and 
therefore  the  object  of  the  two  is  the  same.  It  appears  to  me  that  this  is  85 
fallacious.  The  object  of  the  two  is  different.  It  is  arrived  at,  as  it  appears  to 
me,  by  different  means.  As  I  have  pointed  out,  it  is  essential  for  Lakers 
purpose  that  at  the  bottom  of  his  machine  no  air  should  enter  ;  it  is  essential 
for  his  purpose  that  the  dust  should  go  down  and  should  not  go  up.  It  is 
essential  for  the  Plaintiff's  purpose  that  there  should  be  an  inflow  of  air  at  the  30 
bottom,  and  for  his  purpose  the  dust  must  go  up  and  must  not  go  down.  ^' 

I  hold,  therefore,  that  there  was  a  good  subject  matter  for  the  invention  as 
being  one  to  produce  a  new  result  and  by  new  means. 

From  that  I  pass  to  the  question  of  disconformity.     I  think  Mr.  Astbury 
hardly  argued  that  if  I  took  the  view  which  I  have  expressed  now,  he  could  35 
maintain  the  case  as  regards  disconformity  ;  but  I  will  say  a  few  words  as  to 
what  strikes  me  with  regard  to  that.    The  disconformity  alleged  is  this — it  is 
said  that  if  you  look  at  the  Complete  Specification  you  will  find  that  the  collar 
which  guards  the  larger  exit  from  the  machine  is  relied  upon  as  an  important 
matter,  and  that  the  fan  which  is  to  work  the  suction  is  relied  upon  as  an  40 
important  matter*,  and*  that  neither  of  those  is  dwelt  upon  in  the  Provisional    ' 
Specification.    The  purpose  of  the  Provisional  Specification  is  to  describe  the 
nature  of  the*  invention  ;  the  Complete  Specification  has  to  do  more — ^it  must 
describe  the  nature  of  the  invention  and  in  what  manner  it  is  to  be  performed. 
I  have  got  to  see,  on  this  question  of  disconformity,  whether  the  nature  of  the  45 
invention  is  or  is  not  fairly  described  in  the  Provisional   Specification.      It 
seems  to  me  that  it  follows  from  what  I  have  said  that  the  fan  and  the  collar 
(the  sleeve  as  it  is  called)  were  not  the  invention.    They  were  both  old.    The 
collar  was  a  well-known  thing  in  Lakers  machine  ;  the  fen  was  a  well-known 
thing.    What  was  new  was  the  employment  of  well-know*n  means  such  as  these  50 
to  produce  the  result,  and  I  think  that  is  properly  described  in  the  Provisional 
Specification. 

Lastly,  on  the  validity  of  the  Patent  comes  the  question  of  utility.    Now  I 
think  the  evidence  as  to  utility  is  all  one  way.    A  gentleman,  Mr.  William 
Phillips  Thompson  (who  seems  to  me  one  of  the  best  experts  in  this  class  of  55 
machinery  that  there  is,  and  who,  in  point  of  fact,  he  tells  me,  has  on  six  occasions 

been  suspended  in  a  machine  of  this  description  in  order  to  see  what  is. the 

:  '4. 
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action  inside),  says  that  these  machines  have  a  very  large  sale  and  are  very 
useful.    There  can  be  no  question  about  that.    On  the  other  side  the  only 
evidence  is  that  Abbott^  the  Defendant,  savs  that  after  his  machine  had  been 
patented  and  described,  certain  alterations  had  to  be  made  in  order  to  make  it 
5  work.^    It  is  suggested  that  it  is  the  piercing  of  the  spirals  that  drives  the 
material  out  at  the  bottom  of  the  hollow.     From  the  balance  of  the  evidence  it 
seems  to  me  to  be  plainly  made  out  that  utility  is  satisfied  ;  I  therefore  think 
that  the  Plaintiff's  Patent  is  valid. 
Then  comes  the  question  of  infringement.    As  to  the  circumstances  under 
10  which  this  machine  was  made  and  supplied  to  the  Halifax  Society,  I  think  that 
in  the  interests  of  the  Defendant,  the  less  I  say  about  the  evidence  the  better. 
I  do  not  know  that  I  need  deal  with  it  at  all.     It  is  suflacient  that  I  should 
point  out  in  what  respects  it  is  said  that  the  Defendant's  machine  differs  from 
the  Plaintiff's.    The  differences,  I  think,  are  these— In  the  Plaintiff's  machine 
15  the  axis  of  the  fan  is  vertical,  and  it  revolves  in  a  horizontal  plane,  and  the 
grid  or  sieve  at  the  top  of  the  machine  of  course  is  also  under  those  circum- 
stances in  a  horizontal  plane.     In  the  Defendant's  machine  the  axis  of  the  fan 
is  horizontal,  and  tbe  plane  of  rotation  of  the  fan  is  vertical,  and  his  grid  or 
sieve  at  the  top  therefore  is  vertical.    As  regards  the  operation  of  the  thing  in 
20  acting  as  a  suction  at  the    top    alone,  that    does    not    make    any  material 
difference ;  but  there  is  this  difference  of  course — that  the  fan  being  thus  in 
different  planes  in  the  two  machines,  the  operation  in  the  Plaintiff's  machine  is 
that  the  blatet  of  air  acting  tangentially  in  a  horizontal  plane  begins  to  create  a 
vortex  whose  axis  is  vertical.     In  the  Defendant's  machine  the  thing  being 
25  iumed  through  a  right  angle,  the  result  is,  in  the  first  place,  to  produce  a 
vertical  action  whose  axis  is  horizontal.     The  Plaintiff  says  that  that  does  not 
make  any  difference  at  all  in  the  working  of  the   machine,  and  that  what 
happens  is  this — that  the  vortex  thus  created  in  the  top  of  the  Defendant's 
machine  becomes  by  the  impact  upon  the  sides  of  the  hopper  below,  whether 
30  conical  or  pyramidal,  a  vortex  whose  axis  is  vertical.    Now  Mr.  William  Phillips 
Thompson  says  he  has  not  the  smallest  doubt  about  it.    The  only  evidence 
which  I  have  had  to  the  contrary  is  this,  first  of  all,  of  Mr.  Lorains,  of  whom  I 
will  only  say  that  I  am  quite  sure  that  the  gentleman  in  giving  his  evidence 
cannot  h&ve  considered  the  theory  of  the  passage  of  currents  of  air.    The  views 
35  which  he  has  sought  to  put  forward  were  such  as  could  not  possibly  commend 
themselves  to  the  intelligence  of  anyone  who  has  ever  considered  that  subject. 
There  is  no  expert  evidence  to  the  contrary  at  all.    The  only  other  evidence  is 
that  of  the  Defendant  Abbott,  who  says  that  he  has  opened  a  door  in  this  thing 
and  he  has  looked  inside,  and  he  has  seen  that  the  particles  do  not  move  with 
40  any  vortical  action,  but  drop  down  ;    and  his  Counsel  expanded  that  by  the 
pictorial  representation  of  the  falling  of  a  shower  of  snow.     That  is  supposed  to 
come  down  very  quietly — a  sort  of  series  of  snowttakes.    On  that  evidence  I 
have  not  the  smallest  doubt  myself  that  what  does  happen  in  the  middle  of 
that  is  a  strong  vortical  action  in  the  bottom  of  the  hopper  as  well  as  in  the  top. 
45      The  other  matter  as  regards  the  difference  is  this — and  it  is  rather  significant 
and  curious  to  my  mind.    The  upper  end  of  the  machine,  the  hole,  the  exit  at 
the  top,  is  guarded  by  this  collar  or  sleeve  which  goes  round  it.      In  the 
Plaintiffs  machine  that  collar  is  a  continuous  circle.     In  the   Defendant's 
machine  it  is  cut  into  two  pieces.    That  cutting  has  not  always  been  in  the  same 
50  position,  and  there  has  been  some  couflict  of  evidence  as  to  when  it  was  first 
cut  and  where  it  was  first  cut,  and  how  it  was  altered.     I  do  not  care  when  that 
was.    It  has  been  cut.    The  Defendant*s  Counsel  haVe  asked  me  to  accept  this 
as  the  way  in  which  the  Defendant's  machine  acts.    They  say  when,  under  the 
influence  of  suction,  the  incoming  blast  of  mixed  material  comes  in  and  comes 
55  over  a  cut  at  the  top  of  this  collar  which,  in  the  Defendant's  machine,  is  in  a 
vertical  plane,  the  effect  is  that  the  material  does  not  rush  on  to  the  further  side 
of  the  machine,  for  some  mechanical  reason  which  I  confess  I  am  unable  to 
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follow,  but  stopB  at  the  cut  and  falls  into  the  collar  itself.  If  that  is  so,  of 
course  the  observation  is  obvious  and  suggests  itself  in  a  moment — ^if  that  is 
what  you  wanted  to  do,  why  did  you  not  put  a  barrier  upon  that  side  of  the 
cut  in  your  collar  which  is  remote  from  the  entrance  of  the  incoming  material, 
because,  if  so,  you  would  have  then  insured  what  you  say  is  your  object  of  5 
making  it  all  go  down  inside  the  collar  and  being  exposed  to  this  strong  suction 
against  the  grid  and  thus  being  purified.  No  answer  has  been  supplied  to  that. 
For  some  reason  or  other  they  add  a  further  chamber  on  the  further  side  of  this 
cut  which  can  have  been  of  no  purpose  whatever  except  to  spoil  the  working  of 
the  machine  if  that  was  how  it  was  to  work.  I  have  not  the  least  doubt  myself  10 
that  what  really  happens  is  this  :  Of  course,  the  particles  which  are  coming 
in  through  the  pipe  of  influx  are  under  the  suction  strongly  impelled  by  a  force 
which  at  that  point  is  acting  in  the  direction  of  the  axis  of  the  pipe  of  influx ; 
they  pass  on  with  that,  and  having  thus  a  considerable  force,  being  like  other 
particles  disposed  to  move  in  a  straight  line  if  they  can,  unless  they  are  impelled  15 
to  do  the  contrary  by  some  other  force,  they  pass  over  this  cut — some  of  them 
are  sucked  in  I  daresay,  because  there  is  a  suction  there  ;  others  are  not  sucked 
in.  The  strong  blast  must  be  round  the  enveloping  surface  of  the  top  of  the 
machine  ;  that  produces  the  original  vortex  whose  axis,  I  agree,  is  horizontal ; 
but  then  that  thing  must  go  somewhere,  and  it  goes  down  into  the  lower  part  20 
of  the  machine,  finds  an  impediment  there,  and  begins  to  whirl  about  and  toss 
the  stuff  about  down  there.  This  cutting  is  a  thing  which,  to  my  mind, 
is  no  sort  of  difference  at  all — ^it  does  not  produce  any  difference  of  action. 

Then  there  is  this  further  matter — and  this  is  the  only  one  which  remains  : 
the  Plaintiff,  as  I  have  said,  extracts  his  material  by  the  actioi;!  of  a  screw.  25 
The  Defendant  does  not.  What  he  has  is  a  band  at  the  bottom,  with  some 
cross-struts  to  form  a  drag  upon  the  material,  and  that  is  worked  by  a 
lever  made  into  a  revolving  band,  and  that  passes  out ;  there  is  a  sort  of 
moving  floor  under  the  hopper,  and  it  drags  it  out  of  the  machine  into  a 
chamber  similar  to  that  of  the  Plaintiff's,  and  it  is  delivered  very  much  in  30 
the  same  way. 

It  seems  to  me  that  the  Defendant's  machine  is  simply  constructed  in 
imitation  of  the  Plaintiff's  machine,  with  variations  which  do   not  affect  it 
in  any  substantial  particular,  and  is,  therefore,  I  think,  an  infringement. 
I  must,  therefore,  grant  an  injunction  against  the  infringement  with  the  costs  of  35 
the  action. 

A  Certificate  of  the  validity  of  the  Patent  having  come  in  question  and  an 
inquiry  as  to  damages  were  applied  for.  The  Certificate  was  granted,  but  upon 
the  Defendant's  Counsel  intimating  that  he  would  not  appeal.  Plaintiff's 
Counsel  waived  an  inquiry  as  to  damages.  The  costs,  so  far  as  they  were  40 
increased  by  the  inclusion  of  the  second  Patent  in  the  action,  were  given  to 
the  Defendant. 
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In  the  High  Court  of  Justice.— Ohanobrt  Division. 

Be/ore  Mr.  Justice  Farwell. 

December  2nd,  3rd,  4th,  and  5th,  1902. 

Louise  &  Co.,  Ld.  v.  Oainsborouoh. 

5  Trade  Mark. — Action  for  infringement. — Cross-motion  to  rectify  Register. — 
OainshorougVs  ^*  Duchess  of  Devonshire.''^ — Descriptive  device. — Mark  expunged. 
— Injunction  refused. 

77ie  Plaintiffis  in  1892  had  registered  for  "  hats^  bonnets^  and  similar  head 
*^ coverings'^'*  a  Trade  Mark  consisting  of  a  reproduction  of  QainshorougVs 

IQ  celebrated  picture  of  the  "  Duchess  of  Devonshire,'^  and  had  used  the  same  on 
their  cheques,  recetpt-form^Sy  bill-heads,  and  other  stationery^  as  well  as  on  labels 
frequently  attached  to  delivery  boxes  in  which  their  goods  were  packed  after 
purchase.  The  Defendant  carried  on  a  similar  millinery  business  under  the 
style  of "  Mr.  (Jainsborough,"  and  was  using  in  connection  therewith  various 

15  reproductions  of  the  picture  inside  his  shop,  on  a  hanging  sign  outside,  on 
posters^  and  on  the  ornamental  paper  covering  his  delivery  boxes.  It  appeared 
tJuit  since  1876,  when  the  picture  obtained  a  notoriety  throicgh  its  theft,  it  had 
been  used  very  widely  and  in  various  ways  in  the  wholesale  and  retail  millinery 
trade  both  as  a  fashion  plate  and  as  an  emblem  indicating  that  business.    The 

20  Plaintiffs  sued  the  Defendant  for  infringement  of  their  Trade  Mark,  and  the 
Defendant  moved  for  the  rectification  of  the  Register  by  the  removal  of  that 
mark  on  the  ground  that  in  and  since  1892  it  had  not  been  a  device  distinctive  of 
the  Plaintiffs'  goods  or  otherwise  capable  of  registration  or  appropriation  by 
them. 

25  Held  (i)  that  the  picture  had  been  in  common  use  from  1876  onwards  in  the 
hat  and  millinery  trade  for  all  purposes  except  by  impression  on  the  goods 
themselves ;  (2)  that  it  therefore  was  not  distinctive  of  the  Plaintiffs*  goods ; 
{9)  thaty  although  there  was  evidence  of  its  user  by  the  Plaintiffs,  it  must  be 
expunged  from  the  Register  as  being  merely  descriptive;  and  (4)  that,  therefore, 

30  the  action  for  infringement  failed. 

Louise  A  Co.,  Ld.,  who  were  milliners  carrying  on  business  in  Regent  Street, 
were  the  registered  proprietors  of  a  Trade  Mark  (No.  162,055)  consisting  of  a 
reproduction  of  the  head  and  shoulders  of  Grainsborough's  celebrated  painting 
of  the  ^Duchess   of   Devonshire,"  which  was  registered  in  January   1892, 
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in  class  38,  for  '^hats,  bonnets,  and  similar  head  coverings,"  and  they 
brought  an  action  for  infringement  thereof  against  Ernest  Edgar  Batistoni, 
who  was  the  proprietor  of  a  millinery  business  carried  on  under  the 
style  of  "Mr.  Gainsborough,'^  which  from  its  commencement  in  1895 
was  conducted  at  19,  South  Molton  Street,  London,  until  early  in  1902,  5 
when  it  was  removed  to  new  premises  built  for  the  Defendant  in 
Hanover  Square.  The  Plaintiffs  alleged  that  the  Defendant  had  infringed 
their  Trade  Mark  by  affixing  to  the  latter  premises  when  in  course  of  erection 
a  large  board  containing  an  announcement  that  the  premises  were  being 
erected  for  the  Defendant,  and  that  such  advertisement  board  contained  in  10 
one  corner  a  large  painted  reproduction  of  "The  Duchess";  that  he  had 
exhibited  posters  and  advertisements  in  connection  with  his  business,  and  that 
he  was  using  boxes  for  delivering  millinery,  notepaper,  and  other  stationery, 
and  a  signboard  suspended  over  his  shop  window,  all  of  which  contained 
reproductions  or  imitations  of  their  Trade  Mark.  The  Plaintiffs  contended  15 
that  the  usof  by  the  Defendant  of  a  device  which  was  in  all  practical  respects 
similar  to  the  Plaintiffs*  Trade  Mark  was  calculated  to  mislead  by  inducing  the 
belief  that  the  Defendant  was  in  some  way  connected  with  the  Plaintiffs' 
business,  and  that  the  goods  sold  by  the  Defendant  were  of  the  same  mana* 
facture  as  those  of  the  Plaintiffs.  The  Plaintiffs  claimed  an  injunction  to  30 
restrain  the  Defendant,  his  servants  and  agents,  from  in  any  manner  infringing 
their  Trade  Mark,  and  from  in  any  manner  using  the  said  Trade  Mark  upon 
any  poster,  advertisement,  show  card,  hat  box,  bill-head,  or  notepaper,  or 
otherwise  in  respect  of  or  in  connection  with  the  sale  of  any  hats, 
bonnets,  and  similar  head  coverings  not  made  or  sold  by  the  Plaintiffs,  25 
and  damages,  and  delivery  up.  The  Defendant  alleged  that  he  had 
for  seven  years  past  used  in  various  ways  in  connection  with  his 
business  as  a  milliner  representations  of  "The  Duchess,"  and  of 
various  other  portraits  of  prominent  personages  wearing  Oainsborough 
hats.  He  used  such  representations  in  the  ordinary  course  of  his  business  as  a  30 
milliner  and  as  illustrative  of  his  goods,  and  not  as  being  in  any  way  his  Trade 
Mark  or  specially  distinctive  of  his  goods,  and  he  claimed  that  h«  or  anyone 
else  in  the  millinery  trade  was  entitled  to  do  so.  The  Defendant  never  heard, 
until  about  the  time  when  the  present  action  was  commenced,  that  the 
Plaintiffs  claimed  to  have  any  Trade  Mark  or  other  rights  with  respect  to  the  35 
Gainsborough  "  Duchess,"  nor  that  the  Plaintiffs  or  any  predecessors  of  theirs 
had  ever  used  the  said  picture  or  any  representation  thereof  in  any  way  in 
their  business,  aud  he  contended  that  if  they  had  had  any  user  thereof  such 
user  was  not  in  the  nature  of  user  as  a  Trade  Mark  or  as  in  any  way  distinctive 
of  their  business  or  goods.  The  Defendant  further  alleged  that  his  business  40 
was  of  a  higher  class  than  that  of  the  Plaintiffs,  and  that  his  goods  were 
superior  to  theirs,  and  that  if  he  had  any  reason  to  believe  that  his  user  of  the 
representations  aforesaid  would  cause  any  confusion  between  the  two 
businesses  he  would  discontinue  the  use  of  the  same  for  bis  own  sake,  but  he 
was  satisfied  that  no  confusion  could  arise,  and  he  resisted  the  Plaintiffs'  45 
claim  in  the  interests  of  the  trade.  The  Defendant  contended  that  the 
Plaintiffs'  Trade  Mark  was  wrongfully  registered  and  retained  in  the  Register, 
and  he  gave  notice  of  motion  for  its  removal  on  the  grounds  "  (1)  that  the 
"  said  Trade  Mark  was  not  at  the  date  of  registration,  and  never  has  been,  and 
"  is  not  now,  a  device  distinctive  of  the  Respondents'  goods  or  otherwise  50 
"  capable  of  registration  or  appropriation  by  the  Respondents ;  (2)  that  the 
'*  Respondents  have  never  used  the  said  device  as  a  Trade  Mark,  and  never  had 
"  any  b(md  fide  intention  of  so  doing." 

The  hearing  of  the  action  commenced  on  the  2nd  of  December  1902. 

Warynington,  K.C.,  W.  E,  Vernon^  and  H.  K,  Newton  (instructed  by  Alfr&l  55 
R,  Qery)  appeared  for  the  Plaintiffs  ;  Upjohn,  K.C.,  and  iSebastian  (instrnoted 
by  Jonathan  E.  Harris)  appeared  for  the  Defendant. 
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At  the  trial  the  Defendant's  motion  to  rectify  the  Register  was  taken  first, 
but  it  was  agreed  that  the  evidence  should  be  taken  once  for  ail  in  both  the 
motion  and  the  action  for  infringement. 

Upjohn^  K.C.,  opened  the  motion. —  The  Defendant  has  not  used 
.5  Gainsborough's  '* Duchess"  as  a  Trade  Mark  in  the  proper  sense  of  the 
term  any  more  than  the  PlaintiflEs  have.  The  picture  has  been  used  as  a 
fashion  plate  for  millinery  for  a  quarter  of  a  century,  and  the  injunction,  if 
granted,  would  prevent  the  Defendant  from  doing  what  every  milliner  has 
done  all  through  that  time.    In  1892  this  device  was  not  distinctive  and  could 

10  not  become  distinctive  of  the  Plaintiffs'  goods  within  the  meaning  of 
section  64  (6)  of  the  Act  of  1883,  for  it  had  been  in  common  use  not  only  as 
"  a  fashion  plate  "  referred  to  in  those  terms  in  a  copy  of  "  Myra's  Journal  " 
of  the  1st  of  August  1876,  but  as  an  advertisement  in  trade  circulars  for 
hat-&8hions  from  1876  onwards,  and  also  as  a  design  by  which  milliners  could 

15  and  did  take  orders  from  their  customers.     Further,  the  Plaintiffs  have  not 

used  it  stamped  on  the  goods  themselves,  and  did  not  bond  fide  use  it  as  a 

Trade  Mark ;    it  was,  therefore,  a  mark  which  should  not   be  allowed   to 

cumber  the  Register  {In  re  Batt  &  Co.,  15  R.P.C.  534  ;  L.R.  (1898),  2  Cb.  432). 

Evidence  was  given  in  support  of  the  Defendant's  case  by  a  large  number  of 

20  witnesses,  drawn  from  the  wholesale  millinery  trade  and  from  retailers  of 
millinery  in  London  and  the  provinces.  A  member  of  the  firm  of  Oroom^ 
Wilkinson  &  Go.^  printers  of  pattern  sheets  for  the  millinery  and  hat  trade, 
deposed  that  at  the  time  of  the  theft  of  Gainsborough's  "Duchess"  from 
Affnew*s  galleries,  in  1876,  his  firm  had  printed  large  quantities  of  such  sheets, 

25  containing  a  reproduction  of  the  picture  surrounded  by  drawings  of  hats 
variously  described  as  '*  The  Duchess,"  "  The  Devonshire,"  "  The  Gainsborough," 
and  *'The  Georgiana,"  for  many  firms,  including  Vyae^  Sons  A  Co.^  Ld. 
(London),  J.  and  N.  Philips  A  Go.  (Manchester),  Smith  and  Lister  (London), 
Paterson^  Laing  A  Go.^  and  Donaldson^  Andrews  and  Sharla7id,     It  appeared 

30  that  these  sheets  had  been  in  some  cases  reprinted  for  these  firms  as  late  as 
1901  (when  the  recovery  of  Gainsborough's  picture  gave  a  fresh  stimulus  to  the 
fashion  in  the  **  picture  hat,"  which  other  evidence  showed  to  have  been  more  or 
less  continuous  throughout  the  whole  period).  The  sheets  were  used  to  sell  the 
hats  to  the  retailers,  some  of  whom  kept  them  about  in  their  shops  or  show- 

35  rooms.  One  witness,  W.  T.  Hunt^  an  exporter  of  millinery,  who  was  resident 
in  Australia  for  many  years  prior  to  1887,  when  he  returned  to  England, 
deposed  that  he  had  seen  such  sheets  in  connexion  with  his  trade  in  1875,  and 
again  through  the  years  subsequent  to  1887.  Many  of  the  leading  retail 
milliners  of  London,  such  as  O,  F.  Viola^  A.  W,  Eagles,  Henry  Heath  A  Go.^ 

40  JiUius  Bushelly  Josephine  Sykes,  and  Scotts,  Ld.^  and  from  the  provinces,  such 
as  Madame  Breton^  Ld.  (Manchester),  described  the  close  association  of  the 
picture  with  the  millinery  and  hat  trade  as  a  fashion  plate  and  an  emblem  of 
the  business.  The  first-named,  Viola,  had  had  a  large  engraving  of  it  suspended 
in  his  shop  since  the  year  (1890)  of  its  publication  by  Graves,  and  spoke  of  it 

45  as  *'a  general  millinery  Trade  Mark,"  and  as  an  indication  in  his  establishment 
of  **  this  way  to  the  millinery  department."  Several  milliners  and  dressmakers 
deposed  to  the  same  effect,  and  in  four  instances  different  framed  reproductions 
of  the  picture  were  produced  from  their  places  of  business,  where  they  were 
used  both  as  appropriate  decoration  and  as  fashion  plates  to  take  orders  from. 

50  Mrs.  Bouse  Brourne,  formerly  editress  and  proprietress  of  "  Myra's  Journal," 
deposed  that,  in  its  issue  for  the  1st  of  August  1876,  she  had  described  a 
coloured  photograph  of  **  The  Duchess,"  then  supplied  to  her  by  the  London 
Stereoscopic  Gompany,  as  '*  a  fashion  plate  wherein  one  may  see  the  Gains- 
^  borough  hat  to  perfection."    Miss  Abbey  Meehan,  editress  of  ^^  The  Millinery 

55  ^  Record  "  since  its  commencement  in  1896,  who  also  claimed  to  have  been  the 
first  to  use  the  term  '*  picture  hat "  in  print,  deposed  that  from  its  beginning 
the  *^  Record  "  had  had  a  reproduction  of  ^'  The  Duchess  "  on  its  outside  cover. 
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Mrs.  Edwards  (a  milliner,  of  Leicester)  proved  that  in  1901  she  had  issued  a 
trade  circular  containing  a  reproduction  of  "  The  Duchess,"  and  it  also  appeared 
that  similar  reproductions  had  been  issued  in  connection  with  their  businesses 
by  John  Smith  (a  wholesale  milliner  of  London),  who  gave  evidence  for  the 
Plaintiffs,  and  by  D.  H.  EvanSy  a  director  of  the  Plaintiff  Company,  who  also  5 
carried  on  business  in  Oxford  Street.  The  Defendant  stated  that  (apart  from 
notepaper,  as  to  which  the  Plaintiffs  made  no  claim  at  the  Bar)  he  only  used  the 
sign  and  other  picture  copies  of  the  painting  itself,  and  a  number  of  small 
copies  of  the  head  (about  1^  inches  across)  printed  in  the  pattern  of  the  paper 
covering  the  boxes  used  for  the  delivery  of  his  goods.  10 

Sebastian  summed  up  for  the  Defendant. — The  Plaintiffs  have  now  dropped 
their  former  claim  in  respect  of  passing-off  and  are  suing  on  their  dry  legal 
right  to  the  Trade  Mark  alone.  The  inference  from  this  is,  not  only  that  they 
can  make  out  no  case  of  deception,  but  that  the  case  for  the  mark  itself  is  weak. 
This  mark  is  not  a  distinctive  device  within  the  meaning  of  section  64  (c)  of  15 
the  Act  of  1883  and  the  decisions  in  Wood  v.  Lambert  (3  R.P.C.  81,  88  ;  L.il.  32 
Ch.  D.  247,  257)  ;  and  In  re  Perry y  Davis  &  Son  (5  R.P.C.  333  ;  7  R.P.C.  336; 
L.R.  15,  A.C.  316).  It  is  simply  an  emblem  used  to  denote  a  high-class 
millinery  trade.  The  burden  of  proof  is  admittedly  on  us  {Leonard  and  Ellis 
V.  Wills  A  Co.,  L.R.  26,  Ch.  D.  288),  but  we  have  shown  abundantly  that,  20 
subject  to  the  fluctuations  of  fashion,  its  user  has  been  common  to  the  trade 
since  the  original  picture  was  stolen  in  1876.  The  significance  of  Gainsborough's 
*'  Duchess  "  in  connection  with  millinery  is  not  due  to  the  Plaintitfs,  but  to  it 
being  purely  descriptive  of  a  style  of  hat  made  by  every  milliner.  It  was  not 
open  to  them  in  1892  to  take  such  a  mark  and  monopolise  it  for  themselves  25 
without  user  with  a  view  of  springing  it  on  any  competitor  (Jn  re  Batt  A  Oo,j 
ubi  supra).  As  to  user,  we  rely  on  Richards  v.  Butcher  (8  R.P.C.  37,  249 ; 
L.R.  (1891)  2  Ch.  522,  540),  and  In  re  Powell  (10  R.P,C.  63, 195 ;  L.R.  (1893) 
2  Ch.  388,  398,  per  Bowen,  L.J.,  at  page  405).  [Farwbll,  J. — Does  it  not  come 
to  this — ^that,  if  a  "  new  mark  "  is  to  stay  on  the  Register,  you  must  show  that  30 
it  is  impressed  on  the  goods  or  some  case  containing  them  if  they  cannot 
themselves  receive  the  mark,  and  that  it  is  used  within  a  reasonable  time  ?] 
Yes  ;  and  here  it  appears  that  the  Plaintiffs  do  not  stamp  their  hats  with  their 
mark  where  they  do  stamp  their  name,  but  after  the  purchase  is  completed  in 
some  cases  have  a  label  containing  the  mark  attached  to  a  box,  which  the  35 
purchaser  does  not  see  at  the  time.  User  on  cheques  and  bill-heads  is  not  user 
as  a  Trade  Mark,  [/n  re  Cliorlton  and  Dugdale  (53  L.T.  (N.S.)  337)  referred 
to.]     This  mark  should  be  expunged  from  the  Register  as  baneful  to  trade. 

Warmington,  K.C.,  for  the  Plaintiffs. — It  is  attempted,  in  the  argument  for 
the  Defendant,  to  confuse  a  registered  Design  and  a  registered  Trade  Mark.  40 
The  evidence  adduced  all  shows  that  what  was  common  knowledge  in  1892  was 
knowledge  of  a  celebrated  picture,  used  either  for  ordinary  decorative  purposes 
or  as  an  example  of  a  well-known  hat  of  attractive  design.    But  no  one  before 
1892,  and  no  one  since,  excepting  the  Plaintiffs  and  the  Defendant,  has  ever 
used  it  as  a  Trade   Mark.      The  Plaintiffs'  mark  is  a  "new"  mark,  duly  45 
registered  and  used  by  the  Plaintiffs  as  a  Trade  Mark,  and  not  as  a  Design  or 
anything  the  subject  of  copyright.    The  fact,  therefore,  that  it  happens  to  be  a 
picture  of  a  model  used  for  many  purposes  connected  with  the  millinery  trade 
does  not  prevent  it  from  being  "  distinctive  "  within  the  meaning  of  section  64  (c) 
(/a?^iesv.  Parry,  3  R.P.C.  340,  343;    L.R.  33,  Ch.  D.  392,  per  Lindley,  L.J.).   50 
The  Plaintiffs  have  their  mark  properly  registered  for  goods  in  a  certain  class, 
and  therefore  could  not  complain   of  the  user  on  the  front  page  of  "The 
"  Millinery  Record."    As  to  user,  the  Plaintiffs  rely  on  the  Trade  Mark  being 
printed  on  the  labels  affixed  to  the  delivery  boxes  {Jay  v.  Ladler,  6  R.P.C.  136  ; 
L,R.  40  Ch.  D.  649).     [Farwbll,  J. — I  doubt  if  that  is  consistent  with  Lord  55 
Bowen's  observations  in  Be  PowelVs  Trade  Mark  (10  R.P.C.  195 ;  L.R.  (1893)  2  Ch. 
398,  at  page  405.    In  the  case  of  cigars  the  retailer  does  use  the  box  to  sell  the 
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goods ;  but  yon  do  not  nse  a  hat  box  to  sell  the  hat.]  The  Court  will  consider 
all  the  ciroumstances  of  the  whole  transaction,  and  where  the  registered  Trade 
Mark  is  not  used  on  the  goods  themselves,  or  on  a  wrapper,  user  on  the  packing 
box  is  sufficient  (per  Esher,  M.R.,  and  Fri/y  L. J.,  in  Richards  v.  Butcher^  L.R. 
5  (1891)  2  Oh.  522,  at  pages  545  and  548).  Be  Batt  &  Co.  (15  R.P.C.  534; 
L.R.  (1898)  2  Ch.  432)  was  quite  different  from  this  case.  There  it  was  a 
dumb  or  dormant  mark  and  intended  to  be  so,  and  therefore  fraudulent ;  here, 
besides  the  user  on  the  packing-boxes,  the  mark  is  found  on  all  kinds  of 
stationery  used  by  the  Plaintiffs  in  connection  with  their  business,  which  of 

10  itself  is  ample  evidence  of  there  being  no  intention  to  abandon  the  user  of  it. 

In  the  action  for  infringement  we  rely    on  the   Defendant's  user  of  "  The 

"  Duchess  "  on  his  sign,  the  posters,  and  the  boxes,  and  we  allege  no  case  of 

passing-off. 

Evidence  was  then  given  on  behalf  of  the  Plaintiffs  by  E,  S.  Reddickj 

15  chief  accountant  to  the  Plaintiffs,  as  to  the  user  of  their  Trade  Mark  on  cheques, 
bill-heads,  receipt-forms,  notices  of  sales,  and  other  stationery,  some  of  which 
had  been  used  for  the  last  six  years  or  more  ;  by  Mrs.  Taylor^  manageress  of 
the  Plaintiffs'  business  since  June  1900 ;  by  two  of  their  saleswomen,  and 
by  two  packers,  as  to  the  user  of  the  Trade  Mark  on  labels  frequently  affixed 

20  to  boxes  in  a  packing  room  subsequent  to  the  purchase  and  for  the  purpose  of 
delivery  ;  and  by  several  trade  witnesses  who  spoke  as  to  the  user  of  the 
Plaintiffs'  mark  principally  on  the  cheques.  One  of  the  latter,  Jarnes  Bailey^ 
of  Scripps  A  Co,,  admitted  that  <'the  Duchess"  was  as  well  known  to  the 
trade  and  to  the  public  as  any  picture  in  the  millinery  business. 

25  Vernon^  for  the  Plaintiffs. — Common  user  of  this  device  before  1892  must 
have  been  user  of  it  as  a  Trade  Mark  in  order  to  make  the  Plaintiffs'  registration 
in  that  year  wrongful  (In  re  Verity^s  Trade  Mark,  19  R.P.C.  58),  and  here 
the  Defendant  has  not  proved  this.  Since  1892  the  Plaintiffs  have  used  their 
mark,  not  only  on  the  stationery,  but  also  on  the  delivery  boxes,  and  sale  and 

30  delivery  are  what  constitute  the  whole  transaction.  But  apart  from  this,  as  it 
was  a  **  new  "  mark  in  1892,  it  cannot  be  removed  from  the  Register  unless  it 
can  be  shown  that  there  has  never  been  a  bond  fide  intention  of  using  it  (Jn  re 
Hares  Trade  Mark,  19  R.P.C.  569  ;  L.R.  (1902),  2  Ch.  621). 

Farwbll,  J. — I  will  not  ask  Mr.   Upjohn  to  reply  unless  he  desires  to  say 

35  anything  as  to  the  want  of  user. 

Upjohn,  K.C. — Then  I  will  not  trouble  your  Lordship,  as  we  rely  on  the 
ground  that  the  device  has  always  been  and  is  descriptive  and  not  distinctive. 

Farwbll,  J. — ^This  is  a  motion  to  rectify  the  Register  by  removing  therefrom 
the  Trade  Mark  which  is  registered  by  the  Plaintiffs  in  the  action,  the  Respon- 

40  dents  on  the  motion,  No.  162,055  for  hats,  bonnets,  and  other  similar  head 
coverings.  It  is  a  copy  of  the  upper  part  of  Gainsborough's  well-known  picture 
of  the  Duchess  of  Devonshire.  The  picture,  as  every  one  knows,  was  stolen 
from  Messrs.  Agnew  in  the  year  1875,  or  1876,  and  thereupon  persons  interested 
in  the  hat  trade  seized  the  opportunity  of  pushing  their  goods  by  producing  a 

45  number  of  fashion  plates,  and  placing  this  picture  of  the  Duchess  either  in  the 
centre,  or  in  other  parts  of  them.  Of  course,  at  this  distance  of  time,  it  is  exceed- 
ini?ly  diflQcult  to  find  these  ephemeral  publications,  and  produce  them  to  the  Court, 
but  a  printer  was  called  to  produce  copies  of  these  sheets  which  were  printed 
for  some  five  or  six  well-known  wholesale  houses.    These  pictures  were  very 

50  lai^ely  used,  and,  in  my  opinion,  it  is  proved  by  the  evidence  that  the  picture 
of  the  Duchess  became  very  popular  in  the  trade,  and  was  used  for  various 
purposes  by  people  in  the  trade.  Now,  I  do  not  think  that  it  can  be  truly  said 
that  the  picture  was  used  simply  as  a  fashion  plate.  I  had  a  great  deal  of 
evidence,  and  I  went  through  my  notes  last  night,  with  a  view  to  seeing  what 

55  was  really  proved  by  the  witnesses.  In  my  opinion  it  has  been  proved  that  this 
picture  of  the  Duchess  from  1876  to  1877  became  in  common  use  in  the  hat 
trade,  and  in  the  millinery  trade,  not  merely  as  a  fashion  plate,  but  also  as  an 
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embellishment  for  the  varions  publications  used  by  milliners  in  their  businesBi 
fluch  as  trade  cards,  catalogues,  notepaper,  and  so  on.    There  are  one  or  two 
of  the  witnesses  to  whose  evidence  I  will  refer.    First  of  all  I  wish  to  refer  to 
Mrs.  Eleanor  Quest,  because  she  was  cross-examined  rather  with  a  view  to  show 
that  her  evidence  was  not  trustworthy.    The  lady  was,  no  doubt,  rather  5 
voluble,  and,  perhaps,  a  litttle  overran  what  she  meant  because  she  was  so 
voluble,  but  I  have  no  reason  whatever  to  doubt  the  accuracy  and  truth  of  her 
testimony  generally.    Now,  she  said  this  in  chief.    She  first  of  all  narrated  an 
episode  which  I  will  come  to  in  a  moment,  but  she  said  that  every  milliner 
has  a  picture  of  the  Duchess  hanging  up  in  her  shop:  "I  have  30  years'   10 
"  experience,  and  I  never  knew  a  milliner's  wholesale  or  retail  shop  without  a 
'*  Gainsborough,  Mrs.  Siddons,  or  the  Duchess."   She  also  said  :  ^^  The  pictures 
*'  hang  up  in  salons  and  business  places,  and  the  head  is  used  on  the  notepaper 
**  and  circulars  by  milliners  as  well."     There  is  various  other  evidence  to  the 
same  effect.     Mr.  William  Bee,  who  is  a  conmiercial  traveller,  said  he  had  often  15 
seen  the  picture  used  in  retail  houses  that  he  visited — so  often  that  he  would  not 
specify  any  particular  time.     I  think  he  was  referring  there  to  the  picture  cut 
from  the  foshion  plates  which  was  kept  by  the  milliners  for  general  purposes 
in  their  business.    He  said,  in  re-examination,  '^  I  have  seen  it  in  retail  shops, 
'^  the  picture  from  the  circular  kept  for  show,  sometimes  in  frames,  and  some-  20 
"  times  in  the  shop  ;  "  and  he  said  he  had  seen  it  between  1876  and  1901.    It 
was  such  a  matter  of  course  to  come  across  it  that  he  did  not  take  any  particular 
notice  of  the  people  in  whose  shops  he  saw  it.    Then  there  was  Mr.  Agar,  who 
was  in  the  employment  of  Mr.  B)dgar  WoolUy,  a  milliners'  merchant,  and  who 
was  before  that  31  years  with  Woolley,  Sanders  and  Gompany,  large  milliners.  25 
He  said  he  had  seen  the  picture  on  notepaper,  bill  heads,  and  other  things  of 
that  nature,  not  the  Plaintiffs'  or  Defendant's,  and  then  he  said  he  got  one  last 
week.    Mrs.  Lily  Edwards^  who  is  a  milliner  at  Leicester,  in  last  year,  1901, 
issued  a  circular  with  a  picture  of  the  Duchess  on  it  as  her  own  circular.    She 
was  entirely  unconscious  that  it  was  otherwise  than  common  to  the  trade ;  and  30 
in  fact  she  had  taken  it  herself  from  tne  circular  of  Mr.  John  Smith  who  had 
himself  issued  it,  and  who  was  one  of  the  witnesses,  oddly  enough,  called  for  the 
Plaintiffs.    No  explanation  was  given  how  he  came  to  use  it,  or  why  it  was  that 
the  Plaintiffs  did  not  attack  him  also.    Then  a  lady  who  had  been  connected 
with  '^  Myra's  Journal "  for  many  years,  was  also  called.    She  said  she  had  had  a  35 
very  large  experience,  not,  of  course,  as  a  milliner,  but  as  editor  of  a  fashionable 
journal  which  dealt  with  millinery.    She  said  it  was  used  by  all  milliners  and 
hair  dressers  in  their  advertisements,  and  she  said  she  had  taken  much  interest 
in  the  matter.    In  '*  Myra's  Journal "  they  issue  advertisements ;  she  has  seen 
the  picture  as  an  old  advertisement  hundreds  of  times,  but  naturally,  she  said,  40 
she  could  not  say  when.     You  cannot  specify  a  thing  which  is  so  conmion  as  this 
obviously  has  been.    Then  Mr.  Elijah  Meggitt^  the  chairman  of  Madame 
Breton^  Ld.^  at  Manchester,  says:   ''We  had  the  design  on  our  notepaper, 
"  and  took  it  in  1901,"  and  also  on  their  bill-heads,  cards,  labels,  and  all  their 
stationery.    They  adopted  the  design  as  most  suitable  for  the  millinery  business,  45 
based    on    his   own   knowledge,    used  also  by  another  firm    of    Kendals    of 
Manchester.    These  facts  are,  of  course,  rather  material  to  show  the  general 
understanding  of  the  trade  that  the  matter  was  absolutely  conmion  to  everybody, 
and  that  no  one  had  any  particular  right  to  it. 

I' will  not  trouble  to  go  further  through  the  evidence  of  the  various  witnesses,  50 
but  it  comes  to  this,  that  the  picture  has  been  used  for  all  the  purposes  for  which 
a  Trade  Mark  could  be  used,  except  the  one  which  is  essential,  of  course,  to  the 
user  of  it  as  an  old  Trade  Mark,  namely,  the  impression  on  the  actual  goods  them* 
selves.  No  one,  as  far  as  I  have  heard,  not  even  the  Plaintifb  have  ever  impressed 
it  on  their  own  goods.  I  should  say  that  the  section  of  the  Act  is  section  64,  sub-  55 
section  c  ;  and  it  is  claimed  by  the  Plaintiffs  that  the  Trade  Mark  is  a  distinc- 
tive device  within  the  meaning  of  that  subsection.    In  the  case  of  an  old  Trade 
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Mark  the  word  "  distinctive  "  means  that  it  does  in  fact  distinguish  the  goods 
of  the  Plaintiff  as  his  manufacture,  or  selection,  from  the  goods  of  all  other 
persons.  That,  of  course,  is  a  question  of  historical  fact,  which  can  be  deter- 
mined by  circumstances  which  have  gone  before.  In  the  case  of  a  new  mark 
5  of  course  that  cannot  be  so,  but  it  means  that  the  mark  must  be  capable  of 
distinguishing  the  goods  of  the  Plaintiff  as  his  manufacture,  or  selection,  from 
the  goods  of  all  other  persons.  That  depends  on  two  things  :  fij*st  of  all  on  the 
nature  of  the  mark  itself.  I  apprehend  that  if  it  were  merely,  as  one  of  the 
witnesses  put  it,  rather  in  a  picturesque  fashion,  used  as  a  sort  of  barber's  pole 

10  in  the  general  trade  of  millinery,  to  show  that  inside  is  a  milliners'  shop,  it 
would,  on  the  authority  of  the  blacklead  case,  be  open  to  any  individual  to 
take  that  as  a  Trade  Mark,  and  register  it  as  such.  But  if  you  find  that  all  the 
barbers  in  the  kingdom  used  a  barber's  pole,  not  merely  as  the  sign  outside 
their  shops,  as  the  Defendant  in  this  case  hangs  out  the  lady's  head  from  a 

15  swinging  sign,  but  also  used  it  habitually  on  their  notepaper,  on  their  trade 
cards,  and  their  catalogues,  and  everything,  also,  of  a  similar  nature,  very 
different  considerations  would  arise. 

In  my  opinion  the  question  turns  in  this  case  on  the  evidence  of  what  was 
the   state  of  things  in  the  trade  at  the  time  when  the  mark  was  taken,  or 

20  proposed  to  be  taken.  That,  in  this  case,  is  1892.  If  at  that  date  it  is  found 
that  the  mark  has  been  used  in  the  trade  in  such  a  way  as  would  have  con- 
stituted an  infringement  of  such  a  Trade  Mark  if  it  had  existed,  then  such 
mark  cannot  be  distinctive.  It  is  not,  of  course,  sufficient  to  say  that  there  is 
no  similar  Trade  Mark  registered,  because  that  would  be  a  mere  truism.    But 

25  the  owner  of  the  Trade  Mark  can  restrain  the  use  of  his  Trade  Mark  in  many 
ways.  *'  Use  as  a  Trade  Mark  "  is  a  technical  phrase  applicable  chiefly,  if  not 
exclusively,  to  the  old  marks  in  the  proviso  in  section  64  ;  but,  for  the  purpose 
of  infringement,  the  Trade  Mark  may  have  been  used  as  if  it  were  a 
Trade  Mark,  and  in  such  manner  as  to  lead  to  the  belief  that  the    goods 

30  of  the  Defendant  are  the  goods  of  the   Plaintiff,  and  such  user  would  be 

an  infringement,  although  .the  mark   is    not  used    by    impression    on    the 

goods  in  such  a  manner  as  to  satisfy  the  requirements  of  the  proviso  in 

section  64. 

I  have  gone  through  the  evidence  to  show  that  in  my  view  this  mark  has  been 

35  used  by  a  great  number  of  people  in  a  way  which  would  have  amounted  to  an 
infriniirement  of  this  Trade  Mark  if  it  had  in  fact  been  a  Trade  Mark,  and  if  I 
were  to  decide  this  case  in  favour  of  the  present  Plaintiffs  it  appears  to  me  they 
would  at  once  bring  at  least  half-a-dozen  other  different  actions  against  other 
persons  who,  in  all  injiocence,  are  using  this,  not  as  a  Trade  Mark,  but  in  the 

40  way  in  which  the  Defendant  is  using  it. 

It  is  curious  that  the  Plaintiffs  have  put  themselves  in  the  difficulty  that  they 
have  pleaded  in  their  action  for  infringement  of  their  Trade  Mark  these  very 
matters  to  which  I  have  been  referring,  and  have  claimed  as  Plaintiffs  to 
restrain  this  use  of  the  figure  because  it  is  an  infringement  of  their  Trade  Mark, 

45  although  their  Counsel  at  the  Bar,  seeing  the  difficulty  that  it  put  them  in,  have 
thrown  all  that  overboard,  and  only  now  rely  as  infringements  upon  the  picture 
used  as  a  sign  outside  and  the  box  and  the  poster. 

In  my  opinion,  therefore,  this  is  not,  and  was  not  in  1892,  a  distinctive  mark 
— a  distinctive  device  within  section  64,  and  therefore  was  not  capable  of  regis- 

50  tration  as  a  Trade  Mark. 

This  really  renders  it  unnecessary  for  me  to  determine  the  other  point,  but  as 
the  case  has  been  elaborately  argued  on  that  I  will  express  the  opinion  which  I 
have  formed  upon  it.  The  second  objection  taken  to  the  Trade  Mark  was  that 
it  had  not  been  used  as  a  Trade  Mark,  and  this  was  put  in  a  way  that,  at  first 

'55  sounded  plausible,  by  Mr.  SebaatiaUf  1  think.  I  cannot  find  my  note  of  it,  but 
I  think  I  am  stating  it  correctly.  He  said  in  order  to  make  out  that  you  can 
register  a  mark  used  before  1875  within  the  proviso  you  have  to  show  that  it 
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has  been  used  as  a  Trade  Mark,  and  he  founded  on  that  the  proposition  that  be 
parity  of  reasoning  when  you  have  a  new  Trade  Mark  you  must,  in  order  to 
keep  it  on  the  Register,  find  that  it  had  been  used  as  a  Trade  Mark  in  the  same 
way  as  an  old  mark  had  been  used  in  order  to  get  it  on  the  Register.    That  is 
no  doubt  plausible,  but,  in  my  opinion,  it  is  nof  sound.     I  think,  in  the  first  5 
place,  the  75th  section  as  to  making  application  for  registration  of  a  Trade  Mark 
to  be  deemed  to  be  equivalent  to  use  of  a  Trade  Mark,  is  material ;  and,  also, 
I  think  Mr,  Warmington  was  well  founded  in  his  contention  that  it  must 
amount  to  abandonment,  and  that  abandonment  is  a  question  of  intention. 
Having  regard  to  what  I  have  said  already  as  to  the  user  for  the  purpose  of  10 
being  distinctive,  it  is  impossible,  to  my  mind,  to  hold  that  a  man  does  not 
intend  to  abandon  what  he  thinks  is  his  Trade  Mark,  if  he  uses  it  in  the 
numerous  ways  in  the  course  of  his  business  that  I  have  heard  in  the  evidence 
that  the  Plaintiffs  have  used  this  picture  of  the  Duchess — on  cheques,  cards,  not 
notepaper,    but    bill-heads,    invoices,  and    all    their  boxes,  and  labels,  and  15 
numerous  other  ways.   WiUi  reference  to  the  use  of  the  label  it  is  not  necessary 
for  me  to  express  any  opinion  on  the  cases  which  have  been  referred  to.     It 
appears  to  me  that  Jay  v.   Ladler  was  probably  very  well  decided  on  the 
facts  of  the  particular  case.    If,  in  the  course  of  argument,  I  suggested  to  Mr. 
Warmington  otherwise  I  did  not  intend  that  to  be  any  final  expression  of  20 
opinion  at  all.    User  as  a  Trade  Mark  for  the  purpose  of  taking  the  mark  oflE 
the  Register  must  come  to  this,  I  think.    You  must  find  either,  as  a  matter  of 
fact,  that  when  it  was  registered  originally  there  was  no  bond  fide  intention  of 
using  it,  and  it  had  never,  in  fact,  been  used  for  the  goods  in  respect  of  which  it 
was  registered — ^those  are  the  cases  already  referred  to  in  the  Court  of  Appeal,  25 
and  the  House  of  Lords,  and  BatVs  case,  and  HarVs  case,  before  Mr.  Justice 
Byrne— OT  if  there  was  a  bond  fide  intention  to  use  it  at  the  beginning,  if  it  has 
in  fact  been  used  for  a  time,  I  apprehend,  although  I  am  not  aware  of  any 
decided  case  on  the  subject,  it  would  be  possible  to  show  by  a  disuser  for  a  long 
course  of  time,  or  by  such  intention  as  was  shown  in  the  case  referred  to,  the  30 
name  of  which  was  not  stated  to  me,  as  to  the  breaking  up  of  the  dies  from 
which  the  mark  was  printed — it  might  be  shown  as  a  question  of  fact,  that  is  to 
say  by  evidence  of  the  intention  to  abandon,  and  the  fact  of  abandonment,  that 
the  Trade  Mark  had  been  in  fact  abandoned,  so  that  it  might  be  taken  off  the 
list,  so  as  to  enable  other  people  to  use  it  in  the  trade,  or,  at  any  rate,  not  to  35 
remain  there  as  a  terror  to  people  who  are  not  evil  doers.    The  result  is  that, 
on  the  ground  that  the  Trade  Mark  has  not  been  used  as  a  Trade  Mark,  the 
application  would  not  have  succeeded. 

In  my  opinion  the  Register  must  be  rectified  by  taking  the  Trade  Mark  off 
the  Register  altogether.  This  renders  it  unnecessary  for  me  to  consider  the  40 
action,  because  there  is  no  longer  a  Trade  Mark  for  the  infringement  of  which 
the  Defendant  can  be  sued.  Whether  it  would  have  been  possible,  in  any  case, 
for  the  Plaintiffs  to  have  established  that  there  had  been  any  infringement  at 
all  by  the  Defendant  in  what  he  has  done  is,  I  think,  exceedingly  doubtful. 
As  at  present  advised  I  think  it  is  fair  to  the  Defendant  to  say  that  I  do  not  45 
think  there  was  anything  whatever  that  any  reasonable  man  could  have 
complained  of  in  what  he  had  done,  nor  do  I  see  the  smallest  evidence  of  any 
intfention  by  him  to  try  to  attract  the  Plaintiffs'  customers,  or  any  fraudulent 
intention  of  any  sort  or  description,  or  anything  that  was  not  perfectly 
consistent  with  fair  trading.  50 

The  result  is  that  the  motion  is  allowed,  and  the  Register  will  be  rectified, 
and  the  Respondents  must  pay  the  costs  of  the  motion,  and  the  action  must  be 
dismissed  with  costs. 

Warmington^  K.C. — Will  your  Lordship  suspend  this  Order  with  a  view  to 
our  considering  the  matter  ?  55 

Fabwbll,  J. — Yes.  I  cannot  give  you  a  stay  until  the  appeal  is  heard, 
because  that  will   not  be   for  a  year  at  least.      I  might  give  you  time  to 
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consider  your  position,  and  then  you  can  apply  to  the  Court  of  Appeal  either 
to  advance  or  to  suspend  it.    How  long  do  you  want  ? 

Warmingtarij  K.C. — A  month. 

Fabwbll,  J, — Do  you  object  to  a  month,  Mr.  Upjohn  ? 

Upjohfiy  K.C. — No,  my  Lord. 

Farwbll,  J. — ^Very  well,  a  month.  Perhaps  you  had  better  say  to  the  first 
day  of  next  sittings  on  which  the  Court  of  Appeal  sits. 


In  thb  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Byrne. 

10  November  28th  and  December  3rd  and  12th,  1902. 

Bevbn  and  Alexander  v.  Welsbach  Incandescent  Oas  Lioht 
Company,  Ld.,  and  Others. 

Action  to  restrain  threats, — Order  containing  an  undertaking  not  to  threaten. 

— Motion  to  sequestrate  and  attach  for  alleged  hrecu^h  of  Order. — Gonstrv^ion 

15  of  undertaking. — Gommencing  an  action  whether  a  threat. — Gorrespondence 

whether  containing  threats. — Motion  refused. — Patents^  Ac.  Act,  1888,  section  82. 

An  action  against  a  Gompany  to  restrain  threats  was  terminated  by  an 
Order  embodying  an  undertaking  not  to  threaten.  Subsequently  the  Plaintiffs 
in  the  action  moved  for  sequestration  against  the  Gompany  and  to  atta^ch  certain 
20  directors  for  alleged  breaches  of  the  undertaking  contained  in  tlie  Order.  The 
breaches  complained  of  were  (1)  an  action  commenced  by  the  Gompany ;  {2) 
certain  letters  urritten  on  its  behalf  in  answer  to  inquiries. 

Held,  tfiat  the  undertaking  had  not  been  broken,  and  the  motion  was  dismissed 
vrith  costs. 

iS  An  action  to  restrain  threats  under  section  32  of  the  Patents,  &o.  Act,  1883, 
having  been  brought  by  Messrs.  Beven  and  Alexander,  trading  as  the  Vivid 
Patent  Incandescent  Mantle  Gompany,  against  the  Welsbach  Incandescent  Oas 
Light  Gompany,  Ld.,  an  Order  was  by  consent  made  on  the  20th  of  June  1902 
terminating  the  action,  which  Order  was,  omitting  formal  parts,  as  follows  : — 

30  *^  And^the  Defendants  by  their  Counsel  undertaking  not  to  threaten  any  person 
•*  or  persons  by  letters,  .circulars,  advertisements,  or  otherwise  with  legal  pro- 
^  ceedings  or  liability  in  respect  of  the  manufacture,  sale,  use,  or  purchase  of 
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the  invention,  and  from  alleging  that  such  manufacture,  use,  sale,  or  purchase 
is  an  infringement  of  the  Letters  Patent  belonging  to  the  Defendants,  the 
"  Court  doth  order  that  the  Defendants  pay  the  Plaintiffs  the  costs  of  the  action 
to  be  taxed,  and  it  is  ordered  that  all  further  proceedings  in  the  action  be 
"  stayed,  except  the  proceedings  necessary  to  enforce  this  Order"  ;  and  the  parties  5 
were  to  be  at  liberty  to  apply.  Seven  and  Alexander  subsequently  gave 
notice  of  motion  for  sequestration  against  the  Welsbach  Company^  and  to 
attach  certain  directors  of  the  Company  for  certain  alleged  breaches  of  the 
undertaking  contained  in  the  said  Order.  The  breaches  complained  of  were, 
first,  the  fact  that  the  Welsbach  Company  had  commenced  an  action  in  10 
September  1902  against  Seven  and  Alexander  for  infringement  of  the 
Company's  Patent ;  and,  secondly,  certain  letters  written  by  or  on  behalf  of 
the  Welsbach  Gompanyy  which  letters  are  particularly  referred  to  in  the 
judgment  on  the  motion. 

The  motion  came  on  for  hearing  before  Mr.  Justice  Byrnb.  15 

Rowden^  K.C.,  and  J.  C.  Graham  (instructed  by  Pateman  and  Read)  appeared 
in  support  of  the  motion  ;  Levett^  K.C.,  and  Walter  (instructed  by  W.  R.  Few) 
appeared  for  the  Welsbach  Company;  Mulligan,  K.C.,  and  McBarnet  and 
T.  Terrelly  K.C.,  and  S.  Mayer  (all  instructed  by  TT.  R.  Few)  appeared  for  the 
directors.  20 

Rowden,  K.C.,  having  read  the  affidavits  in  support  of  the  motion,  contended 
that  the  Respondents  had  committed  a  breach  of  their  undertaking  in  two 
respects — first,  by  the  action  which  they  had  commenced  in  September ;  and, 
secondly,  by  the  letters  which  they  had  written  to  Faudelly  Phillips^  Sons  A  Co. 
An  answer  to  an  inquiry  by  letter  was  a  threat  within  the  32nd  section  if  it  25 
intimated  that  legal  proceedings  were  inteuded  {Douglass  v.  PintscVs  PcUent 
Lighting  Company,  13  R.P.C.  673  ;  L.R.  (1897)  1  Ch.  176  ;  Skinner  v.  Perry, 
11  R.P.C.  406  ;  L.R.  (1894)  2  Ch.  581). 

Levett,  K.C.,  and  Walter,  for  the  Company,  contended  the  motion  failed. 
The  undertaking  was  not  to  threaten,  and  no  threats  had  been  used.  Com-  30 
mencing  an  action  was  not  a  threat,  because  doing  a  thing  was  different  from 
threatening  to  do  it.  ''Alleging"  in  the  undertaking  was  not  intended  to 
prevent  the  bringing  of  an  action  ;  it  was  meant  to  cover  verbal  representations 
as  distinguished  from  circulars  or  advertisements. 

Counsel  for  the  other  Respondents  having  addressed  the  Court,  Rowden,  K.C.»  35 
replied. 

Btrnb,  /. — ^This  is  a  motion  for  sequestration  against  the  Welsbach  Incan- 
descent Gas  Light  Company,  Ld,,  and  to  attach  certain  directors  of  the  Company 
for  an  alleged  breach   of  an  undertaking  contained  in  the  judgment  of  the 
Court  that  was  given  on  the  30th  of  June  1902.    The  Plaintiffs,  trading  as  the  40 
Vivid  Patent  Incandescent  Mantle  Company,  are  the  owners  of  a  Patent  for  an 
incandescent  mantle  which  they  call  the  *'  Vivid,"  and  the  Welsbach  Company 
having  made  some  threats,  an  action  was  brought,  really  by  the   Vivid  Patent 
Mantle  Company,  seeking  to  obtain  the  benefit  of  section  32  of  the  Patents 
Act  providing  for  protection  against  threats.    The  action  which  waa  brought  45 
was  what  is  commonly  and  ordinarily  termed  a  ''  threats  action,"  and  was 
grounded  on  the  section  I  have  mentioned.     It  appears  that  a  motion  was  made 
in  the  action,  and  upon  the  motion  coming  on  a  consent  Order  was  taken, 
which  in  fact  put  an  end  to  the  action.    It  runs  as  follows,  leaving  out  the 
formal  parts  :   ^^  And  the  Defendants  by  their  Counsel   undertaking  not  to  fiO 
**  threaten  any  person  or  persons  by  letters,  circulars,  advertisements  or  other- 
"  wise  with  legal  proceedings  or  liability  in  respect  of  the  manufacture,  sale, 
^  use  or  purchase  of  the  invention  " — that  is,  of  the  incandescent  mantles^-^ 
**  made  or  sold  by  the  Plaintiffs,  and  known  as  the  ^  Vivid  Pfttent  Incandescent 
**  *  Mantles,*  or  otherwise " — up  to  this  point  following,  with  the  mere  mis-  5S 
placing  of   one  word,  which  is  immaterial,  the  words  at  the  beginning  of 
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section  32  of  the  Act — "  and  from  alleging  " — which  words  it  is  agreed,  not 
being  grammatical,  probably  following  the  form  of  the  notice  of  motion,  are  to 
be  read  **  and  not  to  allege ''  ^*  that  such  manufacture,  use,  sale,  or  purchase,  is 
^an  infringement  of  tiie  Letters  Patent  belonging  to  the  Defendants,  the 
5  •*  Court  doth  order  that  the  Defendants  pay  the  Plaiutiflfs  the  costs  of  the  action 
^  to  be  taxed,  and  it  is  ordered  that  all  further  proceedings  in  the  action 
**  be  stayed  except  the  proceedings  necessary  to  enforce  this  Order  "  ;  and  the 
parties  were  to  be  at  liberty  to  apply. 
Now,  since  that  action  was  thus  put  an  end  to,  an  action  has  been  brought  by 

10  the  Welsbach  Company  against  the  persons  who  were  the  PlaintiflFs  in  the 
former  threats  action,  seeking  for  an  injunction  to  restrain  an  alleged  infringe- 
ment of  the  Welsbach  Gompany^s  Patent,  the  alleged  infringement  being,  as  it 
is  admitted,  the  use  of  the  *'  Vivid  "  mantle.  I  may  say  at  once  that,  notwith- 
standing a  certain  ambiguity  appearing  upon  the  face  of  the  affidavits,  it  is 

15  admitted  that  it  is  the  '*  Vivid  "  mantle  in  respect  of  which  the  action  is  being 
brought. 

Now,  the  Applicants  rely  on  two  grounds  in  respect  of  which  they  say  a 
breach  of  the  undertaking,  and,  therefore,  a  contempt,  has  been  committed. 
The  first  of  those  with  which  I  propose  to  deal  is  this.    They  say  that  by  the 

20  issue  of  the  writ  in  the  new  action  a  breach  has  been  committed,  because  there 
has  been  an  undertaking  not  to  allege  that  the  manufacture,  use,  and  sale  is  an 
infringement  of  the  Letters  Patent.  Now,  on  a  careful  consideration  of  the 
form  of  the  Order  and  the  undertaking  given,  although  it  contains  words  in 
addition  to  the  words  which  are  to  be  found  in  section  32,  namely,  "  not  to 

25  •*  allege  that  such  manufacture,"  Ac,  **  is  an  infringement,"  I  have  come  to  the 
conclusion  that,  reading  it  as  a  whole,  the  true  meaning  of  it  was  not  to  preclude 
the  bringing  of  an  action  against  the  then  PlaintiflFs  to  the  action.  I  agree 
difficulty  is  created  by  reason  of  the  introduction  of  the  words,  "  and  not  to 
•*  allege,"  but  I  read  it  all  through,  "  not  to  threaten  any  person  with  legal 

30  *•  proceedings  or  liability,  and  not  to  allege  that  such  manufacture,"  and  so  on. 
"What  could  have  been  simpler  or  more  easy,  if  that  was  what  was  meant,  than 
to  say  :  "  And  no  action  shall  hereafter  be  brought  by  them  claiming  relief  on 
"  the  ground  that  the  *  Vivid '  is  an  infringement  of  the  other  "  ?  That  is  the 
conclusion  I  have  come  to  upon  the  true  construction  to  be  put  upon  the  under- 

35  taking  contained  in  this  Order,  and  so  far  as  that  is  concerned,  therefore,  the 
motion  fails. 

The  other  point  that  is  relied  upon  is  this.  There  were  some  customers 
of  the  Vivid  Company  against  whom,  I  understand,  some  threats  had  been  made 
before  the  former  action  was  brought.     Hearing,  I  suppose,  of  the  new  action 

40  that  had  been  brought  by  the  WeUha^h  Company  against  the  PlaintiflFs  in  the 
former  action,  they,  being  still  purchasing  **  Vivid  "  mantles,  wrote  a  letter  to 
the  Welsbach  Company,  I  ou^ht  to  pause  here  to  say  that  I  read  that  Order 
and  undertaking  as  meaning,  of  course,  whether  an  action  is  brought  against 
the  Vivid  Company  or  not,  no  threats  and  no  breach  of  the  undertaking  are  to 

45  be  committed  during  the  pendency  of  that  action.  That  is  one  of  the  things 
that  they  have  lost  by  not  having  brought  their  action  at  an  earlier  time.  The 
reason  that  they  give  for  not  having  brought  the  action  is  a  plausible  enough 
reason.  They  say  that  they  were  advised  that  they  could  not  resist  an  injunc- 
tion to  restrain  them,  having  regard  to  delay.     They  were  advised,  moreover, 

50  that  a  counterclaim  would  be  a  worse  form  of  action  for  them,  and  a  more 
inconvenient  form,  than,  if  they  should  be  so  advised,  to  bring  an  entirely  new 
action  against  the  Vivid  Company. 

Now  what  happened  was  this.  This  is  the  story  told  by  Mr.  Davis y  a  member 
of  the  firm  of  Faudely  Phillips  &  Sons^  who  had  been  buying  and  selling  the 

55  "Vivid "  mantle.  They  had  not  received  or  heard  of  any  threats,  but  *'  Having 
**  regard,"  he  says,  "  to  my  knowledge  of  the  continuous  litigation  which  the 
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Defendant  Company    have    been    engaged    in    against    manufacturers    of 
incandescent  mantles  I  wished  to  satisfy  myself  that  my  firm  would  not  be 
incurring    liability  in    selling  the    ^  Vivid  *    mantles,    and    on  the   9th   of 
'<  October  1902  I  caused  to  be  written  and  sent  to  the  Defendant  Company  a 
"  letter  of  which  (omitting  the  formal  parts)  the  following  is  a  copy,  *  It  has  5 
^'  '  come  to  our  ears  from  a  source  we  are  at  present  unable  to  disclose  that  you 
^' '  contemplate  taking  proceedings  against  us  in  consequence  of  our  selling 
"  *  the  "  Vivid  "  mantle.    Do  you  mind  telling  us  if  there  is  any  truth  in  this  ? 
"  '  We  have  sold  the  mantle,  we  admit,  but  have  been  under  the  impression  it 
"  *  is  a  protected  mantle,  and  one  you  have  no  control  over.    Anticipating  your  10 
"  *  kind  reply.'  "     To  which  the  answer  given  by  the  secretary  of  the  Welsbach 
Company  was  :  "  Gentlemen, — In  reply  to  your  inquiry  of  yesterday's  date,  I 
"  am  instructed  to  say  that  an  action  has  been  commenced,  and  is  now  pro- 
"  ceeding  against  the  proprietors  of  the  *  Vivid '  mantle.      At  present  I  have 
'*  received  no  instructions  from  the  board  with  reference  to  an  action  against  15 
"  your  firm."    Now,  I  pause  to  ask,  first,  assuming  now  that  they  were  entitled 
to  bring  an  action  such  as  they  have  brought  against  the   Vitnd  Company^ 
what  answer  could  have  been  given  without  committing  a  breach  of   the 
undertaking  which  had  been  given  ?     Suppose  they  had  said  :  "  We  do  intend 
'^  to    take  proceedings   against   you ;"  it  would    have    been   at  once   said  :  20 
that    is    a    threat.     What  they    do,    so    far    as    this     letter    is    concerned, 
is  to  tell  them  the  fact.    ^<  As  a  matter  of  fact  an  action  has  now  been  brought " 
— ^this  action  which  they  claim  to  have  a  right,  and  which,  as  I  think,  they  had 
a  right  to  bring  against  the  other  Company.    Now  that,  of  course,  places  these 
gentlemen,  who  want  to  know  what  their  position  is,  in  a  certain  difficulty,  and  25 
so  they  write  again,  saying  :  "  We  thank  you  very  much  for  your  courteous  and 
"  prompt  reply  to  hand  this  morning  to  ours  of  the  9th.     Kindly  tell  us  if  we 
"  are  to  understand  that  we  are  liable  in  any  way  if  we  still  continue  the  sale 
"  of  the  *  Vivid '  mantle  having  regard  to  the  Order  of  the  High  Court  of 
"  Justice  in  the  action  of  the   Vivid  Mantle  Company  v.   Yourselves  on  the  30 
'*  20th  June  last.    May  we  ask  you  to  give  us  an  immediate  reply.    Of  coarse, 
"  if  you  tell  us  you  consider  the  *  Vivid '  mantle  an  infringement  we  shall 
'^  immediately  stop  the  sale."    Of  course,  that  is  an  awkward  letter  to  answer, 
having  in  view  that  they  must  not  give  threats,  and  I  asked  Mr.  Rowden  what 
sort  of  an  answer  could  be  given  to  that  without  committing  a  breach  of  the  35 
undertaking  contained  in  the  Order.    They  might  have  said — perhaps  it  would 
have  been  the  very  best  answer  to  have  given  to  the  letter — "  Referring  you  to 
**  terms  of  that  Order,  we  are  not  prepared  to  return  you  any  answer."    They 
might  have  said  that.    I  do  not  suppose  that  could  have  been  construed  to  have 
been  a  breach  of  the  injunction,  although  then  it  might  have  been  said  by  40 
implication  there  was  a  threat  contained  in  it.    Then  the  answer  that  was  sent 
is  ?  *'  I  am  much  obliged  to  you  for  your  letter  of  the  11th  instant.    In  answer 
^^  to  your  inquiry  therein  contained,  the  undertaking  given  by  us  in  the  proceed- 
**  ings,  to  which  you  refer,  not  to  threaten  the  customers  of  the  Vivid  Incaiv- 
**'  descent  Mantle  Company  in  no  way  prevents  our  bringing  and  prosecuting  45 
"  the  action  which  we  have  felt  compelled  to  bring  to  have  it  judicially 
"  declared  that  the  '  Vivid '  mantle  is  an  infringement  of  our  Patent.    We  much 
^^  appreciate  the  assurance  you   are  so  good  as  to  volunteer  with  regard  to 
**  your  future  action,  and  which  we  accept  as  entirely  satisfactory."    Well,  I 
must  say,  reading  that  letter,  I  cannot  help  thinking  that  it  was  settled  after  a  50 
good  deal  of  consideration  and  probably  with  advice,  and  was  expressly  framed 
so  as  not  to  contain  in  terms  any  threat ;  and  yet  not  to  give  away  any  right 
which  they  supposed  they  might  have  in  the  future,  and  with  reference  to  the 
last  part  they  do  not  say,  "  We  shall  require  you  to  cease  selling  ;  we  do  not 
"  threaten  tiuait  we  will  bring  any  action  against  you  ;  we  tell  you  the  whole  55 
'*  position  ;   we  have  brought  an  action  which  we  conceive  we  are  entitled  to 
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•*  bring  against  the  Vivid  Company,  and  whatever  you  do  you  do  in  the  face  of 
'*  that  knowledge.  We  do  not  say  what  we  are  going  to  do."  I  am  not 
surprised  in  some  way  that  there  is  a  temptation  to  bring  the  motion,  and 
particularly  on  the  construction  which  the  Applicants  put  upon  the  undertaking, 
because  if  it  had  been  the  true  construction  of  the  original  undertaking  that  no 
action  might  be  brought  against  the  Vivid  Company,  then,  I  think,  I  could  read 
this  as  a  threat. 

Two  cases  have  been  referred  to,  and,  first  of  all,  with  reference  to  Douglass 
V.  PintscVs  Patent  Lighting  Company,  I  want  to  say  this  :  No  action  had  been 

10  brought.  Mr  Douglass  was  making  gas  buoy  lanterns,  and  was  selling  them. 
A  customer  of  his  received  a  letter  from  persons  claiming  to  be — or  who 
were — ^patentees  of  certain  Patents.  Tbey  wrote,  first  of  all,  to  a  Mr.  Bayley, 
the  Secretary  of  the  Lancashire  and  Yorkshire  Railway  Company,  saying 
this  :   "  As  we  have  supplied  hundreds  of  lanterns,  and  Mr.  Douglass  has,  so 

15  "  fer  as  I  know,  not  made  one,  I  am  much  surprised  at  this.  I  am  afraid  that 
'*  this  matter  will  lead  to  a  great  deal  of  difficulty  and  unpleasantness,  and 
•*  you  must  not  be  surprised  if  my  Company  applies  for  an  injunction  against 
"  Mr.  Douglass  to  restrain  him  from  selling  his  gas  buoy  lanterns,"  and 
Mr.  Rickman  wrote  a  similar  letter  to  Captain  Jackson,  with  this  passage 

20  in  it :  "I  am  very  much  afraid  that  this  matter  will  lead  to  a  great  deal  of 
"  difficulty,  and  some  unpleasantness,  and  ill  feeling,  and  3  ou  must  not  be 
•*  surprised  if  this  Company  applies  for  an  injunction  against  Mr.  Douglass  to 
"  restrain  him  from  selling  his  gas  buoy  lanterns."  These  were  not  threats  direct 
to  Mr.  Douglass,  but  when  these  letters  came  to  the  knowledge  of  the  Plaintiff,  then 

25  he  commenced  a  threats  action  against  them  to  restrain  them  from  such  acts,  and 
the  effect  of  the  decision  was  that,  although  there  had  been  no  direct  threat, 
this  was  in  fact  a  threat  which  entitled  Mr.  Douglass,  although  it  was  made  to 
third  parties,  to  come  to  the  Court  for  relief.  That  is,  of  course,  an  entirely 
different  position  from  the  position  in  the  present  case,    I  ought,  perhaps, 

30  before  parting  with  PintscKs  case,  to  refer  to  a  passage  in  the  judgment  which 
was  read  more  than  once  :  "  I  think  that  he  did  intend  in  writing  that  letter  to 
"  lead  the  person  who  received  it  to  believe  that  the  company,  through 
'*  Mr.  Rickman,  were  claiming  to  be  Patentees  of  the  gas  buoy  lanterns  which 
'^  the  Plaintiff  was  going  to  sell  to  the  railways  mentioned  in  the  Statement  of 

35  **  Claim ;  and  I  think  he  intended  that  the  letters  should  have  the  effect,  if 
"  possible,  of  stopping  the  sale  by  the  Plaintiff,  or,  at  any  rate,  hampering  that 
**  sale."  Then  further  on,  "  I  am  satisfied,  as  I  have  said,  that  when  he  wrote 
**  that  letter  of  November  23rd  he  had  the  Patents  in  his  mind,  and  he  intended 
"  the  person  who  received  it  to  be  led  to  the  belief  that  the  gas  buoy  lanterns 

40  "  could  not  be  sold  by  the  Plaintiff,  because  they  would  be  infringements  of 
**  the  Company's  patent  rights."  There  was  no  threat,  it  will  be  observed,  of 
an  action  against  the  persons  to  whom  the  letters  were  written,  but  there  were 
threats  that  actions  would  be  brought  against  the  Patentees,  the  effect  of  which 
would  be  a  threat  against  the  persons  buying,  because  they  must  understand 

45  that  they  meant  to  insist  upon  their  rights  to  stop  the  sale. 

In  Skinner  v.  Shew  a  portion  of  the  case  turned  on  the  meaning  of  "  or 
"  otherwise "  in  section  32,  and  it  was  held  that  the  words  "  or  otherwise " 
were  not  to  be  strictly  limited  to  words  ejusdem  generis,  which  was  the  main 
argument  in  the  case.    But  the  other  point  in  the  case,  for  which  it  was  cited, 

50  was  this.  I  will  read  from  a  passage  of  Lord  Justice  Bowen's  judgment,  **  If  I 
^  threaten  a  man  that  I  will  bring  an  action  against  him  I  threaten  him  none 
**  the  less  because  I  address  that  intimation  to  himself,  and  I  threaten  him  none 
^*  the  less  because  I  addi'ess  the  intimation  to  a  third  person  ;"  and  there  is 
another  passage  which  says  a  threat  is  not  the  less  a  threat  because  it  is  written 

55  in  answer  to  a  letter  addressed  to  the  party  who  makes  the  threat  and  need  not 
necessarily  be  a  volunteered  threat  without  inquiry. 

Q 
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But  it  does  seem  to  me  that  those  cases  stand  on  an  entirely  different  looting 
from  the  present  one.  Where  a  man,  who  is  desirous  of  knowing  his  position, 
writes  to  the  person  and  says,  *'  Do  you  mean  to  bring  an  action  against  me,  or 
"  not,  in  respect  of  infringements  "  ?  I  think  that  the  only  way  of  answering 
that  would  be  in  some  such  way  as  I  have  suggested,  or  else  he  would  have  been  5 
obliged  to  say,  "  I  decline  to  answer  you  at  all."  Then  1  do  not  see  how  he 
could  be  held  to  have  threatened.  Perhaps  an  argument  would  have  been 
founded  upon  that,  that  by  implication  it  was  a  threat. 

I  think  myself,  having  given  care  to  all  the  arguments  that  have  been 
addressed  to  me,  that   this    motion  is  misconceived,    having   regard    to   the  10 
construction  I  have  put  on  the  Order  and  undertaking.    It  fails,  therefore,  and 
fails  with  costs. 

Rowden. — I  am  instructed  to  ask  you  Lordship  for  leave  to  appeal. 

Byrnb,  J.— I  do  not  think  it  is  necessary,  but  I  will  give  you  leave,  if  it  is 
necessary.  15 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Ebkbwich. 

October  28th,  1902. 

In  the  Matter  of  Manning's  Patent, 

Patent — Application  to  rectify  Register.^Person  aggrieved. — Defect  in  title  20 
exibeequently  removed. — Application  refused. — Patents^  Ac.  Act^  1883^  section  90. 

S.  agreed  topurc?iase  one-fourth  sJiare  of  M.'s  Patent^  hut,  after  paying  part 
of  the  purcJuise  money ^  made  default  and  became  bankrupt.  P.  paid  the  balance 
of  the  purchase  money  and  took  from  M.  and  S.  an  assignment  of  the  one-fourth 
sfiare,  which  was  subsequently  entered  in  the  Register  of  Patents.  (7.,  who  25 
ficui  subsequently  agreed  to  purchase  from  M,  one-eighth  share  in  the  Patent, 
took  out  a  Summons  asking  that  the  Register  might  be  rectified  by  expunging 
t/ie  entry  of  the  assignfnent  on  the  ground  (inter  alia)  that  it  was  executed  by  S. 
Without  the  authority  of  the  Court  of  Bankruptcy.  After  the  issue  of  the 
Summons  the  trustee  in  bankruptcy  assigned  his  interest  in  the  Patent  to  P.,  30 
who  denied  thai  C.  was  a  person  agg^Heved  by  the  entry  on  the  Register,  and 
opposed  tJie  application. 

Held,  that  G.  was  a  person  aggrieved  by  the  entry,  which  was  originally 
wrongly  made,  but  that,  the  trustee  having  since  confirmed  the  transcu:tion,  the 
application  ought  to  be  refused  with  costs.  35 

On  the  ]8th  of  March  1896,  Letters  Patent  (No.  6074  of  1896)  were  granted 
to  Henry  Manning  for  an  ^*  Improved  sewing  machine.'* 

By  an  Agreement  dated  the  29th  of  March  1896,  the  Patentee  agreed  to  sell  to 
John  Forsyth  Liddell  Stevenson  one-fourth  share  in  the  invention  for  1000/.,  to 
be  paid  as  to  500^.  upon  (he  signing  thereof,  and  as  to  the  balance  as  tlj^  40 
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Patentee  should  require.  After  700^.  had  been  paid  on  account  of  the  purchase 
money,  the  purchaser  made  default  in  payment  of  the  balance,  and  in  conse- 
quence the  Patentee,  in  the  year  1898,  commenced  an  action  against  him  to 
recover  the  balance ;  on  the  28th  of  January  1899,  whilst  the  action  was 
5  pending,  Stevenson  was  adjudicated  bankrupt,  and  the  Official  Receiver 
became  the  trustee  in  the  bankruptcy.  At  the  date  of  the  bankruptcy 
John  Edward  Pink,  who  had  acted  as  Stevenson's  solicitor,  had  a  lien  on 
Stevenson^ s  interest  in  the  Patent,  and  on  the  Itith  of  June  1^99,  the  trustee  in 
the  bankruptcy,  by  direction  of  the  committee  of  inspection,  wrote  to  J,  E.  Pink 

10  stating  that  it  had  been  determined  to  leave  bim  to  realise  his  security.  On  the 
4th  of  August  1899,  J.  E,  Pink  paid  the  Patentee  300Z.  the  balance  of  the 
purchase  money,  and  by  deed  of  that  date,  and  made  between  the  Patentee  of 
the  first  part,  Stevenson  of  the  second  part,  and  Pink  of  the  third  part,  the 
Patentee  and  Stevenson  assigned  to  Pink  one-fourth  bhare  in  the  Patent.     An 

15  entry  of  Pink  as  entitled  to  one-fourth*  share  in  the  Patent  was  made  on  the 
Register  of  Patents  on  the  9th  of  September  1899,  and  a  copy  of  the  deed  filed 
in  the  usual  way.  On  the  31st  of  March  1902,  John  Cox  entered  into  an 
agreement  with  the  Patentee  to  purchase  an  eighth  share  in  the  Patent. 

On  the  28th  of  April  1902  Oar,  in  person,  took  out  a  Summons,  to  which  Pink 

20  and  the  Patentee  were  made  Respondents,  asking  for  an  Order  that  the  Comptroller 
miight  be  ordered  to  expunge  from  the  Register  of  Patents,  and  from  the  Patent 
No.  6074  of  1896,  the  entry  of  the  deed  of  assignment  dated  the  4th  of  August 
1899,  on  the  ground  that  the  said  deed  was  improperly  obtained  by  Pink,  a 
solicitor,  whilst  acting  as  the  solicitor  of  Stevenson  and  during  the  bankruptcy 

^5  of  Stevenson^  and  on  the  ground  that  the  deed  was  executed  by  Stevenson  with- 
out the  authority  of  the  Court  of  Bankruptcy,  and  that  the  costs  of  and  relating 
to  the  application  might  be  paid  by  Pink,  On  the  7th  of  May  1902,  the  trustee 
in  the  bankruptcy  {Stevenson's  discharge  having  been  granted  in  1900)  executed 
a  deed  of  assignment  to  Pink  of  all  his  right,  title,  claim,  share,  estate,  and 

30  demand,  as  such  trustee,  in  the  Patent  on  consideration  of  5^. 

AfiidavitH  were  filed  by  the  parties  to  the  Summons  in  which  the  above  facts 
appeared.  Cox,  in  his  affidavit,  stated  that  he  was  advised  that  the  deed  was 
null  and  void  for  the  reasons  in  the  affidavit  mentioned,  and  that  until  the 
Comptroller  should  expunge  the  entry  of  it  he  was  unable  to  claim  the  benefit 

35  of  his  contract  or  complete  the  same  with  the  Patentee.  Pink,  in  his  affidavit, 
stated  that  he  did  not  consider  it  necessary  to  make  the  trustee  in  bankruptcy 
a  party  to  the  deed,  and  he  was  under  the  impression  that,  by  leaving  him  to 
realise  his  security,  the  trustee  had  disclaimed  all  his  interest  as  trustee  in  the 
agreement  and  Patent,  and  denied  that  the  Applicant  was  aggrieved,  or  that  the 

^0  deed  was  null  and  void. 

Cooper  Willis,  K.C.,  and  W.T.  Raymond  (instructed  by  T,  Lovell)  appeared 
for  the  Applicant ;  A.  B.  Shaw  (instructed  by  James,  Mellor  and  Colemari) 
appeared  for  the  Respondent  Pink ;  Naldrett  (instructed  by  JF.  Budd)  appeared 
for  the  Respondent  Manning. 

^  Cooper  Willis,  K.C.,  for  the  Applicant,  referred  to  Green's  Patent  (24  Beav. 
145)  and  Morey's  Patent  (25  Beav.  581),  and  contended  that  the  deed  was  an 
ijuproper  one  (but  eventually  this  was  not  persisted  in),  and  continued. — At  the 
date  of  the  deed  of  the  4th  of  August  1899,  Stevenson's  interest  under  his 
contract  was  vested  in  the  trustee  in   bankruptcy  and   Stevenson  could  not 

^  assign  it. 

Shaw,  for  the  Respondent  PmAr.— The  Applicant  is  not  a  person  aggrieved  ; 
a  person  is  not  aggrieved  unless  his  legal  rights  are  prejudicially  affected  by  the 
registration — sentimental  damage  is  not  sufficient  {Powell's  Trade  Mark,  11 
R.P.C.  4).    The  Applicant  gets  his  share  from  the  three-quarters  remaining  in 

55  Manning.  The  deed  on  the  Register  does  not  in  any  way  affect  the  Applicant 
or  hifl  interest.  The  trustee  in  bankruptcyiias,  since  the  issue  of  the  summons, 
executed  an  assignment  to  Pink.     [He  was  stopped  by  the  Court.] 

Q  2 
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Gooper  Willis^  K.C. — The  sabsequent  assignment  does  not  make  the  entry  on 
the  Register  good. 

Kbkbwich,  J.— At  the  date  of  the  deed  of  the  4th  of  August  1899,  Stevenson, 
who  was  a  bankrupt,  was  entitled  to  a  fourth  share  of  a  certain  Patent,  and  had 
paid  a  portion  of  the  purchase  money  for  the  Patent.    Manning  was  induced,  5 
and  Stevenson  also  was  induced,  to  assign  that  fourth  share  and  the  benefit  of  the 
contract  to  Pink^  who  must  have  known  that  Stevenson  was  a  bankrupt,  and  he 
must  have  run  the  risk  of  a  bad  title  ;  but  he  took  on  himself  the  contract,  and 
it  appears  from  the  subsequent  deed,  to  which  I  shall  refer  directly,  that  he 
afterwards  paid  the  balance  of  the  contract  price.    The  deed  purported  to  10 
pass  a  fourth  share  in  the  Patent  to  Pink.    It  did  nothing  of  the  kind.    The 
right  to  the  fourth  share,  and  the  right  to  the  benefit  of  the  contract  entered 
into,  was  vested  in  Stevenson's  representative   in  bankruptcy,    the   Official 
Receiver,  so  Pink  got  a  bad  title.    Therefore  the  deed  was  one  which  ought 
not  to  have  been  put  on  the  Register,  and  I  think  that  Gox^  who  had  agreed   15 
to    purchase  and    would  in    due    course    become  the    registered  proprietor 
of  another  eighth  share,  was  a  person  aggrieved  for  this  reason — that  the 
Register  of  proprietors  ought  to  show  for  the  benefit  of  the  public,  and  also 
of  the  proprietors  themselves,  who  are   the    respective    proprietors    of   any 
particular  Patent,  and  according  to  the  Register  as  it  stood,  and  as  it  stands  now,  20 
Cox  was  linked  with  other  persons,  including  fVnA;,  as  the  registered  proprietors. 
Now,  it  was  a  matter  of  importance  to  him— really  legal  importance — ^to  know 
with  whom  he  had  to  deal,  what  other  persons  had  the  right  to  work  the  Patent 
in  co-ownership  with  himself,  and  who  were  the  co-owners.    I  think  he  had  a 
substantial  grievance,  and  if  that  had  been  the  state  of  things  at  the  present  25 
moment,  subject  to  the  further  iirgument  which  I  have  stopped,  I  should  have 
been  disposed,  as  at  present  advised,  to  expunge  the  entry  from  the  Register ; 
but  the  Official  Receiver  has  seen  fit,  and  I  can  see  on  the  face  of  the  deed  very 
good  reasons  for  his  seeing  fit,  to  confirm  this  assignment  to  Pink.    It  is  true 
that  the  deed  which  he  has  executed  on  the  7th  of  May  of  the  present  year  is  30 
not  in  form  a  confirmation  of  the  previous  title,  but  it  is  in  substance  and  in 
fact  a  confirmation,  and  the  great  reason  which  induced  him  to  do  that— he 
took  a  mere  nominal  consideration — ^was  that  Pink  had  paid  the  300Z.   to 
Manning^  and  under  the  benefit  of  the  assignment  of  the  contract  Pink  has 
availed  himself  of  that,  and  has  paid  the  300Z.    I  suppose  the  Official  Receiver  35 
was  advised  that  he  could  not  get  back  the  one-fourth  share  without  paying 
the  iOOl,    Probably  the  assets  in  bankruptcy  did  not  approach  that  value. 
At  all    events,  they  are  always  speculative,  and  they  did  not  justify  the 
official  in  bankruptcy  doing  anything  of  that  kind.    The  result  is  that  for  a 
nominal  consideration  he  has  confirtned  this  transaction.    It  is  true  that  was  40 
done  after  the  issue  of  the  Summons,  and  very  largely  in  consequence  of  the 
issue  of  the  Summons,  but  the  real  gravamen  of  Gox  was  that  the  interest  of 
the  bankrupt  had  not  passed  because  of  his  bankruptcy.    He  says  it  is  still 
vested  in  the  Official  Receiver,  but  I  think  before  launching  these  proceedings 
he  might  have  ascertained  whether  the  Official  Receiver  had  any  objection.  45 
If  he  had  made  any  inquiry  of  the  Official  Receiver,  he  would  have  soon 
found  out  it  was  a  mere  question  of  executing  a  deed,  and  the  whole  matter 
would  be  cleared  up.    Therefore  I  see  no  reason  to  distinguish  between  the 
costs  incurred  before  the  execution  of  this  later  deed  and  the  proof  of  it,  and 
the  costs  incurred  afterwards.    I  think  the  application  is  ill  founded.    Gox  will  50 
have  a  most  excellent  title.    Pink  is  now  co-owner  to  all  intents  and  purposes, 
subject  no  doubt  to  an  entry  on  the  Register  of  proprietors  which  I  cannot  deal 
with  now,  and  Gox  is  no  longer  a  person  aggrieved  at  all.    His  application  must 
be  refused  with  costs. 
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In  the  House  op  Lords. 

Before  The  Lord  Chancellor,  Lords  Davby,  Shand,  and  Robertson. 

November  14th,  17th,  18th,  and  20th,  1902. 

TdBBs,  Ld.  v.  Perfecta  Seamless  Steel  Tube  Company,  Ld. 

5      Patent — Action  for  infringement. — Construction  of  Specification. — Extent 
ofdaim. — Sufficiency  of  claim. — Novelty. — Patents,  Jkc.  Act,  1888,  section  5  (5). 

In  1891  Letters  Patent  were  granted  to  B.  for  "  Improvements  in  the  com- 
^pressing^  shaping^  afid  drawing  ofm^etal  tubes,  and  in  meatus  and  apparatus 
**  therefor.^^    These,  with  two  previous  Patents  granted  for  similar  inventions 

10  ^  -B.»  became  vested  in  T.  L.  In  1899  T.  L.  brought  an  action  for  infringement 
against  the  P.  Company,  claiming  the  usual  relief.  The  P.  Company  attcu:ked 
the  validity  of  the  Parent  on  the  ground  that  the  first  claim  extended  to  matters 
which  were  not  novel,  and  denied  infringement  on  the  ground  that  as  regards 
the  second  claim,  under  which  infringement  was  particularly  alleged^  they  did 

15  not  use  a  sliding  die,  which,  on  the  true  construction  of  the  claim,  was  an 
essential  part  of  the  invention.  There  was  no  dispute  as  to  the  material 
questions  of  fact  Held,  by  Buckley,  J.,  tlxat  on  the  true  construction  of  tJie 
Specification  the  water-cooling  and  expelling  apparatus  was  an  integral  part 
of  the  invention;  that  the  first  claim  was  for  the  whole  purpose  of  compressing^ 

20  shaping^  and  efecting  the  manufactured  article,  and  cooling  the  apparatus  and 

making  the  die  ready  for  a  fresh  operation ;  that  the  Patent  was  valid ;  and 

that  the  Defendants  had  infringed.    The  Defendants  appealed.    The  appeal 

was  allowed,  and  the  action  was  dismissed  with  costs. 

Held,  by  Rigby,  LJ.,  and  Stirling,  LJ.,  that  in  the  first  claim  there  was 

25  no  ground  for  inferring  that  the  water-cooling  and  expelling  apparatus  was 
intended  to  be  included,  and  the  invention  failed  for  want  of  novelty. 

Held,  by  Vaughan  Williams,  L.J.,  that  there  were  considerable  grounds  for 
the  argument  that  water-cooling  and  expelling  were  intended  to  be  included 
in  the  first  claim,  but  that  the  Patent  was  bad  for  want  of  a  distinct  statement 

30  oft?ie  invention  claimed. 

The  Plaintijffh  appealed  to  the  House  of  Lords. 
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Held,  by  the  House  of  Lords^  that  water-cooling  aiid  expelling  were  included 
in  the  first  claim ;  that  the  Patent  was  valid ;  and  that  the  Defendants  had 
infringed,  ThejxAdgment  of  Buckley,  J.,  was  affirmed^  and  the  appeal  aUowed 
with  costs. 

In  1891  Letters  Patent  were  granted  to  James  Robertson  for  **  Improyements  5 
"  in  and  relating  to  the  compressing,  shaping,  and  drawing  of  metal  tubes, 
"  tubular,  hollow,  and  solid  articles,  and  in  means  and  apparatus  therefor." 
This  invention  was  an  improvement  on  other  inventions  for  which  he  had 
previously  taken  out  Letters  Patent  (Nos.  5018  of  1888  and  1627  of  1890).  The 
improvement  of  the  1890  Patent  over  that  of  1888  was  substantially  the  use  of  JO 
a  sliding  instead  of  a  fixed  dio  to  hold  the  billet.  A  substantial  improvement 
of  the  1891  Patent  was  a  plate  or  bar  to  hold  up  the  soft  metal.  The  Complete 
Specification  (No.  11,436  of  1891)  and  the  drawings,  so  far  as  they  are  material 
for  this  report,  were  as  follows  : — 

^'  My  invention  relates  mainly  to  compressing  and  shaping  metals  such  as  15 
"  iron,  steel,  and  copper  made  soft  by  heat,  shaping  or  forming  masses  or  billets 
"  of  metal  in  this  soft  state  into  tubes,  tubular,  hollow  or  solid  articles  by 
"  pressing,  piercing,  or  expanding  these  by  great  force  into  or  through  shaping 
"  dies  or  matrices  by  mandrels  or  shaping  tools  for  tubes,  tubular,  and  hollow 
**  articles,  or  by  rams  or  shaping  heads  for  shaping  solid  articles  and  bars.  My  20 
"  said  invention  consisting  mainly  in  new  and  improved  means  and  apparatus 
*'  for  fixing  and  operating  the  dies,  matrices,  mandrels,  and  metal  billets  during 
"  these  shaping  operations. 

"  New  and  improved  means  and  apparatus  for  expelling  metal  articles  while 
"  in  a  hot  and  plastic  state  from  shaping  dies  or  matrices  and  also  for  cooling  25 
''  the  matrices,  mandrels,  or  other  shaping  tools  so  used  quickly  after  they 
"  perform  their  shaping  operations  to  avoid  their  being  injured  by  heat. 

"  This  invention  being  mainly  a  further  development,  and  further  new  and 
"  improved  applications  of   my  inventions  for  which  Letters  Patent  of  the 
*'  United  Kingdom  were  granted  to  me,  namely  : — No.  5018  dat-ed  the  4th  day  30 
•'  of  April  1888  entitled  *  Improvements  in  and  relating  to  the  manufacture  of 
"  '  metal  tubes,  tubular  or  hollow  articles,  and  in  shaping  and  finishing  of  same, 
"  '  and  in  apparatus  therefor '  and  No.  1627  dated  the  30th  day  of  January  1890 
*'  entitled  '  Improvements  in  and  relating  to  the  manufacture  of  metal  tubes, 
'*'  ^  tubular  and  hollow  articles  and  in  means  and  apparatus  therefor  *  and  which  35 
'^  inventions  in  all  the  suitable  forms  of  the  main  parts  of  same  and  actuating 
"  gear  thprein  shown  used,  it  is  part  of  my  invention  to  combine  and  apply 
"  with  these  improvements.    It  is  no  part  of  my  invention  to  use  any  of  these 
"  new  and  improved  modes  and  means  of  making  tubes  or  other  hollow  or  solid 
**  articles  out  of  what  is  usually  designated  '  soft  metals '  such  as  lead  or  tin  40 
"  which  have  the  distinguishing  feature  from  other  metals  of  not  hardening 
"  under  pressure  or  by  being  hammered  in  a  cold  state. 

^'  I  use  throughout  the  following  description  the  same  letters  and  numerals 
"  of  reference  to  indicate  like  parts  in  all  the  figures  where  like  parts  are  shown 
"  in  order  as  far  as  possible  to  avoid  needless  repetition  in  describing  the  various  45 
"  modifications  shown.  Throughout  my  explanation  I  designate  a  solid  or 
'<  hollow  piece  of  metal  as  taken  from  a  heating  furnace  to  be  operated  upon 
"  either  for  being  formed  into  a  tube,  tubular,  or  solid  article,  a  '  billet.'  The 
"  arrows  indicate  the  directions  of  the  motions  of  the  moving  parts  of  the 
<'  apparatus  shown  used,  and  of  the  motions  of  the  billets  and  finished  articles  50 
"  being  operated  upon  when  in  motion. 

"  For  the  purpose  of  showing  and  describing  the  parts  of  my  invention,  that 
•'  part  of  my  invention  for  holding  up  the  metal  billet  in  the  die  to  be  operated 
"  upon  against  the  piercing  action  of  the  mandrel  and  of  cooling  and  expelling     ' 
«*  the  tube  or  tubular  article  formed  in  same,  I  show  a  long  tube  forming  die  55 
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**  and  connecting  parts,  with  mass  or  billet  of  hot  metal  being  operated  upon 
**  of  my  moBt  improved  form  of  these,  all  being  of  the  general  form  described 
•*  in  my  older  inventions  hereinbefore  referred  to. 
^  Fig.  1  is  a  rear  end  elevation,  and  Fig.  2  a  plan  showing  this  die  and  all 
5  **  connections  in  section,  the  die  A  A^  being  shown  in  halves,  the  billet  B  in 
**  the  die  A  A^  being  held  from  motion  endwise  in  its  place  by  the  after  billet 
**  holding  up  stem  rod  C,  against  the  piercing  action  of  the  mandrel  D.  The 
"  billet  B  being  shown  in  section  in  Fig.  2  nearly  pierced  through  by  the 
'*  mandrel  D.    The  mandrel  D,  stem  rod  DS  after  holding  up  stem  rod  C,  and 

10  "  its  stem  rod  head  G\  and  after  holding  up  ferrule  piece  C*  which  is  placed 
'*  between  ihe.  billet  of  metal  B  being  shown  operated  upon  and  for  receiving 
'*  the  mandrel  after  it  is  forced  through  same  (all  of  which,  so  far  being  part  of 
••  my  older  inventions  referred  to)  but  to  prevent  the  hot  metal  of  the  billet  B 
'^  being  operated  upon,  from  passing  by  the  force  from  the  mandrel  D  into  this 

15  **  abutting  and  receiving  receptical  for  the  mandrel  C^  a  piece  of  metal  plate  E 
"  in  a  cold  state,  by  preference  formed  of  copper,  iron,  or  steel,  its  employment 
"  therein  being  part  of  my  said  new  improvements,  is  shown  in  Fig.  2  placed 
**  over  the  mouth  of  this  abutting  ferrule  piece  and  receiving  receptical  C^  for 
**  the  mandrel   D,   and   shown   interposed   between  the  hot  billet  B  and  the 

20  *«  ferrule  C«. 

**  I  call  this  plate  E  a  service  plate  and  it  is  used  of  such  a  thickness  or 
*^  strength  as  to  by  its  shearing  resistance  to  the  advancing  mandrel  D  and  to 
**  the  advance  of  the  central  part  or  ma^  of  the  billet  B  as  to  prevent  the  metal 
**  of  same  flowing  into  the  ferrule  C^,  this  plate  E  being  generally  of  a  thickness 

25  '^  from  about  a  quarter  of  an  inch  to  one  inch,  being  increased  in  thickness  as 
^  the  diameter  of  the  tube  being  formed  is  increased  or  proportioned  in  thick- 
**  ness  to  keep  the  billet  B  up  to  the  piercing  action  of  the  mandrel  D,  yet  to 
**  give  way  or  be  shorn  through  when  the  mandrel  D  reaches  the  end  of  the 
**  billet  B  as  is  shown  in  Fig.  2  nearly  passed  through  the  billet  or  close  to  this 

30  «  plate  E. 

**  Fig  3  shows  the  position  of  the  mandrel  D  after  it  has  been  wholly  forced 
^through  the  billet  of  metal  B,  with  a  small  portion  of  the  metal  of  the 
"  billet  B*  forced  out  before  the  mandrel  and  portion  of  the  plate  E*  in  the 
**  form  it  gives  way  or  is  shorn  out  in  its  central  part  before  the  small  portion 

35  ^  of  metal  of  the  billet  or  barb  B*  which  comes  out  before  the  point  of  the 
**  mandrel.  At  which  position  the  piercing  operation  of  the  mandrel  is  com- 
•*  pleted  and  its  motion  forward  stopped.  Leaving  of  this  plate  E  as  shown  a 
**  small  annular  piece  or  ring  E^,  held  fast  between  the  forward  end  of  the 
**  tube  B*  just  formed,  and  the  end  of  the  ferrule  C^  the  shearing  strength  of 

40  "  the  cold  metal  plate  E  to  be  forced  off  the  billet  B  being  thus  so  proportioned 
*^  as  to  allow  a  little  of  the  heated  soft  metal  of  the  billet  B  to  pass  it,  but  to  give 
"  way  and  allow  the  mandrel  D  to  pass  it. 

**  My  new  and  improved  means  and  apparatus  for  expelling  tubes  and  other 
^  articles  so  formed  in  dies  and  matrices  of  heated  soft  metal  in  a  plastic  state, 

45  ^'  as  also  for  cooling  the  matrices,  dies,  mandrels,  and  other  shaping  tools  after 
^  the  metal  shaping  operation  is  completed  is  also  shown  by  the  figures  just 
^  described,  as  also  my  new  and  improved  mode  of  cooling  articles  of  this  kind 
^  so  formed,  is  also  shown  by  the  same  figures  just  described,  and  for  fixing 
"  the  metal  in  same  and  shaping  it.  This  expelling  and  cooling  action  is  effected 

50  •*  by  injecting  water  or  other  fluid  at  a  high  pressure  into  the  dies  or  matrices 
^  at  or  near  the  inner  end  surfaces  of  the  article  that  has  been  formed  in  dies  or 
*•  matrices,  using  by  preference  water  in  a  cold  state  for  this  purpose,  as  by  its 
**  ready  cooling  action  it  cools  and  slightly  contracts  the  hot  metal  and  releases  the 
^  hold  of  the  die  on  the  hot  metal  article  just  formed  in  it,  it  also  affords  very 

55  "  steady  force  for  its  removal  out  of  it.  Fig.  1  in  rear  end  elevation  has  shown 
•*  the  after  billet  holcUng  stem  rod  C  removed,  showing  the  ferrule  receiving 
^  piece  0'  into  which  the  mandrel  D  is  forced  aft-er  it  has  performed  its  piercing 
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"  work,  and  into  which  in  the  die  A  A^  the  cooling  water  is  forced  at  a  great 
"  pressure.  The  channel  through  which  the  water  is  led  in  this  example  into 
"  the  die  A  A^  to  cool  and  expel  the  tube  B^  and  cool  the  die  and  mandrel,  is 
"  shown  formed  in  the  after  billet  holding  up  stem  rod  0,  having  this  water 
"  channel  C  shown  in  Figs  2  and  3.  Fig.  2  showing  a  pipe  connection  0*  to  be  5 
"  connected  to  water  forcing  pumps,  water  accumulator,  or  any  means  affording 
**  water  at  a  high  pressure.  Fig.  3  in  which  the  after  stem  rod  C  is  shown 
"  broken  off,  showing  in  section  also  the  mandrel  D,  end  ferrule  piece  C^  barb 
•*  of  the  copper  billet  B^  broken  off  before  the  mandrel  D,  off  the  billet  B,  and 
*'  central  shorn  out  piece  of  the  plate  E*,  ring  piece  of  this  plate  E*,  left  in  at  10 
"  the  end  of  the  tube  B\  all  in  their  several  positions  immediately  after  the 
"  mandrel  D  has  been  passed  through  the  billet,  and  when  the  water  is  admitted 
'*  through  the  channel  C^  in  the  after  stem  rod  C,  into  the  die  A  A^  To  make 
"  the  after  stem  rod  head  C^  water  tight  it  is  provided  with  a  cord  or  leather 
*^  packing  ring  C^  shown  in  Figs.  2  and  3.  In  this  state  the  water  is  admitted  15 
"  and  by  preference  at  a  pressure  of  about  a  ton  to  the  square  inch,  forcing 
"  back  the  mandrel  head  D  into  the  hot  tube  B*  just  formed  almost  water  tight, 
*'  generating  steam  also  largely  and  at  a  high  pressure,  and  cooling  the  tube  B^ 
"  so  formed,  and  by  contracting  it  by  cooling  releases  same  in  the  die,  and 
*'  cooling  the  mandrel  D  and  all  parts  exposed  to  it,  forcing  the  mandrel  headD  20 
"  into  the  tube  makes  it  for  the  instant  about  water  tight  and  quickly  forces  out 
"  tube  and  mandrel  leaving  no  time  for  the  hot  metal  to  do  the  die,  mandrel, 
"  or  any  of  the  working  parts  of  same  any  injury,  and  makes  the  die  ready  for 
"  a  fresh  operation.  The  die  A  A^  is  shown  in  halves  and  placed  in  a 
*•  container  A^  which  is  shown  placed  in  a  sliding  guide  A'  and  provided  with  25 
"  a  mandrel  entering  guide  G  which  is  of  a  form  used  in  my  older  inventions 
**  referred  to. 

"  Fig.  4  is  a  rear  end  elevation  and  Fig.  5  a  sectional  plan  of  a  similar  die  to 
''  that  just  described  and  the  same  letters  of  reference  referring  to  like  parts, 
"  and  the  after  holding  up  stem  rod  in  Fig.  5  being  also  shown  removed,  but  30 
"  showing  in  this  example  a  surface  plate  E  resting  underneath  the  ferrule  C* 
"  which  receives  the  mandrel  after  it  has  passed  entirely  through  the  billet  B. 
"  The  internal  space  of  the  ferrule  C^  having  placed  in  it  a  filling  up  pad 
"  metal  piece  E^  an  easy  sliding  fit  for  same  which  as  shown  fills  up  entirely 
^^  the  internal  space  of  the  ferrule  C^  presenting  nearly  a  flush  sur^ce  at  its  35 
"  inner  end  for  the  soft  metal  of  the  billet  B  resting  on.  The  mandrel  D  is 
^^  shown  at  the  point  of  just  passing  out  of  the  billet  B,  a'  about  which  point  it 
*'  forces  forward  the  pad  piece  E^  and  shearing  through  the  plate  E  allows  this 
"  pad  E^  to  enter  into  the  hollow  part  C^  of  the  stem  rod  C,  and  the  mandrel 
"  head  D  to  enter  into  the  ferrule  C^.  40 

^'  This  arrangement  of  working  the  plate  E  tends  to  detach  less  metal  as  an 
"  end  barb  from  the  billet  B  when  the  mandrel  passes  out  of  it,  than  in  the 
"  foregoing  modification  describea. 

"  Fig.  6  is  a  rear  end  elevation  and  Fig.  7  a  sectional  plan  of  a  die  A  A^  and 
"  connections  fitted  with  another  modification  of  an  after  piece  to  give  way  45 
"  before  the  billet  piercing  mandrul.     Fig.  6  showing  also  the  sliding  piece  A' 
*•  of  the  container  A^  broken  off,  as  also  the  after  stem  rod   C  in   Fig.   7 
"  removed.      As    shown    in    sectional    plan    there    is    in    this    example    no 
"  bottom  billet  holding  up  service  plate,  but  the  ferrule  piece  C^  has  cut  in  it  a 
"  series  of  annular  grooves  C^  and  the  tilling  up  pad  piece  E'  which  is  about  50 
"  half  an  inch  smaller  in  external  diameter  than  the  internal  diameter  of  the 
"  ferrule  piece  C^,  has  shown  formed  in  it  a  series  of  grooves  in  its  periphery 
"  E*  corresponding  in  pitch  with  the  internal  grooves  C^  shown  in  the  ferrule 
"  piece  C^  one  groove  in  each  part  would  do,  but  a  series  is  preferred.    To  bind 
"  these  two  parts  together  the  ferrule  piece  C^  and  its  filling  up  pad  piece  E'  with  55 
"  a  known  and  requisite  resistance  to  the  central  pad  E^  to  be  displaced  by  the 
''  mandrel  these  two  parts  are  set  on  end  and  centrally  to  each  other  and  the  • 
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**  intervening  internal  annular  space  between  these  and  grooves  C*  in  the  ferrule 
"  piece  C*  and  grooves  E*  formed  in  the  periphery  of  the  pad  piece  E^  is  filled  up 
"  with  soft  metal  E  (by  preference  with  tin)  and  in  this  way  with  binding 
"  threads  of  same  to  both  parts,  which  when  the  mandrel  comes  to  the  end  of 
5  •*  the  billet  B  and  to  press  to  the  requisite  degree  on  the  pad  piece  E'  one  or 
"  the  other  thread  or  threads  or  collars  of  soft  metal  threads  or  collars  E*  or  C* 
"gives  way  by  shearing  off  the  collar  or  collars  (as  shown)  off  either  the 
"  ferrule  piece  C*  or  off  the  pad  piece  E^  thereby  allowing  it  to  be  pushed  by 
"  the  mandrel  D  into  the  hollow  part  of  the  after  holding  up  billet  stem  rod  C 

10  "  without  injury  to  the  mandrel. 

*•  The  resistance  of  the  soft  metal  collars  C®  and  E*  on  the  soft  metal  ring  E 
*'  being  formed  of  sufficient  strength  to  resist  the  soft  metal  of  the  billet  B  from 
"  flowing  through  the  ferrule  C^  to  sustain  the  piercing  force  of  the  mandrel. 
"  The  resisting  shearing  strengh  of  a  bar  of  cold  metal  is  also  suitable  for 

15  "  this  purpose  (by  preference  of  iron  or  steel)  of  a  strength  proportioned  to 
"  shear  through  or  give  way  at  a  resisting  strength  that  will  not  destroy  a 
"billet  piercing  mandrel.  Instead  of  a  flat  bar  or  plate  laid  or  under  a 
"  receiving  ferrule  for  the  billet  piercing  mandrel  as  described  in  connection 
"  with  Figs.  2  and  3  and  Figs.  6  and  7  a  bar  of  any  form  of  cross  section  by 

20  **  prefereuce  a  square  bar  or  pin  also  serves  this  purpose  and  Fig.  8  in  after  end 
"  elevation  (with  the  after  stem  rod  C  removed)  and  Fig.  9  in  sectional  plan 
"  shows  a  ferrule  piece  C*  for  the  billet  B  resting  upon  fitted  with  a  filling  up 
"  piece  E'  similar  in  general  form  to  that  described  in  connection  with  Fig*'.  4 
**  and  5  having  shown  passed  through  both  the  ferrule  piece  C  and  its  central 

25  "  metal  filling  up  piece  E'  a  square  metal  pin  E  being  shown  in  sectional  eleva- 
"  tion  in  Fig.  8  and  in  sectional  plan  in  Fig.  9  passed  through  these,  which  on 
"  being  shorn  through  by  the  force  of  the  mandrel  D  at  or  near  the  position  it 
"  ifl  shown  placed,  forces  the  filling  up  piece  E'  before  it  into  the  hollow  part 
*•  C  of  the  stem  rod  C  and  thus  allows  the  mandrel  D  itself  to  get  freely  out 

30  "  of  the  billet  B  and  to  be  brought  to  rest  in  the  ferrule  piece  C*. 

"  Water  or  other  suitable  liquid  or  by  soft  metal  such  as  lead,  placed  in  a 
"  suitable  ferrule  piece  in  a  confined  way,  may  also  be  made  to  give  way  at  a 
"  suitable  pressure  to  give  sufficient  resistance  to  enable  the  mandrel  to  get 
**  through  the  soft  hot  metal  of  the  billet,  though  mainly  practicable  only  for 

Vi  **  being  used  in  the  piercing  of  billets  of  large  diameters. 

"  Fig.  10  is  a  rear  end  elevation  of  a  long  tube  forming  die  with  the  after 
"  billet  holding  st^m  rod  removed  and  Fig.  11  a  sectional  plan  of  same  generally 
"  of  the  foregoing  form  described  but  in  which  a  long  closed  ended  vessel  C* 
**  turned  a  working  fit  for  the  die  A  A^  also  formed  in  halves  the  receiving  piece 

40  "  C  is  also  bored  out  to  a  requisite  diameter  to  be  an  easy  fit  for  the  mandrel 
"  D  and  to  pass  down  freely  into  it  with  only  the  pad  piece  E*  before  it,  to 
"  nearly  its  internal  bottom.  This  pad  piece  E'  serves  the  same  end  to  the 
"  mandrel  D  and  the  metal  of  the  billet  as  described  in  connection  with  Figs.  4 
"  and  5  and  Figs.  8  and  9,  but  it  is  shown  packed  with  a  piston  E*  fastened  to 

45  "  its  forward  end  shown  leather  packed  to  suit  water  or  lead.  In  the  state  it  is 
"  shown  this  close  ended  mandrel  receiving  piece  C  is  suited  to  act  with  either 
"  water  or  lead  but  by  preference  is  shown  filled  with  water.  The  bottom  end 
"  of  it  has  shown  a  hole  bored  and  tapped  with  a  cross  threaded  screw  which 
"  has  screwed  into  it  a  corresponding  plug  of  lead  water  tight  and  the  screw 

50  "  threads  of  this  plug  being  proportioned  in  strength  to  resist  as  much  pressure 
"  in  proportion  to  its  area  as  serve  the  piercing  action  of  the  hot  billet  of  metal 
"  B,  but  weak  enough  to  give  way  when  the  mandrel  D  comes  in  contact  with 
"  its  filling  piston  fitting  piece  E*  which  it  does  by  forcing  out  the  bottom 
"  water  relieving  plug  E  by  the  water  shearing  off  the  screw  threads  of  this 

55  **  lead  plug  E,  thereafter  the  contained  water  flowing  out  allowing  the  mandrel 
**  D  free  access  into  its  receiving  ferrule  or  cylinder  C*.  In  making  tubes  and 
^  tubular  articles  in  this  way  of  large  diameters  the  mandrel  receiving  piece  C 
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**  when  being  wrought  with  water  may  be  fitted  with  a  small  conical  safety 
"  valve  instead  of  this  lead  plug  safety  valve  E.  Instead  of  the  cooling  and 
"  expelling  water  being  as  shown  admitted  to  the  die  or  matrice  through  an 
"  after  billet  holding  up  stem  rod  or  at  its  end  as  here  shown  and  described,  it 
"  may  be  admitted  through  any  part  of  the  walls  of  the  die  though  generally  5 
"  most  advantageous  to  be  admitted  at  its  end.  When  used  at  a  pressure  of  a 
'*  ton  to  the  square  inch  area,  a  channel  of  about  half  an  inch  diameter  is  for 
"  most  purposes  sufficiently  large  and  may  be  readily  bored  in  at  any  suitable 
"  point  in  the  walls  of  the  matrice  or  die. 

"  A  new  and  imi:)roved  water  entering  chamber  formed  in  the  inside  of  the  10 
**  die  having  some  considerable  area  which  enables  the  water  to  produce  cooling 
"  and  expelling  effect  more  quickly  than  one  of  small  area,  and  to  prevent  the 
"  metal  being  shaped  or  compressed  entering  it.     Suitable  also  for  most  parts  of 
*•  a  matrice  or  die,  and  for  obtaining  a  continuous  service  in  the  parts  where 
'^  the  metal  must  overlap,  consists  in  forming  a  hole  of  the  same  cross  area  of  15 
"  water  chamber  required  in  the  die,  and  fitting  in  a  bar  a  sliding  fit  into  it 
*'  with  means  to  secure  the  end  of  this  bar  flush  to  the  inside  surface  of  the  die 
"  and  with  means  to  draw  it  back  again  a  short  distance  and  secure  it  there 
"  again  to  form  a  water  entering  cavity  or  chamber  in  the  inside  surface  of  the 
"  die.    To  which  cavity  the  water  at  a  high  pressure  can  be  forced  after  the  hot  20 
**  metal  in  the  die  is  shaped.    The  water  may  be  admitted  sideways  by  a  small 
"  channel  into  the  hole  in  which   this  bar  is  made    to  move  back  a  short 
**  distance  from  its  inside  end. 

"  One  way  of  carrying  this  object  out  is  shown  by  Fig.  12  in  external  plan 
"  and  Fig.  13  in  sectional  side  elevation  by  which  a  portion  of  the  walls  of  a  die  25 
"  A  is  shown  in  which  a  round  hole  is  shown  bored,  and  a  turned  pin  A*  fitted 
*'  into  same  a  tight  working  fit,  which  turned  pin  A^  is  shown  projecting  out  to 
"  the  outside  of  the  wall  of  the  die,  and  a  screw  formed  on  it  adapted  to  work 
"  in  a  nut  A*  shown  fixed  to  the  wall  of  the  die  A.     The  end  of  this  pin . 
"  A*  is  shown  extended  still  further  out  and  a  handle   A*  fitted  on  it  by  .30 
**  which  this  pin  A*  can  be  turned  round  :ind  screwed  back,  which    when 
"^  the  metal  is  compressed  on  the  surface  A^  of  the  die,  and  flush  over  the 
^'  point  of  the  pin  this  pin  A^  is  drawn  back  as  far  as  take  it  past  the  small 
"  water  channel  C*  which  allows  the  water  to  be  forced  in  freely  in  to  the 
"  die.  35 

**  Another  new  and  improved  way  of  effecting  a  closing  means  against  the 
"  entrance  of  the  metal  into  the  water  entering  orifice  in  the  inside  surface  of 
*'  a  matrice  or  die,  consists  in  inserting  into  the  inner  surface  of  same  an  over- 
"  lapping  metal  covering  pad  plate  which  may  be  left  loose  over  the  water 
"  orifice  allowing  room  for  the  water  to  pass  at  its  edges  or  through  small  holes  40 
"  formed  in  its  mass  to  the  hot  compressed  metal. 

*'  Fig.  14  is  a  front  end  plan,  and  Fig.  15  a  side  sectional  elevation  of  a  closed 
**  ended  matrice  A  bored  out  internally  suited  for  forming  closed  ended 
*'  cylinders  of  hot  metal  for  being  united  endwise  such  as  are  used  for 
"  CDUtaining  compressed  gas,  volatile  substances  and  like  purposes  requiring  45 
**  great  strength.  A  water  channel  C*  being  shown  formed  in  the  centre  of 
"  the  bottom  end  of  the  matrice  and  a  water  pipe  C*  connected  to  it  The 
**  inside  orifice  of  this  water  channel  C  is  shown  covered  over  with  a  thick 
**  round  pad  plate  E  loosely  placed  in  the  bottom  of  the  die  A  of  a  shape  next 
**  to  the  hot  metal  to  assist  in  shaping  the  article  to  be  shaped  in  the  die,  and  50 
*•  with  a  number  of  holes  E*  of  so  small  diameter  formed  in  it  as  will  not 
"  allow  the  hot  metal  to  enter  far  into  them  shown  in  plan  by  Fig.  14,  which 
*^  small  holes  may  have  small  gutter  channels  E^  formed  in  the  inner  surfeu^e 
"  of  the  plate  E  from  the  central  water  orifice  C  to  allow  the  water  freely  to 
'*  these  holes.  55 

'^  A  billet  B  of  hot  metal  is  shown  by  Fig.  15  placed  in  the  die  A,  and. 
^  mandrel  D  shown  broken  off  short  placed  on  top  of  same  held  centrally  on  the 
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"  hot  metal  by  the  guide  G  all  in  a  state  ready  for  the  mandrel  head  D  being 
"  forced  down  into  the  billet  of  metal  B.  At  the  completion  of  the  stroke,  the 
"  form  of  the  article  B^  shown  formed,  and  the  altered  position  of  the  mandrel 
*'  head  and  gnide  of  same  G,  and  thereafter  on  the  water  being  admitted  all  the 
5  *•  contents  of  the  die  A  is  by  it  quickly  forced  out.  The  bottom  pad  covering 
"*  plate  £  is  by  preference  nuule  of  considerable  thickness  or  mass  and  partially 
**  heated  at  every  fresh  operation,  in  order  to  make  the  hot  metal  resting  on  it 
'*  flow  more  readily. 
**  A  new  and  improved  means  of  entering  in  water  into  a  matrice  or  die  when 

10  ^  filled  with  compressed  hot  metal,  affording  a  means  of  doing  this  without 
'*  any  loose  or  moving  pieces  or  appamtus,  and  easily  inserted  into  a  matrice 
"  or  die — consists  of  a  piece  of  strong  metal  tube  sufficiently  long  to  be  passed 
*'  through  a  wall  of  a  matrice  or  die  and  couple  by  a  pipe  for  conveying  water 
"  to  it,  and  fill  this  pipe  longitudinally  and  tighily  with  metal  wire  by  pre- 

15  "  ference  of  steel  round  wire  about  an  eighth  part  of  inch  in  diameter.  The 
"  wires  to  be  compressed  into  the  tube  sufficiently  as  by  their  f rictional  hold 
**  on  the  internal  surface  of  the  tube  and  on  each  other  as  form  a  nxass  at  their 
*'  ends  as  will  resist  sufficient  pressure  on  end  from  the  compressed  hot  metal 
^  in  the  die  and  enable  the  end  of  the  tube  and  wires  in  it  to  be  shaped  to  suit 

20  ''.the  shape  of  the  inside  of  the  die  or  matrice. 

"  Fig.  17  is  a  front  end  plan,  Fig.  18  a  side  elevation,  and  Fig..  19  an  end 
"  elevation  of  a  die  shown  fitted  with  a  water  channel  piece  C  of  this  form, 
**  shown  fixed  into  the  bottom  of  the  die  A  which  is  shown  adapted  for  making 
**  military  shells.    This  piece  of  strong  water  way  tube  C  shown,  is  packed 

25  ^  with  small  wires  as  above  described  and  shown  shaped  at  its  inner  end  to  the 
**  form  of  the  point  of  the  military  shell  B^  shown  in  section  by  Fig.  19  and  is 
"  further  shown  in  side  sectional  elevation  by  Fig.  18  in  which  it  is  shown 
"  connected  to  a  water  pipe  at  its  outside  end  to  a  bent  pipe  C*.  The  water 
^  channel  part  with  the  position  of  the  wire  C^  in  it  being  also  shown  in  section. 

30  '^  By  this  means  the  water  passes  through  the  interstices  between  the  wire,  the 
^  ends  of  which  is  shown  dressed  into  the  shape  required,  affords  a  shaping 
**  sur&ce  for  the  metal,  and  by  reason  of  the  smallness  of  the  openings  between 
**  the  wires,  the  metal  enters  but  a  short  distance  into  same,  and  though  the 
**  surface  of    the  metal  of    the  article  compressed  and   shaped  at  the  part 

35  **  opposite  this  water  channel  C  is  left  a  little  rough,  this  roughness  is  easily 
*^  dressed  off. 

**  The  general  mode  of  operating  this  die  is  the  same  as  just  described  in 
•*  connection  with  Figs.  14, 15  and  16,  and  the  same  letters  of  reference  refer  to 
'*  like  parts. 

40  '*  A  new  and  improved  mode  of  imparting  rigidity  to  mandrel  stem  rods  for 
^  forming  tubes,  tubular,  and  hollow  articles,  and  part  of  my  invention  consists 
**  in  placing  the  parallel  mandrel  stem  rod  in  a  tubular  guide  piece  formed  or 
^  bored  out  a  sliding  fit  to  the  diameter  of  the  stem  rod  and  stroke  of  same, 
^  having  one  or  more  ^lots  cut  in  this  stem  rod  guide.    This  guide  by  pre- 

45  ''  ference  to  be  formed  or  turned  parallel  and  placed  in  a  correspondingly 
*^  shaped  out  or  bored  out  propelling  ram  head  with  a  cotter  projecting  into  the 
^  guide  through  a  slot  or  slots  and  overlaying  the  end  of  the  mandrel  stem  rod. 
^  This  form  of  mandrel  guide  being  mainly  serviceable  for  mandrels  of  small 
**  diameters. 

90     ^  Fig.  20  is  a  sectional  plan  of  a  long  die  A,  A^  formed  in  halves,  after 

"^stem  rod  for  same  C,  mandrel    receiving    ferrule  C^,  billet  B,  mandrel 

^  guide  G  and  mandrel  D  all  placed  in  position  ready  for  taking  a  piercing 

*•  stroke. 

'*  There  is  no  difference  of  this  form  of  die  and  connections  for  same,  than 

55  ^  the  die  and  connections  described  in  connection  with  Figs.  1,  2  and  3  on 
"  Sheet  one  of  my  drawings,  and  the  same  letters  of  reference  refer  to  like 
^  parts  in  both  figures. 
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^  Y\g,  21  shows  the  same  form  of  die  and  like  connecting  parts  and  the  same 
"  letters  of  reference  referring  to  like  parts,  but  this  Pig.  21  shows  the  stroke 
^'  of  the  mandrel  D  and  its  stem  rod  D^  completed.  The  mandrel  head  being 
"  shown  passed  through  the  tube  B^  and  the  mandrel  D  resting  in  its  receiving 
'*  ferrule  C*  at  the  inside  end  of  the  tube  B^  formed.  5 

*'  Fig.  22  is  an  external  plan  of  my  new  and  improved  mandrel  stem  rod 
"  guide  H  which  is  bored  out  a  sliding  fit  for  the  mandrel  stem  rod  D*  shown 
'^  placed  in  it.  This  guide  H  placed  to  be  actuated  by  the  driving  head  1  and 
"  its  bush  piece  I^  is  also  turned  all  over  p  irallel  and  also  fitted  a  sliding  fit 
**  into  the  driver  bush  V  of  the  driver  I,  which  driver  bush  I*  is  shown  fitted  10 
"  and  bolted  to  the  driver  I  shown  in  section  in  Pig.  22  and  in  elevation  by 
"  Pig.  23  and  may  be  actuated  with  a  hj  draulic  ram  or  otherwise.  The  stem 
"  rod  guide  H  has  shown  formed  in  its  top  side  the  slot  H^  which  extends  to 
*'  nearly  its  whole  length,  and  in  this  example  cut  through  on  its  top  side,  only, 
"  its  bush  holder  I^  and  mandrel  propeller  I  being  ^own  in  elevation  by  15 
"  Pig.  23,  and  in  cross  section  through  the  mandrel  driving  cotter  I^,  this  driving 
"  cotter  P  by  preference  is  formed  of  steel  and  fixed  firmly  in  the  upper  part 
"  I'  of  its  bush  driver  P,  shown  extending  down,  and  overlapping  the  end  of 
"  the  mandrel  stem  rod  D^  shown  in  elevation  by  Pig.  23  and  in  sectional  plan 
^^  in  Figs.  23  and  21,  and  by  this  arrangement  when  the  driving  head  I  and  bush  20 
"  mandrel  end  holder  placed  in  same  advances  and  propels  in  the  mandrel  stem 
"  rod  D*  and  mandrel  D,  while  the  guide  H  which  keeps  the  mandrel  stem  rod 
**  from  deflecting  remains  throughout  the  stroke  stationary  embracing  the 
"  mandrel  stem  rod  D^,  while  the  guide  H  itself  is  allowed  to  pass  through  the 
"  driving  head  I  and  its  bush  piece  P.  The  positions  of  the  driving  ram,  cross-  25 
"  head  I  at  the  commencement  of  the  stroke  being  shown  in  Figs.  20  and  22, 
**  and  when  the  tube  forming  stroke  is  completed  the  position  of  the  driving 
'*  crosshead  I  and  all  parts  of  the  die  and  moving  parts  of  same,  and  tube  being 
"  shown  by  Fig.  21.  The  arrows  on  the  moving  parts  indicating  the  motion 
**  that  takes  place  during  the  stroke.  Instead  of  the  cotter  being  fixed  in  one  30 
"  side  of  the  bush  I'  only  as  shown,  it  may  be  rivetted  in  on  both  sides,  but  in 
"  that  case  a  slot  requires  to  be  cut  in  the  other  side  of  the  mandrel  stem  rod 
"  guide  H  to  suit  this  arrangement. 

**  A.  new  and  improved  mode  of  shaping  and  drawing  tubes  from  billets  of 
^'  metal  such  as  of  steel  and  copper  and  of  diminishing  the  external  diameter  of  35 
**  the  tube  formed  below  that  of  the  tube  blank  or  billet  of  metal  operated 
^'  upon,  consists  in  pushing  the  metal  out  of  a  long  tube  forming  die  over  a 
"  mandrel  and  through  a  short  die  of  smaller  diameter  placed  in  the  larger  die 
*'  and  thus  forming  a  die  of  a  larger  diameter  for  the  reception  of  the  tube  blank 
"  with  a  smaller  shaping  die  end  for  ejffecting  this  reduction  of  diameter.  The  40 
'^  after  small  end  of  the  die  held  in  its  position  by  an  after  holding  up  stem 
'*  rod  against  the  pushing  action  of  the  actuating  ram,  the  larger  die  being  also 
**  placed  in  a  sliding  guide  as  described  in  my  invention  referred  to  No.  1627 
^'  of  date  1890  which  imparts  to  the  metal  contained  in  a  long  die  the  same 
**  degree  of  compressing  and  squirting  pressure  at  both  ends  of  same.  This  45 
"  new  and  improved  form,  combination,  or  arrangement  of  die,  together  with 
**  my  water  cooling  process  inside  the  die,  and  quick  mode  of  expelling  the 
'*  tube  or  other  article  formed  in  it,  rendering  this  mode  of  forming  seamless 
**  tubes  practicable. 

"  BHg.  24  is  a  front  end  elevation  and  Fig.  25  a  plan,  showing  a  tube  forming  50 
"  die  A  placed  in  a  sliding  guide  A^  mandrel  D,  tube  billet  forcing  ram  J,  and 
"  after  billet  holding  up  stem  rod  C,  small  die  A®,  and  mandrel  guide  G.  The 
•*  billet  B  which  is  in  this  example  of  a  tube  blank  form,  being  shown  contained 
**  in  the  large  part  of  the  die  A  all  in  position  for  taking  a  tube  forming  stroke. 
**  All  parts  being  shown  in  section  except  the  metal  forcing  ram  J,  the  sliding  55 
^  guide  A'  being  shown  broken  off.  The  hole  shown  in  the  billet  B  is  formed 
^  before  it  is  placed  in  the  die,  and  formed  an  easy  fit  for  the  short  mandrel  D 
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^^  shown  placed  la  it.  The  after  die  and  billet  holding  stem  rod  0  is  formed 
"  hollow  as  large  diameter  as  freely  allow  the  tube  B^  to  be  formed  to  pass 
^  along  it,  and  as  long  as  take  in  its  full  length. 
*•  Fig.  26  showing  the  stroke  of  the  ram  J  completed  and  the  tube  B*  formed. 
5  "  The  tube  B^  being  shown  broken  short,  and  the  after  stem  rod  C,  also  in  both 
"  Figs.  25  and  26  shown  broken  off  short.  The  cooling  and  expelling  water  is 
**  admitted  by  the  pipe  C*  which  forces  back  the  ram  J,  and  with  it  the  die  A, 
"  as  far  as  allow  the  tube  B^  and  the  small  end  die  A^  to  be  removed  and  all 
'*  made  ready  for  a  fresh  operation. 

10  *^  Instead  of  the  mandrel  being  pushed  along  with  the  metal  of  the  billet  as 
^'  in  the  modification  of  die  of  two  diameters  just  described,  the  mandrel  D 
"  may  be  entered  in  through  a  hollow  billet  forcing  ram,  and  through  a 
"  hollow  metal  billet,  and  held  stationary  endwise  in  an  ordinary  tube 
"  mandrel  carrier  or  otherwise,  and  otherwise  actuated  as  in  the  modification 

15  "  just  described. 

^^  Fig.  27  is  an  end  elevation  and  Fig.  28  a  sectional  plan  of  a  die  A,  sliding 
"  guide  A^  for  same,  with  an  after  die  and  billet  holding  up  stem  rod  C,  and 
"  billet  forcinp  ram  J  and  all  parts  shown  in  position  of  a  nearly  completed 
**  stroke,  showing  most  of  the  billet  B  squirted  out  through  the  smaller  end  die 

20  "  piece  A®  of  the  die  A  into  a  tube  B^  the  long  mandrel  stem  rod  D^  is  shown 
'^  made  fast  in  the  mandrel  dog  K.  The  motions  of  all  the  working  parts,  and 
"  of  the  billet  and  tube,  beinsr  as  indicated  by  the  arrows  marked  thereon.  The 
'^  motion  on  the  main  die  A  is  as  the  arrows  b  b  for  a  short  distance  at  the  com- 
"  mencement  of  the   stroke  until  both  ends  of  the  billet  B  gets  compressed 

25  "  alike,  and  when  near  the  completion  of  its  stroke  by  the  movement  of  the 

**  metal  flowing  out  through  the  small  die  As,  the  main  die  reverses  its  motion 

"  endwise  for  a  short  way  back  through  its  sliding  guide  A'  as  indicated  by  the 

"  arrows  c  c. 

*'  In  a  similar  way  to  that  just  described  the  mandrel  may  be  placed  and  held 

30  *'  in  a  short  bottom  die  of  a  larger  diameter  than  its  tensional  holding  stem,  the 
'^  mandrel  head  being  also  placed  in  a  short  bottom  die,  and  passed  up  through 
"  both  the  billet  and  its  forcing  ram. 

**  Fig.  29  is  an  after  end  elevation  of  a  long  tube  forming  die  and  mandrel, 
"and 

35  "  Fig.  30  a  sectional  plan  of  a  die  of  this  kind,  shown  by  Fig.  29  with  portion 
"  of  its  guide  A'  broken  off,  and  by  Fig.  30  with  the  mandrel  stem  rod  W  broken 
*'  off  short.  The  action  of  this  modification  of  die  and  mandrel  is  the  same  and 
"  the  motions  of  the  die  A  and  ram  J  also  as  indicated  by  the  arrows  placed  on 
"  the  figures  as  just  described,  and  the  same  letters  of  reference  referring  to  like 

40  "  parts — but  in  this  example  the  after  billei  and  small  die  A^  is  shown  held  by 
"  the  plate  A*.  The  stem  rod  C  shown  used  in  the  fissures  last  described  being 
"  in  this  example  removed.  The  mandrel  D  shown  formed  in  one  piece  with 
*'  its  stem  rod  DS  and  fixed  in  the  stationary  mandrel  carrier  K,  serving  at  the 
"  same  time  the  purpose  of  the  after  stem  rod  shown  by  Figs.  27  and  28  thereby 

45  "  serving  to  comp9.ct  the  metal  of  the  billet  B  shown  in  the  die  A  being  squirted 
"  out  into  the  tube  B^  alike  at  the  die  end  of  the  billet  as  at  the  ram  end  J,  same 
**  as  when  the  after  holding  up  stem  rod  C  is  used. 

"  Fig.  31  is  a  rear  end  elevation,  Fig.  32  a  plan  of  a  die  A  A*  of  different 
'^  diameters  adapted  to  expand  a  solid  billet  of  hot  metal  B  out  into  a  tube  B^  of 

50  "  larger  external  diameter  than  the  billet  B  from  which  it  is  made.  In  this 
•*  modification  also  the  mandrel  D  and  its  stem  rod  D^  serves  the  purpose  of  an 
^  after  billet  holding  up  stem  rod  against  the  forcing  action  on  the  billet  to 
^  squirt  the  metal  of  the  billet  B  over  the  mandrel  D  and  also  produces  about 
"  equal  pressure  at  the  after  end  of  the  die,  and  on  the  mandrel  D,  as  on  the 

55  "  front  end  of  the  metal  of  the  billet  B  in  direct  contact  with  the  forward  end 
"  of  the  ram  J  by  the  frictional  contact  of  the  surface  of  the  billet  B  with  the 
^  internal  surface  of  the  die  A,  and  by  its  sliding  action  through  its  endwise 
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'*  sliding  gnide  A'  at  the  commencement  of  the  stroke  of  the  ram  J  as  indicated 
**  by  the  arrows  6  6  for  a  short  distance  nntil  all  the  metal  of  the  billet  B  or 
"  nearly  so  becomes  under  equal  pressure  as  described  in  connection  with  the 
"  foregoing  figures,  which  effect  is  necessary  to  produce  tubes  in  this  way, 
*'  particularly  tubes  of  great  length.  Fig.  32  shows  the  die  A  A*,  and  the  ram  J  5 
"  in  section  and  in  their  positions  at  the  commencement  of  the  stroke  of  the 
"  ram  J,  with  the  billet  B  shown  in  the  die  A.  There  is  also  shown  in  the 
^*  die  A  a  short  piece  of  metal  of  the  same  kind  as  the  billet  B,  B^  and  also  in  a 
"  hot  state  placed  in  the  die. 

'^  Fig.  33  shows  the  positions  assumed  of  the  ram  J,  die  A  A^  and  mandrel  10 
"  guide  G,  and  the  form  and  position  of  the  metal  of  the  billet  formed  into  a 
"  tube  B^  shown  broken  off  short.  When  the  stroke  is  completed  the  portion 
"  of  hot  metal  B'  is  shown  in  Fig.  33  formed  into  a  hollow  cap  B*  enveloping 
"  the  mandrel  D,  and  separate  from  the  tube  ^B^  which  when  the  tube  B^  and 
"mandrel  D  is  expelled  by  the  water  passed ' through  a  flexible  pipe  O  and  15 
**  through  the  channel  C  in  the  ram  J,  leaves  the  die  A  A*  ready  for  a  fresh 
"  operation.  The  motions  of  these  are  indicated  by  the  arrows  placed  on 
•*  same. 

*•  A  new  and  improved  mode  of  compressing  and  shaping  metals  such  as  of 
"  iron,  steel  and  copper  in  a  heated  soft  state  in  combination  with  my  shaping  20 
"  dies  and  matrices  placed  in  sliding  guides  so  as  by  the  action  of  one  ram  and 
"  a  fixed  after  holding  stem  rod,  equal  pressure  can  be  imparted  to  both  ends  or 
"  both  sides  of  the  articles  being  compressed,  and  shaped,  and  also  in  combination 
"  with  my  new  and  improved  mode  of  contracting  and  cooling  the  articles 
*'  shaped  and  dies  for  same,  and  of  expelling  the  articles  from  the  dies  herein-  25 
"  before  described  in  connection  with  Figs.  1  to  11  on  Sheet  one  of  my 
"  drawings. 

''  Fig.  34  is  a  rear  end  elevation  and  Fig.  35  a  sectional  plan  of  a  die  A  A^  in 
"  halves,  placed  in  a  container  A*,  and  set  in  a  sliding  guide  A'  in  which  a  fixed 
"  after  holding  up  stem  rod  C  with  water  channel  C  and  water  pipe  C*  con-  30 
"  nected  to  same  is  shown  placed  in  the  internal  after  end  of  the  die  A  A*  which 
"  is  of  a  round  form. 

"  Placed  before  the  front  end  of  this  stem  rod  C  is  a  thick  perforated  plate  E 
"  of  the  form  described  in  connection  with  Figs.  15  and  16  to  prevent  the  hot 
"  metal  from  getting  into  the  mouth  of  the  water  orifice  C*  formed  in  the  stem  35 
"  rod  C.     A  billet  B  is  shown  placed  in  the  die  A  A^  before  the  perforated  plate 
"  and  after  that  a  ram  J  is  set.    To  be  by  preference  actuated  by  a  hydraulic 
**  ram  which  it  caused  to  give  to  the  ram  J  the  force  requisite  to  compress  and 
'*  shape  the  billet  B,  after  which  the  ram  J  is  drawn  back  and  on  the  water 
"  being  introduced  into  the  channel  C^  formed  as  shown  in  the  after  holding  up  40 
"  stem  rod  C,  at  a  high  pressure  quickly  expels  from  the  die  A  A^  the  shaped 
"  and  compressed  billet  B.     The  substitution  of  the  ram  J  for  the  mandrel  D 
"  (shown  in  Figs.  1,  2,  and  3  on  Sheet  one  of  my  drawings)  is  all  the  difference 
*'  of  these  Figs,  34  and  35  from  Figs.  1,  2,  and  3  and  the   same   letters  of 
"  reference  referring  to  like  parts,  all  except  that  of  the  ram  J,  and  need  not  be  45 
**  farther  described.     The  internal  form  of  the  die  may  be  round  (as  shown)  or 
**  square  or  any  other  shape.    The  motion  on  the  die  A  A*  is  as  shown  by  the 
**  arrow  b  until  the  metal  B  is  compressed  alike  at  both  ends.     Two  or  more 
^  pieces  or  blanks  of  heated  soft  metal  can  be  compressed  and  shaped  in  long 
"  dies  of  the  form  just  described,  set  in  a  container  and  in  a  sliding  guide  to  50 
**  equalize  the  pressure  throughout  the  die,  which  thus  by  diminishing  the  loss 
"  of  pressure  at  the  far  end  of  the  die  by  the  friction  of  the  billets  of  metal 
'*  on  its  walls  compressed  in  it  allows  of  a  long  die  being  used  for  this  and  like 
"  purposes. 

*'  Fig.  36  is  a  rear  end  elevation.  Fig.  37  a  sectional  plan  of  a  long  die  of  "a  55 
**  round  form,  after  billet  holding  up  stem  rod  C,  and  forcing  ram  J,  all  to 
"  c6n*espond  of  the  same  forms  as  Just  described  and  the  same  lettein  of 
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•*  reference  referring  to  like  parts,  but  instead  of  only  one  billet  of  metal  being 

^  shown  operated  upon,  as  jnst  shown  and  described,  there  is  in  this  example 

**  three  billets  of  metal  B.  B.  B.  shown  in  section  by  Fig.  37  to  be  operated  upon, 

'^and  each  of  tliese  billets  B  to  be  compressed  into  a  web  or  disc  pulley. 

•5  **  There  being  also  shown  inserted  into  the  long  die  A  A^  a  sliding  fit,  four 

^  round  disc  shaped  metal  pieces  li.  L.  L.  L.  in  a  cold  state  with  suitable 

"devices  on  their  sides,  to  form  the  sides,  rims,  and  bosses  of  the  pulleys 

"all  as  shown  in  section  by   Fig.  37.      When  the  ram  J  is  forced  up  as 

"  shown  by  Fig.  38  these  round  flat  sided  blanks  B.  B.  B.  as  shown  in  Fig.  37 

10  "  assume  the  disc  pulley  shape  shown  in  Fig.  38,  and  at  the  completion  of  the 

"stroke  of    the  ram  J,  these  pulleys   B^   B^   B^  forged  in  this  way    with 

"  their  side  shaping  piece  L.  L.  L.  L.  are  all  forced  out  by  the  water  entered 

"into  the  die  A  A^  through  the  channel  C^  and  the  die  made  ready  for  u 

"  fresh  operation. 

15     "  Metals  such  as  of  iron  or  steel  and  of  copper  and  its  alloys  can  be  forged 

"  quickly  in  this  way,  and  of  almost  any  shape  as  the  dies  and  shaping  pieces 

"  may  be  of  a  square,  oblong,  or  any  other  shape  instead  of  the  round  form 

"shown. 

"  In  matrices  and  dies  suited  for  compressing  and  shaping  heated  soft  metal 

80  "  into  short  articles  where  there  is  not  much  diminution  of  the  pressure  by 

"  friction  by  great  length  of  surface  on  the  side  walls  of  the  matrices  and  dies, 

"  the  sliding  guide  and  after  holding  up  stem  rod  can  be  dispensed  with  and  in 

^  that  form  my  new  and  improved  form  of  matrice  and  die  is  mainly  limited 

"  to  the  use  of  my  new  and  improved  water  cooling  and  expelling  means  and 

25  "  apparatus  but  this  for  the  prpservation  of  the  die  from  injurious  duration  of 

^  contact  with  the  heated  metal,  and  quickness  of  action  obtained  by  my  water 

^  expelling  action  of  the  article  compressed  and  shaped  from  hot  metal  in  this 

**  way  is  of  itself  important. 

^  As  an  example  of  this  form  of  die  Fig.  39  is  a  front  end  elevation,  Fig.  40  a 

30  ^  side  sectional  elevation  of  a  die  A  adapted  to  compress  and  shape  a  billet  B  of 

^  heated  soft  metal  shown  placed  in  same  into  a  cog  wheel.    The  die  A  being 

•*  shown  placed  in  the  container  A*  which  has  to  be  made  very  strong  and  by 

^  preference  of  steel  and  here  shown  broken  off.    This  die  A  which  is  of  an 

**  annular  form  having  shown  formed  in  it  the  recesses  A^^  into  which  the 

35  **  metal  of  the  plain  cylindrical  billot  B  is  forced  by  the  pressure  of  the  ram  J 

*'  to  form  the  cogs  B^  of  the  wheel  B^    The  ram  J  the  after  end  of  which  is 

<'  shown  of  a  round  form,  and  shown  broken  off,  has  its  front  end  on  its 

•*  periphery  shown  formed  into  cogs  J'  for  a  somewhat  greater  length  than  the 

^  depth  of  the  die  A,  these   cogs  being   made   an   easy  sliding  fit  for   the 

40  **'  corresponding  internal  cogs  recesses  A^^  of  the  die  A. 

'^  Fig.  40  shows  the  billet  B  placed  in  the  die,  and  the  ram  J  entered  into  the 
**  die  a  short  distance  ready  for  being  forced  in  on  the  billet  B  ^o  compress  and 
^  shape  it,  and  causes  the  metal  of  same  to  squirt  into  the  wheel  cog  shaped 
**  recesses  in  the  die  A^®. 
45  **  Fig.  41  which  is  a  sectional  plan  showing  the  stroke  completed  and  the  cog 
**  wheel  B*  f  ormed« 

^  A  perforated  plate  E  of  the  form  described  in  connection  with  Figs.  15  and 
**  16  for  preventing  the  hot  soft  metal  entering  the  water  orifice  C*  and  on  the 
^  water  being  admitted  through  the  pipe  C^  shown,  the  wheel  B^  is  forced  out 
50  ^  and  the  die  made  ready  for  a  fresh  operation.  Dies  shaped  to  various  devices 
^'  can  be  made  to  fit  the  container  A.^  and  in  this  way  articles  of  various  shapes 
**  can  in  this  way  be  formed  very  solidly  and  very  quickly.*  This  water 
^  expolling  process  being  capable  of  being  suited  for  most  forms  of  dies  for 
^  shaping  or  forging  heated  soft  metals. 
55  ^  A  new  and  improved  apparatus  for  compressing  and  shaping  or  drawing  or 
^  compressing  down  masses,  billets,  or  bars  of  heated  soft  metal  of  a  round 
^*  or  other  form  of  crow  section  from  a  larger  cross  section  to  a  smaller  cross 
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"  section  or  larger  diameter  to  a  smaller  diameter — consists  in  two  long  dies 
"  of  different  diameters  set  in  line  with  each  other,  or  of  one  long  die  of  large 
*'  size  cross  section  or  large  diameter  and  a  short  die  of  smaller  cross  section 
"  or  smaller  diameter  placed  in  the  larged  sized  one.  In  the  larger  diameter 
^^  of  which  the  mass,  billet,  or  bar  of  hot  metal  is  placed,  and  into  the  bottom  5 
'*  end  of  which  the  smaller  diameter  short  forming  or  drawing  die  is  placed  of 
"  the  size  the  billet  of  metal  is  wished  to  be  reduced. 

"  Fig.  42  is  a  rear  end  elevation,  and  Fig.  43  a  sectional  plan  of  a  die  A  A* 
"  formed  in  halves  a  container  for  same  A*,  and  a  fixed  sliding  guide  A'  for 
"  the  die  container  A^  which  sliding  guide  A'  is  shown  broken  off  in  both  10 
"  these  figures.  Into  the  after  end  of  the  die  A  is  shown  placed  the  after 
"  billet  and  short  die  holding  up  stem  rod  C,  and  into  the  die  A  A^  (which  is 
"  bored  out  of  a  round  form)  is  shown  placed  the  short  die  A®,  billet  B  to 
"  be  reduced  in  diameter,  and  ram  J  entered  into  the  front  end  of  the  die  A  A* 
'*  and  set  against  the  billet  B  shown  in  position  ready  to  take  its  billet  or  bar  15 
"  reducing  stroke.  The  die  A  A^  has  shown  in  it  a  water  channel  C^  for 
*'  leading  in  the  cooling  and  bar  expelling  water  near  the  end  of  the  billet  B. 
"  The  after  holding  up  stem  rod  has  shown  formed  in  it  centrally  a  hole 
**  somewhat  larger  in  diameter  than  the  bar  to  be  formed,  shown  in  Fig.  44. 
"  The  metal  forcing  ram  J  has  shown  formed  into  it  a  hole  throughout  its  20 
*'  length,  slightly  enlarged  at  its  inner  end  for  a  short  distance  outwards  into 
'^  which  is  placed  a  ram  M  a  sliding  fit,  and  with  a  head  M^  formed  on  it  at 
"  its  inner  end  placed  in  this  inside  recess  which  prevents  the  metal  under 
*'  pressure  pressing  outwards  this  ram  M. 

"  The  whole  arrangement  of  the  die  is  generally  similar  to  that  described  in  25 
"  connection  with  Figs.  1  to  3  on  Sheet  one  of  my  drawings  and  by  the  action  of 
"  the  sliding  guide  the  ram  J  imparts  to  the  metal  of  the  billet  pressure  about 
'*  alike  at  both  ends  of  the  billet  B  as  explained  in  connection  with  Figs.  34  to 
"  38  and  other  foregoing  figures.  When  the  stroke  is  completed  and  the  billet 
"  B  forced  out  into  the  round  bar  B^  (shown  broken  off  short)  the  ram  J  is  in  30 
"  the  position  shown  in  Fig.  44. 

''  To  push  the  metal  out  of  the  short  die  A^  the  ram  M  is  pushed  in  a  short 
"  distance  after  the  completion  of  the  stroke  of  the  large  ram  J  until  it  pushes 
'^  out  the  metal  out  of  this  small  die  A^  thereafter  the  cooling  and  expelling 
**•  water  is  admitted  to  the  die  through  the  pipe  C*  and  channel  0^  shown  in  the  35 
^*  die  A,  expelling  the  finished  bar  B^  which  after  the  rams  J  and  M  are  drawn 
"  back,  the  die  is  again  ready  for  a  fresh  operation. 

'*  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
'*  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
'^  what  I  claim  is : — First.  The  method  of  and  appliances,  and  apparatus  for  40 
'^  compressing  and  shaping  metals  such  as  wrought-iron,  steel,  and  copper  made 
<^  soft  by  heat,  shaping  or  forming  masses  or  billets  of  metal  in  this  soft  state 
^*  into  tubes,  tubular,  hollow,  and  solid  articles  substantially  as  herein  described 
"  in  reference  to  and  shown  in  the  accompanying  drawings. 

"  Second.  The  mode  of  and  means  for  holding  up  endwise  a  metal  billet  45 
'*  made  soft  by  heat  in  a  tube  forming  die  against  the  piercing  action  of  a 
'*  mandrel  by  inserted  pieces  of  metal  in  a  cold  state  as  a  plate,  bar,  bolt,  or  ring 
^^  or  like  form  of  such  a  limited  shearing  or  breaking  strength^  and  apparatus 
''  for  holding  and  regulating  same  as  to  prevent  the  billet  of  metal  passing 
**  unpierced  endwise  before  the  mandrel  along  the  die  but  to  give  way  as  the  50 
*^  mandrel  approaches  to,  or  reaches  the  far  end  of  the  billet,  so  as  to  cause  the 
*^  mandrel  to  pass  entirely  through  the  billet  without  breaking  off  any  material 
^^  amount  of  the  metal  at  the  far  end  of  the  billet  and  without  injury  to  the 
'^  mandrel  substantially  as  described  in  reference  to  Figs.  1  to  9  of  the 
"  accompanying  drawings.  55 

'^  Third.  The  mode  of  and   means  for  holding  np  endwise  a  metal  billet 
^  made  soft  by  heat  in  a  tube  forming  die  against  the  piercing  action  of  a 
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"  mandrel  by  an  inserted  vessel  containing  a  liquid  or  soft  metal,  and  piston 
"  fitted  in  same  in  such  a  mode  as  can  be  regulated  to  resist  the  pressure  and 
"  tiow  of  the  metal  of  the  billet  from  passing  into  the  cylinder  but  when  the 
"  mandrel  approaches  near  to,  or  reaches  the  far  end  of  tha  billet,  the  greater 

5  **  pressure  caused  by  its  presence  to  the  piston  of  the  vessel  the  contained 
"  liquid  or  soft  metal  is  caused  to  flow  out  and  allows  the  mandrel  head  to 
"pass  into  the  vessel  after  the  receding  piston,  without  breaking  off  any 
'*  material  amount  of  the  metal  off  the  far  end  of  the  billet  and  without 
"  injuring  the  mandrel  substantially  as  described  in  reference  to  and  shown 

10  "  by  Figs.  10  and  11  of  the  accompanying  drawings. 


"^**^^* 


>|J      rA^ 


np.^^^^ 


4^C' 


y^2^^ 


"  Fourth.  The  mode  of  and  means  for  introducing  fluids  at  a  high  pressure 
"  (by  preference  water  in  a  cold  state)  into  matrices  and  dies  used  for  shaping 
^'  metals  in  a  hot  plastic  state  operated  by  mandrels,  rams,  shaping  heads  or 
"  pieeeB  for  cooling  the  articles  compressed,  formed,  or  shaped  in  such  dies  and 
15  "matrices,  and  also  for  cooling  the  matrices,  die,  mandrel  or  shaping  tools 
"  used  as  deBcribed  in  reference  to  and  shown  in  connection  with  Figs.  1  to  44 
"  of  the  accompanying  drawings. 
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"  Fifth.  The  mode  of  and  means  for  forcing  out  quickly,  or  expelling  tubes, 
tubular,  or  hollow  articles,  compressed,  formed,  or  drawn  in  matrices  or  dies 
from  metal  in  a  heated  plastic  state  by  Huids  at  a  high  presaure  (by  preference 
water)  and  expelled  while  still  in  a  hot  state  as  described  in  reference  to  and 
shown  in  connection  with  Figs.  1  to  19  and  Figs.  2  i  to  33  of  the  accompanymg 
'  drawinfirs 

*'  Sixth.  The  mode  of  and  means  for  forcing  out  quickly  or  expelling  metal 
•  solid  articles  out  of  miitrices  or  dies,  compressed,  or  formed  in  same  m  a 
'  heated  plastic  state  and  forced  or  expelled  out  of  the  matrice  and  dies  while 
'  still  in  a  hot  state  by  fluids,  as  described  in  reference  to  and  in  connection 
'  with  Figs.  34  to  44  of  the  accompanying  drawings. 

"  Seventh.  The  mode  of  and  means  for  compressing  and  shaping  t)f  closed 
'  ended  tubular  articles  of  metal  in  a  heated  plastic  state  in  matrices  and  dies 
'  in  combination  with  my  fluid  or  liquid  expelling  means  and  apparatus  as 
'  described  in  reference  to*^and  shown  in  connection  with  Figs.  14  to  19  of  the 
'  accompanying  drawings. 


10 


15 


FJC.I4 


"  Eighth.  The  mode  of  and  means  for  squirting  out  tubes  out  of  long  dies, 
"  out  of  metals  such  as  of  iron,  steel,  and  copper  in  a  heated  plastic  state  out  of 
*'  long  containing  dies,  through  a  second  smaller  die  and  in  combination  with 
**  my  water  coolinsr  and  expelling  means  and  apparatus  as  described  in  reference  20 
"  to  and  in  connection  with  Figs.  24  to  30  of  the  accompanying  drawings. 

"  Ninth.  The  mode  of  and  means  for  squirting  out  tubes  out  of  metals  such 
*'  as  of  iron,  steel,  or  copper  in  a  hot  plastic  state  out  of  long  billet  containing 
"  dies  through  larger  after  dies  in  combination  with  my  water  cooling  and 
*•  expelling  means  and  apparatus  as  described  in  reference  to,  and  in  connection  25 
*'  with  Figs.  31  to  33  of  the  accompanying  drawings. 

*'  Tenth.  The  mode  of  and  means  for  protecting  the  stem  rods  of  metal 
**  piercing  mandrels  and  metal  compressing  rams  in  endwise  motion,  or  under 
"  pressure  from  deflecting  by  guides  with  a  longitudinal  slot  or  slots  through 
"  which  the  stem  rod  or  ram  is  propelled  by  a  propelling  piece  or  cotter  as  30 
"  <  I  escribed  in  reference  to  and  shown  in  connection  with  Figs.  20  to  23  of 
"  the  accompanying  drawings. 

"  Eleventh.  The  mode  of  and  means  for  the  compressing  and  shaping  of 
"  billets  of  heated  metal  in  a  heated  plastic  state  in  a  die  having  an  after  billet 
"  holding  up  stem  rod  over  which  the  die  is  left  free  to  move  endwise  in  a  35 
'*  sliding  bush  or  other  sliding  means  by  motion  and  force  endwise  from  the 
"  compressing  ram  transmitted  to  the  die  by  the  contact  of  the  metal  in  the  die, 
"  the  die  thereby  moving  endwise  until  the  me+al  in  the  die  becomes  compressed 
"  as  much  as  at  the  after  end,  or  end  next  to  the  stem  rod,  as  at  the  end  next 
**  to  the  forcing  ram  as  described  in  reference  to  and  shown  more  particularly  40 
"  in  connection  with  Figs.  34  to  38  of  the  accompanying  drawings. 

"  Twelfth.  Tha  mode  of  and  means  for  compressing  and  shaping  of  billets 
"  of  heated  metal  in  a  plastic  state  in  a  die  set  in  a  sliding  bush  or  sliding  guides, 
"  to  allow  of  its  motion  endwise  and  fitted  with  a  metal  billet  fixed  after  billet 
*'  holding  up  stem  rod  over  which  th^  die  is  left  free  to  move  on  end  oomlHned  45 
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*'  with  a  means  of  cooling  and  expelling  the  billet  from  the  die  after  it  is  shaped 
"  and  compressed  as  described  in  reference  to  and  shown  in  connection  with 
"  Figs.  34  to  38  of  the  accompanying  drawings. 
"  Thirteenth.  The  mode  of  and  means  for  compressing  and  shaping  metal 
5  *'  articles  in  a  heated  soft  plastic  state  in  matrices  and  of  cooling  and  expelling 
**  the  same  by  water  at  a  high  degree  of  pressure  as  described  in  reference  to 
"aud  shown  in  connection  with  Figs.  39  to  41  of  the  accompanying  drawings. 


A? 


FI0.3B.  /?? 


^^m. 
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"  Fourteenth.  The  mode  of  and  means  for  compressing  and  shaping  two  or 
**  more  billets  of  metal  together  in  a  die  at  one  thrust  of  a  compressing  ram  of 
**  heated  metal  in  a  heated  sort  plastic  state  into  articles  in  internal  dies.  The 
'•  die  being  placed  in  a  sliding  guide  and  left  free  to  move  on  end,  and,  fitted  a 
'*  sliding  fit  internally  with  a  fixed  billet  holding  up  after  stem  rod  over  which 
'*  the  die  is  left  free  to  move  on  end  in  combination  with  a  means  of  cooling  in 
*•  the  die  by  water  and  of  expelling  them  by  water  as  described  in  reference  to 
"  and  shown  in  connection  with  Figs.  36  to  38  of  the  accompanying  drawings. 

"  Fifteenth.  The  mode  of  and  means  for  compressing  and  shaping  two  or 
""  more  billets  of  metal  in  a  heated  soft  plastic  state  in  a  matrice  by  internal 
**  nhaping  dies  combined  with  a  means  of  cooling  the  articles  inside  the  die  by 

H  12 
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"  water,  and  of  expelling  them  by  water  as  described  in  reference  to  and  shown 
"  in  connection  with  Figs.  36  to  38  of  the  accompanying  drawings. 

"  Sixteenth.  The  mode  of  and  means  for  squirting  out  bars  of  metal  of  a 
'•  round  or  other  form  of  cross  section  out  of  a  metal  billet  placed  in  a  die  in  a 
"  heated  soft  plastic  state  such  as  of  iron,  steel  and  copper  forced  out  of  a  main  5 
"  die  by  a  ram  through  a  small  die  of  a  round,  square,  or  other  form  of  cross 
'*  section,  set  against  an  after  shaping  die  and  billet  holding  up  fixed  stem  rod. 
*'  The  die  being  placed  in  or  on  a  sliding  guide,  and  left  free  to  move  on  end  so 
**  as  to  impart  about  equal  pressure  on  the  metal  by  a  ram  at  both  ends  of  the 
"  metal  billet,  and  provided  with  a  small  ram  for  pushing  out  the  bar  out  of  the  10 
**  small  shaping  die  as  described  in  reference  to  and  in  connection  with  Figs. 
'*  42  to  44  of  the  accompanying  drawings. 

"  Seventeenth.  The  mode  of  and  means  for  squirting  out  metal  rods  of  a 
"  round  or  other  form  of  cross  section  out  of  a  billet  of  hot  metal  in  a  hot 
^  plastic  state  placed  in  a  long  die  of  a  round  or  other  form  of  cross  section,  15 
"  placed  in  a  sliding  guide  and  free  to  move  on  end,  and  with  a  fixed  after 
**  shaping  die  and  billet  holding  up  stem  rod,  placed  a  sliding  fit  in  the  billet 
"  containing  die  provided  with  a  small  ram  for  pushing  out  the  after  end  of 
"  the  drawn  bar  out  of  the  shaping  die,  and  provided  also  with  means  for 
"  cooling  the  die  with  water  and  of  expelling  the  bar  by  water  as  described  in  20 
"  reference  to  and  in  connection  with  Figs.  42  to  44  of  the  accompanying 
**  drawings." 

TubeSy  Ld.j  became  entitled  to  the  three  Patents  granted  to  Robertson^  and  in 
1899  they  brought  an  action  for  infringement  of  the  Patent  of  1891*  against  the 
Perfecta  Seamless  Steel  Tube  Company^  Ld.,  who  were  manufacturing  steel  25 
tubes  by  means  of  a  mandrel,  but  did  not  use  a  sliding  die,  although  they 
admitted  the  use  of  a  holding-up  plate  and  ferrule. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the 
registered  proprietors  of   the  Patent  of  1891,  and  that  the  Defendants  had 
infringed.    They  claimed  (1)  an  injunction  to  restrain  the  Defendants,  their  30 
servants  and  agents,  from  manu&cturing,  selling,  or  otherwise  dealing  with 
tubes  or  other  articles  constructed  in  infringement  of  the  Patent ;  (2)  damages, 
or  at  the  Plaintiffs'  option  an  account  of  profits  ;  (3)  delivery  up  of  all  tubes  or 
other  articles  in  the  Defendants'  possession  constructed  in  infringement  of  the 
Patent ;  costs  ;  and  (4)  such  further  or  other  relief  as  the  circumstances  of  the  35 
case  might  require.    By  their  Particulars  of  Breaches  they  alleged  that  the 
Defendants  had  used  and  were  using  for  the  purpose  of  tube-making  at  their 
works  at  Birminghaui  modes  of  and  means  for  holding  up  endwise  a  metal 
billet  made  sof c  by  heat  in  a  tube-forming  die  against  the  piercing  action  of  a 
mandrel,  substantially  as  described  in  the  Final  Specification  of  the  Letters  40 
Patent  in  the  Statement  of  Claim  referred  to,  and  claimed  in  the  second 
claiming  clause  thereof. 

The  Defendants  denied  infringement,  and  attacked   the  validity  of    the 
Patent  on  the  following  grounds: — (1)  James  Robertson  was  not  the  true 
and  first  inventor ;  (2)  the  alleged  invention  claimed  in  Claims  1  and  2  was  45 
not  subject-matter  for  Letters  Patent,  having  regard  to  what  was  common 
knowledge  at  the  date  of  the  Letters  Patent ;  (3)  the  Specification  did  not 
sufficiently  describe  the  nature  of  the  said  invention,  or  the  manner  in  which 
the  same  was  to  be  performed,  and  the  language  of  the  Specification  and  all 
the  claims  therein  was  so  uncertain  and  vague  that  it  was  impossible  to  say  50 
what  the  invention  was,  or  what  it  was  that  the  Patentee  intended  to  claim ; 
(4)  the  alleged  invention  as  claimed  in  the  claims  referred  to  below  was  not 
new  at  the  date  of  the  Plaintiffs'  said  Letters  Patent,  but  had  been  published  in 
certain  Specifications  (for  a  list  of  which  see  18  R.P.C.  355).    (5)  The  said 
alleged  invention  claimed  in  Claim  2  was  also  published  within  this  realm  55 
before  the  date  of  the  Plaintiffs'^  said  Letters  Patent  by  the  use  in  piercing 
brass  and  other  metals  o|  metal  blanks  placed  between  the  die  and  the  metal 
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to  be  pierced,  so  as  to  hold  up  the  metal  against  the  pressure  of  the  piercing 
n^  D  '^^^  atK)ve  method  of  using  metal  blanks  was  used  by  Messrs.  J.  E.  and 
E.  Player,  of  Broad  Street,  Birmingham,  for  many  years  before  the  date  of 
PlaintiflPs'  said  Letters  Patent. 
5  The  action  was  tried  before  Buckley ,  J,,  who  held  that  the  water-cooling  and 
expelling  apparatus  was  an  integral  part  of  the  invention ;  that  the  first  claim  was 
for  the  whole  process  of  compressing,  shaping,  and  ejecting  the  finished  article, 
and  cooling  the  apparatus  and  making  ready  for  a  fresh  operation ;  that  the 
Patent  was  valid  and  the  Defendants  had  infringed.* 

10  Prom  this  decision  the  Defendants  appealed.  The  appeal  was  heard  in 
March  1901  .f 

Righy,  L.J.,  and  Stirling,  L.J.,  held  that  there  was  no  ground  for  inferring 
that  the  water-coolincr  and  expelling  apparatus  was  intended  to  be  included  in 
the  first  claim,  and  that  the  Patent  was  invalid  for  want  of  novelty  in  the 

15  invention  claimed  in  the  first  claim.  Vaughan  Williams,  L.J.,  held  that 
there  were  considemble  grounds  for  the  ararument  that  water-cooling  and 
expelling  were  intended  to  be  included  in  the  first  claim,  but  that  the  Patent 
was  invalid  for  want  of  a  distinct  statement  of  the  invention  claimed.  The 
appeal  was  allowed  and  the  action  dismissed  with  costs. 

20      The  Plaintiffs  appealed  to  the  House  of  Lords. 

Astbury,  K.C.,  A.  J.  Walter,  and  R,  Frf)st  (instructed  by  Field,  Roscoe  A  Co., 
agents  for  Pinsent  A  Co.,  of  Birmingham)  appeared  for  the  Appellants; 
T.  Terrell,  K.C.,  and  J.  C\  Graham  (instructed  by  Blyth,  Button,  HartUy  and 
Blythj  agents  for  Fallows  and  Cochrane,  of  Birmingham)  appeared  for  the 

25  Respondents. 

Astbury,  K.C.,  for  the  Appellants.— The  only  questions  to  be  decided  are 
questions  of  the  construction  of  the  Plaintiffs'  Specification.  There  is  no 
dispute  about  facts.  Infringement  is  alleged  of  the  second  claim  only.  The 
Respondents'  attack  upon  the  validity  of  the  Patent  concerns  the  first  claim 

30  only.  It  is  admitted  that  if  the  words  "compressing  and  shaping"  and 
"  shaping  and  forming  "  in  the  first  claim  do  not  include  the  process  of  cooling 
and  expelling,  the  claim  is  invalid  for  the  reason  that  it  claims  matters  which 
were  not  new  at  the  date  of  the  Patent.  The  first  claim  is  a  general  claim,  all 
the  other  claims  are  for  subordinate  integers.    Claims  must  not  be  read  as 

35  isolated  sentences,  but  must  be  read  together  with  the  rest  of  the  Specification. 
The  Specification  refers  to  the  Patentee's  earlier  Specifications  (Nos.  5018  of 
1888  aiid  1627  of  1890).  A  Patentee  may  distinguish  what  is  old  from  what  is 
new  either  by  his  claims  or  by  reference  to  prior  Specifications.  In  Harmar  v. 
Playne  (11  East,  101)  Lord  Ellenborough  said  it  was  sufficient  to  refer  to 

40  prior  Specifications,  and  it  was  not  necessary  to  quote  them  in  extenso.  The 
Court  of  Appeal  have  held  that  the  first  claim  includes  Figs.  15, 16,  40,  and  41, 
and  does  not  include  cooling  and  expelling,  and  is  therefore  invalid.  The 
three  improvements  introduced  by  the  present  invention  are  (1)  fixing  and 
operating,  /.«.,  the  service  plate ;  (2)  expelling  ;  and  (3)  cooling.    All  these 

45  three  improvements  are  included  in  the  first  claim.  The  Court  of  Appeal  gave 
no  weight  to  the  words  "  shaping  and  forming  "  in  the  first  claim.  [Lord  Davby. 
—The  first  claim  might  be  read  "  compressiug  and  shaping — that  is  to  say, 
"  shaping  and  forming."]  An  article  cannot  be  said  to  be  formed  until  it  is 
out  of  the  die.    "Compressing,  shaping,  and  forming  "  ineans  "  making."     I 

50  admit  that  in  some  places  in  the  Specificjition  the  words  **  compressing  and 
"  shaping  "  are  used  with  a  limited  meaning,  and  do  not  include  cooling  and 
expelling.  The  Respondents  have  infringed  the  second  claim  because  they  use 
a  service  plate.  The  second  claim  is  badly  drawn,  but  its  meaning  is  clear,  it 
contains  no  reference  direct  or  implied  to  a  sliding  die.    The  direction  in 
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section  5  (5)  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  that  a 
Specification  must  end  with  a  distinct  statement  of  the  invention  claimed  is 
directory  only,  and  non-compliance  with  it  does  not  invalidate  the  Patent 
(^Vickers  v.  Siddell,  7  H.KC.  292). 

A.  J.  Walter  followed. — There  are  only  three  questions  in  this  case — (1)  the  5 
construction  of  the  first  claim ;  (2)  the  construction  of  the  second  claim  ;  (3) 
has  the  Patentee  sufficiently  pointed  eut  what  he  claims  to  be  new.  The  word 
"  regulating  "  in  the  second  claim  means  regulating  the  quantity  of  resistance 
to  the  advance  of  the  mandrel :  compare  the  word  "  regulated  "  in  Claim  3. 
The  antecedent  of  the  word  *'  same  "  in  Claim  2  is  "  plate,  bar,  bolt,  or  ring."  10 
The  Respondents  use  a  service  plate  and  have  infringed. 

Terrell,  K.C.,  for  Kespondents. — The  only  question  is  the  meaning  of  Claims 
1  and  2.  In  the  1888  Patent  the  stem  rod  moved  forward.  In  the  1890  Patent 
the  stem  rod  did  not  move,  but  the  die  slid  backward.  In  the  1891  Patent 
the  service  plate  was  introduced.  Claim  2  is  a  combination  claim^  one  of  the  15 
essential  parts  of  the  combination  being  the  sliding  die.  The  Respondents 
have  not  taken  the  sliding  die,  and  therefore  do  not  infringe.  The  words 
'^  apparatus  for  holding  and  regulating  same  "  in  Claim  2  refer  to  the  sliding 
die.  The  sliding  die  is  the  apparatus  for  holding  and  regulating.  The 
antecedent  of  *'  same  "  is  "  mode  of  and  means  for  holding  up  endwise."  The  20 
only  attack  upon  the  validity  of  the  Patent  concerns  the  first  claim.  This  is  a 
claim  for  compressing  and  shaping,  but  not  for  cooling  and  expelling.  The 
fourth  claim  is  a  claim  for  cooling,  and  the  fifth  claim  is  a  claim  for  expelling. 
All  the  other  claims  are  combinations  of  these  three  claims.  The  first  daim 
does  not  include  cooling  and  expelling,  and  does  include  Figs.  15,  16,  40  25 
and  41,  and  therefore  claims  matters  which  were  not  new  at  the  date  of  the 
Patent. 

J.  G.  Oraham  followed. — I  confine  myself  to  the  question  of  infringement. 
The  title  of  the  Specification  is  '*  improvements  in  and  relating  to  compressing 
"  and  shaping."  The  introduction  of  the  stem  rod  always  indicates  the  use  of  30 
a  sliding  die.  The  stem  rod  is  shown  in  all  the  figures  which  show  the  use  of  a 
service  plate,  and  therefore  in  all  those  figures  a  sliding  die  is  used.  Claim  2 
claims  a  sliding  die  as  one  of  the  elements  of  a  combination.  The  Respondents 
do  not  use  a  sliding  die,  and  therefore  do  not  infringe. 

A.  J.  Walter  in  reply. — Claims  11, 12,  14  and  16  specify  particularly  the  use  35 
of  a  sliding  die  as  part  of  a  combination.  When  the  Patentee  does  not  specify 
the  sliding  die,  he  does  not  intend  to  claim  the  sliding  die.  [Lord  Davby. — 
The  words  ^'  apparatus  for  holding  and  regulating "  may  be  paraphrased 
"including  the  means  provided  for  holding  as  well  as  regulating."]  In  the 
first  claim  the  Patentee  says  in  effect :  I  claim  the  improvements  described  and  40 
shown  in  rach  of  the  drawings  by  means  of  which  I  produce  tubes,  tubular,  or 
hollow  articles.  [The  Lord  Chancellor. — There  is  only  one  claim  in  a 
Specification,  that  is  the  claim  to  the  invention,  though  there  may  be  more 
than  one  claiming  clause.] 

Lord  Halsburt,  L.C. — My  Lords,  in  this  case  the  question  is  the  ft 
construction  of  the  Specification.  Although  the  question  is  divided  into 
two  branches,  one  of  which  is  whether  or  not  there  has  been  an  infringement 
of  the  Patent,  it  practically  comes  back,  as  it  often  does  in  the  case  of  a  Patent, 
to  the  one  question,  namely,  construction  of  the  Specification.  If  on  one 
construction  there  has  been  no  infringement,  on  another  construction  there  has,  Sd* 
and  it  comes  back  therefore,  as  I  have  said,  to  the  one  question,  what  is  the  true 
construction  of  the  Specification  ? 

Now,  my  Lords,  the  Patent  in  question  is  a  Patent  for  improvements  in  what 
I  may  call  a  machine  for  making  tubes,  and  in  what  I  have  further  to  say, 
although  I  confine  my  observations  to  the  word  "  tubes,"  of  course  it  wil  be  55 
understood  that  I  refer  to  all  the  different  subjects  to  which  the  Patent  is 
applicable. 
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It  appears  to  me  to  be  not  only  an  extremely  ingenious  and  meritorious 
Patent,  but  (except  in  one  respect  which  I  will  advert  to  afterwards)  its  novelty 
and  ita  usefulness  cannot  be  denied.  The  Patent  consists,  speaking  in  popular 
language,  in  making  tubes  by  forcing  metal  in  a  softened  state  over  a  rod,  the 
5  rod  itself  being  confined  within  an  instrument  appropriate  for  the  purpose, 
so  that  the  coating  of  the  rod  becomes  the  tube.  When  that  operation  has  been 
effected  under  the  Patent  we  are  now  considering  (and  perhaps  it  is  not 
immaterial  to  observe  the  progress  of  improvement  in  the  matter)  there  is 
another  very  ingenious  contrivance  by  which,  applying  the  forces  of  nature  to 

10  the  use  of  mankind,  which  is  one  of  the  definitions  of  Civil  Engineering,  the 
gradual  expansion  and  contraction  of  metals  by  heat  and  cold,  and  applying  them 
in  a  certain  order,  are  made  to  subserve  the  purpose  of  cooling  and  therefore 
contracting  the  inner  part,  namely,  the  rod  ;  by  that  means  taking  it  out  of  the 
thus  completed  tube,  and  ejecting  it  from  that  which  has  formed  its  matrix, 

15  and  so  allowing  the  machine  to  be  free  for  the  next  operation.  That  appears  to 
me,  as  I  have  said,  an  extremely  ingenious  and  meritorious  invention.  The 
progress  of  the  invention  is  not  immaterial  as  I  think  the  learned  Counsel  who 
appeared  for  the  Patentee  have  very  lucidly  explained.  The  first  part  of  the 
invention,  namely,  what  I  have  called  the  coating  of  the  rod  with  the  softened 

20  metal,  had  one  defect  in  it  which  was  ascertained,  viz.,  that  in  the  progress  of  it 
it  might  become  what  we  should  call  in  popular  language  *' jammed^*  ;  and 
therefore  something  or  another  had  to  be  invented  to  prevent  the  "  jamming  " 
operation  by  a  sliding  side  or  die  which  prevented  the  "  jamming  "  and  allowed 
the  operation  to  go  on.    Again,  when  the  rod  came  to  be  thrust  through  the 

25  mass  of  softened  metal,  one  result  was,  in  the  unimproved  condition  of  the 
invention,  that  the  end  of  that  which  was  about  to  become  a  tube  became  lumpy 
and  broken.  The  metal  was  wasted,  and  I  suppose  to  some  extent  the  tube  near 
the  point  of  fracture  became  so  misshapen  by  the  useless  expenditure  of  metal 
as  to  necessitate  the  employment  of  much  additional  labour  to  reduce  it  to  a 

30  proper  form.  Again,  the  inventor  applied  his  mind  to  that  defect,  and  by  the 
application  of  what  was  called  the  service  plate  (and  here  again  I  must  interpose 
to  say  that  when  I  say  the  "  service  plate  "  I  mean  not  only  the  service  plate 
itself,  but  those  things  which  are  equivalent  to  the  service  plate  in  the  other 
forms  in  which  the  inventor  has  put  them),   by  reason  of  this  ingenious 

35  arrangement  he  has  made  a  machine — I  am  speaking  now  of  the  entire  machine 
— ^which  to  me  appears  to  be  both  ingenious  and  meritorious. 

Having  done  that,  the  question  now  is  whether,  first  of  all,  there  has  been 
any  infringement  of  it.  It  has  not  been  doubted  that  the  service  plate  is  used 
by  those  who  are  alleged  to  have  infringed  the  Patent ;  but  it  is  said  the  service 

40  plate  is  not  claimed  in  such  a  way  as  to  make  it  one  of  the  heads  of  the  inven- 
tion ;  that  it  is  claimed  together  with  something  that  the  alleged  infringers  do 
not  use  and  that,  therefore,  in  that  sense  there  has  been  no  infringement. 
Now,  my  Lords,  the  main  attack  of  course  on  the  Specification  is  upon  what 
may  be  called  its  composition  from  a  literary  point  of  view.     1  think  it  is 

45  more  than  40  years  ago  since  Baron  Parke  made  the  observation  that  Patents 
had  been  at  one  time  regarded  as  if  they  were  something  that  the  Judges  were 
bound  to  regard  with  the  utmost  jealousy,  and  if  possible  reject,  because  they 
were  all  infringements  of  the  liberty  of  the  subject  in  making  what  anyone 
pleased.    Baron  Parke,  himself  not  altogether  free  from  the  imputation  of 

50  being  somewhat  technical  in  his  views,  protested  against  su'^h  a  construction 
of  a  Specification ;  and  if  one  has  to  look  at  first  principles  and  see  what  the 
meaning  of  a  Specification  is — it  is  not  immaterial  to  notice  what  is  the  mean- 
ing of  it — ^why  is  a  Specification  necessary  ?  It  is  a  bargain  between  the  State 
and  the  inventor  :  the  State  says,  "  If  you  will  tell  what  your  invention  is  and 

55  "  if  you  will  publish  that  invention  in  such  a  form  and  in  such  a  way  as  to 
**  enable  the  public  to  get  the  benefit  of  it,  you  shall  have  a  monopoly  of  that 
•*  invention  for  a  period  of  fourteen  years."    That  is  the  bargain^    The  meaning 
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which  I  think,  in  my  view  of  the  Patent  Law,  has  always  been  placed  on  the 
object  and  purpose  of  a  Specification  is  that  it  is  to  enable,  not  anybody,  but  a 
reasonably  well  informed  artisan  dealing  with  a  subject-matter  with  which  he 
is  familiar,  to  make  the  thin^,  so  as  to  make  it  available  for  the  public  at  the 
end  of  the  protected  period.  5 

The  question  here  is  whether  that  has  been  done.  Now  it  appears  to  me 
that  the  mode  in  which  one  ought  to  face  that  question  is  to  look — and  I  should 
say  so  not  only  of  the  Specification  of  a  Patent,  but  of  every  instrument — at 
the  whole  of  the  instrument  to  see  what  it  means — not  to  take  one  isolated 
passage  out  of  it  and  make  that  inconsistent  with  the  general  invention,  but  to  10 
see  substantially  what  the  inventor  really  means,  and  when  you  arrive  at 
that,  then  see  whether  the  language  is  within  the  test  that  I  have  suggested  as 
the  proper  test  to  appl^  to  such  a  Specification  and  is  such  as  will  enable  a 
typical  workman  to  give  the  public  the  benefit  of  the  invention.  I  think,  in 
looking  at  this  Specification,  it  is  impossible  not  to  recognise  the  fact  that  there  15 
are  difficulties  in  the  use  of  human  language  which  become  aggravated  when 
you  are  dealing  with  complex  machinery  ;  and,  indeed,  unless  the  Patent  Law 
allowed  people  to  eke  out  their  descriptions  by  giving  plates  and  pictures  of 
what  it  is  they  do,  T  should  think  in  some  cases  it  would  be  almost  hopeless 
to  expect  that  you  could,  with  sufficient  precision,  mark  out  the  boundaries  of  20 
thou&rht  for  that  which  you  intended  to  claim  as  the  subject-matter  of  your 
invention.  I  doubt  whether  any  one  of  us  has  not  more  than  once  found  that 
human  language  is  but  an  imperfect  instrument  for  the  expression  of  human 
thought ;  but.when  you  are  dealing  with  complex  machinery  of  this  character, 
it  is  impossible,  to  my  mind,  to  give  adequate  expression  to  the  things  you  are  25 
endeavouring  to  describe  without  having  before  your  mind  the  very  nature  of 
tLe  machine  with  which  you  are  dealing.  For  that  reason  you  must  look  at 
the  Specification  as  a  whole  and  see  what  that  Specification  means. 

We  have  been  familiar  with  steam  engines  for  something  more   than  a 
century,  but  I  should  like  anyone  to  explain  by  verbal  expression  things  that  30 
we  are  very  familiar  with  now  by  their  technical  names.     Supposing  you  had 
to  put  into  words  a  description  of  such  a  thing  as  the  throttle  valve  or  the 
governor  of  the  modern  steam  engine— objects  that  we  are  very  familiar  with 
and  which  everybody  understands — to  do  that  would  be  a  matter  of  very  great 
difficulty,  if  you  desired  to  express  yourself  with  precision  and  accuracy.     I   35 
have  sent  for  Johuson'e  Dictionary,  and  fouud  his  historical  description  of 
"  network,"  which  I  think  has  been  the  subject  of  criticism  more  than  once. 
1  suppose  anyone  can  understand  without  much  difficulty  what  is  meant  by  the 
word   "network,"   yet    Johnson   thus  defines   it:    "Anything  reticulated    or 
"  decussated  at  equal   distances  with  interstices  between  the  intersections."  40 
My  Lords,  1  am  not  quite  certain,  if  a  person  had  not  had  a  piece  of  network 
before  him,  that  that  would  give  him  a  very  distinct  and  definite  idea  of  what 
network  was.    That  is  only   one  example  of    many  that  might  be  given. 
Speaking  generally,  I  must  say  that  the  tone  of  criticism  which  I  am  insisting 
upon  is  nob  confined  to  a  Specification.     I  have  described  what  a  Specification   45 
is  intended  for,  and  the  function  that  it  is  supposed  to  serve,  treating  it  as  if  it 
were  a  contract  between  the  State  on  the  one  side  and  the  Patentee  on  the  other. 
But  I  suppose  that  there  is  no  Court  of  Law  that  is  not  occupied  every  day  in 
endeavouring  to  reduce  to  grammar  and  meaning,  contracts  between  two  parties. 
They  are  very  often  ungrammatical  and  sometimes  self-contradictory,  and  what  50 
does  the  Court  do  ?     It  always  finds  out  what  is  the  real  meaning  taking  the 
whole  of  the  contract  together,  and  gives  effect  to  it  in  the  sense  which  the 
Court  finds  to  be  the  meaning  of  the  words.     Of  course,  you  have  no  right  to 
make  a  contract  for  parties  if  they  have  not  made  it  for  themselves.     That  is 
one  view.    Neither  are  you  entitled  to  defeat  the  contract  between  the  parties  55 
by  taking  too  technical  and  narrow  a  view  of  what  the  ordinary  meaning  of 
human  language  is. 
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My  Lords,  I  have  been  very  much  struck,  in  referring  to  some  of  the  cases  on 
that  subject,  by  the  language  of  Lord  Chief  Justice  Tindal,  a  learned  Judge 
whose  accuracy  and  precision  certainly  have  rarely  been  exceeded.  In  a  case* 
where  a  question  not  unlike  this  arose,  the  learned  Judge  expressed  himself 
5  with  reference  to  the  very  question  which  arises  here.  The  question  which 
arises  here  practically  is  whether  the  Patentee  has  anticipated  himself  and 
claimed  what  was  old  as  new.  The  case  before  Chief  Justice  Tindal  was  a 
case  in  which  the  Patentee  had  in  his  description,  and  it  was  alleged  in  the 
claim,  made  a  claim  to  that  which,  although  apparently  within  the  claim,  was 

10  old,  and  it  must  have  been  understood  by  everybody  in  the  course  of  the 
argument  to  have  been  perfectly  well  known  that  he  could  not  have  been 
claiming  that  at  the  time  when  his  Patent  was  granted.  Chief  Justice  Tindal 
said  this : — "  As  to  the  second  ground  upon  which  the  motion  for  a  non-suit 
"  proceeded,  we  think  upon  a  fan*  construction  of  the  Specification  itself,  the 

15  "  Patentee  does  not  claim  as  part  of  his  invention  either  the  rails  or  the  staves 
"  over  which  the  calicoes  and  other  cloths  are  to  be  hung  or  the  placing  them  at 
"  the  upper  part  of  the  building.  The  use  of  rails  and  staves  for  this  purpose 
"  was  proved  to  have  been  so  general  before  the  granting  of  this  Patent  that  it 
"  would  be  almost  impossible  a  priori  to  suppose  that  the  Patenjtee  intended  to 

20  **  claim  what  he  could  not  but  know  would  have  voided  his  Patent."  [  may 
pause  here  to  say  that  if  that  observation  is  true  about  what  was  general 
knowledge,  it  certainly  is  not  less  true  where  he  himself  is  reciting  previous 
inventions  which  he  himself  had  claimed  and  which  he  is  distinguishing  from 
the  invention  which  he  here  is  claiming  by  describing  his  new  Patent  as  an 

25  improvement  upon  the  old.  The  learned  Judge  goes  on  : — "  There  can  be  no 
**  rule  which  requires  the  Court  to  make  any  forced  construction  of  the  Specifi- 
**  cation  so  as  to  extend  the  claim  of  the  Patentee  to  a  wider  range  than  the 
*'  facts  would  warrant ;  on  the  contrary  such  construction  ought  to  be  made 
'^  as  will  consistently  with  the  fair  import  of  the  language  used,  make  the  claim 

30  ^^  of  the  invention  co-extensive  with  the  new  discovery  of  the  grantee  of  the 

"  Patent.    And  we  see  no  reason  to  believe  that  he  intended  under  the  Specifica- 

**  tion  to  claim  either  the  staves  or  the  position  of  the  staves  as  to  their  height  in 

"  the  drying-house  as  a  part  of  his  own  invention." 

Now  my  Lords,  I  apply  the  principle  of  that  case  to  the  present  one,  and  it 

35  appears  to  me,  when  I  look  at  the  language  which  the  Patentee  has  used  and  the 
association  of  the  three  things  together  as  a  complete  machine,  I  confess,  with 
the  utmost  respect  to  those  who  do  not  take  the  same  view  as  myself,  the 
progress  of  the  invention  that  I  have  described,  the  fact  that  he  spes^s  of  his 
new  Patent  as  in  relation  to  the  subject-matter  that  he  has  described,  and  that 

40  he  describes  it  as  improvements  upon  these  things  which  he  had  previously 
patented,  leave  no  doubt  whatever  in  my  mind  as  to  what  he  meant  and, 
according].^,  I  must  say  I  entertain  the  opinion  very  strongly  that  the  judgment 
here  ought  to  be  reversed. 

My  Lords,  there  are  two  matters  that  I  should  like  to  refer  to  specifically 

45  because  they  seem  to  me  to  raise  important  questions  beyond  the  particular 
matter  with  which  your  Lordships  are  now  dealing.  One  is — with  the  utmost 
respect  I  say  it — the  somewhat  confused  reference  to  what  is  called ''  the  claim," 
and  the  other  is  a  supposed  condition  of  the  Patent  being  good,  which  I  think 
is  inconsistent  with  a  judgment  of  this  House.    Now  in  the  judgment  of  the 

50  Court  of  Appeal,  the  Complete  Specification  is  referred  to  as  if  every  paragraph 
of  it  were  to  be  regarded  as  a  distinct  and  separate  claim.  That  is  a  mistake. 
The  Patentee  says  on  page  4  of  his  Complete  Specification,  "  My  invention 
^  relates  mainly  to  compressing  and  shaping  metals  such  as  iron,  steel  and 
^  copper  made  soft  by  heat,  shaping  or  forming  masses  or  billets  of  metal  in  this 

*  UardcadU  y.  BdrdeMOe,  1  Webster,  484. 
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'*  soft  state  into  tabes,  tubular,  hollow  or  solid  articles  by  pressing,  pieixsing  or 
*'  expanding  these  by  great  force  into  or  through  shaping  dies,''  and  so  on.  **  My 
**  said  invention  consisting  mainly  in  new  and  improved  means  and  apparatus 
"  for  fixing  and  operating  the  dies,  matrices,  mandrels  and  metal  billets,  during 
"  these  shaping  operations."  That,  to  my  mind,  looking  at  the  Specification  5 
and  reading  it  all,  refers  obviously  to  the  new  and  improved  thing  which  is  the 
service  plate.  Then  he  goes  on  '^  New  nnd  improved  means  and  apparatus  for 
'*  expelling  metal  articles  while  in  a  hot  and  plastic  state  from  shaping  dies  '* 
and  so  on.  That  is  the  double  operation  of  cooling  and  expelling.  But  those 
two  are  to  be  read  together  and  you  cannot  treat  them  as  separate  things.  10 
They  are  part  of  the  Complete  Specification.  I  will  deal  with  what  is  called 
the  claiming  clause  by  itself — that  is  another  matter — but  that  is  applicable  to 
it ;  and  really  the  criticism  appears  to  me  to  depend  mainly  on  the  use  of  two 
words,  one  is  "apparatus "  and  the  other  is  the  word  "regulating."  It  is  said 
that  the  words  "  apparatus  "  and  "  regulating  "  are  not  applicable  to  the  service  15 
plate.  I  do  not  agree  with  that  criticism.  "  Apparatus "  is  a  word  which 
necessarily  is  relevant  to  the  subject-matter  with  which  you  are  dealing 
It  was  originally  a  Latin  word  and  we  put  it  into  our  language  in  very  much 
the  same  sense  in  which  it  was  used  in  the  Latin  But  is  it  conceivable  that 
"  apparatus "  is  confined  to  any  one  particular  form  of  apparatus  ?  The  20 
apparatus  of  the  surgeon  and  the  apparatus  of  the  turner  are  two  very  different 
things,  but  when  you  apply  the  word  with  which  you  are  dealing  to  the 
particular  subject-matter,  it  appears  to  me  that  there  is  no  difficulty  in  arriving 
at  what  is  meant  by  it.  When  you  look  at  the  whole  of  this  machine  you  see 
what  it  refers  to.  I  am  afraid  I  am  not  altogether  in  accord  with  the  learned  25 
Judge  with  whose  judgment  I  concur,  because  he  suggests  that  the  word 
"  arrangement "  would  have  been  the  proper  word  to  use.  I  must  confess  that 
it  appears  to  me  the  word  "  apparatus,"  as  applicable  to  the  subject-matter  with 
which  we  are  dealing,  and  in  the  connection  in  which  it  is  used,  is  not  an 
inaccurate  word.  And  so  with  reference  to  the  word  "regulating";  the  30 
regulation  of  what?  1  he  governor  of  the  steam  engine  regulates  ;  but  what 
strikes  one  is  that  when  you  are  using  words  which  are  necessarily  relative 
to  the  subject-matter  with  which  you  are  dealing,  it  is  impossible  to  give  an 
abstract  definition  of  the  word  itself.  You  must  take  it  in  connection  with  the 
subject-matter  to  which  it  refe-s.  Accordingly  both  words,  "  regulating  "  and  35 
the  word  on  which  I  have  already  commented,  are  not  inappropriate  to  the 
particular  subject-matter  which  is  being  dealt  with. 

My  Lords,  I  should  like  to  say  that  I  do  not  deny  that  this  Specification  is 
clumsy  and  thi^  language  I  think  is  in  some  places  inaccurate.  It  has  been 
pointed  out  that  sometimes  you  have  a  sentence  without  a  verb  in  it.  I  admit  40 
all  that.  I  admit  the  literary  criticism,  and  if  this  were  to  be  looked  at  as  an 
examination  in  English  composition,  I  have  no  doubt  the  Examiner  would 
rightly  say  that  it  should  be  condemned.  But  that  is  not  the  function  of  a 
Specification.  The  function  of  a  Specification  is  what  I  have  described,  and  to 
criticise  it  in  that  sense,  as  if  you  could  make  a  Patent  bad  because  the  protasis  45 
had  not  its  appropriate  and  proper  apodosis  in  the  sentence,  would  seem  to  me 
to  be  a  calamity  for  the  administration  of  the  Patent  Law. 

Apart  from  the  very  small  criticism  I  have  made  upon  Mr.  Justice  Buckley^s 
judgment,  I  concur  in  his  construction.  I  do  not  think  it  necessary  to  add 
anything  to  his  construction.  I  think  that  his  construction  is  the  right  one,  and  50 
I  do  not  understand  that  the  Court  of  Appeal  would  have  denied  that  that  is 
what  the  Patentee  meant,  but  they  think  that  the  language  which  he  has  used 
is  inconsistent  with  that  construction.  I  think  it  is  not.  On  the  contrary, 
reading  the  whole  together,  and  reading  it  together  with  the  plans  explaining 
what  it  is,  it  appears  to  me  that  that  is  the  true  construction.  55 

My  Lords,  that  isall  I  have  to  say  with  regard  to  what  is  the  main  argument 
in  this  case.     But  there  is  another  matter  which  seems  to  me  of  very  serious 
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importance  and  that  is  that  I  obBerve  Lord  Justice  Right/  and  Lord  Jtistice 

Vaughan   Williams  speak  of  the  claim  as  indistinct  and  give  that  apparently 

as  an  independent  ground  why  this  Patent  is  bad.     I  observe  that  Lord  Justice 

Rigby  says,  "  It  is,  moreover,  a  statutory  requisite  that  a  distinct  statement  of 

5  **  the  invention  claimed  is  to  be  made  by  the  inventor  so  that  even  if  there  were 

"  some  ground  (which,   I   think,  there  is  not)  for  supposinsr  that  under  the 

"words  *  compressing  and  shaping'  the  cooling  and  expelling  parts  of  the 

"  invention  might  be  included,  the  case  would  have  lo  be  a  very  strong  one  to 

'*  enable  us  to  say  that  Claim  1  contained  a  distinct  Statement  of  Claim  appli- 

10  '•  cable  to  those  parts."    He  prefaces  that  by  saying  that  it  was  a  statutory 

requirement.    I  observe  that  Lord  Justice  Vaughan  Williams  at  the  end  of  his 

judgment  says,  "  I  concur  in  that  judgment  on  the  ground  of  the  want  of  a 

"  distinct  statement  of  the  invention  claimed  because  I  think  there  are  very 

"considerable  grounds  for  the  argument  that  the  words  'compressing  and 

15  ***  shaping'  include  the  cooling  and  expelling  parts  of  the  invention."  That 
seems  to  me  to  point  to  this,  as  if  the  two  learned  Judges  thought  that  inde« 
pendently  of  the  criticism  they  had  made  on  the  Specification  itself,  they  were 
at  liberty  to  hold  the  Patent  bad  because  there  was  no  distinct  claim  within  the 
words  of  the  Statute. 

20  My  Lords,  of  course  no  one  could  deny  that  the  claim,  like  every  other 
material  part  of  the  Specification  (and  it  is  part  of  the  Specification),  must  be 
construed  with  reference  to  what  the  Specification  means,  and  no  one  would 
question  if  they  meant  that  if,  looking  at  it,  it  raised  the  doubt  to  which 
they  have  given  expression,  there  might  be  ground  for  saying  that  the  Specifi- 

25  cation  was  bad,  because  the  statement  in  the  whole  of  the  Specification  taken 
together,  including  the  claim,  was  not  that  which  the  Patentee  was  bound  to 
give.  But  if  they  meant  that,  taking  the  claim  as  a  distinct  and  separate  state- 
ment, that  was  an  independent  ground,  because  there  was  no  distinct  claim  in 
it,  then,  my  Lords,  that  is  absolutely  inconsistent  with  the  judgment  of  this 

30  House  in  Vickers  v.  Siddell,  I  do  not  think  that  it  would  be  accurate  to  speak 
of  that  judgment  as  obiter^  because  it  turned  upon  the  question  of  what  were 
the  facts  there,  and  it  is  not  accurate  to  say  that  one  ground  of  the  judgment 
was  rendered  unnecessary  by  what  the  facts  pioved  were.  I  will  read  what  I 
said  myself :  •*  The  objection  that  no  distinct  claim  is  made  is  one  of  form 

35  "  only,  and  I  think  the  legislature  did  not  intend  to  make  the  direction,  which 
**  undonbtedly  the  Act  contains,  a  condition  upon  the  non-compliance  with 
"  which  the  Patent  should  be  void.  There  is  no  trace  of  any  such  intention  in 
**  the  Statute,  and  there  does  not  seem  any  good  reason  why  it  should  be 
"  inferred  from   the  general  policy  of  the   Statute.      On  the  contrary,  the 

40  **  questions  of  mere  form,  I  think,  were  intended  to  be  dealt  with  under  the 
**  new  machinery  provided."    Then  Lord  Herschell^  agreeing  with  me,  puts  the 
question  more  at  length  :  "  The  last  objection  taken  to  the  Patent  is  that  the 
**  Complete  Specification  does  not  'end  with  a  distinct  statement  of  the  inven 
**  *  tion  claimed,'  as  required  by  section  5,  subsection  5,  of  the  Act.     The  Act 

45  **  does  not  provide  that  if  this  requirement  is  not  complied  with  the  Patent 
**  shall  be  void,  and  I  think  it  is  impossible  to  imply  any  suuh  condition. 
^  There  is  no  more  warrant  for  doing  so  in  this  case  than  in  the  case  of  non- 
•*  compliance  with  any  other  of  the  provisions  of  the  section.  The  provision 
**  which  immediately  precedes  that  in  question  requires  that  a  Specification 

50  "  should  *  commence  with  the  title.'  It  could  hardly  be  gravely  contended 
^  that  if  the  Comptroller  accepted  a  Specification  where  the  title  did  not  occupy 
**  the  first  place,  the  Patent  granted  ought,  on  that  account,  to  be  held  void.  I 
**  need  not  detain  your  Lordships  further  upon  this  point  as  it  was  fully  dealt 
**  with^  and,  to  my  mind,  satisfactorily  disposed  of  by  the  learned  Judges  in 

ft5  **  the  Court  of  Appeal."  Now  that  judgment  in  the  Court  of  Appeal,  affirmed 
by  this  House,  ought,  I  think,  not  to  be  so  summarily  dismissed  by  the  simple 
observation  that  the  statutable  requirement  has  not  been  complied  with.     I 
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wish,  therefore,  to  express  my  concurrence  in  the  former  judgment,  which  is 
binding  upon  your  Lordships.  I  observe  that  none  of  the  other  noble  and 
learned  Lords,  who  took  part  in  the  discussion,  dissented  from  what  was  said  by 
Lord  Herschell  and  myself.  Under  these  circumstances,  it  appears  to  me  that 
if  that  is  put,  as  it  looks  to  me  as  if  the  learned  Judges  intended  that  it  should  5 
be  put,  as  a  distinct  ground,  it  is  clearly  inconsistent  with  that  judgment  of 
your  Lordships*  House. 

My  Lords,  under  those  circumstances  I  move  your  Lordships  that  the 
judgment  appealed  from  be  reversed,  and  that  the  Respondents  do  pay  to  the 
Appellants  the  costs  both  here  and  below.  10 

Lord  Sh  AND. — My  Lords,  there  is  no  doubt  that  the  invention  of  the  Appellant 
particularly  described  in  the  Specification  for  his  Patent  of  1891  is  highly 
meritorious  both  in  the  great  ingenuity  it  displays  and  in  its  extreme  utility  for 
the  manufacture  of  tubes,  tubular  or  hollow  articles  made  in  metal.  I  confess 
that  with  such  an  invention  it  would  be  to  me  a  cause  of  much  regret  (especially  15 
when  I  look  to  the  great  pains  the  Appellant  took  to  disclose  fully  the  nature 
of  his  discovery  and  the  manner  in  which  it  was  to  be  carried  out),  if  this 
House  should  come  to  the  conclusion  that  the  Patent  was  bad  because  either  of 
the  incautious  use  of  the  language,  which — without  designing  to  do  so,  as  is  I 
think  clear — yet  claims  what  is  old,  or  of  the  less  formidable  objection  urged  30 
by  the  Respondents  that  the  Specification  is  in  its  language  so  involved  and 
obscure  that  it  cannot  support  or  warrant  the  grant  of  a  Patent.  I  am  of  opinion 
with  my  noble  and  learned  friend  on  the  Woolsack  that  the  Patent  is  not  bad 
on  either  of  these  grounds. 

It  must  be  admitted  that  the  language  of  the  Specification,  drawn  as  I  25 
understand  by  the  Patentee  himself,  is  of  an  involved  nature,  that  it  is  in  certain 
of  its  passages  confused,  that  it  frequently  wants  a  verb  active  to  supplant  a 
present  participle,  and  that  in  many  instances  it  is  defective  in  grammatical 
construction.     It  is  consequently  open  to  a  considerable  amount  of  that  verbal 
criticism  to  which  it  has  been  subjected  in  the  argument  for  the  Respondents.  30 
The  Appellant  would  no  doubt  have  done  much  better,  with  the  benefit  of 
professional  assistance,  in  avoiding  the  grounds  for  much  of  that  criticism,  and 
in  having  the  terms  of  his  Specification  condensed  and  made  more  clear.    His 
anxiety,  as  I  think,  to  give  the  fullest  information  by  his  statement  an«l  numerous 
drawings  has  led  to  his  giving  a  mass  of  details,  with  repetitions  of  the  same  35 
ideas  or  directions  in  terms  varied  at  differe.it  times,  which  tend  to  confuse  his 
meaning.     But  I  have  come  without  difficulty  to  the  conclusion  that  the  con- 
struction of  the  Specification  (and  after  all  the  questions  raised  are  questions  of 
construction  only)  for  which  the  Respondents  contend,  is  not  warranted,  and 
that  on  a  sound  construction  of  that  document  (1)  the  Patent  is  valid  and  40 
effectual  and  (2)  that  infringement  has  been  established. 

I  do  not  propose  to  go  over  the  ground  which  has  just  been  traversed  by  the 
Lord  Chancellor.  The  great  point  of  the  invention  of  1891  was  the  disclosure 
of  the  use  of  a  metal  plate  called  the  service  plate,  or  certain  equivalents  for 
that,  of  the  proper  strength  and  thickness  to  keep  up  the  billet,  in  the  piercing  45 
action  of  the  mandrel,  until  the  moment  when  it  is  desired  the  plate  should 
give  way ;  and  in  conjunction  with  this,  the  means  of  expelling  the  metal 
articles  from  the  dies  or  matrices  and  of  at  once  cooling  the  shaping  tools  after 
they  perform  their  part  in  the  operations, — the  two  latter  points  being  subordinate 
in  importance.  I  am  of  opinion  with  Mr  Justice  Buckley  and  the  Lord  Chancellor,  50 
that  the  Patent  of  1891  is  for  the  combination  of  improvements  in  these  three  par- 
ticulars on  the  previous  Patents  and  previous  knowledge,  and  that  in  the  first  part 
of  the  Appellant's  claim,  which  is  given  under  so  many  branches,  no  wider  claim 
to  include  what  was  old  is  made — and  I  am  content  with  the  reasons  given  by 
Mr.  Justice  Buckley  in  his  careful  analysis  of  the  Specification,  and  by  the  Lord  55 
Chancellor,  for  coming  to  that  conclusion.  I  do  not  think  that  under  the  first  head 
of  his  claim^  or  the  opening  paragraph  of  the  Specification,  a  separate  claim  is 


Vol.  XX.,  No.  3.]         AND  TRADE  MARK  CASES.  101 

7\$be8j  Ld.  v.  Per/ecta  Seamless  Steel  Tube  Company^  Ld. 

made  for  compressing  and  shaping  metals  apart  from  the  use  of  the  important 
service  plate  in  different  forms,  and  the  means  of  expelling  the  articles  and 
cooling  the  tools  where  action  of  expulsion  or  the  cooling  process  is  desired, 
particularly  when  regard  is  .had  to  the  terms  of  the  Specification  as  a  whole, 
5  vfhieh  indeed  is  not  in  my  opinion  necessary. 

On  the  true  construction  of  the  Specification  I  do  not  suppose  there  is  any 
difference  of  opinion  of  your  Lordships  in  holding  that  you  cannot  adopt  the 
view  of  the  Court  of  Appeal,  that  the  Patentee  has  claimed  what  is  old.  The 
only  objection  then  to  the  Patent  which  remains  is  that  the  Specification  is  so 
10  Tague  in  its  terms  and  so  obscure,  requiring  so  much  mental  effort  to  get  at 
what  is  in  the  opinion  of  all  your  Lordships  its  true  construction,  that  it  cannot 
support  the  Patent.  A  complete  answer  to  that  objection  is  made  if  the  Patentee 
has  given  such  a  description  of  the  points  in  his  invention  that  a  workman  in 
the  process  of  tube-making  would  without  difficulty  understand  the  invention 

15  and  be  able  to  follow  the  directions  or  information  given  for  carrying  the 
invention  disclosed  into  practical  effect,  and  on  that  point  I  have  not  the 
smallest  doubt.  I  think  it  is  clear  that  where  the  Specification  is,  though  in 
many  respects  inartistically  framed,  still  so  expressed  as  to  be  intelligible  to  a 
workman  acquainted  with  its  general  subject  and  to  enable  him  to  understand 

20  and  follow  the  invention,  that  is  a  sufi&cieut  answer  to  the  objection  that  the 
Specification  is  obscure  and  very  involved  in  its  language. 

As  to  the  infringement,  the  Respondents  have  ts^en  the  use  of  the  service 
plate,  which  is  the  essence  of  the  invention,  and  I  concur  in  holding  that  the 
objections  to  the  terms  of  the  Specification  as  not  covering  that  contravention 

25  are  not  well  grounded. 

I  am  therefore  of  opinion  that  the  decision  of  the  Court  of  Appeal  should  be 
reversed  and  that  of  Mr.  Justice  Biickleyy  in  which  I  entirely  concur,  restored. 

Lord  Davby. — My  Lords,  I  confess  to  a  strong  inclination  to  say  with  Lord 
Justice  Vaugkan  Williams  that  there  is  a  want  of  any  distinct  statement  in 

30  this  Specification  of  the  invention  claimed.  The  office  of  the  Specification 
is  to  ascertain  by  particular  description  the  nature  of  the  invention  and  the  mode 
in  which  it  is  to  be  effected.  No  doubt  a  Specification  is  not  bad  because  there 
are  questions  or  even  difficulties  which  arise  on  the  construction  of  its  language, 
for  very  few   Patents  could  survive  such  a  test.    In  the  present  case  the 

^  difficulty  is  not  so  much  of  construing  the  Patentee's  language,  as  of  ascertaining 
what  it  is  he  really  meant  to  say  or  what  are  the  words  he  intended  to  use.  In 
the  important  part  of  the  Specification  in  which  the  nature  of  the  invention  is 
apparently  intended  to  be  described,  you  find  a  series  of  ungrammatical 
disjointed  sentences,  without  any  verbs  and  without  any  words  to  indicate  the 

40  relation  which  the  sentence  bears  to  that  which  precedes  or  that  which  follows 
it ;  and  both  in  the  body  of  the  document  and  in  the  claims,  you  find  words 
inserted  with  no  grammatical  relation  to  the  context  in  which  they  occur,  and 
the  meaning  of  which  they  only  serve  to  obscure.  The  document,  which  I  have 
thus  described,   is  supposed  to   be  primarily  addressed,  not  to  the  trained 

45  intelligence  of  your  Lordships,  but  to  the  mind  of  a  competent  artisan.  In  the 
case  of  a -contract,  or  any  similar  document,  the  Court  is  bound  to  find  a 
meaning  ;  but  in  the  case  of  a  Specification  the  Court  must  be  satisfied  that  the 
Patentee  has  fulfilled  the  condition  upon  which  his  monopoly  is  granted.  This 
point,    however,    has    not    been    pressed    by   the    learned    Counsel    for    the 

M)  Respondents ;  and  I  believe  that  all  your  Lordships  are  agreed  that  we  ought 
to  put  a  meaning  on  the  document. 

Applying  myself  then  to  this  task,  I  have  come  to  the  conclusion  that  the 
construction  adopted  by  Mr.  Justice  Btickley  is  preferable  to  that  expressed  in 
the  judgment  of  Lord  Justice  Righy.    If  I  understand  him  rightly,  the  learned 

55  Lord  Justice  thinks  that  by  the  first  claim  the  Patentee  has  claimed  as  his 
invention  all  the  modes  of  *'  compressing  and  shaping,"  with  or  without  a  service 
plate,  shown  on  the  drawings,  and  including  those  comprised  in  his  earlier 
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Patents ;  or  (in  other  words)  he  has  claimed  his  previous  inventions  over  again. 
Now,  my  Lords,  that  is  not  a  very  probable  construction  because  the  Patentee 
mentions  his  previous  Patents  in  the  forefront  of  his  Specification,  and  tells  you 
that  his  present  invention  is  mainly  a  further  developement  and  further  new 
and  improved  application  of  his  previous  inventions,  which  it  is  part  of  his  0 
invention  to  combine  and  apply  with  his  new  improvements.  But  still  in  a 
document  of  this  kind  the  Patentee  may  very  well  have  made  his  claim  too  wide 
though  unintentionally.  I  will  therefore  shortly  state  the  meaning  I  attach  to 
the  paragraphs  describing  the  invention  and  the  first  claim. 

The  first  sentence  of  the  Specification  (page  4,  lines  23to28)^  defines  the  class  10 
of  machinery  to  which  the  invention  relates.  The  second  sentence  of  the  same 
paragraph  and  the  second  paragraph  (lines  28  to  34)t  contain  a  general  descrip- 
tion of  the  invention.  Grammatically  there  should  be  no  full  stop  at  the  end  of 
the  first  sentence  or  at  the  end  of  the  second  sentence,  which  should  be  connected 
with  the  following  paragraphs  by  the  word  "  and  "  or  some  similar  word.  I  also  15 
think  that  the  words  "shaping  or  forming"  in  the  first  sentence  are  explanatory 
of  the  words  "compressing  and  shaping*'  in  the  previous  line,  and  show  the  sense 
in  which  the  Patentee  there  uses  them.  The  two  first  paragraphs,  therefore,  should, 
I  think,  run  thus  :— "  My  invention  relates  mainly  to  compressing  and  shaping 
"  metals  such  as  iron,  steel  or  copper,  made  soft  by  heat,  (that  is  to  say)  shaping  20 
"  or  forming  masses  or  billets  of  metal  in  this  soft  state  into  tubes,  &c.,  consisting 
."  as  it  does  mainly  in  new  and  improved  means  and  apparatus  for  fixing  and 
« operating  the  dies,  &c.  durin?  these  shaping  operations,  and  new  and 
**  improved  means  and  apparatus  for  expelling  metal  articles,  Ac,  and  also  for 
"  cooling  the  matrices,  &c."  The  language  of  the  first  claim  closely  follows  that  25 
of  the  paragraphs  which  I  have  discussed,  and  I  think  it  should  be  construed  in 
the  same  way.  "  The  method  of  and  appliances  and  apparatus  for  compressing 
"  and  shaping  metals,  &c.  (that  is  to  say)  shaping  or  forming  metals  in  a  soft 
*'  state  into  tubes,  &c.,  substantially  as  described  in  reference  to  the  drawings  " 
—And  I  think  that  it  is  intended  to  comprise  the  whole  of  the  improvements 
included  in  the  description  of  the  invention,  or  one  or  other  of  them,  in  any  of 
the  forms  shown  in  the  drawings.  Where  I  differ  from  Lord  Justice  Righy  is 
in  thinking  that  he  has  overlooked  the  force  of  the  explanatory  words  "  shaping 
"  or  forming."  It  may  be,  as  the  I^rd  Justice  siya,  that  the  words 
"  compressing  and  shaping  "  do  not,  without  explanation,  include  the  expelling  35 
and  cooling  apparatus,  but  the  words  " forming  "  masses  of  "metal  into  tubes" 
are  apt  words  to  cover  the  process  of  expelling  the  tube  when  formed  by 
compression,  from  the  die,  and  also  the  process  by  which  the  formation  of  tubes 
is  expedited  and  facilitated  by  cooling  the  dies,  matrices,  &c.  In  short  I  have 
come  to  the  conclusion  that  the  Patentee  does  not  claim  the  process  of  40 
"  compressing  and  shaping  "  the  metal  per  ae,  or  except  in  connection  with  all 
or  one  or  other  of  his  improvements.  I  am  confirmed  in  this  opinion  by  a 
passage  on  page  5,  lines  11  to  26, J  which  I  will  not  trouble  your  Lordships  by 
reading.  The  Patentee,  in  describing  Figures  1  and  2,  marks  parenthetically 
the  point  in  the  process  of  manufacture  up  to  which  it  is  part  of  his  older  45 
inventions. 

It  was  not  necessary  for  the  Court  of  Appeal,  holding  the  Patent  to  be 
invalid,  to  express  any  opinion  on  the  question  of  infringement.  The  answer 
to  that  question  depends  on  the  construction  of  the  second  claim;  and  the 
difficulty  arises  from  some  half  dozen  words  which  have  found  their  way  into 
the  sentence  in  defiance  alike  of  grammar  and  of  logical  sequence.  The  words 
"  and  apparatus  for  holding  and  regulating  same "  have  no  grammatical 
connection  with  the  preceding  or  the  succeeding  words.    They  must,  therefore. 


30 


50 


•  Ante,  page  78,  Unee  16  to  23.  t  ^w***  V^  74,  lisM  24  to  27. 

t  Ants,  pairo  7^.  linMid|to  S0» 
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be  read  as  a  parenthesis.  The  office  of  a  parenthesis  is  to  explain,  qualify,  or 
comment  on  the  preceding  words.  The  word  '*  same,"  I  think,  is  referable  to 
the  last  antecedent,  viz. ;  the  "plate,  bar,  bolt,  or  ring,"  op  what  has  been  called 
"  the  service  plate."  1  paraphrase  the  words  thns  ;  "  including  the  apparatus 
5  "  or  means  provided  for  holding  as  well  as  for  regulating  the  same."  It  is 
objected  that  there  is  no  apparatus  properly  so  called  for  regulating  the  service 
plate,  and  the  means  of  doing  so  by  a  proper  adjustment  of  the  thickness  and 
tenacity  of  the  plate  is  in  fact  covered  by  the  previous  words,  or  rather  by  the 
sentence  in  which  the  parenthesis'  is  embedded.     "Apparatus,"  it  is  true,  is  not 

10  a  very  suitable  word  for  the  purpose  ;  but  I  observe  that  the  Patentee  uses  the 
words  "  means  and  apparatus  "  in  the  body  of  the  Specification  in  relation  to 
the  service  plate  ;  and  I  think  the  word  is  capable  of  including  the  directions 
for  "proportioning"  (to  use  the  Patentee's  language)  the  thickness  of  the 
service  plate  for  the  purpose  it  has  to  perform.    That  it  is  a  repetition  is  not  a 

Ift  very  strong  argument  in  a  document  so  ill-drawn  as  the  one  your  Lordships 
have  before  you. 

The  Respondents  say  that  the  words  refer  to  the  sliding  dies  and  upholding 
stem  rod  described  in  the  earlier  Patents,  and  the  claim  is  for  the  service  plate 
only  when  used  in  combination  with  that  apparatus.    This  seems  to  me  a  more 

20  far-fetched  construction  and  to  involve  greater  difficulties  than  that  which  I 
have  placed  on  the  words.  The  Patentee  certainly  contemplated  the  use  of  his 
new  improvements  in  combination  with  his  old  ones ;  and  in  one  passage  he 
points  out  one  instance  in  which  the  sliding  dies  and  stem-rod  may  be  dispensed 
with.     But  that  is  a  very  different  thing  from  saying  that  the  service  plate  in 

S)  other  cases  must  be  used  in  connection  with  the  sliding  dies  or  stem-rod,  or 
confining  the  claim  for  the  service  plate  to  its  use  in  connection  with  the  older 
apparatus. 

My  Lords,  I  have  endeavoured  to  ascertain  the  meaning  of  this  Specification 
to  the  best  of  my  ability  ;    but  I  confess  to  an  uneasy  feeling  that  under  the 

30  guise  of  construing,  I  have  in  fact  drawn  an  amended  Specification  for  the 
Patentee.  And  I  retain  my  doubt  whether  the  typical  "  intelligent  artisan " 
ought  to  be  required  to  pick  his  way  through  this  Specification  as  your 
Lordships  have  done,  in  order  to  ascertain  what  the  invention  is — a  matter 
which  the  Patentee  is  bound  by  law  to  state  distinctly  either  in  the  body  of  his 

35  Specification  or  his  claiming  clauses. 

On  the  whole,  my  Lords,  I  concur  with  the  judgment  which  has  been 
proposed  from  the  Woolsack. 

Lord  RoBRRTSON. — My  Lords,  if  the  construction  be  sound  which  the  Court 
of  Appeal  have  placed  on  the  first  claim,  then  this  inventor  has  achieved  a  very 

40  remarkable  success  in  blundering  in  his  Specification.  Not  only  is  he  himself  the 
author  of  the  alleged  anticipations,  but  those  anticipations  are  recited  by  chapter 
and  verse  in  the  present  Specification  ;  and  the  new  invention  itself  is  conceived 
and  announced  as  consisting  in  certain  definite  improvements  on  those  former 
inventions.     But,  now  that  the  present  Specification  has  been  closely  scrutinised, 

45  I  have  come  decidedly  to  the  opinion  that  no  such  conclusion  is  necessary. 

Islr.  Justice  Buckley  has  put  the  matter  so  clearly  that  I  entirely  adopt  his 
reasoning.  The  key  to  the  Specification  is  to  be  found  in  the  distinction  drawn 
by  the  inventor  himself  between  what  his  invention  "  relates  to "  and  what 
it  *'  consists  in  ".     It  relates  to  compressing  and  shaping  metal,  it  consists  in  the 

50  three  things — new  means  of  fixing  and  operating,  cooling,  and  expelling.  Now, 
treating  this  instrument  with  the  most  perfect  strictness,  the  true  result  seems 
clearly  to  be  that  all  the  three  appliances  in  which  the  invention  is  said  to 
consist  are  comprehended  in  the  relation  which  the  invention  is  said  to  bear  to 
compressing  and  shaping.      And  accordingly  when,  in  the  first  claim,  the 

55  method  of  and  appliances  and  apparatus  for  compressing  and  shaping  are 
mentioned,  it  seems  to  me  that  the  whole  are  claimed.  This  is  the  scheme  of 
the  Specification* 
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The  Respondents'  case  on  the  second  claim  depends  on  their  making  oat  that 
the  parenthetical  words  about  apparatus  are  intended  to  have  a  specific  application, 
which  is  certainly  not  expressed,  to  a  certain  apparatus.  I  read  these  words  as 
they  stand,  as  quite  general,  and  applicable  to  any  of  the  apparatus  known  or 
used  for  the  purpose.  The  writer  merely  reminds  the  reader  that  the  thing  must  5 
be  properly  fitted,  and  in  his  idea  of  apparatus  occurs  that  of  regulation,  which 
is  a  characteristic  feature  of  the  service  plate  itself.  In  other  forms  of  the  imple- 
ment the  sliding  die  is  required  and  there  it  is  mentioned  ;  here  the  thing  in 
nowise  depends  on  its  presence  or  its  absence. 

The  Order  appealed  from  tuas  reversed;  the  Judgment  of  Mr.  Justice  Buckley  10 
uxis  restored;  and  the  Respondents  were  ordered  to  pay  to  the  Appellants  the 
costs  above  and  below. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Farwbll. 

November  10th,  11th,  12th,  13th,  and  14th,  1902. 

In  the  Matter  of  Addley  Bourne's  Registered  Trade  Marks. 
Addley  Bourne  v.  Swan  and  Edgar,  Ld. 


IVade  Mark. — ^^  Swanhiliy — Motion  to  rectify  Reg ister.^^^  Special  and 
*^  distinctive  word^ — Delay. — Trade  Mark  limited  to  certain  goods. — Action 
for  infringement  of  ayxother  registered  Trade  Mark. — Prohahility  of  deception. 
—Evidence. — Action  for  infringement  dismissed. — Gosts  of  motion  and  action 
10  apportioned. — Certificate  of  validity  refused. — Patents,  Ac.  Act,  1883,  sections  64 
{8)  (n),  77A,  79,  and  90. 

TJie  proprietor  of  a  registered  Trade  Mark,  registered  in  1876  in  respect  of 
corsets  and  baby  linen,  and  consisting  of  tJie  figures  of  two  swans  with  cygnets 
and  rushes,  commenced  an  action  against  Swan  and  Edgar,  Ld.,  for  infringement 

15  of  that  Trade  Mark.  The  Plaintiff  had  for  many  years  used  that  Trade  Mark 
in  cofubination  ivith  tJie  word  "  Swanbill.'^  This  word  h(ul  first  been  registered 
in  1876  as  an  old  mark  for  ladies^  corsets  and  other  ready  made  clothing,  but 
the  registration  Iiad  in  1890  accidentally  lapsed,  and  tlie  Plaintiff  liad  in  1892 
registered  it  again  as  an  old  mark.     The  Defendants  moved  to  rectify  the 

20  Register  by  removing  both  Trade  Marks,  but  at  tJie  hearing  of  the  motion,  which 
came  on  with  the  trial  of  the  acfum,  the  motion  as  to  the  first-mentioned  mark 
was  abandoned.  As  to  "  Swanbilf,'^  the  grounds  of  objection  were,  first,  that  it 
was  not  an  old  fjiark ;  and,  secondly,  that  the  word  ivas  not  "  special  and 
^^  distinctive,^^    but  indicated  corsets    of  a  particular  sha2)e ;    and,  thirdly, 

25  abandonment.  Tfie  Defendants  knew  in  1896  of  the  registration  of  the 
Plaintiff^s  marks,  some  correspondence  having  taken  place  between  the  parties 
in  that  year  relative  tJiereto.    In  the  actio7i  the  Plaintiff  complairied  of  the 
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use  by  the  Defendants  of  the  figures  of  two  swans  in  certain  advertisements  of 
their  corsets ;  the  Defendants  proved  that  a  swan  had  been  used  in  many  ways 
in  connection  with  their  business ;  no  evidence  of  actual  deception  was  given^ 
and  no  member  of  the  public  was  called  to  say  that  he  or  she  would  be  deceived. 

Held,  by  Farwbll,  J.  {following  Wood   v.  Lambert,  S  R.P.C.  81),  that  5 
a  word  must,  in  order  to  come  within  section  64  (S)  (ii)  of  the  Patents,  Ac. 
Act,  1888,  be  "  special  and  distinctive  "  at  the  date  of  registration ;  that  at  the 
date  of  the  regist7a^ion  in  1892  ^^  SwanbiW  tvas  not  a  "  special  and  distinctive'' 
word,  but  meant  a  corset  with  a  busk  of  a  particular  shape,  and  wasin  common 
use  in  the  trade  in  that  sense ;  that  {folloiving  Talbot's  Trade  Mark,  11  R.P.G.  10 
77)  mere  delay  did  not  preclude  the  Defendants  from  applying  to  rectify,  and 
tJiat  the   Trade  Mark  must  be  struck  off,  but  as  to  corsets  only ;    that  the 
Defendants  used  the  swans  in  their  advertisements  of  corsets  as  decorative 
embellishmefits,  and  that,  having  regard  to  all  tlie  circumstances,  there  tvas  no 
probability  of  deception.     The  action  was  dismissed.     The  Plaintiff  tvas  ordered  15 
to  pay  to  the  Defendants  two-fifths  of  the  entire  costs  of  the  action  and  motion  to 
rectify.    A  certificate  of  validity  of  the  Trade  Mark  sued  on,  as  to  ivhich  the 
motion  to  rectify  was  abandoned,  tvas  refused. 

The  evidence  necessary  and  admissible  in  actions  for  infringement  of  Trade 
Mark  discussed.  20 

London  General  OmnibtiB  Company  v.  Lavell  {18  R.P.C.  74)  explained. 

On  the  20th  of  April  1876,  Benjamin  Addley  Bourne,  ladies'  outfitter,  baby 
linen  and  corset  manufacturer,  registered  under  No.  4999  in  Class  38,  in  respect 
of  ladies'  corsets  and  baby  linen  the  Trade  Mark,  a  representation  of  which 
is  shown  below.  25 


On  the  13th  of  December  1876,  Benjamin  Addley  Bourne  registered  as  a 
Trade  Mark  under  No.  10,161  the  word  "  Swanbill "  for  ladies'  corsets  and 
other  ready  made  clothing,  claiming  two  months  user  prior  to  the  13th  of 
AugURt  1875.  On  the  13th  of  December  1890,  this  registration  expired  through 
nonpayment  of  the  renewal  fee.  It  appeared  that  the  failure  to  pay  the  fee  30 
occurred  through  a  change  of  address,  and  a  consequent  failure  to  receive  the 
usual  notice  from  the  Patent  Office.  In  1>92,  Addley  Bourne  (the  son  of 
Benjamin  Addley  Bourne),  who  in  1885  became  the  owner  of  the  business, 
became  aware  of  the  expiration  of  the  registration  ;  and,  on  the  17th  of 
December  1892,  he  made  a  fresh  application  for  the  registration  of  "  Swanbill  "  35 
as  a  Trade  Mark  in  Class  38,  in  respect  of  ladies'  corsets  and  other  ready  made 
under  clothing,  claiming  two  months  user  by  himself  and  his  predecessors  in 
business  before  the  I3th  of  August  1675^  The  mark  was  registered  as  of  the 
date  of  application,  and  received  the  number  169,313. 


7ol.  XX,,  No.  4.]         AND  TRADE  MARK  OASES.  107 

In  the  Matter  of  Addley  Bourne's  Registered  Trade  Marks. 
Addley  Bourne  v.  Swan  and  Edgar^  Ld. 

On  the  20th  of  December  1897    Addley  Bourne   was   registered   as  the 
proprietor  of  the  Trade  Mark,  No.  4999,  in  succession  to  B.  Addley  Bourne. 

On  the  9th  of  May  1901,  Addley  Bourne  commenced  an  action  against 
Swan  and  Edgar ^  Ld.^  claiming  an  injunction  restraining  the  Defendants  from 
5  infringing  the  Trade  Mark,  No.  4999,  and  from  selling  or  offering,  or  adrer- 
tising  for  sale,  any  ladies'  corsets  or  baby  linen,  with  any  imitation  or  colour- 
able imitation  of  such  Trade  Mark  thereon,  or  attached  or  annexed  thereto, 
and  other  relief. 
The  Defendants  on  the  8th  of  June  1901  gave  motion  of  notice  asking  that 

10  the  Register  of  Trade  Marks  might  be  rectified  by  remoying  therefrom  the 
Trade  Marks  Nos.  4999  and  169,313,  or  for  such  further  or  other  Order  as  to  the 
Court  should  seem  fit.  On  the  13th  of  June  1901  the  Defendants  delivered 
the  following  particulars  of  the  grounds  upon  whfch  they  would  rely  for  the 
removal  of  the  marks,  viz. — "  A.  As  to  Trade  Mark  No.  4999,  Class  38  : — (1) 

15  ^  This  Trade  Mark  is  not  and  never  has  been  a  mark  distinctive  of  the  goods  of 
"  the  above-named  Addley  Bourne  or  any  predecessor  in  title  of  his,  and  when 
<<  the  same  was  registered  divers  devices  or  marks  identical  therewith  or  similar 
^'  thereto  were  and  had  for  many  years  past  been  in  common  use  in  and  open  to 
^*  the  trade  of  ladies*  outfitters  and  dealers  in  and  makers  of  baby  linen  and  corsets 

20  '^  and  other  underclothing.  (2)  This  Trade  Mark  has  not  been  used  as  a  Trade 
^  Mark  by  the  said  Addley  Bourne  or  any  predecessor  in  title  of  his  for  any  of 
'^  the  goods  for  which  it  was  registered  and  has  been  abandoned.  B.  As  to 
"  Trade  Mark  No.  169,313,  Class  38  :— (1)  This  Trade  Mark  was  never  used  as 
**  a   Trade   Mark  by  the  said  Addley  Bourne  or  any  predecessor  in  title  of 

25  "  his  before  the  13th  of  August  1875.  (2)  The  word  or  combination 
''  of  words  of  which  this  l^de  Mark  consists  is  not  a  special  or 
"  distinctive  word  or  combination  of  words,  such  words  or  combination  of 
'^  words  was  when  this  Trade  Mark  was  registered  and  had  then  for  many 
*'  years  past  been  in  common  use  in  and  open  to  the  trade  of  ladies'  outfitters 

30  '^  and  dealers  in  and  makers  of  baby  linen  and  corsets  and  other  underclothing 
**  and  understood  by  the  trade  and  public  when  used  in  connection  with  corsets 
^  to  denote  corsets  of  a  particular  shape  and  design  and  to  be  merely  descriptive 
^  of  the  pattern  of  the  goods  in  connection  with  which  the  same  was  used. 
^  (3)  This  Trade  Mark  has  not  been  used  as  a  Trade  Mark  by  the  said  Addley 

35  "  Bouime  for  any  of  the  goods  for  which  it  was  registered  and  has  been 
**  abandoned." 

By  an  Order,  dated  the  14th  of  June  1901,  the  motion  to  rectify  was  ordered 
to  go  into  the  witness  list  and  come  on  with  the  trial  of  the  action,  and  it  was 
ordered  that  the  Applicants  should  deliver  particulars  of  the  devices  and  marks 

40  referred  to  in  paragraphs  A  (1)  of  the  above  grounds  for  removal  and  for  the 
persons  referred  to  in  paragraph  B  (2).  The  Defendants  being  unable  to 
deliver  particulars  under  paragraph  A  (1)  it  was  by  an  Order  of  the  9th  of 
December  1901  ordered  to  be  struck  out,  and  the  Defendants  were  to  be 
precluded  from  giving  evidence  in  support  of  it,  and  it  was  also  ordered  that  the 

45  Defendants  should  be  at  liberty  to  deliver  further  particulars  of  the  persons 
referred  to  in  paragraph  B  (2).  A  list  of  the  names  of  persons  and  firms,  21  in 
number,  referred  to  in  B  (2)  was  given  by  the  Defendants. 

Under  the  circumstances  referred  to  in  the  judgment  of  Farwbll,  J.,  on  the 
motion  to  rectify,  the  motion  was  at  the  hearing  abandoned  as  to  the  Trade 

50  Mark  No.  4999. 

The  Plaintiffs  by  their  Statement  of  Claim  in  the  action,  after  allegations  as 
to  the  proprietorship  of  the  Trade  Mark  (No.  4999)  and  the  said  business, 
alleged  (4)  that  the  Defendants  advertised  their  corsets  in  the  '^  Ladies  Field  ** 
newspaper  on  the  27th  of  April  1901,  and  under  the  illustration  of  the  corset 

S5  which  they  called  the  '^  Swan ''  corset  they  placed  and  advertised  the  figures  of 

I  % 
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two  swane,  that  the  Defcndanta  had  also  during  that  year  (1901)  distributed  a 
large  number  of  circulars  or  advertisements  containing  illustrations  of  their  so- 
called  "  Swan  "  corset  with  the  figures  of  two  swans  beneath,  and  that  the  use 
by  the  Defendants  of  the  figures  of  the  swans  as  aforesaid  was  an  infringement 
of  the  Plaintiffs'  said  Trade  Mark,  and  alleged  threatening  to  continue  such  acts,  5 
and  damage  to  the  Plaintiffs. 

The  Defendants  by  their  Defence  {inter  alia)  (1)  denied  that  the  aUeged 
Trade  Mark  was  a  Trade  Mark,  or  that  the  Plaintiff  was  properly  registered  as 
proprietor  of  the  same,  or  that  the  alleged  Trade  Mark  had  ever  been  used  by 
the  Plaintiff  or  his  father  in  connection  either  with  corsets  or  baby  linen.  10 
(3)  that  the  Defendants  and  their  predecessors  in  business  had  for  many  years 
habitually  used  the  figure  of  a  swan  for  purposes  of  ornament  in  their  catalogues, 
advertisements,  bill-heads/  and  circulars,  and  upon  their  carts,  and  in  the 
external  and  internal  decoration  of  their  business  premises,  and  also  used  the 
word   '^Swan'*   as  a  name  for  divers  articles  of  clothing,  including  ladies'  15 
corsets  manufactured   or  sold  by  them ;    (4)  that  the  device  of  a  swan  and 
devices  including  the  figure  of  a  swan  or  a  cygnet  and  the  words  "  Swan  "  and 
"Swanbill"  were,  and  always  had  been  in  common  use  in,  and  open  to  the 
trade  of  manufacturers  of   and    dealers    in    ladies'  corsets,  and  the  words 
"  Swan  "  and  "  Swanbill "   were  and  always  had  been  commonly  employed  20 
in  the  corset  trade  to  indicate  a  particular  pattern  of  corset,  namely,  a  corset 
having  a  steel  busk  with  a  spoon-shaped  base  ;  (5)  that  the  said  alleged  Trade 
Mark  had  never  been  used  by  the  Plaintiff  or  his  father  in  connection  with 
any  of    the  goods    in   respect  of   which  it    was  registered,  and  had   been 
abandoned ;  that  the  corsets  manufactured  or  sold  in  the  Plaintiff's  business  25 
were  marked,  not  with  the  said   alleged    Trade  Mark,   but   with  a  device 
consisting  of  a  figure  of  a  swan  (without  any  cygnets  or  cygnet  or  any  back- 
ground of  rushes)  together  with  the   words  "  Swanbill "   and  "  Registered " 
added  thereto,  and  were  stamped  with  the  name  *'  Mrs.  Addley  Bourne  "  ;  (6) 
that  the  Plaintiff  was  not  nor  was  any  other  person  registered  as  the  proprietor  30 
of  any  Trade  Mark  in  respect  of  ladies'  corsets  consisting  of  a  swan  alone  or  of 
a  swan  together  with  the  word  '*  Swanbill,"  and  the  Defendants  would,  if 
necessary,  in  addition  to  their  other  defences,  rely  upon  the  marking  in  the 
manner  in  the  last  preceding   paragraph   thereof  mentioned  of  the  corsets 
manufactured  or  sold  in  the  said  last-mentioned  business  as  such  a  false  or  35 
misleading  representation  on  the  part  of  the  Plaintiff  as  to  the  existence  of  a 
Trade  Mark  as  was  calculated  to  deceive  and  disentitle  the  Plaintiff  to  the 
relief  sought  in  the  action ;   (7)  the  Defendants  craved  leave  to  refer  to  the 
advertisement  in  the  "Ladies Field"  newspaper  on  the  27th  of  April  1901,  men- 
tioned in  the  fourth  paragraph  of  the  Statement  of  Claim  for  the  contents  thereof,  40 
and  save  as  therein  and  thereinbefore  appeared  did  not  admit  any  of  the  allegations 
of  the  said  fourth  paragraph  and  they  d  enied  that  by  means  of  the  said  advertisement 
or  otherwise  they  had  ever  infringed  any  rights  of  the  Plaintiff ;  (8)  that  the 
user  by  the  Defendants  and  their  predecessors  in  title  of  the  figure  of  a  swan  and 
of  the  word  "  Swan  "  in  manner  in  the  third  paragraph  hereof  mentioned,  had  45 
been  at  all  material  times  well  known  to  the  Plaintiff,  who  until  the  commence- 
ment of  the  action  had  never  taken  any  proceedings  to  prevent  such  user,  and  if, 
which  was  denied,  such  user  was  at  any  time  an  infringement  of  any  right  of 
the  Plaintiff,  the  Plaintiff  had  by  his  conduct  in  the  premises  acquiesced  in  and 
long  since  forfeited  all  claim  to  interfere  with  such  user  ;  (9)  the  Defendants  did  50 
not  admit  any  of  the  allegations  of  the  fifth  j)ardgraph  of  the  Statement  of 
Claim,  and  they  denied  that  the  Plaintiff  had  suffered  any  damage  by  reason  of 
any  act  of  the  Defendants.     Under  an  Order  of  the  25th  of  February  1902,  the 
Defendants  delivered  a  list  of  the  names  and  addresses  of  the  persons  referred  to 
in  paragraph  4  of  the  Defence  who  used  the  words  "  Swan  "  or  **  Swanbill  "  and  55 
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employed  those  words  to  indicate  a  corset  having  a  steel  busk  with  a  spoon- 
shaped  base.     This  list  was  the  same  as  that  delivered  in  the  motion  under 
paragraph  B  (2)  of  the  grounds  for  removal. 
A  repr^entation  of  the  infringement  complained  of  is  shown  below.     The 
5  Defendants  had  not  used  it  on  the  goods  themselves  but  on  circulars  and  in 


an  advertisement  in  the  "Ladies  Field**  newspaper,  which  advertisement  had 
prominentl.v  their  name  at  the  top  and  their  address  at  the  bottom,  both  in 
large  type. 
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Afl  appears  in  the  judgmeixt  below,  the  Defendants  had  in  many  ways  for  a 
long  time  used  the  sign  of  a  swan  in  connection  with  their  business. 

The  motion  to  rectify  and  action  came  into  the  list  for  hearing  on  the 
10th  of  November  1902,  when  the  motion  was  first  heard ;  but  the  evidence 
on  the  motion  was  treated  as  being  given  also  in  the  action.  5 

Ujjjohn,  K.C.,  L.  B.  Sebastian,  and  T.  J.  G.  Tomlin  (instructed  by  Buxton, 
Ashton  A  Son)  appeared  for  the  Applicants  on  the  motion  and  the  Defendants 
in  the  action  ;  Jenkins,  K.C.,  and  A.  F.  Petersen  (instructed  by  Drake,  Son  and 
Parton)  appeared  for  the  Respondent  to  the  motion  and  the  Plaintiff  in  the 
action  ;  R.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  10 
appeared  for  the  Comptroller. 

Upjohn,  K.C.,  opened  the  Applicants'  case  on  the  motion. 
Numerous  witnesses  were  then  called  on  behalf  of  the  Applicants  in  support 
of  their  motion  as  regards  the  Trade  Mark,  No.  169,313,  namely,  the  word 
"  Swanbill,"  who  gave  evidence  to  show  that  {inter  alia)  in  the  years  1890,  15 
1891,  1892,  it  meant  a  corset  with  a  busk  of  a  particular  shape ;  and 
FaRWBLL,  Jr.,  subsequently  found  this  to  be  the  result  of  the  evidence  on  the 
motion. 

Jenkins,  K.C.,  opened  the  Respondent's  case,  and  referred  to  certain  corre- 
spondence between  the  parties  in  1896,  in  which  the  registration  of  "  Swanbill "  20 
was  brought  to  the  Applicants'  notice,  and  continued. — In  1901  the  Respondent 
commenced  the  action,  which  is  purely  for  infringement  of  the  Trade  Mark 
(No.  4999),  and  not  of  "  Swanbill."  The  Applicants  have  delayed  to  move  for 
rectification  for  five  years.  The  mark  is  registered  as  an  old  mark,  and  delay 
is  prejudicial  to  the  Respondent  in  such  a  case  ;  also  large  sums  have  been  25 
spent  in  the  meanwhile  in  advertising  the  mark.  Under  section  90  of  the 
Patents,  &c.  Act,  1883,  the  Court  has  a  discretion  as  to  rectification  ;  and  the  fact 
that  there  has  been  delay  on  the  part  of  the  Applicants,  and  to  the  prejudice  of 
the  Respondent,  is  a  matter  for  the  consideration  of  the  Court  {Hyde's  Trade 
Mark,  L.R.  7  Ch.  D.  724,  at  page  726,  and  Ransome  v.  Graham,  51  L.J.  30 
Ch.  897,  at  page  903).  The  general  principles  of  this  Court  with  regard  to 
delay  apply  in  Trade  Mark  cases.  No  doubt  the  circumstances  in  which  delay 
precludes  an  Applicant  from  coming  to  rectify,  must  be  special.  In  cases 
where  the  mark  has  not  been  registered  five  years,  and  delay  is  pleaded  as  a 
defence,  the  result  to  the  proprietor  might  be  different.  In  such  cases,  which  35 
are  the  converse  of  this,  it  is  clear  that  delay  may  be  an  answer  (Sebastian  on 
Trade  Marks,  page  203).  In  this  case  the  delay  has  been  longer  than  in  the 
cases  quoted,  and  the  mark  is  an  old  mark,  and  has  been  five  years  on 
the  Register.  Though  the  Applicants  were  to  fail,  that  would  not  prevent 
some  one  else  from  moving  to  rectify  the  Register.  The  Court  has  a  discre-  40 
tion  {Paine  Y.  Daniell  A  Sons'  Breweries,  10  R.P.C.  217  ;  L.R.  (1893)  2  Ch. 
567,  at  page  585).  [Upjohn,  K.C.,  referred  to  page  584.]  In  TalhoVs  Trade 
Mark  (11  RP.C.  77),  where  no  costs  were  given  to  the  Applicant,  who  had 
delayed  for  three  years,  the  mark  was  being  sued  on.  I  admit  that  delay  per  se 
is  not  an  answer,  but  it  may  be  if  it  is  prejudicial.  As  to  the  issues  arising  on  45 
the  motion,  the  evidence  will  show  that  the  mark  was  used  before  the  13th  of 
August  1875.  The  onus  is  on  the  Applicant  {Edginton  v.  Edginton,  6  R.P.C. 
513).  Secondly,  it  is  said  that  the  word  is  not  "  special  and  distinctive."  The 
real  point  is  whether  it  was  so  before  the  13th  of  August  1875,  and  when  it 
was  registered  ;  if  anything,  the  case  made  is  one  of  abandonment.  It  will  be  50 
shown  that  this  was  a  good  Trade  Mark  in  1875  and  that  there  has  been  con- 
tinuous user  up  to  the  present  time,  and  that  the  Respondent's  rights  have  been 
enforced  by  proceedings.  The  existence  of  a  Trade  Mark  is  indepNDndent  of 
registration  ;  and  the  Trade  Mark  continued  although  for  a  short  time  it  was 
not  on  the  Register.    If  the  Respondent  had  lost  the  right  to  the  mairk  in  1892,  55 
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the  registratioD  then  would  no  doubt  be  bad  ;  but  that  could  only  be  by  abandon- 
ment. As  to  the  question  of  descriptiveness,  a  merely  descriptive  word  cannot 
be  a  Trade  Mark  ;  but,  although  as  to  a  new  mark  under  section  64,  any  sugges- 
tion  of  descriptiveness  prevents  a  mark  from  being  registered  under  (e),  yet  as 
5  to  an  old  mark  a  mere  reference  to  the  character  or  quality  of  the  goods  does 
not  prevent  a  word  being  a  good  Trade  Mark ;  it  must  be  "  special  and 
'distinctive,"  and  the  question  is  one  of  degree  (cf .  Eaggett  v.  Findlater,  L.R, 
17  Eq.  29,  "  Nourishing  Stout,"  with  Bernhardt  v.  Spalding,  49  L.J.  Ch.  57, 
Family  Salve  "  and  Talbot  v.  Webleg,  3  R.P.C.  276,  «  BaflBe  Safes,"  and  such 

10  cases).  Here  the  word  "  Swanbill  "  cannot  be  said  to  be  descriptive,  although 
there  is  a  suggestion  of  descriptiveness  in  it.  It  is  said  that  it  is  common 
to  the  trade;  and  I  do  not  say  after  the  evidence  for  the  Applicants  that 
it  IS  not  used  in  common  parlance  in  the  trade.  [Farwbll,  J.— You  need 
not  trouble  about  that ;  this  is  not  a  passing^ff  case.]    With  the  exception  of 

15  one,  none  of  the  witnesses  knew  of  any  use  of  the  word  as  a  Trade  Mark  on  a 
corset  or  busk.  The  distinction  between  that  user  and  use  in  common  parlance 
^^^^"^^*  ^^*  ^^  **^®  /Sm^ijr  cases,  and  in  Leonard  and  Ellis'  Trade  Mark 
(L.R.  26  Ch.  D.  288,  at  page  296).  If  the  word  indicates  a  particular  shape,  the 
Respondent  could  not  prevent  a  person  using  it  in  that  sense  and  not  as  a  Trade 

20  Mark.  The  Respondent's  use  of  the  word  has  always  been  as  a  Trade  Mark 
and  not  as  describing  a  corset  with  a  particular  shape  of  busk.  Abandonment 
is  a  question  of  intention.  As  to  the  one  witness  who  spoke  as  to  use  as  a 
^^l^^*'^^  ^y  another  person,  even  if  he  was  right  it  was  an  isolated  instance 
m  1876. 

25  The  evidence  for  the  Respondent  was  then  heard.  Petersen  summed  up 
the  Respondent's  case. 

Parker,  for  the  Comptroller.— There  is  a  difference  between  restoration  of  a 
lapsed  mark  and  re-registration,  which  is  on  a  new  application.  One  may 
register  a  mark  in  1892  as  used  before  1875,  but  it  must  be  ''special  and 

30  "  distinctive  "  at  the  date  of  registration  ;  section  64  (3).  [Farwbll,  J.— Does 
It  mean  "special  and  distinctive"  before  the  IHth  of  August  1875,  and  down  to 
the  date  of  registration  ?]  It  means,  at  aU  events,  at  the  date  of  registration 
(  Wood  V.  Lambert,  3  R.P.C.  81 ;  L.R.  32  Ch.  D.  247).  If  the  Trade  Mark  had 
been  restored  the  Respondent  would  have  been  in  a  better  position ;    but  one 

35  has  to  consider  the  matter  as  if  the  mark  had  been  applied  for  in  1892  for  the 

first  time.    The  common  law  right  goes  when  there  is  a  genend  use,  and  the 

statutory  rights  are  something  superadded  to  that  right.     [Section  79  (4)  and 

(5),  as  amended  by  the  Patents,  Ac.  Act,  1888,  were  referred  to,  and  Form  Z.] 

Upjohn,  K.C.,  in  reply.— Under  section  64  (3)  (ii)  a  word  must  be  "special 

40  "  and  distinctive  "  at  the  time  of  registration,  and  must  have  been  used  as  a 
Trade  Mark  before  the  13th  of  August  1875  {Wood  v.  Lambert,  supra)  ;  there- 
fore, in  this  case,  one  has  to  consider  what  the  state  of  things  was  in  1892. 
There  is  also  the  question  whether  there  was  use  as  a  Trade  Mark  before  August 
13th  1875.  [Farwbll,  J.— On  that  I  should  probably  follow  iJW^mton's  case.]  In 

45  the  trade  "  Swanbill"  meant  a  corset  with  a  particular  shape  of  busk  ;  as  to  this 
our  witnesses  go  back  to  different  dates  ranging  from  14  to  33  years  back.    More- 
over from  1890  to  1892  there  was  no  one  registered  for  it  who  could  claim  any 
special  right  in  it.    In  Ripley  v.  Banderj  (14  R.P.C.  591),  where  there  had  been . 
use  by  several  persons  an  injunction  was  refused.     In  1892  the  word  did  not 

50  distinguish  the  Respondent's  goods.  The  matter  is  one  affecting  the  public 
Palnun^'s  Trade  Mark  (L.R.  24,  Ch.  D.  504,  at  page  519)  shows  that  to  be 
"special  and  distinctive"  the  word  should  point  "to  the  manufacturer  as 
"  such  "  ;  here  the  Respondent  used  the  word  because  it  describes  the  shape, 
and  it  was,  shortly  after  adoption,  used  by  other  people  descriptively.    The 

55  word  was  applied  to  describe  the  new  thing  {see  Leonard  and  Ellis'  Trade 
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Mark,  L.R.  26  Ch.  D.  304).  It  is  a  pure  question  of  fact  whether  the  word  was 
"  special  and  distinctive."  As  to  delay,  that  point  was  decided  in  TalboVs 
Trade  Mark.  The  question  on  the  motion  is  not  one  merely  between  the 
parties,  but  a  public  one.  The  Applicants  are  "  persons  aggrieved  "  and  there 
can  be  no  estoppel  {DeeUy's  Patent,  12  R.P.G.  192  ;  L.R.  (1895)  1  Ch.  687).  5 
[Farwell,  e/. — As  far  as  I  remember  the  whole  point  there  was  that  of  the 
Attorney-General's  .^a^.  \i  2irmQ  ^\^o  \n  Shoe  Machinery  Company  v.  Gutlan 
(12  R.P.O.  530).]  if  *'  Swanbill "  was  descriptive  the  present  case  is  within 
Talbot's  case.  If  the  mark  cannot  be  sued  on  it  ought  not  to  remain  on  the 
Register  merely  because  of  the  delay  on  the  part  of  the  Applicants,  stftf  the  10 
judgment  of  Bowen,  L.  J.,  in  Paine  v.  Daniell  Jh  Sons  Breweries  (10  R.P.C.  217  ; 
L.R.  (1893)  2  Ch.  D.  567)  on  the  purity  of  the  Register.  There  is,  as  to  laches, 
no  analogy  to  cases  such  as  those  of  specific  performance.  Hyde's  case  only 
says  that  an  Applicant  must  come  to  the  Court  promptly  to  get  his  costs.  As  to 
Ransome  v.  Graham,  the  question  there  was  conduct  rather  than  delay.  A  15 
mark  can  be  removed  if  it  is  on  the  Register  "  without  sufficient  cause  "  {BatVs 
Trade  Mark,  15  R.P.C.  534).  The  Court  will  not  even  consider  the  conduct  of 
an  Applicant  {Re  HilVs  Trade  Mark,  10  R.P.C.  113,  at  page  116).  On  an 
application  to  register  the  question  is  not  one  between  the  parties  alone  {Eno  v. 
Du?in,  7  R.P.C.  311).  [Farwell,  J. — But  any  one  can  oppose  an  application  20 
to  register.]     Delay  only  affects  the  matter  of  costs. 

Jenkins,  K.C. — As  to  section  64  (3)  (ii),  there  must  be  use  as  a  Trade  Mark 
up  to  the  time  of  registration,  and  the  word  must  be  "  special  and  distinctive," 
bat  "  special  and  distinctive  "  means  so  in  its  use  as  a  Trade  Mark ;  so  that  one 
must  not  look  at  a  word  so  used  simply  as  a  word ;  it  is  sufficient  if  the  25 
word  is  qud  Trade  Mark  "  special  and  distinctive."  It  is  not  really  challenged 
that  up  to  1892  the  Respondent  had  used  the  word  to  distinguish  his  goods 
from  those  of  other  manufacturers  ;  as  regards  the  Applicants'  evidence,  use  of 
a  word  by  customers  asking  for  goods  is  not  use  as  a  Trade  Mark. 
[Farwell,  J. — Is  not  use  as  a  Trade  Mark  a  distinct  requirement  beyond  30 
being  "special  and  distinctive  ?  "]  I  submit  not ;  "distinctive  "  means  distin- 
guishing the  goods  from  those  of  other  manufacturers. 

Farwell,  J. — ^This  is  a  motion  to  rectify  the  Register.  Mr.  Addley  Bourne 
is  the  owner  of  two  Trade  Marks.  With  regard  to  the  pictorial  Trade  Mark  of 
the  swan,  to  which  the  notice  of  motion  relates,  particulars  were  given  which  35 
put  the  application  on  the  ground  that  it  had  never  been  used  for  the  goods  in 
respect  of  which  it  was  registered.  Mr.  Upjohn  very  properly  admitted  that  he 
could  not  prove  the  totality  of  his  particulars  ;  that  is  to  say,  he  could  not 
prove  that  it  had  not  been  used  for  ladies'  corsets.  Inasmuch  as  he  had  given 
particulars  in  that  form,  and  Mr.  Jenkins  was  not  prepared  to  deal  with  the  40 
point  whether  it  had  not  been  used  with  regard  to  certain  other  underclothing, 
it  appeared  to  me  that  I  ought  not  to  allow  the  particulars  to  be  departed  from, 
and  Mr.  Upjohn  very  properly  abandoned  his  point  on  that  and  that  part  of  his 
motion  goes. 

As  regards  the  second  point,  the  Trade  Mark  "  Swanbill,"  questions  of  45 
difficulty  have  arisen.  The  Trade  Mark  is  "  Swanbill  "  (No.  169,313)  and  the 
mark  is  said  to  have  been  "  used  by  Applicant  and  predecessor  in  business  for 
"  two  months  before  the  13th  of  August  1875."  Now,  the  history  of  this  Trade 
Mark  is  a  little  singular.  Mr.  Addley  Bourne^s  father  in  the  year  1875 
put  upon  the  market  corsets  with  busks  which  were  introduced  from  France  50 
and  known  as  busc-d-j^oire  or  Imsc-de-poire  from  their  shape.  Having  put  those 
upon  the  market,  he  found  a  name  which  was  suggested  to  him  by  the  shape, 
"  Swanbill,"  and  he  called  his  corsets  with  those  pear-shaped  busks  "  Swanbill." 
As  Mr.  Charles  Bayer  told  me,  the  name  "  Swanbill "  was  at  first  used  for 
corsets  with  pear-shaped  busks  only  until  the  about  the  middle  of  1875,  and  he  also  55 
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said  :  **  The  original  busc-de-poire  I  introduced  to  the  PlaintiflE's  father,  and  he 
"  invented  the  word  *  Swanbill '  to  describe  a  busk  of  that  shape  or  a  corset 
"  containing  such  a  busk.  The  shape  is  indicated  by  the  name  as  is  stated  in 
"  *  Myra's  Journal, ' "  and  this  is  correct  I  think.  Having  so  invented  the  name 
5  to  describe  the  shape,  as  the  witness  told  me,  the  name  had  a  great  success,  and 
Mr.  Addley  Bourne^  the  father,  took  to  selling  somewhat  later  corsets  with 
straight  busks  as  well  as  those  with  pear-shaped  busks  under  the  name 
"  Swanbill "  corsets.  On  the  13th  of  December  1876,  which  was  the  date  of 
application    for   registration    by    the    father    of  the    word    "  Swanbill "    (it 

10  appears  in  the  **  Trade  Marks  •*  Journal "  for  the  14  th  of  February  1877),  it  was 
registered  as  a  mark  which  had  been  in  use  two  months  before  the  13th  of 
August  1875.  Down  to  this  period,  therefore,  there  is  a  Trade  Mark  "Swanbill " 
registered  in  respect  of  corsets  and  underclothing  and  duly  on  the  Register. 
The  present  Plaintiff  succeeded  his  father  in  business  in  1885.     His  father  died 

15  in  1895.  In  1890,  through  circumstances  which  1  need  not  enter  into,  and 
which  I  think  were  very  unfortunate  for  the  Plaintiff,  and  as  to  which  I 
cannot  say  that  he  was  to  blame  in  any  way  (he  happened  to  remove,  his  letters 
did  not  reach  him  in  proper  time),  the  14  years  expired,  at  the  expiration  of 
which  in  order  to  keep  his  Trade  Mark  alive,  he  had  to  make  certain  payments 

20  to  the  Patent  Office,  and  notices  were  sent  in  accordance  with  the  requirements 
of  the  Act,  but  Mr.  Addley  Bmirno  never  received  them.  I  quite  accept  his 
testimony.  He  did  not  find  it  out  for  nearly  two  years,  but,  directly  he  found 
it  out,  he  went  to  the  Patent  Office  and  asked  what  he  had  better  do.  It 
appears  to  me  that  the  course  he  pursued,  in  accordance,  as  I  understood  him, 

25  with  the  suggestions  of  the  officials  there,  was  really  the  only  course  open  to 
him  under  the  Act.  There  are  provisions  in  the  Act  which  enable  a  person 
who  /J«r  incxiriam  has  let  the  time  for  payment  elapse  to  get  his  re-regis- 
tration, but  those  are  limited  in  point  of  time,  and  it  appears  to  me,  after 
the  lapse  of  time  which  took  place  in  this  case,  the  only  course  open  to  the 

30  Patent  officials  was  to  do  as  they  did  and  to  register  this  as  a  new  registra- 
tion and  not  as  a  re-registration. 

Now  the  question  arises,  What  is  the  effect  of  that  ?  It  is  settled  by  Wood 
V.  Lambertj  that  you  have  to  be  satisfied  that  at  the  date  of  the  regis- 
tration the  word  was  a    "special  and  distinctive"  word  within  the  meaning 

35  of  the  second  clause  of  subsection  3  of  section  04  of  the  Patent  Act. 
That  appears  from  the  judgments  which  have  been  referred  to  in  Wood  v.  Lam- 
herty  botfi  of  Lord  Justice  Lhidley  and  Lord  Justice  Fry,  Lord  Justice  Lindley 
says  : — "  I  observe  in  passing  that  the  expression  *  used  as  a  Trade  Mark  before 
**  *  the  passing  of  this  Act'  would  not  authorise — in  my  view  at  all  events — the 

40  **  registration  of  that  which  was  not  a  distinctive  mark  at  the  time  of  registration. 
"  You  must  have  the  two  things,  the  distinctive  mark  as  a  Trale  Mark  at  the 
"  time  of  registration,  and  it  must  have  been  used  previously  to  the  passing  of 
"  the  Act "  ;  and  Lord  Justice  Fry  says  the  same  thing  : — "  It  appears  to  me 
"  that  to  satisfy  the  requirements  of  that  definition  the  word  or  words  must  be 

45  "  distinctive  in  this  sense,  that  they  distinguish  the  manufacture  of  the  person 
"  who  has  registered  the  Trade  Mark  from  the  manufacture  of  all  other  persons. 
•*  I  say  *  manufacture,'  but  of  course  there  may  be  cases  in  which  they 
*'  distinguish,  not  the  manufactui'e  but  the  selection,  or  some  other  operation 
"  upon  the  goods.     But  in  all  cases  the  word  or  words  must  distinguish  the 

50  "  product  of  the  person  claiming  the  Trade  Mark  from  the  product  of  all  other 
"  persons ;  and  it  appeare  to  mo  that  it  must  have  that  distinctive  character  at 
"  the  time  of  the  registration.  Then  there  is  a  further  requisite  that  such 
"  distinctive  word  or  words  must  have  been  used  as  a  Trade  Mark  before  the 
"  passing  of  the  Act."    I  prefer  Lord  Justice  Fry's  language  as  being  perhaps  a 

55  little  more  accurately  put  than  Lord  Justice  Lindley' s^  because  he  points  out  in 
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that  last  phrase  that  I  have  read  that  there  are  two  requirements — (1)  that  it 
has  to  be  "special  and  distinctive,"  and  (2)  that  it  has  to  have  been  used  as  a 
Trade  Mark. 

Now  in  this  case,  leaving  out  all  the  prior  history  of  the  registration,  and 
dealing  with  the  case  on  the  evidence  before  me  as  to  what  was  the  use  of  the  5 
word  "  Swanbill "  in  1890,  1891,  and  1892, 1  have  not  the  smallest  hesitation 
in  finding  on  the  facts  that  the  word  "  Swanbill "  was  not  then  special  or 
distinctive ;  in  fact  there  was  a  body  of  testimony  of  a  most  unusual  weight 
and  volume  given  on  behalf  of  the  Applicants  by  persons  from  most  of  the  largest 
houses  in  London  and  one  or  two  houses  in  Brighton,  the  net  result  of  which  was  10 
to  show  that  the  word  "  Swanbill  "  in  1^90, 1891,  and  1892  meant  a  corset  with  a 
busk  of  a  particular  shape  ;  that  it  referred  solely  to  the  shape  of  the  busk ;  that 
it  was  in  common  use  in  the  trade  ;  that  it  was  used  by  customers  in  that  sense, 
and  did  not  distinguish  the  make  or  get-up  of  any  paHicular  person.  I  have 
extracted  those  words  as  the  net  result  of  the  evidence  I  have  heard  in  this  15 
case,  and  I  have  not  any  hesitation  whatever  in  finding  that  to  be  the  fact.  In 
the  face  of  that  finding  it  appears  to  me  impossible,  however  much  I  regret  to 
deprive  Mr.  Addley  Bourne  of  the  Trade  Mark  which  he  has  had  on  the  Register 
now  for  some  years,  to  hold  that  he  has  fulfilled  the  requirements  of  the  Act. 
It  is  not  a  question  in  this  case  of  passing-off.  The  evidence  which  I  have  20 
heard  would  have  been  relevant  to  passing-off,  but  it  has  not  been  adduced  for 
that  purpose  at  all.  It  is  evidence  which,  as  I  have  just  stated,  shows  that  it 
was  not  a  distinctive  word  at  all,  but  a  word  which  was  in  common  use.  I 
have  read  from  32  Chancery  Division  a  definition  which  the  Lord  Justices 
give  there  of  "  special  and  distinctive  words."*  There  is  another  passage  referred  25 
to  in  the  26  Chancery  Division  at  page  304,  but  I  need  not  trouble  to  read 
that  again,  because  it  has  been  cited  by  Mr.  Upjohn  in  his  argument.  Therefore, 
down  to  this  point,  it  seems  to  me  clear  that  the  registration  cannot  be  supported. 
It  was  said  that  there  was  some  assistance  to  be  got  from  the  79th  section — I 
regret  to  say  I  am  wholly  unable  to  see  how  that  can  be.  I  think  Mr.  Parker^s  30 
argument  was  well  founded.  He  put  it,  as  I  followed  it,  in  this  way  :  There  is 
a  common  law  right ;  that  depends  on  the  mode  in  which  the  words  have  been 
used  and  the  meaning  that  they  have  to  day  acquired.  That  is  a  question  of 
evidence.  In  addition  to  that  the  Statute  has  given  certain  rights,  and  that 
statutory  right  depends  on  registration.  If  you  have  once  displaced  the  35 
registered  title  and  the  right  to  sue,  then  you  have  no  better  rights  than  you 
had  under  the  old  common  law  ;  and  if  you  have  once  arrived  at  the  result,  as 
I  have  done  here,  tJiat  there  are  no  special  or  distinctive  words  to  assist  you,  it 
appears  to  me  you  cannot  then  expect  to  have  any  assistance  from  the  section 
of  the  Act  which  euables  the  Comptroller  to  re-register  in  certain  cases.  40 

The  only  remaining  point,  and  one  which  impressed  me  at  first,  is  the  point 
of  delay.     It  certainly  is  rather  remarkable  that,  the  new  registration  having  been 
in  1892  and  Mr.  Adcttey  Bourne's  claim  having  been  brought  to  the  attention  of 
the  Applicants  in  1^96,  they  have  done  nothing  until  1901.    They  then,  by  way. 
of  retort  to  an  action  for  infringing  one  Trade  Mark,  brought  on  this  motion  to  45 
rectify  the  Register  in  respect  of  the  two  Trade  Marks.      Delay,  no  doubt, 
may  in  some  cases  be  sufficient  to  prevent  an  Applicant  from  obtaining  relief, 
but  so  far  as  I  can  see  the  only  case  in  which  the  delay  ought  to  have  that 
effect  is  when  the  Respondent  has  been  put  to  serious  disadvantage  by  the 
loss  of  his  evidence  or  the  like  in  consequence  of  the  lapse  of  time,  and  in  50 
consequence  of  the  laches  of  the  Applicant.     I  think  it  must  be  taken  to  be 
settled,  on  the  authorities  that  have  been  called  to  my  attention,  that  the  right 


*  Leonard  and  Ellu"  Trade  Mark  (L.R.  i6  Oh.  D.  288). 
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of  an  Applicant  is  not  a  matter  of  his  own  concern  alon^,  but,  as  Lord  Justice 
Bowen  said,  "  The  purity  of  the  Register  of  Trade  Marks  is  of  as  much  import- 
"  ance  to  the  trade  in  general,  quite  apart  from  the  merits  or  demerits  of  the 
"  particular  litigants."  Unless,  therefore,  the  action  or  neglect  of  an  Applicant 
5  luus  put  the  Respondent  at  some  unfair  disadvantage,  it  appears  to  ine  that  his 
laches  is  sufficiently  visited  by  punishment  in  the  way  of  getting  no  costs  if  he 
should  succeed.  I  think  I  should  not  be  justified,  particularly  in  the  face  of 
the  decision  of  Mr.  Justice  Stirling  in  TaXbot^s  Trade  Mark^  in  refusing 
relief  simply  on  the  ground  of  delay.  In  the  case  of  Talhot's  Trade  Mark 
10  in  11  Patent  Reports,  page  77,  the  registration  was  in  1886,  the  first  com- 
plaint by  the  Applicant  was  in  1890,  and  he  did  not  give  his  notice  of 
motion  till  December  1893 — that  is,  seven  years  after  registration  and  three 
years  after  knowledge  of  the  claim  to  have  such  registration.  The  lapse 
of  time  here  is  very  little  different,  and  the  lapse  of  time,  so  far  as  I  can  see, 

15  has  not  in  any  way  prejudiced  the  Respondent  in  the  evidence  which  he  has 
been  able  to  put  before  the  Court,  or  the  matters  which  have  been  brought  to 
my  attention.  It  has  been  argued  that  there  are  considerations  to  which  the 
Court  should  give  weight,  derived  from  the  general  principle  which  the 
Court  applies  in  cases  of  specific  performance  and  actions  of  that  sort.      With 

20  all  respect  to  Mr.  Jenkins*  argument,  I  do  not  think  that  is  a  true  analogy.  A 
specific  performance  action  is  merely  the  application  of  the  equitable  remedy, 
under  the  concurrent  jurisdiction  of  this  Court,  to  the  common  law  right. 
The  refusal  of  the  equitable  remedy  of  specific  performance  had  no  effect  on 
the  legal  remedy  which  Plaintiff  had  at  common   law ;   but  an  application 

25  under  this  section  is  purely  a  statutory  remedy,  which  has  to  be  applied  only 
under  the  Statute  and  in  the  course  pointed  out  by  the  Statute.  There  is  no 
question  of  equitable  remedy  under  the  concurrent  jurisdiction.  It  is  the  sole 
and  exclpsive  remedy  given  under  the  Statute.  No  considerations  of  the  rights 
of  third  persons  arise  except  as  against  the  person  who  is  on  the  Register, 

30  because  he  is  claiming  a  monopoly  to  the  exclusion  of  the  public  at  large,  and 
if,  as  the  Lord  Justice  says,  the  Court  finds  out  in  the  course  of  the  case  that 
the  mark  is  wrongly  on  the  Register,  however  great  the  demerits  of  the 
Applicant,  the  Court  is  bound  to  set  the  Register  right  for  the  benefit  of  the 
public  at  large.    That  being  so,  it  appears  to  me  I  have  no  option  but  to  make  an 

35  Order,  as  I  do,  rectifying  the  Register  by  striking  out  the  Trade  Mark  No.  169,313. 
Jenkins^  E.C. — I  ask  your  Lordship  not  to  make  an  Order  to  strike  out   the 
Trade  Mark.    It  is  registered  for  ladies'  corsets  and  other  ready-made  under- 
clothing, and  I  suggest  that  the  proper  form  would  be  to  leave  it  on  for  "  ready- 
^  made  underclothing  other  than  corsets.''   I  agree  it  must  go  as  to  corsets. 

40  Upjohn^  K.C. — Your  Lordship  remembers  the  evidence  we  got  from  the  lady 
this  morning  that  it  was  not  used  for  any  other  purpose, 

Fabwbll,  J, — I  do  not  think  I  can  strike  it  out  altogether.    You  are  only 

concerned  with  corsets.    The  only  evidence  I  have  heard  is  with  regard  to  corsets. 

Upjohn^  K.C. — Except  the  evidence  which  I  got  this  morning  from  the  lady 

A5  who  was  in  the  business  at  the  time. 

Jenkins^  K.C. — And  1   objected  to  the  question.     My  friend  said  he  was 
asking  the  question  for  another  purpose.     I  challenged  it  at  th3  time,  thinking 
he  wanted  it  for  this,  and  he  said  he  did  not. 
Fabwbll,  J. — I  only  strike  it  off  as  regards  corsets.  I  rectify  the  Register  by 

50  making  the  word  "  Swanbill "  apply  only  to  ladies'  ready-made  underclothing 
other  than  corsets.  And  certainly,  under  the  circumstances,  I  shall  follow  Mr. 
Justice  Stirling  and  give  no  costs.* 

*  The  ooetfl  of  the  motion  (other  than  those  of  the  Comptroller)  and  of  the  action  were  subse- 
qnenilj  dealt  with  tofl^ether.    Set  page  121. 
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Parker. — Perhaps  your  Lordship  will  say  who  is  to  pay  the  Comptroller's 

COStfl  ? 

Jenki7iSy  K.C.,  submitted  that  the  parties  might  pay  half  and  half.    After 
some  discussion  this  was  agreed  to. 

The  trial  of  the  action  was  then  proceeded  with.  5 

Jenkins^  K.C.,  summed  up  the  Plaintiff's  case. — Not  much  assistance  can  be 
got  from  the  evidence  ;  although  there  had  been  correspondence  as  to  the  mark 
between  the  parties  in  1896,  the  Defendants  in  1901  issue  this  fresh  advertise- 
ment. They  have  taken  the  essential  feature  of  the  Plaintiff's  Trade  Mark — ^the 
swan.  It  is  said  that  the  surrounding  circumstances  are  sufficient  to  distinguish.  10 
[Farwbll,  J. — Must  I  not  have  evidence  of  deception  or  of  probability  of  decep- 
tion ?  Did  not  London  General  Omnibus  v.  Lavell  (18  R.P.C.  74 ;  L.R.  (1901)  1 
Ch.  135)  so  decide  ?]  That  was  a  passing-off  case.  Actual  evidence  of  deceit  is 
not  necessary.  [Farwbll,  /. — In  N'orth  Cheshire  and  Manchester  Brewery 
Company  v.  Ma^ichester  Brewery  Company  (L.R.  (1899)  A.C  83)  the  House  15 
of  Lords  decided  that  the  question  whether  persons  would  be  deceived  could 
not  be  put :  but  what  other  evidence  could  be  given  in  a  quia  timet  case  ?  I 
have  felt  that  there  would  be  difficulty  in  these  cases.]  The  surrounding 
circumstances  must  be  considered.  [Farwbll,  J. — And  **  Swan  "  is  part  of 
the  Defendants'  name.]  That  ought  to  make  them  more  careful.  The  20 
question  is  whether  a  person  who  is  not  in  the  trade  would  be  deceived. 
[Farwbll,  J, — You  have  not  called  any  member  of  the  general  public]  A 
substantial  part  of  the  mark  is  taken  and  it  is  a  matter  of  inference. 

The  evidence  for  the  Defendants  was  then  called,  including  the  designer  of 
the  advertisement  complained  of.  25 

Ujrjohn^  K.C.,  and  Sebastian  for  the  Defendants. — A  Trade  Mark  does  not 
give  the  exclusive  right  to  every  use  of  all  parts  of  it.  If,  as  here,  the 
Plaintiff's  and  Defendants'  marks  are  not  the  same,  the  question  is  whether 
there  is  reasonable  probability  of  deception  {Lambert  and  Butler  v.  Goodbody^ 
19  R.P.C.  at  page  383  ;  and  Lord  Macnaghten's  judgment  in  Pay  ton  v.  SneWng^  30 
18  R.P.C.  628  ;  L.R.  (1901)  A.C.  308).  the  latter  was  a  passing-off  case,  but  it 
was  similar  in  this  respect.  The  Plaintiff  has  not  suggested  that  the  mark 
complained  of  has  been  put  on  corsets  or  in  any  way  used  by  the  Defendants  as 
a  Trade  Mark.  In  their  catalogues  as  well  as  in  their  newspaper  advertisements 
it  is  plain  to  everyone  that  the  goods  mentioned  are  the  Defendants'.  Moreover,  35 
there  are  substantial  differences.  There  has  been  no  actual  deception,  and  no 
member  of  the  public  has  been  called  tp  say  that  he  or  she  would  be  deceived. 
The  Defendants  use  a  swan  in  connection  with  all  kinds  of  goods.  There  is 
no  decided  case  in  which  it  has  been  held  that  use  in  a  catalogue  is  infringe- 
ment of  a  Trade  Mark  ;  at  all  events,  the  manner  of  use  is  one  element  to  be  40 
considered.    The  Defendants'  use  is  a  decorative  one  merely. 

Jenkins^  K.C.,  in  reply. — As  to  use  in  advertisements,  that  point  was  decided  in 
Jay  V.  Ladler  (6  R.P.C.  136 ;  L.R.  40  Ch.  D.  649).  The  different  classes  of  cases 
in  which  the  Court  will  interfere  are  stated  in  Cope  v.  Euans  (L.R.  18  Eq.  138). 
Here  it  is  submitted  that  the  marks  are  substantially  the  same,  for  substantially  45 
the  Plaintiff's  Trade  Mark  is  the  swan.  The  Plaintiff  has  made  large  sales  for  a 
quarter  of  a  century  under  the  mark,  and  in  advertisements  he  has  actually 
used  the  swan  duplicated.  The  Defendants  have  been  coming  nearer  to  the 
Plaintiff's  mark.  They  never  used  a  swan  in  connection  with  corsets  until 
1896,  but  then  used  Royal  Swan,  with  pictures  less  similar  to  the  Plaintiff's  50 
mark  than  now ;  the  Plaintiff  at  that  time  asked  for  more  distinction  to  be 
made,  but  it  was  not  pressed  as  the  Defendants  discontinued  to  use  what  was 
complained  of.  The  ultimate  purchaser  must  be  considered,  and  especially  the 
unwary  purchaser  (Ujjper  Assam  Tea  Company  v.  Herbert^  7  R.P.C.  183).  As 
to   costs,   the   dropping    of   the    swan   in  1896  would  be  taken  by  a  business  55 
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man  as  an  assurance  that  it  woold  not  be  used  in  advertisements  in  connection 
with  corsets.  The  Defendants  should  pay  the  costs  in  the  action  relating  to 
the  issue  of  the  invalidity  of  this  mark.  [Fabwbll,  J. — Can  I  lump  the  costs 
of  the  action  and  motion  together  and  divide  them  ?]  The  word  ^^  Swanbill " 
5  had  nothing  to  do  with  the  action.  Then  I  ask  for  a  certificate  of  validity 
under  section  77a  of  the  Patents,  &c.  Act,  1883  (Field  v.  Wagel  Syndicate,  Ld,, 
17  R.P,C.  266;  L.R,  (1900)  1  Ch,  651).  The  Defendants  came  here  to 
prove  abandonment  of  the  Trade  Mark.  [Farwbll,  J. — From  the  answers 
to  interrogatories  it  appears  that  the  mark    has  not  been  used  on  all  the 

10  goods.]  The  Plaintiff  was  only  asked  questions  about  the  mark  being 
'* marked  upon  or  attached  to'*  goods.  There  might  be  user  of  the  mark 
on  boxes. 

Fabwbll,  J. — The  Plaintiff,  Mr.  Addley  Bourne,  is  the  proprietor  of  a 
Trade  Mark  consisting  of  the  representation  of  a  swan  either  sitting  or  swimming 

15  on  the  water,  with  two  cygnets  and  a  background  of  bulrushes^  and  showing  a 
portion  of  a  black  foot  or  leg.  His  action  is  to  restrain  Swan  and  Edgar,  Ld.,  who 
are  ladies'  outfitters  and  manufacturers  of  and  dealers  in  corsets  and  other 
underclothing  and  baby  linen,  in  Regent  Street,  from  infringing  his  Trade 
Mark,  the  infringement  complained  of  being  contained  in  their  advertisements 

20  in  the  "  Ladies'  Field,"  and  in  their  own  catalogues,  in  the  representation  of  a 
young  lady,  with  a  corset,  standing  with  her  back  to  a  mirror,  with  two 
swans  facing  in  opposite  directions,  holding  in  their  bills  a  scroll  or 
piece  of  ribbon  with  the  "The  Swan  Corset"  imprinted  upon  it. 
The  representation  is  obviously  not  an  exact  copy  of  the  Plaintiff's  Trade  Mark, 

25  and  I  have  therefore  to  consider  the  case  as  though  it  wore  a  passing  off' 
action,  the  issue^being — is  the  picture  of  the  Defendants  calculated  to  deceive  so 
as  to  lead  people  to  believe  that  the  goods  of  the  Defendants  are  the  goods  of 
the  Plaintiff  ?  The  first  point  to  be  observed  is  that  it  certainly  is  not  now,  and 
since  Lord  GottenhanCs  decision  in  Millington  v.  Fox,  never  was,  in  the  old 

30  Court  of  Chancery  or  in  the  Chancery  Division,  necessaiy  to  prove  fraud.    It 

•      has  been  pointed   out    by  many  Judges  that  the  injury  to  a  Plaintiff  is  the 

same  whatever  the  intentions  of  the  Defendant  may  have  been,  and  there  are 

cases  in  which  the  Defendant  either  did  not  know  of  the  existence  of  the 

Plaintiff^s  mark  when  he  originally  took  it,  or  honestly  believed  that  he  had 

35  not  in  fact  done  anything  which  could  mislead  the  public.  It  is  well 
established,  therefore,  that  fraud  is  not  necessary  to  the  success  of  a  Plaintiff  ; 
and  in  this  case,  it  is  only  fair  to  say  that  there  is  not  the  smallest  evidence  of 
fraud,  nor  did  Mr.  Jenkins  charge  fraud  in  any  part  of  his  opening,  or  in 
anything  that  has  been  said  in  the  course  of  the  action.    The  second  point  ie, 

40  that  it  was  not  in  the  old  Court  of  Chancery,  and  is  not  now  in  the  Chancery 
Division,  necessary  in  passing-off  cases  to  prove  that  any  person  has  actually 
been  deceived.  Of  course,  the  fact,  if  proved,  that  persons  of  ordinary 
intelligence  have  in  truth  been  deceived,  would  be  very  material  in  assisting 
the  Court  in  coming  to  the  conclusion  that  the  mark  complained  of,  or  the 

45  picture  complained  of,  was  calculated  to  deceive,  but  even  the  evidence  that 
one  person  has  actually  been  deceived  is  not  conclusive,  as  was  held  by  Vice- 
chancellor  Malins  in  the  case  of  the  Civil  Service  Supply  Association  v.  Dean 
(L.R.  13  Ch.  D.  512),  where  he  said  in  effect  that  the  witness  was  really  loo 
foolish,  qui  vult  decipi  decipiatur.    If  this  were  not  so,  there  would  be  an  end 

50  to  all  quia  timet  actions.  In  many  of  these  cases  the  question  arises  when  the 
Plaintiff  finds  out  that  the  Defendant  is  just  on  the  point  of  flooding  the 
market  with  a  number  of  labels  put  on  goods  which  the  Plaintiff  considers 
will  interfere  with  his  Trade  Mark,  or  his  rights.  In  that  case  there  can  be  no 
actual  deception.    It  is  well  settled,  of  course,  that  the  Courts  can  interfere 

55  in  matters  q\iia  timet. 
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That  brings  me  to  the  third  point,  which  is  of  some  little  interest  now, 
having  regard  to  the  recent  decisions,  and  that  is,  what  evidence  is  admissible. 
You  have  no  actual  fraud ;  it  is  not  necessary.  You  have  no  actual 
cases  proved  of  deception ;  that  is  not  necessary.  What  then  have  you  to 
prove  ?  It  has  been  ruled  by  the  House  of  Lords,  and  I  think  it  must  now  5 
be  taken  to  be  finally  settled,  that  it  is  not  a  proper  question  to  put  to  the 
witnesses — '*  Is  the  picture  or  mark  complained  of  calculated  to  deceive  the 
**  public  ? "  The  House  of  Lords  have  put  it  on  the  ground,  and  the  Lord 
Chancellor  especially  has  put  it  on  the  ground,  that  the  question  is  the  very 
issue  which  the  Court  has  to  determine,  and  that  therefore,  it  is  not  a  proper  10 
question  to  put  to  the  witness.  Of  course  I  respectfully  accept  that.  It  appears 
to  me  that  there  is  also  another  reason  against  the  admissibility,  and  that  is  that 
I  do  not  see  how  you  can  call  any  individual  to  give  what  is  in  truth  expert 
evidence  as  to  human  nature,  because  what  thoy  are  asked  in  this  form  of 
question  is,  not  what  would  happen  to  them  individually,  but  what  they  think  15 
the  rest  of  the  world  would  be  likely  to  suppose  or  believe.  They  are  not 
expert's  in  human  nature,  nor  can  they  be  called  to  give  such  evidence,  and, 
apart  from  admissibility,  one  cannot  help  feeling  that  there  is  a  certain 
proneness  in  the  human  mind  to  to  think  that  other  people  are  perhaps  more 
foolish  than  they  really  are.  I  do  not  think  that  Carlyle  is  alone  in  his  20 
estimate  of  the  inhabitants  of  these  islands.  Therefore,  that  is  ruled  out  as  a 
matter  of  evidence. 

It  only  remains  then  to  call  the  evidence  of  people  who  can  say  that  they 
themselves  would  be  deceived.    Now  it  is  obviously  extremely  difiQcult  to  get 
any  such  evidence.    Nobody  quite  likes  to  admit  that  he  is  so  extremely  25 
foolish,  as  in  many  cases  he  ^ould  have  to  do.    The  result  is  that  unless  it  is 
left  to  the  eyesight  of  the  Judge  to  judge  for  himself,  there  is  practically  no 
evidence  open  to  the  Plaintiff  in  an  action  of  this  sort.     I  have  made  these 
observations  in  consequence  of  a  recent  decision  in  the  Court  of  Appeal,  but 
first  of  all  I  will  refer  to  one  or  two  of  the  cases  which  appear  to  me  to  settle  30 
conclusively  that  it  is  the  eyesight  of  the  Judge  that  is  the  ultimate  test.    I        ' 
have  referred  to  the  decision  of  Vice-Chancellor  Malins.    He  disregarded  the 
positive  testimony  of  a  lady  who  said  she  had  been  deceived  and  said  that 
really,  looking  at  the  two  marks,  it  was  impossible. 

One  of  the  earliest  cases  is  one  before  Lord  Westbury^  Holdsworth  v.  McGrea  35 
(L.R.  2  English  and  Irish  Appeals,  380).     That  was  a  case  of  copying  a  Design 
under  the  Acts  which  were  then  in  force,  and  his  Lordship  there  said  : — "  Now 
*'  in  the  case  of  those  things  as  to  which  the  merit  of  the  invention  lies  in  the 
"  drawing,  or  in  forms  that  can  be  copied,  the  appeal  is  to  the  eye,  and  the  eye 
"  alone  is  the  judge  of  the  identity  of  the  two  things.    Whether,  therefore,  40 
"  there  be  piracy  or  not  is  referred  at  once  to  an  unerring  judge,  namely,  the 
"  eye,  which  takes  the  one  figure  and  the  other  figure,  and  ascertains  whether 
**  they  are  or  are  not  the  same."    That  was  again  followed  by  Lord  Herschell  in 
the  case  of  the  Hecla  Foundry  Company  v.  Walker^  Hunter^  A  Go.^  reported 
in  14  Appeal  Cases,*  which  was  also  a  Design  case,  where  he  said  : — "  It  seems  45 
<*  to  me,  therefore,  that  the  eye  must  be  the  judge  in  such  a  case  as  this,  and 
"  that  the  question  must  be  determined  by  placing  the  designs  side  by  side,  and 
**  asking  whether  they  are  the  same,  or  whether  the  one  is  an  obvious  imitation 
"  of  the  other."    That  was  followed  again  by  Lord  Halsbury  in  the  recent  case 
of  the    N^orth   Cheshire  and  Manchester  Brewery  Company  v.  Manchester  50 
Brewery  Company  (L.R.  (1899)  A.C.  83),  where  he  says : — "  For  my  own 
^*  part,  I  should  not  have  required  such  evidence  in  these  days,  because  it  is 
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*'  such  a  common  thing  for  Companies  to  amalgamate  that  when  I  found  two 
"  well-known  names  associated  together  as  that  of  a  new  Company  being 
"  brought  out,  I  should  have  at  once  jumped  to  the  conclusion,  and  so  would 
**  everybody  else,  that  the  two  Companies  were  really  amalgamating  together 
^  '*  and  forming  a  new  Company."  It  has  been  said  as  regards  that  by 
Lord  Jnstice  Vaughan  Williams  that  that  is  referring  to  the  names  which 
appeal  to  the  ear  and  not  to  the  eye.  Speaking  for  myself,  with  all  respect  I, 
and  I  think  the  majority  of  the  world,  would  agree  with  the  poet  who  said  : 
**  Segnius  irritant  animum  demissa  per  aures,  quam  quae  sunt  oculis  suhjecta 

10  «« jfidelibusJ*^  However,  that  may  be,  it  seems  to  me,  with  all  respect,  that  the 
criticism  is  no  longer  a  sound  one  since  the  case  of  Pay  ton  v.  Snelling,*  which 
was  a  case  of  pictorial  copying  in  which  Lord  Mac?iaghten  says  on  page  311  of 
1901  Appeal  Cases  :  "  The  Judge,  looking  at  the  exhibits  before  him  and  also 
**  paying  due  attention  to  the  evidence  adduced,  must  not  surrender  his  own  inde- 

15  "  pendeat  judgment  to  any  witness,"  which  I  take  to  mean  this,  that  the  Judge  is 
not  to  take  the  answers  of  witnesses  on  the  very  question  that  he  is  to  try  to  the 
surrender  of  his  own  judgment.  Now,  the  case  which  has  been  several  times 
referred  to,and  which  has  been  thought  to  be  in  conflict  with  these  cs\ses,  is  London 
General  Omnibus  Company  v.  LavelL     I  have  carefully  considered  that  case 

20  and  I  have  come  to  the  conclusion  that  it  really  has  no  bearing  whatever  on 
passing-off  cases.  It  is  not  for  me  to  say  whether  the  Court  of  Appeal  were 
right  or  wrong  in  treating  the  action  as  a  common  law  action  for  deceit; 
but  that  is  what  they  did  and  their  judgment  is  based  on  the  footing  that 
it  is  an  action  for  deceit.     It  appears,  not  only  in  the  head  note,  but,  at  the  very 

25  beginning,  the  Lord  Chief  Justice  interrupts  the  Counsel  by  saying  :  **  What 
"  right  has  the  General  Omnibus  Company  to  bring  an  action  for  deceit  without 
"  evidence  of  deceit  ?  "  Nobody,  of  course,  disputes  that  in  a  common  law  action 
for  deceit  you  have  to  prove  actual  deceit,  and  it  is  plain  that  the  I^ord  Chief 
Justice  was  proceeding  on  that  because  he  repeats  it  again  in  the  judgment.     He 

30  says  :  *'  The  fact  that  the  two  omnibuses  so  resembled  one  another,  that  they 
"  might  be  mistaken  one  for  the  other,  was  not  sufficient  evidence  to 
"  support  an  injunction  in  an  action  for  deceit."  This  distinction  between 
common  law  actions  for  deceit  and  passing-off  suits  in  equity  is  well  founded 
and  is  years  and  years  old  as  appears  from  a  judgment  of   Lord   Westbury 

35  in  the  well-known  case  of  Edelsten  v.  Edelsten  (1  De  G.  J.  &  S.  185),  a 
passing-off  case.  He  says  :  "  At  law  the  proper  remedy  is  by  an  action 
"  on  the  case  for  deceit ;  and  proof  of  fraud  on  the  part  of  the  Defendant  is  of 
"  the  essence  of  the  action  ;  but  this  Court  will  act  on  the  principle  of 
"  protecting  the  property  alone,  and  it  is  not  necessary  for  the  injunction  to 

40  "  prove  fraud  in  the  Defendant,  or  that  the  credit  of  the  Plaintiff  is  injured  by 
"  the  sale  of  an  inferior  article.  Injury  done  to  the  Plaintiff  in  his  trade  by 
"  loss  of  custom  is  sufficient  to  support  his  title  to  relief.  Neither  will  the 
"  Plaintiff  be  deprived  of  remedy  in  equity,  even  if  it  be  shown  by  the 
^^  Defendant  that  all  the  persons  who  bought  from  him   goods  bearing  the 

45  "  Plaintiff's  Trade  Mark,  were  well  aware  that  they  were  not  of  the  Plaintiff's 
"  manufacture.  If  the  goods  were  so  supplied  by  the  Defendants  for  the 
"  purpose  of  being  sold  again  in  the  market,  the  injury  to  the  Plaintiff  is 
"  sufficient.  Again,  it  is  not  necessary  for  relief  in  equity  that  proof  should  be 
'^  given  of  persons  having  been  actually  deceived,  and   having  bought  goods 

50  "  with  the  Defendant's  mark,  under  the  belief  that  they  were  of  the  manu- 
^  &cture  of  the  Plaintiff  provided  that  the  Court  be  satisfied  that  the 
*'  resemblance  is  such  as  would  be  likely  to  cause  the  one  mark  to  be  mistaken 
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"  for  the  other."  Lord  Blackburn  says  very  much  the  same  thing  in  the  case 
of  the  Singer  Manufacturing  Company  v.  Loog  (L.R.  8  A.C.  29).  It  is 
perfectly  obvious,  therefore,  to  my  mind,  that  when  the  Court  of  Appeal  were 
dealing  with  the  London  General  Omnibus  Company's  case,  they  were  dealing 
with  it  as  a  common  law  action  for  deceit.  If  it  were  not  so,  it  would  be  quite  5 
impossible  that  they  could  have  excluded  the  consideration  of  the  comparison 
of  the  two  omnibuses,  having  regard  to  the  cases  I  have  referred  to  in  the 
House  of  Lords.  They  could  not  have  overruled  the  three  Lord  Chancellors, 
and  if  they  had  done,  they  would  themselves  have  been  overruled  by  this  recent 
decision  of  Payton  v.  Snellingy  which  is  subsequent  to  the  London  General  10 
Omnibus  Company's  case. 

That  being  so  I  now  come  to  consider  this  particular  case,  having  regard  to 
the  facts  which  have  been  proved  before  me.  The  first  observation 
is  that  the  Defendants  are  obviously  honest.  The  name  of  the  first 
Defendant  is  Swan^  and  the  firm  had  been  in  existence,  before  it  was  turned  15 
into  a  Company,  for  a  great  many  years.  The  figure  of  a  swan  pervades 
their  premises  and  their  goods,  and  they  have  it  all  over  the  place — on  their 
doormat,  in  their  window,  on  the  lamps  in  front  of  their  shop — Swan 
appears  everywhere.  Their  cheques  have  the  figure  of  the  swan  ;  their  goods 
are  marked  with  the  figure  of  the  swan.  It  is  true  that  as  regards  corsets  and  20 
as  regards  most  of  the  goods  in  the  catalogue,  the  picture  of  the  swan  is  not  put 
against  them,  but  that  appears  to  me  to  be  really  immaterial,  except  it  can  be 
used — and  in  this  case  it  cannot  be  used — ^as  an  indicium  of  fraud.  1  have  had 
the  artist  here,  who  explained  to  me  how  it  came  that  these  two  swans  were 
drawn  in  the  picture.  It  was  his  own  idea  entirely.  He  was  given  corsets  with  25 
the  word  "  Swan  "  stamped  upon  them  ;  he  accordingly  thought  that  it  would 
be  a  pretty  thing  to  add  to  his  picture  two  swans,  and  he  has  made  a  very 
pretty  drawing.  Those  two  swans  to  my  mind  do  not  suggest  a  Trade  Mark  in 
any  sort  of  way  ;  they  are  mere  embellishments,  decorative  additions  to  a  pretty 
picture.  In  particular  they  do  not  represent  or  call  up  any  suggestion,  to  30 
my  mind  at  least,  of  the  Plaintiff's  Trade  Mark ;  for  at  least  25  years  last 
past,  the  Plaintiff  has  never  used  his  Trade  Mark  of  the  swan  without  the 
addition  of  his  other  Trade  Mark,  "Swanbill,"  underneath  it.  The  Trade 
Mark,  which  has  become  associated  in  the  public  mind  with  the  Plaintiff,  has 
been  the  combination  of  the  two  Trade  Marks,  a  swan  with  the  two  cygnets,  35 
and  bulrushes  at  the  back,  with  the  word  "  Swanbill "  underneath.  Unless, 
therefore,  the  Plaintiff  can  establish  a  title  to  the  figure  of  a  swan  of  every  sort 
and  description  in  every  capacity,  I  do  not  see  how  he  can  succeed  in  the 
present  case.  I  have  already  said  that  I  consider  that  I  could  not  non-suit 
the  Plaintiff,  on  the  ground  that  he  has  adduced  no  evidence  that  anybody  40 
has  been  deceived,  or  no  evidence  of  any  person  who  says  that  he  or  she 
would  be  likely  to  be  deceived,  but  that  I  am  bound  to  judge  for  myself  in 
looking  at  the  two  pictures ;  and,  so  looking,  I  cannot  believe  that  any 
reasonable  person,  male  or  female,  looking  at  that  pretty  picture  of  the 
Defendants'  in  their  advertisements  and  in  their  books,  would  be  led  to  45 
suppose  that  they  had  anything  whatever  to  do  with  the  Trade  Mark  of  the 
Plaintiff,  used,  as  it  has  been,  as  a  swan  floating  or  swimming  on  the  water, 
with  the  two  cygnets  and  the  bulrushes  at  the  back  and  "  Swanbill " 
underneath  it. 

Mr.  Sebastian  suggested  that  it  might  be  necessary — he  did  not  say  it  would  50 
be — ^for  the  Plaintiff  to  show  that  the  Defendants  were  using  their  swan  as  a 
Trade  Mark.  I  do  not  think  that  is  so,  but  it  certainly  is  an  element  to  be 
considered  in  the  case.  I  think  the  case  which  Mr.  Jenkins  referred  to  of 
Jay  V.  Ladler  probably  displaces  that,  although  the  report  is  not  very  lucid. 
I  do  not  think  that  it  can  be  really  necessary  that  the  mark  should  be  used  by  55 


Vol.  XX.,  No.  4.]         AND  TRADE  MARK  CASES,  12X 

In  the  Matter  of  Addley  Boume'a  Registered  Trade  Marks, 
Addley  Bourne  v.  Swan  and  Edgar^  Ld. 

the  Defendant  as  a  Trade  Mark.  •  If  you  use  what  is  in  fact  the  Plaintiffs'  Trade 
Mark  as  embellishment,  but  do  in  truth  by  such  embellishment  use  their 
Trade  Mark  so  as  to  deceive,  or  to  be  calcuJated  to  deceive,  you  do  wrong  to  the 
Plaintiffs,  although  you  may  say  that  you  are  not  usinar  it  as  a  Trade  Mark.  It 
5  is  an  element  to  be  considered,  and  when  you  find  that  it  is  used  simply  as  a 
figure  of  a  swan,  and  used  as  it  is  in  the  Defendants*  business,  to  say  that 
you  find  it  as  a  pictorial  embellishment  to  an  advertisement  seems  to  me  to  be 
a  very  long  way  from  any  user  calculated  to  deceive. 
The  next  point  is  the  question  of  costs,  and  I  confess  to  feeling  some  little 

10  difBcuIty  about  the  division  of  the  costs.  I  cannot  accede  to  Mr.  Jenkins^ 
suggestion  that  the  letters  which  passed  in  1896  should  cause  me  to  deprive  the 
Defendants  in  any  way  of  their  costs.  What  happened  then,  in  my  judgment, 
comes  to  this.  The  Plaintiff  complained  of  the  particular  swan  which  the 
Defendants  then  put  in  their  window.    The  Defendants  then  did  not  think 

15  it  worth  their  while  to  contest  the  matter,  and,  for  the  sake  of  peace, 
without  making  any  admission,  they  said  that  they  would  take  it  away  and 
would  not  use  it.  The  Plaintiff  says  that  he  understood  that  to  mean  that 
they  would  not  ever  use  a  swan  again.  I  find  it  impossible  to  put  any 
such  construction  on  the  letters,  nor,  in  fact,  are  the  letters  put  forward  as  a 

20  contract.  It  is  said  there  is  some  representation.  To  my  mind  it  comes  to 
nothing.  I  should  be  very  sorry  to  prevent,  or  to  throw  any  obstacle  in  the 
way  of,  people  making  reasonable  concessions  to  their  neighbours  for  the  sake 
of  peace,  as  I  should  be  doing  if  I  were  to  mulct  the  Defendants  now  by 
depriving  them  of  costs  because  they  made  concessions  for  the  sake  of  peace  in 

25  1896.  The  real  difficulty  that  I  feel  is  how  to  give  any  practical  directions  to 
the  Taxing  Master,  which  will  enable  him  to  deal  with  the  costs  of  the  action 
and  the  costs  of  the  motion  to  rectify,  which  have  been  tried  together.  I  have 
come  to  the  conclusion  that  it  is  better  for  both  parties  that  I  should  divide 
those  two  sets  of  costs,  lumping  them  together.    Having  regard  to  what  the 

30  Court  of  Appeal  said  was  the  duty  of  a  Judge  of  first  instance  in  the  case  of 
Patching  v.  Barnetty  to  which  I  have  referred,*  and  having  regard  to  a  decision 
which  Mr.  Justice  Keketoich  has  given,t  I  consider  that  I  have  jurisdiction 
to  divide  the  costs  now  that  I  have  the  matter  fresh  in  my  mind,  and  the  state 
of  the  evidence,  and  the  issues  to  which  it  related,  so  as  to  save  the  parties 

35  from  the  great  trouble  and  expense,  and  the  Taxing  Master  from  the  difficul- 
ties, and  the  Court — it  may  be  not  myself,  but  some  other  Judge— from  the 
dUfficulty  of  reviewing  the  taxation.  I  consider  that  I  have  jurisdiction  to 
divide  the  costs,  lumping  the  two  together,  the  motion  and  the  action,  into 
fractional  divisions,  and  therefore^  having  regard  tp  the  evidence,  which  is  in 

40  my  mind  now,  I  direct  that  the  Plaintiff  do  pay  to  the  Defendants  two-fifths 
of  the  entire  costs  of  action  and  motion  to  rectify,  treating  them  as  a  whole, 
and  including  in  that  the  costs  of  the  interlocutory  motion  which  were  made 
eoets  in  the  action.  That,  I  think,  does  as  nearly  substantial  justice  as  I  can 
do,  and  I  am  quite  sure  that  it  is  in  mercy  to  the  parties — ^it  is  certainly  in 

45  mercy  to  the  Taxing  Master— to  give  such  a  direction. 

The  last  point  is  that  Mr.  Jenkins  has  asked  me  for  a  ceitificate  that  his 
Trade  Mark  has  come  into  question  under  section  77a.     I  entirely  accept  Mr. . 
Justice  Bvckley^s  decision,  and  I  do  not  think  it  would  be  proper  for  me  in  any 
way  to  express  any  opinion  about  it  at  all,  I  should  certainly  follow  it  in  case 

50  of  need,  but  section  77a  gives  the  Court  a  discretion,  and  the  question  which  I 
have  to  consider  is  whether  under  the  circumstances  of  this  case  I 
ought  to  exercise  the  discretion,  so  as  to  mulct  anyone  else  who  is  attacked 

•  51  L.J.  Oh.  74,  ^  Inre  Pollard  (L.R.  (1902)  W.N.  49). 
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by  the  PlaintiflE  hereafter,  in  solicitor  arid  client  costs,  by  reason  of  a 
certificate  which  I  misrht  now  srive.  In  a  sense  no  doubt  the  right  to  the 
exclusive  use  of  the  Trade  Mark  came  into  question  in  this  way.  The 
motion  was  to  rectify  by  striking  out  on  the  ground  that  the  Tmde  Mark  had 
not  been  used  for  all  the  goods  in  the  class  under  which  it  was  registered.  5 
When  the  motion  came  to  be  opened  Mr.  Upfohn,  conceding  that  as  regards 
some  classes  of  Roods  it  had  b-^en  so  used,  asked,  under  the  general  words  at  the 
end  of  his  notice  of  motion,  *'  further  or  other  relief,"  to  be  allowed  to  attack 
the  Trade  Mark  in  respect  of  some  only  o^  the  goods  in  that  class.  Mr.  Jenkins 
took  the  objection  that  Particulars  had  been  given,  thzit  no  such  case  was  raised  10 
in  the  Particulars,  and  said  that  he  was  not  prepared  to  go  into  the  question 
now.  I  accordingly  ruled  that  Mr.  Upjohn  could  not  do  it,  and  the  result  is 
that  I  have  nevt^r  tried  that  part  of  the  motion  at  all,  because  it  was  abandoned, 
and  rightly  abandoned.  I  say  no  more  than  this — it  is  p^ain  that  there  is  a 
question  which  may  fairly  be  raised  as  regards  the  user  by  the  Plaintiff  of  the  15 
Trade  Mark,  in  respect  of  some  of  the  goods  other  than  corsets,  for  which 
the  mark  is  registered.  Ought  I,  therefore,  in  the  exercise  of  my  discretion, 
to  say  that  there  has  been  such  an  adjudication  here  as  would  lead  me  to 
mulct  a  person  subsequently  attacked  on  the  Trade  Mark  in  solicitor  and 
client  costs  ?  I  think  not.  On  the  whole  I  think  in  the  exercise  of  my  20 
discretion,  I  ought  not  to  do  it,  and  consequently  I  shall  refuse  to  give  any 
certificate. 
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In  THE  High  Court  op  Justiob.— Chanobry  Division. 

Before  Mr.   Justice   Buoklby. 

November  27th  and  28th,  1902. 

Reynolds  v.  Herbert  Smith  &  Co.,  Ld. 


5      Patent.— Action  for  infringement.— Subject-matter.^ Novelty.— Invention 
defined. 

A  Patent  was  granted  to  B.  for  improvem^ents  in  means  for  repairing 
pneumatic  tyres,  consisting  of  using  a  strip  of  canvas  with  a  piece  of  india- 
rubber  attached  thereto,  adapted  to  be  fixed  round  the  outside  of  a  damaged 
10  pneumatic  tyre,  and  to  have  its  end  gripped  between  the  outer  cover  and  the 
rim.  An  action  having  been  brought  for  infringement  of  this  Patent,  the 
Defendant,  in  addition  to  denying  infringement,  alleged  want  of  novelty  and 
want  of  su^/fect -matter. 

Held,  that  the  Patentee  had  not  suggested  anything  new  in  the  particular 
15  article  which  he  had  patented,  and  failed  on  subject-matter  and  on  novelty. 
The  action  was  dismissed  with  costs. 

Invention  is  an  act  which  results  in  a  new  product,  or  a  new  result,  or  a  new 
process,  or  a  new  combination  for  producing  an  old  product  or  an  old  result. 

In  1900  Letters  Patent  (No.  9418  of  1900)  were  granted  to  Arthur  George 
20  Reynolds  for  "  Improvements  in  means  for  repairing  pneumatic  tyres." 

The  Complete  Specification  was  as  follows  : — "  It  is  well  known  by  riders  of 

"  cycles,  motor  cars  and  other  vehicles,  that  it  is  very  difficult  to  repair  the 

"  covers  of  pneumatic  tyres  when  they  have  received  a  large  gash  or  when  the 

"  canvas  lining  has  burst.    Unless  the  solution  is  allowed  to  dry  thoroughly,  a 

25  "  lump  or  projection  forms  on  the  tyre  when  the  same  is  inflated. 

"  I  will  describe  my  invention  by  the  aid  of  the  accompanying  drawings,  in 
"  which  :— Fig.  1  is  a  plan  and  Fig.  2  is  a  section  of  one  form  of  canvas  strip 
**  suitable  for  repairing  the  outer  covers  of  pneumatic  tyres.  Fig.  3  is  an  under- 
"  side  view  and  Fig.  4  is  a  section  of  another  form  of  strip.     Fig.  5  is  a  section 
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"  of  a  wheel-rim,  an  outer  cover,  and  one  of  the  repairing  etripe  in  use. 
**  According  to  my  invention,  as  shown  in  Figs.  1  and  2, 1  cut  a  strip  of  canvas 
"  or  other  suitable  material  a  suflBciently  long  to  pass  round  the  tyre  b  and  to 
^'  pass  between  the  wires  or  thickened  edges  b^  and  the  rim  c.  In  some  cases 
"  the  strip  is  only  sufficiently  long  to  pasa  round  the  tyre  and  between  the  outer  5 
^^  cover  b  and  the  edge  c^  of  the  rim  Cy  as  I  find  that  the  india-rubber  of  the 
'*  outer  cover  b  pressing  against  the  edge  c^  of  the  rim  will  hold  it  firmly.  This 
^  strip  of  canvas  a  may  be  of  any  suitable  width.  To  the  centre  of  this  strip  a 
'*  of  canvas  or  other  material  I  attach,  as  shown  in  Figs.  1  and  2,  a  strip  of 
"  sheet  rubber  a^  by  solution  or  in  any  suitable  manner,  which  forms  the  iq 
•*  tread  of  the  tyre  when  this  latter  is  inflated  and  prot^ts  the  canvas  or  other 
'*  material  a  from  wear,  but  if  desired  the  canvas  a  may  be  entirely  covered 
"  with  rubber  a^  as  shown  in  Figs.  3  and  4.  In  this  form  of  repairing  strip  it 
"  will  be  noticed  that  the  india-rubber  a^  is  slightly  larger  than  the  canvas  a, 
"  which  enables  the  repairing  strip  to  be  affixed-by  solution  more  securely  to  ^5 
"  the  outer  cover  of  a  tyre  to  prevent  creeping  and  when  it  is  intended  to  leave 
"  it  permanently  in  position.  However  this  form  of  strip  may  be  used  without 
'*  solution  and  thus  be  readily  detachable  as  in  the  form  of  strip  shown  in 
"  Figs.  1  and  2.  In  Figs.  3  and  4  the  india-rubber  is  shown  with  a  thickened 
^  portion  a'  in  the  centre  thereof  to  form  the  tread  or  running  surface,  but  in  ^q 
^^  some  cases  the  india-rubber  may  be  of  uniform  thickness  throughout. 


ric.5. 


**  Having  repaired  the  inner  tube,  the  outer  cover  b  is  placed  in  position  and 
^  a  strip  a,  as  hereinbefore  described,  is  placed  round  the  outer  cover  at  that 
'*  part  having  the  gash  or  burst  b^ ;  the  ends  of  the  strip  are  placed  between  the 
"  wires  or  thickened  edges  b^  of  the  outer  cover  b  and  the  rim  c,  care  being  25 
"  taken  that  the  strip  is  in  close  contact  with  the  outer  cover  b.  When  the  tyre 
''  is  inflated  it  is  found  that  the  strip  a  is  firmly  gripped  and  that  the  outer 
**  cover  b  has  its  usual  circular  form  as  shown  in  Fig.  5  without  any  undue 
"  projection. 

'*  Repairing  strips  made  according  to  my  invention  may  be  employed  for  30 
"  repairing  single  tube  tyres  as  it  is  easy  to  pull  the  tyre  slightly  away  from  the 
'*  rim  at  that  part  which  has  become  punctured  or  burst  and  to  tuck  the  ends  of 
'*  the  strip  between  the  tyre  and  the  rim." 

The  claims  were  : — **  1.  A  strip  of  canvas  or  other  suitable  material  having  a 
"  piece  of  india-rabber  attached  along  the  centre  thereof,  adapted  to  be  placed  35 
*'  around  the  outside  of  a  wora  or  damaged  pneumatic  tyre  and  to  have  its  ends 
"  gripped  between  the  outer  cover  and  the  rim,  substantially  as  herein  shown 
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*'  and  deacribed  and  for  the  purpose  stated.  2.  A  strip  of  canvas  or  other  suitable 
'*  material,  having  a  piece  of  india-rubber  attached  thereto,  adapted  to  be  placed 
"  or  fixed  around  the  outside  of  a  worn  or  damaged  pneumatic  tyre  and  to  have 
"  its  ends  gripped  between  the  outer  cover  and  the  rim,  substantially  as  herein 
5  "  shown  and  described  and  for  the  purpose  stated." 

The  Patentee  commenced  an  action  for  infringement  of  this  Patent,  claiming 
the  usual  relief,  against  Herbert  Smith  A  Co,^  Ld.^  who  were  cycle  agents,  and 
were  at  the  date  of  issue  of  the  writ  engaged  in  manufacturing  and  selling 
repair  bands  for  pneumatic  tyres  which  the  Plaintiff  alleged  were  made  in  a 

10  manner  substantially  identical  with  that  described  in  the  Complete  Specifica- 
tion, the  only  difference  being  that  the  Defendants*  bands  had  thickened 
edges,  an  alteration  which  the  Plaintiff  contended  to  be  superfluous. 

In  the  Particulars  of  Breaches  one  sale  of  a  repair  band  made  in  accordance 
with  the  Plaintiff's  Specification,  and  not  by  the  Plaintiff,  nor  with  his  leave  or 

15  consent  was  circumstantially  alleged. 

The  Defendants  pleaded  in  their  Defence  that  at  the  date  of  the  grant  of  the 
Patent  the  invention  was  not  new ;  that  the  Plaintiff  was  not  the  first  and  true 
inventor  ;  and  that  they  had  not  infringed  the  Patent. 
In  the  Particulars  of  Objections  delivered  with  the  Defence  it  was  alleged 

20  (paragraph  2),  "  That  the  alleged  invention  was  the  mere  application  of  well- 
'*  known  means  of  mending  and  required  no  invention,  and  was  not  proper 
"  subject-matter  for  Letters  Patent ; "  (paragraph  4),  "  That  the  alleged  inven- 
'*  tion  was,  before  the  date  of  the  said  Letters  Patent,  published  in  this  realm 
"  in  the  following  Specifications,  viz.,  that  of  William  Quest  and  Herbert 

25  "  Ouest  (No.  15,601  of  1892),  and  that  of  Henry  Charles  Beard  (No.  23,307  of 
**  1897),  and  that  there  had  been  prior  publication  by  the  public  use  and  sale 
"  of  pieces  of  canvas  or  other  suitable  material  substantially  in  the  same 
^  manner  and  for  the  same  purpose  as  described  in  the  Plaintiff's  Specifica- 
"  tion."    Pour  instances  of  such  user.were  then  set  forth. 

30      The  action  came  on  for  trial  before  BUCKLEY,  /. 

Astbury^  K.C.,  and  Gordon  (instructed  by  A.  and  A.  0.  Hughes)  appeared  for 
the  Plaintiff ;  T.  Terrell,  K.C.,  and  Golam  (instructed  by  Phillips  and  Boyle) 
appeared  for  the  Defendants. 
Astbun/y  K.C.,  opened  the  case  for  the  Plaintiff  and  stated  the  facts.     Very 

35  little  invention  is  sufflcient  to  support  a  Patent,  and  in  this  case  the  Plaintiff's 
invention,  enabling  punctured  tyres  to  be  repaired  by  cyclists  on  the  road-side, 
and  without  using  any  solution,  had  in  it  an  element  of  great  utility  as  well  as 
considerable  ingenuity.  In  Thomson  v.  American  Braided  Wire  Company 
(6  B.P.C.  518)  the  use  of  braided  wire  for  bustles  was  held,  by  a  majority  of 

40  the  House  of  Lords,  to  be  patentable  though  cushions  had  been  previously  made 
of  similar  material.  (Taylor  and  Scott  v.  Annand  and  the  Northern  Press 
Company,  16  B.P.C.  517,  was  also  referred  to.)  Appreciation  of  a  desideratum 
may  amount  to  invention.  [BuOKLBY,  /. — To  think  of  a  want  is  not  invention.] 
If  properly  estimating  the  want  makes  the  supply  obvious  that  may  be  an 

45  invention.  The  quantity  of  invention  is  not  material.  In  Hayward  v.  Hamilton 
(Griffin's  Patent  Cases,  115)  the  idea  of  using  prism-shaped  glass  for  pavement 
lights  in  a  combination  which,  starting  with  that  idea,  was  obvious,  was  held  to 
be  patentable,  although  prism-shaped  glass  had  been  previously  used  for  the  deck 
lights  of  ships.    Lord  Justice  Bramwell  in  that  case  said  :  *^  It  seems  to  me  that 

50  "  the  Plaintiff  really  is  an  inventor— he  has  found  out  something.  He  makes 
**  an  article  that  was  not  made  before.  This  particular  case  may  be  no  doubt 
**  upon  the  verge,  but  one  cannot  help  making  this  remark,  that  it  is  very 
'*  strange  if  it  is  no  invention  that  it  has  never  been  done  before.  Why  has  it 
•*  never  been  done  before  ?    Why,  because  nobody  else  found  it  out,  which  I 

55  ^  take  to  be  au  equivalent  to  inventing,  and  I  think,  therefore,  that  his  Patent 
"  is  sustainable."     The  principle  laid  down  by  Bowen,  L.J.,  in  the  American 
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Braided  Wire  case  (5  R.P.C.  124)  was  assented  to  by  Lord  Herschell  when  the 
same  case  came  before  the  House  of  Lords  (6  R.P.C.  526).  Again,  in  Innea  v. 
Short  and  Seal  (15  R.P.C.  451),  Bigham,  J.,  held  that  the  substitution  of 
powdered  zinc  for  granular  zinc  had  a  sufficient  element  of  novelty  to  be 
patentable.  As  to  the  defence  of  prior  user  and  common  knowledge,  it  was  met  5 
by  the  fact  that  the  Defendants  had  themselves  subsequently  patented  the  same 
idea.  The  addition  of  thickened  edges  is  not  an  improvement,  but  even  if  it 
were  it  would  be  none  the  less  an  infringement.  The  prior  Specification  of 
W.  and  H,  Ov£8t^  and  that  of  H.  G.  Beard,  were  unworkable. 

GkLXjide  Kennedy  MillSy  Patent  agent,  Stanley  Feasty  managing  director  of  10 
Messrs.  Feast  &  Co.,,  manufacturers  of  cycle  accessories,  Frederick  Thonias 
Bidlake,  a  cyclist  for  over  20  years,  and  Q.  F.  Sha9*py  sub-editor  of  "  Cycling," 
were  called  as  witnesses  for  the  PlaintifiP.  Their  evidence  was  directed  to  show 
that  the  invention  was  new,  that  it  met  a  much  felt  want,  and  that  its  utility 
was  proved  by  a  sale  of  237,000  in  two  years.  15 

Herbert  Smithy  who  stated  that  he  had  been  in  the  cycle  trade  20  years, 
Ernest  Brown^  director  of  Ernest  Brawny  Ld.y  cycle  fittings  maker,  J,  A, 
Chandlery  George  Francis  HayeSy  an  employe  of  the  Defendant  firm,  and 
Messrs.  Osborne  and  Bretty  were  called  as  witnesses  for  the  Defence.  Their 
evidence  was  to  the  effect  that  the  method  of  employing  patches  externally  to  20 
repair  the  covers  of  cycles  had,  prior  to  the  grant  of  the  Plaintiff's  Patent,  been 
extensively  adopted,  and  that  it  had  been  very  usual  lo  insert  the  edges  of 
such  patches,  when  arranged  saddle- wise  across  the  cover,  between  the  wire  and 
the  rim. 

Oolamy  for  the  Defendants,  contended  that  the  Plaintiff's  Patent  was  bad  on  25 
two  grounds — (1)  there  was  no  subject-matter ;  (2)  the  claim  was  too  wide. 
Further,  there  had  been  no  infringement ;  the  Plaintiff  claimed  a  strip  of 
canvas  having  a  facing  of  india-rubber  along  the  centre,  and  the  Defendants 
had  not  got  that. 

Astburyy  K.C.,  was  heard  in  reply.  30 

BUGKLBT,  J. — In  my  opinion  the  Plaintiff  fails  on  subject-matter,  and  fails 
on  novelty.  Of  course  the  difference  between  discovery  and  invention  is  very 
familiar.  Discovery  adds  to  the  amount  of  human  knowledge,  but  it  does  so 
only  by  lifting  the  veil  and  disclosing  something  which  before  had  been 
unseen  or  dimly  seen.  Invention  also  adds  to  human  knowledge,  but  not  35 
merely  by  disclosing  something.  Invention  necessarily  involves  also  the 
suggestion  of  an  act  to  be  done,  and  it  must  be  an  act  which  results  in  a  new 
product,  or  a  new  result,  or  a  new  process,  or  a  new  combination  for  producing 
an  old  product  or  an  old  result.  What  I  have  to  look  at  here,  on  the  question 
of  subject-matter,  is  whether  the  Plaintiff  invented  anything  in  that  sense.  40 
He  claims  a  strip  of  canvas  or  other  material  having  rubber  attached  to  it,  to  be 
of  a  certain  length,  so  as  to  be  suitable  for  a  certain  purpose,  namely,  that  of 
extending  saddlewise  over  the  outside  of  the  cover  of  a  pneumatic  tyre  and 
being  gripped  by  the  edges  of  the  rim.  He  does  not  claim  the  method  of 
attachment  or  the  manner  of  use  of  that  article.  He  claims  the  article,  as  he  45 
describes  it,  and  adapted  for  that  use.  He  does  not  say,  as  Mr.  Astbury  has 
sought  to  argue,  that  his  strip  of  that  length  must  have  an  edge  of  any  defined 
thickness  or  thinness.  That  is  not  the  point.  He  claims  the  article  which  he 
describes.  The  article  as  a  strip  was  not  new.  A  canvas  backing  with  a  rubber 
face  to  it  was  a  thing  exceedingly  familiar.  Every  cover  of  a  pneumatic  tyre  50 
was  made  of  a  fabric  which  was  sufficient  to  resist  the  tension  and  of  a 
vulcanised  rubber  face  to  resist  friction.  The  article  as  an  article  was 
not  new.  Neither  was  the  way  in  which  the  article  was  to  be  used 
new — by  which  I  mean  that  the  attachment  of  a  fabric  of  that  description 
to  a  rim,  by  gripping  it  between  the  pressure  of  a  pneumatic  tyre  and  55 
the  rim,  of  course  was  old.     As  regards  the  matter  of  attachment,  with 
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an  exception  which  I  will  mention  in  a  moment,  the  Plaintiff  has  simply  done 
this.  He  has  taken,  say,  three  inches  of  length  of  the  circumference  of  a  cover 
and  he  has  exposed  it  to  the  forces  which  hold  on  the  whole  circumference  of 
the  cover.  That  is  not  quite  true,  because,  of  course,  the  circumferential 
.*)  tension,  which  does  act  in  a  very  singular  way  on  the  total  cover,  is  absent  from 
the  detached  piece,  but  in  other  respects  the  method  of  attachment  is  not  new. 
But  it  is  not  nftcessary  to  go  into  that,  because  it  is  not  the  method  of  use  that 
he  claims.  What  he  claims  is  the  article  as  made.  Now,  in  what  sense  was 
the  strip,  so  made,  new  ?    As  an  article  made  of  certain  materials  put  together 

10  in  a  certain  way,  it  was  very  old.  He  has  sourht  to  say  that  his  invention,  if  I 
rightly  gather  the  claim,  is,  that  it  had  thin  ends,  which  I  do  not  find 
that  he  says,  and  that  it  satisfied  this  want,  that  you  could  put  it  on 
rapidly  by  the  road  side  without  solutioning  it  on.  Now,  the  idea 
that    leads    to    an    invention    is,    in    my    opinion,  no  part  of  the  inven- 

15  tion.  The  idea,  or  the  recognition  of  the  want,  stimulates  the  inventor  to 
do  something  else.  It  is  the  something  further  which  he  does  which  is  the 
invention.  The  mere  idea,  or  the  conception  that  it  is  very  desirable  to  have  a 
patch,  such  as  that  you  can  put  it  on  when  you  have  not  got  the  materials  in  the 
workshop  is  not  patentable.    What  is  patentable  is  a  new  way  of  doing  that 

20  thing,  either  by  way  of  a  new  article  to  be  used,  or  a  new  method  of  putting  it 
on,  or  some  combination  which  would  be  capable  of  being  patented.  I  cannot 
find  that  there  is  anything  of  that  sort  here.  The  only  thing,  so  far  as  T  can 
see,  that  the  Patentee  did,  or  can  suggest  that  he  did,  was  this — if  you  take  a 
proper  sized  piece  of  a  perfectly  familiar  article  of  commerce  and  put  it  on  in  a 

25  particular  way,  it  will  stop  on.  He  does  not  claim  the  way  of  putting  it  on. 
He  claims  the  article.  It  seems  to  me  that  in  that  there  is  no  subject-matter 
for  a  Patent.  I  do  not  see  that  he  suggests  any  act  to  be  done — ^because  he  does 
not  claim  the  putting  it  on — which  will  produce  a  new  article  or  a  new  result, 
or  enable  you  to  produce  an  old  article  or  an  old  result  in  a  new  way. 

30  Then,  passing  on,  it  seems  to  me  also  that  he  fails  on  the  ground  of  novelty. 
I  disregard  the  evidence  of  Osborne  and  Brett^  and  for  this  reason,  that  I  think 
that  there  are  materials  for  disposing  of  this  part  of  the  case  without  having 
regard  to  their  evidence.  Their  names  were  not  given  in  the  Particulars,  and 
the  Plaintiff,  perhaps,  has  some  reason  to  say  that  had  they  been  given  he 

35  would  have  been  prepared  to  meet  their  evidence,  but,  apart  from 
the  evidence  of  those  witnesses  altogether,  I  think  that  the  result  of  the 
evidence  is  this,  that  before  1900  it  was  a  common  manner  of  repairing  to  take 
something,  it  may  have  been  canvas  without  rubber,  or  it  may  have  been 
canvas  with  rubber,  or  it  may  have  been  a  bit  cut  off  an  old  cover  for  the 

40  purpose  of  using  it  for  repairing — it  was  a  common  method  of  repairing  to  take 
something  of  that  kind,  put  it  saddlewise  right  across  the  cover,  and  pin  or  nip 
it  in  by  the  pressure  on  the  rim.  It  is  quite  true  that  the  person  who  did  that 
— ^not  always,  but  as  a  rule — in  doing  it  added  to  that  method  of  holding  it  the 
solutioning  it  on  so  as  to  make  a  more  workmanlike  and  permanent  job  of  it, 

45  but  I  think  that  the  result  of  the  evidence  is  that  it  was  done  in  both  ways. 

I  look  at  the  evidence  to  see  what  the  novelty  here  was.  Mr.  Mills,  the 
Patent  agent,  said  that  the  novelty  consisted  practically  in  the  size  and  in  the 
projection  of  the  rubber  beyond  the  canvas.  There  is  nothing  novel,  so  far  as 
I  can  see,  in  that  either.    As  a  matter  of  fact,  long  before  1900,  it  was  the 

50  practice  to  sell  sheets  of  repairing  materials,  with  a  surface  more  or  less  strong, 
to  resist  the  action  of  the  road,  which  was  in  width  1|  inches,  and  the  diameter 
of  a  tjrre,  I  believe,  is  a  minimum  of  about  liinches  and  a  maximum  of  If 
inches — If  inches  is  a  common  diameter.  Mr.  Brown,  who  was  called  for  the 
Defendant,  did  not  draw  any  inference  from  those  dimensions,  but  I  confess 

55  I  cannot  resist  drawing  an  inference  myself  why  it  was  If  inches.  The  diameter 
was  well  known  to  be  something  of  that  kind.    By  this  I  do  not  mean  that 
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If  inches  would  be  sufficient  to  go  round,  but,  taking  the  circumference  to  be 
that,  there  was  sufficient  width  in  the  strip  of  material  to  allow  of  a  circum- 
ferential patch  to  be  pinned  under  the  wires  in  the  ed^es.  Then  there  is  also 
this  evidence.  The  Defendant  says  that  he,  before  1900,  removed  from  a  cover 
a  patch  which  was  attached  in  this  particular  way  ;  it  came  under  the  edges  of  5 
the  rim  and  that  he  removed  it.  It  struck  him  as  being  ingenious,  and  he 
ordered  from  Germany  some  material  for  the  purpose  of  using  it  in  the  same 
way  ;  he  got  it,  and  he  found  after  all  that  it  was  more  expensive  than  the 
other  method  of  repairing,  and  therefore  he  did  not  use  it.  Then  there  is 
the  evidence  given  ty  Mr.  Brown.  He  says  ever  since  wired-on  tyres  have  10 
been  used,  repairs  have  been  made  by  pieces  solutioned  on  to  the  outside  going 
from  wire  to  wire.  Apart  from  the  question  of  solutioning,  there  you  have  got 
the  method  of  the  Plaintiff.  It  seemn  to  me  on  this  evidence  it  was  a  familiar 
mode  of  repairing  a  burst  of  an  outer  cover  by  putting  a  strip  of  some  sort — it 
may  be  of  canvas  or  canvas  and  rubber — across  from  rim  to  rim,  which  is  the  15 
way  in  which  the  Plaintiff  intends  that  his  article  should  be  used.  It  seems  to 
me,  therefore,  that  he  has  not  suggested  anything  that  is  new  in  the  particular 
article  for  which  he  has  taken  out  his  Patent.  Being  of  opinion,  therefore, 
that  he  fails  on  subject-matter  and  fails  on  novelty,  I  must  dismiss  the  action 
with  costs.  20 
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In  the  HiGua  Court  op  Justiob.— King's  Bench  Division. 

Before  Mr.  Justice  Bigham. 

October  31st  and  November  3rd  and  17th,  1902. 

Nadel  v.  Martin. 

5      Patent. — Agreement  for  sale. — Warranty  of  validity. — Condition. — Patents 
held  to  be  valid. — Judgment  for  Plaintiff. 

The  owner  of  certain  Patents  entered  into  an  agreement  Uy  sell  them  fcyr  a 
price  to  be  paid  partly  in  cash  and  partly  in  shares  of  a  Company  to  befor)ned 
by  the  purchasers  before  the  date  fixed  for  completion.     The  assurance  to  the 

10  purcliasers  was  to  contain  a  covenant  by  the  vendor,  guaranteeing  the  validity 
of  the  Patents ;  the  purchasers  were  to  buy  some  of  the  patented  ma>chines  from 
the  vendor.  Some  of  these  meu^hifies  were  delivered,  and  the  purchasers  by 
arrangement  gave  certain  promissory  notes  for  the  part  of  tlie  purchase  moneys 
for  the  Patents  payable  in  cash.    In  consolidated  actions  by  the  vendor  for  the 

15  price  of  the  mcu^liines  delivered  and  on  the  promissory  notes  the  Defendants 

alleged  that  the  guarantee  of  validity  of  the  Patents  was  in  the  nature  of  a 

condition^  and  that  the  same  were  invalid  as  having  been  anticipated  and  for 

want  of  subfect-^matter. 

Held,  that  the  gtmrantee  of  validity  was  not  in  the  nature  of  a  condition 

20  entitling  the  Defendants  to  repudiate  the  contract,  but  a  mere  warranty y  and 
further  thcU  the  Patents  were  valid.  Judgme7it  was  given  for  the  Plaintiff, 
with  a  stay  of  execution  on  certain  terms. 

On  the  8th  of  March  1898,  Letters  Patent  (No.  5702  of  1898)  were  granted  to 
David  Nadel  and  Heinrich  Herzberg  for  an  invention  of  "  Improved  sewing 
25  ^  machine  with  mechanically  actuated  crank  mechanism  for  braiding  and  the 
**  like  purposes." 

The  Complete  Specification  was  as  follows  : — "  Our  invention  relates  to  a 
^  sewing  machine  with  crank  mechanism  for  braiding  and  the  like,  having  a 
*^  mechanical  actuation  of  the  crank.  In  all  constructions  of  sewing  machines 
30  ^  with  crank  mechanism  for  this  purpose  hitherto  known,  a  serious  drawback 
*'  consists  in  that  the  crank  mechanism  is  actuated  by  hand,  and  consequently 
^  the  correctness  of  the  pattern  obtained  depends  always  on  the  skill  of  the 
**  worker.  As,  however,  even  the  most  skilled  workman  in  spite  of  having  the 
**'  pattern  before  him  is  liable  to  be  disturbed  by  other  influences  whilst  guiding 
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"  the  crank  by  hand,  as  for  instance,  if  he  looks  up  from  the  work,  consequently 
^^  this  method  of  actuating  the  crank  mechanism  by  hand  has  a  distinct  draw- 
"  back  in  the  manufacture  of  certain  goods.  Our  invention  is  designed  to 
"  obviate  this  drawback,  and  we  attain  the  object  by  causing  the  motion  of  the 
^^  crank  by  mechanical  means,  so  that  the  same  is  completely  dependent  upon  5 
"  the  pattern  to  be  produced.  The  motion  must  of  course  be  a  different  one 
"  for  each  different  pattern. 

^'  This  method  of  actuating  the  crank  mechanism  is  attained  by  connecting 
"  the  said  crank  by  means  of  suitable  intermediate  parts  (guide  rods  and  a 
*•  double  lever)  with  a  cylinder  or  an  eccentric,  the  surface  whereof  is  provided   if) 
**  with  curves,  so  arranged  that  when  the  said  cylinder  or  eccentric  is  revolved, 
"  a  point  in  connection  with  the  said  double  lever  engages  therein,  and  causes 
"  the  corresponding  motion  of  the  crank  which  is  required  by  the  pattern  in 
"  question.     Moreover,  in  hand  work  the  crank  mechanism  must  be  sometimes 
"  more  quickly,  sometimes  more  slowly  actuated,  or  it  must  be  caused  to  move  15 
'*  forwards  or  backwards  or  even  at  certain  moments  be  held  stationary  accord- 
"  ing  as  a  looped,  or  zig-zag,  or  wavy,  or  straight  pattern  is  to  be  produced.     It 
"  is  obvious,  therefore,  that  in  the  mechanical  actuation  of  the  crank  mechanism, 
"  the  revolution  of  the  cylinder  must  take  place,  sometimes  slower,  sometimes 
<*  quicker,  sometimes  forwards,  and  sometimes  backwards.    These  variations  20 
"  are  rendered  possible  by  the  arrangement  of  the  cylinder  or  eccentric  pro- 
"  vided  with  the  aforesaid  curved  grooves  in  that  during  the  revolution  the 
"  double  lever  is  always  caused  to  move  more  quickly  when  the  point  actuating 
"  it  passes  over  a  very  much  inclined  portion  of  the  groove,  whilst  on  the  other 
"  hand  it  will  move  more  slowly,  and  consequently  cause  the  crank  to  turn  25 
"  slower  when  the  curve  on  the  cylinder  is  less  oblique. 

'^  In  the  accompanying  drawing  our  invention  is  illustrated  in  the  form 
^'  specially  designed  for  use  as  a  crank  actuated  sewing  machine  for  the  sewing 
''  on  of  braids  and  the  like.    In  this  drawing  Figure  1  shews  the  arrangement 
"  in  plan,  Figure  2  an  elevation  together  with  a  portion  of  the  machine,  whilst  30 
"  Figure  ,3  shews  a  side  view  of  the  invention  itself. 

^^  To  the  crank  a  which  effects  the  revolution  of  the  shaft  &,  whereby  the 
'^  thrust-ring  of  the  machine  surrounding  the  needle  is  actuated  in  the  usual 
'*  manner,  there  is  attached  the  rod  c  secured  at  its  other  end  to  the  double 
^'  lever  d.  By  the  motion  of  the  said  double  lever  in  the  one  or  the  other  35 
**  direction  the  turning  of  the  crank  will  obviously  be  effected.  As  the  crank 
^*  as  already  stated  is  required  to  turn  sometimes  slower,  sometimes  quicker, 
"  and  in  certain  cases  must  even  remain  stationary,  or  go  backwards  it  is 
"  obviously  necessary  that  the  motion  of  the  double  lever  when  the  machine 
**  is  at  work  must  be  correspondingly  affected.  This  object  is  attained  by  pro-  40 
**  viding  the  same  at  its  shorter  end  d^  with  a  point  or  sliding  piece  <P  engaging 
"  in  a  groove  e  of  the  cylinder  g.  This  groove  e  is  formed  more  or  less 
'*  curved  according  as  the  crank  is  required  to  move  quicker  or  slower,  and 
'*  it  must  in  order  to  produce  a  recurring  pattern  of  course  be  joined  together 
^^  at  its  ends  upon  the  circumference  of  the  drum.  This  condition  can  be  45 
"  easily  attained  by  choice  of  a  suitable  diameter  for  the  drum.  If  the  crank 
<<  is  required  to  stand  still  the  curve  becomes  a  straight  line,  whereas  a  turning 
*^  of  the  crank  is  caused  as  soon  as  the  said  line  again  takes  an  inclined  position 
"  to  the  perpendicular  plane  of  the  drum. 

"  GUI'  invention  is  described  by  way  of  example  with  the  application  to  the  50 
*'  braiding  industry,  for  which  this  invention  is  of  especial  advantage,  because 
**  by  it  the  opportunity  is  afforded  of  having  all  like  patterns  executed  exactly 
**  alike,  and  independently  of  the  skill  of  the  workman." 

The  Patentees  claimed  : — "  1.  The  improved  sewing  machine  with  mechanical 
^<  actuation  of  the  crank  mechanism  characterized  by  the  arrangement  that  the  55 
"  said  mechanism  is  connected  by  means  of  intermediate  parts  with  a  cylinder 
*'  or  an  eccentric  in  such  manner  that  the  said  drum  or  eccentric  constructed 
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"  to  correspond  with  the  design  to  be  worked  will  correspondingly  actuate  the 
^  crank  mechanism  to  produce  the  required  pattern. 

"  2.  In  a  sewing  machine  for  braiding  and  the  like,  the  combination  of  parts 
"  forming  the  improved  mechanical  crank  mechanism  substantially  as  described 
5  "  and  illustrated  in  the  accompanying  drawing." 


c^ 
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On  the  14th  of  April  1899,  Letters  Patent  (No.  7843  of  1899)  were  granted  to 

the  same  Patentees  for  an  invention  of  "Improvements  in  sewing  machines 

"  for  embroidering,  braiding  and  the  like." 

The  Complete  Specification  was  as  follows  : — "  The  present  invention  relates 

10  "  to  improvements  in  sewing  machines  such  as  described  in  Patent  Specification 

"  No.  5702  of  1898.    A  braiding  and  embroidering  device  is  there  described  in 

'*  which  the  crank  on  the  shaft  operating  the  thrust  ring  is  moved  mechanically 

"  by  a  cam,  such  as  a  cylinder.     It  is  the  object  of  the  present  invention  to 

"  provide  a  means  whereby  the  dead  points  of  the  cam  groove  or  surface,  which 

15  "  through  the  agency  of  intermediate  mechanism  operates  the  crank  shaft,  are 

**  overcome. 

"  On  the  accompanying  drawing  Fig.  1  is  a  side  elevation  of  the  new  device 
"  and  parts  of  the  sewing  machine  to  which  it  is  attached.  Fig.  2  is  an  under- 
"  side  view  of  the  same. 
20  "  The  general  construction  is  in  essentials  substantially  the  same  as  that 
"  shown  in  the  Patent  Specification  already  referred  to ;  but  instead  of  there 
"  being  only  one  crank  a  on  the  shank  h  operating  the  thrust  ring,  two  cranks 
"  are  provided.    The  second  crank  a^  is  arranged  at  an  angle  of  about  45°  to 

l2 
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the  crank  a,  and  is  provided  with  a  connecting  rod  c^^  having  at  its  end  a  pin 
or  sliding  block  e^,  running  in  a  cam  groove  f^  on  the  periphery  of  the 
cylinder  or  drum  g.  This  end  of  the  rod  c^  is  further  shown  pivoted  to  a 
lever  arm  rf^,  the  other  end  of  which  is  pivoted  to  the  framework  of  the 
sewing  machine.  The  said  parte  all  operate  similarly  to  the  rod  c,  pin  «, 
lever  d  and  groove  /  actuating  the  leading  crank  a.  The  groove  f^  in  the 
cylinder  g  is  of  such  form  that  the  crank  a}  is  actuated  by  it  when  the  crank  a 
(that  is  the  groove/)  stands  in  its  most  unfavourable  position,  xriz,,  when  the 
pin  e  is  in  the  neighbourhood  of  the  right  or  left  culminating  point  of  the 
groove/.  The  advantage  of  such  an  arrangement  is  that  the  machine  can  be 
started  in  any  position,  without  any  dead  point  having  to  be  overcome. 
Moreover,  there  is  a  great  saving  of  power  effected,  for  opposite  to  each  steep 
portion  of  the  one  curved  groove,  is  a  less  steep  portion  of  the  other  curved 
groove.  Thus  the  pressure  which  has  to  be  exerted  on  the  crank  a  or  a^  is 
correspondingly  distributed  between  the  sliding  pins  or  blocks  e  and  ^." 


10 


15 


The  Patentees  claimed  : — *'  1.  In  a  sewing  machine  for  embroidering,  braiding 
and  the  like  in  which  the  crank  on  the  shaft  operating  the  thrust  ring  or 
fabric  feeder  is  connected  by  a  system  comprising  a  rod  and  lever  or  the 
like  with  a  cam  cylinder  or  its  equivalent,  the  surface  of  which  is  so  formed 
as  to  actuate  the  said  crank  mechanism  in  such  manner  as  to  produce  the 
pattern  required,  the  combination  with  the  said  parts  of  a  second  crank  set  at 
an  aTigle  to  the  said  first  crank  on  the  said  shaft,  and  by  a  system  comprising 
a  rod  and  lever  or  the  like  connected  with  the  said  cam  cylinder  or  its 
equivalent,  in  such  manner  that  another  cam  surface  or  groove  on  the  latter 


20 
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**  actaates  the  second  crank  mechanism  when  the  first  crank  mechanism  is  at  or 
**  near  its  dead  TX)int,  all  substantially  as  and  for  the  purposes  hereinbefore  set 
"forth. 
"2.  In  a  sewing  machine  for  embroidering,  braiding  and  the  like  as  described 
5  "  in  Claim  1,  the  general  arrangement  and  combination  of  parts  for  operating 
**  the  crank  shaft  by  means  of  two  cranks  placed  at  an  angle  to  each  other,  all 
*'  substantially  as  described  and  illustrated  on  the  drawing." 

By  an  agreement  dated  the  1st  of  April  1901,  and  made  between  D.  Nadel 
(hereinafter  called    the    Patentee)    of    the    one  part,   and    Charles    Martin^ 

10  William  Lnuin,  John  Daws  Clark,  and  William  Carsley  of  the  other  part, 
after  reciting  that  D.  Nadel  was  the  owner  of  the  Patents,  he  agreed  to  sell 
them  to  the  parties  of  the  second  part,  and  by  clause  2  it  was  provided  that 
the  purchase-money  should  be  the  sum  of  10,000/.,  to  be  payable  as  to  5000Z.  in 
cash  of  which  200'Z.  should  be  paid  on  the  signing  thereof,  and  the  balance 

15  on  completion,  and  as  to  5000/.  by  the  allotment  or  transfer  to  the  vendor  of 
5000Z.  f uUy.paid  ordinary  shares  of  1/.  each  in  the  Company  to  be  formed  by  the 
purchasers  as  therein  mentioned  ;  by  clause  3  that  the  purchasers  should  form 
the  Company  within  four  months  from  the  date  thereof  ;  by  clause  4  that  the 
purchase  should  be  fully  completed  within  four  months  from  the  date  thereof. 

20  Clause  5  was  as  follows  :— "Upon  payment  of  the  said  cash  and  the  allotment 
"  or  transfer  of  the  said  shares  as  aforesaid  the  vendor  shall  execute  and  do  all 
"  necessary  acts,,  deeds,  and  things  for  vesting  in  the  purchasers  or  their 
"  nominees  the  said  inventions,  and  the  said  Letters  Patent  and  the  assurance 
"  to  the  purchasers  or  their  nominees  shall  contain  a  covenant  by  the  vendor 

25  "  guaranteeing  the  validity  of  the  said  Patents  and  also  covenants  that  he,  the 
"  vendor,  will  communicate  to  the  purchasers  all  improvements  upon  the  said 
**  inventions,  and  will  supply  them  with  all  drawings  and  information 
"  necessary  for  enabling  the  purchasers  to  obtain  Letters  Patent  for  such 
"  improvements,  and  shall  also  contain  in  addition  the  usual  covenants  for  title 

30  "  by  the  vendor."  Clause  6  provided  that  out  of  the  cash  payment  of  5WK)/. 
the  sum  of  1000/.  should  be  deposited  as  therein  mentioned,  and  that  the  said 
sum  should  be  kept  deposited  for  five  years  from  the  date  thereof,  and  during 
such  five  years  the  same  should  only  be  used  for  the  purpose  of  taking  and 
prosecuting  proceedings  against  any  person  or  persons  infringing  the  Patents  or 

35  any  future  Patents  for  improvements,  or  for  defending  and  maintaining  the 
validity  of  the  Patents  against  any  person  or  persons  disputing  the  same. 
Subject  thereto  the  said  1000/.  was  to  be  handed  to  the  vendor.  By  clause  7  it 
was  provided  that  the  purchasers  should  purchase  from  the  vendor  fifty 
machines  at  the  price  of  20/.  each,  such  machines  to  be  paid  for  within  one 

40  month  after  delivery. 

On  the  29th  of  October  1901  the  Patentee  commenced  an  action  against 
Charles  Martin,  William  Lewin,  John  Daws  Clark,  and  William  Carsley 
for  418/.  5s.  for  goods  sold  and  delivered,  being  principally .  machines 
delivered  to  the  Defendants  under  the  terms  of  the  agreement,  and  on  the 

45  9th  of  December  1901  the  Patentee  commenced  another  action  against  the 
same  Defendants  on  certain  promissory  notes  given  by  the  Defendants  to 
the  Plaintiffs  in  accordance  with  a  verbal  agreement  made  on  the  22nd  of 
August  1901  in  payment  of  the  said  purchase  moneys  under  the  said  agreement. 
These  two  actions  were  consolidated. 

50  The  Defendants  by  their  Defence  denied  that  they  were  indebted  to  the 
Plaintiff  the  sums  claimed,  and  as  to  the  claim  in  the  first  action  alleged 
(inter  alia)  (4)  that  by  clause  5  of  the  said  agreement  the  Plaintiff  agreed  to 
assign  the  Patents  to  the  Defendants  or  their  nominees,  and  that  the  assurance 
should  contain  a  covenant  by  the  Plaintiff  guaranteeing  the  validity  of  the 

55  Patents ;  (6)  that  it  was  an  implied  term  and  condition  of  the  said  agreement, 
and  the  Plaintiff  represented  to  the  Defendants  before  the  said  agreement  was 
signed    that    the    Patents  were  valid,  and  as  to  both  claims  they  alleged 
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{inter  alia)  (14)  that  the  Defendants  entered  into  the  said  agreements  of 
the  1st  of  April  1901  and  the  22nd  of  August  1901,  and  accepted  delivery 
of  ten  machines  and  paid  the  moneys  and  gave  the  promissory  notes  therein 
referred  to  solely  on  the  faith  of  the  Plaintiff's  representation  that  the  Patents 
were  valid,  and  on  the  Plaintiff  agreeing  to  guarantee  the  validity  thereof,  5 
and  (15)  that  the  Patents  were  invalid  for  the  reasons  set  out  in  the  Particulars 
delivered  therewith,  and  that  the  consideration  for  the  said  agreement  had 
therefore  wholly  failed,  wherefore  the  Defendants,  as  they  were  entitled  to  do, 
refused  to  complete  the  said  agreement  of  the  Ist  of  April  1901.  The 
Defendants  counterclaimed  for  the  return  of  the  moneys  paid  by  them  under  10 
the  said  agreement,  the  return  of  the  promissory  notes,  rescission  of  the  said 
agreement,  and  damages  for  misrepresentation  as  to  the  validity  of  the 
Patents. 

By  their  Particulars  of  Objection  they  alleged  (1)  as  to  both  Patents  that  the 
said  alleged  inventions  were  not  nor  was  either  of  them  new  at  the  respective   15 
dates  of  the  said  Letters  Patent :  the  said  alleged  inventions  had  been  published 
i^  this  realm  prior  to  the  date  of  the  earlier  of  the  said  Letters  Patent  in  the 
Specifications  of  the  following  Letters  Patent :— (a)  Oedge  (No.  3989  of  1870)  ; 
(b)  Qedge  (No.  107  of  1874) ;  (c)  Gornelli/  and  Gornelly  (No.  1705  of  1891) ; 
(d)  Haase  and  Salinger  (No.  24,345  of  1895) ;  (e)  ShllUto  (No.  2862  of  1897)  ;    20 
(f)  Muir  (No.  2439  of  1867)  ;  (g)  Dohson  (No.  18,029  of  1894)  ;  (h)  Hann  and 
others  (No.  6910  of  1896) ;  that  the  Defendants  would  rely  on  the  whole  of 
each  of  the  above  Specifications  as  against  all  the  claims  in  Specifications 
Nos.  5702  of  1898  and  7843  of  1899  ;  (2)  that  the  said  alleged  inventions  were 
not  nor  was  either  of  them  proper  subject-matter  of   Letters  Patent ;   the  25 
Defendants  would  refer  to  the  Specifications  set  out  in  paragraph  1  thereof  and 
to  the  common  general  knowledge  of  the  engineering  trade,  and  would  allege 
that,  by  reason  of  the  same,  no  invention  was  required  to  substitute  for  hand 
actuation  the  mechanical  actuation  of  a  crank  mechanism  by  means  of  inter- 
mediate parts  and  one  or  more  cylinders  or  eccentrics  for  the  purpose  of  30 
constructing  designs  or  for  any  other  purpose. 

The  Plaintiff  by  his  Reply  and  Defence  to  counterclaim  {inter  alia)  admitted 
that  he  made  the  agreement  of  the  1st  of  April  1901,  but  not  that  it  was 
correctly  stated  in  the  Defence,  and  did  not  admit  paragraph  6  of  the  Defence, 
and  said  that  the  Defendants  did  not  enter  into  the  said  agreements  of  the  35 
Ist  of  April  and  22nd  of  August  1901  or  either  of  the  said  agreements,  nor  did 
they  accept  delivery  of  any  machines,  nor  did  they  pay  any  moneys  or  give  any 
promissory  notes  on  the  faith  of  the  alleged  or  any  misrepresentation  or 
agreement  of  the  Plaintiff,  and  denied  that  the  Patents  were  or  either  of 
them  was  invalid,  or  that  there  was  a  total  or  any  failure  of  consideration  40 
of  the  said  agreement  of  the  1st  of  April  1901. 

T.  Terrell^  K.C.,  and  Glavell  Salter  (instructed  by  Pea^cock  and  Ooddardj 
agents  for  Acton  and  Marriott,  Nottingham)  appeared  for  the  Plaintiff; 
Bousfieldf  K.C.,  and  J.  H,  Gray  (instructed  by  Barnett  and  Shirer^  agents  for 
Facon  and  Greasaet/y  Nottingham)  appeared  for  the  Defendants.  45 

Terrell,  K.C.,  opened  the  Plaintiff's  case  and  after  referring  to  the  pleadings, 
continued : — On  the  construction  of  the  agreement  it  is  no  defence  to  the 
action  on  the  promissory  notes  to  allege  that  the  Plaintiff  guaranteed  the  validity 
of  the  Patents  and  that  they  are  invalid.  Such  a  defence  is  not  open  to  the 
Defendants.  [Clauses  5  and  6  of  the  agr«?ement  were  referred  to,  and  also  the  50 
correspondence.]  On  the  sale  of  a  Patent,  there  is  no  implied  warranty  of  its 
validity  {Hall  v.  Gonder^  2  C.B.  N.S.  22),  therefore  the  warranty,  if  any,  must 
be  express,  but  the  only  warranty  is,  by  the  agreement,  to  be  given  crfter  the 
happening  of  events  that  have  not  yet  happened.  What  the  warranty  was  is 
shown  by  clause  6.  The  case  of  Mills  v.  Carson  (9  R.P.C.  338)  is  very  close  55 
to  the  present  one.  At  any  events  this  defence  cannot  go  to  the  purchase  of 
themadiines. 
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BotMjieldy  K.C,  (called  on  as  to  this  point). — ^Under  the  agreement  the 
validity  of  the  Patents  is  guaranteed  and  that  is  a  condition  on  the  trne  con- 
struction of  the  agreement.  Clause  6  is  merely  an  addition  to  the  guarantee. 
One  must  see  whether  the  matter  of  the  guarantee  goes  to  the  root  of  the 
5  contract  and  if  so,  it  is  a  condition.  The  provisions  of  the  Sale  of  Goods  Act,  1893, 
do  not,  in  terms,  apply  ;  but  they  should  be  applied  by  analogy,  they  represent 
the  preyiouB  law.  The  basis  of  the  contract  was  the  validity  of  the  Patents.  If 
the  conclusion  is  that  the  purchaser  would  not  have  entered  into  the  contract, 
except  on  that  basis,  then  it  is  a  condition  (Behn  v.  Burgess^  32  L.J.Q.B.  204  ; 
10  Bannermann  v.  iVhitfy  31  L.J.C.P.  28).  It  is  clear  on  the  agreement,  that  the 
object  of  the  purchase  was  to  form  a  Company  to  purchase  the  Patents.  If 
the  Defendants  are  wrong,  they  would  have  to  pay  the  purchase  money, 
although  they  could  sue  for  the  amount  the  next  day  on  the  warranty.  In  the 
action   on  the  promissory   notes  the  Defendants  are  entitled  to  set  up  the 

If)  warranty,  although  not  a  condition,  in  order  to  avoid  circuity  of  action.     It  is 
submitted  that  there  was  a  total  failure  of  consideration. 
BiGHAH,  J, — I  must  hear  the  whole  case. 

Terrell^  K.C.,  continuing  his  opening : — The  Inventions  relate  to  braiding, 
and  to  a  machine  producing  a  pattern  on  cloth  automatically.     At  the  date  of 

20  the  first  Patent  the  common  practice  was  to  have  a  handle  actuated  by  hand  to 
produce,  through  the  crank,  movement  in  the  pressor  foot.  The  invention  is 
for  a  machine  having  a  cam,  or  eccentric,  actuating  the  crank  mechanism,  and 
itself  having  a  uniform  rotation,  aTid  producing  a  rotation  which  has  any  desired 
variations  of  velocity  and  direction,  and  which  is  unlimited  in  extent.     A 

25  pattern  can  be  made  which  requires  continuous  rotation,  or  reversing  in  rotation, 
or  motion  backwards  or  forwards,  or  both,  and  at  any  speed. 

The  witnesses  called  on  behalf  of  the  PlaintifP  were  Professor  Ewing  and  the 
Plaintiff  himself. 

Terrell^  K.C.,  in  answer  to  the  Court,  said  that  the  invention  to  which  the 

30  second  Patent  related  was  the  selection  of  a  particular  means  of  getting  over  the 
difficulty  of  the  dead  point.     There  was  ingenuity  in  the  selection. 

Bouafieldy  K.C.,  opened  the  Defendants'  caoe. — The  test  applied  to  the  Patents  is 
wrong ;  it  is  not,  as  to  the  first  Patent,  whether  the  Patentee  can  make  patterns 
which  Shillito  cannot  make,  even  if  this  be  true.     In  fact,  as  shown  in  Fig.  1  of 

35  the  first  Patent,  there  can  only  be  a  to-and-fro  and  not  a  rotary  motion  ;  but  it  is 
only  necessary  for  the  Defendants  to  show  that  the  Patentee  includes  in  his 
claim  the  to-and-fro  motion,  and  that  that  is  old.  Apart  from  the  Patentee's 
difficulty  on  Fig.  1,  the  cam  method  in  the  first  Patent  does  not  get  over  the 
difficulty  of  the  dead  point ;   some  device  is  necessary  for  that.     The  alleged 

40  distinction  from  Shillito^  that  continuous  rotary  motion  is  obtained,  is  not  in 
fact  shown,  and  one  has  to  alter  the  figures  of  the  Specification  in  order  to  get 
it.  The  first  Patent  was  for  the  mechanical  means  in  substitution  for  the  use  of 
the  hand.  As  to  the  second  Patent,  the  application  of  a  well-known  device  for 
an  old  purpose  is  not  subject-matter  if  there  is  no  invention  in  the  mode  of 

45  application. 

The  witnesses  called  for  the  Defendants,  in  addition  to  the  Defendant  Martin,^ 
were  Messrs.  I>ugald  Gierke  Burdon^  and  Thorpe. 

Bousfield^  K.C.,  summed  up  the  Defendants'  case. — As  to  the  first  Patent,  it 
includes  the  to-and-fro  movement,  and    professes  to  work  any  machine  by 

50  mechanical  means  instead  of  by  hand  ;  the  claim  includes  all  movements.  The 
invention  was  not  of  the  continuous  rotary  motion ;  but  Shillito  was  a  Patent 
for  automatic  action.  To  apply  Nadel  to  a  machine  such  as  Shillito^  would  be 
an  infringement,  faid  Shillito  is  therefore  an  anticipation.  Nadel  had  primarily 
at  all  events  in  his  mind  the  to-and-fro  movement,  because  in  the  figures  he  has 

55  only  indicated  that ;  further  there  was  no  practical  solution  and  no  forward  step. 
As  to  the  second  Patent,  it  is  merely  for  the  application  of  an  old  device  for  an 
analogous  purpose  without  any  invention  in  the  application.    If  the  Patents  are 
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invalid,  there  was  a  total  fidlore  of  consideration.  The  transaction  Tvas  on  the 
footing  of  the  validity  of  the  Patents,  and  the  guarantee  was  in  the  nature  of  a 
condition. 

Terrell^  K.C.,  in  reply. — There  was  to  be  a  warranty  of  the  validity,  and  the 
sale  was  not  conditional  on  the  validity  of  the  Patents.  Clause  6  shows  the  5 
nature  and  extent  of  the  guarantee.  The  Patents  are  in  fact  valid.  The  first 
Patent  is  for  a  machine  having  certain  capacities,  including  that  of  continuous 
rotation.  Shillito  therefore  does  not  anticipate  it,  for  his  machine  had  not  that 
capacity.    The  second  invention  needed  thought  and  ingenuity. 

Judgment  was  reserved  and  delivered  on  the  17th  of  November  1902.  10 

BiGHAM,  J, — Do  you  know,  Mr.  Bousfteld^  in  what  position  the  last  10 
machines  at  present  are.  I  do  not  seem  to  have  had  any  evidence  about  it, 
and  there  appears  to  be  a  dispute  as  to  whether  your  clients  accept  them. 

Bousfield^  K.C. — I  think  we  dropped  that,  thinking  it  was  too  small  a  matter 
to  trouble  about.  15 

BiGHAM,  e/. — The  first  of  these  two  actions  was  brought  to  recover  the  sum 
of  418Z.  5s.,  the  balance  of  the  price  of  certain  sewing  machines  and  other  goods 
supplied  by  the  Plaintiff  to  the  Defendants,  and  the  second  action  was  brought  on 
two  promissory  notes  given  by  the  Defendants  to  the  PlaintiflE  in  part  payment 
of  the  price  of  two  Letters  Patent,  sold  by  the  Plaintiff  to  the  Defendants.  20 
Both  actions  were  tried  together.  The  facts  are  as  follows  :  The  Plaintiff  was 
the  owner  of  two  Letters  Patent,  relating  to  machines  known  as  the  Gloria 
Automatic  Embroidery  Machines.  By  an  agreement  in  writing,  dated  the 
1st  of  April,  1901,  the  Plaintiff  sold  these  two  Letters  Patent  to  the  Defendants 
and,  by  the  same  agreement,  he  undertook  to  supply  to  the  Defendants  50  of  25 
the  machines  at  20Z.  each.  The  price  of  the  Patents,  as  fixed  by  this  agreement 
was  10,000Z.,  payable  as  to  5(X)0Z.  in  cash  and  as  to  the  balance  in  shares  of  a 
Company,  which  the  Defendants  undertook  to  form  within  four  months  for 
the  purpose  of  taking  over  the  Patents  and  working  them.  The  cash  was  to  be 
paid  as  to  200/.  at  once  and  as  to  the  remainder  (^00/.),  on  completion,  which  30 
was  fixed  for  the  following  1st  of  August.  Clause  5  of  the  agreement  provides 
that,  upon  payment  of  the  cash  and  allotment  of  the  shares  the  vendor  shall 
execute  the  necessary  assurance  for  vesting  the  Patents  in  the  purchasers,  and 
that  the  assurance  shall  contain  a  covenant  by  the  vendor,  guaranteeing  the 
validity  of  the  Patents  ;  and  clause  6  is  to  the  effect  that  the  vendor  shall,  out  35 
of  the  cash  payments,  deposit  a  sum  of  1000/.,  in  a  bank  in  England  in  the 
names  of  himself  and  the  purchasers,  which  sum  is  to  remain  deposited  for 
five  years  and  is  only  to  be  used  for  the  purpose  either  of  proceeding  against 
infringers  of  the  Patents,  or  of  defending  or  maintaining  their  validity  against 
persons  attacking  the  same,  and  that,  at  the  end  of  the  five  years,  the  1000/.  or  40 
what  may  be  left  of  it,  is  to  be  handed  over  to  the  vendor.  The  agreement 
concludes  with  a  stipulation  that  the  purchasers  are  to  buy  from  the  vendor  50 
of  the  machines  at  20/.  each,  such  machines  to  be  paid  for  within  a  month  after 
delivery  by  the  vendor. 

At  the  trial  an  attempt  was  made  to  prove  that  the  Defendants  were  induced  45 
to  enter  into  this  agreement  by  a  representation  that  the  Patents  were  valid,  and 
1  was  asked  to  find  that  the  agreement  was  entered  into  on  the  faith  of  that 
representation.  I  am,  however,  quite  satisfied  that  no  such  representation  was 
made  and  that  the  rights  of  the  parties  ought  to  be  determined  only  with 
reference  to  the  terms  of  the  writing.  50 

When  the  agreement  was  made,  namely,  on  the  Ist  of  April  1901,  the 
Defendants  paid  the  200/.  At  about  this  time  the  delivery  of  the  50  machines 
began,  so  that,  by  the  13th  of  May  apparently,  10  had  been  delivered  and  accepted. 
On  the  10th  of  May  the  Defendants  wrote  to  the  Plaintiff  promising  to  pay  for 
these  machines,  eight  of  which  were  then  in  transit,  and  ordering  four  motors  55 
at  3/.  10s.  each.  The  motors  were  supplied  on  the  following  6th  of  June,  by 
which  date  there  was  due  by  the  Defendants  to  the  Plaintiff  the    sum   of 
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223/.  5^.  for  sewing  machines  and  other  goods,  the  particalars  of  which  are 
correctly  endorsed  on  the  back  of  the  writ  in  the  first  action.  By  the  20th  of 
June  the  Plaintiff  was  anxious  to  forward  a  further  20  machines,  but  this  the 
Defendants  begged  him  not  to  do  as  "  the  machine  was  meeting  with  a  very  poor 
5  "  success."  In  consequence  of  this  request  the  further  delivery  was  delayed 
until  the  12th  of  July,  when  10  more  machinefl  were  sent  together  with  an 
invoice  for  their  price,  namely,  200Z.  The  Defendants  accepted  these  10 
machines  subject  to  payment  by  the  Plaintiff  of  the  carriage  upon  them,  the 
amount  of  which  the  Plaintiff  subsequently  authorised  the  Defendants  to  deduct 

10  from  the  price.  Thus  the  Defendants  became  indebted  to  the  Plaintiff  in  a 
further  sum  of  200Z.  Meantime  the  date  for  the  payment  of  the  4800Z.,  the 
balance  of  the  price  of  the  Patents,  arrived,  and  it  was  not  convenient  for  the 
Defendants  to  find  the  money.  The  result  was,  a  new  arrangement  by  which, 
on  the  27th  of  August  1901,  the  Defendants  paid  lOOOZ.  in  cash  on  account  of 

15  the  Patents  and  gave  two  promissory  notes  for  the  balance,  3800^.,  the  notes 
being  made  payable  on  the  1st  of  December  1901.  They  also  paid  200Z.  on 
acconnt  of  machines  delivered,  and  the  time  for  completion  of  the  purchase  of 
the  Patents  was  extended  to  the  due  date  of  the  notes,  namely,  the  1st  of 
December  1901.    On  the  15th  of  August  1901,  the  Plaintiff  forwarded  to  the 

20  Defendants  a  further  10  machines.  Whether  the  Defendants  accepted  these 
machines  or  not  is  a  matter  which  is  still  in  dispute,  and  is  one  as  to  which  I 
have  not  the  materials  for  forming  a  conclusion.  Having  regard,  however,  to 
what  Mr.  Bonsfield  has  just  said,  I  come  to  the  conclusion  that  there  is  no 
dispute  about  the  last  10  machines. 

25  About  the  middle  of  October  the  Plaintiff  began  to  press  for  payment  for 
the  machines,  whereupon  two  disputes  arose,  first,  as  to  whether  30  machines 
had  been  supplied,  or  only  20;  and,  secondly,  whether  the  arrangement  for 
postponing  the  payment  for  the  Patents  did  not  also  extend  to  the  payment  for 
the  machines.    I  find  as  a  fact  that  postponement  of  payment  for  the  machines 

30  forms  no  part  of  the  arrangement  made  in  August,  and  that,  therefore,  when,  on 
the  29th  of  October,  the  Plaintiff  issued  his  writ  for  the  price  of  the  machines, 
the  amount  sued  for  was  due  and  payable,  subject,  of  course,  to  the  question 
whether  the  number  of  the  machines  delivered  was  20  or  30.  That  question, 
of  coarse,  now  is  out. 

35  Apparently  the  Defendants  were  not  able  to  get  the  machines  into  use  and 
could  not,  or,  at  all  events,  did  not,  form  the  contemplated  Company,  and  when 
the  due  date  of  the  promissory  notes  was  approaching  their  Solicitor  wrote 
as  follows  :  "  My  clients  have  definitely  decided  that  they  will  not  pay  the 
**  promissory  notes  given  to  Mr.  Nadel^  and  have  instructed  me  to  inform  you 

40  "  that  they  will  defend  any  proceedings  your  client  may  take  on  the  notes  or 
"  the  agreement,  and  that  I  am  to  accept  service  on  their  behalf."  That  letter 
is  written  by  the  Solicitor  for  the  Defendants  to  the  Solicitors  for  the  Plaintiff 
on  the  29th  of  November  1901.  The  answer  to  it  was  as  follows  :  "  We  have 
*'  yours  of  to-day  intimating  that  your  clients  have  decided  that  they  will 

45  ^*  not  meet  the  two  promissory  notes  they  gave  to  our  client,  and  giving  no 
"  reason  whatever  for  the  course  they  propose  to  pursue.  Inasmuch  as  you 
"  assured  us,  when  we  advised  our  clients  to  accept  the  notes  and  give  the 
"  indulgence  of  time,  you  fully  believed  the  notes  would  be  duly  met  we  are 
"  somewhat  surprised  to  receive  your  present  intimation.    For  the  purpose  of 

50  "  enabling  our  client  to  sue  will  you  write  us  that  your  clients  waive  the 
^  presentation  to  them  of  the  notes  for  payment  and  consent  to  our  proceeding 
**  after  the  notes  become  due  as  though  this  formality  had  been  complied 
**  with  in  the  usual  manner  ?  You  promised  to  agree  and  pay  our  charges  in 
"  connection  with  the  negotiations,"  and  so  on.    The  reply  to  that  came  on  the 

55  3rd  of  December,  and  is  as  follows  : — "  In  reply  to  your  letter  of  the  29th  ultimo 
^  my  elicits  will  waive  the  presentation  to  them  for  payment  and  consent  to 
^  your  proceeding  as  soon  as  the  notes  become  due  as  though  the  notes  had 
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"  been  duly  presented  and  payment  declined.  Various  facts  have  come  to  the 
'^  knowledge  of  my  clients  which  make  them  believe  that  the  agreement  with 
^^  Mr.  Nadel  is  void  and  that  they  are  neither  legally,  nor  morally  bound  to 
"  carry  the  same  out,  and  they  will  as  I  intimated  to  you  before,  defend  any 
'^•proceedings  yotir  client  may  t^ke/'  'I  am  disposed  to  think  that  the  5 
Defendants  took  up  the  position  disclosed  in  these  letters  because  it  was  again 
inconvenient  for  them  to  find  the  money.  But  they  explain  their  conduct  in 
another  way  and  I  do  not  say  that  their  explanation  may  not  be  true.  They 
say  that  they  refused  to  pay  because  they  had  discovered  that  the  Patents  were 
invalid.  Sometime  in  September  or  October  their  attention  had  been  drawn  to  10 
a  machine  in  use  in  Leicester  which  was  said  to  be  similar  to  the  Nadel 
machine.  This  particular  machine  bore  the  name  of  Limbach  and  it  had 
apparently  been  made  since  the  date  of  the  Plaintiff's  Patents,  so  that  it  was 
clearly  not  an  anticipation  of  those  Patents.  But  it  was  thought  that  it  might 
be  a  patented  machine  and,  thereupon,  the  Defendants  instructed  a  Patent  15 
Agent,  named  Burdon^  to  search  in  the  Patent  Office  for  any  Patent  in 
LimhacKs  name.  No  such  Patent  was  found,  but  during  the  search 
Mr.  Burdon  came  across  another  Patent  taken  out  in  the  name  of  a  Mr.  Shillito 
which  he  thought  might  be  an  anticipation  of  NadeVs  Patent,  and  this  fact  he 
communicated  to  the  Defendants.  Hence  the  letter  of  the  3rd  of  December  20 
which  I  have  just  read.  The  promissory  notes  were  dishonoured,  and  on  the 
9th  of  December,  the  \\Tit  in  the  second  action  was  issued. 

On  these  facts  two  questions  arise  for  consideration :  First,  whether  the 
guarantee  mentioned  in  the  fifth  clause  of  the  contract  is  in  the  nature  of  a 
condition  entitling  the  Defendants  to  repudiate  the  contract,  or  whether  it  is  a  25 
mere  warranty  for  the  breach  of  which  the  remedy  is  only  in  damages  ;  and, 
secondly,  whether,  as  matter  of  fact,  the  Patents  are  invalid.  Of  course  it  is 
not  necessary  to  consider  the  second  of  these  questions  if  I  find  that  the 
contract  contains  merely  a  warranty,  but  it  was  thought  better  that  I  should 
consider  and  answer  both  questions  and  accordingly  I  do  eo.  30 

The  mere  sale  of  a  Patent  carries  with  it  no  implied  condition  that  the 
Patent  is  valid  :  the  condition  therefore,  if  it  exists  in  this  case,  must  be  found 
in  tiie  contract  itself.  Now,  reading  the  words  of  this  contracc,  I  am  satisfied 
that  they  were  not  intended  to  import  and  do  not  impoirt  any  condition  at 
all.  The  cash  is  to  be  paid  long  before  and  the  shares  are  to  be  allotted  at  35 
the  time  when  the  guarantee  is  to  be  given,  that  is  to  say,  the  contract  is  to  be 
in  great  part  performed  before  the  alleged  condition  comes  into  existence. 
This  seems  to  me  to  be  inconsistent  with  the  notion  that  the  validity  of  the 
Patents  is  to  be  a  condition  to  the  binding  effect  of  the  bargain.  Again,  in 
the  clause  (clause  5)  in  which  there  is  the  undertaking  to  give  the  guarantee,  40 
there  is  a  further  undertaking  to  give  covenants  to  communicate  future 
improvements  and  to  furnish  drawings  thereof  so  as  to  enable  the  Defendants 
to  obtain  additional  Patents  for  such  improvements.  These  are  obviously  mere 
collateral  promises  and  I  see  no  reason  why  the  covenant  to  give  the  guarantee 
as  to  validity  should  have  a  different  interpretation.  The  Plaintiff  relied  45 
upon  clause  6  as  showing  that  clause  5  related  to  a  mere  warranty,  but  I 
doubt  whether  clause  6  really  affords  any  help  in  the  construction  of  the 
earlier  clause  and  I  leave  it  out  of  consideration.  I  think  the  wording  of 
clause  5  is  suf&cient  in  itself  to  show  that  only  a  warranty  was  intended  and 
1  so  find.  50 

I  now,  however,  proceed  to  consider  whether,  in  fact,  the  Patents  are  valid 
or  not.  The  first  of  the  two  Patents  is  described  in  the  Specification  as  an 
invention  relating  to  a  sewing  machine  with  crank  mechanism  for  braiding, 
and  the  like,  having  a  mechanical  actuation  of  the  crank.  It  appeared  by 
the  evidence  that,  before  the  date  of  this  Patent,  braiding  machines  which  were  55 
designed  to  work  by  means  of  a  contiiiuous  rotary  motion  of  the  crank  causing 
what  \a  called  the  presf^er  foot  of  the  machine  to  push  ihe  cloth  in  varioiiB 
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directions  so  as  to  produce  by  means  of  a  needle  and  thread  a  pattern  and 
particularly  a  looped  pattern,  had  always  been  worked  by  hand.  The  main 
object  of  the  Plaintiff's  invention  was  to  do  away  with  hand  labour  altogether 
and  to  substitute  a  mechanical  contrivance  which  should  make  the  machine 
5  automatic.  The  Specification  recites  that  in  all  constructions  of  sewing 
machines  with  crank  mechanism  for  braiding  purposes  hitherto  known,  the 
necessity  of  working  the  crank  by  hand  was  a  serious  drawback.  It  was  the 
hand  that  guided  the  pressor  foot  by  means  of  the  crank  and  the  result 
frequently  was  an  uneven  and  an  unsatisfactory  production  on  the  cloth  of  the 

10  braiding  pattern.  The  Plaintiff's  machine  substitutes  for  the  hand  a  cam  or 
cylinder  which  revolves  on  its  own  axis.  Engraved  on  the  surface  of  this  cam 
is  a  groove  into  which  sinks  a  part  of  the  machine  connected  with  the  crank 
which  actuates  the  presser  foot.  The  line  of  the  groove  is  irregular  and  this 
irregularity  has  the  effect,  as  the  cam  revolves,  of  producing  in  the  crank  a 

15  backwards  and  forwards  motion,  or  a  continuous  rotary  motion  and  also  of 
moving  it  slowly  or  quickly  as  required.  The  presser  foot  is  thus  moved  so  as 
to  produce  the  pattern.  A  cam  with  a  specially  cut  groove  in  it  has  to  be  used 
for  each  pattern  required  and,  if  a  loop  pattern  is  required,  the  groove  must  be 
so  formed  as  to  produce  a  continuous  rotary  motion  of  the  crank. 

20  It  was  urged  on  behalf  of  the  Defendants  that  the  Specification  did  not 
properly  describe  the  invention  or  its  object  and  it  was  pointed  out  that  one 
of  the  diagrams  (figure  2)  did  not  show  a  continuous  rotaiy  motion  at  all,  and 
in  &ct  it  does  not.  But,  I  think  that,  reading  the  whole  Specification  the 
object,  and  the  means  by  which  it  is  attained,  are  sufficiently  shown.    I  refer 

2&  particularly  to  lines  24  to  30*  inclusive  on  page  1  of  the  Specification  (where 
the  word  "cylinder"  is  an  obvious  mistake  for  "crank")  a^d  to  lines  6,t  7,  8, 
and  9  on  page  2.  The  wording  of  these  passages  1  think  involves  the  notion 
of  a  forward  motion,  a  backward  motion,  and  also  a  continuous  rotary  motion. 
The  Specification  having  described  the  machine,  then  proceeds  to  state  the 

30  claims,  as  follows : — "  I.  The  improved  sewing  machine  with  mechanical 
*^  actuation  of  the  crank  mechanism  characterized  by  the  arrangement  that  the 
"  said  mechanism  is  connected  by  means  of  intermediate  parts  with  a  cylinder 
"  or  an  tsccentric  in  such  manner  that  the  said  drum  or  eccentric  constructed 
"  to  correspond  with   the   design   to  be  worked  will  correspondingly  actuate 

35  "  the  crank  mechanism  to  produce  the  required  pattern,"  and  "  2.  In  a 
^  sewing  machine  for  braiding  and  the  like,  the  combination  of  parts  forming 
**  the  improved  mechanical  crank  mechanism  substantially  as  described  and 
'^  illustrated  in  the  accompanying  drawing."  This  machine,  as  claimed,  appears 
to  me  to  be  useful  and  ingenious,  and  to  form  proper  subject-matter  for  a 

40  Patent. 

But  it  was  further  said  for  the  Defendants  that  there  was  no  novelty,  and 
reference  was  made  to  the  Specification  of  a  Patent  granted  to  one  Shillito  in  the 
year  1897.  This  is  the  Patent  which  Mr.  i^urdon  came  across  when  he  was  searching 
at  the  Patent  Office  to  see  whether  Mr.  Limbach  had  taken  out  any  Patent 

45  before  the  date  of  the  Plaintiff^s  Patent.  I  have  read  the  Specification  of  that 
Patent,  and  I  agree  with  Professor  Ewing  that  the  machine  therein  described 
could  not  perform  the  functions  of  the  Plaintiff's  machine,  and  could  not 
produce  such  patterns  (and  in  particular  a  looped  pattern)  as  require  for  their 
production  a  continuous  rotary  motion  of  the  crank.     Before  the  Plaintiff's 

50  Patent  such  patterns  as  I  have  referred  to  had  been  produced  only  by  hand 
actuation  ;  they  were  irregular  and  unsatisfactory.  The  Plaintiff's  Patent  sub- 
stitutes automatic  mechanical  action  for  the  hand  action,  and  produces  a  regular 
and  satisfactory  pattern.  ShiUitd's  Patent  (which,  so  far  as  I  know,  has  never 
been  in  praoticisil  use)  did  not  and  was  not  calculated  to  accomplish  this  object. 

*  Ante^  page  180,  linM  1ft  to  20.  f  ^^^  WS^  l^»  ^^^  ^^ 
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It  provides  for  a  machine  with  a  backwards  and  forwards  motion  only,  and  not 
for  continuous  rotation,  which  is  the  principal  feature  of  the  Plaintiff's  inven- 
tion. Mr.  Ihigald  Clerks  an  engineer  and  mechanic  of  great  skill,  who  was 
called  before  me  for  the  Defendants,  at  first  was  of  opinion  that  Shillito^s  Speci- 
fication did  not  describe  a  machine  which  was  capable  of  rotating,  even  through  5 
one  complete  circle.  He,  however,  corrected  this  view,  and  stated  that  it  would 
perform  one  complete  circle,  but  that  then  it  had  to  reverse  its  action  by 
retracing  the  circle  already  described,  and  then  had  to  start  for  the  second  circle 
afresh.  In  other  words  there  was  no  continuous  rotary  action.  And  I  find  that 
ShUlitd*s  machine  would  be  incapable  of  producing,  in  a  satisfactory  way,  the  10 
patterns  which  the  continuous  rotary  movement  of  the  Plaintiff's  machine  can 
produce. 

A  reason  relied  on  by  the  Defendants  as  showing  that  the  Plaintiff's  Speci- 
fication was  not  intended  to  describe  a  continuous  rotary  motion  was  that  it 
provided  no  means  of  getting  over  what  is  called  the  dead  point,  and  it  was  15 
said  (truly  enough)  that,  unless  you  could  get  over  the  dead  point,  you  could 
not  obtain  continuous  rotary  motion.    With  the  old  hand  machine  the  dead 
point  presented  no  difficulty,  for  the  workman  was  there  ready  to  help  the 
machine  over  the  point,  and  it  is  to  be  remembered  that  the  new  machine  was 
intended  to  do  that  which  the  hand  machine  had  previously  accomplished.  20 
Now,  the  difficulty  of  the  dead  point  was  more  apparent  than  real,  and  I  was 
told,  and  I  accept  the  statement,  that  the  difficulty  only  occurred  when  the 
machine  was  moving  slowly,  for  that  when  the  machine  was  moving  quickly 
there  was  no  danger  of  a  stoppage  at  the  dead  point.     I  was  also  told  that 
many  well-known  mechanical  means  are  applicable  for  the  purpose  of  over-  25 
coming  the  difficulty  when  it  arises,  any  one  of  which  would  be  available  in 
using  the  machine.'    These  explanations  satisfy  me  that  the  difficulty  about  the 
dead  point  is  not  one  which  should  lead  me  to  conclude  that  the  Plaintiff  did 
not  intend  to  describe  continuous  rotary  motion.    The  Plaintiff,  however,  was 
alive  to  the  difficulty,  and,  instead  of  adapting  one  of  the  well-known  means  of  30 
overcoming  it,  which  I  have  already  referred  to,  he  set  himself  to  work  to  invent 
something  which  should  serve  the  purpose  better.      He  did  invent  something 
and  this  new  contrivance  forms  the  subject  of  the  second  Patent  sold  to  the 
Defendants.    This  Patent  the  Defendants  say  is  also  bad  because  it  is  not  novel. 
The  Specification  of  this  Patent  is  dated  May  1899,  and  it  states  that  the  invention  35 
relates  to  improvements  in  sewing  machines  such  as  are  described  in  the  former 
Patent,  the  object  being  to  provide  a  means  whereby  the  dead  points  of  the 
cam  groove  which  operates  the  crank  shaft  are  overcome.    It  is  difficult  to 
describe  the  invention  without  the  assistance  of  a  diagram,  but  it  consists  of  a 
second  crank  moved  by  meaYis  of  a  second  groove  in  a  cam,  the  second  groove  40 
being  so  arranged  as  that  the  two  cranks  do  not  reach  their  dead  point  at  the 
same  time.    The  second  groove  has  of  course  to  be  formed  with  relation  to  the 
first  groove,  so  as  to  produce  the  pattern  simultaneously  with  the  first  groove, 
but  in  such  a  way  as  to  prevent  the  dead  points  from  synchronising.    This,  it 
is  possible  to  do  by  some  geometrical  calculation,  which,  I  am  told,  presents  45 
no  difficulty.    The  claims  as  set  out  in  the  Specification  are  :  "1.  In  a  sewing 
"  machine  for  embroidering,  braiding  and  the  like  in  which  the  crank  on  the 
"  shaft  operating  the  thrust  ring  or  fabric  feeder  is  connected  by  a  system 
•*  comprising  a  rod  and  lever  or  the  like  with  a  cam  cylinder  or  its  equivalent, 
*^  the  surface  of  which  is  so  formed  as  to  actuate  the  said  crank  mechanism  in  50 
^  such  manner  as  to  produce  the  pattern  required,  the  combination  with  the 
^'  said  parts  of  a  second  crank  set  at  an  angle  to  the  said  first  crank  on  the  said 
"  shaft,  and  by  a  system  comprising  a  rod  and  lever  or  the  like  connected  with 
^  the  said  cam  cylinder  or  its  equivalent,  in  such  manner  that  another  cam 
"  surface  or  groove  on  the  latter  actuates  the  second  crank  mechanism  when  55 
'^  the  first  crank  mechanism  is  at  or  near  its  dead  point,  all  substantially  as  and 
**  for    the  purposes    hereinbefore   set  forth.      2.   In  a  sewing  machine  for 
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^  embroidering,  braiding  and  the  like  as  described  in  Claim  1,  the  general 
^  arrangement  and  combination  of  parts  for  operating  the  crank  shaft  by  means 
'^  of  two  cranks  placed  at  an  angle  to  each  other,  all  substantially  as  described 
"  and  illastrated  on  the  drawing."  This  invention  it  was  alleged  had  been 
5  anticipated  by  a  Mr.  Hann  who  took  out  a  Patent  in  1896,  No.  6910. 
Hann*8  invention  was  connected  with  improvements  in  the  mechanism  of 
velocipedes,  and  its  object  no  doubt  was  to  overcome  the  dead  point.  This, 
I  understand,  he  does  by  means  of  a  double  groove  on  the  cam  so  placed  as 
that  the  dead  points  do  not  synchronise,  but  the  two  grooves  are  exactly  alike 

10  in  form,  and  are  straight.  At  first  I  was  disposed  to  think  that  this  device 
was  in  effect  the  same  as  Plaintiff's,  and  that  it  therefore  deprived  the 
Plaintiff's  Patent  of  the  element  of  novelty.  But  upon  consideration  I  have 
come  to  the  conclusion  that  there  is  an  essential  difference  between  the  two,  which 
is  described  in  Answers  144, 152,  and  167  of  Professor  Ewing^s  evidence,  which  in 

15  substance  is  as  follows.  At  Answer  144  :  ^^  The  Patents  are  by  no  means 
"  identical.  Even  considered  as  a  mechanism,  and  apart  from  the  difference  of 
^  use,  HanrCs  Patent  is  not  at  all  identical  with  the  Plaintiff's.  The  mechanism 
'*  is  required  to  fulfil  this  function,  that  there  is  a  varying  ratio  of  velocity 
*'  between  the  two  things,  the  cam  cylinder  and  the  thing  which  is  to  be  turned 

20  **  by  the  cam  cylinder.  Here  "  (that  is  to  say,  in  HanrCs  Patent)  "  there  is  a 
*'  constant  ratio  of  velocity  between  the  two,  and  that  makes  a  very  great  deal 
*f  of  difference  on  the  simplicity  of  the  problem  of  communicating  motion 
*^  without  this  difficulty  about  the  dead  centres."  Again,  at  Answer  152, 
Professor  Ewing  says  :  "  The  problem  which  Hann  had  before  him  was  to  take 

25  ^'  two  similar  grooves  and  shift  the  one  round  a  little  relatively  to  the  other. 
"  Each  groove  is  performing  the  same  mechanical  operation,  but,  in  the  case  of 
'^  the  Plaintiff's  Specification,  the  two  grooves  are  not  similar  in  that  case  at  all. 
'^  It  is  by  no  means  obvious  at  first,  speaking  as  a  mechanician,  and  it  requires 
"  some  considerable  inventive  faculty — it  did  require  some  very  considerable 

30  "  inventive  faculty  on  the  part  of  the  Plaintiff  to  see  that  the  application  of 
"  cams  he  was  dealing  with  would  work  at  all."  And  again  at  Answer  167  : 
'*  In  Hann^s  the  dead  point  had  to  be  got  over  in  a  very  easy  case,  namely, 
"  where  there  was  equal  angular  velocity  on  the  part  of  the  two  revolving 
^<  pieces ;  whereas  the  Plaintiff  has  the  much  more  difficult  mechanical  problem 

35  "  to  get  over  the  dead  point,  where  there  is  a  varying  angular  velocity  in  the 
^  two  cases."  I  come  to  the  conclusion  that  the  Plaintiff,  by  his  second  Patent, 
selected  a  good  and  ingenious  way  of  preventing  the  dead  point  from  arresting 
the  action  of  the  sewing  machine,  a  way  which  was  not  obvious  and  which 
therefore  afforded  good  subject-matter  for  a  P&tent. 

40  I  think  that  both  the  Patents  are  valid ;  the  first  because  it  describes  a 
machine  which  by  its  backwards  and  forwards  movement  and  by  its  continuous 
rotary  movement  will  produce  patterns  which  no  other  known  automatic 
machine  can  produce,  and  the  second  because  it  describes  a  novel  and  useful 

A  device  for  overcoming  the  difficulty  of  the  dead  point  which  occurs  when  the 

45  machine  is  moving  slowly. 

I  therefore  give  judgment  in  the  first  action  for  the  Plaintiff  for  418?.  5s., 
and  I  give  judgment  in  the  second  action  also  for  the  Plaintiff  for 
3854Z.  Il8.,  being  the  amount  of  the  promissory  notes,  with  interest  to  date 
of  writ.    Interest  at  4  per  cent,  will  be  added  from  date  of  writ  to  payment. 

50  There  will  also  be  judgment  for  the  Plaintiff  on  the  counterclaim  and  the 
Plaintiff  must  have  his  costs. 

A  Certificate  that  the  validity  of  the  Patents  came  in  question  was  applied  for 
and  granted. 
Bous/ieldy  E.G.,  asked  for  a  stay  of  execution,  as  the  Defendants  contemplated 
55  carrying  the  case  to  an  appeal. 

BiGHAM,  J. — I  think  that  is  quite  a  reasonable  application. 


142  REPORTS  OF  PATENT,  DESIGN,         [Feb.  11, 1908. 

Nadel  v.  Martin. 

Bouafield^  K.C. — I  do  not  know  whether  your  Lordship  thinks  any  terms 
ought  to  be  imposed. 

Big  HAM,  J, — I  think  there  ought  to  be  some  terms.  [Some  discussion  then 
took  place.]  All  I  can  do  is  to  grant  you  a  stay  on  terms.  You  have  paid 
altogether  1400/.  I  think  you  ought  to  briug  into  Court  another  loOOZ.  And  5 
I  think  too,  the  costs  ought  to  be  taxed,  and  paid  on  the  usual  undertaking  to 
return.  If  within  a  month  you  serve  your  notice  of  appeal  then  you  will  have 
a  further  stay.  The  1500/.  must  be  brought  into  Court  within  a  month,  and 
the  costs  must  be  taxed  as  soon  as  they  can  be,  and  the  amount  paid  as  soon  as 
the  taxation  is  completed  on  the  usual  undertaking  to  repay.  10 

Liberty  to  apply  was  reserved. 


In  the  High  Cdurt  op  Justiob.— Chancery  Division. 

Before  MR.   JUSTICE   Btrnb. 

December   3rd,  1902. 

Spbncbr  v.  Holt.  15 

PatenL-- Action  for  infringement. — Motion  for  interlocutory  injunction. — 
Recent  Patent  not  established  by  judgment. — Motion  refused. 

S.  obtained  a  Patent  iri  1902^  and  began  to  manufacture  and  sett  articles 
under  the  Patent  as  soon  as  the  Complete  Specification  was  accepted.    Subse- 
quently H.  began  to  manufacture  articles  which  were  admittedly  infringements  .jq 
oftlve  Patent  if  valid.    S.  commenced  an  action  against  H.,  and  moved  for  an  ^ 
interlocutory  injunction.    H.  alleged  that  the  Patent  was  invalid.    H.  stamped 
his  articles  "  Patent.^^ 

Held,  thaty  on  the  Defendant  undertaking  to  keep  an  account  and  to  discontinue 
using  "  Patent "  in  reference  to  his  articlesy  the  motion  would  be  refused^  and  25 
th>e  costs  would  be  costs  in  the  action. 

On  the  8th  of  October  1902  Letters  Patent  (No.  7346  of  1902)  were  granted  to 
Talbot  Spencer  tor  ^n  invention  of  a  "Combined  rubber  and  leather  heel  for 
"  boots  and  shoes." 

The  Provisional  Specification,  which  was  dated  the  24th  of  March  1902,  was  30 
as  follows  :— "  A  part  of  the  leather  top  piece  &  lift  of  heel  is  cut  or  pressed  out 
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"  to  the  shape  of  the  moulded  rubber  which  Ib  in  a  dovetail  form  the  thickness 
"  of  lift  &  top  piece  combined  there  being  a  dovetail  at  the  back  part  of  rubber 
"  which  holds  it  in  position  on  the  heel,  there  being  at  the  time  of  moulding  a 
**  metal,  bone,  or  hard  vulcanised  rubber  plate  laid  in  the  centre  of  rubber  and 

5  "  being  slightly  longer  than  the  rubber  enables  it  tS  rest  on  the  lift  the  top 

"  piece  being  then  nailed  down  on  lift  &  plate  which  holds  the  rubber  firm 

"  without  nail  or  screw  in  the  rubber  which  must  be  moulded  to  shape  but  can 

"  be  made  in  different  sizes  to  suit  all  heels  of  boots  or  shoes." 

The  Complete  Specification,  which  was  accepted  on  the  24th  of  July  1902, 

10  was  as  follows  : — **  The  top  piece  Fig  1.  and  lift  Fig  2  of  leather  are  cut  or 
"^  stamped  out  by  press  knives  or  dies  both  the  same  size  according  to  the 
'*  size  of  heel,  with  the  exception  of  the  aperture  or  dovetailed  part  marked  A 
^  in  Fig  1  and  Fig  2  which  is  cut  smaller  in  Fig  1  than  in  Fig  2  as  shewn 
**  in  drawing  marked  A  in   Fig  1  and  A    in    Fig    2.      The   rubber  Fig  3  is 

15  ^  moulded  or  cut  out  to  the  shape  marked  A  shewn  in  Fig  1  and  2 'combined 
'*  and  in  the  thickness  of  lift  and  top  piece.  The  rubber  has  a  double 
^'  dovetail  as  shewn  in  drawing  Fig  3  for  the  purpose  of  keeping  it  in  position 
^'  in  and  between  the  top  piece  and  lift  without  using  any  nails  or  screws,  the 
"  dovetail  holding  securely  the  rubber  from  working  off  the  back  of  the  heel. 

20  "  Fig  4.  The  rubber  placed  in  the  aperture  A  in  Fig  2  ready  for  the  top  piece 
"  Fig  1  to  be  placed  on  and  which  said  top  piece  Fig  1  when  sq  placed  covers 
^  up  the  larger  dovetail  as  shewn  in  Fig  4  and  gives  you  a  complete  heel  as 
**  shewn  in  Fig  5.  Fig.  5  shews  a  complete  heel  ready  to  be  nailed  or  screwed 
^  on  any  boot  or  shoe  in  the  ordinary  way,  the  nails  or  screws  to  go  through 

25  "  the  leather  only  are  required  to  keep  the  rubber  in  position  the  dovetail  doing 
''  away  with  that  necessity  as  hereinbefore  stated. 

"  Fig  1.  Top  piece   of   leather.    Fig  2.  Lift    of    leather.     Fig  3.   Rubber. 
"  Fig  4.  Rubber  and  lift.    Fig  5.  Complete  heel." 
•J  he  claims  were  : — "  1.  The  double  dovetailed  shape  of    rubber.      2.  The 

30  ^'  position  of  the  rubber.  3.  The  dovetailed  lift  and  top  piece  in  leather 
^  because  when  the  heel  is  lifted  from  the  ground  the  dovetail  brings  the 
"  rubber  back  to  its  proper  place  at  the  back  of  the  heel." 

The  Patentee  began  to  manufacture  and  sell  heels  in  accordance  with  his 
Complete  Specification  immediately  after  the  acceptance  thereof,  and  he  alleged 

35  that  these  had  a  ready  sale.  He  brought  an  action  for  infringement  of  his 
Patent,  and  moved  for  an  interlocutory  iujunction. 

It  appeared  that  in  October  the  Defendant  commenced  making  and  selling 
combined  leather  and  rubber  heels,  which  were  admitted  to  be  an  infringement 
of  the  Plaintifl^s  Patent  if  the  latter  was  valid.    The  Defendant  stamped  on  the 

40  heels  so  made  and  sold  by  him  the  words  "  HolVa  Patent,  R.  7  x  8."     It  was 
admitted  that  he  had  no  Patent  for  his  heel,  but  he  said  he  had  registered  it  as 
a  design  in  July  J  902. 
The  motion  came  on  for  hearing  before  Byrne,  J. 
A,  A Aim5  (instructed  by  Bell  Brodrick  and  Oray^  agents  for  R,  Thomas  and 

45  Francis^  of  Cardiff)  appeared  for  the  Plaintiff ;  J.  G.  Orahatn  and  Mark  Romer 
(instructed  by  Hiddell;  Vaisey  &  Go.^  agents  for  Morgan^  Scott  and  Shackelly  of 
Cardiff)  appeared  for  the  Defendant. 

Adams^  for  the  Plaintiff. — There  is  no  hard  and  fast  rule  that  an  interlocutory 
injunction  will  not  be  granted  to  protect  a  Patent  merely  because  it  is  new. 

50  Gardner  v.  Broadhent  (2  Jur.  N.S.  1041),  Glark  v.  Ferguson  (1  Giff.  184),  show 
that  it  may  be  granted  in  a  proper  case.  The  statement  in  Seton  on  Decrees, 
6th  edition,  page  642,  is  to  the  same  effect.  It  is  only  necessary,  in  a  simple 
case  like  the  present,  to  show  2i.  prima  facie  case  of  validity.  That  is  done  here, 
and  the  infringement  is  admitted. 

55  /.  (7.  Graham  and  Mark  Romer  for  the  Defendant. — The  motion  is  contrary 
to  the  regular  practice  of  the  Court  (Seton,  6th  edition,  page  641  ;  Plimpton  v. 
Malcolmson,  L.R.  20,  Eq.  37).     The  Plaintiff's  Patent  is  void  on  the  face  of  it 
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for  two  reasons.  (1)  The  invention  described  in  the  Complete  Specification  is 
quite  a  different  thing  from  that  described  in  the  Provisional ;  and  (2)  the 
claims  in  the  Complete  Specification  are  for  three  different  things,  all  too  wide 
to  be  the  subject  of  a  Patent  at  all. 

AdamSy  in  reply. — ^The  invention  in  the  Complete  Specification  is  no  more  5 
than  a  natural  and  legitimate  development  of  that  in  the  Provisional  (Woodward 
V.  Sansom^  4  R.P.C.  176).    The  real  claim  is  obviously  for  a  combination.    The 
Defendant's  construction  would  make  the  claim  ludiwous,  and  no  Court  will 
put  such  a  meaning  on  it  (Plimpton  v.  Spiller,  L.R.  6  Ch.  D.  423). 

Byrnb,  J. — ^The  real  point  in  this  case  is  whether  I  ought  to  depart  from  the  10 
ordinary  rule  which  was  laid  down,  and  acted  upon,  previous  to  the  passing  of 
the  Act  of  1883 — ^that  it  is  not  the  course  of  the  Court  to  grant  an  interlocutory 
injunction  where  the  Patent  is  quite  recent,  and  has  not  been  established,  and 
there  has  been  little  use  of  it. 

I  want  to  carefully  refrain  from  saying  anything  which  may  throw  doubt  15 
upon  the  validity  of  this  Patent,  or  the  reverse  ;  and  therefore  I  will  not  say 
more  than  this — that  I  cannot  say  that  the  case  is  so  clear  a  one  that  the  ordinary 
rule  ought  to  be  departed  from.  The  truth  is  that  I  have  to  balance  the  question  of 
convenience  and  inconvenience.  I  said  before  the  Act  of  1883,  but  I  think  that 
the  rule  has  been  acted  upon  since  the  Act  of  1883,  although  there  is  investigation,  20 
and  certain  fgrotection  afforded  under  that  Act  before  the  grant  of  Letters 
Patent. 

Plimpton  V.  Malcohnsony  and  other  cases  lay  down  what  is  the  general  rale  of 
the  Court ;  and  I  think  the  justice  of  the  case  here  will  be  met  if  the  Defendant 
undertakes  to  keep  an  account,  and  to  discontinue  the  use  of  the  word  ^^  Patent''  25 
which  he  is  willing  to  do ;  and,  although  it  is  an  indulgence,  after  the  Plaintiff 
has  persisted  in  arguing  the  case,  I  will  still  facilitate  the  trial  of  the  action. 

I  will  treat  the  Summons  for  Directions  as  before  me  now.    The  Plaintiff 
will  have  a  fortnight  for  the  Statement  of  Claim,  and  there  will  be  a  fortnight 
for  the  Statement  of  Defence.    Then  the  Plaintiff  can  reply,  and  set  down  at  30 
once,  without  waiting  the  ordinary  six  weeks,  unless  he  has  some  special  reason 
against  it.    The  costs  will  be  costs  in  the  action. 
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In  the  Court  op  Appeal, 

Before  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozbns-Hardt. 

November  13th,  14th,  15th,  17th,  and  19th,  and  December  15th,  1902. 

De  Fbrranti  v.  British  Thomson-Houston  Company,  Ld. 

5     PcUent. — Action  for  infringement. — Construction, — Infringement  not  found. 

The  grantee  of  a  Patent  for  "  Improvements  in  electrical  meters "  sued  the 
Defendants  for  infringement.  The  Defendants  denied  infringem^ent^  and  alleged 
that  the  Patent  was  invalid.  Held,  at  the  trial,  that,  on  the  trtie  constructimi 
of  the  Specification,  the  Defendants  had  not  infringed.  TJie  Plaintiff  appealed. 
10  Held,  that  the  Defendants  had  not  infringed.  The  appeal  was  dismissed 
with  costs. 

On  the  15th  of  January  1887  Letters  Patent  (No.  701  of  1887)  were  granted  to 
Sebastian  Ziani  de  Ferranti,  the  Plaintiff  in  this  action,  for  "  Improvements  in 
"  electricity  meters." 

15  The  Complete  Specification  was  as  follows  : — "  My  improvements  relate  to 
**  electrical  meters  of  that  kind  in  which  the  current  to  be  measured  is  made  to 
^  pass  through  a  bath  of  mercury  in  a  magnetic  field  so  disposed  as  to  put  the 
^  mercury  into  continuous  movement  whenever  a  current  passes  and  in  which 
"  the  movement  of  the  mercury  is  recorded  by  causing  it  to  impart  a  revolving 

20  **  motion  to  an  axis  whose  revolutions  are  recorded  by  a  counter  or  in  which  the 
**  movement  of  the  mercury  is  recorded  in  other  convenient  way.  An  electrical 
*^  meter  of  this  kind  is  described  in  the  Specification  of  a  former  Patent  granted 
**  to  me.  No.  5926  in  the  year  1883.  In  these  meters  as  heretofore  constructed 
**  there  has  been  a  pole  piece  of  cast  iron  which  retained  a  certain  amount  of 

25  ^  residual  magnetism  and  this  served  to  assist  in  causing  rotation  of  the  mercury 
•*  whenever  a  feeble  current  was  passing,  and  helped  to  start  the  meter. 

•*  An  electric  meter  of  this  kind  can  be  used  advantageously  for  recording  the 
^  passing  of  a  continuous  current  but  for  an  alternating  current  it  would  be 
^  inadmissible  to  use  heavy  blocks  of  magnetic  metal  the  polarity  of  which 

30  "would  be  constantly  reversing.  I  therefore  in  meters  which  are  to  be  or 
^  which  may  be  used  for  recording  alternate  currents  use  pole  pieces  which  do 
"  not  retain  residual  magnetism  and  to  effect  the  object  previously  attained  by 
*^  the  residual  magnetism  I  use  an  additional  coil  or  coils  of  an  insulated 
<*  conductor  around  the  pole  pieces  of  the  magnets.     The  current  passed  through 

35  "  these  additional  coils  forms  no  part  of  the  circuit  the  current  through  which 
^  IS  to  be  measured  but  is  a  branch  circuit  direct  from  the  main  conductor  from 
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the  dynamo  to  earth  or  to  the  return  conductor.  The  same  improvement  is 
applicable  to  all  motor  meters — that  is  meters  in  which  the  movement  is 
obtained  from  the  current  to  be  measnred. 

^^  In  the  drawings  annexed  I  have  shewn  examples  of  meters  constructed  as 
above  described.     Figure  1  is  a  vertical  section  and  Figure  2  a  horizontal  5 


section  of  one  form  of  meter.  Figure  3  is  a  vertical  section  and  Figure  4  a 
horizontal  section  of  another  form  of  meter — and  Figures  5  and  6  are  diagram 
views  to  shew  the  way  in  which  a  branch  circuit  from  the  main  conductors  is 
carried  through  the  additional  coil  of  the  meters.  In  Figures  1  and  2  A  is  a 
tubular  stem  with  a  disc  B  surrounding  its  upper  end — below  this  are  radially  10 
slotted  iron  discs  C  with  insulatijDg  material  between  them — ^below  these  the 
tubular  stem  has  thin  iroi:^  coiled  around  it  with  insulating  material  between 
succeeding  layers^this  coil  D  is  held  in  place  by  a  disc  E  secured  to  the  end 
of  the  stem  A.  Around  the  iron  coil  D  is  the  additional  coil  F  of  fine 
insulated  wire  and  also  the  insulated  coil  G  through  which  the  current  to  be  15 
measured  has  to  pass. 


ric.s. 


'^^H^^ 


FIG.6. 


'HHH 


'*  Below  tihis  is  a  brass  metal  x'mR  H  ip^ujatpd  frpip  tihe  (Jisc  E  and  ifoi^  coijs 
— TJie  buttoiii  of  the  cei^trai  hoje  of  the  ring  i3  cjost^d  by  a  p^te  J  he^d  firmjy 
up  agaipst  the  bottoni  of  the  ripg  wjth  insulating  ms}.teriaj  plj^ced  between  fhe 
twoi    The  uppfjr  §urfacp  of  the  plate  is  enamelled  anfi  f ofifts  tjie  bofjom  pf  the  20 
mercury  b^th  of  the  meter.    J  is  ^  wetallic  .Btu4  parsing  tl^rough  t}ie  centre  of 
the  pjate  I  i^P  upper  surface  qf  this  stufl  is  uninsulated.    'Jfhe  lower  epd  of 
the  st^d  is  ^ecurecj  to  a  plate  K  ^yhicb  carries  one  of  t}ie  terminals  ^s  shewp. 
h  4^^  slotted  iron  cligcs  placed  between  the  plaj/p?  \  J^d  K.     M  ar^  c^pcentric 
•  cylinders  of  th|i>  iron  connecting  the  iron  discs  G  with  the  '^y^  (Jiscs  ^.     ^^h  25 
cylin4er  has  a  slpt  f ppmed  longitudinally  through   it  which  ip  ^dditipn  fo 
preventing  cupr^pts  being  set  i^p  ii^  the  cylinders  also  ^llows  of  wire  connec- 
tions being  carried  throu^li  to  fhe  insulated  wire  coils.    1{  is  f^  meta|Uc  plate 
'  l)laced  belpvy  tjie  iron  discs  L  and  insulated  from  tbena  and  trpm  "tji'e  glafe 
''  K.     Th^  pjafes  %  ai^d  N  resj.  on  the  bottom  of  a  tr4y  0.     ^'be  fr^'y  }8  secured  gn 
within  the  dutgr  casii^g  P  by  ^eans  of  sulpfeiir  poured  ^ftgflf  Igelj-gd  info 
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**  semicircular  recesBes   formed  along   two  opposite   sides  of  the   tray  and 
"  corresponding  recesses  formed  on  the  interior  of  the  casing  as  shewn. 

"  Before  pouring  in  the  sulphur  to  secure  the  tray  it  is  forcibly  pressed 
''  towards  the  upper  end  of  the  casing  to  clamp  together  the  several  parts  above 
5  "  described  and  whilst  the  parts  are  so  clamped  and  held  the  sulphur  is  poured 
"  in  and  the  tmy  thereby  securely  held. 

**  R  is  the  central  spindle  of  the  meter  with  arms  projecting  from  its  lower 
^  end  in  tha  mercury  bath  and  at  its  upper  end  giving  movement  to  a  train  of 
'^  recording  wheels  as  described  in  the  Specification  of  my  former  Patent. 

10  "  The  current  from  the  mains  enters  the  meter  say  at  the  terminal  K  passes 
**  to  the  centre  of  the  bath  through  the  stud  J  and  from  the  circumference  of 
"  the  bath  to  the  metallic  ring  H  and  from  it  to  the  inner  end  of  the  insulated 
"  wire  coil  G  and  from  the  outer  end  of  this  coil  to  the  terminal  Ni  The  ends 
'*  of  the  additional  coil  F  are  as  before  stated  so  coupled  to  the  mains  that  a 

15  "  current  passes  through  it  continuously  without  passing  through  the  mercury 
"  bath. 

"  The  way  in  which  these  connections  may  be  made  is  illustrated  in  Figures 
"  5  and  6.  In  these  figures  W  represents  a  dynamo  X  conductors  leading  there- 
"  from  Y  one  of  the  meters  and  ZZ  a  series  of  lamps. 

20  "  In  the  meter  shewn  at  Figures  3  and  4  A  is  a  metallic  cylinder  closed  at 
"  bottom  and  filled  with  mercury,  its  interior  is  coated  with  shellac  or  other 
'^  insulating  material  except  at  the  centre.  B  is  a  cylinder  immersed  in  the 
'♦  mercury — it  is  formed  of  a  vertical  stem  of  conducting  metal  with  a  collar 
"  projecting  around  it  at  the  centre — ^and  with  insulated  coils  of  thin  sheet  iron 

25  "  surrounding  the  stem  above  and  below  the  collar.  The  lower  end  of  the  stem 
**  rests  on  a  fixed  pivot  0  which  is  in  connection  with  one  terminal  C^  of  the 
**  meter.  The  upper  end  of  the  stem  or  axis  of  the  cylinder  B  carries  a  weight 
"  D  to  keep  the  cylinder  from  floating  in  the  mercury  and  is  also  carried 
^  upwards  and  made  to  give  motion  to  a  train  of  recording  wheels  E  as  shewn. 

30  "  F  is  a  coil  of  insulated  wire  surrounding  the  cylinder  A  and  through  which 
**  the  current  to  be  measured  is  passed  and  O  is  the  additional  coil  of  fine 
^  insulated  wire  through  which  a  branch  circuit  is  conducted  from  the  mains 
"  without  passing  through  the  mercury  bath  of  the  meter. 

**  The  current  to  be  measured  enters  the  meter  say  at  the  terminal  C*  passes 

35  **  up  through  the  pivot  C  and  radially  outwards  through  the  collar  which 
**  surrounds  it  to  the  cylinder  A  from  this  it  passes  to  the  inner  end  of  the  coil 
**  F  and  from  the  outer  end  of  the  coil  to  the  other  terminal  of  the  meter.  The 
"  mercury  set  in  rotation  by  tb<»  passage  of  the  current  carries  the  cylinder  B 
**  round  with  it  and  the  axis  of  the  cylinder  conveys  movement  to  the  axis  of 

40  "  the  tirat  wheel  of  the  train  of  recording  wheels. 

"  I  would  remark  that  although  iti  the  drawings  annexed  I  have  only  whewn 
*'  two  forms  of  meter  having  additional  coils  throus?h  which  a  branch  circuit 
**  from  the  mains  is  made  to  pass  for  the  purpose  above  described  J  do  not 
"  restrict  my  claim  to  ^)ie  tw^  meters  shewn  as  my  improvements  can,  as  before 

iSf  "  stated  be  applied  to  all  motor' meters  in  which  movement  is  obtained  from  the 
*'  current  to  be  measured." 

f  he  Claims  were  as  follows  : — '*  1.  The  employment  in  electric  motor  meters 
**  of  an  additional  coil  of  insulated  conductors  through  which  a  current  not 
'*  forming  ^y  part  of  the  current  to  be  measured  is  passed  continuously  for  the 

50  **  purpose  herein  before  4escribed.  2.  Electric  meters  in  which  the  pole  pieces 
*•  of  the  motor  magnets  are  formed  of  laminated  wrought  iron  and  are 
"  magnetised  not  only  by  the  coil  through  which  the  current  to  be  measured 
**  passes  but  also  by  another  coil  or  coils  through  which  is  led  a  current  that 
•*  lormB  no  part  of  the  current  to  be  measured.     3.  The  construction  of  electric 

55  ^  meters  substantially  as  herein  before  described  and  illustrated  at  Figures  1 
**  and  2.  4.  The  construction  of  electriQ  meters  substantially  as  herein  before 
"  described  and  illuatrated  at  Figures  3  and  4." 
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The  two  diagrams*  given  below  and  the  two  diagrams  on  the  next  page  show 
the  Plaintiff's  invention  and  the  alleged  infringement. 


This  diagram  shows  the  Plaintiff's  1888  meter^  with  electro  ma^gnetic  fuM. 
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This  diagram  shows  tfie  improvements  descrilxid  in  the  Plaintiff^s  Parent  o/ 
1887. 


The  Patentee  commenced  this  action  for  infringement  of  the  Patent  on  the 
12th  of  December  190u  against  the  British  'iJumson-Houston  Company^  Ld. 
The  Statement  of  Claim  alleged  that  the  Plaintiff  was  the  grantee  of  ihe 
Patent,  and  that  the  Defendants  had  infrinsred.  The  Plaintiff  claimed  (1)  an 
injunction  ;  (2)  damages  or  an  account  of  profits  ;  (3)  delivery  up  or  destruction 
of  infringing  articles  ;  (4)  costs  ;  (5)  further  or  other  relief. 

The  Particulars  of  Breaches  were  as  follows  : — "  (1)  The  Defendants  have  at 
*'  divers  times  prior  to  the  commencement  of  this  action  infringed  the  Letters 
"  Patent  in  the  Statement  of  Claim  mentioned  by  importing  into  this  country 
"  and  by  selling,  supplying,  and  using  in  this  country  electrical  meters 
"  embodying  the  invention  described  in  the  Specification  of  the  said  Lietters 


10 


*  All  four  diagnms  toe,  taken  from  the  Exhibit  D  C  6  referred  to  in  the  arframento  and  the 
judgment  in  the  Court  below. 
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This  diagram  shows  the  Defendants*  original  meter. 


This  diagram  shows  the  Defendants'*  meter  complained  of  in  the  action. 


**  Patent  and  claimed  in  the  first  claiming  clause  thereof.  (2)  In  particular  the 
•*  Defendants  on  or  about  the  6th  of  December  1900  sold  to  Messrs.  Hayden^ 
••  Harris  A  Co^  electrical  engineers,  of  11  Victoria  Street,  S.W.,  an  electrical 
*^  meter  constructed  as  aforesaid,  being  a  10  ampere  and  100  volt  meter 
5  *♦  numbered  206y2!H  purporting  to  be  manufactured  by  the  Compagnie  pour  la 
**  Fabrication  des  Compteurs  de  Faris.^* 
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By  their  Defence,  delivered  on  the  5th  of  March  1901,  the  Defendants  denied 
infringement,  and  alleged  that  the  Patent  was  invalid. 

The  Particulars  of  Objections  relied  on  by  the  Defendants  will  be  found  in 
19  R.P.C.  at  page  152. 

By  his  Reply,  delivered  the  24th  of  May  1901,  the  Plaintiff  joined  issue  5 
upon  the  Defence,  save  in  so  far  as  the  same  contained  admissions. 

The  action  was  tried  before  Mr.  Justice  Swinfen  Eady  on  the  13th,  14th, 
15th,  16th,  and  18th  of  November  1901.    The  Patent  having  expired  before  the 
date  of  the  trial,  the  Plaintiff's  claim  was  restricted  to  damages.    His  Lordship 
delivered  judgment  on    the  30th  of  January  1902,  holding  that,  on  the  true  10 
construction  of  the  Plaintiff's  Specification,  the  Defendants  had  not  infringed.* 

The  Plaintiff  appealed.    On  the  hearing  of  the  appeal, 

Grippsy  K.C.,  Astbury,  K.C.,  Frosty  and  Golefax  (instructed  by  /nc«,  Cdlty 
and  Ince)  appeared  for  the  Plaintiff;   Moulton,  K.C.,  Bov^fieldy  K.C.,  and 
Walter    (instructed    by  Ashurst,  Morris,    Crisp    &    Go.)  appeared  for  the  15 
Defendants. 

Grippsy  K.C.,  and  Astbury,  K.C.,  for  the  Appellant. — The  invention  sued 
upon  is  for  improvements  in  that  class  of  electical  meters  commonly  known  as 
motor  meters.  In  this  class  of  maters  the  current  supplied  to  the  consumer  is 
made  to  do  work  which  can  be  measured,  so  that  the  amount  of  current  supplied  20 
may  be  known.  In  a  previous  Patent  of  1883,  the  Patentee  described  a  meter 
which  was  adapted  to  continuous  currents.  In  it  the  current  to  be  measured 
passed  through  a  mercury  bath,  which  rotated  and  imparted  its  movement  to 
an  axis.  The  field  was  supplied  by  a  magnet  composed  of  a  solid  bar  of  iron 
surrounded  by  a  coil,  through  which  the  current  to  be  measured  passed.  When  25 
the  first  lamp  was  lighted  and  only  a  small  current  was  passing  the  solid  ma^et 
retained  sufficient  residual  magnetism  to  give  the  necessary  interaction  and 
start  the  motor.  With  the  introduction  of  alternating  currents  solid  magnets 
could  not  be  used,  and  it  became  necessary  to  use  magnets  made  of  laminated 
iron  which  contained  no  residual  magnetism.  Under  these  circumstances  it  30 
was  found  that  when  only  a  small  current  was  passing  the  magnet  had  not 
sufficient  force  to  start  the  motor,  and  the  consumer  consequently  got  his 
current  without  paying  for  it.  In  order  to  overcome  this  defect  the  Patentee 
hit  upon  the  plan  which  forms  the  subject-matter  of  his  present  invention.  He 
took  a  branch  off  the  main  conductor,  between  the  dynamo  and  the  meter,  and  35 
passed  the  current  in  this  branch,  or  shunt,  circuit  through  a  coil  which  supple- 
mented the  magnetic  field.  The  shunt  circuit  did  not  pass  through  the  lamps, 
but  returned  direct  to  earth  or  to  the  return  conductor.  This  additional  coil 
rendered  the  magnetic  field  sufficiently  strong  to  overcome  the  static  friction 
when  only  one  lamp  was  burning.  The  invention  is,  as  stated  in  the  Specifica-  40 
tion,  applicable  not  only  to  meters  where  the  current  to  be  measured  passes 
through  a  mercury  bath,  but  also  to  all  motor  meters  in  which  the  movement  is 
obtained  from  the  current  to  be  measured.  In  the  Defendants'  original  meter 
the  current  to  be  measured  passed  through  two  coils,  which  formed  the  magnetic 
field.  Being  an  energy  or  watt  meter,  it  was  necessary  to  have  a  shunt  circuit  45 
apart  from  any  question  of  an  additional  coil.  The  Defendants  have,  however, 
added  an  additional  coil  on  this  shunt  circuit  in  order  to  overcome  static  friction. 
They  have  taken  the  Patentee's  invention  and  use  it  for  the  same  purpose  as 
the  Patentee  does.  They  have  an  additional  coil  on  a  branch  circuit,  the 
current  passing  through  which  forms  no  part  of  the  circuit  to  be  measured.  It  50 
is  said  that  the  Patentee's  meter  is  a  current  meter,  whereas  the  Defendants'  is 
an  energy  meter.  In  practice,  however,  there  is  no  real  distinction,  becatise, 
as  the  pressure  remains  constant,,  the  Defendants'  meter,  in  effect,  measures 
current. 


19  R.P.O.  page  154. 
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Moulton,  K.C.,  and  Bousfield^  K.C.,  for  the  Respondents.— The  Plairititf  is 

attempting  to  put  a  construction  on  the  Specification  which  it  will  not  bear.    His 

invention  relates  to  meters  which  have  no  tendency  to  work  except  when 

current  is  passing.    In  the  Defendants'  meter  the  shunt  current  passes  through 

5  the  t^tary  part  of  the  meter  and  cannot  be  said  to  conform  to  the  requirement 

in  the  Specification,  which  states  that  the  shunt  circuit  '*  is  a  branch  circuit 

"  direct  from  the  main  conductor  from  the  dynamo  to  earth  or  to  the  return 

"  conductor."     The  Defendants'  shunt  circuit  does  just  the  opposite  to  this. 

The  rotary  part  of  their  meter  corresponds  to  the  merciiry  bath  in  the  Plaintiff's 

10  meter,  and  they  pass  their  branch  circuit  through  the  rotary  part.     This  would 

correspond  to  the  Plaintiff  passing  the  shunt  circuit  through  the  mercury  bath, 

which  he  is  careful  to  avoid  doing,  as  he  is  afraid  of  shunt  running — ^that  is, 

running  when  there  is  no  current  passing  through  the  lamp  circuit.      The 

,     Defendants,  by  the  additional  coil,  increase  the  tendency  to  shunt  running. 

15  They  rely  on  nicety  of  adjustment  to  escape  from  shunt  running  on  the  one 

hand  and  allowing  current  to  pass  without  measuring  it  on  the  other.      It 

cannot  be  said  that  the  Defendatts  infringe  when  they  do  one  of  the  things 

which  the  Patentee  distinctly  tells  them  to  avoid.    An  additional  ground  which 

takes  the  Defendants'  meter  out  of  the  Plaintiff's  Specification  is  that  the 

20  Plaintiff's  meter  is  a  current  meter  and  the  Defendants'  is  an  energy  meter.     In 

practice  they  are  not  the  same,  the  energy  meter  acting  as  a  check  on  the 

supplier  and  safeguarding  the  consumer  against  being  charged  at  the  full  rate 

when  the  supplier  allows  the  pressure  to  Ml  below  the  required  standard. 

Astbury,  K.C.,  replied. 

25      Judgment  was  reserved  and  delivered  on  the  19th  of  December  1902. 

Stirling,  i.J.— The  Plaintiff  sues  on  a  Patent  granted  to  him  in  1887  for 

improvements  In  electrical  meters.     He  had  previously  (in  1883)  taken  out  a 

Patent  for  an  electrical  meter  in  which  the  current  to  be  measured  is  made  to 

pass  through  a  bath  of  mercury  in  a  magnetic  field  so  disposed  as  to  put  the 

30  mercury,  whenever  a  current  passes,  into  movement,  and  in  which  the  move-^. 

ment  of  the  mercury  is  recorded  by  causing  it  to  impart  revolving  movement  to 

an  axis  whose  revolutions  can  be  recorded.    The  magnetic  field  was  obtained 

by  causing  the  current  to  be  measured  to  pass  through  a  coil  surrounding  a  core 

of  cast  iron.     So  long  as  the  current  to  be  measured  was  continuous  this  meter 

35  acted  efficiently,  but  when  the  alternating  currents  came   into  use  it  was 

necessary  to  replace  the  solid  iron  core  by  pole  pieces  of  laminated  iron,  and 

difficulty  arose  in  starting  the  meter  where  a  feeble  current  was  passed  through, 

the  reason  being  that  the  force  exerted  on  the  mercury  in  the  bath  by  the 

magnetic  field  was  too  small  to  overcome  the  statical  friction  between  the 

40  mercury  and  the  bath.     It  was  found  that  so  long  as  a  solid  core  was  used  in 

connection  with  a  continuous  current  there  was  retained  in  it  a  certain  amount 

of  residual  mapietism  which  served  to  overcome  the  friction  and  helped  to 

Start  the  meter ;    but  the  pole  pieces  introduced   for  the  measurement  of 

alternating  currents  contain  no  residual  magnetism,  and  consequently  do  not 

45  assist  in  initiating  motion  in  the  mercury  when  a  weak  current  only  passes. 

The'  Plaintiff  begins  his  Specification  of  1887  by  stating  that  his  improye- 
idents  relate  to  irieters  of  the  kind  of  which  a  specimen  was  described  in  his 
previous  Patent  of  1883.  He  explains  the  difficulty,  the  nature  of  which  I  have 
Just  pointed  oui,  and  then  proceeds  (pa^e  2,  lines  SSO  to  25  of  the  Specification)  : 
50  "  To  effect  the  object  pireviously  attained  by  the  residual  magnetism  I  use  an 
^  additioiial  coil  or  coils  of  an  insulated  conductor  Ground  the  pole  pieces  of  the 
**  ilis$ne{s.  IPhe  current  bassedl  through  these  additional  coils  forms  no  part  of 
"  tte  circuit  the  current  througli  which  is  to  be  measured,  but  is  a  branch 
*'  clrctiit  direct  fironi  lie  main  conductor,  from  the  dynamo  to  earth  or  to  the 
55  "  return  conductor."*    In  other  words,  the  Patentee  substitutes  for  the  action 

*   i4n^/',  page  145,  line  3l 
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of  an  iron  magrnet  that  of  a  branch  (or,  as  it  is  commonly  called,  a  shunt)  circuit 
in  which  certain  additional  coils  are  placed  and  through  which  the  current 
is  made  to  pass.  It  is  not  disputed  on  the  one  hand  that  substitutions  of  a  like 
nature  had  previously  been  made,  or  on  the  other  hand  that  such  a  substitution 
in  connection  with  an  electrical  meter  was  novel  {see  Mr.  Swinbume*s  5 
evidence,  Questions  1233, 1261). 

Much  turns  on  the  meaning  of  the  words  which  I  have  quoted  from  the 
Specification  (page  2,  linos  22  to  25) :  ''  The  current  passed  through  these 
"  additional  coils  forms  no  part  of  the  circuit  the  current  through  which  is 
*'  to  be  measured,  but  is  a  branch  circuit  direct  from  the  main  conductor,  from  10 
''  the  dynamo  to  earth  or  to  the  return  conductor,"  and  in  order  to  ascertain  it 
I  pass  by  a  sentence  to  which  I  shall  hereafter  return,  and  proceed  to  consider 
the  application  of  the  invention,  described  in  the  way  which  I  have  already 
stated,  to  two  concrete  examples  given  in  the  Specification.  Both  these  are 
meters  of  the  kind  invented  by  the  Plaintiflf.  At  page  3,  lines  29  to  31,  it  is  15 
said  with  reference  to  the  first  of  these  meters :  '*  The  ends  of  the  additional 
**  coil  are,  as  hereinbefore  stated,  so  coupled  to  the  mains  that  a  current  passes 
"  through  it  continuously  without  passing  through  the  mercury  bath."  The 
words  '*  as  hereinbefore  stated,"  without  dispute  refer  to  the  sentence  which 
I  have  just  read  at  page  2.  At  page  3,  lines  46  and  47,*  it  is  pointed  out  with  20 
reference  to  the  second  of  those  meters,  that  through  the  additional  coil  *^a 
^^  branch  circuit  is  conducted  from  the  mains  without  passing  through  the 
"  mercury  bath  of  the  meter." 

Regard  being  had  to  these  passages  on  page  3  of  the  Specification,  I  think  that 
the  direction  at  x)age  2,  lines  22  to  25,  as  applied  to  meters  of  the  kind  invented  25 
by  the  Plaintiff,  was  intended  to  mean  that  the  branch  circuit  should  pass  from 
the  main  conductor  to  earth  or  to  the  return  conductor  without  passing  through 
the  mercury  bath.  The  reason  for  this  was  stated  by  the  Plaintiff*s  own 
witness,  Mr.  Dugdld  Clerks  to  be  that  if  the  current  through  the  additional 
coils  passed  also  through  the  mercury  bath  action  would  take  place  between  30 
^the  current  in  the  coils  and  that  in  the  bath,  and  that  consequently  there  would 
be  a  risk  of  motion  being  communicated  to  the  mercury,  although  ne  lamps 
were  lighted,  with  the  result  that  the  customer  would  have  recorded  against 
him  and  would  he  charged  with  current  from  which  he  had  derived  no  benefit. 
{See  Mr.  Dugald  Clerjc's  answer  to  Questions  433  to  440  inclusive.)  35 

It  appears  to  me  that  the  Patentee  regarded  this  direction  as  essential  to  the 
working  of  his  meter.  There  is  nothing  to  show  that  it  ever  occurred  to  him 
to  consider  whether  the  current  through  the  additional  coil  might  be  admitted 
into  the  bath  under  any  conditions,  or  if  so  what  they  were;  certainly  no 
suggestion  on  the  subject  is  to  be  found  in  the  Specification.  If  the  statical  40 
friction  between  the  mercury  and  the  bath  could  be  overcome  by  the  use  of  a 
coil,  the  current  through  which  did  pass  through  the  bath,  and  the  meter  could 
thereby  be  made  to  start  and  work  accurat^ely,  it  seems  to  me  that  such  user 
(not  being  colourable  merely)  would  not  fall  within  the  scope  of  the  Plaintiff's 
Patent.  45 

The  Defendants  do  not  use  a  meter  in  which  the  current  to  be  measured  is 
made  to  pass  through  the  bath  of  mercury.  But  notwithstanding  this  they 
may  be  guilty  of  infringement,  for  it  is  stated  in  the  sentence  of  the 
Specification  which  I  passed  by  (Specification  page  2,  lines  25  to  27),t 
'*  The  same  improvement  is  applicable  to  all  motor  meters,  that  is  motor  50 
^  meters  in  which  the  movement  is  obtained  from  the  current  to  be 
'^  measured."  Assuming  that  the  Defendants'  meter  is  a  motor  meter  of  the  kind 
referred  to,  I  proceed  to  enquire  exactily  what  it  is  that  they  do.  In  their 
meter  the  current  to  be  measured  passes  through  fixed  coils,  and  sots  on  a 

*  Afd4,  pmgt  147,  line  31.  t  ^<^>  P«ff«f  ^^  lh^«  I- 
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branch  or  shunt  current  passing  from  the  main  to  the  return  conductor,  through 
a  rotating  coil  whose  revolutions  are  recorded.  In  this  form  of  meter  there  is 
statical  friction  just  as  in  the  Plaintiff's  form ;  and  to  overcome  it  the 
Defendants  use  an  additional  coil,  placed  not  in  the  current  to  be  measured,  but 
5  in  the  branch  current  just  spoken  of.  {See  the  cross-examination  of  the 
Defendants'  witness,  Professor  Euring^  Questions  1532  to  1541.) 

It  will  be  observed,  however,  that  in  this  arrangement  there  arises  a  difficulty 
precisely  analogoils  to  that  which  is  met  when  in  a  meter  of  the  kind  invented 
by  the  Plaintiff  the  current  through  the  additional  coils  is  permitted  to  pass 

10  through  the  mercury  bath  ;  for  the  current  in  the  coils  added  to  the  Defendants' 
meter  acts  upon  the  current  passing  through  the  rotating  coil  whose  revolutions 
are  recorded,  and  may  produce  motion  in  it,  though  no  current  may  be  passing 
to  any  lamps.  In  fact  it  was  admitted  by  Mr.  Dugald  Gierke  the  Plaintiff's 
witness,  that  this  arrangement  of  the  Defendants  is  electrically  equivalent  to 

15  the  use  in  connection  with  a  mercury  meter  of  a  current  which  does  not  enter 
the  additional  coils  until  after  it  has  passed  through  the  mercury  bath^^^  his 
answers  to  Questions  419  to  426).  Nothing  was  done  by  the  Plaintiff's 
Specification  towards  the  removal  of  this  difficulty,  but  the  Defendants  have 
found  a  way  of  getting  ovel*  it.    This  appears  to  consist  in  a  delicate  adjustment 

20  of  the  additional  coil  in  such  a  way  that  the  force  exerted  by  it  on  the 
revolving  coil  is  insufficient  of  itself  to  overcome  the  friction,  but  is  sufficient 
to  start  the  meter  when  combined  with  the  force  produced  by  the  smallest 
current  passing  to  the  lamps,  i.^.,  a  single  lamp  current.  If  this  force  exerted 
by  the  additional  coil  were  more  than  sufficient  to  overcome  the  friction,  then 

25  the  result  would  be  that  the  revolving  coil  would  begin  to  rotate,  and  the 
customer  would  be  charged  with  current  not  used  in  the  production  of  light,  as 
IB  pointed  out  by  Mr.  Dugald  Clerk  in  his  answer  to  Question  302.  On  the 
other  hand,  if  the  force  exerted  by  the  additional  coil,  together  with  that 
produced  by  a  one-lamp  current,  be  insufficient  to  start  the  meter,  the  customer 

30  would  not  be  charged  with  current  which  he  is  using.  Mr.  Dugald  Clerk 
states  in  his  answer  to  Question  307  that  the  necessary  adjustment  is  a  fine  one. 
In  these  circumstances  I  agree  with  Mr.  Justice  Swinfen  Eady  in  thinking  that 
the  Defendants  have  not  infringed,  and  consequently  the  appeal  fails,  and  must 
be    dismissed    with   costs.    The    learned    Judge    decided    in  favour  of  the 

35  Defendants  on  a  further  ground,  namely,  that  the  Plaintiff's  invention  is 
limited  to  current  meters  properly  so  called  as  distinguished  from  energy 
meters,  and  the  Defendants'  meter  belongs  to  the  latter  class.  As  at  present 
advised,  I  am  not  satisfied  that  this  latter  ground  of  decision  can  be  supported, 
for  though  the  Defendants'  meter  is  an  energy  meter,  it  is  in  fact  used  for 

40  measuring  current,  and  can  only  be  so  used  by  reason  of  the  pressure  in  the 
shunt  current  being  kept  practically  constant.    It  is  unnecessary,  however,  to 
express  a  concluded  opinion  on  this  point. 
Yaughan  Williams,  L.J.— That  judgment  is  the  judgment  of  the  Court 
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In  the  Court  op  Appeal. 

Before  Lords  Justices  Vauohan  Williams,  Stirling,  and  Oozbns-Habdy. 

December  10th  and  llth,  1902. 

Kopp  v.   Rosbnwald  Brothers. 

PcUent. — Action  to  restrain  threats, — Stibfect-matter. — Patent  held  invalid. —  5 
Injunction  to  restrain  threats  granted. — Appeal  dismissed. 

The  owners  of  a  Patent  for  ^^  New  or  improved  manufacture  of  covered 
"  whalebone  "  having  threatened  customers  of  K.^  the  latter  brought  an  CLCtion 
to  restrain  the  threats.     The  Defendants^  having  jit^tified  the  threats  under  the 
Patent^  tJie  Plaintiffs  denied  infringetnent  and  alleged  the  invalidity  of  the  10 
Patent  on  the  ground  (inter  alia)  of  want  of  subject-matter.     The  Specification 
claimed  "  t?ie  manufacture  of  the  new  material^  strips  of  natural  wJicUebone 
"  covered  or  braided  with  threads  of  fibrous  material  apjdied  substantially  in 
"  the  manner  and.  by  the  means  Iiereinbefore  described  with  reference  to  and 
"  shown  in  the  draimngs.^^    Braiding  mcu)hines  were  old  at  the  date  of  the  15 
Patent.     The  Defendants  contended  that  the  invention  was  the  application  of  a 
particular  type  of  a  known  machine  in  a  particular  way  to  produce  an  article 
that  was  new.    Held,  at  the  trial,  that  the  claim  was  for  a  process  and  not  for 
a  produ^t^  and  thai  the  claim  was  for  something  old,  and  that  the  Patent  was 
invalid  for  want  of  subject^mcUter.     An  injunction  to  restrain  threats  was  20 
granted  and  an  inquiry  as  to  dam^es.     The  Defendants  appealed. 

Held,  on  appeal,  tJuU  the  claim  was  for  a  process  of  manufacture  by  which  a 
better  article  was  produced;  that  the  essence  of  the  invention,  upon  the  evidence^ 
was  the  use  of  such  a  form  of  braiding  machine  as  required  a  specific  number 
of  heads  and  spindles  for  each  particular  case — that  is  to  say,  whether  two  or  25 
m/yre  whalebones  were  used ;  that  the  Patentee  had  failed  to  indicate  the  essence 
of  his  invention,  and  that  on  this  ground  the  Patent  was  invalid. 

The  appeal  was  dismissed  with  costs. 

On  the  4th  of  August  1892  Letters  Patent  (No.  14,127  of  1892)  were  granted  to 
Frederick  John  Brougham  (on  a  communication  from  La  SocietS  Rosenwald  30 
freres,  of  Paris)  for  a  "  New  or  improved  manufacture  of  covered  whalebone." 
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The  Complete  Specification  was  as  follows  : — '*  When  real  whalebone  is 
"  employed  in  the  making  of  costumes  or  their  accessories,  each  strip  of 
"  whalebone  is  usually  enclosed  in  a  sheath  of  woven  or  other  material  by 
**  means  of  which  it  can  be  fixed  in  position  by  sewing.  This  method  of 
5  "  covering  whalebone  does  liot  offer  any  advantage  either  in  respect  of 
"  strengthening  the  whailebone,  which  remains  independent  of  its  sheath,  nor 
•*  in  respect  of  economy  of  material,  since  the  whalebone  must  be  worked  and 
"  finished  before  being  introduced  into  the  sheath. 
"  Now  this  invention  relates  to  the  manufacture  of  covered  or  braided 

10  "  whalebone  by  weaving  or  plaiting  two  or  more  fine  whalebone  strips  with  a 
"  number  of  interlacing  threads  that  serve  to  form  a  braid  or  webbing. 

**  In  the  illustrative  drawings  filed  with  my  Provisional  Specification,  Fig.  1 
"  is  a  front  elevation.  Fig  2  a  side  elevation,  and  Fig  3  a  plan  of  a  braiding 
'*  machine  suitable  for  manufacturing  covered  or  braided  whalebone  according 

15  **  to  this  invention.  Fig  4  shows  in  plan  the  movement  or  course  of  the  rotary 
"  bobbins  which  serve  to  effect  the  interlacing  of  the  threads  upon  the  two 
'*  whalebone  strips  in  order  to  thereby  produce  the  new  product.  Fig  5 
^  illustrates  to  a  larger  scale  whalebone  covered  or  braided  according  to  this 
**  invention. 

20  **  The  threads  of  fibrous  material,  the  interlacing  of  which  serves  to  produce 
"  that  kind  of  braid  known  as  webbing,  are  carried  by  vertical  bobbins  a  each 
'^  of  which  has  a  double  motion  imparted  to  it  that  is  to  say  displacement  in  a 
*^  serpentine  course  and  of  rotation  about  its  axis.  For  this  purpose  the 
^  spindles  h  on  which  the  bobbins  a  are  mounted,  are  arranged  so  as  to  be 

25  *'  capable  of  passing  from  one  of  the  driving  plates  c  to  the  other  driving 
^  plate  e  by  the  action  of  cams  d^  and  by  the  four  rotating  plates  c  e^  in  the 
^  notches  of  which  the  spindles  are  guided  as  shown  in  Fig.  4. 

"  The  axles  /  of  the  two  inner  plates  e  are  tubular  and  serve  each  to  feed  a 
**  strip  of  whalebone  g  into  the  interlacing  threads  that  constitute  the  braid  or 

30  **  webbing  h  (Fig.  5).  In  order  to  effect  the  engagement  of  the  strips  of  whale- 
**  bone  with  the  threads  forming  the  braid  or  webbing,  the  strips  of  whalebone 
^  after  being  suitably  worked  or  set,  are  each  fed  in  a  continuous  manner  into 
**  the  lower  end  of  one  of  the  tubular  axles  /  through  which  it  passes  and  from 
•*  the  upper  end  of  which  it  is  led  to  the  point  of  interlacing  /  by  a  flexible  tube 

35  •*  A:  which  is  mounted  on  the  axle  ana  the  free  end  of  which  follows  the 
**  inflections  of  the  whalebone  during  the  covering  or  braiding  operation.  The 
*^  drawing  mechanism  of  the  machine  serves  to  ensure  the  effectual  interlacing 
**  of  the  strips  of  whalebone  with  threads  constituting  the  braid  or  webbing. 
"  This  drawing  mechanism  comprises  two  rollers  I  m,  arranged  to  fit  one  into 

40  **  the  other  between  which  the  covered  or  braided  whalebone  passes.  Motion 
"  is  transmitted  to  the  upper  roller  m,  from  the  main  driving  shaft  of  the 
"  machine  as  shown,  and  the  lower  roller  ly  whose  axle  is  carried  by  a  counter- 
**  weighted  lever  n,  receives  its  motion  by  frictional  contact  with  the  roller  m, 
**  The  drawing  action  thus  produced  effects  a  very  tight  interlacing,  of  the  strips 

45  **  of  whalebone  with  the  covering  or  braiding  threads. 

**  The  construction  and  arrangement  of  the  mechanism  employed  for  operating 
"  the  bobbins  a  to  produce  the  braid  or  webbing  will  be  readily  understood 
**  without  further  description.  Such  mechanism  may  be  of  any  of  the  well 
**  known  types  heretofore  used  in  braiding  machines,  the  foregoing  description 

50  ^  serving  to  indicate  how  such  braiding  machines  can  be  adapted  to  produce 
"  covered  or  braided  whalebone  according  to  this  invention, 

"  Whalebone  covered  or  braided  as  described  is  practically  unbreakable  ;  can 
^  be  easily  adapted  and  secured  to  wearing  apparel ;  and  has  an  elasticity  equal 
**  to  that  of  whalebone  of  the  same  width  when  employed  in  its  natural  or 

55  **  uncovered  state. 

**  Alth6t!gK  only  t^o  fttrfp§  at  Whalebotie  are  hereinbefore  descfitje^  sfe  ute^ 
^  fn  IdUe  Ihaftfiftu^nre  of  a  edm^uM  stirip  6f  covered!  oj^  braided  ^halefione,  it 
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**  is  to  be  understood  that  a  greater  number  of  strips  can  be  used  if  desired,  but 
"  two  strips  fed  parallel  and  simultaneously  into  the  braiding  or  webbing,  as 
"  described,  have  been  found  to  give  the  best  results,  by  reason  of  the  practically 
"  perfect  interlacing  of  the  strips  of  whalebone  and  threads.  The  parts  of  the 
**  braid  or  webbing  between  the  two  adjacent  inner  edges  of  the  strips  of  whale- 
"  bone  where  the  threads  are  interlaced,  and  at  the  two  outer  edges,  where  the 
"  threads  naturally  form  a  selvage,  admit  of  the  new  product  being  easily  sewn 
"  upon  wearing  apparel.'* 


FIG. 3. 


The  Patentee  claimed  : — ^"^  The  manufacture  of  the  new  material,  strips  of 
"  natural  whalebone  covered  or  braided  with  threads  of  fibrous  material  applied    10 
^  substantially  in  the  manner  and  by  the  means  hereinbefore  described  with 
**  reference  to  and  shewn  in  the  drawings.** 


FIG  4. 


\ 

7  ^^  ^       ' 

fe>- 

FIG  5. 


On  the  2nd  of  April  1901   Oonrad  Kopp  commenced   an  action  against 
Bodenwatd  Brothers  for  an  injunction  to  restrain  the  Defendants  from  making 
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or  continuing  to  make  to  the  Plaintiff,  his  customers,  or  any  other  person  or 
persons  by  circulars,  advertisements,  or  otherwise,  threats  of  any  legal  pro- 
ceedings or  liability  in  respect  of  any  alleged  manufacture,  use,  sale,  or 
purchase  of  an  invention  of  which  the  Defendants  claimed  to  be  the  Patentees, 
5  and  claiming  damages  in  respect  of  injury  sustained  by  the  Plaintiff  in  respect 
of  such  threats  as  aforesaid. 

The  Plaintiff  by  his  amended  Statement  of  Claim  alleged  (1)  that  the  Defen- 
dants, claiming  to  be  the  Patentees  under  Letters  Patent  (No.  14,127  of  1892),  had 
threatened,  by  letter  dated  the  11th  of  March  1901,  written  on  behalf  of  the 

10  Defendants  by  one  A.  P.  Rodykj  Rylands  A  Sons,  Ld.  with  legal  proceedings  in 
respect  of  the  sale  by  the  said  Rylands  A  Sons^  Ld.^  of  an  article  called  *^  Ankylo- 
"  site  "  ;  (2)  that  the  said  "  Ankylosite  "  was  sold  to  the  firm  of  Rylands  A  Sons^ 
Ld.y  by  the  Plaintiff,  and  in  consequence  of  such  letter  Rylands  A  Sons^  Ld.^ 
returned  to  the  Plaintiff  the  ^'  Ankylosite  '*  sold  to   them  and  declined  to 

15  purchase  any  more  of  the  said  article  ;  (3)  that  the  sale  by  the  firm  of 
Rylands  A  Sons^  Ld.j  of  the  said  **  Ankylosite  '*  was  not  in  fact  an  infringe- 
ment of  any  legal  rights  of  the  Defendants ;  (4)  that  by  reason  of  such  threats 
the  Plaintiff  was  aggrieved  and  his  business  stopped,  and  great  damage  had 
been  done  to  his  business  ;  (5)  that  the  Defendants  had  threatened  other  of  the 

20  Plaintiffs  customers,  but  the  Plaintiff  was  unable,  until  he  had  obtained 
discovery,  to  give  further  particulars  of  the  Defendants'  threats,  but  would 
claim  to  recover  full  damages  for  all  threats  issued  by  the  Defendants. 

The  Defendants  by  their  amended  Defence  (1)  admitted  that  the  letter  dated 
the  11th  of  March  1901  referred  to  in  the  first  paragraph  of  Statement  of  Claim  was 

25  written  on  their  behalf,  and  stated  (2)  that  the  said  letter  was  written  for  the 
purpose  of  protecting  from  infringement  the  Letters  Patent  (No.  14,127  of  1892), 
of  which  the  Defendants  were  the  owners,  and  which  said  Letters  Patent  had 
been  infringed  by  the  Plaintiff  ;  and  (3)  they  denied  that  they  had  threatened 
other  of  the  Plaintiff^s  customers. 

30  By  his  Reply  the  Plaintiff  joined  issue  save  in  so  far  as  the  Defence 
consisted  of  admissions,  and  denied  that  he  had  infringed  any  legal  rights 
of  the  Defendants ;  and  (2)  alleged  the  invalidity  of  the  Defendants*  Letters 
Patent. 

The  Particulars  of  Objections  were  delivered  alleging  that  the  Patentee  was 

35  not  the  true  and  first  inventor  of  the  alleged  invention  comprised  in  the  Patent ; 
(2)  that  the  alleged  invention  was  not  usef  al ;  (3)  that  the  alleged  invention 
was  not  new  ;  (A)  that  it  had  been  published  within  the  realm  prior  to  the 
date  of  the  Patent  by  the  deposit  in  the  Patent  Office  Library  of  certain  Specifi- 
cations, the  whole  of  which  were  relied  upon,  and  of  a  certain  printed  book*  ; 

40  (B)  that  it  had  been  for  many  years  commonly  and  generally  used  in  the 
trade  for  braiding  steel  tapes  eiUier  in  single  widths  or  in  two  or  more  strips 
braided  side  by  side ;  (4)  that  the  alleged  invention  was  not  proper  subject- 
matter  for  valid  Letters  Patent.  Under  this  head  the  Plaintiffs  relied  upon 
the    matters   set   out  in  the  preceding  paragraph,  and    upon    the    common 

45  knowledge  of  the  trade  at  the  date  of  the  Patent  relating  to  the  con- 
struction and  operation  of  braiding  machines ;  (5)  that  the  Complete 
Specification  was  insufficient  in  that  it  gave  no  directions  how  the  bobbins  as 
described  on  page  2,  line  54,  had  a  rotation  about  their  axes,  and  thje  said 
Specification  was  misleading  and  useless  in  that  by  directing  that  the  said 

50  bobbins  should  rotate  about  their  axes  the  alleged  invention  could  not  be 
worked  but  would  be  useless. 

The  action  came  on  for  trial  on  the  4th  of  March  1902  before  Mr.  Justice 
Buckley y  who  held  that  the  claim  was  for  a  process  and  not  for  a  product,  and 
that  the  claim  was  for  something  old,  and  that  the  Patent  was  invalid  for  want 
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of  subject-matter.    An  injunction  was  granted  and  an  inquiry  as  to  damages, 
the  inquiry  being  stayed  on  terms.*     The  Defendants  appealed. 

T.  Terrell^  K,C.,  and  R.  F,  McMillan  (instructed  by  A.  P.  Rodyk)  appeaiped 
for  the  Appellants ;  A.  J.  Walter  and  J,  H.  Gray  (instructed  by  T.  Richaras  4t 
Co,)  appeared  for  the  Respondent.  5 

Terrell^  K.C.,  for  the  Appellants. — The  Patent  relates  to  article9  use4  fqr 
ladies'  stays  and  other  stiffening  purposes.  Whalebone  was  at  Qrst  used  and 
then  steel  wire.  Rosenwald  conceived  the  idea  of  getting  strips  pf  whalebone 
in  small  pieces  made  up  into  continuous  lengths,  braided  together  pide  by  sid^ 
so  as  to  bind  the  strips  tightly  together  with  a .  selyage  on  eacl^  edge.  It  is  10 
conceded  that  there  is  nothini?  new  in  sticking  short  bits  of  whalebone  together 
to  form  long  bits,  and  there  is  nothing  new  in  the  production  of  a  selvage,  but 
no  such  article  as  this  ever  possessed  a  selvage  before,  and  no  such  ^icli^  was 
in  fact  ever  made  before.  The  invention  consisted  in  putting  two  or  morp 
wjialebones  sicle  by  side,  braiding  them  tightly  togefher  with  2^  selv^e.  -4  l.^ 
braiding  machine  is  old,  but  a  braiding  machine  constructed  so  that  thig  c?ui  |>q 
done  is  new.  The  Patent  is  not  for  a  machine ;  tbe  machine  is  merely  an 
incident  in  the  production  of  the  article.  The  particular  point  is  the  selection 
of  the  proper  number  of  heads  and  bobbins.  JBiuckley^  J.,  said  : — "  This  is  an 
*'  invention,  not  for  a  new  article,  but  for  a  method  of  manufacture,  and  there  20 
"  is  not  sufficient  novelty  in  the  method  to  support  the  Patent."  The  Judge's 
error  was  in  seeking  subject-matter  in  the  process.  The  Statute  of  Monopolies 
restricts  a  grant  to  ane,w  manner  of  manufacture.  The  Patent  is  not  g?ttnted  for 
the  article  per  scy  but  for  tbe  inaking  of  the  new  article.  You  cannot  have  2^  Patent 
for  anything  but  a  manufacture.  If  an  article  produced  in  the  way  described  i^  ^5 
new,  possessing  properties  never  possessed  before,  and  meets  a  public  need,  it  ip 
proper  subject-matter  for  Letters  Patent.  It  is  not  the  new  making  of  ^n  pl4 
article.  Supposing  that  with  a  machine  used  for  making  iron  pipes  it  ww 
was  found  that  without  modification  maccaroni,  a  new  substapce,  coul4  be 
made.  That  would  be  good  subject-matter.  The  test  is — Is  it  obvious  or  does  30 
it  require  ingenuity  ?  If  I  could  make  whalebone  with  a  selvage  it  would  bQ 
a  very  useful  thing  ;  if  in  continuous  lengths,  a  very  economical  thing.  It 
required  some  one  to  appreciate  the  possibility  of  doing  this — ^to  understs^i^d 
braiding  machines  and  then  to  adapt  existing  machines  to  produce  a  new 
article  ICrane  v.  Price,  1  W^^bster  409).  No  braiding  machine  made  like  ^^ 
it  before.  A  new  article  is  something  that  has  not  been  made  before  that  is 
useful.  [Vaughan  Williams,  i.,/.-— What  is  a  new  article  ?  Was  the  first 
buttoned  boot  a  new  article  ?]  Jt  is,  but  not  ia  the  view  of  the  Patent  law. 
If  nobody  knew  that  boots  with  hooks  could  be  laced  up,  and  a  man  thought 
he  would  put  on  hooks,  theji  tb^  ^<><^^  would  ho  a  new  article.  Ours  is  a  new  40 
article,  but  I  am  not  forced  up  so  hi^h  as  to  nay  it  is  a  new  article  ;  I  can  say 
it  is  a  better  article.  It  is  economical  in  use,  more  easily  used,  and  more  easily 
fastened  on  account  of  the  selvage.  It  is  economical  because  whalebofie  had  to 
be  bought  in  pieces,  involving  waste — here  you  cut  off  the  exact  length  you  want. 
[Cozbns-Hardy,  L,J, — Woiild  you  say  packing  together  strips  of  wbaiebopQ  i$ 
was  good  subject-matter  ?]  That  would  be  thinner  than  mine,  but  if  usef ill  it 
would  be  good  subject-matter.  [Cozbns-Habdy,  L. J. — You  may  have  a  Patent 
for  a  new  article — take,  for  instance,  "  lonone.'*  Did  not  Tindal^  C.J.'s  rem^t;: 
in  Crane  v.  Price  apply  to  a  thing  like  that — something  absolutely  new  ?]  But 
see  what  b©  was  applying  it  to — anthracite  and  a  hot  blast.  I  think  the  Chief  50 
Justice  was  there  giving  a  broad  definition.  It  depends  on  what  is  meant  by  a 
new  article.  If  a  new  slide  vaive  is  put  into  a  steam  engine,  it  is  the  slide 
valve  and  not  the  steam  engine  that  is  the  new  article.  [^Morgan  v.  Windover 
(5  R.P.G.  296)  and  Murray  v.   Clayton  (L.R.  7  Ch.  App.  583),  refeired  to.] 

•  19  a.p.p.  210. 
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[Vauohan  Williams,  LJ, — It  is  quite  plain  that  in  Grane  v.  jprice  a  process 
was  patented  consisting  of  two  steps.  ]\| ay  we  take  it  that  what  you  claim  under 
Appellant's  Patent  is  a  process  ?]  In  one  sense  you  must  always  clsdm  a 
process.  The  Patentee  says  : — '*  I  claim  the  manufacture  of  my  new  article — 
5  "  a  better  article  than  produced  before  ;  I  produce  it  by  putting  together  a 
"  combination  of  old  steps,  but  some  of  them  J  say  are  new."  [Vaugiian 
Williams,  L,J. — ^Yonr  witness,  Lepreux,  sums  up  that  the  only  novelty  is  4  heads 
and  13  spindles.]  The  appreciation  that  something  is  wanted  goes  a  long  way. 
There  is  evidence  also  that  there  is  great  utility  and  great  commercial  value. 

10  I  have  read  the  evidence  to  show  that  it  is  new  to  have  4  heads  and  13  spindles, 
but  it  is  not  necessary  for  me  that  this  should  be  subject-matter.  Assuming 
every  step  to  be  0I4,  how  does  this  differ  from  Crane  v.  Price  f  Iron  cheaper — 
whalebone  better.  Has  this  process  ever  been  used  before  ?  Certainly 
not,  because  otherwise  an  article  the  same  as  this  would  have  been  produced. 

15  It  is  very  doubtful  if  a  new  product  can  be  claimed  per  se. 

McMiUan  followed. — There  is  claimed  here  a  new  article  with  a  suf^cieiit 
manner  of  making  it.  There  was  no  such  thing  before  as  continuous  whalebone, 
covered  or  uncovered.  The  merit  in  this  case  is  realising  the  need  of  the 
article.    Fawcett   v.    Homan   (13  II.P.C.   398),  page   405,  line  43,  and  page 

20  410,  line  50,  are  specially  referred  to.  The  merit  of  this  invention  is 
not  so  much  in  the  way  in  which  the  idea  was  carried  out  as  in  conceiving  the 
idea  itself.  Then  the  thing  became  simple.  Four  heads  and  13  spindles  are 
the  most  effective  means  by  which  you  can  produce  the  article.  [^AUGHAN 
Williams,  L,J, — If  you  are  going  to  deal  with  a  different  number  of  strips 

25  you  would  have  to  use  a  different  proportion,]  Where,  as  in  this  case,  there  is 
merit  in  the  idea,  the  Patentee  needed  only  to  indicate  that  you  are  to  tSL^e  a 
braiding  machine.  Once  the  Patentee  had  given  the  idea,  it  may  well  J)e 
possible  for  a  person  of  sufficient  knowledge  to  adapt  a  braiding  machii^e 
for  his  purpose  (Adamant  Stone  and  Paving  Company  v.   Corporation  of 

30  Liverpool  (14  B.P.C.,  page  21,  line  5). 

The  Respondents  were  not  called  upon. 

Vaughan  Williams,  L.J. — I  do  not  think  we  need  trouble  you,  Mr.  Walter. 

In  this  particular  case  I  agree  with  the  result  arrived  at  by  Mr.  Justice 

Buckley,  at  all  events  upon  one  ground,  which  is  absolutely  sufficient  to  dea} 

35  with  this  case.  I  am  not  going  here  to  say  anything  about  the  question  of  good 
subject-matter,  or  whether  there  is  subject-matter  or  not  in  this  case.  It  seepis 
to  me  that  if  you  look  at  the  Specification  it  is  perfectly  plain  that  what  is 
claimed  by  the  Patentee  is  a  process.  1  agree  with  Mr.  Terrpll  when  he  says 
that  you  may  have  a  good  claim  for  a  process  even  thou^^h  your  process  is 

40  made  up  of  a  combination  of  perfectly  well-known  stopH,  providecj  the  result 
of  your  process  is  to  arrive  at  a  new  article  or  a  better  article  or  a  cheaper 
article,  and  I  am  not  prepared  to  say  that  in  some  cases  you  might  not 
justify  your  claim  to  your  process  as  an  invention  by  showing  that  it  was 
an  application  to  a  purpose  to  which  such  a  process  or  such  a  machine  had 

45  never  been  applied  before.  But  in  this  case,  treating  it  as  a  claim  for  a  new 
process  and  not  a  claim  for  a  new  product,  one  has  to  look  at  the  Specification 
and  see  what  is  the  process  which  is  claimed  to  be  an  invention.  Now  the 
evidence  was  read  to  us.  I  cannot  help  taking  this  opportunity  of  saying  that 
I  think  that  we  should  have  been  just  as  well  off,  at  the  cost  of  much  less  time, 

50  if  Mr.  Justice  Btickley\s  notes  had  been  read  in  this  case,  and  that  no  purpose 
whatsoever  was  served  by  reading  the  longer  transcript  of  the  shorthand  writer's 
notes.  If  you  look  at  that  evidence,  the  witnesses  one  and  all  speak  of  the 
process  which  is  set  forth  in  the  Specification  as  being  a  process  depending 
upon  the  proportion  of  4  and  13.     Now,  in  the  tirnt  place,  that  proportion  of 

55  heads  and  spindles  is  nowhere  mentioned  from  beginning  to  end  of  this 
Specification,  and  when  one  comes  to  look  at  the  evidence  it  is  admitted  reallv 
that  this  particular  proportion  of  4  and  13,  even  if  it  were  made  manifest  on 
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the  face  of  the  Specification,  is  only  a  proportion  which  can  be  used  with  advan- 
tage in  the  case  of  two  strips.  There  is  no  snggestion  in  this  Specification  of 
any  directions  as  to  what  the  number  of  h^ids  and  the  number  of  spindles 
should  be  in  cases  where  you  are  dealing  with  higher  numbers  of  strips.  Under 
those  circumstances  it  seems  to  me  plain  that  one  can  only  deal  with  the  5 
drawings  as  an  instance  in  which  you  will  find  that  this  number  of  heads  and 
spindles  can  be  usefully  applied  to  the  number  of  strips  of  whalebone  mentioned 
in  the  drawings. 

The  result  of  all  this  is  that  there  is  nothing  at  all  in  this  case  to  show  that 
this  particular  instance  set  forth  in  the  Specification  produces,  as  its  result,  a  10 
new  article,  or  a  better  article,  or  a  cheaper  article.    The  only  thing  one  has  got 
here  at  all  is  a  prescription,  which  will  be  found  a  convenient  prescription  in 
the  case  of  two  strips  of  whalebone. 

Under  those  circumstances  I  think  that  the  claim  in  the  Specification  fails 
altogether.    It  fails  because  really  in  its  terms  it  is  only  a  Specification  which  15 
sets  forth  that  which  would  be  a  convenient  prescription  to  use  in  a  particular 
instance. 

Stirling,  LJ. — I  am  of  the  same  opinion.  I  agree  that  this  Specification, 
on  the  true  construction  of  it,  claims  a  process  of  manufacture  by  which  a 
better  article  is  obtained.  I  am  not  prejpared  to  say,  as  the  learned  Judge  in  20 
the  Court  below  said,  that  this  Patent  fails  for  want  of  subject-matter,  but  I  do 
think,  as  the  learned  Judge  thought  in  the  Court  below,  that  the  Patentee  has 
failed  to  indicate  to  the  public  what  the  essence  of  his  invention  is.  It  appears 
to  me  clear  that  the  essence  of  the  invention,  according  to  the  evidence,  is  the 
use  of  such  a  form  of  braiding  machine  as  requires  specific  numbers  of  heads  25 
and  spindles  for  each  particular  case ;  that  is  to  say,  if  you  use  two  strips  of 
whalebone  you  must,  in  order  to  obtain  a  better  article,  have  a  combination  of 
4  heads  and  13  spindles.  If  you  use  three  strips  of  whalebone  you  must  have 
a  certain  other  combination.  Now,  though  the  Patentee  claims  a  process  for 
the  manufacture  of  the  braided  whalebone  in  strips  of  two,  three,  or  any  30 
number,  he  has  only  indicated  the  process  as  regards  two  strips  of  whalebone^ 
and  even  as  regards  that  he  does  not  say  in  his  Specification,  as  the  fact  is,  that 
the  number  of  heads  and  spindles  is  respectively  4  and  13.  As  regards  any- 
thing beyond  that  he  says  nothing.  In  my  judgment,  on  this  ground,  the 
appeal  fails.  35 

COZBNS- Hardy,  LJ. — I  agree.  I  do  not  think  it  necessary  to  express  any 
opinion  upon  the  other  point  in  dealing  with  the  case,  whether  there  vras 
good  subject-matter,  but  I  must  not  be  taken  to  either  be  assenting  to  or 
dissenting  from  the  view  of  Mr.  Justice  Buckley. 

The  appeal  was  dismissed  with  costs.  4O 
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In  the  Court  op  Appeal. 

Before  LoBDS  JUSTICES  Vaughan  Williams,  Stirling,  and 
Cozbns-Hardy. 

November  2l8t,  22nd,  25th,  and  26th,  1902. 

5  AoBTTLiNB  Illuminating  Company,  Ld.  v.  United  Alkali  Company,  Ld. 

Patent. — Action  for  infringement. — Alleged  anticipation. — Ofdion  of  Patentee 

under  section  lOS  of  Patents^  Ac.  Act^  1888. — Date  of  commencement  of  protection 

against  anticipation. — Date  of  Patent  conclusive. — Construction  of  Specification. 

^^Subject-maiter. — Infringement — Patent  held  invalid. — Action  dismissed. — 

10  Appeal  dismissed. — Patents^  Ac.  Act^  1888^  section  108. 

W.  applied  on  the  28th  of  February  1894  for  a  Patent  in  the  United  States, 
and  on  tJw  1st  of  September  1894  applied  in  the  United  Kingdom  for  Letters 
Patent  for  an  invention  of  ^^  Improved  metallic  carbides  applicable  for  use  in 
^  t?ie  production  of  acetylene^  and  means  for  produ^ng  the  sam^^^  this  being 

15  alleged  to  be  the  same  invention  as  thai  patented  in  the  United  States.  The 
application  was  made  in  the  ordinary  form  and  not  in  that  prescribed  in  the 
Patent  Rules  for  an  application  claiming  the  benefit  of  section  108  of  the 
Patents  Actj  1883,  and  after  seven  months  from  the  date  of  the  American 
applicalion  had  elapsed,  but  before  the  grant  of  the  Patent,  the  Patentee  applied 

fO  to  the  Patent  Office  to  have  the  Patent  dated  as  of  the  same  date  as  the  American 
applicalion ;  this  was  refused,  and  the  Patent,  which  wa^  granted,  was  dated 
the  1st  of  September  1894.  The  owners  of  the  Patent  having  commenced  an 
action  for  infringement,  the  Defendants  denied  infringemsnt  and  alleged  want 
of  invetition  and  novelty,  relying  on  (inter  alia)  a  United  States  Patent  of  W. 

25  of  1892  and  five  papers  by  M.  One  of  these  papers  was  published  in  this 
country  on  the  16th  of  March  1894.  The  Plaintiffs  contended  that  tlie  Patent 
u)as  protected  by  section  108  of  the  Patents,  Ac.  Act,  1888,  as  amended  by  section  6 
of  the  Patents,  Ac.  Act,  1885,  from  anticipcUion  by  M.'s  paper,  alleging  that  the 
Patent  ought  to  have  been  doled  the  28th  of  February  1894,  and  that,  although 

30  not  so  dated,  it  tvas  protected  under  subsection  (2).  This  taae  decided  at  the 
trial  as  a  preliminary  point,  it  being  lield  by  Buckley,  J.,  thai  the  Patentee 
could'  only  exercise  the  option  conferred  upo7i  him  by  section  103  within  seven 
mofiths  from  the  date  of  the  American  applicalioti,  "  applicalion  "  in  that 
section  meaning  one  on  which  the  Palenlee  elects  to  take  the  benefit  of  the 

3S  sedum,  and  (following  the  BritiBh  Tannin^^  Company  v.  Oroth,  8  RJ^.C.  118) 
ffteU  subjection  {fS)  only  applies  where  the  Patentee  avails  himself  of  the 
'privileges  of  the  section;  that  th^  dqte  of  the  Patent  is  conclusive;  andthcU 

N 
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therefore  the  Defendants  were  not  precluded  from  relying  on  Jf.'«  paper  as  a 
prior  publication  of  the  invention. 

The  first  claim  in  tlie  Specification  was  for  '*  the  manufacture  of  crystalline 
"  calcium  carbide  by  subjecting  lime  and  dairboncLceous  matter  in  suitable 
"  proportions  to  the  continued  action  of  electrically  generated  heat^  substantially  5 
"  as  Im^einbefor'e  described."    In  the  body  of  the'SjjeciJication  the  Patentee  said 
that  lie  employed  "a  suitable  electric  fuma^y  such  as  a  Siemens  arc  furnace,^'' 
The  Plaintiffs*  case  ivas  that  the  Patentee  was  the  first  person  to  show  how  to 
manufacture  calcium  carbide  on  a  commercial  scale;    that   the  Patent   wa^ 
confined  to  using  an  electric  furnace  so  that  tihe  current  pa^ssed  through  the  10 
material,  but  not  to  an  arc  furnace  as  distitiguished  from  an  incandescent 
furnace;  that  there  were  no  sufficient  directions  in  TT.'s  U.8.  Patent  for  the 
manufacture  of  adcium  carbide;    that  M.  only  produced  calcium   carbide 
in    minute  quantities,  and  avoided    electrolytic   action,  which   the  Patentee 
discovered  was  harmless.      Buckley,  J.,  dismissed  the  action,  holding  thcU^  15 
according  to  the  true  construction  of  the  Specification,  the  Patentee  intended  to 
use  an  arc,  as  opposed  to  an  incandescent,  furnace,  and  that  it  was  known 
before  the  Patent  that  electrolytic  action  was  harmless,  and  that  there  was  no 
invention  in  using  a  process  to  make  calciv/m  carbide  on  a  commercial  scale 
which  already  was  known  to  produce  it ;  that  the  Patent  was  invalid  for  want  20 
of  novelty ;  and  that  even  if  it  fiad  beefi  novel  it  had  not  beefi  infringed,  as  tlte 
Defendants  used  an  incandescent  fumcu^e.    The  Plaintiffs  appealed.  \ 

Held,  on  appeal,  that  the  date  of  the  Patent  was  conclusive,  cmdthat  the  Patent 
was  invalid  for  want  of  subject-matter  and  on  account  of  antieipeUion* 

The  appeal  was  dismissed  unth  costs.  25 

On  the  Ist  of   September  1894  Letters  Patent  (No.  16,705  of  1894)  were  ^  • 
granted  to  Thomas  Leopold  Willson  for  "  Improved  metallic  carbides,  applicable 
"  for  use  in  the  production  of  acetylene,  and  means  for  producing  the  same." 

The  Complete  Specification,  dated  the  27th  of  June  1895,  was  as  follows  :-* 
"  This  invention  relates  to  the  production  of  metallic  carbides  suitable  for  the  30 
"  production  of  acetylene  gas  which  may  be  us^d  for  illuminating,  heating  and 
"  other  purposes.  By  the  u?e  of  calcium  carbide  produced  according  to  my 
"  invention  acetylene  gas  may  be  generated  in  large  quantities  and  at  very 
"  moderate  cost,  such  as  opens  up  commercial  uses  for  such  gas  which  have 
^*  hitherto  been  impracticable  because  of  the  great  cost  of  its  production.  35 
"  According  to  my  new  process  I  treat  calcium  oxide  or  some  other  suitable 
**  compound  containing  calcium  such  for  example  as  dolomite  in  the  presence 
**  of  carbonaceous  matter,  such  as  carbon,  or  hydrocarbon,  by  exposure  to  the 
'  intense  heat  of  an  electric  arc  in  an  electric  furnace,  whereby  the  oxygen  is 
'  withdrawn  from  the  calcium  and  its  place  taken  by  carbon,  forming  a  calcium  40 
*  carbide,  and  by  using  water  to  re-act  with  this  calcium  carbide,  Inutual 
"  decomposition  may  be  brought  about  wherein  the  hydrouren  of  the  water 
*^  unites  with  the  carbon  of  the:  carbide  to  form  dihydrogen  dicarbide  or 
^^  acetylene,  which  escapes  as  gas.  By  tMs  process  the  gas  can  be  prcKluced 
"  with  great  economy.  45 

*'  In  carrying  out  my  invention  I  employ  a  suitable  felefcti^io  fUl-n»te,  suck  as  .; 
^'-a  SieolenB  arc  furnace  anti  "in  its  chamber  I  :{i^qe-Um0,  $u\4  ^a^tbojpyaoeM^ns 
."  matter,  and  pj^ss  ^  powerful  fle^tria  current  thrD^Rgh  ij^  ix^.  ^vi^  to  generate  an 
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"  enormous  degree  of  heat.  The  lime  may  be  quicklime  in  lumps  or  powder, 
^  and  be  mechanically  mixed  with  carbon  in  the  form  of  coal,  or  by  slacking  or 
"  hydrating  the  lime  it  may  be  more  intimately  combined  with  carbonaceous 
**  matter  by  stirring  it  into  a  liquid  hydrocarbon,  preferably  coal  tar  pitch  kept 
5  ^  liquid  by  heat ;  when  the  hydrocarbon  has  taken  up  all  of  the  lime  that  it 
"  will,  the  mixture  is  dried  by  heat  and  placed  in  the  furnace.  Or  the  lime 
^*  and  carbonaceous  matter  may  be  charged  into  the  furnace  from  time  to  time, 
"  or  in  alternation,  during  the  operation.  Or  instead  of  introducing  separate 
*'  carbonaceous  matter,  the  heavy  carbon  pencils  or  slabs  of  the  furnace  may  be 

10  "  relied  upon  as  the  source  of  carbon,  although  this  is  disadvantageous  because 
"^  less  economical  than  to  provide  carbon  in  the  other  forms  named.  In  practice 
'*  I  mix  together  powdered  lime  and  powdered  coke  or  coal  in  the  proportions 
"  of  approximately  90  pounds  of  lime  to  60  pounds  of  carbon,  using  a  furnace 
'^  with  a  carbon  hearth  or  crucible  and  an  upright  carbon  pencil  connected  to 

IS  ^^  opposite  terminals  of  a  suitably  proportioned  dynamo  electric  generator.  The 
*^  pencil  is  pressed  against  the  hearth  and  the  mixed  materials  fed  in  around  it, 
^^  the  current  being  then  established  the  pencil  is  lifted  to  draw  an  arc  which 
'*  heats  the  materials  and  effects  the  reduction.  The  treatment  in  the  furnace 
*^  deoxidises  the  lime,  the  oxygen   escaping  as   carbon-monoxide  or  carbon 

20  ^  dioxide  gas,  and  the  calcium  thus  set  free  enters  into  a  new  combination  with 
"  the  carbon  forming  a  calcium  carbide,  the  formula  for  which  is  believed  to  be 
**  CaO,.  This  material  may  be  tapped  out  of  the  furnace  at  a  white  heat  or 
**'  may  be  removed  at  the  close  of  the  operation.  As  the  carbide  is  taken  from 
'^  the  furnace  it  cools  and  solidifies  in  crystalline  masses.    Since  making  the 

25  ^^  invention  which  is  the  subject  of  this  Patent  I  have  discovered  that  great 
^'  advantages  arise  by  using  an  alternating  instead  of  a  continuous  current.  It 
^  is  intended  to  make  thie  the  subject  of  a  fresh  application  for  a  Patent  and  I 
^  therefore  make  no  claim  for  it  in  this  Specification.  The  affinity  of  the 
*'  carbide  for  water  is  so  strong  that  if  left  exposed  to  the  air  it  gradually 

30  **  crumbles  to  powder,  its  surface  turning  to  a  whitish  grey  by  the  formation  of 

*'  lime.    It  is  consequently  necessary  if  the  material  is  to  be  preserved  for  some 

"  time,  to  enclose  it  in  vessels  from  which  all  moisture  is  excluded  or  to  keep  it 

"'  beneath  the  surface  of  oil  or  otherwise  to  protect  it  from  moisture. 

^^  In  using  this  calcium  carbide  for  the  manufacture  of  acetylene  I  take  a 

35  ^'  bath  of  water  and  drop  the  calcium  carbide  into  it  in  suitable  quantities  from 
*^  time  to  time,  catching  the  generated  gas  by  any  suitable  closed  vessel  and 
^conducting  it  to  any  suitable  gasometer  or  gasholder.  Upon  dropping  the 
'^  calcium  carbide  into  the  water  a  violent  decomposition  takes  place  accompanied 
"  by  the  evolution  of  large  quantities  of  acetylene  gas,  and  leaving  a  residue  of 

40  **  hydrated  calcium  oxide,  the  reaction  being  believed  to  be  CaC,  +  (H,0),  « 
**  H,Cj  +  Ca(H0)2.  Approximately  58  cubic  feet  of  acetylene  is  produced  per 
'*  pound  of  calcium  carbide  the  proportion  varying  according  to  the  purity  of 
^  the  carbide,  which  is  liable  to  contain  carbon  or  graphite  and  sometimes  lime 
"  as  impurities.*' 

45  The  Patentee  claimed  : — *'  I .  The  manufacture  of  crystalline  calcium  carbide 
"  by  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions  to  the 
^^  continued  action  of  electrically  generated  heat,  substantially  as  hereinbefore 
"  described.  2.  The  process  of  producing  crystalline  calcium  carbide, 
"  consisting  in  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions 

SO  ^  to  the  continued  heat  of  an  electric  arc  between  a  carbon  pencil  above  and  a 
^  conducting  hearthf  or  pool  of  reduced  material  thereon,  beneath,  substantially 
^  as  hereinbefore  described.  3.  The  process  of  treating  a  compound  containing 
"calcium. with. .carbonaceous. matter  in  an  electric  furnace  as  hereinbefore 
^  deicribed  to  produce  a  carbide  of  the  metal,  or  metals  contained  in  such 

55  «*  compound  zj^6  afterwards  acting  upon  the  carbide  so  formed  with  water  to 
**  generate  a  liydrocarbon  g^,  euhstantially  as^  hereinbefore  described.  4.  The 
*^  prdc'eds  of  treating  caltium  oxide  with  carbNonac€i6uB  material  in  an  electric 
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"  furnace  as  hereinbefore  described  to  produce  calciam  carbide,  and  afterwards 
^'  acting  upon  the  calcium  carbide  with  water  to  liberate  acetylene  substantially 
"  as  defcribed." 

On  the  23rd  of  January  1901  the  Acetylene  Illuminating  Company^  Ld.^  and 
the  WilUon  Laboratory  Company^  Ld.y  commenced  an  action  against  the  5 
United  Alkali  Company ^  Ld.^  claiming  the  usual  relief,  for  infringement  of 
this  Patent  and  three  earlier  Patents— P7iW«(?n  (No.  9361  of  1890),  Willeon 
(No.  21,701  of  1892),  and  Ellis,  a  communication  from  abroad  by  Willean 
(No.  16,342  of  1894).  At  the  trial  the  Plaintiffs  offered  no  evidence  as  to  the 
three  last-mentioned  Patents  ;  the  pleadings  in  this  report  are  therefore  confined  10 
to  the  first-mentioned  Patent  (hereinafter  referred  to  as  the  Patent). 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  that  the  Defendants  had 
infringed,  and  that  the  Patent  was  valid,  and  that  the  registered  owners  were 
the  Willson  Laboratory  Company^  Ld,y  and  that  the  Acetylene  Illuminating 
Company y  Ld.^  were  licensees.  15 

.  The  Particulars  of  Breaches  alleged  (1)  that  the  Defendants  had  infringed  by 
manufacturing,  selling,  supplying,  and  using  in  this  country  calcium  carbide 
manufactured  according  to  or  in  manner  only  colourably  differing  from  (inter 
alia)  the  inventions  described  in  the  Specification  filed  in  pursuance  of  the  Patent 
and  claimed  in  the  first  and  second  claiming  clauses  of  the  same  ;  (2)  that  on  or  20 
about  the  8th  of  January  1901  the  Defendants  sold  to  one  Richard  Thomas 
Nicholson  one  hundredweight  of  calcium  carbide  made  in  infringement  of 
the  said  claiming  clauses;  and  (3)  claimed  to  recover  in  respect  of  all 
infringements. 

By  their  Defence  the  Defendants  denied  infringement,  and  alleged  that  the  25 
Patent  was  invalid. 

By  their  Particulars  of  Objections  they  alleged  as  follows  : — D.  As  to  Letters 
Patent  No.  16,705  of  1894  :  1.  That  the  said  alleged  inventions  were  not  new. 
(a)  The  Defendants  as  to  all  the  claims  in  the  Final  Specification  of  Letters 
Patent  No.  16,705  of  1894  repeated  the  objections  to  the  novelty  of  the  Letters  30 
Patent  of  No.  16,342  of  1894,  and  repeated  also  paragraph  C  5.  [The  parts 
so  repeated  were  as  follows  :— (a)  That  the  said  alleged  inventions  claimed  in 
all  the  claiming  clauses  of  the  Specification  of  the  Patent  had  been  published 
by  deposit  in  the  Patent  Office  Library,  London,  of  the  following  Specifications, 
the  whole  of  each  of  which  was  relied  upon  :— (1)  Willson  (No.  9361  of  1890)  ;  35 
(2)  Willson  (No.  4757  of  1891)  ;  (3)  Justice  (No.  17,911  of  1892)  ;  (4)  Willson 
(No.  21,696  of  1892);  (5)  Willson  (No.  21,701  of  1892);  (6)  W^tZfaon  (U.S.A. 
No.  492,377  of  1892  ;  (7)  Acheson  (U.SA.  No.  492,767  of  1892).  (&)  The  said 
alleged  inventions  claimed  in  all  the  claiming  clauses  of  the  Specification  of  the 
Patent  had  been  published  in  this  realm  prior  to  the  date  of  the  Patent  by  40 
publication  in  this  realm  at  the  Patent  Office  Library  and  at  the  British  Museum 
in  the  following  works  : — (1)  **  Annales  de  Chimie  et  de  Physique,"  6th  series, 
Vol.  XXVIII.,  page  257,  in  a  paper  written  by  M.  M.  L.  Maquenne  ;  (2)  "  Comptes 
"  Rendus  of  the  Academic  de  des  Sciences,"1892,  Vol.  CX  V.,in  a  paper  by  M.  Jiot««an, 
commencing  page  1031-1033* ;  (3)  same,  Vol.  CXI  V.,  pasres  361-2,  and  Vol.  CXV.,  45 
pages  558-561  and  1034-6t ;  (4)same,  1894,  Vol.CXVIIT.,  in  a  paper  by  M.  Moissan, 
pages  501.506t ;  ....  (9)  same,  1893,  Vol.  CXVIL,  pages  679.682§  ;  (10) 
"  The  Journal  of  the  Society  of  Chemical  Industry,"  29th  of  April,  1893  : 
note  on  Moissan* s  experiments.  ||  (c)  That  the  said  alleged  inventions  claimed 
in  all  the  claiming  clauses  of  the  final  Specification  of  the  said  Letters  50 
Patent  were  matters  of  general  common  knowledge,  and  were  commonly  and 
generally  described  in  all  standard  chemical  literature,  and  calcium  carbide  had 

*  This  paper  was  No.  36  in  a  Volame  of  doomnentB  used  at  the  trial.        * 
t  This  paper  was  No.  39  in  nnoh  Volume.  X  This  i>aper  was  No.  48  in  mioh  Volume. 

§  This  paper  was  No.  46  in  snoh  volnme. 
••  -  .*-  ..     1 :  II  Certain  other  works  were  specifted,  for  which  see  19  .E.P,0.f  I«««  317.    i  ,  .  .  ». 
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been  commonly  and  generally  mannfactnred  and  used  in  this  realm  in  and 
aince  the  year  1865.* 

Further  particalars  were  delivered  in  reference  to  C  1  (cO  and  (e)  which  it  is 
not  necessary  to  set  out  in  this  report. 
5  By  their  Reply  the  Plaintiffs  alleged  as  follows : — ^^  3.  As  to  Letters  Patent 
*'  No.  16,705  of  1894,  in  paragraph  (D)  of  the  Particulars  of  Objections 
*^  mentioned,  the  Plaintiffs  further  say  that  by  reason  of  an  application  having 
*'  been  made  by  Thomas  Leopold  Willson^  on  the  28th  day  of  February  1894,  in 
♦*  the  United  States  of  America  (serial   number  501,763),   in   respect  of  the 

10  ^  invention  described  and  claimed  in  the  said  Letters  Patent  No.  16,705  of  1894, 
**  granted  to  the  said  Thomas  Leopold  Willson^  they  will  contend  thit  by  virtue 
''  of  section  103  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  the  said 
**  Thomas  Leopold  Willeon  was,  and  is,  entitled  to  have  the  said  Letters  Patent 
'^  dated,  and  the  same  should  be  dated,  as  of  the  said  date  of   the   aforesaid 

15  ^  application  upon  which  Letters  Patent  were  in  due  course  granted  in  the 
**  United  States.  Application  was  duly  made,  prior  to  the  grant  of  the  said 
"  Letters  Patent  No.  16,705  of  1894,  that  the  same  should,  under  and  by  virtue 
'*  of  the  said  section,  be  dated  the  28th  day  of  February  1894,  but  the  application 
"  was  wrongfully,  and  without  just  cause  or  excuse,  refused." 

2Q  The  Defendants,  by  Rejoinder,  alleged  : — ^^  2.  As  to  paragraph  3,  under  and 
^*  by  virtue  of  Rules  24-29  inclusive,  of  the  Patents  Rules,  1890,  a  special 
**  procedure  is  laid  do^m,  and  special  forms  ol  application  are  provided,  in 
^  accordance  with  which  applications  for  Letters  Patent  claiming  the  benefits 
^  of  section  103  of  the  Patent  Act,  1883,  have  to  be  made.    Such   forms   of 

25  '^  application  were  not  used,  nor  was  such  special  procedure  adopted  upon 
'<  application  for  Letters  Patent  No.  16,705  of  the  year  1894,  but  such  application 
•*  was  made  in  accordance  with  the  ordinary  form  of  application  for  Letters 
^  Patent,  and  upon  such  application  the  said  Letters  Patent  No.  16,705  of  the 
"  year  1894,  in  respect  of  which  the  present  action  is  brought,  were  issued,  and 

30  ^  such  Letters  Patent  are  dated  the  1st  of  September  1894,  and  the  said  date  is 
^  the  date  of  the  said  Letters  Patent  and  no  other.  3.  The  said  Rules,  24-29 
**  inclusive,  of  the  Patents  Rules,  1890,  were  duly  made  by  the  Board  of  Trade 
^  under  and  by  virtue  of  the  provisions  101  of  the  Patents,  Design,  and  Trade 
'*  Marks   Act,   1883,  and   any'  of  the   terms   of  section  103  of  the  said  Act 

35  '*  inconsistent  with  such  Rules  are  thereby  repealed.  4.  Further,  as  to  the 
*'  matters  alleged  in  paragraph  3  of  the  Reply,  the  High  Court  of  Justice  has  no 
^  power  to  antedate  the  said  Letters  Patent,  or  to  construe  the  said  Letters 
*'  Pfttent  as  bearing  date  on  any  other  day  than  the  day  on  which  the  same 
^  purport  to  be  dated.    A  special  Act  of  Parliament,  the  short  title  of  which 

40  *^  was  Willson's  Patent  Act,  1896,  was  in  fact  applied  for  the  purpose  of 
^  antedating  the  said  Letters  Patent,  but  such  Act  was  never  passed  by  the 
^*  Legislature  but  was  thrown  out  in  Oommittee.  The  preamble  of  the  said  Act 
^  (inter  alia)  alleged  that  Letters  Patent  No.  16,342  of  the  year  1894  (also  sued 
^  upon  in  this  action)  were  for  the  same  invention  as  Letters  Patent  No.  16,705 

45  **  of  the  year  1894.  .*>.  Further,  as  to  the  matters  alleged  in  paragraph  3  of  the 
^  Reply,  the  antedating  of  the  said  Letters  Patent  could  only  be  obtained  by  a 
«<  special  Act  of  Parliament.'' 

In  Sur-Rejoittder  the  Plaintiffs,   as  to   the   Rejoinder,  said : — "  1.    As  to 
**  paragraphs  2  to  5  inclusive  thereof,  they  join  issue.     Further,  the  Patents, 

50  ^  Designs,  and  Trade  Marks  Act,  1883,  by  section  103,  subsection  3,  enacts  that 
^  an  application  for  the  grant  of  a  Patent  under  the  said  section  103  must  be 
'*  made  in  the  same  manner  as  an  ordinary  application  under  the  said  Act. 
**  2.  Thomas  Leopold  WiUson,  the  grantee  of  Letters  Patent  No,  16,705  of  1894, 
**  complied  with  the  said  aubsection,  and,  in  so  far  as  Rules  24  to  29  inclusive 

55  ^  of  the  Patents  Rules,  1890,  or  any  provisions  of  the  same,  are  inconsistent 

*  For  the  remaiBdvr  of  the  ftettoulMt  of  Objeotiom,  jm  19  RJE^.0. 317. 
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*'  with  the  said  Act,  or  the  said  subsection  thereof,  they  are  idlra  vires  and  of 
•'  no  effect,  or,  alternatively,  are  subordinate  to  the  said  Act  and'  the  said  Bub- 
**  section  thereof,  and  the  latter  must  prevail." 

Moissan's  papers  and  Willsan^s  U.S.  Patent  of  1892  are  referred  to  hereinafter 
in  the  judgments,  and  the  method  of  manufacture  used  bj'  the  Defendants  5 
will  be  found  described  in  the  last  paragraph  of  the  judgment  of  Buckley,  J.* 

The  action  was  tried  on  the  30th  and  Slst  of  January,  and  the  1st  and  3rd  of 
February  1902,  before  Buckley^  J.,  who  held  that  the  Defendants  were  not 
precluded  from  relying  on  M.'s  paper  as  an  anticipation,  and  that,  according  to 
the  true  construction  of  the  Specification  of  the  Patent  sned  on,  the  Patentee  10 
intended  to  use  an  arc,  as  opposed  to  an  incandescent  furnace,  and  that  it  was 
known  before  the  date  of  the  Patent  that  electrolytic  action  was  harmless,  and 
that  there  was  no  invention  in  using  a  process  to  make  calcium  carbide  on  a 
commercial  scale  which  already  was  known  to  produce  it ;  that  the  Patent  was 
invalid  for  want  of  novelty ;  aud  that,  even  if  it  had  been  novel,  it  had  not  15 
been  infringed,  as  the  Defendants  used  an  incandescent  furnace.  The  action 
was  dismissed  with  costs. 

The  Plaintiffs  appealed. 

Moulton,  K.C.,  and  ff.   A.   Oolefax  (instructed   by   &uedalla  and  Gross) 
appeared  for  the  Appellaiits ;  Gnpps,  K.C.,  Lord  Robert  Cecil,  K.C.,  and  A.  J,  20 
Walter  (instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Respondents. 

Moulton,  K.C.,  for  Appellants. — ^The  Patent  is  for  the  manufacture  of  calciani 
carbide,  from  which  acetylene  is  obtained.  At  low  temperatures  the  avidity*  of 
calcium  for  oxygen  is  much  greater  than  that  of  carbon.  At  high  temperature^ 
the  reverse  is  the  case.  The  substance  has  been  known  for  some  time,  but  the  25 
Pateiit  is  for  a  commercial  manufacture  of  it.  At  high  temperatures  the  carbon 
takes  all  the  oxygen  out  of  the  lime,  leaving  the  calcium  to  unite  with  other 
carbon  ;  whereas,  at  low  temperatures,  it  is  almost  indifferent  to  it,  and  allows 
the  oxygen  to  be  taken  by  other  bodies  that  may  be  present.  Calcium  carbide 
remained  a  scientific  curiosity  until  this  commercial  method  of  manufacture  30 
was  found.  The  heat  of  an  electric  arc  is  used,  and  there  is  now  a  very  large 
trade  because  the  carbide  can  be  made  cheaply.  Willson  was  undoubtedly  the 
inventor,  but  there  is  a  question  as  to  the  date  of  the  Patent.  If  dated  back  to  the 
date  of  the  American  Patent  of  189  4  it  would  at  all  events  then  not  be  anticipated. 
By  the  Patentee's  method  one  gets  the  calcium  carbide  in  a  crystalline  and  not  35 
amorphous  form,  and  it  is  therefore  very  pure.  [The  Complete  Specification 
was  read.]  The  claims  are  perfectly  clear  and  consistent  with  the  Specification. 
Broadly  speaking  the  Patentee  makes  calcium  carbide  by  passing  a  powerful 
electric  current  through  the  carbon  and  lime,  generating  an  enormous  heat.  In 
an  electric  arc  the  conduction  is  by  the  vapour  of  carbon  ;  the  temperature  is  40 
therefore  high  enough  to  volatise  carbon.  The  arc  may  be  between  two  definite 
points,  or  between  a  Very  large  number  of  points ;  but  the  temperature  is 
necessarily  such  as  to  volatise  the  carbon,  and,  if  that  is  so,  one  has  the  electric 
arc.  The  pencil  carbon  is  drawn  back  gradually  when  the  arc  is  formed.  As 
great  heat  is  reached  the  arc  loses  its  definiteness,  passing  partly  by  the  material  45 
perhaps/and  partly  by  the  carbon  vapour.  As  to  the  alleged  anticipations,  I 
will  take  first  Willson' sXi.^.Pi..  Specification  of  1892.  Wilson  was  working  at 
alumina,  and  his  earlier  Patents  relate  to  that.  In  this  U.S.A.  Patent  he  avoids 
a  certain  splashing,  causing  stoppage  and  rushing  of  current,  by  the  use  of 
carbon,  mixing  it  with  the  alumina.  In  connection  with  this  he  mentions  that  50 
he  gets  calcium  carbide,  but  without  any  proportions  or  directions  how  to  get 
it ;  in  fact  the  directions  are  wrong.  But,  on  the  doctrine  ot  Hills  v.  Evans 
(4  D.F.  &  J.  288),  an  anticipation  must  tench  people  how  to  do  the  thing  with- 
out the  necessity  of  further  experiment.    Here  the  directions  would  be  insuiB- 

cient  to  support  a  Patent,  and  are  therefore  insufficient  as  an^  anticipation.  56 

..-— .     ■         -.         -    .  ,.    .  .  ■        .  .^..      .,  ^^ 
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WiUaon  is,  in  that  Specification,  inaccurate  in  stating  that  his  method  is  applic- 
able to  the  "  reduction  of  calcium."  He  then  says  that  he  has  produced  calcium 
carbide  from  the  calcium  oxide.  Taking  the  Specification  most  strongly  against 
him,  he  says  that  by  preventing  a  bath  of  fused  compounds  one  gets  calcium 
5  carbide  :  but  in  getting  calcium  carbide  one  does  not  want  to  prevent  such  a 
bath.  He  was  working  on  alumina,  and  the  difficulty  only  arises  with  that,  for 
it  is  Tery  liquid.  The  directions  tend  to  take  one  away  from  the  invention. 
[The  judgment  in  Hills  v.  Evans  was  read.]  By  the  alleged  anticipations  no 
ene  could  make  calcium  carbide  without  further  experiment;  the  dilemma 

JO  would  be  to  any  one  that  he  savs  calcium  and  calcium  carbide  can  each  be; 
produced.  [Vaughan  Williams,  LJ, — ^What  more  did  the  Patentee  tell  the 
public  in  1894  ?]  The  Patentee  in  1894  gives  working  proportions,  and  tells 
people  that  they  will  get  a  fused  bath  and  the  exact  method  of  manipulating 
the  furnace.    The  Patentee  in  the  U.S.A.  Specification  does  not  say  whether 

15  he  passed  the  current  through  or  over  the  materials ;  he  said  a  fused  bath  was 
to  b#^  avoided  and  gave  no  proportions.  Then  as  to  Moissan^  the  second  alleged 
anticipation,  hei  never  did  what  the  Patentee  claims  to  be  his  invention,  but  he 
j^ublished  his  investigations  in  a  series  of  papers,  in  one  of  which  he  did  not 
describe  the  aj^paratus  used,  and  it  is  said  that  that  must  be  read  as  if  he  wap 

20  using  the  apparatus  which  the  Patentee  uses.  Moissan  is  subsequent  in  date 
to  the  XJ.S.A.  Patent  corresponding  to  the  one  sued  on.  The  Patentee  claims 
the  benefit  of  that  date,  and  I  submit  that  Moissan  is  not  an  antici- 
pation, as  the  Patentee  wan  entitled  to  have  his  Patent  dated  as  of  that 
date.     [Cozbns-Hardy,  Z.J.— Is  not  the  date  on  the  Letters  Patent  con- 

25  elusive?]  I  submit  not.  [Section  103  of  the  Patents,  &c.  Act,  1883,  as 
amended  by  the  Actof  1888,  was  read.]  [Vauohan  Williams,  i.  J.— Even 
if  your  Patent  ought  to  have  borne  the  earlier  date  it  does  not.]  There 
was  no  means  of  appealing  from  the  Patent  Office  decision ;  but  section  103 
gives  the  right  to  the  Patentee  to  a  certain  date,  and  it  is  submitted  that  the 

30  Court  will  give  effect  to  that.  The  section  says  the  application  is  to  be  made  in 
the  ordinary  manner,  and  the  Patentee  so  applied  ;  but  the  Patent  Office  said  that 
the  application  for  the  earlier  date  ought  to  have  been  made  within  the  seven 
months  specified  in  the  section.  This  is  a  gloss  on  the  section  and  is  very 
serious.     [Vauohan  Williams,  L,J,—We  think  the  date  conclusive.]     Then 

35  Moissan  is  let  in  and  I  must  deal  with  it.  The  electrolytic  power  of  an  electric 
current  was  well  known  ;  it  is  apart  from  the  thermal  action.  The  whole  of 
Maissan's  researches  were  with  the  current  not  passing  through  the  materials, 
thus  excluding  the  dissociating  power  of  the  current.  If  this  is  so  there  is  no 
anticipation,  as  the  Patentee  makes  no  claim  to  that  method.    [^Moissah*s  papers 

40  were  then  referred  to.]  The  toasting  method  was  impracticable  as  a  com- 
mereiad  method.  Moissan  would  tell  one  that  if  one  excluded  the  electrolytic 
action  one  could,  by  the  thermal  action,  get  the  calcium  carbide  ;  he  did  not 
disclose  the  result  that,  if  the  condition  was  departed  from,  the  result  would 
still  be  obtained.     [Cozbns-Hardy,  L.J.— The  Specification  does  not  show 

4&  that  the  Patentee  knew  one  could  be  careless  as  to  electrolytical  action.]  No 
doubt  the  Patentee  did  not  know  of  Moissan  ^  but,  provided  that  what  was 
claimed  was  novel,  it  is  immaterial  whether  he  did.  It  is  submitted  that  there 
was  invention.  No  one  could  know  what  the  result  would  be  of  deviating 
from  Moissan's  way.     The  evidence  of  Professor  Dewar  is  that  electrolytic 

50  action  might  have  been  disastrous.  Moissan^s  method  could  not  be  a  practically 
commercial  one.  [Vaughan  Williams,  L.J. — Moissan's  paper  does  not 
indicate  or  suggest  that  electrolytical  action  would  hurt.]  He  carefully 
excluded  it ;  he  showed  that  he  gave  importance  to  its  absence  ;  the  tendency 
of  it  is  to  break  up.     One  is  dealing  with  an  experimental  science,  and  it  was 

55  impossible  for  anyone  to  foresee  the  result  of  the  electrolytic  action.  Willson 
oomes  to  nothing  more  than  Moissan^  for  the  latter  does  give  directions,  and 
Moissaii  only  shown  that  calcium  carbide  can  be  made  if  the  electrolytic  action 
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is  excladed.  On  the  conBtruction  of  the  Specification  of  the  1894  Patent,  the 
Patentee  intended  to  pass  the  carrent  through  the  materials ;  ^'  throagh  it  '* 
means  the  material,  not  the  furnace.  As  to  infringement,  it  is  admitted  by  the 
Defendants'  witnesses  that  what  the  Defendants  do  is  the  same  as  the  Patentee 
described  if  the  Specification  means  that  the  material  is  to  be  piled  round  the  5 
pencil.  The  Patentee  puts  his  pencil  right  down,  and  draws  it  back  as  the  arc 
is  struck  ;  whilst  the  Defendants  put  a  small  piece  of  carbon  below  the  pencil, 
which  bums  away.  They,  like  the  Plaintiff  draw  back  the  pencil  subse- 
quently as  the  bath  forms.  The  Patentee  was  not  making  a  distinction  between 
an  arc  and  an  incandescent  furnace.  The  Defendants  use  the  same  furnace  as  10 
the  Patentee  mentions.  If  they  had  not  arc  conduction  it  might  be  a  different 
matter,  but  it  is  admitted  by  the  witnesses  that  the  Defendants  have  it. 

Golefax  followed  on  the  same  side,  and,  after  reading  the  judgment  below,  con- 
tinued : — ^There  are  two  points  on  the  Specification  ;  first,  whether  it  excludes 
the  incandescent  furnace — and  this  was  the  point  on  which  the  judgment  15 
as  to  infringement  turned  ;  and,  secondly,  whether  the  current  is  meant  to  be 
sent  through  the  material.  [Tha  Spexsification  was  again  referred  to.]   There  is  no 
express  exclusion  of  incandescent  furnaces,  and  no  express  mention  of  them. 
What  the  Patentee  indicated  was  that  one  has  to  get  the  intense  heat  of 
the  electric  arc,  but  he  does  not  say  ^'  in  an  electric  arc  furnace."    The  Siemens  20 
arc  furnace  was  simply  a  carbon  crucible  with  a  carbon  pencil  dipping  into 
it.    That  furnace  is  only  taken  as  a  suitable  one,  and  the  words  as  to  drawing 
an  arc  refer  only  to  that  specific  example.    In  what  actually  occurs  the  current 
may  pass  partly  by  carbon  vapour  and  partly  by  the  materials.    Then  it  is  said 
Claim  1  cannot  be  read  more  widely  than  Claim  2.    Claim  2  claims  a  particular  25 
aspect  of  the  process.    It  is  said  that  Claim  2  shows  that  a  process  by  pure  arc 
is  intended,  but,  if  so,  when  at  first  the  materials  are  cold  no  arc  could  be 
struck.    First,  an  incandescent  furnace  as  understood  at  the  date  of  the  Patent 
is  not  excluded,  and  in  fact  the  process  described  is  partly  an  incandescent 
process ;  and,  secondly,  the  Defendants  do  not  use  an  incandescent  furnace  as  30 
understood  at  the  date  of  the  Patent,  but  they  use  an  incandescent  process. 
There  would  be  no  reason  for  ih^  Defendants  trying  to  avoid  an  arc«  eitcept  to 
make  a  case  of  non-infringement ;  and  in  fact  they  do  get  an  arc.    In  the 
formation  of  calcium  carbide  the  distinctions  between  arc  and  incandescent 
processes  are  immaterial ;  and  in  fact  one  merges  into  the  other  during  the  35 
operation.    It  is  submitted  that  both  Claims  1  and  2  are  infringed.    As  to  the 
second  claim,  Professor  Ewing  admits  that  at  a  certain  stage  there  is  a  limited 
zone  of  action  between  the  pencil  and  the  conducting  carbide  in  which  the 
Defendants  are  maldng  use  of  arc  conduction.    As  to  validity,  and  especially  in 
regard  to  WiUson'.s  United  States  Specification  of  1892,  the  invention  there  dis-  40 
closed  related  to  preventing  splashing,  and  has  no  application  to  lime  alone,  and, 
moreover,  in  the  working  of  that  invention   calcium  carbide  could  not  be 
proiluced.    As  to  Moissan,  and  especially  No.  40,  there  is  no  question  as^  to  what 
the  preceding  researches  had  been.    The  papers  must  be  looked  at  as  a  series, 
and  it  must  be  considered  how  they  would  affect  the  minds  of  the  people  before  45 
whom  they  would  come.    Professor  Dewar'e  evidence  is  very  important,  as  he 
is  the  only  witness  who  had  read  the  papers  when  they  were  published.    He 
said  that  this  paptr  indicated  to  him  the  toasting  process  only.     [CoZBNS- 
Hardt,  L.J. — Is  it  not  a  question  of  construction  for  the  Court  ?]     £ven  so  ; 
one  must  think  of  the  nature  of  the  paper  and  the  kind  of  persons  to  whom  it  50 
is  addressed.    Moissafi  intended  to  confine  himself  to  thermal  action,  thereby 
necessarily  excluding  electrolytic  action.    In  No.  40  Moissan  meant  to  use  the 
same  furnace  as  before  indicated  in  the  other  papers.    In  Moissan  the  conditions 
are  quite  unsuited  and  inconsistent  with  commercial  purposes  ;  he  was  dealing 
with  scientific  curiosities.    He  did  not  intend  to  pass  the  current  through  the  55 
material,  and  his  descriptions  and  the  conditions  would  have  led  one  away 
from  any  commercial  purpose.     If  Moissan's  method  is  toasting,  and  the  Patent 
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.  is  held  to  cover  that,  I  should  ask  leave  to  disclaim.  [Vaughan  Williams, 
LJ.f  referred  to  the  qaestion  of  constraction,  whether  it  covered  the  toasting.] 
[Cozbns-Hardt,  LJ^. — ^Your  proposition  is  that  the  Specification  excludes 
toasting  ?]  On  the  construction  of  the  Specification  the  current  is  to  be  passed 
5  through  the  material.  [The  Specification  was  again  referred  to  on  this  point.] 
The  exclusion  of  the  toasting  process  is  to  be  gathered  from  the  process  described 
and  looking  at  the  Specification  as  a  whole.  There  is  nothing  expressly  including 
the  toasting  process,  and  no  words  which  must  include  it.  [Cozbns-Hardy, 
LJ'. — If  this  appeal  is  dismissed,  do  you  want  leave  to  apply  to  disclaim  ?] 

10  If  the  appeal  was  simply  dismissed  the  whole  matter  would  come  up  to  be  re- 
litigated.  [Vauohan  Williams,  i/.J.— What  would  you  want  to  disclaim  ?] 
Not  one  of  the  claims,  but  only  to  put  in  a  disclaiming  paragraph.  We  would 
only  ask  for  that  leave  in  the  event  of  the  Court  holding  that  the  Specification 
includes  ^^  toasting.'* 

15  CrippSy  K.C.,  for  the  Respondents. — ^There  are  the  two  points  in  this  case- 
first,  subject-matter ;  and,  secondly,  infringement.  As  to  disclaimer,  leave  would 
not  be  necessary  if  the  appeal  is  dismissed,  and  it  is  not  a  case  in  which 
disclaimer  would  be  allowed.  I  submit  that  the  judgment  below  is  right  in 
its  entirety. 

20      MouUon.  K.C. — The  leave  can  be  given  in  this  action. 

Grippsy  K.C. — I  should  oppose  that.    I  ask  to  be  heard  on  the  case  at  large. 
MoultoHy  K.C. — This  is  a  curable  point,  and  in  future  litigation  we  should  be 
met  with  Buckley ^  J.'s,  judgment. 

GrippSy  K.O.—Quite  apart  from  the  point  as  to  "  toasting,"  we  submit  that  the 

25  Patent  is  invalid.  Moissan  No.  40  is  not  limited  to  the  particular  new  furnace, 
but  is  quite  general.  The  suggested  Patent  in  this  case  is  very  narrow  ;  it  is 
not  contended  that  it  is  for  calcium  carbide.  The  Plaintiffs  want  to  say  that 
their  Patent  is  one  for  sending  the  current  through  the  material,  but,  even  so, 
the  Patent  would  not  be  good.     Willson  had  done  that.    When  a  scientific 

90  discovery  is  given  to  the  world  everyone  can  use  it.  It  would  be  monstrous 
that  someone  could  claim  a  monopoly  for  doing  the  thing  on  a  commercial 
scale.  It  cannot  be  suggested  that  the  commercial  method  or  process  is 
different  from  the  laboratory  method  or  process.  The  only  way  in  which  the 
Plaintiffs*  witnesses  could  find  subject-matter  was  that  it  was  done  on  a 

35  commercial  scale.  Willson  was  not  working  on  a  laboratory  scale  with 
alumina,  and  his  process  was  known  to  make  the  calcium  carbide ;  the  only 
invention  which  can  be  set  up  is  using  the  process  to  make  calcium  carbide  on 
a  large  scale.  On  the  question  of  infringement,  the  Defendants  use  an  incan- 
descent furnace.    As  to  disclaimer,  I  ask  that  the  Plaintiffs  should  be  left  to 

40  such  rights  as  they  have.     [He  was  stopped  by  the  Court.] 

MoultoHy  K.C.,  in  reply.— [Vaughan  Williams,  £./.— We  think  that 
Moiesan  is  a  clear  anticipation,  and  we  think  that  the  construction  contended 
for  of  the  Specification  is  wrong.  Unless  it  is  shown  that  amendment  would 
be  useless  we  think  Uiat,  on  proper  terms,  leave  should  be  given  you  to  apply 

45  to  amend.  But  it  would  be  useless  if, there  was  no  subject-matter.  We  should 
like  to  hear  you  as  to  that.]  The  Plaintiffs  are  not  bound  by  what  their 
witnesses  said  was  the  only  invention.  Willson^  in  this  Specification,  was  the  first 
person  to  teach  the  world  that  csJcium  carbide  could  be  made  by  passing  an  electric 
current,  in  the  form  of  an  arc,  through  the  materials.  Moissan  did  not  tell  this,  nor 

50  did  Willson  in  the  United  States  Specification,  which  was  insufficient  to  tell 
people  that  one  could  get  calcium  carbide  by  passing  an  electric  current  through 
the  materials.  Willson  does  not  say  by  what  means  he  makes  the  carbide — by 
toasting,  by  passing  the  current,  or  by  his  third  method,  the  double  arc.  It 
does  not  follow  that  it  went  further  than  Moissan's  toasting.     Willson  merely 

55  states  that  he  got  calcium  carbide  by  his  invention ;  moreover,  non  constat  that 
he  did  not  get  it  by  the  toasting  process.  The  electrolytic  action  was  known  to 
be  dissociating,  whereas  calcium  carbide  is  obtained  by  association.      [The 
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claims  in  Willson^s  U.S.A.  Specification  were  referred  to.]  A  fused  bath'  miist 
be  got  in  the  1894  process,  and  the  directions  in  the  U.S.  Specification  would 
lead  one  away.    Maissan,  in  paper  No.  4<>,  intended  thermal  action  only. 

Vaughan  Williams,  L,J. — In  this  case,  after  I  had  intimated  that  it  wa« 
likely  that  we  should  hold,  as  the  learned  Judge  did  hold  in  the  Court  below,  5 
that  there  was  such  anticipation  as  to  render  the  Patent  invalid,  it  was  sug- 
gested that  the  particular  part  of  the  Specification  which  was  affected  by  the  anti- 
cipation was  a  part  which  might  be  got  rid  of  by  an  amendment  in  the  way  of 
disclaimer,  and  we  were  asked  therefore  to  go  further,  and  not  only  to  decide  the 
case  upon  the  ground  of  anticipation,  but  to  determine  other  questions  arising  in  10 
this  action,  and  in  particular  the  question  of  subject-matter  ;  and  it  was  urged 
upon  us  that  so  to  do  would  really  be  a  great  benefit  to  the  Plaintiflfeand  would  do 
no  harm  to  the  Defendants.     I  think  that  if  the  matter  had  rested  there,  we  should 
probably  not  have  been  disposed  to  do  more  than  to  determine  the  one  point,  the 
determination  of  which  by  itself  was  sufficient  to  show  that  the  judgment  of  the  15 
learned  Judge  dismissing  the  actiDn  was  the  right  decision,  and  that  the  appeal 
against  it  ought  to  be  dismissed.     But  we  were  also  informed  by  Mr.  Cripps^ 
the  Counsel  for  the  Defendants,  that  in  the  interests  of  his  clients  he  joined  in 
the  request  of  the  Plaintiffs  that  we  would  not  only  deal  with  the  question  of 
anticipation,  but  would  also  deal  with  the  question  of  subject-matter.    Under  Hi 
these  circumstances,  we  propose  so  to  do,  but  I  wish  to  guard  against  the  suppo- 
sition that  in  Patent  cases,  if  there  is  one  point  which,  being  decided,  is  fatil  to 
the  action  of  the  Plaintiffs,  and  is  in  accordance  with  the  decision  of  the  learned 
Judge  below,  the  Defendants,  or  anyone  else  have,  as  of  right,  the  right  to  ask 
us  to  go  on  and  determine  other  questions  which  are  raised  on  the  record  25 
between  the  parties.     But  in  this  particular  case,  having  regard  to  the  fact  that 
both  Plaintiffs  and  Defendants  unite  in  the  request  to  the  Court  to  deal  with 
the  question  of  subject-matter,  we  will  deal  with  that  question. 

I  will  say  a  word  or  two  first  on  the  question  of  anticipation.  The  two 
anticipations  which  are  relied  upon  are,  the  anticipation  in  Mois8ah*8  paper,  30 
which  has  been  called  paper  No.  40,  and  also  an  American  Specification 
of  1892  of  Mr.  Wilhon's  sent  over  to  the  Patent  Office  in  this  country. 
In  regard  to  Moissan^s  communication  No.  40,  I  wish  to  say  this,  speaking 
for  myself,  that  I  am  disposed  to  think  that,  when  Moissan  communicated 
the  paper  No.  40,  he  was  thinking  only  of  operations  done  in  the  furnace  35 
which  had  been  referred  to  in  the  prior  papers  which  had  been  published 
by  him.  I  think  myself  that  he  had  been  engaged  in  investigations  to  see  what 
Was  the  effect  of  the  thermal  or  calorific  operation  of  an  electric  furnace,  and 
that  he  did  not  in  his  last  paper  mean  to  do  anything  more  than  carry  that  investi- 
gation one  step  further.  But  I  think  that  the  result  of  those  investigations  was  40 
to  show  that  the  intense  heat— a  heat,  I  think,  described  as  of  3000  to  3500 
degrees — which  could  be  produced  in  an  electric  furnace,  was  a  sufficient  heat  to 
enable  the  production,  amongst  other  things,  of  this  calcium  carbide*  We^most 
take  that  as  being  a  part  of  the  common  knowledge  of  those  who  were 
interested  in  the  production  of  calcium  carbide.  45 

I  should  like  now  to  say  a  few  words  about  the  Patent  of  1892.  I  bear  in 
mind  that  the  object  of  that  Patent  was  to  prevent  certain  splashing  from  molten 
baths,  which  was  apt,  in  the  course  of  the  application  of  this  intense  heat  in  the 
electric  furnace,  to  interfere  with  the  result  by  reason  of  short  circuiting  which 
then  occurred.  Of  course,  that  was  a  very  different  object  from  the  object  of  50 
the  production  of  this  calcium  carbide  ;  but  in  the  course  of  the  Specification 
of  that  Patent  we  find  upon  x)age  5  a  passage  beginning  : — ''^  The  best  arrange^- 
**  ment  for  producing  an  arc  is  that  shown,  wherein  the  circuit  passes  in  vertteal 
^*  direction  through  a  furnace,  the  crucible  constituting  one  electrode^  and  a 
*'  carbon  pencil  thrust  into  it  constituting  the  other.  Other  arrangements,  howr  55 
'*  ever,  are  admissible,  although  believed  to  be  inferior.  For  example,  two 
^*  carbon  pencils  may  be  connected  to  the  respective  terminal^  of  the  circuit 


Vel.  XX.,  Jffo;  6.]        Jam  TRiDE  Uk&&  OASBS:  171 

Acetylene  Illuminating  Company^  Ld.  v.  United  Alkali  Company,  Ld. 


•*  and  thrnflt  into  a  crucihle  or  a:rranged  close  over  a  hearth  (which  might  be  non- 
-conducting), being  separated  to  form  an  arc  between  them,  which  arc  is 
"brought  down  into  close  contact  with  the  material  under  treatment."  Then 
come  these  words  :  "  or  they  may  be  so  arranged  that  the  arc  shall  pass  from 
5  "one  pencil  into  the  material  and  out  therefrom  to  the  other  pencil,  thus 
•♦forming  a  double  arc."  Now,  1  do  not  say  that  the  Patentee  there 
claims  the  third  method  as  part  of  his  invention.  He  seems  to  me, 
if  you  look  at  the  passage  and  look  at  the  claim,  really  to  be 
dealing  with  that  as  a  matter  of  what  I  may  call  common  knowledge  at  the 

10  time.  At  all  events,  by  those  words  he  describes  that  which  is  said  to  be  the 
method  by  which  the  necessary  heat  may  be  attained  in  an  electric  furnace 
when  using  the  Patent  which  is  the  subject-matter  of  this  action.  T  know  that 
Mr.  Motilion  suggested  that,  when  it  is  said  upon  the  next  page  of  the  Specifi- 
cation, "My  invention  is  applicable  to  other  chemical  reactions  than  those 

15  "  included  by  the  word  '  reduction '  used  merely  in  its  metallurgical  sense. 
"  For  example,  I  propose  to  apply  it  for  the  treatment  of  refractory  com])ounds 
"  or  ores  of  metal,  not  necessarily  for  the  production  of  the  metals  themselves, 
*♦  but  for  the  production  of  other  compounds  thereof.  For  example,  I  have 
"  already  employed   it  fofr  reducing  calcium  oxide  and   producing  calcium 

20  •*  carbidfe,"  the  Patentee  in  the  first  place  is  making  a  mistake  when  he  alleged 
that  his  invention  could  be  applied  to  that  production  of  calcium  carbide,  because 
Mr.  Moultan  says  the  very  difficulty  that  the  Patentee  was  seeking  to  cope  with 
would  not  arise  in  that  case ;  and  Mr.  Moulton  goes  on  to  say  that  this  state- 
ment as  to  the  production  of  the  calcium  carbide  is  a  mere  statement  of  an 

25  incidental  fact,  and  that  there  are  no  directions  sufficient  to  enable  anyone  to 
produce  the  calcium  carbide.  But,  taking  all  that  into  consideration,  it  seems 
to  me  perfectly  plain  that  at  this  moment  of  the  publication  of  the  Specification 
of  1892  the  state  of  knowledge  was  such  that  it  was  known  that  the  necessary 
heat  for  this  operation  of  reduction  could  be  attained  by  the  use  of  this 

30  particular  mode  of  an  arc  furnace,  in  which  the  current  was  not  only  brought 
near  to  the  ore  so  as  to  heat  it  by  radiation,  but  also  was  passed  through  tht? 
material.  It  seems  to  me  that  for  those  reasons  the  anticipation  relied  upon  by 
the  Defendants  has  been  established.  I  do  not  in  the  slightest  degree  mean,  by 
anything  I  have  said  here,  to  disavow  any  part  of  the  judgment  of  Mr.  Justice 

35  Buckley.    On  the  contrary,  it  is  the  exhaustive  accuracy  of  his  judgment  which 

I  feel,  to  a  large  extent,  justifies  me  in  stating  what  I  have  to  state  on  this 

question  of  anticipation  shortly,  and  in'  popular  language,  as  I  have  attempted 

to  do. 

Then  I  will  pass  on  from  that  question  of  anticipation  and  deal  with  the 

40  question  of  subject-matter.  Really,  if  one  reads  the  evidence  of  the  experts 
who  were  called  for  the  Plaintiflfe,  it  is  perfectly  manifest  that  they  themselves 
were  in  a  great  difficulty  in  attempting  to  state  what  the  subject-matter  of 
invention  was.  They  seem  really  to  admit  that,  having  regard  to  the  antici- 
pation which  I  have  already  mentionied,  it  was  well  known  that,  at  all  events  in 

45  the  laboratory,  you  could  attain  by  means  of  the  electric  furnace  sufficient  heat 
to  enable  you  to  deal  with  these  refractory  ores,  and  to  arrive  at  the  calcium 
carbide  result.  In  regard  to  what  is  suggested  there  are  really  two  answers. 
First,  it  is  said — I  will  deal  with  this  first  because  it  seems  to  me  it  is  at  once 
disposed  of  by  some  observations  that  I  have  made  in  respect  of  the  Patent  of 

50  1892 — ^that  it  was  not  known  that  you  could  pass  the  current  through  the 
material  and  yet  produce  the  result ;  that  it  was  not  known  that  the  passing  the 
current  through  in  such  a  way  as  to  produce  electrolytic  action  might  bfe  don« 
without  in  any  way  harming  or  interfering  with  the  result  aimed  at.  It  seems 
to  me  that  the  passage  which  I  read  from  page  5  of  the  Specification  of  1892 

55  disposes  of  that  suggestion.  Then,  if  you  dispose  of  that  suggestion,  the  only 
other  suggestion  that  is  made  is  that  the  former  knowledge  v^as  the  result 
'Mta^ie  laboratory  processes ;  thatit  would  be  a  very  expensive  result  to  arrive 
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at ;  and  that  up  to  that  time  there  was  nothing  to  show  that  calcium  carbide 
could  be  produced  for  commercial  parposes.  That  point  was  pat  by  the 
various  expert  witnesses  for  the  Plaintiffs,  and  I  entirely  agree  with 
what  the  learned  Judge  said  in  the  course  of  the  case,  and  also  in  his  judgment, 
that  that  is  not  good  subject-matter  for  a  Patent  at  all.  If  you  are  to  have  5 
good  subject-matter  for  a  Patent  there  must  be  some  invention  ;  there  must  be  a 
new  result  or  a  new  process,  and  if  neither  of  those  are  included  it  is  not  sufficient 
to  say :  "  In  the  case  of  my  new  process,  which  involves  nothing  that  is 
"  scientifically  new  at  all,  I  first  showed  the  world  how  this  could  be  done  on  a 
"  large  scale  in  the  way  stated."  10 

For  these  reasons  I  think  that  the  judgment  of  the  learned  Judge  was  right 
here,  and  that  this  appeal  must  be  dismissed. 

Stirlinq,  LJ. — I  am  of  the  same  opinion.    I  agree  in  the  first  place  in  the 
conclusion  that,  as  the  Patent  now  stands,  it  is  bad,  on  the  ground  that  it  was 
anticipated  by  the  publication  of  Moiasan^e  paper  prior  to  the  date  of  the  15 
Patent.    The  decision  on  this  point  involves  the  construction  of  the  Specifica- 
tion, and  on  this  point  I  shall  say  a  few  words.    On  page  2,  at  line  28  of  the 
Specification,  we  find  this  :  "  According  to  my  new  process,  I  treat  calcium 
*'  oxide    or    some    other    suitable    compound  containing    calcium,    such,  for 
^'  example,  as  dolomite,  in  the  presence  of  carbonaceous  matter,  such  as  carbon  20 
'*  or  hydrocarbon,  by  exposure  to  the  intense  heat  of  an  electric  arc  in  an 
''  electric  furnace."    A  question  arose  as  to  the  meaning  of  the  phrase  *'  of  an 
"  electric  arc  in  an  electric  furnace,"  and  the  question  was  discussed  at  the 
Bar  as  to  whether  that  phrase  included  all   incandescent  furnaces  and  arc 
furnaces — ^two  kinds  of  furnaces  which  were  well  known  at  the  date  of  the  25 
Specification.     I  express  no  opinion  either  way  upon  that.    I  assume  as  the  most 
favourable  view  for  the  Plaintiffs  that  both  were  included.  At  line  37  the  Patentee 
proceeds :  "  In  carrying  out  my  invention  I  employ  a  suitable  electric  fumace,8uch 
'*  as  a  Siemens  arc  furnace,  and  in  its  chamber  I  place  lime  and  carbonaceous 
**  matter  and  pass  a  powerful  electric  current  through  it  in  order  to  generate  30 
'*  an  enormous  degree  of  heat."     In  that  passage  I  regard  the  words  ''a  suitable 
**  electric  furnace  "  in  line  37  as  meaning  simply  "  an  electric  furnace  suitable 
'*  for  producing  an  intense  heat."    I  see  no  other  limitation  which  ought  to  be 
place  on  that  expression.      Proceeding,  I  find  the  Siemens  arc  furnace  specifi- 
cally referred  to  as  an  example  of  a  furnace  that  may  be  used,  but  in  such  a  35 
way  as  not  to  limit  the  Patentee  to  the  use  of  that  particular  kind  of  furnace. 
He  says  : — '*  In  its  chamber  I  place  lime  and  carbonaceous  matter."     The  word 
"  its  "  there  obviously  refers  to  furnace.    We  then  come  to  these  words  :  "and 
"  pass  a  powerful  electric  current  through  it  in  order  to  generate  an  enormous 
"  degree  of  heat."  The  question  arises  :  What  is  the  meaning  of  the  word  "  it "  ?  40 
It  is  contended  on  behalf  of  the  Plaintiffs  that  the  word  "  it "  designates  lime  and 
carbonaceous  matter.     That  is  not  in  accordance    with  the    strict  granmiar. 
According  to  the  strict  grammar,  it  must  mean  either  the  furnace  or  the  cham- 
ber of  the  furnace,  as  it  appears  to  me.      I  agree  with  the  learned  Judge 
in  the  Court  below,  that  that  grammatical  construction  ought  to  be  adopted  unless  45 
there  is  a  context  found  in  a  subsequent  part  of  the  Specification  which  would 
justify  the  Court  in  placing  a  different  meaning  upon  it.    Now,  as  regards  that,  it 
is  amply  evident  from  the  subsequent  parts  of  the  Specification  that  the  claim 
of  the  Patentee  was  meant  to  extend  to  furnaces  in  which  the  current  passed 
through  the  material  which  was  operated  on.    But  I  find  nothing  at  all  which  50 
limits  the  claim  to  such  furnaces.    Indeed,  it  appears  to  me  that  if  the  paper  of 
Moissan  had  been  subsequently  published  and  the  discovery  of  Maissan  had 
been  sought  to  be  pui  in  operation  in  this  country,  there  would  have  been  an 
exceedingly  good  argument  for  holding  that  there  was  an  infringement  of  the 
Patent.    That  being  so,  it  seems  to  me  that  inasmuch  as  Moissan's  method  55 
would  have  been  an  infringement  if  it  had  been  subsequent  to  the  Patent,  it 
must  be  regarded  as  an  anticipation.    In  other  wordB^  Matasan'a  method,  which 
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at  the  date  of  the  Patent  was  open  to. every  one  in  this  country,  falls  within  the 
terms  of  the  Specification  and  within  the  ambit  of  the  Patent,  and  is  to  be 
treated  as  an  anticipation  in  part  of  the  invention  thereby  claimed.  That 
being  so,  the  Patent  is  bad  ;  and  it  is  a  necessary  consequence  that  the  judgment 
5  of  the  Court  below  must  be  upheld. 

That  judgment,  however,  proceeded  not  merely  on  the  ground  which  I  have 
stated,  and  with  which  I  agree,  but  was  based  on  other  reasons,  and  in  particular 
on  the  absence  of  any  subject-matter  for  a  Patent.  Now,  in  that  state  of  things, 
we  were  asked  by  both  parties  to  go  on  and  consider  whether  that  was  a  good 

10  ground,  because,  we  were  asked,  if  not,  to  give  liberty  to  the  Patentee  to  apply 
for  a  disclaimer.  If  we  took  the  other  view — ^namely,  the  view  that  there  was 
no  subject-matter — ^such  liberty  would  be  fruitless.  Now,  without  saying  that 
in  every  case  the  Court  of  Appeal  ought  to  express  an  opinion  on  a  point  which 
is  not  absolutely  necessary  for  the  decision  of  the  appeal,  in  this  case  we  have 

15  heard  the  arguments,  and  I  agree  with  the  conclusion  that  has  already  been 

expressed  that  there  is  no  subject-matter.     My  reasons  are  substantially  those 

which  have  been  given  by  my  Lord,  but  I  will  add  a  few  words,  as  the  matter 

is  of  great  importance. 

In  this  case,  and  on  this  point,  we  must  look  at  what  was  the  state  of 

20  knowledge  at  the  date  of  the  Patent,  and  the  state  of  knowledge  is  to  be  ascer- 
tained from  the  papers  of  Moissan  which  have  already  been  referred  to,  and 
from  the  prior  American  Patent  of  the  same  Patentee  which  had  been  published 
in  this  country,  and  both  of  them  afford  grounds  on  which  the  conclusion  may 
be  arrived  at.    In  regard  to  the  papers  of  Moissan^  and  particularly  with  regard 

25  to  the  paper,  which  has  been  called  No.  40  in  the  course  of  the  argument,  I 
must  say  that  at  present  I  am  not  persuaded  that  the  electric  furnace  which  is 
alluded  to  at  the  beginning  of  the  paper  is  other  than  one  or  other  of  the  furnaces 
which  had  been  described  by  Moiasan  in  previous  papers.  But,  assuming  that  to 
be  the  case,  there  is  a  clear  indication  in  the  paper  of  the  mode  of  making  calcium 

30  carbide  by  the  application  of  intense  heat  derived  from  the  electric  arc  without 
any  recourse  to  the  electrolytic  properties  of  the  electric  arc.  Moissan  published 
that,  by  the  use  of  the  purely  thermal  properties  of  the  arc,  carbide  of 
calcium  could  be  made.  Now  in  that  state  of  things  it  was  not  known  whether 
the  electrolytic  action  which  would  come  into  operation  if  the  current  was 

35  transmitted  through  the  materials  would  assist  or  would  retard,  or  disturb  the 
purely  thermal  action,  or  would  not  affect  it  at  all.  Willsony  the  present 
Patentee,  I  assume,  discovered  that  the  electrolytic  action  did  not  affect  the 
result  which  had  been  published  by  Moissan^  and  consequently  that  other 
furnaces  than  those  which  had  been  devised  by  Moissan  could  be  used  for  the 

40  purpose  of  manufacturing  carbide  of  calcium.  Now,  I  assume  that  that  was  an 
important  and  useful  discovery,  but  it  is  well  settled  that  discovery  is  not 
subject-matter  for  a  Patent.  On  that  1  may  refer  to  what  was  laid  down  by 
Lord  Justice  Lindley  as  he  tlien  was,  in  Lane  Fox  v.  Kensington  and  Knights- 
bridge  Electric  Lighting  Company ,  in  1892,  3  Chancery,  page  428.*    He  says  : — 

45  "  An  invention  is  not  the  mime  thing  as  a  discovery.  When  Volta  discovered 
•*  the  effect  of  an  electric  current  from  his  battery  on  a  frog's  leg,  he  made  a 
<*  great  discovery,  but  no  patentable  invention.  Again,  a  man  who  discovers 
"  that  a  known  machine  can  produce  effects,  which  no  one  before 
^  him  knew    could    be    produced    by    it,  may    make    a    great    and    useful 

50  '*  discovery ;  but  if  he  does  no  more,  his  discovery  is  not  a  patentable 
"invention:  Britain  y,  Hirsch ;  Harwood  v.  Oreat  Northern  Railway  Cam- 
**  pany  ;  Horton  v.  Mabon ;  Saxby  v.  Oloucester  Wagon  Company.  He  has  added 
f^  nothing  but  knowledge  to  what  previously  existed.  A  Patentee  must  do  some- 
/^  thing  more ;   he  must  make  some  addition,  not  only  to  knowledge,  but  to 

55  ^  previously  Imown  inventions,  and  must  so  use  his  knowledge  and  ingenuity  as 
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^^  to  produce  either  a  new  and  ueeful  thing. or  result,  or  a  new  and  nsefnl  method 
^'  of  producing  an  old  thing  or  result.  On  the  one  hand  the  discovery  that  a 
"  known  thing — such,  for  example,  as  a  Planti  battery — can  be  employed  for  a 
"  useful  purpose  for  which  it  has  never  been  used  before,  is  not  alone  a  patentable 
"  invention  ;  but,  on  the  other  hand,  the  discovery  how  to  use  a  thing  for  such  a  5 
"  purpose  will  be  a  patentable  invention  if  there  is  novelty  in  the  mode  of  using 
"  it,  as  distinguished  from  novelty  of  purpose,  or  if  dJiy  new  modification  of  thS 
"  thing,  or  any  new  appliance  is  necessary  for  using  it  for  its  new  purpose,  and  if 
"  such  mode  of  user  or  modification  or  appliance  involves  any  appreciable  merit." 
Now,  in  order  that  Mr.  Willson  might  obtain  a  valid  Patent,  he  has,*  according  10 
to  the  law  as  here  stated,  to  produce  a  mode  of  using  his  discovery,  in  which 
there  is  novelty  in  the  mode  of  user  as  distinguished  from  novelty  of  purpose, 
or  some  new  modification  of  the  thing,  or  some  ne^  appliance  necessary  for 
using  it  for  the  purpose,  and  such  mode  of  user  or  application  must  involve 
some  appreciable  merit.  Mr.  Willson  takes  out  a  Patent,  and  in  order  to  carry  15 
out  his  discovery  he  directs  the  use  of  some  pre-existing  kind  of  furnace, 
particularly  the  Siemens  arc  furnace.  But  that,  again,  is  not  enough  unless 
there  is  novelty  in  the  mode  of  using  it.  Was  there,  then,  novelty  in  the  mode 
of  using  it  ?  To  that  it  seems  to  me  that  Willaon's  own  American  Patent  of 
1892  affords  an  answer.  He  had  there  pointed  out  the  very  mode  of  using  the  20 
Siemens  arc  furnace  which  is  described  in  this  Patent  of  1894,  and  had  even 
gone  so  far  as  to  indicate  that  it  might  be  applied  to  the  manufacture  of  calcium 
carbide.  At  the  most  what  he  did  was  to  make  an  analogous  use  of  the  mode 
of  user  that  was  pointed  out  in  the  Patent  of  1892  and  nothing  more.  Then  as 
regards  the  other  matters,  there  is  no  new  modification  of  the  thing,  nor  any  25 
new  appliance  necessary  for  using  it  for  a  new  purpose. 

It  seems  to  me  under  these  circumstances  that  there  is  no  sufficient  invention 
to  support  tlie  Patent.  For  these  reasons,  I  agree  with  my  Lord  that  the  appeal 
ought  to  be  dismissed. 

Cozbns-Hardy,  LJ.^-1  am  of  the  same  opinion.  I  think  it  is  important  to  30 
state  that  this  Court  is  not  bound  to  decide  points  not  necessary  for  the  decision 
of  the  particular  appeal — Patent  appeals  are  sufficiently  lengthy  already.  The 
dismissal  of  the  appeal  does  not  destroy  the  Patent.  The  Patentee  might, 
without  our  leave,  apply  under  section  18  to  the  proper  authorities  for 
leave  to  disclaim;  and  although  in  the  present  case  we  have,  at  the  35 
request  of  the  parties,  considered  the  question  of  subject-matter  after  we 
had  intimated  that  the  Patent  was  bad  on  the  ground  of  anticipation,  that  must 
not  be  regarded  as  a  precedent. 

I  desire,  in  a  very  few  words  which  I  wish  to  add  on  this  question  of 
construction,  to  express  my  sincere  thanks  to  Mr.  Cole/ax  for  his  very  clear,  40 
able,  and  helpful  argument.    The   invention  is  one  for  the   production  of 
crystalline  calcium  carbide,  by  exposing  a  mixture  of  lime  and  carbon  to  the 
intense  heat  of  an  electric  arc  in  an  electric  furnace.    The  intensity  of  the  heat 
is  the  great  essential  feature.    I  assume  in  favour  of  the  Plaintiffs,  that  the 
reference  to  an  electric  arc  in  an  electric  furnace  does  not  limit  the  Patent  to  46 
cases  in  which  the  heat  is  produced  solely  in  the  presence  of  an  electric  arc,  but 
that  the  Patent  covers  the  case  where  the  current  goes  through  the  materials 
This,  however,  does  not  suffice,  for  the  Plaintiffs  contend  that  it  is  of  the 
essence  of  the  Patent  that  the  current  should  go  through  the  materials,  and  that 
what  has  been  called  the  ''  toasting "  process  is  excluded.    My  answer  is  that  50 
the  Specification  does  not  state  this.    It  only  prescribes  that  a  powerful  electric 
current  is  to  be  passed  through  the  furnace  chamber,  without  saying  Whether  it 
is,  or  is  not,  to  pass  through  the  materials  placed  in  the  chamber.    Aissuming 
this  to  be  the  true  construction  of  the  Specification,  I  think  M.  Moiasifn'e  paper. 
No.  40,  headed  .^^Preparation,  by  means  of  the.  electrical  furnace  of  a  caleimn  55 
''  carbide,''  is  clearly  an  anttoifatioBT-  -Th^ppooess-i^^hceiirately  desoribedv^It 
contemplates  the  u^  of  any  electric  furnace  which  permits  of  a  temperature 
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olose  on  3500  degrees.  Even  if,  contrary  to  my  opinion,  M.  Moissan^s  paper  is 
r^ad  ag  liHiited  to  his  o.wn  particular  type  of  fqrnace,  I  think  the  Plaintiffs' 
Patent  wonld  be  bad,  because  unless  and  until  cured  by  disclaimer,  it  claims 
the  use  of  this  and  any  other  type  of  furnace.    On  this  ground,  which  is  one  of 

5  those  adopted  by  Mr.  Justice  BVfCkley^  I  think  ihe  Patent  is  bad,  and  that  the 
appeal  must  be  dismissed. 

On  the  other  question  which  we  have  heard,  I  agree  with  Lord  Justice 
Vaughan  Williams  and  Lord  Justice  Stirling,  that  the  Patent  is  bad,  on 
the  ground  that  there  is  no  subject-matter.    I  might  be  content  to  adopt  the 

10  reasoning  of  Lord  Justice  Stirling,  and  in  particular  the  passage  which  he  has 
read  from  the  judgment  of  Lord  Justice  Lindley  ;  but  for  myself  I  desire  to 
Bay  that  I  agree  with  Mr.  Justice  Buckley^  that  M.  Moissan'a  paper  covers  the 
whole  ground.  In  my  view  .it  cannot  fairly  be  confined  to  the  particular  t^^pe 
of  electric  furnace  described  in  the  earlier  paper,  in  which  care  was  taken  to 

li  i^eyent  the  ourrent  passing  through  the  material  in  the  furnace.  Paper  No.  40 
seems  to  me  to  cover  the  whole  ground,  and  to  be  sufficient  to  show  that  there 
is  no  snbjeot-matter  in  this  Patent. 


In  the  Court  of  Appeal. 

Before  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozbns-Hardy. 

20  December  18th,  1902. 

Hbnnbssy   v.   Dompe. 

Action  for  infringement  of  Trade  Mark  and  pa^ing^off. — Jvdgment  for 
Defendants  on  both  points. — Appeal. — Appeal  allowed  by  consent^  so  far  as 
regards  infringement  of  Trade  Mark. 

25  On  the  20th  of  November  190  L  James  Hennessy  A  Co.y  of  Cognac,  Prance, 
commenced  an  action  against  Giovanni  Dompe  to  restrain  him  from  infringing 
their  registered  Trade  Marks  (Nos.  1286, 12tt7,  and  169,477)  and  from  selling 
brandy  not  of  their  manafactiire  bearing  labels  or  so  got  up  as  to  be  calculated 
to  lead  the  public  to  believe  that  it  was  manufactured  or  bottled  by  the 
30  Plaintiffs. 

JulitM  JRohmanny  trading  as  the  Foreign  Wine  Growers^  Association^  was 

served  with  a  third  party  notice    by  the  Defendant    Dompe    claiming   an 

indemnity.    Bohmann  was  at  the  trial  added  as  a  co-Defendant. 

Kekewichy  J.,  at  the  trial,  held  that  the  Defendants*  label  was  not  calculated 

35  to  deceive,  and  gave  judgment  for  the  Defendants  with  costs.*    The  Order  of 

Kekewich,  J.,  was  dated  the  23rd  of  May  1902. 

The  PlaintifEs  appealed.     On  the  18th  of  December  1901  the  appeal  was 
mentioned  to  the  Court  of  Appeal. 
Austen  Cartmell. — ^Will  your  Lordships  allow  me  to  mention  the  caae  of 
40  Hennessy  v.  Dompe^  which  is  No.  56  out  of  the  Paper.    It  is  an  action  which 

♦  19  R.P.a  338. 
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was  brought  by  Hennessy  A  Co.  against  Q.  Dompi  and  J.  Rohmarmy  who 
trades  as  the  Foreign  Wine  Growers*  Association.  The  action  was  for 
infringement  of  Trade  Mark  and  passing-off.  Mr.  Justice  Kekewich  held  that 
there  was  no  infringement  and  no  passing-off.  The  Plaintiffs  have  appealed, 
and  the  Defendiints  have  now  come  to  the  conclusion  that  the  judgment  of  the  6 
learned  Judge  cannot  be  sustained,  and  they  are  prepared  to  admit  that  the 
label*  of  which  the  Plaintiffs  complain  does  constitute  an  infringement  of 
the  Plaintiffs'  Trade  Marks,  and  they  are  willing  to  submit  to  an  injunction 
restraining  infringement,  but  that  injunction  is  not  to  extend  so  as  to  affect  a 
certain  other  label  that  was  mentioned  in  the  trial  before  Mr.  Justice  Kekewich  10 
which  is  being  u^ed  by  the  Defendant  Rohmann^  trading  as  the  Foreign  Wine 
Growers''  Association, 

Vaughan  Williams,  LJ. — It  means  that  the  appeal  is  to  be  allowed. 

Austen  Cartmell, — That  is  so. 

Ahrahains, — I  appear  for  the  Defendant  Dompjy  who  was  simply  an  innocent  15 
trader.    He  got  the  brandy  from  the  Foreign  Wine  Growers^  Association.    He 
feels  that  he  cannot  support  the  judgment,  and  is  willing  that  the  appeal  shall 
be  allowed  on  the  terms  agreed  upon. 

Vaughan  Williams,  LJ. — Those  terms  come  to  this — that  all  charges  of 
passing-off  remain  as  they  were  under  the  judgment  of  the  learned  Judge —  20 
that  is  to  say,  they  are  treated  as  non-existent ;  but  on  the  question  of  infringe- 
ment of  Trade  Mark  you  feel  that  you  cannot  support  the  decision  of  the 
learned  Judge. 

Abrahams. — That  is  so.     It  is  a  simple  question  of  infringement. 

Draper. — I  appear  for  the  Defendant  Bohmanny  and  I  also  consent.  25 

Aiisten  Cartmell. — We  propose  to  state  in  the  Order  that  we  believe  the 
infringement  was  unintentional. 

Abraham. — The  appeal  will  be  allowed  on  the  terms  agreed  upon  ? 

Vaughan  Williams,  L.J.— Yes. 

The  Order  of  the  Court  of  Appeal  was  as  follows  : — "  Upon  motion  by  way  of  30 
"  appeal  this  day  made  unto  this  Court  by  Counsel  for  the  Plaintiffs  from  the 
"  Order  dated  the  23rd  of  May  1902,  and  the  Plaintiffs  and  the  Defendants  by 
"  their  Counsel  consenting  to  this  Order,  this  Court  doth  order  that  the  said 
"  Order,  dated  the  23rd  of  May  1902,  be  reversed  ;  and  the  Defendants  by  their 
'^  Counsel  admitting  that  the  label  used  by  the  Defendants  with  the  name  35 
"  Jules  Chateau  A  Cie.  thereon,  and  referred  to  in  the  pleadings,  is  an  infringe- 
"  ment  of  the  Plaintiffs'  registered  Trade  Mark  No.  1286,  and  the  Plaintiffs  by 
''  their  Counsel  admitting  that  the  Defendants  infringed  the  said  mark  unin- 
"  tentionally  in  ignorance  of  any  infringement,  it  is  ordered  that  tiie  Defendants, 
"  their  servants  and  agents,  be  restrained  from  selling  or  offering  for  sale  or  40 
^^  otherwise  dealing  with  brandies  contained  in  any  bottle  or  vessel  to  which 
**  is  afQxed  or  wherewith  is  used  any  such  or  the  like  label  as  aforesaid,  or  to 
"  which  is  affixed  any  mark  which  is  an  infringement  of  the  Plaintiffs*  registered 
"  Trade  Mark  No.  1286,  unless  the  brandy  in  such  bottle  or  vessel  is  in  fact 
'*  brandy  of  the  Plaintiffs'  make  or  manufacture.    But  this  injunction  is  not  to  45 
"  interfere  with  or  prevjent  the  use  by  the  Defendants  or  Defendant  Julius 
**  Rohmanriy  trading  as  the  Foreign  Wine  Growers'  Company^  of  the  labels 
"  now  used  by  theni,  being  the  exhibits  R.  C.  B.  4  and  R.  C.  B.  5  put  in  at  the 
"  trial  of  this  action." 


For  ^epr99e^tatio^8  p|  this  label  and  of  the  Plaintiff 8\  Trade  Marks  9$e  19  R.P.C.  pages  334-7. 
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Ix  THE  Court  of  Appeal. 

Be/ore  LoRDB  JUSTICES  Vaughan  Williams,  Stirling, and  Cozens-Hardy. 

October  24th,  27th,  and  December  2nd,  1902. 

Woolpb  v.  Automatic  Picture  Gallery,  Ld. 

5  Patent. — Action  for  infringement, — Preliminary  trial  on  points  of  law, — 
Application  at  Patent  Office  for  leave  to  amend  Specification. — Subsequent 
presentation  of  Petition  for  revocation. — Right  of  Patentee  to  proceed  ivith 
application  unthout  leave  of  Court. — Jurifidtction  of  Comptroller  to  give  leave 
to  amend  "not  suspended, — Apjjeal  dismissed. — Patents^  &c.  Act,  18S3,  sections  18 
10  atid  19  ;  Patents,  &c.  Act,  1888,  section  5. 

A  Petition  for  revocation  of  a  Patent  was  presented  by  a  Company  after  the 
Patentee  had,  by  request  in  writing,  applied  at  the  Patent  Office  for  leave  to 
amend  his  Specification.  The  leave  was  given  by  the  Comptroller,  and  the 
Specification  was  amended  accordingly.    In  a  subsequent  action  for  infringe^ 

15  rnent  the  Defendants,  being  the  Company  which  had  presented  the  Petition,  by 
their  Defence  raised  tJie  points  that  under  section  18  (JO)  of  the  Patents,  Ac.  Act, 
1883,  the  power  of  the  Patentee  to  apply  for  and  the  jurisdiction  of  the  Comp- 
troller to  grant  leave  to  amend  the  Patent  were  suspended  so  long  cts  the  Petition 
was  pending,  and  that  tJie  decmon  of  tlie  Comj^troller  giving  leave  to  a)nend 

20  was  ineffectual.  On  ilie  lienring  of  these  points  as  preliminary  points  of  law^ 
Kekewich,  J.,  held  that  where  an  application  has  been  made  by  a  Patentee  for 
leave  U*  amend  his  Specification,  there  being  at  that  time  no  action  for  infringe- 
ment or  proceeding  for  revocation  pending,  the  application  can  proceed  without 
the  leave  of  the  Court  under  section  19,  notwithstanding  that  an  action  for 

25  infringement  or  proceeding  for  revocation  is  subsequently  commenced.     The 
Defendants  appealed. 
TJie  appeal  tvas  dismissed  with  costs. 

On  the  28th  of  May  1898  Letters  Patent  (No.  12,160  of  1898)  were  granted  to 
Henry   Woolfe  for  an  invention  of  "  Improvements  in  apparatus  for  receiving 
30  **  coin  and  displaying  stereoscopic  or  other  pictures  or  effects  in  exchange." 

On  the  1st  of  April  1901,  Woolfe  applied  at  the  Patent  Office  for  leave  to 
amend  his  Specification,     On  the  3rd  of  July  1901  the  AtUomatic  Picture 

Q 
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Qallert/y  Ld,^  presented  a  Petition  for  revocation  of  the  Patent.  The  same 
Company  also  opposed  the  application  to  amend,  but  after  hearing  the  Applicant 
and  Opponents  on  the  9th  of  Aagust  1901,  the  Chief  Examiner,  acting  for  the 
Comptroller,  on  the  14th  of  August,  gave  his  decision  allowing  the  amendment, 
which  consisted  in  striking  out  four  of  the  seven  original  claims.  5 

On  the  26th  of  September  1901,  Wool/e  commenced  an  action  against  the 
Company  for  infringement  of  the  amended  Patent.  The  Plaintiff,  by  his 
Statement  of  Claim,  alleged  (1)  that  he  was  the  registered  owner  of  the  Patent ; 
(2)  that  the  Defendants  had  infringed  ;  (3)  that  the  Specification  of  the 
Patent  was  duly  amended  by  leave  of  the  Comptroller-General,  granted  on  10 
the  14th  day  of  August  1901 ;  and  (4)  that  the  original  claims  in  the  Specification 
were  framed  in  good  faith,  and  with  reasonable  skill  «and  knowledge. 
Particulars  of  Breaches  were  delivered  therewith. 

The  Defendants,  by  their  Defence,  (1)  denied  infringement ;  (2)  alleged  the 
invalidity  of  the  Patent ;  (3)  alleged  that  the  Specification  of  the  Patent  was  ]5 
not  duly  amended   as  alleged,  or  at  all ;  as  before  the  said  14th  of  August 
1901,  that  is  to  say  on  the  3rd  of  July  1901,  the  Defendants  presented  a  Petition 
to  the  Court  for  the  revocation  of  the  Patent ;  thereupon  the  provisions  made 
by  law  for  the  amendment  of  the  Specification  ceased  to  apply,  and  it  was  there- 
after not  competent  to  the  Patentee  to  apply  for  leave  to  amend  the  Specification,  20 
and  there  was  thereafter  no  jurisdiction  in  the  Comptroller-General  to  hear  or 
decide  upon  any  such  application  for  leave  to  amend  the  same,  so  long  as  the 
Petition  for  revocation  was  pending,  save  by  leave  of  the  Court  or  a  Judge,  and 
upon  such  terms  as  the  Court  or  Judge  should  impose,  pursuant  to  the  Statutes 
in  that  case  made  and  provided;  that  no  such  leave  to  apply  to  amend  had  25 
been  at  any  time  asked  for  or  given,  and  the  Petition  for  revocation   was  still 
pending,  and  was  so  pending  on  the  14th  of  August  1901,  the  date  on  which 
the  Plaintiff  was  alleged  to  have  applied  to  the  Comptroller-General,  and  to 
have  received  from  him  leave  to  amend  the  Specification;  that  if   any  such 
application  was  made,  and  any  such  leave  given,   which  "wkb   not  admitted,  30 
the  application  and  leave  were  ultra  vires,  void,  and  of  none  effect ;  and  (4) 
that  the  original  claims  were  not  framed  in  good  faith,  or  with  reasonable  skill 
and  knowledge.    Particulars  of  Objections  were  delivered  therewith. 

The  Plaintiff,  by  his  Reply,  (1)  joined  issue  save  in  so  far  as  the  Defence 
admitted  the  Plaintiff's  claim  ;  (2)  alleged  that  an  application  to  amend  the  35 
Patent  in  the  Statement  of  Claim  referred  to  was  pending  at  the  date  when 
the   Petition   was  presented ;   that  such   application   was   duly   made  under 
the  18th  section  of  the  Patent  Act  of  1883,  and  no   legal   proceedings  were 
pending  at  the  date  of  such  application ;  that  the  subsequent  presentation  of 
the  Petition  in  the  third  paragraph  of  the  Defence  referred  to  did  not  deprive  40 
the  Comptroller-General  of  jurisdiction  to  hear  and  determine  such  application, 
and  the  decision  of  the  Comptroller-General  was  not  ultra  vires ;  (3)  that  the 
Defendants  were  not  in  law  entitled  to  raise  the  issue  set  out  in  paragraph  3  of 
the  Defence  ;  the  Defendants,  in  accordance  with  the  rules  and  procedure  of 
the  Patent  Office,  entered  opposition  to  the  amendment  of  the  Specification,  45 
and  argued  on  the  merits  the  question  of  amendment,  and  also  the  question  of 
jurisdiction,  before  the  Comptroller-General,  and  by  his  judgment,  which  was 
in  writing  and  was  dated  the  14th  of  August  1901,  the  Comptroller-General 
held    that  he   had   jurisdiction,  and  on  the  merits  decided  in  favour  of  the 
Applicant  for  amendment,  the  Plaintiff  ;  that  by  reason  of  such  acts  the  Defen-  50 
dants   were  estopped   from   pleading  the  matters  in  the  third  paragraph  of 
the  Defence  alleged ;    (4)  that  the   Defendants  were   further  estopped  from 
raising  the  issue  pleaded  in  the  third  paragraph   of   the  Defence  by  reason 
that  in  the   proceedings  under  the  Petition  the  Defendants,  on  the  6th  of 
August  1901,  by  their  Counsel,  consented  to  an  Order  made  by  Mr.  Justice  &5 
Byrne  for  discovery  against  the  Plaintiff,  who  was  the  Respondent  to  ^e 
Petition,  sqcl^  Ord^r  for  discovery  being  limited  to  discovery  "  relating  tp 
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**  BQch  issues  as  arise,  assuming  that  the  Respondent's  application  for  leave  to 
**  amend  his  Specification  now  pending  before  the  Comptroller  of  Patents  will 
"  be  successful." 
By  their  Rejoinder  the  Defendants  said  (1)  that  they  did  not  know,  the 
5  Plaintiff  haying  given  no  particulars,  to  what  application  to  amend  the  Plaintiff, 
in  the  second  paragraph  of  the  Reply,  referred  as  pending  at  the  date  when 
the  Petition  was  presented,  and  the  Defendants,  therefore,  did  not  admit  that 
any  application  whatever  was  so  pending;  saving  admissions  thereinafter 
contained,  the  Defendants  denied  all  and  every  the  allegations  in  the  second 

10  and  third  paragraphs  of  the  Reply  contained ;  (2)  that  the  facts  as  to  the 
matters  touched  upon  in  the  second  and  third  paragraphs  of  the  Reply  were 
as  follows : — (a)  At  some  date  prior  to  the  3rd  of  July  1901  (the  precise 
date  was  not  known  to  the  Defendants),  the  Plaintiff  left  at  the  Patent  Office  a 
request  in  writing  whereby  he  sought  leave  to  amend  his  Specification  by 

15  way  of  disclaimer,  under  the  provisions  of  section  18,  subsection  (1),  of  the 
Patents,  Designs,  and  Trade  Marks  Acts,  1883  to  1888 ;  (b)  on  the  3rd  of  July 
1901,  the  Defendants  presented  a  Petition  to  the  High  Court  of  Justice  for 
the  revocation  of  the  Patent ;  the  Defendants  contended  that  thereupon  the 
provisions  contained  in  the  subsections  numbered  from  1  to  9  inclusive  of  the 

20  said  section  18,  ceased  to  apply,  and  that  thereafter  it  was  not  competent  to  the 
Plaintiff,  during  the  pendency  of  the  Petition,  to  make  any  application  at 
the  Patent  Office  having  for  its  object  to  obtain  leave  to  amend  the  Specifi- 
cation, save  only  such  application  as  the  Court  or  a  Judge  should,  under 
the  provisions  of  section  19  of  the  Act,  order  that  the  Plaintiff  should  be  at 

25  liberty  to  make,  and  that,  save  in  respect  of  such  an  application  so  ordered, 
there  was  and  had  been,  since  the  3rd  of  July  1901,  no  jurisdiction  in  the 
Comptroller  to  hear  and  decide  upon  any  such  application  by  the  Plaintiff  for 
leave  to  amend  the  Specification ;  (c)  that  the  Petition  was  still  pending, 
and  had   been  pending  continuously  from  the  3rd   of  July  1901,  down  to 

30  the  then  present  time ;  (d)  on  the  9th  of  August  1901,  the  Plaintiff,  by  his 
Counsel,  applied  at  the  Patent  Office  for  leave  to  amend  his  Specification  in 
accordance  with  the  proposal  for  the  amendment  for  the  same  which 
accompanied  his  request  in  writing  left  at  the  Patent  Office  as  thereinbefore 
stated ;  no  such  Order  as  is  provided  for  by  section  19  of  the  Act  had  been 

35  made  by  the  Court,  or  a  Judge  thereof,  at  that  date,  and  no  Order  had  as  yet 
been  made  ;  (e)  that  the  Defendants,  having  notice  of  the  said  application  by 
the  Plaintiff,  attended  at  the  Patent  Office  on  the  9th  of  August  1901,  and 
suggested  to  the  Chief  Examiner  that,  in  the  circumstances  of  the  case  as 
thereinbefore  stated,  he  had  no  jurisdiction  to  hear  and  decide  upon  the 

40  application ;  the  Defendants,  subject  to  such  suggestion,  suggested  further 
that  there  were  reasons  for  refusing  the  application  made  by  the  Plaintiff,  or 
for  refusing  it  in  part,  or  for  acceding  thereto  subject  only  to  certain  conditions 
if  at  all ;  that  the  Chief  Examiner  had  no  jurisdiction  to  hear  and  decide 
upon  the  application  save  such  jurisdiction,  if  any,  as  in  the  circumstances 

45  thereinbefore  stated  was  conferred  upon  the  Comptroller  by  section  18,  sub- 
section (3),  of  the  Act;  (/)  that  on  the  14th  of  August  1901,  the  Chief 
Examiner  signed  and  delivered  to  the  Plaintiff  a  certain  document  pur- 
porting to  be  his  decision  upon  the  application ;  this  document  was  in  the 
possession  of    the   Plaintiff;    (3)  the  Defendants  denied  all  and   every  the 

50  allegations  in  the  fourth  paragraph  of  the  Reply  contained. 

On  the  2nd  of  June  1902  an  Order  was  made  in  the  action  by  Mr.  Justice 
Joyce  that,  both  parties  by  their  Counsel  admitting  the  facts  set  out  in 
paragraph  2  of  the  Rejoinder  for  the  purposes  of  the  trial  thereinafter 
provided  for,  it  was  ordered  that  the  following  questions  of  law  should  be 

55  forthwith  tried  before  the  trial  of  that  action,  viz  :— "  (1)  Was  the  said 
'^decision  dated  the  14th  of  August  1901  of  the  said  H.  Hatfield^  acting 
'*as  aforesaid  on  behalf  of   the  Comptroller-General,  effectual  to  authorise 
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"  and  enable  the  Plaintiff  to  amend  the  Specification  of  Letters  Patent 
"No.*  12,160  of  1S98  in  accordance  with  the  leave  to  amend  which  by  the 
"  said  decision  the  said  H,  Hatfield  purported  to  give  ?  (2)  Did  the  pre- 
"  sentation  of  the  Petition  to  the  High  Court  of  Justice  on  the  3rd  of  July 
''  1901,  In  the  Matter  of  '  Re  WooWs  Patmt,  <fec..  1901 ,  W.  093,'  for  the  5 
*'  revocation  of  the  said  Letters  Patent  No.  12,160  of  1898  render  the  Plaintiff 
'*  unable  during  the  pendency  of  the  said  Petition  to  make  any  application  at 
**  the  Patent  Office  having  for  its  object  to  obtain  leave  to  amend  the  said 
*•  Specification,  save  only  such  application  as  the  Court  or  a  Judge  should  under 
"  the  provisions  of  section  19  of  the  Patents,  Designs,  and  Trade  Marks  Act,  10 
'*  1883,  order  that  the  Plaintiff  should  be  at  liberty  to  make,  and  did  it,  save  in 
*'  respect  of  such  an  application  so  ordered,  deprive  the  Comptroller-General  of 
*'  jurisdiction  to  hear  and  determine  the  application  by  the  said  Plaintiff  for 
"  amendment  of  his  said  Patent  on  the  9th  of  August  1901  and  on  the  14th  of 
"  August  1901  ?  (3)  Do  the  facts  admitted  for  the  purposes  of  this  trial  estop  15 
"  the  Defendants  from  objecting  to  the  jurisdiction  of  the  said  ComptroUer- 
"  General  to  hear  and  adjudicate  upon  the  said  application  to  amend  ?  And 
"  the  costs  of  the  Plaintiff  and  of  the  Defendants  of  this  application  are  to  be 
'*  costs  in  the  action.  And  it  is  ordered  that,  until  the  said  points  of  law  have 
**  been  disposed  of,  all  further  proceedings  in  this  action  be  stayed.*'  20 

This  action  came  on  for  argument  on  the  above-mentioned  points  of  law  on 
the  Ist  of  July  1902  before  Kekewich^  J.,  who  gave  judgment  for  the  Plaintiff 
on  questions  (1)  and  (2)  and,  having  regard  to  the  answers  to  these  questions, 
did  not  think  it  necessary  to  express  any  opinion  on  question  (3).* 

The  Defendants  appealed.  25 

Moultoriy  K.C,  and  J.  W.  Gordon  (instructed  by  W.  ufid  H.  Cobbett)  appeared 
for  the  Appellants ;  T.  Terrelly  K.C.,  and  A.  J,  Walter  (instructed  by  Fields 
Roscoe  A  Go,)  appeared  for  the  Respondent. 

MoultoHy  K.C.,  and  Gordon^  for  Appellants,  after  stating  the  facts,  continued. — 
The  questions  arise  on  sections  18  and  19  of  the  Patents,  &c.  Act,  1883.  In  30 
section  18,  subsections  (2),to  (8)  give  the  machinery,  subsection  (9)  says  that  leave 
to  amend  is  to  be  conclusive,  and  by  subsection  (10)  "  the  foregoing  provisions 
**  do  not  apply  when  and  so  long  as  any  action  for  infringement  or  proceeding 
*'  for  revocation  of  a  Patent  is  pending."  It  is  submitted  that  the  Patentee 
proceeded  after  the  date  of  the  Petition  for  Revocation.  The  proceedings  for  35 
amendment  were  at  first  in  order,  but  were  affected  by  the  Petition.  In 
consequence  of  the  presentation  of  the  Petition,  an  application  by  the  Patentee 
to  the  Court  for  leave  to  proceed  with  the  application  for  amendment  was 
rendered  necessary.  **  Applicant"  means  an  applicant  for  a  Patent,  for  amend- 
ment may  be  re({uired  before  sealing  or  afterwanls,  therefore  the  request  may  40 
be  by  an  Applicant  or  a  Patentee.  The  word  '*  application  "  is  not  used  ;  a 
"request  in  writing"  is  made,  by  which,  no  doubt,  application  is  made  to 
amend,  but,  if  thsre  is  opposition,  a  further  application  is  necessary  under  sub- 
section (3).  There  is  no  technical  "application  "  in  the  section  ;  several,  appli- 
cations are  provided  for  in  it.  At  the  hearing  the  Applicant  renews  his  45 
application.  Deeleifs  Patent  (II  R.P.C.  72)  it  in  the  Appellants'  favour.  In 
Andreir  v.  Crossley  (9  R.P.C.  165)  the  question  was  whether  the  application 
had  come  to  an  end,  a  merely  ministerial  act  only  remaining  to  be  done.  In 
Singer  v.  Stassm  (1  R.P.C.  121)  the  point  did  not  arise.  The  Appellants  are 
not  in  any  way  estopped  by  having  been  before  the  Comptroller  on  the  appli-  50 
cation  for  leave  to  amend.  They  were  not  parties,  but  attended  to  make 
suggestions.  The  matter  was  an  administrative  one,  and  not  one  in  which 
there  was  a  judicial  decisioii.  so  that  the  question  is  not  res  judicata. 
[Stirling,  LJ.^  referred  to  subsection  (9).]  The  document  is  altered  in  fact, 
but  there  is  no  estoppel  between  the  parties.    A  Patent  is  not  a  document  inter  55 

*  19  R.P.O.  425. 
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partf's^  it  confers  rights  on  the  Patentee  against  the  public  ;  if  the  Comptroller, 
under  section  18,  decides  that  the  Specification  may  be  amended,  it  is  altered, 
and  from  that  time  it  stands  as  if  the  Patent  had  been  granted  in  that  form. 
If  subsection  (10)  were  left  out,  the  unamended  Specification  having  ceased  to 
5  exist,  the  Patentee  could  only  put  in  evidence  the  amended  one.  The  sub- 
section is  put  in  to  prevent  a  person  from  bringing  an  action  on  an  unamended 
Specification,  then  getting  an  amendment,  and  obtaining  a  judgment  in  the 
action  on  that.  There  is  no  notice  on  a  Specification  purchased  at  the  Patent 
Office  that  an  application  to  amend  has  been  made  ;  so  that  if  the  Respondents' 

10  contention  is  right,  a  Defendant  might  not  know  of  such  an  application  made 
before  the  commencement  of  an  action.  The  Court,  if  asked  to  give  leave, 
would  have  jurisdiction  to  give  leave  for  the  proceedings  for  amendment  to  go 
on.  Subsection  (10)  cannot  be  confined  bo  as  to  be  a  proviso  on  subsection  (1) 
only.      The  ''foregoing  provisions"  mean  all  the  provisions  of  the  section. 

15  Why  should  a  litigant  be  allowed  to  go  on  with  an  application  which  he  could 
not  commence  ?  In  Singer  v.  Stassen  the  actual  point  was  widely  different 
from  this  point,  to  which  the  mind  of  the  Court  was  not  addressed;  the 
question  was  whether  the  section  was  retrospective.  In  Deeley^s  Patent  the 
Applicant  was  acting  as  if  leave  was  necessary.     [Vauqhan  Williams,  LJ, — 

20  The  point  was  not  argued.]  It  was  before  the  mind  of  the  Court.  Our 
submission  is  that  the  amendment  proceedings  were  suspended. 

T.  Terrell,  K.C.,  and  Walter,  for  the  Respondent.— Under  section  18  a 
Patentee  may  amend  by  way  of  disclaimer,  correction,,  or  explanation  if  no 
proceeding  is  pending  ;  but  under  section  19,  which  applies  where  proceedings 

25  are  pending,  he  can  only  amend  by  way  of  disclaimer.  If  the  Appellants'  con- 
tention is  right,  then,  after  an  application  under  section  18,  an  opponent  could 
present  a  Petition  for  revocation,  and  thus  a  Patentee  could  always  be  stopped 
from  amending  except  by  way  of  disclaimer.  [Stirling,  LJ, — Subsection  (10) 
would  only  suspend  the  proceedings  on  the  application.]  But  in  the  meantime  the 

30  Patent  might  be  held  to  be  bad  on  account  of  the  particular  thing  which  the 
Patentee  was  trying  to  amend.  Subsection  (10)  cannot  be  read  strictly,  for,  if 
it  were,  subsection  (9)  would  become  nugatory.  That  subsection,  at  all  events, 
must  apply  whenever  an  action  for  infringement  is  brought  or  Petition  for 
Revocation  is    presented.      Another  construction    must  therefore   be   sought. 

35  Again,  under  section  19  a  Court  only  gives  liberty  to  apply  at  the  Patent  Office 
for  leave  to  amend,  and  only  by  way  of  disclaimer ;  it  cannot  give  leave  to 
proceed  with  an  ap})lication  under  section  18.  Section  19  is  alternative  to 
section  18,  subsection  (I)  applying  when  a  proceeding  is  pending  ;  but  all  the 
other  subsections  of  18  apply,  otherwise  there  are  no  provisions  applicable  at 

40  all.  The  true  construction  is  that  the  Patentee  is  obliged  to  come  to 
the  Court  if  there  is  a  proceeding  pending  at  the  date  of  his  application. 
Section  18  provides  the  complete  procedure,  and  contemplates  cases  where  no 
proceeding  "is  pending."  The  question  is  what  those  words  mean.  In 
Singer  v.  Stassen,  Fry^  L.J.,  expressed  this  opinion — that  they  refer  to  the 

45  date  when  an  application  is  made.  If  subsection  (10)  is  so  construed,  the  Act 
is  consistent.  Section  19  contemplates  the  case  of  a  proceeding  being  pending 
at  the  date  of  application.  When  under  section  19  liberty  is  given  by  the  Court 
to  apply  at  the  Patent  Office  the  subsections  other  than  ^10)  apply,  and  the 
jurisdiction  of  the  Comptroller  is  under  section  18.     According  to  the  Appel- 

50  lants'  construction  an  amendment  of  Specification  cannot  ever  be  used  ;  that  is 
contrary  to  Moser  v.  Marsden  (13  R.P.C.  24),  and,  moreover,  cannot  have  been 
intended.  Subsection  (10)  means  that  without  the  leave  of  the  Court  an  appli- 
cation cannot  be  made  when  a  proceeding  is  pending  nor  so  long  as  it  continues. 
Assuming  that  an  application  is  made  for  leave  to  amend,  but  not  by  way  of 

55  disclaimer,  and  before  a  decision  is  given  a  Petition  for  Revocation  is  presented, 
then,  according  to  the  Appellants'  contention,  a  decision  cannot  be  given  and 
the  Court  cannot  give  leave  to  proceed. 
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Gordon^  in  I'eply. — The  Courts  have  already  dealt  with  the  euggested  diffi- 
culties ;  in  Deeley  ▼.  Perkes  (13  R.P.C.  581 ;  L.R.  (1896)  A.C.  496),  there  was  the 
same  difficulty.  [CozBNS-HARDr,  LJ". — It  is  said  that  if  a  correction  were  applied 
for,  and  a  Petition  for  Revocation  presented,  then,  on  your  construction,  both  the 
Court  and  the  Comptroller  would  be  helpless.]  If  theamendment  is  only  by  way  of  5 
explanation  or  correction,  no  difference  in  the  substance  of  the  Patent  can  be 
thereby  made.  Faults  that  can  be  so  amended  do  not  make  a  Patent  bad,  if  the 
claim  is  properly  made.  [Vaughan  Williams,  Z/.J. — Supposing  that  a  process 
were  equivocally  stated,  so  that  the  result  might  not  be  arrived  at,  would  not  that 
make  the  Patent  bad  ?]  There  is  no  machinery  for  correcting  such  a  thing.  If  10 
a  correction  is  of  a  kind  that  goes  to  the  validity  of  the  Patent,  it  must  be  that 
the  Patentee  has  claimed  something  to  which  he  was  not  entitled.  Secondly, 
in  Deeley  v.  Perkes,  the  Patent  had  a  fault,  which  could  be  made  good,  but  it 
was  argued  that  it  was  too  late  for  that  to  be  done ;  but  the  House  of  Lords 
stayed  the  Order ;  it  did  not  give  leave.  If  the  Appellants  are  not  right,  a  15 
Patentee  might  obtain  leave  to  alter  his  claims  behind  the  back  of  a  Defendant 
or  Petitioner.  "  So  long  as  "  in  subsection  (10)  points  to  a  stay  or  suspension 
of  the  amendment  proceedings ;  Deeley^ s  case  shows  that  there  may  be  a  stay  of 
an  Order  for  revocation  under  section  26  of  the  Act.  Where  such  an  Order  is 
made,  there  are  no  proceedings  pending,  and  a  Patentee  can  apply  under  section  20 
18.  [Vaughan  Williams,  Z.7.— The  Order  would  not  put  an  end  to  the 
proceedings.]  Although  it  is  provisional  in  terms,  it  is  final  and  determineB 
the  matter  one  way.  or  the  other.  The  difficulty  as  to  subsection  (9)  was 
considered  by  Lindley^  L.J.,  in  Andrew  v.  Crossley,  and  he  considered  that 
subsection  (10)  applied  to  all  the  foregoing  provisions  of  the  section.  25 

Judgment  was  reserved,  and  delivered  on  the  2nd  of  December  1902. 

Vaughan  Williams,  L.J. — The  question  in  this  case  is  what  is  the  effect, 
after  there  has  been  a  request  in  writing  pursuant  to  section  18  of  the  Patents, 
Designs,  and  Trade  Marks  Act  1883,  seeking  leave  to  amend  the  Specification  by 
way  of  disclaimer,  correction,  or  explanation,  of  the  commencement  of  an  action  30 
for  infringement  or  a  proceeding  for  revocation  of  the  Patent.  It  is  argued  that 
the  effect  is  that  the  jurisdiction  to  amend  under  section  18  is  suspended  so  long 
as  such  action  or  proceeding  is  pending,  whether  or  not  there  has  been  a  prior 
application  made  for  leave  to  amend.  TheStatute  isvery  difficult  to  construe,  but  on 
the  whole  I  have  come  to  the  conclusion  that  the  commencement  of  legal  proceed-  35 
ings  has  not  this  effect  upon  the  jurisdiction  to  amend.  I  think  the  scheme  of  the 
Act,80  far  as  amendment  is  concemed,is  that  the  18th  section  deals  with  amendments 
in  cases  where  leave  to  amend  is  sought  before  any  legal  proceedings  in  relation  to 
the  Patent  have  been  commenced,  while  section  19  deals  with  the  power  to  give 
leave  to  disclaim  during  action  part  of  an  invention  as  claimed.  Section  18,  sub-  40 
section  (1),  it  will  be  observed,  gives  the  power  to  an  Applicant  or  Patentee  to  seek 
leave  to  amend.  There  are  ten  subsections  in  the  section.  These  subsections, 
with  the  exception  of  the  last,  deal  with  the  manner  of  proceeding  after  such 
application  has  been  lodged,  making  the  Comptroller  the  authority  to  determine  in 
the  first  instance  whether  leave  to  amend  shall  be  given,  and  providing  for  the  45 
advertisement  of  the  application  and  for  the  hearing  of  those  who  wish  to 
oppose  the  leave,  and  for  appeal  from  the  decision  of  the  Comptroller  to  the 
Law  Officer,  and  making  the  leave  to  amend  conclusive  as  to  the  right  to  amend. 
Then  comes  subsection  (10),  which  as  amended  by  the  Act  of  1888,  runs  thus  : — 
'*  The  foregoing  provisions  of  this  section  do  not  apply  when  and  so  long  as  any  50 
"  action  for  infringement  or  proceeding  for  revocation  of  a  Patent  is  pending." 
It  is  upon  this  subsection  that  our  decision  in  the  present  case  must  turn.  No 
doubt  these  words  prima  facte  seem  to  suspend  the  operation  of  all  the  fore* 
going  provisions  of  the  section  pending  an  action,  but  so  to  construe  the  words 
would,  it  is  argued,  lead  to  a  result  which  could  hardly  have  been  intended  by  55 
the  Legislature,  viz.,  that  the  jurisdiction  to  give  leave  to  amend  would  practi- 
cally never  revive  after  this  suspension.    The  very  fact  that  leave  to  amend  had 
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been  applied  for  would  import  that  some  amendment  was  necessary.  I  do  not 
say  that  every  amendment  asked  for  would  be  of  such  a  character  that  the 
Patent  would  be  bad  unless  leave  to  amend  was  granted,  but  very  generally  this 
would  be  the  case.  If  this  be  the  true  view  of  the  consequence  of  holding  that 
5  upon  the  presentation  of  a  Petition  for  Revocation,  the  power  of  amendment 
necessarily  comes  to  an  end,  I  should  say  that  we  ought  not  to  construe  words, 
capable  of  another  construction,  so  as  to  arrive  at  such  a  result,  and  in  my 
judgment  the  words  : — "The  foregoing  provisions  of  this  section  do  not  apply 
"  when  and  so  long  as  any  action  for  infringement  or  proceeding  for  revocation 

10  *'  is  pending,"  are  capable  of  being  so  construed  that  they  may  mean  that  the 
application  for  leave  to  amend  in  the  manner  pointed  out  in  the  subsections  of  sec- 
tion 18  shall  not  be  made  while  an  action  is  pending,  and  need  not  be  so  construed 
as  that  an  application  properly  made  before  action  or  proceeding  (and  it  may 
be  carried  on  until  the  eleventh  hour)  would  be  suspended  pending  the  action. 

15  But  I  think  it  right  before  coming  to  this  conclusion  to  consider  the 
provisions  of  5  and  6  William  IV.,  cap.  83,  the  first  Statute  which  enabled 
disclaimer  or  any  alteration  beyond  the  small  alterations  which  could  be  made 
by  common  law.  Now  if  that  Statute  is  looked  at  it  will  be  found  that  there 
is  no  provision  in  it  for  making  terms,  or  conditions  of  the  leave  to  disclaim  or 

20  enter  a  memorandum  of  any  alteration  in  the  title  or  Specification,  and  that, 
although  the  disclaimer  or  alteration  when  filed  and  enrolled  with  the 
Specification  was  deemed  and  taken  to  be  part  of  the  Letters  Patent  or  the 
Specification  in  all  Courts,  yet  as  was  held  in  Perry  v.  Skinner  (2  Meeson  and 
Welsby,  471),  the  disclaimer  had  not  a  retrospective  operation  so  as  to  make  a 

25  party  liable  for  an  infringement  of  a  Patent  prior  to  the  time  of  entering  a 
di8clai9ier  or  memorandum  of  alteration,  and  the  disclaimer  or  alteration  was 
not  receivable  in  evidence  in  any  action  or  suit  (save  a  scire  facias)  pending  at 
the  date  of  the  disclaimer  or  memorandum,  although  the  giving  leave  was 
discretionary.    The  Act  of  William  IV.  also  contained  no  express  power  of 

30  making  conditions,  whereas  under  the  Act  of  1883  the  amendment  seems  to  be 
retrospective,  and  there  is  no  provision  for  not  giving  the  amended  Specifica- 
tion in  evidence  in  a  pending  action,  or  even  in  a  Petition  for  revocation,  the 
present  form  of  scire  facicLS.  The  19th  section  of  the  Act  of  1883  applies  only 
to  liberty  to  apply  for  leave  to  amend  by  disclaimer,  whatever  that  may  mean, 

35  and  conditions  as  to  costs  and  otherwise  may  be  imposed  by  the  Judge  giving 

the  leave  to  apply.    It  is  true  that  the  Law  OflRcer  under  subsection  (4)  of 

.  section  18  has  the  power  to  impose  conditions  on  the  leave  to  amend,  but  I 

should  doubt  his  power  over  the  costs  of  a  pending  action. 

These  considerations  seem  to  me  to   militate  against  the  construction  we 

40  might  adopt  apart  from  them,  and  this  construction  is  not  necessary  if  we  read 
the  words  "correction'*  and  "explanation"  as  applying  only  to  alterations 
which  could  have  been  made  at  common  law,  and  read  the  word  "  disclaimer  " 
in  the  19th  section  as  meaning  every  amendment  other  than  by  correction 
or  explanation.     If  one  reads  the  19th   section  as   excluding  amendments 

45  other  than  amendments  of  the  claims  at  the  end  of  the  Specification,  it 
follows  that  one  must  exclude  from  the  section  some  amendments  going  to 
the  validity  of  the  Patent,  and  it  is  not  easy  to  suggest  any  reason  why  liberty 
should  not  be  given  by  the  Judge  in  a  pending  action  on  proper  terms,  to 
apply  to  the  Comptroller  for  leave  to  amend  the  Specification  in  respect  of  such 

50  matters,  just  as  much  as  to  amend  the  mere  claims,  especially  as  the  amendment 
of  a  claim  must  often  necessitate  the  amendment  of  the  body  of  the  Specifica- 
tion also.  The  practical  working  of  the  Statute,  if  one  adopts  the  natural 
meaning  of  the  words  of  the  10th  subsection  of  section  18,  and  a  non-natural, 
but  possible,  meaning  of  the  word  ''  disclaim  "  in  section  19,  will  be  that  if  after 

55  due  advertisement  no  one  successfully  objects  before  the  Comptroller  or  brings 
an  action,  the  amendment  if  granted  will  form  part  of  the  original  Specifica- 
tion, but  if  an  action  is  brought  no  aqjendn^ent  can  be  applied  for  without  tb^ 
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leave  of  the  Judge.    A  Petition  for  Revocation,  however,  would  fail  if   the 
matter  sought  to  be  amended  does  not  go  to  the  validity  of  the  Patent. 

I  have  thought  it  right  to  call  attention  to  these  considerations  as  militating 
against  construing  subsection  (10),  as  amended  by  the  Act  of  1888,  as  not 
applying  to  cases  where  leave  to  amend  has  been  asked  for  but  not  granted  5 
before  action  or  legal  process ;  but  I  am  not  prepared  to  differ  from  the  rest 
of  the  Court  in  holding  that  this  construction  presents  less  diflRculty  than  any 
other.  The  fact  is  that  whichever  course  you  adopt  there  are  very  considerable 
difficulties.  I  may  observe  that  even  if  the  other  construction  is  adopted  the 
Comptroller  would  seem  to  have  had  no  jurisdiction  to  amend  unless  and  until  10 
the  leave  of  the  Judge  is  obtained  under  section  19. 

Stirling,  LJ, — I  have  had  an  opportunity  of  reading  the  judgment  which 
is  about  to  be  given  by  Lord  Justice  Cozens-Hardy,  and  I  agree  with  it. 

Cozbns-Hardy,  Z/.J. — The  question  raised  by  this  appeal  is  whether  pro- 
ceedings properly  commenced  by  a  Patentee,  under  section  18  of  the  Patent  Act  15 
of  1883,  for  amending  his  Specification  are  rendered  invalid  or  suspended  by 
the  subsequent  presentation  of  a  Petition  for  Revocation  of  the  Patent.      Mr. 
Justice  Kekewich  held,  as  I  think  correctly,  that  the  proceedings  before  the 
Comptroller  are  in  no  way  affected.     Section  18  is  obviously  intended  to  enable  a 
Patentee,  who  finds  that  he  has  made  a  blunder  in  his  Specification,  to  go  to  the  20 
Comptroller  to  be  relieved  from  the  consequences  of  the  blunder.    The  blunder 
may  require  a  disclaimer,  or  a  correction,  or  an  explanation.     Those  three  words 
plainly  indicate  different  things.      The  section  prescribes  what  public  notice 
has  to  be  given  and  how  objectors  are  to  be  heard,  and  provides  for  an  appeal 
from  the  Comptroller  to  the  Law  Officer.     By  subsection  (9)  leave  to  amend  is  2ft 
to  be  conclusive  as  to  the  right  to  make  the  amendment  allowed,  aad   the 
amendment  is  in  all  Courts  and  for  all  purposes  to  be  deemed  to  form  part  of 
the  Specification. 

In  the  present  case  the   Comptroller  heard    the    Patentee    and   also    the 
Defendants,  and  allowed  the  amendment,  but  this  allowance  was  after   the  30  ' 
presentation  of  a  Petition  by  the  Defendants  for  revocation  of  the  Patent.    It  is 
contended  that  by  virtue  of  subsection  (10) — which  is  in  the  following  words, 
"  The  foregoing  provisions  of  this  section  do  not  apply  when  and  so  long  as 
"  any  action  for  infringement  or  other  legal  proceeding  in  relation  to  a  Patent 
"  is  pending  " — the  jurisdiction  of  the  Comptroller  ceased  on  the  presentation  of  35 
the  Petition.     I  cannot  adopt  this  view.     Subsection  (9)  of  section  18  plainly 
shows  that  the  literal  interpretation  of  subsection  (10)  which  is  contended  for 
is  inadmissible,  for  it  is  a  provision  expressly  applicable  when  an  action 
is  pending.      It  seems  to  me  that  section    18,  which  must  be  read   with 
section   19,  states  what  a  Patentee  may  do  before  he  is   in  litigation,  and  40 
section   19  states  what  he  may  do   while  he  is  in  litigation.     It  is  note- 
worthy that  under  section   19   he  cannot,  even  with  leave  of    the  .  Court, 
apply  for  amendment  except  by  way  of* "disclaimer,"  as  distinguished  from 
"  correction  "  or  "  explanation."     I  cannot  hold  that  a  Patentee,  who  desires  to 
amend  by  correcting  a  Specification,  which  unless  corrected  would  make  the  45 
Patent  bad,  is  rendered  helpleps    by  the  mere  presentation  of  a  Petition  for 
revocation  which  ex  hypotlwsi  must  succeed.    The  language  of  section  19  is  not 
apt  for  reviving  proceedings  properly  commenced.     It  points  to  an  original 
application  for  leave  to  amend.     It  is  somewhat  remarkable  that  a  Patentee  who 
has  not  before  litigation  applied  to  amend  can  only  apply  during  litigation  60 
to  amend  by  way  of  disclaimer,  and  not  by  way  of  correction  or  explanation  ; 
but   whatever  may  be  the  reason  for  this  limitation,   it  seems  to  me  that 
wherever  proceedings  are  properly  commenced  before  the  Comptroller,  whether 
under  section  18,  subsection  (1),  without  the  leave  of  the  Court,  or  under  section 
19  with  the  leave  of  the  Court,  all  the  provisions  of  section  18,  subsections  (2)  to  55 
(9)>  apply^    'i'^^  result  is  that,  in  my  opinion,  the  appeal  must  be  dismissed  with 
postSe 
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In  the  High  Court  of  Justice.— Chancery- Division. 

Before  Mr.  Justice  Parwell. 

January  15th,  1903. 

Leeds  Forge  Company,  Ld.  v.  Deighton's  Patent  Flue  and  Tube 
5  Company;,  Ld. 

Patent, — Action  for  infringement  —  Defendants  successful  on  appeal. — 

Taxation  of  costs. — Costs  of  view  by  Appellants^  Counsel  after  judgment  and 

before  hearing  of  appeal. — Motion  to  adduce  further  evidence  on  aj^peal — Costs 

of  witness  attending  Court  of  Appeal^  hut  not  called. — Order  LXV.^  Rule  27  (29) ; 

10  Order  LVIILy  Rule  4. 

In  an  action  for  infringement  of  a  Patent  judgment  wa^  given  at  the  trial 
for  the  Plaintiffs^  and  the  Defendants  appealed.  The  Defendants  moved  for 
leave  to  ojdduce  fwrther  evidence  on  the  appeal^  and  the  motion  was  adjourned 
to  cofne  on  with  the  appeal.    The  Defendants  alleged  thcU  at  tJie  trial  they  Jtad 

15  heen  taken  by  surprise  by  a  contention  of  the  Plaintiffs  that  the  egression 
**  sharp  ridges  "  in  the  Specification  could  not  be  taken  literally^  as  in  2^ra>ctice^ 
such  ridges  could  not  be  made.    The  Defendants  called  a  witness  in  the  Court  of 
Appeal  J  who  gave  evidence  offlues^  licensed  by  the  PlaintiffSy  liaving  been  manu* 
factured  with  sharp  ridges ;  they  had  a  witness  in  attendance  to  give  evidence 

20  ^^  lo  another  instance^  but  did  not  ask  for  leave  to  call  him  as  there  was  'no 
cross-examination  on  the  first  instance.  Before  the  appeal  was  heard  tlie 
Defendants'  Counsel  had  a  view  of  their  works  for  the  jmrpose  of  seeing 
certain  steps  in  the  manufacture  of  flues.  The  ajjpeal  was  aflowed  with  costs^ 
and  on  ta^xation  the  Plaintiffs  objected  to  tlie  costs  of  the  view  and  of  the  second 

25  tvitness  being  allowed^  but  the  Taxing  Master  ovet^ruled  the  objections.  The 
Plaintiffs  took  out  a  Summons  to  vary  the  Taking  Master'* s  Certificate. 

Held,  thai  the  costs  of  the  view-  were  a  matter  for  tlie  Taxing  Master* s  dis- 
cretiofi ;  but  thaty  as  the  Defendants  had  in  the  Court  of  A^jpeal  not  obtained 
special  leave  to  give  evidence  of  the  second  instance  of  "  sharp  ridges^'*  tJie  costs 

30  of  tlie  witness  who  attended  but  ivas  not  called  could  not  be  allowed. 

ThiB  was  the  hearing  of  a  Summons  to  review  the  taxation  of  the  costs  in  the 
above-mentioned  action  under  an  Order  of  the  Court  of  Appeal  of  the  7th  of 
March  1902.  The  action  was  for  infringement  of  a  Patent,  and  judgment  was 
given  for  the  Plaintiffs  at  the  trial  (18  R.P.C.  233).  The  Defendants  appealed, 
35  and  gave  notice  of  motion  for  leave  to  adduce  further  evidence ;  the  motion 
was  adjourned  to  the  hearing  of  the  appeal.  The  motion  was  not  formally 
opened,  but  the  Defendants  were  permitted  to  take  the  oral  oTidence  of  a 
witness  in  Court  who  was  not  cross-examined  ;  another  proposed  witness, 
J.  Cattony  attended  the  hearing,  but  the  Defendants  did  not  desire  to  call  him, 

P 
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and  did  not  make  any  application  to  do  so.  The  appeal  was  allowed  with  costs 
(19  R.P.C.  285).  On  the  taxation  the  Plaintiffs  objected  to  two  items— (1)  the 
costs  of  a  view  of  the  Defendants*  works  by  their  Counsel,  which  took  place 
after  the  trial  and  before  the  hearing  of  the  appeal ;  (2)  the  costs  of  the 
attendance  of  the  proposed  witness  Cation  on  the  hearing  of  the  appeal.  5 

The  Objections  were  as  follows : — (1)  This  view  was  had  by  Counsel  after 
the   hearing  of  the  action  and   before  the  hearing  of  the  appeal,  and    was 
unnecessary  for  the  purposes  of  the  appeal.     Further  evidence  was  given  in 
the  Court  of  Appeal,  but  this  evidence  was  not  in  respect  of  flues  made  by  the 
Defendants  but  of  flues  made  by  another  firm ;    models  of  various   fines,  10 
including  models    of  flues    made  under  Devis*   Patent  and  models  of    the 
infringing  flues  made  by  the  Defendants,  were  put  in  at  the  hearing  of  the 
action  and  were  made  exhibits  to  the  evidence.    The  only  question  in  issue 
was  whether  the  flues  made  by  the  Defendants  under  Letters  Patent  No.  15,670 
of  1896,  granted  to   William  Deighton,  were  an  infringement  of  the  Letters  15 
Patent  No.  8591  of  1889,  granted  to  E.  C.  J.  Devis.    The  evidence  on  this  issue 
having  been  given   in  the  Court  below,  it  was  unnecessary  for  Defendants* 
Counsel  to  have  a  view  of  the  Defendants'  works  before  the  hearing  of  the 
appeal.     (2)  The  Defendants  gave  notice  of  their  intention  to  apply  to  the 
Court  of  Appeal  to  adduce  in  evidence  three  sections  of  .furnace  flues,  two  of  20 
the  flues  being  made  by  John  Broivn  A  Co.,  Ld.y  and  one  of  a  flue  being  made 
by  Messrs.  C.  D.  Holmes  Jt  Co.,  of  Hull.    The  Defendants  obtained  leave  to 
adduce  in  evidence  the  two  sections  of  flues  made  by  JoJin  Brown  A  Co.y  Ld.^ 
but  they  did  not  apply  for  leave  to  adduce  in  evidence  the  section  of  flue  made 
by  Messrs.  C.  D.  Holmes  A  Co.  under  the  Specification  of  Letters  Patent  No.  25 
2671  of  1^88,  and  no  evidence  was  given  on  that  point.    Mr.  Catton  was  the 
witness  Defendants  intended  to  call  on  this  point.     Leave  was  not  applied  for 
and  no  evidence  was  given,  and  the  Plaintiffs  object  to  his  allowance  as  a 
Witness. 

The  Taxing  Master  called  on  the  Defendants  to  supply  their  Answers  to  the  30 
Objections,  which  they  did  as  follows  : — (1)  The  Plaintiffs  gave  evidence  that 
both  the  Plaintiffs'  and  Defendants'  flues  were  made  by  "  rolling  from  the 
**  outside,"  and  that  this  was  necessary  in  order  to  avoid  weakening  the  metal 
by  stretching.     The  Judge  adopted  this  view,  and  said  the  evidence  showed  it 
was  the  mode  which  any  skilled  workman  would  adopt.    Having  regard  to  this  35 
finding  it  was  necessary  for  the  Defendants'  Counsel  to  see  the  Defendants' 
process  of  rolling,  and  to  have  exact  measurements  made  of  the  diameter  and 
thickness  of  the  flues  at  various  places  before  and  after  rolling  in  order  that,  in 
the  event  of  the  correctness  or  incorrectness  of  this  view  becoming  a  material 
consideration  in  the  Court  of  Appeal,  tJiey  might  be  able  to  state  the  exact  facts,  40 
so  far  as  they  related  to  the  Defendants'  flues,  and  be  able  to  call  evidence  on 
this  point  if  necessary  to  prove  that  the  finding  of  the  Judge  was  incorrect. 
(8)  Evidence  had  been  given  by  the  Plaintiffs  that  boiler  flues  of  the  thickness 
of  metal  used  at  the  present  day  could  not  be  made  with  ridges  as  sharp  as 
those  shown  in  the  drawings  of  Devis*  Specification,  and  the  Judge  relying  on  45 
this  said  in  his  judgment  that  boiler  flues  are  not  made  of  tissue  paper,  but  that 
what  Devis  meant  was  to  make  the  ridges  sharper  or  steeper  than  any  known 
form  of  corrugated  flue,  as  sharp  as  the  nature  of  the  metal  and  the  rolling 
process  to  which  it  is  to  be  subjected  and  the  purpose  for  which  the  flue  is  to 
used  will  reasonably  allow.    The  Defendants  desired  to  be  in  a  position  to  50 
prove  if  necessary  to  the  Court  of  Appeal  that  flues  could  not  only  be  made, 
but  were  actually  and  commercially  made,  with  ridges  as  sharp  as  those  shown 
in  Devis*  Specification.    The  Defendants  obtained  leave  to  call  evidence,  and, 
after  a  witness  named  Oill  had  given  his  evidence  to  this  effect,  they  decided 
not  to  call  Mr.  Catton,  who  was  in  attendance.  55 

The  Taxing  Master's  ruling  was  as  follows  : — (1)  I  think  that  it  is  a  fair 
leduction  to  make  that   the  Defendants'  Counsel  were  better  versed  in  the 
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technicalities  of  their  clients'  case  consequent  on  their  view,  and  that  thereby 
they  were  able  to  persoade  the  Court  of  Appeal  that  after  all  the  Defendants 
had  right  on  their  side,  and  were  entitled  to  the  judgment  of  this  Honourable 
Court,  and  applying  the  amended  sub-rule  29,  Order  65,  Rule  27,  that  the 
5  expense  of  the  view  was  properly  incurred  for  the  defence  of  the  Defendants* 
rights,  I  have  allowed  the  items  objected  to.  (2)  I  have  carefully  considered 
the  allowance  for  this  witness,  and  that  being  so  I  submit,  on  the  authority  of 
Oliver  v.  Bobbins  (43  W.R.  137\  that  this  Honourable  Court  will  not  interfere, 
but  I  will  add  my  reasons  to  this  and  the  next  objection  in  addition  to  those 

10  given  by  the  Defendants'  solicitors  as  before  stated.  Cation  was  chief  draughts- 
man for  C,  D.  Holmes  Jt  Go.,  of  Hull,  engineers.  The  Defendants'  Counsel 
advised  that  he  should  attend  and  give  evidence.  Oill^  mentioned  in  the 
following  objection,  was  examined,  and  cross-examination  was  reserved  until 
the  following  day,  when  the  Plaintiffs'    Counsel  declined  to   cross-examine 

15  him  ;  in  the  opinion  of  the  Defendants'  Counsel  it  then  became  unnecessary  to 
call  Catton.  The  witness's  allowance  was  reasonable  and  proper,  and  should 
be  allowed  at  ML  28. 

The  Plaintiffs  took  out  a  Summons  to  vary  the  Taxing  Master's  Certificate, 
and  this  Summons  was  adjourned  into  Court. 

20  A.  J.  Walter  (instructed  by  Vincent  and  Vincent,  agents  for  Day  and 
Yewdall,  of  Leeds)  appeared  for  the  Plaintiffs ;  T,  Terrell^  K.C.,  and  J.  O. 
Gh^aham  (instructed  by  Harrison  and  Davies^  agents  for  Garter^  Bamsden,  and 
Carter,  of  Leeds)  appeared  for  the  Defendants. 

Walter,  for  the  Plaintiffs,  referred  to  Order  LXV.,  Rule  27  (29),  and  the 

25  Practice  Notes,  and  continued  : — A  view  by  Counsel  is  not  allowed  as  a  general 

rule  at  any  stas^e  of  an  action ;    but  if  the  view  had  been  before  the  trial  it 

would   be  a  different  matter.     There  was  no  necessity  for  a  view  of  the 

Defendants'  premises;    that  had  nothing  to  do   with  the  further  evidence. 

*  adduced  on  appeal.     The  costs  of  the  view  are  costs  incurred  through  over 

30  caution,  or  they  are  unusual  expenses.  The  view  was  not  necessary  for  the 
purpose  of  the  trial,  or  for  the  purpose  of  the  appeal.  As  to  the  costs  of  the 
witness  Cation,  he  was  not  called,  and  no  application  was  made  for  leave  to 
call  him  or  to  give  evidence  as  to  Holmes*  flue.  The  Master  has  put  the 
matter  on  authority,  and  it  was  not  simply  in  the  Master's  discretion,  although 

35  the  amount  would  be. 

Terrelly  K.C.,  and  Oraham  for  the  Defendants. — As  to  the  view,  the  Taxing 
Master  thought  it  unusual,  but,  exercising  his  discretion,  he  thought  that  the 
costs  of  it  should  be  allowed.  Owing  to  the  point  sprung  on  the  Defendants  by 
the  Plaintiffs  at  the  trial  as  to  "  sharp  ridges '  and  **  rolling  in,"  it  was  necessary 

40  that  Counsel  should  thoroughly  understand  what  "rolling  in"  was  and  how  it 
was  performed.  The  Court  will  not  interfere  with  the  Taxing  Master  unless  he 
has  acted  on  a  wrong  principle.  As  to  the  second  point  that  is  also  one  for  the 
Taxing  Master.  As  the  Plaintiffs'  Counsel  did  not  cross-examine  one  witness 
whom  we  called  in  the  Court  of  Appeal  there  was  no  necessity  to  call  Cation. 

45      TFaZ/»r  replied.* 

Farwbll,  J. — This  is  a  Summons  to  review  the  Taxing  Master's  Certificate  in 
two  respects  :  First,  the  Taxing  Master  has  allowed  the  costs  of  a  view  by  Counsel 
after  judgment  for  the  purposes  of  the  appeal.  That  is  undoubtedly  unusual,  but 
the  conclusion  'I  have  come  to  is  that  it  is  a  matter  for  the  Taxing  Master's 

50  discretion,  and  therefore,  as  he  has  exercised  his  discretion,  I  cannot  interfere 
with  it.  Mr.  Walter  has  read  to  me  from  the  Practice  Notes  used  by  the 
blasters  a  note  that  as  a  rule  a  view  by  Counsel  will  be  disallowed,  that  is  in 
taxing  as  between  party  and  party.  He  also  fairly  admitted  that  if  the  Taxing 
Master  had  allowed  this  view  for  the  purpose  of  the  trial  it  would  be  useless 

55  appealing  to  the  Judge  from  the  exercise  of  that  discretion.  I  am  unable  to 
distinguish  between  the  discretion  exercised  and  exercisable  by  the  Taxing 
Master  with  regard  to  a  view  before  trial  and  with  regard  to  a  view  for  the 
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purpose  of  an  appeal.  The  Taxing  Master  has  said  :  '^  I  think  that  it  is  a  &ir 
*^  deduction  to  make  that  the  Defendants*  Counsel  were  better  versed  in  the 
"  technicalities  of  their  clients*  case  consequent  on  their  view  and  that  thereby 
^*  they  were  able  to  persuade  the  Court  of  Appeal  that  after  all  the  Defendants 
"  had  right  on  their  side  and  were  entitled  to  the  judgment."  That  comes  as  I  5 
understand  it  to  this  :  chat  the  Taxing  Master  considered,  in  the  exercise  of  his 
discretion,  that  it  was  necessary  and  proper  for  the  due  protection  of  the  Defen- 
dants' right  that  the  Counsel  should  have  this  view,  that  being  so  I  do  not 
think  I  can  interfere  with  his  discretion. 

The  second  objection  raises  a  point  of  some  difficulty  and  nicety,  and  so  far  10 
as  I  know  it  is  novel.    The  Defendants  gave  a  notice  of  motion  to  adduce 
further  evidence  at  the  hearing  of  the  appeal.    That  motion  came  on  with  the 
appeal,  it  was  never  formally  opened  as  a  motion  is  opened  in  the  Courts  now, 
but  was  mentioned  by  Counsel  for  the  Appellants  in  the  course  of  his  opening 
of  the  case  generally.    In  order  to  make  it  intelligible  it  is  necessary  to  say  that  15 
the  application  was  with  respect  to  two  tlues  manufactured  by  Brown  A  Co., 
one  of  them  being  called  "  Browh*8  Cambert  Section  Flue,"  another  having  no 
name  so  far  as  I  can  see,  and  to  a  third  flue  manufactured  by  Holmes  A  Co. 
The  witnesses  to  be  called  were  a  Mr.  Gilly  in  respect  of  Brotvn  A  Co.^  and 
Mr.  CcUtony  in  respect  of  Holmes  A  Co.    On  page  13  of  the  shorthand  notes  20 
Mr.  Terrell  for  the  first  time  refers  to  this  further  evidence,  and  he  mentions 
Broivn  and  Brown  only.    At  page  53  he  says  in  terms :  "  I  am  only  asking 
**  with  regard  to  Brown's  section,"  and  at  pt^e  64  again  Brown^s  section  is 
referred  to.    That  is  the  only  one  referred  to,  and  Mr.  Terrell  called  Mr.  Percy 
OiUy  and  he  gave  evidence  with  regard  to  Brown's  section.    The  cross-exami-  25 
nation  was  postponed  in  order  that  Mr.  Moulton  might  consider  whether  he 
thought  it  necessary  to  cross-examine  or  not,  but  he  did  not  in  fact  cross- 
examine.    Thereupon  Mr.   Terrell  says  it  became    unnecessary  for  him  to 
proceed  furtherwith  the  case  ofHolmes^hecsixiae  he  hadgotall  he  wanted  out  of  the   " 
case  of  Brown ;  but  this  is  not  like  a  trial  in  the  Court  below  where  the  Taxing  «)0 
Master  is  allowed  in  his  discretion  to  say  :  *'  You  were  j  ustified  in  bringing  witnesses 
"  to  prove  your  case  up  to  the  hilt,  and  when  once  you  had  done  it,  and  the  other 
'^  side  had  refrained  from  cross-examination,  I  shall  allow  your  costs  although 
^'  you  saved  the  public  time  by  not  calling  this  other  witness  who  was  un- 
^'  necessary  because  of  the  evidence  you  had  already  given  which  was  not  cross-  35 
"  examined  to."    Under  Order  LVIIl.,  rule  4,  on  appeal  such  evidence  shall 
be  admitted  on  special  grounds  only  and  not  without  special  leave  of  the  Court. 
How  can  I  say  that  the  Taxing  Master  has  a  discretion  to  allow  the  costs  of  a 
witness,  who  was  not  called  in  the  Court  below,andas  to  whom  the  notice  of  motion 
was  given  but  with  regard  to  whom  no  application  was  made  at  all  ?    If  Cotton  40 
was  intended  to  be  called  with  respect  to  Brown^s  section,  it  might  have  been 
different,  but  Cotton  was  to  be  called  in  respect  of  a  different  section  manu- 
factured by  a  different  person  named  Holmes.    That  being  so,  it  seems  to  me 
there  is  nothing  before  the  Taxing  Master  on  which  he  could  proceed.    This 
evidence  was  not  admitted  and  could  not  be  admitted  without  special  leave.  45 
That  special  leave  was  not  asked  for  so  far  as  I  can  see.   Mr.  Terrell  would  have 
had  some  difficulty,  after  expressly  saying  to  the  Court  of  Appeal  he  would 
confine  himself  to  Brown^  in  getting  further  leave,  if  Brown  foiled  him,  to  go 
to  Holmes.    However  that  may  be,  he  did  not  in  foot  ask  for  leave.    In  my  judg- 
ment there  was  nothing  before  the  Taxing  Master  on  which  he  had  any  ground  50 
for  exercising  his  discretion  with  respect  to  evidence  to  adduce  which  no  leave 
was  given. 

The  result  is  I  must  allow  the  objection  to  the  particular  amount  for  that 
witness,  and  as  Mr.  WcUter  succeeds  on  one  objection  and  fails  on  the  other  I 
shall  make  no  Order  as  to  costs  on  this  application.  55 
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In  the  Court  op  Appeal. 

Before  Lords  Jubtigbs  Vauohan  Williams,  Stirling,  and  Mathbw. 

January  15th,  16th,  17th,  and  20th,  1903. 

Ward  Brothbrs  v.  Jambs  Hill  k  Son. 


5      Patent. — Action  for  infringement. — Anticipation. — Utility. — Disconformity, 
—Infringement. — Judgment  for  Plaintiffs. — Appeal  dismissed. 

In  an  auction  for  infringement  of  a  Patent  for  "  Improvements  in  dohbies  or 
** opparatiM  for  operating  the  healds  of  horns  for  weavingy^  tfie  Defendants 
denied  infringement^  and  alleged  that  the  Patent  was  invalid  (inter  alia)  on  the 

10  grounds  of  (a)  t?ie  inutility  of  the  invention  claimed  in  the  second  claim ; 
(b)  that  neither  of  the  Patentees  was,  htit  that  J.  tvasy  the  true  and  first 
inventor  of  the  invention;  (c)  disconformity ;  (d)  want  of  subject-matter; 
and  (e)  anticipation.  At  the  trial  it  was  held  by  Wills, «/.,  tfiat  the  proof  of 
the  issue  (m  to  the  Patentees  not  being  the  true  and  first  inventors  lay  on  the 

15  Defendants;  also  that  on  the  evidence  the  Patentees  were  the  first  and  true 
inventors ;  that  the  Patent  had  not  bee^i  anticipated  and  was  not  void  for 
disconformity ;  that  the  Defendants  had  infringed ;  and  thaty  aWwugh  there 
tvas  not  much  utility  in  the  inventiofi  claimed  in  Claim  ;?,  yet  it  gave  an 
altemcUive  method  of  toorkingy  and  that  there  was  sufficient  utility  to  support 

20  the  Patent.    Judgment  was  given  for  the  PlaintiffSy  but^  the  Patent  having 

expiredy  no  injunction  wcu  granted.    The  Defendants  appealedy  and  at  the 

hearing  relied  principally  on    the  defences  of   disconformity  and  want  of 

utility. 

Held,  by  the  Court  of  Appeal,  that  fieither  disconformity  nor  tvant  of  utility 

25  was  established. 

The  appeal  was  dismissed  with  costs. 

Q 
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On  the  31st  of  August  1885,  Letters  Patent  (No.  10,277  of  1885)  were  granted 
James  Ward  and  John  Ward  for  an  invention  of  "  Improvements  in  dobbies  or 
•*  apparatus  for  operating  the  healds  of  looms  for  weaving." 

The  Provisional  Specification  was  as  follows  : — "  These  improvements  referred 
"  to,  have  for  their  object,  improved  arrangement  of  and  means  of  actuating  the  5 
***  peg  barrels  combined  with  improved  construction  and  arrangement  of  tumbler 
**  levers  so  that  but  one  length  of  pattern  peg  is  required  for  both  barrels  and 
"  sets  of  tumbler  levers — Improved  construction  of  tumbler  levers  so  as  to 
"  dispense  with  the  wires  or  needles  heretofore  employed  for  operating  the 
"  draw  hooks— To  improved  construction  and  coupling  of  the  jack  levers,  and  10 
*'  the  rocking  levers  for  carrying  the  baulk  or  hook  levers,  dispensing  with  the 
"  buttons  on  the  jack  levers  and  securing  steady  lifting  of  the  healds. 

"  We  employ  duplicate  pattern  barrels  having  uniform  length  of  pegs  and 
"  mount  these  on  jointed  levers  operated  by  connections  from  the  jack  levers ; 
"  the  tumbler  levers,  which  are  operated  by  the  pattern  pegs,  are  in  pairs  and  15 
*'  coupled  so  that  either  can  be  operated  from  its  peg  barrel  without  the  necessity 
**  of  using  longer  pegs  for  one  barrel  as  heretofore,  the  longer  pegs  being  very 
"  liable  to  breakage. 

"  The  tumbler   levers   I  form  one   having  a  vertical  finger  near  its  hook 
^'  operating  end  and  operates  the  lower  hooks,  the  other  lever  has  a  raised  and  20 
"  curved  end  so  as  to  operate  the  upper  hooks,  the  usual  wires  or  needles  for 
^*  operating  the  hooks  are  dispensed  with. 

"  We  employ  quadrant  gear  levers  to  which  the  heald  cords  are  attached  so 
'*  as  to  lift  the  healds  from  both  ends  by  vertical  motion  of  the  cords  as  is  well 
"  understood,  the  quadrant  levers  we  connect  with  or  to  the  jack  levers  by  25 
"  a  link  free  to  turn  or  swivel  on  its  studs  or  joints  the  other  ends  or  arms 
."  of  the  jack  levers  form  fulcrums,  and  also  carry  the  baulk  op  hook 
"  rocking  lever — The  construction  and  arrangement  of  parts  just  described 
"  give  a  smooth  and  steady  motion  to  the  healds  and  avoid  all  jerky  and 
"  unsteady  movements."  30 

The  Complete  Specification  was  as  follows  : — "  These  improvements  referred 
^*  to  have  for  their  object  improved  arrangement  of  and  means  of  actuating  the 
'^  peg  barrels  combined  with  improved  constl^uction  and  arrangement  of  tumbler 
"  levers,  so  that  but  one  length  of  pattern  peg  is  required  for  both  barrels  and 
"  sets  of  tumbler  levers.  35 

**  Such  being  the  nature  and  object  of  our  said  invention  the  following  is  a 
"  complete  description  of  the  same,  reference  being  had  to  the  accompanying 
"  drawings  forming  a  part  of  this  Specification  in  which  :— Fig.  1  is  a  side 
"  elevation  of  dobby  having  our  improvements  applied  thereto. — The  several 
"  views  on  sheet  2.  are  illustrations  of  parts  detached  in  order  to  clearly  40 
^^  illustrate  construction  thereof.  At  1.  and  2.  are  duplicate  patterns  or  barrels, 
^'  the  pegs  of  which  are  of  the  same  length  in  both  barrels,  the  latter  are  carried 
"  in  the  rocking  lever  3.,  at  4.  and  5.  are  two  *  tumbler '  levers,  or  they  form  a 
**  compound  tumbler  lever  ;  a  series  of  these  are  arranged  on  their  cross  fulcrum 
"  shaft  6. — 7.  as  ordinary ;— the  lever  for  lifting  the  bottom  draw  hooks  8.,  45 
**  having  a  finger  9.,  whilst  the  levers  for  lifting  the  upper  draw  hooks  10,  act 
"  through  the  agency  of  the  needle  11.  as  ordinary. — The  draw  bars  12. — 13.  are 
"  operated  by  the  T  rocking  lever  as  is  well  understood,  so  that  as  the  hooks 
"  8. — 10.  are  required  to  engage  with  the  draw  bars  the  barrels  1. — 2.  will  lift 
"  or  permit  the  lowering  of  one  or  other  of  the  tumbler  levers,  thereby  bringing  50 
**  the  draw  hooks  8. — or  10.  into  position  for  the  bars  12. — 13.  to  engage  there- 
"  with,  and  through  the  lever  14.  to  m(»ve  the  lever  15. — upon  its  fulcrum 
"  16.,  and  by  the  link  17.  lift  the  lever  18.  upon  its  fulcrum  19.  and  by  the 
"  sector  teeth  20.  operate  the  corresponding  lever  21.  for  raising  the  other  end 
**  of  the  heald  staves  22.— the  lowering  of  the  healds  being  effected  hf  ^ftn^  5$ 
**  or  weight — ^The  position  of  the  peg  barrels  1. — 2.  is  changed  so  as  to  operate 
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"  on  either  part  of  the   compound   tumbler  lever  4.-5.   by   means  of  the 
"  connections  2)J. — 24:. — 25.  from  the  jack  lever  18." 

The  Patentees  claimed  as  follows  : — "  The  duplicate  pattern  barrels  having 
^  pegs  of  uniform  lengths  and  in  combination  with  the  duplicate  or  compound 
5  **  tumbler  lever  4.  5.  as  described  and  illustra^ed. 


**  The  parts  18. — 23. — 24. — 25. — for  operating  and  in  combination  with  the 
"  pattern  barrels  1. — 2.  as  described  and  illustrated." 


On  tl»»  Mtli  of  August  18979  Ward  Brothers  commenced  an  action  against 
Jcurnes  Hill  is  San  for  infringement  of  the  Patent.     By  an  Order  of  the  27th  of 

Q  2 
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November  1897,  on  the  summons  for  directions  it  was  ordered  (i/nter  alia)  that 
the  Defendants  should  make  admissions  that  they  had  made  or  sold  at  their 
works  in  Keighley,  in  the  county  of  York,  or  elsewhere  within  the  United 
Kingdom,  a  dobby  or  dobbies  made  (1)  according  to  the  drawings  accompanying 
their  Letters  Patent  No.  23,247  of  1896  ;  (2)  according  to  the  drawings  contained 
in  their  trade  circular  produced  and  marked  C.M.S.  1 ;  that  the  Plaintiffs  and 
Defendants  respectively  should  have  liberty  to  inspect  as  therein  mentioned, 
and  that  the  Defendants  should  verify  by  affidavit  the  different  classes  of 
dobbies  and  parts  of  dobbies  having  automatic  cross-border  motion  made  or 
sold  by  them  since  the  Ist  of  January  1896. 

Fig.  2  of  the  Defendants'  Letters  Patent  (No.  23,247  of  189  o)  above  referred 
to  is  shown  below.  The  Specification  is  set  out  in  the  report  of  the  trial  of  the 
action  (18  R.P.C.  484). 


10 


nc.2 


The  Plaintiffs  by  their  Statement  of  Claim  alleged  (1)  that  they  were  the 
grantees  and  proprietors  of  the  Patent ;  (2)  that  the  Defendants  had  infringed  15 
and  intended  to  continue  to  infringe  the  Patent ;  (3)  that  the  Defendants  had 
in  their  possession  or  under  their  control  dobbies  and  parts  of  dobbies  made  by 
them  so  as  to  infringe  the  Patent,  and  that  they  intended  to  still  use  and  apply 
the  same.    The  usual  relief  was  claimed. 

The  following  were  the  Particulars  of  Breaches  complained  of :  — (1)  That  39 
the  Defendants  had  at  divers  times  prior  to  the  commencement  of  the  action 
infringed  the  Patent  by  manufacturing,  selling,  using,  and  applying  dobbies 
and  parts  of  dobbies  made  according  to  the  invention  described  in  the  Specifi- 
cation and  claimed  in  the  first  and  second  claiming  clauses  thereof ;  (2)  the 
Plaintiffs  complained  in  particular  and  by  way  of  illustration  only  of  a  certain  25 
dobby  or  dobbies  admitted  to  have  been  made  by  the  Defendants  at  their  works 
in  Keighley  or  elsewhere  within  the  United  Kingdon  made  (1)  according  to 
the  drawing  accompanying  their  Letters  Patent  No.  23,247  of  1896;  (2)  according 
to  the  drawing  contained  in  their  trade  circular  marked  C.M.S.  1 ;  the  PlaintifiEs 
claimed  to  recover  in  respect  of  all  infringements.  30 

The  Defendants  by  their  Defence  (1)  denied  infringement ;  (2)  alleged  the 
invalidity  of  the  Patent. 
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The  PSurticulare  of  Objections  alleged  (1)  that  the  invention  claimed  in  the 
second  claiming  claose  of  the  Complete  Specification  was  not  useful ;  (2)  the 
persons  to  whom  the  Patent  was  granted  were  not,  nor  was  either  of  them,  the 
first  and  true  inventors  of  the  alleged  invention,  but  Francis  William  Jepson^ 
5  late  of  25,  Cromwell  Terrace,  Blackburn,  in  the  County  of  Lancaster,  and 
Patentee  of  Letters  Patent  No.  WllQ  of  1885,  was  the  first  and  true  inventor  of 
the  alleged  invention  ;  (3)  that  the  Provisional  Specification  of  the  alleged 
invention  did  not  describe  the  nature  thereof,  and  the  invention  claimed  in  the 
Complete  Specification  was  an  invention  different  from  and  larger  than  that 

10  described  in  the  Provisional  Specification,  inasmuch  as  the  invention  described 
and  claimed  in  the  Complete  Specification  consisted  substantially  of  (1) 
duplicate  pattern  barrels  mounted  on  a  rocking  lever,  and  (2)  a  compound  lever 
through  which  draw  hooks  were  actuated  from  the  pattern  pegs,  and  neither  of 
these  features  were  described  or  foreshadowed  in  the  Provisional  Specification. 

15  The  arrangements  described  in  the  Provisional  Specification  were,  on  the 
contrary,  (1)  duplicate  pattern  barrels  mounted  on  jointed  levers ;  and 
(2)  tumbler  levers,  which  were  in  pairs  and  coupled.  Further,  in  the  Provisional 
Specification  the  tumbler  levers  were  described  as  being  of  such  a  nature  as  to 
dispense  with  wires  or  needles,  whereas  in  the  Complete  Specification  the  upper 

20  draw  hooks  were  described  as  being  actuated  through  the  agency  of  a  needle  as 
ordinary  ;  (4)  that  the  Complete  Specification  of  the  alleged  invention  did  not 
sufficiently  describe  and  ascertain  tiie  nature  thereof,  and  in  what  manner  the 
same  was  to  be  performed,  but  was  misleading,  inasmuch  as  it  did  not  disclose 
any  means  whereby  the  position  of  the  peg  barrels  1,  2,  was  changed  so  as  to 

25  operate  on  either  part  of  the  tumbler  lever  4,  5,  by  means  of  the  connections 
2o,  24,  25,  from  the  jack  lever  18,  and  did  not  contain  a  sufficient  direction  to 
enable  workmen  skilled  in  the  manufacture  of  looms  to  make  a  loom  capable  of 
working  and  of  attaining  the  object  stated  in  the  Complete  Specification  ; 
(5)  that  having  regard  to  the  state  of  common  knowledge  at  the  date  of  the 

30  Patent  and  to  the  matters  stated  in  paragraphs  6  and  7,  the  alleged  invention  was 
not  proper  subject-matter  for  Letters  Patent ;  (6)  that  the  alleged  invention  was 
not  new,  particulars  were  given  which  comprised  the  following  Specifications  : 
(a)  Provisional  Specification  of  Henry  Livesey  (No.  3466  of  1879) ;  (6)  the 
Complete  Specification  of  William  Longbottom  (No.  3709  of  1878) ;   (c)  the 

35  Complete  Specification  of  John  Henry  Johnson  (No.  5393  of  1880),  and  also 
certain  alleged  prior  users. 

The  action  was  tried  on  the  13th,  14th,  and  17th  of  May  and  6th  of  August 
1901  by  WiUs^  J.,  who  held  that  the  Patentees  were  the  first  and  true  inventors ; 
that  the  Defences  of  anticipation,  disconformity,  and  utility  all  failed  ;  and  that 

40  the  Patent  was  valid  and  had  been  infringed.  Judgment  was  given  for  the 
Plaintiffs ;  but  the  Patent  having  expired,  no  injunction  was  granted.*  The 
Defendants  appealed. 

Bousjieldj  K.C.,  and  W.  Neill  (instructed  by  Turner  Jt  Co,^  agents  for  Naylor^ 
of  Keighley)  appeared  for  the  Appellants  ;  T.  Terrell,  K.C.,  and  Wright  Taylor 

45  (instructed  by  Churchy  EendeU  A  Co.^  agents  for  L.  Foster^  of  Halifax)  appeared 
for  the  Respondents. 

In  explanation  of  the  arguments  that  follow,  it  should  be  stated  that  the 
Plaintiffs  gave  evidence  at  the  trial  to  show  that  the  parts  effecting  the  change 
from  one  barrel  to  another  could  be  brought  into  action  either  by  pegs  on  the 

50  lattices  to  operate  the  particular  tumbler  levers  which  were  connected  with  the 
parts  operating  the  change,  or  by  having  one  of  such  levers  slightly  prolonged 
beyond  the  cross  fulcrum  shaft  6,  and  having  a  string  or  chain  attached  to  the 
prolongation,  and  that  the  change  could  be  effected  at  the  right  moment  by 


•  18  R.P.O.  481. 
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what  was  known  at  the  date  of  the  Patent,  and  was  called,  a  measuring  motion. 
The  Defendants,  however,  contended  that  a  measuring  motion  had  never  been 
applied  for  such  a  purpose.  The  heald  connected  with  the  change  of  barrel  was 
treated  as  being  an  idle  heald. 

Bousfield^  K.C.,  and  Neill,  for  the  Appellants. — Judgment  was  given  for  the  5 
PlaintiflFs  by  Wiils^  J.,  on  all  points,  including  utility  and  disconformity.    The 
question  as  to  first  and  true  inventor  does  not  arise  here,  and  we  do  not  now 
allege  that  there  was  want  of  novelty.    As  to  the  state  of  knowledge,  formerly 
the  patterns  had  to  be  repeated  on  the  lattices  ;  the  object  of  separate  pattern 
barrels  was  to  save  the  number  of  lattices  by  putting  each  separate  pattern  on  a  10 
separate  barrel  and  repeating  the  revolutions  of  each  barrel  as  required,  throwing 
one  out  of  action  and  bringing  the  other  in.     [The  Specifications  were  referred 
to.]     Claim  I  is  not  in  the  Provisional  Specification,  and  there  is  no  utility  in 
what  is  claimed  in  either  claim.     The  first  sentence  of  the  Provisional  Specifi- 
cation is  consistent  with  but  not  descriptive  of  what  is  claimed  as  the  invention.  16 
The  improvements  mentioned  in  the  second  and  third  sentences  are  abandoned. 
Paragraph  2  relates  to  what  is  referred  to  in  the  first  sentence.  The  third  paragraph 
is  not  carried  out  in  the  Complete  Specification ;  something  different  is  substituted. 
The  Provisional  Specification  must  sufficiently  identify  the  invention.     In  this 
case  we  rely  on  the  inventor's  own  evidence.      He  could  not  explain  what  the  jgO 
Pi'ovisional  Specification  meant.      As  to  the  machine,  the  pegs  operate  the 
tumbler  levers  which  actuate  the  hooks  connected  with  the  healds     Duplicate 
pattern  barrels  were  not  new.    At  the  date  of  the  Patent  the  bari*els  were  some- 
times put  on  a  bent  arm  and  they  were  brought  into  play  by  hand.     The 
Patentees  purport  to  do  it  automatically.   [ Vaughan  Williams,  £./.,  referred  to  S5 
the  Particulars  of  Objections  (3).]  That  means  substantially  that  what  is  described 
in  Claim  1  is  not  in  the  Provisional  Specification.    Whatever  was  meant  in  the 
Provisional  by  "jointed  "  levers  is  different  from  the  *'  rocking  lever  "  referred  to 
in  the  Complete  Specification,    [Vaughan  Williams,  />.*/.— Would  not  aperson 
taking  jointed  levers  infringe  ?t    If  so  what  is  in  Johnson  and  Livesey  wonld  'JH) 
also  infringe,  and  so  there  would  be  anticipation.     But  our  submission  is  that 
•  what  is  in  the  Complete  Specification  is  different  from  what  is  in  the  Provisional 
Specification.      It  is  impossible  to  say  exactly  what  was  intended  by  tiie 
"  tumbler  levers,  paired  and  coupled  "  ;  but  at  all  events  they  were  necessarily 
side  by  side  and  not  end  to  end  ;  thus  the  total  combination  was  quite  diilFerent.  ^ 
[The  evidence  of  the  inventor  John   Ward  was  read.]     This  witness  referred 
to  24  as  a  jointed  lever,  and  admitted  that  the  rockiug  lever  was  not  a  jointed 
lever.    Whatever  was  meant  it  is  not  shown  in  the  Complete  Specification.    The 
only  thing  left  to  invent  was  a  particular  mechanical  contrivance,  and   the 
Patentees  cannot  substitute  another  in  their  Complete  Specification.  But  they  have  40 
substituted  a  different  contrivance.    One  must  consider  what  could  be  claimed  aa 
new ;   e.g.^  if  duplicate  pattern  barrels  had  been  new,  then  the  Platentees  could 
have  substituted  one  equivalent  for  another,  for  they  might  c!  aim  broadly.    But 
here  the  claim  is  for  the  particular  thing ;  and  that  is  all  thai  conl4  be  clamed, 
having  regard  to  what  had  been  done  before.    On  the  point  of  utility,  there  was  46 
nothing  new  in  duplicate  pattern  barrels  arranged  so  that  one  length  of  pattern 
peg  was  required.    That  was  so  both  in  Johnson  and  in  Livesey.    There  was  no 
advantage  in  the  arrangement  shown  by  the  Patentees  over  what  was  shown  in 
these.      The  only  suggested  advantage  was  the  shorter  length  ol  tiavei. ;    What 
the  Patentees  were  aiming  at  was  automatic  action — operating  the  barrels  by  the  50 
machine  itself.  [ Vaqghan  Williams,  L,J, — Is  it  not  that  it  includesthat  ?]  That 
arrangement  la  of  no  use  whatever,  and  has  in  fact  never  been  used,  and  could 
not  be.     The  Patentees  themselves  took  out  a  later  Patent  in  1888  substituting  a 
measuring  motion.     An  arrangement  is  of  no  use  unless  one  can  have  each  pattern 
repeated  as  many  times  as  one  wants.     In  ihe  arrangement  shown  one  can  only  55 
have  each  pattern  once  over,  and  so  on.    The  patented  machine  can,  in  some  way, 
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be  worked  by  hand,  but  only  by  taking  away  or  neglecting  the  very  parts  for 
actuating  automatically,  and  which  are  claimed  as  the  feature  of  the  invention. 
[Mathbw,  L.J. — Were  Johnson  and  Livesey  ever  used  ?]  It  was  not  in 
controversy  that  they  would  work,  and  were  useful  and  practical.  [^Terrell^  K.O. 
5  — ^No  user  was  ever  proved.]  Owing  to  the  gearing  of  the  wheels  shown  in  the 
Specification,  when  the  second  barrel  comes  into  operation  the  pattern  on  it 
will  not  come  in  at  its  commencement,  except  in  cases  in  which  the  lattices  on 
the  first  barrel  are  a  multiple  of  those  on  the  second  barrel.  Taking  an 
example,  say  40  lattices  on  barrel  1  and  12  lattices  on  2,  the  pattern  on  2  would  not 

10  be  ready  to  come  in  when  the  first  pattern  was  completed.  In  the  old  machines 
one  could  do  it  with  any  pattern  by  changing  by  hand.  The  Patentees  profe-s 
to  do  what  the  Invention  will  not  do.  Moreover,  the  tumbler  levers  are 
actuated  by  pegs  in  the  lattices,  therefore  on  the  completion  of  the  pattern  on 
one  barrel  the  barrels  must  be  changed.    The  result  is  that  without  some  device, 

15  such  as  the  string  which  the  Plaintiffs  used,  one  can  only  have  each  pattern 
once  over.  It  was  suggested  that  one  could  put  in  a  measuring  motion,  keeping 
the  string  pulled  as  long  as  one  wanted.  But  the  machine  was  intended  to  be 
automatic  as  specified.  It  is  not  open  to  the  Plaintiffs  to  say  that  if  you  bring 
in  something  else  it  will  work.    The  machine  was  never,  in  fact,  made,  and  the 

20  Psitentees  took  out  a  fresh  Patent  for  another  arrangement.  There  is  a  missing 
link  necessary  to  make  it  work  and  that  link  was  not  obvious.  [Vaughan 
Williams,  L,J, — If  your  reasoning  is  right  there  is  no  infringement.]  The 
Defendants*  machine  may  be  an  improvement  and  yet  an  infringement. 
[VaUGHAN  Williams,  L,J. — Bnt  if  the  improvement  gives  a  new  result  then 

25  would  it  not  negative  infringement  ?]  The  Defendants'  machine  might  be  a 
considerable  improvement  and  yet  an  infringement.  [The  evidence  was 
referred  to.]  One  of  the  Plaintiffs'  witnesses  admits  that  where  the  number  of 
lattices  for  one  pattern  is  not  a  multiple  of  the  number  required  for  the  other  the 
geared  wheels  must  be  taken  off.     But  apart  from  this  one  can  only  revolve  one 

30  barrel  once  and  then  the  other,  and  so  on,  and  there  was  no  use  in  doing  that. 
The  Plaintiffs'  manager  admitted  that  a  measuring  motion  had  to  be  used  to  do 
anything  more.  Measuring  motions  were  well  known,  but  not  for  this  purpose. 
Insufficiency  of  the  Complete  Specification  is  pleaded.  In  the  1888  Patent  the 
Patentees   discarded  those    parts  which,  we  submit,  were  useless.      On  the 

35  question  of  utility  we  refer  to  Bloxam  v.  Elsee  (6  B.  &  C.  169),  Minter  v.  Wells 
(1  Webster  127),  Morgan  v.  Seaward  (1  Webster  187),  Cornish  v.  Keen 
(1  Webs^^r  501),  and  Atkins  and  AppUgarth  v.  Gastner  Kellner  Alkali  Gompany 
(18  R.P.C.  281).  The  invention  must  be  useful  for  the  purpose  for  which  it 
was  intended.     Tolson  v.  Speight  (13  R.P.C.  718)  shows  that  there  must  be  a 

40  substantial  advance.  Here,  if  one  works  by  hand,  there  is  no  advance  over 
what  was  used  before.  As  to  disconf ormity,  in  the  Provisional  Specification 
the  Patentees  speak  of  jointed  levers,  in  the  Complete  Specification  of  rocking 
levers.  In  the  Provisional  Specification  the  Patentees  speak  of  a  rocking  lever 
in  another  connection ;  it  is  clear  what  they  meant  by  that.    Whatever  was  meant 

45  by  **  jointed  levers  "  the  barrels  were  intended  to  operate  at  the  same  point,  the 
tumbler  levers  being  in  pairs,  side  by  side,  and  coupled.  The  Patentees  meant 
to  get  rid  of  the  needle.  In  the  Provisional  the  tumbler  levers  are  in  pairs,  in 
th9  Complete  Specification  they  are  in  sets  of  four,  two  side  by  side  operating 
the  upper  and  lower  draw-hooks,  and  these  have  two  others  end  to  eUd  with 

M  th^m.  Moreover,  the  dispensing  with  the  needles  in  the  Provisional  Specifica* 
tion  and  having  the  levers  with  curved  ends  would  be  impossible.  The 
Plainiffs'  witnesses  could  not  explain  how  the  Provisional  Specification  could 
be  reconciled  with  the  Complete  Specification.  Nnttall  v.  Hargreaves 
(8  R.P.O.  450)  is  similar  to  this  case.     In  Osmonds  v.  Balmoral  Gycle  Gompany 

55  (15  R.P.C.  505)  there  was  disconformity  because  a  part  was  claimed  that  was 
not  indicated  in  the  Provisional  Specification. 


196  REPORTS  OP  PATENT,  DB8iG«»        [Mar.  11, 1903, 


Ward  Brothers  v.  James  Hill  A  Son. 


Terrell,  K.O.,  and   Wright  Taylor  for  the  Respondents.— The  Provisional 
Specification  must  tell  the  nature  of  the  invention  ;  the  Complete  Speoification 
must  show  how  to  carry  it  out.    The  Provisional   Specification  is  for  the 
purpose  of  identifying  the  invention  (Woodwards,  Sansum,  4:  R.P.C.  166). 
If  the  inventor  discovers  a  better  mode  of  carrying  it  into  effect  he  must  put  it  5 
into  the  Complete  Specification.     Gadd  v.  Mayor  of  Manchester  (9  R.P.C.  516) 
shows  that  the  Patent  ought  to  be  held  valid  if  the  matter  is  on  the  border  line. 
The  nature  of  the  invention  is  in  this  case  a  mechanical  arrangement  by  means 
of  which  two  sets  of  lattices,  to  produce  different  patterns,  can  be  worked  on  a 
dobby,  such  lattices  being  capable  of  having  pegs  of  equal  length.    A  Patentee  10 
may  drop  anything  out  of  the  Complete  Specification  ;  here  the  Patentees  have 
dropped  what  is  in  the  second  and  third  sentences  of  the  Provisional  Specifica- 
tion.   Further,  *'  jointed  levers"  should  be  read  "  joined  levers,"    The  Patentees 
meant  S4  and  25 ;  they  treat  the  mechanism  between  3  and  24  all  together. 
[Stirling,    L.J. — The  Provisional  Specification  says  "mounted  on  jointed  15 
"  levers."]     That  is  not  quite  accurate  in  the  Specification.    The  passage  as  to 
the  levers  "being  coupled  and  in  pairs"  is  quite  accurate.    The  Provisional 
describes  all  that  is  in  the  Complete  Specification.    One  of  the  objects  of  a 
Provisional  Specification  is  to  give  a  Patentee  the  opportunity  of  working  out 
and  improT'ing  his  invention.    Here  the  Appellants  say  that  what  is  in  the  20 
Provisional  Specification  is  not  what  is  described  in  the  Complete,  but  they  do 
not  say  what  it  is.    Then  it  is  said  that  what  is  in  the  second  claim  is  not 
useful  ;  and,  first,  because  it  does  not  work  automatically  ;  but  that  was  not 
the  invention.    The  Patentees  do  not  show  how  to  actuate  ;  but  it  can  be  by 
hand  as  by  a  string  or  automatically  ;  it  was  not  necessary  to  say  how — ^that  25 
was  well  known  and  not  part  of  fiie  invention.    The  1888  Patent  was  for 
something  quite  different.    We  admit  that  to  change  the  barrels  a  certain  part 
must  be  moved  either  by  hand  or  automatically.    [  Vaughan  Williams,  L.J. — 
It  is  also  said  that  it  is  not  shown  how  it  is  to  be  done  at  the  right  time.] 
That  was  well  known  and  the  Patentees  did  not  need  to  describe  it.    The  30 
argument  that  one  revolution  at  a  time  is  only  possible  is  founded  on  the 
argument  that  one  must  move  the  lever  for  a  change  of  barrels  by  a  peg  and 
that  must  be  once  in  a  revolution ;  but  there  is  nothing  in  the  Specification 
about  getting  a  change  of  barrels  by  a  peg.    As  to  the  complicated  patterns 
which  it  is  said  this  will  not  work,  it  does  not  matter  that  the  machine  will  Xh 
not  work  all   patterns.    In    Welsbach  Incandescent  Oas  Light  Company  v. 
New  Sunlight  Incandescent  Company  (17  R.P.C.  237  ;  L.R.  (1900)  1  Ch.  843) 
Buckley y  J.,  sums  up  what  is  meant  by  utility  in  Patent  law.    Using  the  parts 
claimed  in  the  second  claim  one  can  have  as  many  revolutions  of  either  barrel 
as  one  requires.    [Stirling,  LJ. — ^Without  the  string  one  can  only  get  one  40 
revolution  with  each  barrel  ?]     Without  the  string  one  barrel  goes  on  without 
change.    A  peg  would  make  the  change  at  the  end  of  each  revolution.    As  the 
machine  is  drawn  one  cannot  carry  out  a  complex  pattern  with  two  barrels,  but 
tiie  reason  is  the  gearing  of  the  two  cog-wheels  of  equal  diameter ;  but  the 
evidence  is  that  a  skilled  workman  desiring  to  make  a  complicated  pattern  45 
would,  without  instruction  to  that  effect  in  the  Specification,  remove  those 
wheels  and  substitute  a  suitable  connection  to  get  unequal  speeds.    These  two 
wheels  are  no  part  of  the  invention  claimed,  which  is  only  for  the  parts  of  a 
dobby  specified  in  the  first  and  second  claims.    "  As  described  and  illustrated  " 
qualifies  each  thing  mentioned,  and  the  combination  of  them.     In  a  lai^e  M 
proportion  of  patterns  the  wheels  shown  would  do.     If  the  invention  is  useful 
for  some  patterns  that  is  enough ;  the  Specification  does  not  purport  to  do  all 
patterns.     The  advantage  over  the   single  barrel — that  of  having  a  shorter 
lattice — ^is  considerable.    [NeilL — It  is  admitted  that  there  is  an  advantage  iu 
two  barrels,  but  that  was  known.]     The  Patent  is  for  a  particular  device  for  55 
two  barrels.    [Vaughan  Williams,  LJ^. — It  is  not  enough  to  say  that  it  gives 
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a  selection ;  you  mast  show  a  good  result,  as  stated  in  Crane  v.  Price  (1  Webster, 
409) — «.^M  doing  it  more  cheaply,  more  quickly,  or  better.]  That  is  not  the 
law ;  for  instance,  a  new  way  of  making  matches  would  be  useful.  [Vauohan 
Williams,  LJ^. — I  agree  if  it  is  a  new  thing  ;  but  here  it  is  a  combination  of 
&  old  things.]  We  refer  on  the  question  of  utility  to  the  judgment  of  GotUmy  L.J., 
in  Siddell  v.  Vickers  (5  R.P.G.  416),  where  there  was  a  combination  of  old  parls 
not  doing  it  so  well  as  another  known  way,  but  it  was  useful  because  it  would 
do  it  (Ehrlich  v.  Ihlee^  5  R.P.C.  437).  An  alternative  way  of  making  a  thing 
may  be  useful,  though  the  method  is  dearer,  less  expeditious,  and  worse  than 

10  what  is  known.  [Vaughan  Williams,  L./.,  referred  to  Frost  on  Patents, 
page  143.  Are  not  the  words  ^'  more  advantageous  *'  of  the  essence  there  ?] 
Giving  the  public  a  machine  which  offers  a  useful  choice  constitutes  utility  if 
the  machine  will  do  well  what  it  purports  to  do.  The  Court  of  Appeal  is  not 
disposed  to  overrule  a  decision  below  on  a  question  of  fact ;  moreover,  the 

15  buMen  may  shift  on  to  the  Defendants.  Edison  and  Swan  Electric  Light 
Company  v.  Holland  (6  R.P.O.  243)  is  an  authority  for  the  proposition  that  the 
fact  that  owing  to  later  improvements  the  invention  is  not  used  does  not  negative 
utility.  In  Otto  v.  Linford  (46  L.T.  (N.S.)  44),  Jessel,  M.R.,  says  very  littie 
utility  will  do.    In  the  patented  invention  the  change  of  the  barrel  is  done  by 

20  the  machine,  the  force  is  from  the  engine  ;  before,  the  changing  was  done 
entirely  by  hand.  [Vauohan  Williams,  L.J. — Tour  argument  was  that  if 
the  machine  will  turn  out  a  piece  of  cloth,  of  any  pattern,  that  is  enough.] 
We  go  as  far  as  that,  but  that  is  not  necessary  here.  There  are  only  two 
points  taken  against  the  Patent  on  utility,  and  we  can  meet  each.    First,  as  to  the 

25  complicated  patterns ;  and,  secondly,  the  Specification  does  not  state  that  the 
change  must  be  by  a  peg,  or  how  the  change  is  to  be  effected.    As  to  *^  jointed 

"  levers" [Vaughan  Williams,  i.J.— We  need  not  trouble  you  further 

as  to  that,  or  at  all  as  to  disconformity.]    What  the  invention  is  must  be 
considered.    It  is  not  a  dobby,  but  substantially  it  is  a  divided  tumbler  lever. 

30  There  are  several  advantages  in  the  Patentees*  method  over  Livesey — e.g,^  less 
motion  and  less  strain  on  the  pegs.  The  Specification  claims  the  improved 
tumbler  lever  in  the  combination  ;  it  will  work  in  combination  with  the  parts 
mentioned  in  Claim  2  Those  particular  parts  will  work.  If  the  barrels  are 
rocked  by  hand  the  parts  claimed  in  Claim  2  no  doubt  are  not  used ;  in  fact 

35  we  never  rock  them  by  hand. 

Neill  in  reply. — If  you  are  going  to  use  the  hand  there  is  no  utility  in  those 
parts.  A  supplementary  lever  was  old ;  but  I  do  not  say  that  the  rocking  lever 
with  that  did  not  form  a  convenient  thing.  The  cases  cited  for  the  Respondents 
were  on  the  quantum  of  utility,  not  on  the  nature  of  utility.    Here  there  is  no 

40  utility  for  the  purpose  indicated  in  the  Specification.  In  Welshach  Incandescent 
Company  v.  New  Sunlight  Incandescent  Company^  Buckley^  J.,  considers  the 
former  ;  in  the  Gastner  Kellner  case  he  considers  the  latter.  Bloxam  v.  Elsee 
shows  that  the  invention  must  be  useful  for  all  the  purposes  for  which  utility 
is  claimed  by  the  Specification.     If  the  change  of  barrels  is  not  to  be  operated 

45  by  pegs  there  is  no  utility.  There  is  nothing  in  the  Specification  as  to  making 
the  change  by  a  string  attached  to  one  tumbler  lever.  The  Plaintiffs  must  show 
utility  for  every  purpose.  [Stirling,  LJ. — If  there  is  no  representation  in 
the  Specification  as  to  utility  for  any  particular  purpose,  it  is  sufficient  if  the 
Plaintiffs  can  show  any  utility.]     It  was  intended  that  the  levers  for  the  chajdge 

50  should  be  operated  by  pegs  ;  there  is  nothing  to  indicate  that  these  levers  are  to 
be  actuated  in  a  different  way  from  those  for  the  pattern.  If  they  have  to  be 
changed  by  hand  there  is  no  saving  of  labour.  That  a  thing  will  merely  work 
is  not  utility.  In  the  Welsbach  case  it  was  proved  that  thorium  gave  qualities 
for  a  mantle  not  possessed  by  other  materials  and  therefore  there  was  utility. 

55  Here  there  is  no  use  to  the  public,  and  that  is  necessary  (Morgan  v.  Seaward^ 
1  W.P.C.  187).     It  is  the  second  claim  that  we  submit  is  not  useful.      A 
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measuring  motion  was  known  at  the  date  of  the  Patent,  but  not  such  a  one  as 
could  be  applied  to  the  Plaintiffs'  machine. 

.  Vauohan  Williams,  L.J.—This  is  a  troublesome  case  to  deal  with. 
Really  there  are  three  points  raised — disconformity,  want  of  utility,  and, 
technically  perhaps,  no  infringement.  With  regard  to  infringement  there  is  no  5 
trouble  at  all,  because  although  technically  it  is  alleged  there  is  no  infringement, 
infringement  was  not  seriously  disputed,  and,  therefore,  the  only  two  qnestiona 
we  have  to  deal  with  are  those  of  disconformity  and  want  of  utility. 
There  is  not  much  difficulty  about  disconformity.  The  principal  difficulty 
about  disconformity,  to  my  mind,  is  one  which  was  raised  by  Mr.  TerrM  who  10 
argumentatively  put  his  case,  according  to  my  judgment,  upon  proposition^ 
that  cannot  possibly  be  maintained.  He  told  us  that  mere  omission  could  not 
amount  to  disconformity.  I  am  perfectly  clear  that  if  that  which  is  omitted 
goes  to  the  essence  of  the  invention,  the  nature  of  which  as  everyone  will  admit— 
although  not  the  method — ^must  be  stated  in  the  Provisional,  such  an  omission  IS 
in  the  Complete  will  amount  to  disconformity.  I  do  not  think  that  thwe  is  any 
advantage,  when  you  have  stated  the  principle,  in  referring  to  cases,  and  I  am 
only  going  to  refer  to  one  case  as  an  illustration,  and  therefore  I  shall  not 
mention  it  in  detail.  I  am  referring  to  the  case*  in  which  the  omission  was 
the  omission  of  the  gelatine  which  was  to  secure  the  film,  and  it  was  found  90 
that  without  the  film,  and  therefore  without  the  gelatine,  the  invention  would 
work  all  right.  But  although  I  have  not  now  read  the  decision,  it  was  that, 
if  you  took  the  invention,  the  nature  of  which  was  described,  as  a  whole,  it  was 
perfectly  plain  that  the  presence  of  the  gelatine  was  absolutely  essential  to  the 
invention.  Here  if  one  wants  to  see  what  the  nature  of  the  ground  is  upon  S5 
which  the  allegation  of  disconformity  is  based  one  has  only  to  look  at  the 
Particulars  of  Objections  which  set  forth  the  invention  as  described  and  claimed 
in  the  Complete  Specification,  and  then  set  forth  the  arrangements  described  in 
the  Provisional  Specification.  When  one  examines  those,  and  looks  to  see  what 
they  are,  it  seems  to  me  perfectly  plain  they  are  mere  steps  in  the  method  which  30 
were  altered,  but  are  not  in  any  way  matters  that  are  essential  to  the  inven* 
tion,  the  nature  of  which  is  stated  in  the  Provisional  Specification.  I  will  only 
take  one  example.  It  is  no  use  making  the  judgment  unnecessarily  long.  When 
you  look  at  the  Objections,  you  find  amongst  other  things  the  statement  that 
there  were  some  needles  which  were  proposed  to  be  dispensed  with  in  the  35 
Provisional,  and  you  find  they  are  actually  used  in  the  Complete.  In  my 
judgment  an  alteration  in  method  of  that  sort  has  nothing  to  do  with  the  nature 
of  die  invention  which  is  all  that  the  Provisional  Specification  has  to  describe. 
I  have  said  all  I  have  to  say  about  infringement  and  disconformity. 

Then  I  have  to  deal  with  utility.    With  regard  to  that  it  occurs  to  me  that  40 
often  one  feels,  when  a  case  is  gone  into  at  great  length  at  the  trisd  before  the 
Court  of  first  instance  by  the  experts,  that  unnecessary  time  has  been  occupied 
with  the  evidence  ;  but,  speaking  from  my  recollection  of  a  good  many  cases 
which  I  have  had  to  deal  with,  I  cannot  help  thinking  that  if  this  case  had  been 
gone  into  in  the  Court  of  first  instance  by  the  witnesses  in  examinution  and  tf 
cross-examination  in  the  detail  that  is  very  usual,  we  should  not  have  been 
left  so  bare  of  materials  as  we  are.     As    time    has  gone  on  experts  have 
improved    tbc'ir   position   very  much  indeed,  and,  speaking   for  myself,    I 
think    that    now    in    Patent    eases    the    gentlemen    who    appear    as    expert 
witnesses,  more  often  than  not,  afford  an  enormous  amount  of  assistance  to  M 
the  Court,  and  that  it  very  rarely  happens  that  points  of  evidence  arise  on  appeal 
which  have  not  already  been  dealt  with  in  the  Court  of  first  instance ;  but  here 
there  are  matters  on  both  sides,  strenuously  relied  upon,  which  at  the  uial 


f'Bailef  y.  BobeHo^  L.E.  3.  App.  Gab.  1056. 


V«l.  XX.,  Mo.  80         A.ND  TRADE  MARE  OASE&  199 

Ward  Brothers  ▼.  James  Hill  A  Son. 

before  Mr.  Jastice  Wills  seem  to  me  to  have  been  touched  tipon  in  the  lightest 
poanble  manner.  I  will  take  one  example,  and  I  choose  that  one  because  it  equally 
affectg  both  sides,  and  does  not  charge  one  side  with  more  than  thcf  other  in 
respect  of  omission.    One  does  not  find,  as  Mr.  Terrell  said,  any  suggestion 
5  whatever   as    to    the    limits    c^    the    usefulness,    or    the    method    of   action 
of  the  thing  that  has  been  called  a  >^  measuring  motion."     Mr.  Terrell  tells 
us  that  you  may  use  a  measuring    motion,    and    he    is  able  to  show    that 
there  was  some  sort  of  mention  made  of  it  in  the  cross-examination  of  some 
of  his  opponent's  witnesses.    It  is  uncommonly  little,  but  still  he  was  able  to 
10  Bay  there  was  an  allusion.    On  the  other  side,  according  to  Mr.  NeiWs  suggestion, 
the  measuring  motion — the  sort  of  thing  Idr.  Te^yell  suggests — will  act  for  a 
moment,  but  unless  you  have  got  something  to  make  the  pressure  continuous, 
the  effect  of  the  pressure  by  the  string  or  by  the  machinery,  as  the  case  may  be, 
upon  the  peg  or  lever  is  only  momentary  and  then  passes  away.     I  can  only 
15  say  that  both  sides  have  left  us  completely  in  the  dark  in  this  respect.     As  to 
utility,  Mr.  Justice  Wills  says  this  :— "  The  objection  which  is  taken  to  it  is  that 
^  the  same  result  might  be  effected  more  economically,  as  far  as  labour  is  con- 
**  oemed,  by  having  one  wheel  only.    I  think  that  is  true,  but  at  the  same  time  I 
^  think  this  gives  an  alternative  method  of  doing  it ;   and  although  it  is  not  a 
-jQ  ^  perfect  method,  or  may  be  of  very  little  use,  I  think  that  there  is  utility  enough 
*^  to  support  the  Patent,  and  I  do  not  see.  with  respect  to  that  second  claim,  or 
^  with  regard  to  the  first,  that  there  is  anything  in  the  objection  which  ought  to 
^  be  faml  to  the  Patent."     With  regard  to  that  we  ought  not  to  overrule  the 
judgment  of  the  Judge  who  heard  the  evidence  upon  the  point  of  utility  unless 
S(f  we  are  clearly  satisfied  that  he  was  wrong.     I  am  not  prepared  to  say  that  he  was 
wrong,  but  at  the  same  time  I  think  I  ought  to  satisfy  myself  that  in  this 
judgment  Mr.  Justice   Wills  meant  the  same  thing  by  utility  that  I  mean  by 
it.    He  says  that  there  is  just  enough  of  it ;   but  before  I  affirm  his  judgment 
that  there  is  just  enough  of  it,  I  think  I   ought  to  make  quite  sure  that 
30  1^6  s^d  I  mean  the  same  thing  by  ^'  it."     One  does  not  wish,  especially  in  a 
case  of  this  sort,  where  there  is  so  much  uncertainty  as  to  the  scientific  facts,  to 
lay  down  any  principle  further  than  is  rendered  absolutely  necessary  for  the 
decision  of  the  case.    On  this  question  of  utility  I  do  not  understand  that  Mr. 
Jfeill  says  to-day  that  he  really  can  press  the  objection  for  want  of  utility  so  far 
35  as  the  first  claim  is  concerned— that  is  what  I  rather  gathered  him  to  have  said  ; 
but  he  does  still  urge  it  so  far  as  the  second  claim  is  concerned,  and  he  says, 
and  I  think  rightly  says,  that  if  one  of  two  claims  is  bad  the  whole  Letters 
Patent  are  bad,  except  in  so  far  as  they  may  be  put  right  by  disclaimer.     I 
agree  with  that.    I  propose  to  deal  with  the  second  claim,  and  with  the  second 
4Q  claim  only.   What  one  has  to  see  is  how  far  there  is  want  of  utility  there.   I  do 
not  agree  myself  with  Mr.  TerrelVs  proposition,  and  the  wide  way  in  which 
he  pats  it,  that  in  every  claim,  if  you  secure  the  end  which  you  profess  by  the 
Iietters  Patent  to  have  in  view,  that  is  sufficient  to  constitate  utility.     He  says 
that  if  you  present  to  the  public  a  new  choice,  or  present  to  the  public  an 
45  alternative  mode  of  procuring  a  result  in  a  manufacture  which  is  already  well 
known,  that  in  itself  is  sufficient  to  constitute  utility.     I  do  not  think  so.     I  do 
not  conceive  that  I  am  saying  anything  new,  or  anything  different  from  the 
decided  cases,  when  I  say  that  in  my  judgment  the  alternative  or  the  choice 
which  is  presented  to  the  public  must  be  a  useful  alternative  or  a  useful  ehoice ; 
50  ^^'i  when  Mr.  Justice  Wills  says  that  he  thinks  there  is  not  much,  but  just 
enough,  utility,  I  understand  him  to  mean  that  the  alternative  or  choice  which 
is  offered  to  the  public  had  just  enough  usefulness  in  it — that  it  may  be  useful 
in  certain  cases  to  be  able  to  have  this  mode  of  connection  which  is  described 
in  the  second  claim.     I  think  that,  on  the  evidence,  it  may  be  so.     I  think  that 
55  opL  the  incomplete  suggestions  which  were  not  really  dirashed  out  in  cross- 
examination,  a  witness  for  the  Defendants  is  really  made  to  admit  that  if  you 
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apply  this  mode  of  connection,  with  the  assistance  of  a  well  known  measnring 
device  at  the  date  of  the  Patent,  you  can  secure  results  which  may,  in  some 
limited  flumber  of  cases,  be  useful.  That  is  undoubted.  I  think  there  is 
just  enough  here  to  prevent  it  being  true  to  say  that  the  only  result  of 
supporting  this  Patent  would  be  to  impede  subsequent  inventors.  The  Statute  5 
says  nothing  about  utility,  but  that  you  are  not  to  grant  Letters  Patent  in  a  case 
where  the  grant  of  them  would  be  hurtful  or  mischievous  to  the  public, 
or  to  subsequent  inventors  dealing  with  the  subject,  which  would  be  mere 
obstruction.  It  seems  to  me  that  in  the  present  case  these  Letters  Patent  are 
just  outside  that  category.  I  do  not  know  whether  I  have  allowed  my  mind  to  10 
be  affected  in  any  way — I  hope  not,  because  I  ought  not  to  do  so— by  the  feet 
that  is  perfectly  obvious  in  this  case,  that  whether  these  Letters  Patent,  taken 
as  a  whole — and  I  am  speaking  now  rather  of  the  first  claim  than  the  second — 
are  useful  or  not,  the  infringers  have  themselves  thought  sufficiently  well  of  the 
Patentees^  invention  to  adopt  a  great  deal  of  it.  On  t^e  whole  I  think  that  this  15 
judgment  must  be  affirmed. 

Stirling,  LJ. — I  am  of  the  same  opinion.     As  regards  the  question  of 
disconformity,  the  case  seems  to  me  to  fall  within  the  law  as  stated  by  Lord 
Justice  Cotton  in   Woodward  v.  Sansum   (4  R.P.C.  166).      He  there  says, 
speaking  of  the  Patentee  whose  invention  had  to  be  considered  in  that  case  : —  20 
^^  It  is  true  that  in  his  Provisional  Specification  he  has  stated  a  different  mode 
''  of  carrying  his  invention  into  effect  from  that  which  he  stated  in  sheet  3  of 
^'  his  Complete  Specification ;  but  if  both  are  really  within  the  same  invention, 
'*  described  though  not  minutely  but  in  general  terms  in  the  Provisional  Speci- 
^^  fication,  then  the  Patent  will  not  be  bad  simply  because  a  different  mode  of  25 
"  carrying  the  same  invention  into  operation  is  described  in  the  Complete 
^*'  Specification,  and  even  although  that  may  be  an  improvement  on  what  is 
**  described  in  the  Provisional  Specification ;  because  a  Patentee  putting  in  a 
*'  Provisional  Specification  showing  the  nature  of  his  invention  is  not  bound  to 
^'  describe  the  way  in  which  that  can  be  carried  into  effect  and  operation.    But  30 
^^  if  he  does  describe  a  way  of  doing  it,  and  before  he  files  his  Complete  Specifi- 
*^  cation  he  either  finds  out  improvements  in  that  way  or  a  different  way  of 
"  carrying  into  effect  that  which  vb  described  as  his  invention  in  the  Provisional 
**•  Specification,  he  is  bound  to  give  the  public  the  benefit  of  what  he  has 
''  discovered  as  regards  the  mode  of  carrying  the  invention,  the  nature  of  35 
'*  which  must  be  described  in  the  Provisional  Specification,  into  effect,  even 
*'  although  there  may  be  improvement  and  even  invention  which  was  not 
^'  known  to  him  at  the  time.**    When  I  look  at  the  Provisional  Specification  in 
this  case  I  find  that  it  appears  from  the  title  that  the  object  is : — '^  Improvements 
'^  in  dobbies  or  apparatus  for  operating  the  healds  of  looms  for  weaving  '* ;  and  40 
it  begins  by  stating : — **  These  improvements  referred  to  have  for  their  object 
*'  improved  arrangement  of  the  means  of  actuating  the  peg  barrels  combined 
**  with  improved  construction  and  arrangement  of  tumbler  levers,  so  that  but 
^^  one  length  of  pattern  peg  is  required  for  both  barrels  and  sets  of  tumbler 
•*  levers."    These  words  are  repeated  at  the  beginning  of  the  Complete  Specifi-  45 
cation.     In  the  Provisional  Specification  there  are  two  other  sets  of  improve* 
ments  which  are  pointed  out,  but  these  do  not  find  a  place  in  the  Complete" 
Specification.    I  suppose  it  was  found  out  that  they  were  either  not  so  original 
or  80  useful  as  the  inventor  expected  when  he  took  out  his  Provisional  Specifi- 
cation.   He  has  seen  fit  to  abandon  them,  but  there  still  remain  the  improve-  50 
ments  generally  described  in  the  words  which  I  have  read,  and  which  are 
found  in  both  Specifications.    We  find  that  in  the  Complete  Specification 
the  machine,    as    described    there,    differs  in  ceitain  details    from  what  is 
mentioned  in  the  Provisional  Specification,  and  it  is  said  there  is  discon- 
formity.    In  my  opinion  that  is  not  so.     What  is  described  in  the  Complete  55 
Specification  falls  entirely  within  the  nature  of  the  invention  described  in  the 
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original  words  which  I  have  read,  and  I  am  not  satisfied  that  those  alterations 
are  not  alterations  which  have  been  introduced  because,  in  the  period  which 
elapsed  between  the  filing  of  the  Provisional  and  the  filing  of  the  Complete 
Specifications,  the  inventor  found  out  other  improvements  in  the  way  of  doing 
5  that  which  he  purported  to  effect,  or  different  ways  of  carrying  into  effect  the 
matter  which  he  claims  as  his  invention.  I  think,  therefore,  tt^t  the  objection 
for  disconformity  fails. 

Now  I  come  to  what  is  really  the  serious  and  somewhat  difficult  part  of 
the  case— namely,  utility.    The  Complete  Specification  has  two  claims,  and 

10  contains  two  matters,  and,  as  to  the  first  of  these  claims,  the  objection  for  want 
of  utility  has  really  been  abandoned  in  the  course  of  the  argument.  I  do  not 
trouble  to  say  anything  about  that.  The  serious  question  arises  as  to  the  second 
claim,  and,  in  order  that  I  may  explain  my  view  on  the  question  of  utility, 
I  must  state  a  little  the  object  of  the  invention.    The  object  of  the  invention  is 

15  an  improvement  in  apparatus  for  operating  the  healds  of  looms  for  weaving, 
and  to  the  mode  of  weaving  in  patterns.  One  class  of  manufacture  to  which 
these  modes  of  weaving  are  applicable  is  that  of  Turkish  towels,  as  appears 
by  the  evidence.  A  Turkish  towel  has  a  certain  body  woven  in  one  way, 
and  at  the  end  there  is  a  selvedge  which  is  woven  in  another  way  according 

20  to  a  different  pattern.  These  patterns  are  worked  into  the  towels  by  means  of 
what  are  termed  lattices — ^that  is,  strips  of  wood  with  pegs  on  them —which  are 
fastened  together  laterally  so  as  to  form  an  endless  cham.  In  the  early  stage  of 
of  the  manufacture  each  Turkish  towel  had  a  series  of  lattices  embracing  the 
pattern  in  the  selvedge  and  the  pattern  in  the  body  of  the  towel.    These  were 

25  All  connected  together,  and  formed  a  very  long  endless  chain  which  was  passed 
over  a  single  drum,  attached  to  the  machine — ^the  dobby  as  it  is  called — ^and  it 
was  workeid  in  that  way.  These  long  and  somewhat  unwieldy  endless  chains 
of  lattices  were  difficult  in  some  respects  to  work,  and  required  at  any  rate  a 
great  deal  of  space  to  be  occupied  with  them,  and  it  became  an  object  among 

30  manufacturers  to  see  whether  the  inconvenience  which  was  caused  by  the 
great  length  of  these  chains  could  not  be  avoided,  and  what  was  done  was 
this — and  this  had  been  done  before  the  date  of  the  Patent — ^to  split  up  the 
pattern  into  two,  the  pattern  which  is  appropriate  to  the  body  of  the  towel 
and  the  pattern  which  is  appropriate  to  the  selvedge.    The  pattern  which  is 

35  appropriate  to  the  body  of  the  towel  might  be  embodied  in  a  very  few  lattices, 
constituting  a  much  smaller  chain,  and  put  over  possibly  a  smaller  drum. 
That  pattern  was  repeated  for  a  certain  number  of  times  in  weaving,  and,  when 
the  operation  of  that  pattern  ceased,  the  pattern  which  was  appropriate  to  the 
selvedge — in  like  manner  a  short  pattern — was  brought  in  on  another  drum,  and 

40  that  was  repeated  for  a  certain  number  of  times  also.  The  early  improvement, 
therefore,  consisted  in  putting  these  patterns  over  separate  drums,  and  then 
certain  steps  had  to  be  taken  in  order  at  the  proper  moment  to  effect  a  change 
from  one  pattern  to  the  other.  This,  at  the  date  of  the  Patent,  was  done  by 
band  by  means  of  an  apparatus  for  turning  one  drum  out  of  action  and  bringing 

45  the  other  into  operation. 

The  second  claim  in  the  present  case  relates  to  the  mode  of  effecting  this, 
and  an  apparatus  is  described  which,  it  is  shown  by  the  evidence,  does  work 
for  that  purpose.  It  may  work  either  automatically  or  non-automatically.  If 
it  is  set  so  as  to  work  automatically,  then  it  is  said  that  there  is  no  utility  in  it,  and 

50  two  objections  in  this  respect  are  raised.  In  the  first  place,  taking  the  case  of 
the  towel— suppose  that  we  start  with  the  putting  the  drum  which  carries  the 
pattern  of  the  body  of  the  towel  into  operation ;  then  after  a  single  revolution 
the  pattern  ceases,  and  the  other  drum  is  brought  into  operation  at  once,  so  that 
the  selvedge  begins  to  be  woven.     It  is  said  that  in  such  a  case  there  is  no 

55  utility  in  Uie  apparatus  described  in  the  second  claim,  because  the  thing  could 
be  just  as  well  done  by  the  old  method — ^that  is  to  say,  putting  two  short 
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patterns  on  a  single  drum,  and  then  working  the  single  drum  by  continnons 
motion,  and  that  the  same  result  wonld  be  obtained,  and  in  fact  that  the  nsing 
of  this  additional  machinery  would  only  introduce  complication  ;  and  it  is  said 
that  there  is  no  advantage  or  ntility  of  any  kind  in  this  mode  of  working.  I 
have  said,  however,  that  it  may  be  made  to  work  non-antomatically — ^that  is  to  ft 
say,  this  may  be  done — if  the  two  sets  of  patterns  are  put  on  separate  drums 
then  the  apparatus  may  be  worked  by  hand  and  by  pressing  on  one  of  the  levers 
or  pulling  one  of  the  levers  with  a  string  the  machine  may  be  made  to 
work  in  such  a  way  that  the  same  pattern — ^take  the  pattern  appropriate  to 
the  body  of  the  towel — may  be  repeated  any  number  of  times  before  the  1© 
selvedge  pattern  is  brought  on,  and  then  by  removing  the  pressure,  or  applying 
a  different  pressure,  the  selvedge  pattern  may  be  brought  on,  and  may  in  like 
manner  be  repeated  any  number  of  times,  when  required,  before  the  body 
pattern  is  resorted  to.  If  this  machinery  described  and  claimed  by  the  second 
claiming  clause  of  the  Specification  is  used  automatically,  I  think  it  is  \% 
open  to  considerable  doubt  whether  any  utility  is  made  out ;  but  if  it  is 
worked  by  hand,  I  think  that  this  machinery  so  described  is  useful  for  this 
reason — ^that  the  change  can  be  effected  by  a  slighter  motion  than  any  which  is 
shown  to  have  been  in  use  at  the  date  of  the  Patent.  In  the  examination  of 
the  first  witness  for  the  Plaintiffs  this  question  is  put  to  him  :  "  Is  there  any  20 
*'  advantage  in  being  able  to  put  the  two  barrels,  one  into  operation  and  the 
**  other  out  of  operation,  by  a  very  small  movement  ? — (A.)  It  was  a  very  great 
''  advantage  because  at  the  time,  supposing  for  instance  the  loom  was  making 
"  180  shots  in  a  minute,  then  there  was  a  very  small  portion  of  time  to  change 
**  the  pattern — very  small.  (Q.)  The  thing  going  180  times  a  minute,  there  {ft 
"  was  a  very  small  portion  of  time  to  get  one  into  operation  and  the  other 
**  out  ? — (A.)  Yes."  I  think  that  in  that  respect  the  machine  which  is  described 
in  the  Plaintiffs'  Patent  was  more  advantageous  than  any  which  is  shown  to 
have  been  in  use  at  the  date  of  the  Patent ;  and,  secondly,  that  there  was  a 
certain  benefit  and  utility  to  the  public  in  the  invention  of  this  machine.  It  is  30 
not  necessary  that  it  should  be  shown  to  be  useful  in  every  respect.  It  is 
sufficient  if  there  is  an  amount  of  utility  in  it,  and  it  is  sufficient  alUiough  that 
amount  of  utility  be  not  very  great. 

Another  objection  which  was  taken  was,  that  this  mode  of  working  is  not 
applicable  to  every  kind  of  pattern  which  requires  to  be  woven.    There  are  in   35 
connection  with  this  apparatus,  two  sets  of  wheels,  and  when  one  of  the  barrels 
is  out,  those  wheels  which  are  used  to  actuate  the  other,  are  not  thrown  out  of 
action,  but  continue  to  move,  and  if  the  pattern  is  of  a  nature  which  requires 
that  it  should  b^in  at  a  certain  point  then,  unless  precaution  is  taken,  there  is 
no  certainty  that  when  the  one  barrel  is  brought  into  operation,  it  will  come   40 
into  operation  at  the  proper  point  so  as  to  start  the  pattern  at  the  beginning. 
For  that  purpose  the  two  sets  of  wheels  must  be  adjusted  to  one  another,  and 
there  is  no  direction  about  that  in  the  Specification  :   but  there  are  many 
patterns  for  which  this  machinery  may,  according  to  the  evidence,  be  usefully 
applied.    For  example,  it  is  expressly  stated  by  one  of  the  witnesses,  and  it  is   45 
not  disputed,  that  the  apparatus  excels  in  the  manufacture  of  this  Turkish 
towelling,  of  which  I  have  been  speaking ;  and  here  again  the  observation  is  to 
be  made  that  it  is  not  necessary  that  the  manufacture  should  be  useful  for  every 
purpose  ;  it  is  sufficient  to  sustain  the  Patent  if  it  is  useful  for  some  purpose. 
But  then  it  is  said  that  the  Specification  contained  a  representation  that  the  90 
invention,  which  is  the  subject  of  Claim  2,  would  be  useful  if  it  was  worked 
automatically,  and  consequently  on  the  authority  of  the  case  of  Blaram  v.  EUfee 
(6  B.  A  C.  169),  that  inasmuch  as  it  was  not  useful  when  worked  automaticallj-. 
the  Patent  was  invalid.    It  does  seem  to  me  that  if  the  Specification  containM 
ilucii  a  repretsentation,  the  consequence  which  is  contended  for  would  foilov^.  ^ 
bttt  I  dmnot  find  any  0uoh  representation  in  the  Speeiflcatioii.    Thd  irotd 
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**  automatically  '*  is  not  used,  nor  is  there  any  equivalent,  and  I  cannot  find 

anything  to  bring  in  the  word  *^  automatically,"  or  its  equivalent  by  implication. 

The  only  representation  which  appears  to  me  to^be  contained  in  the  Specification 

is,  that  the  improvements  which  are  claimed  by  it  are  useful  when  worked  in 

5  some  way,  and  I  think  that  that  representation  is  true,  and  that  is  sufficient  to 

uphold  the  Patent. 

On  these  grounds  I  think  the  appeal  fails,  and  ought  to  be  dismissed. 

Mathbw,  //.J. — I  am  of  the  same  opinion  ;  and  I  am  reluctant  to  give  any 

^borate  judgment  so  as  to  add  to  the  large  measure  of  time  which  this  case  has 

10  already  occupied. 

I  agr^e  with  my  learned  Brothers  in  the  reasons  given  in  their  judgments.  As  to 
the  point  of  disconformity,  that  is  a  word  apparently  invented  by  some  Patent  agent 
to  be  applied  to  transactions  of  this  sort.  It  is  not  English,  but  there  it  is.  Is 
there  dise-onformity  in  the  sense  in  which  the  word  has  obtained  a  meaning  in 

15  Patent  cases  ?  I  am  aware  that  technicality  prevails  in  the  administration  of 
the  Patent  law.  I  think  it  is  impossible  to  suggest  a  narrower  technicality 
than  the  one  upon  which  the  Defendants  rely  in  support  of  their  Defence.  It 
appears  to  me  to  be  wholly  unreasonable  to  suggest  that  the  machine  described 
in   the  Complete  Specifictaion  was  not  that  which  was  indicated    by    the 

20  Provisional.  Something  no  doubt  was  omitted,  and  something  supplied  in  the 
Complete  Specification,  but  that  did  not  alter  the  character  of  the  machine,  or 
alter  the  purpose  for  which  the  machine  had  been  or  was  to  be  used.  It  was  a 
mere  change  in  the  method  of  working,  and  there  is  no  ground,  therefore, 
whatever  for  saying  that  the  Provisional  was  superseded  by  the  description  of  a 

25  new  machine  not  contemplated  by  the  Provisional  Specification.    It  is  the  right 

of  a  Patentee  to  supply  a  better  mode  of  working,  so  long  as  the  character  and 

object  of  the  machine  are  not  altered  from  that  which  is  described  in  the 

Provisional  Specification.    So  much  for  that  point. 

Then  comes  this  question  of  utility — ^  great  and  a  small  question  at  the  same 

30  time — ^because  if  there  be  anything  that  is  impressed  on  the  Judges  by  the 
authorities  on  the  subject,  it  is  that  a  minimum  of  utility  will  do.  The  question 
is  whether  there  was  any  evidence  here  upon  which  the  learned  Judge  could  say 
that  utility  was  established.  That  is  the  question  that  aripes — Was  there  any 
evidence  upon  which  the  Judge  could  reasonably  act ;  because  if  there  were  we 

35  should  not  for  a  moment  contemplate  differing  troia  him  in  the  conclusion  of 
feet  at  which  he  arrived.  The  Judge  is  in  a  far  better  position  than  we  are. 
He  is  in  a  far  better  position  in  this  respect,  that  he  can  notice  in  the  course  of 
the  case  when  there  are  experts  on  either  side,  the  suggestions  made  on  the 
one  side,  not  followed  by  contradiction  on  the  o»her.    Take  the  case  about  the 

40  suggestion  made  by,  Mr.  Terrell  as  to  the  measuring  apparatus  and  as  to  the 
possibility  of  a  skilled  workman  setting  this  machine  in  operation  by  hand. 
That  is  clearly  suggested,  and  not  follow^  up  in  any  way.  The  learned  Judge 
was  very  likely  to  be  influenced'  by  suggestions  of  that  sort,  and  very  properly 
influenced,  and  in  that  respect  he  is  in  a  far  better  position  than  the  Court  of 

45  Appeal  to  decide  upon  the  value  of  the  evidence  that  is  given. 

Now  what  is  the  answer  to  the  suggestion  of  the  absence  of  utility.  An 
admission  has  been  made  that  Claim  1  is  all  right,  and  further  evidence  given 
that  a  more  convenient  and  more  speedy  result  was  arrived  at  by  the  arrange- 
ment as  to  these  straight  pegs  and  the  barrels.    That,  to  my  mind,  ought  to  be 

50  sufficient  to  establish  the  degree  of  utility  which  would  protect  the  Patent. 
I  should  be  content,  as  was  pointed  out  in  the  course  of  the  case  by  my  Brother 
Stibling  upon  that  uncontradicted — and  that  suggestion  not  contradicted  in  any 
way — ^to  say  that  that  suggestion  alone  would  be  adequate  evidence  of  utility 
to  support  the  Patent.     But  then  the  argument  travelled  much  further,  and 

55  it  was  pointed  out  that  utility  could  only  be  arrived  at  in  certain  events  by 
using  &e  machine  in  the  way  pointed  out  by  Mr.  Terrell — applying  motion  by 
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hand  for  instance.  It  was  said  that  there  was  nothing  in  the  Specificactlon 
with  regard  to  the  nsing  of  the  hand.  Answer :  Well  this  was  a  machine  well 
known  to  mechanicians,  and  well  known  to  people  employed  in  this  business ; 
what  difficulty  wonld  any  skilled  workman  have  in  seeing  that  by  that  simple 
expedient  the  result  might  be  got  at  which  Mr.  Terrell  suggested  ?  It  is  no  5 
answer,  it  appears  to  me,  to  say  that  the  Complete  Specification  did  not  refer 
to  that.  It  is  no  part  of  its  business.  It  did  not  profess  to  give  any  informa- 
tion on  the  subject,  leaving  it  to  the  established  system  and  the  well  known 
means  which  skilled  workmen  adopt  in  working  machines  of  this  class.  On 
that  point  again  it  is  quite  noticeable,  as  I  have  already  pointed  out,  that  10 
suggestions  which  were  certainly  made  in  the  course  of  the  trial  as  to  this  were 
not  dealt  with  by  the  other  side  as  they  were  sought  to  be  dealt  with  before 
us.  What  is  the  use  of  coming  to  us  and  saying :  ^'  Here  is  a  suggestion  made 
**  at  the  trial.  It  was  not  dealt  with  elaborately  before  the. learned  Judge ;  we 
**  ask  the  Court  of  Appeal  to  say  there  was  nothing  in  that  suggestion.**  That  is  15 
really  the  position  in  which  we  are  sought  to  be  placed.  I  have  no  hesitation 
in  expressing  my  entire  concurrence  with  the  judgments  that  have  been  given 
and  in  holduig  thai  this  judgment  noiust  be  afArmed. 

The  appeal  was  dismissed  with  costs. 
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In  the  Court  op  Appbal. 

Before  The  Master  op  the  Rolls  and  Lords  Justices  Romer 
and  GOZBN&-HARDT. 

Jannary  13th  and  14th,  1903. 

5      Reason  Manupacturing  Company,  Ld.  v.  Ernest  F.  Moy,  Ld. 

Patent — Action  for  infringement.— Const^^uction  of  Specification, — Subfect- 
matter. — Invention. — Judgment  for  Plaintiffs. — Appeal  allowed, — Patent  held 
invalid. 

A  Patent  was  granted  to  R.  for  "  Improvements  in  fuse  boxes  for  electricity 

10  "  supply  mains.''  The  Patentee  in  his  Specification  claim^d^firsty  the  construction 
and  arrangement  of  electrical  fuse  or  cut-out  boxes  or  covers  which  automaticaUy 
prevent  access  being  obtained  to  more  than  one  main  at  a  time ;  andy  secondly ^ 
the  constructian  and  a^^rangement  of  electrical  fuse  or  cut-out  boxes  substantially 
as  described  and  shown  in  tJie  Figures.    In  an  actiofifor  infringement  brought 

Vi  by  the  otvners  of  the  PcUent^  the  Defendants  alleged  that  the  Patent  was  invalid 
on  the  grounds  of  want  of  novelty ^  want  of  utility ^  and  ivant  of  subfect-matter. 
The  Defendants  relied  on  the  user  of  interlocking  apparatus  in  signals  and 
other  things^  and  also  on  the  common  knowledge  that  in  certain  positions  doors 
interfered  unth  one  another  in  opening.    The  Plaintiffs  alleged  that  the  Patentee 

20  had  for  a  imful  purpose  adopted  what  had  in  other  tvays  only  been  known  as 
an  inconvenience.  It  was  held  at  the  trials  that  reading  the  whole  Specification 
the  first  claim  ought  to  be  construed  as  one  for  the  construction  and  arrange- 
ment described  in  the  Specificationy  and  that  there  was  novelty y  utility y  and 
subject-matter.     Judgment  was  given  for   the  Plaintiffs.     The  Defendants 

25  appealed.  It  was  admitted  in  argument  that  if  the  first  claim  was  general  the 
Patent  would  be  invalid. 

Held,  by  the  Court  of  Appealy  that  the  first  claim  was  not  confined  to  the 
particular  construction  and  arrangement  shoum  in  the  body  of  the  Specificationy 
btU  was  a  general  claim  extending  to  boxes  or  covei^s  with  lidsy  wJiether  attached 

30  by  hinges  or  noty  and  of  any  shape  aM  arrangement  provided  tha^  one  lid, 
being  openedy  directly  or  indirectly  prevented  the  other  lid  or  lids  being  simuU 
taneausly  opened^  and  that  the  Patent  was  invalid. 

If  the  claim  was  for  the  particular  co7istruction  and  arrangementy  the  Court 
of  Appeal  was  not  prepared  to  say  that  there  was  subject-matter. 

35      The  appeal  tms  allowed  with  costs, 
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On  the  2lBt  of  March  1894  Letters  Patent  (No.  5863*  of  1894)  were  granted  to 
Henry  Reason  for  an  invention  of  "  ImprovementB  in  fuse  boxes  for  electricity 
"  supply  mains." 

The  Complete  Specification,  as  amended,  was  as  follows : — ^**  My  invention 
''  relates  to  the  construction  of  boxes  or  covers  for  electricity  supply  mains,  and  5 
*'  has  lor  its  object  the  prevention  of  accidental  short  circuiting  across  such 
*'  mains  at  the  parts  where  they  are  usually  bared  for  the  insertion  of  safety 
^'  fuses  and  which  parts  are  usually  protected  by  boxes  through  which  the 
*'  electricity  mains  pass. 

**  I  construct  my  improved  boxes  or  covers  with  lids  attached  by  hinges  or   10 
<^  otherwise  and  of  such  shape,  and  arranged  in  such  a  manner  that  the  lid 
^'  which  on  being  opened  exposes  the  main,  prevents  any  other  lid  or  lids  being 
'^  simultaneously  opened,  thus  access  can  only  be  obtained  to  one  main  at  a 
"  time.    I  carry  out  my  invention  in  different  ways  by  one  of  which  I  construct 
^^  two  boxes,  preferably  oblong,  with  holes  at  both  ends  for  the  mains  to  pass   15 
''  through  and  each  box  is  provided  with  a  hinged  lid  having  sides  of  suitable 
^'  depth,  and  I  fix  said  boxes  on  a  base  with  their  backs  or  hinged  parts  opposite 
'*  each  other  and  at  such  suitable  distance  apart  as  to  allow  one  lid  only  to  be 
^  thrown  back  on  its  hinges  at  a  time,  the  space  between  the  two  boxes  corre* 
^  spending  to  the  depth  of  the  sides  of  one  lid  only,  and  thus  when  one  lid  is  20 
^'  opened,  the  other  cannot  be  as  the  space  will  only  admit  one  side  at  a  time. 

^*  I  also  apply  my  invention  to  those  boxes  known  as  double  pole  electrical 
"  fuse  boxes,  or  single  boxes  constructed  to  take  two  electricity  mains  and  two 
*'  fuses,  and  for  this  form  of  box  I  provide  two  lids  each  covering  half  of  same 
'^  and  hinge  them  together  fixing  the  hinges  down  the  centre  of  the  box,  such  25 
^^  hinges  being  parallel  with  the  mains  and  thus  each  lid  covers  one  main  only  ; 
*'  I  then  affix  bosses  or  stops  to  the  hinge  portion  of  one  lid  which  causes  it  to 
"  butt  up  against  the  other  lid  on  being  raised  or  opened  beyond  a  right  or 
'^  other  desired  angle,  and  thus  the  lids  can  only  be  fully  opened  one  at  a  time 
^*  and  consequently  only  one  main  can  be  operated  upon  at  a  time.  30 

^^  I  also  ooDfltPuot  boKOO  with  lido  whioh  olido  proforablyin  gpoovos  in  oidos 

'^  ppovont  thorn  boing  olid  more  than-a  poquirod  diotauooi  I  aloo  oonatpuot-iftj 
'Muoo  boxoo  with  lido  op  oovopo  whioh  may  bo  kopt  oloood-by  ffioauo  of  a 
^^  oliding  bolt  op  bap  which  may  wopk  in  rabboto  op  othop  ouitcbbte  boaringo  and  35 
<'^  Ottid  bttP  may  bo  provided  with  otops  fixed  in  suitable  pooitiono  to  limit  its 

*^  iTii^Vprfcifiri i.fl  in  f^T*rif>f  rhnri  ir  nno^^  rt**'*^  •.»r>i^«^fii-%  ^^n.t\  iirl  t\^  n  ^iwv%/%    g»r>fl  4-l'%iigi  >%>«i«r 

■AAvr  *  ^^AAAx/a^vw   Au    V7«.v«v^&     vaa««v   *U  'LUUD^  wUI  r    XViUUUU    IfUU^lXtL   OU   U    UlLUUJ  OUtt    UUU9  \3lHj 

*•  In  order  that  my  invention  may  be  more  clearly  understood  I  will  now 
''  refer  to  the  accompanying  drawings.  40 

*'  Fig.  1  represents  a  pair  of  fuse  boxes  suitably  fixed  in  position  shown  in 
''  plan  and  Fig.  1*  represents  the  same  in  end  elevation. 

''  A  &  A^  are  the  lids  or  covers,  B  B  are  the  bases  hinged  to  said  lids  at 
<'  C  C.    D  is  the  base  upon  which  the  boxes  are  fixed  and  D^  is  a  stud  preferably 
'^  of  insulating  material  on  which  the  lids  rest  when  open.     £  E  are  the  cables  45 
^^  of  electrical  conductors  connected  by  a  fuse  F  across  the  terminals  H  H  fixed 
"  on  the  insulator  G. 

"  It  will  be  seen  that  the  lid  A  cannot  be  fully  opened  until  the  lid  A^  is 
'*  closed  and  therefore  access  can  only  be  obtained  to  one  main  at  a  time. 

"  Pig.  2  represents  three  fuse  boxes  in  plan  suitably  fixed  in  position  so  that  50 
'*  where  three  conductors  are  used  simultaneously  and  three  fuses  are  sub- 
"  sequently  inserted,  it  is  desired  to  protect  all  three ;  in  this  drawing  the  left 
'*  hand  box  is  shown  partly  open. 

*  Thia  amendment  wm  made  in  aooordanoe  with  the  deoiaion  of  the  Comptroller.Qeneml.  dated 
the  21st  of  November,  1900.  ^^ 
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**  Fig.  2*  represents  the  same  in  end  elevation  with  the  middle  cover  raised^ 
"  and  Fig.  2**  represents  the  same  in  side  elevation. 

**  A,  AS  A"  are  the  lids  or  covers  hinged  to  the  bases  BBBatCCC.  DDD 
*'  are  the  cables  or  conductors  connected  by  the  fuses  E  E  E  across  the  terminals 
5  «  p  F  F  fixed  on  the  insulating  beds  G  G  Q.  It  will  be  seen  that  the  three  lids 
**  A,  A*,  A"  can  only  be  fully  opened  one  at  a  time. 

^  Fig.  3  shows  a  plan  of  a  double  pole  fuse  box  having  two  lids,  one  being 
**  shown  raised,  and  Fig.  3*  shows  the  same  in  end  elevation. 

*'  A  &  A*  are  the  lids  hinged  to  the  base  B  by  the  hinges  C.  D  D  are  the 
10  "  cables  or  mains  joined  by  the  fuse  E  across  the  terminals  F  F,  mounted  upon 
'•  the  insulating  blocks  G  G. 

**  It  will  be  seen  that  either  of  the  lids  A  &  A^  can  only  be  fully  opened 
**  respectively  when  the  other  is  closed." 

The  Patentee  claimed  : — "  1st.  The  construction  and  arrangement  of  electrical 
15  "  fuse  or  cut-out  boxes  or  covers  which  automatically  prevent  access  being 
"^  obtained  to  more  than  one  main  at  a  time. 

'*  2nd.  The  construction  and  arrangement  of  electrical  fuse  or  cut-out  boxes 
"  substantially  as  described  and  shown  in  Figs.  1  &  1%  2,  2%  &  2^  &  3  &  3»." 


FIC.r 


On  the  11th  of  October  1901  the  Reason  Manu/acttmng  Company^  Ld.^  the 
20  owners  of  the  Patent,  commenced  an  action  against  Ernest  F.  Moy^  Ld,^  for 
infringement  of  the  same,  claiming  the  usual  relief.  By  their  Statement  of 
Claim  they  alleged  that  they  were  the  registered  legal  owners  of  the  Patent, 
and  that  the  Defendants  had  infringed  the  same.  The  Particulars  of  Objections 
allied  (1)  that  the  Defendants  had  infringed  the  Patent,  by  making,  selling,  and 
25  offering  for  sale  fuse  boxes  constructed  in  accordance  with  the  invention 
described  in  the  Complete  Specification,  and  claimed  in  both  the  claiming 
clauses  thereof ;  (2)  the  Plaintiffs  complained  in  particular  of  the  sale,  on  the 
18th  of  April  1901,  to  one  O.  H.  Gorringham,  of  two  fuse  boxes  constructed  as 
aforesaid  ;  and  reserved  the  right  to  claim  in  respect  of  all  infringements. 
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Tfae.Defendants  by  their  Defence  (1)  denied  infringement,  and  (2)  alleged  that 
the  Patent  was  invalid.  By  their  Particulars  of  Objections  they  alleged  (I)  that 
the  .alleged  invention  was  not  new  ;  (a)  that  single  pole  electric  fnse  boxes 
with  hinged  lids,  sach  as  were  illustrated  in  Figs.  1,  1%  2  and  2*  and  2^,  were 
common  general  articles  of  merchandize  for  several  years  prior  to  the  date  of  5 
the  Plaintiffs*  Patent ;  (6)  that  automatically  preventing  the  movement  of  one 
of  two  moving  parts  by  the  movement  of  the  other  part  was  commonly  and 
generally  known,  and  in  common  general  use  at  the  date  of  the  Plaintiffs' 
Patent  in  all  forms  of  railway  signalling  and  penmy-in-the-slot  mechanism  ; 
this  objection  was  raised  against  both  claims  in  the  Plaintiffs*   Specification ;    10 

(2)  that  the  alleged  invention  described  and  claimed  in  both  the  claiming 
(dauses  of  the  Specification  was  not  subject-matter  for  valid  Letters  Patent ; 

(3)  that  the  alleged  invention  was  not  useful ;   (4)  that  the  Final  Specifica- 
tion of  the  alleged  indention  did  not  sufficiently  describe  how,  in  Figs.  2 
and  2*,  the  boxes  were  arranged  so  that  both  the  side  boxes  could  not  be  opened   15 
at  iJie  same  time. 

The  action  was  tried  on  the  21st  and  23rd  of  April  1902,  by  Byrne^  J.,  who 
held  that  the  first  claim  ought  to  be  construed  as  one  for  the  construction  and 
arrangement  described  in  the  Specification,  and  that  there  was  novelty,  utility, 
and  subject-matter.    Judgment  was  given  for  the  Plaintiffs.*  20 

The  Defendants  appealed. 

21  Terrell,  K.C.,  and  A.  J.  Walter  (instructed  by  Ward,  Perks  and  McKay) 
appeared  for  the  Appellants ;  MQulton,  E.C.,  and  J.  J7.  Gray  (instructed  by 
Faith/till  cmd  Owen)  appeared  for  the  Respondents. 

Terre//,  K.C.,  and  Tfa?^  for  the  Appellants. — The  main  point  is  whether  there  25 
is  subject-matter.    It  is  submitted  that  there  is  no  invention.    [The  nature  of  the 
invention  was  explained.]    The  fuse  box  itself  was  old ;  it  is  often  necessary  to  put 
a  fuse  on  each  wire.    \_Oray. — It  is  not  admitted  that  these  boxes  are  old.]    The 
Patentee  takes  the  fuse  boxes  and  puts  them  back  to  back  so  that  only  one  can  be 
opened  at  the  same  time  ;  the  idea  is  to  prevent  a  man  touching  two  mains  at  30 
the  same  time.    It  is  conceded  that  interlocking  apparatus  would  be  no  inven- 
tion, but  it  is  said  putting  the  boxes  in  a  certain  position  is.     [The  Complete 
Specification  was  read,  including  the  disclaimed  part.]     The   Patentee  has 
disclaimed  the  part  describing  interlocking  apparatus  ;  but  the  claim  was  not 
altered.    The  extent  of  the  first  claim  is  an  important  question.    Unless  limited   35 
to  interference  by  lid  with  lid  it  is  admittedly  too  wide,  and  there  is  no  novelty. 
If  so  limited,  there  is  no  subject-matter.     If  intervening  mechanism  would  not 
have  involved  invention,  merely  putting  the  boxes  back  to  back  did  not.    It 
comes  to  this — ^that  the  Defendants  may  sell  the  boxes,  but  the  customer  must 
not  put  them  back  to  back.    The  claim  itself  in  words  would  cover  intervening  40 
apparatus,  and  it  did  so  and  was  intended  to  do  so  originally.    [ROMER,  LJ. — I s  it 
sound  to  say  that  the  claim  must  be  read  as  if  the  Specification  were  un- 
amended ?    On  amendment  of  the  Specification  the  Patentee  may  have  thought 
it  unnecessary,  in  view  of  the  alteration,  to  alter  the  claim.}     The  Patentee 
claims  first  widely,  and  then  describes  particular  ways  ;   besides  the  general  45 
statement  of   the  invention  is   left    unaltered.      It    was    said   that   it   was 
a    merit    to    have    the    boxes    deep,    but    it    is    merely    a    question    of  the 
relation  of  the  depth  to  the  distance  apart.    [The  evidence  was  referred  to.] 
It  is  said  that  there  was  a  large  sale,  but  just  as  many  would  have  been  sold 
apart  from  the  invention  ;  there  was  a  demand  for  fuse  boxes.    In  order  to  have  50 
subject-matter,  there  must  be  invention  in  the  way  of  carrying  the  matter  out. 
Here,  given  the  idea,  that  was  obvious.    There  must  be  a  substantial  exercise  of 
inventive  faculty  (Blakey  v.  Latham,  6  R.P.C.,  184,  at  page  187).    [The  judgment 


•  19  R.P.C.  409. 
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was  then  read.]  The  construction  of  the, Specification  by  Byrfie^  J.,  is  wrong ; 
he  takes  the  Specification  as  '^  hinged  boxes,  back  to  back.  But  the  Specifi* 
cation  says,  "  hinges  or  otherwise."  A  lid  over  two  boxes,  with  one  hole  in  i't 
would  be  within  the  Specification.  The  invention  has  nothing  to  do  with  elec- 
5  tricity ;  the  boxes  are  simply  receptacles.  This  is  a  mischievous  Patent  preventing 
a  workman  from  fixing  a  box  how  he  likes  (Dredge  v.  Pamelly  16  R.P.C.  625). 
There  is  no  new  fuse  box,  but  if  they  are  put  back  to  back  the  Patentee  can  stop 
that.  It  is  a  claim  for  a  convenience  and  nothing  more.  Although  two 
examples  are  struck  out,  the  first  claim  is  general.     [ROMBR,  L.J. — We  have  to 

10  look  at  the  Specification  as  if  it  had  been  originally  filed  as  amended.]  Hay  ward 
V.  Hamilton  (Griffin's  P.O.  115)  was  the  high  water  mark  of  subject-matter,  but 
there  the  Patentee  at  least  made  an  apparatus  which  did  something  new.  The 
Specification  here  claims  every  method  by  which  one  lid  interferes  with  another 
and  prevents  its  opening. 

15  Moulton^  K.C.,  and  Oray  for  the  Respondents. — First,  as  to  the  question  of 
invention.  The  way  to  approach  the  matter  is  to  consider  that  there  is  one 
point  of  an  electric  main  which  must  be  exposed  and  accessible.  The  invention 
was  to  meet  a  difficulty  arising  out  of  electricity.  The  danger  is  in  touching  two 
mains  simultaneously.    The  first  idea  would  be  to  put  the  two  mains  apart ;  but 

20  that  would  be  very  inconvenient  owing  to  the  places  where  the  fuses  have  to  be 
put.  The  boxes  are  not  novel  or  claimed,  but  they  were  not  the  ordinary  form. 
The  Patentee  showed  a  way  to  do  it  still  having  the  mains  together  and  with  no 
extra  expense,  and  by  means  not  likely  to  get  out  of  order.  One  has  to  consider 
it  from  the  point  of  view  of  a  person  who  comes  across  the  difficulty.     There 

25  are  various  things  he  might  think  of  before  coming  to  interference.  One  way 
was  to  have  very  high  sides  to  the  boxes,  so  as  to  make  it  awkward  to  get  at 
them.  The  Patentee  made  it  easy  to  get  at  each.  First,  the  Patentee  abandoned 
the  ordinary  form  of  box  and  selected  a  particular  form.  The  Patentee  does  it 
without  intervening  mechanism,  and  therefore  without  the  possibility  of  getting 

30  out  of  order.  [Romeb,  L,J, — Had  you  not  better  deal  with  construction  first  ? 
Does  not  the  Specification  cover  direct  or  indirect  locking  ?]  No ;  there  must  be  no 
intervening  mechanism.  It  is  more  of  an  invention  to  do  the  thing  simply  without 
intervening  mechanism.  The  Patentee  could  not  possibly  claim  all  ways  of 
interlocking.     The  Specification  claims  what  is  shown  in  the  drawings  and 

35  nothing  more. .  The  first  way  is  by  deep  boxes  ;  the  second  by  means  of  a  boss. 
[ROHBB,  £.J. — Do  you  say  that  you  are  confined  to  those  two  ways  ?]  Except 
the  words  *'  or  otherwise  *'  there  is  nothing  general,  for  the  first  claim  is  not  to 
be  read  apart  from  the  Specification.  If  the  first  claim  is  quite  general  we 
admit  that  the  Patent  cannot  be  supported.    The  Patentee  means  to  claim  only 

40  the  construction  and  arrangement  which  he  has  given.  [ROMBR,  LJ. — Tou 
could  not  have  said  that  before  the  amendment.]  The  shape  is  part  of  the 
particular  arrangement.  "  Hinges  or  otherwise  "  naturally  would  only  cover  ar 
pivot  or  something  of  that  kind,  not  a  sliding  lid.  In  what  had  gone  before  one 
or  other  receptacle  must  always  be  open ;  here  it  is  not  so.     The  description  of 

45  the  inTention  would  not  apply  to  anything  which  has  been  put  forward  as  old, 
and  the  first  claim  must  be  read  with  it.      Intervening  mechanism  is  not 
covered  ;  it  is  inconceivable  that  the  Patentee  should  give  no  form  of  it.     The 
first  claim  is  only  wider  in  point  of  small  details  than  the  second  claim. 
No  reply  was  called  for. 

50  Collins,  M.B. — This  is  an  appeal  from  Mr.  Justice  Byme^  who  has  held 
that  the  Patent  is  good.  Before  us  two  objections  have  been  taken  to  it.  First 
of  all,  that  as  a  matter  of  construction  the  first  claim  is  too  wide,  and  secondly, 
even  assuming  that  that  objection  fails,  and  that  the  first  and  second  claims  are 
identical,  aud  limited  only  to  the  invention  described  in  the  drawings,  there  is 

55  in  point  of  fact  no  subject-njiitter.  Now,  whether  those  two  points  are  properly 
described  under  one  head  ais  both  the  learned  Counsel,  for  some  purposes,  have 
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treated  them,  namely  subject-matter,  or  whether  they  might  be  more  correctly 
rested  on  two  separate  grounds,  if  either  of  them  is  good  the  Patent  is  bad  ;  and 
I  propose  to  confine  myself  in  the  first  instance  at  all  events  to  the  question  that 
has  been  last  argued,  namely,   that  of  construction.      It  seems  to  me  that 
when  you  look  at  the  words  in  the  body  of  the  Specification,  and  then  come  to  5 
the  first  and  second  claims,  it  is  quite  obvious  that  the  Patentee  did  not  mean 
to  limit  the  first  claim  to  that  which  is  described  in  the  second  by  reference 
to  the  drawings  ;   because  when  you  read  the  language  where  he  describes 
his    invention    and    details    the    mode    in    which    he    carries    it    out,    it    is 
perfectly  obvious  that  he  deliberately  intends  to  cover  something  more  than  10 
the  special  method  which  he  describes  in  the  Specification.     I  will  read  the 
words: — "My  invention  relates  to  the  construction  of  boxes  or  covers   for 
"  electricity  supply  mains,  and  has  for  its  object  the  prevention  of  accidental 
*'  short  circuiting  across  such  mains  at  the  parts  where  they  are  usually  bsired  for 
^^  the  insertion  of  safety  fuses,  and  which  parts  are  usually  protected  by  boxes  15 
"  through  which  the  electricity  mains  pass.    I  construct  my  improved  boxes  or 
"  covers  with  lids  attached  by  hinges  or  otherwise.**    That  is,  as  far  as  words 
can  express  it,  an  intention  to  cover  by  this  Patent  something  more  than  lids 
attached  by  hinges,  and    I  think  it  is  still  more  obvious  when  you  follow  the 
statement  on — <'  lids  attached  by  hinges  or  otherwise,  and  of  such  shape,  and  20 
"  arranged  in  such  a  manner  that  the  lid  which,  on  being  opened  exposes  the 
"  main,  prevents  any  other  lid  or  lids  being  simultaneously  opened,  thus  access 
"  can  only  be  obtained  to  one  main  at  a  time.    I  carry  out  my  invention  in 
**  different  ways  by  one  of  which  I  construct  two  boxes,  preferably  oblong,  with 
"  holes  at  both  ends  for  the  mains  to  pass  through,  and  each  box  is  provided  25 
*'  with  a  hinged  lid.'*  That  is  one  mode  which  he  describes,  and  while  describing 
one  mode  only,  the  hinged  one,  he  expressly  protects  himself  from  its  being 
inferred  against  him  that  he  confines  himself  to  a  hinged  lid  and  a  hinged  lid 
only,  because  he  has  expressly  said  :  "  by  hinges  or  otherwise  '*  at  the  outset, 
and  goes  on  to  say  that  the  method  which  involves  hinges  is  only  one.    ^'  I   30 
"  carry  out  my  invention  in  different   ways,  by   one  of   which  I  construct 
"  two  boxes  "—and  so    on,  and  this  is  the  way  described    in    the  Figures. 
It  is  true  that  it  is  applied  to  a  somewhat  different,  but  absolutely  analogous 
purpose,  and  the  method  is  really  the  same  in  both  cases.    In  one  case  the  Patentee 
applies  it  simply  to  two  sets  of  wires  passing  through  fuse  boxes.    In  the  other  35 
he  applies  it  to,  I  think,  three  or  more  sets  of  wires,  but  it  is  the  same  principle 
exactly.    There  is  the  same  method  of  applying  it  in  all  the  drawings  annexed 
to  the  Specification.  I  am  reading  the  Specification  as  amended,  entirely  leaving 
out  of  consideration  what  it  contained  before  it  was  amended,  but  having  shown, 
I  think  clearly,  that  he  did  intend  to  cover  something  more  than  an  arrangement  40 
limited  to  hinged  lids,  he  formulates  two  claims  :  First : — '*The  construction  and 
^  arrangement  of  electrical  fuse  or  cut-out  boxes  or  covers  which  automatically 
^  prevent  access  being  obtained  to  more  than  one  main  at  a  time.**     Now  that 
contains  no  reference  to  the  drawings  at  all.    Then  comes  the  second  claim  : — 
**'  The  construction  and  arrangement  of  electrical  fuse  or  cut-out  boxes  substan-  45 
**  tially  as  described  and  shown  in  Figs.,**  and  so  on.    In  every  one  of  those 
cases  described  in  the  drawings  there  are  lids  attached  by  hinges,  and  the  mode 
of  operation  is  the  interference  by  the  one  lid,  which  is  opened,  with  the  other 
lid  -which  is  unopened.    That  is  the  only  form  of  application  of  his  invention 
described   in  the  drawings.    Now  did  he,  or  did  he  not,  on  the  language  I  50 
have  just  read,  intend   by  his  Specification  to   cover  more  than    the    mere 
interference  by  one  lid  when  opened  by  means  of  a  hinge  with  another 
lid  ?     Obviously  he  did,  and    reading  the  words  of    the  first    claim   they 
seem  to   me  intended  obviously  to  cover  something  more  than   the   mere 
interference  by  the  action  of  lids  moved  upon  hinges,  and,  not  being  limited  55 
to   that,    to    cover    all    means    of    interlocking    or    intervening    mechanioal 
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contrivances  whereby  one  lid  cannot  be  open  simultaneously  with  the  other- 
•'The  construction  and  arrangement  of  electrical  fuse  or  cut-out  boxes  or 
**  covers  which  automatically  prevent  access  being  obtained  to  more  than  one 
**  main  at  a  time.'*  It  has  been  admitted  by  all  the  witnesses,  and  conceded 
S  by  Counsel  on  both  sides,  that,  if  this  first  claim  covers  contrivances  by  inter- 
mediate interlocking  apparatus  which  will  prevent  more  than  one  lid  being 
opened  at  a  time,  this  Patent  cannot  be  maintained.  If  the  first  claim  is  large 
enough  to  cover  that,  then  that  claim  Is  bad  ;  it  is  too  wide,  and  the  Patent  fails. 
On  the  reasoning  I  have  now  gone  through  it  seems  to  me  quite  obvious  and 

10  incapable  of  dispute  that  the  Patentee  did  intend  to  embrace  something  more 
than  the  particular  mode  which  he  has  described  as  one  only  of  those  which 
he  usee  in  constructing  these  boxes.    That  being  so  the  Patent  is  bad. 

Now  all  the  reasoning  I  have  gone  through,  as  I  have  said,  is  entirely  on  the 
footing  that  this  Specification  ought  to  be  construed  without  reference  to  the 

15  part  that  has  been  cut  out  of  it  by  the  amendment ;  but  when  the  matter  is  put 
before  us,  and  we  are  asked  to  draw  inferences  as  to  the  great  improbability  of 
the  construction  which  I  am  now  putting  on  it  being  right,  I  think,  in  answer  to 
that  ai^ument  put  on  the  ground  of  reason  and  probability,  we  are  justified  in 
opposing  speculation  by  the  fact  that  the  Patentee  gives  the  very  best  proof  that 

20  it  was  reasonable  to  think  that  he  covered  something  outside  the  arrangement  of 
hinges,  by  himself  describing  in  detail  another  arrangement  which  did  not 
involve  hinges  at  all,  but  did,  however,  involve  some  intermediate  mechanical 
contrivance.  As  I  have  said,  the  Specification  has  not  to  be  construed  by 
reference  to  the  part  that  is  cut  out  by  the  amendment,  and  I  only  put  that 

25  forward  in  answer  to  an  argument  addressed  to  us  by  Mr.  MouUony  and  based 
upon  the  presumed  probability  as  to  what  the  Patentee  could,  or  could  not,  have 
intended  to  include  in  the  Patent. 

That  is  a  sufficient  ground  on  which  to  decide  this  case.     If  that  objection 
cannot  be  got  over,  as  I  have  said,  the  Patent  fails ;   but  it  has  been  argued 

30  before  us  also,  and  strongly  pressed  by  Mr.  Terrell,  that  even  adopting  the 
Plaintiffs'  construction  of  the  Specification  that  it  is  to  be  limited  entirely  to 
the  second  claim — ^that  the  first  is  in  no  way  larger  than  the  second — then  there 
is  no  subject-matter ;  that  in  point  of  fact  all  that  this  Patent  is  for  is  to  prevent 
other   persons  putting  these  so-called  fuse  boxes  back  to  back.     There  is  no 

35  suggestion  that  electricity  or  electric  appliances  have  anything  whatever 
specially  to  do  with  this  Patent.  It  is  mere  accident  that  they  are  applied  to 
electric  fuses,  and  it  is  only  because  the  fuse  is  in  certain  positions  likely  to  be 
dangerous,  or  is  a  possible  source  of  danger,  and  in  practice  it  has  been  found 
that  there  is  a  certain  danger  through  the  carelessness  of  workmen,  and  that  if 

40  these  two  fuses  are  placed  in  juxta-position  to  each  other  workmen  might  be 
tempted  to  uncover  them  simultaneously,  that  in  fact  it  was  desirable  to  put  it 
out  of  the  power  of  a  careless  workman  to  keep  these  two  fuses  exposed  at  the 
same  time.  But  electricity  has  no  special  concern  in  the  matter  ;  it  is  only  that 
it  is  one  form  of  danger  in  two  particular  objects  being  uncovered  at  the  same 

45  time.  It  is  urged  :  "  How  can  you  say  that  there  is  invention  in  debarring 
"  people,  if  they  would,  from  putting  the  bpxes  which  cover  these  dangerous 
^*  things  back  to  back  ?  "  It  is  not  necessary  to  give  a  decision  on  that  matter, 
but  I  must  say  I  am  certainly  not  prepared  to  say  myself  affirmatively  that 
Uiere   is  subject-matter.    However,  it  is  not  necessary  to  decide  that  point. 

50  This  case  can  be  decided  on  the  grounds  upon  which  I  have  decided  it.  They 
were  not  apparently  argued  at  length  before  Mr.  Justice  Byme^  and  he  has 
not  given  the  main  part  of  his  judgment  upon  it,  but,  for  the  reasons  which 
I  have  given,  I  do  not  think  that  this  Patent,  on  the  point  of  construction, 
can  be  supported.    Therefore  I  think  the  appeal  must  be  allowed. 

55  ROMBB,  LJ. — I  am  of  the  same  opinion,  and  I  will  only  add  a  very  few 
words.    In  my  opinion,  on  the  Specification  properly  read,  and  I  may  say  read 
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according  to  what  appears  to  me  to  be  its  plain  meaning,  it  cannot  be  held  that 
the  claims  are  identical,  and  that  the  only  thing  claimed  is  the  construction  and 
arrangement  of  the  fnse  boxes  or  covers,  which  are  particularly  described  in  the 
Specification  and  referred  to  in  the  Figures,  and  boxes  only  colourably  differing 
from  those.  On  the  contrary  this  Specification  is,  to  my  mind,  reasonably  clear,  5 
and  the  Patentee  intends  to  claim  two  things.  He  makes  a  general  claim 
in  his  first  claim,  and  he  makes  a  limited  claim  in  the  second,  referring 
to  the  particular  boxes  specially  described  in  the  body  of  the  Specification  and 
shown  in  the  Figures.  The  first  claim  is,  on  the  face  of  it,  extremely  wide, 
but  I  so  far  agree  with  the  Patentee  that  I  think  you  must  construe  it  with  10 
reference  to  the  body  of  the  Specification,  and  I  proceed  to  do  so.  What  the 
Patentee  means  by  his  general  claim  is,  I  think  clearly  shown  on  page  2,  lines 
10  to  13,  of  the  body  of  the  Specification.  There,  as  pointed  out  by  the  Master 
of  the  Rolls,  the  Patentee  is  clear.  He  claims  there  boxes  or  covers  with  lids, 
whether  attached  by  hinges  or  whether  not  attached  by  hinges,  and  of  any  shape  15 
and  arrangement,  provided,  I  agree,  that  the  lid  being  opened  prevents  the 
other  lid  or  lids  being  simultaneously  opened.  That  is  a  general  claim 
which  he  makes,  to  my  mind,  as  clearly  as  a  man  can  do,  and  which  he 
obviously  intended  to  cover  by  his  first  claim.  That  that  is  so  is  further 
shown  by  the  very  next  line  on  page  2,  where  the  Patentee  proceeds  in  this  20 
wise  : — "  I  carry  out  my  invention  in  different  ways,  by  one  of  which  "—and 
then  he  proceeds  to  dhow  this  special  method,  and  he  subsequently  carries  it  on 
again  with  regard  to  double  coil  electric  U  fuse  boxes,  and  so  forth.  But  dealing 
with  this  Specification  as  I  think  it  ought  to  be  dealt  with — ^as  a  document  to  be 
construed  according  to  ordinary  English  and  ordinary  sense — it  appears  that  it  25 
cannot  be  properly  held  that  the  Patentee's  first  claim  was  not  intended  to  cover 
his  single  boxes  or  covers  that  he  refers  to  in  the  body  of  the  Specification.  It 
is  clear  to  my  mind  he  does  intend  to  extend  his  claim  to  the  extent  I  have 
indicated.  That  being  so  I  think  there  is  an  end  of  this  case,  for  on  that 
footing  it  has  been  admitted,  as  my  Lord  has  pointed  out,  by  the  Counsel  for  30 
the  Respondents  before  us  that  the  Patent  cannot  be  supported.  I  desire  to  say 
also  that,  even  if  that  had  not  been  the  case,  and  even  if  the  Patentee's  claim 
had  been  substantially  restricted  to  his  second  claim,  I  do  not  express  any 
opinion  to  the  effect  that  this  so-called  invention  would  form  good  subject- 
matter  for  a  Patent.  I  think  that  the  appeal  succeeds  and  that  the  action  ought  35 
to  fail. 

Cozbns-Hardy,  L.J. — I  quite  agree,  but  I  do  not  think  I  can  with 
advantage  add  anything  to  the  reasons  assigned  by  the  Master  of  the  Rolls  and 
Lord  Justice  ROMER. 

A  Certificate  was  given  with  regard  to  1  and  2  of  the  Particulars  of  Objection?.  40 
The  appeal  was  allowed  with  costs  above  and  below,  and  the  costs  below,  paid 
under  the  usual  undertaking  to  repay  in  the  event  of  the  appeal  succeeding, 
were  ordered  to  be  repaid. 
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In  the  Court  op  Session  in  Scotland. 

In  the  Outer  House. 

Be/ore  The  Lord  Ordinary  (Lord  Kyllachy). 

February  5th,  May  14th  and  21st,  June  11th,  October  22nd  and  23rd,  and 
5  November  15th  and  22nd,  1902. 

In  the  Sheriff  Court  op  Lanarkshire. 

Before  Sheriff-Substitute  Balfour  and  Sheriff  Berry. 

March  24th  and  26th  and  April  8th,  1902. 

James  Neil  v.  T.  and  J.  Macdonald. 

10  T.  AND  J.  Macdonald  v.  Jambs  Neil. 

Patent. — Action  for  breach  of  contract. — Powers  of  a  licensee  under  licence. — 
Infringement. — Cognate  invention. — Damages.^Interdict. 

The  Ptirstier  N.  in  1897  and  1900  obtained  Patents  for  improvements  in 
rocking  furnace  barSy  the  chief  of  which  were  (7)  improved  construction  with 

15  longitudinal  openings  between  parallel  webs  and  an  outer  web  at  ecu^h  side 
formed  with  projecting  ribs;  and  (2)  a  contrivance  whereby^  in  a  long  furnace 
where  bars  are  formed  in  sections^  these  sections  were  made  to  rest  on  transverse 
bearerSj  and  u^ere  coupled  in  such  a  way  that,  while  they  communicated  a  rocking 
motion  Uis  one  to  the  other,  they  are  prevented  from  parting  from  each  other 

20  longitudinally y  and  the  couplings  are  also  kept  in  position  relatively  to  Oie 
transverse  bearers.  In  January  1901  the  Defenders  if.,  by  contra^t^  became 
licensees  of  N.  to  manufacture  and  sell  the  patented  apparcUus;  but  they 
manufactured  and  sold  otherwise  than  under  their  licence — tha4i  is  to  say, 
under  a  Patent  obtained  by  them  in  September  1901 — rocking  furnace  bars 

25  which  had  (a)  longitudinal  webs  with  continuums  longitudinal  openings 
between  the  webs;  and  (b)  outer  longitudinal  webs  formed  with  projecting 
ribs,  but  the  upper  surface  of  which  was  /Ji^  with  angled  edges,  and  which 

s 
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were  specially  adapted  to  rock  eccentrically j  tJie  Pursi^r^s  bars  as  described  in 
their  Specification  being  only  adapted  to  rock  centrally.  As  regards  (;?),  supra, 
the  Pursuer*  s  transverse  bearers  consisted  of  two  parallel  webs^  his  collar  fitting 
between  them.  The  Defenders^  bearer  consisted  of  a  single  web^  their  collar  being 
split  and  fitting  over  and  enclosing  the  web  on  the  other  side.  5 

Held,  by  the  Lord  Ordinary  (KTLLA.CHY),  that  as  regards  both  (/)  and  (2) 
there  had  been  infringement  of  the  Pursuer's  Patent  and  breach  of  the  agreement 
of  license  by  tJie  the  Defenders^  and  that  the  Defenders  must  pay  royalty  on 
the  apparatus  made  and  sold  by  them  otherwise  than  under  the  said  licence^ 
there  being  no  material  variation  between  the  metlwds  employed^  or  between  the  10 
results  achieved  by  the  methods  employed  in  the  Pursrier^s  and  in  the  Defenders* 
apparatus.  Damages  assessed  and  interdict  pronounced.  Interdict  asked  for 
by  the  licensees  against  the  Patentees  under  an  agreement  giving  them  an 
exclusive  area  refused. 

James  Neily  of  Glasgow,  the  Pursuer  in  this  action,  obtained  Letters  Patent  15 
(No.   1418  of  1897)  for    "Improvements   in  rocking  and  dumping  furnace 
«*  grates." 

The  claims  made  by  the  Complete  Specification  were  as  follows  : — ^*'  1.    In 
"  rocking  and  dumping  furnace  grates  the  combination  in  each  grate  bar  of  two 
"  central  longitudinal  webs  fluted  or  grooved  on  their  inner  sides  and  connected  2O 
'^  at  intervals  by  cross  webs,  two  side  longitudinal  webs  externally  toothed, 
"  transverse  webs  connecting  the  side  longitudinal  webs  with  the  corresponding 
'^  central  longitudinal  web,  the  upper  and  lower  surfaces  of  the  longitudinal  and 
"  transverse  webs  being  curved  so  that  in  transverse  section  the  grate  bar  is 
"  approximately  barrel  shaped  substantially  as  and  for  the  purposes  hereinbefore  25 
"  described.    2.  In  rocking  and  dumping  furnace  grates  the  combination  in 
^'  each  grate  bar  of  a  central  longitudinal  web,  two  side  longitudinal  webs 
<'  externally  toothed,  transverse  webs  connecting  the  side  longitudinal  webs 
"  with  the  central  longitudinal  web,  the  upper  and  lower  surfaces  of  the  longi- 
*^  tudinal  and  transverse  webs  being  curved  so  that  in  transverse  section  the  30 
*^  grate  bar  is  approximately  barrel  shaped  substantially  as  and  for  the  purposes 
'^  hereinbefore  described.    3.  In  a  rocking  and  dumping  furnace  grate  providing 
"  a  middle  transverse  bearer  consisting  of  parallel  webs  or  bars  in  which  is 
^'  mounted  short  rocking  spindles  with  which  spindles  the  inner  ends  of  the 
*'  grate  bars  are  detacbably  connected,  the  said  spindles  being  provided  at  their  35 
"  middles  with  webs  or  collars  which  are  adapted  to  turn  between  the  parallel 
"  bars  of  the  bearer  substantially  as  and  for  the  purposes  hereinbefore  described 
^'  and  as  shown  in  Figures  3  to  9  of  the  accompanying  drawings.    4.  In  a 
"  rocking  and  dumping  furnace  grate  of  the  kind  to  which  the  invention 
'^  relates  making  the  lateral  longitudinal  webs,  C,  D,  with  external  teeth  in  40 
"  combmation  with  serrations  or  notches  along  the  bottom  edges  substantially 
"  as  and  for  the  purposes  hereinbefore  described." 

The  said  James  Neil  subsequently  obtained  Letters  Patent  (No.  3485  of  1900) 
for  '*  Improvements  in  rocking  furnace  bars." 

The  claims  in  the  Complete  Specification  were  as  follows : — '*  1. — In  a  45 
^*  rocking  furnace  bar  having  a  middle  web  and  projecting  side  ribs,  forming  a 
"  rib  or  flange  on  the  middle  web  near  to  its  bottom  edge  substantially  as  and 
"  for  the  purposes  hereinbefore  described  with  reference  to  Figures  1,  and  2,  of 
*'  the  accompanying  drawings.  2. — Improved  rocking  furnace  bar  composed  of 
"  three    or    four  longitudinal    webs    joined    near    together    by    cross    webs,  50 
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^  longitudinal  spaces  or  openings  being  formed  between  the  webs,  the  outer 
•*  longitudinal  webs  being  formed  with  projecting  ribs,  the  upper  surface  of  the 
"  bar  being  curved  or  partly  curved  transversely,  substantially  as  and  for  the 
"  purposes  hereinbefore  described  with  reference  to  Figures  3,  4,  and  5,  of  the 
5  "  accompanying  drawings.  3. — In  double  length  rocking  furnace  bars,  forming 
"  the  ends  of  the  bars,  at  the  middle  of  the  furnace,  with  trunnions  which  rest 
"  and  turn  on  a  transverse  carrier,  the  bars  being  joined  together  by  a  tongue 
"  formed  on  one  trunnion  engaging  in  a  groove  or  socket  formed  on  the 
"  opposite  trunnion,  side  bearing  pieces  or  walls  being  formed  or  fixed  to  the 

10  '^  carrier  on  each  side  of  the  trunnions,  substantially  as  and  for  the  purposes 
"  hereinbefore  described  with  reference  to  Figures  6,  7,  and  8,  of  the 
**  accompanying  drawings.  4. — In  double  length  rocking  furnace  bars  con- 
"  necting  the  two  bars,  forming  the  double  length  by  a  short  spindle  piece 
'*  formed  with  lateral  projections  or  flanges  on  its  ends,  the  flanges  engaging  in 

15  "  grooves  or  sockets  formed  in  the  bar  ends,  the  spindle  resting  and  turning  in 
"  a  bearing  formed  in  a  cross  bar  or  bearing  block  arranged  on  a  transverse 
"  carrier  and  formed  with  side  bearing  pieces  substantially  as  and  for  the 
"  purposes  hereinbefore  described  with  reference  to  Figures  9,  10,  and  11,  of 
'*  the  accompanying  drawings.** 

20  The  Pursuer's  rocking  and  dumping  furnace  grate,  as  described  in  Patent 
No.  1418  of  1897,  is  composed  of  a  number  of  bars,  provided  with  end  journals 
adapted  to  work  in  bearings  formed  in  bearers  located  at  the  front  and  back  of 
the  furnace.  Each  bar  is  provided  with  a  depending  lug,  and  the  lugs  are 
connected  together  by  a  connecting  link,  through  the  medium  of  which  simul- 

25  taneous  rocking  motion  is  imparted  to  all  the  bai*s.  For  long  furnaces,  each  bar 
is  made  in  two  co-axially  arranged  sections,  connected  together  by  means  of 
couplings,  which  latter  are  arranged  in  bearings  upon  a  central  bearer,  and  act 
as  supports  for  the  coupled  ends  of  the  bars.  These  couplings  conatitute  a 
rigid  longitudinal  connection  between  the  two  co-axially  arranged  sections  of 

30  each  bar,  and  the  construction  and  arrangement  of  the  couplings  and  the  central 
bearer  is  such  that  the  couplings  are  prevented  from  longitudinal  axial  travel. 
The  bars  are  of  webbed  construction,  permitting  air  to  pass  through  the  body 
of  the  bars,  and  the  arrangement  allows  air  also  to  pass  between  the  adjacent 
bars.    When  rocked  the  major  part  of  the  ashes  falls  between  the  bars  into  the 

35  ashpit,  and  a  clear  fire  is  readily  maintained. 

In  Patent  No.  3485  of  1900,  rocking  furnace  bars  are  described  as  having 
three  or  four  webs,  which  webs  are  arranged  longitudinally  and  are  connected 
together  by  cross  strengthening  bonds.  The  exterior  longitudinal  webs  are 
formed  with  series  of  projecting  ribs.    The  upper  surfaces  of  the  bars  are 

40  convex.  Bars  of  this  construction  are  fitted  in  two  co-axially  arranged  sections 
connected  together  by  means  of  couplings ;  the  general  arrangement  and 
means  for  effecting  the  rocking  action  being  substantially  similar  to  that 
described  in  Patent  No,  1418  of  1897.  The  coupling,  in  this  case,  consists  of  a 
spindle  piece  formed  with  enlarged  ends  which  are  adapted  to  engage  with 

45  correspondingly  shaped  recesses  formed  in  the  bar  ends.    The  central  part  of 

the  spindle  piece  is  adapted  to  work  in  bearings  on  a  single  cross  bar,  arranged 

and  supported  across  the  centre  of  the  furnace.     The  coupling  also  acts  as 

means  for  centrally  supporting  the  furnace  bar  ^ends. 

The  Defenders,  T.  and  J.  Macdonald^  were  a  firm  of  ironfounders,  carrying  on 

50  business  at  Baltic  Foundry  in  Glasgow.  By  minute  of  agreement  between  the 
Pursuer  of  the  first  part  and  the  Defenders  of  the  second  part,  dated  7th  and  14th 
January  1901,  the  parties  agreed  that  for  the  extension  of  the  sale  of  said  patent 
firebars  the  Defenders  should  have  the  sole  right  of  manufacture  and  sale  of 
of  the  same  for  stationary  land  boilers  only  within  Scotland  under  certain 

55  exceptions,  and  in  return  for  certain  royalties  upon  the  terms  and  conditions 

S  2 
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therein  specified.  By  Article  1  of  said  agreement  Defenders  were  given  the 
sole  right  of  manufacture  and  sale  of  Pursuer's  patent  firebars  for  land 
stationary  boilers  only  for  Scotland,  excepting  therefrom  certain  districts  and 
all  sales  made  by  Pursuer  through  a  boiler  maker.  By  Article  2  Defenders 
by  themselves  or  their  deputies  were  empowered  to  cast  the  firebars  required  5 
for  orders  placed  by  or  through  them,  and  the  duty  was  laid  upon  them  on 
receiving  an  order  to  make  intimation  to  the  Pursuer,  giving  measurements  and 
particulars.  The  Pursuer  was  then  to  supply  the  patterns  necessary  upon  which 
the  Defenders  were  to  make  and  deliver  the  bars.  By  sabsequent  articles, 
provision  was  made  for  scales  of  charges  so  as  to  prevent  Defenders  from  10 
raising  the  price  and  keeping  the  Patent  out  of  the  market ;  for  royalties  ;  for 
Defenders  rendering  accounts  to  customers  aud  duplicates  thereof  to 
Pursuer,  and  for  Defenders  collecting  the  sums  due  ;  and  for  Defenders 
also  making  quarterly  payments  of  royalties.  By  Article  7,  it  was  provided 
that  the  Defenders  should  keep  books  showing  all  firebars  manufactured,  and  15 
the  amounts  received  therefor,  and  for  the  inspection  thereof  by  the  Pursuer. 
By  Article  8,  the  agreement  was  to  subsist  as  long  as  the  Patent  rights,  but  with 
power  to  either  party  to  terminate  it  on  31st  December  1895  by  a  year's  written 
notice. 

In  the  months  of  October  and  November  1901,  the  Pursuer  said  he  had  reason  20 
to  believe  that  the  Defenders,  in  breach  of  the  said  agreement  and  of  his  Patent 
rights,  were  manufactm*ing  and  selling  firebars  covered  by  his  Patents,  and 
designed  and  constructed  in  terms  of  the  said  Specification,  and  were  doing  so 
without  intimating  the  orders  therefor  to  the  Pursuer,  and  without  patterns 
supplied  by  him.    He  went  several  times  to  Defenders'  premises  to  make  25 
enquiry  and  was  refused  admittance.    On  the  27th  of  November,  accompanied  by 
another  party,  he  made  his  way  into  Defenders'  works  and  saw  a  set  ol  firebars 
which  had  been  made  from  patterns  other  than  those  supplied  by  him.    The 
bars  were  of  the  rocking  and  dumping  bar  type,  and  had  four  longitudinal 
webs,  connected  together  at  intervals  by  cross    strengthening    bonds;    the  30 
exterior  longitudinal  webs  ^ere  provided  with  projecting  teeth  or  ribs,  and  the 
bars  at  one  end  were  provided  with  projecting  journals  and  had  depending 
lugs.    Couplings  for  use  in  connection  with  the  bars  were  also  discovered. 
They  were  constructed  with  a  central  cylindrical  portion  having  flanged  ends 
and  provided  with  two  end  projecting  lugs,  the  bars  having  slots  in  their  ends  35 
corresponding  to  the  two  end  projecting  lugs.  The  Pursuer  had  also  ascertained 
that  the  Defenders  had  supplied  Tullis  &  Co.,  and  others,  with  bars  for  two 
furnaces  which  were  in  terms  of  his  Specification  and  protected  by  his  Patent, 
and  seemed  similai*  to  those  which  he  had  seen,  as  above  described,  in  Defen- 
ders' works.    The  bars  were  all  conform  to  the  said   Specification  and  in  40 
particular  to  Claim  2  of  said  Specification  No.  3485  of  1900. 

The  Defenders,  the  Pursuer  further  alleged,  had  received  many  orders  for 
Pursuer's  firebars  and  fulfilled  the  same  without  making  intimation  to  the 
Pursuer,  and  from  patterns  other  tluin  those  supplied  by  him.  They  had  thus 
been  guilty  of  breach  of  contract.  45 

The  Pursuer  accordingly  on  5th  February  1902  raised  this  action  for  payment 
of  2000/.,  and  also  asked  that  the  Defenders  should  be  decerned  and  ordained  by 
decree  to  exhibit  and  produce  a  full  and  particular  account  of  the  whole  manu- 
factures and  sales  by  them  of  firebars  covered  by  the  Pursuer's  Letters  Patent 
referred  to  in  said  minute  of  agreement,  whether  said  firebars  were  made  50 
according  to  patterns  supplied  by  the  Pursuer  or  not,  whereby  the  royalties  and 
profits  due  by  them  to  the  Pursuer  in  respect  to  such  manufactures  and  sales 
in  ^virtue  of  said  minute  of  agreement,  might  appear  and  be  ascertained  ;  or  in 
the  event  of  the  Defenders  failing  to  produce  an  account  as  aforesaid,  they 
should  be  decerned  and  ordained  to  make  payment  to  the  Pursuer  of  the  sum  55 
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of  20002.  sterling,  which  should  in  that  case  be  held  to  be  the  sum  due  by  them 
to  the  Pursuer  in  respect  of  such  manufactures  and  sales,  with  interest  thereon 
at  the  rate  aforesaid  from  the  date  of  citation  to  the  action  till  paid.  And 
in  any  case  the  Defenders  should  be  interdicted,  prohibited  and  discharged  by 
5  decree  foresaid  from  manufacturing  or  selling  firebars  which  were  protected  by 
the  Pursuer's  said  Letters  Patent  No.  1418,  dated  the  19th  of  January  1897,  and 
No.  3485,  dated  the  22nd  of  February  1900,  except  from  patterns  supplied  by 
the  Pursner,  and  upon  the  terms  and  conditions  in  all  respects  of  the  said  minute 
of  agreement. 

10  The  Defenders,  in  the  Statement  of  Facts  in  which  they  replied  to  the 
Pursuer,  admitted  the  agreement,  and  explained  what  they  had  done  in  the 
following  terms.  They  said  that  in  virtue  of  the  powers  conferred  upon 
Defenders  by  said  minute  of  agreement  they,  through  the  personal  canvass  of 
Thomas  Macdonald  in  several  parts  of  Scotland,  obtained  sundry  orders  for 

15  furnace  bars  covered  by  Pursuer's  said  Letters  Patent,  which  orders  were  duly 
executed  by  them.  On  every  occasion  of  their  receiving  an  order  for  Pursuer's 
furnace  bars  the  Defenders  had,  in  conformity  with  the  provisions  of  said 
agreement,  intimated  such  order  to  the  Pursuer,  giving  the  measurements  and 
particulars  of  such  order,  and  obtained  patterns  from  him  for  the  execution 

20  thereof.  The  Defenders  had  never  manufactured  or  sold  any  furnace  bars 
covered  by  Pursuer's  said  Letters  Patent  except  with  the  knowledge  of  the 
Pursuer  and  from  patterns  supplied  by  him.  In  answer  to  this  Statement  the 
Pursuer  averred  that  Defenders,  having  obtained  said  orders,  went  back  and 
informed  the  parties  that  the  bars  had  l^en  improved,  and  thus  obtained  orders 

25  for  their  own  bars,  the  parties  believing  that  they  were  getting  Pursuer's  bars ; 
but  this  statement  was  denied. 

In  conformity  with  said  agreement  the  Defenders  further  stated  that  they 
had,  since  the  commencement  of  their  agency,  kept  regular  and  separate  books, 
showing  all  orders  received  by  them  for,  and  all  manufactures  and  sales  by 

30  them  of,  furnace  bars  foiling  under  Pursuer's  said  Letters  Patent.  They  were 
willing  that  the  Pursuer  should  have  access  to  said  books  for  the  purpose  of 
ascertaining  all  orders  received  and  executed  by  them  under  said  agreement, 
and  all  royalties  payable  thereon.  They  also  admitted  that  they  had  manu« 
factured  and  sold  furnace  bars  in  virtue  of  their  own  invention,  and  that  they 

35  refused  to  give  a  statement  of  these  to  Pursuer.  This  last  statement  was 
made  in  answer  to  the  Pursuer's  counter  averment  that  the  Defenders  had  con- 
structed and  sold  furnace  bars  which  were  really  covered  by  Pursuer's  Patents, 
but  which  were  alleged  by  Defenders  to  be  made  in  virtue  of  their  alleged 
invention  as  after  mentioned  by  them  ;  and  that  they  were  thus  infringing  the 

40  Pursuer's  said  Patents. 

The  Defenders  produced  (1)  statement  showing  all  orders  received  by 
Defenders  under  said  agreement,  and  all  royalties  due  to  Pursuer  thereunder, 
from  the  commencement  of  Pursuer's  agency  ;  and  (2)  statement  showing  the 
sums  due  by  Pursner  to  Defenders  for  work  done  by  them  to  his  personal 

a  order  during  the. same  period. 

Further,  the  Defenders  averred  that,  on  or  about  the  28th  of  September  1901, 
the  Defenders  obtained  a  provisional  protection  for  an  improved  rocking  and 
dumping  furnace  grate  and  furnace  bars  invented  by  them.  In  such  furnace 
grate  the  bars  were  made  in  one  or  two  lengths.    In  design  the  bars  had  three 

50  or  more  longitudinal  webs  of  metal,  with  intervening  air  spaces,  and  connected 
at  intervals  by  transverse  webs  of  metal.  The  exterior  lon^jritudinal  webs  had 
projecting  ribs.  The  upper  surface  of  each  bar  was  flat,  and  the  projecting  ribs 
squared.  The  bars  were  provided  with  end  trunnions  adapted  to  work  in 
sockets  formed  in  bearers  at  the  front  and  back  of  the  furnace.     According  to 

55  one  form  of  the  Defenders'  bar,  the  trunnions  formed  at  the  ends  of  the  bars. 
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and  on  which  they  were  rocked,  were  of  a  flattened  heart  Bhape  in  section,  with 
the  lobes  on  the  under  side,  one  lobe  being  larger  than  the  other.  The  bearings 
were  formed  as  notches  in  the  transverse  bars,  and  that  part  of  the  notch  which 
received  the  smaller  lobe  of  the  trunnion  was  made  deeper  than  the  part 
receiving  the  larger  lobe  and  of  curved  form.  These  notches  were  arranged  so  5 
as  to  have  the  deeper  part  of  the  notch  alternately  at  different  sides,  and  the 
trunnions  were  also  formed  with  the  different  lobes  alternating  in  position  on 
cBch  adjacent  pair  of  bars.  According  to  another  form  of  Defenders*  bar  the 
trunnions  were  of  ordinary  cylindrical,  or  partially  cylindrical,  shape,  but  were 
placed  alternately  to  the  left  and  right  of  the  centre  of  the  bar  end.  In  this  10 
case  the  trunnions  rocked  in  simple  bearings  in  the  supporting  transverse  bars. 
When  bars,  as  first  described,  were  used  in  more  than  one  length  they  were 
connected  by  a  coupling  consisting  of  a  pair  of  side  cheeks  or  plates,  connected 
by  a  boss  formed  on  the  under  surface  in  a  manner  analogous  to  the  trunnions 
as  first  described,  and  having  two  projecting  ribs  on  each  side  to  form  a  dove-  15 
tail  joint  with  the  bar  end,  which  in  this  case  had  no  trunnion.  A  transverse 
supporting  bar,  having  notches  similar  to  those  formed  in  the  front  and  back 
bars  to  act  as  bearings  for  the  couplings,  was  fitted  across  the  furnace.  The 
couplings  for  bars  of  the  type  second  described  were  similarly  formed,  but  were 
connected  by  a  cylindrical  piece  placed  to  one  side  of  the  centre,  and  which  20 
rocked  in  a  bearing  in  the  supporting  bar.  In  both  cases  the  bars  had  at  one 
end  downwardly  projecting  lugs  joined  by  a  connecting  rod.  The  bars  were 
rocked  by  means  of  a  lever  carried  on  a  spindle  fitted  in  eyes  or  pungs  below 
the  front  plate  of  the  furnace  door.  The  lever  engaged  by  means  of  a  stud 
with  a  slotted  downward  projection  on  the  connecting  rod.  On  the  application  25 
of  the  lever,  the  bars  and  couplings  rocked  eccentrically,  the  axes  alternately 
rising  and  falling  and  the  raised  edge  of  each  alternate  bar  rising  higher  in  the 
furnace  than  the  raised  edge  of  the  intervening  bar.  For  use  in  ship  boilers 
the  bars  and  couplings  were  kept  in  position  by  a  belt  of  metal,  bolted  at  the 
extreme  ends  of  the  transverse  carrier,  and  grooved  or  socketted  in  a  manner  30 
corresponding  thereto. 

Moreover,  the  Defenders'  furnace  grate  and  furnace  bars  were  not  the  same, 
or  substantially  the  same,  as  these  described  and  claimed  by  the  Pursuer  in  the 
Letters  Patent  founded  on  by  him,  but  were  materially  different  in  construction, 
action,  and  effect.  In  particular,  (1)  the  upper  surface  of  Defenders'  bar  was  35 
flat,  with  angled  edges,  while  that  of  Pursuer's  bar  was  convex;  (2)  the 
trunnions  of  Defenders'  bars  were  either  heart  shaped  or,  where  cylindrical, 
were  placed  alternately  to  the  right  and  left  of  the  centre  of  the  bar  end, 
whereas  the  trunnions  of  Pursuer's  bars  were  cylindrical  and  were  placed  in 
the  centre  of  the  bar  end ;  (3)  the  middle  carrier  of  Defenders'  grate,  where  40 
bars  of  more  than  one  length  were  used,  consisted  of  a  single  transverse  bar, 
with  notches  or  sockets  instead  of  a  pair  of  parallel  bars,  as  described  in  Claim 
'6  of  Pursuer's  Letters  Patent  (No.  1418  of  1897),  or  a  cross  bar  or  bearing  block 
arranged  on  a  transverse  carrier  and  formed  with  side  bearing  pieces,  as 
described  in  Claim  4  of  Pursuer's  Letters  Patent  (No.  3485  of  lyOO) ;  (4)  45 
Defenders'  couplings,  as  above  described,  were  entirely  different  in  pattern  from 
any  of  the  couplings  described  in  the  Specifications  and  Claims  of  Pursuer's 
said  Letters  Patent ;  (5)  Defenders'  furnace  grates  and  bars  were  adapted  for 
ships'  boilers  as  well  as  land  boUers,  whereas  Pursuer's  were  adapted  for  land 
boilers  only.  The  action  of  Defenders'  bar  and  coupling  was  an  eccentric  action,  50 
which,  as  described  in  the  preceding  statement,  caused  the  edges  of  the  bars 
when  rocked  to  rise  to  different  heights  in  the  furnace,  whereas  the  action  of 
Pursuer's  bar  was  a  central  action,  and  the  edges  of  all  his  bars,  when  rocked, 
rose  to  the  same  height  simultaneously.  Further,  the  result  obtained  by 
Defenders'  invention  was  materially  different  from  that  of  Pursuer's  invention.  55 
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The  eccentric  action  of  Defenders'  bars,  in  combination  with  their  angled  upper 
surface,  caused  them  to  cut  into  and  break  up  the  clinker  in  the  furnace  more 
effectually  than  Pursuer's  bars  did,  and  thus  to  ensure  more  complete  combus- 
tion of  the  whole  fuel  in  the  furnace.  In  answer  to  this  statement  the  Pursuer 
!>  averred  that  the  Defenders'  furnace  grate  and  bars  thus  described  were,  except 
in  cei*tain  small  and  quite  immaterial  points,  the  same  as  those  described  and 
claimed  by  Pursuer  in  his  Patents,  and  were  an  infringement  thereof. 

Furthermore,  the  Defenders  stated  that,  at  the  date  of  the  Letters  Patent 
founded  on  by  Pursuer,  rocking  and  dumping  firebare  were  well  known,  and 
10  bars  of  webbed  construction  were  in  common  use.     Rocking  and  dumping  fire- 
bars of  webbed  construction  were  described  and  published  in  the  Specifications, 
or  Specifications  and  drawings,  relative  to  the  Letters  Patent  following,  all  prior 
to  the  date  of  the  Letters  Patent  founded  on  bj'   Pursuer,  viz. :— -(1)  John 
Tenunck,  No.  14  of  1881 ;  (2)  T^iomas  Kirkwood,  No.  9797  of  1887  ;  (3)  George 
15  Torry,  No.  13,886  of  1888 ;   (4)  Charles  J.  Dorrance,  No.  8026  of  1889 ;    (5) 
William  Henry  Heesan,  No.  6960  of  1892 ;  (6)  George  Milan  Conway,  No.*424 
of  1896;    (7)  Andrew  Pillatt,  No.  16,688  of  1896.     Moreover,  rocking  and 
dumping    firebars  in   co-axially  arranged  sections,  connected  by  means    of 
couplings,  were  described  and  published  in  the  Specifications,  or  Specifications 
20  and  drawings  relative  to  the  Letters  Patent  of  the  said  John  Tenwickj  Thomas 
Kirkwoodj  George  Milan  Conway,  and  Andrew  Pdlatt,  Nos.  (1),  (2),  (6),  and  (7) 
above  mentioned  respectively.      The   Pursuer  had  described  and  claimed  a 
particular  style,  or  particular  styles,  of  rocking  and  dumping  furnace  bar  of 
webbed  construction,  and  of  couplings  for  use  in  connection  therewith,  which 
25  Btyle  or  styles  the  Defenders  had  not  used,  and  did  not  intend  to  use,  in  their 
invention.    This  statement  the  Pursuer  denied,  and  claimed  that  his  Patents 
embodied  novel  and  distinctive  features,  as  claimed  in  his  Specifications,  and 
denied  the   Defenders'  right,  as  licensees,  to  challenge  the  validity  of  his 
Patents. 
30      Lastly,  the  Defenders  admitted  that  they  had  sold  to  Messrs.  Tullis  Jk  Co., 
Markinch,  and  others,  furnace  bars  manufactured  in  accordance  with  their  own 
invention  for  which  they  had  received  provisional  protection  as  aforesaid  ;  and 
that  they  had  not  intimated  such  sales  to  the  Pursuer  or  paid  any  royalties 
thereon  to  him,  said  furnace   bars  not  being  covered  by   Pursuer's  Letters 
35  Patent  and  not  falling  under  said  agreement,  the  Defenders'  furnace  grates  and 
furnace  bars  and  couplings  being  an  entirely  .separate  and  novel  invention 
outwith  the  Letters  Patent  founded  on,  and  outwith  said  agreement,  and  with 
I  which  the  Pursuer  had  no  concern. 

I  Upon  these  averments  of  the  Pursuer  and  statements  of  the  Defenders,  the 

40  following  pleas  were  put  forward  : — For  Pursuer :  1.  The  Defenders  having 

committed  a  breach  of  contract  are  liable  in  damages.    2.    The  Defenders 

I  having  sold  firebars  protected  by  Pursuer's  Letters  Patent  are  bound  to  account  for 

I  such  sales,  and  to  pay  the  royalties  due  in  respect  thereof.    3.  Failing  the 

Defenders  accounting  they  should  be  ordained  to  pay  the  sum  concluded  for  in 

45  that  event.    4.  The   Pursuer  is  entitled  to  interdict  against  the  Defenders 

manufacturing  firebars  designed  in  accordance  with  his  said  Specification  from 

patterns  other  than  those  supplied  by  Pursuer.    5.  The  Defenders  are  barred 

from  objecting  to  the  validity  of  the  Pursuer's  said  Letters  Patent.    6.  The 

Defenders'  alleged  invention  being  an  infringement  of  the  said  Letters  Patent, 

50  the  manufacture  and  sale  of  grates  and  bars  under  that  invention  are  illegal  and 

in  breach  of  the  said  agreement. 

For  the  Defenders  :  1.  Ttie  Defenders  having  fully  implemented  their  part  of 

the  agreement  founded  on,    should    be    assoilized    with    expenses.    2.  The 

Defenders  having  accounted  for  and  paid  to  the  Pursuer  all  royalties  due  by 

55  them  to.  him  under  the  Letters  Patent  and  agreement  founded  on,  should  be 
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aBSoilized  from  the  accounting  conclusion  of  the  summons.  3.  The  Pursuer 
not  having  suffered  any  damage  in  consequence  of  the  Defenders*  actings, 
decree  of  absolvitor  should  be  pronounced  with  expenses.  4.  The  Defenders' 
grates  and  bars  and  couplings  not  being  designed  in  accordance  with  the 
Pursuer's  said  Specifications,  but  being  a  separate  and  distinct  invention,  the  5 
Defenders  are  entitled  to  manufacture  and  sell  the  same  without  paying  any 
royalties  to  the  Pursuer  thereon.  5.  The  Defenders  not  having  manufactured 
or  sold  furnace  grates  or  bars  designed  in  accordance  with  the  Specifications  in 
the  Letters  Patent  founded  on,  except  from  patterns  supplied  by  the  Pursuer, 
and  on  the  terms  and  conditions  in  all  respects  of  the  said  minute  of  agreement,  10 
the  interdict  craved  should  be  refused. 

On  the  24th  of  March  1902,  in  the  Sheriff  Court  of  Lanarkshire  at  Glasgow, 
T,  and  J.  Macdonald  raised  an  action  of  interdict  against  Javies  Neil^  in  which 
they  prayed  the  Court  "  To  interdict  the  Defender  from  soliciting  by  himself, 
"  or  by  his  agents  or  servants  on  his  behalf,  any  parties  within  Scotland  (excepting  15 
"  parties  within  the  counties  of  Lanark,  Edinburgh,  Haddington,  and  Berwick, 
"  the  City  of  Glasgow,  the  Clyde  district,  which  comprehends  both  sides  of  the 
"  waterway  on  the  north  from  Glasgow  to  and  including  the  Vale  of  Leven, 
"  and  on  the  south  from  Glasgow  to  and  including  the  town  of  Greenock ;  all 
^'  collieries  within  the  county  of  Ayr,  and  all  boilermakers  in  Scotland),  and  in   20 
"  particular  from  soliciting  or  taking  or  executing  any  order  or  orders  already 
"  solicited  and  taken  from  E.  Tullis  A  Go,^  paper  manufacturers,  Markinch, 
"  Fifeshire,  for  the  manufacture  or  sale  of  the  patent  firebar  for  land  stationary 
"  boilers,  registered  under  Letters  Patent,  dated  on  or  about  the  27th  of  January 
«  1897,  the  22nd  of  February  1900,  and  the  14th  of  November  1900,  in  name  of  25 
"  the  Defender  and  to  grant  interim  interdict." 

The  foundation  of  this  action  was  a  Minute  of  Agreement  between  the 
Defender  of  the  first  part  and  the  Pursuers  of  the  second  part,  dated  the  7th  and 
14th  of  January  1901,  by  which  the  parties  agreed  that  the  Pursuers 
{Macdonalds)y  so  long  as  Thomas  Macdonald  remained  an  active  and  acting  30 
partner  of  the  Pursuers'  firm  of  T.  and  J.  Macdonald^  should  have  the  sole 
right  of  manufacture  and  sale  of  the  furnace  bars  falling  under  Defender's 
Letters  Patent  for  stationary  land  boilers  only  for  the  whole  of  Scotland,  but 
excepting  therefrom  the  counties  of  Lanark,  Edinburgh,  Haddington,  and 
Berwick,  City  of  Glasgow,  the  Clyde  district,  which  was  to  comprehend  both  sides  35 
of  the  water  way  on  the  north  from  Glasgow  to  and  including  the  Vale  of  Leven, 
and  on  the  south  from  Glasgow  to  and  including  the  town  of  Greenock,  all 
collieries  within  the  county  of  Ayr,  and  excepting  also  all  boilermakers  in 
Scotland  and  all  parties  from  whom  the  Defender  should  have  then  received 
orders  for  said  patent  firebars.  40 

On  the  26th  of  March  the  Sheriff-Substitute  (BALFOUR)  continued  the  interim 
interdict  granted  at  the  tirstcalling  against  Neil ;  and  on  the  8th  of  April  the 
Sheriff-Principal  (Berry),  to  whom  the  case  was  appealed,  adhered  to  the 
Sheriff-Substitute's  judgment.  In  the  meantime  progress  had  been  made 
in  the  Court  of  Session  with  NeiVs  action,  and  on  the  21st  of  May  Lord  45 
Eyllachy  ordered  the  Sheriff  Court  action  to  be  transmitted  to  the  Court  of 
Session  oh  contingentiam^  and  on  the  11th  of  June  closed  the  Record  in  the 
Sheriff  Court  action,  and  at  the  same  time  recalled  the  interdict  on  the  ground 
that  the  prayer  for  interdict  {supra)  was  too  vague. 

On  the  14th  of  May  1902  Lord  Kyllaohy  (Ordinary)  closed  the  Record  in  '  50 
Neil  V.  MacdonaldSy  and  before  Answer  allowed  the  parties  a  proof. 

Proof  was  led  before  Lord  Kyllaohy  on  the  22nd  and  23rd  October  1902. 
The  proof  disclosed  that  as  regards  the  bar  the  Pursuer's  and  Defenders'  inven- 
tions were  identical,  except  that  the  upper  surface  of  Defenders'  bar  was  flafrio 
the  middle  of  the  outermost  rib  on  either  side  and  thence  angled  dovrnwards^  55 
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while  Pursuer's  bar  was  curved  on  the  upper  surface,  or,  in  its  later  form,  was 
flat  to  the  inside  edge  of  the  outermost  rib,  and  angled  thence  downwards.  The 
Defenders'  proof  also  went  to  show  that  the  spindles  or  journals  on  which  their 
bar  rocked  were  placed  alternately  to  right  and  left  of  the  centre  of  the  bar 
5  end,  and  that  their  bars  rocked  with  an  uneven  and  eccentric  motion,  rising  and 
falling  as  well  as  rocking.  There  was  some  conflict  of  evidence^as  to  whether 
this  eccentric  motion  would  or  would  not  break  up  clinker  in  the  furnace  more 
effectually  than  Pursuer's  arrangement  would  do.  As  regards  the  coupling,  the 
proof  showed  that  a  coupling  between  bars  coaxially  arranged,  in  order  to 

10  transmit  the  motion  from  the  one  bar  to  the  other,  had  been  known  before, 
but  that  prior  to  1897  there  was  no  known  coupling  which  prevented  longi- 
tudinal movement.  The  specialty  of  Pursuer's  coupling  was  that  it  prevented 
the  bars  from  moving  away  from  each  other,  and  also  by  means  of  the  collar 
prevented  the  bars  moving  as  a  whole  towards  and  grinding  against  the  back  of 

15  the  furnace.  The  difference  between  the  Pursuer's  coupling  and  the  Defenders' 
was  that  the  Pursuer's  had  a  single  collar  working  in  a  transverse  bearer  com- 
posed of  two  parallel  bars,  whereas  Defenders'  coupling  had  two  collars  designed 
to  work  on  either  side  of  a  bearer  composed  of  a  single  bar.  The  method  of 
joining  the  coupling  to  the  bars  was  proved  to  be  in  the  Pursuer's  machine  by 

20  means  of  a  projection  or  pung  on  the  spindle  of  the  coupling  fitting  into  a 
corresponding  slot  in  the  bar  end  ;  in  the  Defenders'  machine  by  means  of  two 
projecting  tapered  pungs  on  the  collars  of  the  coupling  fitting  into  corresponding 
tapered  slots  in  the  bar  ends  ;  in  both  cases  a  form  of  dovetail  joint. 

The  Defenders  led  evidence  to  the  effect  that  Pursuer's  grate  was  apt  to 

25  become  jammed  by  small  pieces  of  slag  getting  in  between  the  collar  of  the 

coupling  and  the  parallel  bars  of  the  transverse  bearer,  and,  further,  that 

Pursuer's  transverse  bearer  was  apt  to  buckle  under  the  weight  of  the  bars  and 

the  heat  of  the  furnace. 

At  the  hearing,  Ure^  K.C.,  and  A.  S.  D.  T/iomson  (instructed  hjA.C.  D.  Verty 

30  S.S.O.)  for  the  Pursuer  contended  the  the  Defenders,  being  licensees,  could  not 
challenge  the  validity  of  any  part  of  Pursuer's  Patents,  and  accordingly  the  only 
question  before  the  Court  was  whether,  upon  a  sound  construction  of  the  Pur- 
suer's claims,  they  covered  Defenders'  alleged  invention.  It  was  sufficient  for  the 
Pursuer  to  show  that  the  Defenders  had  infringed  any  one  of  his  claims,  for  in 

35  that  case  Defenders  were  using  the  Pursuer's  invention,  and  he  was  entitled  to 
royalty  on  all  machines  supplied  by  the  Defenders  and  to  interdict.  Further, 
the  Defenders  could  not  escape  merely  by  showing  that  they  had  not  taken  all 
the  features  of  the  Pursuer's  invention.  They  must  fail  if  they  had  taken  the 
principal  features  of  the  invention.    A  mere  variation  in  detail  was  not  enough. 

40  The  case  for  the  Pursuer  was  that  the  Defenders'  invention  infringed  the 

Pursuer's  Patents  as  regards  both  the  bar  and  the  coupling.    The  Defenders' 

■  bar  was  covered  by  Claim  2  of  Pursuer's    Letters  Patent  of  1900,  and  their 

coupling  by  Claim  3  of  Pursuer's  Letters  Patent  of  1897.  (1)  As  regards  the  har^ 

the  question  of  mechanical  equivalent  did  not  arise,  because  the  Defenders  had 

45  taken  all  the  main  features  of  the  Pursuer's  bar,  viz.,  the  longitudinal  webs 
joined  by  cross  webs,  the  longitudinal  air  spacing  between  the  webs,  the  external 
teeth  and  the  convex  upper  surface.  The  only  differences  alleged  between  the 
two  bars  were  (1)  as  regards  the  position  of  the  end  spindle  or  journal,  which 
in  Defenders'  bar  was  said  to  be  placed  to  one  side  of  the  centre  of  the  bar  end, 

50  so  as  to  enable  the  bars  to  be  rocked  eccentrically,  whereas  in  the  Pursuer's  bar 
the  spindle  was  in  the  centre  of  the  bar  end,  so  that  his  bar  rocked  centrally  ; 
and  (2)  as  to  the  upper  surface  of  the  Defenders'  bar,  which  was  described  as  flat 
with  angled  edges,  whereas  the  Pursuer's  bar  was  said  to  be  convex.  The  former 
distinction  was  quite  irrelevant  to  the  question  at  issue.    The  Pursuer's  claim 

55  was  for  the  shape  and  construction  of  his  bar,  and  had  nothing  to  do  with  the 
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motion  of  the  bar  except  that  it  was  a  rocking  bar.  The  latter  distinction  was 
not  a  sound  one.  Even  if  the  Defenders'  bar  were  somewhat  flatter  in  the 
centre  than  the  Pm*saer's  it  had  still  angled  edges,  and  its  general  contour  was 
properly  described  as  convex.  But  the  Defenders  had  not  proved  that  the  bars 
supplied  by  them,  and  on  which  royalty  was  now  claimed,  were  in  fact  flat  5 
topped  or  had  their  journals  placed  eccentrically.  (2)  As  regards  the  coupling^ 
it  had  been  proved  that  the  Pursuer's  coupling  prevented  longitudinal  movement 
of  the  bars  relatively  to  each  other  and  to  the  transverse  bearer.  This  was 
a  new  invention.  No  previous  coupling  had  fulfilled  these  objects.  The 
Defenders'  coupling  was  really  identical  with  the  Pursuer's.  It  achieved  10 
exactly  the  same  objects  in  the  same  way.  The  Defenders'  double  collar  was 
simply  the  Pursuer's  collar  split  and  made  to  work  on  either  side  of  a  single  bar 
in  place  of  between  parallel  bars.  The  one  arrangement  was  simply  the 
mechanical  equivalent  of  the  other.  The  Defenders'  mode  of  connecting  the 
coupling  with  the  bars  was  a  mere  mechanical  equivalent  of  Pursuer's  mode  of  15 
connection.  The  Defenders  having  infringed,  both  as  regards  the  bar  and  the 
coupling,  should  be  ordained  to  pay  royalty  on  the  bars  sold  by  them,  and 
should  be  interdicted  as  craved. 

A.  L,  McGlure  and  J.  L.  Wark  (instructed  by  Macpherson  and  Mackay^ 
S.S.C.),  for  the  Defenders. — The  Defenders  as  licensees  cannot  and  do  not  20 
challenge  the  validity  of  the  Pursuer's  Patents,  but  they  are  entitled  to  construe 
them  in  the  light  of  public  knowledge  at  the  time  the  Patents  were  granted 
{Clark  V.  Adie^  L.R.  2  A.C.  423).  Upon  a  sound  construction  of  the  Pursuer's 
Patents  they  did  not  cover  either  the  Defenders'  bar  or  their  coupling.  As  to 
the  bar,  the  claim  of  the  Pursuer  in  his  Patent  of  1897  was  for  a  combination  of  25 
a  number  of  longitudinal  webs  joined  by  cross  webs  and  with  longitudinal  air 
spaces  between  the  webs,  all  in  a  bar  which  was  convex  on  the  upper  surface 
and  barrel  shaped  in  section.  Bars  formed  by  means  of  longitudinal  webs 
joined  by  cross  webs  were  well  known  at  the  date  of  the  Pursuer's  Patent 
of  1897.  So  also  were  bars  with  longitudinal  air  spacing.  The  claim  of  the  30 
Pursuer  could,  therefore,  only  be  construed  as  a  claim  for  such  features  in  a 
bar  of  the  shape  described  in  his  Patent,  namely,  a  bar  barrel  shaped  in  section 
and  with  a  convex  upper  surface.  The  essential  features  of  the  Pursuer's  bar 
of  1897  were  the  barrel  shape  and  the  convex  upper  surface.  This  was  shown 
by  the  fact  that  when  in  the  Patent  of  1900  the  Pursuer  claimed  for  an  improved  35 
bar  the  improvement  consisted  in  an  alteration  of  the  section  of  the  bar  and  of 
the  degree  of  convexity  of  the  upper  surface.  The  Pursuer's  claim  being  for  a 
combination,  the  Defenders  escaped  if  their  bar  was  different  in  the  essential 
features  of  the  combination  {Owynne  v.  Drysdale^  3  R.P.C.  65).  The  Defenders 
here  had  not  taken  the  essential  features  of  the  Pursuer's  combination.  Their  40 
bar  was  not  of  the  same  shape  in  section  as  the  Defenders'  bar  either  in  its 
earlier  or  in  its  later  form,  and  the  surface  of  the  Defenders'  bar  was  flat  to  the 
middle  of  the  outermost  web  on  either  side  and  had  sharp  angled  edges.  The 
upper  surface  of  the  Defenders'  bar,  therefore,  could  not  be  described  as  convex. 
The  variation  from  the  convex  upper  surface  to  the  flat  upper  surface  with  45 
angled  edges  was  not  a  mere  colourable  variation.  It  was  an  essential  difference 
effected  for  a  special  object,  namely,  for  use  in  combination  with  the  eccentric 
motion  of  the  Defenders'  bar.  The  sharp  angled  edge  of  Defenders'  bar  in 
combination  with  the  eccentric  action  enabled  their  bars  to  cut  into  the  clinker 
more  effectually  and  break  it  up  more  readily  and  completely  than  Pursuer's  50 
bars  could  do.  (b)  As  regards  tJie  bearer  and  coupling ^  there  was  here  a 
substantial  difference  between  the  Pursuer's  and  the  Defenders'  inventions. 
The  difference  was  apparent,  and  the  one  invention  was  not  the  mechanical 
equivalent  of  the  other.  The  Pursuer's  bearer  consisted  of  a  pair  of  parallel 
barS)  and  the  coupling  rocked  in  slots  in  these  with  the  collar  of  the  coupling  55 
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resting  in  between  the  parallel  bare.  This  was  a  cumbrous  arrangement,  and 
had  serious  disadvantages.  The  bearer  was  apt  to  buckle,  and  the  coupling 
was  liable  to  become  jammed  by  pieces  of  slag  getting  in  between  the  collar  of 
the  coupling  and  the  parallel  bars  of  the  bearer.    The  Defenders*  bearer  and 

5  coupling  obTiated  these  defects.  The  bearer,  which  was  a  simple,  single  bar, 
was  cast  all  in  one  piece  and  was  simpler  and  cheaper  in  construction  than 
PurBuer*s  bearer.  The  Defenders'  coupling  which  had  two  collars — one  on 
either  side  of  the  bearer— prevented  longitudinal  movement  of  the  bars  as 
effectively  as  Purauer's  invention  did,  and  there  was  no  possibility  of  jamming.. 

10  There  was  nothing  new  in  the  method  of  connecting  the  coupling  to  the  bars. 
It  was  a  simple  holdfast  joint — effected  in  the  case  of  Pursuer's  invention  by 
means  of  a  pung  engaging  in  a  slot — and  in  the  case  of  Defendere'  invention  by 
a  tapered  end.  In  any  event  the  Pursuer  had  only  described  a  particular  form 
of  coupling— couplings  for  the  purpose  of  connecting  double  length  bars  being 

15  well  known  before — and  he  must  be  held  to  have  confined  his  claim  to  the 
particular  form  of  coupling  described  by  him. 

At  advising,  on  the  15th  of  November  1902  Lord  Kyllachy  said.— The 
Pursuer  in  this  case  is  proprietor  of  two  Patents,  one  dated  in  1897  and  the 
other  in  1900,  both  for  improvements   in  rocking   furnace  bars  and  grates. 

aO  These  Patents  embrace  various  improvements,  more  or  less  of  a  cognate 
character,  but  the  two  which  are  specially  here  in  question  are  (1)  an  improved 
construction  of  rocking  furnace  bare,  with  longitudinal  openings  between 
parallel  webs,  and  an  outer  web  at  each  side  formed  with  projecting  ribs ;  and 
(2)  a  contrivance,  having  some  mechanical  ingenuity,  whereby  in  a  long  furnace, 

25  where  bare  are  f orlhed  in  sections,  these  sections  are  made  to  rest  on  transverse 
bearere,  and  are  coupled  in  such  a  manner  that,  while  they  communicate  a 
rocking  motion  the  one  to  the  other,  they  are  prevented  from  parting  from  each 
other  longitudinally,  and  the  couplings  are  also  kept  in  position  relatively  to  the 
transverse  bearere. 

30  The  Defendere  are  a  firm  of  ironf oundere,  who  some  time  ago  became  licensees 
of  the  Pureuer  under  an  agreement  by  which  they  obtained  the  right  to  manu- 
facture and  sell  the  patented  articles  upon  payment  of  certain  royalties.  The 
Pursuer  complains  that  the  Defendere,  while  holding  his  licence,  have,  without 
paying  royalties,  made  and  sold  bare  and  couplings  substantially  the  same  as 

35  those  to  which  his  licence  applies.  The  Defendere  admit  the  manufacture  and 
sale  of  bare  and  couplings  having  a  similarity  to  the  Pureuer's,  and  they  admit 
that  they  have  declined  to  pay  royalty,  but  they  maintain  that  they  are  justified 
in  so  doing  because,  as  they  say,  there  has  been  no  infringement  of  the 
Pureuer's  Patents.    They  concede  that,  being  licensees,  they  are  not  entitled  to 

40  challenge  the  validity  of  these  Patents,  but  they  maintain  that  they  have  not 
infringed  them. 

There  has  been  a  proof  and  a  production  on  both  sides  of  models  and  other 
exhibits,  and  the  proof  has  included  a  certain  amount  of  evidence  with  respect 
to  the  state  of  knowledge  and  manufacture  prior  to  the  Pureuer's  Patents ;   that 

45  evidence  being  adduced  for  the  purpose  of  construction  on  the  principle 
explained  in  the  case  of  Clark  v.  Adie  (L.R.,  2  App.  Cas.  423). 

1  do  not  think  it  is  doubtful,  upon  the  evidence,  that  the  Defendere  have 
manu:feM;tured  and  sold,  otherwise  than  under  the  conditions  of  their  licence, 
rocking  furnace  bare  covered  by  the  Pureuer's  Patent  of  1900.     It  is  admitted 

50  that  they  have  supplied  to  various  firms  bars  constructed  according  to  the  model 
No.  58  of  process,  which  they  say  is  a  correct  representation  of  the  pattern  used 
in  their  works.  It  is  admitted  also  that  they  supplied  to  the  Guardbridge  Paper 
Mill  the  actual  bar  which  is  No.  46  of  process,  and  that  they  also  supplied  to 
Messre.  TuUis^  Markinch,  bare  similar  to  the  model  No.  45  of  process.     And  it 

55  appeare  to  me  that  each  of  these  productions  represents  an  infringement  of  the 
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1900  Patent.  Each  of  them  has,  I  consider,  all  the  features  set  forth  in  the 
second  claim  annexed  to  the  Specification.  In  particular  they  have  each  (1) 
longitudinal  webs  with  continuous  longitudinal  openings  between  the  webs ; 
(2)  the  outer  longitudinal  webs  formed  with  projecting  ribs ;  and  (3)  the  upper 
surface  of  the  Iwirs  curved  or  partly  curved  transversely,  as  described  in  the  5 
Specification.  It  may  be  true,  as  the  Defendere  say,  that  their  model.  No.  58  of 
process,  shows  on  the  top  a  flatness  further  prolonged  towards  the  sides  than  is 
shown  in  the  Pursuer's  drawings.  But  there  is  still  a  partial  curvature  to  the 
outer  edge  of  the  projecting  ribs.  And  in  the  Guardbridge  bar.  No.  46,  and  the 
Markinch  model.  No.  45,  the  degree  of  curvature  is  substantially^  the  same  as  10 
the  Pursuer  shows.  It  is  suggested  that  the  increased  curvature  is,  to  a  large 
extent,  due  to  tear  and  wear ;  but  supposing  the  difference  to  be  important  I  am 
not  satisfied  as  to  that  fact. 

It  being  thus  found  that  the  Defenders'  bars  constitute  an  infringement  and 
are  subject  to  royalty,  it  is  not  perhaps  of  much  practical  importance  whether  15 
the  couplings  which  the  Defenders  use  constitute  also  an  infringement.  But  the 
Pursuer  asking  for  interdict  as  regards  both  parts  of  his  invention,  it  is  probably 
necessary  to  decide  the  question  whether  the  Defendeirs'  coupling  is  different 
from,  or  is,  on  the  other  hand,  a  mere  modification  of  the  invention  which  is 
the  subject  of  part  of  the  Pursuer's  Patent  of  1897.  20 

I  have  found  this  question  to  be  attended  with  some  difficulty.  For  there  is 
to  the  eye  and  at  first  sight  a  considerable  difference  between  the  two  couplings. 
That  is  to  say,  the  Pursuer's  transverse  bearer  consists  of  two  parallel  webs  and 
his  collar  fits  in  between  them.  The  Defenders'  bearer,  on  the  other  hand, 
consists  of  a  single  web,  and  the  collar  is,  as  it  were,  split,  and  fits  over  and  25 
encloses  the  web  on  either  side.  Moreover,  while  the  Pursuers  dovetail 
whdre  dovetailing  is  necessary,  by  a  sudden  turning  up  of  edges,  the  Defenders 
dovetail  by  means  of  a  gradual  tapering.  Perhaps  it  is  difficult  to  say  that 
these  are  merely  colourable  variations,  and  made  merely  for  the  purpose  of 
evasion.  For  while  the  double  web  bearer  is  said  to  have  the  advantage  that  30 
it  prevents  buckling  under  heating  conditions,  the  single  web  bearer  lias  at 
least,  perhaps,  the  advantage  of  simplicity. 

In  result,  however,  I  have  come  to  be  of  opinion  that  there  is  really  no 
substantial  difference  between  the  two  couplings.  They  both  effect  the  same 
object  and,  I  think,  substantially  in  the  same  way,  the  difference  consisting  35 
merely  in  the  substitution  in  certain  parts  of  mere  mechanical  equivalent.  I 
am  quite  aware  that  there  may  be  cases  in  which  such  substitution  of  one 
mechanical  equivalent  for  another  may  be  material.  For  example,  if  the  object 
here  in  view,  viz.,  the  holding  of  the  rocking  bar,  when  formed  in  sections, 
firmly  in  its  position  in  the  furnace,  had  been  a  known  object  already  accom-  40 
plished  in  various  ways,  while  the  Pursuer  had  merely  invented  a  new  and 
improved  way,  and  the  Defenders  had  followed  with  another  new  and  improved 
way,  difference  depending  on  the  mere  use  of  mechanical  equivalent  might 
come  in  a  question  of  infringement  to  be  material.  The  case  in  short  might 
become  oiie  of  what  has  been  called  ^^  cognate  invention.''  But  here  in  point  45 
of  fact  the  object  in  view  had  not  previously  been  accomplished.  The  Pursuer 
obtained  for  the  first  time  a  new  result,  and  did  so  effectively  and  by  well 
specified  means.  In  such  circumstances  the  Pursuer  contends,  and  I  think 
rightly,  that  the  question  of  the  materiality  or  immateriality  of  variation,  and 
particularly  of  variation  produced  by  mere  mechanical  equivalent,  arises  very  50 
favourably  for  the  Patentee.  I  am  disposed  to  think  that  is  bo,  and  having  that  in 
view,  I  am,  disposed  to  accept  the  proposition  of  the  Pursuer's  witnesses  that  there 
is  no  material  difference  between  the  Pursuer's  and  the  Defenders'  couplings. 

The  Pursuer  therefore  is,  in  my  opinion,  entitled  to  have  it  found  that  the 
Defenders  have  manuEactured  and  sold  rocking  furnace  bars  with  connecting  55 


YoL  XX^  No.  9.]         AND  TRADE  MARK  OASEB.  225 


James  Neil  v.  T.  and  J>  Maodonald. 
T.  and  J.  Maodonald  v.  James  Neil. 


couplings  contrary  to  the  terms  of  their  licence  and  without  payment  to  the 
Pursuer  of  the  stipulated  royalty,  and  accordingly  that  the  Pursuer  is  entitled  to 
an  account  of  the  royalties  due  him.  I  understand,  however,  that  the  parties 
have  settled  between  them  the  matter  of  figures  and  that  I  am  to  be  furnished 
i  with  a  note  of  the  sum  due  on  the  footing  of  my  judgment  being  correct. 

As  to  the  conclusion  for  interdict,  I  suppose  the  Pursuer  is  also  entitled  to 
decree  in  terms  of  that  conclusion  unless  some  arrangement  is  made  by  under- 
taking or  otherwise  whereby  a  formal  interdict  may  be  dispensel  with.  The 
Pursuer  must  also,  I  think,  have  his  expenses. 
10  The  Lord  Ordinary  accordingly,  on  the  22nd  of  November,  issued  this 
interlocutor  : — "  Having  heard   the   cause  decerns  against  the  Defenders  for 

I  "  payment  to  the  Pursuer  of  the  sum  of  40^.  lis.  lOd.  in  full  of  the  first  altema- 

^*  native  conclusion  of  the  summons,  and  decerns  in  terms  of  the  conclusion  for 
'^  interdict ;  finds  the  Pursuer  entitled  to  expenses.''    On  the  same  date,  the 

I  15  Lord  Ordinary  in  respect  of  this  interlocutor,  dismissed  the  counter  action 

I  with  expenses  against  T.  A  J.  Macdondld. 


In  the  Court  op  Appeal. 

Be/oi*e  Lords  Justices  Vauqhan  Williams,  Stirling,  and  Cozbns-Hardy. 

December  1st,  2nd,  3rd,  4th,  5th,  8th,  9th,  and  20th,  1902. 

20  Patent  Exploitation,  Ld.  v.  Siemens  Brothers  &  Co.,  Ld, 

Patent— Action  for  infringement— Construction  of  Specification.'^  Want  of 
novelty. — Subfect-matter. — Action  dismissed. — Appeal  allowed. — Patent  field  to 
be  valid. 

The  owners  of  a  Patent  for  an  improvement  in  galvanic  batteries  having. 
25  commenced  an  action  for  infringemsnty  the  Defendants  denied  infringement 
and  alleged  that  the  Patent  was  invalid  by  reason  of  being  anticipated^  of 
imnt  of  subject-matter,  and  of  inutility.  The  Specification^  after  stating  that 
the  invention  related  to  galvanic  batteries  constructed  and  arranged  as  was 
thereinafter   described^    contained    the  folloiving  passage : — **  The   materials 
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"  mentioned  as  electrodes  and  as  exciting  and  depolarising  agents  and  their 
^^proportions  may  be  varied^  as  the  important  feature  of  the  invention  is 
**  the  interposition  between  the  positive  and  negative  electrodes  of  two  layers 
"  of  exciting  composition,  in  a  semi-solid  or  plastic  state,  the  one  in  contact  with 
"  t?ie  negative  electrode  having  intermixed  with  it  depolarising  agents  and  the  5 
"  one  in  contact  unth  the  positive  electrode  having  no  stich  depolarising  agents 
"  in  its  composition  " ;  and  tJie  Patentee  claimed :  "  A  galvanic  battery  luiving 
"  the  spac^  between  its  positive  and  negative  electrodes  filled  with  a  semi-solid  or 
"  plastic  exciting  agent  in  two  layers,  the  one  layer  in  contact  with  the  negative 
"  electrode  having  depolarising  agents  intermixed  therewith,  and  the  other  layer  \Q 
**  in  contact  with  the  positive  electrode  having  no  sitch  depolarising  agents, 
"  substantially  as  set  forthJ*'  The  Plaintiffs  contended  that  tlie  width  of  the 
claim  was  limited  by  certain  limitations  which  they  alleged  were  contained  in 
the  Specification,  and  particularly  that  the  depolarising  layer  was  to  be 
composed  of  materials  finely  pulverised.  It  was  proved  tliat  the  PlaintiffV  15 
battery  made  under  the  Patent  had  been  a  commercial  success.  At  the  trial, 
it  was  held  by  Buckley,  J.,  thxU,  although  the  claim  should  be  construed  as 
embodying  some  limitations  indicated  in  the  body  of  the  SpedficeUion,  the 
Patentee  had  not  insisted  on  as  necessary  or  claimed  as  part  of  his  invention 
the  pulverisation  of  the  ingredients  for  the  depolarising  layer ;  that  the  claim  20 
was  too  wide ;  and  that  the  Patent  was  invalid  for  want  of  novelty.  The 
action  was  dismissed  with  costs.    The  Plaintiffs  appealed. 

Held,  by  the  Court  of  Appeal,  that  the  claim  was  not  for  the  particular 
battery  described,  but  for  a  class  of  battery,  defined  by  the  limitations  contained 
in  the  Specification;  (by  Vaughan  Williams  and  Stirling,  L.JJ.)  thatpulveri-  25 
sation  was  an  essential;  (by  Cozbns-Hardy,  L^.)  tJuit,  although  pulverisation 
was  not  essential,  the  combination  of  materials  must  produce  a  semisolid  or 
plastic  mass;  that  there  was  novelty  and  good  subfect-matter ;  and  that  tJie 
Patent  was  valid  and  had  been  infringed.  T%e  Appeal  was  allowed  with 
costs,  but  by  consent  the  injunction  granted  was  stayed  pending  an  appeal  to  30 
the  House  of  Lords. 

On  the  21st  of  January  1890  Letters  Patent  (No.  1110  of  1890)  were  granted 
to  Charles  Addison  Hitchcock,  on  a  communication  from  abroad  by  William 
Burnley,  for  an  invention  of  '*  An  improvement  in  galvanic  batteries.'* 

The  Oomplete  Specification  was  as  follows : — '*  This  invention  relates  to  35 
*'  galvanic  batteries  constructed  and  arranged  as  I  will  describe  with  reference 
**  to  the  accompanying  drawings.    Fig.  1  is  a  vertical  central  section  of  the 
**  improved  battery.     Fig.  2  is  a  transverse  section  on  the  line  xx  oi  Big.  1. 

^'  A  is  a  cylinder  of  zinc  or  equivalent  metal  forming  the  one  electrode  and 
^*  provided  with  a  clamping  screw  B  for  connecting  a  conductor  to  it ;  a  piece  40 
•*  of  carbon  C  is  the  other  electrode.  The  cylinder  A  is  lined  with  an  exciting 
<<  agent  E  consisting  preferably  of  the  following  ingredients  viz.  salammoniac 
*'  1  part,  chloride  of  zinc  1  part,  plaster  of  Paris  3  parts  and  water  2  parts,  to 
^^  which  is  added  a  little  less  than  1  part  of  a  comminuted  vegetable  material, 
<^  preferably  flour.  For  preparing  the  exciting  agent  E,  the  materials  are  45 
'^  mixed,  forming  a  semi-fluid  which  is  poured  into  the  cylinder  A  around  a 
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"  central  core  temporarily  inserted.  The  exciting  agent  soon  sets  to  the 
"  condition  of  a  semi  solid  and  the  temporary  core  is  removed.  The  carbon  C 
"  is  then  inserted  centrally  in  the  space  left  by  the  withdrawal  of  the  core  and 
"  the  space  around  the  carbon  is  filled  with  a  compound  F  consisting  preferably 
"  of  the  following  ingredients  :  Salammoniac  1  part  chloride  of  zinc  or  other 
"  hygroscopic  analogue  -jV^l^  P^"^  ^^^  *s  depolarising  agents  pulverised  peroxide 
"  of  manganese  3  parts  with  pulverised  carbon  3^  parts. 

**  These  are  mixed  with  water  two  parts  to  form  a  semi  solid  which  is  packed 
"  in  around  the  carbon  c.  The  top  of  the  cylinder  A  is  then  sealed  around  the 
"  carbon  c  with  bitumen  or  other  suitable  material  6  substantially  impervious 
"  to  air  or  moisture.  The  materials  mentioned  as  electrodes  and  aa  exciting 
"  and  depolarising  agents  and  their  proportions  may  be  varied,  as  the  important 
"  feature  of  the  invention  is  the  interposition  between  the  positive  and  negative 
*'  electrodes  of  two  layers  of  exciting  composition,  in  a  semi  solid  or  plastic 
**  state,  the  one  in  contact  with  the  negative  electrode  having  intermixed  with 
**  it  depolarising  agents  and  the  one  in  contact  with  the  positive  electrode 
^*  having  no  such  depolarising  agents  in  its  composition. 


^  Having  now  particularly  described  and  ascertained  the  nature  of  this 
'^  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
**  what  I  claim  is  : — 

^  A  galvanic  battery  having  the  space  between  its  positive  and  negative 
"  electrodes  filled  with  a  semi  solid  or  plastic  exciting  agent  in  two  layers,  the 
^  one  layer  in  contact  with  the  negative  electrode  having  depolarising  agents 
"  intermixed  therewith,  and  the  other  layer  in  contact  with  the  positive 
"  electrode  having  no  such  depolarising  agents,  substantially  as  set  forth." 

On  the  7th  of  November  1900  the  Patent  Exploitation  Company^  Ld.^ 
commenced  an  action  against  Siemens  Brother's  A  Go.^  Ld,y  for  infringement  of 
the  Patent,  claiming  the  usual  relief. 

By  their  Statement  of  Claim  they  alleged  that  they  were  the  legal  owners  of 
35  the  Patent,  and  that  the  Defendants  had  infringed  the  same. 

The  Particulars  of  Breaches  alleged  that  the  Defendants  had  infringed  the 
Patent  by   the  manufacture   at  the  Defendants*  works  at  Woolwich,  in  the 


20 


30 


228  REPORTS  OF  PATENT,  DESIGN,        [Mar.  18, 1903. 

PcUent  Eaploitatiofif  Ld.  v.  Siemens  Brothers  A  Go,^  Ld. 

oountj  of  Kent,  shortly  before  the  month  of  November  1900,  and  by  the  sale, 
in  the  said  month  of  November  to  Gundry^  of  New  Maiden,  in  the  county  of 
Surrey,  and  divers  other  persons,  of  batteries  and  cells  made  in  the  manner 
described  and  claimed  in  the  Complete  Specification  of  the  Plaintiffs*  Letters 
Patent,  but  the  Plaintiffs  reserved  the  right  to  recover  in  respect  of  all  $ 
infringements. 

The  Defendants  by  their  Defence  did  not  admit  that  the  Plaintiffs  were  the 
registered  legal  owners  of  the  Patent,  and  they  denied  infringement,  and 
alleged  that  the  Patent  was  invalid. 

The  Particulars  of  Objections  alleged : — (1)  that  the  alleged  invention  was  10 
not  new  by   reason  of   (A)  prior  publication   of   the  invention;  (B)  prior 
use   of   the   invention ;    (0;   prior  common  general  public  knowledge  of  the 
invention  as  claimed  in  the  claiming  clause  thereof.    Particulars  of  A  and  B 
were   as  follows  : — (A)   The   alleged  invention  had  been  published  in  this 
realm  prior  to  the  date  of  the    Patent  (i)  by   the  deposit   in   the   Patent  15 
Office   Library  of  the   Specifications  of  the  following   Letters   Patent,*   the 
whole  of  each  of  which  was  relied  upon,  viz. : — (A)  British  :  (2)  Newton  (No. 
4739  of  1880)  ;  (4)  WSbb  and  Jensen  (No.  1998  of  1883) ;  (8)  Castle  Smith 
(No.  2297  of  1889).    (B)  French :  Thiibaut  (No.  142,524,  dated  the  26th  of 
April  1881,  and  the  additions  made  thereto,  dated  the  16th  of  August  1881  and  20 
the  3rd  of  April  1882).    (C)  German  :  Bender  (No.  48,695,  dated  the  9th  of 
December  1888)  ;  (ii)  by  the  publication  in  England  and  deposit  in  the  Patent 
Office  Library  of  Sylvanus  Thompson's  book  "  Elementary  Lessons  in  Electricity 
'*  and  Magnetism,"  published  in  1882.    The  parts  relied  on  were  paragraphs 
172,  173,  and  176  of  the  said  book  ;   (iii)  by  the  deposit  iu  the  Patent  Office  25 
Library,  England,  of  Delahaye*s  "L'Annee    Electrique  Deuxi^me    Ann6e," 
published  in  France  in  January  1866  ;  the  part  relied  on  was  the  description  of 
ThUhauVs  dry  cell   on    page    65    of   the    said    volume.     (B)    The   alleged 
invention  had  been  in  use  in  this  realm  prior  to  the  date  of  the  said  Letters  Patent 
(i)  by  the  Defendants,  who  purchased  in  the  year  1889  and  used  during  the  30 
same  year  at  their  works  situated  at  Woolwich  Qassner  dry  cells,  which  cells 
were    constructed    substantially  as    described  in  the  Plaintiffs'  Patent   and 
claimed  in  the  claiming  clause  thereof ;  (ii)  by  the  importation  by  Messrs. 
Kemp  and  Lauritzen^  of  Copenhagen,  in  or  about  the  month  of  February  1888, 
and  the  use  by  Messrs.  Johnson  and  Phillips^  of  London,  by  the  Itidiarubber  35 
Guttapercha  and  Telegraph  Works  Company^  of  106,  Cannon  Street,  London, 
E.C.,  and  by  Messrs.   Wood?iouse  and  Bawson^  of  11,  Queen  Victoria  Street, 
London,  E.C.,  within  this  realm  of  dry  cells  known  as  "  Hellesen  dry  cells," 
which  cells   were  constructed    substantially  as  described  in  the  Plaintiffs' 
Patent  and  claimed  in  the  claiming  clause  thereof;    (iii)  by  the  common  40 
general  use  of  sawdust,  plaster,  and  other  suitable  materials  for  fixing  the 
liquids  used  in  galvanic  batteries,  and  by  the  common  general  use  of  a  depolar- 
ising agent  in  mixture  with  the  exciting  agent  in  contact  with  the  negative 
electrode ;  (2)  that  the  said  alleged  invention  was  not  the  proper  subject-, 
matter  of  Letters  Patent.    The    Defendants   would    rely    thereunder    upon  45 
common  knowledge  concerning  the  construction  of  liquid  and  dry  primary 
batteries  and  upon  the  matters  set  out  in  paragraph  1  thereof ;  (3)  that  the 
alleged  invention  was  not  useful ;  (4)  that  the  Complete  Specification  of  the 
Patent  did  not  sufficiently  describe  the  nature  of  the  invention  and  the  manner 
in  which  the  same  was  to  be  performed.    Particulars  :  By  following  the  direc-  50 
tions  given  on  page  1,  lines  24  and  25,t  a  practical  battery  could  not  be 
constructed. 

'  *  Only  those  Speoiflcationg  relied  on  in  the  Court  of  Appeal  are  here  referred  to,  the  full  list  of 
the  aUeged  anticipations  wiU  be  found  in  the  report  in  the  Court  below,  19  R.P.0. 116. 

t  Ants,  page  227,  lines  9  to  11. 
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The  alleged  Infringement  will  be  found  deecribed  in  the  judgment   of 
Buckley ^  J.,  at  the  trisd,  and  is  referred  to  in  the  judgments  reported  below. 

It  was  proved  that  the  Plaintiffs'  battery,  made  under  the  Patent,  had  been  a 
commercial  success. 
5  The  action  was  tried  on  the  21st,  22nd,  23rd,  24th,  and  31st  of  January  1902 
by  Buckley^  J.,  who  held  that,  although  the  claim  should  be  construed  as 
embodying  some  limitations  indicated  in  the  body  of  the  Specification,  the 
Patentee  had  not  insisted  on  as  necessary,  or  claimed  as  part  of  his  invention, 
the  pulverisation  of  the  ingredients  for  the  depolarising  layer ;  that  the  claim 

10  was  too  wide  ;  and  that  the  Patent  was  invalid  for  want  of  novelty.    The  action 
was  dismissed  with  costs.* 
The  Plaintiffs  appealed. 

Astbury^  K.C.,  A.  B.  ShaWy  and  A.  Paget  (instructed  by  James ^  Mellor  and 
Coleman)  appeared  for  the  Appellants ;  Moulton,  K.C.,  A.  J.  Walter,  and  Q. 

15  Hume  (instructed  by  Bicddy  Johnsons  and  Jecks)  appeared  for  the  Respondents. 

Astbury,  K.C.,  and    Shaw   for   the    Appellants. — Infringement   is    really 

admitted,  and  the  decision  of  BucMey^  J.,  was  principally  on  the  construction 

of  the  Specification.      There  is  no  question  as  to  utility,  whether  there  is 

an  invention  or  not.     There  are  three  principal  types  of  battery.    First,  the 

20  Volta  battery,  in  which  zinc,  carbon,  and  sulphuric  acid  were  used.  The 
difiiculty  was  that  the  hydrogen  given  off  covered  up  the  carbon  and  the  battery 
became  polarised.  To  get  over  this  there  were  two  types,  the  double  and  single 
fluid  cell.  In  the  former  nitric  acid,  for  instance,  was  used  as  a  depolariser  to 
dispel  the  hydrogen.     Here  there  were  two  difficulties ;   there  had  to  be  an 

25  inner  pot,  which  was  necessarily  porous,  so  the  nitric  acid  got  to  the  zinc  ;  and, 
moreover,  the  diaphragm  hindered  the  action.  In  the  single  fluid  cell  the  zinc 
was  lifted  out  when  the  battery  was  not  wanted ;  but  this  was  not  convenient. 
Leclandh^s  was  the  best  type  of  two  cell  battery  before  the  dry  cell  battery  was 
invented.     Acid  had  disadvantages,  and  LeclanchS  used  salammoniac  and  a 

30  porous  diaphragm.  He  had  the  zinc  outside  and  the  carbon,  in  a  porous  pot, 
inside,  with  salammoniac  in  each ;  and  he  used  peroxide  of  manganese  as  a 
depolariser,  either  in  blocks  or  in  grains  ;  but  he  said  that  the  dust  must  be  ex- 
cluded at  every  point  of  contact  with  the  carbon.  The  manganese  gave  off  oxygen 
to  take  up  the  hydrogen  ;  but  in  this  the  polarisation  went  on  more  quickly 

35  than  the  depolarisation.  He  also  mixed  carbon  with  the  manganese,  thus 
extending  the  pole  throughout  the  manganese.  The  battery  was  not  portable, 
however,  and  it  had  not  constancy,  owing  to  the  hydrogen  forming  quicker 
than  the  depolarisation  went  on.  Constancy  is  very  important  with  telephones. 
After  Leclcmchi  there  were  many  attempts  to  get  dry  cells,  for  these  will  not 

40  spill.  There  were  nine  points  desired  :  (1)  constancy  in  action,  (2)  portability, 
(o)  no  re-arrangement  or  re-charging  necessary,  (4)  no  noxious  fumes,  (5)  no 
liability  to  break  (there  is  no  pot  inside  the  Plaintiffs'  cell),  (6)  a  large  current  for 
the  size,  (7)  cheapness,  (8)  low  internal  resistance  (any  diaphragm  causes  some 
resistance),  and  (9)  retention  of  power  when  not  in  use.     There  were  a  large 

45  number  of  attempts  to  get  these  desiderata,  or  the  most  important  of  them. 
The  Plaintiffs'  battery  drove  all  others  off  the  market.  There  was  an  invention 
undoubtedly,  but  it  was  held  below  that,  as  the  Specification  ought  to  be 
construed,  it  was  not  properly  claimed.  The  decision  turned  on  the  construc- 
tion which  ought  to  be  put  on  the  Specification.    If  an  invention  is  meritorious 

50  the  Court  will  be  inclined  to  support  it.  BtuMey,  J.,  held  that  "  pulverisation  " 
included  pounding,  which  had  been  done  before.  But  the  combination  was 
new,  and  one  ought  not  to  eke  out  anticipation  piece  by  piece  from  previous 
failures.    So  making  up  a  combination  may  be  invention  if  it  turns  failure  into 


♦  19  R.P.0. 113. 
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success.  [The  Specification  was  read.]  It  is  essential  that  iD  the  PlaintifEs' 
battery  there  should  be  two  pastes.  Both  pastes  have  the  excitant  in  them ;  it 
must  be  equally  distributed  in  them.  In  the  outer  paste  the  plaster  of  Paris  acts  as 
a  good  filter  for  fluids  but  has  a  property  of  preventing  insoluble  matter  passing 
through  it,  and  the  inner  paste  or  the  powdered  materials  do  not  get  through.  The  5 
third  element  is  a  hygroscopic,  for  which  chloride  of  zinc  may  be  used.  There  is 
also  a  little  comminuted  vegetable  matter  in  the  outer  paste.  The  filtering  sub- 
stance allows  the  moisture  to  go  where  it  is  wanted.  As  to  the  inner  layer,  there, 
for  the  first  time,  pulverised  manganese  was  used.  Buckley,  J.,  refused  to  give 
"  pulverised  "  its  proper  meaning.  In  the  alleged  anticipations,  which  are  all  10 
paper  anticipations,  there  was  no  pounding  to  pulverisation.  One  cannot  make 
the  inner  paste  unless  one  has  the  pulverisation  ;  there  is  nothing  like  plaster 
of  Paris  to  set  in  it ;  one  depends  on  the  pulverisation  of  the  manganese  and 
carbon  for  getting  a  paste.  The  operation  of  one  pole  is  extended  through  the 
inner  paste  by  means  of  the  pulverised  carbon,  and  the  interaction  of  the  carbon  15 
and  manganese  is  so  close  as  altogether  to  prevent  any  polarisation,  and  the  path 
of  the  current  is  also  reduced  in  length  ;  so  thai  the  force  of  the  battery  is  great 
for  its  size.  The  Patentee  carefully  points  out  in  the  Specification  that  equi- 
valents may  be  used  for  the  chemical  elements.  These  equivalents  were  well 
known.  But  he  also  indicates  what  cannot  be  varied.  The  outer  paste  must  20 
be  excitant,  and  must  have  certain  things.  For  instance,  it  is  obvious  that  for 
the  setting  it  must  be  composed  of  materials  which  from  being  a  semi-solid 
must  set.  Therefore,  when  he  says  "  preferably,"  plaster  of  Paris  could  not, 
for  instance,  be  wholly  omitted  without  putting  in  an  equivalent.  So  in  the 
inner  paste  "  preferably  "  applies  to  the  ingredients  but  not  to  the  pulverisation,  25 
for  one  has  to  get  the  semi-solid.  [Vaughan  Williams,  L.J.,  referred  to  the 
words  from  "  The  invention  is "  to  "  composition  "  as  the  statement  of  the 
invention.]  Yes  ;  although  a  man  did  not  use  any  of  the  materials  mentioned, 
if  he  used  equivalents  and  did  what  is  in  that  passage  described,  he  would 
infringe.  [Vaughan  Williams,  Zr. jr.— And,  if  that  was  done  before,  your  30 
Patent  is  bad  ?]  Yes,  But  no  one  had  done  it  before ;  it  was  quite  new.  The 
Patentee  says  that  the  essential  is  the  two-paste  arrangement ;  but  the  substances 
tsJcen  must  be  capable  of  making  the  pastes.  [STIRLING,  L.c7. — The  word  "paste'* 
does  not  occur.]  I  use  it  for  semi-solid  or  plastic.  If  granular  manganese 
were  used — not  colourably  pulverised— there  would  be  no  semi-solid  mixture,  35 
and  that  would  not  be  an  infringement.  The  Patentee  says  the  electrodes  and 
agents  may  be  varied.  As  a  fact  no  substitute  for  the  plaster  of  Paris  is  known. 
All  the  chemical  ingredients  mentioned  in  the  Specification  were  old.  The  inven- 
tion is  for  the  construction  and  arrangement.  [  Walter,  in  answer  to  a  question  by 
the  Court  as  to  whether  utility  was  then  challenged,  said  the  battery  as  described  40 
would  burst.]  Putting  a  vent-hole  is  common  knowledge.  [The  following  alleged 
anticipations  were  distinguished  :— Newton,  Webb  and  Jensen,  ThiebaiU,  Castle 
Smithy  and  Bender.  They  will  be  found  referred  to  in  the  judgments,  and 
particularly  in  that  of  Stirling,  7v.J.]  The  ofius  is  on  the  Defendants  to 
show  that  the  alleged  anticipations  will  do  what  the  Plaintiflfe'  will ;  but  there  45 
is  no  suggestion  of  that  in  the  evidence.  The  Patent  is  for  the  construction  and 
arrangement ;  it  is  not  claimed  that  any  of  the  substances  are  new.  A  Patent 
for  a  combination  cannot  be  defeated  by  taking  one  point  from  one  alleged 
anticipation  and  another  from  another.  [The  judgment  was  read.]  Pulverisa- 
tion is  only  one  of  the  features  of  the  invention.  It  is  submitted  that  the  50 
findings  as  to  what  was  known  are  not  correct.  Even  if,  as  Buckley,  J.,  says, 
the  PlaintiflEs'  cell  is  substantially  a  Leclanchf  cell  with  the  electrolytes  in  a 
pasty  condition,  that  alteration  might,  if  it  gave  a  better  result,  be  a  good 
invention.  The  PlaintiflEs'  cell  is  superior  to  anything  that  had  gone  before, 
and  largely  because  of  the  pulverisation.  [Vaughan  Williams,  LJ. — ^You  55 
want  the  carbon  and  manganese  so  mixed  that  at  every  point  of  contact  with 
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the  carbon  pole  there  will  be  carbon  in  contact  with  it.]  That  is  so,  and  that 
was  a  new  saggestion.  The  knowledge  of  the  time  was  that  powdering  the 
mangancbo  was  a  disadvantage.  The  Patentee  worked  out  the  problem  of 
getting  the  advantages  of  the  different  features  without  the  disadvantages. 
5  The  invention  may  be  the  result  of  a  combination  of  small  details,  but  these  are 
important  as  the  result  shows.  The  judgment  is  itself  contradictory  as  to  the 
pulverisation.  The  semi-solid  or  plastic  state  is  of  the  essence  of  the  invention, 
and  that  requires  pulverisation.  A  two-paste  Leclanchd  battery  was  not  known 
before  the  date  of  the  Patent.    The  cross-examination  was  addressed  to  the  fact 

10  that  the  Patentee  had  picked  out  one  thing  here  and  another  there ;  but  that  is 
exactly  the  Plaintiffs'  case.  Lord  Justice  James^  in  Van  Heyden  v.  Neustadt 
(L.R.  14  Ch.  D.  230),  said  that  '^  a  mosaic  of  anticipations  does  not  invalidate  a 
"  Patent."  Evidence  was  given  for  the  Defendants  that  a  battery  could  be 
made  from  ThiibauVs  first  addition,  but  this  was  by  an  expert  chemist  with  the 

15  knowledge  of  our  invention.  American  Braided  Wire  v.  Thompson  (5  R.P.C. 
124)  shows  what  the  test  of  prior  publication  should  be.  Mr.  Ballantyne 
would  know  what  to  disregard  in  ThiebauVs  documents.  On  the  other  hand 
the  Plaintiffs'  witness  on  this  point,  who  was  an  experienced  and  practical  man, 
failed  to  get  a  cell  from  any  of  them.    In  ThUbauVs  second  addition  he  himself 

20  told  one  to  go  away  from  his  first  addition ;  it  was,  in  fact,  never  acted  on. 
TniebauVs  three  papers  were  deposited  in  the  Patent  Office  at  one  time,  and  the 
question  is  did  they  form  a  publication  of  our  invention.  The  Defendants' 
witness  followed  the  second  document  only.  [Vaughan  WILLIAMS,  LJ^, — Is 
it  not  enough  that  one  of  the  documents  contained  it  ?]     One  has  to  put  oneself 

25  in  the  position  of  a  person  reading  them  at  the  Patent  Office.  Even  if  a  cell  could 
be  made  at  all,  the  details  of  our  invention,  which  made  it  successful,  are  not 
in  ThiebaiU.  Unless  a  paper  anticipation  leads  clearly  to  the  result,  it  will  not 
be  held  to  defeat  a  subsequent  Patent  (Otto  v.  Linford,  46  L.T.  (N.S.)  44).  The 
words  "  semi-solid  or  plastic  state  "  import  the  pulverisation  with  some  liquid 

30  matter  added.  The  absence  of  the  diaphragm  is  important,  and  the  material 
must  keep  its  form. 

MoultoHj  K.C.,  and  Walter ^  for  the  Respondents. — The  real  answer  to  this  case 
does  not  require  ThiSbaut.  A  Patentee  may  make  a  claim  either  for  the  class 
or  the  individual  thing.    Here  the  Patentee  claims  the  class  and  not  the  indi- 

35  vidual  battery.  The  whole  class  was  part  of  the  knowledge  of  the  time.  The 
Patentee  claims  a  battery  with  two  layers  of  paste,  both  with  excitants  but  only 
one  with  a  depolariser.  The  Patentee  gives  one  prescription,  as  he  was  bound  to 
do,  but  materials  are  not  of  the  essence,  as  the  Specification  shows  throughout. 
It  is  expressly  said  that  the  materials  and  their  proportions  may  be  varied.   One 

40  is  within  the  claim  if  one  has  the  two  semi-solid  layers,  one  excitant  and  the 
other  depolarising  with  the  excitant  in  it ;  the  two-paste  battery  without  a 
depolariser  in  one  of  the  pastes  is  broadly  claimed.  There  was  no  novelty  in 
such  a  claim.  There  was  the  knowledge  that  the  space  where  the  electrolyte 
is  could  be  occupied  by  something  that  would  not  spill.    The  Patentee  has 

45  claimed  taking  a  battery  and  making  the  electrolytes  pasty  ;  this  was  done 
before.  The  use  of  a  hygroscopic  was  old,  and  the  Patentee  hermetically  seals 
his  cell,  which  looks  as  if  he  did  not  understand  it.  {^Bender  was  referred  to.] 
Bender  assumes  all  that  the  Patentee  claims ;  he  treats  it  as  common  knowledge. 
The  Patentee's  materials  are  merely  pasty  in  the  sense  that  sand  and  water  in  the 

50  proper  consistency  are.  Having  regard  to  Bender^  who  has  the  carbon  in  the 
centre,  crushed  carbon  and  manganese  peroxide  round  it,  and  an  excitant  paste, 
there  was  no  invention.  As  to  putting  in  a  hygroscopic,  that  was  common 
knowledge.  Leclanche  had  no  objection  to  dust  electrically  ;  his  objection  to 
it  was  in  reference  to  the  porous  pot.     [The  evidence  was  referred  to  and  also 

55  Thiebaut,']  This  is  a  broad  claim  for  a  battery  having  two  layers  of  paste  with 
a  depolariser  in  one  ;  therefore  the  Patentee  cannot  rely  on  the  merits  of  the 

T  2 
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instance  which  he  has  given.  Bender  and  ThiSbaut  are  more  important  as 
showing  a  want  of  invention  in  the  specific  example  than  for  the  broader 
argument  which  is  snbmitted  on  behalf  of  the  Defendants.  One  paste  may  only 
differ  from  the  other  in  having  a  depolariser.  [Vaughan  WILLIAMS,  LJ, — 
The  two  layers  in  the  instance  given  are  essentially  different.]  Yes,  because  5 
one  layer  only  has  the  depolariser,  but  having  the  depolariser  in  one  layer  only 
was  known.  The  merits  of  the  particular  instance  cannot  be  called  in  aid,  for  the 
matei'ials  may  be  varied.  The  Plaintiffs  say  that  acid  depolarisers  are  excluded  ; 
but  that  is  not  so  in  the  claim.  Many  other  things  are  plastic  or  semi-^olid  in  the 
sense  of  the  Specification — e.g.^  paper  pulp.  Plasticity  in  the  Specification  does  10 
not  necessarily  mean  cohesiveness.  It  was  common  knowledge  that  in  batteries 
wherever  one  could  use  a  liquid  one  could  use  a  paste  by  adding  proper  things — 
e.g.,  paper  pulp.  Whether  there  was  one  or  two  fluids  this  could  be  done  ;  the 
physical  condition  of  an  electrolyte  could  be  changed.  The  Patentee's  claim 
is  a  class  claim  defined  by  the  passage  in  the  Specification  in  which  he  states  15 
what  his  invention  is  ;  and  that  is  old  by  reason  of  the  common  knowledge  of 
electricians.  The  evidence  for  the  Plaintiffs  and  the  case  for  them  is  based  on 
the  merits  of  the  particular  instance.  "  Substantially  as  described  "  cannot  give 
a  man  the  option  of  two  meanings  of  the  claim ;  it  means  that  the  things 
condescended  on  as  constituting  the  invention,  not  things  not  so  condescended  20 
on,  are  substantially  to  be  present.  While  giving  an  instance,  a  Patentee  may 
claim  for  a  class.  The  words  must  not  negative  what  is  claimed.  They  do  not 
import  all  that  is  in  the  Specification.  It  means  that  the  characteristics  are  to 
be  substantially  as  described  ;  here  the  words  do  not  bring  in  the  suggested 
limitations.  On  the  interpretation  for  which  we  contend  no  doubt  the  25 
Defendants  infringe ;  but  not  if  the  narrow  construction  is  adopted.  The 
Plaintiffs  have  to  defend  the  wide  claim  which  they  have  made ;  and 
common  knowledge  may  be  always  read  into  everything.  [Cozbns-Hardy, 
L.J. — On  what  passage  in  the  Specification  did  Professor  Thompson  found 
his  view  that  an  acid  depolariser  was  excluded  ?!  There  is  nothinjgf  to  30 
justify  that.  The  limitation  contended  for  of  the  claim  cannot  be  justified. 
First,  it  is  said  that  the  battery  is  to  be  of  the  Leclanchi  type  ;  secondly,  the 
electrodes  are  to  correspond  to  the  zinc  and  carbon ;  thirdly,  one  layer  is  to  be 
a  material  of  the  class  of  plaster  of  Paris ;  fourthly,  the  other  layer  is  to  be  of 
finely  pulverised  materials  as  opposed  to  any  other  semi-solid  or  plastic  body  ;  35 
fifthly,  it  is  limited  to  solid  depolarising  agents  which  are  non-acid  and  in  a  finely 
pulverised  condition.  All  these  limitations  are  unjustified  and  are  suggested  to 
avoid  anticipations.  In  the  Specification  the  Patentee  first  describes  the  instance 
and  then  states  the  invention,  expressly  stating  that  the  electrodes  and  agents 
may  be  varied,  but  this  is  limited  only  by  the  words  following.  There  is  40 
nothing  excluding  acid  agents.  [STIRLING,  LJ. — Suppose  one  had  sand  and 
nitric  acid  as  the  depolarising  agent  ?]  There  is  nothing  to  exclude  that 
[Stirling,  LJf. — ^The  depolariser  must  not  be  found  in  the  other  layer  ;  with 
nitric  acid  and  sand  would  it  not  penetrate  through  ?]  In  use  it  would  no 
doubt,  but  it  is  the  duty  of  the  Patentee  to  warn  people.  The  class  of  batteries  45 
is  not  defined  by  the  instance  given,  but  by  the  general  words  in  which  the 
Patentee  states  his  invention.  ^'Semi-solid  or  plastic**  is  not  defined  in  or 
limited  by  the  Specification  ;  the  words  must  be  given  their  ordinary  meaning. 
The  alleged  limiting  qualities  are  not  in  any  way  defined  or  pointed  out  in  the 
Specification.  The  properties  of  the  particular  ingredients  cannot  be  read  in  50 
to  limit  the  class.  The  Leclanche  battery  well  known  at  the  date  of  the  Patent 
was  of  two  types ;  in  each  there  were  two  layers ;  in  one  the  layers  were 
separated  by  a  porous  pot ;  in  the  other  the  carbon  and  peroxide  of  manganese 
were  pulverised  and  formed  into  an  agglomerate  which  was  fastened  on  to  the 
carbon  pole.  [The  alleged  anticipations  were  then  referred  to  in  detail.]  It  55 
is  submitted  that  the  Patent  is  for  a  class  which  is  defined  by  having  two 
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semi-solid  layers,  one  only  of  which  contains  a  depolariser.  There  is  no  other 
limitation.  If,  however,  the  Patent  is  limited  by  the  example,  then  fine  pulveri- 
sation is  not  described  as  an  essential.  The  common  knowledge  existing  at  the 
date  of  the  Patent  leaves  no  subject-matter ;  besides  which  there  is  no  novelty. 
5  The  special  characteristic  of  the  outer  layer  standing  by  itself  is  found  in  the 
anticipations.  On  the  broad  construction  of  the  Specification  the  Defendants 
infringe,  but  not  on  the  narrow  one. 

Astbury^  K.C.,  replied. — The  Patent  is  not  so  wide  as  alleged  by  the  Defen- 
dants ;  but,  on  the  other  hand,  it  is  not  a  Patent  for  the  example  given. 

10  Reading^  the  Specification  reasonably,  the  Patent  is  fairly  wide.  One  must 
distinguish  between  the  invention  and  the  important  feature  of  it.  The 
invention  relates  to  batteries  constructed  and  arranged  as  described  with 
reference  to  the  drawing.  The  word  "  lined  "  in  reference  to  the  outer  layer  is 
important.    It  has  been  argued  that  "  preferably"  means  that  all  the  ingredients 

15  can  be  changed  ;  one  has  to  look  further  on  to  see  what  that  word  means  ;  but 
the  Patentee  says  "  preferably  "  because  he  is  giving  the  best  prescription.  The 
exciting  agent  must  be  something  which  **  sets  "  to  a  semi-solid.  There  are  two 
essentials  which  cannot  be  altered— the  plaster  of  Paris  in  the  outer  layer,  and 
the  pulverised  carbon  in  the  inner  one.    Three  things  must  be  considered  in 

20  construing  a  Specification — ^the  language,  the  object,  and  the  knowledge  of  the 
time.  It  is  the  exciting  and  depolarising  agents  which  may  be  varied,  not  the 
compounds  E  and  P.  The  Patentee  says  "  preferably  "  because  there  are  certain 
chemical  equivalents  for  the  salammoniac  and  manganese  peroxide.  '*  Semi-solid 
•*  or  plastic  "  is  not  alternative  ;  the  two  words  are  used  to  describe  the  same 

25  thing ;  "  plastic  "  means  something  that  will  stand  up  and  keep  its  form — it  is 
the  opposite  of  elastic  ;  the  plasticity  is  the  definition  of  the  degree  of  pulveri- 
sation to  which  one  must  go  ;  it  is  against  the  notion  of  granules  being  included. 
Again,  acid  depolarisers  are  excluded.  To  say  that  nitric  acid  might  be  substi- 
tuted for  the  manganese  and  carbon  is  doing  violence  to  the  language.    One 

30  could  not  get  a  semi-solid  with  an  acid  and  water,  and,  further,  the  acid  would 
diffuse  through  to  the  outer  paste.  "  Substantially  as  set  forth'*  means  made  sub- 
stantially as  described  in  the  Specification.  These  words  must  be  read  as  having 
reference  to  the  description  of  the  whole  invention.  The  claim  is  for  a  class  of 
battery  having  two  layers,  semi-solid  or  plastic,  with  a  depolariser  only  in  one 

35  and  hygroscopics  in  both ;  the  acid  class  is  excluded.  The  depolariser  must  be 
a  solid  pulverised  depolariser  ;  but  the  exciting  and  depolarising  agents  may  be 
varied  subject  to  the  limitations.  [The  alleged  anticipations  were  referred  to.] 
The  true  construction  of  the  Specification  is  (1)  that  the  Patent  is  for  a  battery 
constructed  as  arranged  and  described  in  the  drawings  ;  (2)  the  space  between 

40  the  electrodes  must  be  filled  with  two  layers  which  are  to  be  semi- solid  or 
plastic,  the  one  having  depolarising  agents  in  it,  the  other  not,  and  in  such  a 
way  that  one  cannot  permeate  into  the  other ;  (3)  the  outer  paste  must  have  an 
excitant,  a  hygroscopic,  plaster  of  Paris  or  its  equivalent,  and  a  comminuted 
vegetable  material ;   (4)  the  inner  paste  must  have  an   insoluble  pulverised 

45  depolariser,  pulverised  carbon  or  its  equivalent,  an  excitant  and  a  hygroscopic  ; 
(5)  as  the  insoluble  depolariser  excludes  acids  they  are  also  excluded  in  the 
outer  layer  ;  and  (6)  the  materials  mentioned  as  electrodes,  and  the  component 
parts  of  the  layers  and  their  proportions  may  be  varied,  but  not  their  physical 
nature,  and,  if  they  are  varied,  equivalents  must  be  used. 

50      Judgment  was  reserved,  and  delivered  on  the  20th  of  December  1902. 

Vaughak  Williams,  LJ.—l  agree  with  Mr.  Justice  Buckley  that  the  issue 
in  this  case  is  novelty  and  subject-matter,  and  certainly  is  neither  utility  nor 
infringement.  There  can  be  no  doubt  but  that  the  PlaintiflFs'  battery  has 
achieved  a  great  commercial  success  and  meets  a  want  not  hitherto  satisfied. 

55  It  is  really  a  useful  invention ;  and  the  Defendants'  battery  is  the  Plaintiffs' 
battery,  plus  tragacanth,  a  useless  and  immaterial  addition.    It  is  said  by  the 
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Defendants  that  the  PlaintiflEs'  Specification  wants  the  characteristic  novelty 
necessary  to  support  the  grant  of  Letters  Patent  under  the  Statute  of  Monopolies, 
and  that  even  if  the  Plaintiffs'  battery,  as  defined  by  the  Plaintiffs'  Sp'ecification 
and  claim,  has  some  new  features,  they  are  not  such  as  to  constitute  proper 
subject-matter  for  a  grant  of  Letters  Patent.  It  is  sufficient  for  the  Defeudants  5 
if  the  Plaintiffs'  Patent  exhibits  this  deficiency.  A  Patentee's  rights  are 
defined  by  his  Specification  and  claim.  The  Plaintiffs  cannot  supplement  their 
Letters  Patent  by  proTing  that  the  batteries  as  in  fact  made  under  their  Letters 
Patent  show  invention  and  invention  of  such  a  character  as  to  constitute  good 
subject-matter.  But,  on  the  other  hand,  it  is  important,  when  the  Court  comes  10 
to  construe  the  Plaintiffs'  Specification,  to  look  and  see  whether  the  Plaintiffs' 
battery  in  so  far  as  it  exhibits  novelty  constitutes  a  useful  invention,  and  in 
making  this  inquiry  the  Court  should  have  regard  to  the  past  history  of  the 
subject-matter  of  the  Patent,  which  is  in  this  case  galvanic  batteries,  and 
should  have  regard  to  the  recognised  deficiencies  of  ^vanic  batteries  up  to  15 
date  and  to  the  utility  of  the  Plaintiffs'  battery  in  meeting  those  deficiencies 
as  evidenced  by  the  adoption  of  that  battery  in  the  market  and  in  daily  use 
to  the  exclusion  largely  of  its  predecessors.  And  the  Court  should  have,  in 
my  opinion,  regard  also  in  construing  a  Specification  to  common  knowledge 
up  to  date.  If  the  Court  finds  that  the  Plaintiffs'  battery  as  made  meets  a  20 
recognised  deficiency  then  if  the  Specification  is  capable  of  more  constructions 
than  one,  including  a  construction  which  will  read  the  Specification  as  defining 
a  battery  such  as  that  which  has  attained  a  practical  success,  the  Court  will  be 
astute  to  adopt  that  construction,  and  in  order  to  do  so,  will  not  hesitate  to 
reject  even  the  natural  construction  of  words  on  the  ground  that  such  natural  25 
construction  is  so  inconsistent  with  up  to  date  common  knowledge  that  it  is 
impossible  that  the  Patentee  could  have  used  the  words  in  question  in  their 
mere  natural  sense. 

Having  made  these  observations  on  the  principles  to  be  applied  in  con- 
struing a  Specification  and  the  claims  therein,  I  will  now  deal  with  the   30 
construction    of   the    Specification    and    claims    in    the  present    case.     The 
subject-matter  of  the  Patent  is  a  dry  cell  or  dry  galvanic  battery.  The  principles 
involved  in  galvanic  batteries  were  old,  and  no  question  arises  as  to  that.    The 
application  of  these  principles^  in  a  particular  and  effective  manner  is  the 
novelty  of  the  invention.     It  'is  a  Patent  relating  to  the  construction  and  35 
arrangement  of  galvanic  batteries,  and  is  described  with  reference  to  accom- 
panying drawings.    There  were  difficulties  to  be  overcome  in  the  application 
of  the  principles  of  the  construction  of  ^vanic  batteries.    In  all  galvanic 
batteries  there  are  two  electrodes,  one,  the  positive  or  anode,  is  in  nearly  all 
batteries  zinc,  and  the  negative  or  cathode  is  generally  carbon.     In  order  to  40 
generate  electricity  it  is  necessary  to  have  the  action  of  an  excitant  burning  or 
eating  into  the  zinc,  and  in  order  to  secure  conductivity  to  the  cathode  the  path 
between  the  anode  and  the  cathode  must  be  more  or  less  wet  or  damp.    As  to 
the  cathode,  the  difficulty  met  with  was  that,  by  the  action  of  the  acid  on  the 
zinc,  hydrogen  was  given  off,  and  formed  a  kind  of  film  round  the  cathode,  and  45 
this  film  formed  by  bubbles  of  hydrogen  gas  depreciated  and  finally  stopped  the 
action  of  the  battery.    To  prevent  this,  it  was  necessary  to  introduce  a  depolar- 
ising agent.    A  well-known  form  of  cell  was  the  Leclafiche.    The  cell  used  was 
a  fiuid  cell,  and  the  excitant  was  salammoniac,  but  there  were  several  objections 
to  such  a  cell.    One  was  that  it  was  undesirable  to  use  anything  that  would  spill,  50 
another  was  the  difficulty  of  separating  the  excitant  from  the  depolariser.    This 
was  sometimes  done    by  placing  the  depolariser    in    a  porous  pot.      These 
difficulties  led  to  the  attempt  to  substitute  dry  cells  for  wet  cells  by  filling  up 
the  space  between  the  anode  and  the  cathode  with  semi-solids  containing  the 
necessary  amount  of  moisture.    The  Leclanche  cell  as  first  made  was  a  single  55 
fiuid  cell.    Presently  two  fluid  cells  were  introduced,  and  in  the  case  of  dry 
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cells  some  attempts  were  made,  but  with  no  great  success,  to  introduce  dry  cells 
with  two  layers  of  solid,  separate  from  each  other. 

I  have  briefly  sketched  the  general  character  of  galvanic  batteries  and  the 
recognised  difficulties  in  their  construction,  because  I  think  it  necessary  to 
5  bear  this  in  mind  in  construing  the  Specification.  The  Court  should  not,  in 
construing  it,  put  a  meaning  on  words  inconsistent  with  the  principles  of 
galvanic  batteries  or  the  objects  commonly  known  to  be  in  view,  even  though 
grammatically  the  words  may  be  capable  of  such  construction. 

I    will    now  consider  the  terms    of    the    Specification.      It    begins    by  a 

10  statement  that  the  invention  relates  to  galvanic  batteries  constructed  and 
arranged  as  described  with  reference  to  the  accompanying  drawings.  After 
describing  the  zinc  cylinder  forming  the  anode,  the  Patentee  goes  on  to 
say  that  the  cylinder  is  lined  with  an  exciting  agent  '*  E,"  consisting  preferably 
of  the  following  ingredients,  viz.,  salammoniac  one  part,  chloride  of  zinc  one 

15  part,  plaster  of  Paris  three  parts,  and  water  two  parts,  to  which  is  added  a  little 
less  than  one  part  of  comminuted  vegetable  material,  preferably  flour.  For 
preparing  the  exciting  agent  E  the  materials  are  mixed,  forming  a  semi-fluid, 
which  is  poured  into  the  cylinder  A  around  a  central  core  temporarily  inserted. 
The  exciting  agent  soon  sets  to  the  condition  of  a  semi-solid  and  the  temporary 

20  core  is  removed.  The  carbon  "  C  "  is  then  inserted  centrally  in  the  space  left  by 
the  withdrawal  of  the  core  and  the  space  around  the  carbon  is  filled  with  a 
compound  F,  consisting  preferably  of  the  following  ingredients  ;  salammoniac 
one  part,  chloride  of  zinc  or  other  hygroscopic  analogue  one-tenth  part,  and  as 
depolarising  agents  pulverised  peroxide  of  manganese  three  parts,  with  pulver- 

25  iscKi  carbon  three  and  a  half  parts.  These  are  mixed  with  water  two  parts,  to 
form  a  semi-solid,  which  is  packed  around  the  carbon.  The  cylinder  is  then 
sealed  to  make  it  impervious  to  air  or  moisture.  Thus  far  the  Specification 
having  defined  the  electrodes  and  the  ingredients  of  the  exciting  agent  forming 
first  a  semi-fiuid,  and  afterwards  setting  to  a  semi-solid  and  the  ingredients  of 

30  the  depolarising  agent,  no  difficulty  of  construction  arises,  except,  perhaps,  with 
regard  to  the  limitations  of  the  word  "  preferably  "  where  used.  But  there  are 
other  matters  in  the  Specification  which  raise  some  difficulties  in  construction, 
and  one  is  the  passage  which  says,  '*  the  materials  mentioned  as  electrodes  and 
^  as  exciting  and  depolarising  agents  and  their  proportions  may  be  varied,  as  the 

35  "  important  feature  of  the  invention  is  the  interposition  between  the  positive 
**  and  negative  electrodes  of  two  layers  of  exciting  composition  in  a  semi-solid 
"'  or  plastic  state,  the  one  in  contact  with  the  negative  electrode  having  inter- 
**  mixed  with  it  depolarising  agents,  and  the  one  in  contact  with  the  positive 
*'  electrode  having  no  such  depolarising  agents  in  its  composition."    Then 

40  follows  the  claim,  which  runs  thus  : — "  I  declare  that  what  I  claim  is  a  galvanic 
''  battery  having  the  space  between  its  positive  and  negative  electrodes  filled 
**  with  a  semi  solid  or  plastic  exciting  agent  in  two  layers,  the  one  layer  in 
"  contact  with  the  negative  electrode  having  depolarising  agents  intermixed 
'*  therewith,  and  the  other  layer  in  contact  with  the  positive  electrode  having  no 

45  "  such  depolarising  agents,  substantially  as  set  forth."  The  Defendants  argue 
first  that  the  claim  of  the  Patentee  is  limited  merely  to  the  class  of  batteries 
which  have  two  electrodes  with  a  space  between  them  filled  with  two  layers  of 
which  each  is  to  be  semi-solid  or  plastic,  of  which  both  are  to  contain  an 
exciting  agent  and  only  one,  namely,  that  next  to  the  negative  electrode,  is  to 

50  contain  depolarising  agents.    I  cannot  think  that  this  construction  is  right. 

Having  regard  to  the  words  of  the  claim  and  of  the  Specification,  I  Uiink  the 
Specification  and  claim  must  be  read  and  construed  as  a  whole.  The  Defendants 
say  that,  even  if  you  do  read  the  claim  in  the  light  of  the  body  of  the  Specifica- 
tion, you  do  not  find  any  essential  set  forth  beyond  what  you  find  in  the  words 

55  of  the  claim  itself.  They  say  that  the  word  "preferably,"  coupled  with  the 
clause  as  to  variation  of  the  ingredients,  negative  any  definition  of  essentials  in 
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the  body  of  the  Specification ;  and  Mr.  Walter  in  summing  up  the  case  of  the 
Defendants  contends  that  the  Specification  claims  broadly  any  galvanic  battery 
with  two  pasty  layers — semi-solid  or  plastic  layers — ^with  any  electrodes,  with 
any  excitants,  and  with  an^^  materials,  so  long  as  the  depolariser  does  not  come 
in  contact  with  the  zinc.  Counsel  for  the  Plaintiffs*  on  the  other  hand  contend  5 
that  the  variations  must  be  so  limited  that  the  ingredients  remain  of 
the  same  character  as  those  set  forth  in  the  prescription  which  the  Patentee 
prefers.  There  must  be,  therefore,  no  inert  matter ;  there  must  be  no  liquid 
acid  ;  there  must  be  between  the  poles  two  semi-solid  or  plastic  pastes ;  both 
pastes  must  contain  an  excitant ;  both  pastes  must  contain  a  hygroscopic  ;  the  10 
inner  paste  must  contain  a  pulverised  depolariser ;  each  paste  must  be  indepen- 
dently excited  ;  the  one  paste  must  not  draw  its  excitant  from  the  other.  I 
think  that  this  contention  is  substantially  right,  and  I  think  that  the  pulverisation 
of  the  depolariser  together  with  the  carbon  is  essential  and  cannot  be  omitted. 
The  Specification  allows  you  to  vary  the  depolariser.  You  may  take,  for  15 
instance,  a  metallic  peroxide  other  than  peroxide  of  manganese,  but,  having 
regard  to  the  wording,  I  think  that  you  must  always  give  the  depolariser  some 
conductivity  by  the  addition  of  carbon.  I  do  not  think  that  the  option  to  vary 
the  ingredients  extends  to  the  pulverisation  of  those  ingredients  which  are 
directed  to  be  pulverised.  Mr.  Justice  Buckley  himself  takes  this  view,  as  I  20 
understand,  that  in  construing  the  claim  the  Court  must  have  regard  to  the 
body  of  the  Specification,  and  that  there  are  some  limits  to  the  variation  of  the 
ingredients  permitted  by  the  Specification,  for  he  says: — "Looking  at  the 
"  Specification  I  find  that  the  invention  is  one  for  construction  and  arrange- 
'^  ment,  and  that  which  is  claimed  is  the  construction  and  arrangement  of  a  25 
"  battery  having  the  space  between  the  two  electrodes  filled  with  two  layers,  of 
"  which  each  is  to  be  semi-solid  or  plastic,  of  which  both  are  to  contain  the 
^*  exciting  agent  and  only  one,  namely,  that  next  the  negative  electrode,  is  to 
"  contain  depolarising  agents.  This  is  the  whole  of  the  claim  with  which  the 
"  Patentee  concludes,  but  feiirly  read  I  do  not  think  that  the  claim  of  the  Patent  30 
*•  as  a  whole  stops  there.  From  the  body  of  the  Specification  I  think  I  must 
"  add  this,  that  the  depolarising  layer  is  to  be  made  of  ingredients  of  some 
''  such  sort  as  that,  when  mixed  with  two  parts  of  water,  a  semi-solid  will  be 
"  formed,  and  that  the  depolarising  layer  is  to  contain  some  hygroscopic. 
"  I  get  this  from  lines  20  to  24  of  the  Specification.*  I  think  also  I  ought  35 
"  to  read  into  the  claim  that  the  exciting  agent  must  be  made  of  some 
"  materials  which  will  set  to  the  condition  of  semi- solid,  so  that  the  temporary 
"  core  can  be  removed  {see  line  17)t,  and  possibly,  although  of  this  I  have  more 
"  doubt,  that  it  is  to  contain  some  hygroscopic  {see  line  12).J  In  the  above 
'*  it  seems  to  me  that  I  have  given  the  Patentee  everything  which,  upon  40 
**  the  Specification  fairly  read,  is  included  in  his  claim."  The  learned  Judge, 
however,  does  not  seem  to  regard  the  pulverisation  of  the  depolarising 
agents  with  the  carbon  as  essential,  or  as  a  direction  which  cannot  be 
varied.  I  regard  the  pulverisation  of  these  ingredients  as  essential.  The 
learned  Judge  is  of  opinion  that  the  points  of  novelty  .at  best  are  only  45 
two ;  the  one  the  absence  of  the  diaphragm,  the  other  the  making  the 
depolariser  layer  of  materials  capable  of  being,  and  which  are,  pulverised. 
As  to  the  absence  of  the  diaphragm,  Mr.  Justice  Buckley  refuses  to  recognise 
novelty  in  this  because  Thiehaut  and  Webb  and  Jensen  use  no  diaphragm,  and 
also  on  the  ground  that  the  evidence  showed  the  diaphragm  to  be  of  no  50 
importance.  I  cannot  agree  that  the  diaphragm  was  of  no  importance  in  any 
case  in  which  it  is  directed  to  be  used  in  any  of  the  alleged  anticipatory 
Patents.  The  Patentee  at  all  events,  in  his  method,  does  not  require  either  a 
stiff  diaphragm  to  retain  his  pastes  in  position  or  a  sieve  diaphragm  to  prevent 
permeation  of  particles  from  one  plastic  paste  to  the  other.  The  learned  55 
Judge,  I    think,  accepts    the    novelty  of    the    pulverisation,  but    does    not 

*  Ante,  p.  227,  lines  6  to  7.  t  Ante,  p.  227,  line  2.  %  Ante,  p.  226,  line  43. 
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regard  it  as  essential  to  the  success  of  the  PlaintifGs*  battery.  In  my  judg- 
ment, however,  as  I  have  said,  the  pulverisation  is  essential  to  the  plastic 
paste  ;  and  Mr.  Swinburne^  the  Defendants'  witness,  is  inclined  to  attribute  the 
success  of  the  Plaintiffs'  Patent  to  the  pulverisation,  and  it  is  a  distinct  departure 
5  from  the  granulated  carbon  used  in  prior  Specifications,  in  some  of  which  the 
dust  consequent  upon  granulation  is  directed  to  be  kept  out  of  the  cell.  The 
pulverisation,  whether  essential  or  not,  seems  clearly  to  be  a  novelty,  and  I 
think  essential.  The  pulverisation  of  the  insoluble  powder  brings  at  every 
point  the  de))olariser  with  its  intermixed  carbon  in  contact  with  the  carbon 

10  cathode.  It  was,  moreover,  essential  to  have  the  peroxide  of  manganese  with 
the  carbon  pulverised,  otherwise  the  semi-solid  plastic  paste  could  not  be  made. 
One  cannot  make  paste  of  granulated  insoluble  substances.  This  plastic  semi- 
solid paste  was  essential  to  the  process.  It  served  to  keep  the  layers  in  position, 
and  to  prevent  permeation  from  E  to  P.    Mr.  Justice  Btcckley  seems  to  base  his 

15  refusal  to  regard  the  pulverisation  as  essential  partly  on  the  ground  that  in  the 
passage  between  lines  26  to  30*  of  the  Specification  the  Patentee,  in  speaking  of 
the  important  features  of  his  invention,  speaks  of  the  layer  in  contact  with  the 
negative  electrode  as  having  intermixed  with  it  depolarising  agents,  and  does  not 
say  "pulverised"  depolarising  agents.    I,  with  all  deference  to  the  learned 

20  Judge,  think  that  he  gave  too  much  weight  to  the  omission  of  the  word 
"  pulverised  "  in  this  sentence.  In  the  detail  of  the  ingredients  pulverised  is 
the  direction  expressly  given  in  respect  both  of  the  peroxide  of  manganese  and 
of  the  carbon,  and  the  Patentee  was  in  this  sentence  summarising  features 
detailed  before,  and  I  think  meant  by  "depolarising  agents"  depolarising 

25  agents  treated  as  above.  My  conclusion  is  that  you  ought  to  read  the  claim 
with  reference  to  the  body  of  the  Spepification  and  in  the  ligtt  of  common 
knowledge  of  the  principles  of  galvanic  batteries  as  known  at  the  date  of  the 
Patent,  and  the  difficulties  in  the  application  of  those  principles  with  which 
those  concerned  with  galvanic  batteries  had  at  the  time  to  deal.    If  the  claim  is 

30  thus  construed  it  will  appear  that  each  ingredient  is  mentioned  as  one  of  a  class 
known  to  serve  a  certain  purpose  in  the  construction  and  arrangement  of 
galvanic  batteries,  and  each  direction,  whether  as  to  mixing  a  semi-solid  paste 
or  pulverising  an  ingredient,  will  be  recognised  as  a  means  of  meeting  a  known 
difficulty.    If  the  Specification  is  thus  read  the  alleged  anticipations,  to  my 

35  mind,  disappear.  It  may  be  that  each  one  of  the  features  of  the  Patentee's 
construction  and  arrangement  can  be  picked  out  of  prior  Specifications,  but  this 
is  not  enough.  I  can  see  no  instance  in  which  any  of  the  alleged  anticipations 
are  based  upon  the  combination,  which  is  the  essence  of  the  Plaintiffs'  Patent. 
The  nearest  approach  is  in  Thiebaufs  first  addition,  in  Castle  Smithy  and  in 

40  Bender.  None  of  these  really  anticipate  the  Plaintitfs'  system ;  ThUbaut 
learly  had  not,  even  in  his  first  addition,  the  fineness  of  the  depolarising  agent 
and  the  carbon.  Water  had  to  be  poured  in  from  time  to  time.  It  had  no 
hygroscopic.  Castle  Smith  in  his  outer  layer  had  a  gummy  solution,  which  I 
take  to  be  a  wet  solution,  and  a  bag,  which  seems  to  be  intended  to  prevent 

45  permeation.  Bender  had  granular  manganese  in  his  inner  layer  and  no 
excitant  except  what  permeated  from  the  outer  layer,  and  in  his  outer  layer 
chalk  instead  of  plaster  of  Paris. 

In  my  judgment  the  Plaintiffs'  Patent,  properly  construed,  has  novelty  and 
subject-matter,  and  has  not  been  anticipated.     I  think  that  diis  appeal  ^ould 

50  be  allowed. 

Stirling,  LJ. — The  Plaintiffs'  Patent  is  for  an  improvement  in  galvanic 
batteries.  The  Specification  states  that  the  invention  relates  to  galvanic  batteries 
constructed  and  arranged  as  described  with  reference  to  the  accompanying 
drawings.     The  Patentee  goes  on  to  describe  the  battery  as  consisting  of  a 

55  cylinder  of  zinc  or  equivalent  material  forming  one  electrode,  a  piece  of  carbon 
being  the  other;  this  cylinder  is  lined  with  what  is  termed  an  "exciting 

*  Ante,  p.  327,  line  16. 
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"  agent,"  consisting  "  preferably  "  of  the  following  ingredients — salammoniac, 
one  part ;  chloride  of  zinc,  one  part ;  plaster  of  Paris,  three  parts ;  water,  two 
parts ;  and  somewhat  less  than  one  part  of  a  comminnted  vegetable  matter 
preferably  flour.  Of  these  ingredients  the  salammoniac  is  dissolved  in  the 
water,  and  this  solution  is  that  which  is  ''exciting"  in  the  sense  of  being  5 
capable  of  giving  rise  to  and  transmitting  an  electric  current.  The  office  of  the 
others  is  to  protect  the  salammoniac  solution  against  various  influences  which 
tend  to  destroy  its  efficiency.  Thus,  the  chloride  of  zinc  is  a  hygroscopic 
element  and  prevents  the  mixture  from  drying  up,  and  the  vegetable  matter 
prevents  the  plaster  of  Paris  from  setting  too  much  and  becoming  hard.  These  10 
ingredients  are  directed  to  be  mixed  so  as  to  form  a  semi-fluid,  which  is  poured 
into  the  cylinder  around  a  central  core.  The  Specification  next  states  :  "  The 
"  exciting  agent  soon  sets  to  the  condition  of  a  semi-solid,  and  the  transferring  core 
"  is  removed.'*  It  is  then  directed  that  the  carbon  electrode  be  inserted  centrally 
in  the  space  left  by  the  withdrawal  of  the  core,  and  the  space  around  the  carbon  15 
filled  with  a  compound,  consisting  preferably  of  the  following  ingredients — sal- 
ammoniac,  one  part ;  chloride  of  zinc  or  other  hygroscopic  material,  one-tenth 
part ;  and,  as  depolarising  agents,  pulverised  peroxide  of  manganese,  three  parts, 
with  pulverised  carbon.  These  are  mixed  with  water  two  parts,  "  so  as  to  form 
''  a  semi-solid."  Here,  again,  the  salanmioniac  solution  transmits  the  electric  20 
current ;  the  hygroscopic  element  serves  to  maintain  the  moisture  of  the  com- 
pound. The  depolarising  agents  act  by  removing  the  hydrogen  which  collects 
on  the  carbon  electrode  and  tends  to  destroy  the  efficiency  of  the  battery.  Both 
the  peroxide  of  manganese  and  carbon  are  insoluble  in  water.  Though  each 
mixture  is  described  as  a  semi-solid  their  constitutions  are  different.  In  the  25 
exciting  agent  the  plaster  of  Paris  absorbs  the  water  chemically  and  **  sets  " ;  in 
the  other  mixture  the  water  is  simply  held  up  by  capillary  attraction. 

The  Specification  then  proceeds  : — "  The  materials  mentioned  as  electrodes 
"  and  as  exciting  and  depolarising  Jigents  and  their  proportion  may  be  varied, 
"  as  the  important  feature  of  the  invention  is  the  interposition  between  the  30 
"  positive  and  negative  electrodes  of  two  layers  of  exciting  composition  in  a 
''  semi-solid  or  plastic  state,  the  one  in  contact  with  the  negative  electrode 
<<  having  intermixed  with  it  depolarising  agents  and  the  one  in  contact  with 
"  the  positive  electrode  having  no  such  depolarising  agents  in  its  composition." 
And  the  claim  is  for,  "  A  galvanic  battery  having  the  space  between  its  positive  35 
''  and  negative  agents  filled  with  a  semi-solid  or  plastic  exciting  agent  in  two 
"  layers,  the  one  layer  in  contact  with  the  negative  electrode  having  depolarising 
"  agents  intermixed  therewith,  and  the  other  Jayer  in  contact  with  the  positive 
''  electrode  having  no  ^such  depolarising  agents,  substantially  as  set  forth." 
What  is  claimed  by  this  Specification  is,  in  my  opinion,  not  a  galvanic  battery  40 
of  a  defined  form,  but  one  of  a  particular  type,  namely,  one  in  which  the  space 
between  the  electrodes  is  filled  with  ''  a  semi-solid  or  plastic  "  exciting  agent  in 
two  layers,  one  of  which  (namely  that  in  contact  with  the  negative  electrode) 
contains  depolarising  agents,  while  the  other  does  not.    There  must,  therefore, 
be  two  layers  of  material,  both  semi-solid  or  plastic,  both  permeated  by  an  45 
exciting  element,  one  containing  polarising  agents  where  the  other  does  not. 
Subject  to  any  limitations  imposed  by  these  requirements,  the  material  of  the 
layer  may  consist  of  any  ingredients.    The  limitations  so  imposed  are,  however, 
considerable.    In  the  first  place,  the  materials  must  be  capable  of  bemg,  and 
must  be,  reduced  to  such  a  state  as  that,  when  mixed  with  water,  they  take  a  50 
semi-solid  or  plastic  form.    By  a  plastic-solid  I  understand  one  capable  of  being 
made  to  change  its  shape  at  the  will  of  the  operator,  and  also  of  retaining  the 
shape  into  which  it  is  thrown  by  him.    From  this  it  follows,  in  my  opinion, 
that  the  materials  must  be  pulverised  to  such  an  extent  as  to  make  them  semi- 
solid or  plastic  by  the  action  of  the  water  with  which  they  are  mixed,  and,  that  55 
this  may  be  so,  the  pulverisation  must  be  carried  to  such  an  extent  that  the 
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water  is  held  up  by  the  materials  by  means  of  capillary  attraction  (see  Mr. 
Swihbume^s  answer  to  Question  1306).  In  regard  to  this,  I  think,  with,  all 
respect,  that  Mr.  Justice  Buckley  has  failed  in  construing  the  Specification  to 
give  due  weight  to  that  which  Uie  Patentee  describes  as  essential.  Secondly, 
5  the  depolarising  elements  must  be  confined  to  one  layer.  Now,  if  those 
elements  were  liquid,  they  would  diffuse  from  one  layer  into  the  other,  hence 
liquid  depolarisers — e.g.  acids— are  excluded.  Thirdly,  the  liquid  exciting 
ingredient  must  permeate  both  the  exciting  and  the  depolarising  elements ; 
consequently   it  must  be  of  such  a  nature  as  not  to  act   prejudicially  or 

10  injuriously  on  the  depolarising  agents.  The  Specification  therefore  claims  in 
substance  a  combination  of  known  ingredients  so  arranged  as  to  satisfy  defined 
conditions. 

Now  it  is  contended  on  behalf  of  the  Defendants  that  a  Patent  f qr  such  a 
combination  is  bad  for  want  of  subject-matter,  regard  being  had  to  the  state  of 

15  knowledge  at  the  time  when  it  was  granted.  It  is  said,  and  with  truth,  that 
every  one  of  the  ingredients  mentioned  by  the  Patentee  had  before  the  Patent 
been  used  in  galvanic  batteries.  It  was  also  said,  and  with  truth,  that  electro- 
lytes had  been  used  in  every  physical  state  described  or  referred  to  in  the 
Specification  ;  that,  in  the  words  of  the  Defendants'  witness,  Mr.  Swinburne 

20  (Qnestions  1315  to  1317)  it  was  well  known  that  they  might  be  used  in  a 
liquid  or  in  a  paste  or  in  a  porous  organic  substance  or  in  a  porous  hard  substance 
as  applied  to  plaster  of  Paris  or  plaster  of  Paris  which  had  not  been  allowed 
to  set  properly,  and  in  connection  with  a  deliquescent  material  to  keep  the 
whole  moist.    Nevertheless,  if  the  combination  of    the  ingredients    in    the 

25  manner  and  form  pointed  out  in  the  Specification  was  new  and  resulted  in  the 
production  of  a  better  article  than  that  produced  before,  it  may  be  the  subject- 
matter  of  a  Patent,  as  was  held  in  Crane  v.  Price  (1  Webster  419). 

I  have  then  to  inquire,  in  the  first  place,  whether  the  combination  is  new. 
With  this  view  I  proceed  to  examine  shortly  the  anticipations  relied  on.     (1) 

30  Newton^s  Patent,  1880.  The  object  here  was  to  render  batteries,  in  which  the 
electric  current  is  excited  by  a  liquid,  portable  and  available  for  general  use. 
This  was  to  be  done  by  enclosing  the  carbon  and  zinc  plates  of  the  batteries  in 
some  fibrous  or  spongy  substance,  preferably  asbestos,  or  spun  glass.  The 
Patentee  explains  how  this  is  to  be  applied  as  regards  batteries  in  which  acids 

35  were  the  exciting  and  depolarising  elements  ;  but  these,  for  the  reasons  already 
given,  do  not  fall  within  the  scope  of  the  Plaintiffs'  Specification.  He  then 
proceedfl  to  say  that  "  for  a  LeclanchS  cell  it  suffices  to  fill  the  exterior  jar  with 
•'  fibrous  or  other  materials  previously  saturated  with  a  solution  of  hydro- 
"  chlorate  of  ammonia,  and  into  this  the  zinc  plate  is  inserted."    Now,  there  are 

40  two  forms  of  Leclanche  cell,  in  one  of  which  the  depolarisers  consist  of 
peroxide  of  manganese  and  carbon  in  lumps,  and  in  the  other  in  the  shape  of 
small  bricks  made  of  a  mixture  of  the  same  materials  which  had  been  compressed 
in  a  hydraulic  press.  In  neither  case  did  the  mixture  answer  the  description  of 
a  "  semi-flolid  or  plastic  "  layer.      The  lumps  were  too  large  to  be  made  into  a 

45  plastic  material,  and  it  was  considered  that  the  use  of  these  substances  in  the 
form  of  powder  ought  to  be  avoided. '  The  small  bricks  were  hard  and  unyielding. 
In  neither  case  does  this  form  of  battery  fall  within  the  Specification.  (2)  Webb 
and  Jensen^s  Patent  of  1883.  In  the  Specification  of  this  Patent  is  described  a 
paste  very  similar  to  the  "  exciting  agent "  of  the  Plaintiffs'  Specification.    One 

•'A)  electrode  is  zinc,  the  other  is  either  copper,  carbon,  or  other  suitable  material,  but 
preferably  a  composition  of  pulverised  carbon  and  manganese  mixed  with  coal 
tar  which  is  pressed  into  moulds  and  baked  so  as  to  become  dry  and  hard. 
Between  the  electrodes  the  paste  is  placed.  It  seems  to  me  that  in  this  arrange- 
ment the  space  between  the  electrodes  is  filled  with  one  layer  of  semi -so]  id  or 
55  plastic  material,  and  not  two  layers  as  in  the  Plaintiffs'  Specification,  and 
consequently  the  battery  does  not  fall  within  it.    (3)  Gastle  SmitWs  Patent  of 
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1»89.  The  main  object  of  this  Patent  was  to  provide  for  the  eflEective  removal 
from  a  closed  cell  of  gas  found  therein,  by  the  action  of  the  galvanic  current ; 
but  he  describes  an  arrangement  which  closely  approximates  to  that  described 
in  the  Plaintiffs'  Specification.  There  are  two  layers.  One  consists  of 
a  paste  made  of  some  depolarising  substance ;  the  other  is  a  ''  thick  sticky  5 
"  phlegmy  substance."  This  layer  must  not  (according  to  the  directions  in  the 
Specification)  consist  of  powdery  ingredients  of  gelatinous  substances — "  sub- 
^'  stances  sdso  which  like  plaster  of  Paris  are  suitable  for  casts,  cannot  be  used,  since 
"  the  size  and  shape  of  the  electrodes  are  subject  to  changes  during  use."  The 
substances  to  be  used  are  gums  and  the  like,  principally  tragacanth.  Regard  10 
being  had  to  this  description,  I  think  that  the  exciting  agent  contemplated  in 
tiiiis  Patent  was  rather  a  semi-liquid  than  a  semi-solid  ;  it  was  not  necessary 
that  it  should  retain  its  shape  when  operated  on — in  other  words,  it  was  not 
plastic.  It  may  be  that  the  distinction  between  a  semi-solid  or  plastic-solid  and 
a  semi-liquid  or,  viscous  fluid  may  at  times  be  hard  to  draw  ;  yet,  as  in  other  1ft 
cases  of  a  similar  kind,  there  may  be  no  practical  difficulty  in  saying  whether 
a  given  material  falls  within  one  category  or  the  other,  and  the  direction  in  the 
Specification  seems  to  me  to  amount  to  this — ^that  semi-solids  are  to  be  avoided. 
I  think,  therefore,  that  it  does  not  fall  within  the  Plaintiffs'  type.  (4)  ThiibauVa 
French  Patents  of  the  26th  April  1881,  the  18th  of  August  1881,  and  the  3rd  of  20 
April  1882.  The  Patent  of  the  26th  of  April  1881  has  only  one  layer,  consisting 
of  potash,  plaster  of  Paris,  and  peroxide  of  manganese ;  and  the  peroxide  is 
directed  to  be  pounded,  and  the  dust  produced  by  the  crushing  retained.  The 
mixture  is  placed  in  a  cup,  the  carbon  placed  in  it  so  as  not  to  touch  the  cup, 
and  the  sx>ace  which  remains  filled  with  the  mixture,  upon  which  a  little  water  25 
is  then  poured.  The  Specification  states  that  at  the  end  of  an  hour  the  element 
can  be  carried  about,  and  at  the  end  of  a  week  a  hammer  has  to  be  used  to 
destroy  it.  This  substance,  therefore,  is  a  hard  solid,  and  is  neither  "  semi-solid  " 
nor  'Aplastic."  In  the  addition  of  the  18th  of  August  1881,  the  depolariser  is 
separated  from  the  exciting  element,  which  now  consists  of  two-thirds  of  30 
plaster  and  one-third  of  salammoniac,  or  two-thirds  of  plaster  and  one-third 
chloride  of  sodium,  but  still  remains  hard  as  before.  The  depolariser  consists 
of  peroxide  of  manganese,  in  grains,  and  pounded  retort  carbon  mixed  with 
water.  If  the  latter  be  a  semi-solid  (of  which  I  am  not  quite  sure)  still  the 
exciting  agent  is  solid  and  tiie  element  does  not  fall  within  the  Plaintiffs'  type.  35 
(5)  Bmder'a  Oerman  Patent,  1888.  Here  the  exciting  agent  is  a  paste  con- 
sisting of  a  mixture  of  chalk,  chloride  of  calcium,  salammoniac,  and  water.  The 
depolariser  consists  of  a  mixture  of  crushed  retort  carbon  and  bits  of  peroxide 
of  manganese.  There  is  nothing  to  indicate  that  the  latter  is  to  be  a  semi-solid 
or  plastic  substance,  and  consequently  the  battery  is  not  of  the  Plaintiffs'  type.    40 

In  my  judgment,  therefore,  tiiese  batteries  cannot  be  regarded  as  anticipations 
of  the  Plaintiffs'  arrangement.  None  of  them  was  a  commercial  success,  while 
the  Plaintiffs'  battery  is.  It  seems  to  me  that,  in  these  circumstances,  the 
Plaintiffs  have  established  the  validity  of  their  Patent.  It  is  further  proved  by 
the  evidence  of  Dr.  AUfield  that  the  Defendants'  cell  is  made  according  to  the  45 
Plaintiffs'  prescription,  and  this  was  not  cross-examined  to  or  contradicted. 
I  think,  therefore,  that  the  appeal  ought  to  be  allowed. 

Cozbns-Habdy,  LJ. — As  we  are  differing  from  Mr.  Justice  Buckley  it  is 
perhaps  right  that  I  should  express,  in  my  own  words,  the  reasons  which  have 
influenced  me.  50 

The  important  question  in  this  case,  as  in  most  Patent  cases,  is,  what, 
according  to  the  true  construction  of  the  Specification,  is  the  invention  claimed 
by  the  Patentee  ?  One  thing  seems  to  me  to  be  perfectly  clear.  The  Patent  is 
not  for  the  particular  battery  shown  in  the  drawings,  but  it  is  for  a  class  of 
batteries  of  which  that  particular  battery  is  a  member  and  an  example.  The  55 
limits  and  extent  of  this  class  can  only  be  ascertained  by  a  minute  criticism  of 
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the  language  used  by  the  Patentee.    It  is  plainly  not  confined  to  batteries  which 
employ  zinc  and  carbon  as  the  two  electrodes.     But  there  must  be  a  space 
between  the  two  electrodes,  which  is  filled  by  two  layers  of  exciting  composi-' 
tion,  one  of  these  layers  being  in  cont^ict  with  the  positive  electrode  without 

5  any  depolarising  agent,  and  the  other  layer  being  in  contact  with  the  negative 
electrode,  and  having  a  depolarising  agent  intermixed  with  it ;  and  both  layers 
most  be  in  a  semi-solid  or  plastic  state.  I  think  the  use  of  the  words  **  inter- 
**  mixed  with,"  taken  together  with  the  expressed  object  that  the  depolarising 
agent  is  not  to  find  its  way  into  the  layer  next  the  positive  electrode,  suffices  to 

10  show  that  the  depolarising  agent  must  be  a  solid,  and  that  batteries  which  use 
acid  depolarisers  are  excluded  from  the  class.  In  the  example  given,  *'  the 
^  exciting  agent  **  consists  of  five  ingredients,  but  the  Patentee  tells  you  that, 
not  merely  the  proportions  of  these  five  materials,  but  the  materials  themselves 
may  be  varied.    In  addition  to  an  excitant  (salammoniac)  he  mentions  a  hygro- 

15  scopic  (chloride  of  zinc)  and  plaster  of  Paris,  the  introduction  of  which  is 
apparently  for  the  purpose  of  producing  semi-solidity,  and  a  comminuted 
vegetable  material,  the  introduction  of  which  is  probably  for  the  purpose  of 
preventing  too  great  solidity.  All  or  any  of  these  ingredients  may  be  changed 
provided  only  that  a  "  semi-solid  "  is  produced.     There  is  nothing  to  indicate 

20  that  **  pulverisation  "  is  essential,  or  even  desirable,  in  the  layer  next  the  positive 
electrode.  With  respect  to  the  other  layer,  the  Patentee  in  his  example  usee 
•*  preferably  "  as  depolarising  agents  "  pulverised  "  peroxide  of  mangamese  and 
"  pulverised  "  carbon  in  certain  proportions,  but  there  is  nothing  to  indicate  that 
pulverisation,  though  desirable,  is  essential. 

25  It  is,  however,  strenuously  argued  that  the  necessity  of  pulverisation  in  both 
layers  is  implied  from  the  use  of  the  phrase  ^  semi-solid  or  plastic.'*  I  cannot 
adopt  this  view.  A  conglomerate  may  well  be  semi-solid  or  plastic,  although 
it  contains  bits  of  material  of  reasonable  size.  The  word  "  paste  "  has  been 
constantly  used  in  the  argument,  but  it  is  n6t  to  be  found  in  the  Specification. 

30  llie    Specification,  however,  seems  to  me  to    negative  any  combination    of 

materisJs  which  will  not,  by  capillary  attraction,  produce  a  semi-solid  or  plastic 

mass,  but  this  does  not  involve,  of  necessity,  the  reduction  of  all  the  materials 

to  fine  powder. 

Assuming  the  construction  of  the  Specification  to  be  that  which  I  have  indi* 

35  cated,  it  remains  to  consider  whether  the  Patent  is  bad,  either  for  want  of 
subject-matter,  as  being  within  the  general  knowledge  of  persons  to  whom  the 
Patent  is  addressed,  or  by  reason  of  anticipations.  I  do  not  think  this  particular 
combination  of  parts  to  produce  a  dry  battery  was  well  known.  The  Patent  is 
bad,  if  at  all,  by  reason  of  the  five  alleged  anticipations,  which  must  be  dealt 

40  with  separately;  but  after  the  elaborate  discussion  of  these  anticipations  by 
Lord  Justice  STIRLING  I  propose  to  treat  them  very  briefiy. 

Taking  Newton  of  1880,  this  seems  to  lack  the  essential  features  of  the 
Plaintiffs*  Patent,  and  need  not  be  discussed  in  detail.  As  to  Webb  and  Jensen 
of  1883,  this  somewhat  more  nearly  resembles  the  Plaintiffs'  Patent,  inasmuch 

45  as  there  are  two  pastes,  but  the  depolarising  agent  (if  any)  suggested  is  an  acid, 
and  I  think  this  cannot  be  regarded  as  an  anticipation.  With  regard  to  Oastle 
Smith  of  1889,  I  have  felt  great  difficulty  about  this  alleged  anticipation.  I 
cannot  adopt  the  view  of  the  Plaintiffs'  Counsel  that  an  acid  depolariser  is 
essential  under  this  Specification,  for  I  think  the  Specification  leaves  this  an 

50  o]>en  question.  Nor  do  I  regard  the  porous  bag  as  important.  But,  upon  the 
whole,  I  think  the  <^  phlegmy  substance  Q  *'  cannot  be  called  a  semi-solid  or 
"  plastic  "  layer.  Then  as  to  ThUbauty  his  principal  Patent  may  be  disregarded, 
but  his  first  addition  comes  nearer  the  Plaintifis*  invention.  The  use  of 
peroxide  of  manganese  in  grains,  and  the  absence  of  any  hygroscopic,  seem  to 

55  show  that  the  hard  brick-like  substance  contemplated  in  the  principal  Patent  is 
still  to  be  produced,  and  not  such  a  semi-solid  or  plastic  substance  as  is  contem- 
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plfttK^  by  the  PlaintifiEs'  Patent.  Lastly,  Bender  uses  a  mixture  of  crashed 
retort  carbon  and  bits  of  peroxide  of  manganese.  I  doubt  whether  it  can  be 
deemed  a  semi-solid  or  plastic  layer,  even  when  it  has  been  to  some  extent 
moistened  by  the  liquid  permeating  from  the  other  layer. 

The  Court  ought  not  to  be  astute  to  defeat  a  useful  and  practically  successful  5 
invention  by  reason  only  of  paper  anticipations.  These  five  alleged  anticipa- 
tions, whether  taken  together  or  separately,  did  not  in  fact  make  known  to  the 
woi^ld  the  Plaintiffs'  invention.  I  am  therefore  of  opinion  that  the  Plaintifb* 
Patent  is  not  bad  for  want  of  novelty.  Assuming  the  validity  of  the  Patent  to 
be  established,  there  is  no  real  dispute  as  to  infringement.  I  agree  that  the  10 
appeal  must  be  allowed. 

Astlrury,  K.C. — Will  your  Lordships  give  us  the  usual  Certificate  that  the 
validity  of  the  Patent  came  in  question,  and  a  Certificate  as  to  our  Particulars 
of  Breaches,  and  the  costs  here  and  below  ? 

Walter. — I  do  not  object.  The  Plaintiffs  are  entitled  to  them.  Of  course  this  15 
is  a  very  important  matter  for  Messrs.  Siemens^  who  have  been  making  this  battery 
since  1893,  and  they  are  desirous  of  taking  the  case  to  the  House  of  Lords. 
Under  the  circumstances,  seeing  the  time  that  they  have  been  engaged  in  the 
manufacture  of  these  batteries,  and  the  enormous  contracts  that  they  have 
running  at  this  present  time,  I  should  ask  for  a  stay  of  execution  until  the  20 
decision  in  the  House  of  Lords,  if  the  Defendants  appeal  within  a  month. 

Vaughan  Williams,  L.J. — Have  you  anything  to  say  to  that,  Mr.  Astbury  f 

Asthury^  E.C. — One  always  likes  to  be  reasonable  in  these  cases.    If  your 
Lordships  think  it  right  to  stay  the  injunction,  I  do  not  think  that  it  matters 
at  all  if  the  Defendants  keep  an  account,  but   there  will  be  no  stay  as  to  26 
the  costs. 

Walter. — Certainly  the  Defendants  will  keep  an  account,  and  the  costs  will 
be  paid  over  on  the  usual  undertaking  to  repay. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kekbwich. 

November  14th,  1902. 

In  the  Court  op  Appeal. 

5  Before  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozens-Hardy. 

December  3rd,  1902. 

Before  The  Master  op  the  Rolls  and  Lords  Justices  Stirling 

and  Cozens-Hardy. 

January  19th,  1903. 

10  Saccharin  Corporation,  Ld.  v.  Wild  &  Co. 

Patent. — Action  for  infringement  of  twenty-three  Patents, — Application  by 
Defendants  to  limit  action, — Application  refused. — Appeal  allowed.^Order  that 
action  be  limited  in  the  first  instance  to  three  Patents. — Order  XVlILy  rules  i,  5, 
aafid9. 

15  A  Company^  owning  twenty-three  Patents^  which^  tliey  alleged^  covered  all 
commercial  methods  of  making  pure  saccJiarin,  commenced  an  action  for 
infringement  of  all  the  Patents.  The  Defendants^  after  the  delivery  of  the 
Statement  of  Claim  and  Particulars  of  Breaclies,  applied  for  an  Order  for 
further  particulars  of  the  Patents  relied  on  as  having  been  infringed^  and 

20  to  limit  the  trial  in  the  first  instance  to  such  of  the  Patents  a^  to  the  Court 
should  seem  just.  It  appeared  from  the  evidence  that  all  the  Patents  could  not 
have  been  infringed^  but  the  Plaintiffs'  case  ivas  that  som^  of  tliem  must  have 
been^  although  they  could  not  distinguish  at  this  stage.  On  the  application 
coming  on  before  Kekewich,  /.,  in  Chambers^  he  made  an  Order  adjourning  it 

25  until  after  delivery  of  Defence.  The  Defendants  moved  to  discharge  that  Order y 
and  for  an  Order  as  asked  originally.  Kekewich,  J.,  ordered  the  motion  to 
stand  over  until  after  Defence.  The  Defendants  appealed.  On  the  appeal  first 
coming  on^  it  was  by  consent  ordered  to  stand  over  for  an  affidavit  by  and  the 
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cross-examination  of  one  of  the  Defendants^  after  which  it  was  restored  to  the 
list. 

It  was  ordered  by  the  Court  of  Appeal  that  the  action  should  in  tJte  first 
instance  he  confined  to  such  of  the  Patents^  not  exceeding  three  in  number^  as  the 
Plaintiffs  might  select^  the  Plaintiff^  to  amend  their  pleadings  accordingly.  5 

On  the  28th  of  Febrnary  1902  the  Saccharin  Corporation^  Ld.^  commenced 
an  action  against  E,  Wild  <k  Co.  for  infringement  of  certain  Letters  Patent 
relating  to  the  manufacture  of  saccharin.  The  Patents  sued  on  were  originally 
seventeen  in  number,  but  by  amendment  the  number  was  increased  to 
twenty-three.  10 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  (1)  that  they  were  the 
owners  of  the  twenty -three  Patents ;  (2)  that  the  Patents  were  all  valid ;  and  (JJ) 
that  the  Defendants  had  infringed  all  the  Patents  in  the  manner  appearing  in  me 
Particulars  of  Breaches  delivered  therewith,  and  threatened  and  intended  to 
continue  to  infringe.  By  their  Particulars  of  Breaches  they  alleged  (1)  that  the  15 
Defendants  had,  at  divers  times  previously  to  the  conmiencement  of  the  action 
and  subsequently  thereto,  infringed  and  threatened  to  infringe  all  the  Patents 
by  importing,  selling,  and  offering  for  sale  a  substance  known  as  '^  Sucramine  ** 
made  in  accordance  with  the  invention  described  in  the  Specifications  of  all 
the  Patents,  and  claimed  in  all  the  claiming  clauses  thereof;  (2)  that  the  20 
Defendants,  on  the  14th  of  February  1902,  offered  for.  sale  to  one  W.  H.  Booth  a 
quantity  of  Sucramine,  and  on  the  21st  of  February  1902  sold  to  the  said  W.  H. 
Booth  dk  one  pound  weight  of  Sucramine  manufactured  as  aforesaid ;  and  (3)  they 
reserved  the  right  to  recover  in  respect  of  all  infringements. 

The  Defendants  gave  notice  to  apply  on  the  Summons  for  directions  (1)  that  the  25 
Plaintiffs  might  be  ordered  to  give  a  further  and  better  statement  of  the  nature  of 
their  claim,  and  further  particulars  of  breaches,  specifying  which  of  Uie  twenty- 
three  Patents  therein  mentioned  they  relied  on  as  having  been  infringed  by  the 
Defendants  by  the  sale  and  offering  for  sale  of  sucramine  as  complained  of  in 

the  Particulars  of  Breaches,  ^^    that  an  order  might  be  made  limiting  the  trial  30 

of  this  action,  in  the  first  instance,  to  such  out  of  the  said  twenty-three  Patents 
as  to  the  Court  seemed  just,  and  that  the  costs  of  the  application  might  be  paid 
by  the  Plaintiffs,  and  that  the  Defendants  should  have  twenty-eight  days  after 
the  delivery  of  the  said  particulars  for  delivery  of  the  Defence  therein. 

The  Summons  came  before  Kekewichy  J.,  in  Chambers,  who  made  an  Order  35 
adjourning  the  application  until  after  the  delivery  of  a  Defence.  The  Defendants 
moved  to  discharge  that  Order  and  for  an  Order  as  above,  and  the  motion  was 
heard  by  Kekewich^  J.,  on  the  14th  of  November  1902. 

Warringtony  K.C.,  and  A.  B.  Shaw  (instructed  by  James j  MeUar^  and^ 
Coleman)  appeared  for  the  Applicants;   Moultony  K.C.,  and  J.  C.  Oraham  40 
(instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Respondents. 

The  arguments  of  the  Counsel  for  the  Applicants  were  similar  to  their 
arguments  in  the  Court  of  Appeal,  which  are  given  below ;  the  Respondents* 
Counsel  were  not  called  on. 

Ebkbwioh,  J. — ^When  I  see  the  Defence  I  shall  know  whether  the  Plaintiffs  45 
ought  to  be  put  upon  terms  to  state  their  case  differently  from  what  they 
have,  now.  I  think  the  proper  way  will  be  to  let  the  motion  stand  over  until 
after  Defence,  so  as  to  avoid  the  necessity  for  a  further  application  ;  but  I  think 
that  the  Applicants  ought  to  pay  the  costs  of  to-day  in  any  event,  and  I  say  tluit 
for  this  reason :  I  must  keep  my  Chamber-work  in  order.  My  rule  is,  that,  50 
Counsel  appearing  and  suggesting  that  a  case  ought  to  be  adjourned  into  Court, 
I  always  assent  to  it  at  once.  1  do  not  allow  Counsel  on  the  otiier  side  to  say 
that  it  is  a  pity  to  adjourn  it  into  Court,  but,  on  any  Counsel  saying  that  it  is  a 
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case  of  importance  and  ought  to  be  adjourned  into  Court,  I  always  assent.  More 
than  that,  if  I  have  any  inkling  myself  that  the  case  in  itself  is  of  importance 
so  that  there  is  likely  to  be  an  appeal  to  a  higher  tribunal,  I  always  adjourn  it 
into  Court.  But  when  a  case  has  been  argued  out  in  Chambers,  and  it  is 
5  decided,  then  I  always  refuse  to  allow  an  adjournment  into  Court,  I  will  not 
allow  a  man  to  take  his  chance  of  getting  a  decision  from  me  in  Chambers,  and 
then  when  he  gets  a  decision  which  he  does  not  like,  to  ask  to  have  the  case 
adjourned  into  Court.  That  I  always  decline.  In  this  case  what  has  happened 
quite  inadvertently — ^but  still  I  must  make  a  rule  to  keep  the  practice  straight— 

10  is  this  :  the  case  has  been  argued  and  I  was  not  asked  to  adjourn  it  into  Court, 
and  now  the  Applicants,  who  are  dissatisfied,  ask  me  to  discharge  the  Order* 
They  do  not  succeed,  and  I  think  they  must  pay  the  costs  of  the  day  in  any 
event. 

Warrington^  K.C. — ^The  matter  is  one  of  considerable  importance ;  would 

15  your  Lordship  give  me  leave  to  appeal  ? 

Kbkbwioh,  J. — ^Yes,  but  not  as  feur  as  the  costs  are  concerned. 
The  Defendants  appealed. 

The  same  Counsel  appeared  as  before,  except  that  Asthury^  E.C.,  appeared  for 
the  Applicants  as  well  as  the  Counsel  above  mentioned. 

20  The  appeal  first  came  before  the  Court  of  Appeal,  consisting  of  Yauohait 
Williams,  Stirling,  and  Cozens-Hardy,  LJJ.^  on  the  3rd  of  December 
1902,  when  Counsel  for  the  Appellants  stated  that  the  Defendant,  E,  Wildj  was 
not  the  manufacturer,  and  was  willing  to  state  on  oath  when  and  from  whom 
he  got  the  sucramine  complained  of,  and  to  be  cross-examined.    The  appeal  was 

25  directed,  therefore,  to  stand  over  for  the  Defendant,  E.  Wild,  to  make  an  affi- 
davit and  to  be  cross-examined  on  it  before  an  Examiner.  The  appeal  came  on 
again  on  the  19th  of  January  1903. 

The  evidence  was  (stating  it  shortly)  as  follows  : — In  support  of  the  applica- 
tion. Dr.  Hehnery  in  an  affidavit,  stated  that,  assuming  that  the  sucramine 

.%  complained  of  was  manufactured  at  one  time  and  by  one  set  or  series  of  chemical 
operations,  it  was  not  possible  for  the  whole  of  the  Patents  to  have  been 
infringed  ;  that  the  Patents  did  not,  for  the  most  part,  deal  with  successive  steps 
but  were  alternative  ;  that  they  might  be  divided  into  three  groups,  each  group 
having  distinct  objects,  the  first  being  of  Patents  for  processes  of  purifying 

35  saccharin  at  different  stages  of  the  original  Fahlherg  process,  the  Patent  for 
which  (No.  6626  of  1885)  had  expired ;  that  the  processes  were  mainly  alterna- 
tive to  one  another,  and  were  not  capable  of  being  used  together  ;  that  another 
group  consisted  of  Patents  for  various  modifications  in  the  Fahlherg  process,  by 
either  improving  or  reducing  the  number  of  steps  in  that  process ;  that  all  these 

40  could  not  be  used  either  at  the  same  time  or  successively  in  making  a  batch  of 
saccharin  ;  that  the  third  group  showed  a  wholly  different  series  of  reactions 
from  those  of  any  of  tJie  other  Patents,  and  started  not  from  toluol  or  toluene 
but  fiom  ortho-toluidine ;  that  these  were  alternative  to  the  other  patented 
methods  and  to  each  other ;  and  that  the  Patents  cited  in  the  Statement  of 

45  Claim  did  not  cover  all  the  methods  by  which  saccharin  could  be  made,  and 
that  various  methods  other  than  those  covered  by  the  Patents  might  be 
employed  for  the  production  of  saccharin  on  a  commercial  scale.  The 
Defendants'  solicitor  made  an  affidavit  as  to  the  expense  of  the  steps,  in  his 
opinion,  necessary  for  preparing  the  Defence  ;  that  a  search  would  be  necessary 

50  as  to  the  validity  of  the  Patents  by  an  expert  patent  agent ;  that  on  the  report 
being  received  the  assistance  of  a  chemist  as  expert  would  be  required  ;  and 
that  before  the  Defence  and  Particulars  of  Objections  could  be  delivered  the 
costs  incurred  could  not  be  much  less  than  400/.  Dr.  Passmorey  in  an  affidavit 
in  opposition  to  the  application,  stated  that  the  compound  complained  of  and 

55  named  sucramine  was  substantially  the  same  product  as  saccharin,  being  a 
soluble  form  of  saccharin  ;  that  it  was  impossible  to  tell,  by  analysis  or  otherwise, 

U 
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by  wh^t  procesB  the  sncramine  complained  of  had  been  manafactared, 
except  that,  if  according  to  the  Fahlherg  Patent,  it  mnst  have  been  subsequently 
purified  by  one  or  other  of  the  Patents  sued  on,  and  that  it  could  only  be  made 
commercially  by  one  or  other  of  the  processes  protected  by  the  Plaintiffs'  Patents ; 
that  unless  the  Defendants  stated  by  wHat  process  it  was  manufactured  it  was  5 
impossible  to  state  definitely  which  one  or  more  of  the  Plaintiffs'  Patents  they 
alleged  to  be  infringed,  and  that  various  methods  by  which  it  had  been 
proposed  to  manufacture  saccharin  could  not  be  employed  for  the  production  of 
saccharin  on  a  commercial  scale.  Dr.  Hehner^  in  an  affidavit  in  reply  {inter 
alia)  repeated  that  there  were  other  processes  for  the  manufacture  of  saccharin  10 
on  a  commercial  scale,  and  stated  that  sucramine  was  a  product  substantially 
different  from  saccharin,  assuming  an  appearance  and  having  properties  not 
possessed  by  saccharin.  The  Defendant,  E.  Wild^  in  his  affidavit,  stated  that  in 
November  1901  he  received  a  circular  (a  copy  of  which  was  exhibited)  from  the 
Trmst  Chimiquey  of  Lyons,  advertising  a  product  supplied  by  them  and  15 
described  as  sucramine ;  that  he  ordered  a  sample  of  one  pound,  and  that  he 
applied  certain  tests  and  satisfied  himself  that,  as  far  as  he  could  judge, 
sucramine  and  saccharin  were  different ;  that  before  buying  more  sucramine 
he  had  an  interview  with  the  managing  director  of  the  Trust  Chimique^  and 
asked  him  whether  it  could  be  alleged  with  any  sort  of  foundation  that  20 
sucramine  was  an  infringement  of  saccharin ;  that  he  was  assured  that  it  was  an 
entirely  different  product  made  under  distinct  Patents,  and  certain  reports  of 
chemists  were  produced,  but  the  director  refused  to  tell  him  how  sucramine 
was  made  as  the  manufacture  was  a  trade  secret ;  that  he  was  satisfied  and 
ordered  more  sucramine  to  sell  and  to  use  in  his  own  business.  In  cross-  25 
examination  he  stated  {inter  alia)  that  the  Trust  Ghimique  were  defending  the 
action  for  him  and  that  they  had  given  him  a  guarantee,  but  it  did  not  appear  that 
this  was  in  writing  or  what  the  exact  terms  were ;  also  that  the  Defendant  took 
the  Lancashire  and  Yorkshire  "agency"  of  the  Trust,  but  this  was  only  in  a 
sense  an  agency,  as  the  Defendant  bought  as  principal  from  the  Trvst  30 

Warrington^  K.C.,  and  Astbury,  K.C ,  for  the  Appellants. — ^The  object  of  the 
application  is  that  the  Defendants  may  be  able  widiout  prohibitory  expense  to 
defend  the  action,  and,  if  they  can,  to  dispute  the  vididity  of  the  Patents.  If 
all  the  Patents  are  infringed,  as  is  alleged,  there  is  no  hardship  on  the  Respon- 
dents in  selecting  some  in  the  first  place.  If  this  is  not  done  the  Defendants  35 
must  incur  great  expense  before  putting  in  their  Defence.  The  Defendants  are 
not  manufacturers  but  purchasers,  and  the  action  is  very  oppressive.  The 
Plaintiffs  ought  not  to  join  twenty-three  separate  causes  of  action  ;  Order  XVIII., 
rule  1,  which  authorises  joinder  of  causes  of  action,  is  expressly  subject  to  the 
power  of  ordering  separate  trials  ;  also  under  rules  8  and  9,  the  action  may  be  40 
ordered  to  be  confined  to  particular  causes  of  action.  Order  XIX.,  rule  27,  is 
also  relevant.  The  affidavits  filed  on  the  motion  for  the  Plaintiffs  set  up  a 
different  case  from  tha,t  in  the  pleadings  ;  the  affidavits  set  up  that  the  Defen- 
dants must  have  infringed  one  or  other  of  the  Patents.  Dr.  Hehner  says  the 
groups  of  Patents  are  alternative  and  inconsistent ;  the  Defendants  cannot  have  45 
infringed  all  the  Patents ;  some  of  the  causes  of  action  must  admittedly  fail. 
The  onus  is  on  the  Plaintiffs ;  they  cannot  simply  say  that  the  Defendants  must 
have  infringed.  If  the  only  question  were  infringement  it  might  be  a  different 
matter.  In  Saccharin  Corporation  v.  Quincey  (17  R.P.C.  337 ;  L.R.  (1900) 
2  Ch.  246)  validity  was  admitted  and  no  evidence  was  called  for  the  Def en-  50 
dants ;  the  Plaintiffs  there  discharged  themselves  of  the  onus ;  but,  as  the 
Patent  of  1885  had  expired  before  judgment,  no  injunction  was  granted. 
There  was  a  cause  of  action,  however,  and  it  was  held  that  it  was  right  to  give 
an  inquiry  as  to  damages.  In  Saccharin  Corporation  v.  Dawson  (19  R.P.C, 
169)  the  evidence  was  that  the  Patents  there  sued  on  covered  all  modes  of  55 
making  pure  saccharin  ;  validity  was  admitted  and  there  was  no  evidence  for 
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the  Defendant ;  in  that  case,  none  of  the  Patents  sued  on  having  expired,  an 
injunction  was  granted  limited  to  the  life  of  the  oldest  of  the  Patents.  Further, 
in  both  these  cases  it  was  the  trial  of  the  action ;  they  do  not  govern  this 
application,  and  are  not  authorities  in  cases  where  validity  is  challenged,  and 
5  the  Defendants  ask  that  the  Plaintiffs  should  discharge  the  onus  that  is  on 
them.  The  Defendants  are  mere  purchasers,  and  do  not  know  how  the  sucra- 
mine  in  question  was  made  ;  whatever  may  be  the  indemnity  they  have  received, 
it  is  quite  immaterial.  It  is  incumbent  on  the  Plaintiff  in  a  Patent  action  to 
show  that  the  Patent  sued  on  has  been  infringed  ;  it  is  admitted  that  that 

10  cannot  in  this  case  be  shown  as  to  all.  The  Plaintiffs  ought  to  say  on  which  of 
the  Patents  they  will  rely  or  select  some  to  sue  on  first.  Under  section  29  of 
the  Patents,  <fcc.  Act,  1883,  the  Defendants  must  with  their  Defence  give 
Particulars  of  their  Objections  to  the  validity  of  the  Patents.  They  cannot  at 
present  say  whether  they  will  dispute  validity — ^they  have  to  consider  that ; 

15  but  they  do  not  no  w  admit  validity.  The  Defendants  might  incur  great  expense 
in  delivering  Particulars  of  Objections ;  and,  supposing  that  at  the  trial  the 
Plaintiffs  offered  no  evidence  as  to  some  of  the  Patents,  the  Defendants  could 
not  under  the  decisions  have  the  costs  of  the  Particulars  of  Objections  relating 
to  such  Patents.    If  the  Plaintiffs  from  the  necessity  of  the  case  cannot  say 

20  under  which  of  the  Patents  the  article  alleged  to  be  an  infringement  is  made, 
that  is  their  misfortune.  The  Plaintiffs'  case  is  not  consistent  with  what  they 
put  forward  in  Qwncey's  case  or  DawsorVs  case.  Fahlberg's  Patent  of  1885 
has  expired,  and  all  the  world  can  make  saccharin ;  subsequent  Patents  are 
for  purifying  processes. 

25  Maulton,  K.C.,  and  Graham,  for  the  Respondents.— iTeA^w^tcA,  J.,  adjourned 
the  application  until  after  the  delivery  of  the  Defence,  and  we  submit  that  that 
was  right.  Sucramine  is  purified  saccharin.  The  Plaintiffs  hold  all  the  English 
Patents  for  pure  saccharin,  and  there  is  a  regular  system  of  importing  saccharin 
and  of  Defendants  saying  that  they  do  not  know  how  it  is  made.     [The  cross- 

30  examination  of  the  Defendant  was  referred  to.]  The  manufacturers  are  really 
conducting  the  defence  of  this  action ;  and  they,  of  course,  know  how  the  sucra- 
mine is  made.  They  are  in  no  difiBculty  as  to  which  of  the  Patents  to  attack ;  the 
number  of  the  Patents  cannot  be  oppressive  to  them.  Until  discovery,  informing 
the  Plaintiffs  how  sucramine  is  made,  they  cannot  select  what  Patents  to  rely 

35  on.  The  Plaintiffs  had  the  right  to  bring  separate  actions ;  but  the  actions 
would  have  been  ordered  to  be  consolidated.  If  what  the  Plaintiffs  are  doing 
is  their  only  way  of  protecting  their  rights,  it  is  not  oppressive.  It  is  submitted 
that  the  Court  will  not  exercise  its  discretion  in  such  a  way  as  to  prevent  the 
Plaintiffs  from  protecting  their  rights.    In  this  case  validity  may  not  after  all 

40  be  raised,  and  then  the  case  will  be  similar  to  those  cited  ;  the  Court  ought  not  to 
interfere  at  this  stage.  The  Plaintiffs  have  never  varied  in  the  position  which 
they  have  taken  up  in  their  actions.  The  Plaintiffs  cannot  tell  by  analysis  under 
which  Patent  sucramine  is  made,  and  the  Defendants  say  they  do  not  know 
how  it  is  made ;  the  Plaintiffs  must  fail,  if  there  were  separate  actions,  in  each 

45  action ;  but  this  is  not  because  there  is  no  cause  of  action,  but  because  of  the 
difficulty  of  proof  ;  that  is  overcome  if  the  case  on  all  the  Patents  is  brought 
on  at  one  and  the  same  time.  The  Defendants  do  not  really  mean  to  dispute 
validity  ;  and  if  what  the  real  Defendants,  the  manufacturers,  say  is  true, 
namely,  that  it  is  made  under  expired  Patents,  it  is  not  necessary  for  their . 

50  defence  that  they  should  dispute  validity  This  case  is  not  within  Order  XIX., 
rule  27. 

Warrington,  K.C.,  in  reply.— The  Defendants  say  that  they  can  get  no 
further  information,  so  discovery  and  interrogatories  will  be  useless  to  the 
Plaintiffs— the  remedy  of  the  Plaintiffs  is  to  sue  the  manufacturers.    The  real 

55  point  is  that  it  is  on  the  Plaintiffs  to  allege  and  prove  their  case,  and  they  are 
not  entitled  to  set  up  a  case  which  they  cannot  prove  and  then  to  try  to  prove  it 
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out  of  the  mouth  of  the  Defendants,  except  of  course  by  interrogatories  or  any 
means  authorised  by  the  ordinary  procedure. 

COLLiNdy  M.R. — This  is  an  appeal  by  the  Defendants  asking  that  the  State- 
ment of  Claim  in  a  Patent  case  may  be  modified  in  such  a  way  as  to  narrow  the 
area  covered  by  it.    In  this  action  the  Plaintiffs  sue  on  no  less  than  twenty-  5 
three  Patents.    Having  received  the  Statement  of  Claim,  the  Defendants  have  to 
consider  how  they  are  to  deal  with  it.    They  are  bound  under  the  Act,  if  they 
elect  to  dispute  the  validity  of  any  of  the  twenty-three  Patents  that  are  put  in 
suit  against  them,  to  give  with  their  Defence  Particulars  of  Objections  to  those 
Patents.    It  is  all  very  well  for  Mr.  Moulton  to  say  that  a  Patent,  as  its  name  10 
imports,  is  a  thing  open  to  the  whole  world,  and  therefore  it  is  the  simplest 
thing  in  the  world  to  look  at,  and  see  if  it  is  a  valid  Patent  or  not,  but  when  a 
Defendant  is  challenged  with  a  breach  of  some  one  or  more,  or  all,  of  twenty- 
three  Patents,  in  common  justice  and  in  common  sense,  he  is  obliged  to  look 
into  these  Patents  to  see  whether  there  is  any  ground  for  disputing  their  validity.  15 
I  do  not  care  what  the  process  is  that  he  is  adopting  in  his  own  manufacture ;  he 
is  entitled,  if  he  can,  to  dispute  the  Plaintiffs'  right  to  complain  of  it,  and  if  and 
so  far  as  the  Plaintiffs  are  abusing  that  right  on  any  particular  Patent  one 
answer  would  be  :  ^^  Are  you  in  a  position  to  complain  of  what  I  am  doing ;  if 
*'  your  own  Patent  is  not  valid  you  cannot  complain,  and  therefore  I  must  look  20 
'*  into  your  position,  and  see  whether  your  Patent  is  valid  or  not,  before  I  can 
'^  elect,  as  I  must  do  before  putting  in  my  Defence,  to  take  objection  to  it  on  the 
"  ground  of  invalidity."     The  Defendants  say :  **  That  is  a  very  great  burden  to 
'*  impose  upon  us ;  you  bring  in  point  of  fact  twenty-three  different  actions  against 
*'  us  and  you  compel  us  at  our  own  risk  and  expense  to  examine  into  sdl  the  25 
*'  grounds  of  those  actions,  and  take  up  a  position,  which  will  be  practically 
*'  irrevocable,  of  admitting  or  denying  the  validity  of  those  Patents,  and  con- 
^^  fining  us  to  disputing  the  infringement  if  so  advised."      They  say  that  is  a 
burden  which  it  is  unfair  for  the  Plaintiffs  to  put  upon  them.    The  Plaintiffs  in 
answer  say :  "We  are  in  very  great  difficulty  in  finding  out  which  of  our  Patents  30 
"  you  are  inf  ringinjs^  in  making  the  product  which  you  are  making,  and,  because 
**  we  are  in  very  great  difficulty  in  finding  out  under  which  of  them  you  have  done 
"  it,  the  easiest  thing  for  us  to  do  is  to  put  all  those  together  and  say  we  cannot 
"  point  out  under  which  of  them  you  have  done  it,  but  you  must  have  done  it 
"  under  one  of  them,  and  thereby  shift  the  mius  on  to  you  of  disproving  the  case  35 
"  that  you  have  done  it  under  any  of  them ;  in  point  of  fact,  we,  the  Plaintiffs,  on 
^*  whom  the  burden  lies  in  this  case,  are  inviting  you  to  come  forward  and  show 
"  that  there  is  not  a  cause  of  action  against  you."    Now  that,  to  my  mind,  is  a 
complete  reversal  of  the  true  position  of  things.    The  burden  in  a  Patent  case 
is  just  as  much  upon  the  Plaintiff  as  it  is  in  every  other  case.    It  is  upon  him  40 
to  show  that  he  has  a  cause  of  action  by  reason  of  the  Defendant  having 
infringed  his  Patent.    He  gets  certain  privileges  under  the  Patent  law  by  being 
the  owner  of  the  Patent.     It  may  involve  also  certain  disadvantages,  but  he 
cannot,  because  he  is  placed  in  a  difficulty  by  reason  of  the  nature  of  the 
right,  or  the  nature  of  the  monopoly,  which  the  Legislature  has  given  him,  45 
pray  that  in  aid  as  a  ground  for  imposing  on  a  Defendant  a  burden  which  the 
Legislature  has  not  imposed  upon  him.    That  burden  rests  on  the  Plaintiff, 
and  there  is  machinery  in  these  Courts  by  which,  within  certain  well-defined 
limits,  he  can  interrogate  his  opponent,  and,  if  and  so  far  as  the  principles 
upon  which  procedure  is  regulated  in  this  country  do  not  enable  him  to  make  50 
out  his  cause  of  action  ^m  the  lips  of  the  Defendant,  he  must  simply 
acquiesce  in  that  burden.    It  is  part  of  the  law  of  the  land,  and,  if  he  cannot 
prove  his  case  by  ordinary  methods,  and  with  the  ordinary  assistance,  and 
within  the  rules  of  the  Court,  it  is  so  much  the  worse  for  him,  but  the 
difficulty  which  he  is  in  is  no  reason  whatever  for  throwing  any  additional  55 
burden  on  che  Defendant. 
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We  start  here  with  a  writ  covering  twenty-three  causes  of  action.  Prima 
fctcie^  in  old  days,  one  cause  of  action  was  thought  to  be  enough.  That 
was  giadually  more  or  less  relaxed,  and  one  cause  of  action  with  one  or  two 
subordinate  or  necessarily  connected  causes  of  action  were  allowed.  Then 
5  came  a  still  further  relaxation,  but  always  subject  to  the  one  underlying 
principle,  namely,  the  burden  on  the  Plaintiff  of  proving  his  case,  and  no  extra 
burden  to  be  imposed  on  the  (defendant  by  the  Plaintiff  needlessly  enlarging 
the  area  of  the  dispute.  Prima  fade  you  cannot  bring  a  dozen  causes  of 
action  on  one  writ.    They  must  be  so  intimately  connected  as  to  justify  your 

10  putting  them  there  at  all,  and  when  you  get  as  far  as  twenty-three,  it  seems  to 
me  to  be  an  outrageous  extension  of  any  sort  of  latitude  that  has  been  given 
under  the  Rules  to  a  Plaintiff  who  has  got  a  cause  of  action.  When  you  come 
to  deal  with  a  Patent  case,  instead  of  the  incidents  of  a  Patent  case  being  in 
favour  of  relaxing  that  rule  it  seems  to  me  that  they  are  against  it,  because  the 

15  Plaintiff  has  bestowed  on  him  by  the  Patent  law  this  privilege,  that  when  he 
has  started  an  action,  the  Defendant  has  to  make  up  his  mind  whether  he  is 
going  to  dispute  the  validity  of  the  Patent,  and  is  compelled,  if  he  is  going  to 
do  that  at  the  trial,  to  take  the  initiative  himself,  and  point  out  the  different 
grounds  on  which  he  is  going  to  object  to  the  validity  of  the  Patent.   Therefore 

20  it  is  a  very  great  burden  imposed  on  the  Defendant  to  have  to  deal  with  that 
when  the  Plaintiff  has  multiplied  his  causes  of  action.  Here  the  Plaintiffs  have 
multiplied  them  to  the  extent  of  twenty -three  different  causes  of  action. 

Now  it  seems  to  me  that  the  grounds  on  which  they  justify  this,  when  sifted, 
cannot  support  them.    They  start  with  this  strong  presumption  against  them 

25  that  twenty-three  causes  of  action  ought  not  to  be  embraced  in  one  writ. 
When  you  analyse  their  grounds  for  asserting  that  in  this  particular  case 
they  are  entitled  to  do  it,  it  seems  to  me,  that  it  is  merely,  as  pointed  out 
by  Mr.  Warringtofi  and  Mr.  Asthury^  an  incident  of  the  special  right  which 
they  get  under  the  Patent  law.     They  get  certain  privileges,  and  in  this 

30  particular  case  they  have  been  able  to  get,  and  have  been  obliged  to  get,  for 
their  own  protection  as  they  say,  no  less  than  twenty-three  different  Patents. 
That  is  an  incident  peculiar  to  the  monopoly  which  they  have  acquired,  and  by 
reason  of  the  very  difQculty  which  they  have  been  obliged  to  meet  by  getting 
successive  Patents  to  carry  out  all  their  processes,  they  no  doubt  find  them- 

35  selves  when  putting  in  suit  their  rights  against  another  .person  in  the 
difficulty  of  lowing  whether  he  does,  or  does  not  infringe,  some,  or  all 
and  which,  of  the  Patents.  But  that  is  not  a  difficulty  that  ought  to 
be  visited  on  the  Defendant.  The  Defendant  is  entitled  to  carry  on  his 
business  in  this  country  unless  and  until  the  person  with  the  monopoly  can 

40  show  that  in  so  carrying  it  on,  the  Defendant  has  violated  one  of  his  rights. 

Therefore  the  Court  cannot  be  asked  to  assist  a  Plaintiff  simply  because  he  finds 

himself  in  a  -difficulty  in  proving  his  cause  of  action.    That  is  the  whole  gist  of 

the  argument  on  the  part  of  the  Respondents  to  this  appeal. 

Mr.  Ghrdham  has  put  the  thing  very  clearly  indeed  on  behalf  of  the  Respon- 

45  dents.  He  says  :  '^  It  is  true  that  I  have  twenty-three  different  Patents  here, 
^  and  that  I  sdlege  that  the  Defendants  have  in&inged  all  of  them ;  I  do  allege 
**  that ;  but  I  am  in  this  difficulty,  that  if  I  were  to  begin  with  each  of  these 
^^  Patents  in  succession,  I  -must  &il,  because  I  could  not,  in  any  single  case, 
.^  prove  that  the  Defendants  had  violated  the  particular  one  that  I  am  suing 

50  "  upon."  If  that  be  so,  that  is  an  unfortunate  result,  but  it  is  one  of  the 
incidents  of  the  special  form  of  privilege  acquired  on  taking  out  a  Patent. 

Now  although  this  action  is  launched,  and  made  to  appear  on  the  writ,  as  being 
fortwenty-.three  separate  causes  of  action,  on  twenty-tjiree  separate  Patents,  all  of 
which  the  Defendants  are  alleged  to  have  violated,  when  we  look  into  the  facts  as 

55  they  appear  upon  affidavit,  it  turns  out  that  that  is  Qot  really  the  true  cause 
of  action,  and  thfit  these  twenty-three  different  Patents  cannot  have  been  all 
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infringed  simultaneously  by  the  same  act,  for  they  are  capable  of  being  divided 
into  groups,  which  are  mutually  exclusive,  and  therefore  there  is  not  the  justifi- 
cation  really  in  fact,  even  if  the  law  admitted  it,  of  treating  this  action  as 
for  twenty-three  different  infringements  by  the  Defendants  of  twenty-three 
different  Patents.  Therefore,  it  seems  to  me  to  come  to  this,  that  the  Plain-  5 
tiffs  are  wrong  in  attempting  to  put  this  burden  on  the  Defendants  ;  it  is  one 
that  they  have  no  right  to  impose  upon  the  Defendants ;  and  that  this  Court  ought 
not  to  allow  them  to  impose  it  on  the  Defendants. 

But  the  practical  question  then  is :  How  is  the  matter  to  be  dealt  with  ? 
Prima  faciey  if  we  were  not  dealing  with  a  multiplicity  of  Patents,  one  cause  of   10 
action  for  one  breach  of  one  particular  Patent  would  be  suf&cient;  but  inasmuch 
a^  the  Plaintiffs  tell  us  that,  having  twenty-three  Patents,  they  are  entitled  to 
put  more  than  one  of  them  in  suit  at  the  same  time,  if  that  be  so— and  seeing 
that  they  have  not  suggested  to  us  any  principle  on  which  we  can  pick  out  one 
particular  Patent  more  than  another  on  which  they  ought  to  sue — we  think  that,  15 
if  at  their  option  the  Plaintiffs  pick  oat  three  Patents,  they  should  be  allowed 
to  sue  upon  those  in  the  first  instance.    Of  course  that  will  not  interfere  with 
their  right  to  put  the  others  in  suit  later  on,  but  to  embarrass  the  Defen- 
dants by  more  than  a  verj-  limited  number  of  these  Patents,  to  my  mind,  would 
be  obviously  unfair.    Perhaps,  in  putting  it  as  high  as  three,  we  are  putting  20 
just  as  heavy  a  burden  on  the  Defendants  as  they  could  be  called  on  to  bear, 
but  at  the  same  time  to  limit  it  to  one  would,  in  the  circumFtances  of  this 
case,  be  to  limit  the  area  of  the  discussion  too  far.    I  think  justice  will  be 
done  if  the  writ  were  so  limited,  or  the  trial  were  limited.     I  do  not  know 
exactly  what  the  proper  form  of  order  would  be,  but  probably  the  Statement  of  25 
Claim  ought  to  be  amended.     It  would  be  under  Rule  8,  confining  the  action  to 
such  of  the  causes  of  action  as  may  be  conveniently  disposed  of  together.     1 
think  it  ought  to  be  : — "  Any  three  of  the  Patents  at  the  Plaintiffs'  option." 

Some  observations  were  made  in  the  course  of  the  argument  as  to  the  effect 
of  the  Order  of  the  Court  of  Appeal  on  the  former  occasion,  and  as  to  a  certain  30 
affidavit  made  by  the  Defendant,  and  the  cross-examination  upon  it.  I  desire 
to  say  nothing  about  that  matter,  because  it  was  an  Order  made  by  this  Court 
when  I  was  not  sitting  here,  and  I  have  the  advantage  of  having  two  members 
of  the  Court  sitting  with  me  who  were  here  when  that  Order  was  made. 

Stirling,  L.J. — I  agree  with  what  has  been  proposed  by  the  Master  of  the  35 
Rolls.    Perhaps  I  may  begin  the  few  remarks  I  have  to  make  by  referring  to 
the  Order  which  was  made  by  the  Court  of  Appeal  on  the  former  occasion,  to 
which  I  was  a  party.    It  has  been  supposed,  as  I  understand  from  what 
was  said  in  the  argument,  that  that  Order  is  a  precedent  for  similar  cases,  I 
desire  most  emphatically  to  say  that,  in  my  judgment,  it  is  not.    That  Order  40 
was  made  under  these  circumstances.     In  the  course  of  the  argument  certain 
statements   were   made    as  to   the    position  of   the    Defendants.     Speaking 
for  myself,  I  was  anxious  to  know  whether  those  statements  were  correct, 
because  it  appeared  to  me  that  if  they  were  they  might  influence  the  discretion 
which,  as  a  member  of  the  Court,  I  was  entitled  to  exercise  with  reference  to  45 
the  application  which  wits  then  before  the  Court     An  inquiry  was  made  as  to 
whether  they  were  verified  b^  affidavit,  and  it  appeared  that  they  were  not. 
Then  it  was  suggested  that  an  affidavit  should  be  made.    Whether  the  suggestion 
came  from  the  Court  that  there  should  be  cross-examination  upon  that  affidavit, 
or  whether  the  suggestion  c£tme  from  one  of  the  parties  at  the  Bar,  I  am  not  SO 
prepared  to  say,  but  at  any  rate  the  suggestion  was  made  that  there  should  be, 
not    merely    an    affidavit,  but  opportunity  given   to  the  opposing  party  of 
cross-examining   upon    it,    and    the    suggestion    was   acceded   to.      Had  an 
objection    been   taken,    either   to   the    making    of   the   affidavit,  or  to  the 
cross-examination    upon    it,    I  am  not  at  all  prepared    to  say   what    view  55 
I  should  have  taken  as  to  the  proper  course  to  be  pursued ;  but  no  objection 
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was  taken.  It  was  thought  that  it  Was  a  mode  of  proceeding  which  would 
facilitate  the  further  disposal  of  the  appeal,  and  the  appeal  stood  over  in  order 
that  the  affidavit  might  be  made,  and  cross-examination  taken  upon  it.  But 
it  was  never  intended,  and  the  Court  never  expressed  any  opinion,  that  that 
5  was  the  proper  course  to  pursue  in  the  present  case,  still  less  in  other  cases  as 
to  which  the  facts  may  be  different,  and  as  to  which  a  different  course  may 
be  pursued.  The  affidavit  has  been  made,  and  there  has  been  cross-examination 
upon  it,  and  certainly  I  do  not  think  the  result  is  disadvantageous  to  the 
Plaintiffs,  because  it  seems  to  me  that  the  result  of  that  cross-examination  is 

10  to  afford  them  information  which  will  help  to  guide  them  in  the  prosecution 
of  the  action. 

The  action  is  certainly  one  which  strikes  me  as  a  very  extraordinary  one  at  the 
first  blush.  Here  is  a  writ,  and  a  Statement  of  Claim  alleging  an  infringement  of  no 
less  than  twenty- three  Patents,  and  when  the  Particulars  of  Breaches  are  delivered 

15  the  only  specific  particular  which  is  given  is  one,  which  begins  by  a  general  state- 
ment of  the  Defendants  having  infringed  at  divers  times,  without  any  further  par- 
ticulars whatever,  but  the  only  specific  instance  of  infringement  that  is  given  is 
this  : — "  The  Defendants,  on  the  14th  of  February  1902  offered  for  sale  to  one 
**  W.  H. Booths  of  Monton  Road,  Eccles,  aquantity  of  sucramine, and  on  the  21st 

20  "  of  February  1902  sold  to  the  said  W.  H.  Booth  a  one  pound  weight "  of  this 
article.  If  the  matter  stood  there  it  would  be  almost  impossible  to  believe  that 
the  Statement  of  Claim  could  be  correct  that  the  sale  of  one  pound  of  this 
particular  article  was  an  infringement  of  no  less  than  twenty -three  Patents.  But 
the   matter  does  not  stand  there  at  all.     Affidavits  have  been  made  on  this 

25  question,  from  which  it  quite  clearly  appears  that  it  is  not  the  fact  that  the  sale 
which  is  complained  of  constitutes  an  infringement  of  all  of  the  twenty-three 
Patents  in  question.  It  appears  that  the  Patents  are  capable  of  being  grouped, 
and  though  it  is  possible  that  the  sale  may  be  an  inf ringementv)f  one  group,  if 
it  be  an  infringement  of  that  group  it  cannot  be  an  infringement  of  the  others^ 

30  Now,  with  reference  to  the  pleading  in  these  circumstances,  I  desire  to  repeat 
what  I  have  abeady  said  in  the  course  of  the  ai^ument,  that  I  do  not  think  that 
this  mode  of  pleading  in  such  a  case  as  this  is  really  a  fair  mode  of  pleading. 
The  case  which  the  Plaintiffs  set  out  with,  and  this  is  a  possible  cause  of 
action,  is  that  saccharin  can  only  be  made  in  England,  or  sold  in  England  by 

35  them;  that  there  are  various  ways  of  making  saccharin,  but  it  cannot  be 
made  in  any  way  which  does  not  infringe  some  right  of  theirs ;  and  they  further 
say  that  although  there  are  different  modes  of  manufacture,  yet  that  the 
ultimate  manufacture  itself  is  of  such  a  nature  that  it  is  impossible  by  analysis, 
or  without  information  as  to  the  mode  which  has  been  employed,  to  ascertain 

40  which  group  of  Patents  has  been  infringed.  The  Plaintiffs  have  suc- 
ceeded in  cases  of  that  kind  before.  There  are  at  least  two  reported 
cases  in  which  they  have  succeeded,  but  it  does  seem  to  me  that  the 
writ  and  Statement  of  Claim  that  has  been  issued  and  delivered  in  this  case 
are  not  the  proper  mode  of  raising  such  a  case  as  that,  and  that  in  order 

45  that  the  Court  may  properly  exercise  its  discretion  as  to  the  way  in  which  such 
an  action  ought  to  be  prosecuted,  having  regard  to  Order  XVIII.,  the  case  ought  to 
be  fairly  pleaded.  But  we  have  before  us,  in  the  affidavits  that  have  been  made, 
sufficient  information  as  to  the  real  case  which  is  to  be  raised.  I  agree  with 
what  has  been  already  said>.  that  the  PlainUffs  ought  to  be  limited,  in  the 

50  first  instance  at  all  events,  to  selecting'  a  certain  number  of  Patents  and  prose- 
cuting the  action  as  regards  those,  and  no  doubt  in  selecting  the  particular 
Patents  upon  which  they  may  desire  to  found  their  case  in  the  first  instance, 
they  may  have  regard  to  the  information  which  they  have  been  enabled  to 
acquire  by  means  of  the  proceedings  which  have  already  taken  place. 

55  COZBNS  Hardy,  LJ. — I  agree.  As  I  was  a  party  to  the  former  hearing  of 
this  case,  it  is  perhaps  right  that  I  should  say  a  word  about  the  affidavit  and  the 
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cross-examination  upon  it.  I  entirely  adopt  what  my  brother  Stibling  has  said. 
On  that  occasion  we  gave  no  decision  at  ^1  upon  the  point.  It  was  a  consent 
Order ;  whether  the  suggestion  came  from  the  Bar  or  from  the  Bench  I  do  not 
remember,  but  there  was  no  judicial  decision  given  by  the  Court  upon 
the  matter,  and  it  must  not  be  taken  as  a  precedent  in  any  future  case.  5 
Speaking  for  myself,  in  any  case  in  which  it  might  be  deemed  reasonable 
to  exact  from  the  Defendant  a  statement  by  affidavit  as  to  where  and  when  he 
had  acquired  from  abroad  the  alleged  infringement,  I  think  it  would  be  only 
reasonable  that  the  same  rule  should  apply  as  exists  with  reference  to  affidavits 
of  documents  before  trial — namely,  that  the  statement  must  be  treated  as  con-  10 
elusive,  and  not  subject  to  cross-examination  at  that  stage  of  the  action. 

With  reference  to  the  main  point  I  have  very  little  to  add.  The  action  strikes 
me  as  almost  an  abuse  of  the  process  of  the  Court.  The  Plaintiffs  have  not  a 
Patent  for  the  particular  article  saccharin.  They  have  twenty-three  Patents 
for  different  processes  for  making  an  article  which  anyone  may  make,  if  15 
he  can,  by  some  other  and  different  process ;  and  to  say  that  they  can  in 
one  action  combine  those  twenty-three  separate  causes  of  action  is  startling, 
and  it  is  none  the  less  startling  when  the  Plaintiffs  themselves  are  bound 
to  admit  that  it  is  impossible  that  the  Defendants  can  have  been  guilty 
of  a  breach  of  all  the  Patents  in  respect  of  which  the  Plaintiffs  sue.  The  20 
Plaintiffs  say  that  they  are  in  a  great  difficulty,  because  they  cannot  ascertain 
from  the  Defendants  that  which  the  Defendants  say  they  do  not  know — 
namely,  the  process  of  manufacture.  It  may  be  sufficient  to  say  that  that  is  so 
much  the  worse  for  the  Plaintiffs  if  by  no  known  process  of  law  they  can 
obtain  the  evidence  necessary  to  enable  them  to  prove  their  case  ;  but  I  may  25 
add,  as  was  pointed  out  by  Mr.  Warrington  in  reply,  that  it  may  well  be  that 
the  Plaintiffs  have  an  independent  and  sufficient  remedy  against  the  French 
manufacturers .  if  the  Plaintiffs  are  advised  to  attempt  to  obtain  an  Order 
for  service  out  of  the  jurisdiction  of  the  writ  upon  them. 

I  would  only  add  this,  that  in  the  decision  at  which  we  now  arrive,  there  30 
seems  to  be  nothing  inconsistent  with  Quincey^s  case  or  Daw8on*8  case.  In 
neither  of  those  cases  was  there  any  such  application  before  the  Court  as  is 
made  in  the  present  case.  No  question  of  validity  was,  or  could  be,  raised  in 
those  cases.  The  point  now  before  us  was  not  then  before  either  of  the  Courts, 
and,  whether  those  decisions  were  right  or  wrong,  they  in  no  way  interfere  with  35 
the  decision  at  which  we  arrive  to-day. 

Warrington^  K.C.— The  actual  form  of  the  Order,  I  suppose,  will  be  an  Order 
confining  tiie  action  in  the  first  instance  to  such  number  of  the  Patents,  not 
exceeding  three,  as  the  Plaintiffs  may  select. 

Collins,  MM. — ^Tes,  that  is  right.    Then  we  reserve  the  costs  of  this  motion  40 
and  of  the  appeal  to  be  dealt  with  at  the  trial. 
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In  thk  High  Court  of  Justice.— Chancbry  Division. 

Before  Mr.  Justice  Byrne. 

January  26th,  1903. 

In  the  Matter  of  Leinbr's  Application  to  Register  a  Trade  Mark. 


5  Trade  Marhr-^Application  to  register. — Opposition. — No  dealing  by  Opponents 
in  the  goods  for  which  application  for  registration  was  made. — Opponents^  mark 
used  for  different  goods  in  the  same  class. — Application  refused  by  Comptroller.—^ 
Appeal  allowed  on  further  evidence. 

An  application  having  been  mxjdefor  the  registration  of  a  device  as  a  Trade 

10  Mark  in  Class  42  in  respect  of  gelatine  for  use  as  food  or  as  an  ingredient  in 

foodf  the  application  was  opposed  by  a  firm  of  general  merchants^  who  had  used 

an  exactly  similar  device  in  respect  of  tapioca  and  sago ;  but  this  device  was  not 

registered  as   a  Trade  Mark.     The  Registrar^  acting  for  the  Comptroller^ 

refused  the  application.    The  Applicants  appealed^  and  tlie  appeal  tvas  rrferred 

15  to  the  Court.    T?ie  evidence  filed  on  the  appeal  slwwed^  contrary  to  that  before 

the  Registrary  that  the  Opponents  had  not  traded  in  gelatine. 

Held,  that^  havifig  regard  to  the  difference  bettveen  the  goods  and  the  general 
circumstances^  there  was  no  reasonable  probability  of  deception;  tlie  application 
for  registration  was  accordingly  ordered  to  be  proceeded  uuith. 

20      On  the  8th  of  May  1901  Arnold  Leiner^  trading  as  Philip  Leiner  &  Sons^ 

glue  and  gelatine  manufacturer,  applied  to  register  as  a  Trade  Mark  the  device  of 

an  open  hand  in  Class  42  in  respect  of  gelatine  for  use  as  food  or  as  an  ingredient 

in  food.    The  application  received  the  number  237,987. 

Frithy  Sands  £  Co.^  merchants,  gave  notice  of  opposition  to  the  registration, 

25  the  grounds  of  opposition  being  as  follows  : — **  That  the  registration  or  use  of 
<«  the  mark  would  interfere  with  the  use  by  the  Opponents  of  a  similar  mark  in 
«•  which  they  have  rights  and  which  they  are  actually  lawfully  using,  and  have 
^  for  some  years  past  lawfully  used,  in  respect  of  the  same  class  of  goods  as  a 
**  Trade  Mark  though  unregistered.*' 

30  The  Applicant's  counter-statement  was  to  the  effect  that  the  Opponents  did  not 
and  had  never  applied  the  mark  to  the  goods  for  which  registration  was  sought, 
and  did  not  even  deal  in  gelatine  or  goods  of  a  similar  character  or  description  ; 
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that,  if  the  Opponents  had  any  rights  at  all  in  respect-  of  a  similar  mark,  the 
registraton  for  gelatine  could  not  interfere  ixrith  snch  rights;  and  that  the 
proposed  Trade  Mark  was  a  good  and  valid  one. 

Declarations  were  made  on  behalf  of  both  parties ;  that  on  behalf  of  the 
Opponents  stated  that  they  dealt  in  gelatine,  and  alleged  that  they  had  nsed  the  5 
mark  for  tapioca  and  sago,  exhibiting  catalogues  exemplifying  such  use.    The 
Registrar  refused  to  register  the  mark,  relying,  as  stated  in  the  judgment  of 
Btbnb,  c71,  to  some  extent  on  the  allegation  that  the  Opponents  dealt  in  gelatine. 

The  Applicant  appealed,  and  the  appeal  was  referred  to  the  Court  by  the 
Board  of  Trade.  The  Applicant  accordingly  gave  a  notice  of  motion  for  an  10 
Order  that  the  registration  should  be  proceeded  with.  Further  evidence  was 
filed  by  both  parties.  The  Applicant  in  his  affidavit  stated  that  his  principal 
and  practically  sole  customers  were  paper  manufacturers  and  confectioners ; 
that  he  had  registered  the  mark  for  gelatine  in  Classes  1  and  4 ;  that  he  had 
used  the  mark  for  ^'gelatine  for  use  as  food  or  as  an  ingredient  in  food  "  at  the  15 
date  of  and  continuously  and  extensively  since  the  date  of  the  application,  and 
his  gelatine  had  come  to  be  known  by  the  mark,  and  he  denied  that  the 
Opponents  had  ever  dealt  in  gelatine  at  all  or  that  tapioca  or  sago  were  goods  of 
the  same  description  as  gelatine,  and  he  alleged  that  the  Opponents  were  merely 
general  merchants  offering  the  goods  of  other  persons  on  sale  on  conmiission  20 
without  being  themselves  in  any  way  identified  with  the  goods,  and  that  this 
was  so  with  the  tapioca  and  sago  referred  to  in  the  catalogues  ;  that  no  confusion 
or  deception  could  arise  by  reason  of  the  application  being  allowed ;  that  gelatine 
was  only  used  for  making  up  into  compound  articles  of  food,  whereas  tapioca 
and  sago  were  bought  for  the  purpose  of  being  used  as  sold.  Trade  evidence  25 
was  also  adduced  to  the  effect  that  the  trade  in  gelatine  was  different  from  that 
in  tapioca  and  sago,  the  deponents  referring  to  the  difference  of  origin  and  to 
gelatine  being  sold  as  an  ingredient  to  be  used  by  the  trade,  tapioca  and  sago 
being  sold  to  the  public.  On  behalf  of  the  Opponents  affidavits  were  made  by 
a  member  of  their  firm,  and  the  managers  of  the  spice  departments  of  two  30 
wholesale  grocers  and  dealers.  The  former  said  that  his  firm  sold  nearly 
every  kind  of  goods  and  articles  that  might  be  ordered  of  it,  including,  among 
other  things,  tapioca,  sago,  and  goods  of  a  similar  description  included  in 
.Class  42,  and  certainly  would  sell  gelatine  if  consigned  to  it  or  ordered  of  it ; 
that  their  device  was  identical  with  that  sought  to  be  registered,  and  was  very  35 
well  known  in  the  trade  to  indicate  articles  sold  by  them,  and  he' exhibited 
catalogues  of  recent  sales  by  his  firm  of  tapioca  and  sago  and  a  bundle  of 
invoices  of  sales  under  the  said  mark,  and  he  denied  that  tapioca  or  sago  were 
not  bought  by  the  same  persons  who  buy  gelatine,  and  said  that,  although 
wholesale  dealers  might  obtain  their  supplies  from  different  sources,  yet  they  40 
bought  both,  and  large  numbers  of  retail  dealers  obtained  their  supplies  of  both 
from  the  wholesale  dealers  ;  and  that,  if  the  application  were  allowed,  the  rights 
of  his  firm  might  be  seriously  prejudiced,  and  the  trade  and  the  public  would 
be  led  to  believe  that  gelatine  and  other  articles  in  Class  42  marked  with  the 
same  hand  mark  device  were  goods  coming  from  his  firm  when  in  fact  they  45 
were  not.  The  two  other  deponents  denied  that  the  trade  in  gelatine  for  food 
was  distinct  from  that  in  tapioca  and  sago,  and  said  that  they  supplied  all  three 
articles  to  retaileirs — gelatine  in  packets  and  the  tapioca  and  sago  in  bags — and 
that  a  retailer  seeing  the  same  mark  might  reasonably  assume  that  sdl  three 
articles  came  from  the  same  source.  50 

Levett^  K.C.,  and  L.  B.  Sebastian  (instructed  by  L.  E.  Townroe)  appeared  for 
the  Applicant ;  Roivden^  K.C.,  and  J.  G.  Graham  (instructed  by  Thorowgoody 
Tabor  J  and  Hardcastle)  appeared  for  the  Respondents ;  R.  J,  Parker  (instructed 
by  the  Solicitor  for  the  Board  of  Trade)  appeared  for  the  Comptroller. 

fjevetty  K.C.,  and  Sebastian^  for  the  Appellant,  referred  to  Suler^  Hartmann^  55 
and  Rah^en^s  Composition  Company's    Trade    Marks    (19   R.P.C.  42)  and 
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continued  :— No  user  is  proved  by  the  Respondents  except  for  tapioca  and 
sago  ;  and  a  person  who  has  no  mark  for  gelatine,  but  whose  mark  is  only  used 
for  tapioca  and  sago,  cannot  stop  the  Appellant's  registration.  If  the  Respon- 
dents had  been  registered  for  the  whole  class  their  registration  would  have 
5  been  bad  as  to  gelatine  ;  they  could  have  no  Trade  Mark  for  gelatine,  for  they 
have  had  no  trade  in  it  {Edwards  v.  Dennis,  L.R.  30  Ch.  D.  454).  The  Trade 
Mark  Acts  are  Intended  simply  to  give  a  better  remedy  for  the  prevention  of 
passing-off.  The  Registrar  acted  on  different  facts  from  those  now  before  the 
Court.    The  Respondents  cannot,  of  course,  stop  the  Applicant's  use  of  the 

10  mark.  The  Registrar  seems  to  have  acted  on  section  72  of  the  Patents,  &c.  Act, 
1883,  but  that  does  not  apply  as  the  Respondents  are  not  registered.  \Bowden^ 
K.C. — The  Registrar,  I  submit,  acted  on  his  discretion  under  section  62.]  The 
Respondents  are  confined  to  the  grounds  of  opposition  stated  by  them — section  69 
and  rule  31.    The  goods  for  which  registration  is  sought  are  quite  different  from 

16  those  for  which  the  Respondents  allege  that  they  have  used  the  mark.  If  the 
Respondents  had  been  registered  for  gelatine  the  Appellant  could  have  struck 
off  that  registration,  even  if  the  Respondents  had  dealt  in  gelatine  {HarVs 
Trade  Marky  19  R.P.C.  569),  and  they  could  not  now  register  if  they  did  begin 
to  trade  in  gelatine,  for  the  Applicant  has  used  the  mark  for  two  years.    If  the 

20  Respondents  want  to  extend  their  trade  to  gelatine,  and  to  use  a  mark  for  it, 
they  must  invent  a  fresh  one  (JelUy,  Son,  and  Jones'^  Application,  51  L.J. 
Ch.  639n)«  The  point  is  not  precisely  covered  by  the  Acts.  [^Re  Hargreaves^ 
Trade  Mark  (L.R.  11  Ch.  D.  669)  and  Upper  Assam  Tea  Company  v.  Herbert 
(7  R.P.C.  183)  were  referred  to.] 

25  Rowden,  K.C.,  for  the  Respondents.— First,  this  is  an  appeal  from  the 
Comptroller  refusing  the  registration  of  a  new  mark  ;  secondly,  the  issue  whether 
the  Respondents  could  get  on  the  Register  is  a  false  one ;  anyone  can  oppose 
the  registration  of  a  Trade  Mark  ;  thirdly,  the  onus  is  on  the  Applicant,  and  it 
is  not  shown  that  there  is  no  reasonable  danger  of  the  public  being  deceived. 

30  The  Respondents  are  opposing  the  registration  of  the  mark  for  gelatine  for 
food.  [Byrne,  J. — Do  you  say  that  they  could  oppose  any  registration  for 
food  in  Class  42  ?]  It  is  not  entirely  a  matter  of  the  similarity  of  the  goods  ; 
there  must  be  no  reasonable  probability  of  the  public  being  deceived  (Dunn's 
Trade  Mark,  6  R.P.C.  148  and  519  ;  7  R.P.C.  311 ;  L.R.  41,  Ch.  D.  439,  and 

35  15  App.  Cas.  252)  ;  moreover,  the  Comptroller  has  a  discretion  under  section  62 
(4),  as  was  held  in  the  same  case,  and  the  Court  will  not  readily  overrule  his 
exercise  of  it.  The  Upper  Assam  Tea  case  was  a  different  class  of  case.  It  is 
a  fallacy  to  assume  that  the  Respondents  must  show  any  title  to  the  mark  (see 
section  69  (1))  ;  and  it  is  immaterial  whether  they  have  sold  as  principals  or  only 

40  as  consignees.  The  principle,  as  shown  in  Dunn's  Trade  Mark,  is  whether 
persons  knowing  the  Respondents'  mark  would  think  that  gelatine  sold  under 
it  had  some  connection  with  them.  It  is  immaterial  that  the  natural  sources  of 
the  goods  are  different ;  both  are  for  food,  and  they  are  sold  in  the  same  shops, 
and  tapioca  and  sago  are  somewhat  gelatinous.    The  test  is  whether  the  two 

45  marks  come  into  conflict. 

R.  J,  Parker  for  the  Comptroller. 

Levett,  K.C.,  in  reply. — ^The  articles  do  not  come  into  competition.  In 
Dunn's  Trade  Mark  an  attempt  was  being  made  to  get  the  benefit  of  Eno's 
reputation  ;  here  there  is  no  suggestion  of  deceit  or  any  such  attempt. 

50  Byrnjb,  J. — This  is  an  appeal  from  the  Registrar  in  reference  to  an  application 
made  to  register  a  mark  of  an  open  hand  in  respect  of  gelatine  in  Class  42 : 
^  Substances  used  as  food  or  as  ingredients  in  food.''  The  Applicants  have,  for 
some  time  past,  in  fact  used  this  mark  in  reference  to  gelatine  sold  and  used  as 
an  ingredient  in  food.  It  is  opposed  on  the  ground,  as  stated  in  the  Notice  of 
55  Opposition,  that  '^  the  registration  or  use  of  the  mark  would  inteifere  with  the 
**  use  by  the  Opponents  of  a  similar  mark  in  which  they  have  rights,  and  which 


256  REPORTS  OP  PATBiNT,  DESIGN,        [Mar.  18, 1903. 

In  the  Matter  of  Leiner^s  Application  to  Register  a  Trade  Mark. 

^'  they  are  actnally  lawfully  using,  and  have  for  some  time  past  lawfully  used, 
'^  in  respect  of  the  same  class  of  goods,  as  a  Trade  Mark  though  unregistered/* 
The  Opponents  have  no  registered  Trade  Mark,  and  I  have  some  doubt  whether 
they  are  entitled  to  take  the  real  objection  which  has  been  argued  under  this 
Notice  of  Opposition;  but,  inasmuch  as  the  interference  with  the  use  by  the  *^ 
Opponents  of  a  similar  mark  could  only  be,  so  far  as  I  can  see,  by  means  of 
the  mark  applied  for  being  calculated  to  deceive  persons,  I  think  it  better  to 
deal  with  the  case  as  though  the  objection  had  been  pointedly  taken  that  it  is 
calculated  to  deceive.  -^ 

Now,  the  Registrar  has  an  undoubted  discretion  to  decline  to  register  a  niark,  ^^ 
and,  were  I  acting  simply  on  the  same  materials  as  were  before  Uie  Registrar, 
I  should  hesitate  a  long  time  before  I  differed  from  him  in  this  matter ;  but  I 
find  that  he  had  before  him  only  the  declarations  of  the  parties  and  now  I  have 
evidence  on  affidavit.  The  R^strar  acted  on  the  portion  of  the  declaration 
which  justified  him  in  giving,  as  he  did  give,  his  decision  as  follows : — "  Now,  1^ 
^'  a  very  important  point  of  consideration  is,  of  course,  this — ^that  the  Opponents 
**  actually  do  deal  in  gelatine,  and  I  cannot  doubt  that,  if  a  person  who  has  been 
^  accustomed  to  trade  in  sago,  tapioca,  and  gelatine  with  the  Opponents,  sees 
**  upon  gelatine  in  the  market  the  same  mark  as  he  has  seen  on  the  Opponents* 
^*  tapioca  and  sago,  he  might  reasonably  conclude  that  the  gelatine  also  came  ^ 
"  from  the  Opponents*"  In  point  of  fact  the  Opponents  never  have  dealt  in 
gelatine.  They  are  general  merchants,  and  the  utmost  that  could  be  said  was 
that,  if  they  got  an  opening  to  deal  in  gelatine,  they  would  not  refuse  it 
and  would  deal  in  gelatine.  In  fact  they  have  not  dealt  in  gelatine,  and  they 
have  not  used  this  mark  in  connection  with  gelatine.  ^ 

Now,  the  real  question  is — are  not  the  articles,  gelatine,  on  the  one 
hand,  and,  on  the  other  hand,  tapioca  and  sago— which  are  the  only  articles  in 
reference  to  which  the  Opponents,  though  t^ey  have  no  registered  mark,  have 
used  the  mark  of  an  open  hand — are  ttiey  not  of  so  substantially  different  a 
character  that  the  one  could  not  be  supposed  to  enter  into  competition  with  the  30 
other  ?  I  am  only  taking  Lord  HerechelVe  words.  That  does  not  cover  the 
whole  ground,  but — ^Are  they  so  connected  together  as  to  induce  me  to  think 
that  there  would  be  a  reasonable  probability  of  deception  by  allowing  this 
registration  to  proceed  ?  The  origin  of  gelatine  is  different  from  the  origin  of 
tapioca  and  sago.  One  is  of  animal  origin  and  the  others  of  vegetable  origin.  35 
One  similarity  between  them  is  that  they  are  articles  used  for  food  or  ingredients 
in  food.  I  do  not  think  that  that  is  enough,  and,  using  the  best  judgment  I 
can  about  the  matter,  I  do  not  think  that  the  Opponents  have  succeeded  in 
establishing  that  there  is  such  a  probability  of  deception,  if  I  were  to  allow 
this  Trade  Mark  to  be  registered,  as  to  induce  me  to  refuse  to  register  this  ^ 
mark,  in  respect  of  which,  outside  Trade  Mark,  the  Applicant  appears  to  have 
already  established  certain  rights.  I  think,  therefore,  the  reg^tration  may 
proceed.  I  have  explained  that  this  is  not  in  any  sense  a  reversal  of  the 
Registrar's  decision,  because  I  have  acted  on  entirely  different  materials. 

Levetty  K.C. — The  Respondents  will  be   ordered  to  pay  the  costs  of  the  ** 
Applicant  and  the  Comptroller. 

Btrnb,  ^.— Yes. 
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In  the  Court  op  Appeal. 

Be/ore  LORDS  JUSTICES  VaughaV  Williams,  Stirling,  and  Cozens-Hardy. 

December  15th,  16th,  and  17th,  1902. 

In  the  Matter  op  Soott's  Patent  (No.  5889  of  1897). 


5     Piatent — Petition  for  revocation.  —  Oonstruction  of  Specification. —  Wide 
claim. — Form  of  Order. 

A  Patent  was  granted  in  2897  to  E.  O.  S.for  ^^^  Improvements  connected  tuith 
"  the  concentration  or  distillation  of  glycerineJ*'  E.  O.  S.  subsequently  assigned 
his  rights  to  F.  W.  S.    On  the  24th  of  December  1901  C.  &  Sons  and  K.  E.  M. 

10  Pf^^^^  ^  Petition  for  revocation^  alleging  that  the  said  K.  E.  M.  was  first 
and  true  inventor^  and  alleging  also  frauds  prior  user^  and  insufficiency  of  the 
Specification.  At  the  hearing  the  Petition  was  dismissed  with  costSy  it  being 
held  that  the  invention  wets  new ;  that  the  Patentee  was  the  inventor ;  that  the 
Specification  was  sufficient;  and  that  the  charge  that  the  Patentee  obtained  it 

15  from  the  Petitioners  was  entirely  unfounded.    The  Petitioners  appealed. 

Held,  that  the  claim  in  the  Specification  and  claiming  clauses  of  a  ^*  condenser  *' 
was  too  widcj  and  that  the  Specification  should  either  be  amended  or  thai  an 
Order  for  revocation  should  go. 

In  1897  a  Patent  (No.  5889  of  1897)  was  granted  to  Earnest  George  Scott  for 

20  **  Improvements  connected  with  the  concentration  or  distillation  of  glycerine.'* 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows  : — 

'*  It  has  been  found  in  practice  that  in  concentrating  glycerine  a  quantity  of 

^  glycerine  is  carried  away  with  the  steam  ;  and  also  that  in  distilling  glycerine 

'*  in  a  current  of  steam,  after  the  bulk  of  the  glycerine  has  been  condensed  by 

25  *'  means  of  air  cooling  in  the  well  known  way,  the  steam  which  passes  on 

^  contains  a  considerable  proportion  of  glycerine,  thus  giving  rise  to  waste. 
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^'  The  object  of  this  invention  is  to  obviate  this  waste  in  the  concentration  or 
'^  distillation  of  glycerine  by  the  present  methods,  and  to  this  end  I  employ  in 
**  conjunction  with  the  ordinary  concentrating  or  distilling  apparatus  a 
**  condenser  into  which  the  steam  coming  from  the  concentrating  or  distilling 
*^  apparatus  is  led,  the  said  condenser  having  its  cooling  surface  so  proportioned  5 
'^  that  whilst  on  the  one  hand  the  glycerine  is  condensed  on  the  other  hand 
**  only  a  fraction  of  the  steam  is  condensed  the  main  portion  of  the  steam 
^^  passing  on  to  the  usual  condenser.  By  this  means  it  will  be  obvious  that  the 
"  glycerine  which  has  been  carried  over  from  the  concentrating  or  distilling 
'^  apparatus  will  be  retained  admixed  with  only  a  relatively  small  quantity  of  10 
"  water  so  that  it  can  be  recovered,  whereby  the  loss  usually  attending  the 
"  process  of  distillation  and  concentration  of  glycerine  is  avoided. 

"  To  enable  my  invention  to  be  fully  understood  I  will  describe  the  same  by 
"  reference  to  the  accompanying  drawing,*  which  illustrates  in  elevation  an 
'^  arrangement  of  condensers  in  accordance  with  my  invention.  15 

'*  a  is  the  special  condenser  which  I  make  use  of  and  which  I  term  *  a 
*^  *  fractional  condenser  *  and  b  is-the  ordinary  condenser  into  which  the  steam 
^*  passes  after  having  passed  through  the  fractional  condenser  a.  c  is  the  inlet 
**  for  the  steam  issuing  from  the  concentrating  vessel  or  from  the  air  coolers  of 
"  the  distillation  plant  and  d  is  the  connection  between  the  two  condensers  for  20 
^'  allowing  the  steam  to  flow  from  one  to  the  other.  As  hereinbefore  stated  the 
*^  cooling  surface  in  the  condenser  a  is  so  proportioned  that  whilst  the  glycerine 
"  vapour,  which  condenses  much  more  readily  than  water  vapour  or  steam,  is 
*^  condensed,  the  steam  passes  on  through  the  connection  d  to  the  ordinary 
*'  condenser  b  where  it  is  condensed  in  t^be  usual  manner.  25 

^'  6  is  a  vessel  connected  by  the  pipe  /  (containing  a  cock  g)  with  the 
^'  fractional  condenser  a  at  the  bottom  and  serving  for  drawing  off  from  time  to 
^^  time  during  the  working  of  the  apparatus  the  condensed  glycerine  and  water 
^'  from  the  said  fractional  condenser." 

The  Claims  were  as  follows  : — "  1.  The  improvement  in  the  concentration  or  30 
*'  distillation  of  glycerine  consisting  in  subjecting  the  steam  issuing  from  the 
*' concentrating  vessel  or  the  air  coolers  of  the  distillation  plant  to  a  slight 
"  condensing  action  prior  to  its  passing  into  the  usual  condenser,  substantially 
**as  described.  2.  The  combination  with  apparatus  for  concentrating  or 
"  distilling  glycerine,  of  a  condenser  having  a  relatively  small  area  of  cooling  S)5 
**  surface  as  compared  with  the  quantity  of  vapour  passed  through  it,  substan- 
**  tially  as,  and  for  the  purpose  described.  3.  The  arrangement  in  connection 
"  with  apparatus  for  concentrating  or  distilling  glycerine  of  a  fractional 
^^  condenser  substantially  in  the  manner  hereinbefore  described  and  illustrated 
"  in  the  accompanying  drawing."  40 

The  Patent  was  assigned  to  Frank  Waiter  Scott  (the  elder)  by  deed  of 
assignment  dated  the  29th  of  July  1899,  and  registered  at  the  Patent  Office  on 
the  30th  of  January  1900. 

On  the  24th  of  December  1901,  a  Petition  for  revocation  of  the  Patent  was 
presented  by  Grosfield  Jk  Sons^  Ld,^  manu^turers  of  soap  and  chemicals  at  45 
Warrington,  and  Karl  Emil  Markel^  a  director  of  the  Company. 

By  their  Particulars  of  Objections  the  Petitioners  stated  that :  (1)  The  alleged 
invention,  as  described  and  illustrated  in  the  Specification  and  claimed  in  the 
three  claiming  clauses,  was  not  new.  In  or  about  May  1895,  it  had  been 
published  within  this  realm  by  the  manufacture  and  user,  publicly,  commercially,  50 
and  for  profit,  by  the  Petitioners  at  their  works  in  Warrington.  Since  that  date 
the  Petitioners  had  continuously  and  publicly  used  the  alleged  invention  in 

*  See  for  this  drawing/ p.  259. 


Vol.  XX^  No.  9.]         AND  TRADE  MARE  OASB& 


259 


In  the  Matter  of  Scott's  Patent  (No.  5889  of  1897). 

carrying  on  their  bnsineseu  (2)  Karl  Emil  Market  waa  the  true  and  first 
inventor.  In  or  abont  May  1895,  drawings  of  the  apparatus  were  made  in  the 
drawing  office  of  the  Petitioning  Company,  and,  in  or  abont  May  1895,  apparatus 
in  accordance  with  these  drawings,  and  in  accordance  with  the  drawings 
annexed  to  the  Complete  Specification,  was  erected  and  commercially  operated. 
(3)  At  or  about  the  times  mentioned,  and  before  making  application  for  the 
Patent,  the  said  Ernest  George  Scott  had  access  to  the  works  of  the  Petitioning 


cu 


Company  at  Warrington,  and  had  every  opportunity  of  making  himself 
acquainted  with  the  construction  and  working  of  the  apparatus.  (4)  The 
10  Complete  Specification  was  insufficient,  no  proportions  being  given  of  the 
auxiliary  condenser  a  relative  to  the  ordinary  condenser  b.  The  internal 
arrangements  and  construction  of  the  said  auxiliary  condenser  a  were  not 
sufficient. 
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At  the  hearing  the  Petition  was  dismiseed  with  costs,*  it  being  held  .that  the 
invention  was  new  ;  that  the  Patentee  was  the  inventor ;  that  the  Specification 
was  sufficient;  and  that  the  charge  that  the  Patentee  obtained  it  from  the 
Petitioners  was  entirely  unfounded.    The  Petitioners  appealed. 

On  the  hearing  of  the  appeal,  Edmunds^  E.C.,  and  Fulton  (instructed  by  5 
(7.  Urquhart  Fisher)  appeared  for  the  Petitioners ;  A.  J.  Walter  (instructed 
by  Hillearys)  appeared  for  the  Respondent. 

Letvis  Edmunaa^  E.O. — In  the  manufacture  of  soap  a  residual  is  obtained 
consisting  of  organic  materials  and  glycerine  mixed  with  water.    This  glycerine 
is  now  almost  wholly  recovered  ;  formerly  from  3  to  4  per  cent,  was  lost.    The  10 
Petitioner  Markel  was  the  first  person  to  solve  the  problem  and  to  make  it  a 
commercial  success.    In  1894  Scott^  the  Patentee  (an  expert  in  glycerine  distil- 
lation plant)  supervised  the  erection  of  an  ordinary  distilling  plant  at  the  works 
of  the  Petitioners,  Oroafield  A  Sons.    Ii  consisted  of  a  still,  a  serpentine  ^*  air 
^'battery,*'  and  a  final  condenser.     In  this  apparatus  superheated  steam  was  15 
used  to  carry  the  glycerine  through  the  battery.    Portions  of  the  glycerine 
wer^  deposited  at  the  base  of  each  leg  of  the  battery,  together  with  some  water. 
Finally,  the  remaining  steam  passed  into  a  condenser,  and  from  3  to  4  per  cent, 
of  the  glycerine  was  lost.    The  glycerine  drawn  off  from  the  legs  of  the  battery 
was  concentrated  at  a  trifling  cost.    In  1895  Markel^  having  made  experiments,  20 
had  drawings  of  a  condenser  prepared  which  he  proposed  to  place  between  the 
last  leg  of  the  battery  and  the  final  condenser.    This  was  a  "  fractional  **  con- 
denser, and  while  condensing  the  glycerine  left  over  from  the  last  leg  of  the 
battery  condensed  only  a  portion  of  the  steam,  the  remainder  passing  into  the 
final  condenser.    In  the  first  instance  he  tried  a  cylinder  cooled  by  outside  air  25 
contact  assisted  by  an  external  flow  of  water ;  subsequently,  a  cylinder  cooled 
by  a  spray  of  water  inside  the  cylinder ;  and,  finally,  he  found  that  by  adjusting 
the  proportions  of  the  cylinder  relatively  to  the  amount  of  steam  in  proportion 
to  water  to  be  condensed  he  could  dispense  with  water  cooling.    ScotVs  con- 
denser interposed  in  the  same  way  as  the  Petitioner's,  although  not  identical,  30 
is  the  same  in  operation.    He  uses  a  multi-tubular  condenser.    This  substitution 
is  no  novelty.    The  claims  cover  any  form  of  condenser,  and  there  is  nothing 
limiting  it  to  a  multi-tubular  condenser.    It  is  said  that  Scott  obtains  less  water 
with  the  glycerine  when  drawn  from  the  legs  and  the  fractional  condenser  than 
the  Petitioner    Markel    does  by    his    apparatus.    This  is   immaterial,  since  35 
concentration  can  be  effected  at  comparatively  small  cost.    But  it  is  denied  that 
the  Petitioner's  apparatus  is  less  efficient. 

Fulton. — The  construction  placed  upon  the  Specification  by  Buckley^  J.,  is 
erroneous,  and  his  decision  is  against  the  weight  of  evidence.    The  evidence 
proves.that  the  Petitioners  in  1895  designed,  erected,  and  commercially  used  a  40 
glycerine  distilling  apparatus,  which  comprised  a  special  fractional  condenser 
placed  between  the  air-battery  and  the  usual  final  condenser,  and  cooled  by  ilie 
atmosphere  or  by  a  moving  envelope  or  jacket  of  water ;  this  fractional  con- 
denser did  in  fact  obviate  the  loss  of  glycerine  by  condensing  it  before  it 
reached  the  final  condenser.    Scott  in  his  Specification  describes  and  claims  45 
and  intended  his  Patent  to  cover  any  suitable  type  of  condenser  that  would 
effect  his  object ;  he  does  not  describe  and  claim  a  multi-tubular  water  con- 
denser at  all«  nor  does  he  do  so  to  the  exclusion  of  all  other  forms  of  condenser ; 
if  it  should  be  held  that  in  his  drawing  he  does  illustrate  a  multi-tubular  con- 
denser, that  is  merely  a  preferable  form  not  excluding  other  condensers  from  50 
the  Specification.    Claims  1  and  2  are  intended  to  cover  respectively  (a)  a 
process,  and  (6)  an  apparatus,  each  embracing  the  use  of  any  suitable  or 


♦  19  R.P.0. 273. 
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oonTenient  form  of  condenser  adapted  to  effect  the  objects  he  sets  forth.  The 
invention  described  and  claimed  by  the  Respondent  is  the  same  as  or  includes 
the  apparatus  used  by  the  Petitioners  at  a  date  prior  to  the  Respondent's  Patent* 
He  cited  Parkinson  v.  Simon  (11  R.P.C.  493). 
5  Walter  and  Cfray  for  the  Respondent. — The  best  constructed  plants  at  the 
date  of  the  Specification  failed  to  separate  all  the  glycerine  from  the  steam. 
The  alleged  anticipation  is  really  a  larger  leg  added  to  the  air-battery,  and  is 
not  a  fractional  condenser ;  it  is  an  air  cooler,  and  the  glycerine  only  is  operated 
upon  that  lies  in  the  layer  of  steam  next  the  walls  of  the  cylinder.    The  problem 

10  which  Scott  set  himself  to  solve  was  to  separate  from  the  steam  the  3  or  4  per 
cent,  of  glycerine  hitherto  lost.  By  the  old  system  the  steam  laden  with 
glycerine  on  leaving  the  last  limb  of  the  air-battery  passed  into  a  multi-tubular 
water  condenser,  the  cooling  surface  of  which  was  so  large  that  it  condensed 
the  whole  of  the  steam  ;  the  balance  of  the  glycerine  left  over  from  the  battery 

15  was  thus  thrown  down  with  the  water  and  lost.  The  fractional  condenser  now 
used  by  the  Patentee  according  to  his  invention  is  so  arranged  of  such  a  size  as 
to  be  incapable  of  condensing  the  whole  of  the  steam.  The  Patentee  has  told 
the  world  what  he  desired  to  do,  and  the  general  principle  underlying  the 
means  by  which  he  is  to  carry  out  that  object.    He  has  indicated  that  the  bulk 

20  of  the  steam  must  be  cooled  in  detail,  whether  by  cold  air  passing  through  a 
fractional  condenser  or  by  cold  water.  The  first  claim  is  a  claim  for  a  process ; 
the  second  is  a  claim  defined  functionally  by  apparatus ;  and  the  third  is  a 
claim  for  the  apparatus  defined  by  drawings.  What  in  fact  is  shown  in  Scott's 
Specification  is  a  multi-tubular  water  condenser.    Regard  being  paid  to  the 

25  meaning  of  terms  of  art  as  understood  by  persons  to  whom  the  Specification  is 
addressed,  it  is  of  the  essence  of  the  invention  that  there  should  be  "  fractional 
"  condensation  "  ;  that  term  as  used  in  the  Specification  implies  cooling  in 
detail  as  opposed  to  cooling  by  ordinary  condensers  cooled  by  air  currents. 
The  essence  of  the  invention  lies  in  the  principle  of  treatment  of  the  bulk  in 

30  detail.  The  bulk  of  the  steam  is  treated  in  detail  by  a  multi-tubular  condenser 
so  arranged  as  to  effect  this  object ;  and  the  drawings  of  the  Specification 
represent  the  condenser  as  a  multi-tubular  condenser. 

Edmunds^  K.C.,  commenced  to  reply,  but  was  stopped  by  the  Court.  . 

Vaughan    Williams,  i^.J.— This  is  an  appeal  against  the  judgment  of 

35  Mr.  Justice  Buckley  on  a  Petition  for  revocation  of  a  Patent.  Mr.  Justice 
Buckley  came  to  the  conclusion,  first,  that  the  Specification  was  limited  to 
a  particular  sort  of  condenser,  that  is  to  say  a  multi-tubular  water  condenser, 
and  he  also  found  that  in  this  case  there  had  not  been  prior  user  or 
anticipation  of    the    invention.     We  have    come    to    a  different  conclusion 

40  from  Mr  Justice  Buckley  as  to  the  first  point.  We  think  that  the 
Specification  as  drawn,  coupled  with  the  claim,  is  clearly  wide  enough  to 
include  an  air  condenser. 

Now,  on  the  Respondent's  (the  Patentee's)  own  showing,  the  air  condenser  is 
not  competent  to  do  that  which  is  the  object  of  these  Letters  Patent.    It  follows 

45  from  that  that  the  claim  in  the  Specification  is  too  wide,  and  that  being 
BO  we  think  that,  as  the  Patent  stands,  this  judgment  for  revocation  ought  to 
go.  But  it  may  be  that  Mr.  Walter  will  wish  for  an  opportunity  to  do  some- 
thing before  the  judgment  for  revocation  goes,  arid  if  so  we  shall  be  very  glad 
to  hear  what  it  is  that  he  wishes  to  do,  in  order  that  we  may  see  whether  we 

50  can  properly  facilitate  that.  , 

Stirling,  LJ.—  l  am  of  the  same  opinion.     The  point  on  which  I  decide  is 

the  same  as  that  which  has  just  been  stated  by  my  Lord,  and  I  desi^  to  say 

that,  in  regard  to  it,  I  at  least  am  not  differing  fiom  anything  that  is  lound  m 

the  judgment  of  the  learned  Judge  from  whom  the  appeal  is  brought.    It  is 

55  a  point  which  either  was  not  brought  to  his  attention  in  the  way  in  which  it 
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has  been  brought  to  ours,  or  at  all  events  it  is  one  with  which  he  did  not  deal 
in  his  judgment. 

It  is  simply  a  question  of  the  construction  of  the  Specification.    The  Specifi- 
cation relates  to  improvements  connected  with  the  concentration  or  distillation 
of  glycerine.    That  was,  at  the  date  of  the  Patent  in  1897,  a  well  known  art,  5 
and  there  was  a  defect  in  the  process  of  this  nature,  that  after  the  glycerine  had 
been  dealt  with  by  it  there  still  remained  a  large  quantity  of  glycerine  (3  per 
cent,  of  glycerine)  in  the  product,  which  was  wasted — ^was  not  turned  to  use. 
The  Patentee  set  himself  to  remedy  that  defect,  and  the  way  in  which  he  did  it 
he  states  thus: — "I  employ,  in  conjunction  with  the  ordinary  concentrating  10 
^^  or  distilling  apparatus,  a  condenser  into  which  the  steam  coming  from  the 
*'  concentrating  or  distilling  apparatus  is  led,  the  said  condenser  having  its 
*^  cooling  surface  so  proportioned  that  whilst  on  the  one  hand  the  glycerine  is 
*^  condensed,  on  the  other  hand  only  a  fraction  of  the  steam  is  condensed,  the 
**  main  portion  of  the  steam  passing  on  to  the  usual  condenser."     Then  he  15 
proceeds  to  describe  a  mode  in  which  that  invention  can  be  carried  into  effect, 
and  he  does  so  by  reference  to  a  drawing,  and  then  his  first  claim  is — '*  The 
**  improvement  in  the  concentration  or  distillation  of  glycerine,  consisting  in 
*^  subjecting  the  steam  issuing  from  the  concentrating  vessel,  or  the  air  coolers 
*^  of  the  distillation  plant,  to  a  slight  condensing  action  prior  to  its  passing  into  20 
*^  its  usual  condenser,  substantially  as  described.*'    Now,  throughout  the  text  of 
the  Specification  there  is  not  a  word  said  as  to  any  special  form  of  condenser ; 
but  in  the  drawing  annexed  there  is  a  figure  shown  which,  according  to  the 
finding  of  the  learned  Judge  (and  with  that  1  in  no  way  disagee),  indicated  to  a 
person  with  a  competent  knowledge  of  the  state  of  the  art,  that  the  condenser  25 
there  referred  to  was  a  water  condenser,  or  a  tubular  water  condenser. 

The  question  which  arises  is,  does  the  word  *'  condenser,'*  as  used  in  the  text, 
as  distinguished  from  the  drawing,  of  the  Specification,  mean  any  form  of 
condenser,  or  is  it  limited  to  a  water  condenser,  or  a  tubular  water  condenser, 
or  a  multi-tubular  water  condenser?  Now,  beside  water  condensers,  there  30 
were  well  known  at  the  date  of  the  Patent  air  condensers,  and  the  case  made 
is  that  an  air  condenser  will  not  answer  the  purpose.  If,  then,  the  word 
** condenser"  in  the  text  of  the  Specification  is  read  as  including  any 
form  of  condenser  the  Patent  is  too  wide ;  it  includes  something  which  does 
not  produce  the  effect  which  is  attributed  to  it,  and  it  is  a  pure  question  of  35 
construction  for  the  Court  to  say  whether  or  no  the  word  '*  condenser  "  is  to  be 
limited  as  asserted  by  the  Patentee  or  not. 

In  construing  a  written  document  the  Court  is  entitled  to  look  at  all  the 
surrounding  circumstances  existing  at  the  time  when  the  document  was 
written.  That  is  so  with  regard  to  a  Specification.  And  one  important  40 
matter  which  is  to  be  taken  into  account  in  dealing  with  this  Specification  is 
the  state  of  knowledge  with  regard  to  the  art  at  the  date  of  the  Patent.  It  is 
said  on  behalf  of  the  Patentee  that  the  knowledge  was  such  that  a  person 
having  a  competent  knowledge  of  that  art  would  read  *'  condenser  "  as  meaning 
a  water  condenser  and  not  as  including  an  air  condenser.  45 

If  that  be  so,  I  can  only  say  that  I  fail  to  find  that  proved  by  the  evidence, 
and  it  is  to  the  evidence  we  must  look  to  ascertain  whether  that  is  so  or  not. 
A  very  competent  witness,  Mr  Lennox^  who  is  the  chief  assistant  at  the  Royal 
Institution,  was  called  to  prove  the  case.  He  gives  evidence. on  which  the 
learned  Judge  finds  the  fact  which  I  have  already  stated,  but  I  cannot  see  that  50 
he  proves  that,  reading  the  Specification  as  an  expert,  with  the  knowledge  which 
he  had  at  the  date  of  the  Patent,  he  would  read  the  word  **  condenser "  as 
meaning  a  water  condenser  only.  He  is  naked  this :  *^  Using  the  term 
**  *  condenser*  alone,  what  is  the  ordinary  significance  of  the  term  ^condenser' 
^*as  addressed  to  engineers?     What  does  it  mean  alone ?-^A.)  It  means  55 
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^  an  instmment  to  condense  anything  that  goes  through  it,  so  far  as  I  know.'* 
That  means  every  sort  of  condenser.  Then,  that  answer  having  been  given» 
the  learned  Counsel  passes  on  and  says :  '^  What  does  a  condenser,  such  as 
**  is  shown  here  in  these  drawings,  indicate  to  an  engineer  ?— ( A.)  Simply  an  ordi- 
5  ^  nary  condenser.  There  is  no  difference  between  that  and  any  other.  (Q.)  But  what 
**  does  that  drawing  show  to  you  as  an  engineer  ? — (A.)  As  an  engineer  it  shows  to 
*'  me  that  is  a  piece  of  apparatus  for  condensing  vapour.''  There  the  matter  rests. 
It  does  not  seem  to  me  that  that  establishes  what  is  necessary  to  be  proved,  and 
looking  at  the  form  in  which  this  Specification  is  drawn,  it  seems  to  me  that 

10  if  the  Petitioners  in  this  case  were  being  sued  for  infringing  the  Respondents 
Patent,  it  would  be  open  to  him  on  that  Specification  to  assert  that  it  included 
air  condensers  as  well  as  water  condensers,  and  in  truth  the  Patentee  in  so 
many  words  almost  admits  that  that  might  be  his  case  for  this  is  put  to  him  in 
cross-examination.  ''(Q.)  If  this  condenser,  which  I  am  goin^  to   say  was 

15  "  erected  many  years  ago,  does  throw  out  the  glycerine  by  cooling  the 
"  steam  and  slightly  condensing  it,  or  condensing  a  proportion  of  it,  is  it  not 
**  the  fractional  condenser  which  you  describe  in  your  Specification — if  it  does  ? 
**  — (A.)  If  it  does,  yes,  I  should  think  so."  Then  the  learned  Judge  asks, 
**  If  the  Petitioners'  big  condenser  does  what  ? — (A.)   If  it  does  condense  the 

20  **  same  proportion  of  glycerine — if  it  does  avoid  the  loss  of  glycerine,  which  is 
**  the  better  way  of  putting  it — which  mine  does."  Then  he  explains  that  he 
should  say  it  is  a  fractional  condenser.  The  Petitioners'  condenser  is  an  air 
condenser.  It  seem  to  me,  therefore,  that  there  is  a  high  probability  that  they 
would  be  open  to  an  action  for  infringement.    For  these  reasons  I  agree  with 

25  what  has  been  said  by  my  Lord. 
Cozbns-Habdy,  L.J.—1  agree. 

Walter  submitted  that  in  any  event  the  costs  of  the  issue  of  fraud  should  be 
given  to  the  Petitioners,  as  the  Judge  in  the  Court  below  found  that  there  was 
no  ground  for  the  charge  of  fraud,  and  no  such  charge  had  been  set  up  in  the 

30  Court  of  Appeal. 

A  long  discussion  ensued  on  the  form  of  the  Order  to  be  made,  in  the 
course  of  which  Deeley  v.  Perkes  (13  R.P.C.  581 ;  L.R.  (1896)  A.O.  496)  was 
referred  to. 

The  Order  as  finally  settled  was  as  follows  : — "  Upon  motion  by  way  of  appeal 

35  "  on  the  24th  of  March  1902,  and  this  day  made  unto  this  Court  by  Counsel 
"  for  Joseph  Crosfield  A  Sons,  Ld.y  and  Karl  Emil  Markel^  the  Petitioners 
"  named  in  the  Petition  on  the  24th  of  December  1901,  preferred  unto 
**  this  Court  from  the  Order  dated  the  7th  of  March  1902,  and  upon  hearing 
"  Counsel  for  the  Respondent,  Frank   Walter  Scott  (the  elder),  and  upon 

40  "  reading  the  said  Order,  whereby  it  was  ordered  that  the  said  Petition 
'^  stand  dismissed  with  costs,  to  be' taxed  by  the  Taxing  Master;  and  it 
"  was  ordered  that  the  Petitioners,  Joseph  Crosfield  A  Sons,  Ld,^  should  pay 
"  to  the  Respondent,  Frank  Walter  Scott  (the  elder),  the  amount  of  his  costs 
^  when  taxed,  this  Court  doth  order  that  the  said  Order  be  discharged,  and  it  is 

45  *•  ordered  that  the  said  Letters  Patent  No.  5889  of  1897  be  revoked  subject  to  the 
"  following  direction — ^that  is  to  say,  it  is  ordered  that  the  Respondent,  Frank 
"  Walter  Scott  (the  elder),  be  at  liberty  to  apply  within  one  month  from  the 
^  date  of  this  Order  at  the  Patent  Of&ce  for  leave  to  amend  the  Specification  of 
"  Letters  Patent  No.  5889  of  1897  in  the  said  Petition  mentioned  granted  to 

50  **  Ernest  Oeorge  Scott  and  assigned  to  the  Respondent,  Frank  Scott  (tiie  elder), 
'^  by  limiting  the  same  to  tubular  condensers,  and  that  if  such  amendment  be 
^  allowed  the  Order  for  revocation  shall  not  take  effect.  And  it  is  ordered,  that 
^  if  the  Specification  be  so  amended  no  action  shall  be  brought  against  the 
'^ihe  Petitioners  for  infringement  of  the  Patent  in  respect  of  condensers 

M  ^  erected  by  them  prior  to  the  date  of  this  Order ;  and  it  is  ordered,  that  in  any 
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'^  case  it  be  referred  to  the  Taxing  Master  to  tax  the  oosts  of  the  Petitioners  of 
**  the  said  Order  dated  the  7th  of  March  1902,  except  so  far  as  such  costs  have 
**  been  increased  by  the  allegations  of  fraud  by  the  Petitioners,  and  also  to  tax 
^  the  costs  of  the  Petitioners  of  and  occasioned  by  this  appeal,  and  to  tax  the 
"  costs  of  the  Respondent,  Frank  Walter  Scott  (the  elder)  of  the  said  Order  i 
*^  dated  the  7th  of  March  1902,  so  far  as  the  same  have  been  increased  by  the- 
^^  aforesaid  allegations  of  fraud,  and  the  Taxing  Master  is  to  set  oS  the  said 
"  costs  of  the  Petitioners  and  the  Respondent  when  so  respectively  taxed,  and 
^*  certify  to  which  of  them  after  such  set-off  the  balance  is  due.  And  it  is 
•*  ordered,  that  such  balance  be  paid  by  the  party  from  whom  to  the  party  to  10 
"  whom  the  balance  shall  be  certified  to  be  due." 


Vol.  XX.,  No.  10.]       AND  TRADE  MARK  OASES.  265 
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In  the  Chanobrt  of  the  County  Palatine  op  Lancaster. 
Manchester  District. 

Before  Vice-Chancellor  Hall. 

October  28th,  29th,  30th,  and  31st,  November  4th,  12th,  and  25Bi,  1902. 

5  William  Bell  White,  John  Bailey,  and  James  Morrison  v.  Paul  Hey 
Hartley,  William  Hartley,  and  Sawyer  Farralley. 


Patent. — Action  for  infringement. — Subject-matter. — Mechanical  equivalents. 
— Patent  held  valid. — Non-infringement. — Action  dismissed — Costs  apportioned. 

A  Patent  was  granted  to  the  Plaintiffs  in  1898  for  (inter  alia)  "  Improvements 

10  ^*  in  shuttle-box  mechanism  for  looms  for  weaving  J*^  Tfie  improvement  consisted  in 
effecting  a  change  from  one  cylinder  ^  which  controlled  the  weaving  of  the  body  of  a 
handkerchief  to  another  cylinder  which  controlled  the  weaving  of  the  border, 
and  vice  versa  by  direct  action  from  each  cylinder  to  the  other ^  thus  dispensing 
with  all  interm^iate  mechanism  which  had  formerly  been  employed  to  effect 

15  this  change.  The  invention  also  enabled  plain  cards  to  be  employed  instead  of 
a  more  expensive  kind  of  cards  which  had  formerly  been  necessary ,  and  it  also 
had  other  advantcuges.  The  Plaintiffs  had  in  practice  departed  in  one  respect 
from  the  method  of  working  described  in  their  Specification,  but  claimed  that 
such  departure  was  a  mcUter  of  detail  and  did  not  affect  the  principle  of  the 

20  invention.    The  Defendants  had  made  or  used  a  machine  following  the  lines  of 

the  Plaintiffs'^  machine  as  changed  and  made  in  practice,  and  denied  that  it 

was  covered  by  the  invention.    They  also  alleged  invalidity  on  the  grounds  of 

want  of  subject-matter  and  of  anticipation. 

Held,  that  the  Patent  was  valid  and  had  not  been  anticipated,  but  that  the 

25  Defendants  had  not  infringed.  The  action  was  dismissed  with  costs,  the 
Defendants  being  given  the  general  costs  of  the  action,  but  paying  the  costs  of 
the  issue  of  validity. 

On  the  8th  day  of  October  1897  Letters  Patent  (No.  23,139  of  1897)  were 

granted  to    William  Bell   White,  John    Bailey,  and    James    Morrison    for 

30  ^  Improvements  in  dobby  mechanism  and  shnttle-box  mechanism  for  looms 

"  for  weaving."    The  said  two  forms  of  mechanism  were  for  entirely  different 

mechanical  purposes  and  in  no  wise  connected. 

Y 
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The  Complete  Specification^  bo  far  as  it  related  to  shuttle-box  mechanism  was 
as  follows  : — **  Our  improved  pattern  card  mechanism  has  for  its  object  to 
"  minimise  the  number  of  pattern  cards  to  be  employed  in  the  weaving  of  cross 
"  bordered  goods  and  to  this  end  we  employ  two  separate  card  cylinders  one 
"  for  operating  the  shuttle  box  for  the  body  of  the  cloth,  and  the  other  for  the  5 
"  cross  borders.    These  two  cylinders  are  operated  by  the  two  ordinary  catch 
"  levers,  in  the  novel  manner  hereinafter  explained.    The  two  card  cylinders 
*^  are  arranged  end  to  end  on  one  horizontally  disposed  spindle  or  axis,  one  of 
"  the  said  cylinders  being  fast  thereon  and  the  other  rotatably  loose.     The 
"  cylinders  are  rotated  by  means  of  peg  wheel  and  catches  of  the  ordinary  kind,  10 
"  and  the  cards  are  brought  round  in  turn  to  cause  the  rotation  of  the  rotary 
"  shuttle  box  through  the   ordinary   mechanism  of    the   usual    kind.      The 
"  operating  or  catch  levers  are  provided  with  '  feelers '  that  is  to  say,  down- 
'*  wardly  projecting  fingers,  or  pins  which  drop  into  holes  in  the  pattern  cards 
"  in  the  usual  way.    To  adapt  the  two  ordinary  catch  levers  to  the  purpose  of  15 
"  our  invention — that  is  to  act  in  co-operation  with  two  card  cylinders  instead 
"  of  one — we  provide  each  of  them  with  a  suitably  bent  arm  whose  extremities        , 
'*  carry  feelers  standing  over  the  additional  card  cylinder.    In  order  to  put  one 
**  cylinder  in  action  and  the  other  cylinder  out  of  action  at  the  required  times,  we 
"  provide  each  of  the  catches  which  pull  round  the  cylinders  with  a  horizontally  gO 
"  projecting  arm  or  finger  carrying    a  depending  pin   or   additional  feeler 
'^  swinging  from  its  upper  end,  and  passing  down  through  a  suitable  guide  hole 
"in   its  catch  lever  or  bent   arm  as  the   case  may  be.      The  two  swing  or 
"  additional  feelers  stand  over  the  central  part  of  the  pattern  cards  on  the 
"  respective  cylinders,  and  whilst  the  said  cards  are  plain  or  unperforated,   25 
"  either  catch  is  held  up  out  of  gear  with  its  peg  wheel.     The  card  barrels 
"  of  the  cylinders  are  made  with  a  central  groove  to  accommodate  the  additional 
"  central  feelers.    By  the  above  described  arrangement,  the  one  cylinder  and  its 
"  series  of  cards  may  be  allowed  to  go  round  and  roand  in  a  repeating  pattern  as 
**  often  as  may  be  required  for  the  body  part  of  the  cloth,  whilst  the  other  30 
"  Cylinder  remains  stationary,  the  latter  carrying   the  required  number  of 
"  pattern  cards  to  produce  the  cross  border,  a  considerable  saving  in  the  number 

"  of  cards  as  compared  with  previous  systems  being  thus  effected 

"  We  will  now  proceed  to  describe  our  improved  pattern  card  mechanism  for 
**  operating  circular  shuttle  boxes  of  looms,    t^ig.  3  is  an  end  elevation,  and  35 
"  Fig.  4  a  plan  of  the  arrangement,  while  Fig.  7  (Sheet  2)  is  a  side  elevation  of 
"  the  arrangement.     Two  pattern  cylinders  R  and  S  are  employed,  one  for 
"  operating  the  shuttle  box  for  the  body  of  the  cloth,  and  the  other  for  the 
"  cross  borders.     Instead  of  employing  four  indicating  levers,  two  for  each 
^'  barrel  as  is  usual  for  pattern  card  mechanism  of  this  class,  we  only  employ  40 
'*  two  main  indicating  levers  X  and  T,  whose  indicating  pins,  when  in  action, 
"  drop  into  the  holes  of  the  cards  on  the  pattern  cylinder  R     To  these  two  main 
**  indicating  levers  X  and  Y,  we  fix  branch  arms  V  and  V^,  to  which  are  attached 
"  by  means  of  set  screws  short  indicating  levers  W  and  WS  which  indicate  the 
"  cylinder  S  in  the  usual  manner  by  indicating  pins  dropping  into  perforated  45 
"  cards.     By  this  arrangement  a  simplification  of  mechanism  is  effected. 

*'  We  are  perfectly  aware  that  these  branch  arms  have  been  used  for  indicating 
•'  a  single  pattern  cylinder,  but  the  combination  of  two  pattern  card  cylinders, 
"  and  the  method  of  governing  the  same  are  entirely  novel. 

"  The  essential  feature  of  this  part  of  our  invention  consists  in  the  improved  50 
"  method  of  governing  the  cylinders,  i.«.,  to  put  one  into  and  the  other  out  of 
"  action  at  the  required  times.  In  order  to  do  this,  we  provide  each  of  the 
."  catches  T  and  T^,  which  pull  round  the  respective  cylinders,  with  a  projecting 
"  arm  or  finger  U,  which  carries  a  depending  pin  TP,  which  is  arranged  to  swivel 
"  on  the  said  arm,  and  which  passes  through  a  suitable  guide  hole  in  the  indi-  55 
'^  eating  levers  X  and  T,  the  passage  of  the  depending  pins  IP  throng^  the 
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^'  indicating  levers  X  and  Y  serving  no  other  purpose  than  to  steady  the  said 
**  pins,  so  as  to  render  them  capable  of  being  acted  upon  by  the  cards,  specially 
"  prepared  in  the  centre,  either  plain  or  perforated  as  the  case  may  be,  of  the 
**  respective  cylinders.  The  pattern  cylinder  R,  which  is  for  the  ground  or 
5  **  body  of  the  cloth,  is  loose  on  the  shaft  R^,  whilst  the  pattern  cylinder  S, 
"  which  is  for  producing  the  cross  border,  is  fast  or  a  fixture  thereon.  These 
"  said  depending  pins  stand  over  the  central  part  of  the  pattern  cards  of  the 
•*  respective  cylinders,  and  whilst  the  said  cards  are  plain  or  unperforated  in 
"  the  centre  on  one  cylinder,  one  or  more  of  them  are  perforated  on  the  other 

10  "  cylinder.  Consequently,  when  the  catch  T  is  raised  out  of  action  by  a  plain 
"  card  on  the  cylinder  S,  the  catch  T^  actuates  the  cylinder  S,  because  the 
"  depending  pin  U^  of  the  latter  catch  has  just  fallen  into  a  central  perforation  in 
"  the  pattern  barrel  R,  and  when  a  central  perforation  has  been  presented  on 
"  such  barrel,  a  blank  has  been  presented  on  the  opposite  cylinder,  and  vice 

15  ''  versa.  Thus,  the  moment  a  perforation  presents  itself  in  a  card  on  either 
**  cylinder  in  the  centre,  the  depending  pin  US  standing  over  the  central  portion 
"  of  that  particular  cylinder  falls,  and  the  catch  to  which  it  is  connected  by  the 
•*  projecting  arm  or  finger  U  comes  into  gear  with  the  ratchet  for  actuating  the 
**  other  cylinder.    A  central  groove  is  provided  in  each  barrel  to  allow  the  fall 

20  "  of  the  central  indicating  pins  U^.  There  is  then  a  continual  succession  of 
**  centrally  unperforated  cards  presented  on  the  particular  cylinder  in  motion, 
"  which  keep  the  catch  for  operating  the  other  cylinder  out  of  action,  and  this 
**  goes  on  until  a  central  perforation  presents  itself,  and  the  catch  set  in  motion 
*•  for  operating  the  other  cylinder.    The  cylinder  previously  in  motion  now 

25  **  becomes  stationary,  owing  to  the  presentation  of  a  series  of  centrally  unper- 
**  forated  cards  on  the  other  cylinder.  The  governing  of  the  cylinders  as 
*'  described  is  entirely  independent  of  the  method  of  indicating  the  cylinders. 

**  In  this  way,  the  cylinder  R  and  its  series  of  cards  may  be  allowed  to  go 
**  round  and  round  in  a  repeating  pattern  as  often  as  may  be  required  for  the 

30  **  body  part  of  the  cloth,  whilst  the  other  cylinder  remains  stationary,  the  latter 
"  carrying  the  required  number  of  pattern  cards  to  produce  the  cross 'border. 
**'  A  considerable  saving  in  the  number  of  cards  is  thus  effected  as  compared 
**  with  previous  systems.  This  explains  fully  how  we  govern  the  cylinders  S 
"  and  R,  but  does  not  shew  how  the  change  in  the  boxes  is  effected.     To  do 

35  **  this  a  card  on  either  cylinder  at  intervals  of  the  pattern  surface  has  two  holes 
"  in  it,  which  would  allow  both  indicating  levers  to  fall  in  that  particular 
"  cylinder.  Now,  only  the  latter  take  the  form  of  L  levers  down  to  the  bottom 
"  catches  3  of  the  rotary  box  mechanism,  see  Fig.  7  (Sheet  2).  When  a  card  has 
^  presented  itself  with  two  side  holes  in  it  on  either  cylinder,  the  said  card  has 

40  **  a  central  hole,  which  causes  that  cylinder  at  that  moment  to  become  stationary, 
"  owing  to  its  operating  catch  T  or  T^  as  the  case  may  be  having  been  raised  by 
**  a  blank  being  presented  on  the  opposite  cylinder  to  the  depending  pin  U^  of 
**  that  particular  cylinder,  as  already  described.  We  provide  two  of  such  cards 
**  in  succession,  provided  also  with  the  central  holes  as  described,  in  order  to 

45  '*  allow  the  change  in  the  catches  T  and  T^  to  be  effected,  because  it  is  quite 
"  obvious  that  when  one  catch  has  fallen  into  action  the  other  will  not  have  got 
"  out  of  action,  and  will  not  not  do  so  until  the  presentation  of  the  second  centrally 
"  perforated  card.  The  provision  of  the  side  holes  in  the  catd  of  the  stationary 
"  cylinder  is  to  allow  the  two  shuttle-box  indicating  levers  of  that  particular 

50  **  cylinder  to  participate  in  the  movement  of  the  two  shuttle-box  indicating 
^  levers,  which  are  being  acted  upon  by  the  pattern  cards  of  the  cylinder  in 
"  motion.  Assuming  that  for  the  time  being,  the  cylinder  S  be  stationary,  it 
**  will  be  seen  that  the  cylinder  R  will  affect  both  the  indicating  levers  X  and  Y 
^  and  the  indicating  levers  W  and  W^  simultaneously,  but  since  the  latter  enter 

55  ^  holes  in  a  stationary  cylinder,  no  indication  can  possibly  take  place  of  that 
^  paiticalar  cylinder,  and  the  indication  of  the  levers  X  and  Y,  which  are 

Y  2 
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'*  affected  by  the  movement  of  the  cylinder  R,  is  only  transmitted  to  the  change 
^'  box  mechanism,  becaase  it  is  perfectly  clear  that  only  one  pattern  barrel  is 
'*  being  indicated  at  one  time,  and  the  indicating  levers  of  the  other  barrel 
^'  being  clear  of  any  obstruction,  they  will  merely  {mrticipate  in  the  movement 
"  of  the  other  levers,  to  which  they  are  connected  without  any  indication,  except 
*^  of  the  other  levers.  This  is  also  the  case  when  a  reveraal  of  motion  takes 
**  place,  and  the  cylinder  R  is  brought  to  a  stand,  and  the  cylinder  S  is  put  in 


FrC.3 


"  motion.  Though  only  one  of  the  said  catches  T  and  T^  is  in  motion  at  one 
"  time  as  previously  described,  both  of  them  are  pivoted  to  a  bridge  Z  carried 
*'  by  the  actuating  lever  ZK  Thus,  while  both  catches  T  and  T^  receive  the 
"  motion  of  the  actuating  lever  Z\  the  catch  which  is  in  gear  with  its  ratchet 
**  wheel  only  puts  in  motion  its  particular  cylinder  as  the  case  may  be. 

"  As  will  be  seen  in  Fig.  7,  the  lever  Z^  for  operating  catches  T  and  T*  derives 
"  its  motion  from  the  usual  lifter  rod  I,  which  is  worked  from  an  eccentric  2  in 
**  the  usual  way.*' 


10 
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The  claims  which  related  to  the  shuttle-box  mechanism  were  : — "  3.  The 
**  improved  pattern  card  mechanism  for  operating  shuttle  boxes  of  looms,  sub- 
*'  stantially  as  described  and  illustrated.  4.  Providiiig  the  catches  T  and  T^, 
^  which  pull  round  the  pattern  cylinders,  with  a  projecting  arm^or  finger  U 
5  '^  carrying  central  depending  pin  U^  to  govem  or  control  the  movement  of  each 
^^  particular  cylinder,  substantially  as  described  and  illustrated.'' 

On  the  9th  of  March  190  L  the  Patentees  commenced  an  action  against 
PatU  Hey  Hartley^  William  Hartley ^  and  Sawyer  Farralley  for  infringement 
of  this  Intent,  claiming  the  usual  relief. 

10  The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the 
owners  of  the  Patent,  and  that  the  Defendants  had  infringed,  and  by  the 
Particulars  of  Breaches  they  alleged  various  instances  of  infringement  on 
the  part  of  the  Defendant,  PatU  Hey  Hartley^  by  the  sale,  and  on  the  part  of 
the  other  Defendants  by  the  user,  of  shuttle-box  mechanism*  for  looms  for 

15  weaving  substantially  the  same  or  only  eolourably  differing  from  the  machine 
or  mechanism  described  in  the  specification  of  the  Patent. 

The  Defendants  by  their  Defence  denied  that  they  had  infringed  the  Patent 
or  that  they  had  acted  wrongfully,  and  alleged  that  the  Patent  was  and  always  had 
been  invalid  for  the  reasons  set  out  in  the  Particulars  of  Objections  delivered 

20  therewith,  which  alleged  (inter  alia)  (3)  that  the  alleged  invention  was  not  new 
or  the  proper  subject-matter  of  Letters  Patent  having  regard  to  the  common 
and  public  knowledge  at  the  date  of  the  Patent ;  (4)  that  the  alleged  invention 
was  published  in  this  realm  prior  to  the  said  date  (A)  by  the  filing  deposition 
and  publication  at  the  Patent  Office  of  the  following  Specifications,  namely  : — 

25  (1)  Thomas  Stuttard,  John  Hartley,  and  Jonathan  Whiteoak  (No.  18267 
of  1890),  page  1,  lines  1  to  25  and  30  to  42  inclusive,  page  2,  lines  6  to  56 
inclusive,  page  3,  lines  I  to  25  and  43  to  55  inclusive,  and  Figs.  1  to  5  of  the 
drawings  inclusive  were  relied  on  ;  (2)  James  Morrison  (No.  1380  of  1891) ; 
the  whole  of  the  Specification  and  the  drawings  were  relied  on  ;  (3)  Paul  Hey 

30  Hartley  (No.  24387  of  1894)  ;  the  whole  of  the  Specification  and  the  drawings 
were  relied  on.  The  Defendants  also  alleged  prior  user  at  various  places, 
including  user  of  a  machine  made  according  to  the  alleged  invention  by  the 
Defendant,  PauZ  Hey  Hartley ysnd  used  at  Bridge  Street,  Colne,  in  the  year  1894 
and  subsequent  years. 

35      The  action  came  on  for  trial  on  the  28th  of  October  1892,  before  HALL,  V.C. 
Qrant  and  Procter  (instructed  by  Procter  <k  Son,  of  Burnley)  appeared  for 
the  Plaintiffs ;  Maberly  and  McArthur  (instructed  by  Oobbett,  Wheeler  and 
Oobbettf  of  Manchester)  appeared  for  the  Defendants. 
Orant  opened  the  Plaintiffs'  case. — ^The  object  of  a  shuttle-box  mechanism 

40  is  to  enable  handkerchiefs  or  other  materials  to  be  printed  in  which  there  are 
patterns  of  one  description  in  the  body  of  the  handkerchief  and  a  border  of 
another  pattern.  The  earliest  machines  had  a  long  succession  of  cards, 
sufficient  in  number  to  work  the  whole  of  the  body  and  border  without  any 
change  or  repetition.    This  involved  the  use  of  an  extremely  large  number  of 

45  cards  which,  besides  being  expensive,  caused  difficulties  owing  to  the  cards 
intertwining.  Accordingly  ingenuity  was  directed  to  providing  a  means 
whereby  one  set  of  cards  should  work  the  pattern  of  the  body  and  another  the 
pattern  of  the  border;  and,  seeing  that  the  body  of  a  handkerchief  consists  almost 
always  of  a  pattern  made  up  of  repetitions  of  a  smaller  pattern,  further  attempts 

50  were  made  to  provide  that  the  same  cards  should  be  used  over  and  over  again, 
to  produce  the  various  repetitions  of  the  smaller  pattern  so  as  to  make  up  the  pat- 
tern of  the  whole  body  of  the  handkerchief.  Before  the  Plaintiffs'  machine  was 
invented,  the  use  of  two  cylinders,  one  to  effect  the  pattern  of  the  body  and  the 
other  the  pattern  of  the  border,  had  been  common,  but  in  order  to  effect  the 

55  change  from  the  one  cylinder  to  the  other,  so  as  to  transfer  the  weaving  from 
the  body  to  the  border,  there  had  always  been  some  intermediate  mechanism. 
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The  Plaintiffs'  machine  has  entirely  done  away  with  any  intermediate 
mechanism  working  between  one  cylinder  and  the  other,  and  has  substituted 
direct  action  from  one  cylinder  on  to  the  other.  Moreover,  in  every  machine 
before  the  Plaintiffs',  the  use  of  *'  nog  "  or  "  lump  "  cards  (that  is,  cards  with  a 
raised  piece  of  metal  upon  them)  had  always  been  necessary,  and  such  cards  were  5 
expensive.  The  Plaintiffs'  have  done  away  with  the  use  of  "nog"  cards  and 
substituted  the  use  of  plain  cards,  which  are  much  cheaper.  These  and  other 
subsidiary  advantages  are  suflBcient  to  support  a  Patent,  and  are  good  subject- 
matter.  The  infringement  consists  in  the  fact  that  the  Defendants'  have  taken 
the  entire  principle  of  the  Plaintiffs'  machine  and  their  improvements,  and  10 
applied  them,  with  some  mechanical  modifications,  for  the  same  purpose. 

Evidence  was  called  in  support  of  the  Plaintiffs'  case.  William  BeU  White 
and  James  Morrison^  two  of  the  Patentees,  explained  the  nature  of  the 
invention  and  the  difficulties  they  had  to  surmount  in  producing  it.  They 
admitted  that  in  practice  they  had  made  a  modification  on  their  machine  by  16 
forming  the  depending  pin  and  projecting  arm  in  one  piece  instead  of  having 
the  pin  hanging  loose  as  in  the  Specification.  They  had  also  in  practice  done 
away  with  the  bridge  which  carried  both  catches  to  effect  the  transverse  motion, 
and  attached  the  projecting  pin  to  the  levers  themselves.  Such  change  however 
was  only  a  modification  of  detail,  and  did  not  affect  the  principle  of  the  machine.  SO 
James  Stinnbu7me  also  gave  evidence  in  suppcwrt  of  the  Plaintiffs'  case  to  the 
effect  that  the  Plaintiffs'  machine  was  novel  and  a  great  improvement  on 
previous  knowledge.  The  Defendants'  machine  was  exactly  the  same  as  the 
form  which  the  Plaintiffs  had  adopted  for  their  machine  in  practice,  and  in  his 
view  was  clearly  an  infringement,  the  modifications  made  by  the  Plsdntiffs  being  25 
modifications  of  detail  only,  leaving  the  principle  of  the  machine  unaltered. 
Evidence  was  also  given  by  manufacturers  as  to  the  utility  of  the  Plaintifb' 
machine,  and  the  great  improvement  it  effected  over  earlier  machines. 

Maberly  opened  the  Defendants'  case.  The  Plaintiffs'  machine  is  a  mere 
modification  of  earlier  machines  without  introducing  any  improvement.  The  30 
transverse  action  is  no  different  from  the  same  action  which  was  effected  by 
slight  intermediate  mechanism  in  the  earlier  machines.  In  any  event  the 
Plaintiffs  must  be  tied  down  to  the  strict  language  of  their  Specification,  and 
that  being  so,  the  Defendants  have  not  infringed,  because  their  machine  is  not 
the  same  as  is  described  in  the  Plaintiffs'  Specification.  The  Plaintiffs  have  35 
abandoned  the  form  of  mechanism  described  in  clause  4  of  the  claiming  claases, 
and  have  substituted  a  new  mode  of  effecting  the  transverse  action.  This  they 
have  not  claimed,  and  this  is  what  the  Defendants  have  done,  and  is,  in  fact,  an 
approximation  to  the  earlier  machines.  The  Defendants  have  therefore  not 
infringed  (Curtis  v.  Piatt,  L.R.  3  Ch.  D.  135n).  40 

Witnesses  were  called  in  support  of  the  Defendants'  case  including  Joseph 
Nasmith  who  stated  that  the  Plaintiffs'  machine  effected  no  material  impirove- 
ment  on  earlier  machines,  and  that  an  arrangement  could  be  made  on  the 
machine  invented  by  James  Morrison  in  1890  which  would  do  the  same  work 
as  the  Plaintiffs'  patented  machine  of  1897.  In  cross-examination  he  admitted  ^ 
that  there  might  be  sufficient  subject-matter  to  support  a  narrow  Patent  but  the 
Defendants'  machine  did  not  in&inge  such  a  Patent,  the  modification  effected 
by  the  Defendants  and  by  the  Plaintiff  also  in  practice  being  a  material 
modification  and  creating  a  difference  from  the  machine  described  in  the 
Specification.  The  Defendant  Paul  Hey  Hartley  gave  evidence  to  the  same  50 
effect. 

Maberly  summed  up  the  Defendants'  case,  and  Orant  replied. 

Hall,  V.  G. — In  this  case  Messrs.  William  Bell  White,  John  Bailey,  and 
James  Morrison  are  Plaintiffs,  and  they  sue  Paul  Hey  Hartley,  William 
Hartley,  and  Sawyer  FarrcUley  for  an  injunction  to  restrain  the  Defendants  55 
from  infringement  of  the  Plaintiffs'  Letters  Patent,  and  for  damages  and  coete. 
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The  Plaintiffs  claim  to  be  entitled  to  a  Patent  No.  23,139,  dated  the  8th  of 
October  1897,  and  the  Patent  is  described  as  being  one  for  **  Improvements  in 
dobby  mechanism  and  shuttle-box  mechanism  for  looms  for  weaving." 
The  Defendants  by  their  Defence  deny  that  they  have  infringed,  and  they 
5  also  raise,  in  addition  to  the  Defence  upon  infringement,  all  the  usual 
objections — that  the  Plaintiffs  were  not  the  true  and  first  inventors ;  that  the 
all^^d  invention  was  not  useful ;  that  it  was  not  proper  subject-matter ;  and 
that  it  was  published  in  the  realm  prior  to  the  date  of  their  Specification,  and 
so  on. 

10  Now  the  Patent  arises  in  this  way  : — in  the  manufacture  of  coloured  goods 
where  there  is  a  single  pattern,  that  is  where  the  body  is  the  same,  and  it  con- 
tinues, the  same  the  mechanism  is  comparatively  simple  ;  but  where  in  addition 
to  the  body,  as  it  is  called,  there  is  a  border,  as  in  the  case  of  a  pocket-handker- 
chief or  anything  of  that  kind — ^where  in  addition  to  the  main  body  of  the  piece 

15  there  is  a  border  which  runs  round — it  is  quite  clear  when  they  are  weaving, 
after  they  have  woven  the  body  of  the  piece,  when  they  come  to  what  they  call 
the  cross  pattern,  that  is  the  border  which  runs  round  the  main  pare,  the 
machine  if  it  begins  with  the  border  weaves  the  border  and  then  it  goes  and 
weaves  the  body  of  the  piece,  which  is  the  main  part  of  the  area  of  the  pocket- 

20  handkerchief,  and  when  it  has  woven  the  main  body  it  comes  again  to  the  cross 
border,  and  of  course  a  different  mechanism  has  to  be  applied  for  the  purpose  of 
weaving  that  cross  border.  In  all  the  machinery  for  operating  the  shuttles, 
by  means  of  which  the  body  is  woven  and  the  cross  border  is  woven,  the 
difficulty  has  always  been  so  to  construct  machinery  that  instead  of  applying 

25  hoinan  volition  to  change  the  operating  machine  or  parts  of  the  machine  that 
it  shall  work  automatically — ^that  when  the  border  has  been  finished  then 
automatically  it  shall  begin  to  work  on  the  body  of  the  piece,  and  when  the 
body  has  been  finished  then  automatically  it  shall  change  and  go  to  the  border. 
The  difficulty  has  always  been  so  to  construct  a  machine  that  it  will  work 

30  automatically  in  that  way,  without  the  intervention  as  I  have  said  of  human 
volition,  where  for  want  of  attention  or  skill  or  anything  of  that  kind  of  course 
the  piece  would  go  wrong.  That  is  the  problem  which  has  been  before  men's 
minds,  and  it  is  really  that  pinch  in  the  machinery  that  the  Plaintiffs'  invention 
was  intended  to  clear. 

35  The  way  that  it  is  done  seems  to  be  this — that  there  are  two  cylinders,  and 
those  cylinders  work  round  and  so  operate  on  the  shuttle  box  ;  one  cylinder  is 
moved  by  means  of  cards,  as  they  are  called,  fiat  pieces  of  metal,  that  work 
round  by  means  of  mechanism  which  has  been  produced  in  Court ;  one  cylinder 
operates  for  the  border  and  another  cylinder  operates  for  the  body  of  the  piece, 

40  sind  of  course  the  question  has  always  been  how  to  move  from  one  cylinder  to 
the  other.  One  cylinder  will  work  so  long  as  it  is  required  for  the  purpose 
of  weaving  the  body,  but  when  that  has  been  done  the  oilier  cylinder  is  required 
to  come  into  operation  for  the  purpose  of  weaving  the  border.  As  I  have  said, 
the  question  has  always  been  how  to  move  from  one  cylinder  to  the  other  so  as 

45  to  change  from  border  to  body  and  vice  versa  from  body  to  border. 

As  j^  as  I  can  understand  down  to  the  time  of  the  Plaintiffs'  alleged 
invention  the  action  from  one  cylinder  to  the  other  was  always  brought  about 
by  means  of  some  intermediate  machinery.  Of  course,  as  I  have  said,  they  do  not 
wish  to  depend  upon  the  mind  and  fingers  of  the  weaver,  and  of  course  if  no 

50  human  volition  was  brought  into  play  and  the  matter  was  worked  automatically, 
it  simply  came  to  this,  that  when  one  cylinder  had  worked  so  far  as  was 
required  for  the  purpose  of  weaving  the  body,  or  the  border  as  the  case 
might  be,  then  something  had  to  be  done  to  put  the  other  cylinder  in  motion. 
Down  to  the  time  of  the  Plaintiffs'  invention  that  had  always  been  done  by 

55  means  of  some  intermediate  machinery.  Looking  through  the  different  exhibits 
Hartley^s  of  1894,  SttUtard^s,  Morrison's^  Suicliffe*s  and  so  on,  without  going  to 
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the  minute  details  of  each  of  those  machines,  I  think  it  is  a  fair  summary  of  the 
evidence  to  say  that  before  the  Plaintiffs'  invention  the  only  way  by  which 
one  cylinder  could  operate  upon  the  other  cylinder  was  by  means  of  some 
intermediate  apparatus,  either  a  swivel  at  the  back  or  a  third  cylinder  ;  either 
the  third  cylinder  was  in  a  line  with  the  two  principal  cylinders  that  1  have  5 
referred  to — one  such  cylinder  being  for  the  body  and  the  other  for  the  border — 
either  there  was  another  cylinder  between  these  two,  or  it  was  a  cylinder  pbiced 
at  the  back,  or  there  was  a  swivel  arrangement. 

bo  far  as  I  can  see  there  was  in  all  the  machines  and  in  all  the  motions,  as 
they  are  called,  before  the  Plaintiffs',  that  other  arrangement  in  the  shape  either  |0 
of  a  swivel  or  a  third  cylinder.  For  instance.  Hartley's  of  1894  had  two 
cylinders  with  a  swivel  and  an  extra  catch ;  but,  in  addition  to  that  he  had 
nogs.  One  of  the  claims  of  the  Plaintiffs  is  that  they  have  done  away  with 
nogs — ^that  is,  projections  upon  the  cards — and  use  merely  holes,  which  are 
simpler  and  cheaper  and  in  every  way  better.  Stuttard  had  three  cylinders  15 
and  nogs.  Morrison  had  two  cylinders,  but  he  had  a  special  movement 
backwards  and  forwards  and  had  nogs,  and  had  mechanism  at  the  back. 
Sutcliffe's  had  three  cylinders  and  so  on,  and  Hartley  of  1895  had  two  cylinders, 
one  with  nogs  and  one  with  holes  and  a  swivel  at  the  back ;  so  it  seems  to  me 
that  it  is  a  fair  summary  of  the  evidence  to  say  that  before  the  Plaintifte'  alleged  20 
invention  there  always  was,  instead  of  direct  action  from  one  cylinder  on  to  the 
other,  some  other  arrangement  between  that  constituted  either  a  swivel  or  a  third 
cylinder  or  some  other  combination  through  which  one  cylinder  acted  upon 
the  other. 

What  the  Plaintiffs  say  is  that  they  have  simplified  the  motion,  and  they  25 
claim  the  benefit  of  that  simplification.      They  cannot  claim  any  particular 
arrangement  either  of  levers  or  pins  or  anything  of  that  kind  or  of  cylinder. 
If  you  take  each  individual  item  of  the  motion  that  they  have,  it  is  easy  to  be 
shown  that  each  individual  item  is  old ;  but  the  new  part  they  say  is  the 
combination  and  they  claim  to  have  simplified  the  construction  in  such  a  way  30 
that  by  means  of  their  action  a  benefit  has  accrued  in  this  way  that  not  merely 
is  the  machine  itself  simplified,  but  the  operation  is  before  the  eye  of  the 
worker.    They  say  that  they  have  done  away  with  nogs,  which  of  course  is  a 
great  advantage,  because  the  manufacture  of  the  cards  themselves  is  cheaper, 
with  merely  holes  in,  than  the  manufacture  of  cards  with  nogs  upon  them ;  and  35 
of  course  it  avoids  also  the  mixing  up,  and  difficulty  there  is  with  projections, 
where  you  have  a  long  string  of  cards  following  one  another ;  and  the  nogs 
projecting  there  are  more  apt  to  get  caught  and  mixed  up  and  give  more  trouble 
than  there  would  be  if  they  had  simply  cards  with  holes  in.    But  what  the 
Plaintiffs  claim  in  addition  to  that  is  that  instead  of  having  nogs  by  means  of  40 
which  the  levers  are  lifted,  and  so  one  cylinder  is  put  in  action  and  another  put 
out,  they  by  adopting  two  successive  holes  in  two  successive  cards  (although 
they  do  not  claim  that  as  part  of  their  invention)  it  necessarily  follows — and  it 
is  admitted  by  the  Defendants'  witnesses  that  given  the  Plaintiffs'  construction 
for  the  purpose  of  operating  one  cylinder  upon  the  other  it  is  easy  to  be  seen  45 
and  necessarily  follows  that  the  two  successive  holes  must  also  follow.      At 
page  5  of  the  Complete  Specification  the  Plaintiffs  described  exactly  what  it  is 
that  they  have  done,  and  after  describing  the  cylinders  and  the  levers  they 
say :— **  Instead  of  employing  four  indicating  levers,  two  for  each  barrel  as  is 
'^  usual  for  pattern  card  mechanism  of  this  class,  we  only  employ  two  main  30 
'*  indicating  levers  X  and  Y,  whose  indicating  pins,  when  in  action,  drop  into  the 
"  holes  of  the  cards  on  the  pattern  cylinder  K.    To  these  two  main  indicating 
"  levers  X  and  Y,  we  fix  branch  arms  V  and  V^,  to  which  are  attached  by  ifieans 
"  of  set  screws  short  indicating  levers  W  and  W^  which  indicate  the  cylinder  S 
"  in  the  usual  manner  by  indicating  pins  dropping  into  perforated  cards.     By  55 
"  this  arrangement  a  simplification  of  mechanism  is  effected.      We  are  perfectly 
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^*  aware  that  these  branch  arms  have  been  need  for  indicating  a  single  pattern 
**  cylinder,  but  the  combination  of  two  pattern  card  cylinders,  and  the  method 
"  of  governing  the  same  are  entirely  novel.  The  essential  feature  of  this  part 
**  of  our  invention  consists  in  the  improved  method  of  governing  the 
5  "  cylinders,  ue.y  to  put  one  into  and  the  other  out  of  action  at  the  required 
"  times.  In  order  to  do  this  we  provide  each  of  the  catches  T  and  T^,  which 
"  pull  round  the  respective  cylinders,  with  a  projecting  arm  or  finger  U, 
"  which  carries  a  depending  pin  U^,  which  is  arranged  to  swivel  on  the  said 
*^  arm,  and  which  passes  through  a  suitable  guide  hole  in  the  indicating 
10  "  levers  X  and  Y,  the  passage  of  the  depending  pins  U^  through  the  indi- 
^^  eating  levers  X  and  Y  serving  no  other  purpose  than  to  steady  the  smd  pins, 
**  so  as  to  render  them  capable  of  being  acted  upon  by  the  cards,  specially 
"  prepared  in  the  centre,  either  plain  or  perforated  as  the  case  may  be,  of  the 
**  respective  cylinders.  The  pattern  cylinder  R,  which  is  for  the  ground  or 
15  ^*  body  of  the  cloth,  is  loose  on  the  shaft  R\  whilst  the  pattern  cylinder  S, 
"  which  is  for  producing  the  cross  border,  is  fast  or  a  fixture  thereon." 

Then  they  go  on  to  describe  these  depending  pins,  and  further  describe  the 
mechanism  that  they  say  is  the  proper  way  of  carrying  out  what  they  call 
the  essential  feature  of  their  invention.  Then  finally — and  I  am  leaving  out  all 
20  that  part  of  the  Specification  and  claim  that  does  not  relate  to  this  special 
motion  or  mechanism — in  clauses  3  and  4  what  they  claim  is  :  (3)  ''  The 
**  improved  pattern  card  mechanism  for  operating  shuttle  boxes  of  looms 
*^  substantially  as  described  and  illustrated  ** ;  and  (4)  ^'  providing  the  catches  T 
"  and  T*,  which  pull  round  the  pattern  cylinders,  with  a  projecting  arm  or 
25  "  finger  U  carrying  central  depending  pin  U^  to  govern  or  control  the 
"  movement  of  each  particular  cylinder,  substantially  as  described  and 
"  illustrated." 

That  is  the  Plaintiffs'  invention  and  that  is  their  description,  and  it  seems  to 

me  obvious  that  this  is  a  very  considerable  improvement  on  everything  that  had 

30  been  done  down  to  fchat  time.    As  one  of  the  witnesses  said,  by  removing 

swivels  and  the  third  cylinder  it  sweetened  the  movement ;  it  was  simpler ;  it 

was  all  in  view  of  the  worker ;  it  involved  the  abolition  of  the  nogs  ;  therefore 

it  was  cheaper  for  the  cards  and  avoided  the  chance  of  mixing  up  the  cards. 

Consequently  the  conclusion  I  come  to  is  that,   having  regard   to  all  these 

35   circumstances,   the    invention    was    a    good    invention,    and  it   was   useful, 

and  I  do  not  think   it  had  been  anticipated,    although,    as  I    have  said,  it 

vTas  clear  that  the  individual  parts  were  all  old.    There  was  that  distinct  step 

in  advance — what  has  been  called  a  direct  action — a  plain  simple  and  direct 

action  of  one  cylinder  upon  the  other.    That  seems  to  me  to  be  such,  that,  in 

40  my  opinion,  the  Patent  was  a  good  Patent ;  therefore  on  that  point  I  find  for 

the  Plaintiffs.    But  that  does  not  conclude  the  case,  because  the  questioi  is, 

What  was  the  invention  ? 

It  is  quite  clear  that  merely  operating  from  one  cylinder  to  the  other  was  not 

new.    The  Plaintiffs  cannot  claim  the  operation  of  one  cylinder  on  the  other  as 

45  any  new  invention  of  theirs ;  that  is  old.    The  only  question  has  been  how  it 

was  done,  and  they  did  it  in  one  way,  and  I  think  that  what  they  had  done,  on 

the  fair  construction  of  this  Specifi^-ation,  had  been  that  they  had  discovered  a 

way  by  which  one  cylinder  could  operate  on  the  other  cylinder.     It  is  not 

whkt  has  been  called  a  master  Patent.    It  is  a  mechanism  which  they  invented; 

50  and  I  think  I  must  have  regard  to  the  law  as  laid  down  by  Vice-Chancellor 

Wood  in  Curtis  v.  Piatt  (3  Chancery  Division,  135n),  where  he  says  : — "  Of 

"  course  the  Court  would  take  care — whether  the  Patentee  has  put  in  ihe  words 

*'  or  not — that  no  person  shall  be  allowed  to  substitute  a  mechanical  equivalent 

"  .    .    .     .    for  doing  the  same  thing  without  the  slightest  degree  of  invention 

55  ^  on  the  part  of  the  person  who  substitutes  it,  or  any  benefit  whatever  to  be 

^  derived  from  that  apparently  new  mode.    I  think  it  extremely  important  to 
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'^  follow  the  rule  laid  down  in  the  House  of  Lords  in  Seed  v.  Higgins^  that,  if 
''  you  find  a  specific  mechanical  improvement  claimed,  then  you  must  hold  the 
^'  person  strictly  to  that  particular  mechanical  device  which  he  has  claimed  for 
'^  effecting  the  object  he  had  in  view  ;  and  if  he  says  it  is  to  be  done  in  one 
"  precise  and  particular  way,  to  that  precise  and  particular  way  he  must  be  held ;  5 
"  and  those  who  have  bond  fide  employed  a  different  system  and  a  different 
"  way  must  not  be  held  to  have  infringed.  For  this  there  is  a  simple  reason  : 
'^  if  the  Patentee  had  made  his  claim  wider  then  the  Patent  would  be  open  to 
'^  objection,  because  the  Legislature  requires  as  a  price  for  those  particular 
'^  privileges  that  a  man  should  describe  the  best  way  of  effecting  the  operation  10 
"  to  which  he  proposes  to  apply  his  Patent ;  and  if  any  better  way  be  die- 
"  covered,  subject,  of  course,  to  the  question  whether  that  better  way  can  be 
'^  used  until  that  previous  Patent  has  expired,  then  it  is  the  case  of  an  improve- 
"  ment.  If  you  are  to  allow  him  to  claim  that  which  is  a  better  way  thw  that 
'^  which  he  has  described,  then  he  has  not  given  the  public  the  benefit  and  is  15 
"  not  to  claim  protection." 

Now  applying  that  to  the  present  case,  and  bearing  in  mind  what  everybody 
was  aiming  at — that  was  a  simple  way  of  moving  from  one  cylinder  to  the  other 
— ^that  is  to  say,  from  body  to  border  and  vice  versd  back  from  the  border  to 
the  body,  I  think  the  fair  construction  of  the  Plaintiffs*  Specification  is  that  30 
they  have  described  a  process  and  a  particular  way  by  which  they  propose  to 
effect  those  operations  ;  and  the  further  question  then  is,  have  the  Defendants 
infringed  that  particular  process  and  particular  way  which  the  Plaintiffs  have 
described  ?  Now  as  the  learned  Vice-Chancellor  said :  You  must  not  by  a  mere 
mechanical  device,  a  mere  mechanical  equivalent,  adopt  a  man's  invention,  and  25 
then  by  some  colourable  variation,  some  small  device  or  change  that  all  mechanics 
are  familiar  with,  steal  the  man's  brains,  or  the  product  of  his  brains.  But  if  what 
he  has  done  has  been  this  :  that  the  object  being  common,  and  the  alleged 
Patentee  having  no  claim  and  no  right  to  the  object  and  the  result  that  every- 
body has  been  aiming  at,  but  has  only  specified  a  process  and  particular  way  by  30 
means  of  which  the  common  object  has  been  arrived  at,  if  anybody  else  has 
arrived  at  the  same  object  in  another  way  there  is  no  infringement.  The 
question  ds — has  what  the  Defendants  have  done  in  this  case  been  an  infringe- 
ment of  what  I  have  described  as  the  process  and  particular  way  that  the 
Plaintiffs  have  adopted  ?  35 

It  is  to  be  observed  that  the  Plaintiffs  themselves  have  practically  abandoned 
the  process  and  particular  apparatus  which  they  described  in  their  Specification. 
I  do  not  think  much  of  the  mere  alteration  of  the  depending  pin,  which  was 
almost  immediately  changed  into  a  pin  without  the  looseness,  without  the 
guiding  hole — I  do  not  think  very  much  of  that  because  that  is  a  point  that  40 
would  strike  anybody  pretty  easily  ;  but,  apart  from  that,  they  practically 
abandoned  the  bridge  with  the  pawls  and  the  pin,  even  as  improved,  and  have 
adopted  practically,  in  my  opinion,  another  machine.  But  I  do  not  think  I  am 
called  upon  to  go  into  the  question  of  the  later  form  in  which  the  Plaintiffs 
have  worked.  I  think  that  all  I  am  bound  to  do  is  to  examine  the  Specification  45 
— because  the  Plaintiffs  are  entitled  to  nothing  more  than  what  they  have 
claimed  in  their  Specification — and  then  look  at  what  the  Defendants  have 
done,  and  see  whether  that  is  an  infringement  of  the  Specification  of  the 
Plaintiffs. 

I  think  that  on  sight,  to  what  some  judges  have  called  the  unscientific  50 
eye,  it  is  obvious  that  the  Defendants'  machine  is  altogether  different  from  the 
machine  of  the  Plaintiffs  as  described  in  their  Specification,  and  what  one  has 
to  bear  in  mind  is  the  question  of  mechanical  equivalents.  Then  there  is 
another  thing  to  be  kept  in  mind,  namely,  that  it  is  very  easy  to  say  that 
one  machine  by  which  a  common  object  is  achieved  is  merely  a  mechanical  55 
equivalent  of  another  machine  by  which  the  same  object  is  arrived  at,  because, 
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if  the  same  object  is  to  be  arriyed  at  by  different  ways,  in  a  kind  of  way  each 
of  them  may  be  said  to  be  a  mechanical  equivalent  of  the  other ;  because  if  the 
same  result  is  produced  by  means  of  old  items  and  old  modes  of  working,  in  a 
way  everything  is  a  mechanical  equivalent  of  everything  else  which  arrives  at 
5  the  same  result.  What  you  have  to  do  is  this — ^to  look  at  the  object  that  was 
intended  to  be  arrived  at,  and  see  whether  or  not  the  Defendants^  machine  is 
colourably  and  plainly  an  adaptation  of  the  Plaintiffs'  work. 

Now,  whilst  opinions  may  differ  about  that,  it  seems  to  me  that,  looking  at 

the  Defendants'  machine,  instead  of  having  the  Plaintiffs'  arms  with  depending 

10  pins,  what  they  have  got  is   levers   pivoting  at  the  back  and  pins  below  the 

levers.    No  doubt,  as  the  Plaintiffs'  witnesses  have  said,  the  Defendants  have 

duplicated  the  levers ;  in  a  kind  of  way  they  have  split  that  bridge  which 

carried  the  pivoted  pins  and  put  the  pins  below  the  levers.    But  it  seems  to 

me  that  the  machine  that  the  Defendants  are  using  is  clearly  a  different  mode — 

15  altogether  a  different  mode  from  the  one  which  was  described  by  the  Plaintiffs 

in  their  Specification  ;  and  that  being  so,  having  regard  to  what  I  have  said  in  my 

view  of  the  construction — ^it  being  a  claim  for  a  process  and  particular  way  of 

arriving  at  the  object  which  the  Defendants  have  arrived  at  in  another  way, 

which  does  not  seem  to  me  to  be  anything  like  a  colourable  imitation  of  the 

20  Plaintiffs'  machine,  or  in  any  fair  sense  to  be  a  mechanical  equivalent  for  the 

Plaintiffs'  machine — ^the  result  is  that  in  my  opinion  the  Defendants  have  not 

infringed. 

Therefore  the  action  will  be  dismissed.    Bijt,  as  I  have  said,  the  Defendants 
have  attacked  the  Plaintiffs'  Patent,  therefore  I  think  the  proper  way  in  a  case 
25  of  this  kind  is,  where  the  Plaintiffs  succeed  on  the  question  of  validity  and  fail 
on  the  question  of  infringement,  the  costs  should  be  apportioned. 

Grant — ^Will  your  Honour  grant  a  certificate  of  the  validity  of  the  Patent  ? 
Hall,  V.C— Yes. 

Ghrant, — I  understand  I  get  the  costs  on  the  validity  question  and  my  friend 
30  the  costs  on  the  other  question. 

Hall,  V.C. — The  costs  are  to  be  apportioned,  but  the  action  being  dismissed 
the  Defendants  will  get  the  general  costs  of  the  action. 
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In  the  Ghanobry  op  the  County  Palatine  of  Lancaster. 
Manchester  District. 

Be/ore  Vice-Chancellor  Hall. 

Noyember  5th,  6th,  7th,  and  11th,  1902. 

F.  Reddaway  &  Co.,  Ld.  v.  Robert  Stevenson  A  Brother,  Ld.,  and    5 

Anthony  Stevenson. 

Action  to  restrain  passing-off. — Use  of  the  toords  **  GameUhair  Belting^*  tvith 
Defendants^  name  or  the  name  of  a  brand  prefixed. — Acquiescence. 

F.  Reddaway  &  Co.,  Ld.,  successors  in  business  of  F.  Reddaway,  brought  an 
action  against  Robert  Stevenson  &  Brother,  Ld.,  and  Anthony  Stevenson  in  10 
respect  of  the  use  of  the  words  "  Gam^eUhair  "  in  connection  with  belting.  The 
Plaintiffs  complained  of  the  use  of  the  name  "  Stevenson's  Gamel-hair  Belting'''* 
and  "  Phoenix  Brand  Gam^Uhair  Belting.''^  The  Defendants  admitted  that 
"  Gamel-hair  Belting  "  used  alone  denoted  belting  made  by  the  Plaintiff^.  The 
Plaintiff^  had  first  known  of  these  a^cts  of  the  Defendants  in  April  1898^  but^  15 
c^fter  inquiries  into  their  position^  had  taken  no  steps  against  them. 

Held,  that  the  conduct  of  the  Defendants  pointed  to  dishonest  intention^  and 
thaty  yonder  the  circumstances^  the  prefix  of  the  proper  name  [or  the  name  of 
a  brandj  or  both  together^  was  not  sufficient  to  distinguish  the  Defendants 
Oamd'hair  Belting  from  the  Plaintiffs\  gO 

Held,  alsoy  that  there  had  been  no  such  acquiescence  on  the  part  of  the 
Plaintiffs  as  to  debar  them  from  suing  for  an  injunction^  but  that  it  debarred 
them  from  recovering  danuiges  for  the  past. 

On  the  31st  of  October  1901,  F.  Reddaway  Js  Oo.j  Ld.^  commenced  an  action 
against  Robert  Stevenson  A  Brother ^  Ld.^  for  an  injnnction  to  restrain  the  25 
Defendants,  their  servants  and  agents,  from  continaing  to  ose  the  words 
'^  Camel ''  or  ^^  Camel-hair ''  in  such  manner  as  to  pass  off  their  goods  as  or  for 
the  Plaintiffs'  goods,  and  for  other  consequential  relief.  The  writ  was  amended 
on  the  2lBt  of  December  1901,  by  adding  as  a  Defendant  Anthony  Stevenson^ 
the  managing  director  of  the  Defendant  Company.  30 

By  the  Statement  of  Claim  the  Plaintiff  Company,  who  are  manufacturers 
of  belting  carrying  on  bnsiness  in  Pendleton,  in  &e  county  of  Lancaster,  after 
referring  to  Uie  use  of  the  name  "Camel-hair  Belting,"  as  denoting 
belting  made  by  the  Plaintiffs,  alleged  that  the  Defendants  were  selling  belting 
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80  ^Camel-hair  Belting'*  in  snch  a  manner  aB  to  lead  purchasers  into  the 
belief  that  snch  belting  was  of  the  Plaintiffs*  manufacture,  whereas  in  ftust 
it  was  not,  and  that  they  had  thereby  fraudulently  attempted  to  pass  off,  and  had 
passed  off,  belting  not  of  the  Plaintiff  Company's  manufacture  as  or  for  the 
5  **  Camel-hair  Belting "  of  the  Plaintiff  Company.  The  Plaintiffs  referred  in 
particular  to  a  circular  dated  the  28th  of  August  1901,  a  price  list,  and  a  label 
for  samples,  all  bearing  or  containing,  amongst  others,  the  words  "  Camel-hair 
"  Belting,**  which  said  documents  the  Plaintiffs  alleged  to  have  been  issued  by 
the   Defendant  Company  by  the  direction  or  with    the  connivance  of  the 

10  Defendant,  Anthony  Stevenson. 

The  Defendants  admitted,  by  their  Defence,  that  "Camel-hair  Belting** 
without  any  distinguishing  words  was  understood  in  the  trade  to  mean 
belting  made  by  the  Plaintiffs.  They  stated  that  they  had  put  upon  the 
market,  amongst  other  kinds  of  belting,  a  camel-hair  belting  which  they  sold  as 

15  **  Stevenson^ s  Phoenix  Brand  Improved  Camel-hair  Belting,"  or  "  Stevenson^s 
**  Camel-hair  Belting,*'  and  that  they  had  never  sold  their  said  camel-hair 
belting  without  distinguishing  it  by  the  prefix  of  their  name,  and  had  been 
selling  it  for  years  with  such  distinction.  They  denied  any  intention  of 
passing  off  their  goods  as  and  for  the  Plaintiffs'.    They  submitted  that  the 

20  prefix  of   the  words  ^^ Stevenson* Sy'*^  or  ^^Stevenson's  Phoenix  Brand,"  was 

sufficient  to  distinguish  the  Defendants*  camel-hair  belting  from  that  of  the 

Plaintiffs'. 

The  action  came  on  for  trial  on  the  5th,  6th,  7th,  and  11th  of  November  1902. 

Moultony  K.C.,  Mdberlyj  and  Carlton  (instructed  by  Blair  and  Seddon^  of 

25  Manchester)  appeared  for  the  Plaintiffs;  Grant  and  Abbott  (instructed  by 
F.  W.  Ogden^  of  Manchester)  appeared  for  the  Defendants. 

Moultony  E.C.,  for  the  Plaintiffs.— The  term '' Camel-hair  Belting*'  has, 
consequent  upon  the  decision  of  the  House  of  Lords  in  Reddaway  v.  Banham 
(13  R.P.C.  218 ;   L.R.  (1896)  A.C.  199),  acquired  a  secondary   meaning,  i.e.y 

30  ^^  Camel-hair  Belting  **  manufactured  by  Reddaways.  When  once  a  secondary 
meaning  has  been  established  in  connection  with  a  word,  no  one  can  use  that 
word  descriptive  of  articles  sold  without  clearly  distinguishing  its  use.  The 
Defendants  have  simply  prefixed  the  word  ^*  Stevenson's "  or  the  words 
*^  Phoenix  Brand.**    This  is  not  a  sufficient  distinction. 

35  Frank  Reddaway  was  called  as  a  witness  for  the  Plaintiffs,  and  stated  that 
in  his  opinion  the  use  of  the  terms  ^^  Stevenson^ s  Camel-hair  Belting,*'  or 
**  Stevensan^s  Phoenix  Brand  Improved  Camel-hair  Belting,**  or  "  Phoenix 
^  Brand  Camel-hair  Belting,**  would  be  taken  to  mean  Reddaway^ s  '*  Camel* 
**  hair  Belting  "  sold  by  Stevenson.    In  fact,  Reddaway's  belting  was  sold,  in  at 

40  least  one  case,  by  an  agent  who  prefixed  the  name  of  a  brand.  In  cross- 
examination  he  admitted  he  had  seen  advertisements  of  persons  selling 
^  Camel-hair  Belting  "  with  the  distinction  of  the  prefix  of  a  proper  name  only, 
and  he  admitted  that  Banham  had,  since  the  decision  in  Reddaway  v.  Banham^ 
bQen  so  selling  **  Camel-hair  Belting.*'    He  agreed  that  it  was  the  practice  in 

45  l^bmchester  trade  for  a  merchant  to  give  himself  out  as  a  manufacturer  of  goods 
whether  he  made  them  or  not.  In  April  1898  the  Plaintiffs  had  discovered 
that  the  Defendants  were  selling  *'  Phoenix  Brand  Camel-hair  Belting,**  but  no 
steps  had  been  taken  beyond  threatening  letters,  the  reason  being  that  on 
inquiry  being  made  it  was  found  that  the  Defendants  were  not  worth  powder 

50  and  shot.  Walter  Edward  Sutcliffey  G.  J.  Danby  (who  was  examined  on 
commission),  Thomas  Goulthardy  Thomas  Rogerson  Marsden^  and  other 
witnesses  supported  Frank  Reddaway^s  views  as  to  the  meaning  of  the  term 
^  Stevenson's  Camel-hair  Belting  **  and  ^'  Stevenson's  Phoenix  Brand  Improved 
"^  Camel-hair  Belting'*  and  ''  Phoenix  Brand  Camel-hair  Belting.** 

55  At  the  conclusion  of  the  evidence  Moulton^  E.C.,  referred  to  PoweU  v. 
Birmingham  Vinegar  Brewery  Uompany^  Ld.  (13  B.P.O.  235)  and  Barber  v. 
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Mantco  (10  R.P.O.  97),  and  stated  that  it  was  his  case  that  even  if  the  claim 
made  by  the  Plaintiffs  amoanted  to  a  monopoly  they  were  entitled  to  have  it 
protected.  Valentine  Meat  Juice  Company  v.  Valentine  Extract  Company 
(17  R.P.0. 1)  was  also  cited.  • 

Grant  opened  the  Defendants'  case.    This  case  is  upon  precisely  the  same  5 
footing    as    Reddaway    v.    Frictionless    Engine    Packing    Company^    Ld. 
(19  R.P.C.  505),  where  it  was  held  that  the  prefix  of  the  proper  name  Friction- 
less  Engine  Packing  Gompany^s  was  safficient  to  distinguish  the  Defendants* 
^'Camel-hair  Belting"  from  that  of  the  Plaintiffs.    In  Reddaway  v.  Aiders 
(19  R.P.C.  14)  the  use  of  the  circalar  R.  y.  A.  4  in  that  action,  which  was  exactly  10 
the  same  as  the  Defendants*  circular  in  the  present  case,  and  offered  for  sale 
^^Scholtz^  Camel -hair  Belting"  was  not  restrained.    The  prefix  of  the  words 
**  Stevenson's  "  or  '*  Stevenson^s  Phoenix  Brand,"  or  "  Phoenix  Brand  "  alone  is 
therefore  a  safficient  distinction,  mention  of  the  words  " manuf actared  by" 
npon  the  Defendants'  circulars  is  sufficient  for  the  purpose  of  indicating  to  the   15 
purchaser  that  the  goods  are  not  made  by  Reddaways, 

The  Defendant,  Anthony  Stevenson^  managing  director  of  the  Defendant 
Company,  was  called,  and  said  that  there  were  many  makers  of  camel-hair 
belting  besides  Reddaways^  and  that  it  was  the  custom  in  the  trade  to 
distinguish  such  belting  from  belting  made  by  Reddaways  by  the  prefix  of  20 
a  proper  name.  In  cross-examination  he  admitted  that  his  firm  did  not 
themselves  manufacture  the  belting,  but  it  was  specially  made  for  theni  by 
one  firm  only.  He  stated  also  that  the  use  of  the  prefix  *^  Stevenson^s  ** 
preyented  persons  from  thinking  they  were  buying  Reddaways*  goods^  and 
was  a  sufficient  distinction  and  one  common  to  the  trade.  Moreover  the  25 
Plaintiffs  had  known  as  far  back  as  April  1898  that  the  Defendants  were 
selling  ^'  Camel-hair  Belting "  under  the  name  '*  Phoenix  Brand  Camel-hair 
''  Belting,"  and  had  written  threatening  proceedings,  but  had  taken  no  action. 
Further  evidence  of  the  use  of  the  name  '^  Camel-lmir  Belting"  with  the  prefix 
of  a  name  or  brand  for  many  years  prior  to  this  action  was  given  by  30 
Herbert  Baxter  of  the  firm  of  David  Baxter^  of  15,  Todd  Street,  Manchester, 
and  other  witnesses.  Evidence  was  also  given  by  purchasers  of  the  Defendants* 
belting  to  show  that  when  they  bought  the  same  they  did  not  in  fact  think  it 
was  belting  of  the  Plaintiffs'  manufacture. 

Grant  J  for  the  Defendants. — The  Plaintiffs  ^re  debarred  by  acquiescence.    The  35 
whole  trade  has  been  doing  for  years  what  is  now  complained  of,  and  in  the 
case  of  the  present  Defendants  the  Plaintiffs  have  known  of  what  they  have 
been  doing  since  1898  {Ripley  v.  Bandey^  14  R.P.C.  591). 

Moulton^  K.C.,  in  reply. — Ripley  v.  Bandey  is  not  good  law.    It  went  to  the 
Court  of   Appeal,  but  was  compromised  there  (14  R.P.C.   944).      The  true  40 
statement  of  the  law  as  to  acquiescence  is  to  be  found  in  Rowland  v.  MitcheU 
(14  R.P.C.  43).    The    Defendants    are    dishonest    in   stating    that   they  are 
manufacturers  and  all  their  doings  must  be  judged  accordingly. 

Hall,  V.C. — In  this  case  the  Plaintiffs  are  Reddaway  in  (7o.,  Ld.^  and  the 
Defendants  are  Robert  Stevenson  A  Brother^  Ld.y  and  Anthony  Stevenson.  The  45 
Plaintiffs  are  manufacturers  of  belting,  particularly  of  a  belting  which  they 
have  made  and  sold  under  the  name  of  "  Camel-hair  Belting  " ;  and  their  claim 
against  the  Defendants  is  for  an  injunction  to  restrain  them  from  issuing  certain 
circulars  and  from  selling  or  offering  for  sale  belting  not  being  of  the  Plaintiffs' 
manufacture  without  clearly  distinguishing  such  belting  from  the  belting  of  the  50 
Plaintiff  Company,  and  from  thereby  or  otherwise  passing  off  or  attempting  to 
pass  off  the  Defendants'  belting  as  or  for  belting  of  the  Plaintiffs'  manufacture; 
and  there  is  other  subsidiary  relief  claimed. 

The  allegation  is  that  '^  Camel-hair  Belting "  has  become  well  and  widely 
known  both  at  home  and  abroad  and  has  acquired  a  high  and  very  valuable  55 
trade  reputation,  and  the  name ''  Camel-hair  Belting  "  or  ^^Oamel  Brand  Belting" 
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or  (shortly)  "  Camel  Belting  "  Ib  recognised  in  the  trade  and  by  the  public  as 
meaning  and  indicating  a  belting  of  the  Plaintiffs'  manufacture  alone.    That  is 
the  case  that  the  Plaintiffs  set  up  and  call  evidence  to  prove. 
The  Defendants  admit  in  paragraph  2  of  the  Statement  of  Defence  that 
5  "  Camel-hair  Belting  "  without  any  distinguishing  words  means  belting  made 
by  the  Plaintiffs,  and  is  known  in  the  trade  as  such,  bi^t  save  as  aforesaid,  they 
do  not  admit  the  allegations  contained  in  paragraph  1  of  the  Statement  of 
Claim.    So  that  there  is  a  clear  admission  on  behalf  of  the  Defendants  that 
"  Camel-hair  Belting  "  without  any  distinguishing  words  means  belting  made 
10  by  the  Plaintiffs,  and  is  known  in  the  trade  as  such ;  therefore  it  is  not  necessary 
in  this  case  to  consider  the  evidence  for  the  purpose  of  seeing  whether  or  not 
the  Plaintiffs  have  made  out  that  the  words  "  Camel-hair  Belting  "  have  acquired 
that  secondary  meaning  which  they  allege,  because  that  is  common  ground 
1)etween  the  parties;  and  the  only  point  for  consideration  is  whether  the 
15  Defendants  have  in  fact  infringed  the  Plaintiffs'  right  by  selling  or  offering  for 
sale  belting  under  the  name  ^  Camel-hair  Belting  "  without  clearly  distinguish- 
ing it  from  belting  of  the  Plaintiff  Company. 

The  Plaintiffs  have  litigated  their  right  to  the  use  of  these  words  "  Camel-hair 

*^  Belting,"  and  especially  against  a  man  named  Banham  ;  and  the  final  decision 

30  in  the  litigation  was  reported  in  Appeal  Cases,  1896,  page  199,  where  the  head 

note  is  : — ^^  A  trader  is  not  entitled  to  pass  off  his  goods  as  the  goods  of  another 

^  by  selling  them  under  a  name  which  is  likely  to  deceive  purchasers  whether 

"  immediate  or  ultimate  into  the  belief  that  they  are  buying  the  goods  of  that 

**  other  trader,  although  in  its  primary  meaning  the  name  is  merely  a  true 

25  "  description  of  the  goods."    Then  it  says  :— "  The   Plaintiff  had  for  some 

**  years  made  belting  and  sold  it  as  '  Camel-hair  Belting,'  a  name  which  had 

*^  come  to  mean  in  the  trade  the  Plaintiff's  belting  and  nothing  else.    The 

*^  Defendant  began  to  sell  belting  made  of  the  yarn  of  camel's  hair,  and  stamped 

"  it  *  Camel-hair  Belting '  so  as  to  be  likely  to  mislead  purchasers  into  the  belief 

30  ^  that  it  was  the  Plaintiff's  belting,  endeavouring  thus  to  pass  off  his  goods 

•*aB  the  Plaintiff's.     Held,  that  the  Plaintiff  was  entitled  to  an  injunction 

*^  restraining  the  Defendant  from  using  the  words  '  Camel-hair '  as  descriptive 

^  of  or  in  c<mnection  with  belting  made  or  sold  or  offered  for  sale  by  him  and 

"  not  manufactured  by  the  Plaintiff  without  clearly  distinguishing  such  belting 

35  **  from  the  Plaintiff's  belting."    The  precise  form  of  the  Order  is  set  out  at 

page  222. 

Now  the  Defendants  are  not  manufacturers.    They  are  persons  who  carry 

on  business   in    Manchester,   but   have   no  works   of  any  kind   apparently; 

and  what  the  Plaintiffs  complain  of  is  that  they  have  been  issuing  circulars 

40  and  otherwise  offering  for  sale  belting  without  clearly  distingxdshing  it.    It  is 

common  ground  that  they  have  been  offering  for  sale  '*  Camel-hair  Belting  "  ; 

and  the  only  question  is — ^have  they  clearly  distinguished  it  from  the  Plaintiffs' 

belting.     What  the  Plaintiffs  complain  about  particularly  are  the  circulars ; 

and  in  fact  their  way  of  bringing  it  home  to  the  Defendants,  if  they  can,  is  by 

45  means  of  the  circulars  and  price  lists  that  they  have  issued.    There  is  R.  v.  S.  I, 

^^  Robert  Stevenson  A  Brother,  Textile  and  Leather  Belting  Manufacturers," 

and  then  there  is  a  reference  to  the  patent  belting  fasteners  "*'  specially  recom- 

**  mended  for  Stevenson's  celebrated  'Phoenix '  Brand  Camel-hair  and  Improved 

"  Sewn  Cotton  Duck  Belting."    That  is  an  advertisement  about  the  fastener 

50  principally,  and  that  has  upon  it  a  Trade  Mark  called  the  ''  Phoenix  "  Trade 

Mark,  which  the  Defendants  appear  to  have  registered  ;  and  it  was  registered 

for  machine  belting  made  of    camel-hair.    Then  there  are  others.    R.  S.  2 

is  for  fasteners,  and  it  also  says  there  "  specially  recommended  for  Stevenson's 

^celebrated  'Phoenix'  Brand  Improved  Sewn  Cotton  Duck  Belting"  (then 

55  there  is  a  comma,)  '^  Leather,"  and  so  on.    There  is  another  circular,  R.  v.  S.  3 ; 

there  is  also  R.  v.  S.  4,  and  then  there  is  the  oircular  R.  v.  S.  6  with  the  Trade 
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Mark  at  the  top  ^^Bobert  Stevenson  A  Brother  Ld.,  Textile  and  Leather 
"  Belting  Manufacturers ;  Head  Office,  7,  Bridge  Street,  Manchester,"  and  that  is 
addressed  to  exporters.  It  says  : — ^'  Important  to  Exporters  of  Belting,"  and  it 
seems  to  be  mainly  prepared  for  the  purpose  of  pushing  what  be  calls 
"  '  Phoenix '  Brand  Improved  Sewn  Cotton  Duck  Belting."  Then  it  says  : —  5 
'*  We  are  sole  manufacturers  of  the  *  Phoenix'  Brand  Improved  Sewn  Cotton 
'*  Duck  Belting."  So  far  from  being  the  sole  manufacturers  they  were  not 
manufacturers  at  all,  and  had  no  works  ;  but  in  the  margin  there  is  this  : — 
"  Specialities."  The  first  is  "  *  Phoenix '  Brand  Improved  Sewn  Cotton  Duck 
"  Belting."  The  second  is  " '  Phoenix '  Brand  Camel-hair  Belting."  Further  10 
down  there  are  a  number  of  other  things  such  as  '^  Dodge  Wood  Split  Pulleys." 
At  the  bottom  there  is  ^^  Complete  Mill  Furnishings."  None  of  those  things 
are  made  by  the  Defendants  ;  and  the  question  is  whether  '*  ^  Phoenix '  Brand 
^'  Camel-hair  Belting  "  there,  taken  in  conjunction  with  the  description  at  the 
top,  '^  Textile  Belting  Manufacturers,"  clearly  distinguishes  this  ''  Camel-hair  "  15 
which  in  its  ordinary  meaning  is  clearly  attached  to  and  identified  with 
Reddaways. 

Then  R.  v.  S  6,  which  is  the  one  they  are  now  using,  they  say,  is  rather  like 
the  other,  but  the  Defendants  are  described  as  ^'  Textile  and  Leather  Belting 
'^  Manufacturers,  Sole  Makers  of  the  '  Phoenix '  Brand  Improved  Sewn  Cotton  20 
*^  Duck  Belting."      That  seems  to  be  the  one  they  are  pushing  most  of  all. 
Then  in  the  body  it  says  ^^  Manufacturers  of  the  *  Phoenix '  Brand  Improved 
"  Sewn   Cotton    Duck  Belting,  the  strongest    driving  belt    in    the  world/* 
Then  below  there  are  a  number  of  other  things  enumerated,  among  others 
"  Stevenson^ s    Camel-hair   Belting " ;    and   in  the  body  of  it  is  a  picture  of  25 
extensive  works  with  "  Robert  Stevenson  A  Brother  "  upon  it,  although  they 
admit  that  there  are  in  fact  no  such  works  in  existence  at  all.    Then  R.  v.  S.  7 
contains  "  Stevenson^s  Camel-hair  Belting."   Then  R.  v.  S.  8— and  this  was  sent 
to  Messrs.  Henry  Cockrill  A  Sons,  Cleckheaton — "  We  have  much  pleasure  in 
*^  enclosing  you  samples  of  our  different  qualities  of  textile  belting.  We  have  just  30 
"  completed  a  very  extensive  alteration  in  our  works,  and  are  now  in  a  position 
'^  to  supply  the  trade  with  cotton,  camel-hair,  and  hair  belting  at  prices  and 
"  quality  which  have  never  been  reached  before  by  any  manufacturer.  We  spare 
"  no  expense  in  turning  out  a  first-class  belt,  and  we  feel  sure  if  you  will  give 
"  our  belting  a  trial  you  will  admit  it  is  the  finest  and  cheapest  belt  you  have  35 
"  ever  had  offered.     Our  *  Phoenix '  Brand  Improved  Camel-hair  Belting  we 
«<  guarantee  equal  to  any  in  the  market,"  and  so  on.  At  the  bottom  the  quotation  is 
this  "  *  Phoenix  *  Brand  Improved  Camel-hair  Belting  List  Price  less  62^  per  cent," 
and  so  on.  Then  there  are  others,  but  they  really  come  more  to  this — ^that  they  are 
"  iStevtffwon's  *  Phoenix  •  Brand  Camel-hair  Belting" — I  need  not  go  through  40 
them.     What  the  Defendants  say  is  that  although  they  do  not  themselves 
manufacture — they  get  it  manufactured — and  that  that  is  the  same  thing  as  if 
they  made  it  themselves,  and  therefore  they  are  entitled  to  call  themselves 
manufacturers ;  in  fact  they  say  they  desire  to  let  customers  believe  that  they 
are  in  fact  manufacturers,  and  when  customers  have  asked  if  they  could  go  45 
through  the  works  they  have  put  them  off ;  they  have  evaded  the  point.  Of  course 
having  no  works  they  did  not  like  to  say  they  were  issuing  untrue  circulars 
with  untrue  representations,  and  therefore  of   course  they  said  what  was 
necessary  for  the  purpose  of   preventing    the  customer    finding  them  out. 
I  ought  to  say  that  one  of  their  specimens  or  samples  of  belting  which  was  50 
produced  in    Court  has    stamped    upon    it    ** Stevenson's    *  Phoenix'    Brand 
*'  Camel-hair  Belting."    Now  that  being  so,  the  question  is,  have  the  Defendants 
clearly  distinguished  their  belting  which  they  got  made  abroad  from  the  belting 
of  the  Plaintiffs'  manufacture  ?    I  have  very  serious  doubt  indeed  whether  the 
defence,  of  the  Defendants  ought  to  be  listened  to.    Obviously  the  man  who  55 
sent  out  that  circular  B.  v.  S.  5  and  the  ciioular  R.  v.  S.  8  is  a  most  untruthful 
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and  dlBhonest  penon ;  and  I  have  very  serious  doubt  whether  a  man  of  that 
kind  should  be  allowed — ^the  Plaintiffs'  rights  being  what  they  are,  that  no  one 
can  sell  **  Oamel-hair  Belting  **  without  clearly  distinguishing  it  from  being  the 
Plaintifb* — I  have  very  serious  doubt  whether  the  Defendant  should  be  allowed 
5  to  come  into  a  decent  Court  and  say,  ^*  I  have  lied  :  I  have  sold  belting  not  of 
^  your  manu&cturey  but  I  have  lied  about  the  matter,  and  lied  so  successfully 
**  in  the  representation  I  have  made  that  no  person  could  be  deceived.'* 
However  that  may  be,  the  matter  being  one  between  them  and  the  purchaser, 
the  question  is  whether  the  representations  that  they  did  make  are  such  that  a 

10  purchaser  would  be  deceived. 

That  is  the  real  point,  and  one  ought  not  to  allow  one's  self  to  be  carried 
away  at  all  by  any  undue  reprobation  of  the  Defendants'  conduct,  although  of 
course  it  can  rightly  be  taken  into  consideration  in  estimating  the  amount 
of  credibility  to  be  given  to  any  of  the  statements  that  they  make. 

1$  What  I  think  is  that,  knowing  as  they  did  the  position  of  Reddawaya^ 
and  desiring  to  get  the  full  benefit  of  the  name  '*  Camel-hair  Belting,"  they 
have  carefully  fr^ed  these  circulars  for  the  purpose  of  getting  as  near  as  they 
pofMibly  could  to  Beddawaye  without  infringing  the  law,  without  infringing 
their  rights ;  and  so  in  case  Beddaivaya  took  proceedings  against  them  they 

20  would  be  able  to  refer  to  the  circulars  and  say,  ^*Now  read  those  circulars 
**  through,  and* you  see  that  we  describe  ourselves  as  belting  manufacturers  and 
*<  use  other  expressions  in  them,"  and  on  the  fair  construction  (that  is  their  case 
of  course)  they  say,  ''On  these  documents  it  appears  that  we  have  clearly 
*'  distinguished  our  goods  from  the  Plaintiffs'  goods."    That  is  the  question  ; 

25  and  the  conclusion  that  I  have  come  to  is  that  this  being  a  question  of  fact,  as 
it  must  be  in  every  case,  whether  they  have  sufdciently  distinguished,  I  think 
that  intending  to  go  as  near  the  line  as  they  could  they  have  gone  over  the 
line.  They  have  not  gone  a  great  deal  over  the  line,  but  I  think  they  have 
gone  far  enough  over  the  line. 

30  Taking  R.  v.  S.  5,  although  they  describe  themselves  as  textile  and  leather 
belting  manufacturers,  I  think  that '' '  Phoenix  '  Brand  Camel-hair  Belting  "  is 
put  in  such  a  way  as  not  clearly  to  affix  to  it  the  description  belting  manufac- 
tured only  by,  or  even  for,  the  Defendants.  In  the  same  way  the  ''  Dodge 
"  Wood  Split  Pulley  "  was  a  split  pulley  which  they  did  not  make,  which  was 

3S  not  made  in  this  country,  but  was  made  in  America  ;  and  that  is  a  representa« 
tion  that  they  are  selling  goods  that  they  bought.  As  to  the  mill  furnishing, 
that  was  a  representation  that  they  were  selling  goods  that  they  did  not  make  ; 
therefore,  when  you  have  "  Phoenix  "  camel-hair  belting — I  leave  out  the  word 
*'  Phoenix "  for  a  moment — and    camel-hair   belting   being    identified  with 

40  Beddaways — I  think  it  is  a  fair  conclusion  that  an  ordinary  purchaser  would 
oome  to  the  conclusion  that  what  the  Defendants  were  doing  was  offering  for 
sale  Iteddaways^  belting ;  possibly  that  they  had  selected  it,  and  had  it,  and 
were  selling  it  in  that  way.  In  the  same  way  with  R.  v.  S.  8,  after  that 
outrageous  statement  that  they  had  just  completed  very  extensive  alterations  in 

4fi  their  works,  and  were  now  in  a  position  to  supply  the  trade  with  cotton,  camel- 
hair,  and  hair  belting,  they  have  not  clearly  distinguished  it,  although  by  care- 
fully spelling  it  out  you  may  infer  that  the  extensive  alterations  in  their  works 
were  for  tlie  purpose  of  enabling  them  to  make  camel-hair  belting,  and  they  do 
not  use  the  word  **  Our  "  further  on,  and  in  the  quotation  at  the  bottom,  which 

50  a  nan  would  glance  at  first  before  asking  for  a  quotation,  it  says  **  *  Phoenix ' 
'*  Brand  Improved  Oamel-hair  Belting."  Therefore,  on  the  whole,  I  come  to 
the  conclusion  that  they  have  not  clearly  distinguished,  within  the  meaning  of 
the  decision  of  the  House  of  Lords,  their  belting  from  the  belting  of  the 
FMaUfbL 

S5  Of  ooitoe  a  geod  deal  was  paid  about  **  Camel-hair  Beltins  " — that.it  was  a 
degoripiive  term,  and  that  it  was  very  different  in  the  case  of  descriptive  words 

Z 
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from  the  case  of  fancy  words ;  but  it  wdA  pointed  out  in  the  argument  that  the 
distinction  in  those  cases  is  that  where  a  man  is  going  to  attach  a  secondary 
meaning  to  plain  and  ordinary  English  words,  which  are  merely  descriptive  of 
the  thing,  it  is  very  difficult  to  do  it,  while  in  the  case  of  a  fancy  word  it  is 
comparatively  easy  to  do  it.  But  if  there  is  sufficient  to  attach  the  secondary  5 
meaning  to  ordinary  English  words,  when  that  is  done  (and  Reddawaya  have 
done  that)  then  the  only  question  is  in  each  case — whether  it  is  a  fancy  word 
or  a  descriptive  word — the  only  question  is  whether  or  not  the  person  who  is 
charged  with  passing  off  goods  has  been  selling  goods  not  of  the  Plaintiffs 
manufacture  without  clearly  distinguishing  them.  It  was  of  course  contended  \q 
that  the  DefendantiS  had  clearly  distinguished  them.  Apart  from  that  there 
were  a  number  of  other  defences  set  up,  one  being  that  the  Plaintiffs  had  not 
enforced  their  right.  They  wrote  in  1898  that  their  attention  was  called  to  the 
tact  that  Stevensons  were  selling ''  Camel-hair  Belting,"  or  had  issued  a  circular 
In  1898.  Thereupon  the  Plaintiffs'  solicitors  wrote  to  Stevensons^  and  the  15 
matter  dropped.  On  the  6th  of  April,  Messrs.  Blair  and  Seddon  wrote  to  the 
Defendants  as  follows: — ^''We  are  instructed  to  insist  upon  your  forthwith 
^'  ceasing  to  use  such  name,  and  giving  an  undertaking  not  to  use  the  same  in 
"  the  future."  The  reply  was  : — '*  If  you  will  be  good  enough  to  point  out  in 
'^  what  particular  we  have  acted  contrary  to  the  judgment  of  the  House  of  gO 
*^  Lords  in  Reddaway  v.  Banliamy  we  will  give  the  undertaking  asked  for," 
and  practically  the  matter  stopped  there.  The  account  given  by  Mr,  Squire^  a 
member  of  the  Plaintiffs'  firm,  is  that  he  paid  a  visit  to  the  Defendants*  premises, 
and  all  that  he  found  there  was  a  room  and  a  boy  ;  and  as  the  Plaintiffs  had 
not  come  across  any  actual  sale  or  anything  of  that  sort,  they  did  not  think  it  25 
was  worth  while  to  proceed  against  them  then.  But  they  are  evidently  doing 
more  business  now  than  they  were  then,  and  Reddaways  now  considered  that 
it  was  desirable  to  assert  their  rights  against  them,  if  they  had  any  rights 
which  they  could  assert  against  them.  It  was  said  that  the  note  to  Ripley  v. 
Bandey  (14  Patent  Office  Reports),  a  decision  of  Mr.  Justice  Kekewich^  was  an  30 
authority  that  under  circumstances  of  that  sort  no  action  could  be  maintained. 
That  case  went  to  the  Court  of  Appeal  and  was  compromised,  and  I  should 
doubt  whether  that  case  is  an  accurate  statement  of  the  law.  I  should  think  if 
a  man  has  got  a  legal  right  he  is  entitled  to  enforce  that  right,  and  to  claim 
damages  for  any  breach  of  the  right,  unless  he  is  barred  by  some  Statute  of  35 
Limitations,  or  unless  he  has  so  conducted  himself  that  the  person  against 
whom  he  complains  has  been  prejudiced.  I  think  the  true  statement  of  the 
law  is  contained  in  Rowland  v.  Mitchelly  in  the  same  volume  of  the  Patent 
Office  Reports,  at  page  37,  by  Lord  Russell^  where  in  effect,  as  I  understand  the 
judgment,  it  is  that  you  must  look  at  the  circumstances  of  each  case,  and  see  40 
whether  the  conduct  of  the  party  complaining  has  been  such  as  to  debar  him 
from  enforcing  his  rights.    In  this  case  I  see  no  reason  to  doubt  about  it. 

Then  it  was  said  that  that,  coupled  with  the  Plaintiffs'  conduct  in  other  cases 
such  as  Oandy^Sy  debarred  them.    There  were  a  number  of  circumstances  in 
Gandy^s  case  and  a  number  of  circulars  were  put  in  of  6hindy\  AsJUon^s^  45 
Lloyd'SjBanhafn's  Sknd  Baxter^ Sy  and  it  was  also  said  that  Taylor* s  and  Ma^hetWs 
had  been  using  this  same  name,  and  therefore  there  was  a  contention  that  eitiier 
there  had  been  an  abandonment  of  the  right  to  the  secondary  meaning  of 
<<  Camel-hair  Belting,"  or,  at  any  rate,  thftt  the  Plaintiffs  had  so  neglected  to 
enforce  their  rights  that  the  Court  ought  not  now  to  help  them  ;  but  when  you  50 
come  togo  into  the  matter  you  find  that  GandygAve  an  undertaking, ^i^A^on  denied 
what  he  was  charged  with  doing,  Lloyd  said,  ^^  Show  me  where  I  am  wrong  "• 
There  does  not  seem  to  have  been  a  circular  in  Taylor^s  case.    Macbeth  was  in 
India  and  was  warned,  and  the  only  two  left  were  Banham  and  Baxter^  and 
both  put  themselves  forward  as  manufacturiBrs.     Banham^s  is  '^Oamel-hair  55 
'*  Belting  manufactured  by  Banham  " ;  Baxter  has  over  his  door  a  description  at 
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himself  as  a  manufacturer.  At  any  rate,  however  that  may  be,  I  do  not  think 
it  is  within  the  province  of  the  Court  to  try  whether  or  not  there  is  a  case  as 
against  each  of  those  persons.  As  I  said,  each  case  must  stand  on  its  own 
fomidation,  because  what  the  circumstances  may  be  I  do  not  know ;  but  it  seems 
5  to  me  that  after  the  Defendants'  admission  in  the  pleadings,  that  "  Camel-hair 
**•  Belting**  without  any  distinguishing  words  means  belting  made  by  the  Plaintiffs 
and  is  known  in  the  trade  as  such,  it  is  not  open  to  the  Defendants  to  contend 
that  although  that  was  the  state  of  things  formerly  it  has  now  ceased  to  be  so. 
If  that  had  been  the  form  of  defence  that  they  intended  to  set  up,  that  should 

10  have  been  the  form  of  the  pleading.  Then  I  do  not  think  a  man  is  bound  to 
rush  into  law  immediately  that  he  sees  that  a  person  has  used  a  name  of  which  he 
may  have  ground  of  complaint.  Some  of  these  names  the  Plaintiffs  only 
discovered  during  the  trial  of  the  action  before  me  against  the  Frictionless 
JSnffine  Packing  Company.    The  result  is  that  in  my  opinion  there  has  not  been 

15  either  such  neglect  to  enforce  their  rights  or  such  an  abandonment  of  them 
as  to  prevent  their  maintaining  this  action. 

Then  it  was  said  that  there  were  two  cases,  one  before  Mr.  Justice  Swinfen 
Eady^  that  is  Reddaway  v.  Ahlef^s,  another  in  this  Court  recently,  Reddaway  v. 
Frictionless  Engine  Packing  Gomjjanyy  which   decided   that   the   Plaintiffs 

20  are  not  entitled  to  restrain  the  use  of  the  words,  '^Stevenson's  Camel-hair 
**  Belting  ".  Reddaway  v.  Ahlers  no  doubt  was  a  case  where  there  were  a  number 
of  circulars  complained  of.  It  seems  that  there  was  a  German  named  Scholtz 
who  was  a  manufacturer  of  '*'  Camel-hair  Belting  *\  who  had  an  agent  in  this 
coantry  named  Ahlers^  and  Ahlers  was  issuing  circulars  entitled  ^^  Scholtz' s 

25  **  Camel-hair  Belting" ;  and  what  happened  in  I^ddaway  v.  Aiders  was  that  the 
Judge,  Mr.  Justice  Swinfen  Eady^  restrained  the  use  of  all  the  circulars  except 
one,  that  of  "  ScJwlts's  Camel-hair  Belting,"  and  then  granted  an  injunction  in 
general  terms.  The  Judge  gave  no  reason  for  not  giving  an  injunction  against 
this  ^^iSScAoZ&?'8  Camel-hair  Belting", and  from  the  report  in  the  Patent  Office 

30  Reports  it  rather  appears  as  if  Mr.  Moulton  had  in  arguing  the  case  admitted 
that  a  description  by  a  maker  of  goods  as  his  goods.  I  had  better  read  what 
he  says  :  ^*  All  the  evidence,"  says  Mr.  Moulton^  **  shows  that  where  any  person  is 
**  a  maker  of  ^  Camel-hair  Belting  \  he  adds  his  name  or  some  other  distinctive 
'*  mark  to  distinguish  his  goods  from  Reddaways*^    That  certainly  did  look  as 

35  if  Mr.  JfoiUton  had  abandoned  the  Scholtz' s  circular  ;  and  the  Judge  of  course 
would  act  upon  that  abandonment.  However,  Mr.  Moulton  impugns  the 
accuracy  of  this  report  in  the  Patent  Reports,  and  remembers  nothing  about 
it,  and  what  the  precise  thing  was  that  took  place  I  do  not  know.  Whether 
there  was  a  concession  beyond  what  was  intended  in  that  particular  case  I  do 

40  not  know,  but  at  any  rate  there  was  no  decision  of  the  Judge  that  '^  Scholtz'' s 
^  Camel-hair  Belting  "  was  a  description  which  might  properly  be  used. 

Then  a  case  came  before  me,  Reddaway  v.  Frictionless  Engine  Packing 
Company^  and  in  that  case  there  were  a  number  of  circulars  ;  and  the  judgment 
that  was  given  in  that  case  as  drawn  up  was  simply  a  general  injunction 

45  following  the  terms  of  Reddaway  v.  Banham  in  the  House  of  Lords,  and  did 
not  enumerate  any  of  the  particular  circulars  which  were  restrained  :  but  in 
giving  the  reasons  for  the  judgment  I  came  to  the  conclusion  that  a  number  of 
tiie  circulars  were  wrong,  and  therefore  that  there  was  enough  foundation  for  a 
judgment  in  the  terms  of  Reddaway  v.  Banham.    But  in  discussing  the  one 

50  where  they  simply  described  themselves  and  had  *^  Frictionless  Engine  Pa/Mng 
•*  Company^ s  Camel-hair  Belting,"  I  followed  Mr.  Justice  Swinfen  Eady^  and 
as  I  understood  that  the  circular  of  SchoUz's  that  I  have  referred  to  had  been 
abandoned  practically  by  Mr.  Moulton^  and  the  abandonment  had  been  accepted 
by  the  Judge,  I  really  accepted  that  in  the  Frictionless  Engine  Company's 
55  ease  in  dealing  with  that  case  before  me  then.  But  I  did  use  words  which 
durwed  that  I  agreed  with  the  judig^ent.    What  I  must  remember  is  thi6*-**'that 
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really  I  was  dealing  with  a  question  of  fact,  and  I  expressed  no  opinion 
whatever  on  the  bare  question  about  a  maker  using  this  phrase  ^  Oamel-hair 
"  Belting  "—whether  "  SchoUz's  Camel-hair  Belting  "  or  **  Brown's  Oamel-hair 
^*  Belting  " — I  expressed  no  opinion  as  to  a  maker  using  it.  What  I  have  got  to 
say  is  this — that  in  each  case  it  is  a  question  of  fauct.  The  evidence  before  me  5 
now  is  different  from  what  it  was  when  I  decided  Reddaway  v.  Frtctiohless 
Engine  Packing  Company^  and  if  ever  the  question  comes  before  me,  whether 
on  a  motion  for  sequestration  against  the  Frictionless  Engine  Packing  Company 
or  on  a  motion  in  this  case  (for  I  intend  to  grant  an  injunction)  to  sequestrate 
the  Defendant  Company  or  attach  the  Defendant  Stevenson^  it  would  have  to  10 
come  before  me  on  evidence  of  what  they  had  been  doing  since  the  date  of  the 
judgment,  on  which  the  motion  for  committal  would  be  founded.  All  that  I  say 
is  that  I  am  not  quite  sure  whether  my  language  in  Reddaway  v.  Frictionless 
Engine  Packing  Uompany  was  not  a  little  too  wide  ;  and  if  ever,  as  I  have  said, 
it  comes  before  me  again  it  will  have  to  come  before  me  or  any  other  Court  15 
again  on  a  question  of  fact  and  evidence  in  each  particular  case.  The  observa- 
tions of  a  Judge  in  cases  where  he  is  giving  his  reasons  for  a  decision  on  a 
question  of  fact  are  not  like  a  decision  upon  points  of  law  which  remain  ;  they 
vary  according  to  the  evidence  which  is  brought  before  the  Judge  in  each 
particular  case.  A  person  might  fail  to  satisfy  the  Judge  in  one  case,  and  might  20 
in  a  later  case  with  another  Defendant,  finding  where  the  case  failed  on  a 
former  occasion,  bring  such  evidence  as  would  satisfy  the  Court.  There  is  a 
good  deal  more  evidence  before  me  now  about  agents  putting  their  names  on 
goods  and  things  of  that  kind  than  I  had  before  me  when  I  decided  Reddaway 
v.  Frictionless  Efigine  Packing  Company,  However  that  may  be,  it  seems  to  ^25 
me  these  are  only  two  decisions  on  fact  and  that  the  matter  is  at  large.  There 
is  no  doubt  that  a  man  who  uses  his  own  name  must  not  use  it  so  as  to  make 
a  misrepresentation.  That  was  the  language  of  Lord  Herschell  in  Reddaway 
V.  Banham^  at  page  211  of  L.R.  (1896)  A.C.,  and  it  might  well  be  that  in  this 
case  at  any  rate,  even  supposing  an  honest  manufacturer  describing  his  goods  30 
by  his  own  name,  which  he  had  made  himself,  although  he  might  be  entitled, 
if  the  test  is  whether  it  is  a  representation  that  he  has  made  it,  in  this  case  there 
is  not  the  least  doubt  that  the  Defendants  are  guilty  of  misrepresentation  because 
they  are  not  the  makers,  as  I  said.  Again,  that  must  not  be  carried  too  far,  because 
the  question  is  really  whether  the  misrepresentation  is  to  the  purchaser  or  not.  .85 
I  rest  my  judgment  in  this  case  upon  the  Defendants*  misrepresentation  to  the 
purchaser  on  the  circulars  which  I  have  read  in  the  case. 

The  result  is  that,  having  regard  to  the  PlaintifiCs'  neglect  to  sue  from  1898  to 
the  present  time,  I  think  that  they  ought  not  to  have  an  inquiry  as  to  damages 
for  that  past  time,  but  there  will  be  judgment  in  the  t^rms  of  Reddatoay  ^iO 
V.  Banham  in  general  terms  and  for  the  costs  of  the  action.  ^ 
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/n  the  Matter  of  WutericW$  Patmt. 


In  thb  Privy  Council. 

Present ;  LORDS  Maonaghtbn,  Davby,  Robertson,  and  Lindlby, 
Sir  Anpr&w  Sooblb,  and  Sir  Arthur  Wilson. 

February  18th,  1903» 

5  In  tub  Mattbr  op  Wutbrich's  Patent. 

Patent. — Petition  for  prolongation  by  tl^e  Patentee  and  F.,  a  debenture 
holder  in  "Biltor,  Ld.,"  assignees  of  tfis  Patent.^Insufficieticy  of  accounts.:-' 
Prolongation  refused. 

W.J  the  Patentee^  and  F.,  a  debenture  holder  in  *•  Biitor,  Ld.,"  applied  for 

10  prolongation  of  a  Patent  granted  to  W.    The  Patentee^  in  the  first  instance^ 

and  9ubsequmtly  the  Biltor  Company,  as  assignees  of  the  Patent^  sold  the 

patented  article  {a  paper  cartridge  to  be  inserted  in  the  tubes  of  tobacco  pipes ^ 

dgar  holders  or  cigarette  holders^  for  Oie  purpose  of  s^arating  and  retaining 

in  the  cartridge  the  nicotine)^  together  with  pipes  or  cigar  holders  or  cigarette 

15  holders.    Tobacco  was  also  sold  by  the  Patentee  and  the  Company  at  their 

depots.    From  the  accounts  kept  by  tJie  Patentee  and  the  Company ^  it  appeared 

thcU  in  the  result  a  loss  had  been  inct^rred  on  Oie  whole  business.    It  did  noty 

houmjcTj  appear  from  the  cu^counts  to  whcU  extent j  if  any^  there  had  beeti  a 

profit  or  loss  on  the  patented  article  sold  in  conjunction  unth  the  other  articles. 

aO      Held  tha^^  as  the  Judicial  Committee  could  not  discover  from  the  accounts 

put  before  them  what  was  the  remuneration  that  the  Patentee  had  actually 

received^  prolongation  should  not  be  granted. 

On  the  22nd  of  Pebrnary  1889  a  Patent  (No:  3199  of  1889)  for  "A  device  or 
**  appliance  for  tobacco  pipes  or  cigar  or  cigarette  holders  to  prevent  nicotine 

25  ^  reaching  the  mouth  of  the  smoker ''  ivas  granted  to  Emil  Alexander  Wiiierich. 
In  1897,  aiter  various  attemptslio  exploit  the  Ffttent,  '*  Biltor^  Ld.^^^  was  registered 
as  a  Company  by  the  Ffttentee.  The  Patentee  agreed  to  assign  the  Patent  to 
this  Company  for  a  consideration  of  5000Z.  in  oash  and  IS^OOOI.  1{.  fully  paid 
ordinary  shares.    The  Company,  owing  to  lack  of  funds,  was  not  placed  before 

30  the  public.    The  Company  issued  to  Marian  Charlotte  Vibart  and  to  Anna 

Waterich  debentures  to    secure  loans  made  by   them.     The  Patentee  and 

Marian  Charlotte  Vibart^  on  the  26th  of  July  1902,  presented  a  Petition  for 

the  prolongation  of  the  Patent. 

On  the  hearing  of  the  Petition  Hans  Hamilton  (instructed  by  AUingham 

35  and  Heys  Jones)  appeared  for  the  Petitioners  ;  Sutton  appeared  for^the  Crown. 
Hafi«  JTamtZ^  explained  the  invention  and  its  utility ;~  and,  having  stated 
(inter  alia)  that  the  Patentee  had  diligently  endeavoured  to  push  the  Sttto  of  fiie 
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invention,  and  that  only  recently  had  the  public  begun  to  purchase  the  invention 
to  an  extent  indicating  ultimately  profitable  returns  to  the  Patentee,  dealt  with 
the  accounts  and  offered  to  call  evidence. 

Sutton  (for  the  Crown)  took  the  preliminary  objection  that  the  accounts  had 
not  been  properly  presented  to  the  Judicial  Committee,  citing  Saxby*8  Patent  5 
(7  Moore  P.O.  (N.S.)  83 ;  L.R.  3  P.O.  292)  ;  Betts'  Patent  (1  Moore  P.O.  (N.S.) 
49)  ;  Henderson's  Patent  (18  R.P.C.  449)  ;  and  Hughes'  Patent  (15  R.P.C.  370). 

Hans  Hamilton  replied  on  the  cases. 

Lord  Mackaghtbn. — That  the  accounts  presented  to  them  have  been  honestly 
kept,  and  have  been  honestly  made  out  by  the  accountant,  their  Lordships  do  not  10 
doubt,  nor  do  they  doubt  that  the  accountant  has  done  his  best  to  present  the 
accounts  to  them  in  an  intelligible  form  ;  but  still  the  fact  remains  that  their 
Lordships  are  unable  to  discover  from  the  accounts  put  before  the  Committee 
what  is  the  remuneration  that  the  Patentee  has  actually  received.    What  a 
Patentee  intending  to  come  for  prolongation  of  his  Patent  ought  to  do  is  stated  15 
very  plainly  in  a  judgment  of  Lord  Chelmsford  in  Betts'  Patent,    It  was  repeated 
by  Lord  Oaims  in,  perhaps,  stronger  language  in  Saxby's  Patent^  and  it  has 
been  recently  repeated  in  a  judgment  delivered  by  Lord  Davey  in  the  matter 
of  Henderson's  Patent.    It  would  be  idle  to  read  those  passages  again,  or  to  go 
through  the  cases.    It  seems  to  their  Lordships  that  it  is  perfectly  clear  that   20 
the  Applicant  in  this  case  has  not  done  what  he  ought  to  have  done,  and  their 
Lordships  are  therefore  unable  to  advise  His  Majesty  to  extend  the  Patent. 


In  thb  Court  of  Appeal. 

Before  Thb  Master  of  the  Rolls  and  Lords  Justices  Romer       ^ 

and  Cozens-Hardy.  25 

February  20th  and  21st,  1903. 

Acetylene  Illuminating  Company  v.  (Jiffre  Elbotro-ChemioaL'-  , 

Company. 

Acetylene  Illuminating  Company  v.  Thorn  and  Hoddle 

Acetylene  Company.  jq 

Patent. — Actions  for  infringement — Judgment  submitted  to  by  Plainiiffis  at 
^tHal  in  consequence  of  an  adverse  decision  in  a  previous  case  on  the  same 
PcUenU—AppeM. — Appellants  not  contesting  the  case  at  the  Tieating.'^Appeale 
dismissed  with  eoste 
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Acetylene  lUumincUifig  Company  y.  Oiffire  Electra-OhemiccU  Gampany, 
Acetylene  IlluminaUng  Company  y.  Thorn  and  Hoddle  Acetylene  Company, 

Theiie  were  two  actions  for  the  infringement  of  the  same  Patent  as  that  sued 
opon  in  the  case  of  the  Acetylene  Illuminating  Company^  Ld.  v.  United  Alkali 
Company^  Ld.^  which  action  was  dismissed  at  the  trial  on  the  ground  of  the 
invalidity  of  the  Plaintiffs*  Patent  {see  19  R.P.C.  232)  and  they  were  in  the  paper  for 

5  trial  immediately  after  the  last  mentioned  action.  It  was  agreed  that  the 
CTidence  taken  in  that  action  should  be  deemed  to  be  taken  in  the  two 
subsequent  actions.  After  the  judgment  in  the  United  Alkali  case  dismissing 
that  action  with  costs  the  PlaintifEs  did  not  contest  the  two  subsequent  actions, 
but  submitted  to  judgment  against  them  without  prejudice  to  their  right  to 

10  appeal.  The  Plaintiffs  appealed  in  the  United  Alkali  case,  but  their  appeal 
was  dismissed  on  the  26th  of  November  1902  {see  20  R.P.C.  161).  They  also 
appealed  in  the  two  subsequent  cases,  and  on  the  20th  of  February  1903 
applied  to  the  Court  of  Appeal  that  the  appeals  might  be  postponed  pending 
tihe  result  of  an  appeal  in  the  first  case  to  the  House  of  Lords,  but,  the  respective 

15  Defendants  objecting,  the  application  was  refused,  and  the  appeals  came  before 
the  Court  of  Appeal  on  the  following  day. 

On  the  21st  of  February  the  appeals  came  on  for  hearing. 
Cdlefajp  for  the  Appellants. — ^No  evidence  was  offered  at  the  trial  in  either  of 
these  two  cases,  but  the  evidence  in  the  case  against  the  United  Alkali  Company 

20  was  taken  as  being  evidence  in  these  two  cases,  and  consequently  in  the  Court 
below  the  Plaintiffs  submitted  to  judgment  against  them,  but  their  rights  of 
appeal  were  reserved.  It  was  also  set  forth  in  a  letter  between  the  parties  that, 
in  the  event  of  an  appeal  to  the  House  of  Lords  in  the  United  Alkali  case,  then 
these  appeals  should  be  postponed.    Of  course,  in  the  strict  terms  of  that  letter, 

^  inasmuch  as  the  Plaintiff's  have  not  presented  an  appeal  to  the  House  of  Lords, 
they  cannot  claim  any  rights  under  that  letter,  therefore  these  two  appeals  come 
on  for  hearing.  The  facts  are  absolutely  the  same,  and  the  argument  which  I 
should  have  to  address  to  your  Lordships  would  be  exactly  the  same  as  was 
addressed  to  the  Court  of  Appeal  in  the  United  Alkali  case,  upon  which  the 

30  Court  decided  against  my  clients,  and,  therefore,  I  feel  that  there  is   no  use 
occupying  the  time  of  the  Court  with  such  argument.     I  suppose,  therefore, 
your  Lordships  will  have  to  dismiss  the  appeals. 
Collins,  MM, — ^We  shall  have  to  dismiss  the  appeals  with  costs. 
ROMBR,  L.J. — May  I  make  a  suggestion  in  the  interests  of  the  parties  who 

^  will  have  to  pay  the  costs  of  these  proceedings.  Cannot  you  now  arrange  that, 
if  there  is  an  appeal  to  the  House  of  Lords  in  the  first  case,  whatever  Order  is 
made  on  that  appeal  in  the  House  of  Lords  should  be  treated  as  if  it  was  made 
in  these  cases  also,  without  putting  the  parties  to  the  expense  of  going  to  the 
House  of  Lords  ?    It  is  monstrous  to  incur  a  penny  of  costs  in  this  matter. 

40  Cannot  you  agree  that  whatever  Order  is  made  in  the  House  of  Lords,  if  the 
appeal  succeeds,  shall  be  treated  as  made  also  in  these  cases  ? 
'  Walter. — If  the  Appellants  will  make  that  suggestion  the  Respondents  will 
consider  it. 
Cole/ax. — I  am  prepared  to  agree  to  that  now. 

^      Walter. — I  shall  have  to  get  instructions. 
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Birminghanfi  PneunuUic  Tyre  Syndicate^  Ld.  v.  Reliance  Tyre  Oomfmm. 


In  thb  Court  of  Appbal. 

Before  Thb  Mastbr  of  thb  Rolls  and  Lords  JasTiOBS  Rokbr 
and  Oozbkb-Hardt. 

February  24ai,  1903. 

Birmingham  Pneumatic  Tyre  Syndicate,  Ld.  v.  Rblianob  Tyrb    5 

Company. 

.  Pateate.-^Action  for  infringement. — Judgment  for  Plaintiffs  at  trial. — 
Appeal  by  Defendants. — Order  made  for  security  for  costs  by  Appellants. — 
Order  not  complied  with. — Appeal  dismissed  with  costs. 

This  was  an  action  for  the  infringement  of  three  Patents,  in  which  ByrnCy  J.,  IQ 
upheld  the  Patents,  gave  judgment  for  the  Plaintiffs,  and  gave  certificates  of 
validity.*  The  Defendants  appealed,  and  on  the  19th  of  December  1902  an 
Order  was  made  for  the  Defendants  to  give  security  for  costs  to  the  amount  of 
50Z.  This  Order  not  having  been  complied  with,  the  appeal  was  dismissed  with 
costs.  15 

•  J.  H.  Oray  (instructed  by  Vallance  and  Vallancey  as  agents  for  Herd  and 
Nutty  of  Birmingham)  appeared  for  the  Respondents  to  the  appeal.  The 
Appellants  (the  Defendants)  did  not  appear. 


19  R.P.O.  298. 
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Weingarten  Brothe7*8  v.  Charles  Bayer  &  Go. 


In  thb  High  Court  of  Justiob.— Chanobby  Division. 

Before  MB.  JusTiOB  Jo  YOB. 

December  11th,  12th,  13th,  15th,  16th,  17th,  and  18th,  1902,  and 
February  11th,  and  March  27th,  1903. 

5  Wbingartbn  Bbothbrs  v.  Charlbs  Baybr  &  Co. 

Trade  name  of  goods. — Whether  descriptive  or  distinctive.-^Name  printed  in 
special  type. — Motion  to  vary  Minutes. — Account  of  profits. — Injunction  and 
a>ccou7it  of  profits  not  limited  to  England. 

W.  J?.,  an  American  firm^  in  May  1900  put  upon  the  market  in  the  United 

10  States  a  special  form  of  straight  fronted  corset  under  the  name  **  Erect  Form^'* 

suoh  name  heing  printed  in  a  special  and  distinctive  type*    Early  in  1901' they 

received  a  large  order  for  these  corsets  for  shipment  to  England^  and  subse* 

•    quently  advertised  the  corsets  and  sold  the  same  in  considerable  quantities  in 

the  United  Kingdom.    In  or  about  October  1902  C.  B.  A  Go.^  an  English  firm^ 

15  piU  upon  the  market  in  England  corsets  under  the  nams  "  Erect  Form.^^  At 
first  these  words  t^ere  printed  in  similar  type  to  that  used  by  the  Plaintiffs^  but 
after  action  commenced  the  Defendants  ceased  to  use  this  particular  form  of 
type.  W.  B.  commenced  an  action  against  C.  B.  A  Co.  for  an  injt(/nction  and 
other  relief  based  upon  the  ground  tha^  C,  B.  A  Go.  were  passing  off  their 

20  corsets  as  the  PlaintiffV.  Some  of  the  Defendants'  corsets  sold  as  **  Erect  Form  " 
were  copies  of  the  Plaintiffs\  but  some  were  not.  The  main  defences  were  that 
**  Erect  Form  "  was  a  descriptive  term  and  did  not  denote  the  Plaintiffs*  corsets^ 
and  that  the  initials  •*  G.  JB."  were  always  used  by  the  Defendants  in  conjunction 
with  **  Erect  Form^'*  and  thai^  as  these  initials  were  so  well  knovm  to  the  trade 

25  and  the  public  as  connecting  corsets  on  which  they  appeared  unth  a  particular 
mantifacturey  no  deception  could  take  place. 

Held,  that  the  Plaintiffs  were  entitled  to  an  injunction  to  restrain  the 
Defendants  from  selling  or  causing  to  be  sold  any  corsets  not  of  the  Plaintiffs* 
manufacture  under  the   name   of  ^^  Erect  Form   Gorsets'^    unthout  clearly 

30  distinguishing  such  corsets  from  the  Plaintiffs'.    The  Plaintiffs  were  given  the 

costs  and  also  an  account  of  profits  which  they  asked  for. 

2  A 
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Weingarten  Brothers  v.  Charles  Bayer  A  Co. 


The  Defendants  gave  notice  of  motion  to  vary  the  Minutes  of  the  Order  in 
several  respects ^  including  (1)  by  limiting  the  injunction  to  England^  and  (J?) 
by  awarding  an  inquiry  as  to  damages  in  lieu  of  an  account  of  profits. 
Certain  alterations  were  assented  to  by  the  Plaintiffs^  but  in  regard  to  tlie  two 
matters  specifically  mentioned  above  the  motion  failed^  and  tJie  Defendants  were  5 
ordered  to  pay  the  costs  thereof 

Weingarten.  BrotJierSy  a  firm  of  corset  manufacturers  carrying  on  business  at 
New  York,  in  the  United  States  of  America,  about  May  1900,  put  upon  the 
market  a  popular  priced  corset  upon  the  saAie  principle  and  style  as  a  straight 
fronted  corset,  and  under  the  name  of  *'  Erect  Form,"  which  name  was  printed  10 
on  the  boxes  containing  the  corsets  in  a  particular  and  distinctive  type.  They 
shipped  a  few  of  these  corsets  to  the  United  Kingdom  before  the  end  of  1900. 
Early  in  1901  they  made  further  shipments  to  the  United  Kingdom,  and  in 
April  1901  they  sent  over  a  representative  to  England,  and  from  that  time 
forward  they  received  through  their  agent  and  executed  a  considerable  number  15 
of  orders  for  their  corsets.  In  June  1901  they  first  had  an  office  in  London. 
In  the  latter  part  of  1901  they  discovered  that  Charles  Bayer  (trading  as 
Charles  Bayer  A  Co,)  was  offering  for  sale  and  selling  corsets  under  the  name 
of  **  Erect  Form,"  and  thereupon,  after  some  correspondence,  they  commenced 
an  action  against  him.  20 

The  Plaintiffs  by  their  Statement  of  Claim  stated  {inter  alia)  as  follows  : — 
**  (2)  Ambng  other  varieties  of  corsets  manufactured  and  sold  by  the  Plaintiffs 
*'  are  corsets  of  the  pattern  or  style  commonly  known  and  described  as  '  Straight 
"  *  Fronted  Corsets.'  The  Plaintiffs  were  some  time  since  desirous  of  adopting 
"  a  new  name  for  their  '  Straight  Fronted  Corsets,'  which  should  distinguish  25 
"  the  *  Straight  Fronted  Corsets '  of  their  make  from  the  *  Straight  Fronted 
** '  Corsets '  made  by  other  firms,  and  in  pursuance  of  such  desire  the  Plaintiffs 
"  adopted  as  a  new  and  distinctive  name  for  such  corsets  of  their  manufacture 
"  the  term  *  Erect  Form  Corsets,'  and  in  many  cases  they  have  printed  those 
*'  words  in  a  particular  and  distinctive  manner  so  as  to  constitute  a  distinctive  10 
"  device.  This  is  shown  at  the  top  of  page  2  hereof.*  The  said  term  *  Erect 
"  '  Form  Corsets '  had  never  been  used  in  respect  of  corsets  before  it  was 
"  adopted  by  the  Plaintiffs  as  aforesaid,  nor  has  it  since  been  used  by  any  other 
**  firm  in  the  United  States  or  the  United  Kingdom  until  the  Defendant  began 
^'  to  use  the  same  as  hereinafter  stated.  (3)  Prior  to  the  month  of  February  35 
**  1901  some  of  the  Plaintiffs'  said  *  Erect  Form  Corsets '  were  sold  in  this 
"  country  in  response  to  orders,  but  in  that  month  the  Plaintiffs  began  to  send 
"  over  and  they  have  since  continued  to  send  over  to  and  sell  in  the  United 
*'  Kingdom  their  said  '  Erect  Form  Corsets '  in  large  quantities,  such  corsets 
''  being  always  put  up  for  sale  and  sold  in  boxes  having  printed  on  the  lids  40 
**  thereof  the  said  words  *  Erect  Form  Corsets '  printed  in  the  said  special  and 
"  distinctive  manner  adopted  by  the  Plaintiffs  aforesaid.  The  Plaintiffs  further 
'*  use  the  said  words  ^  Erect  Form  Corsets '  as  the  distinctive  name  of  their  corsets 
'^  aforesaid  on  their  envelopes  and  other  trade  documents,  and  hav^  expended 
"  large  sums  of  money  in  advertising  their  said  corsets  under  the  name  afore-  45 
*'  said  in  the  United  Kingdom  as  well  as  in  the  United  States  of  America. 
"  (4)  In  consequence  of  the  novelty  and  distinctiveness  of  the  said  name  •  Erect 
"  *  Form  Corsets,'  assisted  by  the  special  type  in  which  the  same  was  frequently 
"  printed  by  the  Plaintiffs,  and  also  of  the  merits  of  the  Plaintiffs'  said  corsets 
<*  themselves,  and  of  the  care  and  skill  with  which  such  corsets  are  manufactured,  50 
'*  the  said  corsets  have  acquired  under  the  said  name  a  ready  and  large  sale  in 

*  See  tot  this  jEMMe,  page  S92. 
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"  the  United  Kingdom,  and  the  said  name  was  and  is  nniversally  understood  as 
"  indicating  that  the  corsets  in  respect  of  which  it  is  used  are  corsets  mann- 
"  factnred  exclusively  by  the  Plaintiffs.  Persons  who  wish  for  corsets  of  the 
"  style  and  pattern  in  which  the  Plaintiffs'  said  corsets  are  mannfactnred,  bnt 
5  "  without  desiring  a  particular  make, .  ask  for  and  order  them  as  '  Straight 
"  *  Fronted  Corsets.'  Persons  who  desire  a  particular  make  of  such  corsets  ask 
"  for  and  order  them  by  one  or  another  of  the  special  names  used  by  particular 
"  manufacturers,  and  when  the  make  desired  is  the  Plaintiffs'  make  they  ask 
"for  and  order  them  by  the  name    *  Erect    Form    Corsets,'    and  this    has 

10  **  been  so  at  least  in  and  since  the  month  of  February  1901.  (5)  In  the  month 
"  of  October  1901  the  Defendant  Charles  Bayer^  who  carries  on  business  as  a 
**  corset  manufacturer  under  the  name  CJiartes  Bayer  A  Co,,  at  No.  31  London 
**  Wall,  in  the  City  of  London,  and  who  was  already  manufacturing  and  selling 
"  under  other  names  *  Straight  Fronted  Corsets '  similar  in  pattern  and  style  to 

15  **  the  Plaintiffs'  said  *  Straight  Fronted  Corsets,'  began  for  the  first  time  to 
"  adopt  and  use  in  respect  of  his  '  Straight  Fronted  Corsets,'  instead  of  any  of 
*•  the  names  previously  used^y  him,  the  said  name  *  Erect  Form  Corsets  *  used 
••  by  the  Plaintiffs  as  aforesaid,  and  (as  shown  at  the  top  of  page  3  hereof)*  to 
"  print  the  same  on  the  boxes  in  which  such  corsets  were  sold  and  elsewhere  in 

20  «*  the  same  special  type  in  which  the  same  is  printed  by  the  Plaintiffs,  and  to 
**  describe  such  corsets  as  '  Celebrated,'  whereas  the  Defendants'  said  corsets  were 
**  not  celebrated  under  that  name  at  all,  but  were  in  fact  entirely  unknown  in 
**  connection  with  any  such  name,  while,  on  the  other  hand,  the  Plaintiffs' 
**  said  corsets  were  in  fact  celebrated  under  the  said  name." 

25  The  Plaintiffs  claimed  : — "  (1)  An  injunction  to  restrain  the  Defendant  Charles 
"  Bayer  (trading  as  Charles  Bayer  A  Co.),  his  servants  and  agents,  from  selling, 
**  or  offering,  or  exposing,  or  advertising  for  sale,  or  procuring  to  be  sold,  any 
**  corsets  not  of  the  Plaintiffs'  manufacture  under  the  name  of  *  Erect  Form 
•* '  Corsets  *  without  clearly  distinguishing  such   corsets   from  the   Plaintiffs' 

30  "  corsets  ;  (2)  and  from  in  any  manner  reproducing  or  imitating  in  connection 
"  with  or  in  respect  of  any  such  corsets  as  aforesaid  the  special  form  in  which 
**  the  said  words  *  Erect  Form '  are  printed  or  arranged  by  the  Plaintiffs  in 
**  connection  with  or  in  respect  of  their  *  Erect  Form  Corsets '  so  as  to  be 
"  calculated  to  deceive ;  (3)  and  from  in  any  manner  passing  off,  or  enabling 

35  <*  or  assisting  others  to  pass  off,  any  such  corsets  as  aforesaid  as  or  for  the 
"  Plaintiffs'  corsets  ;  (4)  an  Order  for  delivery  up  on  oath  or  (at  the  Plaintiffs' 
"  option)  destruction  of  all  labels,  boxes,  price  lists,  advertisements,  blocks  or 
**  dies  for  producing  the  same,  and  other  documents,  articles  and  things  which 
**  are  in  the  possession  or  power  or  under  the  control  of  Defendant,  or  offend 

40  ^  against  the  foregoing  injunction  or  any  of  them  ;  (5)  damages  or  an  account 
"  of  profits  ;  (6)  costs." 

The  Defendant  by  his  Defence  stated  : — "  (1)  The  Defendant  denies  that  the 
**  Plaintiffs  carry  on,  or  have  at  any  material  time  or  times  carried  on,  a  business 
"  in  the  manufacture  or  sale  of  corsets  which  is  either  old-established  or  extensive 

45  **  in  the  United  Kincrdom.  He  has  no  knowledge  and  makes  no  admissions  of 
•*  or  in  regard  to  the  business  alleged  to  be  carried  on  by  the  Plaintiffs  in  the 
**  United  States  of  America.  (2)  He  does  not  admit  that  the  words  *  Erect 
**  'Form  Corsets,'  or  the  alleged  particular  and  distinctive  manner  of  printing  the 
"  same,  had  not  been  used  in  respect  of  corsets  or  by  any  other  firm  before  theadop- 

50  «  tionof  the  same  or  either  of  them  by  the  Plaintiffs  or  before  the  use  thereof  by 
"  the  Defendant.  (3)  The  said  words  were  not  at  any  material  time  a  new  or  a 
"  distinctive  name  for  corsets,  but  they  were  and  are  descriptive  words  and 
^  common  to  the  trade.    (4)  The  said  manner  of  printing  the  said  words  was 

*  See  for  this  jpof^,  page  393. 
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not  at  any  material  time  particular  or  distinctive,  or  a  distinctive  device,  but 
was  and  is  common  to  the  trade.  (5)  The  Defendant  denies  each  and  every 
allegation  in  paragraphs  3  or  4  of  the  Statement  of  Claim  respectively  contained. 
(6)  The  Plaintiffs  did  not  until  shortly  before  the  commencement  of  this 
action,  or  until  after  the  Defendant  had  begun  to  sell  '  Erect  Form  Corsets,' 
use  or  attempt  to  use  the  said  words  as  the  trade  name  of  or  to  distinguish 
their  goods,  but  if  they  use  the  said  words  at  all  (which  is  not  admitted)  they 
use  the  same  as  descriptive  of  the  pattern  or  design  of  the  goods  only.  The 
goods  of  the  Plaintiffs  were  and  are  not  known  or  distinguished  by  the  trade 
or  purchasers  as  *  Erect  Form  Corsets.'  (7)  The  Plaintiffs  have  never 
employed  the  alleged  particular  and  distinctive  manner  of  printing  upon 
goods  themselves.  (8)  The  Defendant  admits  that  he  has  described  certain 
ranges  of  corsets  made  and  sold  by  him  as  '  C.  B.  Erect  Form '  of  corsets  and 
as  *  Celebrated  C.  B.  Erect  Form  Corsets.'  He  denies  that  he  has  printed 
*  Erect  Form  Corsets '  in  the  manner  shown  in  the  illustration  at  the  top  of 
page  3  of  the  Statement  of  Claim  without  the  letters  *  C.  B.'  in  large  type 
before  and  after  the  said  words  or  otherwise  than  as  part  of  the  descriptions 


10 


15 


aforesaid,  or  one  of  the  same,  the  said  illustration  is  incorrect  and  misleading. 
(9)  The  Defendant  does  not  admit  that  he  first  adopted  or  used  the  said  words 
or  manner  of  printing  in  connection  with  his  said  corsets  in  the  month  of 
October  1901,  or  that  the  said  ranges  of  corsets  are  or  were  the  same  as  those 
previously  called  *  Straight  Fronted  Corsets,'  or  by  any  other  name  or  names. 
Save  as  in  paragraphs  8  and  9  hereof  expressly  admitted,  he  does  not  admit 
any  of  the  several  allegations  contained  in  paragraph  5  of  the  Statement  of 
Claim.  (10^  If  it  be  the  fact  (which  is  denied)  that  the  words  '  Erect  Form ' 
or  the  use  of  the  said  manner  of  printing  are  or  were  under  any  circumstances 
known  to  the  trade  or  to  purchasers  as  indicating  or  describing  the  goods  of 
the  Plaintiffs.  The  Defendant  has  always  clearly,  suflBciently,  and  effectively 
distinguished  his  goods  in  connection  with  which  he  has  used  the  said  words 
or  manner  of  printing  by  the  employment  of  his  own  initials  *C.  B.'  (11) 
The  Defendant's  trade  is  old-established  and  very  extensive,  and  his  goods 
are  well  known  and  in  high  repute,  and  are  celebrated  all  over  the  United 
Kingdom  and  elsewhere.  The  said  goods  are  marked  *C.  B.'  or  the 
*  Celebrated  C.  B.,'  and  all  goods  bearing  the  said  marks,  or  either  of  them, 
are  his  own,  and  recognised  by  the  trade  and  purchasers  as  being  of  his 
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"  mannfactare.  (12)  Except  that  he  knew  that  the  Plaintiffs  were  advertising 
"  their  goods  for  sale  as  *  W.  B.  Erect  Form  Corsets '  and  *  American  Erect 
** '  Form  Corsets '  before  he  began  to  make  '  Erect  Form  Corsets,'  the  Def en- 
"  dMit  denies  each  and  every  allegation  in  paragraph  6  or  7  of  the  Statement  of 
5  "  Claim  respectively  contained.  (13)  This  action  is  brought  by  Plaintiffs  to 
"  endeavour  to  obtain  a  monopoly  of  the  words  '  Erect  Form '  for  corsets.  The 
^'  said  manner  of  printing  is  of  no  importance  to  them  or  to  the  Defendant. 
"  No  request  was  made  by  or  on  behalf  of  the  Plaintiffs  to  the  Defendant  before 
^  action  that  he  should  cease  to  employ  it.    The  Defendant  has  in  fact  ceased 

10  "  to  print  the  words  in  question  in  the  said  manner,  and,  except  for 
'^  the  purpose  of  using  up  his  existing  stock,  he  does  not  in^tend  to  resume  the 
**  use  of  the  said  manner  of  printing." 

The  action  came  on  for  trial  before  Mr.   Justice  JOYCE   on  the   11th  of 
December  1902. 

15  Ralph  NevillSy  K.C.,  John  Cutlery  K.C.,  and  Sebastian  (instructed  by  C. 
Urquhart  Fisher)  appeared  for  the  Plaintiffs ;  Moulton;  K.C.,  Younger^  K.C., 
apd  Kerly  (instructed  by  Reed  and  Reed)  appeared  for  the  Defendants. 


MuX 


oVm 


Neville^  K.C.,  opened  the  Plaintiffs'  case. — This  is  a  passing-off  action  relating 
to  ladies'  corsets.    The  Plaintiffs  are  an  American  firm,  who,  in  May  1900,  put 

"20  upon  the  market  in  America  a  straight  fronted  corset  and  called  it  "  Krect  Form." 
They  had  received  a  few  mail  orders  for  this  corset  from  the  United  Kingdom 
by  the  end  of  1900.  liJarly  in  1901  they  had  several  large  orders,  and  thereupon 
they  sent  a  representative,  Miss  Bi/ron,  over  to  this  country,  and  through  her 
advertised  largely  and  pushed  the  sale  of  their  "  Erect  Form  Corsets  "  in  a 

25  variety  of  ways.  These  corsets  took  the  fancy  of  the  public  at  once,  and  by 
October-1901  the  Plaintiffs  had  sold  between  20,000  and  30,000  corsets  in  the 
United  Kingdom.  At  first  they  sold  their  corsets  under  the  name.  "W.  B. 
"Erect  Form  Corsets,"  subsequently  as  "America's  Leading  Eiiect  Form 
" Corsets,"  but  in  both  cases  "Erect  Form"  was  printed  in  th^ir  distinctive 

30  type.  The  D>efendant  Bayer  attempted  to  crush  this  trade,  but  he  did  so  by 
unfair  meana.  He  not  only  adopted  the  Plaintiffs'  name  "  Erect  Form,"  but 
printed  it  in  the  Plaintiffs'  distinctive  type.  IJUoultony  K.C. — The  Defendants 
took  the  name  and  printing  on  purpose,  and  in  order  to  prevent  the  Plaintiffs 
from  acquiring  a  monopoly.]     What  objection  can  there  be  to  a  monopoly  of 
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"  Erect  Form"  ?  The  term  is  not  descriptive  of  the  corsets,  but  if  anything  of 
the  Avearer,  and  what  objection  can  there  be  to  acquiring  a  monopoly  of  his 
scroll  type  for  corsets  ?  The  Cellular  Company  v.  Maxton  and  Murray 
(16  R.P.C.  397  ;  L.R.  (1899)  A.C.  326)  puts  the  law  on  a  satisfactory  basis, 
rassing-off  is  a  (luestion  of  fact.  Are  the  Defendants'  goods  calculated  to  5 
deceive  ?  If  so,  fraudulent  intention  is  immaterial,  although  fraud  in  itself 
may  be  a  good  ground  of  relief.  [^Reddaway  v.  Banham  (13  R.P.C.  218  ; 
L.R.  (1896)  A.C.  199)  was  also  referred  to.] 

Evidence  was  then  given  for  the  Plaintiffs.    The  first  witnesses  called  were 
Oscar  Weingarten^  a  member  of  the  Plaintiff  firm  ;  Joseph  A.  Shay^  assistant  10 
manager  of  the   Plaintiffs  ;  and  Marguerite  Byron^  their  representative   in 
England.    These  witnesses  stated,  among  other  things,  that  in  May  1900  the 
"  Erect  Form  Corset "  was  put  on  the  market  by  the  Plaintiffs,  and  largely 
sold  in  the  United   States,  Australia,  and  Canada ;   that  the  type  in  which 
the  words  "  Erect  Form  Corsets "   was  printed  on  the  label  was  specially  15 
designed    for    that    purpose,    and    was    novel ;     that,     having    previously 
received  30  or  40  mail  orders  for  these  corsets  from  the  United   Kingdom, 
in  the  beginning  of    1901   they    received  a^  large    order  for    their    corsets 
from  the  Butterick  Publishing  Company^  and  the  corsets  so  ordered  were 
Bent  to  the  United  Kingdom.    Shortly  after,  in  March  1901,  they  received  a  20 
considerable  order  from  James  Spence  i  Co.,  of  St.  Paul's  Churchyard,  London. 
In  April  1901  Miss  Byron  was  sent  over  to  England  as  their  representative ; 
that  the  sale  of  their  corsets  was  then  pushed  in  London  and  elsewhere  in 
England    by    *^  demonstrations "    to    customers  at    the    retail  shops  and  by 
advertising    in    newspapers    and    other    periodicals,    with    the    result    that  25 
considerable  sales  were  made  to  retail  houses.    Starting  in  February  1901  With 
a  single  order  from  a  single  firm,  in  October  1901  the  Plaintiffs  had  24  orders 
from  24  firms;  that  they  sold  approximately  24,000  pairs  of  corsets  during 
this    period,    and    the    type    in  which     "Erect  Form"  was    printed    was 
specially  selected  as  being  quite  novel  for  the  purpose.    The  following  trade  20 
witnesses  were  then  called  : — Robert  Henry  McEttrick  (of  Buttericks)  ;  Robert 
Allen  Luck^  who  up  to  the  end  of  1901  carried  on  business  as  a  retail  draper  at 
Darlinsrton  ;  John  Arthur  JoneSy  managing  director  of  James  Spence  A  Co,^  Ld.  / 
Alice  Harvarty  saleswoman  and  fitter  in  the  corset  department  of  James  Spence 
A  Co.;   Clara  Bryce^  buyer  in  the  corset  department  of    William  Viven;  35 
Oertrude  May^  buyer  at  Joh7i  Barnes  A  Co. ;  Alice  Wyatty  buyer  at  Lloyd  A 
Co. ;    Amelia  Ttvynam,  buyer  at  Jones  Brothers ;  Edith  Stebbing^  wife  of 
Mr.  Stebbing,  draper,  who  sold  corsets  in  his  shop.    The  other  witnesses 
were  Mary  Ann  Thompson^  typist  to  Mr.  John  Veitchy  solicitor,  who  spoke  to 
purchasing  certain  corsets  at  the  Bon  March6  in  Edinburgh ;  and  Margaret  40 
^righamy  who  spoke  to  certain  transactions  at  Olaves^  in  Oxford  Street 

Moultoky  K.C.,  for  the  Defendants. — The  trade  in  corsets  is  gigantic ;   in 
England  it  amounts  to  twenty  million  pairs  in  the  year,  and  the  Defendants 
manufacture  about  four  millions  of  these.    They  have  no  wish  to  pass  off  their 
goods  as  the  goods  of  the  Plaintiffs.    They  have  for  80  years  put  the  initials  45 
"  C.  B."  oii  99  per  cent,  of  their  corsets,  and  the  mark  "  C.  B."  is  known  better 
that  any  other  mark  in  the  corset  trade.    If  a  man  claims  a  monopoly  in  words 
of  ^thiB  kitid,  if  they  are  not  descriptive  of  the  character  or  quality  of  the 
g6ods  he  inust  register  them  as  a  Trade  Mafk  to  acquire  any  rights  ia  tbe 
nature  of   monopoly.     If  they  are    descriptive,   then    he    must  prove    that  50 
tmlversally  those  words  denote  his  goods  in  the  market ;  but  the  Plaintiffs* 
sales  in    Kngland  only  amounted — ^putting  it  most  favourably  for  them — ^to 
5000Z.  worth  up  to  the  end  of  October,  and  of  these  more  than  half  went  to  two 
firms.    To  talk  about  that  as  being  widely  known,  much  more  universally 
known  in  the  market,  is  utterly  absurd.     My  proposition  is  that,  if  there  is  55 
a  descriptive  term,  the  second  man  in  the  field  has  as  good  a  right  to  it  as  the 
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first,  nnlees  the  latter's  trade  has  gone  on  bo  long  and  is  so  universal  that  the 
term  has  acquired  a  secondary  signification,  and  to  a  person  in  the  trade  means 
not  what  it  says,  but  means  simply  the  goods  of  the  Plaintijffs.  I  rely  on  a 
passage  of  the  judgment  of  Rmner.  L.J.  (which  was  specially  approved  by  the 
5  House  of  Lords)  in  the  case  of  Payton  v.  Snelling  (17  R.P.C.  at  page  54). 
The  following  cases  were  also  cited  \—Re  Dennis^  Trade  Mark^  per  Fry^  L.J. 
(L.R.  41  Ch.  D.  455 ;  6  R.P.C.  386) ;  Cellular  Clothing  Company  v.  Maxton 
and  Murray  (16  R.P.C.  397  ;  L.R.  (1899)  A.C.  326)  ;  Reddaway  v.  Banham 
fl3  R.P.O.  218;  L.R.  (1896)  A.O.  199);  Chivers  v.Chivers  (17  R.P.C.  420); 

10  Siegert  v.  Findlater  (L.R.  7  Ch.  D.  801)  ;  and  Parsons  v.  Qillespie  (15  R.P.C. 
57  ;  L.R.  (1898)  A.C.  239). 

Evidence  was  then  given  for  the  Defendants.  The  first  witness  was  Charles 
Bayer^  the  l>efendant,  who  deposed  as  to  the  large  number  of  corsets  sold  by 
him ;  that  his  distinguishing  mark  *'  C.  B."    was  very  well   known  in  the 

15  corset  trade,  and  had  been  put  on  about  40,000,000  corsets — ^it  was  put  on 
about  95  i)er  cent,  of  his  corsets  ;  that  he  first  put  his  "  Erect  Form  Corsets  '* 
on  the  market  about  the  middle  of  September  1901 ;  that  some  of  his  "  Erect 
"  Form  Corsets  "  were  absolute  copies  of  the  PlaintiflPs',  but  others  were  not  ; 
he  had  several  types — ^they  were  different  from  his  **  Straight  Fronted  Corsets." 

20  A.  R.  Booth,  W.  Skelton,  and  F.  F.  Porter,  three  of  the  Defendant's  travellers, 
and  H.  W.  Mills,  the  manager  of  his  factory  at  Bath,  also  gave  evidence.  The 
following  were  the  tradd  witnesses  : — W.  Walker ^  of  James  Colmar,  Ld.,ot 
Bath ;  H.  D.  Maslin,  of  Bounds,  Ld. ;  Jeannie  Moffatt,  of  James  Daly  A  Go.^ 
Glasgow  ;  Joseph  Boyers,  of  Dublin  ;  Annie  S.  Mills,  of  Ponting  Brothers ; 

25  Ethel  Adams,  of  Leiuis  A  Co. ;  Emma  M.  Oliver,  employed  by  H,  u,  Ormonde ; 
Agnes  Mallett,  from  the  Kilhurn  Bon  MarchS ;  Sarah  Stodden,  of  Glave^s ; 
and  Stephen  Fielder  an4  Charles  Mc  Vittie  Johnstone,  both  of  whom  described 
themselves  as  corset  specialists. 

Moulton,  K.C.,  summed  up  the  Defendants'  case. — It  is  a  matter  of  little 

30  importance  for  the  purposes  of  this  case  how  much  difference  there  is  between 

one  corset  and  another,  but  unquestionably,  according  to  the  evidence  both  of 

Plaintiffs  and  Defendants,  the  "  Erect  Form  "  was  a  corset  cut  on  new  lines. 

From  beginning  to  end  the  Plaintiffs  always  used  **  Erect  Form  "  as  the  name 

^   of  a  genus  and  "  W.  B."  or  *  America's  Leading  "  as  the  name  of  the'  species. 

35  In  the  corset  trade  an  extremely  common  form  of  mark  of  origin  is  initials. 
If  initials  appear,  whether  as  part  of  a  title  or  not,  they  are  a  mark  of  origin 
in  the  corset  trade,  and  I  rely  on  "  C.  B."  as  a  mark  of  origin.  The  Plaintiffs 
had  changed  their  title  from  "W.  B.  Erect  Form"  to  *' America's  Leading 
•*  Erect  Form  "  before  August,  when  the  Defendants  commenced  to  make,  and 

40  before  September,  when  they  commenced  to  sell  their  goods,  therefore  the 
whole  of  the  Defendants'  competition  was  with  the  Plaintiffs'  second  form. 
•*  C.  B."  does  not  in  the  least  indicate  the  style  of  the  corset ;  it  simply  indicates 
the  origin.  There  are  "  Newmarket  C.  B."  "Long  Waisted  C.  B."  "  Straight 
"  Fronted  C.  B."  and  many  others.    It  is  proved  that  "  C.  B."  is  universally 

4*  known  to  the  trade,  and  we  have  proved  that  **  C.  B."  is  known  to  customers 
and  ordinarily  asked  for  when  they  want  a  corset  of  a  particular  make.  For 
30  years,  with  the  exception  of  a  very  minute  fraction  of  his  corsets,  the  whole 
of  Mr.  Bayer^s  output  .has  been  marked  **C.  B."  or  the  "Celebrated  0.  B.," 
and  he  has  been  doing  about  a  quarter  of  the  whole  of  the  trade  in  corsets  in 

50  this  country.  Therefore,  if  in  using^  "  Erect  Form  "  he  is  bound  to  distinguish, 
he  did  adequately  distinguish  by  putting  "  C.  B.,"  but  it  is  really  immaterial 
whether  he  pnts  **  C.  B."  or  not,  because  he  has  a  right  to  use  the  term  "  Erect 
"  Form,"  inasmuch  as  at  the  time  when  he  commenced  to  use  it  the  Plaintiffs  had 
not  established  that  universal  reputation  which  is  necessary  to  give  them  a  right 

55  in  a  descriptive  term  like  "  Erect  Form."  The  Plaintiffs'  have  not  even 
•vtaMisthed  a  general  reputation  in  the  whole  of  provincial  England.    There 
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were  only  four  shops  selling  Plaintiffs'  goods  before  the  Defendants  came  into 
the  market,  and  their  trade  in  London  when  yon  compare  it  with  London 
was  ridiculous.  They  had  no  general  reputation  in  London  beyond  the  special 
reputation  with  the  customers  of  the  few  firms  who  stocked  their  goods. 
They  have  not  called  a  single  customer — ^they  have  only  called  buyers.  5 
Priority  of  use  puts  them  in  no  better  position  as  was  pointed  out  by  Bomer^ 
L.  J.,  in  Pay  ton  v.  Snelling  (17  R.P.C.,  at  page  54). 

Neville^  in  reply. — I  do  not  suggest  that  '*  Erect  Form"  has  acquired  a 
secondary  meaning,  but  it  is  not  descriptive.  If  a  descriptive  word  is 
used  in  a  distinctive  manner  that  cannot  be  copied,  although  if  a  word  is  10 
properly  descriptive  of  the  article  you  have  to  prove  a  secondary  meaning,  this 
does  not  apply  to  a  fanciful  or  outlandish  term.  No  witness  gave  an  intelligible 
reason  for  thinking  "  Erect  Form  "  is  descriptive.  If  it  is  distinctive,  then  as 
soon  as  the  goods  were  substantially  on  the  market  the  Plaintiffs*  rights  arose. 

Joyce,  J/ — This  is  a  case  in  which  the  facts  so  far  as  they  are  material  are  15 
simple  enough.    The  Plaintiffs  are  large  manufacturers  of  corsets  in  the  United 
States,  and  claim  to  be  the  largest  in  the  world.   About  the  month  of  May  1900, 
there  being  at  that  time  a  well  known  and  celebrated  kind  of  corset  known,  and 
I  suppose  properly  described,  as  "  straight  fronted,"  the  Plaintiffs  appear  to  have 
cast  about  for  a  new  and,  as  they  hoped,  distinctive  designation  to  be  applied  to  20 
a  popular  priced  corset  of  this  character  manufactured  by  them,  and  they  hit 
upon  the  novel  term  of  "  Erect  Form "  as  a  title  for  the  corsets  which  they 
proceeded  to  manufacture  and  sell.    In,  or  shortly  before,  the  month  of  March 
1901,  the  Plaintiffs  took  steps  to  introduce  these  corsets  into  the  United 
Kingdom,  where  their  first  shipment  arrived  on  the  7th  of  March.    They  25 
advertised  them  extensively  here,  the  first  advertisement  appearing  about  the 
15th  of  March,  designating  them  in  such  advertisements,  and  upon  the  boxes  in 
which  they  were  sold,  and  generally  in  documents  used' in  connection  with  the 
trade,  as  "  W.  B.  Erect  Form  Corsets  " ;  the  words  "  Erect  Form  Corsets  "  being 
in  special  fancy  type,  and  printed  in  a  particular  manner  so  as  to  form  what  has  30 
been  and  may  be  conveniently  called  a  scroll.  The  letters  "W.  B."  prefixed  were 
in  fact  the  initials  of  the  firm  of  Weingarten  Brothers^  but  the  Plaintiffs  were  soon 
warned  that  those  initials  ^'  W.  B.*'  had  been  for  some  time  used  in  a  somewhat 
ftimilar  manner  by  another  firm  who  had  succeeded  to  Warner  Brothers.  There- 
lapon,  without  altering  the  type  or  manner  of  printing  of  the  words  "  Erect  Form  35 
"  Corsets,*'  that  is  to  say  the  scroll,  they  dropped  the  initials  **  W.  B."  and 
substituted  therefor,  in  ordinary  type,  the  words  "  America's  Leading."    By 
the  month  of  October  1901,  the  Plaintiffs  had  effected  sales  of  their  corsets  to  a 
substantial  amount  in  the  United  Kingdom,  and  such  corsets  had  acquired  some 
reputation  here.    The  business  was  increasing  and  bid  fair  to  be  a  decided  40 
success  in  the  United  Kingdom,  as  in  America  and  other  parts  of  the  world. 

The  Defendants,  who  manufacture  corsets  in  this  country,  became  aware,  in 
the  month  of  August  1901,  of  what  the  Plaintiffs  were  doing,  and  of  the 
increasing  sale  of  their  corsets.    Disliking,  no  doubt  for  good  reasons,  this 
competition  of  the  Plaintiffs'  "Erect  Form  Corsets,"  the  Defendants  in  the  45 
latter  part  of  September,  or  the  beginning  of  October  1901,  determined  to 
appropriate  and  apply  the  title  "  Erect  Form  Corsets,"  or  rather  the  scroll  with 
all  its  peculiarities  to  goods  of  their  own,  but  placing  one  of  their  Trade  Marks, 
namely  the  letters  "  C.  B.,"  sometimes  before  and  sometimes  both  before  and 
after  the  scroll,  and  they  proceeded  to  s«ll  corsets  of  their  own  make,  some  50 
being  of  a  style  imitated  from  those  sold  by  the  Plaintiffs,  but  many  others 
totally  different,    in  boxes  practically  of  the  same  size  and  shape,  being  such 
boxes  as  are  generally  used  in  connection  with  the  sale  of  corsets,  and  having 
upon  the  lid  the  scroll  of  the  Plaintiffs,  with  the  addition  of  the  before-men- 
tioned  Trade  Mark   "C.   B."     The   Defendants  also  distributed  for  use  in  55 
oonnection  with  the  sale  of  their  corsets  show  cards  or  window  tickets  displaying 
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a  similar  scroll  which  they  also  made  use  of  in  other  ways.  The  precise 
similarity  of  the  respective  boxes  aad  show  cards  cannot  be  thoroughly 
understood  without  looking  at  and  comparing  the  actual  boxes  and  cards. 
This  was  what  the  Defendants  were  doing  when  the  action  was  instituted  on 
5  the  15th  of  November  1901,  after  a  letter  dated  the  19th  of  October  1901,  from 
the  Plaintiffs'  solicitor  to  the  Defendants  which  complained  of  the  use  which 
they  were  making  of  the  words  "  Erect  Form  "  in  connection  with  corsets,  and 
which  was  answered  by  a  letter  of  defiance,  dated  the  22nd  of  October,  from  the 
senior  partner  of  the  Defendants'  firm.    Neither  the  complaint  of  the  Plaintiffs, 

10  nor  the  service  of  the  writ  and  a  subsequent  notice  of  motion  for  an  injunction 
appears  to  have  in  any  way  affected  the  Defendants'  course  of  conduct. 

Now,  in  this  state  of  things,  if  the  Defendants  had  been  small  traders 
unknown  to  fame,  carrying  on  an  insignificant  business,  it  appears  to  me  that 
the  injunction  and  relief  asked  for  by  the  Plaintiffs  would  have  been  granted 

15  almost  as  a  matter  of  course.  But  the  Defendants  are  very  wealthy  and 
important  people,  and  this  case  has  been  most  strenuously  and  ably  fought  on 
their  behalf.  They  are,  I  understand,  the  largest  manufacturers  of  corsets  in 
England  or  in  the  United  Kingdom.  The  additional  business,  if  any,  to  be 
obtained  by  them  through  representing  their  own  goods  as  the  Plaintiffs  (if 

20  they  did  so)  was  probably  of  no  moment  to  them.  But  what  they  wanted  to 
do  was  to  destroy  the  Plaintiffs'  trade,  and,  as  is  frankly  admitted,  to  oust  them 
from  the  English  market.  Before,  or  contemporaneously  with  the  user,  such  as 
it  was,  by  the  Defendants  of  the  term  "  Erect  Form  Corsets "  and  the  scroll 
which  they  copied  from  the  Plaintiffs,  they  advertised  in  the  Trade  Journals, 

25  and  no  doubt  made  the  retail  drapers,  who  read  the  *'  Drapers'  Record,"  aware 
of  what  they  were  doing  and  were  going  to  do,  and  it  must  be  taken  that  people 
in  the  trade  generally  kn.ew  that  the  corsets  contained  in  the  boxes  bearing 
the  scroll  and  marked  "  C.  B."  were  manufactured  by  the  Defendants  in  this 
country,  and  were  avowedly  intended  to  compete  with  the  corsets  that  had  been 

30  and  were  being  sold  by  the  Plaintiffs.  In  some  of  such  advertisements  to  the  trade 
the  Defendants  said  that  they  used  the  words  "  Erect  Form  Corsets,"  not 
because  they  attached  any  importance  to  them,  but  to  ensure  their  comparison 
with  American  corsets  sold  under  that  name.  What  the  author  of  this  statement 
exactly  meant  by  it  I  am  by  no  means  certain.     It  is  not,  however,  alleged  that 

35  the  use  of  this  Trade  Mark,  or  these  initials  "  0.  B.,"  did  or  could  convey  to  the 
mind  of  the  ultimate  customer,  the  wearer  of  the  corset,  or  indeed  to  any  one 
not  in  the  trade,  that  the  corsets  bearing  such  initials  or  Trade  Mark  were 
made  by  the  firm  of  Charles  Bayer  and  Co.^  the  Defendants  in  this  action,  or 
by  whom  they  were  made. 

40  There  is  no  question  but  that  the  Defendants  imitated,  or  rather  copied 
exactly,  the  title  "  Erect  Form  Corsets "  with  the  scroll  of  the  Plaintiffs 
displaying  those  words  in  a  special  and  distinctive  mode  of  printing. 
They  appropriated  it  bodily,  and  claim  to  have  been  perfectly  justified  in  what 
they  have  done— their  solo  and  only  reason  for  taking  and  using,  and,  after 

■15  complaint,  persisting  in  usinsr,  the  designation  "  Erect  Form  Corset "  with  the 
scroll  being  that  the  Plaintiffs  had  adopted  and  were  using  them  in  connection 
with  their  goods — the  only  goods  in  connection  with  which  the  term  "  Erect 
*•  Form "  had  been  used,  or  any  one  had  thought  of  using  it,  before  the 
Defendants  entered  upon  their  conflict  with  he  Plaintiffs. 

M)  It  has  long  since  been  an  established  rule  in  this  Court  that  no  one  can 
have  any  right  to  represent  his  goods  as  the  goods  of  another  person,  Lord 
HerschelVs  statement  of  the  principle  will  be  found  in  his  Judgment  (page  209 
of  Law  Reports  (1896)  Appeal  Cases)  in  Reddaway  v.  Banham.  In  the 
Yorkshire  Relish  case  in  Law  Reports  (1897)  Appeal  Cases,  page  711,  the  present 

55  Lord  Chancellor  says  : — "  The  proposition  of  law  is  one  which  lias  been  accepted 
"  by  the  highest  judicial  authority,  and  acted  upon  for  a  great  number  or  years. 
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**  It  is  that  of  Turner^  L.  J.,  who  says  in  Burgess  v.  Burgess^  *  No  man  can  have 
^^ '  any  right  to  represent  his  goods  as  the  goods  of  another  person,  bat  in 
^^  *  applications  of  this  kind  it  must  be  made  out  that  the  Defendant  is  selling 
^^ '  his  own  goods  as  the  goods  of  another."  That  is  the  only  question  of  law 
'*  which,  as  it  appears  to  me,  can  arise  in  these  cases.  All  the  rest  are  questions  5 
"  of  fact.  The  most  obvious  way  in  which  a  man  would  be  infringing  the  rule 
"  laid  down  by  Turnery  L.J.,  is  if  he  were  to  say  in  terms  '  These  are  the  goods 
"  *'  manufactured  by '  a  rival  tradesman  ;  and  it  seems  to  be  assumed  that  unless 
^^  he  says  something  equivalent  to  that  no  action  will  lie.  It  appears  to  me 
^^  that  that  is  an  entire  delusion.  By  the  course  of  trade,  by  the  existence  and  10 
"  technology  of  trade,  and  by  the  mode  in  which  things  are  sold,  a  man  may 
"  utter  that  same  proposition,  but  in  different  words,  and  without  using  the 
^^  name  of  the  rival  tradesman  at  all.  A  familiar  example,  of  course,  is  when, 
**  without  using  any  name,  by  the  identity  of  the  form  of  the  bottle,  or  the  form 
^^  of  the  label,  or  the  nature  of  the  thing  sold  in  the  package,  he  is  making  the  15 
'^  statement,  not  in  express  words,  but  in  one  of  those  different  forms  in  which 
^'  the  statement  can  be  made  by  something  that  he  knows  will  be  so  understood 
'^  by  the  public.  In  each  case  it  comes  to  be  a  question  whether  or  not  there  is 
'^  the  statement  made  ;  and  if  the  statement  is  made  there  can  be  no  doubt  of 
^*  the  legal  conclusion  that  he  must  be  restrained  from  representing  that  the  20 
*'  goods  that  he  makes  are  the  goods  of  the  rival  tradesman.**  And  when,  in 
the  opinion  of  the  Court,  the  mark,  name,  or  device  used  by  the  Defendant  is 
calculated  to  deceive  it  is  not  necessary  to  show  that  there  was,  or  is,  any  actual 
intention  to  deceive,  especially  when  the  Defendant  persists  in  doing  what  is 
complained  of  after  his  attention  has  been  called  to  the  matter.  The  law  is  25 
very  clearly  laid  down  by  Lord  Justice  Kay  in  Powell  v.  Birmingham  Vinegar 
Company^  at  page  79  of  Law  Reports  (1896),  2  Chancery,  which  I  need  not 
read,  but  in  which  will  be  found  a  number  of  distinct  propositions.  In  the 
Singer  Mamifactu/ring  Company  v.  Loog  (Law  Reports,  18  Chancery  Division, 
at  page  395),  Lord  Justice  Cotton  says  at  page  417,  '^  I  quite  agree  that  it  is  30 
'^  unnecessary  that  a  fraudulent  intention  in  issuing  the  circulars  complained 
^^  of  should  be  established.  If  the  natural  consequence  of  those  things,  even  in 
^'  circumstances  not  known  to  him,  is  that  they  will  represent  the  goods  to  be 
^'  those  of  another  person,  it  is  wrongful,  and  as  this  Court  says  a  fraud  in  him 
^'  to  continue  the  user  after  those  circumstances  are  brought  to  his  knowledge.  35 
*'  We  must  consider  whether  he  has  represented,  or  done,  that  which  is 
^  reasonably  calculated  to  give  that  misrepresentation,  and  we  must  consider 
"  what  is  relied  upon." 

Now,  in  considering  the  case  with  a  view  to  the  determination  of  the  question 
whether  what  the  Defendants  did  was  calculated  to  deceive  and  represent  their  40 
goods  to  be  those  of  tke  Plaintiffs,  t  bear  in  mind  what  Lord  Macnaghteti  says 
in  Payton  v.  Snelling  (Law  Reports  (1901)  Appeal  Cases,  page  311)  : — "  One 
**  word  with  regard  to  the  evidence  I  should  like  to  say.  I  think,  as  I  have 
"  said  before,  that  a  great  deal  of  the  evidence  is  absolutely  irrevelant,  and  I  do 
**  not  myself  altogether  approve  of  the  way  in  which  the  questions  were  put  to  45 
"  the  witnesses.  They  were  put  in  the  form  of  leading  questions,  and  the 
^'  witAeasQS  were  asked  whether  a  person  going  into  a  shop  as  a  custdmer 
^  would  be  likely  to  be  deceived,  and  they  say  they  thought  he  woiild. 
^  But  that  is  not  a  matter  for  the  witness ;  it  is  for  the  Judge.  The  Judge, 
^'  looking  at  the  exhibits  before  him,  and  also  paying  due  attention  to  the  50 
"  evidence  adduced,  must  not  surrender  his  own  independent  judgment  to  any 
**  witness  "  ;  and  I  rely  also  upon  the  recent  judgment  of  Mr.  Justice  FarweU 
in  the  case  reported  in  the  last  number  of  the  Law  Reports  of  Addley%Boume^s 
Trade  Mark*^  with  which,  if  I  may  say  so,  I  entirely  agree.  It  is  the  second 
judgment,  of  course,  that  I  refer  to.  55 

*  iUt0,  page  106! 
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Upon  the  materials  before  me,  and  applying  to  the  case  one's  knowledge 
and  experience,  such  as  they  may  be,  of  the  concerns  of  ordinary  life,  I  conclnde 
that  persons  who  had  purchased,  or  heard  of  the  Plaintiffs'  "Erect  Form 
•*  Corsets  "  might  easily,  and  that  indeed  some  of  them  would,  by  reason  of  the 
5  Defendants'  acts,  be  deceived  into  purchasing  corsets  of  the  Defendants'  manu- 
facture when  they  desired  and  intended  to  have  those  of  the  Plaintiffs'.  What 
the  Defendants  did,  especially  when  we  bear  in  mind  the  special  type,  and 
manner  of  printing  the  scroll,  was,  in  my  opinion,  distinctly  calculated  to  cause 
the  Defendants'  corsets  to  be  mistaken  for  the  Plaintiffs'  by  those  who  had  been 

It)  purchasers  of  the  Plaintiffs'  corsets  in  and  prior  to  the  month  of  September 
1901,  and  by  persons  who,  for  any  reason,  desired  to  purchase  corsets  of  the 
same  manufacture.  Having  regard  to  what  Mr.  ^av^^said  in  cross-examination, 
I  am  not  at  all  sure  that  he  did  not  intend  this  to  happen,  if  persons,  as  they 
might  well  do,  asked  merely  for  an  "Erect  Form  Corsef."     At  all  events, 

15  I  consider  that  the  Defendants  took  the  title  "  Erect  Form,"  with  the  scroll, 
for  the  purpose  of  creating  confusion  between  the  corsets  manufactured  by 
them  and  those  manufactured  by  the  Plaintiffs ;  and  I  think  the  Defendants 
in  effect  represented  various  kinds  of  corsets  made  by  them  to  be  the  same  as 
those  of  the  Plaintiffs'  manufacture,  which  was  not  the  fact. 

20  It  was  contended,  however,  that  the  term  "  Erect  Form,"  applied  to  corsets, 
was  primarily,  and  in  truth,  merely  a  descriptive  name  which  had  not  acquired 
a  secondary  or  restricted  signification  denoting  exclusively  the  goods  of  the 
Plaintiffs.  In  my  opinion,  this  term  as  applied  to  corsets  was  not  naturally  or 
plainly  descriptive  in  the  same  way  as  the  term  "Cellular"  was  when  applied 

25  to  sudli  cloth  as  was  the  subject  of  the  case  of  the  Cellular  Clothing  Company. 
It  was,  I  think,  a  fantastic,  or  fanciful  designation,  with  a  dubious  and  far- 
fetched reference  to  the  character  of  the  goods  to  which  it  was  applied.  But,  at 
all  events,  the  scroll  was  not  merely  descriptive,  or  in  any  way  appropriate  to 
describe  any  species  of  corsets  other  than  those  actually  of  the  Plaintiffs' 

30  manufacture  with  which  it  had  been  peculiarly  associated.  Besides,  as  I  have 
already  said,  the  Defendants  have  applied  the  scroll  to  many  kinds  of  corsets 
altogether  different  from  those  produced  by  the  Plaintiffs.  It  has  not  been 
shown  to  me  how  the  term  "  Erect  Form  "  in  any  way  correctly  describes  the 
goods  sold  by  the  Defendants  under  that  designation.    The  Defendants  used  it, 

35  not  because  it  was  applicable  to  any  particular  style  or  species  of  corset,  whether 
made  by  the  Plaintiffs  or  not,  but  because  it  was  used  by  the  Plaintiffs  as  the 
distinctive  designation  of  the  corsets  of  their  manufacture  ;  and  if  there  might 
othei-wise  have  been  room  for  doubt  upon  this  point  I  at  all  events  do  not 
entertain  any  when  1  see  how,  not  merely  the  designation  "  Erect  Form  Corsets," 

40  but  also  the  scroll  of  the  Plaintiffs  has  been  appropriated  by  the  Defendants. 

Again,  it  was  urged  that  even  if  the  term  "  Erect  Form,"  as  applied  to  corsets 

H^ith  the  Plaintiffs'  mode  of  printing  and  applying  the  s4me,  was  not  open  to 

the  Defendants,  they  have  in  fact  effectively  and  sufficiently  distinguished  the 

cdi'sets  of  their  manufacture  from  those  of  the  Plaintiffs  by  the  addition  of 

45  their  Trade  Mark,  or  initials  "  C.  B."  If  the  Defendants  have  not  as  much 
light  to  the  use  of  the  designation  "  Erect  Form  Corsets,"  and  the  scroll,  as  the 
Plaintiffs,  it  was  admitted  by  Mr.  Bayer  that  but  for  the  addition  of  these 
initials  "  C.  B."  confusion  must,  or  would  probably,  be  created,  and  purchasers 
iiUsldd.    In  my  opinion  these  letters  "  0.  B.  "  do  not  under  the  circumstances 

50  sufficiently  distinguish  (if  it  be,  as  I  think  it  is,  necessary  for  the  Defendants 
to  distinguish)  their  corsets  bearing  the  scroll  from  those  manufactured  and 
sold  by  the  Plaintiffs.  Whatever  the  presence  of  the  Trade  Mark  "  C.  B." 
might  convey  to  the  old  customers  of  the  Defendants,  or  persons  in  the  trade, 
it  would  not.  In  my  opinion,  convey  suflBcient  notice  to  the  customers  of  the 

55  Plaintlflb  that  they  were  not  getting  corsets  made  by  the  same  manufacturer  as 
the  corsets  which  they  had  been  accustomed,  or  desired,  to  buy.    In  fact,  so  far 
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as  the  ultimate  customerB  were  concerned,  -I  almost  think  that  the  Defendants 
intentionally  refrained  from  clearly  distinguishing  their  goods. 

Now  the  Defence  delivered  on  the  dth  March  1902,  paragraph  13,  states : — 
**  The  said  manner  of  printing  is  of  no  importance  to  them,  or  to  the  Defendant, 
'^  No  request  was  made  by  or  on  behalf  of  the  Plaintiffs  to  the  Defendant  5 
"  before  action  that  he  should  cease  to  employ  it.  The  Defendant  has  in  fact 
"  ceased  to  print  the  words  in  question  in  the  said  manner,  and,  except  for  the 
^'  purpose  of  using  up  his  existing  stock,  he  does  not  intend  to  resume  the  use  of 
"  the  said  manner  of  printing."  Possibly,  and  probably,  the  Defendants  being 
now  better  advised  have  during  the  course  of  these  proceedings  ceased  to  make  10 
further  use  of  the  scroll ;  but  there  has  been  no  admission  that  they  were 
wrong,  or  any  offer  to  submit  to  an  injunction,  or  to  pay  the  costs  of  the 
Plaintiffs.  They  have  not  called  in  the  offending  show  cards,  but  for  anything 
that  appears  to  the\;ontrary  these  show  cards  are  still  in  use,  and  displayed  for 
the  purpose  of  attracting  persons  to  purchase  the  corsets  of  the  Defendants.  15 

It  is  possible  that  the  Defendants  may  not  have  thought  that  they  were 
doing,  and  may  not  have  intended  to  do,  anything  illegal.  Apart  from  any 
question  of  law,  however,  I  do  not  think  that  what  they  did  was  fair  trading. 
They  may  have  thought  it  laudable,  judged  from  a  patriotic  point  of  view,  but, 
in  my  opinion,  they  have,  in  their  anxiety  to  crush  the  Plaintiffs*  business  in  20 
this  country,  and  push  the  sale  of  their  own  goods,  overstepped  the  limits  of 
what  was  legally  justifiable  under  the  circumstances. 

If  the  action  had  come  before  me  in  the  month  of  November  1901,  I  do  not 
see  how  I  could  have  refused  to  make  an  Order  against  the  Defendants,  and  I 
think  I  must  do  so  now,  notwithstanding  it  may  be  possible  that  no  very  25 
great  quantity  of  the  Defendants*  goods  have  been  passed  off  as  those  of  the 
Plaintiffs*  through  the  deceptive  designation  and  scroll  having  been  used  upon 
them.  ^ 

As  to  the  form  of  the  judgment,  I  think  there  must  be  an  injunction  to 
restrain  the  Defendants,  their  servants  and  agents,  from  selling,  or  causing  to  be  30 
sold,  any  corsets  not  of  the  Plaintiffs'  manufacture  under  the  name  of  "  Erect 
"  Form   Corsets,'*    without    distinguishing  such  corsets  from  the   Plaintiffs' 
corsets. 

Younger^  K.C. — The  only  thing  I  should  wish  to  say  about  that  is  this.     I  do 
not  know  whether  your  Lordship  has  decided  one  way  or  the  other  whether  the  35 
use  of  the  scroll,  not  in  the  distinctive  form  which  has  been  referred  to  in 
the  judgment,  would  clearly  distinguish  ? 

JOYOB,  «7. — No,  and  I  do  not  intend  to.  I  consider  that  having  regard  to 
what  you  have  done  with  the  scroll  you  ought  to  be  restrained  from  selling  your 
goods  under  the  name  of  ''  Erect  Form  Corsets  "  without  distinguishing.  40 

Neville,  K.C. — ^We  want  an  account  of  profits. 

Younger^  K.C. — Again  I  must  ask  :  is  it  to  be  an  account  of  profits  of  corsets 
sold  with  the  scroll,  or  without  ? 

Joyce,  J, — An  account  of  profits  of  corsets  sold  under  the  title  "  Erect  Form** 
without  distinguishing.    At  present  I  think  you  have  not  distinguished.  45 

Younger^  K.C. — We  have  sold  a  great  many  with  the  scroll,  not  with  the 
distinctive  lettering,  but  with  plain  lettering. 

JOYCR,  J. — I  have  told  you  that  "  C.  ii."  does  not  distinguish. 

Younger y  K.C. — I  think  your  Lordship  has  not  one  way  or  the  other  said 
whether  "  C.  B."  with  plain  lettering  does.  50 

JOYOB,  J. — It  does  not  arise. 

Younger^  K.C. — It  will  arise  on  the  inquiry  as  to  profits. 
Joyce,  J. — When  that  arises  we  will  see.     Of  course,  Mr.  Younger^  I  am 
not  going  to  say  that   this  injunction  is  to  run    from    to-day.      You    have 
current  correspondence,  and  orders.     1  do  not  know  how  long  you  ^-ant ;  and  55 
then  I  suppose  you  are  going  to  the  Court  of  Appeal  ? 
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Younger^  KjC. — Possibly  we  may  go  further.  I  was  going  to  ask  that  there 
should  be  a  stay  of  the  injunction. 

JOYOB,  J. — ^You  are  clearly  entitled  to  fourteen  days.     I  think  fourteen  days 
will  be  enough  for  you.    There  is  quite  enough  time  to  give  notice   of  appeal 
5  within  fourteen  days  ;  and  then,  if  you  give  notice  of  appeal  within  fourteen 
days  and  set  it  down,  there  will  be  a  stay  until  the  appeal  is  disposed  of. 

The  Defendants  were  ordered  to  pay  the  costs  of  the  action,  and  400/.  in  Court 
to  the  security  of  costs  account  was  ordered  to  be  paid  out  to  the  Plaintiffs.  By 
consent  the  account  of  profits  was  referred  to  Mr.  Pollock^  the  Official  Referee. 
10  The  Minutes  of  the  Judgment  as  settled  by  the  Registrar,  were  as  follows  : — 
"  This  Oourt  doth  order  that  the  Defendants,  Charles  Bayer  A  Co.^  their 
"  servants  and  agents,  be  restrained  from  selling  or  causing  to  be  sold  any 
"  corsets  not  of  the  Plaintiffs'  manufacture  under  the  name  of  *  Erect  Form 
" '  Oorsets '    without  clearly  distinguishing  such  corsets  from  the    Plaintiffs' 

15  "  corsets.  And  it  is,  by  consent,  ordered  that  the  following  account  be  taken 
"  before  Mr.  Edward  Pollock^  the  Official  Referee,  namely  : — An  account  of  all 
**  profits  made  by  the  Defendants  by  reason  of  the  sale  by  them  of  corsets  not 
"  of  the  Plaintiffs'  manufacture  under  the  name  of  '  Erect  Form  Corsets.'  And 
*'  it  is  ordered  that  the  funds  in  Court  be  dealt  with  as  directed  in  the  payment 

20  "  schedule  hereto.  And  it  is  ordered  that  the  Defendants,  Charles  Bayer  is 
"  Co.,  do  pay  to  the  Plaintiffs,  Weingarten  Brothers^  their  costs  of  this  action 
^^  up  to  and  including  this  judgment,  such  costs  to  be  taxed  by  the  Taxing 
"  Master.  And  the  costs  of  the  said  account  are  reserved,  but  the  operation  of 
"  the  injunction  granted  by  this  Order  is  suspended  until  the  25th  of  February 

25  **  1903,  and  if  the  Defendants  give  notice  of  appeal  from  this  Order  within  that 
**  time  then  until  after  the  hearing  of  the  appeal." 

On  the  17th  of  March  1903  the  Defendants  gave  notice  of  motion  to  vary  the 
Minutes  in  the  particulars  following,  namely  : — "  (1)  That  so  much  only'  of  the 
^  said  judgment  may  be  stated  to  be  ^  by  consent  ^  as   ref erH  to  taking  the 

30  **  account  directed  before  Mr.  Edward  Pollocky  the  Official  Referee.  (2)  That 
^*  in  place  of  the  account  of  all  profits  made  by  Defendants  (as  described  in 
^  the  said  Minutes  of  Judgment)  an  account  be  taken  of  what  (if  any)  damages 
"  have  been  suffered  by  the  Plaintiffs  by  reason  of  the  sale  by  the  Defendants 
**'  in  England  of  corsets  not  of  the  Plaintiffs'  manufacture  under  the  name 

35  **  *  Erect  Form  Corsets '  without  clearly  distinguishing  such  corsets  from  the 
**  Plaintiffs'  corsets.  (3)  Alternatively,  that  the  account  of  profits  directed  to  be 
*^  taken  by  the  said  Minutes  of  Judgment  may  be  limited  to  profits  made  by  the 
*^  sale  by  the  Defendants  in  England  of  corsets  not  of  the  Plaintiffs'  manufac- 
^  ture  under  the  name  ^  Erect  Form  Corsets '  without  clearly  distinguishing 

40  "  snch  corsets  from  the  Plaintiffs'  corsets.  (4)  In  the  event  of  its  being  deter- 
^  mined  that  corsets  of  the  Defendants'  sold  in  boxes  not  marked  with  the 
'<  special  printing  described  in  the  Statement  of  Claim  are  not  clearly  distin- 
"  guished  from  the  Plaintiffs'  corsets,  let  the  learned  Official  Referee  be  directed, 
^*  in  taking  any  account  (whether  of  profits  or  of    damages)  to  distinguish 

45  <^  between  profits  or  damages  made  or  suffered  by  reason  of  the  sale  of  corsets 
^  sold  in  boxes  marked  with  such  special  printing  described,  and  profits  or 
*^  damages  made  or  suffered  by  reason  of  the  sale  of  corsets  sold  in  other 
"  boxes." 
The  motion  was  heard  on  the  27th  of  March  1903. 

50  MoultoUy  K.C.,  and  Kerly  for  the  Defendants. — ^The  Plaintiffs  agree  as  to 
(1)  in  the  notice  of  motion.  As  to  (3)  the  remedy  ought  to  be  limited  to  the 
case  proved.  If  it  were  on  Trade  Mark  infringement  abroad  could  not  be 
restrained.  The  right  of  action  depends,  however,  on  the  meaning  of  the 
representation  to  purchasers,  and  the  remedy  should  be  limited  to  the  case 

55  proved.    It  would  have  been  inuaaterial  for  the  Defendants  to  have  proved  the 
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meaning  of  the  words  ^'  Erect  Form  "  in  Australia  for  example  ;  t)iey  could  not 
have  met  the  Plaintiffs*  case  by  showing  that  the  Defendants  were  first  known 
there.  It  is  only  in  special  cases  that  the  point  as  to  the  extent  of  the  injunc- 
tion arises.  A  limited  injunction  was,  however,  granted  in  Carver  v.  Bowker 
(Seb.  Dig.,  350)  and  Barber  v.  Monica  (10  R.P.C.  93).  The  point  as  to  whether  5 
the  Plaintififo  should  have  damages  or  profits  was  not  actiially  decided  at  the 
trial,  and  it  is  submitted  that  the  Plaintiffs  are,  under  the  circumstances  of  this 
case,  only  entitled  to  damages  because  in  some  plaoee  the  Defendants'  goods 
were  known  before  theirs.  (4)  Will  save  the  necessity  for  a  possible  further 
inquiry.  10 

ffeviUe^  E.G.,  and  S^xxstian^  for  the  Plaintiffs. — On  a  motion  to  vary,  the 
only  question  is — What  was  the  Order  made  ?  The  settled  rule  is  that  a 
successful  Plaintiff  is  entitled  to  elect  to  take  egi  account  of  profits  {Lever  v. 
Goodwin^  4  R.P.O.  492;  Saxlshnery,  Apolltnaris  Company,  14  R,P.C.  645). 
[Moulton,  K.O.,  referred  to  Hodgson  v.  Kynoch  (15  R.P.C.  465).]  The  rule  is  15 
the  same  in  Patent,  Trade  Mark,  and  passing-off  cases  ;  where  the  case  is  tried 
with  a  jury  it  is  a  different  matter.  Moreover,  the  question  was  not  overlooked 
by  Defendants  at  the  time  judgment  was  given.  The  Plaintiffs  are  willing 
that   the    words  '*  without  clearly  distinguishing,    &c.,'*  should    be    added, 

and  have  already  offered  this.    As  to  the  restriction    of  the  injunction 20 

[JOTOB,  J. — 1  do  not  see  my  way  to  that.] 

Moulton^  K.G.,  in  reply. — The  Court  can  before  the  Order  is  passed  correct  an 
error  or  put  right  an  inadvertence  ;  the  point  as  to  profits  was  not  appreciated 
at  the  time  of  judgment.    The  question  of  damages  or  profits  is  not  in  all  caaes 
a  mere  matter  of  the  Plaintiff's  choice.     Here  on  a  sale  with  a  statement  that  25 
the  goods  were  those  of  the  Defendants  there  could  be  no  tort. 

JOYOB,  (7. — I  do  not  suppose  that  it  is  really  of  any  very  great  importance 
what  I  may  decide  in  this  case.  The  case  has  naturally  and  properly  gone  to 
the  Court  of  Appeal,  and  1  have  no  doubt  that  the  whole  case  and  every  point 
properly  arising  in  it  will  be  fully  discussed  there.  30 

This  is  in  form  a  motion  to  vary  the  Minutes  of  the  Judgment.    As  Mr. 
Neville  says  I  have  heard  it  always  said  that  the  question  upon  such  a  motion  is  not 
what  the  judgment  ought  to  have  been  but  what  the  Judge  decided,  but  at  the  * 
same  time  1  think  it  is  to  be  borne  in  mind  that,  until  the  Order  is  drawn  up, 
even  now  since  the  Judicature  Act  the  Court  below  (and  the  Court  of  Appeals  35 
too,  I  suppose)  has  always  power  to  re-hear.    As  to  paragraph  1  of  the  Notice 
of  Motion  I  need  not  say  anything.    That  is  dropped.    That  is  a  matter  to  be 
settled  between   the  parties  about  the   consent.    No  doubt  in  form  there  is 
an  error  there.    As  to  paragraph  2  of  the  Notice  of  Motion,  which  asks  that 
there  may  be  an  inquiry  as  to  damages  instead  of  an  account  of  profits,  I  40 
certainly  doubt  whether  it  is  strictly  within  my  power  to  alter  that  upon  a 
motion  to  vary  the  Minutes.    Technically,  perhaps,  it  is  not,  but  I  do  not  intend 
to  decide  it  on  that  ground  because  Mr.  Neville  brought  back  to  my  recollection 
the  opinion  1  formed  at  the  time,  that,  as  the  law  stands  at  present,  the  Plaintiffs 
are  entitled  to  elect  between  an  account  of  profits  and  an  inquiry  as  to  damages ;  45 
though  I  must  say  for  my  own  part  I  think  there  is  a  very  great  deal  to  be 
said  in  favour  of  the  proposition  that  the  Court  has  power  to  determine,  and 
should  determine,  in  each  case  whether  it  is  to  be  an  account  <^  profits  or  an 
inquiry  as  to  damages,  and  1  also  think  that  in  this  case  there  is  a  very  great 
deal  to  be  said  in  ^vour  of  an  inquiry  as  to  damages  instead  of  an  account  50 
of  profits.    However,  on  the  merits  and  the  law  as  it  at  present  stands,  I  refuse 
that  part  of  the  motion. 

With  regard  to  paragraph  3  and  paragraph  4  I  certainly  think  that  it  was  open 
to  the  Defendants  to  move  to  ask  the  Court  to  consider  those  points  upon  an 
application  to  vary  the  Minutes.    1  do  not  see  my  way  looking  at  all  ihe  55 
(nrcumstanceB  of  tUs  case  to  limit  either  the  injunction  or  the  acooant  of  profits 
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to  Eoglai^d.  I  think  they  must  go  generally.  No  precedent  satisfactory  to  my 
mind  has  been  produced  to  show  that  they  onght  not  to  go  generally,  and  I 
think  that  when  the  Defendant  does  what  I  have  held  him  to  have  done  in  this 
case  ^6  acconnt  and  injunction  must  go  generally.  With  regard  to  No.  4,  it  is 
S  impossible  for  me  to  do  that  because,  remembering  what  it  was  that  the 
Defendants  did  and  how  they  used  the  scroll  even  though  they  may  not  have 
sold  their  corsets  in  boxes  with  that  scroll  on  the  lid,  yet  it  comes  to  my  recol- 
lection tiiat  they  were  using  show  cards,  if  I  remember  rightly,  with  the  scroll 
upon  them,  and  the  dealers  were  using  show  cards  with  the  scroll  upon  them 

10  and  exhibiting  them  in  their  shop  windows  although  the  scroll  might  not  be  on 
the  boxfls.  Ill  that  state  of  things  the  result  is  that  I  must  refuse  this  part  of 
ti^e  motion.  I  do  not  refuse  the  motion  altogether.  Those  alterations  will  be 
made  in  the  Minutes  which  are  not  objected  to,  but  I  order  the  Defendants 
to  pay  the  costs  of  the  motion. 

^  The  De£9ndants  had  better  appeal  from  this  too,  and  then  they  will  be  right 
in  form.     I  do  not  date  the  Order  to-day. 


Ik  thk  Court  of  Sbssion  in  Scotland. 

In  the  Inner  House. 

Before  The  Lord  President  and  Lords  Adam,  Kinnear,  and  McLaren 

*  January  20th,  21st,  and  22nd,  and  February  17th,  1903. 

DuNiiOP  Pneumatic  Ttre  Ck>MPANY,  Ld.  v.  New  Lamb  Tyre  Company. 

Patent — Actum  for  infringement. — Combination  alleged  to  he  infringed. — 
Infringement  denied.  —  Infringement  found.  —  Jvdgment  for  Pursiters. — 
Defenders  reclaiming. — Interlocutor  of  Lord  Ordinary  affirmed  with  casts. 

K  The  owners  of  a  Patent  granted  in  7890  {No.  14^6S)  to  Charles  Kingston 
Welch /or  •*  Improvements  in  the  construction  of  rubber  tyres  and  metal  rims 
^  or  felloes^  and  methods  of  securing  the  same  one  to  the  other  ^  for  the  wheels  of 
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"  cycles  and  other  light  vehicles^''  the  validity  of  which  had  been  certified^  having 
hroughi  an  action  for  infringement^  the  Defenders^  while  not  disputing  the 
validity  of  the  Patent^  denied  infringement  thereof  A  proof  having  been  led 
before  the  Lord  Ordinary y  he  pronounced  an  interlocutor  in  terms  of  the 
declaratory  conclvsionSy  and  interdicted  the  Defenders  from  infringing  the  h 
Pursuers^  Parent.  The  Defenders  hamng  reclaimed^  the  Inner  House  affirmed 
the  Lord  Ordinary^s  interlocutor  urith  costs. 

On  the  16th  of  September  1890  Letters  Patent  (No.  14,563  of  1890)  were 
granted  to  Charles  Kingston  Welch  for  "  Improvements  in  the  construction  of 
"  rubber  tyres  and  metal  rims  or  felloes,  and  methods  of  securing  the  same  one  10 
"  to  the  other,  for  the  wheels  of  cycles  and  other  light  vehicles." 

Oh  the  4th  of  November  1901  the  Dunlop  Pneumatic  Tyre  Company ^  Ld.^ 
carrying  on  business  at  61,  Bath  Street,  Glasgow,  and  having  their  registered 
office  at  14,  Regent  Street,  London,  commenced  an  action  for  infringement  of 
the  Patent  against  4;he  New  Lamb  Tyre  Company^  carrying  on  business  at  152,  15 
Saint  Vincent  Lane,  Glasgow,  and  George  Lamby  152,  Saint  Vincent  Lane, 
Glasgow,  the  only  known  partner  or  representative  of  such  firm. 

The  Pursuers  alleged  that  they  were  proprietors  of  the  Patent,  and  that  the 
Patent  was  good  and  valid,  and  had  been  so  certified  by  Mr.  Justice  Kekewich 
by  Order  dated  the  19th  of  February  1896,  in  an  action  brought  by  the  Pneumatic  20 
Tyre  Company y  Ld,,  against  one  Henry  Casswell ;  and  that  the  essential  features  of 
the  invention  as  described  and  claimed  in  the  Specification  consisted  of  an  arched 
outer  covering  passing  over  the  pneumatic  tube,  the  edges  of  which  outer  cover 
were  rendered  sufficiently  inelastic  either  by  means  of  wires  or  other  equiva- 
lents to  secure  the  same  to  the  rims  or  tyres  of  the  wheels  on  which  these  25 
were  to  be  used.    They  further  stated  that  they  had  recently  learned  that  the 
Defenders  had  been  and  were  still  manufacturing  tyres  or  covers  for  cycles  or 
other  vehicles  in  contravention  of  the  Patent,  and  had  been  and  were  advertising 
and  exposing  the  same  for  sale,  and  were  selling  the  said  tyres  or  covers  under 
the  name  of  the   ^^  Lamb  Tyre,"   and  had  thus  been   infringing,   were  still  30 
infringing,  and  threatened  to  continue  infringing  the  Patent.    The  particular 
breach  alleged  .was  that  on  or  about  the  5th  of  June  1901  the  Defenders  sold 
and  delivered  to  a  servant  of  the  Pursuers  a  pair  of  tyres  or  covers  contravening 
the  Patent,  which  were  not  manufactured  by  the  Pursuers,  or  by  their  licen- 
sees, or  by  any  person,  firm,  or  Company  licensed  under  the  said  Patent,  and  35 
that  the  Defenders  had  thus  committed,  and  were  committing,  an  infringement 
and  threatened  to  continue  infringing  the  Patent. 

The  Defenders  in  their  Defence  stated  that  they  were  owners  of  Letters 
Patent  No.  23,852  of  1897,  granted  to  George  Lamb  for  improvements  in 
pneumatic  tyres,  which  Letters  Patent  were  subsisting  and  of  full  force  and  40 
effect ;  that  the  essential  features  of  this  invention  did  not  consist  of  an  arched 
outer  covering,  the  edges  of  which  were  rendered  inextensible  either  by  means 
of  wires  or  cores  ;  that,  on  the  contrary,  the  form  of  cover  manufactured  and 
sold  by  the  Defenders  under  their  Patent  was  a  flat  band,  and  only  became 
tubular  or  cylindrical  when  fitted  on  to  the  rim  over  the  inner  tube  and  the  45 
said  cover  entirely  enveloped  the  pneumatic  tube  ;  further,  that  the  edges  of 
the  said  cover  were  not  either  necessarily  or  in  point  of  fact  inextensible,  and 
would  not  suit  the  Defenders'  invention  if  they  were  ;  that  the  said  cover  was 
not  held  in  position  on  the  same  principle  as  the  cover  described  in  the  Pursuers' 
Specification  ;  and  that  the  edges  of  the  Defenders*  cover  were  not  inextensible,  50 
nor  fitted  with  endless  wires  or  cores,  but  were  treated  with  a  number  of  loose 
strands  of  yam  solutioned  so  as  to  form  part  of  the  cover  itself,  which  strands 
formed  a  taping  to  strengthen  the  edge  of  the  canvas.    The  Defenders  denied 
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that  they  had  ever,  under  the  name  of  the  Lamb  Tyre  Company  or  under  any 
other  name,  manufactured  or  sold  or  exposed  for  sale  tyres  or  covera  for  cycles 
in  contravention  of  the  Patent  belonging  to  the  Pursuers,  They,  however,  did 
not  deny  the  validity  of  the  Patent  belonging  to  the  Pursuers. 
5  The  Pursuers  pleaded,  inter  alia  :  (1)  The  Pursuers,  beinj?  owners  of  the 
Letters  Patent  condescended  on,  and  the  same  being  valid,  effectual,  and  still 
subsisting,  decree  of  declarator,  in  terms  of  the  first  conclusion  of  the  Summons, 
ought  to  be  pronounced.  (2)  The  Defenders  having  infringed,  and  being  still 
infringing,  the  said  Letters  Patent,  decree  of  declarator,  in  terms  of  the  second 

10  conclusion  of  the  Summons,  ought  to  be  pronounced.  C3)  Declarator  being 
pronounced  in  terms  of  the  first  and  second  conclusions,  the  Defenders  ought 
and  should  be  interdicted  in  terms  of  the  third  conclusion  of  the  Summons. 

For  the  Defenders  it  was  pleaded  that  the  Defenders  having  manufactured  and 
sold  the  covers  or  tyres  complained  of  under  Letters  Patent  belonging  to  them, 

15  which  were  still  subsisting  and  valid  and  effectual,  and  not  having  contravened 

the   Letters  Patent  belonging  to  the  Pursuers,  or  caused  Pursuers  loss  and 

damage  by  infringing,  they  should  be  assoilsied  from  all  the  conclusions  of  the 

Summons  with  expenses. 

The  Record  was  closed  and  proof  allowed  on  the  10th  and  17th  of  December 

20  1901,  and  evidence  was  led  before  Lord  Kincairney  on  the  12th  and  13th  of 
March  1902.  The  Pursuers  brought  evidence  to  show  :  (1)  That  the  essence  of 
the  Pursuers'  invention  was  an  arched  cover  over  a  convexity,  held  on  by  the 
inextensibility  of  the  wires  in  the  edge.  (2)  That  the  Lamb  tyre  was  physically 
the  same  as  the  Dunlopy  the  hempen  bands  taking  the  place  and  serving  the 

25  same  purpose  as  the  wire  cord  in  the  Dunlop  edges. 

Experiments  were  spoken  to,  and  shown  with  the  object  of  establishing  that 
when  inflated  the  Lamb  tyre  got  into  the  same  position  as  the  Dunlop  tyre. 

Experiments  on  the  extensibility  of  the  hempen  bands  were  also  spoken  to, 
intended  to  show  that  when  the  Lamb  tyres  got  into  the  Dunlop  position  it  was 

30  simply  the  inextensibility  of  the  hempen  bands  which  held  them  on,  and  that 
they  could  not,  if  put  on  at  the  bottom  of  the  groove,  stretch  enough  to  come 
off.  An  experiment  was  also  spoken  to  and  was  intended  to  show  that  if  the 
hempen  band  were  cut  the  tyre  would  blow  off.  On  the  other  hand,  the 
Defenders  brought  evidence  to  show — (1)  That  hempen  bands  were  very  much 

35  more  extensible  than  wires.  (2)  That  if  the  hempen  bands  merely  were  relied 
on  to  keep  the  tyre  on,  the  tyre  would  not  work,  but  the  edges  would  stretch 
and  the  tyre  would  blow  off.  (3)  That  the  ratio  of  working  stress  to  breaking 
strain  would  be,  on  the  same  supposition,  too  large  for  safety.  (4)  That  what 
really  held  the  tyre  on  was  friction  between  the  inner  tube  and  the  rim.     (5) 

40  That  the  Lamb  tyre  was  intended  to  surround  the  inner  tube  by  its  edges 
meeting,  and  that,  as  a  matter  of  fact,  it  did  maintain  this  position  when  inflated. 
(6)  That  the  tyre  stayed  on  when  its  edges  were  cut,  and  experiments  were 
referred  to  to  show  that  it  could  be  used  by  a  cycle  rider  in  this  condition.  (7) 
An  experiment  was  shown  intended  to  demonstrate  that  the  Lamb  tyre  edges 

45  were  not  stretched  up  to  the  limit  of  extensibility  when  inflated. 

On  the  5th  of  April  his  Lordship  pronounced  an  interlocutor  finding  (1) 
that  the  Pursuers  were  the  owners  of  the  Letters  Patent  No.  14,563,  and 
that  the  said  Letters  Patent  were  valid  and  subsisting ;  and  (2)  that  the 
Defenders  had  contravened  and  infringed  the  said  Letters  Patent  by  selling, 

50  offering,  and  advertising  for  sale,  using,  and  causing  to  be  used  and  exhibited, 
pneumatic  tyres  made  according  to  the  said  Letters  Patent  and  the  Specifica- 
tion filed  in  pursuance  of  the  provisions  thereof,  and  in  particular  that  the 
Defenders  had  infringed  the  said  Letters  Patent  by  selling  and  delivering  to 
the  Pnrsuers,  on  or  about  the  5th  of  June  1901,  vnthin  their  premises  at  152, 

55-  St.  Vincent  Lane,  Glasgow,  one  pair  of  cycle  covers  or  tyres,  styled  by  the 
Defenders  ''Lamb  cover"  or  similar  *  name.     He  accordingly  interdicted  the 
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Defenders  from  infringing  said  Letters  Patent,  and  found  the  Parsuers  entitled 
to  expenses. 

The  Opinion  of  the  Lord  Ordinary  will  be  found  in  19  R.P.C.,  at  page  386. 

The  Defenders  reclaimed,  and  the  case  was  heard  in  the  Inner  House  on  the 
20th,  2l8t,  and  22nd  of  January  1903.  5 

Wilsouy  K.C.,  Macaulay  Smith,  and  Bartholomsw,  for  the  Reclaimers  (the 
New  Lamb  Tyre  Company),  instructed  by  William  Balfour,  S.S.C. — The 
Welch  Patent  had  been  declared  valid,  but  only  by  giving  it  a  very  narrow^ 
interpretation.  Wires  in  the  edges  were  not  infringements,  or  there  would 
have  been  anticipation  by  Latta.  Inextensible  edges  were  not  of  themselves  jq 
infringements,  or  there  would  have  been  anticipation  by  Salamon,  The 
Patent  was  for  a  combination,  and  there  could  be  no  infringement  unless  the 
whole  combination  was  taken  {Harrison  v.  Anderston  Foundry  Company, 
3  R.  (H.L.)  55  ;  L.R.  1  A.C.  574).  Further,  where  a  Patent  was  only  for  doing 
something  that  had  been  done  before  it  was  confined  to  the  particular  method,  35 
and  was  nor  to  be  extended  by  construction  (Curtis  v.  Piatt,  L.R.  3  Ch.  D. 
135n).  The  result  was  that  a*  tyre  which  did  not  consist  of  precisely  this 
combination  of  an  arched  cover  over  a  convexity  held  on  by  cores  in  the  edges, 
of  steel,  brass,  bronze,  or  other  sufficiently  inelastic  material,  was  not  an 
infringement  of  the  Welch  Patent.  It  was  incorrect  to  say  that  there  had  been  20 
no  attempt  to  show  that  the  cover  in  question  was  in  accordance  with  LamtPs 
Patent.  There  was  evidence  to  show  that  the  differences  were  immaterial,  the 
only  real  difference  being  that  the  cover  in  question  was  not  broad  enough  to 
overlap  at  its  edges.  The  Reclaimers'  cover  was  different  in  construction  from 
the  Respondents'.  The  Respondents'  cover  was  always  arched,  while  the  25 
Reclaimers'  was  nearly  flat  at  first  and  tubular  or  cylindrical  when  in  position 
on  the  rim.  The  edges  were  made  of  hemp  strands,  and  did  not  contain  a 
wire.  The  objects  of  these  hempen  strands  were  proved  to  be  (1)  to  strengthen 
the  edge  and  prevent  its  tearing  when  being  put  on  ;  (2)  to  increase  the 
f rictional  force  which  held  the  cover  on  ;  (3)  to  give  the  edges  a  grip  on  the  3Q 
bottom  of  the  groove.  This  gripping  action  was  an  active  force.  It  was  akin 
to  the  spring  principle  in  Latta^s  invention,  which  had  been  distinguished  from 
the  Welch  action  [see  per  Buckley,  J.,  in  the  Wapshare  case,  17  R.P.C.  at  page 
449).  These  hempen  edges  were  not  cores  in  the  sense  of  WelctCs  Specification. 
This  Specification  meant  wires  of  steel,  brass,  bronze,  or  such  like  material.  35 
There  was  no  contemplation  of  a  soft  baud.  The  "  sufficiently  elastic  material" 
must  be  ejusdem  generis  with  the  materials  specified.  If  a  soft  band  could  be 
an  infringement  of  the  Welch  Patent,  the  Wapshare  and  Clifton  cases  would 
have  been  decided  differently.  The  hempen  edges  did  not  act  in  the  same  way 
as  the  wire  cores  in  the  Welch  cover.  The  Welch  wire  could  not  on  account  of  40 
its  inextensibility  be  put  into  the  same  position  in  the  bottom  of  the  groove  of 
the  rim  as  the  Lamb  edge  was  intended  to  occupy.  Conversely,  if  the  Lamb 
edge  was  placed  initially  in  the  same  position  as  the  Welch  wires  naturally  took 
up,  it  was  shown  by  the  Reclaimers'  experiments  on  extensibility  of  the  hempen 
edges  that  they  would  not  hold  the  cover  on  if  the  inextensibility  was  what  45 
was  relied  on  for  this  purpose.  Even  if  the  hempen  edges  were  put  in  their 
proper  place  in  the  bottom  of  the  groove,  it  was  shown  that  their  extensibility 
was  such  that  there  was  a  probability  of  its  allowing  the  cover  to  come 
off.  The  Reclaimers'  method  of  putting  on  their  cover  differed  from  the 
Respondents'.  The  Reclaimers'  method  was  by  stretching.  If  the  edges  of  59 
the  Reclaimers'  cover  met  or  nearly  met  in  the  bottom  of  the  groove,  it  showed 
that  it  was  not  their  inextensibility  which  was  holding  on  the  tyre.  The 
measurements  of  the  cover  showed  that  the  edges  were  intended  so  to  meet. 
The  width  of  the  cover,  said  to  be  the  infringement,  was  about  4  inches.  In 
order  to  make  a  28  in.  by  1^  in.  tyre  this  would  have  to  cover  an  inner  tube  35 
about  1^  inches  in  diameter.     The  four  inches  of  canvas  lining  being  the  only 
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unstretchable  part  of  the  cover  coald  easily  do  this.  If  a  Dunlop- Welch  cover 
3^  inches  broad  made  a  2S  in.  by  1^  in.  tyre,  then  a  Lamb  tyre  4  inches  broad, 
which  came  to  take  up,  as  the  Respondents  said  it  did,  the  same  position,  would 
give  a  larger  tyre  than  it  was  intended  to  produce.  The  circumferential  lengths 
5  of  the  edges  of  the  Lamb  cover  were,  even  after  being  permanently  stretched 
by  the  Respondents*  experiments,  such  as  to  grip  slightly  the  bottom  of  the 
groove,  showing  that  they  were  meant  to  lie  together  there.  It  was  proved  by  the 
Reclaimers*  experiments  that  they  did  so  meet  in  the  bottom  of  the  groove  even 
after  inflation  and  use.     If  any  dependence  on  resistance  to  tension  came  in  it 

10  could  only  be  if  the  cover  got  into  an  abnormal  position  and  would  be  by  way 
of  reserve.  This  would  be  no  infringement  (Dunlop  Pneumatic  Company 
V.  New  Ixion  Tyre  Gomp%ny,  15  R.P.C.,  pages  402-3).  The  Reclaimers' 
evidence  showed  that  if  iuextensibility  were  relied  on  for  keeping  their  cover  on 
it  would  be  unsafe,  as  the  factor  of  safety  against  breakage,  being  only  1*4, 

15  would  be  too  small.  The  result  of  these  considerations  was  to  show  that  the 
Defenders*  tyre  would  not  work  unless  put  on,  as  it  was  intended  to  be,  with 
its  edges  tucked  under  the  inflated  tube  and  held  in  place  by  the  pressure  of 
that  tube  upon  them.  This  was  exactly  the  ground  upon  which  the  Ixion  case 
was  decided  {see  per  Lindley,  L.J.,  16  R.P.C.,  page  26).    What  held  on  the 

20  Lamb  tyre  was  the  elastic  grip  of  the  bands  and  friction.  It  was  not  the 
iuextensibility  of  the  edges.  The  Respondents,  on  the  other  hand,  had  no 
resource  for  retaining  their  tyre  in  position  except  inextensibility.  When  the 
Reclaimers*  cover  was  on  and  the  tyre  pumped  up  the  edges  were  still  capable 
of  considerable  extension.    This  was  proved  by  cutting  the  rim  at  one  point 

25  and  forcing  the  edges  apart  by  a  screw.  The  edges  stretched  and  contracted  as 
the  screw  was  turned  backwards  and  forwards.  This  was  an  experiment  to  which 
much  weight  was  attached  in  the  Wapahare  case  (see  17  K.P.C.  at  page  456). 
The  Respondents  had  made  no  experiment  to  show  that  the  l^amb  edges  when 
in  use  were  Under  tension.     The  Reclaimers,  on  the  other  hand,  had  shown  by 

30  cutting  the  edges,  when  the  tyre  was  inflated,  and  finding  no  separation  of  the 
cut  ends  that  they  were  not  under  tension.  This  showed  an  absence  of 
disposition  to  extend  when  in  use,  which  was  enough  for  the  Reclaimers* 
purpose  whether  there  was  inextensibility  or  not  ( Wapsha7^e  case,  per  Buckley^ 
J.,  17  R.P.C.,  page  452).    But  the  experiment  which  conclusively  proved  that  it 

35  was  not  inextensibility  of  edge  which  kept  on  the  Lamb  tyre  was  riding  a 
bicycle  having  Lamb  tyres  with  the  edges  cut  across.  This  was  not  a  test  by 
one  skilled  rider  only ;  it  was  a  severe  test  on  all  kinds  of  roads  by  several 
riders  and  at  intervals  of  time  of  considerable  length. 

Glyde^  K.C.,  and  Orr  Deas  (instructed  by  J,  and  A.  Hastie^  S.S.O.)  for  the 

40  Respondents. — There  is  no  question  here  as  to  validity.  The  Patent  has  been 
held  to  be  valid  in  many  cases,  including  one  in  the  House  of  Lords.  Prior  to 
1839  tyres  were  made  either  solid  or  cushion.  In  the  Dunlop  the  tube  was 
bandaged  on  to  the  rim.  In  the  Welch  the  tyre  was  kept  on  by  the  fact  of  its 
having  inextensible  edges.    The  nature  of  the  invention  is  the  use  of  an  arched 

45  rubber  tyre,  secured  on  the  rim  or  felloe  of  the  wheel  by  inextensible  rings 
which  form  the  edge  of  the  tyre.  "The  three  essential  things  in  Welch's 
"  invention  are,  fira^,  an  arch-shaped  tyre  ;  secondly,  put  saddlewise  over  a 
"  convexity ;  and,  thirdly,  having  edges  containing  wire  or  sufficiently  inelastic 
"  cores  '*  (per  Buckley^  J.,  in  Dan/op  Pneumatic  Gompany  v.  Wapshare  Tube 

50  Company^  17  R.P.C.  433,  at  page  448,  line  44).  All  these  elements  were  present 
in  the  Lamb  tyre  when  in  operation — tyre  kept  on  by  tension,  the  hempen 
threads  when  in  operation  taking  the  place  of  the  wire  in  the  Dunlop  tyre. 
Evidence  made  this  quite  clear.  Riding  experiments  so  largely  founded  on  by 
Reclaimers  of  no  value,  as,  given  favourable  conditions,  it  is  possible  for  a  tyre 

55  the  edffe  of  which  was  cut  to  be  ridden  without  blowing  off.  Of  much  greater 
importance  were  Mr.  Dugald  Glerkj  and  Mr.  Baisley's  experiments  by  means 
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of  obBervation  windows  in  the  rim,  when  the  forces  operating  in  keeping  the 
tyre  in  its  place  could  be  seen  in  operation.  These  experiments  showed  con- 
clusively that  the  tyre  was  kept  on  by  the  tensional  force  brought  into  play 
by  the  sufficient  inelasticity  of  the  hempen  band. 

At  the  close  of  the  argument  the  Court  made  avizandum  and  put  it  out  for   5 
judgment  on  the  17th  of  February,  when  the  Court  adhered  to  the  Lord 
Ordinary's  interlocutor. 

The  Lord  Prbsidbnt. — The  question  in  this  case  is  whether  the  Defenders 
have  infringed  a  Patent  granted  in  1890  to  C.  H.  Welch  for  improvements  in 
rubber  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light  10 
vehicles.  The  validity  of  the  Patent  has  been  upheld  in  a  number  of  cases  in 
the  Supreme  Courts  in  England,  including  the  House  of  Lords.  The  Pursuers 
have  acquired  right  to  the  Patent,  which  is  still  subsisting  in  full  force  and 
effect.  The  Defender,  George  Lamb,  is  the  owner  of  a  Patent  for  improve- 
ments in  pneumatic  tyres,  granted  to  him  in  1897,  but  no  question  arises  in  15 
the  present  case  in  regard  to  the  validity  of  this  Patent,  as  the  cycle  tyres  or 
covers  complained  of  are  not  made  in  accordance  with  it.  The  tyre  or  cover, 
No.  26  of  Process,  is  an  example  of  the  tyre  sold  by  the  Defenders,  which  the 
Pursuers  allege  to  be  an  infringement  of  Welch's  Patent. 

In  1890,  when  Welch  obtained  his  Patent,  the  cycle  wheel  ordinarily  used  20 
consisted  of  a  metal  wheel  concave  in  its  external  circumference,  with  a  solid 
rubber  tyre  placed  in  the  concavity.  This  form  of  wheel  was  subject  to  various 
drawbacks,  and  Welch  thought  that  a  material  improvement  would  be  effected 
by  making  the  outside  rim  of  the  wheel  convex  and  placing  the  rubber  tyre 
outside  of  it.  It  further  occurred  to  him  that  the  desired  convexity  could  best  25 
be  obtained  by  placing  a  pneumatic  tube  outside  the  external  circumference  of 
the  metal  wheel,  and  that  this  pneumatic  tube  should  be  protected  by  an  outer 
cover  or  tyre,  in  the  inner  circumference  of  each  side  of  which  a  wire  should 
be  inserted  in  such  a  position  that  the  circle  made  by  the  wires  would  be  less 
than  that  made  by  the  outer  side  of  the  cover.  30 

It  is  unnecessary  to  examine  WelcVs  Patent  in  detail,  as  it  has  been  the 
subject  of  many  judicial  decisions  in  England,  but  I  may  say  that  in 
Condescendence  Jl  the  Pursuers  allege  that  the  essential  features  of  his 
invention,  as  described  and  claimed  in  the  Letters  Patent  of  1890,  "consist  of 
"  an  arched  outer  covering  passing  over  the  pneumatic  tube,  the  edges  of  which  35 
"  outer  cover  are  rendered  sufficiently  inelastic,  either  by  means  of  wires  or 
"  other  equivalents,  to  secure  the  same  to  the  rims  or  tyres  of  the  wheels  on 
"  which  these  are  to  be  used." 

In  the  case  of  the  Pneumatic  Tyre  Company^  Ld,  v.  Ea^t  London  Rubber 
Company  (14  R.P.C.  582),  Lord  Justice   fAndley  said  that  the  peculiarity  of  40 
Welch's  invention  consisted  in  the  arrangement  of  rubber  and  wires  over  a 
convex  surface,  the  rubber  tyre  being  stretched  over  its  convex  support,  and 
being  kept  in  its  place  by  the  wires  in  the  edges  of  the  rubber,  without  any 
other  support  or  fastening ;  that  the  wires  themselves  grip  nothing,  but  that 
they  make  the  rubber  between  them,  and  everything  between  that  and  the  45 
metal  rim,  grip  that  rim  very  securely ;  that  the  shape  and  thickness  of  the 
rubber  tyre  will  depend  on  what  is  immediately  below  it ;  that  if  this  is  metal 
or  something  hard  the  rubber  must  be  thick  in  the  middle  so  as  to  form  an 
elastic  pad,  but  that  if,  on  the  other  hand,  the  support  is  itself  elastic— for 
example,  if  it  be  an  inflated  rubber  tube — ^the  rubber  of  the  improved  tyre  may  50 
be  no  thicker  than  is  necessary  to  form  a  good  protecting  cover  to  that  tube  ; 
that,  thick  or  thin,  it  will  hold  itself  on  if  placed  over  a  convex  support  having 
a  greater  diameter  than  ite  own  wire  edges.    So  in  the  case  of  the  Dunlop 
Pneumatic  Company  v.  Leicester  Pneumatic  Tyre  Company  (16  R.P.C.  531), 
Lord  Macnaghten  in  the  House  of  Lords  (page  542)  read  from  the  Respondents'  55 
case,  and  stated  that  the  following  passage  in  it  is  an  accurate  description  of 


Vol.  XX.,  No.  11.]       AND  TRADE  MARK  OASES.  309 

Dt^rUop  Pneumatic  Tyre  Company^  Ld.  v.  New  Lamb  Tyre  Company. 

Welch's  invention :  "  The  invention,  which  is  the  subject  of  the  Respondents' 
*^  said  Letters  Patent,  so  far  as  it  is  material  to  the  present  case,  is  a  tyre  or 
"  tyre  cover,  arch-shaped  in  form,  which  is  kept  in  its  position  by  having  a  rim 
"  of  wire  in  each  edge.  When  such  a  tyre  or  cover  is  in  its  place  on  the  rim, 
5  '*  the  inextensibility  of  the  wire  rings  prevents  it  from  coming  off.  Its  security 
**  thus  does  not  depend  on  any  clamping  of  the  tyre  or  cover  to  the  rim,  but 
"  depends  entirely  on  the  inextensibility  of  the  wires  in  the  edges  of  the  tyre 
**  or  cover  itself  "  And  in  the  same  case  (page  545)  Lord  Davey  said  :  "  I  take 
**  the  nature  of  this  invention  to  be  this — the  use  of  an  arched  rubber  tyre, 

10  "  secured  on  the  rim  or  felloe  of  the  wheel  by  injpxtensible  rings,  which  form 
'*  the  edge  of  the  tyre.  I  say  rings,  because  when  the  invention  is  being  put 
"  into  operation,  and  when  the  rubber  tyres  are  in  use  the  wires  do  form  rings, 
*'  although  in.  the  Provisional  Specification  the  Patentee  makes  the  wire  rings 
"  capable  of  being  opened  and  closed  in  the  manner  which  your  Lordships 

15  "  have  referred  to,  by  means  of  a  screw  and  nipple."  Again,  in  the  case  of  the 
Duhlop  Pneumatic  Tyre  Company  v.  Wapshare  Tube  Company  (17  R.P.C. 
433),  Mr.  Justice  Buckley ^  after  referring  to  the  passages  just  quoted,  said 
(page  448)  :  **  The  three  essential  things  in  Welches  invention  are,  first,  an 
"  arch-shaped  tyre ;  secondly,  put  saddlewise  over  a  convexity  ;  and,  thirdly, 

20  **  having  edges  containing  wires  or  sufficiently  inelastic  cores.  I  pause  to  point 
"  out  here  that  it  is  not  correct  to  describe  Welches  principle  as  being  that  of  the 
"  existence  of  an  inextensible  ed^e.  What  it  is  is  an  edge  containing  sufficiently 
"  inelastic  cores.'*  This  is  in  entire  harmony  with  WelcKs  statement  on  page  3 
of  his  Complete  Specification,  that  '^  In  order  to  secure  the  rubber  or  elastic 

25  "  tyres  to  the  rims  I  insert  two  wires  or  cores,  ^,  e  (which  may  be  of  steel, 
"  brass,  bronze,  or  other  sufficiently  inelastic  material  to  answer  the  purpose), 
"  one  on  each  side  of  the  rim."  And  the  fourth  article  .of  his  claim  is  in  full 
accordance  with  this  view,  viz. :  "  4,  A  rubber  or  elastic  tyre,  having  the  form 
*^  of  a  saddle  or  arch  in  section,  lined  with  canvas,  in  combination  with  two 

30  "  wires,  or  sufficiently  inelastic  cores,  for  securing  the  same  to  the  rims  or  tyres 
**  substantially  as  herein  described." 

Such  being  the  essential  features  of  Welch's  patented  invention,  the  nexc 
question  is — Have  the  Defenders  appropriated  that  invention,  or  the  whole,  or  a 
material  part,  of  the  essential  features  of  it  ?     As  the  invention  is  for  a  combi- 

jtt  nation,  it  is  necessary,  in  order  to  establish  infringement,  that  either  the  whole, 
or  at  least  the  essential  parts,  of  the  combination  shall  have  been  takeu.  Now 
it  appears  to  me  to  be  clear  that  the  Defenders  have  appropriated  at  all  events 
the  first  two  essential  elements  of  Welch's  Patent,  viz.  (1)  an  arch-shaped  tyre  ; 
(2)  put  saddlewise  over  a  convexity.    The  third  point,  upon  which  there  was 

40  most  controversy,  is  whether  there  are  inserted  in  the  Defenders'  covers  "  two 
"  wires  or  cores  which  may  be  of  steel,  brass,  bronze,  or  other  sufficiently 
"  inelastic  material  to  answer  the  purpose,  one  on  each  side  of  the  rim,"  as 
described  in  Welch's  Specification.  I  think  that,  in  order  to  warrant  a  pro- 
ceeding for  infringement,  the  cores  must  be,  in  a  reasonable  sense,  ejusdem 

45  generis  with  wires  in  the  same  place,  having  regard  to  the  purpose  for  which 

they  are  inserted.    As  has  already  been  pointed  out,  wires  inserted  to  secure 

the  rubber  or  elastic  tyres  to  the  rims  in  Welch's  Patent  are  inextensible,  and  it 

» is  by  virtue  of  this  inextensibility  that  they  perform  the  function  of  securing 

the  rubber  to  the  rim.    If  the  wire  inserted  in  accordance  with  Welch's  Patent 

50  is  cut  the  tyre  will  not  hold  on,  but  will  "  blow  out,"  and  the  cover  will  fall 
off.  In  the  case  of  the  Pneumatic  Tyre  Company  v.  Ixion  Patent  Pneumatic 
Tyre  Company  (14  R.P.C.  853)  the  alleged  infringement  was  a  rubber  tyre  with 
metal  bands  and  pockets  at  the  edges  of  it.  These  bands  nearly  met  when  in 
position  under  the  air  tube,  the  rim  being  almost  flat  at  the  bottom  and  having 

55  edges  somewhat  inclined  inwards,  the  bands  overlapped  longitudinally,  but  the 
ends  were  not  fastened  together,  and  it  was  held  diat  the  Defendants  did  not 
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infringe  WelcKs  Patent,  because,  according  to  his  invention,  the  tyre  was  kept 
on  by  the  inextensibility  of  the  wires,  whereas  the  Defendants'  cores  were  not 
inextensible  and  were  not  in  tension.  In  contrast  with  this  case,  reference  may 
be  made  to  the  case  of  the  Dunlop  Pneumatic  Tyre  Company  v.  United  Rubber 
Works,  Ld.  (19  R.P.C.  406),  in  which  the  tyre  complained  of  by  the  Plaintiffs  5 
had  in  its  edges  wires,  each  of  which  had  an  overlap  of  more  than  half  the 
circumference,  and  had  its  ends  joined  by  a  spiral  spring,  and  on  either  side  of 
this  spring  loops  were  formed  which  projected  through  the  canvas  pocket,  and 
which  could  be  connected  by  hooks  with  the  loops  in  the  other  wire.  The 
Defendants  contended  that  the  edges  of  the  tyre  were  extensible,  and  therefore  10 
that  Welch's  Patent  had  not  been  infringed,  but  Mr.  Justice  Wright  held  that, 
in  operation,  the  wires  acted  as  practically  inextensible  wires,  and  that  the 
Defendants  had  infringed.  Accordingly  it  appears  to  me  that  the  question 
ultimately  comes  to  be  whether  the  Defenders'  method  of  attaching  the  tyre  to 
the  wheel  by  the  hempen  band  described  in  the  evidence  is  an  attachment  by  15 
an  inextensible  '*  core  "  in  the  sense  of  WelcKs  Patent.  If  the  hempen  bands 
of  21  plies  employed  by  the  Defenders  are,  like  the  wires  in  WelcKs  Patent, 
inextensible,  and  if,  by  reason  of  their  inextensibility,  they  hold  on  the  cover, 
they  are,  in  my  judgment,  infringements  of  the  Welch  Patent,  but  if  they  hold 
on  the  cover  by  some  other  method  or  action,  I  consider  that  they  are  not  20 
infringements  of  that  Patent.  The  Defenders  deny  that  their  hempen  bands 
are  cores  eftisdem  generis  with  the  wires  used  in  WelcKs  Patent,  and  they 
maintain  that  the  covers  are  held  in  situ  by  pneumatic  or  f rictional  forces,  not 
by  any  action  similar  to  that  performed  by  the  wires  in  tyres  made  in  accordance 
with  WelcKs  Patent.  It  appears  to  me,  however,  upon  the  evidence,  that  the  25 
band  or  rope  formed  by  the  21  strands  is  practically  inextensible,  and  that  as  it 
is  under  tension  it  performs  the  function  of  keeping  on  the  tyre  in  the  same 
way  as  that  function  is  performed  hj  the  wires  under  WelcKs  Patent,  viz.,  by 
their  inextensibility.  1  understand  that  the  strands  of  the  Defenders'  cores  are 
cemented  together,  and  that  the  cores  are  under  tension,  which  they  success-  30 
fully  resist,  with  the  effect  of  keeping  the  inner  edge,  where  the  core  bindings 
are,  at  a  circumference  less  than  the  circumference  of  the  convexity  or 
external  aspect  of  the  wheel.  If  this  be  the  true  effect  of  the  evidence,  it 
follows  that  in  both  cases  the  tyre  is  held  on  by  the  inextensibility  of  the 
edge.  When  No.  26  and  D.  C.  5  are  inflated,  I  understand  that  they  take  :ir> 
an  arched  form  at  once,  and  hold  the  Defenders'  covers  in  situ  just  as  WelcKs 
covers  are  held  in  situ  by  his  wires. 

The  case,  therefore,  appears  to  me  to  come  down  in  the  end  to  the  com- 
paratively narrow  issue  of  whether  the  hempen  bands  keep  the  tyre  or  cover 
in  situ  by  their  inextensibility,  or  by  frictional,  or  pneumatic,  or  by  some  other  441 
force  or  forces,  and,  being  of  opinion  that  their  inextensibility  is  the  efficient 
cause  of  the  tyre  or  cover  being  kept  in  situ,  I  consider  that  the  Defenders' 
tyres  or  covers  constitute  an  infringement  of  WelcKs  Patent,  and  consequently 
that  the  interlocutor  of  the  Lord  Ordinary  should  be  adhered  to. 

Lord  Adam. — I  concur.  45 

Lord  KiNNBAR. — I  also  concur. 

Lord  McLaren. — I  concur  in  all  the  observations  of  your  Lordship  in  the 
Chair  upon  the  Patent  and  the  infringement,  except  that  I  am  not  quite  sure 
whether  I  should  describe  this  as  a  Patent  for  a  combination.  Whatever  be  its 
proper  generic  name,  there  can  be  no  doubt  that  it  is  a  valid  Patent.  It  relates  .W 
to  the  attachment  of  a  pneumatic  or  hollow  india-rubber  tube  to  the  grooved 
metal  tyre  of  the  cycle  wheel,  and  this  is  effected  by  means  of  an  annular  cover 
to  the  india-rubber  tyre,  with  an  endless  wire  inserted,  which  is  less  than  the 
greatest  circumference  of  the  metal  tyre  and  is  greater  than  the  least  cir- 
cumference—that is,  the  centre  of  the  groove.  Now  this  cover  is  put  on,  as  I  55 
understand,  when  the  tube  is  deflated,  and  if  a  small  part  of  the  covdp  be  let 
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into  the  groove  when  the  cover  is  deflated  it  is  possible  to  pull  the  cover  over 
the  whole  body  of  the  wheel.  But  of  course  the  same  movement  that  would 
pull  on  the  cover  would  when  reversed  pull  it  off  when  the  tube  is  deflat.ed, 
and  that  is  the  way  in  which  the  cover  is  taken  off  when  that  is  necessary. 
5  But  when  the  tube  is  inflated  then  the  wires  take  up  a  circular  position  inter- 
mediate between  the  greatest  and  least  circumference  of  the  grooved  wheel, 
and  in  that  position  resist  all  casual  forces  such  as  inequalities  of  the  road 
tending  to  withdraw  the  rubber  tyre  from  the  wheel.  That  being  the  principle 
of  the  invention — ^the  placincf  of  wires  intermediate  between  the  greatest  and 

10  least  circumference  of  the  wheel  on  which  they  are  set,  and  securing  them  in^ 

that  position   by  inflation,  so  that  they  can  be  taken  off  when  the  tube  is 

inflated — the  only  question  is  whether  the  principle  of  that  Patent  as  described 

in  the  Specification  has  been  infringed. 

So  far  as  I  can  see,  there  are  just  two  differences  between  the  Respondents* 

15  tyre  cover  as  manufactured  by  them  and  the  patented  one.  One  is  that,  instead 
of  the  cover  being  made  in  what  [  should  call  an  annular  form,  or,  as  it  is 
otherwise  described,  a  saddle-shaped  section,  the  Respondents*  tyre  cover  is 
flat  before  it  is  put  on.  iNow,  in  order  to  secure  accurate  fitting,  it  does  seem 
desirable  that  the  tyre  cover  should  be  made  in  one  piece  of  an  annular  form 

20  or  a  saddle-shaped  section,  but,  if  it  is  made  simply  as  a  flat  band  and  cover,  it 
will  not  fit  the  wheel  accniately.  It  will  fall  into  folds  or  puckers  on  the 
inner  side  of  the  circumference  of  the  tyre  round  which  it  is  to  go,  and  s<J  far 
it  only  accomplishes  the  object  in  view  less  perfectly  than  the  patented  article. 
In  effect  this  difference  is  just  the  difference  between  a  well-titting  suit  of 

2.^  clothes  and  a  badly-fitting  suit.  There  is  nothing  in  that.  But  then  the  other 
and  more  important  difference  relates  to  the  nature  of  the  forces  that  are  called 
into  action  by  the  Respondents'  form  of  tyre  cover  and  the  patented  form. 
Now  it  is  apparent  on  inspection,  and  I  think  very  clearly  proved  in  the 
evidence,  that  as  regards  the  part  of  this  tyre  cover  which  secures  the  tyre  to 

;W  the  wheel  the  only  difference  is  that  instead  of  a  wire— two  wire  rings,  one  in 
each  border — ^there  are  two  very  close  firmly  woven  cords  formed  of  21  strands, 
and  the  greater  the  number  of  these  strands  I  suppose  the  more  unyielding  the 
cord  will  be.  By  any  ordinary  observer  it  would  be  supposed  that  these  cords 
would  take  the  place  of  the  wira  in  the  patented  cover,  and  would  secure  the 

35  rubber  tyre  to  the  wheel,  because  they  were  less  than  the  greatest  diameter  of 
the  wheel  on  which  they  were  placed  ;  and  if  that  be  so,  then  it  is  impossible 
not  to  see  that  they  call  into  action  the  same  statical  forces  that  are  called  into 
action  by  the  wire  cover.  It  is,  if  not  admitted,  at  all  events  clearly  proved, 
that  when  the  cover  with  the  cords  is  put  into  position  and  the  tube  inflated,  it 

40  iB  impossible  without  very  great  force — without  greater  force  than  would  result 
from  movement  along  the  road^— to  pull  the  tvre  off  the  wheel,  and  that  is  just 
because  the  cord,  although  not  absolutely  inextensible — although  not  nearly  so 
inextensible  as  wire  would  be— is  yet  sufficiently  inextensible  to  resist  any 
ordinary  force  that  could  be  applied  to  pull  it  off  the  wheel. 

45  But  it  is  said  that  the  real  mode  of  action  of  the  Respondents*  tyre  is  by 
pressure  and  friction — that  is  pressure  and  friction  which  prevent  it  coming  off. 
I  think  there  are  two  answers  to  that  argument.  The  first  is  this,  that  even  if 
you  suppose  the  cord  and  its  integuments  to  be  prepared  in  such  a  way  as  to 
present  a  polished  surface,  absolutely  frictionless,  still  the  cover  would  not 

50  come  off,  because  it  would  be  held  in  position  by  the  same  forces  which  hold 
the  patented  cover  in  position.  Now,  if  you  take  advantage  of  the  mechanical 
principle  of  a  Patent,  it  is  no  defence  to  an  action  for  infringement  that  there 
are  also  other  forces  in  operation  which,  in  addition  to  the  application  of  the 
force  which  is  patented,  would  give  a  certain  amount  of  security.     But  then 

55  there  is  another  answer.  Pressure  and  friction  no  doubt  may  account  for 
Bomething,  but  when  a  cycle  is  being  jolted  along  the  road  it  is  found  by 
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experience  that  there  is  a  great  tendency  for  the  obBtacles  in  the  road  to  press  the 
tyre  out  of  its  proper  position.  Now  it  is  essential,  I  think,  to  statical  stability, 
that  where  the  stability  is  disturbed  by  any  small  displacement  or  any  small 
deformation,  the  forces  that  are  in  play  should  tend  to  bring  it  back  to  its 
normal  position.  That  definition  of  stability  will  be  found  in  elementary  5 
works  upon  the  subject.  That  definition  is  completely  satisfied  by  the  forces 
that  hold  the  patented  tyre  cover  in  position,  because  when  the  tube  is  pressed 
on  one  side  its  elasticity,  combined  with  the  pressure  of  the  air,  tends  to  bring 
it  back  to  a  truly  circular  or  annular  shape,  and  thereby  to  restore  the  cover  to 
^ts  proper  position  upon  the  metal.  But  when  you  come  to  deal  with  friction  10 
and  pressure  alone,  a  displacement  caused  by  coming  against  a  stone  or  obstacle 
in  the  road  may  move  the  tyre  from  its  central  position,  and  then  there  is  no 
force  to  move  it  back  again,  and  by  the  repetition  of  two  or  three  casual  road 
obstacles  the  tyres  may  very  r^jadily  come  off  altogether.  I  must  therefore 
hold  that  it  is  not  friction  but  the  circumstance  of  the  cord  being  less  in  circum-  15 
ference  than  the  greater  circumference  of  the  wheel  that  gives  stability  to  the 
Respondents'  as  well  as  to  the  Pursuers'  invention. 

It  is  said,  however,  that  the  case  of  the  Respondents  is  proved  by  an  experi- 
ment made  by  one  of  the  witnesses,  who  cut  the  cord  and  was  nevertheless  able 
to  take  an  hour's  ride  or  two  hours'  ride  on  a  cycle.  A  great  deal  may  be  done  20 
by  skilled  riders,  as  any  one  knows  who  has  seen  cycle  performances  on  a  gala 
day,  but  in  this  case  I  think  that  if  the  experiment  had  been  fairly  tried  it  is 
probable  that  the  tyre  would  have  come  off.  As  I  gather  from  the  evidence,  it 
was  only  the  cord  that  was  cut,  and  cut  in  one  place,  and  I  can  well  believe 
that  there  will  be  suf&cient  adhesion  and  tenacity  on  the  part  of  the  canvas  to  25 
keep  the  two  cut  ends  of  the  cord  together,  and  to  make  the  rim  practically 
inextensible  during  the  short  period  of  its  trial.  To  make  the  experiment  fair 
it  would  be  necessary,  I  think,  to  cut  the  cord  in  several  places.  That  would 
not  lessen  the  pressure  of  the  friction,  but  it  would  clearly  destroy  the 
continuity  which  is  a  necessary  condition  of  the  patented  article.  30 

These  are  the  considerations  which  have  influenced  my  mind,  and  have  made 
it  clear  to  me  that  there  is  no  difference  in  principle  between  the  two  cycle 
covers,  and  I  would  only  add  that  1  think  the  Specification,  although  we  were 
told  it  is  not  the  work  of  a  Patent  agent  or  Specification  writer,  is  sufficiently 
explicit  and  clear  to  cover  the  variations  in  the  form  and  material  by  which  it  35 
is  sought  to  distinguish  the  Respondents'  manufacture  from  the  Patent. 

The  interlocutor  of  the  Lord  Ordinary  was  affirmed  with  costs. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kekbwich. 

March  3rd  and  4th,  1903. 
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Company,  Ld. 


Action  for  passing-off.  —  Advertisements  whether  calculated  to  deceive. — 
Judgment  for  Plaintiffs. 

The  Singer  Manufacturing  Company  brought  an  action  against  the  British 
Empire  Manufacturing  Company,  Ld.,  to  restrain  them  from  advertising  or  uMng 

10  the  name  **  Singer  "  in  connection  unth  sewing  mxichines,  not  of  the  Plaintiffs* 
manufacture,  in  any  way  calculated  to  induce  the  belief  that  such  machines 
were  of  the  Plaintiffs'  manufacture.  The  Plaintiffs  alleged  that  the  word 
"  Singer  "  indicated  their  goods,  but  they  admitted  that  in  the  inner  circle  of 
the  trade  a  special  class  of  machines  had  been  knoum  as  made  on  the  ♦*  Singer 

15  system."  The  Defendants,  who  did  not  manufacture,  issued  advertisements  in 
which  "  Singer "  appeared  in  large  and  prominent  letters,  with  the  words 
^^  latest  improved '^  on  one  side  of  it  and  *^  system '^  on  the  other  side.  These 
words  and  the  Defendants'"  nams  which  headed  the  advertisements  were  in 
smaller  type  than  the  word    "Singer."     The  advertisements  also  contained 

20  prominently  the  prices  of  the  machines  advertised  contrasted  with  the  usual 
prices ;  they  stated :  **  We  have  no  agents^'^  and  **  Send  for  illustrated  price 
'^  lists,'''  followed  by  the  Defendants'  name  and  address.  The  Defendants' 
machines  themselves  had  not  the  word  "Singer"  on  tJiem.  The  Plaintiffs 
aUeged  that  the  words  "  latest  improved  Singer  system  "  had  7W  descriptive 

25  meaning  either  to  tlie  trade  or  public.  They  called  as  witnesses  persons  who 
had  seen  the  advertisemsnts,  and  had  thought  that  such  advertisements  referred 
to  the  Plaintiffs'  machines,  and  who  had  gone  to  the  Plaintiffs'  branch  establish- 
ments to  ask  for  the  machines  advertised,  or,  in  one  case,  having  previously 
bought  one  of  the  Plaintiffs'  machines,  complained  to  the  Plaintiffs  of  having 
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been  charged  a  higher  price  and  not  that  in  the  advertisonents.  The  Defen- 
dants alleged  that  the  words  ^^  latest  improved  Singer  system  ^^  described 
ynachines  of  a  particular  class  or  type,  and  that  no  one  following  the  directions 
of  the  advertisement  could  be  deceived. 

Held,  that  to  ordinary  purchasers  there  was  nothing  known  as  the  "  Singer  "  5 
system,  an  I  that  the  advertisements  were  calculated  and  intended  to  deceive 
intending  purchasers  into  the  belief  that  the  machines  advertised  were  manu- 
factured by  tlie  Plaintiffs.    Judgment  was  given  for  the  Plaintiffs,  an  inf unction 
being  granted  and  an  inquiry  ordered  as  to  damages. 

On  the  23rd  of  April  1902  the  Singer  Manufacturing  Company  commenced  iQ 
an  action  Jigainst  the  British  Empire  Manufacturing  Company,  Ld.,  claiming 
damages  for  wrongfully  using  the  Plaintiffs'  trade  name  of  "  Singer,^*  and  for 
an  injunction  to  restrain  any  such  further  use  thereof. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged— (1)  that  the  Plaintiff 
Company  and  their  predecessors  in  title,  one  Isaac  Merriit  Singer  and  /.  M.  15 
Singer  &  Co.,  had  continuously  since  the  year  1850  carried  on  a  large  and 
extensively  advertised  business  in  this  realm  as  manufacturers  and  sellers  of 
all  classes  of  sewing  macliines,  and  still  continued  to  carry  on  such  business ; 
(2)  that  the  said  business  had  for  the  whole  of  such  period  been  carried  on  by 
Plaintiffs  and  their  predecessors  in  title  under  and  in  connection  with  the  go 
word  "  Singer,'^  and  machines  of  the  Plaintiffs'  manufacture  had  acquired  and 
enjoyed  a  very  high  reputation  for  the  excellence  of  their  manufacture  and  the 
perfection  of  their  work  ;  (3)  that  the  words  '*  Singer  "  "  Singer'^s  "  *'  Singer 
"Machine,"  ** Singer's  Machine,"   ^^ Singer  System,"  and  "Improved  Singer 
"  Sewing  MachiJie,"  and  phrases  of  a  like  nature  containing  the  name  "  Singer, ^^  25 
when  applied  to  sewing  machines  meant,  and  meant  only,  sewing  machines 
manufactured  by  the  Plaintiff  Company  or  its  said  predecessors ;  (4)  that  the 
Plaintiff  Company  made  and  sold  a  large  variety  of  sewing  machines  both  for 
domestic  and  manufacturing  purposes,  and,  so  far  as  was  material  to  that  action, 
the  Plaintiffs  manufactured  and  sold  "  Hand  Machines"  and  "Treadle  Machines"  30 
containing  "  vibrating  shuttles  "  :  (5)  that  the  Defendants,  who  alleged  that 
they  were  manufacturei*s,   but  who  were  in  fact  only  importers  of  sewing 
machines,  had  with  the  object  of  passing  off  their  machines  or  merchandise  as 
and  for  the  sewing  machines  of  the  Plaintiffs'  manufacture  inserted  advertise- 
ments in  various  periodicals  circulating  amongst  the  general  public,  in  which  35 
advertisements  sewing   machines  not    of    the   Plaintiffs'    manufacture   were 
described  as    ^^  Singer  Hand    Machines,"    ^^  Singer  Treadle   Machines,"  and 
"  Singer  System  Machines  "  ;  (6)  that  the  said  periodicals,  so  far  as  known  to 
the    Plaintiffs,    were :    "  Forget-me-Not,"    "  Home    Circle,"    "  Home   Notes," 
»*Home  Chat,"  "Women's  Life,"  "Leach's  Family  Dressmaker,"  "Weldon's  40 
** Ladies'   Journal,"    "Weldon's  Bazaar,"    *' People's    Friend,"    "The  Lady," 
"Harrison's    Complete    Dressmaker,"    "The    Figaro,"     "Wings,"     "Lloyd's 
"Newspaper,"  "Modem  Society,"  "Weldon's  Journal  of  Costumes,"  "Weldon's 
"  Illustrated  Dressmaker  "  ;  (7)  that  all  the  said  periodicals  circulated  amongst 
members  of  the  general  public   who  were   purchasers  of  and  users  of  the  45 
Plaintiffs'  sewing  machines  ;  (8)  that  with  the  object  of  misleading  the  public 
and  passing  off  their  machines  as  and  for  the  sewing  machines  of  the  Plaintiffs' 
manufacture  the  Defendants  had  in  the  said  advertisements  used  the  word 
"  Singer  "  in  large  block  type  far  larger  than  that  of  any  other  part  of  the 
advertisement,  and,  with  the  object  of  still  further  misleading  the  public,  had  50 
inserted    in  their  said    advertisements    statements  that  the    ^^^  Singer   Hand 
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•'  Machine  "  offered  by  them  could  be  purchased  for  ZL  3s.,  and  that  the  usual 
price  for  the  same  machine  was  6^.  Is.  6d.,  which  was  in  fact  the  price  of  the 
Plaintiffs'  hand  machine,  and  that  the  **  Singer  Treadle  Machine  "  could  be 
purchased  from  the  Defendants  for  U.  15s.,  and  that  the  usual  price  for  the 
5  same  machine  was  9L  9s.,  which  was  in  fact  about  the  price  of  the  Plaintiffs' 
treadle  machine  ;  (9)  that  the  said  advertisements  of  the  Defendants  were 
calculated  to  deceive  and  to  lead  to  the  belief  that  the  machines  therein 
referred  to  were  machines  of  the  Plaintiffs'  manufacture ;  that  the  said 
advertisements  had  in  fact  deceived  the  persons  thereinafter  referred  to  and  led 

|:)  them  to  the  belief  that  the  machines  referred  to  in  the  said  advertisements  were 
machines  of  the  Plaintiffs'  manufacture.  The  names  and  addresses  of  five 
persons  alleged  to  have  been  deceived  were  given,  and  the  Plaintiffs  alleged  that 
they  had  suffered  damage.  They  claimed  an  injunction  to  restrain  the  Defen- 
dants, their  servants  and  agents,  from  further  advertising  or  issuing  to  the 

15  publi'*.  the  advertisements  as  aforesaid,  and  from  in  any  manner  advertising  or 
using  the  name  **  Singer  ^^  in  connection  with  sewing  machines  not  of  the 
Plaintiffs'  manufacture  in  any  way  calculated  to  induce  the  belief  that  feuch 
machines  were  of  the  Plaintiffs'  manufacture.  They  also  claimed  damages  and 
costs. 

20  The  Defendants,  by  their  Defence,  stated  (1)  save  that  the  word  "^ Singer''  had 
formed  a  part  of  the  name  of  the  Plaintiffs  and  their  predecessors  in  title,  they 
made  no  aidmission  in  respect  of  paras^ph  (2)  of  the  Statement  of  Claim  ;  (2) 
Paragraph  3  of  the  Statement  qf.  Claim  was  wholly  denied ;  that  the  word 
'*  Singer,''  and  other  phrases  or  words  referred  to  in  that  paragraph,  when  used 

25  in  connection  with  sewing  machines,  were  a  name  or  names  common  to  the 
trade,  signifying  a  particular  class  or  type  of  sewing  machine,  or  a  machine 
embodying  a  particular  class  of  mechanism,  or  made  on  a  particular  system,  and 
were  not  understood,  either  by  the  public  or  the  trade  as  indicating  machines 
manufectured  by  the  Plaintiffs  or  their  predecessors,  or  any  other  particular 

30  firm  ;  such  name,  words,  or  phrases  were  a  common  trade  description,  and  not 
the  property  of  or  appropriated  to  any  particular  person  or  firm  ;  that  no  person 
seeing  such  name,  words,  or  phrases  used  in  connection  with  sewing  machines 
would  be  thereby  led  to  believe  that  such  machines  were  manufactured  by  the 
Plaintiffs.    (3)  That  the  Defendants  had  never  used  the  word  '*  Singer  "  in  any 

35  advertisement  or  otherwise  except  as  descriptive  of  the  mechanism,  class,  type, 
system,  or  character  of  the  machines  sold  by  them  ;  they  had  never  attempted 
to  pass  off  any  machine  or  merchandise  as  or  for  a  sewing  machine  of  the 
Plaintiffs'  manufacture,  and  it  had  never  been  their  object  to  do  so  ;  they  had 
never  used  the  word  "  Singer,"  or  any  combination  of  that  and  other  words,  as 

^40  descriptive  of,  or  so  as  to  be  understood  as  describing,  the  maker  or  vendor  of 
the  machines  offered  for  sale  by  the  Defendants,  and  paragraph  5  of  the  State- 
ment of  Claim  was  wholly  denied.  (4)  That  the  Defendants  had  advertised  in 
the  periodicals  mentioned  in  paragraph  6  of  the  Statement  of  Claim,  but  never 
with  any  such  object  or  effect  suggested  in  paragraph  5  ;   that  their  advertise- 

45  ments  had  been  proper  ftona^^cfe  advertisements  of  the  Defendants' goods,  and 

were  not  intended,  and  did  not,  and  in  fact  could  not,  mislead  any  person. 

The  Defendants  further  wholly  denied  paragraphs  7,  8,  and  9  of  the  Statement 

of  Claim,  and  alleged  {inter  alia)  that  the  machines  sold  by  them  were  stamped 

in  clear  letters  with  the  word  "  Empira,"  and  that  the  word  '*  Singer  "  did  not 

50  appear  on  them  and  no  person  could  suppose  them  to  be  of  the  Plaintiffs' 

manufacture,  and  that  they  had  never  used  the  word  '* Singer"  alone,  but 

always  in  conjunction  with  the  words  "  Improved  System,"  or  some  similar 

explanatory  phrase. 

The   advertisements  referred  to  in   paragraphs  5  and   6   (»f  the   Statement 

55  of   Claim   did    not    differ    much    from   one   another.       That   in    "Weldon's 
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"  Journal  of  Costumes,"  which  is  described  by  way  of  instance,  was  as 
follows : — The  top  line  consisted  of  the  words  "  British  Empire  Manu- 
^^ facturing  Company' 8^^^  in  heavy  type,  not  capitals;  then  followed 
I'  Latest  Improved  Singer  system,"  all  in  capitals,  with  the  word  "  Singer " 
in  the  middle  of  the  line,  and  in  much  larger  and  heavier  type  than  5 
the  other  words,  or  any  other  words  in  the  advertisement ;  the  words 
"  Vibrating  Shuttle  "  were  under  the  word  "  Singer^''  and  enclosed  in  brackets  ; 
below  this  came  particulars  of  two  machines  ahd  of  prices.  The  cash  price  of 
the  hand  machine  was  stated  to  be  3^.  3s.,  and  below  this  price  were  the  words, 
"  Usual  price,  6Z.  Is.  6d. "  ;  the  cash  price  of  the  treadle  machine  was  stated  to  10 
be  4Z.  15s.,  "Usual  price,  9/.  95."  The  above,  with  other  immaterial  details, 
formed  the  upper  part  of  the  advertisement.  The  centre  part  consisted  of  the 
representation  of  a  sewing  machine  and  case,  the  machine  having  the  word 
"Empira"  on  it,  but  not  conspicuously.  On  the  lower  part  there  were 
{inter  alia)  the  following  sentences  : — "  We  have  no  agents."  "  Send  for  15 
"  illustrated  lists.  Address :  British  Empire  Manufacturing  Company^  Ld,^ 
"  Bradford,  Yorkshire."  The  illustrated  lists  had  one  reference  to  an 
"  improved  "  "  Singer  system,"  but  not  at  all  prominently.  The  Defendants' 
machines  had  not  the  word  **  Singer  "  on  them. 

It  appeared  that  the  Defendant  Company  had  a  nominal  capital  of  2,000Z.,  20 
consisting  of  2,000  11,  shares,  of  which  1,507  were  issued,  and  of  these  900  were 
issued  as  paid  up  otherwise  than  in  cash.    The  Defendants  did  not  manufacture. 

The  action  came  on  for  trial  before  Kekbwich,  J.,  on  the  3rd  of  March,  1903. 

Warmingtony  K.C.,  P.  O.  Lawrence,  K.C.,  ahd  A.  J.   Walter  (instructed  by 
G.  D.    Wanshorough)  appeared  for  the   Plaintiffs ;    Warrington,  K.C.,  and  25 
J.  Oatey  (instructed  by  J,  Ooldman,  agent  for  A,   V.  Hammond,  of  Bradford) 
appeared  for  the  Defendants. 

WarmingUm,  K.C.,  opened  the  Plaintiffs'  ease.— The  main  defence  is  that 
the  language  of  the  advertisement  is  so  guarded  as  to  refer  only  to  an  improved 
*'  Singer  "  system.  The  decision  in  Singer  Manufacturing  Company  v.  Loog  30 
(L.B.  8  App.  Cas.  15)  iias  no  application  in  the  present  case,  where  what  is  com- 
plained of  is  contained,  not  in  price  lists  for  the  trade  as  in  Loog's  case,  but  in 
advertisements  to  be  read  by  ordinary  members  of  the  public.  But  I  rely  on 
that  part  of  Loog's  case  which  refers  to  the  public  and  not  to  the  trade.  [The 
Defendants'  advertisements  were  referred  to.]  Actual  deception  will  be  35 
proved ;  in  fact  the  advertisements  were  first  brought  to  the  Plaintiffs'  notice 
by  customers  inquiring  how  the  Defendants  could  offer  the  Plaintiffs'  machines 
at  their  low .  prices.  The  Defendants  do .  not  manufacture,  and  out  of  1,507 
shares  issued  by  them  800  were  issued  to  the  vendor  as  fully  paid  up.  The 
Defence  is  that  the  name  indicates  a  particular  class  of  machine.  In  Singer  40 
Manufacturing  Company  v.  Wilson  (L.R.  3  App.  Cas.  376)  it  was  held  that 
'*  Sifiger  "  indicated  the  Plaintiffs,  and  in  that  case  also  the  name  was  not  used 
by  the  Defendant  on  the  machines  but  in  advertisements.  In  Singer  Manu^ 
facturing  Company  v.  Loog  (L.R.  8  App.  Cas.  15)  the  name  was  not  on  the 
machines,  and  was  only  in  lists  which  did  not  go  to  the  public,  but  only  to  the  45 
trade.  There  was  subsequently  an  attempt  to  extend  the  effect  of  the  judgment 
in  that  case  to  the  word  **  Singer  "  generally.  This,  however,  was  stopped  in 
Singer  Manufacturing  Company  v.  Spence  (10  R.P.C.  297).  There  the 
admission  made  by  the  Plaintiffs  as  to  the  meaning  in  the  trade  of  '*  Singer 
"  system  "  was  confined  to  a  special  class  of  machine.  They  make  the  same  50 
admission  here,  but  the  machines  sold  by  the  Defendants  are  not  properly 
described  as  on  the  "  Singer  system.  Moreover,  the  words  "  Latest  Improved 
"  Singer  System  "  have  no  meaning  in  the  trade. 

The  following    witnesses  were  called  for  the   Plaintiffs  : — Messrs.  Henry 
Baper^  the  Plaintiffs'  general  manager  in  the  United  Kingdom ;  Henry  Scatty  55 
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their  manager's  assistant  in  London ;  S.  J.  Sewell,  editor  of  the  **  Sewing 
"  Machine  Gazette  "  ;  J.  Gallon,  superintendent  of  their  Bradford  branch  shop ; 
W.  H,  Carr^  of  MatJier  and  Crowther,  Ld.y  advertisement  contractors  ;  T.  H. 
Wynn^  advertisement  manager  of  "  Myra's  Journal ;  and  four  of  the  persons 
5  allied  by  the  PlaintiflPs  to  have  been  actually  deceived  by  the  Defendants' 
advertisements,  viz.,  Mr.  M.  B.  GantelU  Mrs.  Volckman,  Mrs.  McBean^  and 
Mrs.  Eldridge.  As  to  the  first  three  of  these,  they  had  seen  the  Defendants' 
advertisements  and  thought  they  referred  to  the  Plaintiffs'  machines,  and  had 
in  consequence  gone  or  applied  to  branch   establishments  or  agents  of  the 

10  Plaintiffs  for  machines  at  the  prices  advertised.      Mrs.  Eldridge  had,  after  pur- 
chasing a  hand  machine  from  the  Plaintiffs  for  6Z.  7s.  6d.,  exchanged  it  for  one  ' 
of  their  treadle  machines  at  111.  10s.     On  seeing  one  of  the  Defendants'  adver- 
tisements she  thought  it  referred  to  the  Plaintiffs'  machines,  and  complained  to 
their  branch  manager  of  the  price  that  she  had  been   charged.      The  trade 

15  evidence  for  the  Plaintiffs  was  to  the  effect  that  the  words  "  Latest  Improved 
**  Singer  System  "  had  no  meaning  in  the  trade. 

The  witnesses  for  the  Defendants  were  A.  B.  France^  one  of  the  directors, 
and  A,  L.  Lockwood^  a  sewing  machine  agent  and  operator. 

Warrington,  K.C.,  for  the  Defendants. — The  question  is  whether  the  adver- 

20  tisements  would  induce  people  to  come  to  the  Defendants  thinking  that  they 
would  get  a  machine  manufactured  by  the  Plaintiff  Company.  The  evidence 
called  to  prove  deception  does  not  support  such  a  case  as  must  be  made  ;  the 
witnesses  on  this  point,  except  Mrs.  Eldridge,  actually  went  to  the  Plaintiffs 
and   bought  machines  from  them  ;   so  that  the  Defendants'   advertisements 

25  actually  got  business  for  the  Plaintiffs.  These  witnesses  admittedly  did  not  read 
the  advertisements  or  see  the  names  and  addresses  which  were  given.  Neither  did 
Mrs.  Eldridge,  she  only  saw  the  picture,  the  price,  and  the  word  "  Singer, '^'^  On 
the  question  whether  the  advertisements  are  calculated  to  deceive,  it  is  not 
enough  to  produce  people  who  have  not  read  them.    The  advertisements  tell 

30  people  to  whom  to  apply.  If  they  do  what  they  are  told  to  do,  there  can  be  no 
deception  ;  the  price  lists  and  other  information  which  is  sent  to  inquirers  show 
that  the  machine  which  will  be  supplied  is  the  *'Empira."  The  price  list 
describes  the  machine  as  being  made  on  the  latest  improved  ^^  Singer  system." 
It  is  admitted  that  there  is  something  known  in  the  trade  as  the  ^^  Singer 

35  '*  system  "  ;  and  the  Defendants  believe  that  that  their  machines  are  rightly 
described  as  being  made  on  the  latest  improved  "  Singer  "  system.  There  is 
nothing  unfair  in  that.  The  word  **  Singer "  is  not  put  on  the  Defendants' 
machines  ;  nor  anything  that  would  lead  people  to  suppose  them  to  be  manu- 
factured by  the   Plaintiffs.     There  is  at  all  events  what  is  known  as  the 

40  ^\8ing&r  system  "in  the  trade.    There  is  no  evidence  of  any  person  having 
been  deceived  into  buying  one  of  the  Defendants'  machines  as  a  *'^  Singer  ^^ 
machine. 
Counsel  for  the  Plaintiffs  were  not  called  on  to  reply. 
Kekbwich,  J. — This  case  does  not  deserve  elaborate  treatment,  and  I  shall 

45  deal  with  it  briefly. 

The  principle  of  law  is  that  laid  down  by  the  Lord  Chancellor  in  Reddaway 
V.  Banham  in  the  Appeal  Cases  for  1896,  p.  204.*  "  For  myself  "  (the  Lord 
Chancellor  says),  "I  believe  the  principle  of  law  may  be  very  plainly 
"  stated,  and  that  is  that  nobody  has  any  right  to  represent  his  goods  as  the 

50  "  goods  of  somebody  else."  Applying  that  to  the  particular  case,  the  issue  is 
what  I  stated  yesterday,  and  which  I  must  state  again,  because  Mr.  Warrington 
has  ingeniously  attempted  to  put  another  issue  before  me.  There  is  no  question 
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whether  any  person  was  deceived  into  purchasing  one  of  these  machines  of  the 
Defendants,  believing  it  to  be  a  machine  of  the  Plaintiffs' ;  that  is  not  the 
question  ;  any  purchase  of  that  kind  would  be  evidence  of  the  deceit  which  has 
to  be  established,  but  it  is  not  necessarily  the  only  evidence. 

The  issue  which  I  have  to  try  is  this,  and,  reading  it  in  my  own  language,   5 
really  it  is  only  a  slight  alteration  from  the  claim  in  the  Statement  of  Claim. 
Are  the  advertisements  issued  by  the  Defendants  calculated  to  deceive  intending 
purchasers  of  sewing  machines  into  the  belief  that  the  machines  which  the 
Defendants  are  prepared  to  sell  are  manufactured  by  the  Plaintiffs,  when  in 
fact,  they  are  not  ?      That  is  the  simple  and  plain  issue,  and  to  this   there   10 
can  be  but  one  answer  given.    To  my  mind,  a  more  deliberate  attempt  at 
dishonest  foisting  on   the  market  as  that  of  rival  traders  a  production  really 
belonging  to  the  persons  committing  the  fraud  never  came  before  the  Court.    The 
Defendants  have  spent  a  very  large  sum  in  advertising  in  a  great  many  papers  ; 
there  is  very  little  distinction  between  these  advertisements  ;  some  are  longer  ]5 
and  a  little  differently  worded,  but  the  one  that  has  been  most  often  referred  to  in 
the  evidence  is  that  in  *'  Weldon's  Journal  of  Costumes."    Having  looked  at  the 
others,  I  think  this  may  be  taken  as  a  fair  average  sample,  and  I  have  it  before 
me.     It  prints  in  large  letters,  to  catch  the  eye  in  the  very  second  line  of  the  adver- 
tisement, the  word  **  Singer''  The  first  line  no  doubt,  is  "  British  Empire  Manu-  20 
**  facturing  Company's^'  and  by  the  side  of  "  Singer  "  there  is  "  latest  improved  " 
on  one  side,  and  '*  system  "  on  the  other ;  and  underneath  there  is  the  vibrating 
shuttle.    But  the  one  thing  which  is  put  prominently,  and  which  would  neces- 
sarily catch  the  eye  of  any  person  looking  at  it  at  al,l,  is  the  wor^  "  Singer  "  in 
large  letters  ;  and  1  have  not  the  slightest  doubt,  and  really  it  was  admitted  by   25 
the  director  who  was  called  this  morning,  Mr.  France^  that  the  *'  Singer "  ia 
put  there  because  "  Singer  "  is  well  known  as  the  name  of  manufacturers  of 
sewing  machines.     No  doubt  there  is  a  great  deal  else  in  the  advertisementa 
to  which  I  will  turn  presently. 

In  this  case  I  have  fortunately  only  two  tests  of  deceit.     I   have  not  to   30 
consider  now,  and  it  is  right  that  1  should  not  have  to  consider,  the  evidence  of 
any  persons  such  as  has  been,  I  am  sorry  to  say,  admitted  in  other  cases,  who 
express  an  opinion  whether  this  is  likely  to  deceive  or  not,  and  therefore  I  have 
these  two  tests  ;   I  have  to  apply  as  well  as  I  can  my  own  eye,  and  my  own 
intelligence,  and  to  try  to  put  myself  in  the  position  of  a  person  likely  to  buy  a  35 
sewing  machine.     I  believe  that  that  is  a  very  large  class  or  persons,  both  rich 
and  poor,  in  this  country  ;  but  I  have  to  put  myself  into  the  position  oE  a  person 
of  average  intelligence  wishing  to  buy  a  good  machine,  and  desiring  to  buy  it 
of  course  at  the  lowest  possible  price.     Looking  at  it  from  that  point  of  view,  I 
have  not  the  slightest  doubt  that  this  advertisement  is  calculated  to  deceive  ;  I   l^ 
cannot  entertain  a  moment's  doubt  that  in  the  case  of  an  ordinary  person  such 
as  I  have  described,  it  would  deceive. 

Then  I  go  to  the  other  test  which  I  can  fortunately  apply  here,  and  which  one 
very   often   in  these  cases  has  not  the  means  of  applying.    I  stopped  Mr. 
Warmington^  and  I  must  not  presume  that  the  other  witnesses  that  he  said  he  .45 
could  call  would  have  been  of  equal  weight,  and  I  will  even  presume  that  some 
of  them  may  have  broken  down,  at  any  rate   I   cannot  attribute    anything 
to  evidence    which  I  have  not  heard,  but  I  have  heard  the  evidence  of  four 
different  witnesses  :  the  boatman,  Cantell^  Mrs.  Volchman,  and  Mrs.  MacBean 
and  Mrs.  Eldridge,     Mr.   Warrington  says  Mrs.  Eldridge  who  was  called  this  5  > 
morning  belongs  to  a  class  different  from  that  of  the  three  others.     I  do  not 
agree.     It  is  true  that  the  others  have  gone  by  the  advertisements  to  buy  what 
they   thought   was  "a  cheap   *' Singer j'-'  and  finding   that   they  could  not  get 
that  from  Singers,  were  content  to  buy  some  other  machine — that  is  to  say,  a 
real  "  Singer "  machine,  and  to  pay  mor^  for  it ;    but  they  were  deceived ;  St} 
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they  saw  the  advertisement,  and  they  all  alike  came  to  the  conclusion  that  what 
was  advertised  was  a  **  Singer  "  machine  at  a  price  which  naturally  tempted 
them.  If  I  remember  rightly,  in  more  than  one  case,  the  temptation  was  to 
make  a  present  which  might  not  have  been  made  if  the  price  had  been  higher. 
5  Mrs.  Eldridge  no  doubt  is  slightly  different  in  the  details  of  what  took  place, 
but  she  equally  was  deceived,  and  one  might  be  content  with  her  evidence 
alone,  so  directly  does  it  fit  the  case.  Mrd.  Eldridge  had  purchased  an  expensive 
machine  on  the  hire  system,  but  still  aa  expensive  machine,  the  first  one  was 
for  61.  7s.  6rf.,  and  the  other  for  111.  lOs.  Having  bought  a  machine  for  what 
10  she  thought  was  a  good  deal  to  pay,  she  saw  an  advertisement  of  a  machine  of 
the  same  kind,  which  she  believed  to  be  also  manufactured  by  Singers^  a:  a  very 
much  lower  price,  and  she  very  naturally  was  extremely  angry.  She  said  it 
very  good-temperedly,  but  I  think  she  might  be  excused  for  being  very  angry 
But  why  ?  Because  she  was  deceived  by  this  advertisement  into  the  belief  that 
15  what  was  advertised  was  a  "  Singer  '*  machine.  I  think  it  is  conclusive  evidence 
before  me,  quite  apart  from  the  test  of  my  own  eye  and  intelligence,  that  not 
only  can  persons  be  deceived,  but  that  persons  have  been  deceived. 

Of  conrse,  as  was  pointed  out  by  Lord  Macnaghten  in  one  of  the  recent  cases 

in  the  House  of  Lords,  you  must  not  talk  too  much  about  the  unwary  purchaser, 

20  the  Court  does  not  give  judgments  to  protect  people  who  behave  with  extreme 

folly  ;  you  must  take  the  average  person,  and  the  answer  here  is  that  if  he 

would  only  read  the  advertisement  with  care  he  could  not  possibly  be  deceived, 

and  he  would  find  out  that  this  is  not  Singers'  advertisement,  but;  somebody 

else's.     1  have  read  it  through,  and  1  do  not  follow  that.     I  am  by  no  means  sure 

25  that  if  I  started  with  the  notion  that  this  related  to  a  "  Singer'*''  machine  that  1 

should  find  out  in  any  language  that  follows  that  it  is  not  a  ''^  Singer  ^^  machine. 

I  should  find  out  no  doubt  that  the  Company  who  were  to  supply  the  machine 

was  not  the  Singer  Manufacturing -Company^  but  the  British  Empire  Manu- 

faciuring  Company,  Ld.,  and  that  they  carry  on  business  not  at  Brighton, 

30  Worthing  and    elsewhere,   but  only  at  Bradford,  and  that  it  is  to  Bradford 

that  the  applicaiion  must  be  sent  for  illustrated  lists.    All  that,  no  doubt,  I 

should  find  out ;  but  I  do  not  think  that  even  if  they  had  read  it  carefully  they 

would  have  found  out  that  what  they  were  about  to  buy  was  not  a  "  Singer  " 

machine      Having  started  with  a  deception,  I  do  not  think  that  they  would 

35  have  been  undeceived  ;  I  am  by  no  means  sure  that,  if  they  had  not  started  with 

a  full  deception,  th-it  full  deception  would  not  have  come  at  the  end  of  the 

perusal  of  the  advertisement.    At  any  r.ite,  I  see  nothing  here  so  plainly  stated 

to  an  ordinary  person  that  it  is  not  a  ^^  Singer''  machine  as  to  relieve  the 

Defendants  from  the  responsibility  of  inviting  persons  to  buy  what  is  called 

40  a  "  Singer  "  machine 

Then,  one  word  more  on  the  advertisement ;  it  is  said  thai  this  is  not  adver- 
tised as  a  "  Singer  "  machine,  but  only  as  a  machine  according  to  the  latest 
improved  ''Singer  system."  It  is  said  that  that  is  known  in  the  trade,  which 
seems  to  have  been  admitted  in  another  case,  but  it  is  perfectly  clear  that  among 
45  the  ordinary  purchasers  of  sewing  machines,  that  is  to  say.  among  the  thousands 
who  buy  and  sell  them,  that  there  is  no  such  thing  known  as  the  "  Singer 
"  system  "  ;  what  persons  know  is  the  "  Singe7* "  machine  ;  and  what  persons 
want  to  buy  is  the  '*  Singer  "  machine  ;  and  to  tell  them  it  is  on  the  *'  Singer 
"  system,"  tells  them  nothing  ;  that  is  clear,  and  we  get  rid  of  any  argument  on 
50  that  word. 

Now,  we  will  carry  it  a  step  further.     We  have  no  case  unfortunately  of 

letters  addressed  to  the  Bn7//?/i  A'/;?7uVe  Mann  fact nriyig  Company  by  persons 

who  have  read  these  advertiseiuf^ntB.     Why  they  are  not  here,  and  why  they 

have  not  been  produced,  I  do  not  know  ;  but  Mr.  France  told  us  that  the  large 

55  majority,  I  forget  the  exact  words,  of  persons  who  wrote,  asked  for  price  lists  in 
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the  first  instance,  and  did  not  send  an  order  in  the  first  instance.  He  took  care 
not  to  say  that  some  orders  were  not  received,  and  I  conclude  from  his  evidence, 
and  in  the  absence  of  any  letters,  that  orders  were  received  in  answer  to  these 
advertisements  sent  straight  without  receiving  any  further  information.  Even 
were  it  otherwise,  were  the  orders  so  few  that  they  ought  not  to  be  taken  into  5 
account,  he  said  we  send  with  the  price  list  a  bundle  of  documents  which  tell 
the  intending  purchaser — the  person  answering  the  advertisement — that  this  is 
our  machine,  and  has  nothing  whatever  <to  do  with  the  "  Singer "  Company. 
I  thought  the  point  of  Mr.  France's  defence  was  that  you  could  not  find 
"  Singer  "  in  it  at  all,  but  Mr.  Warrington  has  very  properly  called  attention  10 
to  the  fact  that  "  Singer  "  is  mentioned  once.  However,  it  is  not  mentioned 
here  in  the  same  pointed  way,  and  I  take  it  there  is  nothing  in  any  of  these 
documents  which  are  sent  to  an  applicant,  which  in  the  slightest  induces  him 
to  think  that  he  is  purchasing  a  "  Singer  "  machine.  On  the  contrary,  it  is  put 
forward  as  an  "  Empira  "  machine,  and  it  is  obviously  supplied  by,  and  probably  15 
most  people  would  think  manufactured  by  (nothing  turns  upon  that),  the 
British  Empire  Manufacturing  Company, 

Then,  I  am  asked  to  hold  that  because  when  the  applicant  in  answer  to  the 
advertisement  sends  for  particulars  and  those  particulars  do  not  deceive  him, 
and  cannot  deceive  him,  that  therefore  there  is  no  deceit  at  all.  Now,  I  take  an  20 
entirely  different  view.  I  think  this  is  a  clever  device  on  the  part  of  fraudulent 
traders  having  entrapped  their  victim,  having  got  the  man  to  answer  their  ad  ver- 
tisement,  under  the  notion  that  he  is  going  to  purchase  a  "  Singer  "  machine, 
then  they  cover  themselves  with  a  lot  of  documents  which  refer  to  the 
"  Empira,'*  and  hope  that  the  "  Singer  "  part  ^f  it  will  be  forgotten,  and  that  he  25 
will  order  an  "Empira,"  and  never  consider  the  " iS't/i^^."  I  believe  it  is  all 
part  of  a  deliberate  plan,  and  I  have  not  the  slightest  doubt  myself,  that  not 
only  is  there  deceit,  but  intended  deceit,  and  as  such  the  Court  ought  to  deal 
with  it  as  severely  as  it  can. 

Warmington^  K.C. — I  ask  for  an  injunction  in  the  terms  of  the  Statement  of   30 
Claim,  and  an  inquiry  as  to  damages. 

Kekbwich,  J. — I  cannot  direct  a  general  inquiry  as  to  damages  ;  the  inquiry 
must  be  as  to  damages  occasioned  in  a  certain  way. 

Warrington^  K.C. — Should  it  not  be  occasioned  by  the  particular  advertise- 
ments referred  to  in  the  Statement  of  Claim  ?  35 

Ebkewich,  J. — Oh  no,  certainly  not. 

Warrington^  K.C. — By  any  advertisements  so  framed  as  to  induce  the  belief 
that  the  machines  advertised  are  of  the  Plaintiffs'  manufacture. 

Ebkewioh,  J, — Yes,  damages  occasioned  by  the  issue"* of  any  advertisements 
so  framed.    I  give  the  Plaintiffs  the  costs  to  trial,  and  I  reserve  the  others.  40 
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In  thb  High  Court  op  Justice.— Chancbry  Division. 

Be f tyre  MR.  JUBTIOB  Btrnb. 

February  11th,  12th,  and  13th,  1903. 

H.  P.  Trubpitt,  Ld.,  and  H.    P.   Trubpitt   v.  C.  J.    Ednbt. 


5       Action  to  restrain  passing-off, — ^'*  Tmefitt." — Acquisition  of  trade  name, — 
Addition  of  special  business  to  (Anginal  business  as  a  means  of  deception. — 
.  Probability  of  deception. — Evidence  of  "  trap  orders^'* — Action  dismissed. 

Prior  to  1819  F.  Traefitt  commenced  a  hairdressing  business^  which  was 
continued  by  his  undow  and  son  Walter  Tmefitt  until  the  death  of  the  UUter 

IQ  in  1900 J  when  the  Defendant  C.  J.  Edney,  who  was  a  hairdresser  and  ^^Jiair 
**  specialisty^  purchased  the  business^  goodunll^  stock-in-tradcy  and  assets^ 
including  expressly  the  right  to  use  the  name  "  Walter  Truefitt "  or  "  Truefitt." 
In  1819  P.  Truefitt,  a  relcUive  and  former  partner  of  F.  Truefitt,  commenced  a 
similar  business  in  the  neiglibourhood^  and  was  succeeded  by  his  son  H.  P. 

25  Truefitt,  who  also  wets  a  *^  hair  specialist.'^  In  1880  H.  P.  Truefitt  sold  his 
business  to  the  Plaintiff  Company ^  of  which  he  becams  the  managing  director. 
In  1902  the  Plaintiff  Company  and  H.  P.  Truefitt  brought  an  action  against 
the  Defendant  for  an  injunction  restraining  him  from  carrying  on  business  as  a 
hairdresser  and  "  hair  specialist "  under  the  name  or  style  of  **  Truefitt."    At 

AQ  the  trial  the  case  was  narrowed  down  to  the  question  of  fact  as  to  wJiether  on 

three  specific  occasions  the  Defendant  had  represented  himself  to  be  the  Plaintiff 

H.  P.  Truefitt,  and  that  his  brjtsiness  was  the  business  of  the  Plaintiff  Cofupany. 

Held)  that  no  case  of  fraudulent  misrepresentation  by  the  Defendant  had 

been  made  out^  and  that  the  action  must  be  dismissed. 

25      ScUisfactory  evidence  of  transactions  of  the  nature  of  ^^trap  orders^'  sfiould 

show  that  pointed  attention  wets  called  to  what  was  being  asked.    The  dicta  of 

Farwell)  J.,  upon  this  point  in  Ripley  v.  GriflBlthB  {19  R.P.C.  590^  at  page  697) 

approved. 

2  o 
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This  was  an  action  brought  by  H.  P.  Truefitt^  Ld.,  and  Henry  Paul  TruefUt 
for  injunctions  restraining  C  J.  Edney^  tiuding  as  "  Walter  Truefitt^'^  from 
carrying  on  business  as  a  hairdresser  or  hair  specialist  under  the  name  of 
Truefitt  without  clearly  distinguishing  his  busincRS  from  that  of  the  Plaintiffs. 

Prior  to  1819  Francis  Truefitt  commenced  business  as  a  hairdresser  in  Old  5 
Bond  Street,  London.  In  1823  he  removed  to  New  Bond  Street.  He  died  in 
1839,  and  his  business  was  continued  by  his  widow,  who,  in  1851,  was 
succeeded  by  their  son,  Walter  Truefitt.  Walter  Truefitt  died  in  July 
1900,  and  the  Defendant,  who  had  previously  traded  elsewhere  as  a  hair- 
dresser and  hair  specialist,  purchased  the  business,  goodwill,  stock-in-trade,  10 
and  all  assets,  including  expressly  the  right  to  use  the  name  "  Walter  Truefitt^^ 
or  "  Truefitty^  and  went  into  possession  of  the  business  at  New  Bond  Street 
accordingly. 

In  1819  Peter  Truefitt^  a  relative  and  former  partner  of  Francis  Truefitt^ 
commenced  business  as  a  hairdresser  for  himself  in  the  Burlington  Arcade,  in  15 
the  neighbourhood  of  Bond  Street.     In  1846  the  Plaintiff,  Henry  Paul  Truefitt^ 
joined  his  father,  Peter  T^^uefitt,  in  business.     At  various  dates  prior  to  1870 
(as  set  out  more  fully  in  the  judgment  below)  this  business,  originally  carried 
on  in  the  Burlington  Arcade,  was  extended  into  and  opened  out  into  premises 
in  Old  Bond  Street.    Henry  Paul  Truefitt  had  specially  laid  himself  out  as  a  20 
hair  specialist  for  giving  advice  for  the  treatment  of  the  hair,  and  charging  for 
consultations  in  respect  of  that    over  and   above  the  ordinary  hairdressing 
business  which  was  carried  on  at  his  establishment.     In  1880  he  sold   his 
business  to  the  Plaintiff  Company,  of  which  he  became  the  managing  director. 
Neither  the  agreement  with  the  Company  nor  the  Memorandum  of  Association  25 
made  any  special  mention  of  the  hair  specialist  business  as  distinct  from  the 
business  of  a  hairdresser. 

The  Defendant  having  commenced  to  carry  on  his  business  in  the  manner 
described  in  detail  in  the  judgment  below,  the  Plaintiffs,  on  the  28th  of  April 
1902,  commenced  this  action  for  an  injunction.  The  relief  originally  claimed  30 
and  the  relief  insisted  on  at  the  trial  are  sufficiently  stated  in  the  first  paragraph 
of  the  judgment  of  the  learned  Judge  (see  infra^  page  322,  line  14),  but  the 
only  question  really  tried  was  whether,  on  the  three  specific  occasions  referred 
to  in  the  judgment,  the  Defendant  had  represented  himself  to  be  the  Plaintiff 
Henry  Paul  Trxieftttj  and  that  his  business  was  the  business  of  the  Plaintiff  35 
CoDipany. 

The  action  oame  on  for  trial  before^  Mr.  Justice  Byrnb  on  the  11th  of 
February  1903. 

Rowden^  K.C.j  F.  Low^  K.C.,  and  MartelU  (instructed  by    West^   King^  - 
Adams  &  Go,)  appeared  for  the  Plaintiffs ;   Levettj  K.C.,  G.  A.  Eussell,  K.C.,  40 
and  Sebastian    (instructed    by    Ghurch^    Rendell    A    Go.)    appeared  for  the 
Defendant. 

Bowdeny  K.C.,  having  shortly  opened  the  Plaintiffs'  case,  and  the  evidence  on 
behalf  of  the  Plaintiffs  having  been  taken,  submitted  that  the  evidence  showed 
a  substantial  case  of  probability  of  deception,  but  admitted  that  there  was  no  45 
case  of  actual  deception  proved.     The  Plaintiffs'  case  was  that  WaZter  Truefiti' 
never  practised  as  a  "  hair  specialisti"  so  that  the  Defendant,  who  was  a  "  hair 
"  specialist,"  could  not  acquire  the  right  to  call  himself  ^'Tru^t^'  by  pur- 
chasing the  business  of    Walter  Trxufitt^   when  Henry  Paul  Truefitt^  the 
Plaintiff,  was  and  is  a  *'  hair  specialist,"  also  trading  as  a  hairdres&er.    The  50 
mischief  of  what  the  Defendant  had  done  in  exceeding  what  Walter  TruefUt 
did,  was  the  worse  in  that  the  Defendant  was  a  '^  hair  spedalist."     If  it  is  iirged 
by  the  Defendant  that  it  is  t^^^ra  vires  of  the  Plaintiff  Company  to  trad,e  as  a 
*'  hair  specialist,"  then  we  submit  that  there  is  a  legal  estate  in  Hie  *')iaiir 
<*  specialist "  department  outstanding  in  the  Plaintiff,  Henry  Paul  Tn)ufMt,  55 
as  a  trustee  for  the  Company,  as  there  has  been  no  formal  assignmentw 
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The  Defendant's  evidence  having  been  taken, 

Levetty  K.O.,  for  the  Defendant. — There  is  no  case  of  actual  deception  proved, 
and  the  Defendant  is  entitled  to  trade  as  he  Is  trading.  The  Plaintiffs'  case  is 
nnmeritorlons ;  no  complaint  was  made  prior  to  the  writ,  which  was  issned 
5  months  after  the  transactions  complained  of,  and  no  warning  was  given  to  the 
Defendant  at  the. time  of  those  transactions  that  they  were  the  incidents  on 
which  the  Plalntlflb  proposed  to  rely.  [Byrnb,  J.,  referred  to  Bi-pley  v. 
OrijffUhs  (19  R.P.C.  590,  per  Farwell,  J.,  at  page  597).]  There  are  also  your 
Lordship's  own  remarks  in  Carr  A  Sons  v.  Orisp  A  Go.^  Ld,  (19  R.P.C.  497,  at 

10  page  499). 

Low^  K.C.,  replied. 

Btrhb,  J. — In  this  case  fan  action  Is  brought  by  H.  P.  Truefitt,  Ld.,  and 
Henry  Paid  Truefitt  against  the  Defendant  G.  J.  Edney,  who  trades  as  **  Walter 
**  Truefitty''  asking  for  an  injunction,  as  originally  drawn,  to  restrain  the 

15  Defendant  from  carrying  on  business  as  a  hairdresser  or  hair  specialist  under 

,the  name  of  *'  Truefitt**  without  clearly  distinguishing  his  business  from  that 

of  the  Plaintiffs.     I  think  I  am  right  in  saying  that  so  far  as  ^'  hairdresser  *'  is 

concerned  that  was  given  up,  so  I  need  not  dwell  upon  that  part  of  the  case  so 

much  as  I  should  otherwise  have  done.    It  will  run  : — an  injunction  to  prevent 

20  him  carrying  on  business  as  hair  specialist  under  the  name  of  *^  Truefitt " 
without  clearly  distinguishing  his  business  from  that  of  the  Plaintiffs. 
Secondly,  they  claim  an  injunction  to  restrain  the  Defendant  from  passing 
himself  off  as  the  Plaintiff  Henry  Paul  Truefitt^  or  representing  that  the 
business  carried  on  by  the  Defendant  is  the  business  of  or  in  any  way  connected 

S5  with  the  business  of  the  Plaintiff  Company.  That  is  directed,  firstly,  against 
the  Defendant  carrying  on  the  business  of  what  is  called  a  hair  specialist  under 
the  name  of  **  Trvsfitt "  at  all  without  clear  distinction  ;  and  secondly,  he  is 
not  to  make  such  a  representation,  as  I  read  it,  by  passing  himself  off  as  tJie 
Plaintiff  H.  P.  Truefitt. 

30  The  circumstances  shortly  are  as  follows  : — Somewhere  in  the  early  part  of 
the  century,  probably  about  the  year  1810,  certainly  some  time  before  the  year 
1819,  one  Francis  Truefitt  opened  a  shop  at  No.  40  Old  Bbnd  Street.  In  the 
year  1823  he  removed  to  New  Bond  Street,  and  he  died  in  the  year  1839.  His 
buBlness  was  subsequently  for  some  time  carried  on  by  his  widow,  and  in  1851 

3S  Walter  Truefitt,  his  son,  succeeded  her.  In  July  1900,  TFa^rdied.  The 
business  is  carried  on  where  it  has  always  been  carried  on  since  the  year  1823. 
It  is  now  the  Defendant's  business  ;  he  having  purchased  the  business  and 
goodwill  and  stock-in-trade  by  valuation,  and  the  assets  of  the  business — the 
whole  of  the  business  in  fact  including  expressly  the  right  to  the  name  ^'  Walter 

40  «*  TruefiU'*  or  '' Truefitt**— on  the  16th  of  July  1900,  when  he  came  into 
possession  of  the  business. 

Now,  the  history  of  the  Plaintiffs'  business  is  this  :— In  1819  Peter  TruefiU, 
the  father  of  H.  P.  Truefitt^  started  in  business  for  himself  in  the  Burlington 
Arcade.    Peter  Truefitt  had  been  for  some  time  (I  do  not  know  how  long) 

45  connected  either  as  partner  or  in  some  other  capacity  with  Francis  Truefitt 
It  is  common  ground  that  the  business  of  Francis  Truefitt  was  the  old  originally 
established  business.  Peter  Truefitt,  as  I  have  said,  started  in  Bond  Street, 
and  in  the  year  1846  H.  P.  Truefitt,  one  of  the  Plaintiffs  in  this  case,  joined 
his  father  in  business.    It  was  not  quite  true,  as  was  put  in  opening,  that  H.  P. 

M  Truefitt  had  studied  in  some  respects  for  the  medical  profession.  He  himself 
explained  that  he  had  always  had  a  fancy  for  being  a  doctor,  but  he  had  never 
gone  so  far  as  to  have  any  medical  training,  but  he  was  with  his  father  and 
carried  on  with  him  the  business  of  hairdresser  and  wig  maker.  In  1851  they 
seem  to  have  opened  a  shop  in  Piccadilly,  and  they  had  an  exhibit  in  the 

%  Exhibitien  of  1851.  In  ihe  year  1857  the  premises  No.  8.4  Old  Bond  Street,  or 
a  portion  of  them,  were  acquired,  and  the  upper  porlaon  was  used  for  some 
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time  in  connection  with  the  business.  In  the  year  1870  No.  13  Old  Bond 
gtreet  was  acquired,  and  a  connection  was  made  between  those  premises  and 
the  premises  in  the  Burlington  Arcade,  and  from  that  time  forward  the  business, 
which  I  call  for  brevity  the  PlaintiflEs'  business,  was  carried  on  not  only  in  the 
Burlington  Arcade  but  in  Bond  Street.  So  that  if  any  mistakes  arose,  as  5 
mistakes  did  arise,  in  consequence  of  opening  a  shop  in  Bond  Street  they  arose 
from  the  business  originally  carried  on  in  the  Burlington  Arcade  having  been 
extended  into  Bond  Street.  No  doubt  Mr.  Truefitt  afterwards  carried  on 
business  alone,  and  there  is  no  doubt  he  had  a  very  large  business,  and  nobody 
suggests  for  a  moment  that  he  is  not  a  man  skilled  in  his  knowledge  of  human  10 
hair  and  the  scalp.  He  chose  to  call  himself  (I  do  not  quite  know  how  long, 
but  I  daresay  for  a  very  long  time)  a  hair  specialist ;  and  other  people  call 
themselves  hair  specialists ;  in  fact  some  of  the  Plaintiffs'  witnesses  I  think 
rather  agreed  with  the  view  that  every  hairdresser  nowadays  calls  himself  a 
hair  specialist.  There  is  no  examination  required  for  it,  and  there  is  no  special  15 
guild  of  hair  specialists  ;  in  fact  one  guild  apparently  he  belonged  to  was  the 
Hairdressers'  Guild.  It  was  sought  to  be  made  out  that  really  a  hair  specialist's 
business  was  a  different  business  from  that  of  a  hairdresser.  In  truth  it  appears 
to  be,  as  far  as  any  evidence  before  me  goes,  a  development  of  the  hairdresser's 
business,  and  the  creation  of  a  new  department  where  one  person  specially  lays  20 
himself  out  for  giving  advice  for  the  treatment  of  the  hair  and  charging  for 
consultations  in  respect  of  that.  No  doubt  H.  P.  Truefitt  did  this,  and  had  a 
large  business  in  that  way.  His  business  was  sold  to  the  Plaintiff  Company, 
since  which  time  he  has  been  their  managing*  director. 

I  pause  here  to  observe  that  in  the  agreement  with  the  Company  there  is  no  25 
special  mention  of  a  hair  specialist's  as  distinguished  from  any  other  business,  nor 
is  there  in  the  Memorandum  of  Association  any  special  mention  of  hair 
specialist  as  though  it  was  a  business  distinct  from  the  business  of  a  hair- 
dresser. It  appears  to  be  in  truth  a  modern  development  of  the  hairdresser's 
business,  in  which  one  person  employed  there  devotes  himself  to  giving  advice  30 
in  the  way  I  have  suggested. 

After  the    Defendant   had    purchased    the    business  formerly  of    Walter 
Truefitty    he  took    possession    and    carried  on   the  business.      He  described 
himself  and  advertised  himself  as  ^*  hair  specialist,"  and  he  put  up  a  largish 
board  soon  after  he  came.    Though  I  should  think  it  is  very  probable  the  35 
Plaintiffs  were  not  aware  of  the  fact  when  they  started  these  proceedings,  it  is 
the  fact  that  Walter  Truefitt  did  for  some  years  before  his  death  (the  exact 
period  I  do  not  know,  but  say  for  10  years)  hold  himself  out  as  carrying  on 
the  business  of  a  hair  specialist,  and  cards  have  been  proved,  and  wrappers 
have  been  proved  that  have  been  used  for  at  least  that  period,  showing  that  he  40 
advertised  himself  as  such.    If  there  be  any  point  in  it  that  the  business  of  a 
hair  specialist  is  a  different  business  from  the  business  of  a  hairdresser,  then 
it  appears  to  me  that  the  business  that  was  bought  by  the  Defendant  in  this 
case  was  the  business  of  a  hairdresser  and  hair  specialist  as  well  as  wig  maker, 
and  other  branches  of  the  same  kind  of  business.     It  is  quite  true  that  WaMer  45 
Truefitt  did  not,  so  far  as  appears,  see  customers  themselves  and  give  them 
advice — certainly  not  for  some  years  before  his  death.    The  Plaintiff  Company 
only  carry  on  their  business  as  hair  specialists  through  a  servant  of  theira. 
They  could  not  carry  it  on  in  any  other  way.     Walter  Trtiefitt  appears  to  have 
carried  on  his  business  as  a  hair  specialist  in  a  similar  way.    It  was  su^ested  50 
at  one  time  that  there  were  no  consultations  given,  but  the  Plaintiffs  then  had 
not  had  disclosure  of  the  consultation  book.    The  book  has  been  produced,  and 
though  the  hair  specialist  part  of  the  business  seems  to  have  been  small,  there 
is  no  doubt  that  Mr.  Attwood^  who  was  a  manager  in  the  business,  did  act  as 
the  hair  specialist  on  the  premises,  and  people  took  advice  from  hinu    When  55 
people  came  in  and  asked  for  Mr.  Truefitt  and  said  they  wanted  a  consultation, 
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they  were  told  that  Mr.  Walter  Truefitt  did  not  see  customers  himself,  but  the 
manager  did.  Occasionally  it  appears  to  have  happened  that  somebody  said 
they  wanted  to  see  Mr.  Truefitty  and  in  that  case  they  were  sent  oflE  to  the 
rival  establishment  that  they  might  see  Mr.  H.  P.  Truefitt  there. 
5  The  case  has  narrowed  itself  down  a  great  deal.  In  the  first  place  it  is 
no  longer  in  contest  that  the  Defendant  is  entitled  to  do  as  he  has  been 
doing,  namely,  to  carry  on  the  business  of  a  hairdresser  under  the  name 
of  «  Truefitt''  or  of  "  Walter  Truefitt;'  and  that  he  is  further  entitled  to  carry 
on  that  business  as  it  was  carried  on  by  his  predecessor,  or  with  fair  and  proper 

10  developments  arising  out  of  such  a  business  as  he  purchased  under  the 
names  I  have  mentioned.  I  think  also — ^it  will  follow  from  what  I  have  said — 
he  is  entitled  to  carry  on  the  business  of  a  "  hair  specialist "  as  being  part  of 
the  business  which  he  purchased  also  under  the  same  name.  In  point  of  fact, 
so  far  as  the  use  of  the  name  "  Truefitt "  is  concerned,  it  was  hardly  disputed 

15  from  the  first — Mr.  Truefitt  himself  in  the  box  did  not  dispute  it^  his  view 
was  that  both  thought  they  had  a  common  right  to  use  the  word  *'  Tri^fitt" 

1  have  not  dwelt  on  the  way  the  business  was  carried  on  because,  having 
come  to  that  conclusion,  it  does  not  matter  so  much  in  detail,  but  you  have 
this,    that  the  Defendant's  business  has    been  carried  on  with  the  inscrip- 

20  tion  over  the  windows  "  Truefitt's  Haircutting  Rooms  "  on  one  side,  and 
^'  Truefitfs  '*  on  another,  and  the  business  has  been  carried  on  as  it  has  for  the 
long  period  of  years  that  I  have  mentioned.  There  used  to  be  cards  in  the 
shop  during  Walter's  time  advertising  himself  as  ''  hair  specialist."  They  were 
all  over  the  place — upstairs  in  the  consulting  room,  in  the  shop,  and  in  the 

25  windows. 

Now  let  me  see  what  is  the  averment  against  the  Defendant.  **  Shortly  after 
*'  the  purchase  of  the  said  business  the  Defendant  put  up  a  board  by  the  side 
"  of  his  shop  in  No.  1  New  Bond  Street,  with  the  inscription  upon  it, '  Truefitt^ 
**  *  Hair  Specialist,'  and  under  the  name  of  *  Truefitt '  has  commenced  to  carry 

30  "^  on  and  carries  on  the  business  of  a  specialist  and  consulting  expert  in  human 
'^  hair.  The  Defendant's  premises  are  situate  at  only  a  short  distance  from 
"  those  of  the  Plaintiff  Oompany."  So  far  as  he  has  put  up  this  board  and 
under  the  name  of  "  TruefiU "  has  commenced  to  carry  on  and  carries  on  the 
business  of  hair  specialist  and  consulting  hair  expert,  I  am  of  opinion  that  he 

35  has  done  no  more  than  he  was  and  is  entitled  to  do.  Then  paragraph  6  of  the 
Statement  of  Olaim  avers  :  ^'  The  conduct  of  the  Defendant  mentioned  in  the 
"'  last  preceding  paragraph  herein  is  calculated  to  deceive  the  public  into  the 
^  belief  that  the  business  of  the  Defendant  is  the  business  of  the  Plaintiffs.'' 
The  averment  which  followed  upon  that  about  numerous  persons  having  been 

40  in  fact  deceived  into  the  belief  that  the  business  of  the  Defendant  was  the 
businesB  of  the  Plaintiffs  has  gone,  and  no  relief  can  be  claimed  on  the  footing 
that  there  has  been  actual  deceit.  The  real  question  is  whether  being  entitled 
to  carry  on  the  business  he  has  done  what  is  alleged  in  paragraph  7.  '^  The 
'*  Defendant  has  in  fact  also  represented  himself  to  be  the  Plaintiff  Henry  Paul 

45  "  Truefitty  and  that  his  business  is  the  business  of  the  Plaintiffs  " — ^that  means 
of  the  Plaintiff  Oompany. — "  Such  representations  were  made,  on  the  29th  of 
"  October  1901,  to  J.  W.  Forster,  at  No.  1  New  Bond  Street,  and  to  A.  E. 
^  Ridyard  on  the  13th  of  November  1901,  at  No.  1  New  Bond  Street  aforesaid, 
*'  and  on  the  13th  of  December  1901,  to  one  Arthur  Layard."  Then  comes 
an  averment  which  really,  as  things  come  out,  seems  perfectly  ridiculous.  It  is 
alleged  generally,  '*  The  Defendant  has  made  similar  representations  on  other 
'^  occasions,  and  has  also  assisted  the  deception  by  employing  a  man  named 
"  Kingy  who  was  formerly  manager  at  the  Plaintiffs'  place  of  business  at 
"  Brighton,  and  by  taking  in  lady  assistants  from  the  shop.  The  Plaintiffs 
^  have  always  employed  lady  assist&nts  for  hairdressing  purpo^s,  but  neither 
*^  the  Defendant  nor   Walter  Trtsefitt  ever  employed  such."    With  regard  to 
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the  employment  of  the  manager  King  as  the  matter  turns  out  I  will  not  dwell 
upon  it.  It  is  simply  ridiculous,  and  there  is  nothing  to  be  inferred  of  his 
having  done  anything  of  the  sort.  The  latter  part  of  this  averment,  I  pay  no 
attention  to.  The  real  question  is — did  Mr.  Edney  commit  a  fraud  by  making  the 
representations,  which  have  been  sought  to  be  established  in  evidence,  having  5 
the  result,  whether  by  concealment  or  actual  averment,  of  amounting  to  a 
representation  that  his  business  was  the  business  of  the  Plaintiffs  ? 

The  Plaintiffs  have  businesses  at  Brighton  and  at  Aldershot,  and  the  first  case 
that  I  have  to  deal  with  is  the  case  of  Captain  Layardy  who  at  the  instance  of  a 
friend  of  his,  a  Colonel,  who  appears  to  be  a  director  of  the  Plaintiff  Company,  10 
lent  his  aid  in  assisting  to  endeavour  to  trap  the  Defendant.    It  must  be 
remembered,  of  course,  that  I  have  no  evidence  before  me  of  people  having 
been  actually  deceived,  and  I  have  no  evidence  of  customers  who  have  been 
into  the  one  shop  and  asked  for  the  one  person,  intending  to  see  the  other 
person,  and  not  being  told.    What  I  have  evidence  of  is  that  mistakes  are  15 
made,  and  that  Mr.  Edney  has  given  instructions  that  they  are  not  in  any  way 
to  hold  themselves  out  as  having  anything  to  do  with  H.  P.  Truefitt  and  to  be 
careful  to  send  people  on.    That  seems  to  be  what  has  been  carried  out.    The 
young  lady  assistants  who  have  been  here  say  mistakes  have  been  made,  as 
there  must  be  mistakes  when  people  trade  in  the  same  street  under  the  same  20 
name.    From  time  to  time  when  they  have  found  there  has  been  a  mistake  they 
have  sent  people  on  to  the  other  place.    Now,  what  are  the  three  cases  that  have 
been  mentioned  ?    The  first,  as  1  have  said,  is  Captain  Layard.    He  went  with 
tills  full  in  his  mind — that  he  was  to  catch  the  Defendant  out  in  holding  himself 
out  as  carrying  on  the  business  of  the  Plaintiffs.    The  way  he  did  it  was  this.  25 
Bearing  in  mind  that  there  are  the  branch  businesses  at  Brighton  and  Aldershot 
he  went  in  and  had  a  conversation  in  which  he  referred  to  Aldershot.    His 
acoount  is  that  he  asked  the  Defendant  this.    He  says  :  ''  I  consulted  him  on 
^^  the  state  of  my  hair,  which  was  turning  white  on  the  top.    He  gave  me  his 
^  advice  and  said  he  would  prescribe  for  it.    In  the  course  of  conversation  30 
'^  I  asked  him  how  his  business  was  going  at  Aldershot  Camp — ^the   hair- 
^^  dresser's.    He  did  not  reply  to  me  until  he  had  first  of  all  inquired  whether 
^^  I  was  quartered  at  Aldershot.    I  said,  *  No  ' ;  that  I  had  left  the  Service  in 
<<  the  year  1895,  and  was  now  on  the  Reserve,  but  that  I  was  going  to  Dublin 
^'  on  the  night  of  the  16th  to  rejoin.    (Q.)  You  told  me,  I  think,  just  now,  you  35 
"  were  on  the  Reserve  ? — (A.)  Yes,  but  I  was  re-employed  from  the  17th,  when 
"  I  was  ordered  to  join  at  Dublin.    (Q.)  Was  Aldershot  mentioned  again  ? — 
''  (A.)  He  then  said  the  business  at  Aldershot  was  going  on  very  well,  which 
'^  was  the  answer  to  my  question,  *  Was  his  business  going  on  very  well  at 
**  *  Aldershot'  ?  .  (Q.)  What  did  you  say  to  that  ?— (A.)  I  then  said, '  I  presume  40 
"  *  you  go  down  and  look  after  it '  ?    He  said  he  had  not  been  down  recently,  but 
^^  he  did  so.    I  paid  for  the  preparation  and  it  was  sent  down  to  my  home  address 
^'  in  the   country.'*     Upon  cross-examination  it  is  suggested  that  he   put  it 
in  such  a  way  as  this  :  "  *  Do  you  ever  go  down  to  Aldershot '  ? — (A.)  Not 
*'  at  all.    I  first  of  all  asked  him  whether  his  business  was  going  on  well  45 
'<  at  Aldershot.    That  was  the  first  occasion  I  mentioned  Aldershot  to  him." 
Then  further  on  in  his  cross-examination  there  is  this  :   '^  Are  you  here  or  are 
^  you  not  to  make  the  charge  that  Mr.  Edney  represented  himself  to  be 
>  Mr.  E.  P.  Truefitt?''    Because  if  .he  represented,  himself  to  be  Mr.  S.P. 
TruefiityOt  course  he  would^.have  been  representing  really  his  business  tp  be  50 
t^e  business  of  the  Plaintiffs.    The  answer  to  that  is :  ''No,  I  am  not.    I  am 
here  to  represent  that  he  said  the  business  at  Aldershot  belonged  to  him."    I 
do  not  taJce  the  witness  as  meaning  that  the  expression  used  was  that  the 
business  belonged  to  him,  but  that  that  was  the  result  of  the  conversation 
wlwh  he  has  previously  described.   .Then  the  question  was  asked  :  '.'  Whether  55 
/'  the  Defendant  represented  himself  to  you  to  be  the  Plaintiff^  Henry  PcnU 
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"  Tftte/itt  ? — (A.)  No,  certainly  not.  There  were  no  initials  mentioned.  (Q.) 
**  Did  he  represent  to  you  that  his  business  was  the  business  of  the  Plaintiffs  ? 
**  — (A.)  No,  with  the  exception  of  the  Aldershot  branch.  There  he  most 
**  distinctly  did."  So  that  the  point  is  that  that  reference  to  the  Aldershot 
S  business  was  made  in  such  a  way  as  lo  induce  a  continuance  of  a  supposed 
belief  on  the  part  of  the  questioner  that  the  business  in  question,  being  a 
branch  of  the  Plaintiffs'  business,  was  really  a  business  of  the  Defendant. 
That  interview  took  place  on  the  13th  of  December  1901,  and  there  was  a  letter 
written  in  April,  which  is  nearly  five  months  afterwards.    It  was  an  inspired 

10  letter  written  by  Captain  Layard.  I  say  "  inspired  "  because  he  was  only 
doing  this  apparently  to  oblige  one  of  the  Directors  of  the  Company,  and  this 
was  written  for  him.  He  wrote  it  from  Dublin.  "  Dear  Sir, — ^Are  you  likely 
^  to  be  at  Aldershot  next  week,  as  I  should  much  like  you  to  have  another  look 
"  at  my  head  ?    You  may  perhaps  recollect  seeing  me  early  in  December  in 

15  **  Bond  Street,  when  I  was  in  town.  A  reply  by  return  of  post  will*  reach  me 
**  here  by  Wednesday  next.  Yours  faithfully,  &c."  To  which  Mr.  Edney 
replies  :  **  Sir, — I  am  in  receipt  of  your  letter  of  the  13th,  and  beg  to  say  I 
**  shall  not  be  in  the  neighbourhood  of  Aldershot  on  Wednesday,  but  will 
"  make  a  special  journey  down  to  see  you  if  you  desire,  for  which  my  fee  will 

20  "  be  one  guinea  and  railway  expenses ;  but  is  this  necessary  ?  If  the  lotion 
"  has  been  satisfactory,  why  not  repeat  the  same  ?  I  have  the  honour  to 
**  remain,  your  obedient  servant,  &c."  Now  there  is  no  doubt  at  all  that  when 
that  answer  was  written,  the  Defendant  could  not  have  been  meaning  to 
represent  that  he  had  got  an  establishment  down  at  Aldershot,  or  that  he  was 

25  the  person  who  advised  at  Aldershot  camp,  or  that  he  might  be  going  down 
there  to  his  own  establishment.  He  proposed  a  special  journey.  But  what  I 
want  particularly  to  call  attention  to  is  this  fact :  that  until  the  letter  of  the 
13th  of  April  1901,  nothing  had  been  said  or  written  to  the  Defendant  to  call  his 
attention  to  this  particular  meeting.    Then  the  matter  rests  there  until  the  writ 

30  iti  the  action.  There  is  no  letter  preceding  the  action.  The  writ  was  issued  on 
the  28th  of  April  1902,  and  on  the  13th  of  May  1902,  the  Statement  of  Claim  was 
delivered  in  which,  for  the  first  time,  this  is  charged  as  a  representation  which 
will  be  relied  upon  at  the  trial  in  proof  of  the  case  sought  to  be  made  by  the 
Plaintiffs. 

35  I  niay  refer  again  to  the  passage  from  Mr.  Justice  FarweWs  judgment  in  the 
case  of  Ripley  v.  Chriffiths  (19  R.P.C.  590,  at  page  597).  Of  course,  Mr.  Justice 
FarweU  was  there  dealing  with  a  case  where  the  purchase  was  very  small ;  but 
the  case  deals  with  the  matter  with  more  or  less  strength  when  you  are  seeking 
to  make  a  case  against  a  person  either  from  what  he  has  said,  individually  or 

40  through  his  servants,  in  respect  of  purchases  and  conversations  that  take  place. 
Mr.  Justice  FarwM  says  the  least  you  can  do  is,  after  you  have  succeeded  in 
your  trap,  or  if  you  have  succeeded  in  your  trap,  to  warn  the  people  within 
reasonable  time  that  you  mean  to  make  use  of  that  in  future  proceedings, 
because  that  brings  the  occurrence  to  mind  within  a  reasonable  time.     See  the 

45  alternative  that  is  left.  Mr.  Edney ^  with  reference  to  this  case,  has  given 
evidence.  I  must  not  be  considered  as  suggesting  the  least  in  the  world  that 
Captain  Layard  was  not  giving  the  conversation  that  took  place  exactly  and 
precisely  as  he  now  remembers,  and  thinks  he  did,  but  Mr.  Edney  says,  ^  I  have 
^  no  recollection  of  it  at  all.    One  thing  I  am  quite  certain  of,  namely,  that  I 

50  "^  nevw  represented  that  the  iHisiness  down  at  Aldershot  belonged  to  me  ;  but  I 
^  cannot  reeollect  it."  Well,  it  is  nothing  to  be  surprised  at.  It  might  be  a 
Burprisiag  thing  that  it  should  be  forgotten  if  he  was  conscious  of  having  made 
a  fiidse  and  fraudulent  representation  upon  one  occasion,  and  he  was  not  in  the 
habit  of  making  such  false  representations,  but  I  see  no  reason  why  I  am  to 

&5  disbelieve  %Lm  and  certainly  it  is  no  reason  why  I  am  to  put  more  force  on  the 
evidence  given  on  the  part  of  the  Plaintiffs,  because  the  Defendant  faiiiy  sayi 
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he  cannot  recollect  it,  and  is  not  able  to  give  evidence  to  the  contrary.  I  see 
no  reason  to  disbelieve  Mr.  Edney  when  he  says  "  I  cannot  recollect  the 
"  interview  at  all." 

Now  there  is  another  criticism  I  have  to  make  upon  the  matter,  and  that  is 
this.    When  a  party  goes  in  who  has  his  mind  fnll  of  catching  another  one  out  5 
through  the  medium  of  a  trap,  he  goes  with  his  mind  full  of  the  kind  of  answer 
•  he  expects  to  get  and  the  kind  of  question  he  is  going  to  put.    He  must  be 
going  to  put  a  question  which  shall  not  be  too  clear;  his   view  is,  "If  I 
'*  go  in  and  ask  directly,  *  Does  the  business  at  Aldershot  belong  to  you  ? '  or  '  Is 
"  *  this  the  establishment  with  which  it  is  connected  ? '     I  shall  get  an  answer  10 
"  ^  No,'  because  that  is  not  the  way  in  which  this  sort  of  fraud  is  generally 
"  perpetrated.    A  man  would  not  commit  himself  to  so  direct  an  assertion  as 
"  that.    Therefore  it  is  necessary  to  set  to  work  "  (thinks  the  inquirer)  "  to  see 
^^  how  I  can  put  it  to  him  so  that  he  shall  be  caught  in  the  trap."    His  mind  is 
full  of  that.     If  the  man  he  is  dealing  with  is  an  honest  man  his  mind  is  not  15 
full  of  that.     If  an  officer  goes  into  the  shop,  and  begins  talking  about  Aider- 
shot,  unless  it  is  put  in  a  very  direct  fashion  it  may  be  put  in  such  a  way  that 
it  is  not  clearly  brought  to  his  attention.     In  conversation  the  man  is  perhaps 
looking  at  his  head  at  the  time  or  perhaps  thinking  about  something  else,  and 
then  when  something  is  put  to  him,  and  he  hears  something  about  Aldershot  he  20 
may  take  it  as  meaning  "  I  have  just  come  up  from  Aldershot,"  or  something  of 
that  kind,  and  the  conversation  goes  on  on  that  footing,  and  it  may  well  be  that 
the  person  who  had  gone  in  thinks  he  has  got  the  man  caught  in  the  trap, 
while  perhaps  the  other  person  has  not  clearly  understood  the  point  of  the 
question  that  ,was  asked,  and  has  not  made  any  representation  at  all.    Though  25 
I  think  much  more  usually  two  persons  go  in  together  so  that  you  have  some 
kind  of  corroboration,  in  this  case  that  was  not  so.    Looking  at  the  length  of 
time  that  has  elapsed  since  this  complaint,  and  looking  at  the  easy  way  in 
which  people  are  deceived  as  to  the  form  of  a  conversation,  as  to  the  emphasis 
put  on  particular  words,  and  as  to  the  meaning  of  the  words,  I  think  I  should  30 
be  wrong  in  convicting  Mr.  Edney ^  in  face  of  what  he  says,  of  the  deliberate 
fraud,  which  it  would  be  on  his  part,  of  course,  if  he  had  made  the  representation 
which  he  is  alleged  to  have  made. 

The  second  case  that  was  put  forward  was  a  case  which  has  failed  because  it 
was  a  case  simply  of  Mr.  Edney  answering  to  the  name  of  "  Truefttty  He  does  35 
not  conceal  it,  and  he  never  has,  and  it  is  not  now  complained  of.  It  could  not 
be  complained  of  that  he  calls  himself  "  Mr.  Truefitt^''  although  he  does  not  do 
it  in  such  a  way  as  to  represent  himself  to  be  Mr.  H.  P.  Truefitt^  the  manager 
of  the  Plaintiff  Company.     So  that  case  has  failed. 

The  third  case  was  the  case  of  Mr.  Ridyard,     That  was  older  still  than  40 
Qaptain  Layard's  case.     It  was  on  the   13th  of  November  1901.    In  respect 
ot  this  Mr.  Edney  does  recollect  the  occasion,  and  that  was  a  trap  set  with 
reference  to  seeing  whether  Mr.  Edney  would  claim  ownership  of  the  Brighton 
branch,  and  so  Mr.  Ridyard  is  instructed  by  his  employer  to  go  down  to 
Brighton  and  go  to  the  shop  and  have  an  interview  there,  and  then  to  go  straight  45 
up  to  London  to  Bond  Street  to  the  Defendant's  shop  and  see  if  he  can  entrap 
him.  Here  again  I  do  not  want  to  repeat  myself,  but  in  a  conversation  in  which 
for  instance  a  man  might  say  :  ^'  I  have  just  come  up  from  Brighton  and  I  want 
my  hair  cut,"  a  reference  to  the  Brighton  house  might  easily  be  confused  with 
a  statement  of  his  coming  up  from  Brighton,  or  something  of  that  sort.    Unless  50 
there  is  pointed  attention  called  to  what  is  being  asked  it  is  very  difBcult  after 
so  long  a  lapse  of  time  to  rely  on  a  man's  memory.     I  am  bound  to  say  with 
reference  to  this  that  Mr.  Ridyard's  evidence  does  not  impress  me  in  some 
respects.  He  has  suffered  from  the  lapse  of  time.  There  isa  direct  conflict  between 
him  and  Mr.  Edney,  as  to  where  the  interview  took  place  between  them.    He  55 
cannot  recollect.  _  This  gentleman  who  goes  to  set  the  trap  must,  of  course, , 
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be  preenmed  to  be  very  particular,  and  I  should  have  thought  he  would  have 
put  down  almost  directly  afterwards  what  did  take  place  ;  one  would  have 
expected  him  to  do  so  under  such  circumstances.  But  he  does  not  know 
whether  he  went  to  the  first  or  the  second  floor.  Mr.  Edney  says  he  went  up 
5  to  neither ;   it  was  on  the  ground  floor. 

Then  the  documents  that  were  given  to  these  persons  who  came  in  were 
documents  containing  the  proper  address  and  proper  name  of  the  Defendant 
firm.  Using  the  best  judgment  I  can  and  considering  the  evidence,  and  weighing 
it  carefully,  I  do  not  think  that  a  case  of  fraudulent  representation  has  been 
]0  proved  in  these  two  instances  against  the  Defendant.  That  is  really  the 
whole  case ;  it  rests  on  those  two  and  from  the  inference  to  be  drawn  from 
them  if  I  should  be  of  opinion  that  they  are  made  out. 
I  think,  therefore,  the  action  fails  and  must  be  dismissed  with  costs. 


In  the  High  Court  of  Justice.— Chanobrt  Division. 
15  Be/are  MR.  JUSTICE  Kbkbwich. 

March  4th,  5th,  9th,  and  10th,  1903. 
In  Re  Nbosttlb  Manufacturing  Company,  Ld.'s,  Trade  Mark. 


Trade  Mark.— Motion  torectify.—''Neo8tyle:'--''Neocyclo8tyle:'— Probability 
0/ deception.— First  user  as  Trade  Mark.— Goods  marked  in  this  country  for 
38  exp(yrt  only.— Acquiescmce.— Motion   refused.^Paients,  Designs,  and  Trade 
Marks  Acts,  188S-1888,  sections  72,  IS,  86,  90, 

G.  was  the  manufacturer  of  a  patented  *' Cyclostyle'^  copying  apparatus 

from  1882  onwards,  and  in  1888  invented  improvements  for  his  apparatus, 

which  he  then  made  and  sold  under  the  name  '' JsT^-Cyelostyle.''    «  GyolosPtfle  " 

ft  K^t  r^^tfffM  q^  a  Trade  lUfirlc.,  }hit  '*  N^o-Ct/ct^sfy'^''  n)as  not  so  re^Cstert^. 
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From  1889  he  manufactured  and  exported  to  K.  in  the  United  States  of  America 
as  his  sole  consignee  similar  goods  marked  **  Neostykj'*  which  was  a  word  coined 
by  K.  and  used  by  him  on  stationery  goods  in  America  prior  to  that  date* 
O.  never  sold  nor  intended  to  sell  goods  marked  '*  Neostyle  "  in  England,  In 
February  1900  K.j  to  the  knowledge  of  G.^  formed  the  Neostyle  Manufacturing  5 
Company,  Ld.,  in  England  for  the  sale  of  "  Neostyle  "  goods^  and  in  October 
1901  registered  the  word  "  Neostyle ''  as  a  Trade  Mark.  In  August  190M  O. 
moved  for  the  removal  of  the  Trade  Mark  from  the  Register, 

Held,  thaty  as  at  the  date  of  registration  Q,  was  not  entitled  to  oppose  the 
entering  of  the  Trade  Mark  '*  Neostyle  "  on  the  Register^  a/nd  that  the  u>ord  10 
"  Neostyle  "  was  not  calculated  to  deceive  as  against  the  word  "  Neo-Cyclostyle^^ 
which  probably  could  not  be  registered  as  against  "  Cyclostyle,''^ 

Per  Kekewich,  J. — "  T/te  question  is  one  for  either  the  ear  or  the  eye^  or  bothy 
"  and  not  one  of  etymology,^'' 

This  was  an  application  by  David  QestetneVy  copying  apparatus  manufacturer  15 
in  London,  for  the  rectification  of  the  Register  of  Trade  Marks  by  removing 
therefrom  the  Trade  Mark  No.  241,492,  consisting  of  the  word  "Neostyle," 
registered  on  the  23rd  of  October  1901,  in  Class  39  (stationery)  by  the  Respon- 
dents, the  Neostyle  Manufacturing  Company y  Ld.y  of  which  Augt^ttis  David 
Klaber  was  the  managing  director.  «  20 

The  Applicant,  Qestetner  claimed  to  be  the  inventor  of  the  copying  apparatus 
known  as  "  Cyclostyle,"  which  had  been  protected  by  Letters  Intent  of  1882, 
and  improvements  for  which  were  prot^ted  by  Letters  Patent  of  1888.     The 
word  "Cyclostyle"  was  registered  as  a  Trade  Mark  in  1882,  and  the  word 
"  Neo-Cyclostyle  "  was  used  in  connection  with  the  improved  goods,  but  was  25 
never  registered  as  a  Trade  Mark.     It  further  appeared  that  Qestetner  was 
financed  in  his  business  by  a  firm,  Fairholm  A  Co.,  who  paid  for  the  Letters 
Patent,  and  the  Trade  Mark  "  Cyclostyle  "  was  in  fact  registered  in  their  name. 
In  1884  Qestetner  employed  Klaber  as  his  sub-licensee  and  agent  for  the  sale 
of  the  goods  in  the  United  States  of  America,  the  goods  consisting  of  a  wooden  30 
framework  surrounding  waxed  paper  stretched  over  a  hard  surface,  the  paper  to 
be  perforated  as  a  stencil  by  a  wheel-pointed  pen,  which  was  the  essential  part 
of  the  apparatus.    The  goods  were  shipped  to  America  for  sale  by  KlabeTy  who 
himself  becran  shortly  arterwards  to  trade  in  other  stationery  goods  on  his  own 
account.    There  was  a  considerable  conflict  of  evidence,  summarised  below,  as  35 
to  the  first  coining  of  the  word  "  Neostyle,"  which  Klaber  assigned  to  1887,  in 
connection  with  his  own  invention  of  an  apparatus  for  duplicating  type- writing, 
which  did  not  include  any  wheel-pointed  pen.     It  appeared  that  from  January 
1889,  Qestetnery  in  London,  manufactured  goods,  including  pens,  which  were 
marked  "  Neostyle,"  and  which  he  exported  to  Klaber  in  America  as  his  sole  40 
consignee,   but  never  sold   in  this  country.      In   1893    Klaber   formed   the 
Neostyle  Company  in  America  for  the  purposes  of  his  business,  and  thence-' 
forw^^  Qest&tner  continued  to  supply  the  same  goods  to  that  Company,  as  he    .. 
was  doing  at  the  present  time.     Agreements  entered  into  between  Qestetner 
and  Klaber  in  1889,  and  Qestetner  and  the  Neostyle  Company  in  1893,  con-  45 
tained  references  to  Qestetner*s  "  Cyclostyle  "  apparatus,  but  nowhere  contained 
any  reference  to  "  Neostyle  "  goods.    In  1899  Klaber  was  minded  to  extend  the 
business  of  the  Neostyle  Company  to  England,  and  at  the  end  of  that  year  sent 
over  some  clerks  to  England  for  the  purpose.     In  February  1900  the  R^qppn- 
dent  N^jstyle  M(yiufqcturing  Cfmpanyy  Ld.^w^8  formed  iio  manu^ctii|;e^and.  50 
sell  "  Neostyle  "  goods.     Qestetner  not  only  had  notice  of  this,  but  endeavoured    * 
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nnsncceeafully  to  get  orders  for  the  manufacttire  of  goods  for  this  English 

Company.    On  the  23rd  of  October  1901,  the  Respondents  registered  the  word 

"  Neostyle  "  for  stationery  goods  in  Class  39. 

On  the  2Hth  of  August  1902  Oestetner  gave  notice  of  motion  for  the  removal 

5  of  the  Respondents'  Trade  Mark  from  the  Register  on  the  following  grounds  : — 

"  (1)  That  the  Applicant,  upon  whose  application  the  said  mark  was  registered, 

"  was  not  any  person  properly  claiming  to  be  the  proprietor  of  the  said  Trade 

"  Mark.    (2)  That  the  said  David  Oestetner  was,  at  the  date  of  the  said  appli- 

*'  cation  to  register,  and  still  is,  the  proprietor  of  the  said  mark,  and  entitled  to 

10  ^  use  and    register  the  same.    (3)  That  the  said  David  Oestetner  having  used 

**'  tiie  said  mark  as  his  Trade  Mark  and  in  connection  with  goods  in  Class  39, 

"  that  is  to  say  in  connection  with  his  trade  in  duplicating  apparatus  and 

"  papers  connected  therewith   since   the  month  of  January  1889,  and  con- 

"  tinuously  down  to  the  present  time,    has  by  such  user  acquired  rights  in 

15  "  the  said  mark  which   are    infringed    by  the   registration    complained    of. 

*'  (4)  That  the  Applicant  has  derived  the  said  mark,  to  wit,  *  Neostyle,'  from 

"  the  said  David  Oestetner.    (5)  That  the  said  David  Oestetner  has  for  many 

"  years  past,  that  is  to  say  continuously  since  the  month  of  August  1888,  used 

*'  the  word  '  Neo-Cyclostyle '  as  a  Trade  Mark  in  connection  with  goods  in  Class 

20  **'  39,  that  is  to  say  with  duplicating  apparatus  and  papers  connected  therewith, 

^^  and  that  the  proposed  miark  bears  so  close  a  resemblance  to  the  said  Trade 

**  Mark  *  Neo-Cyclostyle '  as  to  be  calculated  to  deceive,  and  to  cause  confusion 

"  between  goods  of  the  said  David  Oeetetner^a  manufacture  and  those  made 

*^  and  sold  by  the  Applicant." 

25      The  motion  came  on  for  hearing  on  the  4th  of  March  1903. 

T.  Terrell,  K.C.,  P.  O.  Lawrence,  K.C.,  and  Oordon  (instructed  by  Pritchard, 

Englefield  A  Co.)  appeared  for  the  Applicant;   Hume-Williams^  K.C.,  and 

Sebastian  (instructed  by  C.  Urquhart  Fisher)  appeared  for  the  Respondents ; 

R.    J.   Parker   (instructed   by   the    Treasury   Solicitor)   appeared   for  the 

30  Comptroller. 

T.  Terrellf  K.C.,  having  opened  the  Applicant's  case, 

Evidence  was  then  given  on  behalf  of  the  Applicant.   Oestetner  himself  deposed 
that  he  was  the  inventor  of  the  **  Cyclostyle  "  apparatus  in  1881,  and  improved 
it  in  1888  under  the  name  *'  Neo-Cyclostyle."    In  1884  he  had  sent  Klaber  out 
35  to  America.    He  now  alleged  that  it  was  in  January  1889  that  the  word 
"  Neostyle  "  was  first  coined  in  an  interview  between  Klaber  and  himself  in 
New  York,  prior  to  signing  the  agreement  of  the  15th  of  January  1889.    His 
case  was  that  in  effect  Klaber  for  the  Respondent  Company  had  purloined  the 
word  **  Neostyle  "  which  his  brain  had  conceived.     W.  Binns,  manager  of  the 
40  Cyclostyle  Company,  which  was  a  branch  of  Fairholm  A  Co.,  deposed  that  he 
had  invented  the  word  "  Neo-Cyclostyle  "  in  1888,  but  that  it  was  not  registered 
because  it  was  "  too  obvious."    S.  Eldert,  formerly  in  the  employ  of  a  manu- 
^koturer  of  stationery  goods,  proved  the  execution  of  orders  for  Oestetner,  the 
earliest  for  "Neo-Cyclostyle"  being  in  November  1888  and  for  "  Neostyle  "  in 
45  February  1889.    F.  Ellam,  the  maker  of  another  duplicating  apparatus  called 
**  Ellam's  Duplicator,"  alleged  that  at  his  shop  in  Cheapside  customers  referred 
to  *^  the  *  Cyclostyle '  shop  down  the  street,"  apparently  meaning  the  Respon- 
dents* "Neostyle"  shop  in  Queen  Victoria  Street.    Other  witnesses  called  by 
the  Applicant  to  speak  to  his  user  of  "Neostyle"  could  only  refer  to  the 
50  inclusian  of  the  word  on  a  caution<>notioe  stamped  on  the  sheets  of  waxed 
paper. 

The  evidence  for  the  Respondents  was  then  given.    Klaber  alleged  that  the 

word  "  Neostyle  "  was  first  coined  late  in  1887  at  an  interview  between  himself 

and  Morris  S.  Wise,  attorney  and  counsellor-at-law  in  the  United  States,  and 

55  senior  editor  of  the  "  Trade  Mark  Record  "  of  New  York,  for  user  in  oonneotion 

with  his  own  invention  of  stationery  for  duplics^tlng  typ6- writing,  which  d4d 
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not  include  any  "  cyclns "  or  wheel-pen.  His  account  of  the  interview  with 
Gestetner  in  January  1889  was  that  he  desired  to  have  goods  shipped  to  himself 
by  Gestetner  marked  with  "  Neostyle,"  which  he  had  been  using,  but  that 
Gestetner  wished  it  to  be  "  Neo-Cyclostyle,"  which  he  condemned  as  too 
cumbrous.  He  also  deposed  that  from  1892  he  had  sent  envelopes  bein^  5 
stationery  goods  marked  "Neostyle"  to  England,  and  that  the  Neostyle 
EnveU^e  Company  was  formed  in  America  in  1899.  M.  J.  D.  Carter  deposed 
that  from  November  1887  until  his  departure  from  America  in  April  1889  he 
had  in  that  country  marked  paper  for  Kldher  with  the  word  "  Neostyle." 
F.  Feity  provincial  manager  of  the  Remington  Typewriter  Company^  and  10 
Tl  Harding^  manager  of  the  Oliver  Typewriting  Company^  gave  evidence 
that  there  was  no  confusion  between  "Neostyle"  and  "Cyclostyle"  or 
"  Neo-Cyclostyle." 

An  affidavit  of  M.  S.  Wise  was  then  read,  corroborating  Klaber^s  story  of  the 
coining  of  the  word  "  Neostyle."    The  Applicant  had  not  given  notice  to  cross-  15 
examine  this  witness. 

Kbkbwioh,  (/.,  asked  for  the  views  of  the  Comptroller  on  the  matter. 

Parker y  for  the  Comptroller. — If  at  the  date^  of  the  application  for  the 
registration  of  "Neostyle,"  the  objection  had  been  taken  that  the  word 
"  Neo-Cyclostyle,"  although  not  registered,  was  in  use  as  a  Trade  Mark  and  20 
that  there  would  be  confusion,  the  objection  would  probably,  according  to  the 
practice  of  the  Office,  have  been  fatal.  The  practice  is  to  reject  a  word  if  it  is 
not  distinctive,  under  sections  73  and  86  of  the  Act ;  section  72  not  applying  to 
such  a  case.  Under  section  86  it  has  been  the  practice  to  reject  a  proposed  mark 
as  "  contrary  to  law  or  morality  "  even  when  the  other  mark  is  not  registered  25 
(Eno  V.  Dunny  7  R.P.C.  311 ;  L.R.  15  A.C.  252 ;  and  Be  Thewlis  v.  Blakey's 
Trade  Marky  10  R.P.C.  369). 

Hu^me-WilliamSy  K.C.,  after  commenting  on  the  conflict  of  evidence  and  the 
unsatisfactory  character  of  Gestetner's  testimony,  submitted  that  as  the  word 
"  Neostyle  "  was  not  attacked  per  8^  as  a  Trade  Mark,  the  onus  was  on  the  30 
Applicant  to  prove  that  the  word  so  clearly  resembled  the  Applicant's  words  as 
to  be  calculated  to  deceive.     [Kekbwioh,  J. — I  am  not  disposed  to  think  that 
"  Neostyle  "  is  too  like  "  Cyclostyle ;  but  there  seems  to  have  been  some  sale  of 
goods  in  England  as  "Neo-Cyclostyle."]     But  ours  is  a  diflEerent  apparatus,  . 
which  does  not  include  the  wheel-pointed  pen,  and  the  elimination  of  the  35 
"  cycle "  from  the  word  "  Neo-Cyclostyle  "  leaves  a  word  valueless  to  the 
Applicant.    The  evidence  of  confusion  is  of  the  slenderest  kind,  and  not  enough 
to  warrant  an  injunction  (Goodunn  v.  Ivory  Soap  Companyy  18  R.P.C.  398). 
The  facts  of  this  case  distinguish  it  from  Eno  v.  Dunn  (7  R.P.C.  311 ;  L.R.  15 
App.  Cas.  252),  and  Paine  v.  DanieUs  A  Sons'  Breweries  Ld.  (10  R.P.C.  217 ;  40 
(L.R.  (1893),  2  CD.   5G7).      This  Applicant    has    shown  acquiescence  and 
laches. 

Sebastian  followed,  for  the  Respondents. — ^This  is  not  a  meritorious  Applicant^ 
and  section  90  is  not  an  imperative  section,  but  only  says  that  **  the  Court  may  " 
do  this  or  that.    Section  72  does  not  apply,  as  "  Neo-Cyclostyle  "  is  not  registered.  45 
The  history  of  section  86  shows  that  it  was  aimed  not  at  a  question  between  two 
traders,  but  at  something  scandalous  or  blasphemous,  being  an  amplification  of 
the  words  "  scandalous  design  "  in  section  73.    Iti  this  case  the  Particulars  of 
Objections  delivered  by  the  Applicant  are  all  on  the  footing  of  a  supposed 
superior  right  in  him,  whereas  he  has  never  sold  goods  marked  "  Neostyle  *^  in  50* 
England.     An  intention  to  use  without  actual  user  goes  for  nothing  {Maxwell 
Y.Hogg  (L.R.  2  A.O.  307)).     The  Respondents'  word  "Neostyle"  omits  the 
characteristic  part  of  tiie  word  "  Neo-Cyclostyle,"  just  as  the  words  "  New- 
"  wattee  "  and  "  Neo-vril "  would  omit  the  characteristic  parts  of  "  New-Maza^ 
wattee".and  "Neo-Bovril"  respectively.    And  this  Applicant  is  not  even  the  55 
piro^prletor  of  "Neo-Cyclostyle,"  which  belongs  to  Fairholm  &  Co.  ' 


Vol.  XX.,  No.  12.]       AND  TRADE  MARK  OASES.  333 

In  Be  Neostyle  Manufacturing  Company^  Ld^s^  Trade  Mark. 

T.  Terrellj  K.C.,  in  reply. — Firstly,  it  is  trne  that  Cfestetner  has  never  sold 
goods  marked  "  Neostyle  "  in  England ;  but  registration  only  equals  publication, 
and  it  is  the  man  who  first  dedicates  a  mark  by  putting  it  to  the  trade  who  has 
the  Trade  Mark.  If  a  man,  without  selling  any  goods  in  England,  m^rks  them 
5  to  send  abroad,  that  is  user  for  this  purpose  {Society  Anonyme  des  verreries 
de  VEtoUe,  11  R.P.C.  142;  L.R.  (1894)  2  CD.  26);  and  the  converse  case 
is  Re  European  Blair  Camera  Company  (13  K.P.C.  600);  see  ^ieoBatVs  Trade 
Mark  (6  R.P.C-  493).  It  is  Oestetner  who  has  marked  the  goods  for  ship- 
ment, and  there  is  no  question  of  Fairholm  A  Co.  on  this  point.     Secondly, 

10  even  though  "  Neo-Cyclostyle  "  is  not  registered,  the  Applicant  may  come  as 
'*  a  person  aggrieved "  to  have  "  Neostyle "  removed  on  the  ground  that 
it  is  calculated  to  deceive.  That  it  is  calculated  to  deceive  is  a  matter  for 
impression  rather  than  argument,  but  there  is  evidence  of  the  probability  of 
deception. 

15  Sebastian^  in  reply  on  the  cases  cited. — The  Societe  Anonyms  des  Verreries  de 
VEtoile  has  no  bearing  on  this  case,  for  there  the  Trade  Mark,  "  Red  Star," 
had  been  on  the  Register  for  five  years,  and  there  was  no  application  to  expunge 
it  from  the  Register.  [Kbkbwich,  J.,  referred  to  Jackson  &  Co.  v.  Napper 
(4  R.P.C.  45;  L.R.  35  C.D.  162, 178).] 

20  Kbkbwich,  J".— The  Court  is  asked  in  this  case  to  exercise  the  jurisdiction 
given  to  it  by  section  90  of  the  Trade  Marks  Act,  1883,  and  there  is,  I  think,  no 
reason  to  doubt  that,  if  the  Applicant's  view  of  the  facts  is  well  founded,  the  case 
comes  fairly  within  the  section  and  that  the  Court  has  the  jurisdiction  which  it 
is  called  upon  to  exercise.    But  I  think  that  I  must  regard  myself  as  filling 

25  the  position  of  the  Comptroller,  and  I  must  consider  whether  what  the 
Comptroller  actually  did  was,  at  that  time,  right  or  wrong.  The  application  for 
ihe  registration  of  the  word  "  Neostyle  "  as  a  Trade  Mark  was,  of  course,  made 
long  l^f ore  the  actual  registration  ;  but  objections  might  have  been  urged  up  to 
the  last  moment,  and,  the  word  "  Neostyle "  having  been  applied  for  on  the 

.30  23rd  of  October  1901,  it  seems  to  me  that  the  Court  ought  to  consider  itself  as 

filling  the  position  of  the  Comptroller  on  that  date.    If  the  Comptroller  was 

wrong,  then  the  mark  ought  to  be  expunged  ;  if  he  was  right,  then  the  mark 

ought  to  remain  unaffected. 

The  Court,  or  course,  has  many  materials  before  it  which  were  not  before  the 

35  Comptroller.  I  must  suppose — ^a  pure  hypothesis—that  in  discharging  his  duties 
the  Comptroller  had  before  him  all  the  facts  which  the  Court  now  has  before  it, 
but  neitlier  the  Comptroller  nor  the  Court  ought,  it  seems  to  me,  to  consider 
what  has  occurred  since.  Of  course  the  Comptroller  could  have  nothing  to  do, 
and  I  do  not  think  I  have  anything  to  do,  with  anything  which  has  occurred 

40  since  the  date  of  the  actual  registration. 

The  word  which  is  submitted  for  registration  is  "  Neostyle."  Nobody  says, 
or  at  any  rate  I  do  not  think  anyone  can  say  with  eflEect,  that  it  was  not  an 
invented  word,  or  that  there  is  any  objection  to  it  as  a  word  for  registration. 
But,  there  are  other  questions  which  arise  and  I  will  deal  with  them  as  they 

;45  have  been  dealt  with  by  Counsel  in  reply.  The  first  question  put  to  me  in 
reply  for  decision  is  this— Who  first  used  '*  Neostyle  "  in  this  country  ?  Now, 
the  way  in  which  **  Neostyle  "  was  used  is  to  my  mind  a  matter  of  very  great 
importance,  Mr.  Oestetner^  no  doubt,  exported  goods  to  America  to  Mr.  Klaber^ 
as  his  sole  consignee  in  the  United  States,  under  the  name  of  ^  Neostyle,"  and  he 
50  began  that  in  January  or  February  1889.  From  that  time  forward  he  continued 
to  export  goods  which  were  known  in  America  as  *'  Neostyle,"  for  the  reason  that 
*^  Neostyle  "  was  marked  on  the  goods  themselves,  that  is  to  say  on  the  pens.  It 
matters  not  whether  it  was  marked  on  anything  else ;  it  was  marked  on  the 
pens.  There  is  no  doubt  that  "  Neostyle  "  (it  is  well  to  mention  in  passing) 
^  occurred  on  paper  both  in  this  country  and  in  America,  but  merely  as  a  caution, 
and  I  put  that  caution  entirely  aside ;  it  does  not  affect  my  mind  in  the  least ; 
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but,  certainly,  **  Neostyle  "  was  marked  on  the  pens.  Those  pens  were  mann- 
f actnred  in  England  and  they  were  exported  to  America  for  sale  there.  They 
were  never  sold  in  this  country  ;  they  were  never  intended  to  be  sold  in  this 
country.  .  Of  course,  Mr.  Qestetner  might  have  changed  his  mind,  expanded  his 
trade  and  sold  in  this  country  or  elsewhere,  but  there  is  no  evidence  that  he  ever  5 
did  sell,  and  so  far  as  I  can  gather,  he  never  intended  to  sell  g^)ods  as  "Neostyle" 
in  this  country.  The  question  arises  whether  that  is  a  user  of  the  term 
'*  Neostyle  "  in  this  country.  Cases  have  been  cited  in  reply  to  convince  me 
that  there  is  authority  in  favour  of  the  proposition  that,  when  goods  are  manu- 
factured in  England,  not  sold  here  or  intended  to  be  sold  here,  but  exported  to  10 
another  country  for  sale,  that  is  a  user  of  the  mark  on  those  goods  in  this 
country.  It  may  be  so  ;  I  think  there  is  a  great  deal  to  be  said  in  favour  of 
that  view,  but  I  do  not  think  the  cases  cited  prove  it.  In  the  view  which  I 
take  of  this  case,  it  is  not  necessary  to  decide  it,  and  I  do  not  think  I  ought  to 
decide  it  without  further  consideration  and,  notwithstanding  my  general  and  15 
well-justified  reliance  on  the  industry  of  Counsel,  without  looking  up  the  law  a 
little  further  and  seeing  whether  there  are  not  some  other  cases  which  throw 
light  upon  it.  But,  one  thing  is  perfectly  clear,  that  the  use  of  the  word 
"  Neostyle,"  if  it  was  used  in  this  country,  was  limited  in  the  way  which  I 
have  mentioned.  There  was  no  sale  in  this  country,  no  publication  of  the  word  20 
except  in  the  way  which  I  have  mentioned,  that  is  to  say  by  manufacturing 
the  goods  here,  packing  them  up,  and  exporting  them  abroad.  The  user 
was  for  the  purpose  of  sale  abroad  under  the  agreements,  first,  with  Mr.  Klaher 
himself,  and  then  with  the  Neostyle  Company  in  America,  the  latter  being 
in  1893.  25 

It  may  or  may  not  be  important  to  determine  how  the  word  "  Neostyle " 
came  to  be  used  at  all.  I  have  not  the  slightest  doubt  on  the  evidence,  and  I 
think  it  was  conceded  by  Counsel  in  reply,  that  there  cannot  be  the  slightest 
doubt  that  Mr.  Qestetner  was  wrong  in  asserting  that  he  invented  the  word,  or 
that  the  origin  of  it  was  due  to  him.  It  may  have  been  brought  to  birth  in  30 
conversation  between  him  and  Mr.  KUibery  but  I  things  that  is  the  utmost  that 
can  be  said  in  favour  of  Mr.  Gestetner^s  assertion.  It  is  clear  on  the  evidence, 
not  only  of  Mr.  Klaher  himself,  but  on  the  evidence  of  Mr.  Carter  and  the 
eviience  of  Mr.  Wise^  that  Mr.  Klaher  had  used  the  word  "Neostyle"  for 
goods  which  he  sold  in  America  long  before  Mr.  Qestetner  used  the  word  8S 
at  all;  and  wheth^  Mr.  Qestetner  adopted  Mr.  Klaber*s  term  at  his, 
Mr.  Klaber'Sy  suggestion,  or  whether  he  did  not,  becomes  immaterial.  It  was 
not  Mr.  Qestetner*8  invention,  though  no  doubt  with  Mr.  Klaber^s  full 
sanction,  and  I  think  as  coming  from  him,  it  was  used  on  pens  which  were 
manufactured  in  this  country  and  exported  to  America  for  use  there.  40 

As  I  have  already  mentioned  there  are  two  agreements  with  Mr.  Klaher  ;  I 
tiiink  there  was  a  third,  but  it  was  not  put  in,  it  was  only  something,  I  believe, 
modifying  the  first  agreement ;  but  there  were  two  agreements  with  Mr.  Klaher 
under  which  the  business  was  carried  on  for  some  time,  and  then,  eventually, 
in  1893,  the  contracting  parties  were  changed,  and  Mr.  Qestetner^  at  Mr.  Klaiber^s  45 
instance,  entered  into  an  agreement  with  the  Neostyle  Manufa^nuring 
Company — ^not  strictly  the  Company  with  which  we  are  now  dealing,  because 
it  was  an  American  Company,  but  a  Company  which  was  called  by  the  name 
of  "  Neostyle."  It  was  intended  to  use  the  term  "  Neostyle  "  on  its  goods,  and 
to  we  it  on  goods  which  were  manufactured  by  Mr.  Qestetner  in  England,  and  50 
exported  by  him  to  the  United  Statec^  for  the  sale,  not  as  his  agents  but  for 
their  own  purposes,  by  the  Neostyle  Manufacturing  Company  there.  In  1899 
Mr.  £3mher^  who  was  managing  director  or  manager — the  principal  oflcer  I 
will  <5all  him— of  the  Neostyle  Manufactvmng  Company y  proposed  to  extend 
tlw  IwflineM  to  England,  *and  he  sent  over  vome  dorks  to  England  for  that  85 
pupose.    It  is  not  clear  wfaalt  they  did.    They  were  sent  ovor  as  pioneers  to 


Vol  XX^  No.  12.]       AND  TRAD£  MARK  CASBS.  aS5 

In  Be  Neo^tyU  Manufacturing  Oi>mpany^  Ld^t^  Trade  Mark. 

INrepare  the  way  for  what  was  to  be  done  afterwards ;  but,  on  the  26th  of 
Febraary  1900,  the  Company  with  which  we  are  now  dealing — the  English 
Company  was  registered.  It  is  the  NeostyU  Manufacturing  Company ^  Ld. — 
substantially  a  Company  with  the  same  name  as  the  Company  in  America — 
*5  formed)  of  oonrse,  neceBsarily,  as  its  name  indicates,  to  manufacture  and  sell 
"  Neostyle  "  goods — ^whether  pens  or  any  other  goods  I  think  is  immaterial — 
bat  ^^  Neostyle  "  goods.  Mr.  Oeatetner  was  perfectly  aware  that  this  bnsiness 
was  t)rpceeding.  -  He  not  only  had  it  brought  to  his  notice,  but  he  thought  it 
worth  While  to  communicate  with  this  Company.    He  proposed  to  manufacture 

10  good4  toY  their  sale.  It  occurred  to  him  that  he  might  do  good  business  by  con- 
tinuing to  manufacture  *'  Neostyle  "  goods  in  this  countryi  and  supplying  them 
to  the  Neostyle  Manufacturing  Company y  Ld.y  and  so  making  his  profits  by 
the  manufaoture^  leaving  them  to  make  theirs  by  the  sale.  They  were  prepared 
to  maittififtoture  their  own  goods  and  they  did  not  require  Mr.  Oietetner^s 

15  assiotaooe ;  but  that  brings  home  to  him  not  only  knowledge  that  there  was 
such  A  Company,  but  direct  knowledge  that  they  were  intending  to  manu- 
facture ^'Neostyle"  goods,  and  he  must  be  taken  to  know  that  that  was 
intended  to  be  done,  and,  I  think,  to  have  acquiesced  in  their  doing  it.  He 
doea  not  appear  to  have  known  of  the  intended  registration,  or  of  the  actual 

80  registration  until  some  time  afterwards,  but,  of  course,  it  was  advertised ;  of 
oourse  he  had  the  notice  which  was  given  to  all  the  public,  and  certainly  to  the 
trade,  but  knowledge  of  the  intended  registration  is  not  brought  home  to  him. 
Still,  on  the  23rd  of  October  1901,  when  the  registration  was  at  last  completed, 
he  occupied  the  position  of  a  man  who  was  manu&cturing  the  very  goods 

85  which  this  Company  proposed  to  manufacture,  and  manufacturing  them  as 
''  Neostyle  "  goods.  He  had  done  it  for  years  in  America.  It  had  occurred  to 
him  to  do  it  in  this  country,  and  I  cannot  see,  though  in  one  sense  he  was 
a  person  aggrieved,  how  he  could  possibly  say  before  the  Comptroller : 
^*  I  object  to  this  Company  completing  their  trade  position  by  registering  the 

30  "  word  *  Neostyle.' "  It  seems  to  me  that,  though,  of  course,  the  registra- 
tion of  the  word  "  Neostyle,"  interfered  with  his  selling  goods  in  this 
country  under  the  trad^  term  "  Neostyle,"  which  he  had  never  attempted  to 
do — in  that  sense  he  was  a  person  aggrieved — it  seems  to  me  that  he  was  out 
of  Court  by  reason  of  what  he  had  done  and  that  he  could  not  then  object  to 

35  the  registration  of  "  Neostyle  "  by  the  Neostyle  Manufacturing  Company^  Ld. 
I  think  if  he  had  appeared  before  the  Comptroller  and  had  urged  his  objection 
it  would  have  been  a  complete  answer  to  him  to  say :  *^  You  have  really 
^  assented  to  this  ;  you  have  never,  up  to  this  time,  wished  to  manufacture  and 
•*  sell  in  this  country  '  Neostyle,'  except  that  you  proposed  to  do  it  to  this  very 

40  **  Company  ;  you  have  entered  into  an  agreement  with  the  American  Company 
^'  of  the  same  name  for  the  sale  of  goods  there ;  you  have  offered  to  manu- 
**  focture  for  this  very  Company  goods  for  sale  here,  and  you  cannot  now 
"  prevent  their  doing  what  they  wish  to  do — ^namely,  register  *  Neostyle '  " — 
and,  as  I  have  already  said  :  ^^  You  cannot  urge  that  you  invented  the  word 

45  **  *  Neostyle,'  for  you  did  not ;  it  was  invented  by  somebody  else ;  it  was 
**  invented,  not  by  this  manufacturing  Company,  but  by  their  predecessors  in 
"  title  ;  at  any  rate  it  was  not  invented  by  you."  It  seems  to  me,  therefore, 
that,  even  if  the  first  question  is  decided  in  Mr.  Qestetfier's  favour,  it  does  not 
follow  that  he  is  entitled  to  have  the  Trade  Mark  removed  from  the  Register. 

50  Then  the  second  question  is — Whether  **  Neostyle  "  is  calculated  to  deceive 
as  against  the  word  **  Neo-Cyclostyle "  ?  Mr.  Oestetner's  first  term  was 
"  Cyclostyle.'*  His  goods  manufactured  under  the  first  Patent  were  so 
described.  They  were  "  Cyclostyle  "  goods  ;  "  Cyclostyle  "  was  put  on  the  pen. 
**  Cyclostyle "  has  been  registered — not  registered  by  Mr.  OestetneVy  but  by 

55  Fairholm  A  Co.^  who  are  his  exclusive  purchasers  in  this  country.  He  took 
oat  a  seoond  Patent,  and  he  has  called,  in  the  limited  way  which  I  have 
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already  mentioned,  the  goods  manufactured  under  that  second  Patent, 
*^  Neostyle,'*  but  he  has  also  termed  them  ^'  Neo-Cyclostyle,"  a  term  which  was 
not  altogether  dropped,  but  which  has  been  dropped  to  a  great  extent  because 
it  was  cumbrous.  **  Cyclostyle,"  as  I  have  already  mentioned,  was  on  the 
Register.  ^' Neo-Cyclostyle  *'  is  not  on  the  Register.  In  the  course  of  the  5 
argument  I  expressed  an  opinion,  from  which  I  see  no  reason  to  depart,  that 
**  Neo-Cyclostyle "  could  not  be  properly  registered,  because  it  is  too  near 
**  Cyclostyle."  But,  I  am  deciding  the  question  between  '*  Cyclostyle "  and 
"  Neostyle  "  and  it  is  said  that  "  Neostyle  "  is  too  near  "  Cyclostyle."  There  is 
some  similarity  in  this,  that  they  both  use  the  termination  ^  style,"  which  is  10 
a  use  of  a  Oreek  wprd  intended  to  signify  *^  pen."  But,  I  do  not  think  that 
that  ought  to  be  sufficient.  I  do  not  think  that  the  etymology  has  anything 
at  all  to  do  with  it.  The  question  is  one  either  for  the  ear  or  the  eye,  or  both. 
As  regards  both  organs  it  seems  to  me  that  there  is  a  substantial  difference 
between  '^Cyclostyle"  and  *' Neostyle."  I  cannot  on  reflection  conceiTe  it  15 
possible  for  a  man  of  ordinary  education,  exercising  ordinary  care  to  think  that 
goods  advertised  as  **  Cyclostyle  "  mean  goods  which  are  really  "  Neostyle  "  or, 
when  he  sees  or  hears  goods  quoted  aa  '^  Neostyle,"  to  think  that  that  means 
that  the  goods  are  really  those  which  he  has  known  for  some  time  past  as 
"  Cyclostyle."  On  the  contrary,  I  believe  that  a  man  of  ordinary  intelligence,  20 
exercising  ordinary  care — ^whether  learned  in  Greek  or  not,  and  whether 
knowing  or  not  knowing  anything  about  the  etymological  origin  of  the  words — 
would  say  that  those  are  two  entirely  different  words. 

It  seems  to  me,  therefore,  that  the  Applicant  fails  on  that  ground,  also,  and 
as  the  case  was  summed  up  on  those  two  grounds,  and  I  think  quite  properly   25 
so,  it  is  not  necessary  for  me  to  go  through  the  Particulars  of  Objections,  which 
I  think  will  be  found  all  to  fail  under  the  remarks  which  I  have  made.    The 
Application  must  be  refused  with  costs. 
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Kodaky  Ld.  v.  George  Houghton  &  Sons. 

Ln  the  Matter  of  the  Trade  Marks  of  Kodaky  Ld. 


In  thb   High   Court   op  Justiob.— Chancbrt   Division. 

Before  Mr.*IJustiob  Swinfen  Eady. 

Jaart^i^^  28th,  29th,  30th  ;  February  2nd,  3rd,  4th,  5th,  6tfi,  7th,  10th,  11th,  and 

18th ;  March  'Ith,  and  13th,  1903. 

5  Kox>.^^^  ljj^  ^,  London  Stereoscopic  and  Photographic  Company,  Ld. 
Kodak,  Ld.  v,  George  Houghton  &  Sons. 
In  the  Matter  op  the  Trade  Marks  oy  Kodak,  Ld. 


^^a(fe  Marks. — Lnfringenient, — Passing-off. — Injunctions  granted, — Motion 

^  'rectify. — Whether  words  ^^Kodak^'  ^^  Brownie,''  ^^Bullseye^'  and  ^'Panoram'' 

ivi  Tegisiered  in  a  class  for  accessories  descriptive  of  the  respective  principal  articles 

for  which  they  are  registered  in  another  class. — Motion  refused  except  as  to 

"Panoram.'' — Certificate  as  to  right  to  excltcsive  use  coming  in  question  refused^ 

^Patents^  Ac.  Act,  1883^  section  77a. 

The  Plaintiffs  had  registered  the  words  "  Kodak,'  "  Brownie,'  **  Bullseye," 

J  5  and  ^*  Panoram"  in  Classes  8  and  1  for  pJiotograjjihic  cameras  and  films 

respectively,  the  relative  dates  of  registration  varying  in  the  different  cases. 

Under  these  names  and  certain  abbreviations  of  the  same  they  were  selling 

cameras  and  rolls  of  appropriate  films.    The  Defendants  were  selling  rolls  of 

films  not  of  the  Plaintiffs'  manufacture  which  were  catalogued  and  advertised 

20  in  various  ways  as  "  Kodak  film,"  "  Brownie  film,"  and  so  on,  and  it  was 

proved  thai  customers  at  their  shops  had  been  supplied  with  films  not  of  the 

Plaintiffs'  manufacture  in  response  to  written  and  verbal  orders  for  "  Kodak 

^film**  ^  film  for  a  Kodak,"  and  so  on.    In  actions  brought  for  injunctions  tQ 

2  ^ 
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Kodak,  Ld.  v.  George  Houghton  A  Sons. 

In  the  Matter  of  the  Trade  Marks  of  Kodak,  Ld. 

restrain  infringement  and  passing-off  tJie  Defendants  contended  that  the  express 
sions  "  Kodak  film;'  «  Brownie  film;'  **  No.  3  F.P.K:  film:'  **  No.  1  Brownie 
''film;'  and  the  like,  whatever  their  original  signification  might  have  heen,.had 
come  to  mean  and  were  understood  by  the  trade  and  public  as  now  meaning 
simply  films  of  any  kind  or  make  so  long  only  as  they  would  fit  the  particular  5 
camera ;  and  they  moved  to  rectify  tJie  Register  by  the  removal  therefrom  of  the 
Trade  Marks  as  registered  for  the  accessories  in  Class  1,  mainly  on  the  ground 
that  the  words  were  descrij)tive  of  the  respective  cameras  for  which  the  films 
were  of  the  appropriate  sizes.  The  word  "  Panoram  "  as  registered  in  Class  8 
for  cameras  was  also  attacked  as  being  descriptive  and  having  reference  to  the  \Q 
character  or  quality  of  the  goods,  but  the  Plaintiffs  admitted  that  this  word 
must  be  removed  from  the  Register  in  each  class. 

Held  (/)  that  the  Plaintiffs  Jiad  clearly  established  that  the  descriptions  and 
letters  in  question  meant  their  films  and.  no  others ;  that  the  Defendants  luzd 
wholly  failed  to  establish  that  the  same  descriptions  and  letters  referred  to  sizes  15 
only,  irrespective  of  origin,  and  tJiat  tJhe  Defendants  must  therefore  be  restrained 
by  injunction  from  making  and  selling  films  in  such  a  way  as  to  lead  to  the 
belief  that  their  films  were  of  the  Plaintiffs'  munufacture ;  {2)  that  "  Kodak  " 
was  an  invented  word  referring  exclusively  to  the  Plaintiffs'  goods,  and  was 
applied  to  their  cameras  and.  films  substantially  about  the  same  time,-  that  20 
^^ Brownie"  and  ^^Bullseye"  were  words  having  no  real  reference  to  the 
character  or  quality  of  the  goods  and  were  applied  by  the  Plaintiffs  simuU 
taneously  to  new  patterns  of  cameras  and  to  films ;  and  that  the  motion  to 
rectify  therefore  failed  except  as  regarded  the  word  "  Panoram,"  which  must  be 
remx)vedfrom  the  Register  in  respect  of  both  cameras  and  films.  25 

A  Certificate  that  the  right  to  the  exclusive  use  of  the  Trade  Marks  came  in 
question  in  the  actions  refused. 

In  these  actions  the  Plaintiffs  ^vere  Kodak,  Ld,,  and  the  object  of  the 
action  was  to  restrain  the  Defendants,  Messrs.  George  Houghton  A  Sons 
and  the  London  Stereoscopic  and  Photographic  Company,  Ld.,  respectively,  30 
from  infringing  the  Plaintiffs'  Trade  Marks  of  "  Kodak,"  "  Brownie," 
"  Bullseye,"  and,  as  regards  the  Defendants,  Messrs.  Houghton,  only,  "  Panoram  " 
for  photographic  films,  and  from  passing  off  goods,  which  were  not  the  goods  of 
the  Plaintiff  Company,  as  and  for  such  goods  by  the  use  of  the  said  words,  or 
by  means  of  the  combination  of  letters  used  as  abbreviations  of  the  said  words  35 
or  otherwise  to  describe  the  Plaintiffs'  goods,  namely,  "  P.K.,"  meaning  Pocket 
Kodak;  "F.P.K.,"  meaning  Folding  Pocket  Kodak;  "  C.K.,"  meaning 
Cartridge  Kodak ;  and  "  B.E.,"  meaning  Bullseye. 

There  was  also  a  motion  by  the  said  Defendants,  and  by  the  Euro/fean  Blair 
Camera  Company,  Ld.,  to  rectify  the  Register  of  Trade  Marks  by  removing  40 
therefrom  the  marks  "Kodak,"   "Bullseye,"  and  "Brownie,"    registered    in 
Class  1  in  respect  of  cameras,  and  the  mark  "  Panoram  "  registered  in  Classes  1 
and  8  for  cameras  and  photographic  chemicals  respectively. 
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Kodaky  Ld.  v.  London  Stereoscopic,  and  Photographic  Company^  Ld. 

Kodak,  Ld.  v.  Oeorge  Houghton  A  Sons. 

In  the  Matter  of  the  Trade  Marks  of  Kodak,  Ld. 

Tiie    following  are  the  particulars  of   registration  of  the  Trade   Marks  bo 
ai^acked  in  the  motion  to  rectify  the  Register  : 


Word. 

Number. 

Class. 

Date. 

"Koiia.^"           

154.848 

1 

13th  March  1891. 

"Biliseye"       

192,199 

1 

4th  January  1896. 

5  "Brox.VTiie"        

232,127 

1 

20fch  July  1900. 

"PMaoiram"       

233,070 

8 

14th  September  1900. 

"Rtr».o»ain"      

235,246 

1 

5th  January  1901. 

«ar: 


^^    ifollowing  are  further  particulars  of  registration  of  the  Plaintiffs'  Trade 


Word. 

Number. 

Class. 

1 

Date. 

10  "Koa.^i"       

75,818 

8 

3rd  May  1888. 

"Ko^^-^,. 

154,849 

15 

13th  March  1891. 

•'^'^a:ak"             

154,850 

39 

13th  March  1891. 

"^^Useye"        

192,200 

8 

4th  January  1896. 

^'fet-o^nie"        

230,797 

8 

14th  May  1900. 

^r,**  Brownie"        

232,126 

39 

20th  July  1900. 

Claft)  1  includes  ^*  chemical  substances  used  in  photography  "  ;  Class  8  includes 

^  scientific  instruments  and  apparatus  for  useful  purposes  "  ;  Class  15  includes 

**irlasB"  ;  and  Class  39  includes  "  paper  and  stationery." 

The  material  facts  of  the  cases  were  stated  as  follows  in  his  Lordship's  judg- 

20  nient :— "  It  is  not  diflRcult  to  appreciate  the  circumstances  which  have  given  rise 

•*to  these  proceedings.    Down  to  the  31st  of  December  1901  the  Plaintiffs 

*^  distributed  their  goods  to  the  retailers  by  means  of  wholesale  agents,  and  the 

^  Defendants  Messrs.  Houghton  A  Sons,  did  a  large  trade  that  they  stated  in  their 

**  circular  (Exhibit  G.D.  2)  to  amount  often  to  considerably  over  IOdOZ,  a  month. 

25   **  Towards  the  end  of  the  year  1901  the  Plaintiffs  announced  that  as  from  the  end 

"  of  the  year  they  would  dispense  with  the  services  of  the  wholesale  dealers,  and 

^  supply  retail  dealers  direct  on  certain  terms  as  to  discount    On  the  7th  of 

**  January  1902  the  Defendants,  Houghton  A  Sons,  who  are  large  wholesale 

2  D  2 
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Kodaky  Ld.  v.  George  Houghton  <fe  Sons. 

In  the  Matter  of  the  Trade  Marks  of  Kodak^  Ld. 

^'  dealers,  issaed  to  the  trade  the  circular  to  which  I  have  just  referred*  In  this  they 
^  protested  against  the  treatment  they  had  received  at  the  hands  of  the  Plaintiff 
**  Company,  and  added  :  *  Our  course  is  a  very  clear  one.  Instead  of  being  as 
"  '  heretofore  not  particularly  anxious  to  introduce  competitive  articles  we  are 
"  '  now  forced  in  self-defence  to  do  so,  and  we  are  glad  to  say  that  very  shortly  we,  5 
^^  ^  in  common  with  other  wholesale  houses  and  manufacturers,  hope  to  put  before 
"  '  you  some  specialitiea  in  the  way  of  films,  and  film  cameras,  of  first-rat«  quality, 
"  *  which  will  enable  you  to  take  up  an  independent  position.'  The  Defendants 
*^  respectively  shortly  afterwards  did  advertise  and  sell  roll  films,  not  of  the 
"  Plaintiffs'  manufacture,  under  the  names,  and  by  the  descriptions,  and  in  the  10 
''  manner  complained  of  in  this  action.  I  refer  to  this  trade  dispute  as  showing 
*^  the  circumstances  which  led  up  to  these  proceedings  ;  and  in  considering  the 
"  evidence  of  the  trade  witnesses,  as  to  the  way  in  which  the  goods  have  been 
**  described  and  sold,  it  is  important  to  notice  whether  they  are  speaking  of 
"  the  time  before,  or  the  time  after,  the  disputes  arose  with  the  Plaintiffs.  15 
"  The  Plaintiffs  were  incorporated  by  the  name  of  Kodak^  Ld.^  on  the  15th  of 
**  November  1898,  and  they  acquired  the  business  previously  carried  on  in  this 
"  country  by  the  Eastman  Photographic  Materials  Company^  Ld.^  which  had 
"  previously  acquired  the  business  here  of  the  Eastman  Dryplate  and  Film 
"  Company,  With  the  business  the  Plaintiffs  acquired  the  benefit  of  all  Trade  20 
^^  Marks  and  trade  names.  The  Plaintiffs  and  their  predecessors  have,  from  time 
^^  to  time,  placed  upon  the  market  cameras  of  various  kinds,  many,  but  not  all  of 
^^  them,  being  hand  cameras.  To  some  of  these  hand  csimeras,  but  not  to  all,  the 
'^  word  '  Kodak'  has  been  applied.  The  Plaintiffs  have  also  put  upon  the  market 
^'  a  hand  camera  adapted  for  roll  films,  to  which  they  at  first  applied  the  term  25 
"  '  Brownie  Camera,'  and,  afterwards,  there  were  two  patterns  of  it,  called, 
"  respectively,  *  No.  1  Brownie '  and  *  No.  2  Brownie.'  The  Plaintiffs  also 
"  purchased  from  the  European  Blair  Camera  Company^  Ld.^  a  hand  camera 
''  known  as  the  '  Bullseye,'  which  the  Plaintiffs  have  since  sold.  At  the  time  of 
^  putting  upon  the  market  their  respective  hand  cameras  suitable  for  roll  films^  30 
*'  the  Plaintiffs  introduced,  and  have  since  continuously  sold,  films  of  a  suitable 
**  size  rolled  upon  a  wooden  roller  of  suitable  pattern  ;  every  such  roll  has  had 
*'  stamped  upon  it  the  word  ^  Kodak,'  and,  upon  the  black  paper  enclosing  the 
'*  sensitive  film,  there  has  been  printed  in  white  letters  the  words  *  Brownie,* 
"  '  No.  1  Brownie,'  *  No.  2  Brownie,'  or  the  like."  The  facts  as  to  the  passing-  35 
off  complained  of  will  be  found  at  the  commencement  of  his  Lordship's 
judgment. 

The  actions  came  on  for  trial,  with  witnesses,  on  the  28th  of  January  1903, 
and  occupied  12  days.    It  was  agreed  by  all  parties  that  the  two  actions  and  the 
motion  to  rectify  should  be  heard  together,  and  that  the  evidence  should  be   40 
taken  once  for  all  and  be  common  to  all  three  proceedings,  and  available  for  all 
'  parties. 

Moultony  K.C.,  Eve,  K.C.,  and  Kerhj  (instructed  by  Kerly^  Son^  and  Verden) 
appeared  on  behalf  of  Kodak,  Ld, ;  Neville,  K.C.,  T.  TerrelU  K.C.,  Sebastian 
and  Wa^gett  (instructed  by  Neish,  Howell,  and  Haldane)  appeared  on  behalf  45 
of  the  London  Stereoscopic  and  Photographic  Company,  Ld. ;  Neville,  K.C., 
T.  Terrell,  K.C.,  Sebastian,  and  Colam  (instructed  by  JRouth,  Stacey  and 
Castle)  appeared  on  behalf  of  George  Houghton  A  Sons.  On  the  motion  to 
rectify  the  Register,  Neville,  K.C.,  T.  Terrell,  K.C.,  Sebastian  and  Waggett 
appeared  for  the  Applicants ;  Moulton,  K.C.,  Eve,  E.C.,  and  Kerly  appeared  50 
for  the  Respondents  ;  R.  J.  Parker  appeared  for  the  Comptroller. 

Moulton,  K.C.,  opened  the  Plaintiffs'  case.  The  names  and  abbreviations 
indicate  not  only  particular  sizes  of  films,  but  films  of  particular  sizes  made  by 
^he  Plaintiffs.    Each  name  an4  abbreviation  is  an  indicium  of  origin,  just  as 
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Basses  red  triangle,  and  each  name  has  been  duly  registered  by  the  PlaintiflFs, 
of  whose  right  to  the  exclnsive  use  of  it  as  a  Trade  Mark  there  is  therefore  the 
prima  facie  evidence  of  registration.  As  to  what  the  Defendants  have  done, 
representation  by  advertisement  in  their  catalogues  is  just  as  bad  as  representa* 
5  tion  on  the  articles  themselves  {Singer  Machine  Manufacturing  Company  y» 
Wilson,  L.R.  3  A.C.  376). 

Neville,  K.C.,  then  opened  the  motion  to  rectify  the  Register.  These  four 
words  registered  for  goods  in  Class  1  and  *^  Panoram/'  also  registered  in  Class  8, 
should  be  taken  off    the  Register.    (1)  ''Kodak"  was  the  name  given  to  a 

10  special  kind  of  camera,  being  a  small  hand  camera ;  as  such  it  was  registered 
in  1888— three  years  before  its  registration  for  chemical  accessories.  From 
1888  onwards  the  word  thus  presented  to  the  public  became  to  the  minds  of  a 
very  large  proportion  of  the  public  identified  with  this  particular  kind  of 
camera  with  which  the  British  tourist    arms    himself  whenever  he  sallies 

15  abroad,  either  in  his  own  country  or  any  other.    When  "  Kodak  "  was  registered 

•  for  goods  in  Class  1  in  1891,  it  was  not  an  invented  word,  but  a  descriptive 
word  describing  the  camera  for  which  the  accessories  were  apt.  [Eadt,  J. — 
Supposing  the  word  had  only  been  used  for  the  Plaintiffs*  film  before  1891, 
could  the  Plaintiffs  not  have  registered   it  then  ?]     They  coujd    not ;    but 

20  in  fact  there  was  no  user  of  it  as  a  Trade  Mark  before  1891 :  and  when 
used  it  was  a  word  having  relation  to  the  character  of  the  article,  for  it 
meant  accessories  for  a  Kodak  just  as  stereoscopic  slides  meant  slides  for 
a  stereoscope.  (2)  "  BuUseye  "  is  not  an  invented  word,  but  was  well  known 
and    used  in    a    variety  of   senses  before    the    simultaneous    registration  of 

25  it  in  1896  by  the  Plaintiffs  for  goods  in  Classes  1  and  8.  The  "  Bullseye* 
"  Camera''  was  an  American  product,  sold  in  England  prior  to  1896  by  the 
Applicants,  the  European  Blair  Company,  who  ultimately  sold  films  also  under 
the  name.  (3)  "  Brownie  "  is  not  an  invented  word,  but,  like  **  Bullseye,"  is 
descriptive  as  regards  films.    The  expression  "Brownie  films"  simply  means 

30  films  of  a  particular  size,  suitable  for  a  "  Brownie  "  camera.  (4)  <'  Panoram  " 
is  obviously  descriptive,  and  should  not  be  on  the  Register  for  either  cameras 
or  accessories.  If  the  motion  to  rectify  succeeds,  the  Trade  Marks  come  off  the 
Register,  and  the  Plaintiffs  must  then  rely  on  their  common  law  rights— if  any 
— and  not  on  infringement.     If  it  fails,  the  Defendants  are  in  no  worse  position, 

35  for  the  use  of  the  words  and  abbreviations  as  designating  the  sizes  of  films  was 
a  perfectly  legitimate  use.  In  Chesehrou^h  Manufacturing  Co's  Trade  Mark 
(** Vaseline")  (19  R.P.C.  342  ;  L.R.  (1902)  2  C6.  1)  the  question  was  left  open 
whether,  when  an  inventor  invents  a  new  article,  and  at  the  same  time  invents 
a  word  to  designate  it,  he  can  claim  the  exclusive  use  of  that  word  to  denote 

40  his  own  manufacture  ;  see  the  dissenting  judgment  of  Cozens-Hardy,  L. J.,  and 
also  Be  Leonard  and  Ellis'  Trade  Mark  (;*  Valvoline")  (L.R,  26  C.  D.  288) ; 
Linoleum  Manufacturing  Company  v.  Nairn  ("Linoleum")  (L.R.  7  C. 
D.  834) ;  and  Magnolia  Metal  Company's  Trade  Marks  ('*  Magnolia  ") 
(14  R.P.C.  621 ;  L.R.  (1897)  2  Ch.  371,  385).     [Eadt,  J.— All  those  are  cases  of 

45  a  new  substance,  including  the  "Vaseline"  case  as  regards  the  judgment  of 
CozenS'Hardy,  L.J.,  on  which  you  rely.  Has  that  rule  ever  been  applied  to  a 
case  like  the  present,  where  there  is  not  a  new  article  but  a  new  pattern  ? J  There 
18  no  solid  distinction  to  be  drawn.  The  Plaintiffs  have  here  given  to  the 
article  a  name  which  the  public  have  come  to  associate  with  the  article  and  not 

50  with  its  manufacture ;  they  cannot  claim  a  right  to  the  exclusive  use  of  the 
name— ife  Palmer's  Trade  Mark  ("  Braided  Fixed  Stars  ")  L.R.  24  C.  D.  504, 
per  Lindley,  L.J.,  at  p.  521. 

The  evidence  adduced  on  behalf  of  the  Plaintiffs  was  then  taken.  The 
material  fitcts  will  be  found  in  the  judgment  below. 
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The  Judge  then  desired  to  hear  the  points  on  which  the  Defendants  relied 
as  their  defences  to  the  actions. 

Neville,  E.C.,  for  the  Defendants. — The  descriptiveness  of  the  names  and 
abbreviations,  as  applied    to  films,  follows   from    the  Plaintiffs    calling  the 
particular  articles  by  those  names.    For  example,  if  a  man  Invents  a  game  and  .5 
calls  it  Ping  Pong,  and  the  public  adopt  his  designation,  he  cannot  assert  that 
any  dealer  or  manufacturer  is  not  entitled  to  make  or  sell  bats  or  balls  for  use 
in  the  game  of  Ping  Pong.     Upon  the  Plaintiffs'  own  evidence  here,  "  Kodak  " 
was  the  name  of  the  article  as  a  patented  article,  and  they  cannot  therefore 
succeed  as  if  it  were  used  as  a  Trade  Mark  {Singer  Manufacturing  Company  10 
V.  Loog^  L.R.  8  App.  Cas.  15,  and  Singer  Manufacturing  Company  v.  Wilson^ 
(L.R.  3  App.  Cas.  376).     Everyone  has  a  right  to  sell  "  Kodak  films,"  but  no 
one  may  register '*  Kodak  "  for  films.     [Eady,  J. — Then  why  could  not  any 
one  sell  **  Kodak  "  cycles ;  see  Eastman  Photographic  Materials  Company^  Ld. 
V.  Griffiths  Cycle  Corporation,  Ld.  (14  R.P.C.  105)  ?]    The  facts  of  that  case  15 
were  different.    Again,  the  Plaintiffs  cannot  have  ac(]^uired  an  exclusive  right  to 
the  use  of  these  names  in  connection  with  films,  inasmuch  as  they  have  been  the 
only  makers  of  films  up  to  a  very  recent  period,  so  that  the  trade  and  the  public 
have  associated  with  films  for  a  *'  Kodak "  the  Plaintiffs  as  the  only  makers 
(Siegert  v.  Findlater  ("Angostura  Bitters"),  L.R.  7  C.  D.  801):  Linoleum  Manu-  20 
facturing  Company  v.  Nairn,  L.R.  7  C.  D.  834,  «36 ;  Leonard  and  Ellis^s 
Trade  Mark,  L.R.  26  C.  D.  288  ;  Chesebrough  Manufacturing  Co.'s  Trade  Mark 
(*'  Vaseline  "),  19  R.P.C.  342 ;  L.R.  (1902)  2  C.  D.  1,  at  page  13).    Just  as  a  trader 
cannot  have  his  goods  stamped  for  sale  in  England  with  '^  Trade  Mark  Regis- 
tered "  when  that  refers  to  registration  in  America,  so  the  Plaintiffs  cannot  put  25 
**  patented  "  on  goods  for  the  English  market  when  that  refers  to  American 
Letters  Patent.    The  name  ^^  Kodak"  meant  a  patented  article,  which  was  indeed 
made  by  the  Plaintiffs,  but  it  was  not  intended  to  denote  the  Plaintiffs*  as 
distinct  from  other  makers  (Be  Palmer's  Trade  Mark  ("  Braided  Fixed  Stars";, 
L.R.  24  C.  D.  504).    With  regard  to  the  motion  to   rectify,  a  man  who  is  30 
not  trading  in  more  than  a  single  article  in  a  whole  class  is  not  entitled  to 
obstruct  the  trade  of  other  traders  by  extending  his  mark  beyond  his  needs 
{Edwards  v.  Dennis,  L.R.  30  C.  D.  466),  but  we  really  claim  to  have  the 
mark  expunged  altogether.     The  Plaintiffs'  evidence  here  is  "  trap  evidence," 
and  IS  liable,  as  regards  its  preparation,  to  the  criticism  passed  by  Farwell^  J.,  35 
in  Ripley  v.  Griffiths  (19  R.P.C.,  at  page  f>97). 

The  evidence  adduced  on  behalf  of  the  Defendants  was  then  taken. 

T.  Terrell,  K.C.,  for  the  Defendants  to  the  two  actions.— These  are  cases 
merely  of  passing-off,  if  anything,  and  not  of  infringement  of  Trade  Mark,  for 
there  can  be  no  infringement  where,  as  here,  there  is  no  user  of  the  word  as  a  40 
Trade  Mark  on  the  goods  themselves.  The  evidence,  regarded  as  a  whole, 
shows  that  these  names  of  cameras  when  applied  to  films,  as  they  are,  simply 
denote  size  and  not  origin  of  manufacture.  The  onus  of  proving  passing-off  is 
on  the  Plaintiffs,  and  has  not  been  discharged  by  them  as  against  either  the 
London  Stereoscopic  Company  or  Houghton  A  Sons.  With  regard  to  the  Trade  45- 
Mark  question,  "  Kodak  "  originally  meant  a  special  class  of  camera,  viz.,  a  self- 
contained  roll  film  snapshot  camera ;  but  with  the  public  it  has  come  to  mean  a 
convenient  snapshot  camera  of  any  make,  so  that  the  words  "to  kodak," 
"  kodaking,"  "  kodaker,"  are  used  with  that  connotation,  without  denoting  the 
Plaintiffs'  special  make.  By  reason  of  its  user  by  the  public  the  word  presented  50 
to  the  public  bj  the  Plaintiffs  has  come  to  be  descriptive  of  a  self-contained  roll 
film  snapshot  camera.  As  applied  to  films  it  is  therefore  descriptive ;  and  bo 
with  the  other  words  which  we  are  attacking.  It  is  not  an  "  invented  "  word 
within  the  meaning  of  the  Act,  for  "  invented  "  must  mean  *'  invented  for  the 
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**  purposes  of  the  Trade  Mark."  Again,  the  Court  will  go  into  the  intention  of 
a  man  even  after  registration  (Re  Bai€s  Trade  Marks,  15  R.P.C.  534;  L.R. 
(1898)2  0.  D.  432). 
Moulton^  K.C.,  in  reply  in  the  actions. — ^The  Defendants'  case  is  based  on 
5  three  fallacies*  In  the  first  place,  when  once  you  have  the  true  Trade  Mark 
character,  viz.,  a  permissible  mark  indicating  origin,  nothing  in  user  can  invali- 
date it.  The  Defendants  attempt  to  prove  some  such  ex  post  facto  invalidation, 
but  there  is  no  trace  of  such  a  doctrine  in  any  Trade  Mark  legislation  or.  in 
general  jurisprudence.     Selective  use  is  no  objection  t.o  the  validity  of  a  Trade 

10  Mark.  Secondly,  the  Defendants  have  confounded  the  date  of  registration  with 
the  date  of  user;  but  so  far  from  the  Acts  requiring  you  to  begin  to  use  it  when 
you  register,  section  75  expressly  says  that  application  for  registration  shall  be 
•*  deemed  to  be  equivalent  to  public  user."  Thirdly,  it  is  a  fallacy  to  say  that 
when  there  is  a  Trade  Mark  registered  for  more  than  one  type  of  goods,  it  is  an 

15  objection  to  it  that  goods  in  one  class  are  associated  with  goods  of  another  class, 
tf.^.,  that  you  cannot  register  "  A jax "  in  one  class  for  a  "harvester  machine," 
and  in  another  for  cutlery  blades.  They  both  denote  origin,  which  is  the 
function  of  Trade  Marks.  To  say  that  they  would  interfere  with  one  another 
is  unintelligible  Trade  Marks  metaphysics.      In  these  cases  the  whole  of  the 

20  photog^phic  trade  abstained  from '  using  these  words  and  abbreviations 
until  the  end  of  1901 ;  the  whole  trade  not  only  did  not  entrench  upon  the 
Plaintiffs'  rights  to  their  sole  use,  but  recognised  them  by  their  own  modes  of 
advertisement.  As  to  the  motion  to  rectify,  the  word  **  Brownie  "  was  adopted 
by  the  Plaintiffs  in  1900,  and  without  doubt  has  been  siuce  used  by  them  as  a 

25  Trade  Mark  of  origin  on  IBlms  as  well  as  on  cameras.  **  Bullseye  "  was  not 
originally  the  Plaintiffs'  Trade  Mark,  but  was  abandoned  by  the  original  users, 
the  European  Blair  Company.  The  Plaintiffs  having  then  adopted  it,  the 
European  Blair  Company  could  not  set  up  a  title  to  it  {see  Paine  v.  Daniell 
A  Sons'  Breweries,  10  R.P.C.  217 ;  L.R.  (1893)  2  CD.  567).    On  this  motion 

30  the  Particulars  of  Objection  are  general  to  all  three  applicants,  and  this 
objection,  which  would  be  peculiar  to  the  European  Blair  Company,  has  not 
been  taken.  [Eadt,  J. — If  the  Applicants  desire  it,  I  shall  give  leave  to  amend 
the  Objections,  and  to  either  party  to  bring  further  evidence.]  *'  Kodak "  is 
unquestionably  an  **  invented  word,"  and  has  never  denoted  any  goods  other 

35  than  goods  emanating  from  the  Plaintiffs.  There  is  no  need  for  it  to  have  been 
newly  invented  at  the  date  of  registration  (Re  Linotype  Company's  Trade 
Mark,  17  R.P.C.  380;  L.R.  (1900)  2  O.T>.  238).  We  submit  that,  excepting 
'^  Panoram,"  the  Trade  Marks  are  properly  registered,  and  that  both  at  common 
law  and  by  reason  of  the  infringement  of  those  marks  the  Plaintiffs  are  entitled 

40  to  relief. 

NtvilJe,  K.C.,  in  reply  on  the  motion  to  rectify. — These  words,  as  applied  to 
goods  in  Class  1,  do  not  indicate  origin,  but  are  descriptive,  having  a  reference 
to  the  goods  in  Class  8,  and  being  necessarily  used  to  denote  the  size.  The 
words  cease  to  be  "  invented  "  when  adopted  into  the  English  language. 

45  Moulton,  K.C. — I  am  not  going  to  claim  to  reply  on  my  learned  friend.  But 
might  I  point  out  that  there  is  much  evidence  oji  our  side  that  the  two  things 
are  not  the  same,  but  there  is  no  evidence  whatever  to  suggest  that,  in  the  case 
of  **  Kodak  "  in  1891,  a  man  would  have  said  "  a  Kodak  film  "  as  "  a  film  for  a 
Kodak." 

50  SwiNFBN  Eadt,  J. — I  am  unable  to  dispose  of  the  case  now,  until  the 
que^ion  as  to  the  trade  mark  of  ^^  Bullseye  "  is  determined,  because  the 
Plaintiffs  in  the  action  have  had  it  upon  the  Register  for  five  years,  so  that, 
unless  taken  off,  they  have  a  right  to  the  mark.  Therefore  I  must  deal  with 
the  motion.    The  Particulars  are  now  to  be  treated  as  delivered,  and  the  case 
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is  only  to  remain  open  on  one  point,  that  is  an  additional  Objection  that  the 
Plaintiffs  were  not  entitled  to  register  "Bullseye"  for  films  when  they  did, 
on  the  ground  of  prior  user  by  the  European  Blair  Camera  Company.  I  do 
not  know  what  further  evidence  will  be  required*  No  doubt  the  parties  will 
desire  to  consider  that.  5 

Moulton,  K.C. — I'should  like  to  consider  it. 

Eady,  J. — I  do  not  know  at  all  whether  this  question  may  be  affected  by 
any  dealings  between  the  Plaintiff  Company  and  the  Blair  Company  when 
the  Plaintiffs  acquired  the  camera,  whether  any  goodwill  or  anything  passed 
with  the  camera,  and  I  do  not  know  whether  any  deeds  that  are  abroad  must  10 
be  sent  over  to  this  country. 

Neville,  K.C— May  I  make  a  suggestion  here,  if  I  am  not  interrupting  your 
Lordship  ?    The  necessity  of  this  amendment  had  not  occurred  to  my  mind 
until  to-day.    IVEay  we  give  my  learned  friends  notice  within  a  reasonable  time 
whether  we  will  ask  your  Lordship  to  make  that  amendment  to  the  Objections  15 
or  not.    Does  your  Lordship  see  what  I  mean  ? 

Eady,  J^.— Quite. 

Neville,  K.C. — Supposing  that  we  make  up  our  minds  that  we  do  not  want 
to  call  any  further  evidence,  the  moment  we  do  that  we  will  intimate  it  to  my 
friends,  and  we  will  let  your  Lordship  know  and  there  will  be  an  end  of  it.  20 

Eve,  K.C. — Can  you  do  it  this  week  ? 

Neville,  K.C; — Can  you  give  us  a  week  to  do  it  in  ? 

Eady,  J. — You  will  be  able  to  do  that  by  next  Monday. 

Neville,  K.C. — Yes,  that  will  give  us  Monday. 

Eady,  J. — Then  put  the  I'rade  Mark  motion  in  the  paper  for  Tuesday  £5 
morning  to  be  mentioned  so  that  both  parties  may  consider  i^only  the  Trade 
Mark  motion. 

Neville,  K.C. — Then  we  can  tell  your  Lordship  how  it  stands. 

Eady,  J. — Yes,  and  then  when  it  is  mentioned,  and  if  it  is  determined  to 
proceed  with  the  further  Objection,  perhaps  the  Plaintiffs  will  have  considered  30 
by  then  what  time  they  will  require  to  produce  such  further  evidence  as  may 
be  necessary. 

Subsequently  the  Applicants  intimated  to  the  Court  that  they  did  not  propose 
to  amend  or  add  to  the  Particulars  of  Objections  as  delivered. 

Judgment  was  given  on  the  4th  of  March.  35 

SwiNFBN  Eady,  J.,  having  stated  the  facts  as  above  (ante,  page  339,  line  20) 
continued — The  Plaintiffs  contend  that  the  Defendants  are  not  entitled  to 
describe  or  sell  any  films  not  put  upon  the  market  by  the  Plaintiffs  as 
**  Brownie  films,"  "  F.P.K.  films,"  or  the  like  ;  the  Plaintiffs  do  not  dispute, 
and  never  ha^e  disputed,  that  anyone  may  make  and  sell  films  of  a  size,  and  40 
wound  round  a  reel,  suitable  for  the  Plaintiffs'  cameras,  and  may  properly 
advertise  their  goods,  but  not  in  such  manner  as  to  represent  or  lead  to  the  belief 
that  the  films  are  the  Plaintiffs'  production.  The  Defendants,  on  the  other 
hand,  contend  that  the  expressions  "Kodak  film,"  "Brownie  film,"  "No.  1 
*'  Brownie  film,"  "  No.  3  F.P.K.  film,"  and  the  like,  whatever  their  original  45 
signification  may  have  been,  have  come  to  mean,  and  are  understood  by  the 
trade  and  public  as  now  meaning,  simply  films  of  any  kind  or  make  so  long  only 
as  they  will  fit  the  particular  camera. 

The  Plaintiffs  called  evidence  to  show  that  they  had  sent  to  the  shop  of  the 
Defendants,  Houghton  &  Sons,  tot  a  "  No.  1  Brownie  film,"  a  "  No.  lA  Kodak  50 
•**  film,"  and  a  "  Brownie  Kodak  film,"  and  had  been  supplied  with  films 
invoiced  respectively  as  "  Brownie,"  "  No.  lA,"  and  "  Brownie,"  which  were  not 
of  the  Plaintiffs'  manufacture.  They  also  called  evidence  to  show  that  in  like 
manner  other  films  had  been  ordered  by  using  the  description  in  question  in 


Vol.  XX.,  No.  12.]       AND  TRADE  MARK  CASES.  345 


Kodakj  Ld.  v.  London  Stereoscopic  and  Photographic  Companf/y  Ld. 

Kodakj  Ld.  v.  George  Houghton  A  Sons. 

In  the  Matter  of  the  Trade  Marks  of  Kodak,  Ld. 


ttiifl  action,  and  iilmB  not  of  the  Plaintiffs'  manufacture  had  been  supplied. 
I  do  not,  however,  think  it  necessary  to  consider  in  detail  the  evidence  as  to  the 
sales,  as  the  Defendants  claim  the  right  to  do  this,  and  Mr.  E.  W.  Houghton 
Bam  that  if  his  assistants  sold  films  of  other  make  than  the  Plaintiffs'  when 
5  "Brownie  films,"  or  "  Bullseye  films  "  were  asked  for,  he  thoroughly  approved 
of  that  course.  The  Defendants,  the  Stereoscopic  Company,  took  the  same  line 
OT  defence.  It  was,  however,  proved  as  regards  them,  by  their  assistant,  Mn 
'!!?  ^««*^>  who  was  called  by  them,  that,  even  if  a  "  Kodak  film"  were 
asked  for,  it  was  the  ordinary  course  of  business,  and  had  been  during  the  four 

10  years  of  which  he  had  experience,  to  supply  any  make  of  film  whatever,  and 
nc^the  Plaintiff  Company's  ;  he  even  went  so  far  as  to  say  that  the  expression 
'*  Kodak  film  "  conveyed  nothing  to  him. 

A  great  deal  of  evidence  was  called  on  both  sides  as  to  the  meaning  which 
ttie  trade  and  the  public  attached  to  particular  expressions  as  applied  to  films ; 

15  but,  before  dealing  with  the  evidence,  it  is  necessary  to  consider  what  roll  films 
were  in  the  market  previous  to  the  dispute  arising  between  the  parties.  This 
was  in  the  years  1901,  the  new  arrangement  taking  effect  from  the  1st  of 
January  1902.  The  Plaintiffs  introduced  transparent  non-stripping  roller  films 
mto  this  country  from  America  in  the  year  1889,  and  in  the  following  year  they 

2U  erected  a  factory  at  Harrow,  and  commenced  to  manufacture  them  in  this 
country.  These  consist  of  a  roll  of  celluloid  coated,  on  one  side,  with  a  sensitive 
emulsion.  After  exposure  in  a  camera,  and  development,  the  image  remains 
upon  the  film,  and  the  latter  being  transparent  prints  can  readily  be  taken  from 
the  negative.  The  old  practice  of  stripping  off  the  sensitive  film  from  the  paper 

25  backing,  before  printing  from  it,  which  was  in  use  when  paper  roll  films  were 
used,  was  not  employed  in  the  case  of  celluloid  films.  Hence  these  were  called 
non-stripping  films.  The  Plaintiffs  sold  celluloid  roll  films  for  all  their  hand 
cameras  in  which  roll  films  were  used,  and  have  done  so  since  these  cameras 
were  respectively  introduced. 

30  The  next  persons  to  sell  roll  films  in  England  were  the  European  Blair 
Company.  They  imported  them  from  America  in  1893  and  1894,  and  about 
September  1894,  b^jan  to  manufacture  them  at  Foots  Cray,  in  Kent.  The  same 
Comi^ny  bought  from  the  Boston  Camera  Company,  and  imported  from 
America,  and  sold  in  this  country,  a  camera  known  as  the  "  Bullseye,"  and 

35  manufactured  films  suitable  for  use  in  that  camera.  This  Company  has 
advertised  the  films  which  it  makes  as'* adapted  for  use  in  the  following 
"  cameras,"  describing  the  cameras,  and  no  objection  is  taken  to  this  form  of 
advertisement.    The  next  persons  to  make  and  sell  roll  films  were  Messrs. 

.      Wellington  and  Ward.    In  June  1899  they  began  to  manufacture  gelatin^ 

40  roll  films ;  they  never  manufactured  any  celluloid  films  until  August  1902, 
which  is  ^ter  the  commencement  of  these  proceedings.  Mr.  H.  W.  Hall,  the 
manager  of  Wellington  and  Ward,  a  witness  called  by  the  Defendants,  stated 
that  gelatine  films  after  development  are  treated  differently  from  celluloid 
films.    Mr.  W.  F.  Butcher,  a  photographic  dealer,  also  called  by  the  Defendants, 

40  stated  that  the  Wellington  gelatine  film  was  a  very  different  film  from  the 
"Kodak  film"  (the  Plaintiffs')  ;  and  Mr.  Max  Beichert,  also  a  witness  for  the 
Defendants,  explained  that  the  gelatine  film  is  adhesive  on  both  sides,  and  is 
apt  to  stick  as  soon  as  it  enters  the  developing  solution,  with  the  result  that 
you  get  uneven  development ;  and,  to  prevent  this,  the  film  should  be  soaked 

W  m  water  before  being  placed  in  the  developing  solution.  The  treatment  after 
development  is  also  different ;  a  celluloid  film  is  pinned  up  by  its  foui*  corners 
to  a  piece  of  wood,  or  other  suitable  substance,  to  dry,  whilst  it  is  necessary, 
m  the  case  of  a  gelatine  film,  that  it  should  be  carefully  squeezed  on  to  a  plate 
of  glass  or  vulcanite. 
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Then,  there  was  a  film  manufactured  and  sold  by  the  Sandell  Films  and 
Plates,  Ld.,  called  ^^  SandelW  Cristoid."  It  appeared  from  the  evidence  of 
Mr.  Richard  Fleming  Smith,  au  employ^  of  the  Sandell  Company,  and  of  Mr. 
Hoy^hton,  that  this  film  has  a  gelatine  and  not  a  celluloid  base,  and  requires 
Hpecial  deyelo}>ment  and  treatment.  Mr.  Easier  said  it  would  require  another  5 
solution  for  its  treatment.  There  was  also  the  Thornton  roll  film  introduced 
about  two  and  a  half  y^ars  ago,  that  is  to  say  about  August  1900.  Mr.  A.  W, 
.  Hibhott,  a  witness  for  the  Defendants,  explained  that  this  film  was  on  paper, 
and,  like  the  Sandell  and  Thornton  films,  required  different  treatment  from 
that  required  by  the  Plaintiffs'  celluloid  films.  There  was  also  the  "  Secco"  film,  10 
which  started  early  in  1900,  and  the  Company  was  compulsorily  wound  up  in 
February  1901.  The  Company  was  formed  to  sell  a.  make  of  film  introduced 
by  a  German  Syndicate,  but  it  came  to  grief  very  quickly,  and  never  did  any 
substantial  trade  in  this  country.  The  "  Ensign"  and  the  '*  Planchon"  films  were 
not  put  on  the  market  until  after  the  dispute  had  arisen  betwe«)n  the  parties  to  15 
this  litigation,  and  it  is  not  necessary,  therefore,  to  consider  those  films  in 
connection  with  the  conflict  of  evidence  between  the  parties,  as  to  the  meaning 
placed  by  the  trade  and  the  public  upon  particular  descriptions  and  expres- 
sions. It  will  thus  be  seen  that  the  Blair  film  was  the  only  celluloid  film 
(other  than  the  Plaintiffs')  in  the  market  previous  to  the  end  of  1901.  20 

T  proceed  now  to  consider  the  effect  of  the  evidence  adduced  by  the 
Plaintiffs  and  Defendants  respectively,  as  to  the  meaning  of  the  descriptions 
'*  Kodak  film,"  "  Brownie  film,"  "  No.  1  Brownie  film,"  "  No.  3  F.P.K.  film," 
'*  Bullseye  film,"  and  the  like,  in  question  in  this  action,  and  in  doing  so  it  is 
important  to  bear  in  mind  the  different  films  on  the  market  at  the  respective  25 
dates  referred  to  by  the  various  witnesses.  The  Plaintiffs  called  upwards  of 
forty  witnesses,  the  bulk  of  whom  deposed  as  to  the  meaning  attached  by  the 
trade  and  the  public  to  the  descriptions  in  question.  These  witnesses  came 
from  London,  and  from  all  parts  of  the  colintry,  north,  south,  east  and  west. 
They  included  retail  dealers  engaged  daily  in  selling  films  to  the  public  :  some  30 
professional  photographers ;  some  amateur  photographers,  some  very  inex- 
perienced, some  of  the  greatest  experience,  such  as  Sir  Henry  Tniman  Wood, 
secretary  of  the  Society  of  Arts,  and  past  president  of  the  Royal  Photographic 
Society  ;  Viscount  Maitland,  a  frequent  exhibitor  at  photographic  exhibitions  ; 
the  Reverend  John  McKenzie  Bacon,  who  has  photographed  nearly  all  his  life,  35 
and  is  so  well  known  as  an  aeronaut ;  Professor  Armstrong ;  Doctor  Lockyer, 
a  Fellow  of  the  Royal  Astronomical  Society,  and  many  others.  The  effect  of 
their  evidence  is  that  the  words,  letters,  and  descriptions,  in  dispute,  indicate 
the  films  put  on  the  market  and  sold  by  the  Plaintiff  Company,  and  no  others  ; 
that  they  indicate  the  origin  of  the  films,  as  well  as  the  sizes  and  patterns  of  40 
cameras  for  which  they  are  intended  ;  and  that  when  ordering  films  by  these 
descriptions  they  intend  and  expect  to  receive  the  products  of  the  Plaintiff 
Company,  and  not  any  other  films  whatever. 

The  Defendants,  in  their  turn,  called  a  considerable  number  of  witnesses. 
Some  of  them  were  amateur  photographers,  and  ifaost  of  those  said  they  were  45 
careful  to  specify  the  make  of  film,  and  thus  get  what  they  wanted  ;  they 
mentioned  "  Kodak  film  "  if  they  wanted  the  Plaintiffs' ;  "  Sandell  film,"  or 
"Cristoid  film,"  if  they  wanted  Sandells' ;  and  ** Wellington  film"  if  they 
wanted  Wellington  and  Ward^s,  Mr.  Russell  Clarke,  Mr.  Alfred  Rood%  and 
Mr.  William  Ashcroft  were  witnesses  of  this  type.  In  this  connection  it  must  .50 
be  mentioned  that  the  Defendants,  in  opening  their  case,  contended  that  a 
•t  Kodak  film  "  did  not  necessarily  mean  a  film  of  the  Plaintiffs'  manufacture, 
but  merely  a  film  of  any  manufacture  for  use  in  a  "  Kodak  "  camera,  just  as  a 
stereoscopic  slide  meant  a  slide  for  use  in  a  stereoscope.    As  the  case  proceeded' 
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it  became  manifest  that  this  contention  could  not  be  supported,  witness  after 
witness  describing  a  '^  Kodak  film  *'  as  meaning  a  film  of  the  Plaintiffs^  manu- 
facture, and  Mr.  R.  G.  Bayley  (the  editor  of  Photography),  who  was  called  by 
the  Defendants,  said  that  if  he  wanted  the  Kodak  Gompany's  make  he  should 
5  say  :  an  "  Eastman  film,'*  or  "  a  Kodak  film  "  using  the  terms  indifferently. 
The  matter  had  become  quite  clear  before  Mr.  Edmund  Hosiery  an  employe 
of  the  Stereoscopic  Gompany,  was  examined,  and  when  he  admitted  that,  at 
the  Regent  Street  shop  of  the  Stereoscopic  Gompanyy  he  had  been  in  the  habit, 
when  asked  by  customers  to  load  their  cameras  with  "  Kodak  "  films,  of  putting 

10  in  any  films  he  happened  to  have  in  stock,  and  that  such  had  been  his 
invariable  practice,  it  was  conceded  by  the  Defendants,  the  Stereoscopic 
Company^  that  they  could  not  seek  to  justify  what  Hasler  said  he  had  done. 
The  next  class  of  witnesses  called  by  the  Defendants  were  those  who  came  to 
say  and  said  in  answer  to  a  question  as  to  what  was  understood  in  the  trade  by 

15  the  expression  a  "  No.  1,  F.P.K.  film,"  that  it  referred  merely  to  size,  and  did 
not  denote  a  film  of  the  Plaintiffs'  manufacture,  but  who,  in  cross-examination, 
admitted  that,  whenever  asked  for  a  '*No.  1,  F.P.K.  film,"  they  had  always 
supplied,  in  response  to  such  request,  a  film  of  the  Plaintiffs'  manufacture,  and 
never  any  other.    Thus  Mr.  David  Bradfieldy  a  salesman  with  Messrs.  Watson 

20.  and  SonSy  of  Holborn,  said  that  when  a  customer  asked  for  a  "  No.  1  Folding 
**  Pocket  Kodak  film,"  the  order  had  never  been  executed  by  selling  any  other 
film  than  the  Plaintiffs' ;  and  that  down  to  1901  a  request  for  a  *'  No.  1  Folding 
"  Pocket  Kodak  film  "  would  have  meant,  to  his  mind,  and  without  question,  a 
film  manufactured  by  the  Plaintiff  Company.    In  like  manner,  Mr.  Gonrad 

25  Becky  Managing  Director  of  R.  and  J.  Becky  Ld.y  of  68,  Cornhill,  admitted 
that  when  films  were  ordered  of  him  by  the  descriptions  in  question,  for 
instance  a  "  No.  2  Brownie  film,"  down  to  the  beginning  of  1902  they  always, 
supplied  films  of  the  Plaintiffs'  manufacture.  In  like  manner,  Mr.  O.  R. 
Barclay  of  Farringdon  Street,  the  Managing  Director  of  Barclay  and  SonSy 

30  Ld.y  admitted  that  down  to  the  time  of  the  dispute  arising  between  his  Company 
and  the  Plaintifb,  his  Company  would  only  have  supplied  the  Plaintiffs'  films 
in  response  to  an  order  for  a  "  No.  1  F.P.K.  film."  Under  these  circum- 
stances I  took  occasion  to  observe  during  the  hearing,  and  I  repeat 
it   now,    that  very  little,  if  any,  weight  can  be  attached  to  the  evidence 

35  of  trade  witnesses  whose  only  personal  experience  in  the  trade,  with  regard  to 
the  descriptions  in  question  in  this  action,  has  been  that  the  words  have  been 
used  in  the  sen^e  contended  for  by  the  Plaintiffs,  when  they  come  and  say  that 
their  "  understanding  "  of  the  meaning  of  the  expression  is  in  a  different  sense. 
What  is  of  value  is  their  experience  gained  in  the  course  of  their  trade  of  the 

40  meaning  attached  by  the  trade  and  the  public  to  particular  descriptions,  and 

this  is  shown  by  their  own   uniform   practice  that  when    goods  have  been 

ordered  of  them  by  the  words  in  question,  they  have  always  supplied  without 

question  the  Plaintiffs'  goods  and  no  others. 

Another  class  of  witnesses  called  by  the  Defendants    deposed    that   the 

45  descriptions  in  question  in  this  action,  "  No.  1  F.P.K.,"  and  the  like,  conveyed 
nothing  to  their  minds.  They  always,  when  asked  for  films  in  this  manner, 
immediately  asked  what  maJke  of  film  was  required,  and  thus  prevented  the 
possibility  of  any  mistake.  Mr.  Henry  Ball  of  Southport,  Mr.  Arthur 
William  Abhotty  an  employe  of  Mr.  Richard  Greeny  who  carries  on  business 

50  as  ^'  The  City  Sale  and  Exchange,"  are  witnesses  of  this  class.  Another  class  of 
witnesses  called  by  the  Defendants  deposed  that  when  films  were  ordered  by 
them,  by  this  description,  they  considered  themselves  at  liberty  to  supply  films 
of  any  make  whatever,  so  long  only  as  the  size  of  the  film  would  fit  the  camera, 
whether  a  paper  film,  celluloid,  gelatine,  cristoid,  or  glassoline.    Witnesses  of 
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this  class  were  Mr.  E.  A.  Sashbrook,  an  assistant  of  Mr.  Richard  Oreen,  Mr. 
W.  F.  Butchery  of  W,  Butcher  &  Sons,  St.  Bride  Street ;  and  Mr.  WaUer 
Longlandy  an  amateur  photographer,  supported  them  as  to  the  practice.  Another 
witness  called  by  the  Defendants,  Mr.  Foulston  of  Hull,  gave  evidence  to  the 
opposite  effect ;  that  his  experience  was  that  the  public  were  fastidious  on  the  5 
question  of  their  films.  It  did  not  surprise  me  to  hear  Mr.  Sashhrook  admit 
that  films  which  he  had  supplied  were  sometimes  returned,  on  the  ground  that 
they  were  not  of  the  Plaintiffs'  make.  It  is  quite  idle  to  expect  me  to  believe 
that  persons  who  have  recently  begun  photography,  and  bought  the  Plaintiffs* 
kodaks  and  films,  and  witsh  to  obtain  fresh  spools  for  their  cameras,  are  10 
indifferent  as  to  the  films  supplied  to  them ;  whether  the  same  as  before,  or 
totally  different,  whether  gelatine  or  cristoid,  or  whether  celluloid  as  before, 
whether  requiring  the  same  or  different  treatment,  and  whether  a  film  which 
they  do  or  do  not  know  how  to  treat.  Mr.  W,  E,  Heaton  pointed  out  that  in 
the  case  of  a  film  it  was  absolutely  necessary  to  know  the  speed  of  the  film,  and  15 
how  to  develop  it,  in  order  to  obtain  the  best  results ;  and,  when  it  is 
remembered  that  the  evidence  shows  that  it  is  a  common  practice  for  persons 
to  take  their  cameras  to  be  reloaded,  and  that  they  do  not  actually  see  the  rolls 
of  films  inserted  until  subsequently  removed  for  development  and  exposed  in 
a  dark  chamber,  it  becomes  evident  that  it  is  of  importance  to  them  to  know  20 
what  film  their  camera  contains,  and  that  a  person  who  knows  anything  of 
photography  is  not  content  to  obtain  merely  any  film,  so  long  only  as  the  size  suits. 

Ditaling  with  the  evidence  on  both  sides  as  a  whole,  I  am  quite  clearly  of 
opinion  that  the  Plaintiffs  have  established  that  the  descriptions  and  letters  in 
question  in  these  actions  mean  the  Plaintiffs'  films  and  no  others,  and  that  the  25 
Defendants  have  wholly  failed  to  establish  that  the  same  descriptions  and 
letters  refer  to  sizes  only,  irrespective  of  origin.  The  preponderance  of 
evidence  in  favour  of  the  Plaintiffs'  contention  is,  in  my  opinion,  overwhelming, 
indeed  I  am  not  aware  that  the  Defendants  have  been  able  to  prove  any  order 
for  films  where  films,  other  than  the  Plaintiffs'  films,  were  intended  by  the  30 
letters  and  descriptions  in  question—"  No.  1  F.P.K  ,"  "  No.  1  Brownie  '*— and 
the  like,  before  the  dispute  arose  between  the  parties  in  1901,  unless  the  name 
of  some  other  maker  was  also  added,  such  as  Wellington,  Sandell,  or  the  like, 
or  unless  the  case  was  that  of  an  order  to,  or  a  sale  by,  some  other  manufacturer, 
and  from  the  nature  of  the  case,  could  only  refer  to  his  own  films.  35 

The  Defendants  adduced  evidence  to  show  that  the  word  "  Kodak,"  and  the 
other  words  and  abbreviations  now  complained  of,  have  been  applied  by 
manufacturers  and  dealers  without  any  complaint  from  the  Plaintiffs  to 
albums,  mounts  for  photographs,  printing  frames,  and  other  similar  articles, 
with  a  view  to  describing  such  articles  as  suitable  for  prints  from  "  Kodak  "  40 
negatives,  or  for  use  in  connection  with  "  Kodak  "  cameras,  but  no  such  user 
was  shown  with  reference  to  cameras  or  films  ;  and  the  user  of  the  words  in 
this  manner  confined  hitherto  to  certain  accessories  will  not  justify  the 
extension  of  the  user  to  films,  when  the  words,  as  hitherto  applied  to  films, 
indicate  the  productions  of  the  Plaintiff  Company,  and  of  no  one  else.  45 

The  result  is  that  in  my  opinion  the  Plaintiffs  have  clearly  established  that 
the  words  "Brownie,"  "Bullseye,"  "Kodak,"  "Cartridge  Kodak,"  "Pocket 
"  Kodak,"  "  Folding  Pocket  Kodak,"  and  the  abbreviations  of  them  as  applied 
to  films,  describe  and  refer  exclusively  to  the  Plaintiffs'  films.  It  is  not 
disputed  that  anyone  may  make  and  sell  films  of  these  sizes,  and  may  refer  50 
to  the  cameras  for  which  those  films  are  suitable  in  order  to  describe  the 
size  of  their  films  and  the  pattern  of  the  reel  or  spool ;  but  they  must  not  do 
so  in  such  a  way  as  [to  lead  to  the  belief  that  their  films  are  of  the  Plaintiffs* 
manufacture. 
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The  Plaintiffs  refer  in  paragraph  9  of  their  Statement  of  Claim  to  two 

advertisements  of  the  Defendants  Houghton  A  Sons,  of  which  they  complain, 

but  I  am  relieved  from  farther  considering    those  advertisements    as    the 

Defendants  did  not  seek  to  justify  those  advertisements  if  they  were  held  to  be 

5  wrong  on  the  main  part  of  the  case. 

There  must,  therefore,  be  an  injunction  as  asked,  unless  the  Applicants  can 
succeed  on  their  motion  to  rectify. 

There  is  a  motion  by  the  Defendants,  Messrs.  Houghton  A  Sons,  and  the 
Stereoscopic  Company,  Ld.,  and  also  by  the  European  Blair  Company,  Ld.,  to 

10  rectify  tiie  Register  of  I'rade  Marks  by  removing  therefrom  the  registered 
Trade  Marks,  "  Kodak,"  "  Brownie,"  and  "  Bullseye,"  in  Class  1,  which  includes 
photographic  films,  and  the  Trade  Mark  '^  Panoram  "  in  the  same  class,  and  a\so 
in  Class  8,  which  includes  cameras.  With  regard  to  "  Panoram,"  this  word  is 
obviously  descriptive  in  its  application  to  cameras  and  films,  and  it  has  been 

15  conceded  that  the  word  cannot  be  defended  as  a  Trade  Mark.  An  Order,  as 
asked,  must  therefore  be  made  so  far  as  regards  '^  Panoram  "  in  both  the  classes 
in  which  it  is  registered  by  the  Plaintiffs.  With  regard  to  the  word  "  Kodak," 
two  reasons  have  been  urged  for  the  removal  of  the  Mark  from  the  Register. 
Fiist  that  the  word  is  descriptive  of  an  article — a  camera — and  that  in  its 

20  application  to  films  it  is  descriptive,  meaning  films  suitable  for  use  in  such  a 
camera;  secondly,  that  the  word  ''Kodak,"  as  applied  to  films,  is  not  an 
invented  word  within  the  meaning  of  the  Trade  Marks  Act,  it  having  been 
invented  some  three  years  before  it  was  registered  for  films.  As  to  the  first 
ground  it  was  contended  that  a  ''  Kodak  film  "  is  descriptive,  and  means  a  film 

25  for  a  "  Kodak,"  and  that  the  word  "  Kodak  "  was  descriptive,  and  was  the  name 
of  an  article ;  and  that  when  a  person  invents  a  new  thing  and  calls  it  by  a  new 
name,  as  anyone  in  the  absence  of  a  Patent  is  entitled  to  make  the  thing,  he 
may  call  it  by  the  name  which  its  inventor  has  given  to  it.  In  support  of  this 
proposition  reference  was  made  to  Leonard  and  Ellis's  Trade  Mark  ('*  Valvoline"), 

30  (L.R.  26  CD.  288);  Magnolia  Metal  Company  (U  R.P.C.  621;  L.R.  (1897) 
2  CD.  371) ;  and  Cliesehrough  Manufacturing  Co.'s  Trade  Mark  ("  Vaseline  ") 
(19  R.P.C  342;  L.R.  (1902)  2  CD.  1).  I  asked  Counsel  to  tell  me  what 
article  the  word  "Kodak"  described — if  it  was  descriptive,  descriptive  of 
what  ?    What  kind  of  hand  camera  was  the  word  descriptive  of  ?     I  was  not 

35  successful  in  obtaining  any  answer,  because  the  truth  is  that  the  word  is  not 
descriptive  of  any  hand  camera  in  particular.  The  word  "  Kodak  "  was  invented 
by  Mr.  Eastman,  and  has  been  applied  by  him,  and  by  the  Eastman  Company 
and  their  successors  in  this  country,  to  such  of  the  hand  cameras  put  upon  the 
market  by  them  as  they  have  chosen  to  apply  the  term  to ;  but  these  various 

40  cameras  called  "Kodaks"  have  no  element  in  common  that  is  not  also 
common  to  every  hand  camera,  except  that  they  have  been  put  upon  the 
market  by  the  Plaintiffs.  It  is  quite  clear  from  the  evidence  of  Mr. 
Eastman  that  there  is  no  feature  in  mechanical  detail  common  to  all  the 
hand  cameras  to  which  the  Plaintiffs  have  applied  the  word  "  Kodak,"  except 

45  that  they  all  contain  the  essential  elements  in  every  camera — they  all  have  a 
shutter  of  some  kind,  a  lens  of  some  kind,  and  a  dark  chamber,  and  means  for 
holding  a  film  or  plate.  In  the  Plaintiff  Company's  cameras  to  which  the  term 
"  Kodak  "  is  applied  the  form  and  pattern  of  these  elements  was  constantly 
varied.    The  nature  of  the  shutter  has  been  changed  many  times.     At  first  a 

50  new  and  peculiar  shutter  was  used ;  in  the  second  pattern  of  camera  called 
"  Kodak  "  an  entirely  different  shutter  was  used  ;  later  the  BaiMch  and  Lomh 
shutter  was  supplied,  although  the  camera  was  arranged  so  that  any  commercial 
shutter  could  be  put  on ;  and  later  still  the  automatic  shutter  was  used,  which 
operates  continuously  by  one  pressure  of  the  finger.    Some  of  the  cameras 


350  REPORTS  OP  PATENT,  DESIGN,  [May  6, 1903. 

Koddky  Ld.  V.  London  Stereoscopic  and  Photographic  Company^  Ld. 

Kodaky  Ld.  v.  George  Houghton  &  Sons. 

In  the  Matter  of  the  Trade  Marks  of  Kodaky  Ld. 

ealled  *^  Kodaks  *'  were  fixed  f ocns  or  non-f ocnssing  cameras ;  others  have  a 
bellows,  and  the  lens  palls  out  to  focus.  Some  of  these  cameras  were  for 
films  only.  Some,  like  O.E.  7,  were  primarily  adapted  for  plates,  and  some 
were  adapted  for  either  glass  plates  or  films.  The  Applicants  called  one 
witness,  Mr.  Sefton  JoneSy  with  the  view  of  proving  that  the  term  **  Kodak  "  5 
was  only  applied  to  certain  cameras,  which  embraced  a  combination  of  certain 
distinctive  features,  but  his  evidence  broke  down  completely.  One  of  these 
so-called  distinctive  features  he  described  as  *^An  outer  case  which  is  light 
'*  excluding,*'  and  then  admitted  on  cross-examination  that  he  never  knew  any 
camera  that  had  not  a  light  excluding  case  ;  that  with  all  roll  film  cameras  (as  10 
distinguished  from  those  which  have  a  roll  holder  addition)  the  roll  film 
mechanism  is  inside  the  camera,  and  that  ever  since  1888  these  roll  film 
cameras,  other  than  the  Plaintiffs'  •'  Kodaks,"  with  spring  shutters  of  various 
forms  have  been  common.  He  also  admitted  that  the  Plaintiffs'  first  ^*  Kodaks" 
had  not  even  a  spring  shutter,  but  the  latter  ones  had.  The  features  alleged  to  15 
be  distinctive  of  "  Kodaks  "  and  to  distinguish  them  from  other  hand  cameras, 
melted  away.  It  is  in  my  judgment  quite  clear  that  the  word  **  Kodak  "  as 
applied  to  cameras  is  not  distinctive  of  any  particular  pattern  or  type  of  camera, 
but  is  merely  an  invented  word  applied  by  the  Plaintiffs  to  some  of  their  hand 
cameras,  and  to  no  other  cameras  whatever.  80 

Some  attempt  was  made  by  the  Applicants  to  show  that  members  of  the 
public  frequently  applied  the  word  *' Kodak"  to  any  hand  camera,  although 
not  sold  by  the  Plaintiffs ;  that  they  spoke  of  their  ^'  Kodak  "  as  meaning  their 
hand  camera  of  any  make  or  pattern,  and  spoke  of  ^^  kodaking,"  meaning  the 
taking  of  snapshots  with  any  pattern  of  hand  camera.  But  the  fact  that  some  25 
persons  ignorantly  or  carelessly  called  some  camera  a  "  Kodak  "  which  is  not  a 
'^  Kodak  "  (meaning  thereby  a  hand  camera  supplied  by  the  Plaintiffs,  to  which 
they  have  applied  the  word  *'  Kodak ")  cannot  affect  the  legal  rights  of  the 
parties  to  these  proceedings.  No  camera  has  ever  been  sold  or  advertised,  so  far  * 
as  proved  before  me,  as  a  *'  Kodak  "  which  is  not  supplied  by  the  Plaintiffs,  and  30 
in  my  opinion  it  would  certainly  be  wrong  and  probably  fraudulent  to  do  bo. 
The  word  *'  Kodak  "  has  not  become  an  ordinary  English  word  in  its  application 
either  to  hand  cameras  or  films.    In  each  case  it  refers  exclusively  to  the  « 

Plaintiffs'  goods. 

The  next  ground  urged  by  the  Applicants  for  the  removal  of  the  mark  35  j 

** Kodak"  from  the  Register  \va8  that  it  was  first  used  for  cameras  in  1888,  and  ! 

not  registered  for  films  until  the  13th  of  March  1891,  and  was  not  at  the  latter  j 

date  a  newly  invented  word.    Although  not  registered  for  films  until  1891,  the  ' 

Plaintiffs  sold  films  for  their  roll  film  cameras  as  early  as  the  cameras  themselves 
were  respectively  put  upon  the  market,  and  upon  the  spools  the  word  *'  Kodak  "  40 
alone  has  always  appeared.    Under  section  77  of  the  Act  of  1883  registration  is 
a  condition  precedent  to  suing,  but  if  a  word  is  really  a  newly  invented  word 
when  adopted  as  a  Trade  Mark,  the  mark  does  not  become  invalidated  because 
of  an  interval  between  its  first  user  and  its  registration.    In  the  present  case 
the  word  '^  Kodak "  was  applied  to  cameras  and  to  films  substantially  about  45 
the  same  time.     It  cannot  be  disputed  since  the  case  of  the  Eastman  Photo- 
graphic  Materials  Company,  Ld.  v.  The  Comptroller-General  (L.R.  (1898) 
A.C.  571)*  that  a  word  may  be  a  perfectly  good  invented  word  although  it  has 
some  reference  to  the  character  or  quality  of  the  goods,  and  even  if  the  word 
'^  Kodak "  as  applied  to  films  was  to  some  extent  descriptive,  or  had  some  50 
reference  to  the  character  or  quality  of  the  films,  it  would  not  be  a  fatal 

•  15  RP.O.  476. 
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objection  to  the  vaHdity  of  the  Trade  Mark.  But  in  truth  the  word  ^  Kodak  " 
as  applied  to  films  has  no  such  reference,  but  merely  indicates  origin — a  film 
supplied  by  the  Plaintiffs.  If  other  words  or  letters  are  used  then,  in  additioa 
to  origin,  a  particular  size  of  film  suitable  for  use  in  a  particular  *^  Kodak  ** 
5  camera  may  be  denoted,  but,  as  regards  size  or  pattern,  the  same  film  would  in 
every  case  proved  before  me  also  fit  some  other  pattern  or  make  of  camera.  It 
was  contended  by  the  Applicants  that  at  the  date  when  the  Plaintiffs  registered 
the  mark  for  films,  anyone  was  at  liberty  to  adopt  the  word  and  apply  it 
to  films.     I  am  of  opinion  that  this  contention  cannot  be  supported.    The 

10  Plaintiffs — and  the  Plaintiffs  alone— had  previously  used  it  for  films,  in  the 
case  of  the  Eastman  Photographic  Material  Company,  Ld,  v.  Griffiths  Cycle 
Corporation,  Ld.  (15  R.P.C.  105),  Mr.  Justice  Rom^ir  rectified  the  Register  of 
Trade  Marks  by  expunging  therefrom  the  word  "  Kodak "  registered  by  the 
Defendant  in  Class  22  for  cycles,  and  restrained  the  Defendant  from  applying 

15  the  word  "  Kodak  "  to  their  cycles,  the  evidence  showing  a  close  connection 
between  the  bicycle  and  photographic  trades.  How  much  closer  is  the  connec- 
tion between  photographic  films  and  cameras.  If  the  Applicants  are  not  entitled 
to  have  the  Register  rectified  by  expunging  the  mark  ^  Kodak  '*  for  films,  it 
follows  that  they  are  not  entitled  to  have  either  "  Brownie  "  or  "  Bullseye  " 

20  expunged.  Those  words  have  no  real  reference  to  the  character  or  the  quality 
of  the  goods.  The  terms  were  respectively  applied  simultaneously  to  new 
patterns  of  cameras  and  to  films.  No  objection  is  raised  to  the  use  of  the  words 
as  proper  Trade  Marks  for  cameras,  and  the  contention  that  the  words  are 
descriptive  as  applied  to  films  has  no  more  foundation  than  in  the  case  of 

25  ''Kodak "films. 

A  suggestion  was  made  in  the  case  of  ^'Bullseye"  films  tiiat  the  term 
"Bullseye"  had  been  used  by  one  of  the  Applicants — ^the  Europe%n  Blair 
Camera  Company,  Ld. — for  films  before  the  Plaintiffs  had  so  used  it.  I  was 
of  opinion  that  this  point  was  not  open  to  the  Applicants  having  regard  to  the 

30  Particulars  delivered  by  them,  but  as  the  Plaintiffs  had  originally  acquired  the 
**  Bullseye  "  camera  from  the  European  Blair  Camera  Company,  Ld.,  or  their 
predecessors,  I  offered  to  give  the  Applicants  leave  to  amend  their  Particulars, 
and  to  hear  further  evidence  from  both  parties  as  to  this  mark  on  a  future  day. 
The  Applicants  took  a  few  days  to  consider  the  matter,  and  ultitnately  deter- 

35  mined  not  to  pursue  the  point  further,  and  not  to  ask  for  any  leave  to  amend 
their  Particulars.  The  motion  to  rectify,  therefore,  fails  except  as  regards  the 
word  "Panoram." 

With  regard  to  the  costs  of  the  proceedings,  I  am  of  opinion  that  no  additional 
expense  has  been  incurred  by  either  party  by  reason  of  the  mark  '^Panoram" 

40  being  included  in  the  Plaintiffs*  claim  in  the  actions  ;  and  in  granting  the 

injunction  as  asked  except  as  to  *^  Panoram  "  I  must  order  the  Defendants  to 

pay  the  costs  of  the  actions,  without  making  any  abatement  by  reason  of  the 

claim  including  the  mark  "  Panoram." 

With  regard  to  the  motion  to  rectify,  the  Applicants  are  entitled  to  be  allowed 

45  some  costs  as  the  motion  has  succeeded  with  regard  to  the  mark  '*  Panoram," 
although  the  costs  so  incurred  have  been  very  small,  because  the  motion  on  this 
point  was  not  contested.  The  proper  Order  will  be  to  allow  the  motion  as 
regards  *'Panoiam";  to  refuse  it  as  regards  **  Kodak,"  "Brownie"  and 
''  Bullseye  "  ;  and  to  direct  the  Applicants  to  pay  to  the  Respondents  the  taxed 

50  costs  of  the  motion,  less  the  sum  of  20/. 

Eue,  K.C. — I  ask  for  a  Certificate  under  section  77a  of  the  Patents  iDesigns  and 
Trade  Marks  Act,  1883,  which  provides,*^  In  an  action  for  infringement  of  a  registered 
*^  Trade  Mark,  the  Court  or  a  Judge  may  certify  Uiat  the  right  to  the  exclusive  use 
'*  of  the  Trade  Mark  came  in  question,  and  if  the  Court  or  a  Judge  so  certifies. 
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*'  then  in  any  snbseqaent  action  for  infringement  the  Plaintiff  in  that  action,  on 
*^  obtaining  a  final  Order  or  judgment  in  his  favour,  shall  have  his  full  costs, 
'^  charges,  and  expenses  as  between  solicitor  and  client,  unless  the  Court  or 
'^  Judge  trying  the  subsequent  action  certifies  that  he  ought  not  to  have  the 
"  same/*  This  seems  to  be  a  case  in  which  the  right  to  the  exclusive  use  did  5 
come  in  question. 

Eady,  J, — Has  it  come  in  question  in  the  action  ?  The  Defendants  denied 
that  they  infringed. 

EvCy  E.C. — Yes;  they  set  up  the  right  to  use  the  names  and  the  particular 
marks.  10 

MoultoHy  E.C. — I  think  your  Lordship  will  find  that  when  there  is  an  appli- 
cation to  rectify,  which  is  tried  with  an  action  which  depends  on  it,  that  is  to 
say,  in  which  the  validity  of  the  Trade  Mark  is  challenged  in  the  only  way  in 
which  it  can  be  in  an  action,  or  in  connection  with  an  actibn,  that  is  considered 
to  be  a  proper  case.  15 

Evcy  K.C. — The  application  was  made  in  a  Trade  Mark  case  J.  O.  and  J. 
FieU  A  Co.y  Ld.  v.  Wagel  Syndicate,  Ld.  (17  R.P.C.  266  ;  L.R.  (1900)  1  CD. 
651),  where  there  was  a  motion  to  expunge  with  a  cross  action  by  the  proprietor 
for  infringement.  Mr.  Justice  Buckley  thought  it  was  a  case  in  which  he  ought 
to  grant  a  Certificate,  under  section  77a  of  the  Act  of  1883.  20 

£adt,  J. — 1  have  looked  at  the  Act  and  1  do  not  think  this  is  a  case  in  which 
1  should  grant  a  Certificate. 

Eve,  K.C. — If  your  Lordship  pleases.  There  is  only  one  other  point  which 
occurs  to  me.  Does  your  Lordship  intend  that  there  should  be  one  Order  drawn 
up  in  the  two  actions,  or  that  there  should  be  a  separate  Order  in  each  action  ?      25 

Eady,  J. — You  can,  if  you  wish  it,  take  three  separate  Orders. 

Subsequently,  on  the  13th  of  March  1903,  an  application  to  the  Judge  was 
made  as  follows : — 

Sebastian, — My  Lord,  I  am  instructed  to  ask  that  your  Lordship  will  allow 
the  "  Kodak  "  case  to  be  put  in  the  paper  to  be  mentioned  on  some  day  convenient  30 
to  your  Lordship.  The  point  is  whether  there  should  be  one  Order  or  three,  or, 
if  there  should  be  three  Orders,  whether  some  provision  should  be  put  in  for  the 
protection  of  the  Defendants  with  regard  to  the  costs.  Your  Lordship  may 
remember  we  went  away  after  your  Lordship  gave  judgment  in  the  morning, 
and  then  the  matter  was  mentioned  again  at  mid-day  when  we  were  not  there,  35 
and  the  Order  we  understood  to  be  made,  which  was  one  Order,  was  varied  into 
three. 

Eady,  J. — I  cannot  let  it  be  mentioned.      The  Registrar  will  settle  the 
Minutes,  and  if  any  party  is  not  satisfied  it  is  open  to  him  to  move  to  vary. 
When  the  Minutes  are  settled,  if  any  party  wishes  to  move  to  vary  and  it  is  40 
mentioned  to  me  I  will  hear  the  motion. 

Sebastian. — In  that  case,  my  Lord,  the  Registrar  will  not  be  at  liberty  to  do 
anything  except  to  make  the  three  Orders. 

Eady,  J. — ^The  Registrar  will  settle  the  Minutes  in  the  ordinary  way. 


Vol.  XX.,  No.  13.]       AND  TRADE  MARK  OASES.  353 


In  the  Matter  of  the  Trade  Mark  of  James  Cockle  &  Go, 


In  the  High  Court  of  Justice.— Chancery  Division. 

r 

Bef(yre  Mr.  Justice  Farwbll. 

February  6th,  1903. 

In  the  Matter  of  the  Trade  Mark  op  James  Cockle  &  Co. 

5      Trade  Mark. — Motion  for  leave  to  alter  old  Trade  Mark. — Address. — Leave 
given. — Form  of  Order. — Patents^  Ac.  Act^  1888^  section  92. 

On  the  3rd  of  February  1887  the  subjoined  Trade  Mark  was  registered  under 
No.  61,743  for  **  Pills  for  human  use  "  in  Class  3  by  James  GockU  A  Go.,  seventy 
years  user  before  the  13th  of  August  1875  being  claimed. 


10      Notice  was  given  by  James  Gockle  A  Go.,  under  section  92  of  the  Patents,  Ac. 

Act,  1883,  of  a  Motion  to  the  Court  for  leave  to  alter  this  Trade  Mark  by 

altering  the  address  from  "  18  New  Ormond  Street "  to  "  4  Great  Ormond  Street," 

and  by  adding  below  "  London  "  the  words  '*  Great  Britain." 

The  Motion  came  on  for  hearing  before  Mr.  Justice  Farwbll  on  the  6th  of 

15  February  1903. 

Maugham  (instructed  by  Merriman,  Pike  A  Merriman)  appeared  for  the 
Applicants ;  R.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade) 
appeared  for  the  Comptroller. 
Maugham. — I  move  that  leave  may  be  given  to  alter  the  Trade  Mark  by 
aO  altering  the  address  from  ^'  18  New  Ormond  Street  "to  *'  4  Great  Ormond 
** Street,"  and  by  adding  below  "London"  the  words  "Great  Britain."  It 
was  registered  as  an  old  mark,  and  precisely  as  used.    As  used  it  had  on  it  the 

2  B 
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In  the  Matter  of  the  Trade  Mark  of  James  Cockle  A  Co. 

address,  "18  New  Ormond  Street."  We  propose  to  alter  that  address  from 
**  18  New  Ormond  Street "  to  **  4  Great  Ormond  Street,"  and  to  add  the  words 
"Great  Britain"  under  "London."  The  Applicants  are  still  in  the  same 
house,  bnt  the  hoase  has  now  another  number  and  the  street  another  name. 

SFarwbll,  J.— Is  it  necessary  to  put  "Great  Britain"  below  "London"?]  5 
t  is  necessary  because  since  the  Trade  Mark  was  registered  a  number  of 
flourishing  towns  called  "  London "  have  sprung  up,  and  particularly  one  in 
Ontario,  in  the  county  of  Middlesex  there,  and  for  the  purposes  of  registration 
abroad  it  is  required  in  some  foreign  countries  that  the  address  should  be  quite 
complete.  "  London  "  is  objected  to  as  not  being  quite  a  complete  description  10 
of  the  country  of  origin. 

Parker. — The  Registrar  of  Trade  Marks  sees  no  objection  to  the  Order  being 
made. 

Farwbll,  J. — If  the  Registrar  sees  no  objection  I  do  not  see  any. 

Parker. — There  is  one  thing  I  should  mention.  It  has  been  found  in  the  15 
Patent  Oflice  that  when  Orders  are  made  permitting  the  insertion  of  a  word 
people  sometimes  think  that  they  may  put  it  of  whatever  size  they  like,  and 
in  what  position  they  like.  I  ask  that  the  Applicants  should  alter  their  mark 
in  manner  shown  in  the  particular  label  which  is  exhibit  G.A.D.  4  to  the 
affidavit  filed  on  their  behalf.  20 

Farwbll,  J.— Yes,  I  think  that  is  right. 

Parker. — Then  these  Orders  have  to  be  advertised,  and  that  alteration  of  the 
form  of  the  Order  which  I  suggest  ought  to  involve  the  label  being  shown. 

Farwbll,  J, — I  think  that  is  so. 

Parker. — That  being  so,  the  Applicants  should  undertake  to  comply  with  the  25 
rule  with  regard  to  applications  for  registration  of  Trade  Marks,  and  to  supply 
a  block  to  the  Patent  Office. 

Maughava. — They  will  do  that. 

The  Order  as  drawn  up  was  as  follows  : — "  Upon  Originating  Motion  this  day 
"  made  unto  this  Court  by  Counsel  for  the  above  named  James  Cockle  &  Co.,  of  30 
"  No.  4  Great  Ormond  Street,  in  the   County  of  London,  patent  medicine 
"  vendors,  and  upon  hearing  Counsel  for  the  Respondent,  the  ComptroUer- 
"  General  of  Patents,  Designs,  and  Trade  Marks,  and  upon  reading  an  affidavit 
"  of  George  Algernon  Draff  en  ^  filed  the  3rd  of  February  1903,  and  the  exhibits 
"  therein  referred  to,  and  the  Applicants  by  their  Counsel  undertaking  to  supply  35 
"  the  Respondent  with  a  block  of  the  mark  as  altered,  this  Court  doth  order 
"  that  the  registration  of  the  above  mentioned  Trade  Mark  be  altered  in  the 
"  following  respects — ^that  is  to  say,  by  altering  the  -  address  on  the  said  Trade 
"  Mark  from  '  18  New  Ormond  Street,*  to  *  4  Great  Ormond  Street,'  and  by 
"  adding  below  the  word  '  London '  on  the  said  Trade  Mark  the  words  *  Great  40 
"  *  Britain  '  in  brackets  as  shown  by  the  exhibit  marked  G.A.D.  4  to  the  said 
"  affidavit  of  George  Algernon  Draffen;  and  it  is  ordered  that  the  Applicants, 
"  James  Cockle  A  Co.^  do  pay  to  the  Respondent,  the  ComptroUer-Gheneral  of 
"  Patents,  Designs,  and  Trade  Marks,  his  costs  of  this  motion,  such  costs  to  be 
"  taxed  by  the  Taxing  Master ;  and  it  is  ordered  that  an  office  copy  of  this  45 
"  Order  be  served  upon  the  said  Comptroller  by  leaving  the  same  with  a  clerk 
"  at  the  Patent  Office." 
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In  thb  Court  op  Appbal. 


-B«/ortf  The  Master  op  the  Rolls  and  Lords  Justices  Robcer  and 

Cozbns-Hardt. 


February  7th  and   March  2nd,  1903. 
Wardroper  v.  Oborge  Oibbs,  Ld. 


Patent. — Action  for  infringement. — Construction  of  Specification. — Want  of 
st^'ect-matter. — Anticipation. — Patent  held  invalid. — Appeal  dismissed  with 
costs. 

In  1S98  a  Patent  ivas  granted  to  W.for^  ^^^  Improvements  in  attachments  for 

10  **  corsetSy'  consisting  of  an  abdominal  belt  composed  of  two  or  more  parts 
provided  with  vertical  stiffeni7ig  ribs,  at  each  side  of  the  top  of  which  were 
eyelet  holes  through  which  safety  pins  could  be  fastened  to  attach  the  belt  to  a 
corset.  In  1902  W.  commenced  an  action  against  a  Company  for  infringing 
the  Patent.    The  Defendants  denied  infringement,  and  attacked  the  validity  of 

]  5  the  Patent  on  the  grounds  of  want  of  novelty  and  want  of  subject-matter.  They 
also  alleged  varioxis  anticipations  by  divers  Specifications,  and  by  cases  of 
public  manufacture  and  sale.  Held,  at  the  trial,  thai  although  the  Plaintiff 
was  entitled  to  the  credit  of  having  improved  upon  articles  that  were  in  the 
market  before,  and  although  the  Defendants  had  distinctly  and  intentioncUly 

20  copied  the  alleged  invention^  yet  there  was  not  invention  which  the  Court  could 
recognise;  that  substantially  the  same  thing  had  been  in  the  market,  either 
pcUented  or  within  common  knowledge  and  common  use,  for  some  years  prior 
to  1898 ;  and  that  the  Plaintiff's  Patent  was  therefore  invalid.  Judgment  was 
given  for  the  Defendants  with  costs.     The  Plaintiff  appealed. 

25  Held,  on  appeal,  thai  the  Patent  was  invalid  for  want  of  subject-matter  in 
the  first  daim,  and  that,  upon  the  true  construction  of  the  Specification,  even  if 
the  Patent  was  valid  the  Defendants  /lad  not  infringed. 

In  1898  Letters  Patent  (No.  11,430  of  1898)  were  granted  to  Annte  Wardrqper 
for  ^  Improvements  in  attachments  for  corsets.'* 

2  E  2 
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The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to  an 
"  improved  abdominal  belt  designed  to  be  attached  to  and  used  in  conjanction 
"  with  corsets,  to  enable  more  pressure  to  be  exerted  for  drawing  in  the  figure 
"  than  can  be  obtained  by  means  of  corsets  alone. 

"  The  invention  will  be  readily  understood  by  reference  to  the  accompanying 
"  drawings,  in  which  :— Figure  1  illustrates  the  improved  belt  attached  to  a 
"  corset,  and  shows  the  mode  in  which  the  same  is  worn.  Figure  2  is  a  view 
"  on  a  larger  scale  showing  a  mode  of  connecting  the  front  ends  of  the  belt  by 
"  means  of  lacing.  Figure  3  is  a  corresponding  view  to  Figure  2  showing  a 
"  mode  of  securing  the*  ends  of  the  belt  by  means  of  hook  and  eye  fastenings. 
"  a  is  the  abdominal  belt  which  is  formed  of  elastic  webbing  or  other  suitable 
"  material  and  is  in  the  present  instance  made  of  two  parts  united  at  their  front 
"  and  rear  ends.  At  the  back  the  connection  between  the  two  parts  may 
**  advantageously  be  effected  by  lacing,  whereas  at  the  front  the  ends  may  either 
"  be  laced  together  as  at  6,  Figure  2,  or  be  connected  by  hook  and  eye  fastenings 


10 


15 


FfC.2. 


as  at  c.  Figure  3,  the  eyes  being  secured  in  a  strip  of  material  d.  ee  are 
stiffening  ribs  of  any  suitable  material  which  are  sewn  onto  or  into  the 
fabric  of  the  belt  or  band.  It  is  important  that  these  strips  should  be 
arranged  at  the  points  where  the  belt  is  attached  to  the  corset  (as  shown) 
either  vertically  or  approximately  so,  in  order  to  enable  them  to  effectually  20 
resist  creasing  of  the  band. 

"  In  the  example  shown  in  Figure  3  the  length  of  the  band  may  be  varied 
slightly,  if  necessary  to  adjust  the  degree  of  tightness  or  pressure,  by  merely 
letting  out  or  drawing  in  the  lacing  at  the  back. 

"//^®  eyelet  holes  which  are  arranged  in  pairs  at  the  upper  edge  of  the  25 
belt  or  band,  and  are  adapted  to  allow  safety  pins  ^  to  be  passed  through  them 
for  the  purpose  of  effecting  the  attachment  of  the  corset,  which  latter  may 
have  corresponding  eyelets  formed  on  it.  This  arrangement  is  extremely 
simple  and  convenient,  but  obviously  any  other  suitable  mode  of  fastening 
the  belt  or  band  to  the  corset  may  be  employed,  or  the  attachm«nt  may  be  30 
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**  made  permanent  by  sewing  if  desired.  The  two  holes  /  of  each  pair  are 
'^sitnated  on  opposite  sides  of  the  stiffening  ribs  e  so  that  the  safety  pins 
^  embrace  the  said  ribs,  and  the  latter  thus  act  at  the  points  where  creasing  is 
"  most  likely  to  occur. 
5  '^  The  result  of  the  attachment  in  the  manner  described  is  that  the  belt  is 
"  effectually  prevented  from  shifting  upward  around  the  waist  and  is  kept 
"  securely  in  its  proper  position  without  creasing. 

"  Moreover  instead  of  being  made  in  two  parts  as  in  the  example  shown,  the 

"  belt  or  band  may  be  made  of  any  desired  number  of  parts  laced  or  otherwise 

10  *'  secured  together,  and  if  desired  in  such  a  manner  that  the  length  of  the  belt 

"  or  band  may  be  easily  varied  to  regulate  its  pressure  on  the  abdomen.    In 

''  addition  to  this  the  belt  or  band  instead  of  unfastening  at  only  one  place  may 

\  "  be  made  to  unfasten  at  each  side." 

The  Patentee    claimed  : — '^  1.  An  attachment   for  corsets  consisting  of  an 

15  "  abdominal  belt  composed  of  two  or  more  parts  provided  with  stiffening  ribs 

'*  arranged  substantially  as  described  for  the  purpose  specified.    2.  A  corset 

'*  attachment  of  the  kind  referred  to  in  the  preceding  claim,  having  eyelet  holes 

"at  each  side  of  the   ribs  for  the  reception  of  safety  pins,  substantially  as 

*'  described  and  for  the  purpose  specified.    3.  A  corset  attachment  constructed 

I  20  "  substantially  as  described  with  reference  to  the  accompanying  drawing  for 

I  "  the  purpose  specified." 

■  In  November  1901,  the  Patentee    commenced   an    action  against   George 

OibbSy  Ld.y  for  infringement  of  the  Patent,  claiming  the  usual  relief. 

By  her  Particulars  of  Breaches  the  Plaintiff  alleged  that  the  Defendants  had, 

25  at  divers  times  previously  to  the  commencement  of  the  action  and  subsequently 

thereto,  infringed   her  Patent  by  manufacturing  and  selling  binder  belts  or 

corset  attachments,  which  were  the  same  as,  or  only  colourably  different  from, 

the  corset  attachment  described  in  the  Specification  of  the  Patent;  and  she 

complained  of  certain  binder  belts  or  corset  attachments  sold  by  the  Defendants 

30  in  October  and  November  1901  to  two  several  named  persons ;  and,  by  further 

Particulars  of  Breaches,  she  alleged  that  each  of  the  three  claiming  clauses  of 

i  her  Patent  had  been  infringed  by  the  Defendants. 

The  Defendants  denied  that  the  Plaintiff  was  the  first  an^l  true  inventor,  and 
that  the  alleged  invention  was  novel  or  useful,  and  they  denied  that  they  had 
35  infringed. 

By  5ieir  Particulars  of  Objections  they  alleged  as  follows  : — **  (1)  The  Plaintiff 

"  was  not  the  true  and  first  inventor  of  the  alleged  invention  described  and 

"  claimed  in  the  claiming  clauses  of  the  said  Letters  Patent.     (2)  The  said 

^^  alleged  invention  was  not  new,  but  had  been  published  in  this  realm  by  the 

40  "  deposit   in   the  Patent  Office  Library,  prior  to  the  date  of  the  said  Letters 

'^  Patent,  of  the  following  Specifications  of  Letters  Patent "  [six  Specifications 

were   mentioned,  four  being  those  referred  to,  poat^  page   358,  line  9,  and 

two  others,  for  which  8ee  19  R.P.C.  552].     "  3.   The  said  alleged  invention 

"  Wl  been  published  prior  to  the  date  of  the  said  Letters  Patent  by  the  public 

45  *'  manufacture  and  user  within  this  realm  in  this  paragraph  mentioned  : — (a) 

[  ^  by  the  public  manufacture  and  sale  by  the  Defendants,  at  their  works  at  the 

\  **  address  in  the  writ  in  this  action  mentioned,  for  upwards  of  20  years  prior  to 

I  "  the  said  date  ;  (6)  by  the  public  manufacture  and  sale  by  G.  A.  Johnstone^ 

'*  21  Top  of  St.  Peter's  Gate,  and  Bridlesmith  Gate,  Nottingham,  for  upwards 

50  ^  of  19  years  prior  to  the  said  date  ;  (c)  by  the  public  manufacture  and  sale  by 

**  Mrs.  Doody^  of  205,  Sherlock  Street,  Birmingham,  for  many  years  prior  to  the 

**  said  date  ;  (d)  by  the  public  manufacture  and  sale  by  the  Misses  Stei}ens^  at 

"  265,  Broad  Street,  Pendleton,  for  many  years  prior  to  the  said  date  ;  (e)  by  the 

*^  public  manufacture  and  sale  by  J.  S.  Haywood^  at  Oastle  Gate,  Nottingham, 

55  '^  in  the  year  1876  and  thereafter  for  some  time  prior  to  the  said  date,  of 

^  abdomittfi^  belts  similar  to  those  desoribed  and  claimed  in  the  said  Letters 

"^  Patent,  tmd  provided  with  stiffening  ribs  similar  to  those  described  in  the 
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"  said  Letters  Patent.  (4)  The  said  alleged  invention  was  not  useful.  (5)  The 
"  said  alleged  inrention  was  not  good  subject-matter  for  valid  Letters  Patent. 
**  The  Defendamts  will  rely  hereunder  upon  the  matters  set  forth  in  paragraphs 
"  (2)  and  (3),  and  upon  the  public  general  knowledge,  at  the  date  of  the  said 
"  Letters  Patent,  of  corset  and  abdominal  belt  manufacturers  concerning  the  5 
^'  construction  of  and  methods  of  attachment  of  abdominal  belts,  and  the  means 
"  for  securing  the  same  in  their  proper  position,  without  creasing,  by  stiffening 
"  ribs." 

CrowWs  Specification  (No.  13,478  of  1886)  was  for  the  combination  with  a 
corset  of  an  elastic  belt  in  two  pieces  sewn  on  to  the  corset,  and  preferably  10 
xmited  round  the  body  by  lacing  back  and  front. 

Fielder's  Specification  (No.  12,728  of  1893)  was  for  a  similar  belt,  made 
"  practically  immovable  in  any  direction  "  by  clips  and  side  straps  engaging 
with  holdfasts  on  the  corset. 

BroweWs    Specification    (No.  22,833   of   1895)  was   for  an  abdominal  belt  15 
extending  only  partly  round  the  body,  its  upper  part  being  made  to  tuck  within 
the  corset  and  prevented  from  riding  upwards  by  means  of  hooks  or  stops, 
whereby  the  necessity  for  understraps  was  obviated. 

The  Plaintiff's  own  earlier  Specification  (No.  2229  of  1896)  was  for  a  belt  in 
two  parts,  with  pairs  of  eyelet  holes  in  the  upper  edge,  whereby  it  could  be   20 
fastened  to  the  corset  with  safety-pins. 

The  action  came  on  for  trial  on  the  30th  of  July  1902,  before  Kekewich^  J., 
who  dismissed  the  action  on  the  ground  that  the  Patent  was  invalid.*  The 
Plaintiff  appealed. 

Terrell^  K.C.,  and  A.  F.  Peterson  (instructed  by  Hasties)  appeared  for  the    25 
Appellant ;  Bous fields  K.C.,  and  A,  Colefax  (instructed  by  Jaques  A  Go,^  agents 
for  Jaques  A  Go,  of  Birmingham)  appeared  for  the  Respondents. 

Terrell^  K.C.,  for  the  Appellant. — The  invention  consists  in  a  combination  of 
three  things,  viz.,  a  belt  of  elastic  material,  vertical  ribs  of  stiffening  material 
such  as  whalebone,  and  points  of  attachment  immediately  at  the  top  of  the  whale-  30 
bone.  It  is  the  first  article  of  this  kind  that  has  been  a  commercial  success. 
"  Riding-up,"  or  "  rucking-up,"  the  defect  in  the  articles  previously  made,  is  by 
the  Patentee's  invention  avoided.  Its  novelty  lies  in  arranging  the  pieces  of 
whalebone  vertically  instead  of  diagonally.  Great  commercial  success  is 
evidence  of  novelty  (Thomson  v.  American  Braided  Wire  Gompany^  6  R.P.C.  35 
518).  40,000  belts,  made  according  to  this  invention,  were  sold  before  action 
brought,  and  double  the  number  afterwards.  (7.  M.  Oihbs^  a  witness  called 
for  the  Defendants  at  the  trial,  stated  that  the  invention  was  a  substantial 
improvement.      [Counsel  then   dealt  with  the  evidence,  the  alleged  antici- 

gitions,  the  instances  of  prior  user,  and  the  judgment  of  Kekeunc\  J.]     The   40 
atent  is  valid ;  the  Defendants  have  infringed  and  the  Plaintiff  is  entitled 
to  succeed. 

Bousfield^  K.C.,  and  Golefax  for  the  Defendants. — ^Upon  the  true  construction 
of  the  Specification  the  Defendants  have  not  infringed.  Their  belt  is  made  in 
one  piece,  and  has  only  one  eyelet-hole  at  the  top  of  the  rib.  On  the  other  45 
hand  the  Plaintiff's  belt  is  to  be  made  in  two  or  more  parts,  and  to  have  eyelet- 
holes  on  each  side  of  the  rib.  At  the  date  of  the  Patent  belts  of  elastic  webbing^ 
with  stiffening  ribs  either  vertically  or  diagonally  attached  to  the  elastic 
webbing,  were  well  known,  and  in  some  cases  the  fastening  points  were  put 
upon  vertical  ribs.  The  field  of  invention  left  open  to  the  Patentee  was  so  50 
narrow  that  no  latitude  must  be  given  other  than  that  which  the  words  of  the 
Specification  allow.  The  eyelet-holes  do  not  form  part  of  the  combination  in 
the  first  claim.  Claims  2  and  3  cannot  be  read  as  more  extended  in  their 
ambit. 


*  19»E.P.C.  553. 
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Terrdly  K.O.,  in  reply. — ^The  point  as  to  infringement  wps  not  taken  before 
Kekewichy  J.  It  is  said  Claim  1  is  limited  to  a  corset  in  two  parts.  The  whole 
of  the  Specification  must  be  looked  at  to  see  what  the  invention  is  (Tubes^  Ld. 
V.  Perfecta  Seamless  Steel  Tube  Company^  20  R.P.C.  77).  Upon  the  true  con- 
5  Btrnction  the  essence  of  the  invention  is  putting  the  stiffening  strips  or  ribs  at 
the  points  of  attachment,  and  not  the  points  of  attachment  at  the  top  of  the 
strips  or  ribs. 

Collins,  M,R, — I  am  of  opinion  that  this  appeal  must  be  dismissed.     It 
seems  to  me  that  when  one  examines  critically  the  claims  as  they  have  been 

10  examined  before  us,  taking  them  one  by  one,  the  Patent  cannot  be  sustained. 
First,  taking  No.  1,  it  is,  **  An  attachment  for  corsets,  consisting  of  an  abdominal 
*'  belt  composed  of  two  or  more  parts,  provided  with  stiffening  ribs,  arranged 
^  substantially  as  described  for  the  purpose  specified.'*  We  are  not  dealing  here 
with  what  has  been  described  by  my  Brother  Cozens-Hardy  as  a  master  Patent. 

15  This  lady  came  into  a  field  where  a  great  many  other  people  had  been  before, 
and  all  that  she  could  do  was  to  make  a  combination  of  very  well  known 
expedients,  most  of  which,  if  not  all  of  them,  were  adopted  before.  It  is 
remarkable  that  this  first  claim  gives  certainly  equal  prominence  to  the  fact  that 
the  belt  is  composed  of  two  or  more  parts,  and  it  gives  quite  as  much  pro- 

20  minence  to  any  uninstructed  person  reading  the  first  paragraph  to  that  as  to 
anything  else  in  the  Specification.  It  is,  '*  An  attachment  for  corsets,  consisting 
"  of  an  abdominal  belt  composed  of  two  or  more  parts  provided  with  stiffening 
^  ribs  arranged'  substantially  as  described  for  the  purpose  specified."  As  I 
gather  from  reading  the  body  of  the  Specification  itself,  the  stiffening  ribs 

25  arranged  substantially  as  described,  are  ribs  that  are  practically  vertical.  So 
that  in  point  of  fact  it  is  really  a  Patent  for  a  belt  consisting  of  two  or  more 
parts,  with  ribs  that  are  practically  vertical,  and  for  the  purpose  of  enabling 
more  pressure  to  be  exerted  in  drawing  in  the  figure.  Now  that  seems  to  me, 
as  in  fact  Mr.  Terrell  had  to  admit,  to  embrace  this,  that  if  any  lady  were  to 

30  buy  in  the  market  one  of  these  belts  that  we  have  here,  witti  ribs  practically 
vertical,  and  use  it  for  the  purpose  of  enabling  more  pressure  to  be  exerted  in 
drawing  in  the  figure,  and  sew  it  on  to  her  corset  all  round,  she  would  be 
infringing  this  Patent.  If  that  be  so  it  seems  to  me  obvious  that  that  claim  is  a 
great  deal  too  wide  to  be  the  subject-matter  of  a  Patent.     There  is  no  special 

35  indication  on  the  face  of  that  first  claim  of  any  special  significance  in  the  attach- 
ment being  immediately  above  the  vertical  rib.  That^  Mr.  Terrell  says,  is  the 
essence  of  the  invention.  It  is  curious  that  it  should  not  appear  in  any  specific 
shape  in  the  first  claim.  But  what  is  clear  is  that  you  have  an  attachment 
which,  in  that  collocation,  means  the  belt  itself — the  abdominal  belt— composed 

40  of  two  or  more  parts  with  vertical  ribs,  and  any  mode  of  attachment,  according 

to  Mr.  Terrell,  which  involves  some  attachment  above  the  top  of  any  of  the 

ribs,  or  each  of  these  vertical  ribs,  is  in  itself  an  infringement  of  the  Patent.    It 

seems  to  me  that  it  is  altogether  too  wide  to  be  a  valid  Patent. 

Then  we  come  to  No.  2,  **  A  corset  attachment  of  the  kind  referred  to  " — that 

45  is  again  of  two  or  more  parts — **  in  the  preceding  claim,  having  eyelet-holes  at 
"  each  side  of  the  ribs  for  the  reception  of  safety  pins,  substantially  as  described, 
*'  and  for  the  purpose  specified."  The  objection  that  it  is  for  two,  and  that  the 
Defendants*  is  composed  of  one  piece,  exists  as  to  the  second  claim  also.  But, 
furthermore,  the  leading  feature  apparently  is  having  eyelet  holes  on  each  side 

50  of  the  ribs.  That  the  Defendants  have  not  got,  and  that  is  an  important 
difference,  having  regard  to  the  fact  that  a  great  point  is  made  of  stability  being 
given  to  the  point  of  attachment  at  the  top  of  the  vertical  ribs,  and,  as  has  been 
pointed  out  by  Mr.  GoUfdXy  if  you  use  a  safety  pin  through  one  of  the  eyelet- 
holes  at  the  top  of  the  Defendants'  belt  you  fail  to  give  that  stability  which  is 

55  the  merit  claimed  for  the  system  of  double  holes.  You  have  only  one  hole, 
with  the  possible  lateral  movement  involved  in  that,  instead  of  two  holes, 
which  to  some  extent  provides  against  it. 
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However,  it  is  enough  to  say  on  that  part  of  the  case  that  there  is  no  infringe- 
ment as  to  that  claim,  inasmuch  as  there  is  only  one  hole  in  the  Defendants* 
and  two  holes  in  the  Plaintiff's,  and  two  are  material  and  essential  to  this  claim. 
Furthermore,  the  Defendants'  is  made  of  one  piece,  and  one  of  the  points  in  the 
other  claim  is  that  it  can  be  made  in  two.  So  that  there  again,  I  think,  there  is  5 
no  infringement,  and  that  is  an  answer  to  that  claim,  even  if  there  was 
subject-matter,  which  there  is  not. 

Then  T  do  not  think  that  the  third  claim  adds  anything — **  A  corset  attach- 
*^  ment  constructed  substantially  as  described  with  reference  to  the  accompanying 
^'  drawings  for  the  purpose  specified.'*  That  is  open  to  either  or  both  of  the  10 
same  objections  by  which  the  first  and  second  claims  are  met.  On  these 
grounds  it  seems  to  me  that  the  learned  Judge  was  right  in  dismissing  the 
the  action,  and  that  this  appeal  must  be  dismissed. 

ROMER,  L.J. — I  agree.    I  think  that  the  appeal  must  fail  and  the  PlaintifTs 
action  must  be  dismissed  with  costs,  for  the  main  claim  (Claim  1)  of  this  Patent  15 
certainly  covers  any  belt  of  the  kind  mentioned  having  stiffening  ribs  placed 
vertically,  or  approximately  vertically,  attached,  say,  by  sewing  to  the  corset. 
Now  it  is  beyond  doubt  that  long  before  the  date  of  this  Patent  belts  of  the 
kind  in  question  had  been  sold  with  stiffening  ribs,  attached  vertically,  or 
approximately  vertically,  which  might  be  used  by  ladies  by  being  attached  to  20 
the  corset  in  any  manner  they  thought  fit,  including  the  very  well  known 
method  of  attaching  by  sewing.    That  being  so  this  claim  would,  if  valid,  pre- 
vent a  lady  using  one  the  old  belts  known  before  the  date  of  this  Patent,  and 
attaching  it  in  any  well  known  manner,  and  common  manner,  to  her  corset     I 
need  scarcely  say  that  that  shows  clearly  that  this  claim  is  wholly  bad.    That  is  25 
the  main  claim  of  the  Patent.    With  regard  to  the  subsidiary  claims  I  need  not 
consider  them,  because  if  this  one  stood  alone  it  is  clear  that  the  Patent  is  bad, 
and  that  the  action  fails. 

OOZBNS-Hardt,  L.J. — I  am  of  the  same  opinion,  and  for  the  same  reasons. 
It  seems  to  me  reasonably  clear  that  the  first  claim  cannot  possibly  be  supported  30 
for  want  of  subject-matter.     Even  if  the  Patent  is  good  I  think  it  is  equally 
clear  that  there  has  been  no  infringement  of  it. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

March  12th  and  13th,  1903. 

Wilde  v.  Thompson. 

5  Libel  on  inventor. — Agreement.  --Application  to  strike  out  StcUement  of  Claim 
as  showing  no  cause  of  action. — Order  made  striking  out  the  Statement  of 
Claim  and  dismissing  action. 

PF.,  w?io  had  in  1S65  made  a  valuable  invention  of  the  machine  subsequently 
designated    the  '^ Dynamo^lectric  Machine "  or  '* Dynamo^^  commenced  an 

10  action  against  T.  and  others^  alleging  that  T.  had  in  certain  works  of  which 
he  was  the  author  falsely  and  maliciously  written  and  published  certain 
passages  depriving  the  PlairUiff  of  the  credit  of  being  the  first  inventor  of  the 
invention^  and  also  alleging  that  the  Plaintiff  was  and  would  be  injured  in  his 
reputation  of  a  discoverer  and  inventor  in  the  field  of  electrical  science  and 

15  engineering ;  he  further  alleged  that  ttie  Defendant  had  on  complaint  by  the 
Plaintiff  agreed  to  alter  certain  passages  in  his  work  and  had  not  done  so. 
The  Plaintiff  claimed  no  right  in  the  word  *^  Dynamo^'*  btU  he  set  up  that  the 
Defendant  used  the  UM>rd  to  describe  something  other  than  the  Plaintiff^ s  inven- 
tion.   The  Defendant  applied  to  strike  out  the  Statement  of  Claim  on  the  ground 

20  thai  it  disclosed  no  cause  of  action. 

Held,  thai  the  passages  complained  of  were  not  libellous  and  that  no  contract 
was  alleged^  and  that  the  StcUetnent  of  Claim  disclosed  no  cause  of  action.  An 
Order  was  made  striking  out  the  Statement  of  Claim  and  dismissing  the  actum 
with  costSy  leave  to  appeal  being  given. 

25  On  the  2nd  of  August  1902  Henry  Wilde  commenced  an  action  against 
SUvanus  Phillips  Thompson,  E.  and  F.  N.  Span,  Ld.,  and  WiUiam  Clowes  Jk 
SonSyLd. 

The  Statement  of  Claim  was  as  follows  :— **  1.  The  Plaintiff  has  for  many 
"•  years  been  engaged  in  scientific  researches,  particularly  in  relation  to  the 

30  ^  electro-magnetism  and  its  practical  application  to  arts  and  manufactures, 
"^  including  the  improvements  of  method  of  generating  electricity  fry>m 
'<  magnetioBs    In  the  course  of  such  researches  the  Plaintiff  has  made  divers 
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'^  discoyeries  and  inyentions  of  the  greatest  value  and  importance  relating  to 
"  the  generation  ol  dynamic  electricity.     (2)  In  the  course  of  his  researches  in 
"  the  years  1863  to  1865  the  Plaintiff  discovered  and  practically  demonstrated 
"  the  principle  of  the  indefinite  increase  of  the  magnetic  and  electric '  forces 
"  from  quantities  indefinitely  small,  a  discovery  now  used  in  all  dynamo  5 
*'  machines,  and  he  invented  a  new  and  powerful    generator  of    dynamic 
"  electricity  in  which  his  said  discovery  was  embodied  and  practically  applied 
"  by  him  with  marked  success  to  the  production  of  the  electric  search  light 
^'  and  to  the  electro-deposition  of  metals  from  their  solutions,  and  has  since 
"  been  applied  to  other  important  purposes.     The  Plaintiff's  said  discovery  and   10 
*'  a  description  of  his  said  machine,  together  with  an  account  of  the  researches 
"  which  led  up  to  them,  were  communicated  to  the  Royal  Society  on  the  26th 
"  of  March  1866  in  the  paper  read  before  the  Society  on  the  26th  of  April 
"  following.    The  said  machine  was  also  exhibited  before  the  Royal  Society  in 
"  March  1867,  and  was  the  subject-matter  of  Patents  taken  out  by  the  Plaintiff  15 
"  in  the  years  1863, 1865,  and  1867.    The  Plaintiff's  said  machine  (of  which 
^^  the  distinctive  feature  was  a  large  electro-magnet  excited  on  the  said  principle 
"  of  indefinite  increase  of  the  magnetic  and  electric  forces  through  the  agency 
"of  mechanical  power)  was  subsequently  designated  by  the  term  'Dynamo- 
"  *  electric  Machine '  or  '  Dynamo '  by  way  of  distinguishing  the  said  machine  20 
"  from  magneto  electric  machines  which  generate  electricity  through  the  agency 
"  of  ordinary  permanent  magnets  and  which  in  do  way  embody  or  depend  upon 
'*  the  Plaintiff's  discovery  of  the  said  principle.    (3)  In  consequence  of  the 
**  Plaintiff's  discoveries  and  inventions  above  mentioned,  as  well  as  of  other 
"  valuable  and  important  discoveries  and  inventions  made  by  him  in  connection  25 
"  with  electrical  science  and  dynamic  electricity  machine^  the  Plaintiff  has 
'*  acquired  a  very  high  reputation  in  the  scientific  world  as  a  discoverer  and 
"  inventor,  and  in  particular  as  the  discoverer  of  the  principle  mentioned  in 
"  the  last  paragraph  hereof  and  the  inventor  of  the  *  Dynamo-electric  Machine ' 
"  or  *  Dynamo.'     In  recognition  of  his  high  merits  as  a  discoverer  and  inventor  30 
"  the  Plaintiff  has  been  elected  a  Fellow  of  the  Royal  Society  and  an  honorary 
"  member  of  the  Institution  of  Electrical  Engineers,  and  in  the  year  1900  was 
'^  awarded  the  Albert  Medal  of  the  Society  of  Arts,  and  in  the  same  year  the 
'*  honorary  degree  of  Doctor  of  Science  was  conferred  upon  him  by  the  Victoria 
"  University.    (4)  The  Defendant  Silvanua  Phillips  Thompson  ia  a  well-known  35 
"  writer  on  Electricity  and  Magnetism,  and  in  particular  is  the  author  of  a 
"  ivork  on  '  Dynamo-electric  Machinery,'  which  has  gone  through  five  editions, 
"  and  of  a  life  of  Michael  Faraday  in  the  '  Century  Science  Series,'  which  was 
"  published  in  1901.    The  said  Defendant  has  now  in  preparation,  and  intends 
"  shortly  to  cause  to  be  printed  and  published,  a  new  edition  of  his  said  work  40 
"  on    '  Dynamo-electric    Machinery.'     (5)  The  Defendant  Silvanus   PhilUps 
'*  Thompson  has  falsely  and  maliciously  written  and  published  or  caused  to  be 
"  published  of  the  Plaintiff  the  words  following : — (a)   '  Separately-excited 
"*  dynamo.    It  was  an  obvious  step  to  substitute  for  steel  magnets  elfectro- 
^^  *  magnets  excited  by  means  of  currents  from  some  independent  source  such  45 
"  '  as  a  voltaic  battery.    The  separately-excited  dynamo  comes,  therefore,  second 
**  *  in  the  order  of  development.    Though  used  by  Faraday  this  method  did 
"  *  not  come  into  acceptance  until  in  1886  Wilde  employed  a  small  auxiliary 
"  *  magneto-machine  to  furnish  currents  to  excite  the  field-magnets  of  a  larger 
"  '  dynamo.'    (6)  '  The  first  application  of  a  dynamo  to  the  purpose  of  electro-  50 
*^  *  plating  is  due  to  Mr.  J,  S.  Woolrich^  who  in  1842  patented  this  use  of  a 
"  <  magneto-electric    machine.     Wilde^  however,   was  the    first    to    construct 
"  '  machines  really  fitted  for  the  purpose  when  he  invented  the  principle  of 
"  *  using  a  large  dynamo  the  field-magnetn  of  which  were  sepamtely  excited  by 
"  *  the  currents  of  a  smaller  magneto-machine.'     {c)  *  Faraday^s  Disk  Dynamo.'  55 
"  (dT)  '  The  apparatus  described  in  the  fourth  section  comprised  se vend  forios 
"' '  of  magneto-electric  machines — ^that  is  to  bay,  primitive  kinds  of  dynamos' 
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**  (e)  *  Yet  he  took  an  interest  in  Mr.  Wilde's  description  of  his  new  magneto- 

**  *  electric  machine.'    (6)  (A)  In  the  said  passage  (a)  set  ont  in  paragraph  5 

'*  hereof  the  Defendant  Silvamis  Phillips  Thompson  means  contrary  to  the  fact 

'*  that  Faraday  nsed  the  method  of  the  separately-excited  dynamo,  and  thereby 

5  "  deprives  the  Plaintiff  of  the  credit  of  being  the  first  inventor  of  the  separately- 

"  excited  dynamo  and  attributes  such  invention  to  Faraday,     (B)  In  the  said 

"  passive  (&)  set  out  in  paragraph  5  hereof  the  Defendant  Silvanus  Phillips 

"  Thompson  means  contrary  to  the  fact  that  a  dynamo  was  applied  to  the 

I  "  purpose  of  electro-plating  prior  to  the  date  of  the  Plaintiff's  invention  of  the 

\         10  **  •  Dynamo-electric  Machine,'  thereby  depriving  the  Plaintiff  of  the  credit  of 

i  **  having  invented  the  dynamo  and  attributing  that  invention  to  some  other 

J  **  person.    (C)  In  the  said  words  (c)  set  out  in  paragraph  5  hereof  the  said 

**  Defendant  means  contrary  to  the  fact  that  Faraday  was  and  the  Plaintiff  was 

**  not  the  inventor  of  the  dynamo.    The  said  passages  and  words  (a)  (6)  and  (c) 

15  **  set  out  in  paragraph  5  hereof  were  written  and  published  or  caused  to  be 

**  published  by  the  Defendant  Silvanus  Phillips  Tliompson^  and  were  printed 

'*  by  the  Defendants  William  Clowes  <t  SonSy  Ld-.y  and  published  by  the  Defen- 

**  dants  E.  and  F,  N.  Spon,  Ld,y  in  the  year  1896  in  the  fifth  edition  of  the 

1  **  Defendant  Silvanus  Phillips  Thompson's  work  on  *  Dynamo-electric  Machinery' 

%  '^  at  pages  48,  469,  and  5  respectively.    The  said  Defendants  threaten,  and 

**  intend  to  repeat,  reprint,  and  republish  the  same  passages  and  words  in 

f  **  the   Defendant  Silvanus  Phillips   Thompson's    new  edition  of    his    work 

**  mentioned  in  paragraph  4  hereof.     (D)  and  (E)  In  the  said  passages  (d)  and 

**  (c)  set  out  in  paragraph  5  hereof  the  Defendant  Silvanus  Phillips  Thompson 

25  **  means  contrary  to  the  fact  that  the  Plaintiff  was  not  but  some  other  person  was 

"  the  inventor  of  the  'Dynamo-electric  Machine,'  and  the  said  passages  (d)  and  («) 

**  were  published  or  caused  to  be  published  by  the  Defendant  Silvanus  Phillips 

"  Thompson  in  the  year  1901  in  his '  Life  of  Michuel  Faraday '  at  pages  121  and  259 

**  respectively.    (7)  The  Plaintiff  having  complained  to  the  Defendant  Silvanus 

30  *'  Phillips  Thompson  of  certain   passages    in   his  work  on   'Dynamo-electric 

^' '  Machinery'  and  of  certain  passages  in  the  proof  sheets  of  the  said  new  edition, 

"  wherein  the  credit  of  inventing  the  dynamo-electric  machine  was  falsely 

*'  attributed  to  other  persons  than  the  Plaintiff,  the  said  Defendant  agreed  in  the 

"  month  of  May  1902  to  omit  or  modify  in  the  new  edition  of  his  said  work  the 

35  '*  passages  complained  of,  and  in  lieu  thereof  to  insert  in  his  said  new  edition 

'^  certain  other  passages  which,  so  far  as  they  might  have  reference  to  the  Plaintiff 

"  or  his  said  invention  of  a  dynamo-electric  machine,  should  be  approved  by  the 

*'  Plaintiff.    Accordingly  on  the  17th  of  June  1902  the  said  Defendant  signed 

"'  and  forwarded  to  the  Plaintiff  an  agreed  revised  proof  or  statement  of  the 

■M)  ^  passages  in  question  containing  the  terms  to  which  the  Plaintiff  consented, 

'*  and  in  which  the  said  Defendant  agreed  to  refer  to    the  Plaintiff's  said 

"  invention  in  the  forthcoming   edition  of    the   said    Defendant's  work  on 

**  *  Dynamo-electric  Machinery.'    (8.)  The  signed  statement  or  proof  mentioned 

^'  in  the  preceding  paragraph  hereof  contained  three  passages  in  the  following 

45  '*  terms  : — (a)    *  Page   1.      Historical    Notes.  —  The    term   *'  Dynamo-electric 

"  *  Machine  "  was  originated  by  the  late  Mr.  Charles  BrookSy  F.R.S.,  as  recorded 

'*  *  in  page  409,  Vol.  XV.  of  Proceedings  of  the  Royal  Society  in  1867,  and  its 

"  *  first  application  was  to  the  machine  invented  by  Dr.  Henry  Wilde^  P.R.8., 

"*  1863-1865.'     (b)   *But  with  the  years  1865-1867  the  era  of  the  dynamo- 

50  **  *  electric  machine  was  entered  upon.    As  mentioned  on  page  1  this  name  was 

"  *  first  given  tb  the  machine  invented  by   Wildey'  meaning  the  generator  of 

"  dynamic  electricity  invented  by  the  Plaintiff,     (c)   *  It  was  the  machine,' 

**  meaning  the  said  generator  of  dynamic  electricity  invented  by  the  Plaintiff, 

"*•  *  to  which  in  1867  Brooke  gave  the  name  of  dynamo-electric  machine.'    The 

55  **  Defendant  S.  P,  Thompson  now  declines  to  insert  the  three  above-mentioned 

*^  passages  in  the  forthcoming  edition  of  his  said  work,  but  in  lieu  thereof 

"*  threatens  and  intends  to  insert  passages  in  which  the  Plaintiff  is  deprived  of 
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"  the  credit  of  being  the  first  inventor  of  the  dynamo-electric  machine.  (9^  The 
"  Defendants,  Wm  Clowes  A  Sons^  Ld.^  and  E.  A  F.  N.  Spon^  La.,  are 
"  respectively  the  printers  and  publishers  who  have  been  engaged  by  the 
"  Defendant  S.  P.  Thompson  to  publish  and  print  the  forthcoming  edition  of 
"  his  said  work  on  dynamo-electric  machinery,  and  the  said  Wm,  Clowes  &  Sons^  5 
"  Ld.^  and  E,  A  F,  N.  Spmi^  Ld.^  threaten  and  intend  to"  print  and  publish 
"  the  said  forthcoming  work  containing  the  false  statements  relating  to  the 
"  Plaintiff  set  out  and  referred  to  in  paragraphs  5  and  8  hereof.  (10)  By  reason 
''  of  the  premises  and  the  publication  of  the  said  libels  the  Plaintiff  is  and  will 
'*  be  injured  in  his  reputation  of  a  discoverer  and  inventor  in  the  field  of  10 
"  electrical  science  and  electrical  engineering.  The  Plaintiff  claims  an 
"  injunction  : — (1)  To  restrain  the  Defendants  or  any  one  or  two  of  them  from 
**  printing,  publishing,  or  causing  to  be  printed  or  published  in  the  book  of  the 
**  Defendant  S.  P.  Thompson  on  *  Dynamo-electric  Machinery,'  or  in  any  new 
**  edition  thereof,  or  otherwise  from  making  public  any  of  the  words  or  passages  15 
"  set  out  in  paragraph  5  hereof,  or  any  other  statement  or  words  asserting  or 
"  implying  that  the  Plaintiff  is  not  the  inventor  of  the  generator  of  dynamic 
"electricity  known  as  the  'Dynamo-electric  Machine*  or  'Dynamo'  or 
"  attributing  such  invention  to  any  person  or  persons  other  than  the  Plaintiff. 
"  (2)  To  restrain  the  Defendant  S,  P,  Thompson  from  making  any  mention  of  20 
"  the  Plaintiff,  his  discoveries  and  inventions  in  the  said  Defendant's  book  on 
"  '  Dynamo-electric  Machinery '  or  in  any  new  edition  thereof,  or  otherwise 
"  than  in  accordance  with  the  said  agreed  proof  or  statement  signed  by  the 
"  Defendant  S.  P.  Thompson  on  or  about  the  17th  day  of  June  1902."  The 
,  Plaintiff  also  claimed  damages  and  costs.  25 

On  the  12th  of  January  1903  the  Defendants  gave  notice  of  an  application 
(1)  that  the  Statement  of  Claim  be  struck  out  on  the  grounds  (a)  that  it  disclosed 
no  cause  of  action ;  (b)  that  it  was  vexatious  and  frivolous  ;  and  (c)  that  it  was 
an  abuse  ^f  the  process  of  the  Court ;  (2)  that  the  action  be  dismissed  with 
costs ;  (3)  that  the  Defendant,  the  applicant,  have  further  time  for  delivering  30 
his  Defence.    The  summons  was  adjourned  into  Court. 

Buckmaster^  K.C.,  and  J.  H.  Oray  (instructed  by  Freshjields)  appeared  for 
the  Applicant ;  Moulton^  K.C.,  and  T,  Clarkson  (instructed  by  Bitsky  Mellor^ 
and  NorriSy  agents  for  Slater^  Heelis^  Williamson^  Collet/,  and  TuUoch) 
appeared  for  the  Respondent.  35 

BUCKLBT,  J. — In  this  case  my  diflficulty  is  in  delivering  judgment  with 
becoming  gravity,  but  I  am  bound  out  of  respect  to  the  arguments  which  have 
been  addressed  to  me  by  the  Plaintiff's  Counsel  to  say  a  few  words.  I  feel, 
however,  that  1  cannot  lift  the  judgment  to  a  higher  level  than  sticking  up  a 
couple  of  dummies  to  knock  them  down  again.  40 

This  Plaintiff  in  the  first  six  paragraphs  of  his  Statement  of  Claim  makes 
certain  allegations  which  by  the  10th  paragraph  he  says  are  libellous,  and  will 
injure  him  in  his  reputation  as  a  discoverer  and  an  inventor.  When  you  come 
to  analyse  the  statements,  of  which  he  complains,  the  result  is  this — that  he  says 
the  Defendant  admits  and  testifies  to  the  fact  that  the  Plaintiff  in  1863  or  45 
in  1865  made  a  valuable  invention.  The  Plaintiff  did  not  give  it  the  name, 
the  use  of  which  he  complains  of  in  this  action,  of  a  "  Dynamo,"  but  as  he 
says  himself  in  the  second  paragraph  that  name  was  a  subsequent  designation 
which  was  given  to  it.  By  the  paragraphs  which  he  would  seek  to  substitute 
in  the  Defendant's  work  he  evidently  attributes  the  first  use  of  that  word  to  50 
Brooks  in  1867.  There  is  no  question  raised  by  the  Plaintiff  that  the 
word  "  Dynamo  "  was  a  word  which  attached  to  his  machine  or  which  anybody 
else  at  the  time  when  he  made  his  invention  attached  to  his  invention,  or  was 
a  name  which  conveyed  an  invention  at  all.  He  says  that  certain  passages  in 
Frofeeeor  Syltxintm  ITiompson's  hooky  in  which  he  uses  the  word  "dynamo"  56 
axe  a  libel  upon  him  because  he  uses  the  word  ''  Dynamo  "  as  describing  some- 
thing other  than  his,  the  Plaintiff's,  invention.  The  Plaintiff  says  that  is  libelloos. 
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Wilde  V.  Tliompson. 

I  utterly  fail  to  find  any  libel  in  the  sense  of  any  attack  upon  his  personal 
character.  There  is  no  libel  of  contempt  or  ridicule  or  anything  of  the  sort. 
On  the  contrary,  Professor  Sylvanus  Thompson  says  that  Dr.  Wilde  was  the 
first  to  construct  a  machine  really  suited  for  the  purpose  when  he  invented  the 
5  principle  of  using  a  large  dynamo,  the  field-magnets  of  which  were  separately 
excited  by  the  currents  of  a  small  magnet  or  machine.  Libel  in  that  sense  is 
obviously  not  existent  at  all. 

Of  course  there  is  another  thing  which  is  known  as  a  trade  libel,  that  is  to 

say,  BO  speaking  of  the  goods  of  another  person,  i^hich  are  perhaps  inferior 

10  goods,  as  to  convey  that  they  are  the  goods  of  the  person  to  whose  goods  the 

word  has  become  attached.    Obviously  from  the  Plaintiff's  own  statement 

there  is  nothing  of  that  sort  here.  He  has  no  copyright  at  all  in  the  word  "  Dynamo  " : 

he  did  not  invent  the  word  "  Dynamo  "  ;   the  word  "  Dynamo  "    does  not 

indicate  his  machine,  and  I  am  utterly  unable  to  express,  because  I  do  not  in 

15  the  least  understand,  in  what  sense  he  says  that  Professor  Sylvanus  Thompson^ 

by  using  the  word  '*  Dynamo,"  with  reference  for  instance  to  Faraday y  makes 

any  attack  or  raises  any  cause  of  action  whatever  in  the  Plaintiff.    It  seems  to 

me,  with  all  due  deference  to  the  Pleader,  to  be  pure  nonsense. 

Then  there  is    a    second  head.    In  paragraph    7   the   Plaintiff  sets  up    a 

20  contract,    and    that    he  is     suing    on    the  contract.     When    you  abbreviate 

and  condense  paragraph  7  it  comes  to  this,  that  the  Plaintiff  complained  of 

something;  that  in  the  result  the  Defendant  agreed  to  do  something  which  the 

Plaintiff  approved,  and  accordingly  something  happened.    That  is  the  whole 

of  it.     I  can  make  nothing  else  whatever  out  of  paragraph  7.    That  is  not  a 

25  contract;    there  is  no  consideration  of  any  kind.    Of  course  a  complromise 

as  between  parties  will  be  a  consideration,  and  to  support  a  compromise  it  is  not 

necessary  to  show  that  the  rights  or  supposed  rights  which  were  compromised 

were  real  rights.    Parties  may  compromise  something  although  in  point  of  fact 

there  was  nothing  to  dispute  about.     But  there  is  nothing  of  that  kind  alleged 

30  here  at  all.    It  seems  to  me  that  this  Plaintiff  is  endeavouring  to  say  that  the 

law  is  as  it  is  not — ^and  it  would  be  an  evil  day  if  it  were  so — that,  if  one  man 

makes  a  concession  to  another  man  for  the  sake  of  peace,  the  result  is  that  there 

is  a  contract  upon  which  the  one  can  sue  the  other  for  specific  performance  or 

for  damage  or  for  something  else.    There  is  in  my  opinion  no  contract  alleged 

35  whatever,  and  reading  this  Statement  of  Claim  I  can  find  no  sort  of  cause  of 

action.    I  therefore  make  an  Order  striking  out  the  Statement  of  Claim,  and 

dismissing  the  action  with  costs. 

MouUony  K.C. — On  behalf  of  the  Plaintiff  I  ask  for  leave  to  appeal.    I  am 
not  anxious  that  the  action  should  go  on,  because  I  do  not  see  why  there  should 
40  not  be  peace  between  the  parties. 

BUOKLBY,  J, — Nor  do  I.    For  that  very  reason  I  said  at  the  outset  of  the 

judgment  that,  as  it  appeared  to  me,  the  Plaintiff  made  a  valuable  discovery, 

and  the  Defendant  has  recognised  and  stated  that  he  made  a  valuable  discovery, 

and  I  should  have  hoped  that  that  statement  would  have  produced  peace 

15  between  the  parties.    Certainly  if  you  want  leave  to  appeal,  I  give  you  leave. 
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In  the  Matter  of  E,  W.  Lancaster's  Application  for  a  Patent. 


Before  The  Solioitob-Gbnhral. 

December  11th,  1902. 

In  the  Matter  op  E.  W.  Lancaster's  Application  for  a  Patent. 

Opposition  to  the  grant  of  a  Patent  on  the  ground  that  the  invenHon  had  been 
patented  upon  applications  of  prior  date.  The  Gomptroller-Qeneral  hdd  thai  5 
none  of  the  claims  could  he  allowed  in  their  existing  form^  hut  permitted  an 
amendment  of  one  of  them  to  mxyre  precisely  define  the  inventionj  and  then^ 
subject  to  the  insertion  of  a  disclaimer^  decided  to  seal  a  Patent  on  the  applica- 
tian.    The  Opponents  appealed. 

Held,  by  the  Law  Officer^  thai  the  Comptroller-OeneraVs  decision  be  reversed^  10 
and  thai  a  Patent  he  refused. 

A  Patent  cannot  be  allowed  for  something  absolutely  different  from  what  is 
described  in  the  Provisional  Specification. 

On  the  29th  of  December  1900  E.  W.  Lancaster  applied  for  a  Patent,  No. 
23,797  of  1900,  for  "  A  new  or  improved  apparatus  for  sterilizing  and  lining*  15 
"  wooden  casks  and  dairy  utensils  with  mineral  wax  or  albumen." 

The  Complete  Specification  contained  four  claims,  which  were  as  follows  : — 
"  (1)  In  an  apparatus  for  sterilizing  and  lining  casks  and  dairy  utensils  with 
"  mineral  wax  or  albumen,  the  combination  of  a  pump  or  air  compressor  with 
*^  a  reservoir  for  containing  compressed  air,  a  heater  in  which  air  from  the  20 
**  compressor  or  from  the  reservoir  may  be  heated  to  a  temperature  of  300 
**  degrees  Fahrenheit,  or  thereabouts,  a  tank  to  contain  melted  mineral  wax,  a 
*'  means  for  melting  the  said  wax  and  maintaining  it  in  a  fluid  condition,  and 
**  means  for  introducing  hot  and  cold  air  into  the  casks  or  other  receptacles, 
**  and  for  spraying  the  melted  wax  over  the  entire  surface  of  the  casks  or  other  25 

receptacles,  as  hereinbefore  specified.  (2)  In  an  apparatus  for  sterilizing  and 
"  lining  casks  and  other  receptacles  as  hereinbefore  specified,  the  heater  cou- 
"  sisting  of  two  concentric  rings  of  continuous  metal  pipes  set  in  a  furnace 
**  composed  of  three  concentric  metal  cylinders,  'as  specified  and  shown  by  Figs. 
"  3  and  4  of  the  accompanying  drawings.  (3)  In  an  apparatus  for  sterilizing  30 
^'  and  lining  casks  and  other  receptacles,  the  construction  and  use  of  waxing 
*^  nozzles,  as  specified  and  illustrated  by  Figs.  5  and  6  of  the  accomx>anying 
"  drawings.  (4)  Apparatus  for  sterilizing  and  lining  casks  and  other  receptacles 
"  as  specified  and  shown  by  the  drawings." 

The  grant  of  a  Patent  was  opposed  by  the  Patent  Sterilized  Cask  Company ^  35 
Ld.y  on  the  ground  that  the  invention  had  been  patented  in  this  country  on 
applications  of  prior  date,  viz. :— No.  30,326  of  1897  {Meyer\  No.  5124  of  1893 
(Farrer),  No.  23,591  of  1893  (Mackay\  No.  17,803  of  1898  {Southwick\  No. 
1701  of  1900  {RussM),  No.  7617  of  1900  {Thofehm). 


a 


Vol.  XX.,  No.  13.]       AND  TRADE  MARK  CASES.  367 

In  the  McUter  of  E.  W.  Lancaster's  Application  for  a  Patent, 

The  Applicants  Provisional  Specification  stated,  inter  alia : — "  I  provide  a 
^  heater,  consisting  of  a  suitable  metal  stove  lined  with  firebrick  and  fitted  with 
**  a  suitable  furnace  to  bum  charcoal,  coke,  or  anthracite  coal.  Inside  the 
•*  f  nmace,  above  the  grate,  are  horizontal  or  vertical  pipes  or  tubes,  in  which 
5  ^  the  air  passing  through  them  is  heated  to  about  300^  Fahrenheit.^'  Nozzles 
were  also  referred  to  as  *'  revolving  nozzles  which  cause  the  melted  wax  to  be 
^  delivered  in  the  inside  of  the  cask  in  the  form  of  spray."' 

The  ComptroUer-Cteneral's    decision    was    as    follows : — "  The    Applicant's 
^  invention  is  for  a  new  or  improved  apparatus  for  sterilizing  and  lining 

10  **  wooden  casks  and  dairy  utensils  with  mineral  wax  or  albumen.  Air  is  com- 
^  pressed  in  a  reservoir  to  a  pressure  of  about  50  lbs.  per  square  inch,  and  is 
"  then  passed  through  a  heater  formed  by  a  number  of  pipes,  round  which 
^  play  the  products  of  combustion  of  a  furnace.  The  air,  heated  to  a  tempera- 
^  ture  of  about  300°  Fahrenheit,  passes  through  a  nozzle  into  the  cask.    The 

15  ''  compressed  hot  air  is  then  cut  off  from  the  connection  with  the  cask,  and  is 
"  made  to  enter  the  upper  part  of  a  tank  containing  melted  wax  and  provided 
^'  with  means  to  keep  the  wax  hot.  The  pressure  of  the  hot  air  drives  the  wax 
**  up  a  pipe  and  through  a  spraying  nozzle,  which  scatters  it  on  the  inside  of  the 
^^  cask.     The  nozzle  has  a  self -revolving  nipple  provided  with  ball  bearings. 

20  *^  Cold  air  is  now  forced  into  the  cask  to  cool  it  and  the  surplus  wax  is  run  off 
**  and  filtered.  At  the  hearing  Mr.  Golby  appeared  for  the  Cask  Company  and 
^  Mr.  Hal/ord  for  the  Applicant.  Mr.  Qotby  contended  that  all  the  elements 
**  of  the  combination  claimed  in  Claim  1  of  the  Applicant's  Specification,  viz., 
"  (a)  the  air  compressor,  (b)  reservoir,  (c)  air  heater,  (d)  wax  tank,  (e)  means  for 

25  "  melting  the  wax,  (/)  means  for  introducing  hot  and  cold  air  to  the  cask,  and 
^  (g)  means  for  spraying  the  melted  wax,  were  described  and  claimed  in 
«  RusselVs  Patent  (No.  1701  of  1900),  or  in  Meyer's  Patent  (No.  30,326  of  1897), 
^  relying  mainly  on  RttsselVs  Claim  3.  He  also  contended  that  the  heater  and 
'^  the  nozzle  claimed  in  the  Applicant's  Claims  2  and  3  were  not  described  in 

30  "  the  Provisional  Specification,  and  that  therefore  these  claims  could  not  be 
^  allowed  to  stand  if  Claims  1  and  4  were  cancelled.  On  these  grounds  he  asked 
'*  me  to  refuse  to  seal  a  Patent.  Mr.  Hal/ord  did  not  satisfy  me  that  I  could 
^  allow  Claim  1  to  stand  in  its  present  form,  since  1  was  of  opinion  that  it  was 
**  practically  identical  with  Ry^selVs  Claim  3,  and  I  gave  him  an  opportunity 

35  "  of  submitting  an  amended  claim.  He  proposed  to  substitute  the  following : — 
"  *  An  improved  apparatus  for  sterilizing  and  lining  casks  and  dairy  utensils 
"  '  with  mineral  wax  comprising  an  air  compressor,  a  reservoir  for  compressed 
** '  air,  a  heater  consisting  of  two  concentric  rings  of  continuous  vertical  metal 
** '  pipes  in  a  furnace  composed  of  three  concentric  vertical  metal  cylinders 

40  **  *  surrounding  a  grate  adapted  to  bum  anthracite  coal,  coke,  or  charcoal,  and 
** '  an  outlet  for  the  products  of  combustion,  in  which  heater  air  from  the 
**  *  reservoir  may  be  heated  to  a  temperature  of  300°  Fahrenheit  or  thereabouts, 
**  '  a  tank  to  contain  mineral  wax,  means  for  melting    the    said  wax  and 
]  ** '  maintaining  it  in  a  fluid  condition,  pipes  to  convey  air  from  the  compressed 

45  ** '  air  receiver  to  the  heater,  pipes  to  convey  hot  air  from  the  heater  and  cold 
**  *air  from  the  reservoir  into  the  casks  or  other  receptacles  as  required,  pipes 
** '  for  introducing  compressed  hot  air  above  the  level  of  the  fluid  wax  in  the 
^  '  wax  tank  and  revolving  or  rotating  nozzles  for  spraying  the  melted  wax 
"  *  over  the  interior  surface  of  the  casks  or  other  receptacles  all  substantially 

50  *^  *as  hereinbefore  specified  and  as  shown  in  the  accompanying  drawings.' 
^  This  new  claim  differs  firom  the  old  one  in  that  the  heater  and  nozzle  and 
**  the  method  of  forcing  the  wax  through  the  nozzle  are  more  specifically  defined. 
"  The  Applicant's  apparatus  differs  in  these  three  respects  from  Russeirs,  and 
^  I  am  therefore  of  opinion  that  he  is  entitled  to  this  claim.    At  an  adjourned 

55  ^  hearing  Mr.  Golby  contended  that  the  Applicant's  heater  was  contained  in 
"*  Sauthwick's  Patent  (No.  17,803  of  1898),  and  his  nozzle  in  Mackay's  Patent 
•*  (No.  23,591  of  1893),  and  quoted  Bridge's  case  (18  R.P.C.  257).    It  appears 
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^  to  me  that  the  heater  and  nozzle  described  in  these  Specifications  are  not 
"  identical  with  those  described  and  claimed  by  the  Applicant  and  that  there- 
"  fore  the  decision  of  the  Law  Officer  in  Bridgets  case  does  not  apply,  but  I 
''  think  that  Claims  2,  3,  and  4  should  be  cancelled,  since  all  the  Applicant  is 
^*  entitled  to  is  secured  to  him  by  his  amended  Claim  1.  In  order  to  make  5 
^^  clear  the  state  of  public  knowledge  at  the  date  of  the  application  I  shall  also 
*^  insert  after  the  word  '  performed '  on  line  31,  page  4,  of  the  Applicant's 
*^  Specification  the  following  disclaimer,  which  follows  the  reading  of  RiMseWs 
^  Claim  3 : — 'I  am  aware  that  it  has  been  previously  proposed  to  line  casks, 
'' '  barrels,  and  like  vessels,  by  means  of  apparatus  comprising  means  for  IQ 
^' '  supplying  air,  a  furnace  for  heating  the  air,  a  series  of  distributing  pipes 
^' "  with  nozzles  thereon,  a  tank  for  the  lining  material  provided  with  means 
^'  *'  for  keeping  the  lining  material  fluid  and  with  means  for  injecting  same 
^^ '  through  spraying  nozzles  into  the  interior  of  the  vessel  and  a  compressor 
*' 'for  supplying  air  to  the  interior  of  the  vessel  after  the  spraying,  but  ...."*   15 

The  Opponents  appealed. 

Walt&r  appeared  as  Counsel  for  the  Opponents,  and  Halford  as  Agent  for 
the  Applicant. 

Sir  Edward  Carson,  S.O. — I  am  afraid  I  cannot  do  anything  for  the 
Applicant  in  this  case.     I  can  put  my  grounds  very  shortly.    The  whole  of  the  20 
claims  were  struck  out  by  the  Comptroller.    He  then  looks  about  to  see  if  he 
can  get  something  to  distinguish  what  is  in  Lancaster's  Complete  Specification 
from  Russell,    To  make  anything  distinguishable  he  finds  a  particular  kind  of 
heater,  and  a  particular  kind  of  revolving  or  rotating  nozzle.     But  when  I  turn 
to  the  Provisional  Specification  neither  of  those  is  there  ;  and  I  think  if  I  were  25 
to  allow  this  Patent  I  should  be  allowing  in  the  first  place  something  that  is 
absolutely  different  from  what  was  described  in  the  Provisional  Specification  ; 
and  I  think  in  addition  I  should  be  allowing  a  claim  for  what  really  comes  to  a 
process  by  the  introduction  of  what  (if  anything  is  alleged  to  be  the  invention) 
is  new  and  particular  machinery.    I  do  not  think,  under  circumstances  such  as  30 
these,  I  could  possibly  allow  this  application  to  proceed,  and  I  must  therefore 
accede  to  the  request  of  the  Appellants  and  direct  the  Comptroller  not  to  seal  a 
Patent.    I  allow  five  guineas  costs. 
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Dey  Patents  Company  and  Others  v.  Howard  Brothers  (No.  2). 


In  the  Court  op  Session  in  Scotland. 

Before  The  Lord  Ordinary. 

July  3rd  and  25th,  1902. 

In  the   Inner  House  (Second  Division). 

5  Before  The  Lord  Justice  Clerk  and  Lords  Young,  Trayner, 

and  MONCRIEFF. 

January  2l8t,  1903. 

Dey  Patents  Company  and  Others  v.  Howard  Brothers  (No.  2). 

Sale  of  Patent  rights. — Action  for  implement  of  contract  and  damages, — 
10  Construction  of  contracts. — Breach  of  contract  by  tlie  Pursuers. — Res  judicata. 

John  Dey  and  Alexander  Dey  {the  Dey  Patents  Company)  invented  and 
patented  a  time  register.  John  Dey  made  tfism  in  America  and  Alexander 
Dey,  residing  in  Glasgow^  represented  the  Patentees  and  makers  here.  Howard 
Brothers,  of  Liverpool^  €u:ted  as  agents  for  the  Dey  Patents  Company  up  to  the 

15  10th  of  June  1898^  Imt  on  this  date  they  concluded  with  the  Deys  a  sale  of  the 
past^  present^  and  future  benefits  of  the  Dey  time-keepitig  inventions  for  certain 
countries  named,  including  the  Australian  colonies.  On  the  14th  of  October  1898 
(by  the  agreement  here  specially  founded  on)  the  Dey  Company  agreed  not  to 
sell  outside  of  Canada  and  the  United  States.    Deposits  of  5001.  and  80001.  were 

20  stipulated  for^  and  Howard  Brothers  paid  the  5001.  and  15001.  of  the  SOOOL 
When  the  Dey  Company  sued  for  tJie  other  15001.^  Howard  Brothers  raised 
action  for  implement  or  fulfilment  of  the  said  contracts  and  for  80^0001. 
damages  for  non-fulfilment.  The  Deys  denied  the  validity  of  any  contract 
except  those  of  the  10th  of  June  and  8rd  of  November  and  certain  memoranda. 

25  Counter  actions  were  raised  by  the  parties  (reported  20  H.P.C.y  page  21)y  and 

in  them  the  Lord  Ordinary  and  Second  Division  held  thaty  on  the  construction 

of  the  various  documents^  the  contracts  in  question  were  binding  and  enforce- 

ablcy  and  that  the  Dey  Company  had  broken  their  contract  and  were  liable  in 

damages^  which  were  assessed  by  agreement  at  22501.    On  the  15th  of  October  1901 

30  the  Deys  raised  another  action  founding  on  the  agreements  of  the  10th  of  June 
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and  3rd  of  November  1898  asking  for  implement  orfvlfilmenty  and  in  particular 
seeking  to  fiave  the  Howards  held  bound  to  take  delivery  of  the  Letters  Patent 
applicable  to  all  countri.es  outside  Cafiada  and  the  United  States^  and  aUema- 
lively  for  payment  of  tlie  sums  of  damage  scheduled  in  the  event  of  breach  in 
respect  of  tlie  different  countries  amounting  in  all  to  lOyOOOL  The  Howards  5 
pleaded  that  these  conclusions  had  been  disposed  of  in  the  former  actions^  and 
that  the  Deys,  having  been  found  in  breach^  could  not  sue.  The  Lord  Ordinary 
repelled  these  pleas  and  allowed  a  proof.  The  Howards  reclaimed.  The  Inner 
House  {Second  Division)  recalled  thcU  judgment^  arid  gave  effect  to  the  pleas 
raised  by  the  Howards.  1q 

The  Dey  Patents  Comjxiny  carried  on  business  at  Syracuse,  in  the  State  of 
New  York.  It  consisted  of  Johii  Dey^  who  resided  at  Syracuse,  and  his  brother, 
Alexander  Dey^  who  resided  in  Glasgow.  These  two  invented  certain  apparatus 
for  noting  the  time  of  arrival  at  and  departure  from  public  works  or  ware- 
houses of  the  persons  employed  therein.  The  apparatus  became  known  under  the  15 
name  of  the  '•  Dey  Time  Register  Patents."  One  Patent  was  taken  out  in  1888 
(No.  1614  of  1888)  by  Afejcander  Dei/ ;  another  was  taken  out  in  1894  (No. 
14,075  of  1894)  by  John  Dey  and  Alexander  Dey  ;  and  a  third  was  taken  out  in 
1898  (No.  23,454  of  1898)  by  John  Dey. 

The  first  action  was  brought  on  the  19th  of  January   1900,  by  the  Dey  gO 
Patents  Company  against  Howard  Brothers  for  1500Z.    This  claim  arose  oui  of 
an  agreement  dated  the  10th  of  June  1898  between  these  parties.     The  chief 
parts  of  the  agreement  on  which  the  three  actions  depended  are  these  : — "  The 
"  purchasers  {Howard  BrotJiers)  shall  have  the  option  to  purchase — (a)  The 
"  benefit   of   the  Patent  of   Her   Majesty,  dated  the   21st  day   of  July  1894  -jfi 
'*  and  numbered  14,075  and  granted  to  the  vendor  in  respect  of  certain  inven- 
'*  tions  in  relation  to  time  registers,     {b)  The  benefit  of  any  foreign  Patents 
'*  which  have  already  been  obtained  by  or  on  behalf  of  the  vendor  in  respect  of 
"  the   present  invention  with  the  exception  of  those  relating  to   the  United 
*'  States  of  America  and  Canada  and  the  benefits  of  all  pending  negotiations  for  3Q 
"  the  acquisition  of  foreign  Patents,  and  the  vendor,  at  the  vendor's  expense, 
*'  should  the   said   option  be  exercised,  agrees   to   procure    Letters  Patent   in 
''  respect  of  the  said  invention  in   the  countries,    dominions,  and  colonies 
"  mentioned  in  the  schedule  hereto  on  or  before  the  completion  of  this  pur- 
"  chase,     (c)  The  benefit   of  all  future  inventions  and  improvements  which  35 
"  shall  be  made  by  the  vendor  in  connection  with  the  manufacture  or  working 
*'  of  the  said  time  registers,     {d)  The  exclusive  rights,  so  far  as  the  vendor  can 
"  confer  the  same,  to  apply  for  and    obtain  foreign  Patents   for  the  present 
**  invention  and  any  such  future  inventions  or  improvements  as  aforesaid,  and 
"  the  benefit  of  all  Patents  so  obtained,     {e)  The  benefit  of  all  extensions  and  40 
"  prolongations  of  the  terms  and  privileges  granted   by  any  such  Patents  as 
"  aforesaid."     The  countries  named  in  the  schedule  referred  to  under  clause  {b) 
above  quoted   were : — Australian  Colonies    and    New  Zealand,    Austria  and 
Hungary,  Belgium,  Denmark,   France,  Germany,  India,  Italy,  Japan,  Russia, 
8|)ain,  Switzerland.     The  consideration  for  the  said  sale  was  to  be  the  sum  of  45 
10,000^.  in  cash,  of  which  500/.  was  to  be  paid  as  a  deposit  within  fourteen  days 
after  the  option  was  exercised.     On  the  22nd  of  July  1898  the  Pursuers  wrote  to 
the  Def endei-s  with  reference  to  the  terms  of  said  agreement  as  follows  : — '*  We 
*'  shall  make  no  reserve  as  to  Patent  rights,  and  that,  of  course,  of  1888  (No. 
**  1614)  is  included  in  the  agreement."     The  option  was  exercised  on  the  8th  of  50 
August  1898,  and  the  said  deposit  paid  on  the  22nd  of  August  1898.    A  valid 
contract  of  sale  of  said  inventions  was  thereby  said  to  be  concluded  in  virtue 
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of   which  the  whole  benefits  of    said  inventions  were   transferred    to    the 
purchasers. 

The  Defenders  stated  that  notwithstanding  the  terms  of  said  agreement,  and 
in  breach  thereof,  the  Pursuers,  subsequent  to  the  date  of  sale,  manufactured 
^  and  supplied  machines,  the  subject  of  said  invention,  to  their  agents  in 
Australia,  and  dealt  with  and  exploited  or  otherwise  used  said  invention 
there.  On  the  Defenders  protesting  against  said  acts  the  Pursuers  had  an  in- 
terview with  them  at  which  an  agreement  of  the  14th  of  October  1898  was 
executed.      Such  agreement  contained  {inter  alia)  the  following  clauses  : — 

10  *♦  Fifths  we  agree  to  supply  you,  free  of  cost,  with  complete  drawings,  specifica- 
**  tions,  &c.,  to  enable  you  to  take  oat  Patents  in  any  country  not  named  in  the 
"  schedule  of  our  agreement ;  and  lastly y  we  agree  not  to  sell  to  any  person  or 
"  firm  in  any  country  outside  the  United  States  of  America  and  Canada  any 
"  *  Dey  Time  Registers '  of  any  description,  and  will  so  far  as  in  our  power 

15  "  prevent  any  other  person  except  yourselves  doing  so,  and  will  cable  our 
"  Sydney  agents  to  cease  at  once  selling  the  machines  in  Australia,  and  in  all 
"  reasonable  possible  ways  we  promise  to  assist  you  to  further  the  interests  of 
'*  the  business  for  which  you  have  bought  the  Patent  rights."  By  a  supple- 
mentary agreement,  dated  the  3rd  of  November  1898,  between  the  Pursuers  and 

20  Defenders  it  was  provided  :-i-"  Second^  the  purchase  price  shall  be  allocated  as  set 
'*  forth  in  the  schedule  hereto.  In  exchange  for  the  document  of  title  to  the 
"  Patent  applicable  to  each  separate  country  the  purchasers  shall  pay  to  the 
"  vendors  or  their  representative  duly  authorised,  the  price  allocated  to  that 
"  country  and  the  amount  shall  be  due  and  payable  28  days  after  the  vendors 

25  "  tender  delivery,  subject  to  the  delivery  of  the  four  new  machines  as  here- 
"  after  mentioned.  The  deposit  of  5()0Z.  already  paid  shall  be  held  as  a 
"  payment  on  account  of  the  British  Patents  and  the  balance  of  the  price  of 
*'  the  British  Patents,  viz.:  3000i.  shall  be  paid  as  follows,  viz. :  One  half  within 
**  28  days  after  the  delivery  of  the  four  improved  or  new  registers  which  the 

30  "  vendors  have  agreed  to  supply  and  in  exchange  for  the  document  of  title  to 
"  two  existing  Patents,  and  the  other  half  28  days  after  the  document  of  title  to 
"  the  new  Patent  has  been  tendered  subject  to  the  delivery  of  the  four  new 
**  registers  as  aforesaid." 

Schedule  referred  to  in  thefm^egoing  Supplementary  Agreement. 


35 


40 


45 


Names  of  Countries. 


British  Patents — old  and  new 

German  

French  

Australian  Colonies  and  New  Zealand 

Russia 

Belgium         ...         

Italy 

Spain  ... 

Austria  and  Hungary         

India  ... 

Switzerland 

Denmark       

V apan  ...         ...         ...         ...         ... 

Total        


Prices. 


£3,500 

2,000 

1,000 

1,000 

500 

500 

200 

15U 

150 

300 

100 

100 

500 

£10,000 
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and  3rd  of  November  1898  asking  for  implement  or  fulfilment^  and  in  particular 
seeking  to  liave  the  Howards  held  hound  to  take  delivery  of  the  Letters  Patent 
applicable  to  all  countries  outside  Gancuia  and  the  United  States^  and  aUema- 
lively  for  payment  of  the  sums  of  damage  scheduled  in  the  event  of  breach  in 
respect  of  the  different  countries  amounting  in  all  to  10,0001.  The  Howards  5 
pleaded  that  these  conclusions  had  been  disposed  of  in  the  former  actions,  and 
that  the  Deys,  having  been  found  in  breach,  could  not  sue.  The  Lord  Ordinary 
repelled  these  pleas  and  allowed  a  proof  The  Howards  reclaimed.  Tfie  Inner 
House  {Second  Dimsion)  recalled  that  judgment,  and  gave  effect  to  the  pleas 
raised  by  the  Howards.  10 

The  Dey  Patents  Company  carried  on  business  at  Syracuse,  in  the  State  of 
New  York.  It  consisted  of  John  Dey,  who  resided  at  Syracuse,  and  his  brother, 
Alexander  Dey,  who  resided  in  Glasgow.  These  two  invented  certain  apparatus 
for  noting  the  time  of  arrival  at  and  departure  from  public  works  or  ware- 
houses of  the  persons  employed  therein.  The  apparatus  became  known  under  the  15 
name  of  the  '*  Dey  Time  Register  Patents."  One  Patent  was  taken  out  in  1888 
(No.  1614  of  1888)  by  Alexander  Dey ;  another  was  taken  out  in  1894  (No. 
14,075  of  1894)  by  John  Dey  and  Alexander  Dey  ;  and  a  third  was  taken  out  in 
1898  (No.  23,454  of  1898)  by  John  Dey. 

The   first  action  was  brought  on  the  19th  of  January   1900,  by  the  Dey  20 
Patents  Company  against  Howard  Brothers  for  1500Z.    This  claim  arose  out  of 
an  agreement  dated  the  10th  of  June  1898  between  these  parties.    The  chief 
parts  of  the  agreement  on  which  the  three  actions  depended  are  these  : — "  The 
"  purchasers  {Howard  BrotJiers)  shall  have  the  option  to  purchase — (a)  The 
"  benefit  of  the  Patent   of   Her   Majesty,  dated  the   21st  day   of   July  1894  ^rr^ 
'*  and  numbered  14,075  and  granted  to  the  vendor  in  respect  of  certain  inven- 
"  tions  in  relation  to  time  registers.     (^)  The  benefit  of  any  foreign  Patents 
"  which  have  already  been  obtained  by  or  on  behalf  of  the  vendor  in  respect  of 
"  the   present  invention  with  the  exception  of  those  relating  to   the  United 
"  States  of  America  and  Canada  and  the  benefits  of  all  pending  negotiations  for  30 
*'  the  acquisition  of  foreign  Patents,  and  the  vendor,  at  the  vendor's  expense, 
"  should  the   said   option  be  exercised,  agrees   to   procure   Letters  Patent   in 
"  respect  of  the  said  invention  in  the  countries,    dominions,  and  colonies 
'*  mentioned  in  the  schedule  hereto  on  or  before  the  completion  of  this  pur- 
"  chase,     (c)  The  benefit   of  all  future  inventions  and  improvements  which  35 
"  shall  be  made  by  the  vendor  in  connection  with  the  manufacture  or  working 
*'  of  the  said  time  registers,     {d)  The  exclusive  rights,  so  far  as  the  vendor  can 
*"  confer  the  same,  to  apply  for  and    obtain  foreign  Patents   for  the  present 
**  invention  and  any  such  future  inventions  or  improvements  as  aforesaid,  and 
*'  the  benefit  of  all  Patents  so  obtained,     {e)  The  benefit  of  all  extensions  and  40 
"  prolongations  of  the  terms  and  privileges  granted   by  any  such  Patents  as 
"  aforesaid."     The  countries  named  in  the  schedule  referred  to  under  clause  {b) 
above   quoted   were : — Australian  Colonies    and    New  Zealand,    Austria  and 
Hungary,   Belgium,  Denmark,   France,  Germany,  India,  Italy,  Japan,  Russia, 
Spain,  Switzerland.     The  consideration  for  the  said  sale  was  to  be  the  sum  of  45 
10,000^.  in  cash,  of  which  500/.  was  to  be  paid  as  a  deposit  within  fourteen  days 
after  the  option  was  exercised.     On  the  22nd  of  July  1898  the  Pursuers  wrote  to 
the  Defenders  with  reference  to  the  terms  of  said  agreement  as  follows  : — "  We 
*'  shall  make  no  reserve  as  to  Patent  rights,  and  that,  of  course,  of  1888  (No. 
"'  1614)  is  included  in  the  agreement."     The  option  was  exercised  on  the  8th  of  50 
August  1898.,  and  the  said  deposit  paid  on  the  22nd  of  August  1898.    A  valid 
contract  of  sale  of  said  inventions  was  thereby  said  to  be  concluded  in  virtue 
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of   which  the  whole  benefits  of    said  inventions  were  transferred    to    the 
purchasers. 

The  Defenders  stated  that  notwithstanding  the  terms  of  said  agreement,  and 
in  breach  thereof,  the  Pursuers,  subsequent  to  the  date  of  sale,  manufactured 
'^  and  supplied  machines,  the  subject  of  said  invention,  to  their  agents  in 
Australia,  and  dealt  with  and  exploited  or  otherwise  used  said  invention 
there.  On  the  Defenders  protesting  against  said  acts  the  Pursuers  had  an  in- 
terview with  them  at  which  an  agreement  of  the  I4th  of  October  1898  was 
executed.      Such  agreement  contained  (inter  alia)  the  following  clauses  : — 

10  **  Fifths  we  agree  to  supply  you,  free  of  cost,  with  complete  drawings,  specifica- 
^'  tions,  &c.,  to  enable  you  to  take  out  Patents  in  any  country  not  named  in  the 
"  schedule  of  our  agreement ;  and  lastly y  we  agree  not  to  sell  to  any  person  or 
"  firm  in  any  country  outside  the  United  States  of  America  and  Canada  any 
"  *  Dey  Time  Registers '  of  any  description,  and  will  so  far  as  in  our  power 

15  "  prevent  any  other  person  except  yourselves  doing  so,  and  will  cable  our 
''  Sydney  agents  to  cease  at  once  selling  the  machines  in  Australia,  and  in  all 
"  reasonable  possible  ways  we  promise  to  assist  you  to  further  the  interests  of 
'*  the  business  for  which  you  have  bought  the  Patent  rights."  By  a  supple- 
mentary agreement,  dated  the  3rd  of  November  1898,  between  the  Pursuers  and 

20  Defenders  it  was  provided  :-i~*^  Second^  the  purchase  price  shall  be  allocated  as  set 
**  forth  in  the  schedule  hereto.  In  exchange  for  the  document  of  title  to  the 
"  Patent  applicable  to  each  separate  country  the  purchasers  shall  pay  to  the 
"  vendors  or  their  representative  duly  authorised,  the  price  allocated  to  that 
'^  country  and  the  amount  shall  be  due  and  payable  28  days  after  the  vendors 

25  « tender  delivery,  subject  to  the  delivery  of  the  four  new  machines  as  here- 
'^  after  mentioned.  The  deposit  of  5002.  already  paid  shall  be  held  as  a 
"  payment  on  account  of  the  British  Patents  and  the  balance  of  the  price  of 
"  the  British  Patents,  viz.:  3000Z.  shall  be  paid  as  follows,  viz. :  One  half  within 
"  28  days  after  the  delivery  of  the  four  improved  or  new  registers  which  the 

30  "  vendors  have  agreed  to  supply  and  in  exchange  for  the  document  of  title  to 
"  two  existing  Patents,  and  the  other  half  28  days  after  the  document  of  title  to 
"  the  new  Patent  has  been  tendered  subject  to  the  delivery  of  the  four  new 
^  registers  as  aforesaid." 

Schedule  referred  to  in  the  foregoing  Supplementary  Agreement. 


35 


40 


45 


Names  of  Countries. 


British  Patents — old  and  new 

German  

French  

Australian  Colonies  and  New  Zealand 

Russia 

Belgium         

Italy 

Spain  ... 

Austria  and  Hungary  

India 

Switzerland    ...        

Denmark        

tiapan  ...         •••         •••         ...         ••• 

Total         


Prices. 


£3,500 

2,000 

1,000 

1,000 

500 

500 

200 

150 

150 

300 

100 

100 

500 

£10,000 
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The  Dey  Patents  Company  denied  that  they  had  manafactared  and 
supplied  machines,  the  subject  of  the  invention  referred  to,  by  their  agents 
in  Australia. 

The  deposit  of  5001,  was  paid  by  Howard  Brothers  to  the  Dey  Patents 
Company  on  the  22nd  of  August  1898.  On  the  9th  of  December  1899  Howard  5 
Brothers  made  a  further  payment  of  1500^.  on  account  of  the  British  Patents, 
three  in  number,  and  they  thereupon  obtained  delivery  of  the  titles  to  the  said 
Patents  together  with  the  Patents  themselves.  There  remained  due  a  sum  of 
1500Z.  for  which  the  first  action  was  brought. 

The  counter  action  of  Howard  Brothers  was  an  action  for  implement  or  10 
fulfilment  of  contract  and  damages,  and  may  be  called  the  converse  of  the  action 
now  being  reported.     It  was  brought  by  them  on  the  27th  of  February  1900, 
and  contained  the  following  conclusions  : — ^*  First. — The  Defenders  ought  and 
**  should  be  decerned  and  ordained,  by  decree  of  the  Lords  of  our  Council  and 
^^  Session,  to  implement  and  fulfil  in    all    respects,   so  far  as   not   already  15 
"  implemented,  their  part  of  the  contract  set  forth  in  the  agreements,  dated 
"respectively  thelOth  June  1898,  the  22nd  July  1898,  the  14th  October  1898,' 
"  and  the  3rd  November  1898 — (a)  by  delivering  to  the  Pursuers  or  to  their 
"  nominees,  the  British  Letters  Patent,  numbered  14,075  of  the  year  1894  ;  {V) 
"  by  obtainining  valid  and  effectual  Letters  Patent  in  each  of  the  countries  20 
"  after  named  in  respect  of  the  invention  described  «n  the  following  Specifica- 
"  tions  for  British  Letters  Patent,  videlicet,— {!)  No.  1614  of  the  year  1888  ;  (2) 
**  No.  14,075  of  the  year  1894 ;  and  (3)  No.  23,454  of  the  year  1898,  and  by 
**  delivering  a  valid  and  sufficient  transfer  of  the  same  to  the  Pursuers  or  their 
**  nominees  to  the  eiffect  of  giving  the  Pursuers  the  exclusive  right  to  manufac-  25 
"  ture,  sell,  dispose,  or  use  the  said  invention,  and  the  machinery  and  apparatus 
"  described  in  the  said  Specifications  in  each  of  the  following  countries,  vide- 
"  licet y  Australian  Colonies  and  New  Zealand,  Austria  and  Hungary,  Belgium, 
"  Denmark,  France,  Germany,  India,  Italy,  Japan,  Russia,  Spain,  and  Switzer- 
**  land.     ISecond.— The  Defenders  ought  and  should  be  decerned  and  ordained,  30 
"  by  decree  of  the  Lords  of  our  Council  and  Session,  to  exhibit  and  produce 
"  before  our  said  Lords,  a  full  and  particular  account  of  all  such  machinery  and 
**  apparatus  manufactured,  sold,  disposed  of,  or  used  by  them,  or  by  anyone  on 
*'  their  behalf,  or  acting  with  their  authority  or  instructions,  in  any  country 
"  excepting  only  in  the  United  States  of  America  and  the  Dominion  of  Canada,  35 
"  between  the  22nd  day  of  August  1898,  or  alternatively,  between  the  14th  day 
"  of  October  1898  and  the  date  of  implement  of  the  foregoing  conclusion,  and  of 
"  all  prices,  royalties,  commissions,  or  other  considerations  or  benefits  received 
"  by  them  or  by  anyone  on  their  behalf,  or  acting  with  their  authority,  in 
"  respect  of  the  manufacture,  sale,  disposal,  or  use  aforesaid,  whereby  the  sum   40 
**  or  sums  due  by  the  Defenders  to  the  Pursuers  in  respect  thereof  may  appear 
^  and  be  ascertained  by  our  said  Lords  :    And  the  Defenders  ought  and  should 
**  be  decerned    and  ordained,  by  decree  foresaid,  to  make  payment  to   the 
^^  Pursuers  of  the  sum  of  10,000/.  sterling,  or  of  such  other  sum  as  shall  appear 
**  and  be  ascertained  by  our  said  Lords  to  be  due  by  the  Defenders  to  the  45 
**  Pursuers  in  respect  of  the  foresaid  manufacture,  sale,  disposal,  or  use  with  the 
'^  legal  interest  thereof  at  the  rate  of  5/.  sterling  per  centum  per  annum  from  the 
"  date  of  citation  hereto  till  payment ;  or,  in  the  event  of  the  Defenders  failing 
^*  to  produce  an  account  as  aforesaid,  they  ought  and  should  be  decerned  and 
"  ordained,  by  decree  foresaid,  to  make  payment  to  the  Pursuers  of  the  sum  of  50 
"  10,000/.  sterling,  which  shall  in  that  case  be  held  to  be  the  sum  due  by  the 
"  Defenders  to   the   Pursuers  in  respect  of  the    foresaid  manufacture,  sale, 
"  disposal,  or  use.    Third. — Or  otherwise  as  an  alternative  to  all  or  any  part  of 
"  the  conclusions  hereinbefore  written,  the  Defenders  ought  and  should  be 
^*'  decerned  and  ordained  to  make  payment  to  the   Pursuers  of  the  sum  of  55 
"  30,000/.  sterling." 
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In  their  Condescendence  Howard  Brothers  repeated  the  Statements  they 
had  made  in  the  first  action  with  regard  to  the  conduct  of  the  Dey  Patents 
Company.  The  Dey  Patents  Company^  however,  denied  that  any  agreement 
was  come  to  on  the  14th  of  October  1898,  and  they  maintained  that  the  only 
5  agreement  betwixt  the  parties  was  that  of  the  10th  of  June  1898,  supplemented 
by  a  memorandum  of  the  18th  of  August  1898  and  a  supplementary  agreement 
of  the  3rd  of  November  1898. 

The   Pursuers  in  this  action  {Howards)    pleaded   that  in  respect  of  the 
agreements  and  assignment  mentioned  the  Pursuers  were  entitled  to  decree 

10  of  implement,  and  that  the  Defenders,  having  traded  in  the  patented  articles 
after  having  sold  the  Patent  rights  to  the  Pursuers,  were  bound  to  account  to 
the  Pursuers  or  to  make  payment  of  the  sums  concluded  for,  or  otherwise  to 
make  reparation  for  the  loss  and  damage  sustained  in  respect  of  breach  of 
contract. 

15  A  voluminous  proof  was  led  by  the  parties.  The  evidence  in  regard  to  the 
interdict  was  led  on  the  28th  and  29th  of  November  1900.  The  evidence  in 
r^ard  to  the  breach  of  contract  and  damages  was  adduced  on  the  29th 
and  30th  of  November  and  on  the  1st,  7th,  26th,  27fch,  and  28th  of 
December  1900.    A  great  part  of  the  proof  consisted  of  cross-exa&nining  the 

aO  partners  of  the  Pursuers'  and  Defenders'  firms  with  regard  to  the  agreements 
and  upon  the  correspondence. 

The  hearing  on  the  evidence  occupied  several  days,  viz.,  5th,  6th,  7th,  and 
12th  of  February  1901. 
On  the  28th  March  1901,  the  Lord  Ordinary  (Kilcaimey)  pronounced  this 

25  interlocutor : — "  (1)  That  in  the  year  1888  the  Pursuers,  John  Dey  and 
**  Alexander  Dey^  the  sole  partners  of  the  Dey  Patents  Company^  invented  a 
•*  machine  called  '  Dey's  Time  Register,*  designed  to  record  the  hours  of  arrival 
"  and  departure  of  workmen  at  and  from  their  work,  and  obtained  Letters  Patent 
"  for  the  invention  in  Great  Britain  and  in  certain  foreign  countries,  which 

30  **  foreign  Patents  have  now  expired  ;  (2)  that  they  invented  a  new  time  register, 
"  and  in  1894  obtained  Letters  Patent  therefor  in  the  United  Kingdom,  also  in 
"  U.S.A.,  but  no  Letters  Patent  for  any  other  Country  ;  (3)  that  in  1898  they 
**  effected  a  further  improvement  on  their  time  register,  and  obtained  Letters 
"  Patent  for  it  also  in  the  United  Kingdom,  which  are  dated  the  8th  of  November 

35  "  1898,  and  also  Letters  Patent  purporting  to  protect  the  said  invention  in  other 
**  countries,  in  the  colonies,  and  on  the  continent ;  (4)  that  the  Defenders,  for 
**  some  time  prior  to  August  1898,  were  agents  for  the  Pursuers  for  the  sale  of 
'*  said  time  registers  in  the  United  Kingdom ;  (5)  that  by  agreement,  dated  the  10th 
^^  of  June  1898,  between  the  Pursuers  and  the  Defenders,  it  was  agreed  that  the 

40  **  Defenders  should  have  the  option  to  purchase,  for  the  sum  of  10,000^.,  (a)  the 
*^  benefit  of  the  said  British  Patent  of  1894,  (b)  the  benefit  of  foreign  Patents  for 
**  the  invention  of  1898,  and  (c)  the  benefit  of  British  Patents  for  the  invention  of 
«  1898 ;  (6)  that  by  contract  between  the  parties,  dated  the  14th  of  October  1898, 
•*  certain  time  registers  therein  mentioned  were  sold  by  the  Pursuers  to  the 

45  *^  Defenders,  and  the  Pursuers,  by  said  contract,  bound  themselves  not  to  sell  any 
•*  *  Dey's  Time  Registers '  except  in  the  United  States  and  Canada,  and  promised, 
**  in  all  reasonable  ways,  to  assist  the  Defenders  in  their  business  connected  with 
**  the  registers ;  (7)  that  by  agreement  between  the  parties,  dated  the  3rd  of 
"  November  1898,  they  (inter  alia)  apportioned  the  total  price,  10,000/.,  among 

50  *^  the  various  countries  therein  specified ;  (8)  that  in  implement  of  said  agree- 
**  ments  the  Pursuers  have  deliyered  to  th^  Defenders  the  British  Patents  for  the 
**  inventions  of  1888  and  1898,  and  that  they  have  tendered  delivery  of  Letters 
"  Patent  for  various  countries  on  the  continent  and  in  the  colonies  for  1898  ; 
**  (9)  that  the  Pursuers,  in  breach  of  said  agreements,  sold  various  time  registers, 

55  "  made  according  to  the  Patent  of  1894,  in  the  United  Kingdom  to  parties  other 
^  than  the  Defenders,  and  thereby  infringed  the  Patent  which  they  had  sold  to 
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"  the  Deff^ndere  ;  (10)  that  in  breach  of  said  agreements  the  Pursuers,  by  them- 
^'  belyes  or  their  agents,  sold  yarious  time  registers,  made  in  accordance  >^ith  the 
^^  invention  of  1894,  to  various  persons  on  the  continent ;  and,  in  further  breach 
''  of  said  contracts,  the  Pursuers  entered  into  an  agreement  with  Emil  Breslaner^ 
**  of  Berlin,  whereby,  on  the  narrative  that  the  parties  thereto  intended  the  said  5 
'*  Emil  Breslauer  to  have  the  sole  and  exclusive  right  to  manufacture  and  sell 
''  the  said  registers  on  the  continent,  it  was  agreed  that  the  said  Dey  Patents 
**  Company  should  assist  the  said  Emil  Breslauer  in  the  erection  of  a  factory, 
''  and  in  the  manufacture  of  the  registers  as  therein  mentioned,  and  should 
"  furnish  them  with  time  registers,  and  whereby  the  said  Dey  Patents  Company  10 
'*  agreed  that  they  should  not  within  the  European  continent,  except  in  the 
^'  United  Kingdom,  directly  or  indirectly,  deal  in  said  registers,  and,  further, 
"  that  the  said  Emil  Breslauer  should  have  the  option  to  purchase  the  Pursuer's 
**  new  Patent,  viz.,  that  of  1898,  at  the  price  of  10,000^.  ;  (11)  that  the  Pursuer's 
*'  concealed  said  transaction  with  Breslaitsr  from  the  Defenders  ;  (12)  that  the  15 
*^  Defenders,  having  paid  to  the  Pursuers  the  first  instalment  of  1500^.  in  terms 
*'  of  the  contract,  are  entitled  to  decree  for  delivery  of  the  British  Letters  Patent 
"  of  1894  ;  (13)  that  the  Pursuers  are  liable  in  damages,  (I.)  as  infringers  of  the 
*'  Defenders*  Patent  in  respect  of  the  time  registers  sold  by  them  in  the  United 
*^  Kingdom  after  the  22nd  of  Auyrust  1898,  being  the  date  when  the  Defenders  20 
**  exercised  their  option  to  purchase  said  Patents,  and  (II.)  for  the  breaches  of 
'*  contract  above  set  forth  :  And  appoints  the  cause  to  be  enrolled  that  parties 
*'  may  be  heard  in  reference  to  (1)  the  question  as  to  the  foreign  Patents  for  the 
^'  invention  of  1898,  and  (2)  as  to  the  amount  of  damage  due  for  the  infringement 
"  of  Patent  and  breaches  of  contract  above  set  forth.  Reserves  expenses ;  grants  25 
"  leave  to  reclaim." 

Lord  Kincaimey^s  opinion  will  be  found  ante^  page  HO. 

The  Dey  Patents  Company  reclaimed.  The  Second  Division  adhered  in 
substance  to  the  Lord  Ordinary's  judgment  that  the  sums  payable  were  varied 
by  agreement.*  30 

Meanwhile,  namely,  on  the  5th  of  October  1901,  the  Dey  Company  had  raised 
an  action  against  the  Howards^  in  which  the  conclusions  were  : — "  Therefore  it 
*"  ought  and  should  be  found  and  declared  by  decree  of  the  Lords  of  our 
^'  Council  and  Session,  that  in  implement  of  an  agreement  between  the  Pursuers 
"and  Defenders,  dated  the  10th  day  of  June  1898,  and  supplementary  agree-  35 
*'  ment  between  the  Pursuers  and  the  Defenders,  dated  the  3rd  day  of  November 
"  1898,  the  Defenders  are  bound  to  take  delivery  of  the  following  Letters  Patent 
**  or  documents  of  title  lo  patent  rights,  tndelicet : — (First)  Designs  Patent  for 
*•  Germany  (No.  107.550),  dated  6th  of  December  1898,  in  name  of  John  Dey  B,nd 
"  Alexander  Dey  ;  (second)  Letters  Patent  for  France  (No.  283,150),  dated  18th  40 
"  of  December  1898,  in  name  of  John  Dey  and  Alexander  Dey  ;  (third)  (a) 
"  Letters  Patent  for  Queensland  (Xo.  4735),  dated  19th  of  September  1899,  but 
"  commencing  from  24th  of  December  1898,  in  name  of  John  Dey  and  Alexander 
"  Dey  ;  (b)  Letters  Patent  for  Victoria  (No.  15,80G),  dated  2ist  of  December 
"  1898,  in  name  of  John  Dey  and  Alexander  Deii ;  (c)  Letters  Patent  for  New  45 
«  South  Wales  (No.  8890),  dated  22nd  of  December  1898,  in  name  of  John  Dey 
''  and  Alexander  Dey ;  (d)  Letters  Patent  for  Western  Australia  (No.  2344), 
"  dated  29th  of  December  1898,  in  name  of  John  Dey  and  Alexander  Dey ;  (e) 
'^Letters  Patent  for  South  Australia  (No.  4275),  dated  20th  of  December 
"  1898,  in  name  of  John  Dey  and  Alexander  Dey  ;  (/)  Letters  Patent  for  New  50 
'<  Zealand  (No.  11,272),  dated  17th  of  April  1899,  but  commencing  29th  of 
"  December  1898,  in  name  of  John  Dry  and  Alexander  Dey  ;  (g)  Letters 
'<  Patent  for  Tasmania  (No.  2345),  dated  5th  of  January  1899,  in  name  of  John 

*  Anttt^  pacre  40. 
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*  Dey  and  Alexander  Dey  ;  (fourth)  Letters  Patent  for  Russia  (No.  3763), 
**  dated  27th  June  1900,  in  name  of  John  Dey  and  Alexander  Dey ;  (fifth) 
**  Letters  Patent  for  Belgium  (No.  139,152),  dated  19th  of  November  1898,  in 
*' name  of  John  Dey  and  Alexander  Dey  \  (sixth)  Letters  Patent  for  Italy 
5  "  (No.  177,  Vol.  103),  dated  21st  of  November  1898,  in  name  of  John  Dey  and 
"  Alexander  Dey  ;  (seventh)  Letters  Patent  for  Spain  (No.  23,388),  dated  '6th  of 
**  December  1898,  in  name  of  John  Dey  and  Alexander  Dey  ;  (eighth)  (a) 
"  Letters  Patent  for  Austria  (No.  49,226),  dated  1st  of  January  1899,  in  the 
**  name  of  John  Dey  and  Alexander  Dey^  and  (/>)  Letters  Patent  for  Hungary 

10  **  (No.  17,877),  dated  20th  February  1900,  in  name  of  Alexander  Dey  ;  (ninth) 
**  Authority  to  file  Specification  of  an  invention  for  improvements  in  time 
'*  recorders  in  India  (No.  449  of  1898),  dated  18th  of  January  1899,  in  favour 
*' of  John  Dey  and  Alexander  Dey;  (tenth)  Provisional  Letters  Patent  for 
**  Switzerland  (No.  18,235),  dated  19th  of   November  1898,  in  name  of  John 

15  **  Dey  and  Alexafider  Dey  ;  (eleventh)  Letters  Patent  for  Denmark  (No.  2949), 
"  dated  26th  of  March  1900,  in  name  of  Alexander  Dey  and  John  Dey  ;  and 
**  (twelfth)  Certificate,  dated  28th  of  March  1899,  of  registration  of  the 'Patent 
"  in  the  Mixed  Tribunal,  Alexandria,  in  name  of  Alexander  Dey,  in  which 
'*  Certificate  the  Patent  is  described  as  No.  367,  together  with  assignments  of  the 

20  **  said  Letters  Patent  or  documents  of  title  granted  by  the  said  Patentees  in 
"  favour  of  the  Defenders,  and  that  the  Defenders,  in  exchange  for  the  said 
"  Letters  Patent  or  documents  of  title  to  Patent  rights  above  specified,  respec- 
"  tively,  together  with  assignments  thereof  as  aforesaid,  are  bound  to 
"  make  payment  to  the  Pursuers  of  the  respective  sums  of  money  following 

25  "  videlicet "  [the  sums  set  out  in  the  schedule  printed  supra^  p.  371  ;  and  there 
followed  an  alternative  conclusion  for  a  lump  sum  of  10,000/.,  being  the  total 
of  those  several  sums]. 

In  their  Condescendence  the  Deys  repeated  the  averments  made  in  the  previous 
actions  in  regard  to  the  agreements  of  the  10th  of  J  une,  and  3rd  of  November  1898, 

30  and  a  memorandum  of  the  18th  of  August  1898,  and  with  reference  to  the  state- 
ments made  in  answer  by  the  Howards  the  Deys  denied  that  the  parties  on  the 
14th  of  October  1898  entered  into  the  agreement  alleged.  The  document  of 
that  date  referred  to  by  the  Defenders  embodied  a  proposed  agreement,  only  it 
was  never  delivered  and  was  superseded  by  th^  supplementary  agreement  of 

35  the  3rd  of  November  1898.  The  document  of  the  14th  of  October  1898 
was  intended  to  be  the  counterpart  of  an  agreement  which  was  proposed  to  be 
granted  but  never  was  granted  to  the  Pursuers  by  the  Defenders  making  certain 
modifications  on  the  terms  of  the  agreement  of  the  10th  of  June  1898.  At  a 
meeting  in  Glasgow  on  the  14th  of  October  1898  between  the  Pursuer  Alexander 

4<»  Dey  and   John  Howard^  manager  for  the  Defenders'  firm,  Mr.  Howard  took 
possession  of  the  document  without  the  authority  of  the  Pursuers  and  there- 
after retained  it  against  their  remonstrances,  while  the  agreement,  of  which 
it  \\  as  to  b^^  the  counterpart,  was  never  executed  by  the  Defenders. 
The  statements  of  the  Howards^  the  Defenders  on  this  matter  of  the  alleged 

45  agreement  of  the  14th  of  October  1 898,  were  these  : — The  parties  on  the  14th  of 
October  1898  entered  into  an  agreement  whereby  inter  alia  the  Pursuers 
agreed  to  supply  the  Defenders,  free  of  cost,  with  four  of  the  new  or  improved 
time  registers  (one  of  each  size)  that  Pursuers  were  then  taking  out  Patents  for, 
complete  in  every  respect ;  and  the  Pursuers  thereby  also  agreed  not  to  sell  to 

50  any  person  or  firm  in  any  country  outside  the  United  States  of  Aiperjca  and 

•  Canada  any  "  fiey  Time  Registers"  of  any  description,  and,  so  far  as  in  .their 

power  to  prevent  any  other  person,  except  the  Defenders,  doing  so,  and  to  cable 

to  their  Sydney  agents  to  cease  at  once  selling  the  machines  in  Australia  ;  and 

in  all  reasonable  possible  ways  they  promised  to  assist  the  Defenders  to  further 

55  the  interests  of  the  business  for  which  they  had  bought  the  Patent  rights.  Said 
agreement  of  the  14th  of  October  1898  was  an  essential  and  inseparable  part  of 
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the  contract  between  the  parties.  The  agreement  of  the  3rd  of  November  1898 
was  entered  into  vnly  on  the  faith  of  the  agreement  of  the  14th  of  October 
1898  forming  such  part  of  the  contract  between  the  parties,  and  the  reference 
in  the  Minute  of  the  3rd  of  November  1898  to  the  four  improved  or  new 
registers  which  the  Pursuers  had  "  agreed  "  to  supply,  is  to  the  clause  to  that  5 
effect  contained  in  said  agreement  of  the  14th  of  October  1898. 

The  Deys  further  said  (Condescendence  10)  : — In  implement  of  the  said 
agreement  and  supplementary  agreement  the  Defenders  are  bound  to  make 
payment  to  the  Pursuers  of  the  sums  of  money  allocated  as  the  purchase  prices 
of  the  respective  foreign  Patents  in  the  schedule  to  the  said  supplementary  jQ 
agreement,  in  exchange  for  the  titles  to  the  said  Patent  rights.    The  Pursuers 
are  and  have  all  along  been  ready  and  willing  to  transfer  and  make  delivery  of 
said  titles  to  the  Defenders,  and  have  repeatedly  tendered  transfer  and  delivery 
and  demanded   implement  of  the  agreement  from  the   Defenders  ;  but  the 
Defenders  refuse  or  delay  to  take  delivery  and  make  payment  of  the  said  prices  15 
due  by  them.    On  the  29th  of  November  and  the  6th  of  December  1899  the 
Pursuers'  Patent  agent  forwarded  to  the  Defenders  for  signature  assignments 
of  the  foreign  Patents  in  order  that  they  might  be  signed  by  the  Defenders  and 
returned  for  completion.    The  Defenders  received  the  documents,  but  refused 
to  return  them  or  to  complete  the  delivery  of  the  foreign  Patent  rights  to  them,  2O 
and  make  payment  of  the  prices  due  in  respect  thereof. 

To  this  the  Howards  answered  :— The  Pursuers  instead  of  implementing  their 

part  of  the  oontiact  between  the  parties  have  been  guilty  of  gross  and  flag)%nt 

breach  thereof.    In  particular  they  have,  since  the  date  of  the  contract  between 

the  parties,  sold,  supplied,  dealt  with,  and  exploited  a  time  register  manufactured  25 

by  them  after  the  design  of  Her  Majesty^s  Patent,  dated  the  21st  July  1894, 

number  14,075,  in  the  countries  mentioned  in  the  schedule  referred  to.    By 

agreement,  dated  the  1st  of  August  1898,  between  the  Pursuers  and  a  Mr. 

W.  H,  Stevenson  the  Pursuers  appointed  the  said  W.  H.  Stevenson  to  be  their 

sole  agent  and  manager  on  the  continent  of  Europe  for  the  pale  of  the  "  D«y  30 

"Time  Registers."    By  agreement,  dated  the  10th  of  August  1898,  the  said 

W.  H,  Stevenson  as  sole  agent  and  manager  foresaid,  agreed  to  give  the 

monopoly  for  the  sale  of  '*  Dey, Time  Registers  "  to  Emit  Breslauer  of  Berlin, 

for  Germany,  Austria,  Hungary,  Russia,  Italy,  and  Switzerland,  and  undertook 

that  the  Dey  Patents    Company  would    deliver  any  quantities  ordered  by  35 

Breslauer  for  these  countries,  which  were  to  be  forthwith  worked  by  Breslauer^ 

and  it  was  provided  that  the  said  Breslauer  was  to  introduce  the  said  register 

to  all  employers  of  labour  in  said  countries.    Said  agreements  were  entered 

into  without  the  knowledge  or  consent  of  the  Defenders,  and  were  in  fraud  of 

their  rights.    On  the  19th  of  November  1898  the  Pursuers  entered  into  an  40 

agreement  with  the  said  Emit  Breslavsr  of  Berlin,  whereby  they  undertook 

(a)  to  give  every  support  and  assistance  to  the  said  Emil  Breslatcer  in  erecting 

a  factory  and  making  the  necessary  installations  and  in  manufacturing  time 

registers,  and  for  that  purpose  to  send  over  competent  workmen  from  America 

to  Berlin  and  to  instruct  in  the  methods  of  manufacture  Breslauer's  workmen  45 

8Q^t  to  America  for  that  purpose,  also  to  supply  a  complete  set  of  models  and 

tools  for  such  manufacture  ;  (Jb)  to  supply  the  said  Breslauer  with  machiiies  at 

prices  specified  until  he  could  manu^ture  the  machine  for  himself ;  (c^^  not 

•  to  diifectly  or  indirectly  sell  or  deal  or  be  concerned  in  selling  or  dealing'  in  or 

manufacturing  of  the  said  or  any  similar  articles  within  the  European  continent  50 

except  to  the  United  Ejngdom.     Said  agreement  further  provides  that  the 

consideration  for  the  above  stipulation  shall  be  an  annual  payment  to  the 

Pursuers  of  2500  dollars  a  year  so  long  as  the  said  Breslauer  continues  to  sell 

or  manufacture  the  said  registers  and  the  Pursuers  fulfil  the  agreement.    Said 

agreement  also  conferred  on  the  said  Emil  Bi^eslauer  the  option  of  purchasing  55 

the  Letters  Patent  for  the  1898  invention  for  the  countries  mentioned  in 
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Article  7  of  the  Condescendence  except  Britain,  Anstralia,  India,  and  Japan. 
Said  agreements  were  subsequently  assigned  by  the  said  Breslauer  with  the 
consent  of  the  Pursuers  to  a  Company  called  the  Dey  Zeitregister  Syndikaty 
Berlin,  and  said  Company  have  since  traded  and  are  now  trading  with  the 
5  Pursuers  thereunder.  In  fulfilment  of  said  agreement  of  the  19th  of  November 
1898,  the  Pursuers  have,  since  the  date  of  the  contract  between  the  parties,  sold 
several  hundreds  of  time  registers  of  the  1894  pattern  on  the  continent  of 
Europe,  and  have  given  support  and  assistance  to  the  said  Emil  Breslauer 
and  the  said  Syndikaty  and  have  received  payment  of  said  consideration  of 

10  2500  dollars  per  annum.  The  said  agreements  with  Breslav£r  were  entered 
into  by  the  Pursuers  in  fraud  of  the  Defenders'  rights,  and  were  not 
disclosed  to  the  Defenders  until  a  copy  of  it  had  been  recovered  by  them  in 
1900  under  a  diligence  obtained  in  the  action  hereinafter  mentioned.  In 
consequence  of  said  breaches  on  the  part   of  the   Pursuers,  the  Defenders 

15  claimed  damages  in  an  action  raised  in  the  Court  of  Session  at  the  instance  of 
the  present  Defenders  against  the  present  Pursuers.  In  that  action,  the 
Summons  in  which  is  dated  the  27th  of  February  1900,  the  Court  has  found 
inter  alia  that  the  Dey  Patents  Company  in  breach  of  said  contract  (a)  sold 
various    time  registers    made  according  to  the  1894  Patent  in  the  United 

20  Kingdom  to  persons  other  than  these  Defenders,  and  (h)  sold  various  time 
registers  made  in  accordance  with  said  invention  to  various  persons  on  the 
continent  and  entered  into  the  said  agreement  with  Breslaicer^  and  has 
accordingly  decerned  against  the  present  Pursuers  for  2750Z.  in  name  of 
damages   in  respect  of  said  breaches   sustained   prior  to  the  date    of    the 

25  action,  reserving  to  the  Defenders  all  claims  competent  to  them  for  breach  of 
contract  subsequent  to  that  date.  Explained  that  the  1898  invention  bears  to 
be  an  improvement  on  the  1894  invention,  but  is  not  so.  It  merely  embraces 
a  mechanical  equivalent  of  a  part  of  the  1894  machine  and  is  not  patentable. 
Further,  the  said  exploitation  of  the  1894  invention  in  the  said  countries  has 

30  effectually  prevented  valid  Patents  being  obtained  there  for  either  invention, 
and  has  rendered  the  whole  benefit  of  the  contract  worthless  to  the  Defenders. 
The  Patents  now  tendered  are  therefore  invalid  in  respect  of  (a)  want  of  novelty 
and  proper  subject-matter,  and  (b)  the  prior  publication  in  the  respective 
countries  before  mentioned  of  the  1894  machine  as  above  set  forth.    Also  the 

35  German  Patent  tendered  is  invalid  in  respect  it  bears  to  be  in  name  of  an 
alien.  Further,  the  Patents  now  tendered  cover  the  alleged  improvement  only, 
and  do  not  embrace  the  machine  referred  to  in  the  contract  as  the  "  improved 
"  invention."  No  title  to  any  Letters  Patent  bearing  to  be  in  favour  of  the 
Defenders  has  yet  been    tendered.    The  Letters    Patent    mentioned  in   the 

40  conclusions  of  the  Summons  are  in  favour  of  the  Pursuers  and  confer  no  right 
on  Defenders.  Those  for  Queensland,  Victoria,  Western  Australia,  New 
Zealand,  Tasmania,  and  Germany  contain  no  description  of  the  subject-matter 
of  the  invention.  No  Letters  Patent  are  produced  for  India,  Switzerland,  or 
Egypt 

45  On  these  averments  the  Deys  founded  the  following  pleas  : — 1.  In  respect 
of  the  agreements  between  the  Pursuers  and  the  Defenders  libelled,  the 
Defenders  are  bound  to  implement  said  agreements  by  taking  delivery  of  the 
said  foreign  Patents,  and  making  payment  of  the  respective  prices  applicable 
thereto,  as  set  forth  in  the  schedule  to  the  supplementary  agreement  of  the 

50  3rd    of    November    1898.     2.  In  the  event  of  the  Pursuers  not    obtaining 

implement  as  aforesaid  from  the  Defenders  of  said  agreements  as  resrards  said 

foreign  Patents,  they  are  entitled  to  damages  from  the  Defenders  for  breach  of 

contract. 

The  material  pleas-in-law  for  the  Defenders  were  : — 1.  Res  judicata,    3.  The 

55  Pursuers  having  failed  to  implement  their  part  of  the  contract  are  not  entitled 
to  insist  on  implement  on  the  part  of  the  Defenders.    4.  The  said  Patents 
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having  been  rendered  invalid  and  valueless  by  the  Pursuers'  actings  in  breach 
of  their  contract  as  above  set  forth,  the  Defenders  are  entitled  to  absolvitor. 

On  the  13th  of  December  1901  the  Record  was  closed,  and  the  case  sent  to 
the  Procedure  Roll  for  discussion,  and  parties  were  accordingly  heard  on  the 
3rd  of  July  1902.  5 

For  the  Defenders  Guthrie,  K.C.,  and  Giillen  (instructed  by  Auld  and 
Macdonald,  W.S.).— The  Pursuers  are  barred.  They  have  failed  to  implement 
their  part  of  ilie  contract.  For  this  breach  they  have  been  found  liable  in 
damages  to  the  Defenders.  They  cannot  ignore  the  agreement  of  the  14th  of 
October  1898  as  not  having  been  before  the  Court.  In  point  of  fact  the  Court  10 
proceeded  on  it  quite  as  much  as  on  the  agreements  of  the  10th  of  June 
and  the  3rd  of  November  1898.  That  being  so,  the  principle  of  law  applied 
that  a  party  in  breach  cannot  enforce.  Their  breach  •nded  the  contractual 
relation,  and  the  Defenders  might  then,  had  they  chosen,  sued  for  specific 
implement.  The  Pursuers'  dealings  with  Breslaner  in  particular  made  it  lo 
impossible  for  them  to  give  the  Defenders  what  they  had  contracted  to  get.  If 
the  contracts  stood  together,  still  breach  of  one  was  breach  of  all  (TurnbuU  v. 
iTLean,  1  R.  730). 

For  the  Pursuers  Ure,  K.C.,  and  Younger  (instructed  by  J.  and  J.  RosSj 
W.S.).— The  Pursuers  are  not  barred.  The  agreement  of  the  14th  of  October  20 
had  not  formed  part  of  the  basis  of  any  former  judgment.  In  any  case 
they  were  entitled  to  an  opportunity  of  proving  that  the  agreement  of  the 
14th  of  October  did  not  stand  together  with  those  of  the  10th  of  June 
and  the  3rd  of  November,  and,  if  it  did  not,  then  the  Pursuers'  case  was 
relevant  for  proof  at  large.  But  the  agreement  of  the  14th  of  October  was  a  25 
different  contract,  and  breach  of  it,  even  if  that  had  been  found,  could  not  bar 
them  from  enforcing  implement  of  the  agreements  of  June  and  November. 
The  case  of  Tui^bull  v.  M'Lean  was  different  in  circumstances  and  effect. 

The   Lord  Ordinary,  on  the  25th  of  July  1902,  repelled  the  first  and  third 
pleas-in-law  for  the  Defenders,  allowed  the  parties  a  proof  of  their  respective  30 
averments  on  Record,  and  to  the  Pursuers  a  conjunct  probation. 

Lord  KINCAIRNBY.— In  this  action  the  Dey  Patents  Company  conclude  that 
the  Defenders,  Messrs.  Howard^  are  bound  to  take  delivery  of  and  pay  for 
certain  Letters  Patent  in  implement  of  agreements,  dated  the  lOth  of  June  1898 
and  the  3rd  of  November  1898.  The  Defenders  plead  that  the  Pursuers  are  35 
not  entitled  to  enforce  these  contracts.  The  case  has  been  debated  in  the 
Procedure  Roll,  and  the  debate  turned  mainly  on  the  Defenders'  third  plea, 
which  is,  '*  The  Pursuers,  having  failed  to  implement  their  part  of  the  contract, 
"  are  not  entitled  to  insist  on  implement  on  the  part  of  the  Defenders."  It  was 
said  that  their  failure  to  implement  the  contract  was  evidenced  by  a  decree  of  40 
the  Court,  pronounced  in  a  recent  action,  finding  them  liable  to  damages  for 
breach  of  contract.  To  that  argument  the  Pursuers  replied  that  the  contract 
which  they  were  cjaid  not  to  have  implemented  was  a  different  contract,  dated 
the  14th  of  October  1898,  and  that  their  breach  of  that  contract  could  not  bar 
them  from  enforcing  implement  of  the  contracts  of  the  10th  of  June  and  the  45 
3rd  of  November.  To  that  argument  the  Defenders  replied  that  the  three 
contracts  were  really  one,  and  that  breach  of  one  of  them  was  breach  of  all. 

The  Defenders  maintained  that  if  that  were  so  the  point  was  ruled  in  their 
favour  by  the  case  of  Turnlmll  v.  M'Lean  (1  R.  730).  I  am  not  prepared  to 
hold  that  case  conclusive.  The  question  was  different,  and  the  circumstances  50 
were  different.  It  was  there  decided  that  where  one  party  to  a  contract  failed 
to  implement  it,  the  other  party  was,  in  the  circumstances  of  the  case,  entitled 
to  rescind  it.  But  the  Defenders  in  this  case  did  not  seek  to  rescind  the 
contract  or  contracts.  Further,  no  damages  had  been  paid  to  the  party  seeking 
to  rescind  the  contract.  If  he  had  accepted  a  sum  of  money  as  damages  I  do  55 
not  think  he  could  have  rescinded  the  contract.     In  this  case  the  two  contracts 
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of  the  10th  of  June  and  the  3rd  of  November  have  been  to  a  large  extent 
implemented,  and  the  Pursners  have  been  decerned  to  pay  damages  for  breach 
of  them.  For  these  reasons  I  am  not  prepared  to  throw  out  the  action  on  the 
bare  grounds  of  the  Pursuers'  failure  to  implement  the  contract,  and  I  think 
5  Plea  3  should  be  repelled.  I  think  it  better  to  repel  it  than  to  reserve  it,  in 
order  that  the  Defenders,  if  they  are  so  disposed,  may  get  a  judgment  on  it  in 
the  Inner  House. 

The  Defenders'  first  plea,  res  judicata^  was  not  argued,  and  therefore  I  repel 
it.     Each  of  the  parties  pleaded  that  the  averments  of  the  other  were  irrelevant. 

10  That  is  pleaded  in  Plea  3  for  the  Pursuers  and  Plea  2  for  the  Defenders.  But 
r  do  not  think  that  the  case  can  be  decided  on  relevancy.  I  think,  in  particular, 
that  the  averments  in  Answers  2,  3,  4,  o,  6,  and  10  require  consideration  and 
investigation.  The  Pursuers  have  also  to  prove  Condescendence  11,  and 
(apparently)  must  support  their  conclusions  for  damages. 

15  The  Howards  reclaimed,  and  the  same  arguments  were  on  the  21st  of 
January  1903  submitted  by  the  same  Oounstjl.  The  Inner  House  (Second 
Division)  recalled  the  Lord  Ordinary's  interlocutor. 

Lord  Traykbr. — The  Pursuers  seek  decree  against  the  Defenders  ordaining 
them  to  implement  a  contract  entered  into  between  them,  which  is  said  to  be 

20  contained  in  an  agreement  dated  the  10th  of  June  1898  and  supplementary 
agreement  dated  the  3rd  of  November  1898.  They  ignore  an  agreement  made 
on  the  14th  of  October  1898.  In  my  opinion  the  contract  between  the  parties 
is  contained  in  the  three  documents,  not  in  the  two  specified  by  the  Pursuers, 
and  in  the  case  between  the  same   parties  which  we  formerly  heard  we  so 

25  decided.     Taking  that  view  of  what   constituted   the  contract  between  the 

parties  we  decided  that  the  Pursuers  had  broken  their  contract,  and  were  liable 

in  damages  on  that  account  to  the  Defenders,  which  we  assessed  of  consent  at 

^        the  sum  of  2250Z.     It  is  of  the  same  contract  that  the  Pursuers  now  seek  to 

enforce  implement,  and,  differing  from  the  Lord  Ordinary,  I  think  that,  claim 

90  cannot  be  sustained.  It  is  elementary  to  say  that  a  party  who  is  in  breach  of 
his  contract  cannot  enforce  that  contract  against  the  other  party  to  it.  That 
appears  to  me  to  be  the  position  of  the  Pursuers  in  the  present  case.  They 
cannot  enforce  a  contract  which  they  have  already  broken. 

Further,  the  contract  appears  to  me  to  be  at  an  end.     When  the  Pursuers 

35  committed  a  breach  of  the  contract  the  Defenders  had  their  choice  of  suing  the 
Pursuers  for  specific  implement  or  for  damages.  The  breach  here  committed 
rendered  specific  implement  impossible,  for  by  their  dealings  with  Breslauer 
and  others  the  Pursuers  precluded  themselves  from  giving  to  the  Defenders 
that  right  in  and  control  over  the  sale  of  the  registers  for  which  they  had 

40  contracted.  At  all  events,  the  Defenders  did  not  ask  for  specific  implement. 
They  elected  to  claim  damages,  and  to^these  they  have  been  found  entitled. 
They  cannot  ask  for  more.  Their  rights  under  the  contract  are  at  an  end,  but, 
if  BO,  then  their  obligations  under  it  are  at  an  end  also.  I  am,  therefore,  for 
altering  the  interlocutor  reclaimed  against  and  granting  decree  of  absolvitor. 

45     The  Lord  Justice  Clerk.— I  concur. 
Lord  Young. — I  concur. 
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In  the  Hiqh  Court  op  Justiob.— Chancery  Division. 

Before  Mr.   Justice  Byrne. 

February  13th,  14th,  16th,  18th,  19th,  and  i3rd,  1903. 

Rickerby  v.  Reay. 

"^  Action  for  passing-off. — Qoodwill.  —  Name    of  gotyda.  —  Name   of  Uaaed  5 
premises. — Judgment  for  Plaintiff  except  as  to  name  of  premises. 

Prior  to  the  year  1886  a  combined  mowi^ig  and  reaping  machine  had  been 
manufactured  by  a  firm  of  R.  and  (•.,  at  certain  works^  and  after  the  death  of 
C.  by  R.  alone  and  R.'s  executors.    The  device  of  a  croum  had  been  affixed  to 
the  machine  and  the  name  ^^  Croum  "  Ttad  been  used  in  connection  with  it.    In  lO 
7^^^  an  agreement  was  entered  into  between  R.^s  executors  and  the  Plaintiffs 
under  which  the  Plaintiff  becfime  lessee  of  the  works  and  bought  the  stock-in' 
trais,  patterns^  <fcc.,  at  a  valiMtion^  which  was  in  fact  taken  on  the  footing  of  a 
s:ile  for  use  in  a  going  concern.    The  lease  was  subsequently  renewed^  and 
until  1898  the  Plaintiff  carried  on  business  at  the  works  as  a  branch  of  his  IS 
Carlisle  business  and  manufactured  the  same  machine^  using  the  device  of  a 
crown  and  later  t?ie  word  "  Grown  "  on  ity  and  Jie  used  both  name  and  device 
continuously  in  connection  with  the  tnashine  and  Pj  denote  his  goods ;  and  he 
also  caUed  the  works  **  Crown  Works^'*    In  1898^  ofi  his  lease  coming  to  an  end^ 
the  Plaintiff  removed  the  branch  to  Carlisle^  and  continued  the  use  of  the  name  20 
and  device  of  a  croum  on  and  in  connection   tvith  his  machine.     R.^s  son 
thereupon  commenced  to  carry  on  a  business  of  the  same  nature  at  the  works^ 
and  in  1900  he  issued  advertisements  containing  the  device  of  a  crown  and  the 
words  ^^  Crown  Combined  Mouring  and  Reaping  Machine^'*  and  describing 
himself  as  ^^Late  R.  and  (7.,'*  and  in  subsequent  advertisements  and  biU-  25 
headings  he  applied  the  name  ^'  Croum  *^  to  the  works  and  t^ed  the  expression 
^Established  1875.''     The  Plaintiff  commenced   an    action  to  restrain  the 
Defendant  from  using  the  word  **  Croum  "  and  from  passing  off  his  goods  and 
business  as  the  goods  and  business  of  tlie  Plaintiff.    The  Defendant  alleged 
thcU  the  Plaintiff  had  not  acquired  the  goodwill  of  the  business^  and  that  the  30 
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reputation  in  the  name  "  Crown  "  which  he  had  during  the  twelve  years  acquiredy 
if  any y  enured  for  the  benefit  of  the  reversioner^  and  that  the  right  to  use  the 
patterns  determined  with  the  lease. 

Held,  t?iat  the  Plaintiff  in  1886  had  acquired  the  right  to  represent  himself 

5  as  carrying  on  the  old  business^  to  use  the  patterns  and  device  of  a  crown  and 
to  describe  the  machine  as  it  had  been  described  ;  thaty  even  if  this  were  not  so^ 
the  Plaintiff^ s  goods  had  become  known  by  the  name  and  device  of  a  crown  ;  tfiat 
the  Plaintiff^s  rights  did  not  come  to  an  end  on  the  determination  of  his  lease ; 
and  that  the  Plaintiff  was  entitled  to  the  relief  sought  except  as  to  the  name 

10  "  Grotim''  in  connection  with  the  works. 

On  the  18th  of  June  1902  Joseph  Bickerby^  an  agricnltnral  implement  maker 
carrying  on  business  in  Carlisle,  commenced  an  action  against  Iscmc  Reay^  an 
agricultural  implement  manufacturer  carrying  on  bupiness  at  Aspatria,  Cumber- 
limd,  claiming  an  injunction  to  restrain  the  Defendant,  his  servants  and  agents, 

15  ^  (1)  from  in  any  manner  representing  or  holding  out  that  he  is  carrying  on 
*^  the  business  of  a  manufacturer  of  agricultural  implements  and  other  metal 
^  goods  formerly  carried  on  by  the  Plaintiff  at  Aspatria  and  now  in  Carlisle, 
"  both  in  the  county  of  Cumberland,  or  is  in  any  way  connected  with  such 
^  business  ;  (2)  from  in  any  manner  passing  off,  or  enabling  or  assisting  others 

20  ^  to  pass  off,  any  agricultural  implements  or  parts  of  agricultural  implements  or 
^^  other  metal  goods  manufactured  by  him  or  not  manufactured  by  the  Plaintiff 
^  as  or  for  the  goods  of  the  Plaintiff  ;  (3)  from  in  any  manner  using  in  connec- 
"  tion  with  any  business  carried  on  by  him  or  with  any  such  goods  as  aforesaid 
"  not  being  the  goods  of  the  Plaintiff  the  name  *  Crown '  or  the  device  of  a 

25  •*  crown  so  as  by  colourable  imitation  or  otherwise  to  be  calculated  to  represent 
^  or  lead  to  the  belief  that  such  business  or  goods  is  or  are  the  business  or 
**  goods  of  the  Plaintiff ;  (4)  and  from  describing  the  Defendant's  works  as  the 
**  *  Crown  Implement  Works '  or  the  '  Crown  Works '  or  by  any  other  name 
^  which  is  calculated  to  represent  or  lead  to  the  belief  that  such  works  are  the 

30  "  Plaintiff's  works  or  that  the  Plaintiff's  business  is  being  carried  on  there,  or 
**  to  any  such  belief  as  aforesaid,"  and  for  delivery  up,  damages,  and  costs. 

The  Statement  of  Claim  contained  {inter  alia)  allegations  that  from  1886  to  1898 
the  Plaintiff  carried  on  at  the  premises  at  Aspatria  the  business  formerly  carried 
on  by  Beay  and  Garrick  and  John  Beay  as  their  successor  in  business  and  as  a 

35  branch  of  his  Carlisle   business,  and    on  his    giving  up  possession  of  the 
premises  he  removed  the  said  branch  to  Carlisle  ;  that  prior  to  the  Plaintiff  • 
taking  over  the  business  in  1886  there  had  been  manufacture(^  at  the  works 
combined  mowing  and  reaping  machines  bearing  the  device  of  a  crown  on  the 
foot-plate,  and  such  machines  had  in  a  few  instances  been  described  as  ''  Crown 

40  "  Combined  Mowing  and  Reaping  Machines  "  ;  that  when  the  Plaintiff  became 
the  owner  of  the  business  he  adopted  the  name  '^  Crown  "  as  the  distinctive 
name  of  his  manu&ctures,  and  began  to  describe  his  works  as  the  **  Crown 
**  Implement  Works,"  or  the  "  Crown  Works,"  and  used  those  names  until  he 
gave  up  possession  of  the  works  ;  that  after  he  gave  up  possession  he  continued 

45  at  Carlisle  the  manufacture  of  the  **  Crown  "  combined  mowing  and  reaping 
machines,  and  that  from  1886  it  was  known  that  the  ''Crown"  combined 
mowing  and  reaping  machines  had  been  manufactured  by  the  Plaintiff  in 
succession  to  Beay  and  Garrick  and  to  John  Beay ;  that  the  *'  Crown  Works  " 
at  Aspatria  had  been  the  place  of  manufacture  of  the  Plaintiff^s  said  machines, 

'50  and  the  device  of  a  crown  and  the  name  "Crown"  had  been  exclusively 
associated  with  the  Plaintiff ;  and  the  Plaintiff  alleged  the  use  by  the  Def en- 
danty  who  had  been  carrying  on  business  on  the  premises  since  the  Plaintiff 
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gave  up  possession  of  them,  of  the  device  of  a  crown  and  the  name  "  Crown  " 
in  connection  with  combined  mowing  and  reaping  machines,  and  of  the  "  Crown 
"Implement  Works  "  and  the  *'  Crown  Works"  to  describe  the  premises,  and 
that  the  Defendant  was  describing  himself  as  "  Late  Reay  and  Garrick^'*  and 
his  business  as  having  been  '*  Established  1875."  6 

The  Defendant  in  his  Defence  (inter  alia)  alleged  that,  after  the  death  of 
John  Reay,  Sarah  Reay  intended  to  carry  on  the  business  until  the  Defendant 
was  old  enough  to  do  so,  but  in  1884  decided  to  let  the  premises  in  the 
meantime ;  that  the  Plaintiff  knew  that  the  Defendant  would  succeed  to  and 
continue  the  former  business  when  he  was  of  sufficient  age,  and  denied  that  10 
the  Plaintiff  ever  carried  on  business  as  the  successor  in  business  of  Reay  and 
Garrick  or  John  Reay  or  otherwise  than  as  a  branch  establishment  of  his 
Carlisle  business,  which  branch  was  given  up  on  the  termination  of  his  tenancy, 
and  that  the  goodwill  of  the  business  formerly  carried  on  by  Reay  and  Garrick 
and  John  Reay  was  never  sold  or  transferred  to  the  Plaintiff,  and  alleged  that  15 
for  many  years  before  1881  the  combined  machines  manufactured  by  Reay  and 
Garrick  and  John  Reay  were  always  known  as  the  "  Crown  Combined  Mowing 
"  and  Reaping  Machines "  and  the  works  known  as  the  *'  Crown  Implement 
"  Works  "  or  the  *'  Crown  Works,"  and  had  since  continued  to  be  so  known, 
and  he  denied  that  the  name  "  Crovsm "  was  the  distinctive  name  of  the  20 
Plaintiff's  manufactures,  and  that  he  was  representing  that  he  was  carrying  on 
the  Plaintiff's  business  or  that  his  works  or  goods  were  the  Plaintiff's  works  or 
goods ;  he  said  that  he  was  describing  himself  as  "  Late  Reay  and  Garrick^^  and 
not  as  having  any  connection  with  the  Plaintiff ;  he  also  alleged  acquiescence 
on  the  part  of  the  Plaintiff.  25 

The  facts  will  be  found  fully  stated  in  the  judgment  of  Btrnb,  J. 

Levett,  K.C.,  and  L.  B,  Sebastian  (instructed  by  Bower,  Gotton,  and  Bower) 
appeared  for  the  Plaintiff;  Rowden^  K.C.,  and  R.  R.  Reeve  (instructed  by 
A.  Toovey,  agent  for  T,  Rigg,  of  Wigton)  appeared  for  the  Defendant. 

Levett,  K.C.,  opened  the  Plaintiff's  case,  and,  after  stating  the  facts,  con-  30 
tinned  : — ^The  case  for  the  Plaintiff  is  that  he  acquired  the  goodwill  in  1886, 
but,  if  he  did  not,  then  he  puts  his  claim  on  the  twelve  years  user  that  he  had 
before  1898.  As  to  goodwill,  I  refer  to  Go mmisa loners  of  Inland  Revenue  v. 
Muller  &  Go^s  Margarine,  Ld.  (L.R.  1901  A.C.  217),  and  as  to  the  name  of 
the  works  to  Nicholson  v.  Buchanan  (19  R.P.C.  321).  35 

The  evidence  for  the  Plaintiff  was  then  heard. 

Sebastian  summed  up  the  Plaintiff's  case. — The  Plaintiff  in  1886  bought  from 
John  Reay^s  executors  the  goodwill  and  stock  and  paid  for  the  buBiness  ;  but, 
if  not,  the  goodwill  was  entirely  of  his  own  making  since  1886.  In  Ghurton  v. 
Douglas  (Johnston  174)  goodwill  was  defined  as  every  positive  advantage  that  40 
has  been  acquired  by  the  old  firm  in  carrying  on  its  business,  whether  con- 
nected with  the  premises  or  the  name  or  otherwise.  The  matter  is  further 
dealt  with  by  Lord  Herschell  in  Trego  v.  Hunt  (L.R.  1896  A.C.  7). 

Rowden,  K.C.,  opened  the  Defendant's  case. — There  is  (1)  the  question  of  the 
connection  of  the  name   "Crown"  with  the  machines,  and  (2)  that  of  its  45 
connection  with  the  works.    As    to  the    machine,    the   Plaintiff    claimfi  as 
purchaser  of  the  goodwill  and  alternatively  by  user.    There  is  an  issue  of  &ct 
whether  the  name  "  Crown  "  was  connected  with  the  machine  in  1^86 ;  the 
Defendant's  case  is  that  it  was,  and  that  there  was  no  sale  of  any  goodwill  to 
the  Plaintiff.    The  claim  put  forward  by  the  Plaintiff  as  purchaser  is  fatal  to  50 
his  claim  by  user ;  for,  if  the  former  fails,  then  the  Plaintiff  was  prevented 
from  acquiring  an  independent  title  by  the  title  existing  in  another.    As  to  the 
name  of  the  works,  the  Plaintiff  was  a  mere  lessee  of  them  without  any  interest 
in  the  name  "  Crown,"  or  at  all  events  no  interest  extending  beyond  his  term 
or  movable  by  him  ;  any  interest  which  he  may  have  had  would  accrue  to  the  55 
landlord  at  Uie  end  of  the  term.    As  to  the  name  Reay  and  Garrick^  the 
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Plaintiff  never  had  any  intereet  in  that,  and  cannot  complain  of  the  Defendant 
describing  himself  as  " Late  Reay  and  Carrick'' 
The  evidence  for  the  Defendant  was  then  heard. 

Rowdeti^  K.C,  and  Heeue  summed  up  the  Defendant's  case. — The  Plaintiff 
5  did  not  advertise  the  works  as  the  "  Crown  Works  "  and  there  was  no  such  user 
by  him  of  that  name  as  would  give  him  any  right ;  there  may  have  been  some 
desultory  user  by  him.  Before  the  Plaintiff  took  the  premises  on  lease  they 
had  been  so  called.  Also  the  Plaintiff  has  not  shown  any  such  property  in  the 
name  "  Crown  "  as  to  entitle  him  to  the  third  part  of  the  injunction  asked  for  ; 

10  the  fair  result  of  the  evidence  is  that  the  machines  manufactured  by  Reay  and 
Garrick^  and  afterwards  by  John  Reay^  were  known  as  "  Crown  Combined 
**  Mowing  and  Reaping  Machines "  and  that  the  Plaintiff  was  well  aware  of 
that  fact.  The  Plaintiff  has  altered  testimonials  by  inserting  the  word 
**  Crown  "  in  the  description  of  the  machine,  and  has  published  them  so  altered, 

15  and  that  is  a  serious  matter.  Assuming  that  the  word  "  Crown "  was 
extensively  used  for  the  machine  before  1886,  the  Plaintiff  acquired  no  right 
in  the  name  by  his  purchase  of  the  stock  and  by  becoming  lessee  of  the  works ; 
and  the  fact  that  he  bought  the^patterns  for  use  does  not  carry  it  any  further. 
There  was  nothing  in  the  documents  to  carry  the  goodwill  or  the  business,  and 

20  one  cannot  look  outside  them.  At  all  events  no  goodwill  passed  which  was  in 
any  way  separate  from  the  premises  ;  any  goodwill  which  may  have  passed 
was  merely  of  a  local  nature.  The  Plaintiff  ought  to  prove  his  alleged 
derivative  title  strictly.  As  to  the  original  and  independent  title  claimed, 
the  derivative  title  is  inconsistent  with  it ;  and  any  title  that  was  acquired 

25  could  only  be  by  way  of  accretion  for  the  benefit  of  the  reversioner.  The 
Plaintiff  has  never  used  the  name  ''Crown  Works"  since  he  left  the  premises, 
and  that  fact  is  fatal  to  his  claim  to  that  name  {Levy  v.  Walker,  L.R.  10  Ch. 
D.  436).  The  Plaintiff  cannot  interfere  with  the  use  of  the  name  by  the 
Defendant  unless  such  use  is  part  of  a  scheme  for  passing  off  the  Defendant's 

30  goods  as  those  of  the  Plaintiff  {Day  v.  Brownrigg,  L.R.  10  Ch.  D.  294).  In 
Nicholson  v.  Buchanan  (19  R.P.C.  321),  the  purchaser  of  the  premises  was  not 
restrained  by  the  Court  from  using  the  name  by  which  they  had  been  known. 
The  Plaintiff  has  no  interest  in  the  name  "  Reay  and  Garricky^  and  cannot 
complain  of  the  use  of  it.    The  Plaintiff  has  known  of  what  the  Defendant  has 

35  been  doing  since  1898,  and  it  suddenly  occurred  to  him  to  set  up  a  case  which 
was  not  bond  fide. 

Levetty  K.C.,  in  reply. — This  is  a  passing-off  case,  and  the  only  question  is 
whether  the  Defendant  is  representing  his  business  as  that  of  the  Plaintiff. 
The  case  put  forward  for  the  Defendant  by  the  pleadings  was  that  the  Plaintiff 

40  did  not  succeed  to  the  business  and  only  occupied  the  works  until  the  Defen- 
dant should  be  of  an  age  to  carry  on  the  business.  But  no  evidence  has  been 
given  of  such  an  agreement.  If,  as  submitted,  the  case  is  one  of  passing-off, 
then  it  is  not  a  question  of  title,  but  the  Plaintiff  must  establish  passing-off. 
The  Plaintiff  is  making  the  same  machine  as  formerly  Reay  and  Garrick  and 

45  John  Reay  made  ;  before  John  Reay  died,  there  was  an  attempt  to  call  it  the 
"  Crown  "  machine,  but  it  did  not  go  far,  and  there  is  no  evidence  that  the 
name  "  Crown "  was  applied  to  the  works.  The  advertisements  prior  to  the 
sale  in  1886  were  of  the  business  ;  the  Court  may  look  at  these  as  being  part  of 
the  surrounding  circumstances.     The  goodwill  was  either  assigned  to   the 

50  Plaintiff  or  it  dropped  altogether.  The  goodwill  was  not  expressly  mentioned  in 
the  agreement  of  the  2nd  of  March  1886,  but  that  is  not  necessary.  There  was  a 
lease  of  the  premises  occupied  by  the  vendor  as  business  premises  and  the 
valuation  was  on  the  footing  of  a  going  concern.  If  a  going  concern  was  sold, 
the  goodwill  was  included.  Machines  and  parts  of  machines  were  sold  to  the 
55  Plaintiff  with  the  crown  on  them,  and  the  patterns  were  also  sold.  The 
Plaintiff  did  not  at  first  call  the  works  the  "  Crown  Works " ;  but  for  nine 
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years  he  did  so,  and  for  twelve  years  he  was  the  only  person  who  made  and 
sold  **  Crown"  machines.  At  the  end  of  his  tenancy  he  took  the  goodwill  of  the 
branch  to  Carlisle.  The  Defendant  is,  of  coarse,  entitled  to  carry  on  bnsiness 
in  these  machines,  but  *'  Late  Reay  and  Garrick  "  means  that  he  is  the  successor 
of  the  Plaintijffi ;  the  use  of  the  word  "  Crown  "  by  him  is  calculated  to  deceive  ;  5 
and  the  words  "  established  1875  "  are  also  inconsistent  with  the  Defendant's 
case  that  the  old  business  ceased  in  1886.  As  to  the  alteration  of  the  testi- 
monials, there  was  nothing  stated  but  what  was  true ;  they  referred  to  the 
machine  which  the  Plaintfl!  called  the  "  Crown  "  machine.  The  attack  on  the 
Plaintiff  is  quite  unjustifiable.  The  original  and  derivative  titles*  set  up  are  10 
not  inconsistent ;  for  it  may  be  that  the  Plaintiff  simply  perfected  the  incipient 
right  to  the  name,  if  that  was  not  complete  at  the  time  of  the  purchase.  There 
has  been  no  acquiescence  on  the  part  of  the  Plaintiff. 

Judgment  was  reserved  and  delivered  on  the  23rd  of  February  1903. 

Btbnb,  c7. — This  case  is  one  of  passing-off  somewhat  special  in  its  circum-  15 
stances.    Reay  and  Garrick  started  business  at  Railway  Terrace,  Aspatria,  as 
agricultural  machine  makers.    They  sold  a  combined  mower  and  reaper  ;  also 
parts  of  it.    The  name  of  the  firm  was  "jBeay  and  Garrick^    Reay  and 
Garrick  started  business  in  1875,  Garrick  died  in  1879,  and  the  business  was 
thenceforward  carried  on  by  John  Reay  alone  under  the  firm  of  "  J  no,  Reay^^*  20 
with  the  words  sometimes  added  "  Late  Reay  and  GarrickJ*^    In  the  year  1880 
the  Plaintiff,  who  carried  on  business  at  Carlisle,  which  is  20  miles  off,  as  an 
agricultural  implement  maker,  became  the  vendee  agent  for  the  sale  of  these 
machines.     John   Reay  died  in  August  1885,  and  his  executors  were   his 
widow,  Mrs.  Reay^  and  a  Mr.   Wilson,  called  all  through  the  proceedings  25 
"  Wilson,  bonesetter,"  to   distinguish  him  from  some  o&er    Wilson,    John 
Reay  left  one  son,  the  Defendant,  who  was  then  a  lad  12  years  old.    The 
widow  carried  on  business  for  some  months  without  success  until  the  time  when 
the  Plaintiff  bought.    The  business  was  advertised  for  sale,  and  on  the  6th  of 
February  1886,  an  advertisement  appeared  (it  was  not  the  only  advertisement  30 
of  the  sale)  in  the  "  West  Cumberland  Times,"  to  this  effect :  "  Business  of 
**  Machinist  and  Agricultural  Implement  Maker  to  be  disposed  of  immediately, 
"  successfully  carried  on  for  many  y^ars  by  the  late  Mr.  John  Reay,  at 
"  Aspatria,  Cumberland.     The  stock,  &c.,  to  be  taken  at  a  valuation.    The 
**  dwelling-house  and  workshops  occupied  by  Mrs.  Reay  will  be  let  on  lease.  35 
"  Immediate    possession.    Apply,  Mr.    William  Hetherington,    West  Street, 
^  Wigton."     On  that  negotiations  took  place  between  the   Plaintiff  and  the 
named  agent,  which  resulted  in  an  agreement  being  come  to,  which  agreement 
is  dated  the  2nd  of  March  1886,  and  is  in  these  terms :  ^*  Memorandum  of 
"  Agreement  made  the   2nd  day  of  March  1886,  between  Sarah  Reay,  of  40 
"  Railway  Terrace,  Aspatria,  in  the  County  of  Cumberland,  Widow,  hereinafter 
"  called  '  the  said  lessor '  of  the  one  part,  and  Joseph  Rtckerby,''  that   is  the 
Plaintiff,  ^'  of  No.  14,  Botchergate  in  the  City  of  Carlisle,  Implement  Maker  and 
**  Dealer,  hereinafter  called  the  *  said  lessee  *  of  the  other  part,  whereby  it  is 
^  agreed  and  declared  as  follows : — The  said  lessor  hereby  agrees  to  let,  and  45 
^'  said  lessee  hereby  agrees  to  take  all  that  dwelling-house  now  occupied  by  the 
"  said  lessor  with  the  workshops  and  other  outbuildings,  yard,  &c.,  together 
**  with  the  use  of  the  plant,  workshop,  tools,  &c.,  at  Railway  Terrace,  Aspatria, 
'*  aforesaid,  which  premises,  <&c.,  are  now  occupied  and  carried  on  by  the  said 
''  Sarah  Reay  in  her  business  capacity  of  Machinist  and  Implement  Maker,  for  50 
"  the  term  of  seven  years  at  the  rent  hereinafter  mentioned."    Then  there  are 
the  usual  agreements  for  keeping  down  rates,  taxes,  and  outgoings,  and  for  the 
payment  of  rent,  and  not  to  underlet,  and  then  the  agreement  provides  as 
follows  : — '*  It  is  further  agreed  by  and  between  the  said  lessor  and  lessee  that 
**  the  stock  in  trade,  patterns,  &c.,  now  on  the  aforesaid  demised  premises  shall  55 
^  be  taken  by  the  said  lessee  at  a  &ir  and  equitable  valuation,  such  valuation 
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**  to  be  arrived  at  by  arbitration,  and  the  said  lessor  and  lessee  hereby  agree  to 
"  abide  by  the  decision  of  such  arbitrators  as  they  shall  respectively  nominate 
"  and  appoint  for  that  pnrpose."  Then  there  is  a  provision  for  calling  in  a 
third  person  which,  however,  never  came  into  operation.  The  valuation  was 
5  taken  on  the  3rd  and  4th  days  of  March  1886,  and  I  think  it  was  actually 
signed  on  the  5th.  That  valuation  includes  a  valuation  of  all  the  patterns,  and 
was  taken  on  the  footing  that  it  was  a  sale  for  use  in  a  going  concern.  On  the 
8th  of  March  1886,  a  receipt  was  given  by  Mrg.  Reay  for  the  amount  of  the 
valuation  which  was  paid  by  the  Plaintiff,  361Z.  13s.  Id,    With  reference  to 

10  the  other  matters,  the  plant,  tools,  &c.,  which  were  in  the  nature  of  fixtures, 

there  was  an  inventory  taken,  and  those  have  since  been  given  up,  and  there  is 

no  question  raised  about  them.     They  were  in  the  nature  of  fixed  implements, 

implements  belonging  to  the  premises.  ^ 

On  the  19th  of  March  1886  there  was  an  advertisement  which  was  put  in 

15  the  "  Carlisle  Journal  "  to  this  effect : — "  Important  to  Farmers.  Change  of 
*'  business.  The  business  at  Aspatria  so  successfully  carried  on  for  so  many 
"  years  by  the  late  Mr.  Reay^  deceased,  as  engineer,  millwright  and  mowing 
**  machine  maker  has  been  purchased  'by  Joseph  Rickerhy^  machinist,  1 1 
''  Botchergate,  Carlisle  (including  stock,  patterns,  <&c.),  at  prices  agreed  upon 

20  "  by  competent  valuers  appointed  by  both  parties.  For  the  convenience  of  the 
**  public  I  will  now  carry  on  both  places,  and  will  retain  in  my  employ  at 
*^  Aspatria  the  late  Mr.  Reay^s  efficient  staff  of  mechanics,  so  that  the  confidence 
"  of  the  late  Mr.  Reay^s  customers  may  safely  be  placed  in  me.  Every  imple- 
"  ment  in  stock  from  a  spade  to  a  steam  engine.      Orders  attended  to  the 

25  "  moment  received.  Address : — Joseph  Rickerhy^  Engineer,  14  Botchergate, 
"  Carlisle,  and  Aspatria,  via  Carlisle."  Similar  advertisements  were  put  in 
in  April  and  in  May.  There  was  a  poster  issued  about  the  same  time,  but  as 
only  secondary  evidence  about  the  contents  were  given  to  me,  I  prefer  not  to 
place  much  reliance  upon  the  evidence  as  to  the  exact  words  that  were  used. 

30  Undoubtedly  one  of  these  posters,  which  had  reference  to  this  matter,  was  sent 
to  Mrs.  Reay,  and  beyond  saying  that  it  was  probably  something  very  similar 
to  the  advertisement  I  do  not  place  reliance  upon  it. 

The  Plaintiff  took  possession  and  carried  on  the  business.  He  had  the  old 
stock  and  the  old  patterns.    He  is  still  carrying  on  business  as  an  implement 

35  maker  at  Carlisle.  The  first  lease  was  for  a  term  of  seven  years,  and  in  the 
year  1893  a  subsequent  lease  was  granted  to  him  for  five  years.  On  the  2nd  of 
February  1898  the  second  lease  came  to  an  end.  The  Plaintiff  continued,  as  I 
have  said,  to  carry  on  his  business  at  Carlisle.  The  Defendant,  who  had  learnt 
the  business  of  an  agricultnral  implement  maker,  then  started  in  business  at 

40  the  works  at  Aspatria,  and  it  is  in  consequence  of  his  conduct  in  the  course  of 
his  trade  that  the  present  action  is  brought. 

From  the  time  when  Reay  and  Carrick  first  started  their  business  at  Aspatria 
till  the  present  time  the  combined  mowing  machines  in  question  were  and  are 
always  sold  with  the  device  of  a  crown  upon  the  foot  plate  ;  first  by  Reay  atid 

45  Carrick,  afterwards  by  John  Reay,  and  subsequently  by  the  Plaintiff.  The 
machine  was  publicly  sidvertised  by  means  of  handbills  or  circulars,  at  least  as 
early  as  1878,  in  connection  with  the  device  and  the  word  "  Crown,"  and  by  John 
Reay  describing  himself  as  "  Late  iJeay  and  Carrick.'"  There  was  one  circular 
produced  dated  in  or  about  June,  1883,  and  that  was  one  of  a  certain  number. 

50  It  is  said  not  to  have  been  a  very  large  number,  but  at  all  events  some  hundreds 
were  issued.  It  was  advertised  in  a  local  newspaper  dated  the  J  8th  of  June 
1881,  as  the  *'  Crown "  by  Jo7in  Reuy^  and  again  on  the  11th  of  July  1883. 
I  think  that  it  is  proved  that  there  was  public  and  open  user  both  of  the  name 
and  device  "Crown  "in  connection   with  and  as  denoting  the  machine  in 

55  question  prior  to  the  time  whon  the  Plaintiff  took  possession,  and,  although 
there  is  no  satisfactory  evidence  of  its  having  become  generally  known*  to  the 

2  G 
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public  by  the  name  or  appellation  "  Crown,"  I  think  it  probably  was  so  known, 
as  well  as  by  the  name  "  Reay  and  Carncky'\hxxi  by  no  means  so  generally  or 
so  well  as  it  afterwards  became  known  after  the  Plaintiff  entered  into 
possession.  There  is  no  documentary  evidence,  and  no  satisfactory  oral 
evidence,  that  the  works  at  Railway  Terrace,  Asp^itria,  became  known  to  the  5 
public  as  the  **  Crown  Works "  or  as  the  "  Crown  Implement  Works,"  or 
"Crown  Mower  Works  "prior  to  the  sale  in  1886.  Mrs.  i2^ay,  the  widow  of 
John  Reayy  when  she  sold  and  leased  to  the  Plaintiff,  knew  that  he  meant  to 
carry  on  the  business  formerly  carried  on  at  the  same  works.  That  she  says 
herself.  Amongst  other  things  valued  and  paid  for  in  March  1886  were  the  10 
patterns  (including  that  of  the  foot  plate  with  the  device  of  the  crown  and  a 
model  in  wood  of  the  crown)  used  in  the  production  of  the  machines. 
Amongst  other  patterns  was  one  for  the  label  to  be  used  as  part  of  the  main 
frame  of  the  machine  with  the  name  '*  Reay  and  Cat^ick  "  on  it.  To  this  the 
Plaintiff  added  the  words  "J.  Rickerby ^  Carlisle,  Late."  Subsequently  he  15 
ceased  to  use  this,  and  put  on  the  words  "  Crown  Mower  and  Reaper,"  where 
the  words  "  Reay  and  UarHck  "  had  formerly  been,  and  he  also  used  a  foot 
plate  with  "  J.  Rickerby ^^  Carlisle  sgid  Aspatria,"  and  a  number  representing 
the  number  of  the  casting.  In  fact  the  Plaintiff  made  use  of  the  castings  he 
bought.  He  used  the  word  "  Crown  "  and  the  device  of  a  crown  freely  and  20 
continuously  in  connection  with  the  machine. 

There  is  no  doubt  that  during  the  twelve  years  that  he  continued  in  possession 
of  the  works  under  the  agreements  for  lease,  the  machines  in  question  made 
and  sold  by  him  became  well  known  by  the  public  as  "  Crown  Machines  "  as 
denoting  his  goods,  and  undoubtedly,  whether  the  works  were  so  known  at  all  25 
to  the  public  prior  to  his  time,  and  I  think  they  probably  were  not,  it  is 
common  ground  that  they  became  during  his  time,  and  were  when  he  ceased 
to  carry  on  business  there,  known  in  connection  with  the  word  "  Crown  "  by 
the  name  "  Crown  Works,"  or  "  Crown  Mower  Works,"  or  similar  titles,  though 
they  were  by  no  means  always  so  designated.  On  the  5th  of  February  1898,  30 
and  again  on  the  12th  of  February  1898,  the  Defendant  advertised  in  a  local 
newspaper  that  he  was  about  to  commence  business,  in  terms  no  one  could 
complain  of.  On  the  latter  date  in  the  same  newspaper,  that  is  on  the  12th  of 
February  1898,  the  Plaintiff  advertised  that  he  was  ceasing  business.  The 
advertisement  of  the  Defendant  was  in  these  terms :  — "  Isa^ic  Reay,  35 
"  Agricultural  Implement  Maker,  Railway  Terrace,  Aspatria,  begs  to  intimate 
"  to  his  friends  and  the  public  generally  that  he  will  commence  as  above 
"  on  Wednesday,  the  2nd  of  February  "—I  suppose  this  was  a  repetition  of  an 
older  advertisement — **  in  the  premises  lately  occupied  by  Mr.  Rickerby ^  whose 
"  lease  expires  on  that  date.  The  business  will  be  conducted  in  all  branches  40 
"  as  heretofore,  and  customers  may  depend  on  all  orders  being' executed  with 
"  promptitude  and  at  most  reasonable  charges,  and  hopes  to  merit  a  share  of 
"  his  late  father's  patronage.  Every  description  of  repairs  undertaken  on  the 
"  shortest  notice,  and  executed  by  experienced  workmen."  The  Plaintiff  had 
an  advertisement  in  the  same  newspaper  to  this  effect : — "  Farmers  take  Notice.  45 
"  The  implement  works  carried  on  by  me  as  a  branch  business  at  Aspatria  for 
"  the  past  twelve  years  will  be  closed  at  Candlemas  1898,  and  farmers,  &c.,  in 
**  West  Cumberland  are  invited  to  forward  their  orders  or  any  repairs  to 
•*  Carlisle,  where  we  have  built  large  new  improved  premises  and  fitted  up 
"  with  now  improved  tools  to  enable  us  to  work  cheaper  and  have  all  done  50 
"  under  my  personal  supervision.  Customers  requiring  duplicates  can  have 
"  them  sent  on  at  a  moment's  warning  by  Parcels  Post,"  and  so  on.  '*Every- 
"  thing  in  stock  from  a  fork  to  an  engine.  Jos.  Rickerby,  Implement  Maker, 
**  14  and  37,  Botchergate,  Carlisle." 

Some  time  in  1900  a  circular  was  issued  by  the  Defendant  which  has  at  55 
the  top  of   it  the  device    of  a  crown   and  the   words    "Crown    Combined 
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^  Mowing  and  Reaping  Machine,  Manufactured  by  Isaac  Beay^  Aspatria, 
**  late  Beay  and  Qa'i^ricky  I  need  not  read  more.  It  seems  to  be  in 
terms  very  much  a  repetition  of  the  one  that  was  issued  in  the  time  of  his 
father.  The  things  to  note  about  it  are,  first  of  all,  that  there  is  the  device 
5  of  the  crown  on  the  top,  and,  secondly,  the  word  "  Crown,"  as  applied  to  the 
ujachine,  and,  thirdly,  there  is  a  representation  that  it  is  manufactured  by 
"  /«aac  Reayy  late  Reay  and  Garricky''  meaning  thereby,  as  I  understand  it, 
"  who  now  carries  on  the  business  formerly  carried  on  by  Reay  and  Carrick  " 
or  "  who  is  the  successor  to  Re'^iy  and  Garrick.^^  On  the  29fch  of  June  1901, 
10  there  was  an  advertisement  by  the  Defendant  in^  a  local  newspaper,  the 
"  East  Cumberland  News,"  to  this  effect  : — "  Haytime  and  Harvest.  The 
**  Crown  Combined  Mowing  and  Reaping  Machine,  Manufactured  by  Isaac 
"  Beay^  Aspatria,  late  Rmy  and  Gar  rick.  I  have  now  on  hand  a  large  stock  of 
"  these  machines  ready  for  immediate  delivery.    They  are  now  so  well  known 

15  '<  that  any  comment  is  unnecessary.  May  be  seen  and  duplicates  obtained,"  and 
he  tells  where,  and  at  the  bottom  he  puts  "  Isaac  Reay^  Crown  Implement 
'*  Works,  Aspatria."  In  July  and  August  1901,  there  are  bill-headings  produced 
which  were  actually  used  in  the  months  that  I  have  named  which  begin  up  at 
the  top  "Crown  Implement  Works,  Aspatria";  then  the  words  "  Established 

20  **  1875"  :  the  device  of  a  crown  underneath  it;  the  "Crown  Works"  under- 
neath the  device  of  a  crown  ;  "  Manufacturer  of  Crown  Mowers  and  Reapers  " 
in  capital  letters  by  the'  side  of  the  crown,  and  it  is  :  "  To  Isaac  Beay^  Mill- 
"  Wright  and  Agricultural  Implement  Maker."  I  cannot  read  these  bill-heads 
without  reading  them  as  a  representation  that  the  machines  he  sells  are  the 

25  machines  known  as  the  "  Crown  Machines  "  ;  that  he  is  the  successor  to  and 
carries  on  the  business  which  was  established  in  1875.  On  the  14th  of  June 
1902,  there  is  an  advertisement  produced  of  the  "  Crown  Combined  Mower  and 
"  Reaper.  Unequalled  lai^e  stock  on  hand.  Made  by  Isaac  Reay^  Aspatria, 
"  (late  Reay  and  Carrie^,    Can  be  seen  at  Carlisle,  Cockermouth,  Whitehaven, 

30  "  and  Wigton,  or  at  the  Works,  Aspatria." 

On  the  18th  of  June  1902,  the  writ  was  issued  in  the  action  claiming  an 
injunction  to  restrain  the  use  of  the  word  "  Crown  "  in  the  manner  it  had  been  ' 

(used,  and  to  restrain  the  Defendant  in  effect  from  passing  off  his  goods  as  the 
goods  of  the  Plaintiff.    On  the  16th  of  August  1902  (this  it  is  true  is  after  the 
35  writ,  but  still  it  is  useful  to  refer  to  it  as  showing  what  this  kind  of  thing 
^  develops  into)  another  advertisement  appeared,  which  is  to  my  mind  perfectly 

unjustifiable  from  any  point  of  view.    "  Crown  Combined  Mower  and  Reaper. 
"  Unequalled  large  stock  on  hand.    Made  by  Isaac  Reay^  Aspatria  (late  Beay 
I  "  and  Carrick).    Can  be  seen  at  Carlisle,  Cockermouth,  Whitehaven,  and  Wigton, 

r  40  "  or  at  the  works,  Aspatria.     Special  Notice. — All  parts  of  the  '  Crown '  Com- 

I  "  bined  Mower  and  Reaper  manufactured  by  me,  and  also  all  parts  of  the  Reay 

[  "  and  Garrick  *  Crown '  Machine  can  as  before  be  only  obtained  from  me. 

"  Machines  of  any  other  make  repaired  by  the  best  workmen." 

J  The  Plaintiff  complains  of  the  use  of  the  device  "Crown,"  and  the  word 

45  "  Crown  "  and  the  use  of  the  words  "  Established  1^75,"  and  of  the  use  of  the 

I  words  "late  Reay  and  Garrick^^  in  connection  with  the  machines  by  the 

Defendant,  and  he  also  complains  of  the  use  of  the  device  and  word  "  Crown  " 

as  the  name  of  the  works  and  in  connection  with  them.    I  think  the  Plaintiff  is 

entitled  to  relief  in  respect  of  the  machines,  in  consequence  of  each  of  the  things 

50  he  complains  of  being  calculated  to  deceive  into  the  belief  that  the  Defendant's 

goods  are  the  goods  of  the  Plaintiff,  unless  the  Defendant  has  made  out  a 

defence  which  he  puts  as  follows,  I  think  I  am  expressing  accurately  the  way 

in  which  the  argument  was  put : — There  was  no  assignment  in  terms  to  the 

Plaintiff  of  the  goodwill  and  no  implied  assignment ;  the  right  to  use  the  device 

55  and  the  word  "  Crown  "  formed  part  of  the  goodwill  ;  there  was  no  assignment 

of  the  whole  interest  of  the  vendor  in  the  premises  and  fixed  machinery  and 
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tools,  which  had  to  be  redelivered,  but  only  a  lease  ;  that,  although  the  right  to 
use  the  patterns  might  be  involved  in  the  sale  of  them  during  the  term  of  the 
occupation  of  the  premises,  the  right  to  use  similar  patterns  formed  part  of  the 
goodwill  and  was  not  parted  with,  and  now  belongs  to  the  Defendant  or  his 
mother  and  her  co-trustee  as  representatives  of  his  father.  Certain  cases  were  5 
referred  to  as  to  the  meaning  of  goodwill.  I  will  refer  only  to  one  passage 
from  a  speech  by  Lord  Lindley  in  the  case  of  the  Inland  Revenue  Cotn- 
missioners  v.  Muller  &  Gd^s.  Margarine^  Limited.  It  is  to  this  effect,  and  is 
to  be  found  at  page  235  of  Appeal  Cases  1901. — **  Goodwill  regarded  as  property 
"  has  no  meaning  except  in  connection  with  some  trade,  business,  or  calling.  10 
'*  In  that  connection  I  understand  the  word  to  include  whatever  adds  value  to 
"  the  business  by  reason  of  situation,  name  and  reputation,  connection,  intro- 
"  duction  to  old  customers,  and  agreed  absence  from  competition,  or  any  of 
"  these  things,  and  there  may  be  others  which  do  not  occur  to  me.  In  this 
"  wide  sense,  goodwill  is  inseparable  from  the  business  to  which  it  adds  value,  jf, 
"  and  in  my  judgment,  exists  where  the  business  is  carried  on.  Such  business 
"  may  be  carried  on  in  one  place  or  country  or  in  several,  and  if  in  several  there 
"  may  be  several  businesses,  each  having  a  goodwill  of  its  own."  I  may  also 
say  that  it  appears  to  me  that  one  or  more  of  the  elements  going  to  make  up 
what  is  called  goodwill  may  be  retained  while  others  may  be  parted  with,  and  20 
that  all  or  every  such  elements  may  be  disposed  of  without  express  mention. 
The  right  way  to  approach  the  question  is,  I  think,  in  a  case  like  the  present,  to 
consider  the  facts  and  to  endeavour  to  ascertain  what  rights,  if  any,  were 
acquired  by  the  purchaser  and  lessee  beyond  the  mere  right  and  title  to  the 
chattels  and  premises  bought  and  leased.  25 

Taking  the  facts  I  find  the  purchase  by  a  man  intending,  and  known  to  be 
intending,  to  carry  on  the  business  theretofore  carried  on  at  the  premises 
leased  to  him,  and  a  purchase  not  only  of  the  stock-in-trade  but  of  the  patterns 
used  in  making  the  machines,  not  at  a  break-up  price,  but  at  a  price  arrived  at 
upon  the  footing  that  the  chattels  were  fot*  use  in  a  going  concern.  The  30 
patterns  included  the  device  and  the  name  of  the  old  firm.  Looking  at  the 
whole  transaction  I  think  that  the  Plaintiff  acquired  the  right  to  describe 
himself  as  carrying  on  the  business  formerly  carried  on  by  the  old  firm  as  a 
maker  of  the  machines,  not,  however,  so  as  to  expose  the  executors  to  liability, 
to  make  use  of  the  patterns  for  the  purposes  for  which  they  were  intended,  35 
including  the  device  of  a  crown,  and  otherwise  to  describe  the  machines  as 
they  had  previously  been  described.  Had  he  chosen,  I  think  that  he  could 
have  discontinued  business  altogether  at  the  premises  agreed  to  be  leased  and 
used  the  patterns  at  Carlisle  or  elsewhere.  I  think  that  the  argument  of  the 
Defendant  if  carried  to  its  logical  conclusion  would  involve  a  right  on  the  part  40 
of  the  vendors  to  claim  at  the  end  of  the  lease  as  an  accretion  to  the  goodwill, 
treated  as  annexed  to  the  premises,  a  right  to  all  trade  names  and  devices  used 
during  the  term  for  the  business  carried  on  at  the  premises  to  the  exclusion  of 
the  Plaintiff,  a  claim  which  would  seem  monstrous.  An  alternative  way  of 
putting  the  case  is  I  think  equally  fatal  to  the  Defendant's  contention.  If  the  45 
business  is  to  be  regarded  as  having  come  to  an  end  on  the  sale,  then  an  entirely 
new  business  was  started,  in  the  course  of  which  the  Plaintiff's  goods  have 
become  known  by  and  in  connection  with  the  device  and  word  ''Crown," 
which  cannot  be  considered  as  having  continued  annexed  to  the  premises  apart 
from  the  business  there  carried  on.  5O 

There  is  one  other  point  of  view  which  would  be  equally  in  favour  of  the 
Plaintiff.  He  had  one  business,  that  of  an  agricultural  implement  maker,  and 
the  business  carried  on  by  him  at  Aspatria  was  only  a  branch  of  that  business, 
and  from  that  point  of  view  the  business,  in  connection  with  which  the  device 
and  the  word  "  Crown  "  have  become  known,  was  his  one  businesa  which  he  55 
carried  on  for  twelve  years,  and  still  carries  on  at  Carlisle, 
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I  do  not  see  my  way  to  grant  hun  relief  in  respect  of  the  use  of  the  word 
^^  Crown  ^*  apart  from  the  device  as  part  of  the  name  of  the  works  inasmuch 
as  the  Plaintiff  has  given  the  name  to  the  premises,  but  I  think  that  the  Defen- 
dant will  be  well  advised  to  cease  to  use  it,  as  it  does  not  seem  more  than  an 
5  alternative  name,  and  renders  it  more  dif&colt  for  him  to  distinguish  his 
machines  from  the  machines  of  the  Plaintiff's  make.  The  t)ef endant  is  quite 
within  his  rights  in  describing  himself  as  the  eon  of  his  father,  and  in  inviting 
his  father's  old  customers  to  patronise  him ;  but  in  my  judgment  he  is  not 
entitled  to  represent  himself  as  successor  to  or  as  carrying  on  the  business  of 

10  Reay  and  Carrick  or  of  John  Beay  in  the  way  he  has  done.  The  Plaintiff 
was  not  in  some  respects  a  satisfactory  witness,  and  I  think  the  Defendant's 
counsel  were  justified  in  commenting  upon  certain  matters,  but  I  do  not  take 
the  view  suggested  to  me  that  his  evidence  as  to  the  contents  of  the  poster  was 
a  concoction.     I^  have  given  my  reasons  for  not  placing  any  reliance  on  the 

15  contents  of  the  poster,  because  it  is  dif&cult  to  remember  the  actual  words  used, 
and  he  certainly  ought  not  to  have  published  old  testimonials  altered  by  the 
introduction  of  the  word  "  Crown  "  some  years  ago,  but  this  was  not  done  in 
view  of  any  such  questions  as  that  involved  in  the  present  action.  So  far  as  I 
have  founded  my  judgment  upon  his  evidence,  I  see  no  reason  to  disbelieve 

20  him,  corroborated,  as  he  is,  by  documents  and  other  evidence.  I  was  not 
altogether  satisfied  with  the  way  in  which  the  Defendant  gave  his  evidence  on 
the  other  hand.  On  the  whole  case  I  think  I  ought  to  grant  an  injunction 
confined  to  the  machines,  and  I  think  as  regards  the  works  &e  device  ought  not 
to  be  used  in  connection  with  the  works  either,  because  the  device  never  has 

25  been  used  as  a  title  of  the  works.  So  there  will  be  an  injunction  to  restrain  the 
Defendant  (I  am  not  putting  it  in  precise  language,  but  it  will  be  to  this 
effect)  from  using  the  device  or  the  word  "  Crown  "  in  connection  with  the 
machines  or  the  device  in  connection  with  the  works  at  Aspatria,  or  from 
otherwise  representing  his  goods  as  the  goods  of  the  Plaintiff.    That  is  the 

30  general  effect.  I  daresay  Mr.  Bowden  and  Mr.  LeveU  will  be  able  to  settle 
the  precise  form  of  the  injunction.  I  understand  that  the  Plaintiff  does  not 
ask  for  damages. 

Levetty  K.C. — No,  my  Lord. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

April  2l9t  and  22nd,  1903. 

J.  B.  Brooks  &  Co.,  Ld.  v.  E.  Lycbtt,  Ld. 


Patent---Action  for  infringement.— Defendant  not   appearing  at  trial. —  5 
Amended  Specification.— Judgment  for  Plaintiffs,— Declaration  tind&i^  section  20 
of  Patents  Ac.  Acty  1888. — Certificate  of  validity  granted. 

In  the  year  1893  Letters  Patent  (No.  8553»  of  1893)  were  granted  to  John 
Boulthee  Brooks  for  an  invention  of  "  Improvements  in  velocipede  saddles." 

The  Specification  was  amended  in  accordance  with  the  decision  of  the  Chief   10 
Examiner,  dated  the  9th  of  May  1901. 

The  three  claims  in  the  amended  Specification  were  as  follows  : — "  First : — 
"  Ifi-ti^  Tlie  supporting  framings  of  cycle  saddles  consisting  of  a  two-sided 
"  double  or  triple  barred  or  double  or  triple  membered  frame,  with  the  said 
^^  members  of  each  side  running  parallel  or  nearly  so  to  each  other  and  con-  15 
''  verging  at  front  to  a  common  centre  or  centres  or  point  ov  points  oontroSj  and 
'*  with  the  back  ends  of  one  of  the  members  of  each  side  spread  or  branehed 
"  considerably  outwards  to  form  extended  bearings  or  points  of  support  and 
^'  being  connected  to  the  rear  underside  of  a  saddle,  or  to  the  skirting  framing, 
*<  with  the  ends  of  the  other  members  of  each  side  also  spread  outwards,  but  to  20 
<*  a  less  extent,  whereby  the  weight  of  the  saddle  seat  is  evenly  distributed  upon 
<^  the  rear  supi>orts,  substantially  as  described  and  set  forth  in  F^ures  1, 2  and  3. 
"  Secondly : — In  the  supporting  framings  of  cycle  saddles,  the  combination 
"  with  a  double  barred  or  double  membered  frame  as  referred  to  in  the  pre- 
"  ceding  claim,  of  loop  coils  at  the  rear  end  parts  of  the  su])porting  members,  25 
^^  substantially  as  described  and  set  forth  in  Figures  4  and  5.  Thirdly :— In 
^<  cycle  saddles,  the  combination  with  the  framings  set  forth  in  Figures  1,  2,  4 
*'  and  5,  tof  fore  end  attachment  and  connection  means  as  described  and 
"  illustrated  in  Figures  6,  7  and  8." 

The  amendment  consisted  in  striking  out  Claims  4,  5,  and  6,  and  parts  of  the  30 
Specification  which  related  to  the  attachment  boss,  and  inserting  a  statement 
that  no  claim  was  made  for  the  particular  form  of  attachment  boss  represented 
in  the  dravdngs. 
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Oa  the  5th  of  November  1901  J.  B.  Brooks  A  Co.y  Ld,^  as  the  owners  of  the 
Patent,  commenced  an  action  for  infringement  against  Edward  Lycett^  Ld,^ 
claiming  the  usual  relief. 
The  Plaintiflfe  by  their  Statement  of  Claim  alleged  (1)  that  they  were  the 
5  registered  legal  owners  of  the  Patent ;  (2)  that  the  Deiendants  had  infringed 
the  same ;  and  (3)  that  the  Specification  was  duly  amended  on  the  9th  of  May 
1901,  and  that  the  original  claims  were  framed  in  good  faith  and  with  reasonable 
skill  and  knowledge.  . 
The  Particulars  of  Breaches  alleged  in  particular  the  manufacture  and  sale 
10  by  the  Defendants  of  a  cycle  saddle  constructed  in  accordance  with  the  amended 
Specification  and  in  infringement  of  the  first  and  second  claims. 

The  Defendants  delivered  a  Defence  which  denied  infringement  and  that 
the  Specification  was  duly  amended  on  the  grounds  therein  stated ;  alleged 
that  the  action  was  frivolous  and  vexatious  for  the  reasons  therein  stated ; 
15  denied  the  allegations  in  paragraph  3  of  the  Statement  of  Claim ;  and  alleged 
the  invalidity  of  the  Patent  on  the  grounds  set  out  in  the  Particulars  of 
Objections. 

The  Defendants  by  their  Particulars  of  Objections  alleged  (1)  that  the  alleged 

invention  as  claimed  in  each  of  the  claims  of  the  Specification  No.  8553*  of 

20  1893,  both  as  it  purported  to  have  been  amended  and  as  originally  filed,  was  not 

new  at  the  date  of  the  Patent,  but  had  been  published  within  this  realm  by  the 

publication  of  the  Specification  of    Patent  No.  21,070  of  1890,  granted  to 

Aylward ;  the  Specification  of  Patent  No.  12,173  of  1884,  granted  to  W,  P. 

Thompson ;    the    Specification  of    Patent    No.    14,657  of    1889,    granted    to 

25  Harrington  Adams  Header ;  the  Specification  of  Patent  No.  14,086  of  1891, 

granted  to  Edward  Lycett ;  and  the  Specification  of  Patent  No.  5683  of  1893, 

granted  to  Jam^s  Alfred  Lampli^h ;  (2)  that  the  PlaintiflPs  Patent  was  also 

invalid    by  reason  of    the  prior  grant  of    Patent    No.    22,608   of    1892    to 

J.  B.  Brooks  ;  (3)  that  the  PlaintiflE's  Patent  was  invalid  for  the  reasons  set  out 

30  in  paragraphs  2  to  4,  both  included,  of  the  Statement  of  Defence  (which  related 

to  the  amendment)  ;  (4)  that  the  said  alleged  invention,  having  regard  to  the 

common  and  general  knowledge  of  the  art  within  the  realm  and  to  the  prior 

publication  of  the  same  thereinbefore  mentioned,  was  not  subject-matter  for  a 

valid  Patent  grant ;  (5)  that  the  alleged  invention  shown  in  the  Figures  6,  7, 

35  and  8  of  the  drawings  attached  to  the  Complete  Specification  of  the  Plaintiff's 

Patent,  and  described  and  claimed  with  reference  thereto,  was  a  different 

invention  from  the  invention,  if  any,  described  in  the  Provisional  Specification 

and  was  disconformable  thereto. 

The  Plaintiffs  delivered  a  Beply,  pleading  that  the  leave  to  amend  was 

40  conclusive. 

A.  J.  Waiter  and  J.  H.  Gray  (instructed  by  Sharpe^  Parker^  Pritchards^ 
Barham,  and  Lawfordy  agents  for  E.  C.  Newey  £  Son^  of  Birmingham) 
appeared  for  the  Plaintiffs  ;  the  Defendants  did  not  appear. 

Walter  for    the   Plaintiffs  explained  the  invention,  and  referred  to  the 
45  Specification,  and  stated  that  the  disclaimer  was  merely  to  cut  out  the  boss, 
and  called  the  following  witnesses,  namely  :    G.   T.  Bloore,   to  prove   the 
purchase  of  the  infringing  saddle    on    the  14th    of    October   1901 ;    James 
Swinburne^  C.E.,  who  said  he  had  examined  the  alleged  anticipations,  and 
deposed  that  the  invention  was  new  and  useful,  and  that  the  saddle  purchased 
50  was  an  infringement  of  the  Patent ;  and  Mr.  Adamy  of  the  firm  of  Marks  and 
Gierke  Patent  Agents,  who  proved  that  the  Specification  as  originally  framed 
was  drawn  with  reasonable  skill  and  knowledge.    This,  together  with  formal 
documents,  closed  the  Plaintiffs'  case. 
Walter  asked  for  the  relief  claimed  in  the  pleadings. 
55     BuOKLBY,  J. — ^Yes,  I  grant  an  injunction  reBtraining  the  Defendants  in  the 
usual  terms. 
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Walter. — I  ask  also  for  an  inquiry  as  to  damages,  and  delivery  up  of  infringing 
articles,  and  costs ;  then  I  ask  for  a  declaration  in  the  terms  of  the  20th  section 
of  the  Patents  &c.  Act,  1883,  that  the  Specification  as  originally  framed  was 
framed  in  good  faith,  and  with  reasonable  skill  and  knowledge. 

Buckley,  J, — Yon  have  to  establish  that  to  the  satisfaction  of  the  Court,  and  5 
therefore  yon  may  take  my  Order  in  this  form  : — ^**  It  appearing  to  the  satis- 
^^  faction  of  the  Court  that  the  Specification  as  originally  framed  was  framed  in 
^y  good  faith,  and  with  reasonable  skill  and  knowledge,  relief  as  asked,  including 
*'*'  an  inquiry  as  to  damages,  and  delivery  up." 

On  the  following  day  Walter  asked  for  a  Certificate  that  the  validity  of  the  10 
Patent  came  in  question  in  the  action. 

Buckley,  J. — I  presume  the  validity  was  disputed  by  the  Defence  ? 

Walter.— Ye&. 

Buckley,  J. — And  there  was  evidence  given  as  to  the  Patent  being  valid  ? 

Walter,— Yem.  15 

Buckley,  /.,  granted  the  Certificate. 
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In  the  Court  op  Appeal. 

Before  The  MASTER  of  the  Rolls  and  Lords  Justices  Bomer 
and  Cozens-Hardy, 

March  27th,  28th,  30th,  and  31st,  1903- 

^  DuNLOP  Pneumatic  Tyre  Company,  Ld.  v.  Clipton  Rubber  Company,  Ld. 

Patent. — Consolidated  actions  for  infringement. — Issue  of  infringement.^ 
Judgment  for  Defendants. — Appeal  by  Plaintiffs  allowed. 

In  an  action  brought  for  infringement  of  the  Welch  Patent^  the  Defendants 
denied  infringement.    Claim  4  o/ Welch's  Specification  claimed:  "  A  rubber  or 

10  «*  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  lined  with  canvas 
"  in  combination  with  two  wires  or  sufficiently  inelastic  cores  for  securing  the 
**  same  to  the  rims  or  tyres  substantially  as  herein  described.^^  The  Defendants* 
tyre  was  a  saddle-shaped  cover  with  wires  in  its  edgesj  each  wire  making  one 
complete  convohition^  and  having  also  an  overlap  of  about  22  inches.    Each  wire 

15  was  enclosed  iti  a  mohair  tube^  the  two  parts  of  tJie  wire  at  the  overlap  being  in 
the  one  tube;  the  ends  of  the  wireSy  which  prof ected^  Jiad  knobs  on  them^  and  each 
of  these  knobs  was  by  means  of  a  string  lashing^  which  went  round  it  and  the 
other  ivire  outside  the  mohair  tube,  secured  to  a  tape  which  was  inserted  in  the 
pocket  at  the  edge  of  the  wire;  one  overlap  was  opposite  to  the  other  on  the 

20  circumference ;  the  cover  was  moulded  in  its  inflated  form  and  was  stiff.  The 
Plaintiffs  contended  that  the  wires  of  the  Defendants*  tyre  we^^e  in  action 
inextensible  by  reason  of  the  friction  and  the  anchorage.  TJie  Defendants 
contended  that  the  wires  were  extensible^  but  were  held  by  the  pull  on  their  ends 
from  the  cover  when  inflated.    At  the  trial  it  was  held  by  Kekewich,  J.,  that 

25  the  Defendants'  tyre  was  not  held  on  by  reason  of  the  inextensibility  of  the 
wires^  and  that  therefore  there  was  no  infringement^  and  the  action  was 
dismissed  with  costs.    The  Plaintiffs  appealed. 

Held,  by  the  Court  of  Appeal  {reversing  Kekewich,  J.\  that  the  wires  in  the 
Clifton  tyre  were  inextensible  in  the  sense  in  which  the  wires  in  the  Welch  tyre 

30  were  inextensible^  and  that  the  Defendants  had  infringed.  The  appeal  was 
allowed^  and  an  injunction  against  infringement  was  (with  other  relief) 
granted;  but,  having  regard  to  the  fact  that  the  Defendants  were  making 
another  tyre  called  the  "  rivet  tyre^'  as  to  ivhich  a  separate  auction  was  pending  ^ 
an  undertaking  was  given  by  the  Appellants  to  try  the  question  of  such  tyre  in 

35  the  pending  actiotk  and  not  by  motion  to  con^mit  in  the  present  action. 


394 


REPORTS  OP  PATENT,  DESIGN,  [June  4, 1903. 


Dunlop  Pneumatic  Tyre  Company^  Ld.  v.  Clifton  Rubber  Company^  Ld. 


On  the  20th  of  November  1901,  the  Dunlop  Pneumatic  Tyre  Company^  Ld.^ 
and  the  Pneumatic  Tyre  Company^  Ld.,  the  owners  of  Welch's  Patent,  No. 
14,563  of  1890,  commenced  an  action  against  the  Clifton  Rubber  Company,  Ld,^ 
for  infringement  of  the  Patent,  claiming  the  usual  relief  and  costs  as  between 
solicitor  and  client.  On  the  9th  of  April  1902  the  same  Plaintiffs  commenced  a 
second  action,  similar  to  the  first,  and  by  an  Order  of  the  29th  of  April  1902  the 
two  actions  were  consolidated. 

The  Specification  of  WelcVs  Patent  will  be  found  fully  set  out  in  the  report 
of  Pneumatic  Tyre  Company  v.  Casswell  (13  R.P.C.  164).  The  following 
claims  and  drawings  are  sufficient  for  the  purposes  of  this  repoi^  : — "  (1)  A 
"  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in   section,  in 


10 


PIG.6. 


nc.18. 


"  combination  with  two  wires  inserted  through  the  sides  of  the  same  for 
**  securing  it  to  the  metal  rims  or  felloes,  substantially  as  herein  described. 
"  (1)  A  rubber  or  elastic  tyre,  having  the  form  of  a  saddle  or  arch  in  section, 
"  lined  wUb  canvas,  in  Qon^bination  with  two  wires  or  suflBciently  inelastic  15 
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"  cores  for  securing  the  same  to  the  rim,  substantially  as  herein  described.  (9) 
**  A  rubber  or  elastic  tyre,  having  the  form  of  an  arch  in  section,  provided  with 
"  endless  wires  or  cores  fitted  or  vulcanised  within  each  side  for  the  purpose  of 
"  securing  the  same  to  the  rims,  in  combination  with  an  inflatable  inner  tyre  or 
5  ^'  tube,  substantially  as  described  and  shown  with  reference  to  Figs.  15  and  18 
«  of  the  drawings." 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  (1)  that  they  were  the 
proprietors  of  the  Patent ;  (2)  that  the  Patent  was  good  and  valid,  and  had  been 
so  certified  by  Mr.  Justice  Kekewichy  by  Order  dated  the  19th  of  February  1896, 

10  in  an  action  brought  by  the  above-named  Pneumatic  Tyre  Company ^  Ld,^  against 
one  Henry  Casswell  (1895  P.  No.  690),*  and  the  said  C.  K,  Welch  was  the  first 
and  true  inventor  of  the  inventions  described  in  the  Patent ;  and  (3)  that  the 
Defendants  had  infringed,  and  threatened  to  infringe,  the  Patent  in  manner  by 
the  Particulars  of  Breaches  appearing. 

15  The  Particulars  of  Breaches  alleged : — "(1)  The  Cef  endants,  prior  to  the  issue 
"  of  the  writs  in  both  the  above  actions,  by  advertisements  in  journals  known 
"  as  *  Bicycling  News,'  and  dated  the  13th  of  November  1901,  and  *  Scottish 
"  'Oyclist,'  dated  the  20th  of  November  1901,  threatened  to  sell,  and  offered  for 
*•  sale,  tyres  commonly  known  to  the  trade  and  to  the  public  as  the  Wapahare 

20  "  tyre,  such  tyres  not  being  of  the  Plaintiffs'  manufacture,  but  made  in 
"  accordance  with  the  inventions  claimed  in  all  the  claiming  clauses  of  the 
"  Specification  of  the  Plaintiffs'  said  Letters  Patent.  (2)  The  said  threats  to  sell 
"  and  offers  for  sale  were  continued  by  the  Defendants  at  the  Stanley  Show  from 
*'  the  22nd  day  of  November  1901  to  the  30th  day  of  November  1901,  by  means 

25  **  of  circulars  and  handbills  distributed  by  them,  and  by  the  exhibition  of  the 
"  said  tyres,  which  had  prior  to  the  issue  of  the  writ,  been  manufactured  by 
"  the  Defendants.  The  Defendants  also  took  orders  at  the  said  show  from  the 
"  Klynne  Cycle  Company ^  Upton  Park,  London,  for  tyres  so  constructed  as 
•*  aforesaid.    (3)  The  Defendants  sold  Wapshare  tyres  constructed  as  aforesaid 

30  «  on  the  17th  of  December  1901,  6th  and  10th  of  January  1902,  and  8th  of 
**  February  1902  to  the  said  Klynne  Cycle  Compafiy,  and  on  the  9th  of  January 
"  1902  and  the  20th  of  March  1902  to  one  F.  Hilly  of  244,  Grays  Inn  Road, 
"  London  "  ;  and  (4)  the  Plaintiffs  reserved  the  right  to  recover  compensation 
for  all  infringements. 

35  The  Defendants,  by  their  Defence,  (1)  denied  infringement,  and  alleged  (2) 
that  they  had  made  and  sold  a  tyre  known  as  the  Wapahare  tyre,  being  the 
tyre  alleged  by  the  Plaintiffs  in  a  previous  action  brought  by  the  Plaintiffs 
against  the  Wapshare  Tube  Company y  Ld,y  to  be  an  infringement  of  the  Patent ; 
that  it  was  adjudged  by  Bucklei/y  J.,  on  the  28th  of  April  1900,  that  tyres 

40  constructed  as  the  said  tyre  was  constructed  were  not  infringements  ;t  that  the 
Defendant  Company  were  the  successors  in  title  of  the  Wapshare  Company  in 
the  business  of  making  and  vending  the  said  tyres,  and  that  the  Plaintiffs  were 
estopped  by  the  judgment  in  the  said  action  from  alleging  that  the  Wapshare 
tyre,  or  tyres  constructed  as  aforesaid,  was  or  were  an  infringement  or  infringe- 

45  ments  of  the  Patent ;  and  (3)  save  that  they  had  made  and  offered  for  sale  and 

sold  the  Wapshare  tyre  as  aforesaid,  the  Defendant  Company  denied  each  and 

every  of  the  acts  alleged  to  have  been  done  by  them  in  the  Plaintiffs'  Particulars 

of  Breaches. 

The  Plaintiffs  by  their  Reply,  denied  that  the  tyres  complained  of  were  of 

50  the  same  construction  as  those  complained  of  in  the  action  tried  by  Buckley  J., 

and  they  denied  that  they  would  be  estopped  even  if  they  were  the  Fame,  and, 

save  as  aforesaid,  they  joined  issue  on  the  Defence  except  in  so  far  as  the  same 

contained  admissions. 

It  appeared  in  the  course  of  the  trial  that  the  Defendants  had  made  two  kinds 

55  of  tyre,  one  called,  in  the  case,  the  string  tyre,  and  the  other  called  the 

•  13  R.P,g.  164,  t  17  B.P,C.  433. 

2^3 
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rivet  tyre.  It  was  admitted  by  the  Defendants  that  the  tyres  complained  of 
in  paragraph  3  of  the  Particulars  of  Breaches,  except  those  sold  on  the  20th  of 
March  1902,  were  string  tyres,  and  the  Plaintiffs  called  a  witness  to  identify 
these  tyres,  which  were  also  string  tyres ;  and  the  rivet  tyres  were  not  com- 
plained of  in  this  action  by  the  Plaintiffs.*  The  alleged  infringing  tyre,  for  5 
convenience  called  the  Clifton  tyre,  was  a  saddle-shaped  cover  with  wires  in  its 
edges,  each  wire  going  completely  round  the  circumference,  with  overlapping 
ends,  the  overlap  being  20  to  22  inches  ;  there  was  a  tube  of  mohair  round  each 
wire,  and  the  wire  ran  inside  that  tube  until  the  overlap,  and  then  the  two  parts 
of  the  wire  were  in  the  one  tube.  At  the  ends  of  the  wire,  which  projected,  10 
were  little  knobs,  and  outside  the  mohair  tube  there  was  a  lashing  to  the  edge 
of  the  cover ;  the  edges  of  the  cover  had  four  plies  ;  there  were  two  layers  of 
fabric  cemented  together  and  bent  over  to  form  a  pocket,  and  within  the  pocket 
there  was  a  tape  stretched  right  round  ;  the  cover  was  stiff,  being  moulded^on 
a  frame  in  a  strained  state  by  vulcanising  the  cover  when  stretched  as  though  15 
inflated  ;  the  overlap  in  one  wire  was  opposite  in  position  on  the  circumference 
to  the  overlap  of  the  other  wire. 

The  expert  witnesses  called  for  the  Plaintiffs  gave  evidence  to  the  effect  that 
the  wires  in  the  Clifton  tyre  behaved  as  continuous  rings  of  wire,  inextensible 
in  action  by  reason  of  the  friction  and  the  securing  of  the  ends,  and  holding  on  20 
by  reason  of  that  inextensibility. 

The  following  experiments  were  relied  on  by  the  Plaintiffs.  Mr.  Dugald 
Clerk  proved  the  following  : — (1)  A  Clifton  tyre  was  put  on  a  flat  band  instead 
of  the  ordinary  rim,  and  inflated,  and  it  held  (D.  C.  3)  ;  (2)  a  Clifton  tyre  was 
put  on  a  rim  with  the  wires  outside  the  rim  and  inflated,  and  it  held  (D.  C.  4).  25 
Baisley  proved  the  following  eight  experiments  : — (1)  A  Clifton  tyre  with  the 
edges  outside  the  rim  increased  on  inflation  one-sixteenth  of  an  inch  in  cir- 
cumference, or  one  ninety-sixth  in  radius  (F.  C.  B.  1) ;  (2)  a  Clifton  tyre  with  the 
canvas  cut  at  the  overlap  so  as  to  expose  the  wires  showed  no  relative  movement 
of  the  wires  during  inflation  (F.  C.  B.  2)  [this  was  repeated  in  Court]  ;  (3)  the  30 
same  experiment  with  a  Casswell  tyre  gave  the  same  result  (F.  C.  B.  3)  ;  (4)  a 
Clifton  tyre  was  inflated  and  a  wire  was  filed  and  the  ends  parted  with  a  snap 
about  three-eighths  of  an  inch  (F.  C.  B.  4) ;  (5)  the  same  experiment,  but  the  tape 
was  cut  afterwards,  whereupon  the  tyre  blew  off  (F.  C.  B.  5)  ;  (6)  a  Clifton  tyre 
was  taken  and  the  lashing  cut  away,  and  the  tyre  was  inflated  and  it  held  on  ;  35 
on  repeating  the  experiment  with  the  edges  outside  the  rim  there  was  a  stretch 
of  three-sixteenths  of  an  inch  in  circumference  or  one  thirty-second  of  an  inch 
in  radius  (F.  C.  B.  6) ;  (7)  measurements  to  show  that  the  tyre  receded  slightly 
deeper  in  the  rim  than  in  the  Welch  tyre ;  (8)  a  Clifton  tyre  was  taken,  and 
the  pocket  on  one  side  unfastened  and  the  canvas  band  taken  out,  and  the  tyre  40 
was  inflated  on  a  Friday  afternoon  and  left  until  Monday,  when,  on  the  wire 
being  cut,  the  tyre  blew  off  (F.  C.  B.  8).  In  addition  to  the  features  in  the 
Clifton  tyre  included  in  the  description  given  above  on  which  the  Plaintiffs 
relied,  they  also  alleged  that  the  pockets  were  tight,  thus  increasing  the  friction 
at  the  overlap,  and  that  there  was  a  twist  in  the  wires  at  the  overlap.  In  the  45 
course  of  the  cross-examination  of  Mr.  Dugald  Clerk  it  was  put  to  him  that  there 
were  only  two  differences  between  the  Clifton  tyre  and  the  Waps?iare  tyre 
(described  17  R.P.C,  page  450),  namely,  that  the  former  overlapped  about 
23  inches  instead  of  six  inches,  and  that  it  had  the  string  lashing  instead  of  a 
metal  sleeve.  Mr.  Dugald  Clerk  said  there  were  the  following  differences :  50 
(1)  in  the  length  of  overlap ;  (2)  that  the  wires  were  in  contact  during  the 
whole  of  the  overlap  ;  (3)  that  the  knob  was  anchored  tightly  to  the  wire,  but  in 
the  Wapskare  the  wire  ends  were  not  bound  upon  the  other  wires  ;  (4)  that  the 
Clifton  wires  at  the  overlap  were  not  parallel  but  had  a  half  or  complete  turn  ; 

*  An  aotion  for  infringement  in  respect  of  these  tvres  was  pending  at  the  date  of  the  hearing 
Qf  the  appeal  in  this  ct^, 
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(5)  that  the  Wapshare  wires  were  polished,  but  the  Clifton  wires  were  black  ; 

(6)  that  in  the  Clifton  tyre  there  w«re  no  short  tapes,  but  a  continuous  strong 
edge  of  five  plies  of  canvas  ;  (7)  in  the  Clifton  tyre  the  two  overlaps  in 
the  wires  were  not  at  the    same    point,  but  opposite   one  another  in  the 

5  circumference. 

The  Defendants  gave  evidence  to  prove  that  the  cover  was  moulded  in  a 

strained  condition,  and  Professor  Eiving  stated  that  the  cover,  and  especially 

the  tread,  was  therefore  much  stiffer  than  in  the  Wapshare  tyre,  Riving  less 

deformation,  and  giving  the  cover  a  considerable  power  of  holding  on  without 

10  any  assistance  from  the  wires ;   that  a  cover  without  any  wires  in  it,  when 

inflated,  had  a  firm  grip,  and  would  only  come  off  with  a  wrench  (the  exhibit 

was  D.  C.  8,  having  been  put  to  Mr.  D,  Clerk  in  cross-examination)  ;  that  the 

difference  in  the  cover  gave  the  wires  less  to  do  in  holding  on  the  tyre ;  there 

was  less  tendency  to   bulge  at  the  overlap  ;   that  the  increased  overlap  also 

15  distributed  the,  tendency  to  bulge  ;  that  the  alterations  tended  to  increase  the 

resistance  to  pull  and   to  give  less  pull  to  resist ;  that  in  the  Wapsliare  and 

Clifton  tyres  the  wires  were  anchored  by  the  knobs  to  the  cover  itself  ;  in  the 

Cifton  tyre  the  edges  were  more  capable  of  stretching  than  in  the  Wapshare  ; 

that  the  fact  of  the  overlaps  being  opposite  on  the  circumference  did  not  affect 

20  the  action  of  each  edge  ;  that  each  edge  was  an  extensible  edge  ;  that  the  Clifton 

tyre  was  not  at  the  physical  limit  on  extensibility  in  action,  but  was  extensible. 

The  experiments  proved  and  relied  on  by  the  Defendants  were — (1)  a  Clifton 

tyre  was  put  on  a  rim  in  which  the  groove  at  the  bottom  of  the  rim  was  filled 

up  and  the  tyre  was  then  inflated  ;  levers  were  then  put  under  the  wire  at  the 

25  overlap  and  the  edge  of  the  tyre  was  pulled  off,  there  being  a  slight  movement 

of  the  wire  ;  (2)  Clifton  wires  were  put  into  a  Welch  cover  to  show  that  there 

was  some  bulge  produced  in  the  cover,  and  that  the  tyre  was  not  very  staple 

(F.  C.  B.  9,  the  tyre  having  been  put  in  during  Mr.  Baialey^a  cross-examination)  ; 

(3)  Mr.  Hopkinson  rode  a  Clifton  tyre  from  Wimbledon  to  the  Law  Courts  after 

30  the  wires  had  been  cut. 

The  action  was  tried  on  the  11th,  12th,  and  13th  of  June  1902  by  Kekewichy  J., 
who  held  that  the  Defendants'  tyre  was  not  held  on  by  reason  of  the  inexten- 
Bibility  of  the  wires,  and  that  therefore  there  was  no  infringement,  and  the 
action  was  dismissed  with  costs. 
35       The  Plaintiffs  appealed. 

Moulton,  K.C.,  T.  Terrell,  K.C.,  J.  C.  Graham,  and  A.  J.  Walter  (instructed 
by  J.  B.  and  F.  Purchase)  appeared  for  the  Appellants ;  Bousfield,  K.C.,  and 
Z>.  M.  Kerly  (instructed  by  Lumley  and  Ltcmley)  appeared  for  the  Respondents. 
Moulton,  K.C.,  for  the  Appellants. — The   only  question    is  infringement. 
40  Pig.  15  is  the  important  one.      [The  description  of  the  figure  in  the  Complete 
Specification  was  referred  to  and  Claims  1  and  4  were  read.]     The  Defendants' 
tyre  is  absolutely  inextensible,  just  as  if  the  ends  were  brazed  together,  when 
the  air  pressure  is  put  on.     It  is  not  suggested  that  it  has  any  advantage  in  the 
course  of  putting  it  on.   It  has  a  "  suflBciently  inelastic  core  "  and  holds  on  because 
45  the  core  is  sufficiently  inextensible,  just  as  Defendants'  tyre  did  in  Pneumatic 
Tyre  Company  v.  Casswelt  (13  R.P.C.  164).     It  becomes  an  inextensible  hoop. 
The  Plaintiffs  proved  in  the  present  case  that  the  wires  were  in  a  similar  state  of 
tension,  by  an  experiment  in  which  the  wire  was  cut ;  but  one  of  the  Defen- 
dants' witnesses  rode  such  a  tyre  after  the  wire  was  cut  and  it  held  on  ;  but  so 
50  would  the    Welch  tyre.    That  is  not  the  state  of  things  in  ordinary  user. 
Keketvich,  J.,  decided  that  because  the  Defendants*  tyre  would  so  stay  on,  it 
was  not  within  the  Patent ;  but  it  is  submitted  that  that  cannot  be  so  ;  the  fact 
cannot  bear  on  the  question  whether  the  tyre  is  within  Claim  4.    The  Defen- 
dants' tyre  only  yields  in  blowing  it  up  to  riding  pressure  about  an  l(X)th  of  an 
55  inch.    The  experiment  which  the  Defendants  made  of  forcing  up  the  wire  with 
a  lever  is  not  relevant ;  that  is  not  ordinary  use.    The  Defendants'  case  was 
that  the  tyre  did  not  differ  materially  from  the   Wapshare  tyre  found  by 
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Biickley^  J.,  not  to  be  an  infringement ;  but  that  is  not  the  issue.  Here  there 
are  wires  which  do  not  change  in  circumference  ;  and  they  must  hold  the  tyre  on. 
[The  judgment  in  the  Court  below  was  then  read.]  Of  course,  in  the  experiment 
on  which  the  case  was  decided,  the  wire  did  not  hold  on  by  inextensibility  ; 
but  that  does  not  show  that  under  ordinary  circumstances  it  does  not  so  hold  on.  5 

Bousfield,  K.C.  and  Kerly  for  the  Respondents.— First,  the  Defendants'  tyre 
is  not  held  on  by  a  wire  acting  by  reason  of  its  inextensibility.     Secondly,  this 
is  a  tyre  with  an  extensible  edge,  as  opposed  to  one  having  inextensibility. 
These  points  are  independent,  because  the  wires  may  act  by  reason  of  rigidity. 
If  there  is  extensibility  of  the  nature  of  a  spring,  the  Patent  is  not  infringed  ;  10 
that  has  been  decided.     Also  the  Patent  has  been  decided  not  to  be  for  an 
inextensible  edsre.     The  Defendants  had  a  decision  in  their  favour  in   the 
Wfip8liareo2L3e  {Du/dop  Pneufnatic  Tyre  Company  v.  Wapsliare  Ihche  Company^ 
17  R.P.C.   448)  and  the  tyre  in  this  case  is  not  materially  different.     [The 
Wapshare  tyre  was  described.]     That  tyre  was  purposely  extensible,  giving  it  15 
advantages  in  fitting  different  rims.     In  the  Clifton  tyre  there  is  a  larger  over- 
lap^  so  as  to  distribute  any  tendency  to  bulge.    Also  the  overlap  is  on  opposite 
sides  ;  but  this  does  not  affect  any  question  of  infringement,  for  one  has  to 
consider  each  edge  separately.    Also  there  is  a  difference  in  the  means  of 
lashing  the  knob  to  the  rubber ;  and  further,  there  is  a  slight  crossing  of  the  20 
wires.     Spring  wires  are  not  covered  by  Welch's  Patent.     There  is  one  difference 
between  the  Wapshare  and  Clifton  tyres  much  in  favour  of  the  Defendants,  and 
that  is  that  the  cover  itself  is  very  much  more  rigid.     If  the  wire  is  cut  in  the 
Welch  tyre,  the  tyre  instantly  blows  off.    But  the  Defendants'  tyre  is  capable  of 
resisting  considerable  pressure,  so  that  at  all  events  the  wires  play  a  much  smaller  25 
part.     The  Defendants'  tyre  is  vulcanised  in  the  form  which  it  has  on  the  rim. 
The  function  of  the  wire  in  the  Defendants'  tyre  is  to  give  rigidity  not  inextensi- 
bility.    It  acts  like  the  band  did  in  the  Ixion  case  (cited  infra)  ;  it  resists 
deformation.     Further,  there  is  a  certain  spring  in  the  Defendants'  tyre  which 
is  important  for  the  purpose  of  getting  the  tyre  on  and  off.     In  the   Wapshare  30 
case  it  was  shown  that  the  ends  of  the  wire  were  anchored,  not  to  anything 
inextensible,  but  to  the  tyre  itself,  which  had  a  good  deal  of  spring  in  it  under 
the  air  pressure.     An  experiment  shows  that  if  the  Defendants'  wires  are  put 
on  a  Welch  rim  there  is  bulging  at  the  overlap  ;  and  this  negatives  the  sugges- 
tion that  they  are  held  by  friction,  so  as  to  be  practically  Welch  wires.     Welches  35 
Specification  has  been  construed  to  be  confined  to  a  tyre  with  inextensible 
wires  in  the  edges,  depending  on  the  principle  that  one  cannot  get  an  inexten- 
sible hoop  over  the  median  convexity  of  larger  diameter  ;  Figures  1  and  2,  or 
6  and  7,  show  the  whole  invention.    The  holding  on  is  independent  of  tension 
in  the  wire.    Again,  Welch's  was  held  to  be  not  a  Patent  covering  inextensible  40 
edges,  inextensible  edges  had  been  used  by  Salaman.    Thirdly,  in  Pnetimatic 
Tyre  Comjjany^  Ld,  v.  East  London  Rubber  Company ^  (14  R.P.C.  77  and  573), 
Latta  was  distinguished  on  the  ground  that   Welch  did  not  include  spring 
wires,   but  he  did   in  his   Provisional    Specification.      In    Pneumatic    Tyre 
Company    v.     West     London    Rubber    and    Tyre     Company     (15    R.P.C.  45 
12y),  the  attention  of  the  Court  was  never  called  to  Latta  or  to  that  point. 
[  Terrell,  K.C,  said  that  in  the  West  London  case  the  shorthand  notes  showed 
that  Latta  was  referred  to  in  the  evidence.]     [ROMBR,  L.J. — The  question  of 
an  alleged  anticipation  is  not  always  the  same  as  that  of  an  alleged  infringe- 
ment.   I  mean  to  say  you  may  have  two  things  very  much  alike,  and  one  may  50 
not  be  an  anticipation,  although  the  other  may  be  afterwards  an  infringement. 
It  very  much  depends  upon  what  kind  of  alleged  anticipation  it  is.     If  it  is  by 
a  Figure  only,  you  have  to  look,  in  addition  to  the  Figure,  to  what  the  man 
responsible  for  the  alleged  anticipation  had  pointed  out,  why  he  used  the  wires. 
Whereas,  if  you  come  to  the  conclusion  that  the  second  man  was  using  the   55 
wires  for  the  purpose  of  the  invention  the  second  may  be  an  infringement, 
although  the  first  may  not  be  au  anticipation.    If  you  find  a  man  saying, 
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"  I  want  a  wire  put  in,"  and  he  states  why  he  wants  the  wire  put  in,  and  it  is 
qnite  different  from  the  reason  why  the  wire  is  used  in  the  Patent,  the  Court 
would  be  very  reluctant  to  say  that  that  was  an  anticipation.  Why  I  was  led 
to  that  observation  was  because  I  wanted  to  see  how  I  dealt  with  that  in  my 
5  judgment.  You  will  find  that  I  distinguish  Latta^  not  on  the  ground  that 
it  was  a  spring  wire,  but  it  was  on  the  ground  that  he  used  it  for  an 
entirely  different  purpbse.]  [A  passage  from  the  Report  of  the  Pneumatic 
Tyre  Company  v.  East  London  Rubber  Company  (14  R.P.C.  at  p.  102)  was  then 
-  read].    The  cases  there  cited  were  cases  in  which  machines  had  been  made, 

10  which  would  not  work ;  they  were  cases  of  alleged  anticipations  being 
unsuccessful.  Whatever  the  purpose,  any  one  could  use  the  identical  thing 
shown  in  Latta^s  Specification.  But  whether  I  am  right  on  this  point  of  law 
or  not,  it  was  held  for  independent  reasons  that  Welch  did  not  cover  spring 
wires.     [The  report  of  the  same  case  on  appeal  was  referred  to  (14  R.P.C.  573) 

15  and  also  that  of  Pneumatic  Tyre  Company^  Ld.^  v.  Leicester  Pneumatic  Tyre 
Company  (16  R.P.C.  531) J  I  refer  to  the  statement  in  the  latter  case  of  what 
the  invention  was.  "  Sufficiently  inelastic  "  in  PTeZc'/t's  Specification  refers  to 
the  material  of  which  the  core  is  to  be  made,  and  not  to  the  inextensibility  of 
the  edge.  The  decisions  on  the  validity  of  the  Patent  show  that  it  was  narrowly 

20  construed  ;  it  must  receive  the  same  construction  on  questions  of  infringement 
{Pneumatic  Tyre  Company  v.  West  London  Rubber  Company  (15  R.P.C.  129) 
was  referred  to.]  [Romer,  L,J. — Latta's  wire  seems  to  have  been  put  in  for 
the  purpose  of  stiffening ;  it  might  not  have  done  for  Welch's  purpose.  I  think 
that  in  the  West  London  case  I  came  to  the  conclusion  that  the  Defendants' 

25  wires  were  practically  inextensible.  The  question  is  whether  here  the  Defendants* 
wire  is  practically  inextensible.]  [The  judgments  in  the  cases  of  Pneumatic 
Tyre  Company  v.  Ixion  Patent  Pneumatic  Tyre  Company  (14  R.P.C.  853) ; 
Same  v.  New  Ixion  Tyre  and  Cycle  Company  (15  R.P.C.  389,  and  15  R.P.C.  16), 
and  Dunlop  Pneumatic  Tyre  Company  v.  Wapshare  Tu^e  Company  (17  R.P.C. 

30  448)  were  read  or  referred  to.]  The  scope  of  the  Patent  was  considered  in  each 
of  these  cases,  and  it  was  pointed  out  that  Welch  depended  on  the  continuity  of 
the  wires  for  stability  ;  he  cannot  claim  inextensibility  of  tyre.  [The  judgment 
of  WillSy  J.,  in  the  Ixion  case  (14  R.P.C.  871,  at  line  14)  was  quoted  from.] 
[ROMER,  L.J. — That,  I  think,  states  the  exoct  question.]     In  the  New  Ix^ion 

35  case,  as  here,  the  Plaintiffs  said  that  the  Welch  invention  was  there  as  a  reserve. 
The  burden  is  on  the  Plaintiffs  to  show  that,  notwithstanding  the  experiment 
on  which  Kekewich^  J.,  decided  the  case,  there  is  Welch  action.  [The 
judgment  in  the  Wapshare  case  was  read  at  length.]  That  tyre  was  kept  on, 
not  because  it  was  physically  impossible  to  enlarge  the  hoop  of  wire,  but  by 

40  the  balance  of  the  forces  tending  to  keep  it  on.  As  Buckleyy  J.,  said  the 
enemy  is  turned  into  a  friend  ;  but  in  the  Clifton  tyre  the  stiffness  helps  and 
there  is  less  for  the  pneumatic  forces  to  do.  [The  evidence  was  then  read.] 
In  the  Defendants'  tyre  there  is  tension  required  in  the  wire  after  putting  it  on 
the  rim,  because  it  is  necessary  that  the  wire  should  fit  to  the  rim,  and"  the  pull 

45  on  the  ends  of  the  wire  is  to  get  this.  But  the  fact  of  there  being  tension  does 
not  make  the  tyre  an  infringement ;  the  question  of  tension  is  noi  a  crucial  one. 
Welch  has  not  a  monoply  of  wires  in  the  edges  of  tyres  ;  they  had  been  used 
before  for  tyres  in  the  edges  and  otherwise.  Anyone  can  have  a  wire  if  it  is 
not  Welch's  inextensible  hoop.    In  the  Defendants'  tyre  the  wire  performs  two 

50  functions — it  gives  rigidity  and  enables  a  definite  size  to  be  given  to  the  o&g^. 
The  Plaintiffs'  experiments  show  that  the  edges  of  the  tyres  are  extensible. 
[The  evidence  as  to  the  experiments  was  referred  to.]  I  admit  that  the  fact 
that  the  Defendants'  tyre  will  hold  on  when  the  wire  is  cut  is  not  conclusive 
evidence  that  the   Welch  invention  is  not  used.    But  the  fact  that  there  is 

55  tension  in  the  wire  does  not  make  it  an  infringement.  There  is  tension  in  a 
spring  wire,  but  it  is  submitted  that  that  would  not  be  an  infringement.  The 
DefendantB  want  tension,  but  it  does  not  involve  inextensibility,  there  is  a 
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play  of  forces  so  pitched  as  to  hold  the  tyre  on.    As  to  the  increase  of  overlap 
from  the  Wapshare  tyre,  the  evidence  shows  that  friction  is  not  sufficient  by 
itself  to  hold  the  Cliftrm  tyre,  also  the  friction  acts  against  the  pull  acting  on  the 
ends  of  the  wires  ;  it  is  the  anchorage  that  holds  the  tyre  on.     It  is  submitted  that 
the  tyre  comes  within  the  tests  or  findings  of  Buckley ^  J.,  in  the  Wapshare  5 
case    (17  R.P.C,  page  451).    The  Defendants  have  not  the  endless  wire,  and 
the  Plaintiffs  have  to  prove  affirmatively  the  principles  on  which  the  tyre  is  in 
fact  held  on  and  that  it  infringes.    Kekeivichy  J.,  held  that  the  Plaintiffs  had 
not  discharged  the  burden  of    proof.      The    Defendants'   case    has  also  an 
affirmative  side—they  have  put  forward  their  theory.    But  the  negative  side  is  10 
sufficient.     The   Plaintiffs  say  that  there  is  a  frictional    lock ;    if  so,  they 
succeed  ;  but,  if  not,  then  one  has  to  consider  the  pull  and  anchorage,  and  the 
considerations  of  Buckley^  J.,  in  the  Wapshare  case  apply.    Until  the  question 
of  the  cover  is  eliminated  the  Plaintiffs  cannot  say  that  it  is  held  on  by  wire. 
The  cover  will  resist  the  ordinary   strain  of  inflation,  therefore  one  learns  15 
nothing  until  one  goes  beyond  that.     It  will  also  resist  some  strains  of  riding. 
The  wire  was  then  giving  assistance  locally,  but  not  in    Welches  method. 
Prima  facie  the  Defendants'  wire  is  not  what  is  described  in  the  Specification  ; 
the  Plaintiffs  must  make  out  that  the  Defendants'  wires  act  as  Welch  wires. 
As  to  Mr.  Baisley's  experiments,  in  (1)   there  was  .expansion   showing  that  20 
friction  broke  down,  and  one  cannot  infer  that  it  is  the  wires  that  cannot 
expand  rather  than  the  cover  that  will  not ;  (2)  the  cover  is  sufficient  to  hold 
on  by  itself,  so  why  should  the  wires  expand  ?     (3)  this  tyre  is  nothing  like 
Cassivell ;   (4)    one   would   expect  some    snap,  apart    from  tension.      There 
probably  is  some   according    to    the   position  in    the    rim,   but  that  is   not  25 
enough    for  the    Plaintiffs ;   (5)   the  strength    of  the   edge   was  destroyed  ; 
the    tape  is   extensible ;    holding    on    by   the  tape  would     not    be    an   in- 
fringement of    Welch ;    inextensible   edges  cannot   be  claimed    by    Welch ; 
(G)  if  there  is  a  friction  lock  by  the  juxtaposition  of  the  wires,  the  cutting 
of  the  lashing  would  make  no  difference ;  moreover,  when  the  wires  are  put  30 
there  is  a  much  greater  force  acting,  and  there  was  in  fact  a  movement  showing 
that  the  friction  broke  down  ;  the  experiment  is  in  the  Defendants'  favour,  for 
friction  is  not  sufficient,  and  there  is  at  all  events  a  possibility  of  the  cover-pull 
acting.    Experiment  (7)  does  not  assist  the  Plaintiffs,  and  (8)  only  shows  what 
may  happen  sometimes ;  it  is  not  crucial,  and  is  much  the  same  as  F.  C.  6.  5.  35 
As  to  F.  C.  B.  8,  it  is  not  sufficient  for  the  Plaintiffs  to  show  that  the  Defendants' 
tyre  witliout  the  tape  is  Welch.     [THE  MASTER  OP  THE  ROLLS. — There  would 
be  Welch  in  reserve.]     The  person  who  alters  would  be  the  infringer,  not  the 
Defendants.  Secondly,  the  Plaintiffs  ought  to  have  shown  that  it  was  as  good  a 
tyre  as  with  the  tape  cut.    The  Defendants  have  not  the  Welch  tyre,  and  the  40 
inquiry  is  as  to  what  does  hold  the  tyre  on  ;  it  is  submitted  that  it  is  not  shown 
that  it  is  held  on  on  the  Welch  principle.    As  to  the  Defendants'  experiments, 
the  levering  up  overcomes  the  friction,  and  the  pull  on  the  cover  comes  in. . 
If  there  is  a  frictional  lock  there  can  be  no  cover-pull.     [COZBNS-H ARDY,  LJ. — 
In  the  Casswell  case  were  the  wires  absolutely  immovable  ?]     Yes,  absolutely  45 
BO.    The  experiment  of  putting  the  wires  into  a  soft  cover  is  critical ;  it  proves 
that  there  is  the  cover-pull  and  that  the  stiffness  of  cover  is  essential.    The 
riding  experiment  shows  that  the  Defendants'  cover  with  the  wire  cut  has 
sufficient  holding  power  to  make  experiments  not  bringing  in  greater  forces  of 
little  help.    Tension  is  not  decisive  in  the  Plaintiffs'  favour.  50 

Moulton^  K.C.,  in  reply. — The  experiments  disprove  the  Defendants' assumption 
that  the  tyre  without  the  wire  would  not  expand  and  would  hold  on.  D.  C.  8 
was  put  to  Mr.  Dugald  Clerk  to  show  this.  It  was  admitted  that  it  was  only 
an  academic  experiment.  It  will  only  stay  on  if  put  on  a  bigger  rim  than  what 
it  is  U3ed  on.  The  experiments  showed  that  the  actual  tyre  did  not  enlarge  in  55 
pumping  up ;  but  there  was  great  tension,  because,  when  the  wire  was  cut,  the 
ends  flew  apart.    As  to  the  riding  experiment,  the   Welch  tyre  would  do  the 
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same.  This  is  an  attempt  to  use  the  invention  without  seeming  to  do  so.  In 
the  Ixion  cases  the  bands  were  in  compression,  and,  on  pumping  up,  decreased 
in  circumference.  Though  the  Plaintiffs  first  failed  in  the  Wapshare  case,  they 
brought  a  second  action  which  the  Defendant  did  not  contest ;  but  the  Wapshare 
5  tyre  dropped  out,  and  the  Clifton  tyre  has  been  started,  and  the  findings  in  the 
Wapshare  case  have  no  relevance.  The  Patent  has  been  held  valid,  and  must 
receive  its  natural  construction,  and  not  with  reference  to  previous  alleged 
anticipations  {Clark  v.  Adie,  L.R.  2  App.  Cas.  315).  The  claim  relating  to  Fig.  15 
has  been  construed  to  be  for  the  arch-shape  and  the  suificiently  inelastic  cores 
10  on  each  side.  The  Defendants  have  this  combination,  and  it  makes  no  difference 
how  the  inelasticity  is  procured.  The  fact  that  the  wire  is  fastened  to  the  edge 
of  the  cover  gives  no  assistance  to  the  Defendants. 

Collins,  M.R. — This  is  an  appeal  by  the  Plaintiffs  in  a  Patent  case  from 
a    decision    of   Mr.  Justice    Kekewich  in  favour    of    the  Defendants.      The 
15  question  in  the  case  is  whether  the  Defendants  have  infringed  the  well- 
known   Welch  Patent  for  the  fastening  of  tyres  to  bicycles.    The  question 
is  whether  the  Defendants  have  taken  the  cardinal  factor  in  the  Plaintiffs' 
Patent,   namely,    the    inextensible    wire    ring    on   each    side   of  the    india- 
rubber  tyre,  which  has  the  effect  of  keeping  the  tyre  in  position.    There 
20  is  no  question  whatever  as  to  the    validity   of    the   Plaintiffs'   Patent.     It 
has    gone    through  a   great    many   hard-fought    contests    and   has    emerged 
successfully  from  all  of  them,  and  it  now  stands  unimpeached  and  unimpeach- 
able.    Therefore  the  only  question  is — ^has  there,  or  has  there  not  been  an 
infringement  in  this  case  ?    The  principle  in  question  here,  the  nature  of  the 
25  Plaintiffs'  invention,  has    been    described  by  Lord  Justice    Lindley  in   the 
first  case  which  came  to  the  Court  of  Appeal  on  this  Patent.     I  take  it  from 
page  581  of  the  Uth  Volume  of  the  Patent  OfiBce  Reports. — The  Pneumatic 
Tyre  Company  (that  is  the  same  as  the  Plaintiff  Company  now,  which  I  think 
now  calls  itself  the  Dunlop  Pneumatic  Tyre  Company)  v.  Ea^t  London  Rubber 
90  Company.    This  is  what  the  learned  Lord  Justice  said  there,  in  speaking  of 
Welch's  invention  :    "  His  improvements  are  his  invention,  and  his  invention 
"  consists  not  in  any  one  new  substance  or  piece  of  mechanism,  but  in  an 
"  ingenious  combination  of  rubber,  canvas  and  wires,  forming  one  circular 
**  rubber  tyre  with  two  circular  unstretchabie  wires,  one  running  through  each 
85  •*  edge  of  the  rubber.    This  tyre,  with  its  wires,  is  placed  saddlewise  over  and 
•*  is  supported  by  the  wheel  or  what  is  put  over  it  to  carry  the  tyre.    Whatever 
**  is  immediately  under  the  tyre  must  be  convex  to  the  tyre,  and  the  diameter 
"  of  the  circle  made  by  the  crown  of  the  convex  support  must  be  larger  than 
"  the  diameters  of  the  circles  made  by  the  wires  of  the  improved  tyre.    One  of 
40  ^  these  wires  will  then  hold  that  tyre  on  to  the  convex  support  on  one  side  of 
"  it,  and  one  on  the  other."   The  question  is  as  I  have  said — have  the  Defendants 
infringed  that  invention  ?    The  Defendants  have  put  a  circular  wire  through 
each  of  the  edges  of  their  tyre,  but  they  are  not  rings  in  the  truest  sense  of  the 
term,  that  is  to  say,  they  are  not  endless  wires.    They  put  a  wire  hoop,  the 
45  ends  of  which  overlap,  and  have  small  knobs  at  each  end.     They  overlap  to 
the  extent  of  about  20  inches  and  they  are  lashed  together  and  twisted  round 
each  other,  and  being  so  lashed  and  twisted  they  are  anchored,  as  it  has  been 
called  in  this  case,  to  the  inside  of  the  india-rubber  cover  which  forms  the 
covering  of  the  pneumatic  tube  inside.    That  cover  is  made  exceptionally  stiff. 
50  Precautions,  are  taken  to  vulcanise  it  when  in  a  state  of  tension,  and  it  is  also 
made  on  a  more  substantial  scale  altogether  than  the  ordinary  covers  in  use  on 
the  tyres  sold  by  the  Plaintiff  Company. 

It  has  been  frequently  the  question  in  these  Courts  whether  or  not  different 
adaptations  of  wire  in  the  edge  of  the  tyre  have  or  have  not  been  infringements 
55  of  the  Plaintiffs'  Patent.    The  constancy  with  which  these  questions  have  arisen 
for -decision  is  really  a  tribute  to  the  efficacy  of   Welch's  invention.    It  un- 
doubtedly met  a  great  public  want,  and  the  number  of  imitators  whidi  it  haa 
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called  iuto  existence  is  a  continuous  tribute  on  the  part  of  the  public  and  of  the 
inventors  to  the  merit  of  the  Welch  invention. 

One  method,  which  was  tried  very  early  in  order  to  get  out  of  the  invention,  and 
get  the  benefit  of  it  without  infringing  it,  was  one  which  was  called  the  GassweU. 
There,  instead  of  having  simply  an  endless  ring  at  each  side  of  the  tyre,  the  5 
Defendant  put  at  each  side  of  the  tyre  wire  forming  two  and  a  half  con- 
volutions. It  went  rouud  twice  and  a  half  times,  the  wire  being  in  contact 
with  itself,  and  finally  being  anchored  into  the  metal  rim.  That  was  done  at 
each  side  of  the  tyre.  It  was  then  said  ;  "  This  is  not  Welch's  Patent ;  we 
'*  have  not  here  one  endless  inextensible  ring ;  we  have  convolutions  of  wire  10 
"  which  may  play  upon  each  other  and  are  not  absolutely  inextensible."  It 
was  held  that  though  it  was  not  a  single  ring,  a^  in  Welch's  case,  and  though  it 
was  not  in  a  sense  one  continuous  ring,  still  those  convolutions  had  the  effect 
of  making  it  practically  inextensible,  and  it  being  practically  inextensible  it 
operated  exactly  in  the  same  way  and  fulfilled  the  same  functions  in  GasswelVs  15 
invention  as  the  Welch  wire  does  in  his.  That  was  an  early  instance  of  an 
attempt  to  substitute  something  that  produced  all  the  effects,  and  produced  them 
exactly  in  the  same  way  as  the  Welch  tyre,  without  infringing  it,  and  that 
attempt  failed. 

Then  there  was  another  which  came  before  my  brother   ROMBR*  in    the  20 
earlier  stages  of  the  history  of  this  invention,  and  that  was  first  of  all  a  hoop 
which  was  carried  round  and  overlapped  and  was  simply  then  passed  through 
the  metal  rim.     There  again,  although  that  was  not  a  single  wire  and  the  same 
arguments  were  advanced,  my  brother  ROMBR  held  that  that  was  simply  a 
colourable  imitation,   that  it  was    utilising    the  same  means  for  the  same  25 
purposes,  and  that,  although  the  ends  of  the  wire  were  not  joined  together, 
it  did  in  fact  constitute  an  inextensible  ring.     It  was  just  the  same  thing  as  if 
the  ends  had  been  tied  together,  inasmuch  as,  though  there  was  an  overlap,  they 
were  put  through  holes  in  the  rim,  which  had  just  exactly  the  same  effect  as  if 
tbey  had  been  one  single  inextensible  ring.     But  there  was  also  in  the  same  30 
case  another  decision  which  I  think  has  a  bearing  upon  this  discussion  before 
us.    Another  of  the  Defendants*  methods  was,  instead  of  making  their  wire 
overlap  at  each  end,  they  had  what  is  called  a  spring  wire,  and  that  was  an 
endless  wire  constituting  one  ring.     It  was  made  of  what  is  called  spring  wire. 
That  spring  wire  was  to  a  certain  extent  extensible,  but  to  a  very  small  extent,  35 
and  my  brother  ROMBB  held  that  when  in  position  the  degree  of  extensibility 
in  the  spring  wire  was  not  such  as  to  take  it  out  of  or  make  it  other  than  a 
mere  colourable  imitation  of  the  Welch  Patent. 

So  that,  taking  those  decisions  together,  we  have  it  that  where  you  get  a 
mechanical  equivalent  for  the  endless  ring,  where  you  introduce  such  friction  40 
that  the  ring,  although  it  overlaps,  is  inextensible,  and  where  you  get  a  certain 
amount  of  spring,  still,  if  you  get  what  is  practically,  for  the  purposes  for  which 
it  is  used,  an  inextensible  ring,  meeting  the  same  want  and  bearing  the  same 
strain  that  is  to  be  borne  by  the  Welch  combination,  then  you  have  an  infringe- 
ment. That  was  decided  a  great  many  years  ago  and  has  been  never  questioned  45 
BO  &r  as  I  know. 

Then  there  have  been  other  attempts,  one  of  which  was  successful,  and 
that  one  has  been  relied  upon  more  or  less  in  the  case  before  us.  That 
was  called  the  '^  Ixion  "  tyre.  There  what  was  done  was  this :  You  had  two 
flat  metal  strips,  instead  of  wires,  put  in  the  edges  of  the  tyre.  Those  were  50 
flat  and  of  some  considerable  width,  I  think  something  less  thah  a  quarter 
of  an  inch  in  width.  The  two  of  them  together  formed  the  bottom  of  the  tyre 
and  lay  in  the  metal  seat.  They  overlapped,  and  over  them  the  pneumatic  tube 
was  inflated  and  a  downward  pressure  was  brought  to  bear  upon  them,  upon 
inflation  of  the  tube.    It  was  held  that  they  did  not  fulfil  the  same  function  as  55 

*  Pfmimatio  Tyre  Company  ▼.  Wegt  London  Subber  and  Tyre  Company  (15  R.P.G.  129). 
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the  inextensible  rings  ia  Welch's  Patent,  and  that  they  were  not  in  tension, 
bnt  really  in  compression,  kept  in  their  place  by  the  pressure  of  the  pneumatic 
tube  upon  them,  and  that  though  they  gave  lateral  consistency  to  the  tyre 
cover,  they  did  not  fulfil  the  same  function  as  the  Welch  rings,  nor  were  they 
5  subjected  to  the  same  strain.    That  was  held  not  to  infringe. 

Then  we  come  to  another  step  in  this  process.  We  have  the  WapsJiare  tyre, 
which  is  the  mother  invention,  so  to  speak,  of  that  which  the  Defendants  now 
set  up.  That  Patent  was  an  earlier  stage  in  the  process  of  evolution,  which  has 
reached  its  climax  at  present  in  the  Defendants'  new  invention.     In  that  case  the 

10  Wapshare  tyre  was  held  not  to  be  an  infringement  of  the  Welch  invention  ;  and 
Mr.  Bousfield  relies  on  that  case.  He  says  that  that  case  was  well  decided,  and 
that  his  present  invention,  which  is  a  modification  of  the  Wapshare^  is  in  all 
substantial  points  the  same  as  the  Wapshare^  and  therefore  ought  under  the 
authority  of  that  decision  to  be  held  not  to  infringe.    The  Wapshare  was  a  tyre 

15  with  a  very  special  arrangement.  There  was  a  metal  hoop  on  each  side  of  the 
tyre  overlapping  some  six  inches,  and  the  overlapping  there  also  embraced 
certain  lashing  with,  I  believe,  mohair,  which  is  a  substance  that  is  supposed  to 
cause  very  little  friction.  It  was  there  contended  by  the  Plaintiffs,  the  Dunlop 
Pneumatic  Tyre  Ginnpany^  that  in  effect  this  wire  ring  overlapping  to  the 

20  extent  of  six  inches  and  fastened  in  the  way  it  was  fastened  in  that  case,  was 
again  a  colourable  imitation  of  the  Welch  ring,  and  was  practically  inextensible. 
However,  in  that  case,  Mr.  Bousfield  for  the  Wapshare  Company  succeeded  in 
convincing  Mr.  Justice  Buckley  that  it  was  not  an  infringement ;  that  in  point 
of  fact,  though   it  was  and  might  be  under  certain  conditions  in  the  same 

25  position  and  fulfilling  the  same  functions  as  the  Welch  tyre,  it  did  not  in  the 
Wapshare  combination  do  so,  and  Mr.  Justice  Buckley  arrived  at  the  conclusion 
that  its  position  there  was  the  result  of  certain  counterpoising  forces,  and  that 
it  was  not  called  upon  under  the  circumstances  to  bear  the  same  strain  or 
fulfil  the  same  function  as  the  ring  in  the  Welch  Patent  does.    Whether  that 

30  case  was  rightly  or  wrongly  decided,  I  do  not  think  it  is  the  case  that  we 
have  to  deal  with  here.  It  is  a  very  curious  fact  that  the  change  made— - 
the  difference  between  that  Wapshare  tyre  and  the  one  now  in  question — is  that 
steps  have  been  taken  to  increase  the  friction  and  to  make  the  overlapping  hoop 
overlap  considerably  more  than  the  old  one.    Instead  of  six  inches  that  we  had 

55  in  the  Wapshare  we  have  twenty  inches  of  overlap,  and  instead  of  a  mere 
adjustment  of  lashing  as  in  the  Wapshare  we  have  steps  taken  to  fix  as  rigidly 
as  possible  these  two  wires  to  each  other,  and  then  to  anchor  each  end  of  them 
by  the  stiffened  rubber  and  canvas  cover  of  the  pneumatic  tyre  itself. 

Now  what  is  the  object  of  the  additional  overlap,  and  what  is  the  object  of 

40  tying  these  ends,  as  the  Defendants  have  done,  and  furthermore  of  introducing 
a  twist  of  these  wires,  which  extends  over  the  twenty  inches  ?  They  are  twisted, 
the  overlap  is  extended  to  twenty  inches,  and  they  are  fastened  much  more 
securely  than  they  are  in  the  Wapshare  tyre,  which  came  off  victorious  before 
Mr.  Justice  Buckley,    Prima  fa^e  it  looks  to  me  more  as  if  this  were  a  fresh 

45  tribute  to  the  merits  of  the  Welch  tyre.  It  seems  to  me  that  it  is  an  attempt 
to  take  another  step  forward  in  the  direction  of  that  unstretchable  characteristic 
which  is  the  essential  of  the  Welch  ring ;  and  really  the  point  in  this  case 
is  whether  this  new  Wapshare  tyre  with  the  added  overlap  and  the  additional 
precautions  for  anchoring  it  and  fixing  it  in  its  position  does  not  in  effect  fulfil 

50  the  same  functions  as  the  Welch  ring,  and  is  not,  in  point  of  fact,  inextensible 
to  the  extent  which  that  word  means  and  conveys  in  the  connection  in  which 
it  is  used.  I  have  come  to  the  conclusion  that,  on  the  evidence  in  this  case,  it 
is  simply  a  Welch  tyre  under  another  name.  On  the  cases  I  have  referred  to  it 
is  abundantly  clear — and,  indeed,  it  does  not  require  those  cases — that  any 

55  means  that  are  adopted  for  making  the  hoop  inextensible  are  just  as  much 
within  WelcKs  Patent  as  if  the  parties  had  confined  themselves  to  the  endless 
wire  constituting  one  ring. 
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We  have  had  the  evidence  read  to  us,  and  we  have  had  experiments  explained 
to  us  which  seem  to  me  to  show  clearly  that  this  really  is  in  effect  a  Welch 
tyre  which  fulfils  the  same  functions,  is  subject  to  the  same  strains,  and 
meets  them  in  the  same  way,  as  the  Welch  tyre.  Mr.  Justice  Kekewichy  who 
decided  this  case,  was  of  opinion  that  it  was  quite  distinguishable  from  the  5 
Wapshare  case  by  reason  of  the  differences,  some  of  which  I  have  named,  and 
up  to  that  stage  in  the  case  his  opinion  was  against  Mr.  Bousfield  in  this  matter. 
However,  there  was  one  experiment  which  altered  his  opinion,  and  upon  which 
alone  he  decided  this  case,  and  that  was  the  one  in  which  the  wire  was  cut  in  the 
Clifton  tyre,  and  one  of  thp  experts  called  by  Mr.  Boxisfield  rode  the  bicycle  with  10 
the  wire  cut  safely  from  Wimbledon  to  London.  The  learned  Judge  in  view 
of  that  fact  came  to  this  conclusion  :  the  essence  of  the  Welch  tyre  is  that  the 
ring  is  inextensible  ;  in  this  particular  case  the  ring  has  been  cut,  and  therefore 
is  not  inextensible,  and  it  has  been  ridden  in  safety  from  Wimbledon  to 
London,  and  therefore  that  shows  that  inextensibility  is  not  an  essential  feature  15 
of  the  Clifton  tyre.  That  would  certainly  be  a  very  strong,  not  to  say  a 
conclusive  experiment,  if  it  were  established  that  the  Clifton  tyre  with  the  wire 
cut  is  the  Clifton  tyre  with  which  we  have  to  deal.  If  that  were  shown  to  be  a 
marketable  article  of  practical  use  by  the  public  no  doubt  that  would  go  a  very 
long  way.  But  is  that  so  ?  Does  the  evidence  support  any  such  conclusion  ?  20 
Mr.  Bousfield  himself  could  not  contend  that,  as  a  tyre  of  commerce  to  be  used 
in  smooth  and  rough  weather,  and  under  all  conditions,  it  could  be  marketable 
at  all,  if  it  were  sold,  or  attempted  to  be  sold,  with  the  wires  cut,  although  for  a 
certain  time,  and  used  carefully  by  a  skilled  rider,  this  particular  tyre,  being 
made  much  stronger  in  itself,  quite  apart  from  the  wires,  and  having  the  wires  25 
although  cut  still  inside  fulfilling  the  functions,  it  might  be  possible  that 
the  tyre  might  work.  But  that  is  not  the  test.  The  test  here  is  whether  it 
would  stand  the  workaday  use  under  all  the  conditions  that  the  tyres  with 
the  wires  uncut  are  expected  to  perform,  and  for  which  it  is  necessary  that 
the  wires  should  be  there  uncut.  One  experiment  of  riding  some  seven  or  30 
eight  miles  with  a  new  tyre,  with  nothing  done  to  it  except  the  wire  cut,  being 
successful  seems  to  me  to  form  no  grounds  for  an  inference  that  it  would  be 
capable  of  standing  the  ordinary  usage  which  a  bicycle  tyre  would  be  expected 
to  stand.  If  that  be  so,  that  experiment  certainly  does  not  conclude  the  case. 
The  ground  on  which  Mr.  Justice  Kekewich  has  decided  the  case,  therefore  is  35 
not,  in  my  judgment,  applicable. 

When  you  come  to  look  at  the  other  experiments  that  took  place  in  this  case, 
it  seems  to  me  clear  to  demonstration  that  this  wire  does  fulfil  and  was  intended 
to  fulfil  the  very  function  that  the  Welch  ring  fulfilled.  You  have  this  case, 
you  have  the  tyre  with  the  tape  in  the  rim,  which  holds  the  wire,  cut  and  you  40 
have  the  tyre  blown  up  and  left  for  three  nights  blown  up  on  the  rim, 
and  after  that  you  have  the  wire  cut,  with  the  result  that  the  tyre  blows  off. 
What  does  that  show  ?  It  shows  that  the  tyre,  after  the  tape  had  been  cut,  was 
held  in  its  place  by  the  wire,  the  wire  operating  in  exactly  the  same  way  as 
the  Welch  wire  operates,  that  is,  resisting  the  radial  pull  from  the  inflated  tyre.  45 
But  then  another  experiment  was  made ;  a  tyre  was  blown  up  and  a  little 
window  was  cut  in  the  iron  rim,  and  the  most  careful  observations  were  made, 
and  it  was  found  that  no  measurable  change  in  the  relation  of  the  overlapping 
wires  to  each  other  was  shown ;  in  other  words,  they  had  not  moved  to  any 
appreciable  extent.  Then  the  wire  was  cut  and  at  once  they  moved  apart  more  50 
than  yV  inch.  What  did  that  show  ?  That  showed  that  that  wire  was  at  that 
time  fulfilling  the  very  function  of  Welch's  ring — that  is  to  say  it  was  in 
tension,  and  it  was  meeting  the  strain  brought  to  bear  upon  it  by  the  outward 
radial  force  of  the  blown  up  tube  inside.  If  you  get  this  wire,  as  I  have  said, 
in  that  experiment  practically  inextensible,  with  no  visible  movement  when  55 
the  full  strain  of  blowing  it  up  was  put  on,  and  in  a  state  of  tension,  as  it  was 
there,  it  shows  to  me  that  it  was  actually  fulfilling  the  very  purposes  for  which 
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the  Welch  ring  exists.  But  it  was  said  by  Mr.  Kerly,  who  in  a  few  words, 
sammarised  all  the  strength  of  the  Respondents'  ai^ument  in  this  case  :  "  That 
*'  is  not  really  a  fair  experiment ;  the  function  of  the  wire  is  not  to  be  judged 
**  by  first  destroying  the  rubber  tyre  itself — the  outer  case.  The  point  of  our 
5  "  tyre  is  this,  that  we  make  the  outer  cover  so  strong  that  we  do  not  fall  back 
"  upon  the  Welch  wire,  or  the  wire  that  we  have  there  for  the  purpose  of 
"  standing  the  strain  which  the  cover  itself  is  strong  enough  to  take  :  and  you 
"  you  must  not  first  of  all  weaken  the  cover  and  then  see  whether  the  wire 
"  comes  into  play ;  because  the  point  of  our  arrangement  is  that  we  do  not 

10  "  rely  upon  the  wire  for  that,  we  rely  upon  it  for  other  functions,  and  we  rely 
*'  upon  our  cover  itself  for  giving  the  necessary  support."  Even  if  that  were 
true  in  fact,  I  do  not  think  that  would  be  an  answer ;  because  at  best  for 
Mr.  Kerly  the  wire  lies  there  in  reserve  ;  it  lies  there  to  meet,  capable  of 
meeting  and  actually  meeting,  the  strains  that  come  upon  it,  if  there  is  any 

15  failure  whatever  in  the  cover  itself  which  according  to  his  argument,  is  designed 
to  bear  the  strain  in  the  first  instance.  But  it  does  not  follow  that  it  is  not 
WelcKs  invention,  because  it  does  not  always  and  at  all  times  fulfil  the 
function  which  Welches  ring  does  fulfil.  If  it  is  put  there  to  fulfil  it  on  an 
emergency  and  it  does  fulfil  it  on  an  emergency,  it  is  none  the  less  an  infringe- 

20  ment  of  Welch's  Patent,  because  it  does  not  fulfil  it  all  the  time.  It  seems  to 
me  in  point  of  fact  the  case  breaks  down  there  also  ;  because  as  Mr.  Moulton 
pointed  out,  that  argument  rested  on  this  view,  that  the  outer  case  was  thicker 
and  more  inelastic,  so  that  the  cover  was  in  itself  absolutely  inelastic  and  did 
not  stretch  at  all ;  but  it  was  proved,  I  think,  conclusively  by  the  experiments, 

25  some  of  which  Mr.  Moulton  referred  to,  that  it  is  not  the  case  with  this  tyre, 
that  it  does  expand,  and  if  it  were  used  without  wires,  as  it  can  be  for  a  bit 
used  without  wires,  very  soon  under  the  action  of  wet  and  dirt  and  wear  and 
so  on  it  would  stretch  and  would  be  much  too  large  to  stay  on  the  original  rim, 
which  was  quite  sufficiently  large  to  keep  it  on  when  it  had  wires  in  it ;  and 

30  that  if  you  are  going  to  keep  it  on  without  wires,  even  if  you  take  it  off  when 
it  is  quite  new,  you  cannot  get  it  to  stay  on  the  old  rim,  but  you  have  to  put  it 
on  a  larger  rim.  That  means  that  on  the  rim  on  which  it  is  put,  that  tyre,  in 
the  state  of  elasticity  in  which  it  is,  must  rely  upon  the  wire  in  the  rim  to  fulfil 
for  it  the  same  functions  that  the  Welch  wire  fulfils  in  the  Welch  tyre. 

35  It  seems  to  me  therefore,  as  a  question  of  fact,  that  this  case,  which  has  taken 
a  long  time  to  discuss  and  has  travelled  into  a  great  many  details,  really  comes 
down  to  a  very  short  point  in  the  end — Aye  or  no  :  is  this  wire  of  the  Clifton 
tyre  inextensible  in  the  sense  in  which  the  Welch  wire  is  inextensible  ?  The 
inextensibility  is  not  brought  about  exactly  by  the  same  means,  because  the  wire 

40  overlaps,  but  it  is  twisted  and  it  has  a  long  overlap  and  it  is  also  anchored  in 
the  way  I  have  described,  and  it  seems  to  me  that  it  is  just  as  much  an  inexten- 
sible wire  for  these  reasons  as  Welchy  and,  being  an  inextensible  wire,  it  is  put 
there  to  meet,  and  does  meet,  exactly  the  same  strain  as  WelcVs  ring  meets. 
For  these  reasons  1  think  it  is  an  infringement  of  the  Plaintiff's  Patent,  and 

45  that  this  appeal  must  be  allowed. 

ROMER,  L.J. — I  have  come  to  the  same  conclusion.  It  very  frequently 
happens  in  these  Patent  cases  that  there  is  a  tendency  to  confusion,  and  to  the 
simple  issues,  on  which  the  case  really  falls  to  be  decided,  being  forgotten  by 
reason  of  an  over-elaboration  of  argument  and  ingenuity  on  the  part  of  Counsel 
50  and  a  superabundance  of  wealth  of  suggestion  on  the  part  of  expert  witnesses. 
Nor  can  I  say  that  in  this  case  those  elements  do  not  occur. 

I  shall  endeavour  in  my  judgment  to  state  very  plainly  on  what  I  base  it,  and 
I  shall  certainly  not,  in  stating  the  conclusions  of  fact  I  come  to,  think  it 
necessary  to  go  through  the  evidence  at  large,  or  to  detail  the  experiments  on 
55  one  side  or  the  other.  I  quite  agree  that  there  is  no  one  piece  of  evidence  that 
cannot,  standing  by  itself,  be  explained  away,  on  whatever  side  that  piece  of 
evidence  w?is  giyen,    J  silso  agree  that  no  single  experin\ent,  standing  by  itself, 
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cannot  also  be  explained  away,  and  that  no  single  experiment  by  itself  can  for 
a  moment  be  considered  as  conclnsive.  Bnt  I  regard  the  evidence  and  the  experi- 
ments as  a  whole,  and  I  am  stating  the  conclusion  I  come  to  on  qnestions  of 
fact  upon  the  evidence  as  a  whole,  and  that  is  in  my  opinion  the  ri^t  way  to 
deal  with  this  question.  As  I  have  said,  I  think  you  ought  in  these  cases  to  5 
try  and  get  away  from  unnecessary  detail  and  take  the  broad  view  of  the  main 
facts  of  the  case  and  see  in  which  way  they  tend.  I  intend  to  do  that  as  far  as 
I  can.  I  shall  say  nothing  about  Welch's  Patent ;  it  is  perfectly  well  known. 
It  has  been  so  often  before  the  Courts  that  it  would  be  pure  waste  of  time  now 
for  me  to  attempt  again  to  say  what  the  essence  of  that  Patent  is.  We  are  all  10 
perfectly  well  aware  of  it.  I  will  proceed  at  once  to  what  the  Defendants  are 
doing. 

Now  let  me  point  out  in  the  first  place  that  the  Defendants'  tyre  as  sent  out 
has  a  wire  in  the  edge  which  is  practically  continuous.  It  in  form  makes  a 
complete  hoop.^  The  ends  of  the  wire  are  fastened  together  by  string,  bnt  15 
tightly  fastened  together,  and  they  are  so  bent  and  overlapping,  especially 
having  regard  to  where  they  are  placed,  that  they  cause  great  friction.  There 
is  no  dispute  as  to  the  friction  being  very  great.  It  is  sufficient  to  take  Mr. 
Hopkinson's  answer  to  Question  822.  You,  to  my  mind,  then  find  here  a 
complete  circular  wire  in  the  edge  of  the  tyre,  exactly  as  you  do  in  Welch's,  20 
How  far  it  is  inextensible  is,  I  agree,  a  question  of  fact.  The  conclusion  I  come 
to  is  that,  taking  the  tying  and  the  friction,  and  the  circumstances  in  which  the 
wires  are  placed  tofirether,  the  wires  are  practically  inextensible,  wholly  apart 
from  the  question  of  their  attachment  to  the  cover.  Of  course  they  are  not 
absolutely  inextensible — no  wire  I  may  mention  is — I  agree  that  they  have  25 
a  certain  amount  of  extensibility  or  elasticity,  if  I  may  so  describe  it,  but  they 
are  sufficiently  inelastic  or  inextensible  to  my  mind  to  get  the  benefit  of 
Welch's  invention.  It  was  pointed  out  by  Welch  in  his  Complete  Specification 
that  all  that  is  required  is  to  have  wires  or  cores  sufficiently  inelastic  to  answer 
his  purpose,  and  there  is  no  reason  why  that  should  be  cut  down.  To  my  30 
mind,  wholly  apart  from  the  attachment  of  these  wires  to  the  cover,  they  are 
sufficiently  inextensible  to  answer  WelclCs  purpose,  and  they  come  therefore 
within  WelcKs  invention. 

Let  me  state  very  shortly  now  the  two  points  urged  against  that  view ;  I  am 
only  going  to  deal  with  the  main  points.  First,  it  is  said  that  the  inextensibility  35 
of  these  wires  is  not  obtained  by  the  tying  or  the  friction  or  anything  of  that 
sort ;  it  is  not  a  physical  inextensibility,  but  it  is  an  inextensibility  acquired  really 
by  their  being  anchored,  if  I  may  use  the  expression,  to  the  cover.    Why  they 
say  that  is  to  bring  themselves  within  what  is  called  the  "  Wapshare  case," 
where  Mr.  Justice  Buckley  decided,  on  a  different  tyre,  that  it  did  not  fall  40 
within   Welch's  invention.    He  put  it  very  shortly  in  this  way.     In  that  case, 
where  the  wires  were  attached  to  the  cover  of  the  alleged  infringing  tyre,  he 
came  to  the  conclusion  that  the  inextensibility,  if  I  may  use  the  phrase,  was 
not  due  in  any  way  to  the  physical  inextensibility  of  the  wires,  but  to  another 
process  which  he  describes.     He  says  :  "  I  have  arrived  at  the  conclusion  that  45 
"  the  Defendants'  tyre  is  no  infringement  of  Welch's  Patent  for  reasons  which  I 
"  may  shortly  state  thus  :  first,  that  the  Defendants'  tyre  is  held  on  not  by  the 
"  brute  resistance  of  an  inelastic  core  on  either  side  of  the  convexity,  but  by  the 
"  resilient  play  of  counteracting  pneumatic  forces  ;  and,  secondly,  even  if  the 
"  hoop  of  wire  is  inelastic  in  use,  the  inextensibility  resides  not  in  the  edge  but  50 
"  in  the  tyre  as  a  whole  including  the  tread,  which  lies  not  on  either  side  of,  but 
"  above  the  convexity."     I  am  reading  from  17  Reports  of  Patent  Cases  at  the 
bottom  of  page  451.    It  is  not  for  me  to  say  (for  it  is  not  before  us)  whether 
that  decision  in  that  case  was  right  or  wrong.     Had  the  present  tyre  been 
exactly  similar  we  should  no  doubt  have  had  to  consider  that  point,  but  we  have  55 
not  to  consider  it,  and  I  express  no  opinion  upon  that  case  at  all.  I  do  not  wish 
to  be  supposed^  however,  to  cast  any  unnecessary  doubt  upon  the  decision  in 
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that  particnlar  case  having  been  accnrate.      At  the    same    time    should    a 

similar    case    come    before    this    Court,    I    should,    speaking   for    myself, 

desire  to  keep    an    open   mind    upon    the    question    that  was    involved  in 

that  case. 

5       Now  see  how  the  Respondents  to  this  Appeal  want  to  deal  with  the  Wapshare 

case.    They  depart  from  that  tyre  in  several  important  respects.    I  need  not 

refer  to  them  in  detail.    They  are  given  in  the  expert  evidence.    They  are 

important  respects,  and  those  respects  tend  substantially  to  bring  their  tyre 

way  from  the  Wapshare  case,  and  towards  Welches  tyre.    Then  they  say  that 

10  the  Court  here  must  assume  that  the  Wapshare  case  was  rightly  decided  from 

the  point  of  view  of  infringement.    Can  it  be  that  each  of  these  differences 

(and  then  they  deal  with  these  differences  one  by  one)  separates  this  from  the 

Wapshare  case  ?    To  my  mind  that  is  a  very  improper  method  of  dealing  with 

the  case  before  us.    I  must  deal  with  the  tyre  that  we  have  before  us  as  a 

15  whole,  but  I  will  say  that,  when  I  look  at  what  the  Respondents  have  done 

in  their  tyre,  the  way  in  which  they  have  departed  from  the  Wapshare  case  and 

approximated  to  the  Welchy  it  is  borne  in  up6n  me,  merely  judging  from  what 

they  have  done,  that  it  looks  as  if  they  desired  to  get  the  benefit  of  WelcVs 

invention  under  the  guise  of  a  Wapshare  tyre.    The  evidence  in  the  case 

20  before  us  satisfies  me  that  the  Clifton  tyre,  that  we  have  to  deal  with  here, 

is  not  like  the  Wapshare  tyre,  but  is  a  tyre  which  is  using  an  inextensible 

wire  in  the  edge  for  the  very  purpose  for  which  the  wires  are  required  in 

Welch's  invention.     I  need  not  refer,  and  I  will  not  refer,  as  I  have  already 

said,  to  the  evidence  in  detail,  but  I  may  refer  in  particular  perhaps  to  the  two 

25  experiments  which  are  referred  to  in  Mr.  Baisley's  evidence  coupled  with  the 

obvious  fact  which  was  admitted  on  all  hands,  that  when  you  find  in  the 

Clifton  tyre  the  wire  in  use  and  you  cut  it,  it  pai'ts  with  a  bang  showing  the 

extreme  tension  that  it  is  under  when  it  is  in  use.    I  do  not  say  that  that  is 

conclusive  of  itself,  but  it  is  one  of  the  many  things  that  I  have  to  take  into 

30  consideration.    So  far,  then,  with  regard  to  the  case  that  the  Respondents  seek  to 

make  out,  that  the  wire  in  this  case  is  made  inextensible  simply  by  reason  of  it 

being  attached  to  the  cover  of  the  tyre,  the  experiments  have  satisfied  me,  taking 

them  together,  that  that  is  not  so,  but  that  this  wire  is  made  inextensible,  and  is 

being  used  as  an  inextensible  wire,  and  is  not  the  less  rendered  so  by  reason  of 

35  what  appears  to  me  the  comparatively  unimportant  attachment  of  the  ends  to 

the  cover  of  the  tyre. 

Now  what  is  the  next  point  taken  on  behalf  of  the  Respondents  ?  It  is  this. 
Practically  they  say  that  by  reason  of  the  tape  that  they  have  in  their  edge,  the 
nature  of  their  edge  generally,  and  the  way  in  which  in  their  tyre  it  is  tucked 
40  under  the  rim,  the  wire  is  not  called  upon  to  perform  the  services  of  WelcK^s 
wire.  They  say  it  is  only  really  wanted  for  the  purpose  of  what  they  call 
local  stiffening.  On  the  evidence  I  do  not  come  to  that  corfclusion.  I  may 
point  out  that  so  long  as  you  have  Welch's  inextensible  wire  in  Welch's  place 
as  a  complete  hoop,  which  this  is,  you  cannot  get  out  of  infringing  Welch's  tyre 
45  by  saying  :  **  Oh,  we  may  not  have  to  use  it,  and  we  put  other  additions  to  it 
"  which  will  prevent  it  being  called  upon  except  in  extreme  cases."  I  have  no 
doubt  that  the  particular  edge  of  the  Clifton  tyre,  and  the  way  it  is  used  in  the 
rim,  does  give  a  very  considerable  holding  to  the  tyre,  but  I  have  also  no  doubt 
that  as  a  commercial  article  when  you  have  to  deal  with  the  tyre  in  the 
50  long  run,  subject  to  wet,  subject  to  rough  riding,  subject  to  user  you  cannot 
have  in  the  Clifton  tyre  a  commercial  article  simply  relying  upon  the  edge, 
even  if  you  put  that  wire  in  it,  if  that  wire  is  cut,  but  to  make  it  a  commercial 
article  you  mast  sell  this  tyre  with  the  uncut  wire  in,  and  though  I  have  no 
doubt  that  you  can  to  a  certain  extent  use  the  Defendants'  tyre  without  having 
55  to  rely  upon  the  wire,  still  you  cannot  do  without  it,  and,  when  you  want  to 
rely  upon  it,  you  have  to  rely  upon  it  for  Welch's  purpose.  It  must  be  there 
in  the  tyre  as  a  commercial  article. 
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I  have  now  dealt  with  the  only  two  real  objections  taken  to  the  Appellants* 
case.    I  will  only  add  this  :  Mr.  Justice  Kekewichy  as  I  gather,  really  was  in 
favour  of  the  Appellants.    If  he  will  excuse  my  saying  so,  I  think  he  was  unduly 
impressed  by,  and  gave  too  much  importance  to,  one  experiment,  namely, 
the  riding  on  the   Defendants'  tyre   by  Mr.  Hopkinson  with  the  wire  cut.  5 
Now,  all   persons  who   are   practically  acquainted  with  cycle  riding  know 
that  if  you  once  get  a  tyre  that  holds  on  fairly  well  without  a  wire,  and 
you  only  want  the  wire  used  in  exceptional  cases — when  I  say  exceptional 
cases  I  mean  cases  such  as  I  have  said  of  rough  riding  or  riding  in  the  long 
run — it  is  so  easy  for  a  good  rider,  riding  with  great  care,  to  ride  a  considerable  IQ 
distance  with  a  tyre  which  will  not  be  marketable  in  the  long  run,  which  cannot 
be  used  in  the  long  run  without  a  wire  in  it.    Careful  riding  will  enable  a  man 
to  do  much.    But  in  the  present  case  there  was  ample  evidence  from  the 
experts,  who  have  pointed  out  that  in  this  particular  tyre,  having  regard  to  the 
nature  of  the  edge,  and  the  way  it  was  held  on,  it  was  particularly  a  tyre  15 
on  which  you  could  with  care,  and  as  an  experiment,  ride  without  fear  of 
disaster ;  but,  as  it  was  pointed  out,  that  will  not  work  commercially,  that 
will  not  do  in  the  long  run.     Mr.  Justice  Kekewich  gave,  I  think  I  may  say 
almost    admittedly  on    the    part   of   the   Respondents    in  this    case,  undue 
weight  to  that   single   experiment,  forgetting  the  expert  evidence  that  he  20 
had  had,  and  forgetting  what  I  think  any  person  with  practical  knowledge 
about  riding  would  say  about  such  an  experiment.    I  am  only  speaking  of  wl^t 
I  think  must  be  known  generally  to  all  persons  dealing  with  the  subject. 
But  Mr.  Justice  Kekewich  made  an  additional  mistake,  which  I  think  turned 
him.    He  would  not  have  been  so  impressed,  it  appears  to  me,  about  this  experi-  25 
ment  of  Mr.  Hopkinson  if  he  had  paid  attention  to  the  cross-examination  of 
Mr.  Hopkinson.    In  the  judgment  of  Mr.  Justice  Kekewich  he  says  this  :  "  Mr. 
"  Moulton  has  gone  so  far  as  to  say  that  a  Welch  tyre  will  do  the  same  ;  that  it 
"  would  be  possible  to  ride  a  bicycle  with  a  Welch  tyre  of  which  the  wire  had 
"  been  cut — that  *  is  to  say,  not  if  they  were  made,  as  they  are  made,  but  if  30 
"  they    were    made    somewhat    differently,    I    am    sorry    I    cannot    accept 
'*  that    from    Mr.    Moulton    as    Counsel.      If    he    had    stated    it  •  as    evi- 
^'  dence    he    would   ihave   been    liable   to  cross-examination,  and  we  might 
'*  have  had  an  interesting  discussion  upon  that.''    The  fact  is  that  it  was  not 
Mr.  Moulton  volunteering  his  evidence  at  all.    He  was  speaking  of  the  result  35 
of  his  own  cross-examination,  and  the  learned  Judge  had  forgotten,  if  he  wrill 
excuse  me  saying  so,  the  very  significant  cross-examination  of  Mr.  Hopkinson^ 
the  rider.    Mr.  Hopkinson  was  asked  :  **  You  say  you  rode  upon  that  wheal 
**  with  the  wire  cut? — Yes.    (Q.)  Where  was  it  cut?— I  am  not  quite  sure. 
^'  I  did  not  examine  it.    I  took  it  as  it  was  given  to  me.    I  was  told  it  was  cut.  40 
"  (Q.)  Suppose  you  had  that  same  tyre  with  the  continuous  ring  of  wire  of  the 
"  same  thickness  as   that  other  wire,  that  would  be  a    Welch  tyre  ? — Yes. 
(Q).    "  Now,  suppose  you  cut  that,  would  not  that  behave  in  precisely  the 
"  same  manner    as  the  tyre  on  which  you  rode  ?  "     Then  the  answer   is  : 
"  I  should  say  it  depended  on  the  material.    I  beg  your  pardon.    You  are  45 
"  putting  it  that  I  have  got    a    Welch    tyre.      Yes,  it  would  with  the  wire 
"  cut.     (Q.)    With   the  wire  cut  in    that  tyre  it  would  behave  exactly  the 
"  same  as  this  one  ? — Yes."    Therefore  Mr.  Justice  Kekewich^  I  cannot  help 
thinking,  made  a  mistake  about   the  evidence  ;    he  disregarded  the  cross- 
examination  ;  he  disregarded  the  expert  evidence  as  to  what  could  be  done  50 
with  a  tyre  of  this  kind  merely  by  way  of  experiment,  and  apart  from  treating 
the  tyre  as  a  commercial  matter.    The  sole  error  into  which  it  appears  to  me 
Mr.  Justice  Kekewich  has  fallen  in  this  case  is  in  allowing  his  own  judgment, 
which  I  gather  was  in  favour  of  the  Appellants,  to  be  unduly  turned  by  reason 
of  this  single  experiment,  which,  if  he  will  excuse  my  saying  so,  I  think  he  55 
had  not  properly  understood,  having  regard  to  the  evidence  as  a  whole.    So 
that  it  is  only  on  that  one  point,  it  appears  to  me,  that  he  has  noti  qon^e  to  ^ 
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right  conclnsion.    He  has  only  come  to  a  conclusion  by  nndaly  allowing  that 

single  experiment  to  bias  the  judgment  that  he  had  otherwise  formed  in  favour 

of  the  Appellants.    I  think  in  that  he  is  in  error,  and  I  am  sorry  it  has  led  to 

>  hifl  judgment  having  been  for  the  Defendants,  instead  of  its  having  been,  as  it 

5  otherwise  would  have  been,  for  the  PlaintiflEs. 

On  the  whole,  I  think  that  the  appeal  ought  to  succeed,  and  that  there  ought 
to  be  the  usual  relief  given  to  a  Patentee  who  succeeds  in  an  action  like  this. 

Oozbns-Hardy,  Z/.J. — I  agree,  and  for  the  same  reasons.    I  do  not  wish  to 
add  anything. 
10       Boiisfield,  E.O.,  asked  that  there  should  be  only  a  limited  injunction  on  the 
ground  that  if  a  general  injunction  was  awarded  the  question  of  the  rivet  tyre 
(mentioned  ante,  p.  396)  might  be  raised  on  a  motion  to  commit  for  breach 
of  such  injunction. 
Moulton,  K.O.,  asked  for  a  general  injunction,  but  stated,  in  answer  to  the 
15  Oourt,  that  the  Plaintiffs  were  willing  to  undertake  not  to  raise  the  question  of 
the  rivet  tyre  on  a  motion  to  commit. 

The  Order  of  the  Oourt  of  Appeal  as  finally  settled  was  as  follows : — 
'^  This  Oourt  doth  order  that  the  said  appeal  be  allowed,  and  that  the  said 
''  judgment,  dated  the  13th  of  June  1902,  be  discharged.    And  the  Plaintiffs 

20  ^'  by  their  Oounsel  undertaking  to  raise  the  question  of  the  rivet  tyre  in  the 
"  pending  action  and  not  by  motion  to  commit,  this  Court  doth  order  that  the 
"  Defendants,  the  Clifton  Rubber  Company,  Ld.,  their  directors,  servants,  and 
^  agents  be  restrained  during  the  continuance  of  Letters  Patent  No.  14,563  of 
"  A.D.  1890  in  the  writ  mentioned  and  any  extension  thereof  from  infringing 

25  <*  the  said  Letters  Patent  of  which  the  Plaintiffs  are  the  owners.  And  it  is 
''  ordered,  that  an  inquiry  be  made  what  damages  have  been  sustained  by  the 
"  Plaintiffs  by  reason  of  the  infringement  ofc  the  said  Letters  Patent  by  the 
"  Defendants,  the  Clifton  Rubber  Company,  Ld,  And  it  is  ordered,  that  the 
"  Defendants,  the  Clifton  Rubber  Company,  Ld.,  do  within  four  days  after  the 

130  '*  service  of  this  judgment  make  a  free  and  full  and  sufficient  affidavit  (to  bo- 
*'  made  by  their  secretary  or  other  proper  officer)  stating  what  tyres  and  parts 
"  of  tyres  are  in  their  possession,  custody,  or  power,  made  in  infringement  of 
g  I  <*  the  said  I^etters  Patent.    And  it  is  ordered,  that  the  Defendants,  the  Clifton 

I  "  Rubber  Company,  Ld„  do  within  four  days  after  the  filing  of  the  said 

35  "  affidavit  deliver  up  to  the  Plaintiffs,  the  Dunlop  Pneumatic  Tyre,  Ld.,  and 
"  the  Pneumatic  Tyre  Company,  Ld.y  the  tyres  and  parts  of  tyres  that  shall  by 
^  such  affidavit  appear  to  be  in  their  possession,  custody,  or  power.  And  it  is 
"  ordered,  that  the  Defendants,  the  Clifton  Rubber  Company,  Ld.,  do  pay  to 
"  the  Plaintiffs,  the  Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  the  Pneumatic 
40  "  l)/re  Company,  Ld.,  theii*  costs  of  these  actions,  including  their  costs  of  the 
^'  said  judgment,  dated  the  13th  of  June  1902,  and  of  and  occasioned  by  this 
^*  appeal,  such  costs  to  be  taxed  by  the  Taxing  Master  as  between  solicitor  and 
**  client,  and  this  Oourt  doth  reserve  the  costs  of  the  said  inquiry.  And  this 
"  Court  certifies,  pursuant  to  the  29ch  section  of  the  Patents,  Designs,  and  Trade 
45  ^  Marks  Act,  1883,  that  the  Plaintiffs  have  proved  the  Particulars  of  Breaches 
*'  delivered  by  them  ;  and  any  of  the  parties  are  to  be  at  liberty  to  apply  as  to 
*<  payment  of  what  shall  be  certified  to  be  due  upon  taking  the  said  inquiry  and 
^'  as  to  the  costs  thereof,  and  otherwise  generally  as  they  may  be  advised,** 
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Beynolds  v.  Herbert  Smith  A  Co.^  Ld. 

In  the  Court  of  Appeal. 

Before  Lords  Justicbs  Vaughan  Williams,  Romer,  and  Cozbns-Hardt. 

April  27th,  1903. 

Reynolds  v.  Herbert  Smith  &  Go.,  Ld. 

Patent. — Action  for  infringement. — Subfect-matter. -^Novelty. — Patent  held   5 
invalid. — Appeal  dismissed. 

A  Patent  was  granted  to  B.  for  improvements  in  means  for  repairing 
pneumatic  tyres,  consisting  of  using  a  strip  of  canvas  with  a  piece  of  india- 
rubber  attached  thereto,  adapted  to  be  fixed  round  the  outside  of  a  damaged 
pneumatic  tyre,  and  to  have  its  ends  gripped  between  the  outer  cover  and  the  \q 
rim.  An  action  having  been  brov^ght  for  infringement  'of  this  Patent,  the 
Defendant,  in  addition  to  denying  infringement,  alleged  unmt  of  novelty  and 
want  of  subject-matter.  At  the  trial  it  was  held  that  the  Patentee  had  not 
suggested  anything  new  in  the  particular  article  which  he  had  patented,  and 
failed  on  subjects-matter  and  on  novelty,  TJie  action  was  dismissed  with  costs.  15 
The  Plaintiff  appealed. 

The  appeal  was  dismissed  unth  costs. 

In  1900  Letters  Patent  (No.  9418  of  1900)  were  ^?ranted  to  Arthur  George 
Reynold'i  for  "  Improvemente  in  means  for  repairing  pneumatic  tyres." 

The  Complete  Specification  was  as  follows  :— "  It  is  well  known  by  riders  of  go 
'*  cycles,  motor  cars  and  other  yehicles,  that  it  is  very  difficult  to  repair  the 
**  covers  of  pneamatic  tyres  when  they  have  received  a  large  gash  or  when  the 
*«  canvas  lining  has  burst.    Unless  the  solution  is  allowed  to  dry  thoroaghly,  a 
"  lump  or  projection  forms  on  the  tyre  when  the  same  is  inflated. 

'*  I  will  describe  my  invention  by  the  aid  of  the  accompanying  drawings,  in  25 
**  which  : — Fig  1  is  a  plan  and  Fig.  2  is  a  section  of  one  form  of  canvas  strip 
'^  suitable  for  repairing  the  outer  covers  of  pneumatic  tyres.    Fig.  3  is  an  under- 
**  side  view  and  Fig.  4  is  a  section  of  another  form  of  strip.    Fig.  5  is  a  section 
^*  of  a  wheel-rim,   an   outer  cover,   and  one  of   the   repairing  strips  in  use. 
'*  According  to  my  invention,  as  shown  in  Figs.  1  and  2,  I  cut  a  strip  of  canvas  39 
^'  or  other  suitable  material  a  sufficiently  long  to  pass  round  the  tyre  b  and  to 
^'  pass  between  the  wires  or  thickened  edges  b^  and  the  rim  c.    In  some  cases 
**  the  strip  is  only  sufficiently  long  to  pass  round  the  tyre  and  between  the  outer 
"  cover  b  and  the  edge  c^  of  the  rim  c,  as  I  find  that  the  india-rubber  of  the 
*'  outer  cover  b  pressing  against  the  edge  c^  of  the  rim  will  hold  it  firmly.    This  35 
**  strip  of  canvas  a  may  be  of  any  suitable  width.    To  the  centre  of  this  strip  a 
*<  of  canvae  or  other  material  I  attach^  as  shown  in  Figs.  1  and  2,  a  strip  of 
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**  sheet  nibber  a^  by  solution  or  in  any  suitable  manner,  which  forms  the 
"  tread  of  the  tyre  when  this  latter  is  inflated  and  protects  the  canvas  or  other 
**  material  a  from  wear,  but  if  desired  the  canvas  a  may  be  entirely  covered 
^*  with  rubber  a\  as  shown  in  Figs.  3  and  4.  In  this  form  of  repairing  strip  it 
5  ^*  will  be  noticed  that  the  india-rubber  a^  is  slightly  larger  than  the  canvas  a, 
^^  which  enables  tho  repairing  strip  to  be  affixed  by  solution  more  securely  to 
"  the  outer  cover  of  a  tyre  to  prevent  creeping  and  when  it  is  intended  to  leietve 
"  it  permanently  in  position.  However  this  form  of  strip  may  be  used  without 
*^  solution  and  thus  be  readily  detachable  as  in  the  form  of  strip  shown  in 
10  **  Figs.  1  and  2.  In  Figs.  3  and  4  the  india-rubber  is  shown  with  a  thickened 
**  portion  a^  in  the  centre  thereof  to  form  the  tread  or  running  surface,  but  in 
««  some  cases  the  india-rubber  may  be  of  uniform  thickness  throughout. 


ric.5. 


"  Having  repaired  the  inner  tube,  the  outer  cover  b  is  placed  in  position  and 
"  a  strip  a,  as  hereinbefore  described,  is  placed  round  the  outer  cover  at  that 

15  "  part  having  the  gash  or  burst  b^ ;  the  ends  of  the  strip  are  placed  between  the 
"  wires  or  thickened  edges  b^  of  the  outer  cover  b  and  the  rim  c,  care  being 
**  taken  that  the  strip  is  in  close  contact  with  the  outer  cover  b.  When  the  tyre 
"  is  inflated  it  is  found  that  the  strip  a  is  flrmly  gripped  and  that  the  outer 
*^  cover  b  has  its  usua]  circular  form  as  shown  in  Fig.  5  without  any  undue 

20  "  projectioh. 

*^  Repairing  strips  made  according  to  my  invention  may  be  employed  for 
"  repairing  single  tube  tyres  as  it  is  easy  to  pull  the  tyre  slightly  away  from  the 
**  rim  at  that  part  which  has  become  punctured  or  burst  and  to  tuck  the  ends  of 
"  the  strip  between  the  tyre  and  the  rim." 

25  The  claims  were  : — **  1.  A  strip  of  canvas  or  other  suitable  material  having  a 
«  piece  of  india-rubber  attached  along  the  centre  thereof,  adapted  to  be  placed 
'*  around  the  outside  of  a  worn  or  damaged  pneumatic  tyre  and  to  have  its  ends 
"  gripped  between  the  outer  cover  and  the  rim,  substantially  as  herein  shown 
«<  and  described  and  for  the  purpose  stated.    2.  A  strip  of  canvas  or  other  suitable 

30  ''  material,  having  a  piece  of  india-rubber  attached  thereto,  adapted  to  be  placed 
^  or  fixed-around  the  outside  of  a  worn  or  damaged  pneumatic  tyre  and  to  have 
^  its  ends  gripped  between  the  outer  cover  and  the  rim,  substantially  as  herein 
"  shown  and  described  and  for  the  purpose  stated." 

The  Patentee  commenced  an  action  for  infringement  of  this  Patent,  claiming 

35  the  usual  relief,  against  Herbert  Smith  <k  Go.y  Ld.y  who  were  cycle  agents,  and 
were  at  the  date  of  issue  of  the  writ  engaged  in  manufacturing  and  selling 
repair  bands  for  pneumatic  tyres  which  the  Plaintiff  alleged  were  made  in  a 
manner  substantially  identical  with  that  described  in  the  Complete  Speciflca- 
tion,  the   only   difference    being   that  the  Defendants'  bands  had  thickened 

40  edges^  ai)  alt^n^tiou  which  the  Plaintiff  contended  to  be  superfluous. 
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In  the  PartictQars  of  Breaches  one  sale  of  a  repair  band  made  in  accordance 
with  the  Plaintiff's  Specification,  and  not  by  the  Plaintiff,  nor  with  his  leave  or 
consent  was  circumstantially  alleged. 

The  Defendants  pleaded  in  their  Defence  that  at  the  date  of  the  grant  of  the 
Patent  the  invention  was  not  new  ;  that  the  Plaintiff  was  not  the  first  and  true  5 
inventor ;  and  that  they  had  not  infringed  the  Patent. 

In  the  Particulars  of  Objections  delivered  with  the  Defence  it  was  alleged 
(paragraph  2),  "  That  the  alleged  invention  was  the  mere  application  of  well- 
'*  known  means  of  mending  and  required  no  invention,  and  was  not  proper 
"  subject-matter  for  Letters  Patent ;  "  (paragraph  4),  "  That  the  alleged  inven-  10 
<*  tion  was,  before  the  date  of  the  said  Letters  Patent,  published  in  this  realm 
"  in  the  following  Specifications,  viz.,  that  of  William  Quest  and  Herbert 
"  Guest  (No.  15,601  of  1892),  and  that  of  Henry  Charles  Beard  (No.  23,307  of 
*^  1897),  and  that  there  had  been  prior  publication  by  the  public  use  and  sale 
^^  of  pieces  of  canvas  or  other  suitable  material  substantially  in  the  same  15 
*^  manner  and  for  the  same  purpose  as  described  in  the  Plantiff's  Specifica- 
"  tion."    Four  instances  of  such  user  were  then  set  forth. 

The  action  was  tried  on  the  27th  and  28th  of  November  1902  by  Buckley ,  J., 
who  held  that  the  Patentee  had  not  suggested  anything  new  in  flie  particular 
article  which  he  had  patented,  and  failed  on  subject-matter  and  novelty.    The  20 
action  was  dismissed  with  costs.*    The  Plaintiff  appealed. 

Astbury^  K.C.,  and  Oordon  (instructed  by  A.  and  A,  G.  ^Hughes)  appeared 
for  the  Appellant ;  T.  Terrell^  K.C.,  and  Golam  (instructed  by  Phillips  and 
Boyle)  appeared  for  the  Respondents. 

Astburyy  K.O.,  and  Gordon^  for  the  Appellant. — It  is  submitted  that,  on  the  25 
evidence,  novelty  was  established,  and  that  there  was  subject-matter  sufficient 
to  suppoil;  the  Patent.    There  is  no  evidence  that  outside  covers  were  ever 
repaired  without  solutioning,  and  there  is  evidence  of  great  utility.    There  was 
the  want  of  a  way  of  repairing  the  outer  cover  by  keeping  it  down  when  the  inner 
tube  burst  through,  and  the  Patent  enables  any  cyclist  to  do  this  at  the  road-  30 
side  and  without  solutioning.     [The  judgment  of  Buckley^  J.,  was  read.]     It 
is  submitted  that  the  statement  of  the  learned  Judge  that  the  idea  that  leads 
to  an  invention  is  no  part  of  the  invention  is  incorrect.    Moreover,  the  finding 
that  this  method  of  repair  had  been  used  without  any  solutioning  is  not  justified 
by  the  evidence.     [The  Court  expressed  the  opinion  that  the  Patent  was  unsup-  35 
portable.]     If  your  Lordships  think  the  invention  unpatentable  we  cannot  add 
anything  further. 

Vaughan  Williams,  LJ.—l  think  so. 

ROMBR,  LJ.—^o  do  I. 

Cozbns-Habdy,  Z/.J.— So  do  I.  40 

The  appeal  was  dismissed  with  costs. 

*  AmU,  page  128. 
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Badiache  Anilin  und  Soda  Fabrik  t.  Ohemische  Fahrik  varmals 

Sandoz. 


In  thb  Hioh  Court  of  Justiob.— Chanobry  Division, 

Befoi^e  Mr.  Justice  Joyce. 

March  6th»  1903. 

In  the  Court  of  Appeal. 

5      Before  The  Master  of  the  Rolls  and  Lords  Justices  Romer  and 

Cozens-Hardy. 

April  1st,  1903. 

Badischb  Anilin  und  Soda  Fabrik  v.  Chbmischb  Fabrik   vormals 

Sandoz. 

10  Patefit. — Action  for  infringemetU. — Practice. — Service  of  notice  of  writ  out 
of  the  jurisdiction. — Motion  to  set  aside  refused. — Appeal  dismissed. — Stay 
pending  appeal  to  House  of  Lords  refused. — Order  JPJ.,  Rule  4, 

The  owners  of  Letters  Patent  obtained  leave  to  serve  notice  of  the  writ  in  an 
actiimfor  infringement  of  the  Patent  on  the  Defendants  out  of  tlie  jurisdiction. 

15  After  service  the  Defendants  moved  to  set  the  proceedings  aside.  In  afiswer  to 
the  affidavits  filed  on  behalf  of  the  Plaintiffs^  the  Defendants  filed  affidamts 
stating  the  course  of  their  business^  and  they  contended  that  all  that  they  did 
within  the  jurisdiction  was  to  enter  into  contracts  for  delivery  of  tlie  goods 
aJyroad^  and  thai  that  was  not  infringement^  and  there  was  no  cause  of  actian. 

20  The  Plaintiffs^  on  the  other  handy  alleged  that  the  Defendants^  travellers  brought 
samples  of  infringing  dye  into  this  country  and  used  them  in  obtaining  orders^ 
thai  the  Defendants  had  extensively  infringed^  and  that  six  cases  of  infringe- 
ment had  come  to  their  knowledge. 
Held,  by  the  Court  of  Appeal  {affirming  Joyce,  J.)ythaly  tJie  Plaintiffs  having 

25  raised  a  primil  facie  caae  of  infringement  not  completely  dispUiced  by  the  Defen- 
dants^ and  there  being  on  the  affidavits  a  conflict  offa/st^  the  Court  would  not  try 
the  questions  raised  at  this  stage^  and  the  appeal  from  Joyce,  /.,  who  had 
refused  the  Defendants'  application^  was  dismissed^  and  a  stay  of  proceedings 
pending  an  appeal  to  the  Howe  of  ^fixde  u^as  refused^ 
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On  the  20th  of  January  1903  the  Badische  Anilin  und  Soda  Fabtnk  (a 
Company  incorporated  according  to  the  laws  of  the  Grand  Duchy  of  Baden,  in 
the  Empire  of  Germany)  commenced  an  action  against  the  Chemische  Fabrik 
vormcUs  Sandoz  in  Basel  for  infringement  of  Letters  Patent  No.  9633*  of  1892 
(granted  to  J,  F.  Johnson  on  a  communication  from  abroad)  for  "The  5 
"manufacture  and  production  of  new  basic  dyestuflEs." 

Leave  was  given  to  serve  notice  of  the  writ  on  the  Defendants  at  Basel  or 
elsewhere  in  Switzerland.  On  the  3rd  of  February  1903  the  Defendants  entered 
a  conditional  appearance  without  prejudice  to  an  application  to  set  aside  the 
writ,  the  Order  giving  leave  to  issue  and  serve,  the  service  thereof  and  idl  other  10 
proceedings  ;  and  on  the  10th  of  February  1903  they  served  notice  of  motion  to 
set  aside  the  same. 

The  evidence  consisted  of  the  affidavit  of  J,  Y.  Johnson^  a  member  of  the  firm 
of  the   Plaintiffs'  solicitors,  on  which  the  leave  to  serve  out  of  the  jurisdiction 
was  given,  an  affidavit  by  Dr.  JBhrhardt,  chemist  at  the  Plaintiffs'  works,  made  15 
on  motion  for  an  interlocutory  injunction,  but  in  recrard  to  which  notice  to  read 
was  given,  and,  on  behalf  of  the  Defendants,  an  affidavit  of  Werner  Stauffacher^ 
one  of  the  commercial  managers  of  the  Defendants,  and  two  affidavits  of  Fritz 
Riecke,  a  traveller  of  the  Defendants.     Mr.  Johnson  in  his  affidavit,  after  stating 
the  nature  of  the  action,  said  (inter  alia)  that  he  was  advised  and  believed  20 
that  the  Plaintiffs  had  a  good  cause  of  action  against  the  Defendants  for 
infringement  within  the  jurisdiction  of  the  Patent ;  that  he  was  informed  and 
believed  that  the  Plaintiffs  were  satisfied  that  the  dye  manufactured  by  the 
Defendants  and  sold  within  the  jurisdiction  under  various  names  was  made 
according  to  the  patented  invention,  and  that  the  importation  and  use  thereof  25 
was  an  infringement  of  the  Patent ;  that  the  Defendants  carried  on  business  as 
manufacturing  chemists  ;  that  he  was  informed  and  believed  that  the  Defendants 
had  extensively  infringed  the  Patent ;  that  great  damage  had  been  and  would 
continue  to  be  caused  to  the  Plaintiffs  if  the  Defendants  continued  to  infringe  ; 
that  he  was  informed  by  the  Plaintiffs  and  believed  that  for  several  years  past  30 
the  Defendants  had  systematically  infringed  the  Patent  on  a  considerable  soale,   . 
and,  although  the  Plaintiffs  had  continually  done  their  utmost  to  detect  them, 
they  had  been  unable  to  do  so  until  recently  ;  that  the  manner,  as  he  was 
informed  by  the  Plaintiffs  and  believed  to  be  true,  in  which  the  infringements 
complained  of  had  been  carried  on  by  the  Defendants  was  as  follows  : — "  The  said  35 
"  Defendants  send  to  this  country  a  traveller  or  travellers  who  call  upon  dealers 
"  and  consumers  of  dyestuffs  in  England,  bringing  with  them  samples  of  the 
"  dyestuffs  patented  under  the  said  Letters  Patent  No.  9633*  of  1892,  and  specimens 
"  of  fabrics  dyed  therewith.     The  Defendants  or  their  travellers  have  used  the 
**  said  samples  and  specimens  to  show  the  good  qualities  of  the  patented  dye  40 
"  and  illustrate  the  effects  that  can  be  obtained  with  it,  and  left  such  samples 
"  and  specimens  with  their  customers,  and  by  reason  of  such  use  of  the  dyestuffs 
"  patented  to  the  Plaintiff's  they  have  succeeded  in    obtaining    orders  and 
'*  contracts  for  the  supply  of  the  said  dyestuff,  whereby  the  Plaintiffs  are 
"  deprived  of  considerable  profit  and  advantage  accruing  from  the  invention  45 
"  patented  to  them  under  the  said  Letters  Patent.    The  said  orders  are  accepted 
"  and  contracts  made  in  England  by  a  responsible  representative  of  the  said 
"  Defendants  "  ;  that  he  was  informed  by  the  Plaintiffs  and  believed  that  the 
Defendants  had  in  the  above  manner,  at  various  times  since  the  year  1896  and 
previously  to  the  issue  of  the  writ,  thus  imported  into  the  United  Kingdom  50 
samples  and  specimens  in  large  numbers,  but  had  also  imported  into  and  sold  in 
the  United  Kingdom  large  quantities  of  the  said  dyestuff  under  various  names 
in  infringement  of  the  Patent.    Dr.  Erhardt  stated  {inter  alia)  that  he  had  the 
management  of  all  matters  relating  to  the  Plaintiffs'  Patents  in  the  United 
Kingdom ;  that  a  certificate  of  the  validity  of  the  Patent  had  been  granted  55 
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subject  to  an  amendment  which  had  been  made;  that  the  Plaintiffs  manu- 
factnred  according  to  the  Patent  a  fast  red  dye  known  in  the  trade  as  '^  Rhodo- 
"  mine  6  Q,"  which  was  very  yalnable ;  that  the  Plaintiffs  were  constantly 
troubled  by  infringements  of  their  various  Patents,  mainly  arising  through  iiie 
5  imxK>rtation  into  the  United  Kingdom  of  dyes  manufactered  in  Switzerland ; 
that  there  was  always  the  greatest  difficulty  in  intercepting  such  infringing  dyes 
or  proving  importation  of  the  same  into  and  sale  in  the  United  Kingdom  by 
reason  of  the  focilities  for  forwarding  small  quantities  of  considerable  value  ; 
and,  after  naming  numerous  Defendants  against  whom  the  Plaintiffs  had  been 

10  successful  in  actions  for  infringement  of  the  Patent,  said  that  in  no  fewer  than 
six  cases  the  Plaintiffs  had  found  that  the  Patent  had  been  infringed  by  the 
Defendants  on  a  large  scale ;  that  the  information  enabling  the  Plaintiffs 
to  commence  the  proceedings  had  only  recently  been  received  by  them; 
that  he  was  informed  and  believed  that  for  several  years  past  the  Defendants 

15  had  systematically  infringed  the  Patent  on  a  very  considerable  scale  (the  manner 
of  the  infringement  was  in  paragraph  10  stated  exactly  as  in  pars^graph  6 
of  Johnsan^s  affidavit  quoted  above).  Mr.  Stauffacher*8  affidavit  included 
the  following  paragraphs — ^^  5.  The  Defendants,  being  owners  of  Letters  Patent 
'*  in  England  as  aforesaid,  have  made  it  a  practice  to  recognise,  although  not 

20  ^  necessarily  thereby  admitting  the  validity  of  the  same,  the  Patent  rights  of 
*'  others  in  England.  The  Defendants  accordingly  have  always  carefully 
**  distinguished  between  consumers  and  non-consumers  in  the  following 
**  respects  :  There  are  now  produced  and  shown  to  me  and  marked  respectively 
**  *  W.8.  3,'  and  •  W.S.  4,'  the  price  lists  sent  by  the  Defendants  to  consumers 

25  '*  and  dealers  respectively.  The  Defendants*  agents  in  England,  who  are  four 
'*  in  number,  and  permanently  resident  in  England,  regularly  visit  consumers 
^  in  England,  but  never  visit  non-consumers,  that  is  to  say,  dealers.  The 
'^  Defendants*  said  agents  have  always  been  instructed  not  to  offer -to  consumers 
^  any  dye  patented  in  England,  and  I  believe  and  am  informed  that  they  have 

30  ^^  always  conformed  to  such  instructions.  From  time  to  time  consumers  in  England 
<<  have  asked  Defendants  to  supply  dyes  patented  in  England,  but  the  Defendants 
<*  have  always  refused  to  supply  dyes  patented  in  England,  even  though  delivery 
<*  at  Basle  or  some  place  on  the  Continent  was  contemplated  by  such  consumer. 
**  I  verily  believe  that  the  Defendants  have  never  sold  even  unknowingly  to 

35  **  any  consumer  in  England  any  dye  patented  in  England.  Non-consumers 
<'  in  England,  that  is  to  say,  dealers  such  as  dyesalters  and  exporters,  are  not 
<*  visited  by  the  Defendants*  agents,  and  all  negotiations  between  dealers  and 
<<  the  Defendants,  except  as  he$)reins^ter  mentioned,  have  been  always  direct 
'<  with  the  Defendants*  office  in  Basle.    In  every  case,  except  as  hereinafter 

40  ''  mentioned,  the  order  from  such  dealers  has  been  accepted  by  letter  written  at 
^'  Basle,  and  forwarded  through  the  post  to  the  purchaser*s  address  in  England, 
'*  and,  as  provided,  delivery  has  been  made  at  Basle  or  elsewhere  on  the 
'*  Oontinent  to  the  order  of  the  purchaser.  (6)  The  exceptions  referred 
**  to  in  the  last  preceding  paragraph  are  the  following.     I  personally  visited 

45  *'  England  in  1901,  and  had  negotiations  with  two  dealers,  and  from  each 
"  obtained  an  order  for  some  of  the  dye  *  Rhodamine  6  G,'  claimed  to  be 
^'  patented  under  the  Letters  Patent  No.  9633*  of  1892,  which  I  communicated 
"  by  letter  to  the  Defendants.  In  the  case  of  pne  of  these  dealers  the  order  was 
^  for  240  lbs.,  and  the  dealer  wrote  to  Bstsle  to  the  Defendants  requiring 

50  ''  immediate  delivery,  which  the  Defendants  made,  as  provided  fpr  in  the  urder, 
«« to  agents  in  Basle,  Messrs.  Niehergall  A  Goth^  of  the  purchaaer  to  the  order 
**  of  the  purchaser.  .  In  the  case  of  the  other  dealer  the  order  was  for  120  lbs., 
"*  and  the  Defendants  wrote  from  Basle  to  the  dealer  accepting  the  order.  In 
^  tills  latter  ease^  as  provided  for  in  the  order,  delivery  was  made  to  the  agents, 

55  ^  Messrs*  Jaeky^  Summmrer  4  Oo.^  in  Basle,  of  the  dealer,  to  the  order  of  such 
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^^  dealer.    On  the  occasion  of  this  vlBit  I  had  with  me  neither  sample  of  the 
^*  dye  nor  any  specimen  of  fabric  dyed  therewith,  nor  did  I  use  such  in  any 
*'  way  in  the  aforesaid  negotiations.    In  the  case  of  one  of  the  said  orders  the 
*'  Defendants  have  no  knowledge  where  the  goods  went  to  after  leaving  Basle ; 
'*  in  the  case  of  the  other  they  know  that  the  goods  did  not  come  to  England.  5 
"  The  only  traveller  the  Defendants  have  is  Mr.  Fritz  Riecke^yfliot^QB  or  three 
^'  times  a  year  visits  England.    In  company  with  one  or  other  of  the  aforesaid 
^  agents  he  calls  npon  consumers,  and  also  alone  calls  upon  dealers.    He  has  never 
^^  had  with  him  any  sample  of  the  said  dye  ^  Rhodamine  6  O,*  bat  has  had  some  of 
^  the  pattern  cards  hereinafter  mentioned.    He  does  not  show  snch  pattern  curds  ]0 
^^  to  dealers  because  only  consumers  are  interested  in  seeing  the  specimens  of 
"  dyed  fabrics.    He  has  never  oflEered  to  sell  to  any  consumer  ^Rhodamine  6  G,' 
^*  and  has  never  obtained  any  order  for  such  dye  from  any  consumer.    He  has 
^^  obtained  from  dealers  orders  for '  Rhodamine  6  G,*  which  he  has  communicated 
**  to  the  Defendants  in  Basle.    In  every  case  such  orders  were  for  delivery  at  15 
'*  Basle  to  the  order  of  the  dealer,  and,  where  accepted  by  the  Defenduits, 
**  delivery  was  so  made.    The  Defendants  do  not   always  accept  the  orders 
^'  transmitted  to  them  by  their  traveller,  but  if  they  accept  they  intimate  their 
*^  acceptance  by  letter  written  in  Basle.    (7)  The  Defendants*  agents  when 
^^  calling  upon  consumers  in  England  do  not  have  with  them  samples  of  any  20 
'*  dye  patented  in  England.    They  do  have  with  them  the  aforesaid  pattern 
"  cards  of  yam  dyed  with  different  dyes,  some  of  which  dyes  are  patented  in 
*^  this  country.    In  two  series  of  these  pattern  cards,  namely  on  wool  and 
'^  cotton  respectively,  there  are  one  and  three  specimens  respectively  showing 
^^  the  effect  of  *  Rhodamine  6  G '  used  in  dyeing  on  cotton  or  wool  out  of  Uie  96  25 
'^  specimens  on  each  such  card.    These  pattern  cards  are  used  by  the  Defendants 
'*  for  all  countries,  and  it  would  be  too  expensive  to  prepare  special  cards  for 
'*  the  different  countries,  excluding  for  each  country  all  specimens  of  fabric 
'*  dyed  with  any  dye  patented  in  such  country.    In  no  case,  as  I  verily  believe 
^'  and  am  informed,  have  the  Defendants'  said  agents  or  traveller  made  any  gg 
^*  offer  or  solicited  any  order  in  England  on  the  basis  of  the  aforesaid  specimens 
''  of  the  effect  of  '  Rhodamine  6  G.'    The  Defendants  have  never  offered  to  sell 
'<  or  accepted  any  order  on  the  basis  of  such  specimens  of  *•  Rhodamine  6  G '  in 
*'  or  from  England  or  any  country  where  the  said  dye  is  patented.**    The 
affidavit  went  on  to  deny  that,  unless  on  the  facts  in  paragraph  6  it  could  be  35 
held  to  the  contrary,  the  Defendants  had    ever  within  the  jurisdiction  sold 
or  agreed  to  sell ''  Rhodamine  6  G,*'  or  infringed  the^Patent ;  it  also  stated  (inter 
alia)  that  the  Defendants  had  sent  by  post  to  England  to  dealers,  but  never  to 
consumers,  small  samples  of  the  dye,  but  the  total  value  of  such  samples  since 
1896  would  not  exceed  ten  shillings,  and  the  Defendants  had  never  received  40 
any  payment  for  such  samples ;  also  that  there  was  a  large  business  done  by 
English  firms  in  the  said  dye  for  export  to  countries  where  the  dye  was  not 
patented,  as,  for  example,  India  and  Canada.     Mr.  Biecke^s  affidavits  corro- 
borated Mr.  Stauffaclier's  affidavit  in  respect  of  his  acts  as  traveller  for  the 
Defendants.  41^ 

A8quit?iy  K.C.,  and  Golefax  (instructed  by  O.  B.  Ellis)  appeared  for  the 
Applicants ;  Gripps^  K.C.,  and  J.  C.  Oraham  (instructed  by  J.  H.  and  J,  V. 
Johnson)  appeared  for  the  Respondents. 

The  arguments  were  similar  to  those  reported  below  on  the  appeal. 

Joyce,  J. — This  is  an  action  instituted  by  persons  who  are  the  owners  of  an  jo 
English  Patent,  to  restrain  its  infringement  in  England  by  a  Company,  which 
is,  I  think,  either  domiciled,  or  whose  place  of  business  is,  abroad.  This  of 
course  is  a  very  serious  application,  and  it  is  not  one  the  decision  of  which  is 
likely  to  rest  with  me,  whatever  I  may  decide.  For  the  purnoies  of  this 
application  \i  in  ag;reed  that  we  must  treat  the  Patent  as  good.    No  doubt  the  55 
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PlaintiffiB  in  order  to  sacceed  in  getting  an  injunction  would  have  to  show 
infringement  in  England,  or  that  there  has  been  a  threat  or  an  intention  of 
infringement  in  England.  The  evidence  on  this  application,  which  is  to 
dischi^ge  an  Order  made  for  service  abroad,  rather  suggests  to  me  that  I  am 

5  invited  on  this  application  to  try  the  question  whether  there  has  been  an 
infringement  or  not.  I  am  not  going  to  do  anything  of  the  kind.  It  is  perfectly 
clear  that  questions  of  fact  are  raised,  and  also  a  very  serious  question  of  law. 
It  is  admitted  by  the  Defendants  that  they  get  orders  here  from  non-consumers, 
I  think,  or  from  the  dealers,  for  delivery  abroad.    If  I  must  give  my  own 

10  personal  opinion  upon  that,  I,  as  at  present  advised,  think  that  that  is  a  process 
of  vending,  and,  I  am  not  sure  that  it  is  not  using  or  exercising  the  invention, 
but  I  observe  that  the  common  order  in  this  Oourt  in  the  cases  of  infringement 
of  a  Patent  is  to  restrain  the  Defendants  from  selling  or  offering  for  sale. 
That  being  so,  I  decline,  at  the  present  stage,  to  try  this  question,  and,  of  course, 

15  I  refuse  the  motion,  with  costs. 
The  Applicants  appealed. 

Asquithy  K.C.,  and  Cole/ax  for  the  Appellants.— Leave  was  granted  to  serve 
the  writ  out  of  the  jurisdiction,  and  Joyce^  J.,  refused  to  set  aside  the  Order. 
Both  parties  are  domiciled  abroad.    The  Plaintiffs  are  the  owners  of  English 

20  Letters  Patent  relating  to  anilin  dyes.  The  only  question  is  whether  there  has 
been  an  infringement  in  the  United  Kingdom ;  if  not,  there  is  no  cause  of 
action.  The  Defendants  have  agents  in  this  country,  and  they  deny  that  they 
have  ever  sold  the  patented  dye  to  consumers,  but  they  admit  that  they  have 
taken  orders  here  for  the  sale  of  unascertained  goods  from  dealers  for  delivery 

25  of  the  goods  in  Switzerland  to  the  agents  of  the  buyer.  That  is  not  infringement. 
Saccharin  v.  Reitmeyer  (17  R.P.C.  607)  decided  that.  [Rombr,  L. J.,  referred  to 
Badische  Anilin  und  Soda  Fabrik  v.  Basle  Chemical  Works  (14  R.P.C.  919  ;  L.R. 
1898  A.C.  1^00.]  That  was  a  case  of  sending  by  post ;  and,  so  far  as  it  applies,  is 
in  our  &vour.    We  do  not  say  that  the  fact  of  the  goods  being  unascertained  is 

90  necessary  to  the  Defendants'  case,  but  it  makes  it  stronger,  for  the  property  does 
not  pass.  But  we  say  there  must  be  vending,  and  there  is  not  vrithout  delivery, 
although  the  property  had  passed.  [The  affidavits  were  read.]  [ROMBB,  L,J. — 
The  Plaintiffs'  case  is  that  the  Defendants  come  here  with  specimens  of  the  dye.] 
That  is  contradicted.    It  is  submitted  that  for  the  purpose  of  this  application 

35  the  uncontradicted  statements  in  the  affidavits  on  the  part  of  the  Defendants  as 
to  their  course  of  dealing  must  be  accepted,  and  that  in  law  there  is  no  infringe- 
ment [The  judgment  of  Joyce^  J.,  was  read.]  The  burden  is  on  the  Plaintiffs 
to  show  at  any  rate  a  prima  facte  case,  and  the  Defendants  ought  not  to  be 
subjected  to  a  long  and  harassing  litigation.    The  only  things  brought  into  the 

40  jurisdiction  are  the  patterns  of  dyed  silk  or  cotton  ;  but  it  is  sworn  that  the 
patented  dyes  are  not  sold  from  these  in  England.  Samples  have  been  sent 
through  the  post,  but  that  has  been  decided  not  to  be  an  infringement.  The 
Plaintiffs'  case  must  be  i^t  the  obtaining  and  execution  of  orders  obtained  in 
England  for  delivery  abroad  is  infringement,  but  that  is  contrary  to  Saccharin 

45  Corporation  v.  Reitmeyer.  The  grant  of  Letters  Patent  is  of  the  monopoly  to 
««make,  use,  exercise,  and  vend,"  but  the  prohibition  is  slightly  different. 
[Section  6  of  the  Statute  of  Monopolies  was  read.]  The  sole  monopoly  of 
working  or  making  is  all  that  the  Crown  can  grant.  Holmes  v.  London  and 
North  Western  Railway  (Macrory  13)  shows  that  the  words  in  the  grant  must 

50  be  limited  by  the  Statute.  The  judgment  of  Lindley,  L.  J.,  in  the  Badische  case 
04  R.P.C.  405)  shows  that  the  course  taken  here  is  right.  According  to  Lord 
UerscheWs  judgment  in  that  case  the  whole  vending,  including  delivery,  must 
be  within  the  United  Kingdom.  The  answer  to  Joyces  judgment  on  infringe- 
ment is  that  the  offering  for  sale  restrained  by  injunction  is  offering  for  a  sale 

55  which  would  be  an  infringement.    Even  if  the  Post  Office  had  in  the  Basle 
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case  been  the  agent  of  the  Beller,  on  Lord  HerachelFs  judgment  there  would  not 
have  been  infringement,  for  the  complete  sale  would  not  have  been  in  England, 
if  delivery  was  abroad.  In  the  Saccharin  case  the  goods  had  actually  reached 
England,  but  that  is  not  even  shown  in  this  case.  [The  judgments  in  the 
Saccharin  case  and  of  the  Court  of  Appeal  in  BadischeAnilinund  SodaFabrik  5 
V.  Thompson  and  Ba'de  Chemical  Company  were  read.]*  The  pattern  cards 
are  only  shown  to  the  consumers,  but  it  is  positively  sworn  that  no  orders  have 
been  asked  or  got  from  consumers  for  this  dye,' nor  have  they  been  asked  to 
buy  this  particular  dye.  As  to  the  last  case  cited,  one  has  .to  deal  with  the  facts 
of  this  case.  [Rombb,  LJ. — Do  the  Respondents  want  to  put  in  further  10 
evidence  or  to  make  a  case  beyond  what  is  in  the  Defendants'  affidavits  ?] 
[Crippa]  K.C. — ^There  was  noUiing  more  in  the  unreported  case  cited.  This 
case  is  on  all  fours  with  that  case.]  In  that  case  the  Order  of  Buckley,  J.,  was 
made  on  an  uncontradicted  affidavit  on  behalf  of  the  Plaintiffo,  and  tiiere  was 
evidence  in  this  Court  on  behalf  of  the  Defendants  and  by  the  PlaintifEs  15 
in  reply.  Here  the  affidavits  on  behalf  of  the  Defendants  are  uncontradicted. 
There  is  no  evidence  in  reply,  and  the  sources  of  information  and  belief 
are  not  stated  in  Johnson's  affidavit.  The  mere  statement  that  the  Plaintiffs 
have  found  six  cases  of  infringement  is  not  sufficient.  The  question  of 
infringement  is  a  mixed  question  of  fact  and  law.  [ROMBB,  L.J. — ^The  20 
Plaintiffs  do  not  admit  that  what  appears  in  the  Defendants'  affidavits  is 
the  high  water  mark  of  their  case ;  paragraph  10  of  ErhardVs  affidavit  goes 
beyond  that.]  The  Defendants  have  put  that  in  issue.  It  is  information  and 
belief  without  stating  the  source.  [ROMBR,  L.J. — Is  he  bound  to,  give  the 
names  of  the  witnesses  ?]  The  Defendants  have  dealt  specifically  'with  the  25 
allegations.  If  a  general  statement  is  sufficient,  Defendants  can  never  set 
aside  such  an  Order.  [ROMBR,  LJ". — I  agree,  if  he  had  merely  said  that  they 
infringed.]    The  Plaintiffs  might  give  one  instance  in  contradiction. 

Cripps^  K.C.,  for  the  Respondents. — I  submit  that  at  this  stage  the  Court  will 
not  try  the  question  of  infringement  or  stop  the  proceedings.  In  substance  30 
ErhardVs  afhdavit  is  in  reply.  As  to  the  distinction  between  consumers  and 
dealers,  it  does  not  matter  as  regards  user  in  this  country  for  which  the  pattern 
cards  were  brought  over.  Saccharin  v.  Reitmeyer  was  a  decision  at  the  trial, 
and  the  facts  were  different.  The  pattern  cards  are  in  fact  shown  to  the 
consumers,  and  they  are  practically  samples,  and  that  is  a  prima  facie  case  of  35 
user.  Also,  as  far  as  dealers  are  concerned,  the  Defendants  send  samples.  The 
judgment  of  Lord  HerscheU  in  the  Badische  case  leaves  open  the  question  of 
user  by  importing  and  carrying  about  In  ReUmeyer*s  case  the  Defendant  was 
a  mere  commission  agent. 

Asquith^  E.C.,  in  reply. — ^We  say  that  on  the  admitted  facts  there  is  no  40 
infringement     It  is  alleged  that  the  pattern  cards  are   shown  to  the  con- 
sumers to  get  orders  of  this  dye.    But  that  is  not  user  of  the  invention.    As  to 
the  samples  sent  by  post,  that  point  is  covered  by  the  Bctsle  case. 

Collins,  M.R. — I  am  of  opinion  that  we  ought  not  to  interfere  with  the 
Order  of  the  learned  Judge  below.  It  seems  to  me  that,  when  the  facts  of  45 
this  case  are  criticised,  they  are  certainly  not  weaker  than  the  facts  in  the 
parallel  case  which  was  so  recently  decided  in  this  Court.t  The  Plaintiffs  here, 
it  seems  to  me,  begin  by  establishing  a  prima  fa^cie  case  by  their  affidavits.  It 
is  said  that  that  only  rests  upon  information  and  belief,  but  it  is  obvious  that,  in 
cases  of  this  class,  it  is  practically  impossible  to  get  anything  more  than  infer-  50 
mation  and  belief.    The  Lqofislature  has  not  forbidden  the  Court  to  act  on 

*  ThiB  oase  is  reported  as  an  Appendix  to  the  ptesent  ease,  jmm^,  psfe  432. 
t  See  iMiii«,  page  432. 
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information  and  belief:  in  fact,  it.  in  terms  permits  it  in  cases  of  this  kind. 
When  one  reads  the  affidavits  fairly xhere,  it  seems  to  me  that  they  do  show 
information  coming  from  persons  presumably  trustworthy  and  having  special 
means  of  information,  and  that  that  information  prima  facie  points  to  an 
5  infringement  of  the  admittedly  valid  Patent  of  the  Plaintiflfs. 

Now  it  does  not  appear  to  me  that  in  exercising  this  jurisdiction,  which 
1  agree  is  an  important  one  and  one  to  be  carefully  exercised,  the  Legislature 
has  imposed  on  the  Courts  the  duty  of  trying  the  cese  before  they  allow  the 
Plaintiff  to  put  it  in  suit.    That  would  be  going  much  too  far  in  favour  of 

10  persons  outside  flhe  jurisdiction.  The  Legislature  has  thought  fit  to  allow 
persons  outside  the  jurisdiction  to  be  brought  into  it  under  certain  conditions. 
It  has  fenced  them  round  with  a  good  many  conditions  which  have  to  be 
fnlfiUed  in  order  to  bring  them  within  the  jurisdiction  ;  but  if  prima  facie 
evidence  of  persons,  against  whom  nothing  can  be  urged  touching  their  veracity 

15  — if  prima  facie  evidence  of  imformation  and  belief  is  brought  to  show  that 
these  conditions  have  been  fulfilled,  and  that  there  has  been  that  special  breach 
within  the  jurisdiction  which  lets  in  the  jurisdiction  of  these  Courts  over 
foreigners,  then  it  seems  to  me  that  this  Court  should  not  be  called  upon  there 
and  Uien  to  try  the  case.    It  has  a  right  to,  and  it  is  necessary  that  it  should 

20  see  what  the  other  side  have  to  say  about  the  matter,  but  when  that  has  been 
said^  and  there  is  an  apparent  conflict  of  fact  raised,  it  seems  to  me  it  is  not  its 
function  there  and  then  to  decide  finally  upon  that  issue  of  fact.  If  he  has  got 
a  prima  facie  case,  which  is  not  completely  displaced  by  the  evidence  on  the 
other  side,  then  it  seems  to  me  that  a  Plaintiff  has  not  lost  his  right  to  have 

25  that  case  tried  ;  nor  is  he  put  in  that  respect  in  a  worse  position  than  a  Plaintiff 
in  this  country  who,  if  he  was  met  by  an  absolute  denial  on  the  part  of  the 
Defendant  that  he  had  done  the  thing  charged,  could  not  claim,  except  under  a 
special  jurisdiction  under  Order  XIV.,  to  have  the  right  decided  on  that  bare 
statement  of  his  opponent.    He  would  have  a  right,  though  the  Defendant 

30  denied  it,  to  go  on  and  put  the  matter  in  suit.  It  is  quite  true  that  it  is  not  the 
policy  of  this  country  to  give  the  same  facilities  for  trying  a  case  against  a 
foreigner  as  against  a  resident ;  but  if  a  Plaintiff  has  once  fulfilled  the  conditions 
and  got  over  the  initaa]  difficulties  of  bringing  the  foreigner  forward,  then  he 
stands  in  the  same  position  as  against  him  as  he  does  against  a  subject  of  the 

35  rcAlm  itself.  I  do  not  think  it  would  be  fair,  nor  is  it  the  policy  of  the 
Legislature,  to  interpose  a  trial  of  an  action  before  you  get  the  parties  before 
the  Court.  In  substance  that  is  what  we  ^re  asked  to  do  here.  I  do  not  propose 
to  go  into  the  merits  of  this  matter,  because  if  the  writ  is  to  go  and  is  to  be  left 
standing  as  it  is,  I  do  not  think  one  ought  to  go  too  far  into  the  merits  of  the 

40  case,  but  at  the  same  time  there  are  special  facts  here  which  raise  questions 
which  I  am  not  called  upon  to  decide  finally  as  a  matter  of  law,  nor  to  decide 
finally  now  as  a  matter  of  fact ;  but  I  desire  as  Lord  Herachell  did,  in  the  case 
which  has  been  referred  to,  in  the  House  of  Lords,  to  reserve  my  opinion  on  the 
point  of  law  whether  the  user  of  the  samples  in  the  way  described  in  this  case 

45  might  not  itself  be  a  user  within  the  meaning  of  that  word,  when  we  are 
dealing  with  the  question  of  infringement  of  Patent.  If  it  should  turn  out — 
and  I  am  not  prepared  to  say  that  it  may  not  turn  out — ^that  these  agents,  going 
round  with  patterns  in  their  pock  eta,  and  under  an  obligation  to  their  masters 
not  to  show  the  particular  pattern  to  a  particular  customer — I  am  not  prepared 

50  now  to  hold  it  as  a  fact,  or  to  arrive  at  the  conclusion  that  there  is  so  vehement 
a  presumption  in  their  favour  that  I  must  regard  it  as  a  fact  that  they  have  never 
violated  that  duty — that  having  the  patterns  here  in  their  pockets  and  pointing 
out  some,  they  have  not  incidentally  referred  to  or  taken  orders  in  respect  of 
others  which    are  protected  by  Patent  in  this  country.    It  seems  to  me  a 

55  perfectly  possible  hypothesis  that  the  agents  may  have  violated  the  spirit,  if 
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not  the  letter,  of  the  directions  gives  to  them.  Under  these  circomstaDces  I  am 
not  at  all  prepared  to  say  that  there  may  not  be  a  valid  cause  of  action  here 
and  that  there  is  not  prima  facie  evidence,  which,  if  accepted,  would  show  that 
there  is  one.  I  am  not  prepared  to  say  that  the  learned  Judge  was  not  right  in 
allowing  this  writ  to  stand.  For  these  reasons  I  think  this  appeal  must  be  5 
dismissed. 

ROHBB,  LJ. — In  the  last  case  of  the  kind  which  was  before  the  Court, 
I  expressed  grave  doubt :  I  still  have  that  doubt  with  regard  to  the  present  case, 
but  on  the  whole,  I,  again,  do  not  see  my  way  to  differ  from  the  decision  airived 
at  by  the  Judge  in  the  Court  below.  There  is  a  great  diflltulty  no  doubt  in  10 
dealing  with  a  case,  such  as  we  have  here,  upon  the  materials  before  us.  It 
is  a  very  nice  question  how  you  can  beet  deal  with  a  case  of  this  kind.  One 
way  would  be  to  try  questions  of  law  of  great  difficulty  on  these  applications, 
whether  the  point  of  law  would  really  arise  or  not  as  stated  to  the  Court  when 
the  case  is  tried  out.  Another  is  to  deal  with  the  case  on  the  broad  view,  and  15 
see  what  is  the  substantial  case — not  to  go  into  nice  questions  of  detail  or 
evidence,  and  not  to  pretend  to  decide,  upon  a  hypothetical  state  of  facts,  or  a 
quasi-hypothetical  state  of  facts,  nice  and  difficult  points  of  law.  How  does  the 
matter  stand  in  the  case  before  ue  ?  There  are  affidavits  on  behalf  of  the  Plaintiffs. 
I  agree  that  there  is  a  great  deal  which  may  be  said  against  these  affidavits  in  point  20 
of  form,  but  in  substance  what  do  they  come  to  ?  What  they  come  to,  I  think,  is 
this, — they  say  the  Plaintiffs  have  been  making  investigations  as  to  alleged  infringe- 
ments by  the  Defendants,  they  have  received  certain  information,  from  that  infor- 
mation they  state  the  details  of  the  case  that  they  hope  to  establish  against  the 
Defendants,  and  the  Plaintiffs*  Solicitor  says  he  believes  there  is  a  good  cause  25 
of  action.  Now  what  is  the  case  that  they  state  they  hope  to  establish  against 
the  Defendants  ?  It  is  not  a  mere  general  statement  that  they  have  infringed. 
In  paragraph  10  of  Mr.  Ehrhardes  affidavit  you  find  a  detailed  statement  of 
the  case  that  they  say  they  can  establish.  I  asked  the  learned  Counsel  for 
the  Appellants  whether  they  would  admit  this  statement  of  facts.  No,  they  will  30 
not.  Then  what  do  they  do  ?  The  Defendants  put  in  carefully  prepared 
affidavits,  in  which  a  long  statement  is  made  as  to  the  exact  things  that  they 
say  they  have  done — to  what  extent  they  can  make  admissions  as  it  were,  and 
then  they  say,  ^'  On  these  admissions  we  say,  as  a  point  of  law»  we  have  not 
"  infringed,  and  we  say,  beyond  that  we  hav<»  not  done  any  act  which  amounts  35 
"  to  an  infringement."  Now  if  the  Plaintiffs  admitted  that  the  facts  which  the 
Defendants  state  as  the  only  case  which  they  have,  really  were  the  only  case 
which  they,  the  Plaintiffs,  are  seeking  to  establish  at  the  trial,  then,  even  though 
it  is  not  a  convenient  course  to  try  difficult  questions  of  law  on  an  application 
of  this  kind,  I  should  have  been  prepared  possibly  to  say,  "  Well,  if  both  parties  40 
**  are  agreed  that  the  whole  thing  turns  upon  a  question  of  law,  however 
**  difficult  it  is,  and  though  it  is  not  as  a  rule  convenient  to  try  it  on  a  motion, 
*'  let  it  be  tried.'*  It  is  admitted,  even  by  the  Applicants,  that  the  question  which 
has  to  be  tried,  even  on  the  admissions  of  Ihe  Defendants,  is  a  difficult  question 
of  law,  but  still,  as  I  have  said,  if  both  parties  were  agreed  on  the  facts — if  what  45 
the  Defendants  have  admitted  was  conceded  by  the  Plaintiffs  as  being  all  that 
they  could  hope  to  establish  or  intended  to  establish  at  the  trial,  I  should  say, 
*'  Well,  it  may  be  on  the  whole  convenient  to  decide  the  difficult  question  of 
^'  law  that  arises  on  a  motion  of  this  kind  "  ;  but  that  is  not  so.  I  do  not 
gather  that  the  Plaintiffs  admit  the  Defendants'  statement  as  representing  all  50 
that  they,  the  Plaintiffs,  can  establish  against  them.  In  fact  I  gather  the 
contrarj'.  Nor  do  I  think  it  would  be  seemly  on  motions  of  this  kind,  that  the 
Plaintiffs  should  be  driven  to  cross-examine  the  Defendants  on  their  affidavits, 
or  should  be  driven  to  produce  their  witnesses  in  order  to  contradict  the 
Defendants  on  their  affidavits.    It  seems  to  me  that  the  Plaintiffs  have  under  the  55 
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circQinstances  raiBed  a  sufficient  case  of  this  kind.  The  case  is  one  of  an 
infringement  in  this  country  of  a  Patent  The  Plaintiffs  have  shown,  I  think 
sufficiently,  a  prima  facie  case  of  infringement,  and  whether  they  should  succeed 
oughts  I  think,  to  be  determined  by  the  evidence  adduced  at  the  trial.  I 
5  think  that  they  have  shown  a  sufficient  case  to  justify  us  in  saying  that  the 
case  ought  to  go  to  trial,  and  that  we  ought  not  to  attempt  to  cut  short  the  case 
by,  under  the  circumstances,  taking  what  the  Defendants  have  admitted  as  the 
absolute  binding  and  irrevocable  &cts  which  will  be  established  at  the  trial  of 
this  action. 

10  For  these  reasons  I  agree  in  thinking  that  the  decision  of  the  Judge  in  the 
Court  below  ought  not  to  be  disturbed. 

Cozbks-Hardy,  L.J. — If  I  were  at  liberty  to  approach  this  case  de  novo 
and  unhampered  by  previous  authorities,  I  should  have  been  disposed  to  assent 
to  the  argument  urged  by  Mr.  Asquith.    Order  XI.,  which  deals  with  service 

15  oat  of  the  jurisdiction,  is  no  doubt  one  of  extreme  importance,  and  it  is  a 
jurisdiction  which  requires  to  be  narrowly  watched  and  exercised  with  great 
care.  It  only  says  that  service  out  of  the  jurisdiction  may  be  allowed  by  the 
Court  under  certain  circumstances  which  are  specified  in  the  Order.  It 
provides  that  in  order  to  found  any  claim  to  it  at  all,  ^*  the  application  must 

20  ^'  be  supported  by  an  affidavit  stating  that  in  the  belief  of  the  deponent  the 
^  Plaintiff  has  a  good  cause  of  action,^*  and  then  it  goes  on  to  say  that  ^'no  such 
^  leave  shall  be  granted  unless  it  shall  be  made  sufficiently  to  appear  to  the 
**•  Court  or  Judge  that  the  case  is  a  proper  one  for  service  out  of  the  jurisdiction 
**  under  this  Order."    That  must  be  taken,  of  course,  with  Order  XII.,  Rule  30, 

25  which  gives  a  Defendant,  after  he  has  been  served  with  the  writ,  or  notice  of 
the  writ,  a  right  to  enter  a  conditional  appearance  and  to  serve  a  notice  of 
motion  to  set  aside  the  service  upon  him.  Upon  such  a  notice  of  motion  it  is 
quite  clear  that  affidavit  evidence  may  be  allowed,  and  there  are  many  cases  in 
the  books  in  which,  after  leave  has  been  given  to  issue  a  writ  for  service  out  of 

30  the  jurisdiction  and  a  motion  to  discharge  it  has  been  refused  by  the  Judge  of 
first  instance,  the  Court  of  Appeal  has  said  that  they  thought  that  the  Order 
ou^ht  to  be  discharged  and  they  have,  under  certain  circumstances,  beyond  all 
doubt  gone  into  the  facts  of  the  case  with  a  view  to  consider  whether  the 
Plaintiffs  had  or  had  not  a  probable  cause  of  action  such  as  ought  to  be  tried 

35  against  a  Defendant  out  of  the  jurisdiction.  It  seems  to  me  that  the  Court  is 
bound  to  some  extent  to  look  at  the  affidavits,  and  to  see,  if  it  can,  what  is  the 
real  point  in  issue  between  the  parties.  In  the  present  case,  I  confess  I  should 
have  thought  that  it  was  the  duty  of  the  Plaintiffs  to  have  condescended  to 
particulars  in  a  way  which  they  have  not  done — to  have    said  "We  have 

40  ^^  discovered  that  the  Defendants  have  sold  to  John  Jones  within  this  jurisdiction 
"  on  such  a  date,  certain  particular  parcels  of  goods,'*  and  not  to  have  left  the 
matter  in  the  vague  and  unsatisfactory  manner  in  which  they  did  by  the 
affidavit  of  the  Solicitor  swearing  in  the  most  general  terms  possible,  though 
supplemented  no  doubt  to  some  extent  by  the  affidavit  of  Dr.  Ehrhardt.    But 

45  having  regard  to  the  views  expressed  by  the  Court  of  Appeal  in  last  June  in  a 
case*  in  which  the  present  Plaintiffs  were  also  Plaintiffs,  although  against 
other  Defendants,  I  do  not  feel  prepared  to  dissent  from  the  view  taken  by 
the  Master  of  the  Rolls  and  Lord  Justice  ROMBR  and  I  therefore,  most 
reluctantly,  come  to  the  conclusion  that  this  appeal  must  be  dismissed. 

SO  Asquithy  K.C.,  stated  the  Defendants  desired  to  take  the  matter  to  the  House 
of  Lords,  and  asked  that,  having  regard  to  the  very  peculiar  circumstances  of 
the  case,  on  the  Defendants  undertaking  to  prosecute  the  appeal  with  all 

*  Beepatt^  page  425. 


422  REPORTS  OP  PATBNT,  DBSIGN,         [June  4, 1908. 

Badische  Anilin  und  Soda  Fahrik  t.  Ohemische  Faibrik  vormdk 

Sandoz. 

possible  despatch,  there  should  be  a  stay  of  all  further  proceedings  in  the 
action. 

OrippSy  K.C,  contended  that  the  Plaintiffs  ought  not  to  be  prevented  from 
prosecuting  the  action,  which  they  intended  to  do  and  were  doing  at  the 
present  time.  5 

After  some  discussion  the  application  tot  a  stay  was  refused. 
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the  jurisdiction. — Leave  given  to  issue  concurrent  writ  and  serve  notice  thereof 
out  of  thejurisdiction.'^Motion  to  discharge  such  Order.— Affidavit  on  infor- 
mation and  belief. Sufficiency. — Good  cause  of  action.— Motion  refused  unth 
costs. — Appeal  dismissed  with  costs. — Order  XXXVIII.^  Rule  8. — Ordei'  XI.^  20 
Rules  4  and  6. 

This  -was  an  action  by  the  Badische  Anilin  und  Soda  Fahrik  for  infringement 
of  certain  Letters  Patent  against  W.  Q.  TJiotnpson  Jt  Co.^  Ld.y  and  the  Bcule 
Chemical  Works^  a  foreign  Company.    An  Order  to  issue  a  concurrent  writ  and 
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to  serve  notice  thereof  on  the  last  named  Defendants  out  of  the  juris- 
diction was  obtained  on  an  affidavit  of  one  Olashorough^  who  was  a  clerk  in  the 
employment  of  the  Plaintiffs*  solicitors. 
The  Basle  Chemical  Works  applied  by  motion  to  discharyire  this  Order,  and 
5  to  set  aside  the  notice  and  all  subsequent  proceedings.  They  filed  no  evidence. 
On  the  hearing  of  the  motion  before  BuOKLBY,  J.,  the  Ba^le  Chemical  Works 
desired  to  refer  to  an  affidavit  of  Dr.  Ehrhardt  filed  on  a  motion  for  an  interim 
injonotion  against  the  co-Defendants,  but  the  learned  Judge  refused  to  allow 
such  affidavit  to  be  used  as  no  notice  to  read  had  been  given. 

10      Buckley,  J. — This  is  a  motion  by  the  Defendants,  the  Basle  Chemical ^ 

WorkSy  to  discharge  the  Order  giving  liberty  to  give  notice  in  lieu  of  service  out 

of  the  jurisdiction,  and  that  the  notice  in  lieu  of  service  and  all  subsequent 

proceedings  in  the  action  may  be  'set  aside. 

The  question  I  have  to  determine  is  whether  the  affidavit  which  has  been  read 

15  and  commented  upon  most  elaborately,  and  which  is  wholly  unanswered  by  the 
Defendants,  is  sufficient,  or  was  sufficient,  to  justify  the  leave  to  serve  notice 
oat  of  the  jurisdiction.    In  my  opinion  it  was. 

The  fir^t  point  raised  is  :  That  inasmuch  as  under  Order  XXXYIII.,  Rule  3, 
affidavits  on  interlocutory  applications  as  to  belief  must  state  the  grounds 

20  thereof,  there  is  no  sufficient  statement  here  of  any  grounds  for  the  belief 
to  which  the  deponent  pledges  himself.  Thai  is  a  matter  which  I  had  to  deal 
with  the  other  day,  and  I  repeat  that  it  seems  to  me  that  to  answer  that  you 
mnst  read  the  affidavit  as  a  whole  in  order  to  see  whether  the  belief  which  is 
spoken  to  is  a  belief  at  random,  or  is  a  belief  for  which  the  deponent  really 

25  assigns  some  grounds  showing  that  he  is  not  speaking  at  random. 

I  think  this  affidavit  is  sufficient  in  that  respect.  To  put  it  briefiy,  the 
snbstance  of  it  is  this,  that  the  Plaintiffs,  who  are  manufacturers  abroad,  have 
for  some  time  been  making  inquiries  in  order  to  ascertain  whether  certain  other 
manufacturers  are  infringing  or  not,  and  that,  as  the  result  of  their  inquiries, 

30  they  have  got  certain  information  which  satisfies  them  that  certain  things  are 
sold,  and  the  deponent  says,  ^*  they  have  told  me  that,  and  I  therefore  believe 
**  it."  To  show  that  that  is  so,  I  refer  in  the  first  place  to  paragraph  7,  where  he 
says  : — ^*  The  Plaintiffs  are  satisfied  from  information  obtained  by  them  that  the 
•*  dyes  manufactured  and  sold  are  infringements,"  and,  again,  in  paragraph  8  : — 

35  **  I  am  inform  >d  by  the  Plaintiffs,  and  I  verily  believe,  that  for  Some  consider- 
*•  able  time  past  they  have  been  aware  of  infringements,"  and  so  on.  "  They 
**  have  also  informed  me  that  they  took  every  precaution  to  ascertain  the  source 
"  from  which  such  dyes  were  obtained,  bat  they  were  unable  to  ascertain 
**  who  was  the  manufacturer  until  quite  recently,  and  they  are  now  satisfied 

40  •*  that  the  Basle  Chemical  Works  manufacture  them." 

The  deponent,  as  it  appears  to  me,  pledges  his  oath  to  his  belief  in  these 
things  upon  this  ground,  that  he  says  :  "  My  clients  for  whom  I  have  acted  for 
**  many  years  now  past  have  made  inquiries  with  the  result  that  they  have  got 
"  information,  and  they  are  satisfied  that  something  is  sold,  and  therefore  I 

45  •*  believe  them."    That  is  the  point  upon  Order  XXXVIII.,  Rule  3. 

Then,  next,  I  have  to  look  to  see  whether  Order  XL,  Rule  4,  is  satisfied — that 
is  to  eay,  whether  the  affidavit  states  that  in  the  belief  of  the  deponent  the 
Plaintiff  has  a  good  cause  of  action,  and  also  the  grounds  on  which  the  application 
is  made,  and  whether  it  is  made  sufficiently  to  appear  to  me,  that  the  case  is  a 

50  proper  one  for  service  out  of  the  jurisdiction.  In  order  to  see  whether  that  is 
so,  I  have  to  transpose  to  some  extent  the  paragraphs  of  the  affidavit  to  see 
what  it  comes  to.  I  begin  with  the  last  words  of  paragraph  7 : — **  The 
**  Defendants  the  Basle  Chemical  Works  " — I  am  leaving  out  "  information  and 
^  belief,"  because  I  have  disposed  of  that  question,  and  I  read  it  as  if  it  were 

55  HBtisCaetory  evidence. — ^^  The  Defendants,  the  Basle  Chemical  WorkSy  manu- 
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^^  facture  at  their  workp  at  Basle  dye8,  which  are  infringementB/'  Ptoigraph  8, 
at  the  end  says: — ^''^ After  the  inqniries  which  they  have  made  the  Plaintifb 
*^  are  satisfied  that  the  Basle  Ghemical  Works  manofactore.''  There  an  act  is 
spoken  to  of  mannfactare  by  way  of  infringement  under  the  Patent,  but  it  is 
a  harmless  act,  because  it  is  done  out  of  the  jurisdiction,  and  the  Defendants  5 
are  perfectly  entitled  to  do  it  there.  Then  paragraph  1 : — "  The  Plaintiffs  are 
^^  satisfied  that  the  dyes  manufactured  by  the  Basle  CJkemical  Works  and  sold 
"  are  infringements." 

Those  three  paragraphs  therefore  run  together.  Then  what  is  deposed  to  as 
to  what  is  done  with  the  articles  thus  manufactured  by  way  of  infringement  ?  10 
For  that  you  must  look  to  paragraphs  5  and  6.  I  cannot  help  wishing  that  these 
paragraphs  had  been  more  plahi,  but  I  have  got  to  read  the  affidavit,  and  say 
what,  on  a  fair  reading,  is  its  true  construction.  The  subject-matter  dealt  with 
by  paragraph  5,  as  it  appears  to  me,  is  this — sales  within  the  United  Kingdom 
of  things  which  may  properly  be  sold  there,  and  things  which  cannot  properly  15 
be  sold  there.  The  first  part  of  it  in  substance  says,  that  where  the  Bade 
Ghemical  Works  are  selling  something  which  is  no  infringement  at  all,  they 
act  through  agents  in  a  perfectly  open  manner,  but  where  they  are  selling 
things  which  are  infringements  they  do  not  sell  through  agents,  but  they  sell 
direct.  Now  I  think  that  does  amount  to  a  sale  to  which  that  class  of  20 
observation  is  properly  addressed,  namely,  a  sale  in  this  country.  It  does  not 
say  so  in  so  many  words,  but  I  think  on  the  fair  reading  of  the  paragraph  it 
means  that.  The  language  used  is  : — ^^  I  am  informed  and  believe  that  the  Bcule 
^^  Ghemical  Works  had,  and  still  have,  special  agents  in  the  United  Kingdom  '^ 
— they  are  the  relevant  words — "  for  selling  dyes  which  do  not  infringe,  but  25 
*^  that  those  agents  do  not  sell  the  infringing  dyes,  and,  further  that  all  infring- 
*^  Ing  dyes  were  always,  and  still  are,  sold  by  the  Defendants,  the  B(nsle 
"  Ghemical  Works^  direct  to  customers."  That  sentence  really  I  think  is  not 
intelligible  and  sensible  unless  you  read  that  to  mean  ^^  direct  to  customers  in 
"  the  United  Kingdom,"  the  whole  subject-matter  treated  of  by  the  paragraph.  30 
Then  paragraph  6  goes  on  : — ^^  The  Defendants,  the  Basle  Ghemical  WorkSy  as  I 
*'  am  informed  and  verily  believe  to  be  true,  send  travellers  over  to  the  United 
^  Kingdom  who  personally  take  orders  from  and  make  contracts  for  the  supply 
^*  of  the  dyes  complained  of  with  the  various  customers  in  this  country."  Of 
course  the  Applicants  would  ask  me  to  say  that  those  are  not  the  customers  35 
referred  to  in  paragraph  5,  because  tbey  are  spoken  of  as  *'  the  customers  in 
^  this  country."  I  think  they  are  the  same  customers,  and  that  the  deponent 
means  the  said  same  various  customers  in  this  country,  the  customers  to  whom 
I  have  said  in  paragraph  5  that  they  are  sold  direct  by  the  Basle  Ghemical 
Works.  40 

The  only  question  which  remains  is  what  is  meant  by  a  sale.  I  have  heard 
a  long  argument  based  upon  the  question  of  whether,  if  there  be  a  mere  contract 
in  this  country,  not  followed  by  a  delivery  in  this  country,  that  would  be  an 
infringement  or  not.  I  think  I  ought  to  read  the  words  ^*  sale  to  customers  in 
'^  this  country  "  if  I  find  them,  as  I  do  upon  this  construction,  in  the  affidavit,  to  45 
mean  **  sale  to  customers  in  this  country,"  that  is  to  say,  a  sale  followed  by 
delivery. 

I  therefore  hold  that  the  affidavit  is  sufficient,  and  being  of  that  opinion  I 
dismiss  this  motion,  and  the  costs  will  be  the  Plaintiffs*  in  any  event. 

The  Basle  Ghemical  Works  appealed.  On  this  appeal  the  following  affidavits  50 
were  filed.  An  affidavit  of  Edward  Seigler  (of  the  Basle  Ghemical  Works),  in 
which  he  stated  to  the  effect  that  that  Company  denied  delivery  of  any  goods 
in  England,  but  that  they  admitted  the  making  of  contracts  in  England,  althou^ 
the  goods  were  not  at  the  time  appropriated.  Paragraph  18  of  this  affidavit  waa 
as  follows : — *^  These  Defendants  were  taken  by  surprise  when  it  was  stated  on  55 
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**"  behalf  of  the  Plaintiffs,  on  the  hearing  of  the  said  motion  to  set  aside  the  said 
**  leave,  that  the  Plaintiffs  alleged  that  there  was  a  sale  and  delivery  in  England 
**  of  the  said  dye  by  these  Defendants  ;  and  also  when  the  learned  Judge 
**  declined  to  look  at  the  said  affidavit  of  E.  F.  Ehrhardt  on  the  ground  that 
5  '^  no  notice  had  been  given  to  read  the  same/*  An  affidavit  of  Ehrhardt  in 
answer  wasfiled  confirming  the  statement  in  the  affidavit  of  OUishorough  to  the 
effect  that  samples  were  used  generally  to  enable  the  Defendants,  the  Basle 
Chemical  Works^  to  obtain  orders  for  and  sell  the  alleged  infringing  dyes  in 
the  United  Kingdom.    Two  affidavits  of  SeigUr  were  filed  in  reply,  denying 

10  any  importation  of  the  dyes  into  England,  and  denying  any  use  of  samples  as 
alleged. 

On  the  hearing  of  the  appeal,  Upfohn^  E.t!.,  and  JR.  J.  Parker  (instructed  by 
Ward^  PerkSy  and  McKay)  appeared  for  the  Appellants ;  CrippSy  K.C.,  and 
Orciham  (instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Respondents. 

15  A  point  as  to  misjoinder  arose  on  the  hearing  of  the  appeal  which  is  not  dealt 
with  by  this  report. 

Yauohan  Williams,  LJf. — ^The  question  that  has  been  raised  here,  and  has 
been  argued  at  some  length,  and,  if  I  may  say  so,  very  well  argued,  is  not  by 
any  means  free  from  difficulty.    The  question  put  shortly  is  whether  or  not 

80  the  leave  to  serve  this  writ  abroad  upon  the  foreign  Defendants  ought  to 
have  been  granted,  and  whether  we  ought  to  discha^rge  Mr.  Justice  Buckley*s 
Order. 

What  the  Plaintiffs  complain  of  is  an  infringement  of  a  Patent.  The 
Plaintiffs*  affidavit — as  to  which  I  entirely  agree  with  Mr.  Justice  Buckley — ^was 

25  not  as  clear  as  might  have  been  wished,  but  still  it  did  in  my  judgment 
sufficiently  state  that  there  was  a  good  cause  of  action  so  as  to  comply  with  the 
express  provisions  of  Order  XL  The  words  '^  good  cause  "  are  not  used,  but  as 
Mr.  Justice  Buckley  points  out,  when  you  look  at  the  affidavit  you  can  find  in 
it  sufficient  &cts  stated,  and  the  sources  of  the  information  upon  which  those 

30  facts  are  stated,  to  make  it  a  proper  inference  to  draw  that  there  is  a  good  cause 
here,  in  the  sense  that  there  is  a  cause  of  action  as  to  which  the  Plaintiffs  may 
probably  succeed. 

I  wish  to  point  out  at  once,  with  reference  to  the  affidavits,  that  we  have  now 
materials  before  us  which  Mr.  Justice  Buckley  had  not  before  him,  and  things 

35  are  a  good  deal  plainer  now  than  they  were  when  they  were  before  Mr.  Justice 
Bucldey.  But  although  the  facts  are  a  good  deal  plainer,  the  facts  are  not 
agreed  or  admitted.  There  is  a  contest  as  to  part  of  the  facts.  There  is  a 
contest  for  instance  as  to  whether  or  not  the  Defendants  by  their  specially 
appointed  agents  do  enter  into  contracts  in  this  country  on  behalf  of  the  Basle 

40  Ghemical  Company^  and  that  being  so,  in  my  judgment  it  would  not  be  right 
or  convenient,  this  contest  as  to  &cts  existing,  that  we  should  treat  this  as  a 
mere  point  of  law,  and  dispose  of  the  action  in  that  way.  Although  I  do  not 
decide  anything  about  that,  I  have  considerable  doubt  whether  it  is  truly  said, 
with  reference  to  the  practice,  that  if  a  Judge,  to  whom  an  application  is  made 

45  for  leave  to  serve  a  writ  out  of  the  jurisdiction,  finds  that  the  facts  are  not  in 

dispute,  but  that  there  is  a  difficult  point  of  law  to  be  determined,  he  is  bound 

to  hear  and  determine  the  point  of  law  without  allowing  the  action  to  go  on. 

I  do  not  think  that  is  so.    I  only  say  tiiat    this    is  not    such  a  case.    In 

*my  opinion  the  facts  of  this  case  are  not  ascei*tained  properly,  and  under  those 

90  circumstances  what  the  learned  Judge  had  to  do  was  to  ascertain  whether  on 
the  affidavits  the  Plaintiffs  made  out  a  good  cause  of  action  in  the  sense  that 
prima  facie  there  was  a  probability  of  their  being  successful. 

Now  just  let  us  see  how  the  Plaintiffs  do  put  their  cause  of  action.    It  is,  to 

put  it  shortly,  an  action  for  the  infringement  of  their  Patent  rights,  and  it  is 

^  suggested  here  that  there  are  two  ways  in  which  this  action  may  in  law  be 
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supported  upon  the  facts  as  alleged  by  the  PlaintiSs.  Firsts  the  PlaintiiEs 
say  : — "  You  employed  agents  over  here  who  had  samples  with  them  whereby  to 
*^  enable  them  to  enter  into  contracts  for  the  sale  of  goods,  it  is  true  to  be 
^<  deliyere(^abroad»  but  your  agents  were  employed  to  use  this  patented  article 
**  for  the  purpose  of  being  inspected  by  customers  whom  they  wished  to  turn  5 
^'  into  purchasers,  and  there  was  power  in  these  agents  to  enter  into  final  and 
^^  binding  contracts.**  It  is  suggested  that  under  those  circumstances  there  was 
an  exercise  by  the  Defendants  of  the  business  of  selling  these  patented  articles 
in  this  country,  and  not  the  less  so,  because  the  goods  niight  be  delivered 
abroad,  and  the  property  might  pass  abroad.  I  do  not  express  any  opinion  upon  10 
the  question  whether  that  is  a  good  cause  of  action  further  than  to  say  that  in 
my  judgment  this  suggested  cause  of  action  is  a  very  arguable  one,  and  somo 
light  is  thrown  upon  the  case,  by  the  case  of  Qrainger  v.  Oough*  which  was  not 
a  Patent  case,  but  a  Revenue  case  in  which  Mr.  Roederer  was  sought  to  be 
charged  with  income  tax,  the  suggestion  being  that  he  exercised  the  trade  of  a  15 
wineseller  in  England,  because  he  employed  agents  to  solicit,  and  obtain  orders 
for  wine  in  England,  and  the  ground  upon  which  it  was  held  that  he  was  not 
so  liable  was  that  he  did  not  exercise  the  trade  in  England,  because  all  these 
agents,  by  the  terms  of  their  authority;  could  not  enter  into  any  contract. 
There  was  an  express  limitation  introduced  into  the  words  of  every  order  20 
that  they  took  that  the  contract  was  to  be  subject  to  acceptance  or  rejection  by 
Mr.  Bo^rer  at  Rheims,  in  France.  I  say  no  more  about  this  point  than  thi^ 
it  seems  to  me  that  that  is  an  arguable  matter  which  has  not  been  determined 
by  any  final  authority  as  yet. 

Then  a  second  way  in  which  the  cause  of  action  is  put  is  this.  It  is  said  that  25 
the  Defendants  hand  to  their  agents  here  samples,  and  that  these  sales  are 
effected  by  the  user  of  these  samples  by  these  agents  for  exhibition,  and  by  the 
purchac)ers  for  inspection,  before  purchase.  There,  again,  I  do  not  say  that  that 
does  certainly  constitute  a  good  cause  of  action  ;  but  it  is  arguable,  and  I  diecline 
altogether  to  say  that  the  Plaintiffs  have  or  have  not  got  a  good  cause  of  action  30 
under  those  circumstances.  As  I  think  I  have  already  stated,  the  facts.a8  to  this 
part  of  the  case  are  uncertain,  and  for  those  rqasons  I  think  that  this  writ  ought 
to  be  issue  d,  and  notice  of  it  served  abroad,  and  the  action  to  go  on 

In  my  opinion,  the  judgment  of  Mr.  Justice  Buckley  ought  to  be  affirmed 
and  this  appeal  dismissed.  35 

ROMER,  Z.J. — I  have  felt  great  doubt  about  this  case,  and  I  cannot  say  that 
my  doubts  are  wholly  removed.  On  the  whole  I  have  come  to  the  conclusion 
that  we  ought  not  to  discharge  the  Order  allowing  service  of  notice  of  this  writ 
out  of  the  jurisdiction.  I  will  deal  with  the  case  as  one  of  sul3stance.  What  was 
the  Plaintiffs*  case  in  substance  as  gathered  from  the  evidence  on  which  the  40 
leave  was  granted  ?  It  was,  as  I  understand  it,  that  the  Plaintiffs  had  had  their 
Patent  infringed  by  the  Appellants,  the  Basle  Ghemicdl  Company^  because  that 
Company  had  vended  in  this  country.  Now  that  was  the  substance  of  their 
case.  After  leave  had  been  granted  on  an  affidavit,  the  Defendants,  the  Basle 
Chemical  Company^  came  forward,  and  by  affidavit  raised  this  point.  They  said  45 
on  affidavit,  "true,  we  by  our  travellers  induce  contracts  for  the  sale  of. goods 
^'  which  may  be  taken  for  this  purpose  to  have  been  manufactured  by  us  abroad 
*^  in  a  manner  which  would  be  an  infringement  in  this  country  if  manu&ctured 
'^  here,  but  the  contracts  we  so  obtained  with  our  co-Defendants  were  contracts 
'^  only  for  the  delivery  of  the  goods  abroad,**  and  the  Defendants  say,  that  50 
being  so,  there  was  no  infringement  by  them.  Thereupon  the  PlaintifEs 
say  that  with  regard  to  the  further  evidence,  if  it  has  to  be  gone  into,  the 
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qaeetioDB  that  have  to  be  tried  here  cannot  be  wholly  determined  by  that 
statement  made  by  the  Defendants.  They  do  not  admit  as  I  understand  it 
that  the  Defendants  haye  not  in  fact  entered  into  contracts  nnder  which  the 
goods  had  to  be  or  were  in  fact  deliyered  in  this  conntry.    They  leaye  the 

5'  statement  of  the  Defendants  where  it  stood  without  farther  eyidence,  bat  I  do 
not  understand  that  they  admit  that  fact  and  they  further  say  that  '*  you  cannot 
^  try  this  question  merely  by  regarding  that  fact,  eyen  if  it  be  true  one,  because 
**  there  are  other  circumstances  which  it  may  be  important  for  the  Court  to 
*^  know  in  determining  the  question  whether  there  has  been  a  yending  of  the 

10  **  infringing  goods  here  by  the  Defendant  Company/*  and  they  say  amongst 
those  facts  are  these,  that  the  Defendants'  trayellers  carried  samples  which  were 
infringements,  for  the  purpose  of  obtaining  the  sales,  and  that  infringing 
samples  were  sent  to  the  purchasers  to  be  used  by  the  purchasers  who 
were  to  receiye  those  samples  for  certain  purposes.    Now  that  is  how  the 

15  matter  stands  on  the  affidayits,  and  the  doubt  I  felt  in  this  case— one  of 
the  doubts  rather — ^was  whether  it  was  not  the  duty  of  this  Court  on  that 
eyidenoe  to  say  what  were  the  facts  with  regard  to  the  allefired  yending  in 
this  country,  and  whether  or  not  it  was  not  the  duty  of  this  Court  upon 
the  facts,  as  far  as  they  could  be  afK^ertained  upon  the  affidayits,  to  decide 

20  the  l^gal  question  as  to  infringemelit  by  yending.  But  on  consideration  I 
haye  thought  it  best  not.  The  facts  are  not  fully  ascertained,  or  may  not 
be ;  it  may  possibly  be  that  the  Plaintiffs  will  be  able  at  the  trial  to 
establish  such  facts,  when  they  are  folly  ascertained,  as  will  establish  that  in 
some  cases  the  Defendants   haye  yended  the    infringing  goods  to  the  co- 

25  Defendants  or  some  of  them.  On  the  whole  I  think  it  would  be  better  to  wait 
until  the  facts  are  more  satisfactorily  ascertained,  and  not  to  try  to  decide  a 
difficult  point  of  lisiw,  or  what  may  be  a  difficult  point  of  law,  before  the  &cts 
can  be  said  to  be  fully  and  satisfactorily  ascertained.  I  therefore  think  that  the 
case  on  the  merits  as  to  yending  ought  to  be  allowed  to  be  tried,  and  that  this 

30  Coart  is  not  bound  to  decide  such  a  question  at  this  moment.  It  is  sufficient 
in  a  proper  case  for  the  Court  to  say  as  to  a  question  of  law,  which  has  to  arise, 
that  there  is  a  probable  chance  of  success  for  the  Plaintiffs,  and  the  question  of 
law  which  will  arise  when  the  facts  are  fully  ascertained,  had  better  be 
determined  later  on,  and  the  Court  would  not  be  bound  in  eyery  instance 

35  of  a  case  like  this  to  decide  the  point  of  law,  howeyer  difficult  and  howeyer 
it  might  turn  upon  the  true  &ct8  of  the  case  not  yery  fully  or  yery 
satisfoctorily  set  forth  on  the  eyidence  before  the  Court.  And  further,  there  Ih 
this  to  be  said — though  I  should  haye  felt  great  doubt  in  allowing  this  action  to 
haye  gone  on  if  the  Plaintiffs*  case  had  been  narrowed  to  that — there  may  be  a 

40  question  also  to  be  considered  whether  or  not  there  has  not  been  user  by  the 
^asle  Chemical  Company  itself,  in  the  way  in  which  these  samples  haye  been 
used.  I  think  therefore  on  the  substance  (^  the  case  that  this  action  should  be 
allowed  to  go  on,  and  that  the  leaye  to  serye  notice  of  the  writ  out  of  the 
jurisdiction  ought  to  haye  been  granted 

45  As  to  the  other  technicalities,  I  do  not  desire  to  say  any  more  than  has  been  said 
by  the  learned  Judge  in  the  Court  below  with  regard  to  them.  I  agree  that 
under  the  Order  the  Plaintiffs  applying  for  leaye  to  serye  notice  of  the  writ  out 
of  the  jurisdiction  must  by  a  deponent  swear  that  there  was  a  good  cause 
of  action,  and  I  think  the  word  '^  good  "  there  must  mean  that  the  Plaintiffs 
50  should  be  in  a  position  to  swear  it,  and  not  merely  that  it  is  an  illusory  or  an 
unsubstantial  cause  of  action,  but  some  cause  of  action  on  which  the  Plaintiff 
is  likely  to  obtain  substantial  relief.  But  in  this  case  although  the  word 
^good  '*  is  omitted  by  the  deponent  who  swore  that  there  was  a  cause  of  action, 
yet  if  the  affidayit  is  looked  at  as  a  whole  I  think  one  can  gather  that  the  word 
55  ''good  *'  was  omitted  as  a  mere  slip  and  that  what  the  deponent  did  mean  was 
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that  he  believed  there  waa  a  good  cause  of  action  within  the  tnie  meaning  of 
those  words  as  used  in  the  Order.  I  think  in  a  case  of  this  kind,  if  one  can 
gather  from  the  whole  affidavit  that  that  is  what  the  deponent  meant,  one 
ought  not  because  of  a  mere  slip,  as  I  think  it  was  here,  of  the  word  **  good  ^  to 
discharge  the  service  of  the  writ.  With  regard  to  the  point  made  as  to  the  5 
deponent  not  specifyuDig  his  means  of  knowledge,  I  have  nothing  to  add  to  what 
was  said  in  the  Court  below  by  Mr.  Justice  Bv,ckley.  Therefore  I  have  come 
to  the  conclusion  that  this  appeal  fails  and  must  be  dismissed. 

Stirling,  LJ. — I  have  come  to  the  same  conclusion,  but  not  without  some 
doubt  and  hesitation,  although  ultimately  I  adopt  the  view  that  it  is  not  lO 
expedient  that  this  action  should  be  brought  to  a  close  at  the  present  stage. 
I  think  in  the  exercise  of  our  jurisdiction  and  of  the  discretion  that  is  vested 
in  us,  we  ought  to  allow  this  action  to  proceed.  It  appears  to  me  that  the  facts 
with  regard  to  the  acts  of  the  agents  who  are  admitted  now  to  have  been 
employed  in  this  country  to  make  contracts  with  persons  in  this  country  for  the  15 
sale  of  goods  which  are  alleged  to  be  infringements  of  the  Patent,  ought  to  be 
more  thoroaghly  investigated  before  any  decision  can  be  arrived  at  on  any 
question  of  law. 

Upjohn^  E.C. — Having  regard  to  what  was  said  in  the  former  case,  both  in  the 
Oourt  of  Appeal  and  in  the  House  of  Lords,  of  course  we  are  in  considerable  20 
difficulty,  and  I  ask  your  Lordship  to  be  good  enough  to  make  the  costs  costs  in 
the  action,  and  of  course  if  we  are  wrong  in  the  end  we  ought  to  pay  them. 

Gripps^  K.C. — I  ask  your  Lordship  that  the  costs  of  the  appeal  should  be  in 
any  event  I  submit  that  we  are  successful  on  this  appeal,  and  the  learned 
Judge  below  made  the  Plaintiffs*  costs  costs  in  any  event.  25 

.Yaughan  Williams,  LJ.—l  think  the  ftosts  must  follow  the  ordinary 
result. 

Upfohfif  K.C. — Costs  in  any  event. 

ROMBB,  L.J. — Costs  in  any  event. 


Vol.  XX^  No.  16.]       AND  TRADE  MARK  OASES.  429 


Abel  Morrally  14.  v.  T.  Hessin  A  Go. 


In  the  Court  op  Appeal. 


Before  The  Master  op  the  Rolls  and  Lords  Justices  Romer  and 

Oozens-Hardy. 


April  3rd  and  6tli,  1903. 
Abel  Morrall,  Ld.  v.  T.  Hessin  &  Go. 


2Va&  name. — Action  to  restrain  passing-off. — "Morrall's  Needles''^  and 
•*Mogg*B  Needles.^'' -^Fraudulent  purchase  of  goodwill  of  business  for  the 
colourable  purpose  of  acquiring  manufacturer's  name. — Injunction  awarded. — 
Appeal  dismissed. 

IQ      The  Plaintiffs  and  their  predecessors  had  canned  on  the  business  of  needle 

manufacturers  for  about  a  hundred  years  under  the  style  of  "  Abel  Morrall," 

and  their  needles  had  acquired  a  great  reputation  and  were  sold  and  bought  as 

Abel  MorrallV'  ^  "  A.  MorrallV'  or  **  Morrall's,"  or  "Morrall'B  Needles;' 

as  tvas  admitted  by  the  Defendants  during  the  trial.    In  1891  the  Plaintiffs 

15  purchased  the  goodwill  of  the  business  of  Joseph  Mogg  and  Joseph  John 
Richard  Mogg,  trading  under  the  styles  of  ^<  Joseph  Mogg'&  Co."  and 
"  Joseph  J.  R.  Mogg  &  Co.,"  and  the  market  for  the  needles  now  sold  by  the 
Plaintiffs  under  these  names  was  in  Ireland  and  Scandinavia^  where  they 
were  well  known  as  ^'  Mogg's  Needles;''    In  1900  the  Defendant^  who  had 

20  started  business  in  1898  in  the  sam£  neighbourhood^  purclvased  for  681.  from 
one  Jabez  Yardley  Morrall,  a  man  in  a  small  way  of  business^  his  goodwill  and 
stock-in-trade^  the  latter  having  been  just  valued  at  86l.y  the  deed  of  assignment 
binding  him  not  to  authorise  his  name  to  be  used  for  the  purpose  of  a  needle 
manufacturer  by  any  other  person  or  persons.    In  1897  by  a  similar  trans- 

25  action  the  Defendant  had  purchased  from  one  William  Mogg  his  machinery 

with  the  goodunll  of  his  business  and  use  of  his  name,  it  appearing  that  beyond 

the  manufacture  of  crotchet-hooks  he  did  nothing  to  needles  beyond  packing  them 

2  L 
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in  paper.  The  Plaintiffs  having  brought  an  action  against  the  Defendants  for 
an  injunction  and  other  relief.  Held,  that  the  purcJiases  from  Jabez  Yardley 
Morrall  and  William  Mogg  were  not  bond  fide  transactions^  but  we^^e  colourable 
devices  for  giving  the  Defendant  some  appearafice  of  weight  to  use  their  names 
in  order  that  by  using  surnames  where  different  initials  were  insufficient  to  5 
distinguish  the  goods  and  businesses  he  might  obtain  trade  intended  for  the 
Plaintiffs ;  and  that  this  wa^  sufficient  fraud  to  e?iable  the  Court  to  inquire 
into  the  motives  of  such  transactions  even  where  it'  was  the  man's  own 
name  that  had  been  purchased^  irrespective  of  goodwill.  An  injunction  was 
granted  to  restrain  the  Defendant  from  carrying  on  business  under  the  name  10 
of  3.  Y.  Morrall  or  W.  Mogg  &  Co.,  or  any  other  name  calculated  to  represent 
that  the  Defendant  was  carrying  on  the  Plaintiffs*  business.  The  Defendant 
appealed. 

Held,  that  the  appeal  must  be  dismissed  with  costs. 

Abel  Morrall^  Ld.^  carried  on  a  business  which  for  a  hundred  years  had  been  15 
conducted  under  the  name  of  "  Abel  MorralV    This  business  was  that  of  needle 
manufacturing,  w^hich  was  conducted  in  a  number  of  grades,  of  which  the  follow- 
ing is  a  description  : — The  persons  who  constitute  the  first  of  the  three  grades  are 
described  as  needle  stampers,  or  occasionally  as  needle  makers,  and  their  part 
of  the  process  consists  in  stamping  and  making  the  eye  in  wire  belonging  to  20 
manufacturers,  after  which  the  needles  are  returned,  in  a  soft  condition,  to  the 
manufacturer,  for  the  farther  processes  to  be  carried  out.     Needle  stampers 
are  mere  workmen  who  do  the  first  rough  work  for  the  manufacturers.    The 
persons  who  constitute  the  next  grade  are  described  as  manufacturers  of  needles 
"  in  the  plain."     Such  persons  employ  workmen  or  out- workers,  who  carry  out  25 
the  different  processes  of  perfecting  the  stamped  needles » up  to  and  including 
the  stage  of  scouring,  and  then  pack  them  in  brown  paper  parcels  containing 
1,000  or  2,000  needles.    In  some  cases  they  do  this  for  the  bigher  grade  of 
manufacturers  as  their  employes.     In  other  cases  they  do  this  on  their  own 
account,  and  then  sell  the  needles  in  the  plain  in  brown  paper  parcels,  but  never  30 
labelled,  to  small  manufacturers,  who  cannot,  or  do  not,  usually  make  thdir  own 
needles  throughout.    There  are  a  few  of  sach  so-called  manufacturers  in  the 
Redditch  district,  but  their  number  is  rapidly  decreasing.     Neither  the  needle 
stampers  nor  the  needle  manufacturers  "  in  the  plain "  come  into  contact  or 
have  anything'  to  do  with  the  public.    When  the  needles  have  passed  through  35 
their  hands  and  are  "  in  the  plain  "  they  are  not  finished  or  ready  for  use,  and 
are  not  sold  to  the  public  in  that  state  ;  nor  are  they  labelled  or  got  up  under 
the  name  of  the  needle  stamper  or  manufacturer  "  in  the  plain,"  but  are  simply 
passed  on  to  the  manufacturer  in  order  that  he  may  finish  them  and  sell  them 
to  the  public  on  his  own  name  and  reputation.    The  persons  who  constitute  40 
the  third  or  highest  grade  are  the  only  persons  who  are  known  as  manufacturers. 
They  receive  the  needles  "  in  the  plain  "  from  the  manufacturers  "  in  the  plain,'* 
and  then  have  them  finished,  done  up  into  small  packets,  containing  usually  6, 
12,  or  25  needles,  and  labelled  by  their  own  employes,  after  which,  and  not 
before,  the  needles  are  ready  to  be  sold,  and  are  sold,  to  the  public.    The  two  45 
lower  grades  of  makers  work  exclusively  for  the  trade.    The  manufacturers 
who  constitute  the  highest  grade  exclusively  supply  the  public,  and  are  alone 
known  to  the  public,  who  purchase  needles  from  them  in  reliance  upon  their 
names  and  Trade  Marks,  and  reputation. 
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On  the  13th  of  December  1901,  Abel  Morrall^  Ld.^  commenced  an  action 
against  T.  Hessin  A  Go.  (the  trading  name  of  Andrew  Douglas  Gharles)^ 
claiming  the  relief  hereinafter  stated. 
The  following  statement  of  facts  is  taken  from  the  judgment  of  the  learned 
5  Judge  in  the  Court  below  on  the  trial  of  the  action  : — In  the  year  1891  Abel 
Edgar  Morrall  was  the  proprietor  of  a  very  old-established  business  of  a  needle 
mannfacturer,  which  had  been  carried  on  by  him  and  his  predecessors  for  about 
100  years  at  Studley,  near  Redditch,  under  the  style  of  Abel  MorralL  On  the 
30th  of  September  1891  he  purchased  the  goodwill  of  the  business  of  Joseph 

10  Mogg  and  Joseph  John  Richard  Mogg^  needle  manufacturers,  which  had  been 
carried  on  at  Redditch  for  a  considerable  period  under  the  styles  or  firms  of 
*•  Joseph  Mogg  A  Go,^''  and  "  Joseph  J.  7?.  Mogg  A  Go.y^'  and  part  of  which 
business  dated  from  the  year  1846.  All  these  businesses  were  acquired  by  the 
Plaintiff  Company  at  its  formation  in  1898.    Abel  MorralVs  needles  acquired  a 

15  great  reputation.  They  were  labelled  and  sold  by  Abel  Morrall  as  ^^  Abel 
^^  MorralVs^''  or  "  -4.  MorralCsy^  but  were  described  in  many  dealer's  catalogues 
simply  as  "JforraW'«,"  and  were  asked  for  by  tailors  and  the  trade  as  '^MorralVs 
"  Needles "  ;  and  it  was  conceded  by  the  Defendant  (after  various  important 
trade  witnesses  had  been  called  for  the  Plaintiffs)  that  he  could  not  further 

20  contest  the  fact  that  when  "  MorralVs  Needles  "  were  asked  for  it  was  meant 
and  intended  that  the  needles  of  the  Plaintiffs  should  be  supplied,  and  no 
other.^.  The  market  for  the  needles  of  the  Plaintiff  Company  and  their  prede- 
cessors, sold  under  the  label  of  J.  Mogg  A  Go.,  or  Joseph  Mogg  A  Go.y  is  in 
Ireland  and  Scandinavia,  where  they  are  well  known,  and  are  asked  for  as 

25  "  Mogg's  Needles,"  and  they  are  the  only  needles  in  Ireland  so  known.  Persons 
in  Ireland  asking  for  "  Mogg^s  Needles  "  would  mean  and  intend  the  Plaintiffs* 
needles  and  no  others.  The  Plaintiff  Company  also,  upon  its  incorporation, 
took  over  the  business  of  Lewis  and  Bai/lis,  of  Redditch.  The  Plaintiffs* 
premises  at  Studley  are  known  as  "Priory  Works,"  and  their  premises  at 

30  Redditch  as  "  Clive  Works " ;  the  latter  have  an  entrance  in  Edward  Street, 
Redditch.  The  Plaintiffs'  business  is  one  of  the  largest  in  the  needle  trade. 
The  Plaintiffs'  claim  in  this  action  was  for  an  injunction  to  restrain  the 
Defendant  from  carrying  on  business  as  a  needle  manufacturer  under  the  name 
or  style  of  "J.  Y.  Morrall,''^  or  *'  W.  Mogg  A  Go.,"^^  and  from  passing  off  the 

35  Defendant's  goods  as  or  for  the  Plaintiffs'  goods.  The  Defendant,  Andreiv 
Douglas  Gharlesy  commenced  business  at  Redditch  in  1893,  under  the  style  of 
"  T.  Hessin  A  Go.^^  The  name  Hessin  had  been  used  for  many  years  by  his 
father,  Andrew  GharleSy  o^  Birmingham,  a  smallware  merchant.  The  father 
dealt  in  needles,  and  they  were  branded,  by  his  direction,  "  Hessin^s  Needles." 

40  The  Defendant  sold  his  needles  as  "  Hessin's  Needles  "  until  a  transaction  took 
place  in  the  year  1900,  which  the  Defendant  claims  entitles  him  to  sell  needles 
under  the  name  of  "/.  F.  MorralV^  It  appears  that  one  Jabez  Yardley 
Morrall  was  formerly  an  employe  of  Henry  Milward  A  Sons,  and  left  them 
in  the  year  1879,  and  in  Edward  Street,  Redditch,  started  a  small  business  of 

45  making  needles  for  other  manufacturers,  and  also  kept  a  beerhouse,  "  The 
"  Seven  Stars,"  at  Hedley's  Cross,  about  a  mile  from  Redditch.  In  the  year  1889 
he  stated  that  he  started  manufacturing  "all  through"  ;  that  is,  he  partly  made 
needles  for  the  trade  down  to  and  including  the  stage  of  making  "  in  the  plain,'* 
as  it  is  called,  which  excludes  the  last  process  of  polishing  and  putting  up  in 

50  packets  for  the  market.  He  also  started  the  business  of  "  a  needle  manufacturer," 
which  includes  polishing  and  putting  up  needles  into  proper  packets  and 
labelling  them  ready  for  sale.  He  also  carried  on  there  the  business  of  a  needle 
tool  maker.  The  business  there  carried  on  bye/.  Y.  Morrall  was  not  successful. 
He  became  involved  in  money  difficulties.     In  April  1900  Thomas  Neasom,  an 

55  auctioneer  and  valuer,  of  Redditch,  was  instructed  by  the  solicitor  and  bank 
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manager  to  make  a  valuation,  on  behalf  of  the  creditors,  of  everything  which 
J.  Y.  Morrall  possessed.  He  accordingly  attended  at  Edward  Street,  Redditch^ 
where  such  business  as  there  was  was  carried  on,  and  at  Dog  Tail,  Crabb's  Cross, 
Redditch,  where  J.  Y,  Morrall  lived.  J,  Y.  Morrall  met  him  and  gave  him 
facilities  for  making  his  valuation.  This  was  on  the  4th  of  April  1900.  He  5 
had  two  boxes  of  steel  tools  for  stamps  and  presses  valued  at  4/.,  and  nothing 
else  whatever  connected  with  the  needle  trade.  The  stamps  and  presses  in 
connection  with  which  the  steel  tubes  were  used  belonged  to  the  landlord.  He 
denied  that  he  had  any  wire,  any  needles  wholly  or  partly  manufactured,  or 
anything  else  whatever  connected  with  the  needle  trade.  J.  Y.  Morrall  was  10 
called  by  the  Defendant,  and  said  that  when  Neasom  came  he  had  some  needles 
**  in  the  bright "  in  stock  in  his  needle  cupboard,  and  that  Neasom  did  not  ask 
him  if  he  had  any  needles  ;  but  he  admitted  that  Neasom  was  sent  to  value  all 
his  property  and  that  no  needles  were  disclosed,  and  I  cannot  accept  his 
evidence  that  he  then  had  any  needles  at  all,  finished  or  unfinished.  'The  rest  15 
of  J,  Y.  MorralVs  property  consisted  of  an  aged  cow,  a  heifer,  a  spring  trap 
and  another  trap,  an  old  brown  pony,  some  harness,  a  rake,  and  a  pig-trough. 
These  things,  together,  were  valued  at  322.  4^.,  the  tools  at  42.,  making,  together, 
362.  4«. ;  but  there  was  rent  owing  at  each  place— 32.  15s.  and  112.  5«, — making, 
together,  152.  Deducting  this  from  the  362.  45.  there  was  a  balance  of  212.  4>8.,  20 
and  no  more,  available  for  the  creditors.  This  was  J.  Y.  MorralVs  position  on 
the  4th  of  April.  The  Defendant  said  that  in  the  previous  month  J.  Y.  MorraU 
had  called  on  him  and  said  that  he  was  in  monetary  trouble,  and  asked  the 
Defendant  if  he  was  prepared  to  buy  his  business,  and  that  he  told  him  to  offer 
it  to  the  Plaintiff  Company,  and  that  if  he  did  not  care  to  go  to  the  Plaintiffs  25 
himself  he  had  better  send  someone  else.  Certainly  the  business  was  offered  to 
the  Plaintiffs,  when  Mr.  Lewis  pointed  out  that  J.  Y.  Morrall  had  no  business, 
and  that  he  would  not  give  half-a-crown  for  it.  On  the  12th  of  May  1900  the 
Defendant  agreed  to  buy  the  business  for  682.  7^.  7e2.,  and  paid  22. 10s,  deposit, 
and  the  transaction  was  completed  by  a  deed  of  assignment  dated  the  2l8t  of  30 
May  1900.  The  682.  7s.  Id.  was  made  up  of  two  items,  namely,  52. 17«.  Id, 
owing  to  the  Defendant  from  J.  Y.  Morrall^  and  622. 10s.  cash.  The  Defendant 
stated  that  he  arrived  at  the  622. 10s.  by  taking  J.  Y.  MorralVs  stock  of  needles 
at  252.,  22.  for  a  needle  cupboard,  10  guineas  for  an  engraVed  copper  plate,  and 
the  balance  for  goodwill.  The  deed  of  assignment  contains  a  provision  that  35 
J.  Y.  Morrall  shall  not  in  future  carry  on  the  business  of  a  needle  manufacturer 
in  the  town  of  Redditch,  or  within  200  miles  of  it,  and  will  not  authorise  his 
name  to  be  used  in  any  way  for  the  purpose  of  any  such  business  in  any  part 
of  the  United  Kingdom  by  any  person  or  persons  other  than  Andrew  Douglas 
Charles^  the  Defendant,  his,  executors,  administrators,  or  assigns ;  but  subject  40 
to  the  proviso  that  J.  Y.  Morrall  shall  and  may  work  for  the  trsule  as  a  tool 
maker  and  stamper. 

With  respect  to  the  name  '*  Mogg^'*  and  a  claim  by  the  Defendant  to  describe 
himself  as  *^  successor  to  W.  Mogg  A  Go.^^'  the  facts,  as  stated  in  the  judgment, 
were  as  follows  : — One  Walter  Moggy  now  carrying  on  business  as  a  provision  45 
dealer  at  Reading,  was  formerly  manager  of  the  fishing  tackle  department  of 
Holyoake  &  Co.,,  and  had  afterwards  a  tobacco  shop  where  he  sold  groceries, 
and  also  started  a  business  of  crotchet-hook  manufacturer.  He  was  called  as  a 
witness  by  the  Defendants,  and  admitted,  on  cross-examination,  that  he  did  not 
manufacture  needles ;  that  he  did  not  do  any  stamping,  pointing,  or  finishing  50 
of  needles  ;  in  fact,  that  he  did  nothing  to  needles  but  pack  them  in  paper ; 
but,  however,  made  and  sold  crotchet-hooks.  He  himself  stated  that  he  was 
allowing  his  trade  to  lapse  when  the  Defendant  came  along,  and  for  the  sum  of 
72.  he  parted  with  (to  use  his  own  expression')  "  the  whole  bag  of  tricks  "  to 
the  Defendant    including  machinery  which  had  cost  him  between  402.  and  55 
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50^.  The  Defendant  took  a  receipt  from  Mogg  for  the  Ih  in  the  following 
words : — ^**  Messrs.  Hessin  A  Co.,  bought  of  W.  Mogg  plant  of  machinery 
(apparently  meaning  "  plant  and  machinery  "),  "tools,  &c.,  connected  with  the 
"  business  hitherto  carried  on  by  him  under  the  name  or  style  of  W.  Mogg  A 
5  "  Co.,  needle,  crotchet-hook,  &c.,  manufacturer,  of  Redditch,  in  the  county  of 
•*  Worcester,  also  together  with  the  goodwill  of  said  business,  use  of  name, 
^  labels,  &c.,  and  all  and  everything  appertaining  thereto,  for  the  sum  of  11. 
**  Received  and  signed  this  24th  day  of  May  1897,  W.  Mogg.'' 
The  action  came  on  for  trial  before  Mr.  Justice  Swinfen  Eady^  who  held  that 

10  the  purchases  from  Jahez  Yardley  Morrall  and  William  Mogg  were  not  bond 
fide  transactions,  but  were  colourable  devices  for  giving  the  Defendant  some 
api)earance  of  weight  to  use  their  names,  in  order  that  by  using  surnames 
where  different  initials  were  insufficient  to  distinguish  the  goods  and  businesses 
he  might  obtain  trade  intended  for  the  Plaintiffs  ;  and  that  this  was  sufficient 

15  fraud  to  enable  the  Court  to  inquire  into  the  motives  of  such  transactions  even 
where  it  was  the  man's  own  name  that  had  been  purchased,  irrespective  of 
goodwill.  An  inj  unction  was  granted  to  restrain  the  Defendant  from  carrying  on 
business  under  the  name  of  "  J.  Y.  Morrall "  or  "  IV.  Mogg  A  Co.,''  or  any 
other  name  calculated  to  represent  that  the  Defendant  was  carrying  on  the 

20  Plaintifb'  business. 

From  this  decision  the  Defendant  appealed. 

Haldane,  K.C.,  and  T.  L.  Wilkinson  (instructed  by  Vallance  and  Vallance, 
agents  for  Herd,  Nutt,  and  Male,  of  Birmingham")  appeared  for  the  Appellant ; 
T,  Terrell,  K.C.,  and  Sebastian  (instructed  by  King,  Wigg  A  Co.,  agents  for 

25  Alfred  Kerwood,  of  Redditch)  appeared  for  the  Respondents. 

Haldane,  K.C.,  and  T.  L.  Wilkinson  for  the  Appellant. — It  is  said  that 
the  Defendant  cannot  carry  on  business  under  the  name  of  J.  F.  Morrall 
without  his  goods  being  taken  for  those  of  the  Plaintiffs'.  The  Plaintiffs 
have  no  property  in  the  name  Morrall;  they  must  show  that  some  people 

30  will  be  misled  by  the  Defendant's  use  of  it.  [C0ZB2JS-HA.RDY,  L.J.— 
Morrall  is  not  the  Defendant's  own  name.]  No.  Of  course  the  Court  will 
consider  the  circumstances.  The  Defendant  bond  fide  bought  this  business, 
and  under  the  deed  of  assignment  obtained  the  right  to  use  J.  Y.  MorralVs 
name.    The   Defendant    has  the  right  to  use  the  name  of  /.    Y.  Morrall, 

85  although  the  public  may  occasionally  be  misled  by  the  similarity  of  the  name 
with  that  of  the  Plaintiffs'.  Although  confusion  may  arise,  a  man  cannot  be 
prevented  from  carrying  on  business  in  a  name  to  which  he  has  a  right 
{Tufion  V.  Turton,  L.R.  42  C.I).  128).  In  order  to  succeed  the  Plaintiffs 
must  prove  that  the  Defendant  is  doing  something  to  cause  deception  inde- 

10  pendently  of  and  beyond  the  mere  user  of  the  name.  \^TerreU,  K.C.,  referred 
to  Perks  v.  Hall  A  Co.  (W.N.  (1881),  page  111).]  The  essence  of  the  case  of 
Beddaway  v.  Banham  (13  R.P.C.  218;  L.R.  1896  A.C.  199)  was  that 
^  Camel-hair  Belting  "  had  acquired  a  secondary  signification  and  had  come  to 
mean  Beddaway's  belting.    In  Croft  v.  Day  (7  Beav.  84)  there  was  fraud.    In 

45  Burgess  v.  Burgess  (3  De  G.  M.  &  G.  896)  the  Court  refused  to  prevent  a  man 
using  his  own  name  which  was  similar  to  that  of  a  rival  trader.  [ROMBR,  L.J. — 
Is  it  any  use  taking  us  through  all  those  cases  with  which  we  are  all  familiar  ? 
The  law  is  settled,  and  it  is  merely  a  question  of  fact.  If  fairly  and  honestly 
done  it  cannot  be  stopped.]     [Collins,  M.B. — It  does  not  follow  that  because 

SO  a  person  uses  his  own  name,  which  is  the  same  as  that  of  another  person  in 
the  same  trade,  that  he  desires  to  pass  off  his  goods  as  those  of  his  rival.] 
[Oozbns-Hardy,  L.J. — Here  the  question  is  not  whether  the  Defendant  has  a 


•  19  ILP.0. 667. 
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right  to  nse  his  own  name,  but  whether  he  has  not  bought  up  the  business  of 
a  man  called  Morrall  in  order  to  sell  his  goods  under  that  name]  The  con- 
clusion of  Swin/en  Eady,  J.,  as  to  the  facts  was  wrong.  The  evidence 
shows  that  the  purchase  of  the  business  of  J.  Y.  Morrall  was  a  bond  fide 
transaction,  and  it  was  not  proved  tibat  the  Defendant  has  been  trying  to  pass  5 
off  his  goods  as  those  of  the  Plaintiffs.  J.  Y.  Morrall  did  possess  a  small 
business,  and  the  Plaintiffs  could  raise  no  objection  to  his  carrying  it  on.  He 
had  a  right  to  sell  that  business,  and  did  so.  The  Defendant  purchased  it,  and 
acquired  the  right  to  carry  it  on  and  use  «7.  F.  MorraiVa  name. 

Counsel  for  the  Respondents  were  not  called  on.  10 

Collins,  M.B. — Mr.  Justice  Stmn/en  Eady  in  this  case  seems  to  have  given 
a  judgment  which  exhausts  the  matter.  The  question  is  really  one  of  fact. 
The  principles  of  law  are  well  known,  and  are  not  disputed.  Speaking  for 
myself,  I  have  nothing  to  add  to  or  subtract  from  what  I  said  in  the 
passage  which  the  learned  Judge  refers  to  in  ValerUine  MeaJt  Juice  Company  v.  15 
Valentine  Extract  Company.*  In  fact  the  whole  case  may  be  put  in  this 
sentence — Dolus  circuitu  non  purgatur.  The  learned  Judge  has  gone  into  the 
reasons  both  of  fact  and  of  law  at  length,  and  I  think  it  would  be  mere  waste 
of  public  time  if  I  were  to  go  through  them  again.  He  had  the  advantage, 
which  we  have  not  had,  of  hearing  the  witnesses.  Without  that  advantage,  I  20 
must  say  that  in  my  experience  1  have  never  had  to  do  with  a  case  in  which 
fraud  appeared  to  be  more  clear  on  the  very  face  of  the  transaction  than  it  is  in 
this.    In  my  judgment  the  appeal  must  be  dismissed  with  costs. 

ROMER,  LJ. — I  agree,  and  have  nothing  to  add. 

Cozbns-Hardy,  L.J. — I  agree,  and  have  nothing  to  add. 


•  17  R.P.O.  679. 
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Swain  v.  Edlin-Sinclair  Tyre  Company. 


In  the  High  Court  of  Justice— Oha^nobry  Division. 


Bef(yre  Mr.  Justice  Joyce. 


March  26th,  1903. 


Swain  v.  Edlin-Sinclair  Tyre  Company. 


5      Patent. — Action  for  infringement — Application  by  Plaintiffs  for  leave  to 
'  inspect  Defendants'  works  granted. — Patents^  Ac.  Acty  1883 j  section  30. 

On  the  19th  of  December  1902  Walter  Swain^  Leonard  Hartley  Swain,  and 
the  Swain  Patents  Syndicate,  Ld.,  commenced  an  action  against  the  Edlin- 
Sinclair  Tyre  Company,  R.  W.  Edlin,  and  Finlay  Sinclair  for  infringement 

10  of  Letters  Patent  No.  5436  of  1898  and  No.  27,486  of  1898,  claiming  the  nsnal 
relief. 

On  the  4th  of  February  1903  the  PlaintiflEe  gave  notice  on  the  Summons  for 
Directions  to  apply  for  an  Order  that  they  might  be  at  liberty  to  inspect  the 
process  as  well  as  the  machines  by  which  the  Defendant  Company  manufactured 

15  their  Edlin-Sinclair  in-equilibrio  pneumatic  tyres  or  covers,  and  that  the  costs 
of  the  application  might  be  costs  in  the  cause.  The  application  was  adjourned 
into  Court. 

W.  Neill  (instructed  by  Woodcock,  Ryland,  and  Parker^  appeared  for  the 
Applicants  \A.J.  Walter  (instructed  by  Bobbins,  Billing  A  Co.)  appeared  for 

20  the  Respondents. 

The  following  authorities  were  referred  to  in  the  course  of  the  argument : — 
Cheetham  v.  Oldham  (5  R.P.C.  617) ;   Bovill  v.  Moore  (2   Coop.  C.C.  56n). 
Seton,  Vol.  I.,  pages  655,  656,  was  also  referred  to. 
Joyce,  J. — This  is  an  application  under  the  30th  section  of  the  Act  of  1883, 

25  which  provides  that,  "  In  an  action  for  infringement  of  a  Patent  the  Court  or 
^  Judge  may  on  the  application  of  either  party  make  such  Order  "  (omitting 
immaterial  words)  "for  inspection,  and  impose  such  terms,  and  give  such 
^  directions  respecting  the  same  and  the  proceedings  thereon  as  the  Court  or  a 
^  Judge  may  see  fit."    I  should  be  the  last  person  to  pretend  that  I  had  any 

30  special  knowledge  or  experience  in  cases  of  this  kind ;  but  I  have  listened  to 
the  best  of  my  ability  to  the  able  argument  of  Counsel  on  both  sides,  and  the 
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discnssion  to  my  mind  has  assumed  a  very  wide  range.  My  attention  has  been 
called  to  a  great  number  of  affidavits,  and  to  a  great  number  of  conflicting 
statements  in  those  affidavits.  Which  of  those  statements  are  true  and  which 
are  false  or  incorrect  I  am  sure  I  cannot  tell,  but  I  must  say  it  appears  to  me 
that  the  only  mode  of  determining  which  of  these  statements  are  true  and  which  5 
are  false,  and  getting  at  the  real  truth  of  them,  is  by  ordering  the  inspection 
for  which  the  Plaintiffs  ask.  Having  given  to  the  case  the  best  consideration  1 
could,  I  think — without  going  into  the  details  of  these  conflicting  statements, 
which  to  my  mind  would  answer  no  good  purpose — that  justice  will  best  be 
done  by  ordering  the  inspection  asked  for.  Of  course,  Mr.  WcUter^  I  give  you  10 
leave  to  appeal,  and  there  will  be  no  inspection  if  the  Defendants  appeal  wiUiin 
a  flxed  time. 

Some  discussion  then  took  place  on  the  form  of  the  Order.  Ultimately  an 
Order  was  made  for  inspection  by  Mr.  Sunnhume  and  Mr.  HeyaSj  two  of  the 
Plaintiffs^  expert  witnesses.  Counsel  for  the  Plaintiffs  pressed  that  the  Order  15 
should  include  inspection  by  the  Plaintiffs,  W.  Swain  and  L.  H.  Swain  (the 
Patentees),  but  this  was  objected  to  on  behalf  of  the  Defendants,  and  was 
refused  by  the  learned  Judge. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Byrne. 

March  17th,  18th,  19th,  and  20th,  1903. 

Pels  v.  Hedley  k  Co.,  Ld. 


Trade  name. — " Naptha''' — Action  to  restrain pasai'iig-off. — Name  associated 
with  goods  by  public. — Descriptive  word. — Oet-up. — Action  dismissed. 

The  Plaintiffs^  Fels  &  Co.,  were  manufacturers  in  America  of  a  cold 
tvater  ?ioitsehold  soap^  which  from  its  commencement  in  1894  they  had  sold 
under  the  name  "  Fels-Naptha,^^   naphtha^   being  an  important  ingredient 

10  in  the  soap  from  its  special  cleansing  qualities.  They  commenced  substantial 
sales  of  their  soap  in  England  in  February  1900  under  the  above  name^ 
but  it  appeared  that,  while  the  Plaintiffs*  was  the  only  soap  of  the  kind 
on  the  market^  it  had  extensively  become  the  popular  practice  for  dealers  and 
customers  to  designate  their  soap  by  the  simple  names  "  Naptha  "  or  "  Naptha 

15  '*  Soapy'  and  the  Plaintiffs  therefore  contended  that  those  names  denoted  their 
soap.  In  August  1902  the  Defendants  Thomas  Hedley  &  Co.,  Ld.,  put  upon 
the  market  a  similar  soap  also  containing  naphtha^  under  the  name  "  Ladybird 
''^Naptha  Soap^'*  the  word  ^^ Ladybird ^^  being  their  registered  Trade  Mark 
and  used  for  all  their  goods.    It  appeared  that  the  Defendants'  soap  had  also 

80  been  supplied  in  response  to  orders  for  *'  Naptha "  or  "  Naptha  Soapy'  and 

was  sold  in  wrappers  similar  to  the  Plaintiffs'  (but  bearing  the  Defendants' 

Trade  Mark  ''^  Ladybird''  and  also  a  registered  device)^  of  which  the  Plaintiffs 

also  complained. 

Held,  (i)  thcU  the  get-up  of  the  Defendants'  goods,  apart  from  the  use  of  the 

25  words  "  Naptlia  Soap,"  was  not  calculated  to  deceive ;  (2)  that  as  applied  to 

the  goods  in  qitestion  the  name  "  Naptha  "  was  a  descriptive  wordy  denoting 

an  ingredient  contained  in  them ;  (3)  that  the  Defendants  had  done  no  more 

than  they  were  legally  entitled  to  do.    Action  dismissed  accordingly. 

Cellular  Clothing  Company  v.  M«toQ  and  Murray  (IQ  B,P.G.  897  ;  L.R.  1899 

A.O.  ^6)  followed. 

2  M 
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The  Plaintiffs,  Samuel  Simeon  Fels  and  Joseph  Fels^  carrying  on  business  under 
the  style  of  FeU  A  Co.^  were  American  manufacturers  of  soap  who  had  carried  on 
their  business  at  Philadelphia  for  u]) wards  of  twenty  years  past.  At  a  time  prior 
to  1894  they  had  commenced  to  manufacture  and  sell  household  soap  of  an 
improved  and  special  variety  with  exceptional  cleansing  powers,  and  it  became  5 
their  sole  product.  From  the  first  they  had  applied  to  their  soap  the  name 
"  Fels-Naptha,"  so  spelt.  It  appeared  during  the  trial  that  the  spirit  called 
"naptha,"  or  "naphtha"  was  in  fact  an  ingredient  in  the  Plaintiffs'  soap, 
and  gave  to  the  soap  its  detersive  or  cleansing  quality.  The  amount  of  this 
ingredient  did  not  appear  .in  evidence  in  this  action,  but  a  special  characteristic  10 
of  the  soap  was  that  it  could  only  be  properly  used  with  cold  or  tepid  water, 
thereby  saving  the  expense  of  copper  fires  and  the  inconvenience  of  steam. 

From  1894  to  1899  small  quantities  of  sample  packets  were  imported  to 
England  for  gratuitous  distribution.  In  February  1900*  the  Plaintiffs  made 
their  first  large  consignment  to  their  agents  in  this  country  for  commercial  15 
purposes ;  from  that  date  onwards  the  Plaintiffs  by  extcAsive  advertising  and 
otherwise  had  widely  promoted  the  reputation  and  sale  of  their  soap,  with  the 
result  that  a  large  and  increasing  demand  for  it  was  created. 

It  was  alleged  by  the  Plaintiffs  that,  "notwithstanding  that  the  Plaintiffs 
"  themselves  gave  to  their  said  soap  the  longer  name  of  '  Fels-Naptha,'  it  has  20 
"  for  some  time  past  been  the  common  and  popular  practice  for  dealers  and  for 
"  members  of  the  public  applying  as  retail  customers  to  be  supplied  with  the 
"  said  soap  to  designate  and  refer  to  the  said  soap  by  the  shorter  designation 
"' Naptha,'  and  in  consequence  of  this  practice  the  name  ^Naptha'  has 
"  become,  and  is,  the  popular  name  for  the  said  soap,  and  has  become  25 
"  identified  with  that  soap,  and  customers  at  retail  shops  as  well  as  dealers 
"  themselves  mean  and  intend  in  asking  for  or  referring  to  *  Naptha  Soap '  to 
"  ask  for  or  refer  to  the  said  soap  of  the  Plaintiffs  and  no  other." 

From  the  time  of  its  first  introduction  and  without  variation  the  Plaintiffs' 
soap  had  been  made  up  only  in  the  form  of  oblong  bars  of  one  uniform  size  30 
and  in  paper  wrappers  of  a  pinkish  hue  with  white  block  letterpress  upon 
panels  of  dark  green  ;  the  soap  was  sold  at  2^.  a  bar.    Special  directions  were 
printed  on  the  back  of  every  wrapper. 

In  August  1902  the  Defendants,  Thomas  Hedley  A  Co.,  Ld.,  soap  manu- 
facturers at  Newcastle-upon-Tyne,  put  upon  the  market  a  household  soap  35 
containing  naphtha,  sold  in  bars  of  the  same  shape  and  size  at  2d.  a  bar. 
Wrappers  were  used  for  the  Defendants'  soap,  which  was  called  "Ladybird 
"Naptha  Soap,"  the  word  "Ladybird"  being  a  fancy  name  registered  as  a 
Trade  Mark  by  the  Defendants  and  used  by  them  for  the  articles  of  tiieir 
manufacture  ;  another  registered  Trade  Mark  of  the  Defendants,  consisting  of  a  40 
circular  device,  also  appeared  on  the  wrapper  among  the  letterpress,  which 
in  character  and  colouring  was  very  similar  to  but  not  identical  with  the 
Plaintiffs'. 

On  the  23rd  of  October  1902  the  Plaintiffs  commenced  this  action  against  the 
Defendants  claiming — "(i)  An  injunction  to  restrain  the  Defendants,  their  45 
"  directors,  officers,  servants,  and  agents  from  selling  or  offering  for  sale,  or 
"  advertising  or  procuring  or  enabling  to  be  sold  or  offered  for  sale,  any  soap  not 
"  of  the  Plaintiffs'  manufacture  as  or  for  '  Naptha  Soap  '  or  under  any  name  or 
"  wrappers  or  in  any  get-up  designed  or  calculated  to  induce  the  belief  that  the 
"  soap  so  sold  is  soap  of  the  Plaintiffs'  manufacture,  and  from  passing  off  or  50 
"  enabling  others  to  pass  off  soap  not  of  the  Plaintiffs'  manufacture  as  or  for 
"  the  gocSs  of  the  Plaintiffs,  whether  by  means  of  name,  wrappers,  or  get-up 
"  or  otherwise  howsoever.    (2)  An  injunction  to  restrain  the  Defendants,  their 

*  See  the  jud^rmtot,  infra. 
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**  directorB,  ofiBceps,  eervants,  and  agents  from  selling  or  oflEering  for  sale  or 
'^  advertising  any  soap  not  of  the  Plaintiffs*  manufacture  under  any  name  of 
"  which  *  Naptha '  or  *  Naphtha '  forms  part  without  clearly  distinguishing  such 
.**  soap  from  the  goods  of  the  Plaintiffs.  (3)  Delivery  up  or  destruction  of  all 
5  "^  such  wrappers  in  the  Defendants'  possession  as  are  complained  of  in  this 
•*  action.    (4)  Damages  or  an  account  of  profits  and  payment.    (5)  Costs." 

The  Defendants  in  their  Defence  contended  that  the  word  "  Naptha  "  was  in 
fact  applied  to  the  Plaintiffs*  soap  merely  in  order  to  describe  its  nature,  naptha 
being  the  important  constituent,  and  they  denied  that  in  popular  usage  the 

10  Plaintiffs'  soap  had  come  to  be  known  as  '^  Naptha  Soap  "  so  as  to  distinguish 
it  from  any  other  soap  made  with  naptha.  On  the  11th  of  December  1902  they 
wrote  to  the  Plaintiffs  offering  to  discontinue  their  then  wrappers  and  to  destroy 
their  stock  of  them,  without  prejudice  to  their  right  to  continue  to  describe 
soap  made  wil;^  naptha  as  *^  Naptha  Soap.*'    The  Plaintiffs  refused  this  offer, 

tf>  but  notwithstanding  the  Defendants  altered  their  wrappers  by  substituting  blue 
panels  for  the  green  on  the  printing  of  them. 
The  action  came  on  for  trial  on  the  17th  of  March  1903. 
Moultofiy  K.C.,  NeviVey  K.C.,  J.  Cutlery  K.C.,  and  Waggett  (instructed  by 
Campbell  and  Baird)  appeared  for  the  Plaintiffs  ;   Warmingtonj  K.C.,  Levetty 

20  K.C.,  Sebastian^  and  H.  E,  Wright  (instructed  by  Fieldy  Roscoe  A  Co,y  agents 

for  Batesons,  Warry  and  Wimshursty  Liverpool)  appeared  for  the  Defendants. 

Nevilley  K.C.,  shortly  opened  the  Plaintiffs'  case,  stating  that  their  case  was 

that  "  Naptha  "  was  a  word  indicative  of  the  origin  of  their  soap,  being  in  itself 

a  generic  term  devoid  of  meaning  without  the  addition  of  a  specific  prefix  such 

25  as  "peat,"  "shale,"  or  "petroleum."  The  circumstances  as  to  get-up  and 
mode  of  advertising  show  a  deliberate  intention  on  the  part  of  the  Defendants 
to  take  advantage  of  the  Plaintiffs'  reputation.  We  rely  on  the  decision 
in  Reddaway  v.  Banham  (13  R.P.C.  218;  L.R.  1896  A.C.  199)  and  the 
judgment  of  Lord  Halebury  in  Cellular  Clothing  Company  v.  Marion  and 

30  Murray  (16  R.P.C.  397  ;  L.R.  1899  A.C.  326).  [Byrnb,  J.,  referred  to  Bourne 
V.  Swan  and  Edgary  Ld.  (antCy  page  105  ;  L.R.  1903  1  Ch.  211).] 

Evidence  was  given  on  behalf  of  the  Plaintiffs  by  F.  W.  Challeny  managing 
director  of  David  Challeny  Ld,y  and  secretary  of  the  Sales  Company,  Ld.y  which 
companies  had  succesively  acted  as  agents  for  the  Plaintiffs  in  this  country  ; 

35  by  a  large  number  of  wholesale  and  retail  traders,  and  by  a  number  of 
customers.  The  effect  of  their  evidence  will  be  found  in  his  Lordship's 
judgment  below. 

Levetty  K.C.,  for  the  Defendants. — The  Plaintiffs  have  failed  to  make  out 
their  own  case.    During  the  interval  of  18  months  from  February  1901  to 

40  August  1902  the  Plaintiffs  could  acquire  no  right,  for  there  was  no  other  soap 
from  which  theirs  could  be  distinguished  {Cellular  Clothifig  Company  v. 
Maxton  and  Murray y  ubi  supray  per  Lord  Davey). 

Evidence  was  given  on  behalf  of  the  Defendants  by  Bertram  PhiliitpSy 
managing  director  of  the  Defendant  Company,  who  denied  that  there  had  been 

45  any  intention  to  imitate  the  marks  on  the  Plaintiffs'  soap  or  on  their  wrapper, 
or  any  copying  in  fact  of  the  latter ;  by  a  large  number  of  wholesale  and  retail 
traders,  whose  evidence  was  to  the  effect  that  customers  connected  the  name  of 
a  soap  like  "  Naptha  Soap  "  or  "  Carbolic  Soap  "  with  the  name  of  the  special 
maker,  if  they  desired  a  special  variety,  when  there  was  more  than  one  variety 

50  on  the  market. 

Both  the  Plaintiffs  and  the  Defendants  had  a  large  number  of  witnesses  who 
were  not  called,  it  being  reciprocally  agreed   to  t^ke  the  evidence  actually 
adduced  as  a  fair  sample  in  each  class  of  the  evidence  which  was  available. 
Levetty  K.C.,for  the  Defendants. — ^The  Defendants  took*  carer  that  their  soap 

55  should  go  out  with  their  own  registered  catch- word  "  Ladybird  "  and  their  own 
registered  device  on  every  bar,  and  the  instructions  given  to  their  travellers 

^   2  M  2 
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were  expressly  to  emphasise  what  were  points  of  difference  between  their  soap 
and  the  Plaintiffs.'  In  this  case  there  was  no  frand  as  in  Reddaway  v.  Banhamy 
but,  to  make  it  clear  that  they  rested  their  contention  on  "  Naptha,"  the  Defen- 
dants changed  the  colour  of  their  label  from  green  to  blue  after  action  brought. 
Siegert  v.  Findlater,  L.R.  7  CD.  801,  at  page  813  was  referred  to.  The  5 
Plaintiffs'  witnesses  were  confined  to  persons  handling  "  Naptha  Soap,"  when 
that  of  the  Plaintiffs  was  the  only  one  on  the  market.  fBYRNB,  /.,  referred 
to  the  "Reversi"  case.  Waterman  v.  Ayres  (5  R.P.C.  368  ;  L.R.  39  CD.  29), 
and  asked  :  Do  you  say  that  proof  of  fraud  is  necessary  to  the  Plaintiffs'  case  ?] 
Certainly,  where,  as  here,  the  name  is  the  same  on  either  side  and  is  the  true  10 
description  of  the  article  sold  {Ripley  v.  Qriffithsy  19  R.P.C  597).  This  action 
should  be  dismissed. 

M&ulton^  K.C,  in  reply. — The  same  criteria  apply  whether  you  have  the 
name  used  on  the  goods  themselves  or  used  in  connexion  wii;h  them.  The 
Court  will  look  to  see  if  there  is  fraudulent  intent,  not  because  the  proof  of  15 
fraud  is  essential  to  obtain  relief,  but  because  it  has  an  intensifying  effect  on 
the  evidence  adduced  to  show  that  it  is  a  case  for  relief.  Although  the  proof 
of  fraudulent  intent  may  be  necessary  to  get  damages,  it  is  not  so  for  an 
injunction,  and  it  is  material  to  remember  that  the  Court  of  Chancery  took 
note  of  Trade  Marks  long  before  the  Legislature  provided  for  their  registration.  20 
In  this  case  the  name  given  to  the  Plaintiffs'  product  by  the  public  has  a 
secondary  signification,  and  the  case  falls  within  the  decisions  of  Reddaway  v. 
Banham  (13  R.P.C.  218  ;  L.R.  (1896)  A.C  199)  and  Cellular  Clothing  Company 
v.  Maxton  and  Murray  (L.R.  (1899)  A.C  326).  What  the  Defendants  have 
done  points  to  a  deliberate  plan  to  come  into  a  market  where  the  Plaintiffs  25 
have  a  soap  habitually  or  frequently  called  *'  Naptha  "  and  to  take  advantage 
of  the  Plaintiffs'  carefully  fostered  trade.  As  to  the  argument  that  the  word  is 
merely  descriptive,  it  is  diflQcult  to  reconcile  that  with  the  Defendants'  plea 
that  their  wrapper  is  sufficiently  distinctive.  [BYRNE,  /. — If  the  contention 
of  '*  descriptive  "  is  successful,  then  the  injunction  would  be  to  restrain  them  30 
from  using  the  word  "  Naptha  "  without  sufficiently  distinguishing  their  goods 
from  those  of  the  Plaintiffs  ;  and  then  there  is  the  fact  that  the  Defendants  do 
already  call  their  soap  "  Ladybird  Naptha  Soap."]  But  if  you  trust  to  the  word 
as  a  distinctive  appellation,  that  is  using  it  as  a  name  and  not  because  there  is 
naptha  in  the  soap ;  we  say  that  "  Naptha  "  was  here  so  used.  We  rely  on  35 
Barker  &  Sons'  Trade  Mark  ("  Huntsman's  Cherry  Brandy  ")  (53  L.T.  23) ;  Anglo- 
Siviss  Condensed  Milk  Company  v.  Metcalf  ("  Milkmaid"  and  "Dairymaid") 
(3  R.P.C  28,  31 ;  L.R.  31  CD.  454)  ;  and  Birmingham  Vinegar  Brewery 
Company  v.  Powell  ("  Yorkshire  Relish ";  (14  R.R.C  720 ;  L.R.  1897  A.C 
710).  40 

Byrne,  J. — In  this  case  there  is  a  question  of  fact  to  be  decided,  and  that  is 
whether  the  Defendants  have  endeavoured  to  pass  off  their  goods  as  those  of  the 
Plaintiffs  by  means  of  misrepresentation,  commonly  called  a  passing-off  case. 
Now,  in  February  of  1901,*  the  Plaintiffs  introduced  into  England,  commercially, 
a  certain  soap,  to  which  they  gave  the  denomination  "  Fels-Naptha  " — "  Fels  "  45 
being  really  the  name  of  the  manufacturer,  "  Naptha  "  being  descriptive  of  an 
ingredient  contained  in  the  soap,  forming  an  important  ingredient  from  its 
cleansing  qualities.  They  advertised  it  enormously.  They  spent  a  large  sum 
of  money  in  house  to  house  canvassing  in  trying  to  get  people  to  take  this  soap  up, 
and  in  advertisements,  and  they  have  proved  tlmt  they  have  had  very  large  50 
sales,  and  for  nearly  a  year  and  a  half  theirs  was  the  only  naphtha  soap — ^by 
which  I  mean  the  only  soap  containing  as  a  material  ingredient  naphtha — 

*  ^  the  judgment,  infra  p.  445,  of  Mr.  Jnstioe  Kehewich  in  FeU  v.  Stephenmm  Brothers,  Ld., 
wher«  it  is  sug^ted  that  this  date  should  be  **  }90p/' 


Vol.  XX.,  No.  17.]       AND  TRADE  HARK  OASES.  441 

Fels  V.  Hedley  A  Co.^  Ld. 

which  was  sold  or  known  in  the  market.  Then,  as  frequently  happens  when  a 
new  article  is  put  upon  the  market  which  is  a  success,  other  makers  began  to 
turn  their  attention  to  the  matter,  and  in  the  present  case  the  Defendants  deter- 
mined to  see  whether  they  could  not  put  a  naphtha  soap  on  the  market  which 
5  might  command  a  good  sale.  It  was  evident  that  there  was  a  demand  for  naphtha 
soap  in  the  market,  because  of  the  large  sales  which  had  taken  place.  Accordingly 
they  consulted  their  chemist;  had  the  Plaintiffs'  soap  analysed,  and  the 
chemist,  who  was  the  regular  chemist  for  the  firm,  said,  "Yes,  naphtha 
"  could  be  used  in  the  soap,  and  it  would  have  a  valuable  cleansing  effect.     It 

10  «  could  not  be  used  with  hot  water,  or  boiling  water  at  any  rate,  because  the 
**  naphtha  would  go  off  or  evaporate."  Accordingly  the  Defendants,  as  well  as 
other  manufacturers  about  whom  I  need  not  trouble  for  the  moment,  put  upon 
the  market  a  soap  of  which  the  chief  ingredient  was  naphtha.  When  I  say  the 
chief  ingredient  probably  that  is  a  wrong  expression,  but  of  which  the  most 

15  distinctive  ingredient  was  naphtha.  The  Plaintiffs  claim  to  be  entitled  to  restrain 
the  sale  of  this  naphtha  soap  on  the  ground  that  the  public  will  thereby  be 
deceived  into  thinking  that  when  purchasing  the  Defendants'  soap  they  are 
really  getting  the  Plaintiffs'  goods.  Now  I  think,  when  it  is  resolved  into  its 
elements,  the  case  will  be  seen  to  depend  on  whether  or  not  the  Plaintiffs  are 

20  entitled  to  the  use  of  the  words  "  Naptha  Soap  "  as  against  all  other  manufac- 
turers pf. naphtha  soap  subsequently  coming  into  the  market.  They  have 
proved  that  during  the  year  and  a  half  in  which  they  were  the  sole  manufacturers 
and  selling,  a  great  many  persons  asked  for  their  soap  not  as  "  Fels  Naptha," 
but  simply  as  "  Naptha  "  or  "  Naptha  Soap."    Though  this  was  not  universal  it 

25  must  be  admitted  on  the  evidence  that  it  was  extensively  so. 

Apart  from  this  question  I  want  to  consider  this.  Is  there  anything  about 
the  get-up  or  the  method  in  which  the  Defendants  sell  their  soap  which  would 
entitle  the  Plaintiffs  to  an  injunction  apart  from  their  exclusive,  or  alleged 
exclusive,  right  to  the  use  of  the  word  '*  Naptha  "  ?     I  do  not  think  there  is. 

30  In  the  lirst  place  the  Defendants  use  a  trade  name  which  they  use  in  connection 
with  other  articles  in  their  trade— "  Ladybird  "—which  is  put  in  a  very 
conspicuous  position.  In  the  second  place,  although  there  are  the  two  colours, 
the  red  and  green,  I  do  not  think  there  is  any  such  resemblance  between  the 
two  packets  as  to  lead  to  deception.    I  agree  that  if  the  Defendants  had  thought 

35  of  it,  it  would  have  been  better  not  to  have  had  red  and  green  in  theirs ;  but  as 
a  matter  of  fact  the  Defendants  have  now,  since  action  brought,  discontinued 
the  use  of  that,  and  have  put  a  rather  different  shaped  device  and  used  a  blue 
colour  instead  of  green.  That  is  not  admitting  any  right,  but  showing  that  they  do 
not  want  there  to  be  a  suggestion  that  there  could  be  any  chance  of  deception.  I 

40  am  of  opinion,  having  heard  all  the  evidence  and  using  my  own  eyes,  that  the 
get-up,  apart  from  the  use  of  those  words  "  Naptha  Soap,"  is  not  calculated  to 
deceive.  Now  in  the  first  place  it  is  to  be  observed  that  the  Plaintiffs  them- 
selves have  given  to  their  soap  a  name  by  which  they  meant  and  intended  it 
should  be  known,  and  that  name  is  "  Fels-Naptha  Soap  "— "  Fels-Naptha  "  with 

45  a  hyphen  between  the  two  words.  I  think,  as  I  said  in  the  course  of  the  case, 
they  were  wise  in  doing  this,  because  from  their  great  advertisements  and  the 
reputation,  assuming  it  is  a  good  article,  it  gets  known  in  connection  with 
"  Fels-Naptha,"  and  people  will  ask  for  '*  Fels-Naptha"  and  insist  on  getting  it, 
and  other  people  will  not  be  able  to  use  the  compound  word  "  Fels-Naptha  " 

50  unless,  indeed,  there  be  some  circumstances  unknown  to  me  at  present  which 
may  excuse  such  an  act. 

Now  the  word  "  naphtha  "  denotes  a  certain  article.  It  is,  according  to  the 
evidence,  produced  in  a  variety  of  ways  and  from  a  variety  of  different  sources ; 
but  naphtha  is  a  true  name  of  the  ingredient  which  is  used  in  the  Plaintiffs'  soap, 

55  and  a  true  name  of  the  ingredient  which  is  used  in  the  Defendants'  soap.  It  is 
said,  why  did  not  the  Def endfimts  select  another  name  which  would  have  been 
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equally  true,  such  as  benzine  ?     They  might  have  done  so ;  but  they  are  using 
a  word  which  is  a  well  known  descriptive  word — descriptive  of  a  particular 
article  which  anybody  can  make  use  of,  and  which  anybody  may  make  use  of 
in  the  manufacture  of  soap.     Then,  with  reference  to  the  other  circumstances 
(which  I  do  not  think  were  meant  to  be  used  more  than  as  showing  some  kind  5 
of  intention  or  design  that  the  public  might  be  taken  in),  namely,  the  forms  of 
advertisements,  the  forms  of  circulars  and  things  of  that  sort,  I  do  not  propose 
to  dwell  upon  them  because  I  do  not  think,  beyond  a  certain  resemblance  which 
advertisements  and  directions  have  for  one  another  with  regard  to  particular 
articles,  there  is  anything  that  can  be  complained  of.    There  is  no  infringement  10 
of  copyright,  and  there  is  no  taking  in  such  a  way  as  to  induce  people  to  think 
that  the  Defendants'  goods  are  the  goods  of  the  Plaintiffs.    A  new  idea  for 
advertising  may  be  common  to  everybody  ;  that  is  to  say,  the  legitimate  use  of 
a  new  notion.    So  I  pass  that  by  and  consider  what  the  evidence  shows  with 
reference  to  the  use  of  these  words  "  Naptha  Soap."     The  first  question  is,  Has   15 
the  descriptive  name  of  "  Naptha  "  acquired  in  the  market  a  secondary  meaning 
denoting  the  goods  of  the  Plaintiffs  to  the  exclusion  of  all  other  makers  of  soap  ? 
I  do  not  think  the  Plaintiffs  have  succeeded  in  proving  this.     It  has  been 
referred  to  in  the  course  of  the  case  several  times,  and  I  need  not  read  the 
passEige  through  again  at  length  containing  the  observations  which  were  made   80 
by  the  learned  Lords  in  the  case  of  Gdlukir  Clothing  Company  v.  Maxton  and       ' 
Murray y  to  show  how  strong  a  burden  is  placed  upon  a  man  who  endeavours 
to  show  that  common  descriptive  terms  of  an  article  have  acquired  a  secondary 
meaning  as  denoting  his  goods.    I  will  read  only  one  passage  from  the  speech 
of  Lord  Davey^  at  page  343,  where  he  says  :  "  There  are  two  observations  which  25 
''  must  be  made.     One  is  that  a  man  who  takes  upon  himself  to  prove  that 
"  words,  which  are  merely  descriptive  or  expressive  of  the  quality  of  the  goods, 
"  have  acquired  the  secondary  sense  to  which  I  have  referred,  assumes  a  much 
**  greater  burden — ^and,  indeed,  a  burden  which  it  is  not  impossible,  bat  at  the 
**  same  time  extremely  diflQcult,  to  discharge— a  much  greater  burden  than  that  30 
"  of  a  man  who  undertakes  to  prove  the  same  thing  of  ^  word  not  significant 
**  and  not  descriptive  but  what  has  been  compendiously  called  a  '  fancy '  word. 
'*  The  other  observation  which  occurs  to  me  is  this,  that  where  a  man  produces, 
"  or  invents  if  you  please,  a  new  article,  and  attaches  a  descriptive  name  to  it — a 
'*  name  which,  as  the  article  has  not  been  produced  before,  has,  of  course,  not  35 
"  been  used  in  connection  with  the  article — and  secures  for  himself  either  the 
**  legal  monopoly,  or  a  monopoly  in  fact,  of  the  sale  of  that  article  for  a  certain 
"  time,  the  evidence  of  persons  who  come  forward  and  say  that  the  name  in 
"  question  suggests  to  their  minds,  and  is  associated  by  them  with,  the  Plaintiff's 
"  goods  alone  is  of  a  very  slender  character,  for  the  simple  reason  that  the  40 
"  Plaintiff  was  the  only  maker  of  the  goods  during  the  time  that  his  monopoly 
**  lasted,  and  therefore  there  was  nothing  to  compare  with  it,  and  anybody  who 
"  wanted  the  goods  had  no  shop  to  go  to,  or  no  merchant  or  manufacturer  to 
"  resort  to  except  the  Plaintiff."    Then  his  Lordship  goes  on  to  say  he  adopts 
the  language  of  Lord  Justice  Fry  in  Siegert  v.  FindMer,    Is  this  a  descriptive  45 
word  ?     J  think  it  is.    To  my  mind  it  is  as  clearly  a  descriptive  word  as  can  be. 
We  have  had  evidence  about  various  names  given  to  various  soaps.     Some  are 
what  are  called  strictly  "fancy"  names,  such  as  "Lifebuoy,"  "Fairy,"  and 
others  of  that  description.    Other  soaps  undoubtedly  have  denominations  given 
to  them  as  showing  an  essential  ingredient,  or  a  distinctive  ingredient,  contained  50 
in  them,  and  amongst  the  instances  that  have  been  put  forward  I  may  mention 
two  familiar  ones—*'  Glycerine  Soap  "  and  "  Carbolic  Soap."     Suppose  the  first 
man  who  put  carbolic  soap  on  the  market  had  been  named  Broivn,  and  had 
called  his  "  Brown's  Carbolic  Soap,"  and  then  for  a  certain  time  persons  had 
gone  in  and  ordered  carbolic  soap  and  got  his,  there  would  be  no  monopoly  of  55 
the  use  of  the  word  "Carbolic"  as  strictly  and  properly  denoting  soape  which 
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everybody  might  make,  and  which  properly  denoted  the  article  made.  It 
appears  to  me  that  there  is  another  test.  Of  coarse,  sometimes  particular  words 
are  used  in  connection  with  the  scents  of  soap.  Nobody  could  suggest  in  the 
present  case  that  this  soap  was  called  *'  Naptha  '^  because  of  the  attractive  scent 
5  connected  with  it.  It  appears  to  me  that  it  was  used  as  denoting  and  showing 
what  the  ingredient  contained  in  it  was,  and  I  think  the  Defendants  have  done 
no  more  in  this  case  than  they  were  entitled  to  do.  Under  these  circumstances 
I  think  the  action  should  be  dismissed,  with  costs. 


In  the  High  Coubt  op  J  qstiob.— Chancery  Division. 
10  Before  Mr.  Justice  Kbkbwich. 

March  30th  and  31st,  1903. 
Fbls  v.  Stephenson  Brothers,  Ld. 


Trade  name, — "  Naptha.^'* — Action  to  restrain  passing-off. — Name  associated 
tvith  goods    by  public. — Naptha   an    actual  ingredient   in    Plaintiffs^    and 
15  Defendants*  goods. — Descriptive  word. — Action  dismissed. 

The  Plaintiffs^  Fels  &  Co.,  were  manufacturers  in  America  of  a  cold  water 
household  soapy  which  from  its  commencement  in  1894  they  had  sold  under  the 
name  ^^  Fets-Naptha^**  naphtha  being  in  fact  an  important  ingredient  in 
the  soap  from  its  special  cleansing  qualities.    They  commenced  substantial 

20  ^ciles  of  their  soap  in  England  in  February  1900  under  the  above  name^ 
but  it  appeared  from  the  evidence  given  in  this  action  that  deoiers  and 
customers  had  frequetitly^  while  the  Plaintiffs'  was  the  only  soap  of  the  kind  on 
the  markety  designated  this  soap  by  the  simple  names  "  Naptha  "  or  "  Naptha 
^Soap.*'    In  the  latter  part  of  1902  the  Defendants,  who  were  wholesale  and 

25  r^ail  grocers^  commenced  selling  a  similar  soap  made  by  certain  manufacturers, 
which  was  ptU  upon  the  market  as  ^^Rock  Oil  Naptha  Soap.''    Apart  from  the 
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general  trade  evidence^  the  expert  evidence  of  analysts  was  adduced^  which 
showed  that  only  a  small  amount  of  naptha^  far  less  than  in  the  Plaintijffs' 
soapy  was  contained  in  the  Defendants^  soap. 

Held,  that  the  name  "  Naptha "  was  a  word  descriptive  of  the  Plaintiffs^ 
article^  and  had  no  secondary  meaning  signifying  the  manufacture  of  the  f^ 
Plaintiffs  at  the  time  when  the  Defendants  put  their  article  on  the  marke 
The  Plaintiffs^  therefore,  had  hot  acquired  a  right  to  the  name  which  entitled 
them  to  an  injunction.    The  action  was  dismissed.. 

In  this  action  the  Plaintiffs  sought  relief  under  circumstances  similar  to  those 
in  Fels  v.  Hedley  &  Co.,  Ld.,  reported  above.*  The  general  facts  concerning  10 
their  trade  will  be  found  set  out  in  that  report.  The  Defendants,  Stephenson 
Brothers,  Ld.,  were  wholesale  and  retail  grocers  doing  an  extensive  business 
and  dealing  inter  alia  in  a  cold  water  household  soap,  similar  to  the  Plaintiffs', 
manufactured  by  a  firm  of  Hodgson  and  Simpson.  This  soap  was  put  on  the 
market  under  the  name  **  Rock  Oil  Naphtha  {sic)  Soap,'*  but  appeared  to  have  15 
been  advertised  with  both  spellings  of  the  word  in  question,  viz.,  "  naptha " 
and  ^^  naphtha."  It  was  sold  at  2d.  per  bar,  whereas  the  Plaintiffs'  was  sold  at 
2^.  per  bar.  It  also  was  sold  in  wrappers,  but  in  this  case  there  was  no  claim 
by  the  Plaintiffs  in  respect  of  "  get-up." 

In  their  Statement  of  Defence  the  Defendants  amongst  other  things  alleged  as  20 
**  follows  : — "  The  Defendants  say  that  they  are  selling  a  soap  made  with  rock  oil 
**  naptha  and  of  the  manufacture  of  Messrs.  Hodgson  and  Simpson,  of  Wakefield, 
"  under  the  name  of  '  Rock  Oil  Naptha  Soap,  Hodgson  and  Simpson,  Wakefield,' 
*^  and  they  claim  to  be  entitled  so  to  describe  the  said  soap,  and  thereby  to  inform 
**  the  public  what  is  the  character  of  the  said  soap  and  who  are  the  makers  25 
*'  thereof.    There  is  no  single  particular  in  the  manner  in  which  the  said  soap 
'^  is  got  up  for  sale  or  sold  which  bears  any  special  resemblance  to  any  particular 
**  in  the  manner  in  which  the  Plaintiffs'  said  soap  is  got  up  for  sale  or  sold." 
The  Statement  of  Defence  concluded  as  follows  : — "  This  action  is  brought  by 
"  the  Plaintiffs  for  the  purpose  of  preventing  the  Defendants  and  the  soap  30 
"  trade  generally  from  describing  soap  made  with  naphtha  as  *  Naphtha  Soap.' 
*^  and  the  Defendants  submit  that  the  Plaintiffs  are  not  entitled  to  prevent 
"  them  from  so  doing,  and  that  this  action  should  be  dismissed  with  costs." 
With  regard  to  the  presence  of  naptha,  or  naphtha,  in  the  two  soaps,  there  was 
k  conflict  of  evidence  between  the  chemical   experts  called  on  either  side  ;  35 
the  Plaintiffs'  soap  appeared  to  contain  6  per  cent,  of  petroleum  naptha,  and 
the  Defendants'  soap  about  ^  per  cent  according  to  the  Plaintiffs'  analysts  and 
from  1^  to  2  per  cent,  according  to  the  Defendants'. 

The  action  came  on  for  trial  before  Mr.  Justice  EbeEWICH  on  the  30th  of 
March  1903.  40 

Miralton,  K.C.,  Neville,  K.C.,  J.  Cutler,  K.C.,  and  Wa{igett  (instructed  by 
Campbell  and  Baird)  appeared  for  the  Plaintiffs ;  Warmington,  K.C., 
Warrington,  K.C.,  and  Sebastian  (instrftcted  by  Field,  Roscoe  A  Co.,  agents  for 
Batesons,  Warr,  and  Wimshurst,  Liverpool)  appeared  for  the  Defendants. 

Moulton,  E.G.,  shortly  opened  the  Plaintiffs'  case,  laying  stress  on  the  minute  45 
and  ineffective  quantity  of  naptha  which  the  evidence  would  show  to  be 
contained  in  the  Defendants'  soap.  Such  an  amount  as  \  per  cent,  will  appear 
to  have  no  detergent  or  cleansing  effect,  and  has  been  put  in  colourably  by  the 
Detendant«  for  the  purpose  of  taking  advantage  of  the  trade  created  by  the 
Plaintiffs.    In  Ripley  v.  Bandy  ("  Oval  Blue  ")  (14  R.P.C.  591)  it  was  neglect  50 

♦  Ante,  page  487. 


VoL  XX.,  No;  17.]       AND  TRADE  MARK  CASES.  445 

Fels  V.  Stephenson  Brothers^  Ld. 


and  delay  alone  that  disentitled  the  Plaintiff  to  relief  in  a  similar  case,  and 
here  the  Plaintiffs  promptly  commenced  proceedings. 

The  evidence  was  then  called,  and  on  behalf  of  the  Plaintiffs  was  given  by 

F.  W.  Ghallen  to  the  same  effect  as  in  the  previous  case ;   by  a  number  of 

5  wholesale  and  retail  dealers  and  customers,  the  effect  of  whose  evidence  will  be 

found  stated  in  his  Lordship's  judgment  below ;    and   by    Mr.   A.   Gordon 

Salamon  and  Professor  B.  Redwoody  chemical  experts,  who  deposed  as  to  their 

analysis  of  the  two  soaps  to  the  effect  mentioned  above,  and  also  expressed 

their  .opinion  that  "  naptha  "  was  a  generic  term,  meaning  nothing  by  itself  to 

10  a  chemist  until  supplemented  by  some  such  specific  prefibL  as  '^  caoutchouc,'* 

"  wood-spirit,"  or  "  petroleum."    On  behalf  of  the  Defendants  the  evidence  of 

a  number  of  wholesale  and  retail  dealers  was  also  given,  and  Dr.  Letvkowitsch^ 

a  specialist  in  soap  analysis,  gave  the  result  of  his  analysis  as  mentioned  above. 

The  judgment  of  Mr.  Justice  Byrne  in  Fels  v.  Hedley  it  Co.^  Ld.  .(reported 

15  ante^  p.  440)  was  then  read. 

Counsel  for  the  Defendants  were  not  called  upon. 

NevilUy  K.C.,  for  the  Plaintiffs.— This  case  may  be  distinguished  from 
Cellular  Clothing  Company  v.  Maxton  and  Murray  (16  R.P.C.  397  ;  L.R.  1899 
A.C.  326),  for  the  public  failed  to  catch  up  the  name  given  by  the  Plaintiflfe 
20  to  their  article,  and  in  the  generality  of  cases  are  proved  to  have  called  it 
"Naptha"  or  "Naptha  Soap"  until  August,  1902.  The  name  here,  being  a 
generic  term  with  no  particular  meaning  when  used  simpliciter^  was  a  fancy  name 
and  not  descriptive  of  the  article  (see  per  Kekewich,  J.,  at  page  594  of  Ripley  v. 
Bandy,  14  R.P.C.  591).  In  Birmingham  Vinegar  Brewery  Company  v.  Powell 
25  (14  R.P.C.  720 ;  L.R,  1897  Ap.  Cas.  710)  the  Defendants  were  restrained  from 
making  a  relish  in  Yorkshire  because  the  Plaintiffs  had  acquired  a  reputation 
for  a  particular  relish.  We  rely  on  that  decision.  Mr.  Justice  Byrne^  in  the 
previous  case  against  Hedley  A  Co.^  Ld.y  did  not  appreciate  the  duration  of  the 
Plaintiffs'  trade  in  this  country,  which  commenced  in  February,  1900,  and  not  in 
80  1901  as  stated  in  his  judgment.  Moreover,  the  chemical  analysis  of  the  rival 
soaps  was  not  before  him,  and  in  this  case  the  Defendants'  soap  only  contained 
a  colourable  quantity  of  doubtful  naptha. 

KbkbwiCh,  /.—Of  course  Mr.  Justice  Bryne's  judgment  in  Fels  v.  Hedley 

A  Co,y  Ld,y*  is  not  binding  upon  me,  but  that  judgment,  which  I  have  before 

35  me,  shows  that  the  learned  Judge  regarded  the  question  before  him  as  one 

entirely  of  fact.    He  refers  to  a  well-known  case  Cellular  Clothing  Co.  v. 

Maxton  and  Murray,  and  cites  some  passages  from  the  judgment  in  that  case, 

but  it  is  only  to  illustrate  what  he  considered,  and  what  everbody  else  must 

consider,  settled  law.    There  really  is  no  room  for  any  question  of  law  in  cases 

40  of  this  kind.    The  law  has  been  now  definitely  settled.     The  question  before 

him,  as  I  understand  the  judgment,  was  one  of  fact.     The  question  before  me 

is  one  of  fact,  and  therefore  of  course  I  am  no  more  bound  by  his  judgment 

than  one  jury  is  bound  by  the  verdict  of  another.    I  am  entitled,  of  course,  to 

come  to  my  own  conclusions,  and  am  bound  to  come  to  my  own  conclusions, 

45  on  the  facts  before  me.    Nevertheless,  knowing  that  to  a  great  extent  the  facts 

were,  if  not  the  same,  similar  in  this  case  and  in  the  case  before  Mr.  Justice 

Bryne,  I  have  thought  it  right  to  attend  to  his  judgment  and  pay  such  respect 

to  it  as  it  of  course  deserves. 

The  question  of  fact  is,  to  my  mind,  a  very  simple  one.     Mr.  Neville  in  his 

50  reply  has  insisted,  almost  as  the  foundation  of  his  argument,  that  this  term 

"  Naptha  Soap  "  was  appropriated  by  the  Plaintiffs.    Therein  lies,  to  my  mind, 

the  weakness  of  his  case.    He  further  says  that  "Naptha"  is  not  a  descriptive 

term.    Well,  I  fail  to  see  what  it  is  except  descriptive.    He  has  called  witnesses 


•  Ante,  page  440. 
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to  prove  that  naptha  is  contained,  and  largely  contained,  in  the  Plaintiffs*  soap, 
which  shows  that  the  presence  of  naptha  is  the  one  thing  which  is  new  in  the 
composition  of  their  soap,  and  it  seems  to  me  that  it  is  impossible  for  him  to 
say  that  "  Naptha  "  is  not  descriptive  in  his  own  case  ;  but  whether  he  says  it 
or  not,  to  my  mind  it  is  perfectly  descriptive.  Whether  it  describes  the  5 
Defendants'  soap  or  not  I  think  is  perfectly  immaterial.  The  question  to  begin 
with  is — lb  it  descriptive  of  the  Plaintiffs'  soap  ?  Then,  having  found  that  it  is 
descriptive,  and  about  that  I  entertain  no  doubt,  the  question  is — and  I  adopt 
some  language  of  Mr.  Justice  Bryne*s  judgment,  but  it  is  language  to  be  found 
in  one  form  or  another  in  many  of  the  cases— Has  that  descriptive  term  acquired  10 
a  secondary  meaning  denoting  the  Plaintiffs'  goods  ?  That  is  a  pure  question 
of  fact.  Now  I  observe  that  in  his  judgment  the  learned  Judge,  according  to 
the  shorthand  writer,  made  a  slip.  He  seems  to  have  thought  that  the  Plaintifb 
put' their  ^oods  on  the  market  in  February  1901.  It  is  certainly  proved  before 
me  that  they  put  their  goods  on  the  market  in  February  1900.  It  is  from  that  15 
date  I  have  to  count,  and  I  have  to  count  from  that  date  until  August  1902, 
when  **  Rock  Oil "  was  put  on  the  market.  The  question  is  whether  the  descrip- 
tive term  had  acquired  that  secondary  meaning  when  "  Rock  Oil "  was  put  on 
the  market.  If  it  had,  then  neither  the  Defendants  nor  anybody  else  ha!d  any 
right  to  sell  "  Naptha  Soap."  If  not,  the  Defendants  and  everybody  else  have  20 
the  right  to  sell  *'  Naptha  Soap,"  and  it  is  perfectly  immaterial  to  me  whether 
they  do  it  because  the  Plaintiffs  had  tempted  them  to  use  the  word,  or  whether 
they  were  keen  to  appropriate  some  of  the  Plaintiffs'  trade,  or  for  any  other 
reason.  That  is  a  matter  entirely  for  their  own  conscience  and  their  own 
guidance.  I  am  not  concerned  with  that.  If  the  term  had  not  then  acquired  25 
the  secondary  meaning,  they  were  entitled  to  use  it,  and  that  is  the  only 
question  which  I  have  to  decide. 

Now  I  think  it  is  not  unimportant  with  reference  to  a  large  body  of  evidence, 
to  say  a  word  as  to  that  actual  date  February  1900.    The  Plaintiffs  employed  a 
system,  which  is  common  knowledge,  of  very  largely  advertising  their  soap  30 
before  they  put  it  on  the  market,  and  they  advertised  it  by  sending  over  and 
distributing  large   numbers   of   samples — that  is    to  say,   they  gratuitously 
distributed  this  soap  in  the  hope  that  those  who  got  it  for  nothing  would  after- 
wards be  glad  to  pay  for  it,  and  apparently  their  hopes  were  not  disappointed. 
Their  advertising  seems  to  have  been  successful,  and  I  have  not  the  slightest  35 
objection  to  having  that  all  proved  in  evidence  as  part  of  the  history  of  the 
case,  but  it  has  nothing  whatsoever  to  do  with  the  acquisition  of  a  trade  name. 
As  I  understand  the  old  cases — that  is  to   say,  the  cases  before  the  Trade 
Marks  Act  and  the  Registration  of  Trade  Marks — ^all  went  on  this  :  Is  the  name 
which  the  Plaintiff  has  attached  to  his  goods  the  name  of  an  article  in  the  40 
market,  or,  as  it  is,  I  think,  put  once  or  twice  by  Lord  Westhury^  of  a  vendible 
article  ?  What  the  Plaintiffs  choose  to  do  in  the  way  of  distribution,  except  histori- 
cally, does  not  seem  to  me  to  be  much  in  point.  It  may  be  tested  in  this  way.  Sup- 
posing in  February  1900,  when  they  began  to  sell,  they  had  found  that  the  present 
Defendants  were  attempting  to  put  **  Naptha  Soap  "  on  the  market.    Obviously  45 
they  could  not  have  complained  because  a  great  many  persons,  perhaps  many 
thousands  of  persons,  had  become  acquainted  with  *'  Naptha  Soap  "  by  reason 
of  the  gratuitous  distribution.     But  if  it  was  not  true  theu,  it  seems  to  me  it 
cannot  help  them  now.  They  must  start  from  that  point.  I  gather  from  Mr.  Justice 
Byrne's  judgment  that  the  evidence  before  him  in  favour  of  the  exclusive  use  50 
of  "  Naptha  Soap  " — that  is  to  say  "  Naptha  Soap  "  apart  from  "  Fels  " — was 
stronger  before  him  than  it  is  before  me  as  far  as  I  appreciate  it,  but,  neverthe- 
less, he  came  to  the  conclusion  that  there  had  been  no  appropriation  of  the 
word,  to  use  a  term  which  was  adopted  by  Mr.  Neville  in  his  reply,  or  to  put  it, 
I  think,  more  accurately,  no  acquisition  of  a  secondary  meaning.    To  my  mind,  55 
the  evidence  before  me  is  extremely  \veak.    I  have  no  doubt  that  people  do 
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freqneDtly  ask  for  ^'  Naptha  Soap.'*  Many  of  the  witnesses  I  have  seen  did 
do  BO,  and  many  of  the  witnesses  I  have  seen  testified  to  it  having  been 
asked  for  as  ^'  Naptha  Soap/*  but  there  is  nothing  to  my  mind  approaching 
a  universal  use,  or  even,  I  should  say,  what  Mr.  Justice  Byrne  calls,  an  exten- 
5  sive  use  of  the  term.  It  was  known  as  "  Fels-Naptha  Soap  "  :  it  was  known,  of 
course,  also  as  •'  Naptha  Soap,"  because  there  was  no  other,  but  it  was  generally 
known  as  '•  Fels-Naptha  Soap."  Fels  were  known  as  the  manufiicturers  of  this 
particular  soap  called  '^  Naptha  Soap,"  and  it  was  asked  for  and  sold  in  connec- 
tion with  Fels^  and  not  necessarily  and  simply  as  "  Naptha  Soap."     I  repeat 

10  that,  to  my  mind,  on  that  part  of  the  case,  having  seen  the  witnesses,  and 
balanced  their  evidence  as  well  as  I  can,  the  Plaintiffs'  case  is  extremely  weak. 
I  agree  entirely,  on  the  evidence  before  me,  with  the  conclusion  which  Mr. 
Justice  Byrne  arrived  at  on  the  evidence  before  him,  that  the  Plaintiffs  have 
not  established  a  nght  to  this  particular  name,  ^'  Naptha  Soap,"  that  it  has  not 

]5  acquired,  or  had  not  acquired  in  August  1902,  a  secondary  meaning  so  as  to 
denote  the  goods  of  the  Plaintiffs  and  to  prevent  other  persons  from  using  that 
name  for  the  sale  of  their  goods.  There  must,  therefore,  be  judgment  for  the 
Defendants  with  costs. 


In  the  High  Court  op  Justice.— Chawbry  Division. 

20  Before  Mr.  Justice  Kbkewich. 

March  3l8t,  1903. 

Fels  v.  Christopher  Thomas  &  Brothers,  Ld. 

Trade  name.—''  Naptha:'— Action  to  restrain  passing-off.— Name  associated 
mth  goods  by  public.— Descriptive  word.— No  right  of  action  in  Plaintiffs^  who 
25  are  unable  to  claim  such  a  name  as  their  own^  to  an  injunction  restraining  its 
use  where  it  is  not  properly  descriptive. — Action  dismissed. 

The  Plaintiffs,  Fels  &  Co.,  were  manufacturers  in  America  of  a  cold  water 
householdsoap  whichfrom  its  commencement  in  1894  they  ?iad  sold  under  thename 
""  FdS'Naptha;'  naphtha  being  in  fact  an  important  ingredient  in  the  soap 
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from  its  fecial  cleansing  qualities.  They  commenced  substantial  sales  of 
their  soap  in  England  in  February  1900  under  the  above  namsy  hut  it 
appeared  that  dealers  and  customers  had  frequently^  while  the  Plaintiffs*  soap 
was  the  only  soap  of  the  kind  on  the  market^  designated  this  soap  by  the  simple 
names  "  Naptha  "  or  "  Naptha  Soap:'  In  the  latter  part  of  1902  the  Defendants  5 
commenced  to  manufacture  and  sell  a  similar  soapy  which  was  put  upon  the 
market  as  "  ChristopJier's  Naptha  Soap — Christr.  Thomas  A  Brothers^  Ld.^ 
*^BristoL"  There  was  a  conflict  of  expert  evidence  of  analysts  with  respect  to 
the  presence  of  naptha  in  the  Defendants'*  soap^  the  Plaintiff^^  analysts  alleging 
that  it  did  not  contain  naptha  but  only  contained  a  distinct  chemical  substance  10 
called  napthaline. 

Held,  tJuit  the  name  "  Naptha  "  was  a  word  descriptive  of  the  PlaintijgfV 
article  ivith  no  secondary  meaning  entitling  them  in  a  Court  of  Equity  to  sue  far 
an  injunction  against  the  Defendants^  and  that  tlie  question  of  the  presence  of 
naptha  in  the  Defendants*  soap  was  not  material  in  the  action.  15 

In  this  action  the  Plaintiffs  songht  relief  under  circamstances  also  similar  to 
those  in  Fels  y.  Hedley  A  Go.^  Ld.y  reported  above.*  The  general  fActs 
concerning  their  trade  will  be  found  set  out  in  that  report.  Here  the 
Defendants,  Christopher  Thomas  A  Brothers^  Ld.,  unlike  the  Defendants  in 
Fels  V.  Stephenson  Brothers^  Ld.^  also  reported  above,t  were  actual  manufac-  20 
trrers  of  the  soap  complained  of  at  Bristol.  Their  soap  was  also  a  cold  water 
household  soap  similar  to  the  Plaintiffs',  and  was  sold  in  wrappers,  but  there 
was  no  claim  made  by  the  Plaintiffs  in  respect  of  "  get-up."  In  their  State- 
ment of  Defence  the  Defendants,  amongst  other  things,  alleged  as  follows  : — 
*'The  Defendants  say  that  they  are  selling  a  soap  made  with  naptha,  and  25 
"  of  their  own  manufacture,  under  the  name  of  *  Uhristopher*s  Naptha  Soap 
"* — Christr,  Thomas  A  Brothers^  Ld.y  Bristol,'  and  with  a  statement  that 
^^  the  same  ^  is  of  first-clafls  English  make,'  and  they  claim  to  be  entitled  so  to 
^'  describe  their  said  soap,  and  thereby  to  inform  the  public  what  is  the  ch^U-acter 
^^  of  their  said  soap,  and  who  are  the  makers  thereof  and  where  it  is  made.  30 
^*  There  is  no  single  particular  in  the  manner  in  which  the  Defendants'  said 
'*  soap  is  got  up  for  sale  or  sold  which  bears  any  special  resemblance  to  any 
"  particular  in  the  manner  in  which  the  Plaintiffs'  said  soap  is  got  up  for  sale 
"  or  sold."  The  Statement  of  Defence  concluded  as  follows  :--"This  action  is 
*♦  brought  by  the  Plaintiffs  for  the  purpose  of  preventing  the  Defendants  and  35 
**'  the  soap  tnide  generally  from  describing  soap  made  with  naphtha  as  *  Naphtha 
*' '  Soap,'  and  the  Defendants  submit  that  the  Plaintiffs  are  not  entitled  to 
*^  prevent  them  from  so  doing,  and  that  this  action  should  be  dismissed 
"  with  costs."  With  regard  to  the  presence  of  naphtha  in  the  two  soaps 
there  was  again  a  conflict  of  evidence  between  the  chemical  experts.  Whereas  ^ 
in  Fels  v.  Stephenson  Brothers^  Ld.y  the  dispute  was  as  to  the  amount  of 
naphtha  which  was  in  fact  contained  in  the  Defendants'  soap,  and  as  to  its 
detergent  efficiency,  in  the  present  case  it  was  contended  for  the  Plaintiffs  that 
the  Defendants'  soap  contained  no  naphtha  at  all,  but  only  a  distinct 
pure  product  called  napthaline,  not  belonging  to  the  same  chemical  family  as  ^ 
the  napthas,  possessing  no  detergent  or  cleansing  qualities,  and  not  soluble  in 
water.    The  analyst  called  by  the  Defendants  said  that  he  had  found  1  per  cent 

*  AtU4,  page  437.  t  ^^  !"««  ^3. 
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of  the  napthaline,  bat  had  also  found  ^  per  cent,  of  naphtha  in  the  Defendants* 
Boapy  which  amount  of  the  latter  he  admitted  might  not  have  any  practical 
cleansing  effect. 
Tire  action  was  heard  on  the  31st  of  March,  1903,  before  Mr.  Justice  Kekeunchj 
5  immediately  after  the  case  of  Fels  v.  Stephenson  Brothers^  Ld.^  it  having  been 
agreed  to  take  the  general  evidence  there  given  as  evidence  in  this  case. 
The  same  Counsel  appeared  but  no  fresh  arguments  were  delivered. 
The  expert  evidence  was  given  by  Mr.  A.  Gordon  Salamon^  Dr.  J.  C.  Thresh^ 
Mr.  De  Hailes,  and  Mr.  J.  M.  Gannon  on  behalf  of  the  PlaintiflEs,  and  by  Dr. 

10.  Lewkowitsch  on  behalf  of  the  Defendants. 

Immediately  after  the  taking  of  this  evidence  his  Lordship  delivered  the 
following  judgment : — 

Kbkbwigh,  /• — It  is  not  my  wish  to  treat  with  impatience,  still  less  with 
contempt,  any  point  which  is  put  forward  by  Counsel,  and  therefore  I  think  it 

15  right  to  explain  why,  to  my  mind,  the  evidence  to  which  I  have  just  listened 
is  of  no  importance — I  had  almost  said  irrelevant.  The  Plaintiffs  come  here 
to  establish  the  right  to  a  trade  name,  namely  "Naptha  Soap."  They  either 
succeed  or  fail  in  that.  According  to  my  judgment,  they  fail.  Of  course  if 
they  succeed  in  that,  there  can  be  no  question  whether  the  soap  put  on  the 

20  market  by  the  Defendants  is  really  naptha  soap  or  not.  It  does  not  arise  ;  and  on 
that  hypothesis  the  evidence  is  irrelevant  in  the  result.  But  suppose  the  other 
case,  which  in  my  judgment  is  the  right  one,  is  the  result,  and  the  Plaintiffs  fail 
in  establishing  their  trade  name.  They  come  here  and  say, "  At  any  rate  we  sell 
^^  genuine  naptha  soap.    We  have  proved  by  our  analysts  that  there  is  naptha 

25  ^  in  substantial  quantities  in  our  soap ;  we  put  it  on  the  market  as  not  only 
'^  containing  naptha,  but  containing  naptha  in  such  quantities  as  to  be  of  veiy 
^*  great  service  as  a  detergent "  (I  think  that  is  the  proper  phrase)  ^^  and  that  is 
^  the  great  advantage  of  our  soap  :  now  we  have  a  right  to  complain  of  other 
'^  persons  selling  Qoap  which  does  not  contain  naptha  at  all,  or  only  a  trace,  or 

30  "  only  something,  which  if  properly  called  naptha,  at  any  rate  is  of  no  use  as  a 
**  detergent.'*  In  one  sense  they  have  a  right  to  complain.  "We  have  all  a 
right  to  complain  of  goods  being  put  on  the  market  which  are  not  what  they 
profess  to  be.  It  is  to  the  public  advantage  that  goods  should  be  described  as 
what  they  are,  not  as  what  they  are  not ;  but  what  right  can  that  give  to  the 

35  Plaintiffs  to  sue  in  this  Court  for  an  injunction  ?  It  seems  to  me  impossible 
that  they  can  establish  a  right  to  an  injunction  to  prevent  others  selling 
anything  as  '*  Naptha  Soap  "  if  they  themselves  have  not  got  the  right  to  claim 
''*'  Naptha  Soap  *'  as  their  own  name.  Supposing  the  Defendants  sell  something 
which  is  not  soap  and  call  it  "  Naptha  Soap."    Why  not  ?    It  may  be  very 

40  foolish.  It  may  even  be  wrong.  It  may  leave  them  open  to  some  other 
proceedings  under  some  Statute,  into  which  I  do  not  enquire,  of  course,  but 
what  right  have  the  Plaintiffs  to  complain  of  the  use  either  of  the  word 
*^ Naptha"  or  ^^Soap."  It  seems  to  me  that  on  the  hypothesis  that  the 
Plaintiffs  have  not  established  their  right  to  "Naptha  Soap,"  the  evidence 

45  must  be  irrelevant  to  any  question  that  can  possibly  be  raised  on  the  action. 
I  thought  it  right  to  express  my  view,  because  I  understand  that  the  Plaintiffs' 
Counsel  do  attribute  some  importance  to  it,  and  as  the  question  is  going  before 
the  Court  of  Appeal,  they  are  entitled  to  my  judgment.  Having  said  that, 
judgment  will  be  given,  according  to  the  arrangement  about  the  evidence,  for 

59  the  Defendants  with  costs. 
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Is  THE  High  Court  op  Justice.— Chancery  Division, 


Be/ore  Mr.  Justice  Byrne. 


April  24tb,  1903. 


In  the  Matter  of  the  Registered  Trade  Mark  ''Zonophone.'' 


Trade  Mark. — Motion  to  rectify  the  Register. — Person  aggrieved. — Person  5 
equitably  entitled  served  with  notice. — Order  for  rectification. — Costs. — Patents 
Ac.  Act,  1888,  section  90. 

A  Limited  Company,  having  been  registered  as  the  proprietors  of  a  Trade 
Mark,  agreed  to  sell  all  its  goodwill  and  assets  to  a  new  Company,  but  urichout 
expressly  mentioning  the  Trade  Mark.  Subsequently  an  application  was  made  IQ 
for  the  removal  of  the  Trade  Mark  from  the  Register  by  an  American  Company, 
who  claimed  to  be  entitled  to  it,  and  proved  that  it  had  been  used  prior  to  the  date 
of  the  registration,  and  the  liquidator  of  the  first-m^itioned  Company,  who  still 
remained  on  the  Register  as  proprietors  of  the  mark,  and  the  new  Company 
were  made  Respondents.  It  was  contended  that  tJie  Applicants  were  not  persons  15 
aggrieved,  and  by  the  new  Company  that  they  ov^ht  not,  in  view  of  a  letter  they 
had  written,  to  have  been  made  Respondents,  and  they  a^kedfor  their  costs. 

Held,  that  the  Applicants  were  persons  aggrieved,  and  thai,  whether  or  not, 
tlwy  had  in  fact  any  rights  in  the  mark,  it  ought  to  be  removed  from  the 
Register ;  and  that,  the  letter  not  being  an  absolute  disclaimer ^  the  new  Company  20 
were  necessary  parties.    An  Order  was  made  accordingly  for  the  rectification 
of  the  Register  with  costs  against  both  Respondents. 

On  the  29th  of  March  1900,  the  Gramophone  Company,  Ld.^  registered  the 
word  ''  Zonophone  *'  as  a  Trade  Mark  under  No.  229,869  in  Class  8  for  apparatus 
(included  in  this  class)  for  recording  and  reproducing  sounds.    On  the  2l8t  of  25 
March  1903,  the  Universal  Talking  Machine  Company,  a  Company  ripgistered 
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under  the  laws  of  the  State  of  New  Tork,  gave  notice  of  motion  for  an  order 
that  the  Register  of  Trade  Marks  might  be  rectified  by  removing  the  Trade  Mark 
therefrom,  or  that  such  farther  or  other  order  might  be  made  for  the  rectification 
of  the  Register  as  to  the  Court  should  seem  just,  and  that  the  Respondents,  the 
5  liquidator  of  the  Gramophcme  Company ^  Ld.^  and  the  Oramophone  and  Type- 
toriteTy  Ld^  should  pay  the  costs  of  the  motion. 

In  support  of  the  application  an  affidavit  was  made  by  Mr.  Prescotty  managing 
director  of  the  Intematimial  Zonophone  Company ^  which  stated  in  effect  that 
the  last-mentioned  Cou)pany  was  the  licensee  under  Letters  Patent  held  by  the 

10  Applicants,  and  during  the  year  1899  talking  machines  in  considerable  numbers, 
marked  with  the  word  ^^  Zonophone,"  had  been  sent  by  the  Applicants  to  and 
sold  in  this  country,  and  had  since  been  imported  and  sold  by  the  Intematiotml 
Zonophone  Company ;  and  he  alleged  that  the  Gramophone  Company^  Ld.^  had 
registered  the  Trade  Mark,  during  some  negotiations  for  an  amalgamation 

15  therein  mentioned,  for  the  purpose  of  giving  them  an  advantage  in  such 
negotiations,  and  that  they  had  not  used  it  as  a  Trade  Mark  or  had  any 
bond  fide  intention  of  doing  so  ;  and  that  they  had  refused  to  vacate  the 
registration. 

It  also  appeared  that  by  an  agreement,  dated  the  12th  of  December  1900,  the 

20  Oramophone  Company ^  Ld.^  had  agreed  to  sell  to  the  Gramophone  and  Type^ 
writer^  Ld.y  its  undertaking,  including  goodwill  and  assets  generally,  but 
without  expressly  referring  to  the  Trade  Mark.  This  agreement  is  more  fully 
stated  in  the  judgment  of  Btrnb,  J.  Affidavits  by  the  liquidator  of  the 
Gramophone  Company^  Ld,^  and  by  Mr.  Broody  a  member  of  the  firm  of 

25  solicitors  who  acted  for  the  purchasing  Company  in  the  purchase,  were  filed  for 
the  Respondents.  The  former  alleged  the  use  of  the  word  ^*  Zonophone  "  in  the 
United  States  in  the  years  1896  to  1900  for  machines  made  by  the  Berliner 
Gramophme  Company ^  and  that  no  talking  machines  were  sent  into  Europe 
under  the  name  **  Zonophone  "  until  1900 ;  that  the  Gramophone  Company ^  Ld.y 

30  who  were  working  in  England  under  the  Berliner  Gramophone  Patents, 
registered  the  name  in  England,  with  the  intention  of  applying  it  to  a  particular 
style  of  gramophone,  but  by  or  before  December  1900,  abandoned  such  inten- 
tion ;  that  the  existence  of  the  Trade  Mark  was  not  communicated  to  the  legal 
advisers  of  the  purchasing  Company  ;   that  when  the  sale  was  completed  a 

35  transfer  of  another  Trade  Mark  belonging  to  the  Gramophone  Company y  Ld.^ 
was  made,  and  that  it  was  not  intended  that  the  purchasing  Company  should 
take  over  the  Trade  Mark  **  Zonophone"  ;  that  the  depone  at  had  no  objection 
to  the  name  being  struck  off  the  Register,  but  disputed,  on  behalf  of  the 
Gramophone  Company^  Ld.y  any  exclusive  right  in  the  Applicants  to  the  name, 

40  which  was,  he  alleged,  invented  for  gramophones  manufactured  under  the 
Berliner  Gramophone  Patents.  Mr.  Broad  corroborated  the  statements  as  to 
the  sale  to  the  purchasing  Company,  and  stated  that  the  first  he  heard  of  the 
existence  of  the  Trade  Mark  was  upon  the  service  of  the  notice  of  motion,  and 
that,  as  soon  as  he  had  inquired  into  the  facts,  he  wrote  the  letter  the  material 

45  parts  of  which  are  quoted  in  the  judgment ;  that  the  purchasing  Company  did 

not  claim  and  had  never  claimed  any  interest  in  the  Trade  Mark,  and,  in 

accordance  with  the  statement  in  the  letter,  was  prepared  to  disclaim  and  did 

disclaim  any  interest  whatever  therein. 

J.    W.  Gordon  (instructed  by  H.  E.  Garle)  appeared  for  the  Applicants; 

50  0.  Leigh  Clare  (instructed  by  Cheston  A  Sons)  appeared  for  the  Respondent  the 

liquidator  of  the    Gramjophone  Company,  Ld. ;    and    the    Hon.   F.  Russell 

(instructed  by  Cheston  A  Sons)  appeared  for  the  Respondents,  the  Gramophone 

and  Typewrite7\  Ld. 

Gordon,  for  the  Applicants*  referred  to  8htpwrig?U  v.  Clements  (19  W.R.  599) 

55  and  Ihlae  v.  Benshaw  (3  R.P.C.  15 ;  L.R.  31  C.  D.  323)  in  support  of  the  con- 
tention  that  the  right  to  the  Trade  A(ark  passed  under  the  agreement,  and 
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submitted  that  the  Applicants  were,  on  the  evidence,  entitled  to  an  order  for 
the  removal  from  the  Register  of  the  Trade  Mark  and  for  costs  against  both 
Respondents. 

Leigh  Glare^  for  the  liquidator  of  the  Ghramophone  Company^  Ld.  (after 
making  an  offer  which  was  not  accepted),  submitted  that  the  Applicants  were  5 
not    persons    aggrieved ;    that    the    only  persons  entitled  to  use    the    word 
"  Zonophone "  were  the  Berliner  Company  and  that  the  Applicants  had  no 
interest  in  it,  and  that  the  motion  should  be  dismissed. 

Ruesell^  for  the   Ghramophone  and    Typeivrit-er^  Ld,y  submitted    that   the 
Applicants  ought  to  pay  their  costs  under  the  circumstances,  and  that  they   10 
ought  not  to  have  been  made  Respondents,  as  they  were  not  the  registered 
proprietors,  and  had  at  once  disclaimed  any  interest  in  the  Trade  Mark. 

Byrnb,  J. — I  think  that  this  motion  is  well  founded,  and  that  the  Applicants 
are  entitled  to  make  the  application.    There  are  two  Companies,  Respondents — 
the  Ghramophone  and  Typewriter^  Ld.^  and   the  Gramophone  Company^  Ld.  15 
The  Ghramophone  Company y  Ld,y  registered,  the  advertisement  being  dated  the 
29th  of  March  1900,  the  word  "  Zonophone  "  as  a  Trade  Mark.     They  have 
since  sold  the  whole  of  their  business  to  the  other  Respondent  Company,  and 
there  is  no  doubt  that  upon  the  terms  of  that  agreement  the  right  to  this 
Trade  Mark,  assuming  it  was  good,  has  passed.    There  is  a  clause  in  the  agree-  20 
ment  that  the  possession  of  the  premises  should  be  "  retained  by  the  vendor 
*'  Company  down  to  the  actual  date  of  completion,  and  in  the  meantime  the 
"  vendor  Company  shall  carry  on  the  said  business  in  the  same  manner  as 
^^  heretofore  so  as  to  maintain  the  same  as  a  going  concern,  and  shall  as  from 
*'  the  date  hereof  be  deemed  to  be  carrying  on  such  business  on  behalf  of  the   25 
^^  purchasing  Company,  and  shall  account  and  be  entitled  to  be  indemnified 
^'  accordingly.^'    I  do  not  know  whether  there  has  been  an  actual  completion  or 
not,  but  in  either  event  the  person  legally  entitled  as  the  registered  proprietor 
is  the  vendor  Company  ;  and  the  agreement  is  sufQcient  to  transfer  in  equity, 
subject  to  the  terms  of  the  agreement,  the  whole  of  the  interest  in  this  Trade  30 
Mark  which  the  vendor  Company  might  possess. 

The  Applicants  apply  under  section  90  to  have  this  Trade  Mark  struck  out, 
and  in  the  affidavit  which  is  made  in  support  of  this  application,  it  is  proved  that 
the  word  "  Zonophone  "  was  used  prior  to  the  date  of  this  registration,  and  they 
claim,  rightly  or  wrongly — that  is  a  fact  which  is  not  in  issue  now  before  me  35 
— to  be  interested  in  this  Trade  Mark,  and,  unless  otherwise  advised,  they  are 
very  likely  to  make  some  application  for  registration  as  soon  as  they  have  got  rid 
of  the  existing  registration.  It  is  suggested  that  they  are  not  persons  aggrieved, 
and  an  affidavit  has  been  put  in  on  information,  the  tendency  of  which  is  to 
show  that  they  will  not  be  able  to  get  on  the  Register  if  they  try.  It  appears  40 
to  me  that  they  are  persons  aggrieved  within  the  meaning  of  the  very  large 
definition  which  has  been  put  upon  those  words,  and  that  they  are  entitled  to 
make  the  application.  In  point  of  fact,  the  vacation  of  the  registration  is  not 
substantially  opposed  by  either  of  the  parties.  Mr.  Clare  it  is  true  opposes  it 
m  this  sense,  that  he  says  the  Applicants  have  not  shown  a  sufficient  title  as  45 
per.-ons  aggrieved,  but  further  than  that,  as  I  understand,  assuming  they  are 
persons  aggrieve^,  he  does  not  resist  their  right  now  to  have  it  expunged. 

The  position  then  was  this — there  was  one  Company  on  the  Register  as  a 
registered  person  entitled  to  a  Trade  Mark,  but  in  fact  the  equitable  owners 
were  the  other  Company  who  have  been  served.  Substantially  it  is  said  that  50. 
they  did  not  know  that  there  was  such  a  Trade  Mark,  that  they  do  not  want 
it,  and  they  say  they  wrote  a  letter  in  such  time,  to  the  Applicants,  as  to  show 
that,  at  least  from  the  time  when  they  got  that  letter,  the  Applicants  ought  to  pay 
the  costs  of  bringing  the  matter  before  the  Court.  But  wheu  I  come  to  examine 
the  letter,  it  is  not  an  out-and-out  disclaimer.  It  is  a  letter  which  says  :  *'  So  55 
^'  far  as  we  are  3ware  the  Company  Jias  r^^ver  had  or  claimed  any  interest  in  it 
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"  We  shall  be  obliged  by  your  kindly  stating  on  what  ground  the  Company  are 
**  made  Respondents  to  the  motion.  We  are  bringing  the  matter  before  our 
"  clients  with  the  view  to  the  question  being  discussed  at  the  next  directors' 
"  meeting,  but  our  belief  is  that  the  Company  would  most  unhesitatingly  dis- 
5  "  claim  any  interest  in  the  Trade  Mark.  We  think  it  only  right  therefore  to 
"  point  out  to  you  that  care  should  be  exercised  with  regard  to  the  costs  your 
*'  clients  incur  as  we  must  ask  for  our  costs  against  the  Applicants.'* 
Then  the  affidavit  says :  "  My  firm  received  no  acknowledgment  of  the 
"  said  letter  except  by  a  verbal  communication  from  the  Applicants'  solicitor 

10  "on  the  telephone."  #What  the  verbal  communication  from  the  Applicants' 
solicitor  was  he  does  not  say,  nor  does  it  appear  that  there  was  any  subsequent 
communication  addressed  to  the  Applicants.  The  meaning  of  that  letter  is  that 
most  likely  our  clients  will  disclaim  and  we  are  going  to  consult  our  clients. 
I  do  not  think  there  is  enough  on  that  to  show  that  the  Applicants  would  have 

15  been  well  advised  in  at  once  striking  out  their  name  and  coming  before  the 
Court  to  ask  for  an  Order  to  rectify  by  striking  out  this  mark.  AVhat  course 
the  other  Company  would  have  taken  I  do  not  know.  They  might  have  taken 
the  objection  that  they  could  not  get  on  without  bringing  them  here  ;  but 
whether  they  did  or  did  not,  I  should  have  taken  it.     I  should  have  said  :  "  On 

20  "  the  face  of  that  letter  it  is  not  enough,  you  must  produce  a  brief  for  them  at 
"  any  rate,  or  you  must  appear  for  them  on  this  occasion." 

Under  these  circumstances  it  appears  to  me  the  Respondents  were  rightly 
brought  here.  Mr.  Clare's  clients  ask  for  costs  against  the  Applicants.  I  think 
the  Applicants  are  entitled  to  their  costs.     Here  was  a  registered  trade  mark 

25  which  ought  not  to  have  been  upon  the  Register  as  it  was ;  both  the 
Respondents  were  interested  in  the  question,  and  it  was  necessary  to  bring 
them  here  in  order  that  the  Order  to  which  the  Applicants  are  entitled  might 
be  made.  Under  these  circumstances  I  make  the  Order  as  to  costs  against  both 
Respondents,    They  can  settle  it  between  themselves. 


2K 
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In  the  Court  op  Appeal. 


Be/ore  LORDS  JUSTICES  Vaughan  Williams,  Romer,  and  Cozens-Hardt. 


April  29th,  1903. 


Saccharin  Corporation,  Ld.  v.  R.  White  &  Sons,  Ld. 


Patent. — Action  for  infringement   of  twenty-three  Patents. — Order  made  5 
limiting  the  action  in  tlie  first  instance  to  four  Patents. — Appeal  by  Plaintiffs. 
— Order  varied  by  limiting  the  action  to  seven  Patents  on  special   terms. — 
Order  XVIII.,  Rules  i,  8,  and  9. 

A  Company y  owning  twenty-three  Patents,  which,  they  alleged,  covered  all  com- 
tnercial  m^tlwds  of  making  pure  saccharin,  commenced  an  action  for  infringe-  JO 
ment  of  all  the  Patents.  After  the  decision  of  the  Court  of  Appeal  in  Sacchaiiii 
Corporation,  Ld.  v.  Wild  (ante,  page  243 ),  in  which  the  Court  of  Appeal 
ordered  a  similar  action  to  be  confined  to  three  Patents  to  be  selected  by  the 
Plaintiffs,  Farwell,  J.,  made  an  Order  limiting  the  Plaintiffs  in  this  action  to 
ftmr  Patents  to  be  so  selected^  the  Defendants  fiot  objecting  to  that  number.  15 
Th*i  Plaintiffs  appealed,  and  asked  that  the}/  should  be  at  liberty  to  p^^oceed  to 
trial  on  seven  Patents,  of  which  they  had  given  particulars. 

Held,  by  the  Court  of  Appeal,  that,  u  rider  the  circumstances  of  the  particular 
case,  the  Order  should  be  varied  by  allowing  the  Plaintiffs  to  sue  on  seven 
Patents,  but  on  special  terms  as  to  costs.  20 

Saccharin  Corporation,  Ld.  v.  Wild  (ante,  page  243)  discussed. 

On  the  15th  of  August  1902  the  Saccluirin  Corporation,  Ld.,  commenced  an 
action  against  R.  White  &  Sons,  Ld.,  for  infringement  of  twenty-three  Patents 
relating  to  the  manufacture  of  saccharin. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the  owners  25 
of  the  Patents,  that  the  Defendants  had  infringed  each  and  all  the  Patents  in 
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the  manner  in  the  Particulars  of  Breaches  appearing,  and  that  a  certificate  of 
validity  had  been  granted  as  to  one  of  the  Patents. 

By  their  Particulars  of  Breaches  they  alleged  that  (1)  the  Defendants  had 
infringed  the  Patents  and  each  of  the  same  by  the  importation  into  this  realm 
5  of  saccharin  and  by  the  sale,  dealing  with,  and  use  of  the  same  in  this  realm  ;  the 
said  substances  so  imported,  sold,  dealt  with,  and  used  were  constructed  according 
to  the  processes  described  in  the  Specifications  of  each  of  the  Patents  and  as 
claimed  in  all  the  claiming  clauses  of  each  of  the  said  Specifications  ;  (2)  the 
Defendants  on  the  8th  of  August  1902  imported  into  this  realm  via  Harwich 

10  nine  cases  of  saccharin  constructed  as  aforesaid,  and  the  Plaintiffs  said  they 
were  unable  until  they  obtained  discovery  to  give  further  and  better  Particulars 
of  Breaches,  but  would  claim  to  recover  compensation  for  all  infringements  of 
their  Patents  committed  by  the  Defendants. 

The  Defendants  on  the  10th  of  December  1902  gave  notice  to  apply  on  the 

15  Summons  for  Directions  that  the  Plaintiffs  might  be  ordered  to  give  a  further 
and  better  statement  of  the  nature  of  their  claim  and  further  Particulars  of 
Breaches  specifying  which  of  the  twenty-three  Patents  they  relied  on  as  having 
been  infringed  by  the  Defendants  by  the  sale  and  offering  for  sale  of  sucramine 

as  complained  of  in  the  said  Particulars  of  Breaches,         that  an  Order  might  be 

20  made  limiting  the  trial  of  the  action  in  the  first  instance  to  such  out  of  the 
said  twenty-three  Patents  as  to  the  Court  should  seem  JDst,  and  that  the  costs  of 
the  application  might  be  paid  by  the  Plaintiffs,  and  that  the  Defendants  should 
have  28  days  after  delivery  of  the  said  Particulars  for  delivery  of  the  Defence. 
On  the  12th  of  January  1903  Farwell,  J.,  ordered  that  the  Defendants  by 

25  Robert  White  should  make  an  affidavit  as  therein  mentioned,  and  ordered  the 
Defendants'  application  to  stand  over  until  after  the  Court  of  Appeal  should 
have  delivered  judgment  in  Sa^haHn  Corporation,  Ld.  v.  Wild  (such 
judgment  was  delivered  on  the  19th  of  January  1903,  ante,  page  243),  and  on 
the  23rd  of  February  1903,  on  an  application  by  the  Plaintiffs  for  a  further  and 

30  better  affidavit  by  the  said  R.  White,  the  learned  Judge  ordered  that  the 
Plaintiffs  should  be  at  liberty  to  amend  their  Particulars  of  Breaches  as  they 
might  be  advised.  The  Plaintiffs  on  the  2nd  of  March  1903,  pursuant  to  the  last 
mentioned  Order,  amended  their  E^articulars  of  Breaches  by  inserting  the  words 

"  ^   sucramine  "  after  the  word  "  saccharin  "  in  each  place,  and  delivered  a  list 

35  of  the  following  seven  Patents  as  those  on  which  they  in  the  first  instance  intended 
to  rely  at  the  trial  of  the  action,  namely  :  —No.  25,273  of  1894,  No.  5135  of 
1895,  No.  1164  of  1897,  No.  3680  of  1898,  No.  9962  of  1899,  No.  19,629  of  1899, 
and  No.  4525  of  1900.  On  the  23rd  of  March  1903  Farwell,  J.,  made  an  Order, 
on  the  original  application  of  the  Defendants,  that  the  Plaintiffs  should  limit 

40  the  action  in  the  first  instance  to  such  of  the  Patents  mentioned  in  the  Statement 
of  Claim,  not  exceeding  four  in  number,  as  they  might  select,  and  that  they 
should  be  at  liberty  to  reamend  their  Statement  of  Claim  and  Particulars  of 
Breaches  accordingly  within  28  days,  and  that  the  costs  of  the  application 
should  be  costs  in  the  action. 

45  The  affidavits  made  by  the  said  R.  White  were  sworn  the  26th  of  January 
and  6th  of  February  1903.  In  the  former  he  stated  as  follows  :— "  (I)  It  is  not 
"  the  fact,  as  stated  in  paragraph  2  of  the  Plaintiffs'  Particulars  of  Breaches 
"  delivered  in  this  action,  that  on  the  8th  of  August  1902  the  Defendants 
"  imported  nine  cases  of  saccharin  into  this  realm  via  Harwich,  as  alleged. 

50  "  (2)  I  have  made  inquiries  as  to  the  process  by  which  the  sucramine  (which  is 
"  a  substance  imported  by  the  Trust  Chimique,  of  Lyons,  in  the  Republic  of 
"  France,  into  this  country)  is  manufactured,  and  whether  the  said  sucramine  is 
"  an  infringement  of  any  of  the  Patents  of  the  Saccliarin  Corporation ;  but 
^  although  I  have  made  strenuoas  efforts  to  discover  the  process  I  have  not 
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'*  been  able  to  find  it  out,  and  I  have  no  knowledge  about  it.     I  have  been 
"  emphatically  assured  by  the  said  Trust  Ghimique  that  the  process  is  not,  and 
"  cannot  be,  an  infringement  of  any  of  the  proces^s  protected  by  the  Patents 
"  which  are  the  property  of  the  Saccharin  Gorjjoration.'^     In  the  second  affi- 
davit E.  White  stated  (1)  that  the  sucramine  referred  to  in  paragraph  2  of  his  5 
previous  affidavit  was  bought  by  the  Defendants  from  the  London  Essence 
Company  between  the   12th   of   June   1902   and  the   16th  of  January   1903 
inclusive,  and  the  price  paid  was  38s.  per  lb. ;  he  repeated  jbhat  he  had  no 
information  or  knowledge  as  to  the  process  by  which  it  was  manufactured.  . 
(2)  That,  as  stated  in  his  previous  affidavit,  the  Defendants  had  not  imported  10 
into  this  realm  any  saccharin  as  alleged,  or  at  all,  nor  had  they  imported  any 
sucramine. 

The  Plaintiffs  appealed  from  the  Order  of  the  23rd  of  March  1903,  and  asked 
that  it  might  be  ordered  that  the  Plaintiffs  should  be  at  liberty  to  proceed  to 
trial  on  the  seven  Patents  specified  in  the  Particulars  delivered  by  them  on  the  15 
2nd  of  March  1903,  and  that  the  costs  occasioned  by  the  appeal  should  be  paid 
by  the  Defendants. 

CrippSy  K.C.,  and  A.  J.  Walter  (instructed  by  J.  H.  and  J.  Y.  Johnson) 
appeared  for  the  Appellants ;  Astbury,  K.C.,  and  A,  B.  Shaw  (instructed  by 
James,  Mellor  and  Coleman)  appeared  for  the  Respondents.  20 

CrippSj  K.G.,  and  Walter. — What  the  Plaintiffs  desire  is  to  be  allowed  to  go 
on  upon  the  seven  Patents  they  have  selected.    These  Patents  divide  themselves 
into  two  groups,  three  being  for  the  manufacture  of  toluene  sulpho-chloride  and 
the  other  four  for  the  manufacture  the  sulpho-chloride  into  saccharin.     They 
are  really  for  two  steps  in  one  process.    The  Plaintiffs  could,  if  they  liked,  25 
commence  two  actions,  one  upon  the  three  Patents  and  another  upon  the  four. 
It  would  obviously  be  a  great  saving  of  expense  if  these  two  causes  of  action 
were  combined  in  one  action.    What  we  ask  is  really  in  accordance  with  the 
decision  of  this  Court  in  the  case  of  the  Saccharin  Corporation  v.  Wild  (ante^ 
page  243).    There  the  Court  had  more  materials  before  it  than  in  this  case.    There  30 
was  cross-examination  of  the  Defendants'  witness  upon  his  affidavit.    After 
that  cross-examination  the  Plaintiffs  were  content  to  proceed  upon  three  Patents, 
and  the  action  is  going  on.    There  are  two  affidavits  on  behalf  of  the  Defendants 
in  this  case,  but  no  cross  examination  has  been  allowed.    Order  XVIII.  allows 
two  inconsistent  causes  to  be  joined  in  the  same  action,  subject  to  the  right  of  35 
the  Defendants  to  satisfy  the  Court  that  they  cannot  be  conveniently  disposed 
of  together.     Here  the  Defendants  have  not  established  this.     [ROMBR,  LJ^. — 
Would  the  Defendants  object  if  the  Plaintiffs  were  confined  to  six  Patents  ?] 
.    Astbury,  K.C.,  and  Shaw, — Yes,  on  the  ground  of  expense.    The  Defendants' 
affidavits  state  that  the  alleged  infringing  article  was  bought  by  them  from  the  40 
London  Essence  Company  ;  and  that  they  do  not  know  how  the  article  is  made  and 
cannot  find  out.    The  Plaintiffs  have  a  similar  action  for  infringement  against 
that  Company,  and  in  that  action  an  Order  has  been  made  by  Btickley^  J., 
limiting  the  Plaintiffs  to  four  Patents.    If  they  are  content  with  four  Patents 
in  that  action  surely  they  ought  to  be  content  with  four  Patents  in  this.    There  45 
is  no  reason  why  the  Plaintiffs  should  ask  for  seven  Patents ;  the  Patents  are 
alternative,  and  do  not  fall  into  the  groups  alleged.    The  Plaintiffs'  oase  has 
always  been  that  they  could  not  say  under  what  Patents  any  particular  saccharin 
is  made,  but  when  limited  to  three  Patents  they  were  satisfied  to  go  on  upon 
three.  50 

Vaughan  Williams,  L.J. — Speaking  for  myself,  it  seems  to  me  that  j^inid 
facie,  Order  XVIII.  clearly  gives  the  Plaintiffs  the  right  to  do  that  which  they 
are  now  suggesting  they  wish  to  do,  and  it  is  for  you  to  satisfy  us  that  that  will 
impose  upon  you  some  serious  disadvantage  or  embarrassment. 

ROMBR,  L.J. — ^The  Plaintiffs  say  we  are  going  to  select  four  Patents  out  of  55 
a  special  group,  and  they  say  they  have  another  special  group  which  is  confined 
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subetantially  to  producing  the  material  in  what  is  called  the  first  stage. 
They  say  let  us  try  that  on  three,  so  that  they  would  be  limited  to  three  in 
that  group  and  four  in  the  other.    They  say  that  is  not  oppressive. 

Astburj/y  K.C. — I  submit  that  this  caoe  is  absolutely  covered  by  the  judgment 

5  of  this  Court    in    Wild's    case.      [ROMBR,  LJ. — The  Court  could  not  have 

intended  to  have  laid  down  any  hard  and  fast  rule  in  Wild's  case.]     What  it 

did  lay  down    in  express  terms  was,   that   prima  facie  it  is  oppressive  in 

a  Patent  action  to  sue  a   Defendant  on  a  considerable   number   of    Patents. 

The  learned   Master  of  the   Rolls  in    giving   judgment   clearly    laid   down 

10  that  in  a  case  where  the  Plaintiff  says  that  he  has  to  sue  on  alternative  Patents, 

this  Court  will  not  permit  him  to  go  and  join  a  whole  lot  of  different  causes  of 

action,  and  that  it  is  per  se  embarrassing,    without    any    evidence    at  all. 

Supposing  that  at  the  trial  the  Plaintiffs  find  they  can  go  on  on  one  Patent,  the 

cost  of  pursuing  an  investigation  as  to  the  validity  of  the  other  six  is  very 

15  great  indeed.     It  is  an  extremely  complicated  matter.    Your  Lordships  have  no 

idea  unless  you  see  these  Patents  what  they  are.     They  are  of  enormous  length, 

and  they  are  frightfully  complicated.     We  should  have  to  incur  an  immense 

amount  of  costs  on  expert  evidence  as  to  the  validity  of  each  of  the  six,  and  at 

the  trial,  if  the  Plaintiffs  find  they  can  hit  us  on  the  seventh,  we  should  not  get 

20  one  penny  piece  of  those  costs.    The  Court  would  not  go  into  our  Particulai-s 

of  Objections  as  to  the  validity  of  the  six  for  the  purpose  of  seeing  whether 

they  are  reasonable  or  not. 

Vauohan  Williams,  LJ.—U  you  are  right  in  your  contention,  then  you 
may  take  it    that    we  should   impose    such    conditions  on  the   Plaintiffs  as 
25   would  relieve  the  Defendants  from  any  oppressive  burden  in  that  respect. 
Crijjpsy  K.C. — We  should  not  think  the  condition  at  all  oppressive. 
Cozbns-Hardy,  iy./.— That  is  a  point  that  must  not  be  raised  hereafter. 
G/^ippSy  K.C. — No,  my  Lord. 

ROMER,  L.J. — That  is  a  concession  in  the  Defendants'  favour.    Now,  that 
30  being  got  rid  of,  let  us  deal  with  this  as  a  matter  of  business.    As  a  matter  of 
business  is  it  oppressive  to  tr>'  the  case  on  the  seven  Patents,  making  that 
provision  as  to  costs  ? 

Astburj/y  K.C— I  v/'dnt  it  in  this  way  :  The  Plaintiffs  undertaking  that  the 
costs  of  my  Particulars  of  Objections,  in  respect  of  any  one  or  more  of  the  seven 
35    Patents  which  they  do  not  proceed  upon  at  the  trial,  shall  be  my  costs  in  the 
event  of  my  succeeding  in  the  action. 

Vaughan  Williams,  Zk/.— That  is  going  a  great  deal  beyond  what  is 
suggested.  It  had  better  be  done  by  Order  rather  than  by  undertaking,  but 
whether  you  take  it  by  Order  or  by  an  undertaking,  the  fact  that  the  case  has 
40  not  been  gone  into  in  that  respect  is  not  to  disentitle  you  to  have  your  costs  of 
those  Objections  provided  the  Judge  thinks  it  is  a  case  in  which  he  ought  to 
have  given  a  Certificate. 

Astburyy  K.C.— That  is  very  nearly  right,  but  I  have  the  Statute  in  my  way. 

I  cannot  by  the  Statute  get  any  costs  of  my  Particulars  unless  I  have  got  the 

45   Judge's  Certificate,  and  it  has  been  laid  down  clearly  that  the  Judge  cannot 

give  a  Certificate  in  respect  of  any  Particulars  of  Objections  under  a  Patent  that 

has  never  been  opened  to  him. 

ROMEB,  LJ. — If,  owing  to  any  Patent  not  being  opened  or  proceeded  with 

suflBciently  for  the  Judge  at  the  trial  to  be  able  to  certify  whether  the  costs  of 

50  your  Particulars  of  Objections  were  reasonably  incurred  or  not,  the  Plaintiffs  in 

that  case  admit  that  they  are  to  be  held  to  have  been  reasonably  incurred,  and 

the  Certificate  shall  go  accordingly. 

Grip2)8y  K.C. — I  assent  to  that. 

Cozbns-Hardy,  J.L.— I  should  like  to  add  one  word  about  the  case  of  the 

55  Saccharin  Corporation  v.  Wild,    In  the  head  note  it  is  put  as  though  the 

Order  was  limited  to  a  certain  number  ^'  in  the  first  instance."     I  cannot  help 
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thinking  that  that  was  inserted  per  incuriam.*  No  doubt  there  is  a  passage  in 
the  judgment  of  the  Master  of  the  Rolls,  but  it  is  inconsistent  with  another 
part  of'  his  judgment,  where  he  points  out  that  if  the  Defendant  desires  to 
object  to  the  validity  of  any  of  the  Patents  sued  upon,  he  must  elect  to  do  it 
before  delivering  the  Defence.  I  do  not  think  we  intended  in  any  way  to  5 
impose  on  the  Defendant  the  difficulty  in  which  he  would  have  found  himself, 
if,  after  the  first  three  Patents  had  been  tried  upon,  the  action  had  been  allowed 
to  go  on  on  any  of  the  others,  but  the  Order  which  has  been  made  now,  under 
which  the  Plaintiffs  are  is  to  amend  their  writ  and  pleadings,  will  get  rid  of 
any  difficulty  of  that  kind.  10 

The  Order  of  the  Court  of  Appeal  as  drawn  up  was  as  follows  : — "  This  Court 
^'  doth  order  that  the  Order,  so  far  as  it  directed  that  the  Plaintiffs  should  be 
"  limited  in  the  first  instance  at  the  trial  of  this  action  to  such  number  of  the 
^'  Letters  Patent  sued  on  herein,  not  exceeding  four,  as  they  might  select,  be 
**  varied ;  and  it  is  ordered  that  the  Plaintiffs  be  at  liberty  to  amend  their  15 
'^  Statement  of  Claim  and  Particulars  of  Breaches  by  discontinuing  this  action 
"  except  as  to  seven  Patents,  and  by  alleging  as  one  cause  of  action  infringement 
"  of  one  or  other  Patent  out  of  a  group  of  three  Patents,  and,  as  an  additional 
"  cause  of  action,  infringement  of  one  or  other  Patent  out  of  another  group  of 
"  four  Patents.  And  it  is  ordered  that,  if  the  Plaintiffs  shall  not,  as  to  any  of  20 
''the  Patents  so  sued  upon,  open  or  proceed  upon  their  case  sufficiently  to 
"  enable  the  Judge  at  the  trial  to  decide  whether  any  Particulars  of  Objections, 
**  which  may  be  delivered  by  the  IDefendants,  are  reasonable  and  proper,  the 
"  Plaintiffs  shall  be  taken  to  admit  that  such  Particulars  of  Objections  are 
''  reasonable  and  proper,  and  a  certificate  to  that  effect  shall  be  granted  by  the  25 
"  Judge.  And  it  is  ordered  that  the  costs  of  this  appeal  and  in  the  Court  below 
"  be  costs  in  the  action." 


*  See  a?Ue,  page  252,  line  37. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Joyce. 

May  15th,  1903. 

In  the  Matter  op  Partridge's  Patent. 

5      Patent. — Petition  for  revocation. — Order  made  revoking  Paient. 

In  1892  Letters  Patent  (No.  4455  of  1892)  were  granted  to  George  McLoughlin 
Qloag  PartridgCy  of  4,  Belvidere  Road,  Liscard,  in  the  county  of  Chester, 
merchants'  manager,  for  "  An  improved  sweetening  substance  and  process  of 
'*  manufacturing  the  same,"  as  a  communication  from  Le  Trust  Chimique 

10  SocietS  Anonyme^  of  33,  Place  Bellecour,  Lyons,  in  the  Republic  of  France, 
manufacturers. 

The  claim  in  the  Specification  was  as  follows  : — "  The  manufacture,  of  a 
''  definite  product,  crystallizing  in  hexagonal  oblique  prisms,  obtained  from  the 
"  lead  saccharine  compound  formed  by  re-acting  on  a  solution  of  sulphamide 

15  "  of  toluol  with  bi -oxide  of  lead  by  treating  it  with  sulphite  of  ammonium 

'*  whereby  a  precipitate  of  sulphite  of  lead  and  a  solution  of  an  ammoniacal 

^  compound    of    saccharine    is    formed    and    concentrating  this    solution   to 

"  crystallization." 

The  authority  of  the  Attorney-General  having  been  obtained,  a  Petition  was 

20  presented  for  the  revocation  of  this  Patent  by  the  Sa4xharin  Corporation^  Ld.y 
and  was  served  upon  the  Tnist  Chimique  and  also  upon  the  Patentee,  who  both 
entered  an  appearance  to  the  Petition. 

The  Particulars  of  Objections  were  as  follows  : — "  1.  The  alleged  invention 
"  for  which  the  said  Letters  Patent  were  granted  was  not  new  at  the  date  of  the 

25  *'  said  Letters  Patent,  but  had  been  published  within  this  realm  by  the  publi- 
"  cation  of  the  following  Specifications  : — (1)  The  Specification  of  United  States 
«  Letters  Patent  No.  10,667  of  1885,  granted  to  Constantin  Fahlberg.  The 
'*  whole  is  relied  upon.  (2)  The  Specification  of  British  Letters  Pfttent  No. 
«  13,839  of  1887,  granted  to  Alfred  Gordon  Salmon.    The  whole  is  relied 

30  "  upon.  (3)  The  Specification  of  British  Letters  Patent  No.  20,102  of  1889, 
"  granted  to  Clatide  Kennedy  Mills,  and  now  revoked  (communicated  from 
"  abroad  by  Leon  Cerf).  The  whole  is  relied  upon.  2.  The  alleged  invention 
"  for  which  the  said  Letters  Patent  were  granted  is  not  useful.  3.  The 
^'  Specification  of  the  said  Letters  Patent  is  misleading,  and  does  not  describe 

35  *'  and  ascertain  the  nature  of  tl^e  said  alleged  invention,  or  in  what  manner  the 
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"  same  can  be  performed.  It  is  impossible  by  following  the  directions  given 
^'  in  the  Specification  to  obtain  a  solution  of  an  ammoniacal  compound  of 
^*  saccharin  and  a  precipitate  of  sulphite  of  lead  as  claimed  in  the  said  Speciii- 
"  cation.  4.  Having  regard  to  the  public  knowledge  at  the  date  of  the  said 
"  Letters  Patent  with  respect  to  the  ammonium  salt  of  saccharin,  and  methods  5 
'^  of  producing  the  same,  the  Specification  of  the  said  Letters  Patent  does  not 
"  disclose  any  invention  which  can  form  subject-matter  for  valid  Letters 
"  Patent." 

The  Petition  came  on  for  hearing  before  Mr.  Justice  JOYCE. 

J.  G.  Oraham  (instructed  by  J,  H,  and  J.   Y.  Johnson)  appeared  for  the   10 
Petitioner  ;  but  the  Respondents  did  not  appear. 

Oraham. — The  Patent  is  bad.  In  his  Specification  the  Patentee  states  that 
his  process  is  for  the  manufacture  of  saccharine.  He  says  that  he  takes  a  lead 
saccharine  compound  and  treats  it  with  sulphite  of  ammonium,  whereby  he 
gets  a  precipitate  of  sulphite  of  lead  and  a  solution  of  an  ammoniacal  compound  15 
of  saccharine.  I  shall  prove  that  if  the  Patentee  means  sulphite  then  he  would 
not  get  what  he  wants,  because  the  whole  of  the  lead  would  not  be  precipitated. 
If,  on  the  other  hand,  he  means  sulphide,  then  his  claim  is  old. 

Dr.  Passmore  was  called  as  a  witness,  and  stated  that  if  what  the  Patentee 
really  meant  was  sulphite  he  would  obtain  a  product  largely  contaminated  with  20 
lead,  which  would  be  a  product  worse  than  useless,  but  if  he  meant  sulphide 
then  his  process  was  known  and  published  in  this  kingdom  before  the  date  of 
the  Patent  by  the  American  Specification  of  Fahlherg. 

Jo  YOB,  J.,  made  an  Order  revoking  the  Patent,  and  gave  a  Certificate  as  to 
the  Particulars  Nos.  1,  so  far  as  it  related  to  the  Specification  of  Fahlherg^   25 
and  2. 
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In  thb  High  Court  of  Jubtiob.— Chanobry  Division. 


Before  Mr.  Justiob  Buoklby. 


May  6th  and  13th,  1903. 


British  Thomson-Houston  Company,  Ld.  v.  Mayor  of  Manohbstbr. 


Patent — Action  for  infringement. — Subject-matter. — Novelty. — Paient  held 
invalid. — Judgment  for  Defendante. 

H^  oumera  of  Letters  Patent  for  *^  Improvements  in  and  relating  to  electric 
**  spark-rupturing  appliances^^  having  brought  an  action  for  infringement^ 
the  Defendants  relied  mainly  on  want  of  subject-matter.    By  the  first  claim  in 

10  the  SpecificcUion  the  Patentee  claimed :  "  In  a  magnetic  arc  rupturing  device^  a 
^^  shield  of  insulating  material  located  between  the  surfaces  of  the  electrodes  and 
^'  adjacent  conducting  s^irfaces  of  tJie  device  by  which  the  arc  is  disrupted^  as 
"  and  for  the  purpose  describedJ*'  The  Specification  stated  that  the  object  of  Ous 
invention  was  to  increase  the  efficiency  and  certainty  of  the  operation  of  the 

15  arc  rupturing  devices  by  permitting  them  to  be  broug?U  very  close  to  the  point 
where  the  arc  might  form^  and  it  explained  that  the  insulating  matericU 
prevented  arcs  forming  at  other  points^  and  that  an  advantage  was  gained 
from  the  near  approach  of  the  poles  to  the  electrodes  as  they  enhanced  very  much 
the  intensity  of  the  field.    At  the  date  of  the  PcUent  magnetic  blow-outs  for 

80  rupturing  arcs  were  weU  known,  and  it  was  well  known  thai  close  proximity 
of  the  magnet  was  important,  but  thai  such  proximity  increased  the  risk  of 
sparking  to  the  magnet,  that  the  remedy  was  insulation,  and  thcU  material 
which  UHis  an  insulator  to  an  electric  current  was  not  an  insulcUor  to  fr^gnetic 
influence. 

25      Held,  t?iat  there  was  neither  novelty  or  invention,  and  thcU  the  Patent  ukms 

invalid  for  unmt  of  subject-mcUter.    The  action  was  dismissed  with  costs. 

2  o 
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On  the  9th  of  April,  1899,  Letters  Patent  (No.  6063a*)  were  granted  to  Henry 
Harris  Lakey  on  a  communication  from  abroad  by  Elihu  Thomson^  for  an 
invention  of  "  Improvements  in  and  relating  to  electric  spark-rupturing 
"  appliances/*  * 

The  Complete  Specification,  as  amended  in  1899,  was  as  follows  : — "  The  5 
**  invention  relates  generally  to  lightning  arresters,  safety  fuses,  electric  switches 
"  and  devices  generally,  which  have  electrodes  between  which  an  arc  might 
^'  accidentally  form  and  to  which  are  applied  a  magnet  for  producing  an  arc 
"  rupturing  magnetic  field,  an  aif  or  gao  blftot  op  other  moans  for  displacing, 
"  severing  or  putting  out  the  arc  in  case  it  should  form.  10 

"  The  object  of  the  invention  is  to  increase  the  eflftciency  and  certainty  of 
"  operation  of  the  arc  rupturing  devices  by  permitting  them  to  be  brought  very 
"  close  to  the  point  where  the  arc  may  form,  to  which  end  I  apply  a  shield  or 
**  septum  of  insulating  material  between  the  opposed  surfaces  of  the  arc 
*'  rupturing  device  and  the  electrodes  or  conducting  bodies  between  which  the  15 
"  arcs  to  be  ruptured  is  formed,  thereby  preventing  an  arc  from  forming  at 
"  any  other  portion  of  the  electrodes  or  conductors  than  those  directly  subject 
"  to  the  arc  rupturing  force  and  permitting  the  arc  rupturing  device,  when  of 
*'  conducting  material,  to  be  applied  wi&iout  danger  of  defective  action  very 
"  closely  to  the  electrodes.  20 

"  The  protecting  shield  or  septum  may  be  of  any  desired  material  and  applied 
*<  in  a  variety  of  ways  either  to  the  elootpodoo-or  to  the  arc  rupturing  devices; 
^^■er  tO"be^b^-aB-may  be  desired. 

<^  Tho  said  invention  oonoioto  also  in  the  combination  with  a  safety  fuoo,-ef 
^^  an  are  rupturing  -dovioo  ^of  any  Duitablo  doDOPiption,  -ouoh  for  inotanoo  ao  a  25 
'*  magnot,-ftppliod  to  ruptupo,  govop  op  dioporoo  any  olootpio  opo  whioh  moy  tend 
^fc  to  follow  ttOPOBB  tho  holding  platoo  qp  abutments  of  tho  faoo  itoolf. 

"  In  the  accompanying  drawings    Figure  1    shows    in  side  elevation,  and 
"  Figure  2  in  section  on  the  line  X  X  Figure  1,  the  manner  of  applying  an 
^*  insulating  shield  to  a    lightning  arrester  in    accordance  with  the  present  30 
*'  invention.    Figures  3  and  4  illustrate  the  application  of  the  invention  to 
"  another  form  of  safety  device,  the  said  figures  also  showing  the  manner 
**  of  applying  a  magnet  to  a  safety  fuse  so  as  to  prevent  the  formation  of  ah  arc. 
*'  Figure  5  is  a  section  and  Figure  6  a  side  elevation  with  a  part  broken  away, 
"  of  another  form  of  the  said  invention.    Figure  7  illustrates  the  electrodes  35 
*'  liable  to  arcing.     Figures  8,   9,  10,  11  and  12,  show  modifications  of  the 
"  invention.      j^iguroo  13-and  14  show  tho  mannor  of  applying  a  magnot  to  g 
^^  oafoty-faso  00-ao  tjo-ppovont  tho  fopmation  of  an  are. 

♦'  In  most  of  the  figures  illustrating  this  invention,  I  have  shown  the  poles  of 
**  an  ordinary  single  pole  lightning  arrester.    The  nsanner  of  applying  the  40 
**  invention  to  other  forms  of  armature  or  to  arresters  constructed  and  connected 
"  as  hereinbefore  described,  or  to  other  arc  rupturing  devices,  will  however  be 
**  obvious. 

"  When  the  invention  is  applied  to  an  arc  rupturing  device  consisting  of  a 
**  magnet  properly  arranged  with  reference  to  the  electrodes  across  which  the  4A 
"  arc  to  be  ruptured  is  formed  the  interposed  insulating  septum  eft  or  shield 
**  may  be  formed  by  coating  or  covering  the  poles  or  metallic  portions  of  the 
**  magnet  with  enamel,  rubber,  or  other  insulating  material,  enamel  being 
'^  preferable  on  account  of  its  incombustible  nature.  By  this  means  dischai^fee 
"  or  arcs  which  might  otherwise  pass  from  the  poles  or  electrodes  placed  in  the  50 
^'  magnetic  field  to  the  magnet  pole,  thereby  escaping  the  action  of  the  magnet 
^  in  rupturing  the  same,  are  prevented.  I  find  it  in  fact  desirable  to  apply  the 
'^  insulation  shield  to  all  metel  portions  which  are  in  proximity  to  the  arc  to  be 
**  ruptured  and  also  to  coat  or  cover  the  electrodes  themselves  with  insulating 
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iDaterial  at  parts  outside  of  the  magnetic  field  so  that  any  possibility  of  a 
**  dischaiige  or  arc  forming  at  any  other  portion  of  the  conductors  than  those 
**  directly  included  in  the  magnetic  field  may  be  avoided. 
^  In  Figures  1  and  2  M  M^,  are  poles  of  a  magnet,  either  a  permanent  or  an 
5  ^  electro  magnet,  between  which  are  mounted  the  electrodes  E,  E^,  separated, 
"  as  in  the  case  of  lightning  arrester,  by  a  small  interval  of  space  over  which  a 
"  current  of  sufficiently  high  tension  may  force  its  way.  As  shown  the  elec- 
"  trode  E,  is  connected  with  a  line  L,  while  the  electrode  E^  is  either  directly 
^  connected  to  earth  or  is  carried  to  earth  through  the  coils  C,  C^  of  the  magnet 

10  *'  of  which  M  M^,  are  the  poles. 

"  The  electrodes  E,  E^,  are  preferably  supported  by  insulating  material  I  I, 
^  and  are  also  preferably  coated  with  enamel  or  other  insulating  material,  except 
**  at  their  ends  where  they  approach  between  the  magnet  poles.  The  magnet 
**  poles  M,  M^,  are  in  addition  coated  all  over  with  insulating  material  or 

15  <»  surrounded  by  caps  of  insulating  material,  lying  either  close  to  the  pole  itself 
"  or  separated  therefrom  by  a  small  interval,  it  matters  not  which.  Where  the 
**  coils  C,  C^,  are  exposed  to  the  action  of  an  arc  which  might  form  between  the 
**  electrodes  E,  E\  the  coils  themselves  are  coated  all  over  with  a  layer  of  insu- 
^'  lating  material  to  a  thickness  say  of,  yV  or  less,  protecting  them  from  arcing  or 

20  **  short  circuiting.  It  will  thus  be  seen  that  no  metallic  surfaces  are  exposed 
**  at  or  near  the  magnetic  field  except  the  electrodes  E,  E^,  of  the  lightning 
*'  arrester.  Should  a  discharge  occur  to  earth  from  the  line  L,  across  the  space 
"  between  the  electrodes  E,  E^,  due  to  induction  or  static  charge  produced  by 
**  lightning  an  immediate  formation  of  an  arc  may  result,  especially  if  the  line 

25  "  L,  is  grounded  in  like  manner  at  some  other  point,  and  the  difference  of 
**  x>otential  of  the  grounded  parts  is  high.  Where  the  line  L,  is  one  of  heavy 
^  current  and  hi|^h  potential  it  is  important  to  extinguish  such  an  arc  almost 
**  instantly  as  it  will  create  such  a  voluminous  gas  stream  as  to  do  damage  to 
**  the  apparatus  and  be  more  difficult  of  extinction.    The  powerful  magnetic 

30  «  field,  however,  in  which  the  arc  is  formed  when  such  magnet  is  properly 
*'  magnetized  results  in  a  sudden  break  of  such  grounded  current  or  arc.  The 
^  present  invention  on  account  of  the  layer  of  insulating  material  covering 
^  the  poles  of  the  magnet  allows  such  poles  to  be  approached  quite  closely  to  the 
**  disrupting  electrodes  thereby  enhancing  very  much  the  intensity  of  the  field. 

^  "  This  in  fact  is  one  of  the  most  important  results  obtained  in  the  present 
**  invention. 

"  The  invention  miay  with  equal  effectiveness  be  applied  to  the  case  of 
**  electrodes  E,  E^,  normally  having  a  fuse  F,  extending  between  them  as  shown 
'*  in  Figures  3  and  4  and  combined  with  an  arc  rupturing  magnet  the  poles  of 

40  **  which  are  indicated  at  M  M^. 

^*  Tho  puppoDO'^af  using  tho  magnet  CbD-indiofttod  in  thooo  figuroo  and  in 
^*  FiguroD  13  and  11  -io  ao  folio  wo  ; — 

**  Tho  fuBO  F,  io  typical  of  an  olootrio  oondnotor  ouoh  ao  an  alloy  adaptod  to 
1^  fuoo  on  tho  pafloago  of*  an  abnormal  oarront  and  thopoby  opon  tho  olootfio 

45  ^  cipouit  through  it. — On^oipouifes  of  groat  potential  a  otupt'fuoo-ift-inoffoetivo 
*<  to  puptupo  tho  pyjmary  oirouit  ao  its  molting^io-foUowod  by  an  apo  bridging 
^  tho  gap-in^tho-oiponit. — Thio-apo  will^not^bo  lopmod^if^tbo  fuso-bo-mado  quito 


Do-maao  qu 
^  long7  but  ouoh  a  diopooition  ■  io  not  ooonomioal  on— aoOount-  of^tho  addod 
tf  peoiotianoO"Of-Baeh-a-long-fnoo-wiPG-ao-would"bo  noodod. 
50  *♦  To-ovopoomo-thio-diffioulty  I^oombino  with-tho  fuoo  an-aro-puptuping  dovioo 
ii  of-^any  ouitablo  ohapautop-adaptod-ta-diopopoo^p  blow-^ut-tho-apo-in-oaso^no 
>^  ohonld  fopm. — A-oonvoniont  ffioano-fop  thio-puppooo^iu  a-magnotio  field  ppO" 
«  dnood  by  a  popmanontMOP-olootPomagnot,"OP"by  a-ooil-of  oonduoting-wipo,  and 
**  appliod  to  tho^^opaoo  botwoon  tho-moo  holding  olootpodoo^  although  I-do«not 
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**  by  ftny-moanB"1imit  myeolf  to  ■auoh'^i  moftDS  and-  might^uoo  ft-oontinaon^AlftBt 
^■*  of  air-or  othop  flDid,  or  might  draw  tho  olootrodoo  ftpaFt  by  moano  of  an 
^  olootromagnot-or  opriDg  wbon-tho  faoo  puptarofli 

"  The  magnet  poles  M,  M\  applied  aa  shown  might  be  the  poles  of  a  per- 
'*  manent  magnet  or  might  be  as  indicated  in  Figures  Vi  1  and  M  2^  the  poles  5 
*'  of  an  electro  magnet,  the  coils  of  which  are  traversed  by  the  current  passing 
"  through  the  fuse,  or  by  a  portion  of  such  current,  or  by  current  from  any 
"  other  source. 

<*  The  current  might  be  an  alternating  current  traversing  the  fuse.    In  this 
^^  case  the  core  of  the  magnet  shoald  be  laminated,  that  is  made  up  of  separate  10 
"  plates  or  rods.    The  electrodes  or  abutments  holding  the  fuse  may  be  of  any 
**  desired  form  and  the  magnet  may  be  applied  in  any  way  suitable  for  rup- 
**  turing  the  arc. 

^'  The  magnet  poles  applied  to  the  fuse  are  proforably  coyered  with  insulating 
*'  covering  or  shield  placed  close  to  the  fuse  F,  and  the  supports  themselves  15 
"  which  uphold  the  fuse  are,  particularly  where  they  pass  outward  or  outside 
^^  of  the  magnetic  field  between  the  poles  M,  M^,  also  protected  or  coated  or 
^*  covered  with  insulating  material,  so  that  an  arc  cannot  pass  from  a  point 
^<  on  one  of  the  supports  E,  outside  of  the  magnetic  field,  and  whatever  arc 
*'  forms  or  can  form  exists  in  the  magnetic  field  between  the  poles  M,  M^,  20 
"  and  is  disrupted  vigorously  by  the  action  of  the  magnet.  In  fact  the 
**  moment  the  fuse  softens  the  tendency  of  the  magnet  is  to  rupture  it  by 
'*  the  magnetization  of  the  current  tending  to  produce  motion  in  the  magnetic 
'^  field  which  in  turn  is  enormously  intensified  the  moment  the  arc  is  formed 
^*  in  place  of  the  fuse.  25 

'*  In  Figures  5  and  6  the  magnet  coil  is  a  single  coil  C,  surrounding  the  bent 
*'  portion  of  the  horseshoe  M,  M^,  and  the  whole  structure  cotl  and  magnet  are 
*'  then  enclosed  in  a  complete  covering  of  insulating  nsaterial,  which  is  shown 
*^  at  J,  surrounding  the  magnet  on  all  sides  and  also  the  coil.  The  electrodes, 
^'  one  of  which  E,  is  shown  in  Figure  5  and  both  of  which  E,  E^,  are  shown  in  30 
^'  Figure  6  are  presented  at  a  small  distance  apart  between  the  magnet  limbs  or 
'^  poles  and  are  preferably  coated  as  in  Figure  7  by  an  insulating  covering  K,  E^, 
*^  in  all  positions  or  portions  except  where  they  are  presented  to  one  another. 
<*  This  makes  a  simple  device  and  is  applicable  either  to  the  electrodes  as  shown 
**  or  to  the  electrodes  or  abutments  holding  a  fuse.  31^ 

^^  In  Figures  8  and  9,  is  shown  a  slight  modification,  in  which  the  electrodes 
((  pass  through  openings  in  magnet  poles  and  therefore  have  no  inside  portions 
*<  or  extensions  leading  outward  from  between  the  poles,  each  electrode  E,  E^ 
**  forming  as  in  the  plan  Figure  9,  a  sort  of  bent  piece  inserted  through  the  edge 
*^  from  the  outside,  and  separated  between  the  poles  from  its  opposite  electrode  40 
*<  by  a  small  space.  In  this  case  the  electrode  pieces  E,  E^,  are  of  course 
**  carefully  insulated  from  the  magnet  poles  where  they  pass  through  the  same. 
'*  This  form  is  particularly  suitable  where  the  magnet  is  a  permanent  magnet 
**  coated  all  over  with  insulating  material  and  carries  the  binding  posts  B,  B^, 
**  of  connections  to  the  parts  of  the  circuit  as  in  Figure  1,  or  otherwise.  45 

**  In  Figures  10  and  11,  Figure  10  being  an  elevation  and  Figure  11,  a  plan 
'^  view  of  the  electrodes,  copper  pieces  are  set  in  or  carried  by  the  magnet  poles 
^'  themselves  as  shown,  the  poles  being  coated  all  over  with  insulating  material 
**  as  before,  but  the  magnet  poles  M,  M^,  are  not  one  piece  of  metal  but  are  two 
^*  separate  pieces  kept  apart  by  an  insulating  layer  or  septum  at  I,  so  as  to  50* 
^*  virtually  form  an  insulating  horse-shoe.  They  may  be  either  permanent 
««  magnets  or  they  may  be  provided  with  magnetizing  coils  C,  wound  thereon. 
**  In  this  case  one  connection  is  made  to  M,  and  the  other  from  M^,  is  carried 
"  to  ground,  the  coil  C,  being  conveniently  included  in  either  circuit  or 
««  anywhere  in  the  circuit  where  it  is  convenient  to  place  it  and  being  covered  55 
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**  np  from  any  possibility  of  contact  with  heated  gases  or  arcs  formed  between 
"  the  electrodes  by  a  box  or  covering  as  indicated  in  the  figure.  The  insulating 
'*  layer  I,  which  may  be  a  slip  of  mica  or  slate,  or  even  wood,  is  suflBcient  to 
"  insulate  the  magnetic  poles  M,  M^  which  carry  the  electrodes  E,  E^  and  are 
^  in  connection  therewith,  but  the  magnetism  is  not  so  prevented  from  passing 
"  and  can  readily  permeate  the  insulation  !,•  and  thus  the  structure  becomes  in 
^  essence  a  horse-shoe  magnet  as  before  whose  north  and  south  poles  have 
**  between  them  electrodes  E,  E^,  but  in  this  case  solidly  attached  to  them  and 
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**  carried  by  the  set  of  poles  on  their  inner  opposed  faces.    As  before  the  space 
10  "^  between  the  pieces  £,  E^,  might  be  replac^  by  a  fuse  in  cases  where  a  fuse 

**  is  required. 
^  Figure  12  shows  the  manner  in  which  a  simple  coil  G,  might  be  used  as  a 

^  magnet  to  produce  the  magnetic  field.    In  this  case  the  coil  is  placed  so  that 

^  the  plane  of  its  winding  follows  the  position  of  tiie  magnet  pole  and  generates 
15  •*  a  field  in  which  the  electrodes  E,  E\  are  mounted.    To  apply  the  present 
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^'  invention  to  this  strnctore  the  electrodes  E,  E^,  would  be  coated  except  at 
**'  their  ends  with  insulating  material  and  tho-ooil-C^'^ftlBO-bo  OQfttod«all  oygp 
^^  >vith-^  good  hoavy-layep-of-inoulatop-og  an  insulating  septum  or  shield  of 
^'  solid  insulating  material  would  be  interposed  between  the  coil  C  itself  and 
*'  the  discharging  electrodes  E,  E^  The  device  Figure  12,  while  useful  is  not  5 
**  by  any  means  as  powerful  in  its  actions  of  breaking  an  arc  between  the 
'^  electrodes  E,  E^,  as  the  electro  magnet  devices  which  have  been  described. 
**  It  is  in  fact  an  electro  magnet  whose  core  is  simply  an  air  core  without  iron 
*^  and  partakes  therefore  of  the  properties  of  air  magnets  in  general. 

^^  From*tho*forop:oing-doBOPiption-it-wilU  bo>^roadilj^"BOon»  how^tho-inonlating  10 
i^  ohiold»or-Boptum-may-bo-fibppliod-to-ony  two  olootpodoo  botwoon-whioh  an  arc 
■^^■may  form,  and  which  have  oombinod  with  thom  an-aro  ruptaring  dovico  ouoh 

^yftft-of  the  apparatao  for  the  puvpoQOo-boforo  Btatod.^^ 

The  Patentee  claimed  : — "  First.     In  a»  a  magnetic  arc  rupturing  device,  a  15 
^'  shield  of  insulating  material  located  between  the  surfaces  of  the  electrodes 
"  and  adjacent  conducting  surfaces  of  the  device  by  which  the  arc  is  disrupted 
"  as  and  for  the  purpose  described. 

"  Second.    In  eifi  a  magnetic  arc  rupturing  device,  a  divided  magnet  whose 
"  portions  are  electrically  insulated  but  free  for  the  passage  of  magnetism  from  20 
"  one  to  the  other,  the  poles  of  which  magnet  each  bear  one  of  a  pair  of 
"  electrodes  connected  respectively  to  the  parts  of  an  electric  circuit,  substan- 
"  tially  as  described. 

"  Third.    The  combination  with  a  lightning  arrester,  of   an  arc  rupturing 
^'  electro  magnet  whose  poles  embrace  the  space  between  the  arrester  plates  or  25 
'^  electrodes,  and  an   insulating   cap,  layer  or  shield  applied  to  the  arrester 
^^  electrodes  and  the  electro  magnet.,  oithop  or  both. 

^*  Fourth. — Tho  combination  with  an  olootpio  aafoty  otrip  or  fuse,  of  an  apo 
ti  rupturing  dovioo»  oubfltantially  ao-desopibodi" 

On  the  13th  of  June  1901,  the  British  TTio^mson-Houston  Company j  Ld.,  com-  30 
menced  an  action  against  the  May  or ,  Aldermen^  and  Citizens  of  the  City  of 
Manchester  for  infringement  of  this  Patent,  of  Letters  Patent  No.  13,920  of 
1892,  and  also  of  three  other  Patents,  claiming  the  usual  relief.  The  action,  so 
far  as  the  three  last  mentioned  Patents  are  concerned,  was  allowed  to  drop ; 
and  as  it  was  also  abandoned  at  the  trial  as  regards  No.  13,920  of  1892,  this  35 
report  is  confined  to  the  Patent  No.  6063a*,  hereinafter  called  the  Patent. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  they  were  the 
registered  legal  owners  of  the  Patent ;  that  the  Specification  had  been  duly 
amended ;  that  the  original  claims  had  been  framed  in  good  faith,  and  with 
reasonable  skill  and  knowledge  ;  and  that  the  Defendants  had  infringed.  40 

By  the  Particulars  of  Breaches  they  alleged  that  the  Defendants  were,  prior 
to  the  issue  of  the  writ  using,  and  were  continuing  to  use,  upon  their  tramways 
at  Manchester,  "controllers"  for  controlling  the  motors  on  their  electric  cars; 
that  such  apparatus  was  constructed  for  the  Defendants  by  Dich,  Kerr  A  Co. ; 
that  such  apparatus,  so  far  as  it  related  to  the  magnetic  blow-out,  infringed  45 
Claim  1  of  the  Patent. 

The  Defendants,  by  their  Defence,  did  not  admit  that  the  Plaintiffs  were  the 
legal  owners  of  the  Patent,  denied  infringement,  and  alleged  that  th^  Patent 
was  invalid,  and  denied  the  allegations  as  to  the  original  claims. 

By  their   Particulars    of    Objections    they    alleged    that  (1)  the    alleged  50 
invention  was  not  new  by  reason  of  (A)  prior  publication  pf  the   alleged 
invention ;    (&)    prior  user   of    the   alleged    invention ;    (C)   prior  common 
geueiul  knowl€H^e  of  the  invention  as  claimed  in  the  claiming  clauses.    The 
ParticnlarR  of  prior  publication  and  user  were : — (A)  Th^^said  alleged  invention  . , 
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had  been  published  in  this  realm  prior  to  the  date  of  the  Patent  (a)  by 
the  deposit  in  the  Patent  Office  Library  of  the  Specifications  of  the  following 
Letters  Patent :— Richard  Werdermam  (No.  1438  of  1874),  Charles  Denton  Abel 
(No.  863  of  1879),  Joseph  D.  F.  Andrews  (No.  2321  of  1879),  John  G.  Rogerson 
5  and  others  (No.  10,600  of  1886),  John  S.  Eaworth  (No.  5704  of  1888),  Elihu 
Thomson  (No.  283,167  (U.S.A.)  of  1883),  Elihu  Thomson  (No.  321,464  (U.S.A.) 
of  1885)  ;  (b)  by  the  publication  of  the  following  papers  and  books  : — (i.)  John 
Tyndalln  Researches  on  Diamagnetism,  pages  274  and  275,  published  in  1870; 
(ii.)  De  la  Rive^  Treatise  on  Electricity,  page  296  et  seq.y  published  in  1856 ; 

10  (iii.)  Edwin  J.  Houston's  Paper  in  the  Journal  of  the  Franklin  Institute^ 
Vol.  93,  page  299  et  seq,^  published  in  1872  ;  (iv.)  the  Encyclopsedia  Britannica, 
edition  1879,  Vol.  8,  page  74,  paragraph  3,  and  Fig.  44.  (B)  The  alleged 
invention  had  been  used  in  this  realm  prior  to  the  date  of  the  Patent. 
It  -was    common    practice    in    all    lightning    arresters,    or     arc    rupturing 

15  devices,  to  interpose  an  insulating  material  between  the  electrodes  of 
such  device  and  any  neighbouring  metallic  or  conducting  material ;  (2) 
the  Specification  of  the  Patent  made  no  useful  addition  to  the  public 
knowledge  existing  at  the  date  of  the  Patent;  (3)  having  regard  to 
the  state    of  public   knowledge  at   the  date  of  the    Patent  as    to    the    use 

20  of  magnetic  arc-rapturing  devices  having  the  two  electrodes  placed  in  ,a 
magnetic  field,  so  that  the  magnetic  field  operated  to  blow  out  the  arc,  and 
as  to  the  use  of  insulating  material  to  prevent  a  current  passing  or  an 
arc  striking  between  two  neighbouring  conductors,  and  having  regard  also  to 
the  information  disclosed  by  the  publications  and  user  set  out  in.  paragraph  1 

25  thereof,  the  Patent  disclosed  nothing  that  required  invention,  or  that 
was  the  proper  subject-matter  for  the  grant  of  Letters  Patent.  Further 
Particulars  of  Objections  were  delivered  under  an  Order  of  the  9th  of  June 
1902.  They  stated  that  the  Specifications  and  other  publications  referred  to  in 
paragraph  (A.)  were  alleged  against  each  of  the  claims;  that  the  prior  user 

30  alleged  in  paragraph  (B)  was  alleged  against  each  of  the  claims  ;  and  that  the 
allegation  of  want  of  subject-matter  under  paragraph  3  was  made  against  each 
of  the  claims  of  the  Patent. 

Moulton^  K.C.,  Boicsjield^  K.C.,  J.  G.  Qrahamj  and  A.  J.  Walter  (instructed 
by  Ashurst^  Morris^  Crisp  d:  Co.)  appeared  for  the  Plaintiffs ;    GrippSy  K.C., 

35  T.  Terrelly  K.C.,  and  A.  B.  Shaw  (instructed  by  LinklateTy  Addison^  Brown 
and  Jones)  appeared  for  the  Defendants. 

Moulton^  K.O.,  opened  the  Plaintiffs*  case. — The  Patent  relates  to  an  apparatus 
for  the  purpose  of  extinguishing,  if  formed,  an  arc  when  a  circuit  carrying  an 
electric  current  is  broken.    When  a  powerful  electric  current  is  broken  there  is 

40  a  tendency  to  bridge  across  the  distance  by  an  arc ;  this  is  a  matter  of  great 
danger.  Whatever  the  exact  manner  by  which  the  electricity  is  carried  across 
the  gap,  its  behaviour  is  what  would  be  caused  by  its  being  conveyed  by  a 
bridge  of  exceedingly  hot  particles  of  gas.  An  arc  is  probably  a  sequence  of 
sparks  following  with  such  incredible  frequency  as  to  form  a  constant  stream. 

45  They  are  borne  by  gas,  that  is  principally  air,  with  heated  particles  from  the 
terminals.  The  consequence  is  that  there  is  an  infinitely  flexible  conductor  of 
the  heated  particles  carrying  the  heavy  current,  and  Elihu  Thomson  formed  a 
magnetic  blow-out  for  the  purpose  of  interrupting  any  arc  that  might  be  formed. 
It  was  well  known  that  a  current  passing  through  a  conductor  in  a  magnetic 

50  field  is  acted  on  by  the  lines  of  force  in  such  field,  and  that  the  tendency  is  to 
move  the  conductor  in  a  certain  direction.  It  occurred  to  the  inventor  that  if 
there  were  a  break  within  a  magnetic  field,  and  thus  an  arc  were  formed  along 
a  flexible  conductor,  the  arc  would  be  moved  in  a  ceiiain  direction,  so  that  the 
length  of  it  would  be  increased  and  the  difficulty  of  maintaining  it  would  also 

55  be  increased,  until  the  arc  snapped.  That  invention,  has  turned  out  extremejiy 
useful,  especially  in  electric  traction,  because,  in  order  to  control  motors,  there 
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mnst  be  a  power  of  altering  their  internal  organiem  when  starting,  stopping,  and 
so  forth.    It  was  desired  to  alter  the  electrical  constrnction  of  the  motor  without 
altering  the  physical  construction.     The  method  of  control  is  called  the  series- 
parallel  method,  and  is  used  in  nearly  sJl  big  installations  for  electric  traction. 
It  necessitates  the  frequent  brei^ng  of  contacts,  and  something  that  would  free  5 
the  frequent  and  rapid  breakings  of  contact  from  danger  was  a  necessity.     A 
cold  air  blow-out  had  been  tried,  but  Elihu  ThomsovCs  modification  of  a 
magnetic  blow-out  was  the  most  largely  used.    The  Specification  of  No.  283,167 
of  1883  (U.S.A.)  shows  the  first  and  crude  form  of  the  invention ;  figure  5 
shows  the  first  form  of  magnetic  blow-out.    There  were  difficulties  to  overcome  IQ 
due  to  the  erratic  courses  which  an  arc  may  take,  and  the  inventor's  next  form 
of  blow-out  is  shown  in  the  United  States  Specification  No.  321,464  of  1885. 
There  is  a  danger  of  the  arc  striking  across  to  the  magnet,  and  figure  2  shows  a 
device  for  the  leading  the  arc  so  as  to  avoid  this.     The  chief  use  of  this  form 
was  as  a  lightning  arrester,  to  prevent  lightning  getting  into  the  machinery ;  but  15 
it  was  not  suitable  for  compact  machinery.    The  inventor  then  thought  that  he 
would  guide  the  arc,  so  that  there  should  be  no  danger  of  its  taking  a  wrong 
path  and  at  the  same  time  get  a  powerful  field,  and  he  took  the  idea  of  letting 
the  arc  be  made  between  two  insulating  walls  and  of  bringing  the  magnets  close 
up  to  it,  thus  getting  a  much  stronger  field,  and  giving  the  capacity  of  making  20 
the  magnet  of  such  shape  as  might  be  most  convenient  under  the  circumstances. 
[The  Specification  was  then  read.]     Claim  1  is  the  one  alleged  to  have  been 
infringed.    The  invention  has  completely  revolutionised  magnetic  blow-outs. 
The  arc  is  now  extended  so  that  it  passes  through  an  intense  magnetic  field, 
and  is  put  out  so  instantaneously  that  it  can  scarcely  be  said'  to  form.     This  '25 
affords  complete  security  and  without  occupying  much  space.     Then  as  to 
infringement,  there  is  practically  no  question  Uiat  the  Defendants  infringe. 
\Gripps^  K.C.,  being  asked  as  to  his  defences,  replied  that  want  of  subject- 
matter  was  the  main  defence,  and  infringement  came  in  as  a  secondary  defence, 
depending  on  the  question  of  construction.]     The  evidence  will  show  that  30 
there  was  both  novelty  and  utility. 

The  witnesses  for  the  Plaintiffs  were  Professor  /.  A.  Ewing  and  Mr.  John 
Ghrayy  the  latter  of  whom  gave  evidence  of  very  large  user  of  the  patented 
invention. 

The  witnesses  for  the  Defendants  were  then  called,  namely,  Lord  Kdviny  35 
Sir  Frederick  Bramwelly  and  Professor  Silvanus  Thompson. 

CrippSy  K.C.,  summed  up  the  Defendants'  case. — There  was  no  subjectr 
matter,  for  there  was  neither  novelty  nor  invention.    It  is  immaterial  what 
was  in  the  mind  of  the  inventor  except  so  far  as  it  is   expressed  in  the 
Specification  and  the  claims.    There  is  nothing  in  the  first  claim  with  reference   40 
to  the  particular  form  of  application.    The  whole  ambit  of  it  is  the  introduction 
of  insulating  material.    It  is  impossible  to  say  that  to  introduce  a  shield  of 
insulating  material  when  one  wants  to  prevent   the  passage   of   a  current 
from  one  surface  to  another  was  in  the  nature  of   a  novelty.     But  it  is 
suggested  that  there  is  some  novelty  or  invention  in  the   way  in  which  45 
the   shield  is  applied  under  the  conditions  mentioned  in  the  Sx)ecification. 
But,  first,  that  is  not  in  any  way  claimed.    [The  Specification  was  referred  to.] 
There  is  nothing  in  the  Specification  about  keeping  the  arc  in  a  trench  with 
insulated  sides.    In  Claim  1  ^^  the  purpose  described  '*  is  preventing  a  spurious 
arc  forming  between  the  electrodes  and  the  magnetic  core.    It  is  said  that  one  50 
may  find  novelty  in  ''  as  and  for  the  purposes  described,''  that  it  consisted  in 
the  form  of  the  application  of  a  well-known  principle.    But  there  is  no  novelty 
in  &ct,  and  none  in  what  is  claimed.    The  particular  form  is  not  claimed,  nor 
is  it  said  that  the  form  shown  in  Figure  12,  which  is  nearest  to  what  is  used,  is 
novel.    As  to  the  state  of  kn6wledge,  it  wa^well  known  that  an  arc  would  55 
rupture  when  brought  under  the  influence  of  a  Qii^etic  field,  as  in  the  earlier 
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United  States  Specification.  Also  it  was  well  known  that  the  closer  the  magnet 
was  to  the  point  at  which  it  was  wanted  to  rupture  the  arc  the  greater  the  influence 
that  was  got.  Also  it  was  well  known  that  the  influence  of  the  magnet  was  not 
affected  by  insulating  material ;  and,  further,  that  the  smaller  the  intervening 

h  space  between  the  magnet  and  the  electrodes  the  greater  would  be  the  risk  of 
a  spurious  arc  being  formed  between  the  surfaces.  There  clearly  co^ld  be  no 
claim  merely  for  putting  the  insulating  material  between  the  two  surfaces. 
Also  there  is  neither  invention  nor  novelty  in  the  form  of  application  or  in  having 
the  arc  along  what  has  been  called  an  insulated  trench.    Anyone  could  insulate 

10  a  wider  or  narrower  magnet,  and  to  any  extent  that  he  wanted.  It  is  submitted 
that  there  was  no  invention  or  novelty,  and  no  subject-matter,  and  nothing  to 
infringe. 

MouUony  K.C.,  in  reply. — The  question  is  whether  there  was  proper  subject- 
matter.    It  is  not  sugg^ted  that  what  is  claimed  has  not  been  taken  by  the 

15  Defendants.  The  claim  is  for  a  combination  in  which  there  are  three  elements- 
first,  the  electrodes  intended  to  be  separated,  which  carry  the  current;  the 
second  is  the  presence  of  a  magnet ;  the  third  the  presence  of  an  insulating 
septum.  The  claim  is  for  the  insulating  in  combination  with  the  other  two 
elements  ;  ''  as  and  for  the  purposes  described  '*   means  that  every  element 

20  must  be  present.  The  device  was  novel  in  &ct,  and  utility  is  admitted  ;  the 
device  is  essential  for  use  in  connection  with  electric  traction.  [BtJOKLBY,  J. — 
What  is  the  novelty  ?]  Having  an  insulating  septum  in  connection  with  the 
magnet  and  the  electrodes.  The  object  of  the  invention  was  to  get  a  practical 
device  capable  of  being  used  under  circumstances  in  which  all  the  previous 

25  ones  would  not  be  applicable.  There  might  be  many  difKculties  in  making  a 
practical  form.  There  is  nothing  in  any  of  the  prior  publications  giving  any 
indication  of  the  new  element  to  be  introduced  in  order  to  get  a  serviceable 
machine.  The  inventor  realised  that  there  must  be  no  sx>arking  to  the  magnet, 
and  he  brings  in  the  new  element  to  free  him  from  that  danger,  whilst  having 

30  a  powerful  magnetic  field,  from  which  the  arc  cannot  escape.  One  must  not 
assume  the  advantages,  and  then  ask  how  the  world  would  have  got  them. 
The  Patentee  made  the  device,  the  result  of  which  was  an  effective 
machine.  The  insulating  material  had  its  ordinary  effect,  but  only  amongst 
other  effects.    In  Vickers  v.  Siddell  (7  R.P.C.  292  ;  L.R.  15  A.C.  496),  the 

35  inventor  only  introduced  an  element  to  do  its  ordinary  work,  but  his  combina- 
tion was  held  to  be  good  subject-matter.  Here  the  Patentee  invented  a  new 
and  effective  form.  [BuCKLBr,  J. — Is  it  that  the  Patentee  adopted  a  new  form 
which  could  only  be  used  with  a  septum  ?]  Yes,  a  new  form  of  device. 
[BaCKLBY,  t/.— Where  is  the  claim  for  a  form  of  device  ?]     The  Patentee 

40  claims  a  new  combination  of  three  elements.  "  In  a  magnetic  arc  rupturing 
*' device'*  brings  in  the  electrodes,  the  magnets,  and  possibly  the  current. 
[Claim  1  was  read  and  the  parts  of  the  Specification,  supra^  page  462,  lines  11 
to  20,  and  page  463,  lines  33  to  36.]  These  show  the  object  and  the  means 
taken  to  accomplish  it ;  and  the  last  passage  states  the  result  as  a  capability  of 

45  the  invention  ;  an  invention  must  be  measured  by  the  capabilities  it  possesses. 
It  is  not  an  answer  to  say  that  people  would  know  how  to  get  one  of  the 
consequences  merely.  The  septum  producing  its  ordinary  effect  allowed  of  a 
new  form.  One  of  the  advantages  gained  is  the  spreading  out  of  the  poles. 
The  claim  is  for  the  combination  of  the  ordinary  elements  of  a  magnetic  arc 

50  rupturing  device  with  the  septum  for  the  purpose  of  increasing  its  efKciency. 
I  do  not  say  that  any  special  form,  such  as  the  trench,  is  a  part  of  it ;  but,  if 
used  for  that  purpose,  it  naturally  ^Us  into  one  of  the  forms  which  the  Patentee 
has  shown.    It  is  submitted  that  there  is  good  subject-matter. 
Judgment  was  reserved,  and  delivered  on  the  13th  of  May  1903. 

55  BUOKLBY,  J.^thiB  action,  as  prosecuted  to  trial  and  as  argued  before  me, 
has  been  confined  to  th^  first  claim  of  the  Letters  Patent  No.  6063a*  of  the  year 
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1889.  The  Defendants' say  that  that  claim  is  for  matter  which  has  neither 
novelty  nor  invention.  They  contend  that  there  is  no  subject-matter.  That  is 
the  qaestion  that  I  have  to  try.  At  the  date  of  these  Letters  Patent,  in  the  year 
1889,  the  following  were  all  well  known  : — First,  the  principle  of  a  magnetic 
blow-out  for  rupturing  an  electric  arc  formed  upon  breaking  circuit ;  secondly,  5 
that  the  m^ignet  employed  might  be  either  a  permanent  magnet  or  an  electro- 
magnet, and  one  with  either  an  iron  core  or  an  air  core;  thirdly,  that 
close  proximity  of  the  magnet  to  the  arc  which  it  was  desired  to  rupture 
was  important,  in  that  the  strength  or  influence  of  the  magnetic  field  was 
largely  increased  by  proximity ;  fourthly,  that  proximity  increased  the  10 
probability  of  the  arc  springing  from  the  electrode  to  the  magnet  itself  ; 
fifthly,  that  if  there  were  close  proximity  to  the  electrode,  from  which  the 
arc  might  probably  spring,  the  remedy  was  insulation ;  and,  lastly,  that 
material  which  is  an  insulator  to  an  electric  current  is  not  an  insulator  to 
magnetic  influence.  The  Patent  sued  on  describes  the  object  of  the  invention  15 
as  being  to  increase  the  efficiency  and  certainty  of  operation  of  arc  rupturing 
devices  by  permitting  them  to  be  brought  very  close  to  the  point,  where  the 
arc  may  form,  and  the  claim  sued  upon  is  as  follows : — ^^  In  a  magnetic  arc 
*^  rupturing  device,  a  shield  of  insulating  material  located  between  the  surfaces 
*'  of  the  electrodes  and  adjacent  conducting  surfaces  of  the  device  by  which  2Q 
*'  the  arc  is  disrupted,  as  and  for  the  purpose  described.*'  Upon  this  claim  1  observe 
that  it  is  confined  to  a  shield  of  insulating  material  located  in  the  device  in  a  par* 
ticular  place  as  and  for  the  purpose  described.  There  is  no  claim  for  any  form  of 
magnetic  arc  rupturing  device.  The  claim  is  to  something  which  is  to  be  present  in 
the  device  as  and  for  the  purpose  described.  The  claim  is  to  the  shield  irrespec-  2^ 
tive  of  the  form  of  the  device  in  which  it  is  used.  To  summarise  in  my  own 
words  on  page  1,  lines  10  to  20  of  the  Specification,  and  the  first  claim,  the 
inventor  says  : — *'*'  It  is  desirable  to  bring  your  magnet  close  to  your  arc,  but  if 
*'  yoQ  do  so  the  arc  is  likely  to  spring  from  the  electrode  to  the  magnet.  I  tell 
*^  you  to  prevent  that  by  putting  in  a  shield  of  insulating  material.  That  is  my  30 
"  invention."  He  claims  that  invention,  not  in  connection  with  a  particular 
form  of  device,  but  irrespective  of  the  form  and  in  connection  with  every  form. 
Lord  Kelvin^  Sir  Frederick  Bramwelly  and  Professor  Silvanvs  Thompson 
are  unable  to  find  in  this  any  invention.  Lord  Kelvin  puts  it  in  this  way — 
air  is  an  insulator,  but  if  you  are  going  to  bring  your  magnet  close  to  your  arc,  35 
the  thin  layer  of  air  which  is  left  may  be  an  insufficient  insulator.  The  inventor 
only  tells  you  to  replace  part  of  that  insufficient  insulator,  the  air,  by  a  stronger 
insulator.  This,  Lord  Kelvin  says,  is  obvious  and  requires  no  invention.  To  give 
an  illustration  of  my  own,  it  is  as  if  the  question  were  one,  say,  of  haulage,  and 
the  inventor  said  if  your  rope  is  not  strong  enough,  use  a  stronger  rope,  that  is  40 
my  invention.  To  one  like  myself  little  conversant  with  Patent  law,  the 
question  of  subject-matter  is  one  of  the  most  difficult  to  deal  with.  Upon  the 
question  of  invention  or  no  invention  I  know  of  no  principle  upon  which  to 
draw  the  line  other  than  that  suggested  by  Lord  Justice  Bowen  in  Lyon  v. 
Qoddard  (10  R.P.C.  at  i)age  346),  namely,  that  I  must  look  to  see  whether  there  45 
has  been  an  exercise  of  the  inventive  faculties.  To  determine  this  I  must  apply 
my  mind  to  all  the  circumstances  and  to  the  specific  facts  in  the  case,  treating 
it  purely  as  a  question  of  fact  whether  upon  a  consideration  of  all  the  circum- 
stances and  the  state  of  public  knowledge  in  1889,  there  has  been  any  use  of  the 
inventive  faculties  in  saying  '^  to  insulate  your  magnet  from  the  electric  current,  50 
**  use  an  insulator.  By  doing  that  you  will  be  able  to  bring  the  magnet  closer 
**  to  the  arc." 

I  have  looked  very  carefully  at  Professor  Ewing^s  evidence,  and  I  hope  I 
do  him  no  injustice  when  I  say  that  the  result  of  it  is  that  he  finds  novelty  in 
the  fa^tthat  the  inventor  is  able  to  adopt  a  more  efficient  form  by  the  intro-  5^ 
dnction  of  the  new  element  of  insulating  septum.    Thus,  at  Question  61  on  the 
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Shorthand  Notes  he  says  :  ^'  To  my  mind  there  is  no  doubt  whatever  abont  there 
'^  being  substantial  invention  in  this  last  invention.  He  has  altered  entirely 
*^  the  form  of  his  magnet  in  consequence  of  his  introducing  a  new  element 
*^  into  the  combination  which  has  made  that  alteration  possible.'*  In  cross- 
5  examination  at  Questions  118  to  .123  he  dwells  again  upon  the  more  ef&cient 
form.  He  agrees.  Question  204,  that  *' Every  single  scientific  fact  that  is 
"  involved  in  the  invention  is  old."  1  think  Professor  Ewing  has  attributed  to 
the  claim  that  which  it  does  not  contain — ^namely,  a  claim  to  a  particular  form 
containing  a  particular  element.    He  is  impressed  with  what  he  calls  a  trench 

10  between  the  two  poles  of  the  magnet,  and  the  advantage  gained  by  spreading 
the  poles  of  the  magnet  laterally  so  as  to  keep  the  arc  to  be  ruptured  within 
the  influence  of  the  magnetic  field.  At  Question  124,  however,  he  is  driven 
to  admit  that  Fig.  12  of  the  Patent  sued  on  contains  no  narrow  trench  and  is 
not  of  the  form  which  he  suggests  to  be  somehow  claimed.    Proximity  as  part 

15  of  the  form  was  certainly  not  new.  Professor  Elihu  Thomson  had  himself 
pointed  to  it  in  his  Specification  of  1883,  first  column  of  page  1,  at  line  40,  second 
column  of  page  3,  at  line  29.  The  protection  of  the  magnet  by  an  insulating 
material  was  not  new.  Irrespective  of  the  fact  that  insulation  was  of  course 
perfectly  well  known,  insulation  of   the  magnet  had  been  pointed  to  in  the 

20  Encyclop»dia  Britannica  in  1879. 

Under  those  circumstances  I  fail  to  find  novelty  or  invention,  and  I  think 
there  is  no  subject-matter.    I  therefore  dismiss  the  action  with  costs. 

TerreUy  K.C. — We  are  entitled  to  costs  as  between  solicitor  and  client  under 
the  Public  Authorities  Protection  Act,  1893. 

25      Qraiuim. — I  need  not  oppose  this. 
Buckley,  J.—Yerj  well. 
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In  the  High  Court  of  Jtjstiob.— Ohancbry  Division. 

Before  Mr.  Justice  EIbkbwioh. 

June  16th,  1903. 

Db  Jong  v.  United  Motor  Company. 


Practice. — Notice  of  discontinu>ance  of  action  subsequent  to  pleadings  closed. —  j 
Validity  of  notice. — Rules  of  the  Supreme  Court,  Order  XXVI.,  Rule  1. 

Notice  of  trial  given  by  a  Defendant  consequent  on  the  non-delivery  of  a 
Reply  by  a  Plaintiff  is  not  "  a  proceeding  in  the  action  "  which,  by  RtUe  1  of 
Order  XXVI.  of  the  Rules  of  the  Supreme  Court,  prevents  the  Plaintiff  from 
discontinuing  his  action  under  that  rule  by  a  notice  served  after  the  receipt  iq 
of  the  Defence. 

This  was  an  application  by  the  Defendants,  the  United  Motor  Company,  to 
have  a  Patent  action  dismissed  for  want  of  prosecution  on  the  part  of  the  Plaintiff, 
but  the  real  question  was  as  to  the  validity  of  a  certain  notice  of  discontinuance. 

The  Statement  of  Claim  was  delivered  on  the  18th  of  June  1902,  and  the  15 
Defence  on  the  llih  of  August  following.    In  default  of  a  Reply  the  pleadings 
became  closed  on  the  4th  of  November,  the  Defendants  having  in  the  meantime 
issued  a  summons  for  interrogatories  and  a  summons  for  inspection. 

On  the  9th  of  January  1903  the  Defendants  served  a  notice  of  trial,  but  the 
action  was  not  set  down  for  trial  on  the  written  request  of  the  Plaintiff's  20 
solicitors. 

On  the  23rd  of  January  the  Plaintiff  served  a  notice  of  discontinuance,  which 
was  returned  by  the  Defendants  as  being  irregular,  and  on  the  same  day  the  Plain- 
tiff issued  a  summons  for  leave  to  discontinue,  which  was  refused  by  Joyce,  J., 
on  the  ground  that  it  was  unnecessary  as  the  Plaintiff  had  served  the  notice.  25 
Subsequently  the  Defendants  again  returned  a  similar  notice. 

The  Defendants  now  made  this  application  on  the  ground  that  the  Plaintiff 
had  not  complied  with  the  rules  as  to  discontinuance  and  had  abandoned  his 
action. 

J.  E.  Gray  (instructed  \fj  J.  P.    and   F.  Purchase)  appeared    for    thft  30 
Applicants ;  W.  Neitt  (instructed  by  Sugden  and  Harford)  appeared  for  the 
R^^ndent. 
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CHrcny^  for  the  Applicants,  the  Company. — The  notice  of  discontinnance  was 
not  a  proper  one.  The  pleadings  were  closed  antomatically  by  the  Plaintiff's 
act  in  not  putting  in  a  Reply,  and,  apart  from  interlocutory  steps,  snch  as  the 
snmmons  for  interrogatories  and  Uie  summons  for  inspection,  there  could  be  no 
5  other  proceeding  until  entering  the  action  in  the  paper  for  trial.  The  Plaintiff, 
by  his  act  in  omitting  to  deliver  a  Reply,  has  failed  to  comply  with  R.  S.  C, 
Order  XXVI.,  Rule  1,  which  says  that  **  the  Plaintiff  may,  at  any  time  before 
^*  receipt  of  the  Defendant's  Defence,  or  after  receipt  thereof  before  taking  any 
"  other  proceeding  in  the  action  (save  any  interlocutory  application),  by  notice 

10  **  in  writing,  wholly  discontinue  the  action,"  &c.,  and  also  provides  for  the 
discontinuance  of  an  action  with  the  leave  of  the  Court.  The  Plaintiff  did  not 
obtain  such  leave.  It  was  never  intended  that  the  result  of  the  above  rule 
should  be  that  a  Plaintiff  might  discontinue  at  any  time  before  the  trial. 
[Ebkbwioh,  J. — But,  having  yourselves  given  the  notice  for  trial,  how  can  you 

15  now  turn  round  and  complain  that  the  Plaintiff  has  not  put  the  action  down  for 
trial  ?]    Our  notice  was  made  inoperative  at  the  request  of  the  Plaintiff,  and  so 
a  new  notice  became  necessary,  which  the  Plaintiff  never  gave. 
NeiU^  for  the  Respondent,  the  Plaintiff  in  the  action,  was  not  called  upon. 
Kbkbwioh,   J. — ^This    case   comes  before  me  on    an  application  by    the 

20  Defendants  that  the  action  be  dismissed  for  want  of  prosecution.  There  may  be 
some  other  objections  to  it,  but  I  will  consider  one  only.  The  main  objection  is 
this,  that  on  the  2Strd  of  January  the  Plaintiff  served  notice  of  discontinuance, 
and  if  that  notice  was  properly  given  it  operated  automatically.  There  is 
nothing  that  ought  to  be  done,  and  the  Defendants  can  get  their  costs  taxed 

25  and  paid,  and  there  is  no  further  difficulty.  If,  on  the  other  hand,  that  was  a 
bad  notice,  then  the  Plaintiff  was  bound  to  go  on,  or  risk  a  notice  such  as  I 
have  before  me. 

The  question  is  whether  that  notice  of  discontinuance  which  was  given  on 
the  23rd  of  January  was  good  or  bad  ? 

30  The  Defence  was  delivered  some  time  before  the  23rd  of  January,  and 
the  result  was  that  the  next  step,  if  any,  to  be  taken  by  the  Plaintiff  in  the 
action  was  to  deliver  a  Reply.  That  he  did  not  do.  No  Reply  was  delivered, 
and  no  extension  of  time  was  granted  for  delivering  Reply — nothing  was  done  ; 
with  the  result  that  on  the  4th  of  November  the  pleadings  were  closed.    That 

35  being  so,  the  Plaintiff  gave  notice  of  discontinuance,  but  the  Defendants  wishing 
to  press  the  Plaintiff  gave  notice  of  trial,  as  they  were  entitled  to  do,  the  Plaintiff 
not  having  done  it.  The  question  is  whether  notwithstanding  this  the  notice 
of  discontinuance  is  good.  It  is  not  suggested  that  the  Plaintiff  actively  took 
any  step,  that  is  to  say  did  anything  himself  ;  but  the  argument  is,  and  there 

40  is  a  certain  amount  of  strangeness  and  novelty  in  it,  that  by  doing  nothing, 
by  omitting  to  give  notice  of  trial,  and  omitting  to  deliver  any  Reply — 
by  what  may  be  styled  masterly  inactivity,  the  Plaintiff  must  be  deemed  to 
have  really  taken  an  active  step ;  and  that  when  the  Defendants  gave  notice 
of  trial,  as  they  were  entitled  to  do  under  the  Orders,  by  reason  of  the 

45  omission  of  the  Plaintiff  to  do  it,  the  Plaintiff  must  be  understood  to  have 

given  notice  of  trial — ^though  he  did  not  do  anything  of  the  kind — and  that 

therefore  he  took  a  step.    I  hope  I  am  not  misrepresenting  the  argument. 

That,  I  understand,  is  what  the  Defendants'  argument  is. 

I  have  had  no  authorities  cited  to   me    in   support  of  this,  and,  until 

50  authorities  are  produced  to  me  I  am  unwilling  to  believe  that  the  Court  will 
hold  that  by  deliberately  doing  nothing  the  Plaintiff  must  be  understood  to  have 
done  something.  That  is  to  say,  that  by  deliberately  taking  no  proceedings  in 
the  action  he  must  be  held  to  have  taken  some  proceeding  in  the  action.  I 
cannot  conceive  that  that  is  what  is  intended  until  it  is  laid  down,  in  some 

55  authority  by  which  I  am  bound.  Rule  1  of  Order  XXYI.  says  :  ''  The  Plaintiff 
**  may  at  any  time  before  receipt  of  Defenduit's  Defence,  or  after  the  receipt 
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**  thereof  before  taking  any  other  proceeding  in  the  action  (save  an  interlocntory 
^  application),  by  notice  in  writing,  wholly  diecontinne  the  action.'*  Was 
that  notice  given  after  the  receipt  of  the  Defence,  and  before  taking  any  oth^ 
proceeding  in  the  action  ?  It  seeme  to  me  that  it  was.  The  PlaintifE  did  give 
the  notice  of  discontiiAiance  which  he  wae  allowed  to  give.  5 

That  notice  of  discontinuance  was  returned  by  the  Defendants*  solicitor  as 
irregular,  and  thereupon  the  Plaintiff,  I  suppose  being  advised  that  he  was 
perfectly  safe,  made  an  application  for  leave  to  discontinue.  That  application 
came  before  Mr.  Justice  Jbji/c^,  and  there  is  a  dispute  as  to  what  Mr.  Justice  Joyce 
did.  I  could,  of  course,  ask  the  learned  Judge,  but  I  give  him  credit  for  having  10 
the  same  forgetfulness  as  myself  of  details  in  cases  in  Chambers,  and  as  he 
probably  took  no  note,  and  it  would,  I  think,  be  useless  to  ask  him  what  he 
really  did,  I  have  asked  the  Master,  and  the  Master  says  he  has  no  note  of  the 
Reasons,  but  he  knows  that  the  application  was  dismissed  with  costs  for*the 
Defendants  in  any  event.  But  he  says  his  impression  is  that  the  learned  Judge  15 
thought  it  was  unnecessary.  Well,  that  is  certainly  my  view.  I  think  the 
application  was  rightly  dismissed,  if  not  on  any  other  ground  at  any  rate  on 
that,  and  that  the  notice  of  discontinuance  ought  to  have  been  accepted  by 
the  Defendants.  That  being  so,  they  are  entirely  wrong  in  seeking  to  dismiss 
the  action  for  want  of  prosecution.  The  action  is  gone.  Other  proceedings  are  20 
open  to  them  in  order  to  get  the  benefit  of  the  discontinuance ;  but  they  had  no 
right  to  ask  for  the  dismissarof  the  action  for  want  of  prosecution.  The  result 
is  that  for  these  reasons  I  must  refuse  this  application  with  costs  to  ti^e 
Plaintiff. 

Leave  was  given  to  appeal.  25 
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In  the  Matter  of  Grist's  Application  for  a  Patent. 


Be/ore  THE  Solicitor-Gbnbral. 

March  4th  and  May  Ist,  1903. 

In  the  Matter  op  Crist's  Application  for  a  Patent. 


Opposition  to  the  grant  of  Patent  on  the  ground  that  the  invention  had 
5  already  been  patented  on  applications  of  prior  date. — Patent  refused. — Appeal 
hy  Applicant. 

Held,  on  appeal^  by  the  Law  Officer ^  that  the  Chief  Examiner* s  decision  be 

affirmed. 

On  an  application  for  a  Patent  amendments  of  the  Specification  must  not  be 

10  considered  as  a  matter  of  course.    They  must  be  amendments  in  the  real  sense 

and  not  the  practical  rc'-urriting  of  the  whole  Specification  and  theformcUion 

of  some  new  claim. 

On  the  12th  of  February  1902  William  Eugene  Grist  applied  for  the  grant 
of  a  Patent  (No.  3634,  A.D.  1902)  for  "A  novel  arrangement  of  railway  for 
15  "recreation."  The  invention  related  to  a  centrifugal  or  "loop"  railway  in 
which  a  car  traversed  a  line  on  a  track  which  in  one  part  of  its  coarse  formed 
a  practically  vertical  helical  loop.  The  track  was  fitted  with  a  double  line 
of  rails,  the  loop  was  of  sx>ecial  curvature,  and  the  track  was  of  laminated 
formation. 
20  The  Specification  was  amended  under  section  18  of  the  Patents  Acts,  1883-^88. 
As  amended  it  had  five  claims. 

The  grant  was  opposed  by  Reginald  Walter  Barker  and  MadeHine  Barber 

on  the  ground  that  the  invention  had  been  patented  on  prior  applications,  viz., 

Vachell  (No.  19,032,  A.D.  1888),  Ramsdell  (No.  21,798,  A.D.  1889),  and  B.  W. 

25  Barker  (No.  13,992,  A.D.  1901),  all  of  which  related  to  centrifugal  or  "  loop  " 

railways  for  recreation. 

The  matter  came  before  the  Chief  Examiner  (acting  for  the  Comptroller- 
General),  who  refused  to  grant  a  Patent. 
The  Chief  Examiner  in  his   decision  found  that  the  invention  had  been 
30  anticipated  except  as  regards  the  laminated  construction  of  the  track,  and 
stated,  "  To  save  the  detail  of  the  laminated  track  and  exclude  the  other  matter 
**  the  Specification  and  claims  would  require  to  be  completely  re-cast,  but  I  do 
**  not  feel  justified  in  allowing  such  an  amendment,  especially  having  regard 
"  to  the  decision  of  the  Law  Officer  in  the  matter  of  Harrild  and  Parkins^ 
85  «  Application  (17  R.P.C.  619)." 

The  Applicant  appealed  from  this  refusal. 
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In  the  Matter  of  Crisfs  Application  far  a  Patent. 

Day  appeared  as  agent  for  the  Appellant  and  Birkbeck  as  agent  for  the 
Respondent. 

Day  asked  that  he  might  be  allowed  to  amend  the  Specification  so  as  to 
retain  the  featare  of  the  laminated  constrnction  of  the  track. 

Sir  Edward  Carson,  S.-G.—I  will  adjourn  this  case,  Mr.  Day,  and  T  will  5 
give  yon  an  opportunity  of  showing  me  what  amendment  you  propose  to 
make  in  your  Specification  with    a  view  to  limiting  it  to  the  laminated 
formation,  and  I  will  give  you,  Mr.  Birkbeck^  the  opportunity  of  seeing  if  you 
can  contest  this  laminated  formation. 

An  amended  Specification  was  then  submitted  to  the  Law  OfKcer.     The  10 
amendments  in  the  body  of  the  Specification  were  very  extensive,  and  consisted 
in  striking  out  about  half  of  the  original  matter  and  re- writing  the  greater  part 
of  the  remainder.    All  the  original  claims  were  struck  out  and  one  new  one 
substituted,  which  was  quite  different  from  the  original  claims. 

At  the  adjourned  hearing  BougJUon  appeared  as  agent  for  the  Appellant  and  15 
Birkbeck  as  agent  for  the  Respondent.    In  the  course  of  the  arguments  Sachae^s 
Application  for  a  Patent  (18  R.P.C.  221),  Thomas  and  Prevosfa  Application 
for  a  Patent  (16  R.P.C.  69),  and  Harrild  and  Parkins'  Application  for  a 
Patent  (17  R.P.O.  619),  were  referred  to. 

Sir  Edward  Carson,  8.0. — I  cannot  allow  this  amendment.     It  would  be  30 
going  far  beyond  anything  that  has  been  previously  permitted.     I  allowed  the 
matter  to  stand  over  to  see  whether,  upon  going  through  it,  the  Specification  could 
be  amended  in  such  a  way  as  to  bring  it  within  the  principle  of  allowing  amend- 
ment on  which  I  have  acted ;  but  I  think  it  is  quite  plain,  and  one  has  only  to  look 
at  the  proposed  amendments  to  see,  that  not  only  is  the  Applicant  really  practically  25 
obliterating  the  main  body  of  the  Specification,  but  before  he  can  come  to  frame 
anything  in  the  nature  of  a  claim  to  a  new  invention  he  has  to  strike  out  five 
carefully  considered  claims  that  were  previously  made,  some  of  which  have 
been  previously  amended,  and,  having  done  that,  he  has  then  to  try  and  frame  one 
new  claim.    I  think  I  should  be  going  outside  the  practice  that  has  prevailed  30 
in  this  Office  if  I  were  to  allow  any  such  proceeding,  and  I  think  the  practice  as 
laid  down  by  the  present  Attorney-General  in  the  case  of  Thomas  and  Prevost^s 
Application  for  a  Patent  (16  R.P.C.  69)  is  the  correct  course  which  I  ought  to 
follow.     Amendments  must  not  be  considered  as  a  matter  of  course.    They 
must  be  amendments  in  the  real  sense,  and  not  the  practical  re-writing  of  the  35 
whole  Specification,  and  .the  formation  of  some  new  claim.     The  truth  of  the 
matter  in  this  case  is  that  Mr.  Crist  desired  to  obtain  something  by  his  Specifi- 
cation which  clearly  was  never  his,  and  if,  by  framing  his  Specification  in  that 
way,  he  has  lost  something  which  was  mingled  up  with  a  claim  very  much 
wider  than  anything  he  could  possibly  hope  to  have  claimed,  if  he  had  taken  ^ 
the  trouble  to  have  looked  into  previous  Specifications,  it  is  not  the  fault  of 
this  department  but  his  own  that  he  did  not  originally  frame  hiR  Specification 
in  the  proper  way.     I  shall  affirm  the  decision  of  the  Chief  Examiner  in  this 
case  with  six  guineas  costs. 
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Faulder  A  Co.,  Ld.  Y.O.andO.  RushUmy  Ld. 

In  thb  Chanobrt  op  the  County  Palatine  of  Lanoastbb. 

manchb8tbb  district. 

Before  Vioe-Chancbllor  Hall. 

April  30th»  May  Ist,  2n(l»  6th,  7th,  8th,  9th,  and  13th,  1902. 

5  In  the  Court  of  Appeal. 

Before  LoRM  JusTiOBS  Yaughan  Williams,  Romer,  and  Oozbns-Hardt. 

May  7th  and  8th,  1903. 

Faulder  &  Co.,  Ld.  v.  0.  and  O.  Rushton,  Ld. 

Action  to  restrain  passing  off. — ^^Silverpan^^  jams. — Distinctive  word. — 
l!o  Secondary  meaning. — Locality  of  reputation. — Injunction. — Patents^  Ac.  Acts, 
2SS8  to  18SS,  section  77. 

The  Plaintiffs  were  jam  manufacturers  in  Stockport,  who  in  1886  commenced 
to  make  their  jams  in  silver  instead  of  copper .  vessels,  and  adopted  the  word 
**  Silverpan,^^  which  in  1887  was  registered  as  a  Trade  Mark,  and  had  been 

15  used  by  them  ever  since  on  labels,  circulars,  and  advertisements  in  combination  - 
unth  their  own  name  Fanldeic  Sb  Co.  -  Ptior  to  1900  only  fofor  other  jam  nianu- 
facturers  in  fact  made  their  jam,s  in  silver  or  silvered  pans,  which  they  advertised 
as  ^  Boiled  in  silver  pans.^*    The  Defendants  were  retail  grocers  trading  at  many 
shops  in  Wigan  and  Chorley,  whOy  being  already  supplied  with  jams  by  one  of  the 

20  four  manufa^ctfurersy  in  1900  issued  in  their  district  (a)  a  circular  advertising 
*'  SilverweU  Silver  Pan  Strawberry  10\d.^*  with  their  name  **  0.  and  G.  Rashton, 
"Ld.,"  appearing  in  many  places  on  such  circular,  and  (b)  a  large  window 
poster  including  the  words  **  Silver  Pan.^^  It  appeared  thoU,  while  the  Plaintiffs^ 
goods  had  been  advertised  in  the  Wigan  district  and  were  knoum  in  Chorley^ 

25  they  had  not  there  enjoyed  the  extensive  sales  which  elsewhere  had  made  their 

reputation.    In  an  action  to  restrain  the  Defendants  from  passing  off  their 

goods  as  the  goods  of  the  Plaintiffs  {the  Defendants  in  the  meantime  having 

succeeded  in  expunging  the  Plaintiffs*  Trade  Mark  from  the  Register), 

Held,  that  this  action  had  nothing  to  do  unth  the  enforcing  of  statutory  Trade 

30  Mark  rights  under  section  77  of  the  Patents^  Ac.  Acts^  1888-1888 ;  that  the 
word  ^^  Silverpan'^  was  a  fancy  word  identified  unth  the  Plaintiff^*  firm  and 
no  other  firm,  uHthin  the  meaning  of  Reddaway  v.  Banham  {18  R.P.C.  218  ; 
L.B.  1896,  A.C.  199),  throughout  England,  and  especially  in  thcU  portion  of 
Lancashire  immedicUely  contiguous  to  the  Wigan  district ;  that  the  Defendants 

35  had  not  by  their  mode  of  printing  the  circular  and  poster  sufficiently  distinguished 
their  jams  from  those  of  the  Plaintiffs',  and  that  they  must  he  restrained 
accordingly. 

The  Plaintiffs  in  this  action  were  Henry  Faulder  A  Co.,  lid.,  itumn&cturera 
of  jam,  marmalade,  and  pr^eryes,  w)iq  carried  on  bi\edx\ea8  at  works  situate  near 

:        -^.    ■-.    ..  .......  g   p 


478 


REPORTS  OP  PATENT,  DESIGN,         [July  15, 1903. 


Faulder  A  Co.y  Ld.  v.  O.  and  G.  Rvshtony  Ld, 


Stockport,  in  the  county  of  Chester.  The  Defendants,  O.  and  O.  EtMhton^  Ld^ 
were  grocers  carrying  on  business  at  Wigan  and  in  the  district  of  Wigan,  in  the 
county  of  Lancaster,  which  is  distant  about  23  miles  from  Stockport. 

The  action  was  commenced  in  the  County  Palatine  Court  at  limcaster  on  the 
28th  of  August  1900,  claiming  an  injunction  to  restrain  the  Defendants  from 
infringing  the  Trade  Mark  of  the  Plaintiffs  (which  consisted  of  the  word 
*'  Silverpan,"  with  the  facsimile  signature, "  Henry  Faulder  &  Co.^^  underneath, 
and  was  registered  on  the  29th  of  December  1886)  and  from  selling  or  offering 
for  sale  any  jams  or  preserves  in  any  pots,  tins,  or  jars,  in  wrappers  or  with 
labels  affixed  thereto,  having  imprinted  thereon  any  imitation,  or  colourable 
imitation  of  the  Trade  Mark  or  the  word  "  Silverpan."  But  in  the  course  of 
the  action  an  application  was  made  to  the  Court  by  the  Defendants  to  expunge 
the  Trade  Mark  from  the  Register,  or  to  compel  the  Plaintiffs  to  disclaim  a 
portion  of  it,  and  in  the  result,  as  the  Plaintiffs  declined  to  disclaim  the  word 
"  Silverpan,"  upon  which  they  relied,  and  elected  to  have  the  whole  mark 
expunged,  it  was  accordingly  expunged  by  an  Order  of  the  Court  of  Appeal 
made  on  the  30th  of  November  1901  (18  R.P.C.  535). 

The  only  portion  of  the  action  which  then  remained  was  on  the  question  of 
passing-off.  The  action  came  on  for  trial  at  the  Assize  Courts,  Manchester, 
before  Vice-Chancellor  JJaW,  on  the  30th  of  April  1902,  when  Botch  and 
Radford  (instructed  by  Marshall  Righy^  of  Manchester,  agent  for  Brown^ 
Briggs  and  Symands^  Stockport)  appeared  for  the  Plaintiffs ;  and  Maherly  and 
McMaster  (instructed  by  Josiah  Dean,  of  Liverpool,  agent  for  John  WaMy 
Wigan)  appeared  for  the  Defendants. 

The  facts  of  the  case  are  sufficiently  set  forth  in  the  judgment  of  the  Vice- 
Chancellor,  which  follows,  and  was  a  considered  judgment,  the  trial  having 
lasted  seven  days. 

The  circular  complained  of  by  the  Plaintiffs  contained  on  the  front  page  the 
following : — 

A  2Ib.  Jar  Silverwell-Silver  Pan  Strawberry,  lOJd. 


10 


lb 


20 


25 


If  you  have  neglected  d'oinff  so,  BE  HAPPY  AND  SIGN  ON 
AT  ONCE  WITH 

0.  and  ^.  Tiu^Mon,  ^td. 

You  gret  QUANTITY  and  QUALITY  for  CASH,  and  a 
DISCOUNT  CHECK  at  1/8  In  the  £. 


RUSRTOITS  «r«  rigrht  At  your  own  door.     B^ery  Store  flUed  with  tli«  moct 
wlwtantiAl  and  careftiny  fleeted  FOOD  in  an  ondl^sg  variety. 

RWHTOM'S  ARE  NOTED  FOR  QUAIITlTYi  QUAUH,  CIVILITY,  AMD  CARETOL 
crttention  to  all  their  Customers*  wants. 

O-ooc&fli    i»^    03ie»ea.^   pa^oirimari-CMki.. 

THE  INCRIEASINSt  BUBIMB8S  OF  O.  and  G.  BUBSIOK,  XJMXTXD^  BteCMltctM  ineMMd 
DistrSnttve  .Aceomodatioii,  OiofifeM  a  3EW  WdSEfiOUSB  ivitli  vmy  caaasaknca  U 
btiiir  b«at  at  ir«vr  KMicet  StM^t  (ojipoitta  (ht  Soom),  to  AdUtita  ; 
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Then  followed  particulars  of  ''O.  &  G.  RUSHTON'S  ADDRESSES  ".and 
the  firms  giving  their  checks.  At  the  bottom  of  the  page  was  '*  0.  &  G.  Rushton, 
"  Limited,"  in  large  type  and  other  matter,  including  the  words  "  Silverwell 
"Valley  Damsons."  There  was  also  some  letterpress  printed  outside  the 
margin  lines  on  either  side  and  at  right  angles  to  the  rest  of  the  letterpress. 
On  the  back  the  Circular  commenced  :— "  For  finest  value  0.  &  G.  RuSHTON'S 
"are  the  people."  Then  followed  certain  letterpress  as  to  details  of  their 
business,  and  the  Circular  concluded  thus  : — 


ETJSHTON'S  for  Great  Value  and  Selection  in  Drapery. 
BUSHTOITS  for  the  Choice^  Groceries. 
RUSHTOtrS  for  New  Season's  "Silverwell  VaHey"  Jams. 
BUSHTON'S  for  Snow -White   Preserving:  Sugars;  indeed^ 
RUSHTON'S  for  Everything  Good 
AT   CASH    PRICES. 

The  List  of  Outside  TRADERS  IS  EXTENSIVE,  and  worth 
YOUR   CONSTANT   STUDY. 


Silieriell  Kallej,  "SILKER  nv  seSH^. 


s. 


2]b  Jmb  BlB£k  Cumxt  at     ... 

8  „     n     StTM^harf  at 

2  ,     „    BMpbcny  at 

2  „    „    Gooseberry  at 

2 ,,     ^     Raspbeziy  and  (Sooseberxy  at 

2  n     f,     Strawberzy  and  Goosebmy  at 


lOid. 
lOid. 

etd. 
ad. 


The  Finest 

Flavour  that  can 

be  produced. 

Like  Home*made 


For  the  People -All  Classes— Por  the  People. 

0.  &  C.  RUSHTON.  LIMITED, 


Cash  Grocers.  Drapers,  etc*  etc.,  are  the  Great  and 
Successful  Providers. 

WIGAN,    CHORLEY,   AND    ELSEWHERE. 


O.  St  G.  RUSHTON^  LIMITED,  Serve  Their  Customers  Wen. 
Quality  i      Cash  Prices  \      Satisfaction  I 


There  was  also  some  letterpress  printed  at  right  angles  to  the  rest  of  the 
10  letterpress  outside  the  margin  lines  on  either  side  of  the  back  of  the  circular, 
which  included  '^  Rushton's  "  in  capitals. 

Hall,  F.-O.— This  is  an  action  brought  by  Henry  Faulder  A  Co.,  Ld.,  against 

O.  and  O.  Rushtmy  Ld. ;  the  Plaintiffs  being  manufacturers  of  jam,  marmalade 

and  preserves,  carrying  on  business  at  works  situate  near  Stockport,  and  the 

15  Defendants  being  grocers,  carrying  oa  business  at  Wigan  and  in  that  district. 

2  P  2 
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The  Plaintiffs*  claim  is  for  an  injunction  to  restrain  the  Defendants  from 
what  is  called  '^  passing-off "  goods  as  being  goods  of  the  Plaintiffs'  manufacture 
when  in  fact  they  are  not. 

The  action  was  originally  commenced  to  restrain  the  Defendants  from 
infringing  the  Plaintiffs'  registered  Trade  Mark,  but  in  the  course  of  the  action  5 
an  application  was  made  to  the  Court  by  the  Defendants  to  expunge  the 
Plaintiffs'  Trade  Mark  or  to  compel  them  to  disclaim  a  portion  of  it ;  and  in 
the  result,  as  the  Plaintiffs  declined  to  disclaim  the  word  upon  which  they 
relied  a  great  deal,  and  elected  to  have  the  whole  mark  expunged,  it  was 
accordingly  expunged ;  and  the  only  portion  of  the  action  which  then  remained  10 
and  which  came  on.  before  me  for  'trial  was  on  the  general  question  of 
passing-off. 

The  action  came  on  to  be  tried,  and  the  real  question  before  me  arose,  as  I 
have  said,  with  respect  to  what  is  called  the  '^  passing-off."    It  appears  that  the 
Plaintiffs,  who,  as  I  have  said,  were  manufacturers  of  jams,  marmalade  and  15 
preserves  (I  shall  use  the  term  '^  jam  "  for  shortness)  formerly  used  to  manu* 
facture  their  preserves  by  boiling  them  in  copper  vessels  in  the  way  then  usual 
in  the  trade  ;  but  about  the  year  1886  they  conceived  the  idea  of  boiling  them 
in  pans  made  of  silver,  or  at  any  rate  silvered  on  the  inside  or  electro-plated,  so 
as  to  prevent  the  fruit  from  coming  in  contact  with  the  copper  and  so  picking  20 
up  deleterious  matter  which  of  course  it  was  obviously  undesirable  should  be 
done ;  but  in  addition  to  that  one  of  the  directors  of  the  Company  says  that  he 
also  conceived  the  idea  at  the  same  time  that  the  word  "  Silverpan  "  would  be 
a  good  cat<^hing  phrase,  a  good  '*  catchword,"  which  would  strike  the  minds  of 
persons  who  were  coming  to  buy  jam ;  and  that  the  Company  adopted  that  word  ;  25 
and  accordingly  a  Trade  Mark  was  registered  which  consisted  of  **  Silverpan  " 
in  one  word  and  the  signature  *'  Henry  Faulder  &  Co.^'*  underneath,  and  that 
was  their  Trade  Mark  from  the  year  1886  when  the  application  was  made. 
In  the  course  of  the  year  1887  the  mark  was  registered  in  the  ordinary  way 
and  having  been  registered  of  course  it  was  used  by  them.    It  is  the  word  30 
"  Silverpan  "  upon  which  this  action  has  very  considerably  turned. 

It  is  to  be  observed  that  it  is  in  one  word  "  Silverpan  "  ;  two  English  words 
"  Silver  "  and  "  pan  "  being  run  together  into  one.    In  the  course  of  the  year 
1887  they  rearranged  their  works  and  silvered  the  inside  of  all  the  vessels  which 
they  used,  so  that  their  manufacture  was  in  fact  the  manufacture  of  jams  in  35 
silvered  pans ;  and  so  they  went  on  from  the  year  1887,  and  they  have  used  the 
word  "  Silverpan "  down  to  the  commencement  of  this  action  on  the  28ith 
August  1900.    They  have  used  their  Trade  Mark,  which  I  have  mentioned, 
down  to  the  commencement  of  this  action  ;  and  in  all  their  circulars  and  cards 
sometimes  they  have  used  the  Trade  Mark  as  it  appears  in  the  Trade  Marks  40 
Journal,  at  other  times  they  have  had  the  word  *'  Silverpan  "  printed  separately 
from  the  signature,  and  they  have  undoubtedly  advertised  very  considerably 
both  their  Trade  Mark  and  this  word  "Silverpan,"  the  word  "Silverpan" 
whenever  used  being  either  preceded  by  the  words  "  Faulder  A  Go,%^*  or  at 
any  rate  the  words  ^^  Faulder  A  GoJ*^  appeared  on  the  picture  or  circular  45 
containing  the  word  "  Silverpan." 

Now,  thi'it  being  the  state  of  things,  of  course  no  one  attempted  to  infringe 
their  Trade  Mark,  because  the  Trade  Mark  remained  in  force  and  no  one  used 
the  word  "  Silverpan  "  ;  and  as  a  matter  of  fact  apparently  only  four  makers  in 
recent  times  have  used  the  process  of  boiling  in  silver  or  silvered  pans,  that  is,  50 
the  Rushen  Abbey  Works  and  the  Waverley  Works  and  Ghivers^  of  Histon, 
near  Cambridge,  and  then  in  the  year  1900  Deakin  who  supplies  the  Defen- 
dants with  their  jams.  There  was  some  vague  mention  of  its  having  been  seen 
— I  think  it  was  Mr.  Deakin  said  that  he  had  seen  something  of  the  same  kind 
somewhere  in  London  some  years  ago — ^but  practically  there  were  only  four  55 
pames  mentioned  bef pre  me  a^  }iaying  used  this  pirogess  of  boiling  in  silver 
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fc.  '  - 1—         ,  — 

pans  out  of  the  whole  number  of  jam  manafactnrers  in  this  country ;  and  those 
four  wishing  to  advertise,  and  of  conrse  to  press  and  magnify  the  excellence  of 
their  goods  printed  on  their  labels  and  circnlars  in  plain  words  '^  Boiled  in 
"  silver  pans  "  ;  but  no  one  ever  used  the  catchword  "  Silverpan  "  or  attempted 
5  to  use  it  with  the  exception  of  a  man  named  Bentleyy  who  in  the  year  1893  or 
1894  appears  to  have  used  it.  There  was  some  little  difficulty  about  the  date, 
but  from  the  letters  produced  I  think  it  was  the  year  1893.  It  turned  out  that 
the  Plaintiffs  heard  that  he  had  been  using  the  word  '*  Silverpan,"  and  when 
they  wrote  to  him  about  it  he,  after  some  little  fencing,  alleged  that  it  had  been 

10  used,  but  not  by  him,  by  some  traveller  who  had  used  it  of  his  own  accord  and 
for  his  own  purpose — for  the  purpose  of  creating  trade — and  Bentley  undertook 
to  stop  it ;  and  from  that  time  it  never  had  been  by  anybody  until  shortly  before 
the  beginning  of  this  action.  What  happened  then  was  this — that  in  the  year 
1900  Mr.  Deakin^  who  as  I  have  said  supplied  the  Defendants  with  practically 

15  the  whole  of  the  jam  they  sold,  which  was  a  very  large  amount,  conceived 
the  idea  of  boiling  his  jams  in  silver  pans,  and  accordingly  he  did  so,  and  he  on 
his  labels  and  circulars  announced  that  he  did  so  by  printing  on  them  in  plain 
words  **  Boiled  in^ silver  pans."  The  Defendants  hearing  of  this  went  down  to 
see  the  process  and  after  some  conversation  with  Mr.  Deakin  they  determined 

20  to  do  something  of  the  same  kind  themselves.  Mr.  Bttahton^  one  of  the 
Defendants,  said,  *'  We  must  see  if  we  cannot  make  an  advertisement  out  of 
**  this  "  ;  but  instead  of  keeping  to  Mr.  Deakin's  perfectly  proper  description  of 
'*  Boiled  in  silver  pans  "  they  sat  down,  or  at  any  rate  their  manager  Mr.  PresU 
sat  down,  and  after  several  attempts  he  hit  upon  the  word  "  Silverpan "  or 

25  words  "  Silver  pan  "  ;  and  accordingly  Mr.  DeakirCs  label  having  come  out  on 
the  15th  of  July,  the  Defendants  got  their  circulars  out  and  received  them  on  the 
31st  of  July  1900,  and  they  began  immediately  or  soon  after  to  distribute  them. 
The  Plaintiffs  heard  of  this  about  the  6th  of  August  of  the  same  year,  and  then, 
without  communication  with  the  Defendants,  on  the  28th  of  August,  this  writ 

80  was  issued ;  and,  as  I  have  said,  it  was  based  on  two  grounds—the  Trade  Mark 
and  passing-off.  In  the  course  of  the  litigation  the  Defendants  countered 
by  moving  to  expunge  the  Plaintiffs'  Trade  Mark  from  the  Register,  in  which 
application  they  were  successful. 

The  matter  now  really  rests  upon  this — ^that  the  Defendants  issued    the 

35  circular  that  I  have  referred  to  on  the  31st  of  July  1900,  and  they  also  used  the 
large  poster,  referred  to  in  the  evidence  as  a  "  streamer,"  which  they  pasted  on 
their  shop  windows.  The  Defendants,  as  I  have  said,  are  grocers  carrying  on 
business  in  Wigan  and  Chorley,  but  they  are  in  no  sense  manufacturers  of  jam. 
They  are  merely  retailers  who  have  a  very  large  number  of  shops  in  Wigan  and 

40  the  district — about  36  shops  altogether.  They  are  also  manufacturers  and 
sellers  of  biscuits,  which  manufacture  they  carry  on  at  works  called  the 
"  Silverwell  Biscuit  Works  "  in  Wigan.  The  circular  of  which  complaint  was 
made  was  very  largely  scattered  about  the  whole  district  of  Wigan.  At  the  top  it 
has  "  A  2  lb.  Jar  Silverwell "  (then  there  is  a  dash), "  Silver  Pan  Strawberry,  lO^rf." 

45  "  O.  and  G.  RtMhtan^  Ltd, "  appears  printed  undoubtedly  a  few  lines  below. 
At  the  bottom  again  there  is  "  O.  and  G,  Hushtoriy  Ld'^  Below  there  is 
"Silverwell  Valley  Damsons."  Then  "O.  and  G.  Bushton''  appears  in 
several  places.  ^^  O.  and  G.  Bushton'a  addresses  are,"  so  and  so ;  but  their 
Silverwell  works  do  not  appear.    They  have  advertised  everything  that  they 

50  could  think  of,  but  they  did  not  put  in  the  Silverwell  Biscuit  Works.  Then  on 
the  second  page  there  are  a  number  of  lines  recommending  of  course  their 
goods—**  BiM?Uon  for  great  value  and  selection  in  drapery — Bushton's  for  the 
**  choicest  groceries — Bushton's  for  new  seasons  '  Silverwell  Valley '  Jams  " 
(**  Silverwell  Valley  "  being  between  inverted  commas),  and  so  on.    Below  that 

55  there  is  this  line  "  Silverwell  Valley  "  (with  a  comma),  "  Silver  Pan  "  in  larger 
type  than  the  "  Silverwell  Valley,"  and  there  **  Silver  Pan  "  is  between  inverted 
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commas  and  underlined).    Then  there  is  "  New  Seasons."    Then  below  that  is 
"  O.  afid  O.  Bushton  "  at  least  twice. 

The  streamer  of  which  complaint  was  made  was  headed  at  the  top  "  Silverwell 
'*  Valley  "  in  the  first  line,  then  in  the  second  line  in  mnch  larger  type  "  New 
"  Seasons  '* ;  then  on  the  right-hand  side  Silver  Pan  (two  words  but  without  5 
inverted  commas  and  not  underlined). 

The  Plaintiffs  say  that  the  effect  of  this  circular  and  streamer  is,  having  regard 
to  the  fact,  on  which  the  Plaintiffs  base  their  case,  that  the  term  **  Silverpan  *' 
means  Faulder8\  and  has  become  so  identified  with  Faulders  as  to  denote 
their  name  and  their  make — assuming  that,  what  the  Plaintiffs  say  is  that  this  10 
circular  and  that  streamer  must  mislead  persons,  who  are  familiar  with  and 
who  know  the  brand  of  "  Silverpan,"  into  going  into  the  Defendants'  shops 
and  asking  for  *'  Silverpan,"  and  then  being  misled  by  being  supplied  with 
goods  purchased  by  the  Defendants  from  somebody  else  and  called  *•  Silverwell 
'*  Silver  Pan."  What  I  have  to  decide  is— (1)  Whether  "  Silverpan "  is  so  15 
identified  with  the  Plaintiffs*  name  and  business  as  to  be,  as  one  of  the 
witnesses  said,  synonymous  with  the  Plaintiffs'  name,  and  (2)  Whether — 
assuming  that  the  two  are  so  identified  that  "  Silverpan  "  marmalade  and  jam 
means  Faulders*  marmalade  and  jam — the  Defendants'  circular  and  streamer 
are  calculated  to  deceive.  20 

The  law  is  clear.  A  good  many  cases  were  cited — I  do  not  know  why  they 
were.  The  leading  case  is  Reddaway  v.  Banham  (13  R.P.C.  218  ;  L.R.  1896 
A.C.  199),  where  the  law  is  stated  to  be  that  a  trader  is  not  entitled  to 
pass  off  goods  as  the  goods  of  another  trader  by  selling  them  under  a  name 
which  is  likely  to  deceive  purchasers,  whether  immediate  or  ultimate,  into  25 
the  belief  that  they  are  buying  the  goods  of  that  other  trader,  although  in  its 
primary  meaning  the  name  is  merely  a  true  description  of  the  goods.  In  this 
case  a  very  great  amount  of  the  evidence  for  the  Defendants  was  addressed  to 
this  point — the  opinions  of  persons  whether  "  Silverpan  "  meant  *'  Faulders " 
or  whether  it  meant  a  mode  of  description.  Of  course  nearly  all  the  Defen-  30 
dants'  witnesses  said  that  *^  Silverpan  "  meant  a  mode  of  description  and  not 
"  Faulders:' 

In  the  case  of  Reddaway  v.  Banham  the  Plaintiffs  had  sold  belting  known 
as  *'  Camel-hair  Belting,"  a  name  which  had  come  to  mean  in  the  trade  the 
the  Plaintiffs'  belting  and  nothing  else.  The  Defendant  began  to  sell  35 
belting  and  stamped  it  ^'  Camel-hair  Belting  "  so  as  to  be  likely  to  deceive  or 
mislead  purchasers  into  the  belief  that  it  was  the  Plaintiffs'  belting,  and 
endeavoured  thus  to  pass  off  his  goods  as  the  Plaintiffs'  goods  ;  and  it  was  held 
that  the  Plaintiffs  were  entitled  to  an  injunction. 

The  same  kind  of  case  was  Reddaway  v.  Bentham  Hemp  Spinning  Company  40 
(9  R.P.C.  503 ;  L.R.  1892,  2  Q.B.  639),  where  Lord  Justice  Lindley  and  Lord 
Justice  Lopes  said  that,  in  trying  a  case  of  that  kind,  it  ought  to  be  left  to  the 
jury  whether  the  words  **  Camel-hair  Beltinfl^ "  had  acquired  in  the  trade  the 
meaning  of  belting  made  by  the   Plaintiffs.     So  here.     Having  regard  to 
Reddaway  v.  Bentham. Hemp  Spinning  Company  the  first  question  I  have  to  45 
try  is  whether  or  not  the  term  '^  Silverpan  "  had  acquired  in  the  trade  the 
meaning  of  jam  made  by  Faulder  A  Co.    Then  the  Lords  Justices  said  the 
second  question  was  whether  the  Defendants'  description  of  their  belting  was 
likely  to  deceive  purchasers  or  to  induce  them  to  suppose  that  their  belting  was 
made  by  the  Plaintiffs.    Applying  that  to  this  case,  the  second  question  I  have  50 
to  try  is  whether  or  not  the  Defendants'  description  of  their  jam  was  likely  to 
deceive  purchasers  and  induce  them  to  suppose  that  their  jam  was  made  by  the 
Plaintiffs,  Faulders^  in  which  case  the  Plaintiffs  would  be  entitled  to  an  injunc- 
tion without  proof  of  an  intention  to  deceive ;  that  is  to  say,  if  the  Defendants 
use  a  description  which  is  calculated  or  likely  to  pass  off  goods  as  being  of  the  55 
Plaintifb'  make  when  they  are  not,  it  is  unnecessary  to  dive  into  their  minds 
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and  establish  any  anim/us  furandi  or  anything  of  that  sort.    It  is  enough  if 
they  use  words  which  are  calculated  to  deceive — the  Court  will  stop  them. 

The  same  thing  was  discussed  in  the  "  Stone  Ale  "  case  {Montgomery  v. 
Thompson,  8  R.P.C.  361 ;  L.R.  1891  A.C.  217).  I  only  refer  to  it  because 
5  of  the  expression  of  Lord  Herschell  in  that  case  (at  page  230  of  1891  Ap^al 
Cases),  the  Respondents  were  entitled  to  ask  that  a  rival  manufacturer 
shall  be  prevented  from  selling  his  ale  under  such  a  designation  as  to 
deceive  the  public  into  the  belief  that  they  are  obtaining  the  ale  of  the 
Respondents,  and  (this  is  the  important  part)  he  ought  not  to  be  less  restrained 

10  from  doing  so  because  the  practical  effect  of  such  a  restraint  might  be  much 
the  same  as  if  the  person  seeking  the  injunction  had  a  right  of  property  in 
a  particular  name.  That  is  important  in  this  case,  and  is  relied  upon  by  the 
PLskintiffs.  Although  their  Trade  Mark  has  been  expunged,  and  they  are  not 
entitled  to  the  benefit  of  their  mark  as  a  Trade  Mark,  still  they  are  entitled  ta 

15  the  benefit  of  the  general  law  which  says  that  persons  shall  not  offend  in  the 
way  that  the  Defendant  had  offended  in  the  case  that  I  have  referred  to,  and 
that  although  the  practical  effect  might  be  to  give  them  almost  a  property — the 
same  kind  of  property  in  the  name  which  they  would  have  had  if  they  had  had 
a  Trade  Mark,  or  if  the  Trade  Mark  had  been  held  good. 

20  Then  the  same  principle  was  referred  to  in  Powell  v.  Birmingham  Vinegar 
Brewery  Company  (14  R.P.C.  720 ;  L.R.  1897  A.C.  710),  and  Parsons  v. 
Gillespie  (15  R.P.C.  57  ;  L.R.  1898  A.C.  239),  and  in  Cellular  Clothing  Company 
V.  Maxton  and  Murray  (16  R.P.C.  397  ;  L.R.  1899  A.C.  326).  The  case  referred  to 
by  the  Defendants,  Beddaway  y.  Banham  (ubi  supra),  was  distinguished  too,  but 

25  it  was  distinguished  in  this  sense,  that  the  judgment  was  not  the  same  as  m 
Beddaway  v.  Banham,  and  it  was  held  that  the  Plaintiff  was  not  entitled  to 
relief,  first,  because  the  word  *'  cellular  "  was  an  ordinary  English  word  which 
appropriately  and  conveniently  described  the  cloth  of  which  the  goods  sold  by 
the  ^Respondents  were  manufactured ;   and,  secondly,  that  the  term  had  not 

30  been  proved  to  have  acquired  a  secondary  or  special  meaning  so  as  to  denote 
only  the  goods  of  the  Appellants. 

That  is  the  first  point  to  be  proved.  Of  course,  as  I  have  said,  there  are  two 
points,  first  of  all  whether  the  words  have  acquired  that  secondary  meaning.  As 
was  said  in  Beddaway  v.  Banham,  although  its  primary  meaning  might  be  the 

35  material  or  the  mode  of  manufacture,  the  person  complaining  must  prove  that 
the  term  had  acquired  that  secondary  or  special  meaning  to  denote  his  goods. 
As  that  failed  in  the  Cellular  Clothing  Company  v.  Maxton  of  course  the 
whole  case  broke  down,  and  that  is  no  authority  whatever  as  against  the 
law^stated  in  Beddaway  v.  Banham,  and  I  have  referred  to  that  law  because  it 

40  was  pressed  upon  me  that  the  Cellular  Clothing  Company  v,  Maxton  was  really 
the  last  word  on  the  subject,  and  distinguished  i^^cfe/au/ay  v.  Banham  ;  but  I 
do  not  think  that  in  any  way  whatever  it  was  there  intended  to  depart  from 
the  law  as  laid  down  in  those  cases  which  I  mentioned  at  the  beginning. 

Now  the  first  question  is,  has  the  word  *'  Silverpan  "  acquired  such  a  special 

45  meaning  that  *' Silverpan*'  jams  mean  Faulder s'  jams?  Of  course  the  first 
point  is,  as  I  have  said,  that  the  Plaintiffs  used  it  undoubtedly  from  the  year 
1887  down  to  the  commencement  of  the  action  and  to  the  present  time,  of 
course  as  a  Trade  Mark ;  but  still  it  has  been  used,  both  as  a  Trade  Mark  and 
separately,  without  any  attempt  by  anybody  to  interfere,  except  the  abortive 

50  attempt  of  Bentley,  which  was  abandoned,  and  the  attempt  of  the  Defendants 
which  caused  the  present  action.    The  Plaintiffs  have  advertised  it  very  largely. 
It  seems  they  have  spent  12,000/.  in  advertising.     I  do  not  propose  to  go 
through  all  the  various  modes  in  which  they  have  advertised,  or  to  go  through. 
the  different  forms  which  the  advertisements  assumed,  but  it  seems  that  the 

55  Plaintiffs  showed  in  the  ordinary  way  at  the  exhibitions  at  Manchester  and 
Edinburgh  and  Melbourne,  and  at  stalls  which  they  advertised  as  prominently  as 
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they  well  could  to  attract  attention.  They  advertised  repeatedly  and  constantly 
in  the  newspapers  which  circulate  in  this  district  and  in  the  district  of  Wigan. 
The  evidence  was  that  about  9,000  copies  of  the  **  Mail "  were  circulated  there, 
and  advertisements  appeared  frequency  in  that  paper  and  also  in  the  "'  Evening 
**  News  '•  and  in  the  "  Evening  Chronicle."  In  addition  to  that  there  were  5 
circulars,  invoices,  wrappers,  and  showcards  which  were  hung  in  shops,  and 
matters  of  that  kind  in  enormous  numbers.  Some  figures  were  given  by  one 
witness  who  was  called — I  think  it  was  about  a  million  circulars.  Many 
thousands  of  course  were  issued,  but  of  course  that  of  itself  is  not  enough ;  but  it  is 
something  for  the  purpose  of  creating  an  impression  in  the  minds  of  the  trade  10 
and  of  the  public  that  ^^  Silverpan  "  is  the  jam  or  manufacture  of  the  Plaintiffs, 
or  at  any  rate  is  a  special  brand  which,  having  had  once,  they  might  call  for 
again,  and  hope  they  were  getting  the  same  thing.  Then,  in  addition  to  that, 
letters  were  addressed  to  the  Plaintiffs  at  the  "Silverpan  Works."  I  have  said 
that  they  printed  prominently  in  very  large  letters  on  Uie  front  of  their  works  the  15 
word  "  Silverpan  "  but  that  might  only  catch  the  eye,  and  would  only  catch  the 
eye  of  persons  who  were  passing  by  the  works,  but  letters  were  addressed  to  them 
by  persons  up  and  down  the  country  at  the  "  Silverpan  Works."  They  are 
addressed  as  '*  The  Silverpan  Company ,"'and  a  bundle  of  letters  and  postcards 
were  put  in  from  customers  addressed  in  that  manner — ^to  "The  Silverpan  20 
^*  Works,"  and  to  "  The  Silverpan  Company,"  and  ordering  •*  Silverpan  "  Jam. 
And  from  the  evidence  it  is  clear  that  it  is  so  known,  and  that  customers 
come  into  shops  and  ask  for  ^'Silverpan"  jam  not  only  in  Manchester 
and  Stockport  and  the  surrounding  district,  but  as  &r  as  Clifton  and  Leicester 
and  Nottingham,  and  all  round  Rotherham,  and  Bolton — ^in  fact  all  round  the  25 
country.  But  the  evidence  is  not  so  strong  as  to  Wigan  as  it  is  as  to 
other  places,  and  the  question  is  whether  Wigan  is  a  place  where  it  is 
unknown — supposing  it  to  be  generally  known  all  over  the  country,  even  so 
far  distant  as  such  a  place  as  Leicester,  and  to  be  thoroughly  well  ^own  in 
Manchester  and  the  district-^the  question  is  whether  in  Wigan  it  is  unknown,  80 
or  whether  it  is  known  there  as  much  as  could  be  expected  by  a  name  which  is 
generally  known.  It  is  not  necessary  that  it  should  be  universally  known,  but 
generally  known  as  the  Plaintiffs'  name.  What  we  have,  as  far  as  Wigan  itself  is 
concerned,  is  that  there  are  a  number  of  shops  which  the  Plaintiffs  had  supplied 
with  their  jams — shops  which  display  their  showcards — and  they  supplied  them  35 
with  jars  with  "  Silverpan  "  upon  them  ;  and  in  Chorley  there  was  an  enormous 
poster  shown,  with  "  Silverpan  "  in  large  type  and  between  inverted  commas, 
of  which,  as  far  as  the  evidence  before  me  goes,  fifteen  copies  were  posted  in 
Wigan  itself  for  three  months,  and  that  itself  would  give  plenty  of  opportunity 
for  persons  in  Wigan  to  become  acquainted  with  this  name;  and  there  40 
is  evidence  that  both  in  Wigan  and  in  Chorley  itself  people  did  ask  for 
*^  Silverpan."  But  it  is  to  be  observed  that  the  business  done  by  the  Plaintiffs 
in  Wigan  is  small  in  comparison  with  the  enormous  amount  of  business  in  jams 
which  is  done  by  the  Defendants ;  but  because  the  business  done  in  Chorley  by 
the  Plaintiffs  is  small  as  compared  with  that  done  by  the  Defendants,  that  is  45 
no  reason  why  the  Defendants  should  be  at  liberty  to  take  the  benefit  of  the 
Plaintiffs'  name  and  reputation  and  adopt  their  catchword  (if  it  is  a  catchwoid). 
It  was  not  put  quite  in  that  way.  It  was  put  that  it  was  extremely  improbable 
that  such  persons  as  the  Defendants  would  do  it.  Of  course,  I  must  have 
regard  to  the  probabilities  and  the  improbabilities ;  but  after  all  if  they  have  50 
done  it  it  is  irrelevant — I  must  disregard  the  improbability.  On  the  contrary, 
I  am  not  aware  that  because  a  person  does  a  large  trade  that  he  is  above 
driving  out  a  smaller  man,  because  we  all  know  that  in  these  days  the 
expansion  of  business  is  such  that  the  tendency  is  to  annihilate  the  smaller 
persons  so  as  to  get,  as  far  as  possible,  not  only  a  large  trade  but  a  certain  55 
monopoly.    I  do  not  think  there  is  much  in  the  point,  that  the  business  of  the 
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Defendants  in  volume  is  mnch  larger  than  the  basiness  of  the  Plaintiffs ;  bnt  I 
am  satisfied  that  there  is  enough  business  of  the  Plaintiffs  in  Wigan  for  them 
to  ask  for  the  protection  of  the  Court. 
There  is  another  point  and  that  is  this — ^that  the  evidence  of  the  Defendants 
5  was  that,  whatever  the  Plaintiffs  had  been  doing  in  other  parts  and  although 
they  had  been  known  as  jam  manufacturers  for  many  years  in  Wigan,  it 
looked  as  if  their  travellers  had  by  some  oversight  rather  neglected  Wigan, 
which  might  account  for  the  Plaintiffs  not  being  quite  so  well  known  there  as 
they  are  in  several  of  the  surrounding  districts.    I  am  still  on  the  point, 

10  whether  or  not  the  Plaintiffs'  manufacture  is  known  as  ^^  Silverpan/'  or  con- 
versely whether  "  Silverpan  "  conveys  the  idea  of  Faulders^  whether  persons 
knew  FauUlers^  name  or  not.  If  a  man  is  accustomed  to  buy  a  certain 
brand  which  has  become  a  catchword,  very  often  he  forgets  the  name 
of  the    maker.      He    might  remember    jam  that    he    bought,   which  was 

15  undoubtedly  FaiMer  Jk  CoJ's  jam,  and,  wishing  to  get  the  same  jam  again,  in 
asking  for  ^*  Silverpan  "  he  would  buy  it  in  the  expectation  of  getting  the  same 
brand,  that  is  Fauldera^  brand  ;  therefore  I  am  not  at  all  sure  it  was  an  absolute 
necessity  that  a  person  asking  for  ''  Silverpan ''  should  have  in  his  mind  also 
the  name  of  Faulder.    The  argument  was  based  upon  the  fact,  that  the  name 

20  ^  Fatdder "  was  always  used  in  connection  with  the  jam.  On  this  point  the 
Plaintiffs'  case  it  seems  to  me  received  a  good  deal  of  corroboration  from  the 
evidence  of  the  Defendants,  when  you  come  to  look  at  the  witnesses  that  the 
Defendants  called.  Take  Mr.  Prestty  who  was  their  secretary  and  manager  and 
a  director  of  the  Defendant  Company.    He  was  the  one  who  discovered  this  term 

25  **  Silver  Pto.''  After  the  communication  with  Mr.  Deakin  he  said  he  thought 
it  better  to  have  some  short  word  to  describe  the  jam  as  having  been  boiled  in 
silver  pans.  He  said  ^*  I  thought  it  an  easy  quick  way  of  getting  it  down  to  two 
**  words.  I  tried  several  ways.  I  got  it  down  to  two  words  without  a  thought  of  any 
**  other  maker  or  dealer.    It  was  an  entirely  original  idea  of  mine  to  put  it  in  that 

80  **  way."  But  Mr.  Prestt  himself  had  said  before  that,  "  I  have  seen  *  Silverpan ' 
•*  in  connection  with  Fauldera^  name  years  ago—'  Grocers'  Chronicle,'  *  Grocers' 
'* '  Review.'  I  had  seen  it  in  1900  in  newspapers."  So  that  PreaU^  the  man 
who  had  invented  this  name,  who  drew  this  circular  for  the  Defendants,  knew 
the  name  "  Silverpan "  in  connection  with  Fauldera.    Then  if  you  take  Mr. 

35  Rushton^  one  of  the  directors,  he  agreed  with  every  word  of  Mr.  PresUy  and  said 
that  they  used  to  do  a  little  business  with  Faulders  before  1890.  Then,  when 
he  was  examined  as  to  what  he  knew,  he  said  he  was  present  at  the  Manchester 
Exhibition  and  saw  Faulders*  stall.  There  is  a  photograph  of  Faulders^  stall 
in  evidence,  and  anybody  that  saw  Faulders^  stall  could  not  avoid  observing  the 

40  word  **  Silverpan  "  printed  all  over  the  place,  and  even  the  young  women  who 
were  behind  the  counter  had  **  Silverpan "  in  silver  letters  bound  round 
their  heads  or  somewhere ;  at  any  rate  nobody  could  be  present  at  that  stall 
without  seeing  the  word  "  Silverpan."  Then  he  said,  '*  I  have  seen  *  Silverpan ' 
^  advertised  in  the  papers,  just  like  any  other  jam  makers."    Then  he  said, 

45  *'  I  took  it  to  mean  that  they  boiled  in  silver  pans ;  it  is  a  descriptive  word." 
It  may  be  a  descriptive  word,  and  he  may  swear  that  with  perfect  truthfulness ; 
but  although  it  may  originally  have  had  some  foundation  in  the  description 
of  the  mode  of  manufacture,  the  question  is,  having  regard  to  the  way  it  is 
nsed,  whether  it  had  not  come  to  mean  FaiUder8\    Then  Mr.  Deakiriy  who 

50  manufactures  for  the  Defendants,  said,  '*  Before  1000  I  made  jams  in  copper 
**  pans.  I  had  heard  of  their  being  made  in  silver  pans  by  Ohivers^  Fauldera^^^ 
and  so  on.  So  that  he  knew  something  about  Faulders.  He  does  not  go  I 
think  further  than  that  he  had  heard  of  Faulders  making  in  silver  pans. 
He  said,  **  Faulders  have  very  little  trade  in  Wigan.    It  is  very  small.    The 

5$  ^  only  place  I  have  seen  it  at  is  MonVs^'* — ^that  is,  he  has  seen  Faulders^  jams, 
and  the  evidence  is  that  wherever  there  were  FauJd^^  jams  their  name 
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'^  Silverpan "  was  on  the  jars.     He    said  that  he  had  seen  it  at  Mank^s. 
Monk  -was  Faulders"  largest  customer  in  Wigan.    He  is  not  a  very  laiige 
customer  as  far  as  volume  of  business  goes  as  compared  with  the  Defendants, 
stiU  he  is  a  customer,  and  it  is  an  admission  by  Deakin  that  he  had  seen 
Faulders*  goods  in  Monk's  shop.    Then  there  is  Mr.  Nesbitty  who  is  the  5 
secretary  of  the  Wigan  Equitable  Society,  who  said,  "  I  believe  that  before  1900 
'*  *  Silverpan '  had  been  advertised  in  conjunction  with  Faulders.^^    Then  there 
is  Mr.  Faulkner,  the  shop  inspector  of  the  Defendants,  who  said,  "  I  have  seen 
"  Faulders'  *  Silverpan '  advertised  in  circulars.    '  Silverwell  Valley  •  is  used  as 
**  the  Defendants'   brand."    These  are  the  Defendants'  witnesses.    Mr.   Qee  IQ 
said,  '*  I  should  say  that  Fauld^ers  are  not  known  generally  in  Wigan.    They 
**  have  no  trade  which  it  would  be  an  object  of  Jiushtons  to  obtain.    Faulders 
"  called  on  me  eighteen  months  or  two  years  ago..   They  did  not  get  an  order. 
''  That  is  the  only  time  that  I  am  aware  of."    So  that  he  seems  to  have  had 
some  knowledge  at  any  rate  of  FaulderSy  though  he  .does  not  admit  the  mark  or  15 
the  name.    Then  Telfer^  who  was  also  a  grocer,  said,  "  I  know  FavMera  by 
'<  repute.    I  was  unaware  that  Faulders'  jams  were  sold  in  Wigan  before  the  case 
"  came  on  "  (meaning  either  the  Trade  Mark  action  or  probably,  the  motion  for 
the  injunction).    "  I  have  never  seen  Faitlders'  jams  sold  or  advertised  in  Wigan. 
"  I  had  seen  *  Silverpan'  in  Manchester  papers  but  never  in  Wigan."    So  Te^fer  20. 
was  aware  of  "  Silverpan."    Then  Latimer^  another  grocer  in  Wigan  said,  "I 
"  have  seen  *  Silverpan '  used  in  connection  with  Faulders  many  years — adver- 
"  tised  in  newspapers."    Then  Howe,  another  grocer,  said  he  knows  FaulderSy 
though  he  does  not  keep  their  goods  and  has  not  had  any  for  some  time,  and  he 
has  known  them  by  repute  for  some  years.    He  never  saw  any  advertisement  25 
with  "  Silverpan  "  on  it  in  Wigan  and  never  saw  the  poster.  Then  he  said,  "  I  have 
''  seen  the  poster"  (he  meant  the  poster  that  was  put  up  in  Court  that  had  been 
up  for  13  weeks  in  Wigan).    "  I  have  seen  '  Silverpan  '  up  on  Faulders'  adver- 
"  tisements  in  Manchester  when  passing."    Then  Stainforthy  another  grocer  at 
Choriey,  had  never  seen  any  advertisement  of.  the  Plaintiffs  in  Chorley  before  30^ 
1900,  but  he  had  seen  Faulders'  advertisements  of  *'  Silverpan  "  in  Derby.    So 
apparently  he  had  not  seen  it  in  Wigan  or  Choriey,  but  had  seen  it  in  Derby. 
Very  curiously,  Mr.  Parsons,  the  Defendants'  manager,  when  he  was  cross- 
examined,  after  saying   that  ^'  Silverpan  "  would  not  be  misleading  unless  the 
name  of  Faulder  was  there,  said,  '^  If  anyone  came  into  our  shop  and  asked  for  35. 
"  *  Silverpan,' "  I  should  tell  her  we  do  not  keep  Faulders'  '  Silverpan '  jam  ;  I 
'*  should  tell  her  what  jams  we  kept.    If  a  person  came  in  and  asked  for 
"  *  Silverpan '  jam  I  should  not  give  it  because  we  not  keep  it.    I  should  ask 
'•  whether  she  meant  '  Silverwell '  jam  ;  we  have  no  '  Silverpan '  jam."     It  is 
quite  clear  that  in  his  mind  all  the  way  through  he  knew  perfectly  well  what  40 
*'  Silverpan  "  jam  was  ;  and  those  answers,  although  he  thought  he  was  giving 
evidence  against  the  Plaintiffs,  imply  that  he  knew  what  '^  Silverpan  "  jam  was  ; 
otherwise  why  should  he  have  said,  "  I  should  not  give  it  because  we  do  not 
"  keep  it "  ?    Nearly  all  the  Defendants'  witnesses  swore  that  "  Silverpan " 
conveyed  no  idea  of  any  particular  jam  or  maker's  jam  but  only  a  mode  of  45 
description.    Why  should  Mr.  Par807is  say,  "  We  do  not  keep  it,"  when  their 
glory  was  that  they  were  keeping  jam  boiled  in  silver  pans  and  when  they  had  got 
this  circular  out  for  the  purpose  of  informing  everybody  in  Wigan  and  the  district 
that  they  were  keeping  jams  boiled  in  silver  pans  ?    He  knew  **  Silverpan  "  as  a 
distinct  brand.    Whether  he  knew  Faulders'  name  in  connection  with  it  or  not  50- 
I  do  not  know.     It  is  difficult  to  believe  that  these  persons  did  not  know  when 
they  were  receiving  the  trade  papers  with  the  trade  advertisements.    A  remark- 
able thing  pointed  out  in  the  argument  was  that  all  the  Defendants'  witnesses, 
with  the  exception  of  one  or  two  whom  one  would  not  expect,  to  know  anything 
about  it,  jam  manufacturers  from  Rushen  and  from  St.  Helens,  and  people  of  that-  5{^. 
kind-^practically  all  the  business  and  trade  witnesses  for  the  Defendants,  more 
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or  less  and  as  much  as  yon  would  expect  from  Defendants'  witnesses,  were 
familiar  with  "  Silverpan  "  and  Faulders  in  connection  with  it, 

I  have  not  gone  into  detail  as  to  the  Plaintiffs'  witnesses,  because  as  one 
would  naturally  expect  on  that  side  they  all  swore  very  positively  that 
5  **  Silverpan  "  meant  Faulders  and  Faulders  meant  "  Silverpan,"  and  that  the 
two  were  synonymous,  and  that  everybody  of  course  knew  ;  and  that  the 
constant  or  frequent  practice  was  for  persons  to  come  in  and  ask  sometimes 
for  Faulders*  jam  and  sometimes  for  "  Silverpan  "  jam. 

Under  these  circumstances  I  think  it  is  proved  to  my  satisfaction  that  the 

10  first  point  is  made  oui^— that  is  to  say,  that  "  Silverpan "  has  acquired  a 
secondary  meaning,  which  is,  the  jam  manufactured  by  Faulders. 

The  second  and  only  point  left  is,  whether  or  not,  that  being  so,  this  circular 
and  poster  are  suf&cient  to  bring  me  to  answer  the  second  point  in  the 
afiOrmative — ^that  is  to  say,  whether  they  are  calculated  to  mislead  persons  into 

15  supposing  that  if  they  went  into  the  Defendants'  shop  they  would  get  Faulders' 
jam — that  is,  the  real  "Silverpan"  jam.  The  contention  before  me  largely 
was  that  the  word  "  Silverpan  "  was  merely  descriptive  and  was  not  distinctive. 
But  when  the  case  came  on  before  the  Appeal  Court  for  the  purpose  of 
rectifying  the  Register  and  expunging  the  Trade  Mark  the  argument  was  that 

20  the  word  "Silverpan"  was  not  distinctive,  that  it  was  mej;ely  descriptive. 
I  believe  that  the  Plaintiffs'  Counsel  before  Mr.  Justice  Kekewich  and  before 
the  Court  of  Appeal  both  contended  that  it  was  descriptive — that  is  for  the 
purpose  of  the  application  in  the  Trade  Mark  case  ;  but  their  argument  was  not 
accepted  by  the  Court.    What  Lord  Justice   Vaughan    Williams  said  (and  it 

25  must  be  taken  of  course  with  reference  to  the  discussion  as  to  the  meaning  of 
the  special  clause  in  the  Trade  Marks  Act),  *'  The  question  we  have  then  to  ask 
**  ourselves  here  is  whether  the  word  '  Silverpan ' "  (and  he  treats  it  as  one  word 
there)  ^*  \b  prima  fade  distinctive  as  used  in  the  advertisement  in  the  Trade 
"  Marks  Journal.    In  my  judgment  it  is  prima  fa^ie  distinctive  ;  it  is  not  an 

30  "  English  word  ;  it  is  a  word  which  is  formed  by  putting  together  two  common 
"  words.  I  entirely  agree  with  Mr.  Warrington  that  in  considering  the 
^^  question  we  must  have  regard  to  the  state  of  things  which  existed  at  the 
"  time  of  the  registration,  and,  taking  that  to  be  so,  it  seems  to  me  that  the 
"  word  is  prima  facie  distinctive."    That  is  based  of  course  on  the  fact  that 

35  the  word  "  Silverpan  "  in  the  Trade  Marks  Journal  advertisement  and  in  the 
Trade  Mark  itself  is  treated  as  one  word. 

In  the  Defendants'  circular  and  poster  it  is  treated  as  two  words,  "  Silver  " 
and  then  "  Pan."  If  "  Silverpan  "  had  been  a  good  Trade  Mark  I  should  have 
had  no  hesitation  whatever  in  saying  that  the  breaking  up  of  the  word  into  two 

40  component  parts  like  that  was  a  coloui'able  variation  of  the  Trade  Mark ;  and 
if  the  reasoning  is  sound  and  the  decision  is  sound  that  I  have  come  to  that  the 
word  "  Silverpan "  has  come  to  mean  practically  FaulderSy  I  do  not  think  it 
matters  particularly  about  the  slight  variation  of  splitting  it  up  into  two  words. 
The  substance  is  **  Silverpan."  I  did  not  notice  it  at  first  till  after  the  case  had 
45  been  on  some  little  time,  and  then  I  observed  the  difference  between  the  one 
word  and  the  two  words.  It  is  not  everybody  who  would  notice  it,  and  I 
observe  that  it  does  hot  a})pear  to  have  struck  the  Plaintiffs'  pleader,  because  in 
describing  the  advertisements  of  which  he  complains  he  does  not  complain  of 
the  words  "  Silver  Pan."  two  separate  words,  but  he  says  that  they  have  been 
50  selling  gooclur  of  the  Plaintiffs'  manufacture  under  the  title  of  "  Silverpan  " 
(one  word)  or  **  Silver-Pan "  (connected  with  a  hyphen).  He  does  not 
complain  at  all  of  the  actual  circular  consisting  of  "  Silverpan,"  that  is  two 
separate  words  in  one  word,  but  two  words,  and  not  two  words  connected  with 
a  hyphen ;  and  probably  in  the  days  of  special  demurrers  that  Statement  of 
55  Claim  might  have  been  demurrable,  but  under  the  circumstances  I  think  it  can 
be  allowed  to  pass. 
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The  real  point  is  that,  if  the  word  "  Silverpan  *'  as  originally  used  has  come 
to  have  that  secondary  meaning,  I  think  that  it  is  immaterial  whether  it  is 
"  Silver  Pan "  in  two  words  or  whether  it  is  connected  with  a  hyphen ;  it 
really  means  the  same  thing,  and  the  ordinary  public  would  not  notice  the 
difference  ;  and,  as  I  say,  it  does  not  seem  to  have  occurred  to  the  Plaintiflb'  5 
or  the  Defendants'  Counsel  to  have  called  attention  to  the  fact  that  what  is 
alleged  against  the  Defendants  in  the  pleadings  is  not  the  thing  which  they 
have  in  fact  precisely  done.  But  I  do  not  think  it  a  matter  of  injiportance 
more  than  this — ^that  it  does  help  me  to  arrive  at  the  conclusion  that  an  ordimiry 
person  would  not  notice  the  little  variation  between  "  Silverpan  "  in  one  word  10 
and  "  Silver  Pan  "  with  the  "  P  "  at  a  little  distance  from  the  "  r." 

Then    the    curious  thing  is  this — that  the   Defendants  themselves  claim 
"  Silverwell "    between  inverted  commas    and    "  Silverwell    Valley."    They 
issued  a  pamphlet  with  an  account  of  the  goods  suppliedlby  them,  and  on  the  last 
page  but  one,  the  inside  page  of  the  outer  cover,  they  have  a  list  of  their  15 
"brands"    as    they    call    them,    and    amongst    them  are  "Silverwell"  and 
"  Silverwell  Valley."    They  claim  those  as  their  brands  of  course  ;  and  on  this 
circular  the  words  "  Silverwell  Valley  "  are  used  before  the  word  "  Silverpan  " ; 
and  some  of  their  witnesses  said  that  they  claimed  "  Silverwell  Valley  "as  their 
brand,  and  in  fapt  they  made  application  to  register  it  as  a  Trade  Mark  and  20 
were  refused  ;  and  although    they  all  claimed  that   "  Silverwell   Va^ey "    is 
well  known  in  the  district  as  their  brand,  and  as  equivalent  everywhere  to 
" jRtisUon'a,"  none  of  them  would  admit  that  "Silverpan"  means  Faulders^ 
even  though  they  had  heard  the  evidence  and  were  warned  that  they  most 
assume   that    "Silverpan"    was   as    to    FavMers  in    the   same    position  as  25 
*'' Silverwell "    as  to    Ruahton.    Although    they  claimed  that    "Silverwell" 
would    convey  the    Idea  of  •  the    Defendants,    they  would    not    admit   that 
"  Silverpan  "  meant  Faulders.    But  why  did  they  take  the  word  "  Silverpan,"  or 
the  two  words  "  Silver  Pan  "  if  you  like,  instead  of  "  Silverwell  Valley  "  ?    If 
they  merely  wished  to  call  attention  to  the  fact  that  it  was  their  jam,  meaning  30 
merely  jams  bought  by  them,  or  to  call  attention  to  the  fact  that  it  was  the 
mode  of  manufacture,  "Boiled  in  silver  pans,"  why  did  not  they  imitate 
Deakin,  who  had  honestly  described  his  as  '^  Boiled  in  silver  pans,"  and  the 
other  three  people,  if  they  had  heard  of  them,  who  described  theirs  fully 
as  "  Boiled  in  silver  pans "  ?     Why  did  they  take  the  catchword  or  catch-  35 
words  "  Silver  Pan  "  ?    Their  excuse  is  that,  Mr.  Deakin  having  made  the  change, 
they  determined  to  attract  attention.    But  the  way  of  attracting  attention 
would  have  been  to  have  put  in  a  line  saying  that  their  jam  was  now  boiled  in 
silver  pans  so  as  to  avoid  contact  with  copper,  and  so  on.    However  that  may 
be,  why  did  they  use  the  inverted  commas  ?    The  poster  that  was  in  Wigan  40 
had  the  words  "  Silver  Pan  "  in  inverted  commas.    Why  did  they  put  "  Silver 
"  Pan  "  between  inverted  commas  ?     There  is  great  difficulty  in  answering 
that,  and  I  have  never  been  able  to  get  outside  the  ordinary  meaning.    The 
construction  of  the  document  is  for  me.     The  meaning  of  inverted  commas  is 
that  it  is  a  quotation.    That  is  the  ordinary  meaning  of  inverted  commas.  45 
They  separate  words  which  are  so  used  from  the  ordinary  text  for  which 
the  writer  is  supposed  to  be  responsible  and  which  are  supposed  to  be  his 
property.    He  says,  "  I  am  now  transferring  somebody  else's  words  into  my 
"  text ;  I  acknowledge  that  it  is  not  mine,  but  is  the  property  of  somebody 
"  else.    Therefore  I  put  it  between  inverted  commas."    My  opinion  is  tha^  50 
this  "  Silverwell  Valley  Silver  Pan  "  is  ambiguous.    At  first  sight  it  might 
mean,  as  one  of  the  witnesses  said,  that  they  had  two  brands — their  own 
brand,  which  is  "  Silverwell  Valley  "  between  inverted  commas  and  referred 
to  below  in  the  circular  as  "Silverwell  Valley,"    and  then  "Silver  ftm" 
between  inverted  commas  and  underlined,  another  brand  ;  and  if  it  is  true  55 
that  "Silverpan"  has  acquired   the  meaning  of  ^^Fauldera^^  then  putting 
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it  between  inverted  commas  means  this :  "  Come  to  ns,  RiMhton%  the 
**  grocers  who  supply  you  with  everything  that  is  good,  the  great  and  successful 
"  providers,"  as  they  describe  themselves — "  Come  to  us  the  *  Silver  well  Valley  • 
**  shop  and  you  will  get  Faulders*  marmalade  and  jams ;  you  will  get  the 
5  **  *  Silverpan ' " — as  identified  in  my  opinion  and  in  the  opinion  of  the  Plaintiffs' 
witnesses  with  men  in  the  trade  it  is  identified,  and  meant  to  be  identified  in 
the  mind  of  persons  who  knew  of  course  "  Silverpan  "  or  "  Faulders.^^  If 
they  did  not  know  no  harm  is  done  of  course  ;  but  if  they  did  know  what  the 
whole  case  proceeds  on,  viz, — that  Faulders*  is  known  as  "Silverpan"  and 

10  "  Silverpan  "  means  Faulders* — if  they  knew  that,  the  fair  meaning  of  this 
"Silver  Pan"  is,  with  the  "Silverwell  Valley"  which  is  identified  with 
RtishtonSy  that  Ri^JUons  are  selling  Faulders'  jams  and  that  you  can  get  them 
at  this  shop.  We  have  it  that  Mr.  Preatt  kiiew  the  name  before.  He  said 
that  he  wanted  to  get  it  down  to  two  words,  and  that  was  his  original  idea. 

15  According  to  the  case  of  Reddaway  v.  Banham^  you  are  not  bound  to  prove  an 
intention  to  deceive.  The  Plaintiffs  are  not  bound  t«  prove  that  when  he  put 
those  words  in  he  intended  to  deceive.  It  is  enough  that  he  put  them  there. 
But  I  am  bound  to  say  that  I  have  very  great  difficulty  in  entirely  accepting 
his  statement  that  it  was  an  original  idea.    I  think  whether  it  was  intentional, 

20  or  whether  it  surged  up  in  his  mind  as  a  kind  of  unconscious  cerebration, 
he  got  the  idea  ultimately  from  Faulders.  Then,  even  supposing  that 
"  Silverwell  Valley"  means  Rushton's,  then  all  it  reads  is  "  Ruahtan's  Silver 
"Pan."  Even  if  that  were  so  it  would  convey  to  everybody  the  idea  of 
"  Bushton's  Silver  Pan."    That  was  the  case  of  Reddaway  v.  Bentham  Hemp 

25  Spinning  Company  (ubi  supra),  because  the  evidence  there  was  that  Reddaway^s 
was  described  as  "  Reddaway^s  Camel-hair  Belting  "  and  the  Defendant's  was 
described  as  ^^  Bentham' s  Camel-hair  Belting."  The  whole  point  is,  that  if 
the  primary  word  has  acquired  with  certain  persons  a  secondary  meaning  of  a 
special  manufacture,  then  it  is  not  enough  merely  to  put  the  name  of  somebody 

30  else  in  front  of  it.  It  must  be  distinguished  in  such  a  way  that  it  will  not  be 
likely  to  deceive. 

Then  a  number  of  other  objections  were  taken — that  the  Plaintiffs  had  used 
the  Trade  Mark  containing  the  word  "  Trade  Mark,"  "  Silverpan,"  and  "  Henry 
"  Faulder  &  Co^  with  the  Trade  Mark  on  ;  and  it  was  said  that  this  was  a  mis- 

35  representation  which  disentitled  the  Plaintiffs  to  relief  in  this  Court,  and 
Gheavin  v.  Walker  (L.R.  5  C.  D.  859)  was  referred  to.  But  in  Gheavin  v.  Walker 
the  Plaintiff  was  endeavouring  to  enforce  protection  for  a  Trade  Mark  contain- 
ing a  misrepresentation ;  and  the  Court  will  never  give  protection  to  conduct 
of  that  kind.     The  fact  is  that    here  the  word  "  Silverpan "    has  become 

40  identified  with  the  Plaintiffs  otherwise  than  merely  in  connection  with  the 
Trade  Mark,  and  they  are  not  complaining  about  an  infringement  of  their 
Trade  Mark  or  the  whole  of  their  label ;  all  that  they  are  complaining  about  is 
the  word  *'  Silverpan."  What  they  are  asking  is  not  for  protection  of  a  label 
which  contains  a  misrepresentation  or  the  whole  of  a  statement  which  contains 

45  a  misrepresentation — because  it  is  now  a  misrepresentation  to  say  that  they  have 
a  Trade  Mark  ;  but  at  any  rate,  however  that  may  be,  at  the  time  this  action 
was  begun  they  were  entitled  to  use  that  phrase  and  to  use  that  Trade  Mark  ; 
and  it  is  merely  by  the  decision  of  the  Appeal  Court  given  since  the  com- 
mencement of  this  action  that  that  Mark  has  been  expunged.  In  Siegert  v. 
50  Findlater  (L.R.  7  C.  D.  801),  Mr.  Justice  Fry,  after  holding  that  there  was  in 
feet  no  misrepresentation  in  the  wrappers  in  question,  said  that  even  if  there 
had  been  a  misrepresentation  not  made  till  after  the  commencement  of  tiie 
action  it  would  not  have  affected  the  Plaintiffs'  title  to  relief.  If  there  is  any 
misrepresentation  here  it  is  a  misrepresentation  which  has  arisen  by  the  act  of 
55  the  Court  of  Appeal  which  took  place  after  the  commencement  of  this  action, 
md  9iB  the  Def  ei^daQts'  witnesses  said  the  Def  end^pits  hsA  in  the  first  instance 


490  REPORTS  OP  PATENT,  DESIGN,        [July  15, 1903. 

Faulder  A  Co.^  Ld.  v.  O.  and  G.  Bushton,  Ld. 

obtained  a  jadgment  of  one  of  the  judges  of  the  High  Court  in  their  favour,  and, 
although  that  has  been  overruled  in  the  Appeal  Court,  the  time  for  appeal  to  the 
House  of  Lords  has  not  yet  expired.  But  that  of  itself  is  not  a  justification  for 
the  user,  and  the  disregard  of  the  judgment  of  the  Appeal  Court  so  far  as  it 
goes.  At  any  rate  as  the  Plaintiffs  are  asking  simply  to  restrain  the  Defendants  5 
from  passing  off  their  goods  by  the  use  of  this  circular,  so  it  does  not  appear  to  me 
that  it  is  necessary  for  them  to  make  out  their  right  to  make  the  misrepresenta- 
tion, if  it  is  a  misrepresentation,  and,  if  it  wa&,  in  my  opinion  it  is  a  perfectly 
honest  and  natural  mistake  to  have  made  and  not  such  a  mistake  as  v^ould 
disentitle  them  to  relief  in  this  Court.  10 

I  have  already  dealt  with  the  objection,  that  was  made  a  good  deal  of,  about 
the  comparatively  small  trade  and  the  improbability  of  its  being  taken.  It 
seems  to  me  that  has  nothing  to  do  with  the  case.  If  there  is  any  business 
of  appreciable  amount  the  Plaintiffs  are  entitled  to  protect  their  rights. 

Then  it  was  said  that  no  letter  was  vnritten  before  the  commencement  of  the  15 
action.    But  then  there  was  an  easy  way  of  stopping  the  writ.    As  a  matter  of 
courtesy  it  is  usual  and  proper  that  a  letter  should  be  written  for  the  purpose 
of  warning  the  proposed  Defendant  of  what  is  going  to  be  done,  so  as  to  give 
him  an  opportunity  of  explaining  or  withdrawing.    But  in  cases  where  a  man 
is  caught  taking  another  man's  trade  or  property  sometimes  it  is  desirable  to  go  20 
on  without  delay  so  as  to  cut  it  short,  and  in  this  case  possibly  the  PlaintiflEs 
wanted  to  make  sure  of  the  evidence  that  they  could  get  before  anything  could 
be  done  which  might  interfere  with  proof  of  their  case.    At  any  rate,  if  there 
were  observations  of  that  kind  to  be  made  it  does  appear  that  the  Defendants  in 
person  communicated  with  the  Plaintiffs  in  person  going  behind  the  back  of  25 
their  solicitor.    So  if  there  has  been  a  breach  of  etiquette  on  one  side  there  has 
been  a  breach  of  etiquette  on  the  other.    However  that  may  be,  as  a  matter  of 
fact  the  Defendants  have  fought  the  action.    They  could  have  stopped  the 
action  if  they  wished  at  the  very  beginning  by  saying  "  we  do  not  wish  to  use 
**  it :  we  will  submit  to  an  injunction  and  pay  the  costs."    They  could  have  30 
stopped  it  at  once,  but  they  fought  it  very  actively  indeed  by  carrying  the  war 
into  the  enemy's  country,  and  getting  the  Trade  Mark  struck  off  the  Register. 
Having  fought  it  in  that  way,  I  do  not  see  that  they  have  anything  special 
to  complain  of. 

Then  it  was  said  that  nobody  was  deceived.      There  are  a  good  many  35 
observations  to  be  made  about  that.    A  man  who  finds  that  his  trade  is  being 
infringed  frequently  says  "  I  will  go  to  the  Court  at  once,  and  stop  it  imme- 
"  diately,"  and,  under  those  circumstances  it  is  not  likely  that  there  would  be 
evidence  of  any  person  being  actually  deceived,  because  his  object  is  to  stop  it 
immediately.    There  are  a  good  many  observations,  although  only  obiter  dicta^  40 
of  Lord  Justice   Vatf^han    Williams  in  the  case  of  Price^a  Patent  Candle 
Company^  Ld.  v.  Jeyes  Sanitary  Compounds  Company^  Ld.   (19  R.P.O.  17), 
which  deal  with  a  number  of  points  of  this  kind,  such  as  that  this  was  only  a 
poster,  and  that  there  was  no  actual  deception  and  other  such  things.    For 
instance,  on  page  22  the  argument  was,  ^^  I  will  take  the  case  of  the  purchaser  45 
*^  who  knows  that  the  ship  mark  soap  is  a  good  soap  without  knowing  who  is  the 
"  manufacturer  of  it."     That  goes  to  the  question  of  knowing  tite  name  of 
Faulders.    "  He  knows  perfectly  well  when  he  gets  a  packet  of  that  soap  that 
**  it  is  Jeyes  soap."    Then  the  Lord  Justice  said,  "  But  he  still  thinks  it  is  ship 
"  mark  soap."    That  is  the  point.    A  man  may  still  think  he  is  getting  "  Silver-  50 
'*  pan "  jam  without  knowing  who  the  manufacturer  was  or  his  name.    With 
respect  to  the  poster,  on  page  23,  the  argument  being  that  the  goods  were  not 
sold  in  vnappers— and  a  great  point  was  made  in  this  case  that  the  Defendants 
had  not  sold  the  goods  with  '^  Silver  Pan  "  upon  their  labels  and  so  on — the 
Lord  Justice  said,  '^  The  poster  is  the  same  ;  it  is  only  a  question  of  degree.  55 
''  The  poster  is  intended  to  invite  persons  just  as  much  as  a  wrapper."    That  is 
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this  case.  It  is  based  entirely  upon  the  circular  and  poster  which  is  intended 
to  be  read  jnst  as  a  label  upon  the  box,  although  it  may  not  be  quite  so  close  to 
the  goods  as  a  label.  Still  it'  is  intended  to  invite  persons  to  come  and  buy 
the  Plaintiffs'  jam  when  in  fact  it  is  not  their  jam. 
5  I  am  not  going  to  lay  down  any  rule  as  to  how  far  I  think  persons  might  go 
in  the  use  of  those  words  **  Silver  "  and  "  Pan  "  and  either  alone  or  jointly.  I 
say  nothing  about  anything  of  that  sort.  All  I  say  is  that  in  my  opinion  the 
Defendants'  conduct  in  issuing  this  circular — especially  having  regard  to  the 
inverted  commas,  and  the  way  "  Silver  Pan  "  is  used  on  this  circular— the 
10  Defendants'  conduct  in  issuing  this  circular  and  this  poster  together,  in  my 
opinion  bring  them  within  tl^t  second  rule.  The  result  is  therefore  that 
there  will  be  an  injunction  following  the  terms  of  Beddaway  v.  Banham^  as 
explained  in  the  later  case,  with  costs. 

The  Defendants  appealed. 

15  The  appeal  was  heard  on  the  7th  of  May  1903,  before  Lords  Justices  Yaughan 
Williams,  Rombr,  and  Gozbns-Hardy. 

Moulton^  K.C.,  Walter^  and  Mdberly  (instructed  by  Rowcliffes^  BawU  A  Co., 
agents  for  John  Wall,  of  Wigan)  appeared  for  the  Appellants ;  Neville^  K.C., 
Sebastian^  and  E.  Radford  (instructed  by  Robinson  and  Bradley ,  agents  for 

20  Brown^  Briggsy  and  Symonas^  of  Stockport)  appeared  for  the  Respondents. 

Moultonj  K.C. — In  substance  this  action  is  one  to  restrain  the  use  of  an 
unregistered  Trade  Mark,  and  is  not  really  an  action  of  deceit.  The  Plaintifb 
had  no  trade  at  all  in  Wigan,  and  only  an  inconsiderable  amount,  if  any,  in 
Chorley.    The  Defendants  were  selling  in  a  purely  retail  business,  and  that  in 

25  a  market  where  the  word  in  question  had  acquired  no  secondary  meaning 
signifying  the  Plaintiffs'  manufacture.  Section  77  of  the  Patents,  &c.  Act, 
1^3,  is  a  disabling  section,  and  shows  that  proceedings  to  prevent  the 
infringement  of  a  Trade  Mark  can  only  be  instituted  in  respect  of  a  registered 
Trade  Mark,  or  where,  in  the  case  of  an  old  mark,  registration  has  been  refused. 

30  As  to  the  question  whether  or  no  these  Defendants  made  a  representation  that 
their  goods  were  those  of  the  Plaintiffs  within  the  meaning  of  the  decisions  in 
Reddaway  v.  Banham  (13  R.P.C.  218 ;  L.R.  1896  A.C.  119),  and  Cellular  Clothing 
Company,  Ld.  v.  Maxton  and  Murray  (16  R.P.C.  397  ;  L.R.  1899  A.C.  326),  the 
principle  to  be  applied  is  this,  that  no  man  may  make  to  his  market  any  repre- 

35  sentation  the  meaning  of  which  to  that  market  is  that  his  goods  are  the  goods  of 
another ;  and,  further,  no  man  must  put  goods  into  the  hands  of  retailers  in  his 
market  which,  whether  they  are  deceived  or  not,  will  be  a  representation  to  the 
ultimate  purchaser  that  his  goods  are  the  goods  of  another.  Here  this  test  does 
not  avail  the  Plaintiffs,  even  if  in  certain  other  localities  "  Silverpan "  had  a 

40  secondary  meaning  in  their  favour  (see  Edge  A  Sons,  Ld.  v.  Gallon,  15  R.P.C. 
689),  for  these  Plaintiffs  did  no  trade  in  the  locality  of  the  Defendants,  who 
cannot  therefore  be  said  to  have  been  tr3ring  to  take  the  trade  of  the  Plaintiffs. 
[Vaughan  Williams,  L.J. — It  seems  to  me  that  res  ipsa  loquitur  when  once 
you  use  the  word.]    That  is  to  bring  in  motive,  which,  except  as  a  matter  of 

45  evidence,  is  not  material.  These  Defendants  used  the  word  in  good  faith  and 
because  it  was  a  good  word  to  use ;  the  right  of  the  Plaintiffs  to  stop  them  is 
limited  to  misrepresentation  in  the  locality  where  their  own  goods  are  sold. 
[Vaughan  Williams,  L.J.—Do  you  say  that  a  Plaintiff  has  no  right  to  sue  on 
the  reputation  of  a  trade-name  unless  he  can  prove  sales  of  his  goods  in  the 
50  particular  district?]  No,  but  he  must  show  that  his  manufacture  has  a 
reputation  in  that  district.  [ROMBR,  L.J. — It  is  a  strong  piece  of  evidence  that 
for  14  years  before  the  Defendants  began  to  use  the  word,  in  August,  1900,  the 
Plaintiffs  had  used  it  continuously  and  without  challenge.]  But  this  user  of  it 
was  as  a  registered  Trade  Mark.  Moreover,  it  was  only  in  1900  that  the  Def  en- 
55  dants'  right  to  use  it  truthfully  arose,  oonourrently  with  thmt  making  the  jam 
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in  silver  pans.  "  Silver  "  and  "  pan  "  are  both  ordinary  English  words,  which 
the  Defendants  chose  for  their  meaning.  It  cannot  be  maintained  that  this  is 
anything  bnt  a  Trade  Mark  action,  and  if  so  the  PlaintifEs'  right  of  action  is 
taken  away  by  section  77. 

Mabef'lf/^  for  the  Defendants,  followed,  and  referred  the  Court  to  the  5 
evidence. — This  action  is  an  attempt  to  get  the  monopoly  of  the  trade-name 
^'  Silverpan,"  which  must  fail  because  the  Plaintiffs  have  not  made  out  that  the 
Defendants  have  made  the  necessary  misrepresentation  (JJhivers  Jk  Sons  v* 
S.  Ohivers  A  Go.,  Ld.,  17  R.P.C.  420).  The  Defendants  have  suflftciently 
distinguished  by  their  mode  of  printing  and  their  references  to  "  SilverweU  10 
«  Valley." 

Counsel  for  the  Respondents  were  not  called  upon. 

Vaughan  Williams,  L.J, — In  my  judgment  the  question  raised  in  this  ease 
is  a  mere  question  of  fact,  and  nothing  else.  The  Vice-Chancellor  has  come  to  a 
conclusion  of  fact,  and  what  we  are  really  asked  to  do  is  to  say  that  the  Vice-  15 
Chancellor's  conclusion  of  fact  is  wrong.  I  not  only  have  not  been  persuaded 
that  the  Vice-Chancellor's  conclusion  is  one  which  cannot  very  fairly  be  taken 
on  the  evidence  in  this  case,  but,  having  had  our  attention  called  at  some 
length  to  the  evidence,  I  think  that  the  Vice-Chancellor's  conclusion  in  fact 
was  really  the  only  conclusion  which  properly  could  be  come  to  on  this  20 
evidence. 

Having  said  that  the  question  in  this  case  is  a  mere  question  of  fact,  I  had 
better,  before  I  go  any  further,  dispose  at  once  of  a  question  of  law  which 
Mr.  MoulUm  mentioned  in  the  earlier  part  of  his  opening,  but  on  which 
very  little  reliance  was  placed  either  by  Mr.  MouUon  at  the  end  of  his  address,  25 
or  by  Mr.  Maherly  at  any  time  in  his  address.  That  is  a  suggestion  that  the 
effect  of  section  77  of  the  Act  of  1883  is  to  disable  the  Plaintiffs  from  bringing 
this  action  at  all.  I  cannot  agree.  I  only  read  section  77  as  defining  the 
conditions  which  are  necessary  if  anyone  claims  the  benefits  of  that  Statute. 
Tou  cannot  claim  the  benefits  of  that  Statute  unless  certain  conditions  are  30 
present,  one  of  which  is  that  you  have  placed  your  Trade  Mark  on  the  Register, 
and  so  placed  it  there  as  to  be  entitled  to  keep  it  there.  I  shall  say  no  more 
upon  that  part  of  the  case. 

The  action  here  was  very  properly  described  by  Mr.  MtmUon  as  a  passing- 
off  action.    It  is  an  action  in  which  an  injunction  is  claimed,  and  there  are  35 
certain  allegations    of    things  actually  done    by  the  Defendants,  and  then 
the  Statement  of  Claim  goes  on  to  allege  threats  of  the  continuance  of  this 
course,  and  to  claim  an  injunction  to  restrain  the  Defendants  from  thus  doing. 
I  think  the  action  had  notiiing  to  do  with  the  enforcing  of  statutory  Trade  Mark 
rights.    I  quite  agree  with  Mr.  MoulUm  that  it  is  necessary  that  the  Plaintiffs  40 
should  identify  this  word  '*  Silverpan  "  with  their  firm  Fauldera.    It  is  quite 
plain  that  it  is  necessary  from  &e  flecision  in  Reddaway  v.  Banham  (13 
R.RC.  218  ;  L.R.  1896  A.C.  199),  and  I  agree  with  him  further  that  it  is  not 
only  necessary  that  there  should  be  proof  of  the  identification  of  this  woid 
"  Silverpan  "  with  the  Plaintiffs'  firm,  but  it  is  necessary  to  show  that  that  45 
identification  is  recognised  within  the  district  in  which  the  Defendants,  whose 
user  of  the  word  is  complained  of,  carry  on  business.    But  this  does  not  mean 
that  there  must  be  proof  that  the  word  ^'  Silverpan "  is  recognised  by  every 
one  in  the  district.    In  my  judgment  it  is  sufficient  if  there  is,  as  there  seems 
to  be  in  this  case,  a  user  in  the  district  of  the  name  of  *'  Silverpan  "  exclusively  50 
in  connection  with  the  Plaintiffs'  firm  coupled  with  a  laige  user  of  the  word 
**  Silverpan  "  exclusively  by  Faulders  thix»iighout  a  large  portion  of  Lancashire, 
and  especially  that  portion  of  Lancashire  which  is  immediately  contiguous  to 
the  Wigan  district.    And  in  this  particular  case  I  regard  as  part  of  the  evidence, 
which  justifies  the  conclusion  of  the  learned  Vice-Chancellor,  the  very  fiict  55 
tihat  the  Defendants  \n  jnj  judgiiient  c^n  giy^  no  satisfactory  reason  for  the 


Vol.  XX.,  No.  19.]       AND  TRADE  MARE  OASES.  4^3 


F.aulder  A  Co.,  Ld.  v.  O,  and  G.  Bushtany  Ld. 

adoption  of  the  word  "  Silverpan  "  in  reference  to  their  goods.  In  fact-  they 
caamot,  in  my  jadgment,  and  do  not,  really  give  any  other  reason  than  the 
obvions  reason  of  the  reputation  attaching  to  Faulder^s  goods. 

I  do  not  think  that  it  is  necessary  to  say  much  more  in  the  case.  That  those 
5  conditions  are  present,  which  I  have  been  mentioning,  seems  to  me  beyond  a 
possibility  of  doubt.  There  can  be  no  doubt  that  there  has  been  some  user  of 
this  word  "Silverpan"  in  connection  with  the  Plaintiffs'  jams  within  the- 
district  of  Wigan—  some  user  in  the  way  of  actual  trade,  and  a  very  much  larger 
user  in  the  way  of  advertisement.    It  is  really  common  ground  between  the 

10  parties  that  neither  in  the  Wigan  district  nor  anywhere  else  has  the  word 
** Silverpan"  been  used  otherwise  than  exclusively  in  connection  with 
FaiUder's  jams  and  preserves.  When  one  couples  that  with  what  I  have  said 
about  the  adoption  by  the  Defendants  of  this  word  it  seems  to  me  that  there  is 
amply  sufficient  to  justify  the  conclusion  of  the  Vice-Ohancellor.     I  desire  to 

16  say  a  woid  or  two  further  about  what  sort  of  evidence  will  justify  such  a  con- 
clusion. It  is  quite  plain  that  if  you  have  a  word,  which  is  obviously  a  fancy 
word  and  nothing  else,  and  it  has  been  used  exclusively  in  connection  with 
one  firm's  goods,  any  user  of  such  fancy  word  by  any  other  tirm  is  prima  facie 
evidence  that  the  object  of  the  user  is  to  take  away  part  of  the  business  of' 

20  that  firm  by  whom  the  user  of  that  word  has  been  exclusively  made  ;  and 
of  course  when  you  have  got,  as  you  have  got  here,  an  admission  that  that 
exclusive  user,  although  it  is  said  it  was  limited  in  amount,  was  perfectly  well 
known  to  the  people  who  adopted  the  word,  it  seems  to  me  that  the  object  of 
adopting  the  word  was  really  proved  up  to  the  hilt. 

25  I  do  not  know  that  there  is  anything  further  that  is  necessary  to  be  said.  A 
good  deal  was  said  about  the  name  "  Fauldej' "  always  being  used  in  connection 
with  **  Silverpan."  As  far  as  that  is  concerned  I  do  not  see  myself  that  it  in 
any  way  militates  against  the  conclusion  that  I  have  come  to  as  to  the  identifi*- 
cation  of  the  word  "  Silverpan  "  with  Faulder\s ;  nor  do  I  see  that  the  intro- 

30  duction  into  the  circular,  or  the  streamer,  or  elsewhere,  of  the  word  "  Silverwell " 
in  any  degree  weakens  the  case.  It  might  possibly  have  done  so  if  the 
Defendants  had  been  manufacturers ;  but  the  Defendants  here  are  retailers, 
and  the  introduction  of  the  word  "  Silverwell "  only  shows  who  are  the  retailers, 
and  then  the  words  "  Silverpan  jams  "  shows  what  jams  manufactured  by  what 

35  manufacturers  it  is  that  the  Defendants  are  offering  to  the  public.  I  think  the 
conclusion  of  the  Vice-Chancellor  was  perfectly  right. 

ROMBR*  Lk7. — I  am  of  the  same  opinion.  I  agree  with  my  brother  that  in 
this  case  no  question  of  law  is  involved.  The  case  stands  upon  the  answers  that 
ought  to  be  given  to  two  questions  of  fact  which  arise,  and  with  regard  to  those 

40  questions  all  I  can  say  is  that,  looking  at  the  evidence  bearing  upon  them  as  a 
whole,  I  do  not  see  my  way  to  differ  from  the  learned  Judge  in  the  Court  below 
on  the  conclusion  he  has  arrived  at  with  regard  to  them.  I  certainly  do  not 
intend,  in  dealing  with  these  two  questions,  to  enter  into  a  narration  of  the 
pieces  of  evidence  in  detail,  but  I  will  content  myself  by  making  a  few 
45  observations  on  certain  important  points  which  arise  in  respect  to  each  of  the 
questions.  I  will  take  the  first  question  which  had  to  be  decided,  and  that  may 
be  stated  as  follows — At  the  time  when  the  Defendants  first  commenced  to  use 
the  term  **  Silverpan  "  had  that  term  acquired  in  the  markets  of  Lancashire,  and 
in  other  markets,  the  meaning  of  the  Plaintiffs'  jams,  that  is  to  say,  of  jams 
M  manufactured  and  sold  by  the  Plaintiffs  ?  As  I  have  said,  I  think  that  on  the 
evidence  it  had.  Of  course  I  do  not  mean  that  in  every  town  in  which  there 
was  a  market  for  jams  you  could  find  a  majority  of  the  inhabitants  who 
knew  about  this  jam ;  still  less  do  I  suppose  that  a  majority  of  inhabitants 
of  the  districts,  in  which  this  jam  was  chiefly  sold,  as  a  whole  knew  the  jam 
55  intimately,  or  possibly  at  all ;  but  I  think  that  in  the  markets  I  have  referred 
to  a  substontial  number  of  persons  who  were  interested  in  the  question,  and 
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whom,  from  their  pomtion,  one  would  expect  to  have  known  about  the 
jam,  did  so  know  the  Plaintiffs*  jam;  and  I  certainly  think  upon  the 
evidence  that  all  who  knew  the  phrase  at  all,  as  applied  to  jam  before  the 
acts  of  the  Defendants  which  are  complained  of,  identified  the  term  as 
meaning  the  Plaintiffs'  goods.  I  think  it  is  also  clear  that  the  term  had  not  5 
SMsquired  any  meaning  which  referred  to  any  other  Roods  at  all,  and  that  no  one 
had  ever  used  or  advertised  the  term  with  regard  to  any  other  goods  than  the 
Plainti£b' ;  and  I  certainly  think  on  the  evidence,  having  regard  to  the  &ct  that 
the  user  of  this  term  by  the  Plaintiffs  in  respect  to  their  goods  had  been  for  so 
long  a  period,  and  had  been  so  extensive  and  exclusive,  that  it  had  become  10 
known  as  distinctive  of  their  goods,  and  not  as  being  something  merely 
descriptive  of  the  goods. 

I  may  here  point  out  that,  though  I  have  no  doubt  that  the  term  ^  Silverpan  *' 
was  originally  suggested  by  reason  of  the  Plaintiffs^  jam  having  been  boiled  or 
made,  as  was  then  rather  a  new  thing,  in  silver  pans,  or  pans  having  a  silver  15 
lining,  and  that  that  was  the  genesis  of  the  term,  the  term  itself  is  not  a 
natural  word  which  is  obviously  and  simply  descriptive  of  the  goods  to 
which  it  is  attached.  It  is  not  to  my  mind  a  term  of  which  it  could  be  said 
that  it  would  be  a  matter  of  extreme  difKculty  to  establish  that  it  had  acquired 
a  meaning  distinctive  of  the  makers  of  the  goods ;  and  dpropw  of  this  part  of  20 
the  case  I  may  refer  to  one  circumstance  which  to  my  mind  is  of  considerable 
importance,  namely,  that,  when  after  a  time  other  manufacturers  of  jams 
do  proceed  to  make  their  jams  by  boiling  them  or  making  them  in  pans 
having  a  silver  lining,  or  silver  pans,  you  find  that  not  one  of  those  manu- 
&cturers  uses  the  term  ^'  Silverpan  '*  as  applicable  to  their  goods.  They  25 
neither  advertise  nor  sell  their  goods  as  *'  Silverpan,"  although  made  in  the 
same  manner.  I  need  not  stop  to  dwell  upon  the  significance  of  that 
observation. 

I  will  now  pass  from  the  first  question,  and  make  a  few  observations  upon 
certain  matters  arising  on  the  second  question,  which  is  this — Having  regard  to  30 
what  the  Defendants  are  doing,  if  they  are  not  stopped  by  injunction,  is  there 
sufficient  on  the  facts  established  to  justify  the  Court  in  coming  to  the  conclu- 
sion that  the  acts  of  the  Defendants  will  to  a  substantial  degree  lead  to  the 
Defendants'  goods  being  sold  as  and  for  the  Plaintiffs'  ?    As  I  have  said  I  think 
that  on  the  evidence  as  a  whole  there  is.    There  are  a  few  facts,  amongst  many,  35 
to  which  I  may  incidentally  refer  as  pointing  in  that  direction.    It  must  be 
remembered  that  these  Defendants  are  wholesale  vendors  of  jams .  and  similar 
articles,  but  not  manufacturers  of  them.    They  are  retail  dealers,  and  although 
in  selling  they  use  their  own  names,  and  designations  which  are  equivalent  to 
their  names,  in  reference  to  the  jams  which  they  are  liireatening  to  sell  as  40 
'^  Silverpan  *'  jams,  yet,  being  what  they  are,  simply  vendors  of  other  manufac- 
turers'  jams,  any  person  dealing  with  them  would  naturally  suppose,  if  he 
knew  of  the  Plaintiffs'  jams  under  the  title  of  ^^  Silverpan  "  jams,  seeing  them 
stocked  by  the  Defendants  apparently  as  he  would  think  under  that  phrase 
**  Silverpan  "  jams,  that  the  Defendants  were  selling  jams,  which  they  bought  45 
wholesale  from  the  Plaintiffs,  as  the  manufacturers. 

Further,  it  is  true,  as  is  said  on  behalf  of  the  Defendants,  that  in  Wigan  itself 
the  number  of  customers  established  by  evidence  before  the  Court  who  have 
used,  and  been  acquainted  with  the  Plaintiffs'  jams  is  not  large  ;  that  the  amount 
of  the  Plaintiffs'  trade  there,  as  proved,  is  small.  But  looking  at  the  circumstances  50 
of  the  case,  and  how  the  Plaintiffs'  goods  have  beenadverti^  in  Wigan  and  the 
neighbourhood,  I  cannot  come  to  the  conclusion  that  the  customers,  who  know 
the  Plaintiffs'  goods  under  the  term  ^'  Silverpan,"  are  so  few  that  they  ought  to 
be  disregarded  in  considering  the  question  I  am  now  dealing  with.  But  I  may 
point  out  that  the  Defendants'  shops  are  not  even  confined  to  Wigan.  For  55 
example,  they  have  a  shop  at  Chorley,  where  again  the  Plaintiffs  have  customers 
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and  where  the  Plaintiffs'  goods  are  known ;  and  I  need  scarcely  point  out  that 
there  is  no  reason,  if  the  Defendants  are  not  stopped,  why  they  should  not 
eetahlish  shops  elsewhere  than  in  Wigan  or  in  Chorley.  If  they  have  a  right  to 
sell  them  in  Wigan  and  in  Chorley  under  existing  circumstances  they  may  as 
5.  well  say  they  have  a  right  to  establish  them  in  other  districts.  And  it  is  to  be 
noticed  that  no  one  can  say  that  the  Defendants  only  execute  orders  from 
persons  dwelling  in  Wigan,  or  even  from  persons  dwelling  in  Chorley.  If 
orders  came  from  persons  not  dwellers  in  Wigan  and  Chorley  would  the 
Defendants  refuse  to  execute  them  ?    Of  course  they  would  not. 

10  Then  it  must  be  remembered  that  the  population  of  Wigan  and  the  population  of 
Chorley  is  not  stationary.  Persons  go  in  and  out,  and  as  time  go  on,  and  the  adver- 
tisements of  the  Defendants  are  continued,  the  fact  that  they  are  selling  and 
offering  for  sale  jams  under  the  title  ^'  Siiverpan  "  will  become  more  and  more 
widely  known  outside  these  regions  ;  and  in  considering  this  question  it  is  to 

15  be  borne  in  mind  how  extensive,  as  appears  from  the  evidence,  the  reputation 
and  sales  of  the  Defendants  are. 

Having  regard  to  the  wide  circuit  of  the  Plaintiffs*  reputation,  and  of  the 
Plaintiffs'  markets  for  their  goods,  and  the  extensive  nature  of  their  advertise- 
ments, it  appears  to  me  that  the   learned    Judge  in  the  Court  below  has 

80  rightly  thought  that,  if  not  restrained,  a  real  and  substantial  injury  would  result 
to  the  Plaintiffs  by  reason  of  the  Defendants'  goods  being  sold  as  and  for  the 
Plaintiffs' ;  and  I  think  under  the  circumstances  the  learned  Judge  was  right 
in  coming  to  the  conclusion  that  the  injunction  ought  to  issue. 

Cozbns-Habdy,  LJ^. — I  agree,  and  I  almost  hesitate  to  add  anything  to 

25  what  has  fallen  from  Lord  Justice  Yaughan  Williams  and  Lord  Justice 
ROMBR,  but  perhaps  it  is  right  I  should  just  add  a  few  words. 

Upon  Mr.  Moultati^s  argument  I  thought  there  was  some  great  and  novel 
(iuestion  of  law  going  to  be  raised  in  this  case  ;  but,  having  listened  with  all 
the  attention  I  could  to  it,  I  am  satisfied  that  there  is  no  question  of  law  at  all 

30  in  this  case.  I  am,  I  hope,  fully  alive  to  the  distinction  between  an  action 
founded  on  a  Trade  Mark  and  an  action  founded,  aot  on  property,  but  on  a 
passing  off  of  goods.  The  relief  given  in  one  case  differs  from  tiie  relief  given 
ill  the  other.  If  "Siiverpan"  were  a  registered  Trade  Mark  the  Defendants 
would  be  restrained  from  using  it,  even  if  nobody  had  ever  been  deceived  by 

35  it,  or  ever  could  be  deceived  by  it.  But  that  is  not  the  casciwhich  the  Plaintiffs  set 
up  here.  They  only  say,  "  You,  the  Defendants,  must  not  sell  your  goods  in 
"  such  a  manner  as  is  calculated  to  deceive  people,  and  to  make  them  think  they 
^'  are  buying  the  Plaintiffs'  goods  and  not  your  goods;"  and  the  only  injunction 
that  has  been  granted  is  one  restraining  the  Defendants  from  using  the  word 

40  "  *'  Siiverpan '  in  connection  with  jams,  marmalade,  or  preserves  (not  being  the 
*"  Plaintiffs')  manufactured,  sold,  or  offered  for  sale  by  them,  without  clearly 
"  distinguishing  such  jams,  marmalade,  or  preserves  from  the  jams,  marmalade, 
**  or  preserves  manufactured  by  the  Plaintiffs." 

I  do  not  doubt  it  is  quite  possible  such  distinction  may  be  made ;  but  I  am 

45  unable  to  accede  to  Mr.  Maherly^s  able  argument  on  this  part  of  the  case,  that 
that  distinction  has  already  been  sufficiently*  made.  The  points  which  he  relies 
upon  are  these :  that  Faulders  in  their  use  of  the  word  always  speak  of 
*' Faulder" 8  Siiverpan" — at  least  in  their  circulars  and  advertisements — 
whereas,  on  the  other  hand,  in  the  only  two  documents  that  are  complained  of 

50  we  find  "  Silverwell  Valley  Silver  Pan  "  ;  and  on  the  same  document  we  find 
a  reference  to  "  RusJUons' "  name.  But  anybody  in  Wigan  who  knows  the 
meaning  of ."  Silverwell  Valley"  knows  that  it  is  Ritshtons'  place,  and  also 
that  Rushtons  are  not  themselves  manufacturers  of  this  jam,  and  knows  that 
the  jam  which  they  are  selling  under  the  title  of  "  Silver  Pan  "  is  jam  which 

55  they  have  bought  from  somebody  else  ;  and  the  inference,  having  regard  to  all 
the  evidence  we  have  heard,  seems  to  be  almost  irresistible  that  anybody  at 
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Wigan  seeing  that  would  say  that  this  jam  which  RushU^nSy  not  being  manufac- 
turers, are  selling  is  that  which  is  known  throoghont  England  under  the  title  of 
"Silverpan"  jam — namely,  Faulders^  jam. 

Then  it  is  said  (and  this  is  a  point  that  was  greatly  laboured),  **  all  this  may 
"  be  trae  elsewhere  but  it  does  not  apply  to  the  Wigan  district,"  and  we  5 . 
were  asked  to  hold  that  the  Wigan  district,  as  it  was  called,  was  a  distinct, 
severs^ble  area  lying  within  a  sort  of  rini?  fences    I  cannot  think  that  is  the  right 
way  of  looking  at  it.     The  evidence  seems  to  me  to  be  irresistible  that  the 
Plaintiffs  have  a  large  trade,   extending  substantially  over  all  England,  and 
very  extensively  throughout    Lancashire.      They  actually  have  some  trade,  10' 
not  wholly  insignificant,  in  Wigan,  and  Chorley  itself ;   they  have  extensive 
advertisements  circulating  in  those  towns  ;  they  have  considerable  business  in 
the  towns  in  Lancashire  which  are  a  comparatively  few  miles  off  Wigan  and 
Chorley ;    and  I  think  it  would   be   putting  an  (altogether  too  narrow  limit 
on  the  well  established  doctrine  of  the  Court  if  we  were  to  say  that  although  15 
there  might  be,  and  would  be,  a  risk  of  real  damage  if  what  was  done  at  Wigan 
and  Chorley  had  been  done  at  Bolton,  yet,  being  done  at  Wigan  and-  Chorley, 
there  is  no  real  cause  of  damage. 

I  do  not  think  it  right  to  take  up  lime  by  going  through  the  evidence,  but 
the  evidence  has  satisfied  me  that  the  word  "  Silverpan  "  has  come  to  denote  20 
goods  of  Fauldey*  A  Co.,  and  although  it  is  not  a  Trade  Mark  it  cannot  be  used 
by  anybody  else  except  after  taking  such  precautions,  and  using  such  means, 
as  will  effectively  prevent  others  being  deceived  thereby. 
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In  thb  Court  of  Session  in  Scotland. 

outbr  housb. 

Before  Lord  Low  (Lord  Ordinary). 

June  10th,  1902,  January  13th,  14th,  15th,  and  19th,  and  April  23rd,  1903. 

5  JOHN  Qarvie  Kinmond  v.  Thomas  C.  Kbat. 

Patent. — Action  for  infringement — Machine  for  printing  sacks^  ire.,  in 
colours. — Novelty. — Anticipation. — Combination.-- Novel  parts  or  combination 
of  parts. — Defective  Specification. 

A  Patentee  of  a  miUti-coloured  printing  machine  raised  action  against  an 

10  infringer.  His  claims  were  (1)  that  the  machine  was  for  the  colour  printing 
of  sackSj  bagSj  and  the  like^  which  it  was  admitted  would  include  pieces  of 
material  of  uniform  thickness;  {2)  rollers  arra^nged  between  the  printing 
cylinders  in  such  a  position  as  to  grip  the  material  before  it  had  left  the  first 
cylinder  and  parsed  on  to  the  next ;  (3)  a  special  device  for  rough  and  fine 

15  adjusting  of  the  positions  of  the  printing  cylinders  relatively  to  each  other ; 
(4)  a  travelling  band  for  conveying  the  material  being  printed  and  enabling 
the  whole  surface  to  be  printed;  (5)  an  arrangement  of  successive  cylinders 
being  in  register  tvith  each  other  and  so  causing  sacks  of^  different  lengths  to  be 
printed  at  the  proper  place  by  the  second  cylinder  instead  of  getting  the  saws 

20  result  by  a  regulated  feed  of  one  cylinder ;  and  (6)  a  bracket  by  which  the 
inking  rollers  were  adjusted^  the  disgearing  of  the  bracket  being  accomplished 
by  one  motion.  It  was  practically  conceded  that  the  Defender's  machine  was  in 
soms  particulars  an  infinngement^  if  the  Patent  was  validy  but  invalidity  wets 
pleaded  on  the  grounds  adopted  by  the  Lord  Ordinary. 

25  Held,  by  the  Lord  Ordinary,  that,  while  the  Pursuers'  machines  produced 
results  which  might  have  been  made  the  subject-matter  of  a  valid  Patent  such 
as  printing  sacks  of  irregular  thickness,  yet  the  Patent  was  bad  in  respect 
thai  no  novelty  was  disclosed  in  the  printing  of  detached  pieces  of  material 
of  uniform  thickness  in  different  colours,  or  {2)  in  the  devices  for  adjusting 

30  rollers  designed  to  grip  the  material,  since  the  Specification  explained  that 

rollers  might   be  dispensed  with   if  the  cylinders  themselves  were    brought 

sufficiently  close  together,  or  (3)  in  the  adjustment  of  the  cylinders,  since  welh- 

known  alternatives  are  specified  for  such  adjustment,  or  {4)  in  the  travelling 
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hand  for  conveying  sacks  and  enabling  them  to  he  printed  over  their  whole 
surface^  since  the  Specification  specified  alternatively  "  dipsy  spiked  chains^  or 
"  the  like^^  which  were  well-known  devices.  Held,  further  ^  in  regard  to  the 
claim  marked  (5),  supra,  that  the  arrangement  for  feeding  sacks  to  the  machine 
so  as  to  enoMe  different  lengths  to  he  printed  at  the  proper  place  had  been  5 
anticipated  in  so  far  as  this  result  was  produced  hy  tiw£Ous  feeding  of  one 
cylinder;  and  that  although  there  was  novelty  in  the  invention  whereby  the 
printing  of  different  lengths  was  brought  about  by  having  successive  cylinders 
in  register  with  ecLch  other,  yet  tJie  Specification  did  not  refer  to  the  feed  or  give 
a  word  of  explanation  of  how  it  was  to  be  regulated,  and  that  the  Parent  was  10 
bad  on  this  ground.  Held,  that  the  claim  marked  (6)  was  bad  ofi  the  same 
ground.    The  Defender  was  assoilzied. 

In  1896  Letters  Patent  (No.  20,763  of  1896)  was  granted  to  John  Garvie 
Kinmond,  David  Peebles  Kidd,  and  David  Johnstone  MacDonald  for  "Im- 
**  provements  in  and  relating  to  the  printing  or  stamping  of  colours  on  sacks,  15 
"  bags,  and  the  like." 

The  Provisional  Specification  was  as  follows  : — "  This  invention  has  for  its 
"  object  to  stamp  or  print  sacks  or  bags  and  the  like  with  two  or  more 
*'  colours,  such  colours  being  applied  the  one  after  the  other  at  one  operation. 

**  In  carrying  our  improvements  into  effect,  two  or  more  printing  cyllndeni  20 
'^  are  employed,  one  for  each  colour  required,  and  the  stamps  or  devices  are 
"  arranged  and  secured  on  the  circumference  or  outer  surface  of  the  cylinders. 
**  The  stamps  on  the  cylinders  are  supplied  or  coated  with  the  printing  ink  or 
"  colours  by  an  arrangement  of  rollers  working  into  a  colour  trough.  The 
*'  sacks  or  bags  are  carried  by  a  travelling  band  under  the  first  rotating  cylinder  25 
"  and  are  stamped  while  so  travelling  by  the  stamps  or  devices  thereon,  the  bag 
^*  and  the  travelling  band  passing  between  the  cylinder  and  an  under  roller,  the 
"  necessary  pressure  being  obtained  by  the  weight  of  the  cylinder  and  an 
^*  arrangement  of  springs  or  spring  or  weighted  levers  or  like  mechanical 
"  device.  After  the  sack  or  bag  is  stamped  at  the  first  cylinder  it  is  carried  by  30 
"  the  travelling  band  between  pressing  rollers,  the  under  roller  being  a  plain 
"  cylinder  while  the  upper  roller  consists  of  a  shaft  upon  which  are  two  or 
^  more  adjustable  discs.  These  rollers  are  so  arranged  relatively  to  the  adjacent 
"  cylinders  that  the  front  end  of  the  hag  is  caught  by  such  rollers  before  the 
**  other  end  has  left  the  first  cylinder  and  its  roller  and  again  that  its  front  end  35 
^*  is  caught  by  the  second  cylinder  and  its  roller  before  the  rear  end  has  left 
'^  such  pressing  rollers,  and  so  on  for  other  cylinders,  thereby  keeping  the  bag 
'^  in  accurate  register.  The  cylinders  are  connected  and  geared  together  pre- 
"  f  erably  by  means  of  spur  wheels  and  the  relation  of  one  cylinder  to  the  oUier 
^*  may  be  roughly  adjusted  by  disconnecting  this  gear  and  resetting  it  and  then  40 
<<  by  means  of  another  device  accurately  setting  it  so  that  the  one  colour  of  the 
^*  stamp  may  be  placed  in  its  proper  position  relative  to  the  other  or  others. 
**  The  device  for  accurately  adjusting  the  one  cylinder  relative  to  the  other 
^'  consists  of  a  clutch  keyed  on  the  cylinder  shaft,  such  clutch  loosely  engaging 
**  with  projections  on  the  wheel  by  which  the  cylinder  is  driven.  Set  screws  45 
"  preferably  in  the  clutch  hold  such  wheel  rigidly  and  by  adjusting  these  the 
"  cylinder  is  turned  slightly  in  the  direction  required.  Friction  plates  or  other 
'*  mechanical  devices  may  be  employed  for  the  like  purpose. — Clips,  rollers, 
**  spiked  chains  or  the  like  may  be  used  instead  of  or  along  with  the  aforesaid 
**  bands  to  convey  the  bags  from  the  one  cylinder  to  the  other.  50 

^'  In  another  modification  we  may  do  away  with  the  intermediate  pressing 
"  rollers  and  bring  the  cylinders  so  close  together  that  the  one  end  of  a  bag  is 
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**  caught  by  a  printing  cylinder  and  its  roller  before  the  other  end  of  same  has 
**  been  freed  by  the  preceding  printing  cylinder  and  its  roller.  The  distance 
**  from  centre  to  centre  of  the  cylinders  may  be  adjusted  by  means  of  sliding 
*'  bearings  actuated  by  hand  wheels  and  screws,  or  by  any  other  suitable  device 
5  '*  to  attain  the  same  end.  As  in  th)B  first  modification,  a  band  or  the  like  may 
"  be  employed  to  convey  the  bag  from  the  one  cylinder  to  the  other,  or  the 
"  disengaged  portion  of  the  bag  may  be  supported  preferably  by  a  fixed  board 
**  in  its  passage  from  one  cylinder  to  the  other.  The  colour  troughs  may  be 
**  placed  in  any  suitable  position  relative  to  their  respective  cylinders." 

10  The  Complete  Specification  was  as  follows  : — ^**  This  invention  has  for  its 
•*  object  to  stamp  or  print  sacks  or  bags  and  the  like  with  two  or  more  colours, 
^'  such  colours  being  applied  the  one  after  the  other  at  one  operation. 

"And  in  order  that  our  said  invention  and  the  manner  of  performing  or 
"  carrying  the  same  into  effect  or  practice  may  be  properly  understood,  we 

15  *'  have  hereunto  appended  two  explanatory  sheets  of  drawings  in  which  the 
•  '^  same  reference  numerals  are  used  to  indicate  corresponding  parts  in  all  the 
"  figures  where  shown,  that  is  to  say  : — Figure  1  (Sheet  1)  is  a  side  elevation  of 
"  one  type  of  printing  machine.  Figure  2  (Sheet  1)  is  an  end  elevation  looking 
"  in  the  direction  of  the  arrow  A.  (Figure  1).  Figure  3  (Sheet  1)  is  a  plan  of 
"  the  machine.  Figure  4  (Sheet  2)  is  a  longitudinal  vertical  section  on  B.  B. 
"  TFigure  3).  Figure  5  (Sheet  2)  is  a  longitudinal  vertical  section  on  B.  B. 
(Figure  3),  showing  a  modified  arrangement  of  printing  rollers.  Figure  6 
(Sheet  2)  is  an  enlarged  detail  view  of  inking  roller  adjustment.  Figures  7 
**  and  8  (Sheet  2)  are  respectively  enlarged  detail  views  of  a  side  elevation  and 

25  **  a  plan  of  the  device  for  securing  accurate  register. 

"  In  carrying  our  improvements  into  effect,  two  or  more  printing  cylinders  10. 
"  and  11.  are  employed,  one  for  each  colour  required,  and  the  stamps  or  devices 
**  are  arranged  and  secured  on  the  circumference  or  outer  surface  of  the 
**  cylinders. 

30  **The  stamps  on  the  cylinders  are  supplied  or  coated  with  the  printing 
"  ink  or  colours  12.  by  an  arrangement  of  rollers  13.  14.  working  into  a  colour 
"  trough  15.  The  method  of  adjusting  the  roller  13.  relative  to  the  other 
"  14.  is  more  particularly  shown  in  Figure  6.  where  it  may  be  observed  it 
"  may  be  moved  in  three  directions,  the  one  along  the    slot  15%   the  other 

35  **  up  and  down  by  means  of  the  set  screw  16.  and  the  third  backwards  and 
"  forwards  by  means  of  the  set  screws  17.  The  colour  trough  is  held 
"  against  the  roller  14.  by  the  set  screws  18.  19  are  drip  boxes  employed 
**  to  prevent  any  colour  from  falling  on  the  articles  being  treated.  The 
**  sacks  or  bags  are  carried  by  a  travelling  band  20.  under  the  first  rotating 

40  **  cylinder  10.  and  are  stamped  while  so  travelling  by  the  stamps  or  devices 
^  thereon,  the  bag  and  the  travelling  band  passing  between  the  cylinder  and 
"  under  roller  21,  the  necessary  pressure  being  obtained  by  the  weight  of  the 
**  cylinder  10.  and  an  arrangement  of  springs  or  weighted  levers,  or  like 
"  mechanical  device.     In  the  drawings  I  have  shown  springs  22.  employed. 

45  "  After  the  sack  or  bag  is  stamped  at  the  first  cylinder  it  is  carried  by  the 
^<  travelling  band  20.  between  pressing  rollers  23,  the  under  roller  being  a  plain 
"  cylinder  while  the  upper  roller  consists  of  a  shaft  24.  upon  which  are  two  or 
"  more  adjustable  discs.  These  rollers  are  so  arranged  relatively  to  the  adjacent 
*^  cylinders  10.  and  11.  that  the  front  end  of  the  bag  is  caught  by  such  rollers 

50  **  23.  before  the  other  end  has  left  the  first  cylinder  10-  and  its  roller  21,  and 
*'  again  that  its  front  end  is  caught  by  the  second  cylinder  11.  and  its  roller  25. 
**'  before  the  rear  end  has  left  such  pressing  rollers  23,  and  so  on  for  other 
^  cylinders,  thereby  keeping  the  bag  in  accurate  register.  The  cylinders  are 
*'  connected  and  geared  together  preferably  by  means  of  spur  wheels  26.  and 

55  "  the  relation  of  one  cylinder  to  the  other  may  be  roughly  adjusted  by  discon- 
"  necting  this  gear  and  resetting  it,  and  then,  by  means  of  another  device 
'*  accurately  setting  it  so  that  the  one  colour  of  the  stamp  may  be  placed  in  its 
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"  proper  position  relative  to  the  other  or  others.  The  device  for  accurately 
'^  adjusting  the  one  cylinder  relative  to  the  other  is  illustrated  more  particularly 
''  by  Figures  7.  and  8.  and  consists  of  a  clutch  27,  keyed  on  the  cylinder  shaft 
"  28,  such  clutch  loosely  engaging  with  projections  29.  on  the  wheel  by  which 
"  the  cylinder  is  driven.  Set  screws  30,  preferably  in  the  clutch,  hold  such 
"wheel  rigidly  and  by  adjusting  these  the  cylinder  is  turned  slightly  in  the 
"  direction  required.  Friction  plates  or  other  like  mechanical  devices  may  be 
"  employed  for  the  like  purpose.  The  cylinders  may  be  adjusted  laterally  and 
"  retained  in  position  by  the  ruffs  31.  and  set  screws  32.  Clips,  rollers,  spiked 
"  chains,  or  the  like  may  be  used  instead  of  or  along  with  the  aforesaid  bands 
"  to  convey  the  bags  from  the  one  cylinder  to  the  other.  In  another  modifi- 
"  cation  partly  illustrated  by  Figure  5.  we  may  do  away  with  the  intermediate 
"  pressing  rollers  23.  and  bring  the  cylinders  10.  and  11/  so  close  together  that 


10 


the  one  end  of  a  bag  is  caught  by  a  printing  cylinder  and  its  roller  before  the 
other  end  of  same  has  been  freed  by  the  preceding  printing  cylinder  and  its  15 
roller.  The  distance  from  centre  to  centre  of  the  cylinders  may  be  adjusted 
by  means  of  sliding  bearings  actuated  by  hand  wheels  and  screws,  or  by  any 
o^er  suitable  device  to  attain  the  same  end.  As  in  the  first  modification,  a 
band  or  the  like  may  be  employed  to  convey  the  bag  from  the  one  cylinder 
to  the  other,  or  the  disengaged  portion  of  the  bag  may  be  supported  preferably  20 
by  a  fixed  board  33.  in  its  passage  from  the  one  cylinder  to  the  other.  The 
colour  troughs  may  be  placed  in  any  suitable  position  relative  to  their  respec- 
tive cylinders.  Having  now  particularly  described  and  ascertained  the  nature 
of  our  said  invention,  and  in  what  manner  the  same  is  to  be  performed,  we 
declare  that  what  we  claim  is  :— (1.)  In  machines  for  printing  or  stamping  25 
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^'  sacks,  bags  and  the  like,  the  combination  and  arrangement  of  parts  snbstan- 
"  tially  as  hereinbefore  described  with  reference  to  Figures  1.  2. 3. 4.  6.  7  and  8. 
**  of  the  accompanying  drawings.  (2.)  In  machines  for  printing  or  stamping 
'*  sacks,  bags  and  the  like,  the  combination  and  arrangement  of  parts,  substan- 
5  "  tially  as  hereinbefore  described  with  more  particular  reference  to  Figure  5.  of 
"  the  accompanying  drawings.  (3.)  In  machines  for  printing  or  stamping  sacks, 
*'  bags  and  the  like,  and  of  the  type  described,  the  combination  and  arrangement 
"  of  the  device  as  hereinbefore  described  with  reference  more  particularly  to 
"  Figure  6.  of  the  accompanying  drawings.    (4.)  In  machines  for  printing  or 

10  *'  stamping  sacks,  bags  and  the  like,  and  of  the  type  described,  the  combination 
'^  and  arrangement  of  the  device  as  hereinbefore  described  with  reference  more 
"  particularly  to  Figures  7.  and  8.  of  the  accompanying  drawings." 

On  the  24tii  of  March  1902  an  action  was  raised  by  John  Oarvie  Kinmond^ 
manager  of  the  Trades  Lane  Calendering  Company  of  Dundee^  Ld.^  and  David 

15  Peebles  Kiddy  engineer  to  the  said  Company,  and  the  said  Trades  Lane 
Calendering  Company^  Ld.^  as  Pursuers,  against  Thomas  C.  Keay^  manufacturer, 
Bsdtic  Street,  Dundee,  as  Defender. 

The  Pursuers  stated,  in  their  Condescendence,  that  John  Oarvie  Kinmond 
and  David   Peebles  Kiddy  were  Patentees   under   the  Letters   Patent  after 

20  mentioned,  and  they  and  the  Pursuers,  the  Trades  Lane  Calendering  Company ^ 
Ld.y  had  the  right  to  the  whole  profits  and  emoluments  derived  therefrom, 
viz.,  (1)  Letters  Patent  No.  20,763  of  1896,  for  "Improvements  in  and 
<'  relating  to  the  printing  or  stamping  of  colours  on  sacks,  bags,  and  the 
"  like,"  and  (2)  Letters  Patent  No.  930  of  1897,  for  "  Improvements  in  and 

25  ^  relating  to  tiiie  printing  or  stamping  of  colours  on  sacks,  bags,  posters,  and  the 
"  like."*  The  Pursuers  had,  since  the  respective  dates  of  the  said  Patents, 
made,  used,  and  sold  machines  for  printing  or  stamping  sacks,  bags,  posters, 
and  the  like  in  the  manner  shown  in  such  Patents.  David  Johnstone 
MacDofialdy  engineer,  Dundee,  was  Patentee  under  said  Letters  Patent  No. 

30  20,763,  along  with  Kinmond  and  Kiddy  but  his  rights  as  Patentee  were 
subsequently  acquired  by  Kinmond  and  Kiddy  and  belonged  to  the  Pursuers. 

The  Pursuers  had  a  right  to  the  following  inventions  under  Letters  Patent 
No.  20,763,  viz.,  in  machines  for  printing  or  stamping  sacks,  bags,  and  the  like, 
the  combination  and  arrangement  of  parts  substantially  as  described  in  said 

35  Letters  Patent  with  reference  to  the  accompanying  drawings. 

What  the  Pursuers  described  and  claimed  under  the  Letters  Patent  No.  20,763 
was  a  machine  for  multi-coloured  printing  of  sacks,  bags,  and  the  like,  consisting 
essentially  of  providing  a  separate  printing  roller  for  each  colour,  the  material 
to  be  printed  upon  being  passed  consecutively  underneath  each  roller  in  the 

40  course  of  one  continuous  printing  operation.  Special  provisions  were  made  for 
accurate  work,  viz.,  rollers  arranged  between  the  printing  cylinders  in  such  a 
position  as  to  grip  the  material  before  it  had  left  the  first  cylinder  and  until  it 
passed  to  the  next.  A  means  was  also  devised  for  rough  adjusting  and  fine 
adjusting  of  the  positions  of  the  printing  cylinders  relative  to  each  other.     A 

45  modification  was  also  described  in  which  the  intermediate  gripping  rollers  were 
dispensed  with. 

^e  Pursuers  then  described  the  importance  of  the  said  inventions : — ^The 
printing  or  stamping  of  sacks,  &c.,  in  two  or  more  colours  by  one  complete 
machine  involves  great  saving  of  labour  and  expenses.    The  Pursuers  and  all 

50  the  parties  using  the  machines  under  these  Patents  were  enabled  to  use  more 
elaborate  patterns  than  would  ha^e  been  possible  under  the  old  system,  and 
thus  to  command  a  high  and  important  place  in  the  market  for  their  sacks,  <&c. 
Before  the  said  invention  of  the  Pursuers  it  was  impossible  to  print  or  stamp 
sacks,  Ac,  in  two  colours  at  one  operation  by  a  machine,  unless  the  colours 


*  Ab  the  Pnranen*  olaim  under  this  Patent  wae  not  preeeed  it  is  not  dealt  with  in  this  report. 
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were  imposed  in  lines  practically  parallel.  Lines  of  different  colours  could  not 
be  made  to  cross  or  intertwine  in  a  pattern,  nor  could  a  device  in  one  colour  be 
enclosed  by  lines  in  different  colours.  If  such  varieties  of  design  were  desired, 
the  only  method  of  obtaining  the  result  was  that  one  colour  was  put  on  by  a 
machine  and  the  other  colour  or  colours  were  added  by  hand,  either  by  stencils  5 
or  by  blocks,  or  otherwise  by  passing  the  sacks,  &c.,  twice  through  the  same 
machine,  or  through  a  second  independent  machine.  Even  this  could  only  be 
accomplished  where  the  coloured  device  to  be  printed  or  stamped  was  of  a  very 
elementary  description.  Prior  to  the^said  Patents  there  was  no  machine  in  the 
market  capable  of  doing  the  work  of  stamping  or  printing  sacks,  &c.,  in  multi-  10 
colour  by  one  continuous  printing  operation,  as  described  in  said  Patents.  As 
soon  as  the  Pursuers'  machine  came  into  the  market,  it  was  at  once  recognised 
that  the  problem  of  stamping  or  printing  in  colours  sacks,  &c.,  by  one  complete 
machine  was  solved,  and  there  was  immediately  great  demand  for  these 
machines.  They  are  now  largely  used  in  Dundee,  in  London,  in  Liverpool,  15 
and  on  the  Continent.  They  are  universally  recognised  as  producing  work 
which  was  impossible  before  the  date  of  the  Patents. 

Further,  the  Pursuers  averred  that  it  had  recently  come  to  the  Pursuers* 
knowledge,  and  was  the  fact,  that  the  Defender  had  for  some  time,  without  any 
right  or  liberty  to  do  so,  been  using  the  said  invention  and  infringing  the  said  20 
Letters  Patent.  In  particular,  he  had  made  and  sold  several  machines  infringing 
the  same.  He  had,  further,  widely  advertised  his  intention  of  making  and 
selling  such  machines  constructed  in  the  manner  described  in  the  Specification 
of  said  Letters  Patent,  or  in  a  manner  substantially  the  same.  The  Defender 
did  not  make  or  sell  any  such  machine  until  after  the  date  of  said  Letters  25 
Patent,  and  the  machines  sold  and  offered  for  sale  by  the  Defender  were  copies 
or  imitations  of  the  machines  described  and  shown  in  said  Letters  Patent  and 
the  drawings  annexed  thereto.    This  the  Defender  denied. 

Accordingly  the  present  action  was  raised  on  the  24th  of  March  1902,  the 
conclusions  being  : — (First)  for  lOOOZ.  (afterwards  restricted  to  a  small  sum)  ;  30 
and  (Second)  for  interdicting  the  Defender  from  infringing  the  said  Letters 
Patent  belonging  to  the  Pursuers. 

The  Defender  lodged  defences  and  traversed  the  Pursuers'  averments  in 
regard  to  validity,  novelty,  and  value.      He  said : — "  The  alleged  invention 
*^  to  which  the  said  Letters  Patent  relate  was  not,  at  the  date  of  the  said  Letters  35 
^<  Patent,  subjectrmatter  of  a  grant  of  Letters  Patent  within  the  meaning  of  the 
**  Patent  Acts.    The  Pursuers  are  not,  in  point  of  fact,  the  true  inventors  of 
**  what  they  claim.    So  far  as  they  claim  a  machine  for  multi-coloured  printing 
*<  of  sacks,  bags,  and  the  like,  consisting  essentially  of  providing  a  separate 
^*  printing  roller  for  each  colour,  the  material  to  be  printed  on  being  passed  40 
**  consecutively  underneath  each  roller  in  the  course  of  one  continuous  printing 
**  operation,  it  is  explained  that  such  machines  were  well  known  for  many  years 
«  prior  to  1896.    Reference  is  made  to  the  following  Letters  Patent : — No.  4760 
«  of  1823,  No.  12,800  of  1849,  No.  2309  of  1881,  No.  13,264  of  1886,  No.  3479  of 
«  1887,  No.  16,012  of  1890,  No.  12,290  of  1891,  No.  9122  of  1892,  No.  7249  of  45 
«  1893,  No.  19,838  of  1894,  and  No.  21,209  of  1895.    Special  reference  is  made  to 
«  No.  13,264  of  1886,  No.  9122  of  1892,  No.  7249  of  1893,  and  No.  19,838  of  1894, 
**  as  illustrating  the  precise  type  of  machine  here  claimed  by  the  Pursuers. 
'^  These  Patents  show  that  the  mode  of  printing  claimed  by  the  Pursuers  was 
"  well  known  long  ago,  and  that  prior  to  the  date  of  the  Letters  Patent  now  in  50 
**  question  it  was  possible  to  effect  such  multi-colour  printing  of  sacks,  bags,  and 
"  tiie  like.    So  far  as  the  Pursuers'  alleged  Patent  relates  to  special  provisions 
"  for  securing  accurate  work  by  register  rollers,  travelling  bands,  Ac,  it  is 
"  explained  that  such  special  provisions  were  known  prior  to  the  date  of  the 
**  said  Letters  Patent,  as  is  shown  by  the  Letters  Patent  already  referred  to.  55 
*^  So  far  as  the  Pursuers*  alleged  Patent  relates  to  a  device  for  rough  adjusting 
**  and  fine  adjusting  of  the  cylinders  relatively  to  each  other,  it  is  explained 
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**  that  the  devices  founded  on  by  them  are  very  old.  The  rough  adjustment 
"  by  disgearing  a  wheel  is  a  common  mechanical  arrangement  in  daily  use  in 
"  almost  every  mechanic's  shop,  and  was  for  years  in  use  before  the  date  of  the 
**  said  alleged  Letters  Patent  in  favour  of  the  Pursuers  ;  nor  can  it,  as  a  mere 
5  "  mechanical  action,  form  subject-matter  for  a  valid  Patent.  The  device  for 
"  fine  adjustment  claimed  by  the  Pursuers  is  disclosed  in  and  anticipated  by 
"  Letters  Patent  No.  12,800  of  1849,  No.  413  of  1883,  and  No.  13,264  of  1886, 
**  all  of  prior  date  to  the  alleged  Letters  Patent  founded  on  by  the  Pursuers. 
**  With  regard  to  the  Pursuers'  claim  of  a  modification,  in  which  the  inter- 
10  "  mediate  gripping  rollers  are  dispensed  with,  it  is  explained  that  this  modifi- 
**  cation  was  anticipated  in  the  Patents  already  referred  to.  Further,  it  is 
**  explained  that  the  device  claimed  by  the  Pursuers  in  Claim  (3)  of  their 
"  alleged  Patent  No.  20,763  is  not  disclosed  in  their  Provisional  Specification, 
**  and  the  said  Letters  Patent  founded  on  by  the  Pursuers  are  accordingly 
15  **  invalid  on  the  ground  of  disconformity.  Moreover,  the  device  last  referred 
"  to,  being  that  shown  on  Figure  No.  6,  Sheet  No.  2  of  Drawings  annexed  to 
**  Specification  of  Pursuers'  alleged  Letters  Patent  No.  20,763,  was  in  use  prior 
"  to  the  date  of  the  said  Letters  Patent.  In  particular,  it  was  used  in  Dundee 
"  and  in  Leith  prior  to  said  date,  inter  alia,  in  the  works  of  the  East  Port 
20  "  Calender  of  StracJian^  Kinmond  A  Co.^  103,  Cowgate,  Dundee,  on  a  printing 
"  machine  supplied  by  the  Defender's  late  firm  of  Batchelor  and  Keay, 
"  Northern  Machine  Works,  Ogilvie  Street,  Dundee,  to  the  said  Strachan, 
"  Kinmxmd  &  Go.  on  or  about  the  18th  of  May  1891 ;  in  the  works  of  the 
"  Pursuers  at  Trades  Lane,  Dundee,  on  a  printing  machine  supplied  them  by 
25  "  the  Defender's  said  late  firm  of  Batchelor  and  Keay,  on  or  about  the  8th  of 
**  December  1892,  in  the  works  of  the  Meadowside  Calender  Cortipany,  Ld., 
**  Dundee,  on  a  printing  machine  manufactured  by  James  Fe7'guson,  Loons 
**  Road,  Dundee,  and  supplied  to  the  said  Meadowside  Calender  Company,  Ld.j 
**  on  or  about  the  7th  of  July  1893,  and  in  Leith  in  the  works  of  E,  Chalmers 
30  "  i?  Go,,  Ld.,  Newhaven  Road,  on  a  printing  machine  supplied  by  the  Defender's 
"  said  late  firm  of  Batchelor  and  Keay  to  the  said  Company  on  or  about  the 
"  2lBt  of  December  1894.  Further,  the  alleged  Letters  Patent  are  invalid 
**  because  the  Specification  does  not  sufficiently  distinguish  between  what  was 
"  published  and  publicly  known  and  used  prior  to  their  date,  and  what  is  new, 
35  **  if  any." 

As  to  value,  the  Defender  explained  that  the  best  work  capable  oiE  being 
done  by  the  Pursuers'  double-colour  printing  machine  was  very  inferior  to  the 
work  performed  by  other  double  and  multi-colour  printing  machines.  It  was 
well  known  in  the  printing  trade  that  American  made  machines  of  that  class 
40  were  far  ahead  of,  and  superior  to,  British  made  machines.  These  American 
made  machines  were  at  work  in  this  country,  and  Pursuers'  machines  could  not 
compete  with  them.  Specimens  of  the  work  done  by  these  American  machines 
were  produced.  These  machines  were  in  the  market,  and  work  similar  to  that 
on  the  specimens  produced  was  executed  in  this  country  long  prior  to  the  dates 
45  of  the  Pursuers'  alleged  Letters  Patent. 

Upon  these  averments  of  the  Pursuers  and  statements  of  the  Defender  the 
Pleas-in-Law  for  Pursuers  were  : — 1.  The  Defender  having  infringed  the  said 
Letters  Patent  as  aforesaid,  and  having  thereby  caused  loss  to  the  Pursuers,  the 
Defender  is  liable  therefor. — 3.  The  Defender  having  infringed  the  said  Letters 
50  Patent,  he  ought  to  be  interdicted  from  farther  infringing  the  same.  The 
Defender  pleaded  : — 2.  The  Defender  is  entitled  to  decree  of  absolvitor,  with 
expenses,  in  respect  that  the  alleged  Letters  Patent  founded  on  are,  and  have 
from  the  date  thereof  been,  null  and  void  and  invalid  in  respect. — (a)  that  the 
alleged  inventors  were  not  the  true  and  first  inventors  of  the  alleged  inven- 
55  tions  ;  (b)  that  the  said  alleged  inventions  were  published  and  publicly  known 
prior  to  the  dates  of  the  said  alleged  Letters  Patent ;  (c)  that  the  said  alleged 
inventions  were  publicly  used  prior  to  the  dates  of  the  said  alleged  Letters 
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Patent ;  {d)  that  the  Complete  Specifications  are  not  conform  to  the  ProTisional 
Specifications  of  the  said  alleged  Letters  Patent,  but  embrace  and  lay  claim  to 
alleged  inventions  not  included  or  indicated  in  the  Provisional  Specifications ; 
{e)  that  the  Specifications  do  not  distinguish  between  what  was  published  and 
publicly  known  and  used  prior  to  their  dates  and  what  is  new,  if  any. — 3.  The  5 
Defender  not  having  infringed  the  alleged  Letters  Patent  founded  on  by  the 
Pursuers,  is  entitled  to  decree  of  absolvitor,  with  expenses. 

On  the  10th  of  June  1902,  the  Lord  Ordinary  closed  the  record  and  allowed 
to  the  parties  a  proof  of  their  respective  averments. 

Proof  was  accordingly  led  on  the  13th,  14th  and  15th  of  January,  1903.    The  10 
Pursuers  examined  the  following  witnesses.     Their  principal  witness  was 
D.  J.  MdcDonaldy  who   described    the    machine   and  its    history,  and   his 
communications  with    Messrs.  Kinmond   and   Kidd   when  they   were  con- 
structing the  machine.     Kinmond  and   Kidd   also  were   examined.     From 
their  evidence  it  appeared  that  the  patented  machine  succeeded  the  Brown  15 
machine,   made  in   Kirkcaldy  about  1870,  as  the  only  machine  known  in 
Dundee  as  a  sack-printing  machine.     William  Fairley  Arthur^  manager  of 
the  Victoria  Rftad  Calendering  Company  of  Dundee,  said  he  purchased  a 
machine  after  it  was  put -on  the  market,  and  in  his  view  it  solved  the  problem 
of  providing  an  apparatus  for  printing  in  two  colours  at  one  operation  and  at  20 
the  same  speed  as  with  one  colour.     With  it  they  could  print  cheaper  and  in 
greater  quantity.    Andrew  Spaldingj  of  Spalding  Q,nd  BaUantinej  manu&o- 
turers,  Caledonian  Works,  Lochee ;  James  Ogilvie  Adams,  manager  of  the 
Dundee  Calendering  Company y  Ld. ;  and  George  Daniel  Forbes^  manager  of 
the  Eastport  Calender,  Dundee,    gave  similar    evidence.    David  Batchelor  25 
deposed  to  having  tried  to  design  a  machine  with  the  same  purpose  in  view 
and  talking  to    the  Defender  about  it.    He  said  an  ink-roller  adjustment 
bracket  was  a  device  on  a  machine  of  Batchelor  and  Keay^s,  and  that  some 
features  of  the  Defender's  machine  were  old,  although  said  to  be  infringements. 
Robert  Lindsay,  M.I.M.E.,   Dundee ;    Robert   Elliott,   managing  director  of  30 
Elliott  A  Co.,  Ld.,  Steelcroft  Machine  Works,  Otley,  Yorks  ;  Matthew  Cowan. 
psurtner  in  Duncan  6i   Co.,  printers    and    bookbinders,  Edinburgh ;    David 
Ritchie,  mill  furnisher,  Dundee,  gave  evidence  in  favour  of  the  Pursuers. 
George  Cameron  Douglas  gave  a  history  of  colour  printing,  especially  in  regard 
to  bags,  and  detailed  the  features  of  the  Pursuers'  machine  which  he  had  35 
patented,  his  view  being  that  the  Defender's  machine  was  an  inferior  copy  of 
the  Pursuers'. 

The  witnesses  called  for  the  Defender  were  : — The  Defender,  David  M. 
Ferguson^  Patent  agent,  Glasgow ;  TJwmas  Arthur  Middleton,  of  Thomas 
Middleton  A  Co.,  Southwark,  printing  machine  makers ;  James  Ferguson,  40 
foreman  mechanic  and  mill  manager,  Dundee  ;  Charles  Crawford  Graham, 
manager  of  the  Meadowside  Calendering  Company,  Dundee ;  James  Lamond 
Christie,  manager  of  the  Forebank  Sack  Factory,  Dundee ;  Joseph  RamsdaZe 
Shepherd,  mechanic,  Dundee  ;  Joseph  Swindells,  rug,  &c.,  printer,  Dundee ; 
and  Robert  Gibson,  C.E.  and  P.A.,  Dundee.  45 

At  the  hearing,  Salvesen,  K.C.,  and  M^Clurs  (instructed  by  J.  and  D.  Smith 
Clark,  W.S.,  agents  for  Thomas  Thornton,  Son  A  Co.,  of  Dundee)  appeared  for 
the  Pursuers ;  Clyde,  K.C.,  and  Craigie  (instructed  by  Millar  and  Mu^rray,  S.S.C., 
agents  for  David  Duncan  A  Son,  of  Dundee)  for  the  Defender. 

Salvesen,  K.C.,  and  M^Clure,  for  the  Pursuers, — The  conclusion  for  damages  50 
is  limited  to  26Z.,  as  it  appears  from  the  proof  that  only  one  multi-coloui^ 
printing  machine  was  sold  by  the  Defender,  and  26Z.  represents  the  royalty 
thereon.  In  discussing  the  conclusion  for  interdict  the  argument  will  relate 
only  to  the  first  Patent,  as  it  alone  has  so  far  been  infringed,  but  the  same 
argument  applies  mutatis  mutandis  to  the  second  Patent,  the  validity  of  which  55 
is  challenged  by  the  Defender.  Taking  the  first  Patent  then,  its  leading 
claim  is  for  a  combination  of  parts  ^'  substantially  as  described."    Accordingly 
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any  colourable  imitation  is  an  infringement.  Combinations  of  entirely  old 
parts,  or  of  parts  partly  old  and  partly  new,  are  valid  subject-matter  for  a  Patent 
if  with  the  display  of  some  invention  they  obtain  a  new  result,  or  a  known 
result  in  a  better,  cheaper,  or  more  expeditious  manner  (Frost's  Patent  Law  and 
5  Practice,  2nd  edition,  pages  58  to  62  ;  Crane  v.  Price,  1  W.P.C.  377,  per  Tindal, 
C. J.,  at  page  409 ;  Murray  v.  Clayton,  L.R.  7  Ch.  570,  per  James,  L.J.,  at 
page  584  ;  DuckeU  v.  Whitehead,  12  R.P.C.  376  ;  Pmn  v.  Bibhy,  L.R.  2  Ch. 
127).  Applying  these  cases  to  the  facts  of  the  present  case,  the  Pursuers' 
Patents  are  good.    The  proof  showed  that  there  had  been  no  machine  for 

10  multi-coloured  sack  printing  prior  to  the  Pursuers'  Patent.  Piece-printing  and 
web-printing  machines  existed,  but  there  was  no  machine  capable  of  printing 
throughout  sacks  of  varying  thickness,  owing  to  the  hems  at  the  ends  and  sides, 
and  of  varying  lengths  and  widths  without  readjustment  of  the  machine.  All 
this  the  Pursuers'  machine  does,  and  was  the  first  to  do.    The  proof  also  showed 

15  that  none  of  the  machines  founded  on  by  the  Defender  were  capable  of  doing 
the  work  done  by  the  Pursuers'  machine  without  adaptation  or  alteration.  Nor 
was  any  machine  capable  of  printing  sacks  from  end  to  end  and  from  side  to 
side  which  the  Pursuers'  machine  does.  One  or  two  American  machines  can 
now  do  the  work  done  by  the  Pursaers'  machines,  but  they  were  not  anticipations 

20  nor  are  they  pleaded  as  such.  Further,  they  are  much  more  costly  than,  and 
not  so  simple  as,  the  Pursuers'  machine.  Did  the  Pursuers  display  any  inven- 
tion ?  No  apparent  smallness  or  simplicity  in  what  a  Patentee  does  will  prevent 
the  Patent  being  good,  and  a  mere  scintilla  of  invention  is  enough  (Frost's 
Patent  Law  and  Practice,  2nd  edition,  pages  27,  28,  and  34 ;  and  Vickers  v. 

25  Siddell,  7  R.P.C.  292,  per  Lord  HerschdU  at  page  304).  Pursuers'  machine 
satisfies  all  these  tests.  The  attack  on  the  Pursuers'  Patents  on  account  of 
alleged  disconformity  between  the  Provisional  and  Final  Specifications  must 
fail  (JSinks  v.  Safety  Lfwhting  Company,  L.R.  4  CD.  607,  per  Jessel,  M.R.,  at 
page  615;  Neilson  v.  Harford,  1  W.P.C.  317,  344;  Frost's  Patent  Law  and 

30  Practice,  2nd  edition,  page  170).  If  Pursuers'  Patents  are  good,  the  proof  shows 
that  Defender's  machines  are  an  infringement. 

Clyde,  K.C.,  and  Craigie,  for  the  Defender. — ^The  Pursuers'  Patents  are 
invalid.  They  consist  of  a  new  adaptation  of  old  elements,  but  the  Specifica- 
tions do  not  state  this.    Nor  do  they  state  in  what  the  improvement  consists, 

35  nor  to  what  uses  the  thing  now  to  be  improved  was  put.  The  Specifications 
appear  to  claim  an  entire  and  original  discovery,  and  seek  to  cover  more  than 
IS  actually  new  and  useful.  This  vitiates  the  Patents  and  makes  them  wholly 
ineffectual  {Hill  v.  Thompson,  1  W.P.C.  229,  per  Lord  Eldon,  L.C.,  at  page  237). 
The  old  controversy  between  Foxwell  v.  Bostock  (4  De  6.  J.  &  S.  298)  and 

40  Harrison  v.  Anderston  Foundry  Company  (L.R.  1  A.C.  574)  was  put  at  rest 
rest  by  Kynoch  v.  Wehh  (17  R.P.C.  100).  Further,  these  Specifications  in 
describing  the  necessary  materials  for  carrying  out  the  invention  include 
what  is  unsuitable  as  well  as  what  is  suitable.  For  example,  travelling 
bands  are  mentioned,  and  these  are  not  necessary  materials,  as  clips,  rollers, 

45  spike  chains,  Ac,  would  do  perfectly  well ;  also  pressure  by  screws,  which  is 
unnecessary  and  unsuitable,  and  which  is  not  in  fact  the  manner  in  which 
Pursuers'  machine  adjusts  the  pressure,  that  being  done  by  rubbers  on  the 
impression  cylinders.  Accordingly  Pursuers'  claims  are  much  too  large.  This 
is  fatal  to  the  validity  of  the  Patents  (Frost's  Patent  Law  and  Practice,  page  184 ; 

50  Wegman  v.  Corcoran,  L.R.  13  CD.  65  at  page  87  ;  Stevens  v.  Keating,  19  L.J. 
Ex.  57).  Apart  from  these  vital  defects  in  the  Specifications  there  was  no  inven- 
tion, and  accordingly  the  Patents  are  void  {Bv^h  v.  Fox,  5  H.L.C.  707,  at  pages  714 
and  715  ;  Brook  v.  Aston,  8  B.  &  B.  478  ;  Bamlett  v.  Picksley,  Griff.  P.C  40). 
The  Defender  admits  the  demand  for  this  kind  of  machine,  but  denies  that 

55  the  mere  fact  of  being  first  to  put  something  on  the  market  to  meet  that  demand 
is  enough.  He  founds  on  the  distinction  between  the  broad  protection  given 
by  th^  Court  against  infringement  by  mechanical  equivalents  of  a  Patent  for  an 

•      2  s 
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entirely  new  result  or  a  totally  novel  machine,  and  the  mach  narrower  protec- 
tion afforded  if  the  result  be  not  new  or  the  mechanical  fittings,  &c.,  be  old. 
In  the  latter  case  the  Courts  compel  the  Patentee  to  adhere  strictly  to  his 
Specification  and  allow  others  to  use  mechanical  equivalents  (Gurtis  v.  Flatty 
L.R.  3  CD.  135^1 ;  Proctor  v.  Bennis,  4  R.P.C.  333 ;  L.R.  36  CD.  740 ;  5 
Frost's  Patent  Law  and  Practice,  pa^es  481,  482).  On  the  question  of  discon- 
formity  between  the  Complete  and  Provisional  Specifications,  the  law  has  not 
changed  since  1883  (see  section  12  of  the  Act  of  that  year  (46  &  47  Vict.  c.  57) 
and  Frost's  Patent  Law  and  Practice,  page  329).  Even  if  Pursuers'  Patents  are 
good  the  Defender  is  not  infringing  them.  The  Defender  does  not  insist  on  his  10 
plea  of  no  title  to  sue. 

At  the  conclusion  of  the  argument  judgment  was  reserved,  and  delivered  on 
the  23rd  of  April  1903. 

Lord  Low. — The  machine  for  printing  sacks  which  has  been  made  and  sold 
by  the  Defender  appears  to  me  to  be  practically  identical  with  the  machine  15 
made  by  the  Pursuers,  and  if  the  latter  machine  is  protected  by  the  Letters 
Patent  obtained  in   1896,  then  I   think  that  the   Defender's  machine  is  an 
infringement  of  the  Patent. 

The  Pursuers'  machine,  as  made  by  them,  is  capable  of  printing,  in  one 
operation,  designs  in  different  colours  intertwined,  upon  sacks  which  have  thick  20 
seams  and  are  of  different  sizes,  from  side  to  side  and  from  end  to  end.  It  is 
proved  that  no  previous  machine  was  capable  (at  all  events,  without  large  alterations 
and  adjustments)  of  doing  that  work,  and  it  is  work  of  a  kind  for  which  there 
was  a  demand.  I  therefore  think  that,  although  the  Pursuers'  machine  is  a 
printing  machine  of  a  well-known  type,  it  produces  a  result  which  might  have  25 
been  made  the  subject-matter  of  a  valid  Patent.  The  question  therefore  is 
whether  the  invention  is  protected  by  the  Letters  Patent  of  1896. 

In  Article  III.  of  the  Condescendence  the  Pursuers  give  what  appears  to  be 
an  accurate  summary  of  what  is  contained  in  the  Letters  Patent.  They  aver 
**  What  the  Pursuers  describe  and  claim  under  the  Letters  Patent  No.  20,763  is  30 
"  a  machine  for  multi-coloured  printing  of  sacks,  bags,  and  the  like,  consisting 
**  essentially  of  providing  a  separate  printing  roller  for  each  colour,  the  material 
"  to  be  printed  upon  being  passed  consecutively  underneath  each  roller  in  the 
"  course  of  one  continuous  printing  operation.  Special  provisions  are  made  for 
"  accurate  work,  viz.,  rollers  arranged  between  the  printing  cylinders  in  35 
^'  such  a  position  as  to  grip  the  material  before  it  has  left  the  first  cylinder,  and 
'^  until  it  passes  to  the  next.  A  means  is  also  devised  for  rough  adjusting  and 
"  fine  adjusting  of  the  positions  of  the  printing  cylinders  relative  to  each 
"  other." 

It  is  to  be  observed,  in  the  first  place,  that  the  invention  is  described  as  40 
being  for  the  printing  of  ''  sacks,  bags,  and  the  like."     It  is  admitted  that  these 
words  embrace  not  only  sacks,  which  are  of  irregular  thickness,  but  pieces  of 
material  which  are  of  uniform  thickness.     The  printing,  however,  of  detached 
pieces  of  uniform  thickness  was  no  novelty.     In  the  next  place,  the  machine  is 
described  as  one  having  a  separate  printing  roller  for  each  colour,  the  material  45 
to  be  printed  being  passed  underneath  each  roller  in  the  course  of  one  operation. 
It  is  admitted  by  the  Pursuers'  witnesses  that  that  is  a  description  of  a  well- 
known  type  of  printing  machine,  and  that  such  machines  had  been  used  for 
printing  detached  pieces  in  different  colours.     Therefore  the  machine  is  not  a 
new  type  of  machine,  and  aithouga  it  is  disclosed  that  it  is  adapted  for  the  novel  50 
purpose  of  printing  sacks  of  irregular  thickness  in  more  than  one  colour,  it  is 
also   claimed,  as  part   of  the  invention,  that  it  will  print  detached  pieces  of 
uniform  thickness.     In  the  latter  case,  it  seems  to  me  that  there  was  no  novelty 
either  in  the  type  of  the  machine  or  in  the  result. 

The  second   sentence  of  the   Article    of  the  Condescendence  which  I  have  55 
quoted  refers  to  rollei-s  designed  to   grip   the  material  between    the  cylinders. 
That,  however,  is  not  an  essential  part  of  the  machine,  because  it  is  explained 
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in  the  Specification  that  the  rollers  may  be  dispensed  with  if  the  cylinders  are 
brought  sufficiently  close  together. 

The  third  sentence  refers  to  the  means  which  are  used  for  adjusting  the 
position  of  the  cylinders  relatively  to  each  other.  In  the  Specification  a 
5  separate  claim  is  made  for  a  special  device  for  effecting  such  adjustment.  It 
is,  however,  said  in  the  Specification  that  friction  plates  or  other  like 
mechanical  devices  may  be  employed  for  the  purpose,  and  it  is  not  disputed 
that  such  devices  for  adjusting  the  cylinders  were  well  known  in  printing 
machines.    It  therefore  seems  to  me  that'  no  invention  was  disclosed,  so  far  as 

10  the  adjustment  of  the  cylinders  was  concerned. 

Another  feature  of  the  machine,  as  made  by  the  Pursuers,  which  is  founded 
upon  as  being  novel,  is  the  means  by  which  the  sacks  are  carried  underneath  the 
cylinders.  That  is  effected  by  a  travelling  band  or  cloth  upon  which  the  sacks 
are  laid.    The  advantage  of  that  method  of  conveying  the  sacks  is  that  they  can 

15  be  printed  over  their  whole  surface,  from  side  to  side,  and  from  end  to  end. 
Unfortunately,  however,  that  advantage  is  not  made  a  distinguishing  feature  of 
the  invention,  because  in  the  Specification  it  is  said  that  "clips,  spiked 
"  chains,  or  the  like,"  may  be  used  instead  of  the  carrying  band.  If,  however, 
such  devices  were  used,  then  the  whole  surface  of  the  sacks  could  not  be 

20  printed. 

Again,  the  Pursuers'  machine  can  print  with  the  same  cylinder  sacks  of 
different  lengths.  The  sack  must  not  be  longer  than  the  circumference  of  the 
cylinder,  but  it  may  be  of  any  shorter  length.  What  is  necessary  in  order  to 
print  sacks  which  are  shorter  in  length  than  the  circumference  of  the  cylinder 

25  is  that  they  should  be  fed  into  the  machine  at  the  proper  time.  For  example, 
if  the  circumference  of  the  cylinder  is  6  feet,  sacks  6  feet  in  length  can  be  fed 
in  continuously  ;  but  if  the  sacks  are  shorter  than  6  feet,  a  space  (regulated  by 
the  length  of  the  sacks)  requires  to  be  left  between  each  sack  which  is  fed  into 
the  machine  and  the  succeeding  sack,  otherwise  the  type  upon  the  cylinders 

30  would  not  come  down  upon  the  proper  part  of  the  sack.  That,  however,  was 
not  an  invention  of  the  Pursuers.  There  was  a  machine — ^jBrow;n's— which  had 
been  in  use  for  many  years  prior  to  the  Pursuers'  Patent  for  printing  sacks  in 
one  colour,  in  which,  by  regulating  the  feed,  sacks  of  different  sizes  were 
printed  without  altering  the  cylinder. 

35      Therefore  as  regarded  the  working  of  the  first  cylinder  in  the  Pursuers' 

machine  there  was  no  difficulty  and  no  invention,  because  the  front  part  of  that 

machine  is  just  a  Brown's  machine,  and  the  sacks  are  fed  into  the  first  cylinder 

and  printed  by  it  exactly  as  in  a  Brown* s  machine. 

It  was  said,  however,  that  the  great  difficulty  (the  overcoming  of  which 

40  constituted  the  chief  merit  of  the  invention)  was  to  secure  that  whatever  was 
the  size  of  the  sack  which  was  being  printed,  the  second  cylinder  should  print 
exactly  upon  the  desired  part  of  the  sack.  Now  it  was  known  that  in  machines 
of  a  similar  type  for  printing  in  the  web,  so  long  as  the  successive  cylinders 
were  in  register  with  each  other,  the  distance   which  separated  them  was 

45  immaterial.  It  was  also  known  from  Brown's  machine  that  the  same  cylinder 
would  print  sacks  of  different  lengths  if  they  were  fed  in  at  the  proper  time. 
From  these  two  propositions  Mr.  Kinmond  (who  appears  to  have  really  been  the 
inventor  of  the  Pursuers'  machine)  deduced  that  the  second  cylinder  would 
print  in  the  right  place  if  it  was  in  exact  register  with  the  first  cylinder,  and  if 

50  the  sacks  were  properly  fed  into  the  first  cylinder.  It  was  argued  that  that 
deduction  was  so  obvious  that  it  involved  no  invention.  I  am  not  prepared  to 
accept  that  view.  I  am  inclined  to  think  that  this  was  one  of  those  matters 
which,  although  very  plain  when  pointed  out,  required  a  considerable  amount  of 
ingenuity  to  discover.     But  however  that  may  be,  the  result  is  that  the  effectual 

55  working  of  the  machine  depends  upon  the  feed  being  properly  timed.  In  the 
Specification,  however,  there  is  not  one  word  said  about  the  feed,  nor  any 
explanation  as  to  how  it  should  be  regulated.    It  was  argued  that  such  a  thing 
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was  not  necessary  because  anyone  who  was  familiar  with  Brown^s  machine 
would  see  at  once  how  to  regulate  the  feed.  That  may  be  so,  but  I  cannot  but 
regard  it  as  a  grave  defect  in  the  Specification  that  it  did  not  disclose  that  which 
is  essential  to  the  carrying  out  of  the  invention. 

I  am  therefore    of    opinion    that    the    Patent    is    invalid,   in  respect  that  5 
the   Specification    does    not    describe   and    ascertain    what    alone    could  be 
regarded  as  an  invention,  but,  on  the  contrary,  describes  and  claims  in  general 
terms  a  printing  machine  which  was  not  a  novelty. 

If  I  am  right  in  that  view,  it  is  sufficient  for  the  decision  of  the  case,  but  I 
may  add  that  in  my  judgment  the  third  claim  in  the  Specification  is  also  bad.  10 
That  is  a  claim  for  a  bracket  by  which  the  inking  rollers  are  adjusted.    In  the 
first  place,  1  do  not  think  that  upon  any  reasonable  reading  of  the  language 
used  the  invention  is  foreshadowed  in  the  Provisional  Specification. 

In  the  next  place,  I  do  not  think  that  what  is  alleged  to  be  the  invention 
is  adequately  disclosed  in  the  Complete  Specification.    One  of  the  inking  rollers  15 
is  made  of,  or  coated  with,  gelatine,  and  it  is  said  that  by  means  of  the  braoket 
that  roller  can  be  adjusted  in  the  proper  position  relatively  to  the  other  inking 
roller  and  to  the   impression   cylinder.     Further,  it  is  said  that  the  gelatine 
roller  can  be  put  out  of  gear  in  one  motion.    In  reference  to  the  latter  point,  I 
may  explain  that  it  is  desirable  that  the  gelatine  roller  should  be  capable  of  20 
being  readily  put  out  of  gear,  because  if  it  is  not  put  out  of  gear  when  the 
machine  is  at  rest  (as  at  meal  hours)  it  gets  flattened  at  the  point  where  it  is 
in  contact  with  the  other  roller.    All  that  the  Specification  says  in  regard  to 
the  bracket  is,  "The  method  of  adjusting  the  roller  13  relative  to  the  other 
"  14  is  more  particularly  shown  in  Figure  6,  where  it  may  be  observed  it  may  25 
"  be  moved  in  three  directiond,  the  one  along  the  slot  15a,  the  other  up  and 
"  down  by  means  of  the  set  screw  16,  and  the  third  backwards  and  forwards 
"  by  means  of  the  set  screw  17.*V   That  is  all  that  is  said,  and  it  does  not  seem 
to  me  to  give  any  indication  as  to  how  the  bracket  performs  the  functions  for 
which  it  was  designed.    It  appears  that  to  put  the  gelatine  roller  into  proper  30 
position  the  bracket  must  be  fixed  at  an  angle.    Now  it  is  true  that  in  Figure  6 
the  bracket  is  shown  at  an  angle,  but  there  is  nothing  whatever  to  indicate 
what  that  angle  is,  or  how  it  is  to  be  ascertained.    In  short,  in  order  that  a 
workman  might  adjust  the  roller  by  means  of  the  bracket  he  would  require 
to  make  experiments  until  he  hit  upon  the  proper  method  of  doing  so.    Further,  85 
there  is  not  one  word  said  as  to  disgearing  the  bracket  by  a  single  motion, 
which  is  now  claimed  to  be  a  conspicuous  merit  of  the  device. 

I  have  only  referred  to  the  Patent  which  was  obtained  in  1896.  The  Pur- 
suers, however,  also  hold  a  Patent  for  a  different  type  of  printing  machine 
which  is  dated  in  1897,  and  in  the  Summons  they  seek  to  have  the  Defender  40 
interdicted  from  infringing  the  latter  Patent  as  well  as  that  of  1896.  It  was  not 
disputed,  however,  that  if  the  Defender's  machine  infringed  the  Pursuers'  righta 
at  all,  it  was  in  regard  to  the  Patent  of  1896.  I  therefore  do  not  think  that  it  is 
necessary  to  deal  with  the  latter  Patent. 

Upon  the  whole  matter  I  am  of  opinion  that  the  Defender  is  entitled  to  .45 
absolvitor. 
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In  the  High  Court  op  Justice— Chanobry  Division. 


Before  Mr.  Justice  Joyce. 


May  12th,  13th,  14th,  and  28th,  190S. 


Anglo-Swiss  Condensed  Milk  Company  v.  Pearks,  Gunston, 
5  AND  Tee,  Ld. 

In  the  Mattfr  op  the  Trade  Harks  Nos.  15,920  and  238,790  op  the 
Anglo-Swiss  Condensed  Milk  Company. 


Action  for  infringement  of  Trade  Marks  and  for  passing  off. — Motion  to 
rectify  by  exclusion  of  certain  goods. — No  intention  to  use  Trade  Mark  for  such 
10  goods. — Mark  common  to  the  trade. — Action  dismissed. — Order  for  rectification 
of  Register. 

In  1878  a  Company  registered  a  Trade  Mark,  consisting  of  a  figure  of  a 
milkmaid  with  the  words  ^^  Milkmaid  Brand,^^  in  Class  42,  for  substances 
used  as  food  or  ingredients  in  food,  with  the  exception  of  certain  goods,  not 

15  including  butter  in  such  exceptions.  In  1901  the  sams  Company  registered 
anotlier  Trade  Mark  consisting  of  a  slightly  different  figure  of  a  milkfnaid 
unth  the  same  words  for  the  whole  of  Class  42.  TJie  Company  /lad  also  other 
Trade  Marks  with  the  figure  of  a  milkmaid  in  them,  but  not  for  butter.  Their 
principal  trade  was  in  condensed  milk,  and  they  never  traded  in  butter  in  the 

20  United  Kingdom  until  May  1901,  although  they  had  formed  the  intention  of  so 
trading  in  1897,  and  had  traded  abroad  in  butter.  In  1902  they  commenced  an 
action  against  another  Company  for  infringement  of,  in  partictilar,  the  Trade 

2  t 
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Marks  of  1878  and  1901,  and  for  passing-off,  and  in  it  complained  of  the  use  hy 
the  Defendants  of  coloured  posters  and  handbills  having  thereon  the  figure  of  a 
milkmaid  with  the  Defendants'"  trade  name  prominently  thereon  and  the  words 
"  Milk  Blended  Butter  " ;  these  posters  afid  handbills  were  first  used  in  November 
1901.  The  Plaintiffs  alleged  that  they  had  a  reputation  in  various  articles  of  5 
dairy  produce  under  the  brand  of  a  milkmaid,  and  that  the  posters  were 
calculated  to  lead  persons  to  believe  that  the  butter  to  which  they  referred  was 
the  Plaintiffs^  butter.  The  Plaintiffs  had  only  a  small  retail  trade  in  butter, 
and  used  only  the  1901  Trade  Mark,  and  not  that  of  1878,  in  connection  with 
such  trade.  The  Defendants  had  a  very  large  retail  trade  in  their  milk  JQ 
blended  butter.  They  denied  infringement  and  passing  off,  and  moved  to 
exclude  butter  from  the  goods  for  which  the  Trade  Marks  were  registered  on 
the  grounds  that  the  Plaintiffs  had  never  used  or  intended  to  use  the  1878  Trade 
Mark  for  butter,  and  that  in  1901  a  milkmaid  was  common  to  the  trade.  The 
action  and  motion  were  heard  together.  15 

Held,  that  the  action  failed  as  to  passing  off,  and  that  the  Register  must  be 
rectified  so  as  to  exclude  butter  from  the  goods  for  which  the  Trade  Marks  were 
registered,  on  the  ground,  as  to  the  1878  Trade  Mark,  that  there  had  been  no 
real  intention  to  use  it  for  butter,  and,  as  to  the  1901  Trade  Mark,  that  at  the 
date  of  its  registration  the  device  of  a  milkmaid  was  commofi  to  the  butter  20 
trade.  The  action  was  dismissed,  and  an  Order  ?nade  for  rectification  in  the 
manner  mentioned. 

On  the  17th  of  December  1878,  Cliarles  Terry  Sparks,  manager  in  Enf?land 
of  the  AnglO'Siviss  Condensed  Milk  Company  (hereinafter  referred  to  as  the 
Sunss  Company),  applied  on  their  behalf  for  the  registration  of  a  Trade  Mark,   25 
which  is  shown  below,  in  Class  42,  for  substances  used  as  food  or  as  ingredients 


in  food,  except  condensed  milks,  coffee  and  milk,  chocolate  and  milk,  and 
essence  of  coffee.  No  user  before  the  J  3th  of  August  1875  was  claimed.  This 
mark  was  registered  under  No.  15,920.    On  the  12th  of  June  1901  the  Sioiss 
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Company  applied  for  the  registration  of  another  Trade  Mark,  which  is  shown 
below,  in  Class  42,  for  substances  used  as  food  or  as  ingredients  in  food.  This 
mark  was  registered  under  No.  238,790.     On  the  16th  of  June  1902  the  Stviss 


Company  commenced  an  action  against  Pearks^  Ounston  and  Tee,  Ld,^  claiming 
5  an  injunction  to  restrain  infringement  of  the  above-mentioned  Trade  Marl^ 
and  of  three  others,  or  any  of  them,  and  from  selling,  offering  for  sale,  or 
passing  off,  or  enabling  others  to  sell  or  pass  off,  goods  not  of  the  Plaintiffs' 
manufacture  or  merchandise  as  or  for  the  Plaintiffs'  goods  by  the  use  of  the 
representation  of  a  milkmaid,  or  any  device  only  colourably  differing  from  the 

10  Plaintiffs'  said  Trade  Marks,  or  by  the  use  of  any  device  enabling  the 
Defendants'  goods  to  be  described  or  called  "  Milkmaid  Brand,"  and  for  other 
relief. 

The  short  particulars  of  the  three  other  Trade  Marks  mentioned  in  the  writ, 
but  of  which  infringement  was  not  alleged  at  the  trial  (not  being  registered  for 

15  butter)  are  as  follows  :— (1)  No.  8831,  registered  on  the  26th  of  August  1876  as 
an  old  mark,  consisting  only  of  the  representation  of  a  milkmaid  contained  in 
Trade  Mark  No.  15,920,  and  registered  for  condensed  milks,  coffee  and  milk, 
chocolate  and  milk,  and  essence  of  coffee ;  (2)  No,  189,720,  registered  on  the 
9th  of  September  1895  for  the  same  goods  as  No.  8831,  and  being  the  same  as 

20  Trade  Mark  No.  238,790  ;  (3)  No.  189,891,  registered  on  the  18th  of  September 
1895,  and  being  the  same  as,  and  for  the  same  goods  as,  the  last  mentioned  mark, 
except  that  the  words  "  Milkmaid  Brand  "  were  omitted. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  (1)  that  they  were  a 
Company  incorporated  under  the  laws  of  Switzerland,  and  carried  on  an  old 

25  established  business  as  manufacturers  and  vendors  of  condensed  milk  and 
milk  products,  with  factories  in  Switzerland,  England,  Bavaria,  and  Norway, 
and  offices  at  10,  Mark  Lane,  in  the  city  of  London,  and  also  in  Switzerland, 
and  that  their  business  was  believed  to  be  the  largest  of  the  kind  in  the  world  ; 
and  that  for  many  years  past  an  important  branch  of  the  Plaintiffs'  business  had 

30  consisted  in  the  manufacture  and  sale  of  butter ;  (2)  that  for  35  years  past,  or 
thereabouts,  the  Plaintiffs  had  used  as  the  distinguishing  mark  of  their  goods  a 
Trade  Mark  representing  a  figure  of  a  milkmaid,  the  same  being  in  many  cases 
accompanied  by  the  words  **  Milkmaid,"  or  **  Milkmaid  Brand,"  and  they  had 
also  frequently  uSed  the  words  "  Milkmaid,"  or  '*  Milkmaid  Brand,"  without 

35  the  figure  ;   that  in  the  case  of  butter  the  said  device  was  stamped  upon  the 

2  T  2 
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butter  itself,  and  was  also  used  upon  wrappers,  show-cards,  and  in  other  ways ; 

(3)  that  the  Plaintiffs  were  the  proprietors  of  the  afor-said  five  Trade  Marks  ; 

(4)  that  during  many  years  the   Plaintiffs   had   expended   very  large  sums 
of  money  in  advertising  their  said  goods  under  the  name  "  Milkmaid "  or 

"  Milkmaid  Brand,"  and  usually  in  connection  with  their  said  device,  in  the  5 
United  Kingdom  and   in   various  foreign  countries,  and   by  reason    of    the 
distinctiveness  of  the  Plaintiffs*  said  name  and  brand,  and  of  the  inherent 
merits  of  their  goods  and  of  such  expenditure  as  aforesaid,  the  Plaintiffs'  said 
goods  were  thoroughly  well  known  in  the  United  Kingdom  and  in  most  parts 
of  the  world  under  the  name  *'  Milkmaid,"  or   "  Milkmaid   Brand,"  and   in   10 
conjunction  with  the  representation  of  a  milkmaid ;   that  the  said  name  and 
device  were  exclusively  applied  to  the  Plaintiffs'  goods,  and  were  associated  and 
identified  with  them,  and  that  anyone  who  asked  for  or  ordered  any  such 
goods  under  either  of  the  names  aforesaid,  or  under  the  device  aforesaid, 
intended  and  expected  to  receive  the  Plaintiffs'  goods  and  no  other ;   (5)  that  15 
the  Defendants  were  a  limited  Company  carrying  on  business  at  6  Bayer  Street, 
Golden  Lane,  in  the  city  of  London,  and  elsewhere,  as  dealers  in  goods  similar 
to  those  manufactured  and  sold  by  the  Plaintiffs  ;   that  the  Defendants  began, 
for  the  first  time  a  few  months  ago,  to  use  a  representation  of  a  milkmaid  in 
advertisements  relating  to  their  butter,  and  they  had  very  recently  begun  to  use  20 
the  said  device  in  the  shops  in  which  their  butter  was  sold  and  in  connection 
with  the  sale  of  their  butter,  so  as  to  represent  that  the  same  was  ''  Milkmaid 
"  Butter,"  or  in  other  words  the  Plaintiffs'  butter  ;   that  the  Defendants  were, 
moreover,  taking  advantage  of  such   device  to  supply  their  own  butter   in 
response  to  the  orders  for  "Milkmaid   Butter,"  or  in  other  words  for  the  25 
Plaintiffs'  butter ;    (6)  that  the  Defendants  were,  in  manner  aforesaid,  repre- 
senting that  their  butter  was  *'  Milkmaid  Butter,"  and  they  were  causing  the 
same  to  be  bought  and  sold  by  the  same  name  by  which  the  Plaintiffs'  butter 
and  other  milk  products  were  bought  and  sold,  and  they  had,  by  such  means  as 
aforesaid,  been  making  profits  which  ought  to  belong  to  the  Plaintiffs,  and  30 
causing  damage  and  injury  to  the  Plaintiffs,  and  that  unless  they  were  restrained 
the  public  would  be  deceived  and  the  Plaintiffs  further  injured. 

The  Defendants  by  their  Defence  alleged — (1)  that  they  had  not  infringed 
the  said  Trade  Marks  or  any  of  them  ;  (2)  that  the  Defendants  had  not 
passed  off  or  attempted  to  pass  off  any  butter  of  their  manufacture  or  mercban-  35 
dise  as  the  butter  of  the  Plaintiffs  ;  (3)  that  the  Defendants,  who  sold  butter  of 
their  manufacture  and  merchandise  under  the  name  '*  Milk  Blended  Butter," 
had  for  the  purposes  of  advertisement  and  shop  display  used  pictures  in  which 
there  was  a  figure  of  a  milkmaid  with  the  words  *^  Pearks*  Milk  Blended 
"  Butter "  clearly  printed  thereon ;  that  the  use  of  pictures,  statuettes,  and  40 
drawings  of  or  containing  a  milkmaid  was  common  to  the  trade,  and  the  use  of 
the  said  advertisements  and  pictures  did  not,  and  had  not,  and  could  not,  pass  off 
any  butter  of  the  Defendants  as  and  for  the  butter  of  the  Plaintiffs,  and  did  not 
lead,  and  had  not  led,  to  the  description  of  the  Defendants'  butter  as  ^'  Milkmaid 
"  Butter."  As  instances  of  such  common  general  user  of  the  figure  and  device  45 
of  a  milkmaid  in  the  trade  in  connection  with  dairy  produce,  the  Defendants 
would  refer  to  figures,  posters,  and  handbills  in  use  by,  amongst  others,  the 
proprietors  of  NeMle's  Swiss  Milk  and  their  customers  throughout  the  trade, 
the  Danish  Dairy  Company  at  their  branches  throughout  the  realm,  the  Dairy 
Supply  Company  and  their  customers  throughout  the  trade,  Coopman  and  50 
Young^  of  John  Street,  London,  and  their  customers  throughout  the  trade ; 
(4)  that  the  Plaintiffs  had  not  as  an  important  or  any  branch  of  their  business  in 
this  realm  any  business  as  manufacturers  or  sellers  of  butter  ;  that  the  Plaintiffs 
had  no  reputation  in  this  realm  for  butter  of  their  manufacture  or  merchandise 
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under  the  title  or  description  of  "  Milkmaid  Butter "  or  at  all,  and  that  the 
title  "  Milkmaid  Butter  "  was  entirely  unknown  in  this  realm,  and  no  butter 
was  sold  by  the  Plaintiffs  upon  which,  or  the  wrappers  of  which,  or  the  show 
cards  of  which  the  mark  of  a  milkmaid  or  the  words  "  Milkmaid  "  or  "  Milkmaid 
5  '* Brand"  were  used ;  (5)  that  the  Defendants  had  not  supplied  and  did  not 
supply  in  answer  to  orders  for  '*  Milkmaid  Butter  "  butter  of  their  manufacture 
or  merchandise  ;  if  any  orders  were  given  for  "  Milkmaid  Butter,"  which  was 
not  admitted,  such  orders  did  not  mean  and  would  not  be  understood  to  mean 
butter  of  the  Plaintiffs'  manufacture  or  merchandise  ;  (6)  that  the  Defendants 

10  admitted  that  the  PlaintifiBs  had  a  large  business  in  condensed  milk  mixed  with 
coffee,  cocoa,  and  chocolate,  and  that  in  respect  of  such  goods  the  Plaintiffs 
had  a  reputation  in  connection  with  the  words  "  Milkmaid  "  and  "  Milkmaid 
"Brand";  save  in  respect  of  such  goods  the  Defendants  denied  that  the 
Plaintiffs  had  any  reputation  in  connection  with  the  said  word  or  words ; 

15  (7)  that  if  the  Plaintiffs  had  any  reputation  in  connection  with  the  sale  of 
butters  of  their  manufacture  or  merchandise  in  connection  with  the  device  of  a 
milkmaid  or  the  words  "  Milkmaid  "  or  "  Milkmaid  Brand,"  which  was  wholly 
denied,  they  were  not  entitled  to  restrain  the  Defendants  from  the  acts  therein- 
before admitted  by  reason  that  the  Plaintiffs  had  for  a  long  period  been  acquainted 

20  with  the  conduct  of  the  Defendants  now  complained  of  and  the  common  general 
use  of  the  device  of  a  milkmaid  by  the  trade,  and  had  acquiesced  therein,  and 
had  by  their  laches  lost  their  rights,  if  any,  to  restrain  the  Defendants  from  the 
continuance  of  the  said  acts ;  (8)  save  as  therein  admitted  the  Defendants 
denied  each  and  every  of  the  allegations  in  the  Statement  of  Claim  as  if  the 

25  same  were  specifically  denied. 

Pursuant  to  an  Order  of  the  Court  of  the  8th  of  December  1902,  the  Defen- 
dants gave  further  and  better  Particulars  of  paragraphs  3  and  7  of  the 
Defence  which  alleged  the  use  by  Henry  Nestle  of  a  picture  or  drawing  A  of 
a  milkmaid  during  the  years  1891  to  1902  for  condensed  milk,  by  the  Danish 

30  Dairy  Company  of  pictures  or  drawings  B,  B^  and  B^  of  a  milkmaid  during 
the  years  1900  to  1902  for  butter,  by  Coop  man  and  Young  of  a  picture  or 
dravdng  C  of  a  milkmaid  during  the  years  1893  to  1902  for  margarine  mixture, 
by  the  Dairy  Supply  Company  of  a  picture  and  drawing  D,  D^  shown 
in  their  catalogue  of  a  milkmaid  statuette  for  dairy  produce  shown  in  the  1900- 

35  1901  catalogue,  but  the  Defendants  had  no  knowledge  how  long  the  same  had 
been  in  use,  by  the  Welsh  Dairy,  Birmingham,  of  the  picture  E  of  a  milkmaid 
for  dairy  produce  displayed  on  a  mirror  forming  the  side  of  the  passage 
entrance  to  the  dairy  shop,  displayed  during  the  year  1902,  the  Defendants 
having  no  knowledge  for  how  long  before  it  had  been  used,  by  the  Maypole 

40  Dairy  Company  of  pictures  or  posters  of  a  milkmaid  F  for  dairy  produce  used 
with  trifling  variations  during  the  years  1891  to  1902.  The  Particulars  further 
alleged  as  to  figures,  posters,  and  handbills,  the  use  by  Henry  Nestle  of  posters 
G  during  the  years  1891  to  1902,  by  the  Danish  Dairy  Company  of  handbills  B, 
Bi  and  B«  during  the  years  1900  to  1902,  by  the  Dairy  Supply  Company  of  a 

45  figure  D  shown  in  the  current  catalogue  for  1900  to  1902,  by  Coopman  and 

Young  of  a  figure  C  used  from  1893  to  the  time  of  the  Particulars.     Particulars 

were  also  given  as  to  acquiescence  and  laches.     Further  particulars  of  conmion 

use  were  subsequently  delivered. 

On  the  3rd  of  February  1903  the  Defendants  gave  notice  of  motion  for  an 

50  Order  to  rectify  the  Register  of  Trade  Marks  by  removing  therefrom  the  Trade 
Marks  Nos.  15,290  and  238,790,  or  alternatively  by  inserting  therein  a  disclaiming 
note  limiting  the  claim  in  respect  of  such  marks  to  substances  other  than  butter. 
The  following  particulars  of  the  grounds  for  rectification  were  delivered  : — 
"  (1)  Both  the   said  marks  are  registered  for  substances  used  as  food  or  as 
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'*  ingredients  in  food.  Such  substances  include  milk,  butter,  cream,  and  dairy 
"  produce  generally.  Both  the  said  marks  are  common  marks  in  general  use  in 
"  the  dairy  trade  in  connection  with  butter,  cream,  milk,  and  dairy  produce 
"  generally.  The  Applicants  intend  to  allege  particularly  that  figures,  handbills, 
*'  and  posters,  in  which  there  are  pictures,  statuettes,  and  drawings  of  a  milkmaid,  5 
"  are  in  use  by  the  proprietors  of — (a)  Nestle's  Swiss  Milk  and  their  customers ; 
"  (b)  the  Danish  Dairy  Company  at  their  branches  throughout  the  realm  ;  (c) 
"  the  Dairy  Supply  Company  and  their  customers  throughout  the  trade ;  (d) 
"  Coopman  and  Young,  of  John  Street,  London,  and  their  customers  throughout 
"  the  trade.  (2)  The  Applicants  intend  to  allege  further  that  the  Respondents  10 
"  have  not  used  their  said  marks  or  either  of  the  same  upon  butter,  milk,  cream, 
"  or  dairy  produce  generally,  and  to  ask  for  an  Order  for  the  rectification  of  the 
"  Register  relating  to  both  the  said  marks  in  accordance  with  the  facts  alleged  in 
"  paragraphs  1  and  2  hereof."  [The  Particulars  delivered  in  the  action  were 
also  referred  to.]  *  15 

A  representation  of  the  Defendants  poster  complained  of  by  the  Plaintiffs  will 
be  found  on  the  opposite  page.  In  the  poster  as  used  the  ground  was  blue. 
The  milkmaid's  gown  was  pink.  The  stool  and  pail  were  coloured  brown.  The 
words  "  Pearks  "  and  "  Butter  "  were  in  yellow  and  "  Milk  Blended  "  in  white. 
It  was  stated  that  a  well-known  lady  had  given  a  sitting  for  the  original  picture,  20 
which  was  produced  at  the  trial.  The  use  made  by  the  Defendants  of  the 
poster  was  to  hang  it  framed  in  their  shops  above  the  butter  on  the  counter  ; 
below  the  poster  and  above  the  butter  there  was  usually  hung  a  notice 
descriptive  of  the  way  in  which  the  Defendants'  butter  was  made.  There  was 
also  a  smaller  poster  or  handbill  similar  to  the  one  above  described  except  in  25 
respect  of  size,  but  it  was  stated  that  the  issue  of  these  was  in  1901  and  that 
they  had  been  used  up.  The  Plaintiffs  also  put  in  evidence  an  advertisement 
by  the  Defendants  in  the  "  Brighton  and  Hove  Times." 

It  appeared  from  the  evidence  that  the  PlaintiflFs'  reputation  was  principally 
in  connection  with  condensed  milk,  and  their  "  Milkmaid  "  Trade  Marks  and  30 
"  Milkmaid  Brand "  were  very  extensively  known  in  connection  with  that 
trade,  but  that,  although  they  had  traded  abroad  in  butter,  they  first  formed  the 
intention  of  trading  in  butter  in  the  United  Kingdom  about  1897,  and  the^' 
actually  commenced  to  trade  in  it  in  May  1901,  on  the  completion  of  their 
factory  at  Kensal  Road,  but  such  trade  was  retail  and  principally  in  that  35 
locality  and  was  of  comparatively  small  amount ;  the  Plaintiffs  had  not  used 
their  Trade  Mark  No.  15,920  in  connection  with  butter,  but  had  so  used  their 
Trade  Mark  No  238,790  on  wrappers,  bill-heads,  and  other  documents,  the 
butter  itself  having  the  figure  of  the  milkmaid  stamped  on  it,  but  without  the 
words  "Milkmaid  Brand."  The  Plaintiffs  called  evidence  to  show  a  close  40 
connection  between  the  milk  and  butter  trades.  It  was  shown  that  the 
Defendants  had  200  shops  in  this  country,  and  their  annual  sale  of  butter 
was  about  400,000Z.  a  year ;  their  "  Milk-Blended  Butter "  was  butter  im- 
ported from  the  colonies  in  a  refrigerated  state  and  afterwards  re-chumed 
with  milk.    The  evidence  is  further  referred  to  below.  45 

Neville,  K.C.,  Hughes,  K.C.,  and  L.  B.  Sebastian  (instructed  by  McKenna  & 
Co.)  appeared  for  the  Plaintiffs;  BousfiM,  K.C.,  A.  J.  Walter,  and  W. 
Frampton  (instructed  by  W.  B.  Styer)  appeared  for  the  Defendants :  R.  J. 
Parker  (instructed  by  the  Solicitor  to  tlie  Board  of  Trade)  appeared  for  the 
Comptroller-General.  50 

NeviUe,  K.C.,  opened  the  Plaintiffs'  case. — ^The  Plaintiffs  have  for  many  years 
dealt  largely  in  condensed  milk,  and  have  registered  Trade  Marks  with  the 
figure  of  a  milkmaid  and  the  words  **  Milkmaid  Brand."  In  1901  they  added 
butter  to  their  articles  of  business  in  this  country  and  used  the  milkmaid  for  it, 
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each  pat  of  batter  being  stamped  with  the  mark.  [The  particulars  of  the  Trade 
Marks  Nos.  15,920  and  238,790  were  stated.]  In  1901  the  Plaintijffs  completed 
a  new  factory  at  Kensal  Road,  and  from  the  12th  of  July  1901  they  issued 
butter  in  wrappers  having  their  Trade  Mark  thereon ;  and  later  in  the  same 
year  they  became  aware  that  the  Defendants  were  using  a  representation  of  a 
milkmaid  in  connection  with  their  goods,  having  large  coloured  placards  with 


10 


such  representation  hangingi{up  in  their  shops,  and  they  also  used  smaller 
coloured  placards  and  also  a  black  and  white  representation.  Such  use  of  a  milk- 
maid is  sufdcient  to  be  likely  to  cause  the  goods  to  be  called  "  Milkmaid  Brand." 
Besides  the  two  Trade  Marks  the  Plaintiffs  have  other  milkmaid  Trade  Marks 
for  articles  in  Class  42,  and  this  is  important.  The  Plaintiffs  will  prove  that  they 
have  used  '^  Milkmaid  Brand  "  for  milk  products  of  various  kinds,  and  that  their 
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articles  are  known  by  that  name.  So  that  although  the  use  for  batter  has  been 
short,  anyone  seeing  butter  sold  under  a  milkmaid  brand  would  suppose  that 
it  was  sold  by  the  owners  of  the  other  products  sold  under  that  name.  [The 
Defence  was  referred  to  and  the  Particulars.]  [Bous/ieldy  K.C.— Other  instances 
have  come  to  the  Defendants'  knowledge  very  recently,  and  we  shall  ask  to  be  5 
allowed  to  prove  them.]  All  the  cases  in  the  Particulars  are  of  user  since  the 
registration  of  the  earlier  mark,  and  afford,  therefore,  no  answer.  The  Plaintiffs 
have  stopped  infringement  where  they  have  been  aware  of  it,  and  no  number 
of  instances  of  infringement  can  give  a  right  to  infringe.  The  Defendants  by 
their  motion  seek  to  remove  the  two  Trade  Marks  or  to  exclude  butter,  and  the  10 
same  particulars  of  user  are  relied  on.  IBousfield,  K.C. — We  only  ask  to  exclude 
butter.]  User  by  other  people  subsequent  to  the  date  of  registration  is  imma- 
terial ;  there  is  no  case  in  which  a  person  has  lost  his  Trade  Mark  for  that 
reason,  even  where  he  has  failed  to  defend  his  rights,  but  that  is  not  the  case 
here.  The  Defendants  may  say  that  the  IVade  Mark  No.  15,920  ought  to  be  15 
struck  off  as  to  butter,  because  there  was  no  user  for  butter  until  long  after 
registration,  and  they  may  rely  on  Batt's  Trade  Marks  (15  R.P.C.  262  and  534; 
16  R.P.C.  411 ;  L.R.  a898)  2  Ch.  432,  and  (1899)  A.C.  428).  But  in  the  present 
case  the  Plaintiffs  had  every  intention  of  using  the  mark  on  all  milk  products 
which  they  might  make  from  time  to  time.  The  principle  of  Bait's  case  cannot  20 
apply  to  a  case  where,  when  the  Trade  Mark  is  attacked,  the  proprietor  has 
already  commenced  to  trade  in  the  goods,  for,  if  he  went  to  register  it  again,  the 
Comptroller  would  refuse  on  the  ground  that  the  mark  was  already  registered. 
In  BatVs  case  the  registration  was  for  all  the  goods  in  Glass  42,  and  the 
proprietor  had  dealt  in  none  of  them.  In  very  few  cases  does  a  trader  deal  in  25 
all  che  goods  for  which  he  is  registered.  Edwards  v.  Dennis  (L.R.  30  O.  D. 
454)  turned  partly  on  assignment.  These  cases  do  not  apply  where  no  one  has 
ever  used  the  mark  before  the  owner  himself  has  begun  to  use  it.  Until  someone 
uses,  or  wants  to  do  so,  there  is  no  person  aggrieved.  At  the  date  of  the 
registration  of  Trade  Mark  No.  238,970  the  Plaintiffs  had  begun  to  use  it.  For  30 
the  purposes  of  an  action  for  infringement  use  by  the  Defendants  in  connection 
with  the  sale  of  the  goods  is  sufficient  without  actual  use  as  a  Trade  Mark.  As 
to  the  use  of  the  name,  I  refer  to  Seixo  v.  Provezende  (L.R.  1  Ch.  192)  ;  Societe 
Anonyme  des  VerreHes  de  VEtoile  (11  R.P.C.  142  ;  L.R.  (1894)  2  Ch.  26)  ;  Read 
V.  Richardson  (45  L.T.  N.S.  54).  In  this  case  reputation  under  the  name  will  35 
be  proved. 

The  following  witnesses  gave  evidence  for  the  Plaintiffs: — W.  T.  BUson^ 
their  manager  ;  A.  E.  McKay ^  of  Parkins  and  Ootto%  who  proved  an  order 
from  the  Plaintiffs  for  wrappers  for  butter  on  the  12th  of  June  1901,  and  the 
dispatch  of  such  wrappers  on  the  28th  of  that  month  to  222,  Eensal  Road,  the  ^ 
Plaintiffs'  butter  factory ;  E.  Dowsett,  buyer  for  the  Star  Tea  Company^  Ld.  ; 
F.  Hills,  manager  of  the  Plaintiffs'  factory  at  Kensal  Road ;  E.  Oadd^  grocer 
and  provision  dealer  at  Stoke  Newington ;  H.  J.  Stokes^  grocer  and  provision 
dealer  at  Wandsworth ;  A.  S.  Kinder^  grocer  and  provision  merchant  at 
Lewisham,  and  a  director  of  Tricketts,  Ld. ;  William  DunlopySL  retired  captain  *5 
of  the  merchant  service,  who  had  purchased  the  Plaintiffs^ -butter  packed  in 
wrappers  with  a  milkmaid  on  the  wrapper,  and  spoke  generally  as  to  the 
reputation  of  the  Plaintiffs'  goods  and  marks;  H.  Evans,  manager  of  the 
International  Tea  Company's  Stores ;  R.  J.  White,  grocer  and  provision  dealer 
at  Battersea,  who  stated  that  he  had  asked  for  **  Milkmaid  Butter "  at  one  of  50 
the  Defendants'  shops  and  been  given  the  Defendants'  *'  Milk  Blended  Butter," 
that  the  Defendants'  poster  was  hanging  over  the  butter,  and,  in  cross-examina- 
tion, that  he  saw  one  of  their  notices  hanging  up  in  the  shop,  and  that  the 
butter  had  a  wrapper  on  it  with  words  as  follows  : — ^^  Choicest  butter  blended 
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"  with  pure  English  full-cream  milk,  whereby  the  percentage  of  water  in  the 
"  butter  is  increased  to  about  24  per  cent.,  but  this  limit  of  percentage  is  not 
"  guaranteed.  Pearks'  butter,  milk  blended,"  with  a  statement  as  to  weight ; 
C.  Watson^  assistant  editor  of  the  "  Syren  "  newspaper ;  J.  A.  Lovelock^  a  clerk 
5  in  the  Plaintiffs'  employ,  who  stated  that  he  was  served  with  the  Defendants* 
butter  at  one  of  their  shops  in  response  to  an  order  for  "  Milkmaid  Butter  "  ; 
F.  A.  S.  Qwatkin^  articled  clerk  to  the  Plaintiffs'  solicitors,  who  asked  for 
"  Milkmaid  Butter "  at  one  of  the  Defendants'  shops,  and  was  asked  by  the 
shopman  whether  he  wanted  milk-blended  butter,  and  he  then  pointed  to  the 

10  butter  and  said  that  he  wanted  that  butter,  and  he  received  the  Defendants' 
butter ;  that  he  afterwards  went  to  another  of  the  Defendants'  shops  and  asked 
for  "  Milkmaid  Butter  "  and  received  the  Defendants' ;  in  cross-examination, 
that  he  knew  that  the  Defendants  generally  had  the  notice  R.  J.  W.  2,  com- 
mencing, "  all  butter  sold  at  this  establishment  is  *  Pearks'  Blended  Butter,' !' 

15  and  describing  the  process,  in  their  shops. 

HugheSy  K.C.,  in  reply  to  Joyce,  J.,  stated  that  the  Plaintiffs  put  their  case 
first  on  Trade  Mark,  and  they  submitted  that  if  the  Defendants  failed  in  their 
motion  it  was  unnecessary  to  go  into  the  passing-off  case  ;  but  if  the  Defendants 
succeeded  in  their  motion  then  the  Plaintiffs  asked  for  judgment  against 

20  passing-off. 

Bousfieldy  K.C.,  opened  the  Defendants'  case. — No  case  of  passing-off  has 
been  made  out ;  the  instances  in  which  witnesses  have  been  served  with  the 
Defendants'  milk-blpnded  butter  on  asking  for  "  Milkmaid  Butter  "  are  un- 
important, one  does  not    know  how  many  attempts  failed,    moreover    the 

25  shopmen  may  have  thought  *'  milk  made  "  butter  was  meant ;  the  Defendants 
always  sell  and  advertise  their  butter  as  milk-blended.  It  is  on  the  evidence 
admitted  that  the  Plaintiffs  are  not  known  to  the  trade  as  vendors  of  butter ; 
it  is  not  in  their  price-list  and  is  not  introduced  to  the  trade  ;  the  only 
possibility  of  any  passing-off  would  be  in  the  neighbourhood  of  Kensal  Road, 

30  where  the  Plaintiffs'  butter  is  to  a  slight  extent  known.  Butter  forms  no  real 
part  of  the  Plaintiffs'  trade ;  their  total  sale  is  720Z.  a  year,  and  there  is  no 
profit  from  it.  The  Defendants'  trade  in  butter  is  about  360,000^.  a  year  and  it 
is  absurd  to  suppose  that  they  should  want  to  get  any  reputation  of  the 
Plaintiffs.    As  to  Trade  Mark,  a  Trade  Mark  is  a  mark  to  be  used  in  connection 

35  with  goods ;  a  mere  ornament  is  not  a  Trade  Mark,  and  the  use  of  it  cannot  be 
infringement  of  Trade  Mark  {Rugby  Portland  Cement  Company y  Ld.  v.  Btcgby 
and  Newhold  Portland  Cement  Company,  Ld.,  8  R.P.C.  241 ;  9  R.P.C.  46).  Of 
course,  passing-off  may  be  connected  with  Trade  Marks,  but  the  use  of  a  pictorial 
advertisement  cannot  be  infringement  of  a  Trade  Mark  ;  the  ordinary  form  of 

40  injunction  would  not  restrain  that.  So  although  a  poster  might  be  an  important 
element  in  a  pissing-off  case,  yet,  if  that  fails  here,  the  Plaintiffs  cannot  restrain 
the  use  of  the  poster.  As  to  the  Trade  Marks,  in  1876  the  Plaintiffs  registered 
the  milkmaid  as  an  old  mark,  and  in  1878  they  endeavoured  by  their  regis- 
tration to  extend  their  rights  to  all  goods  in  class  42  ;  no  trader  has,  however, 

45  the  right  to  register  or  keep  a  mark  on  the  Register  for  goods  in  which  he  does 
not  trade  or  intend  to  trade.  Butter  should  be  excluded  from  the  goods  for 
which  the  Trade  Mark  No.  15,920  is  registered.  The  attempt  here  to  narrow  the 
effect  of  Batfs  case  and  Edwards  v.  Dennis  is  not  justifiable ;  the  latter  case 
was  not  decided  on  the  point  as  to  assignment  only,  but  on  the  general  principle 

50  above  stated.  According  to  the  judgment  of  Lindley,  M.R.,  in  Bait's  case,  a 
definite  and  present  intention  to  trade  in  the  goods  is  necessary  for  a  good 
registration.  There  is  no  suggestion  that  the  Plaintiffs  ever  meant  to  use  any 
mark  in  England  for  butter  before  1896.  If  the  Plaintiffs  had,  for  instance, 
since  1888,  traded  in  butter  under  the  mark,  and  no  one  had  used  it  before  that, 
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their  position  at  the  present  date  might  be  all  right ;  bat  that  is  not  the  present 
case.  A  milkmaid  with  reference  to  butter  had  become  common  to  the  trade  in 
1901 ;  it  had  been  nsed  in  advertisements,  billheads,  and  generally  in  relation 
to  butter  ;  the  use  of  stamps  for  stamping  butter  with  a  milkmaid  will  be 
proved  in  one  instance  for  15  years,  and  several  other  users  will  be  proved.  5 
The  registration  of  the  Trade  Mark  No.  238,790  was  therefore  also  bad  as  to 
butter. 

The  following  witnesses  were  called  on  behalf  of  the  Defendants,  namely  : — 
J.  Causfieldj  managing  director  of  the  Defendant  Company,  who  stated  that  the 
Defendants  had  a  poster  for  tea  which  had  been  very  successful,  and  they  10 
decided  to  have  a  companion  one  for  butter,  and  they  got  the  same  people  to 
submit  a  design,  who  were  only  told  that  it  was  to  have  some  connection  with 
butter,  that  the  notice  R.  J.  W.  1  was  hanging  jn  the  window  of  all  the 
Defendants'  shops,  and  the  notice  R.  J.  W.  2  under  the  poster  in  every  shop  ; 
W^R.  Young^  of  Goopman  and  Foun<7,  provision  merchants,  who  spoke  as  to  15 
the  use  of  a  dairymaid  for  about  26  years  on  margarine  ;  A.  Lovelly  an  assistant 
in  the  employ  of  Lovell  and  Christinas^  Ld.^  wholesale  provision  merchants  ; 
G,  Raffy  manager  of  the  South  Down  Creameries,  Wimbledon,  who  said  that  a 
milkmaid,  without  or  with  a  cow,  had  been  a  common  form  of  ornamental  adver- 
tisement in  connection  with  dairies,  and  produced  a  specimen  of  a  bag  in  which  20 
they  had  sold  butter  for  16  years,  the  bag  having  a  milkmaid  and  a  cow  on  it, 
and  produced  also  a  stamp  having  a  milkmaid  on  it,  which  they  had  used  for 
the  same  period ;  R,  M.  F.  Robertson,  director  of  Do'son,  Molle  A  Co.,  Ld.^ 
general  printers,  /.  S,  Latham,  manager  of  the  dairy  department  of  the  Dairy 
Supply  Company,  who  stated  that  they  had  sold  stamps  for  butter  with  a  dairy-  25 
maid  oa  them  for  16  years  ;  G,  Palmer,  manager  of  the  Belgravia  Dairy  Com- 
2>any,  Ld.,  who  stated  that  they  had  sold  pats  of  butter  stamped  with  a  milk- 
maid since  1888,  and  spoke  of  other  uses  of  a  milkmaid  by  his  Company, 
in  particular  on  a  billhead  used  in  connection  with  butter  ;  A.  H.  Branburn, 
manager  of  the  Dairy  Cutfit  Company,  Ld.,  who  stated  that  since  1894  they  30 
had  sold  china  figures  of  a  milkmaid  to  dairy  shops,  the  sale  amounting  to 
hundreds,  and  that  since  1894  a  milkmaid  had  been  a  common  device  on  bill- 
heads and  bags  in  connection  with  butters,  eggs,  and  so  forth,  and  that  they  sold 
stamps  also  with  the  figure  of  a  milkmaid  on  them  for  eight  years  \  A.  C.  Mills, 
of  Mills  and  Sparrow,  provision  merchants,  who  stated  that  his  firm  had  35 
received  butter  from  New  Zealand  in  boxes  marked  "  Milkmaid  Brand  "  for  10 
or  12  years.    [_Bu^hes,  K.C.,  stated  that  the  people  in  New  Zealand  had  given  an 
undertaking  to  discontinue  this,  and  subsequently  put  in  a  letter  to  this  effect.] 
R.   Waterhouse,  secretary  to  the   Willows  Refrigerating  Company,  who  orna- 
mented, tiled,  and  fitted  up  dairies,  and  said  that  the  figure  of  a  milkmaid  was  40 
a  popular  ornament;    C.  A.  Jung,  colour  printers'  agent,  who  ordered  the 
preparation  of  the  poster,  receiving  instructions  about  the  end  of  June  1901 ;  A.  W. 
Branson,  manager  of  one  of  the  Defendants'  shops,  being  the  first  one  to  which 
F.  A.  S.  Gwatkin  went ;  A.  Smart,  trade  valuer  and  expert ;  (7.  H.  Bkiwards, 
who  was  employed  by  the  Defendants  at  the  shop  to  which  the  witness  Lovelock  45 
went,  and  who  said  that  he  stated  it  was  "  Milk  Blended  Butter "  ;  A.  Frosty 
managing  director  of  the  Dairy  Outfit  Company. 

Walter  summed  up  the  Defendants'  case. — The  Plaintiffs  have  no  reputation 
for  butter  under  the  figure  of  a  milkmaid,  or  the  word  "  Milkmaid,"  and  no 
case  of  passing-off  has  been  made  out.  The  Plaintiffs  have  only  a  small  retail  50 
business  in  butter  ;  the  Defendants,  however,  have  a  very  large  one.  There  is 
no  evidence  of  anyone  buying  the  Defendants'  butter  thinking  that  it  was  the 
Plaintiffs'.  As  to  the  persons  sent  to  ask  for  *'  Milkmaid  Butter "  at  the 
Defendants'  shops,  the  shopmen  may  well  have  thought,  under  the  circomstanceBy 
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that  milk-made  batter  was  meant.  No  independent  witness  called  had 
ever  heard  of  "  Milkmaid  Butter."  The  Plaintiffs  are  really  relying  on  their 
reputation  as  condensed  milk  merchants.  Reputation  is  the  very  essence  of 
passing-off.  The  Defendants  put  their  name  prominently,  and  the  origin  of 
5  their  use  of  the  poster  has  been  proved.  As  to  Trade  Mark,  there  is  no 
infringement  as  to  No.  15,920.  There  has  been  no  trade  in  butter  under  this 
mark  and  therefore  the  Plaintiffs  cannot  sue  for  infringement  of  it  {Hargreaves 
V.  Freeman,  8  R.P.C.  237  ;  L.R.  1891  3  Ch.  D.  39),  and  there  is  no  infringe- 
ment  in  fact  of  either  this  mark  or  of  No.  238,790.     No.  15,920  is  wrongly 

10  registered  as  to  butter,  for  at  the  date  of  registration  there  was  no  trade  in 
butter,  nor  any  present  intention  of  introducing  butter.  When  the  Plaintiffs 
first  formed  the  intention  of  trading  in  butter  in  this  country  a  milkmaid  was 
common  for  butter,  and  being  common  when  the  second  mark  was  registered 
that  registration  is  bad,  for  there  could  be  no  distinctiveness.     The  Plaintiffs 

15  never  had,  until  1897,  any  intention  to  use  any  mark  on  butter,  and  there  waft 
no  actual  use  of  any  mark  until  1901,  and  then  only  of  No.  238,790;  therefore 
No.  15,920  must  be  struck  off  as  to  butter.  The  registration  of  No.  238,790 
shows  that  the  Plaintiffs  did  not  mean  to  stand  on  the  old  registration. 
[Sebastian. — No.  238,790  may  have  been  registered  with  a  view  to  foreign 

20  registration.]  Besides  there  is  no  infringement  in  fact  of  either  mark.  There  is 
no  possibility  of  mistaking  the  Defendants*  shop  picture  for  either  of  the 
Plaintiffs'  Trade  Marks,  and  the  Defendants  do  not  use  the  words  '^  Milkmaid 
**  Brand."  Even  if  there  were  similarity  there  has  been  no  such  user  by  the 
Defendants  as  to  constitute  infringement.     [The  evidence  as  to  a  milkmaid 

25  being  common  for  butter  was  then  referred  to.] 

Parker,  for  the  Comptroller. — As  it  is  not  asked  to  strike  off  the  mark 
altogether,  the  Order,  if  granted,  should  be  so  worded  as  to  limit  the  goods  to 
*'  substances  used  as  food  or  ingredients  in  food  other  than  butter."  As  to 
Trade  Mark  No.  15,920,  there  were  no  provisions  for  disclaimer  in  the  Trade 

30  Marks  Registration  Act,  1875,  and  the  words  "Milkmaid  Brand"  would  be 
added  matter,  and  they  would  not  be  protected ;  the  only  essential  particular 
would  be  the  figure.  As  to  the  Trade  Mark  No.  238,790,  the  Comptroller 
considered  that  the  words  **  Milkmaid  Brand  "  would  only  be  descriptive  by  a 
mis-spelling.     [JOYCE,  J. — What  is  the  practice  as  to  the  word  "  Brand  "  ?] 

35  **  Brand  "  alone  has  no  reference  to  the  character  or  quality  of  the  goods.  The 
point  as  to  whether  "  Milkmaid  "  is  in  common  use  in  the  trade  is  of  importance, 
as  a  list  is  kept  in  the  Patent  Ofiice  of  words  and  marks  in  common  use  in  the 
different  trades. 

Neville,  K.C.,  in  reply.— On  the  Act  of  1875  there  is  no  difficulty,  for  there  is 

40  in  No.  15,92.)  a  distinctive  device.  [JOYCE,  J. — Subject  to  the  point  as  to  its 
being  common.]  The  presumption  is  that  it  was  not  common  at  the  date  of 
that  registration.  The  Plaintiffs  could  then  register  the  device  with  added 
words.  No  such  evidence  has  been  given  of  a  milkmaid  being  common  as  to 
prevail  against  the  presumption  arising  from  registration  after  advertisement. 

45  Therefore,  subject  to  anything  decided  in  Edivards  v.  Dennis  and  BatVs  Trade 
Mark,  No.  15,920  is  a  good  mark.  The  latter  case  was  decided  by  the  House  of 
Lords  on  the  facts  found  by  Eomer,  J.,  including  the  finding  that  that  was  no 
bond  fide  intention  to  use  the  mark  for  any  of  the  goods  in  Class  42  for  which  it 
was  registered.    Here  the  Plaintiffs  were  actually  at  the  date  of  registration 

50  dealers  in  butter,  although  only  abroad.  Did  they  lose  their  rights  merely  by 
not  putting  the  goods  on  the  English  market  for  some  years  ?  Further,  the 
Defendants  did  not  begin  to  use  a  milkmaid  in  connection  with  butter  until 
after  the  Plaintiffs'  mark  was  actually  on  the  market.  The  original  registration 
was  good,  and  nothing  has  made  it  bad  or  could  do  so.    User  is  not  essential, 
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but  one  must  not  capriciously  register  marks  in  classes  with  which  one  has  no 
concern.  Then,  as  to  infringement  and  passing-off,  it  is  said  that  the  PlaintifEs 
have  no  general  reputation  as  butter  merchants.  But  their  case  is  that  the 
**  Milkmaid  Brand  "  is  very  well  known  in  connection  with  condensed  milk, 
and  that,  the  Plaintiffs  being  so  widely  known  for  milk,  when  an  allied  5 
substance,  a  dairy  product,  is  put  on  the  market  in  connection  with  a  milkmaid, 
people  would  think  that  it  was  the  Plaintiffs'  article.  The  "  Ship  Brand  "  case 
(Price's  Patent  Candle  Company,  Ld,  v.  Jeyes^  Sanitary  Compounds  Company, 
Ld,y  19  R.P.C.  17)  was  very  similar.  -There  is  in  this  case  a  much  closer 
connection  between  the  trades  than  there  was  in  Eastman  Photographic  10 
Materials  Company,  Ld.  v.  John  Griffiths  Cycle  Corporation,  Ld.  (15  R.P.C. 
105).  Again,  the  use  by  the  Defendants  on  posters  and  handbills  is  sufficiently 
in  connection  with  the  sale  of  the  goods  to  constitute  infringement ;  the  object 
is  to  identify  the  Defendants'  with  the  "  Milkmaid."  It  is  not  used  for  mere 
ornamentation.  The  evidence  of  user  by  others  is  very  slight,  and  there  is  no  15 
other  user  of  "  Brand."  The  Plaintiffs  do  not  object  to  mere  ornamentation, 
even  on  pats  of  butter ;  but  such  user  is  not  generally  to  indicate  the  seller  of  the 
goods.  The  true  test  as  to  infringement  is  whether  the  user  is  in  connection 
with  the  sale  of  the  goods,  and  not  whether  it  is  user  as  a  Trade  Mark  (Addley 
Bourne  v.  Swan  and  Edgar,  Ld.,  ante,  page  705  ;  L.R.  (1903)  1  CD.  211).  If  20 
the  Plaintiffs  are  right  on  the  Trade  Mark  No.  15,920  the  later  mark  is  not 
necessary  to  their  case  ;  but  if  not,  then  it  is  submitted  that  there  has  been  no 
other  user  of  a  milkmaid  as  a  brand,  and  that  the  registration  of  No.  238,790 
was  good.    The  Plaintiffs  ask  for  40^.  damages. 

Bousfield,  K.C. — The  Eastman  case  was  principally  a  trade-name  case,  but  25 
there  was  also  an  attempt  by  the  Defendants  to  maintain  the  recent  registration 
of  a  new  mark,  which  was  likely  to  cause  confusion.  Here  the  Defendants  are 
not  seeking  to  register  or  to  call  their  Company  Milkmaid  Dairy  Company^  or 
anything  of  that  kind.  The  judgment  of  Far  well,  J.,  in  Addley  Bourne's  case 
does  not  fully  go  to  the  extent  pf  the  head-note  as  to  infringement  in  the  Law  30 
Reports.  The  question  was  substantially  one  of  passing-off,  and  the  judgment 
is  really  in  our  favour  here. 

Judgment  was  reserved,  and  delivered  on  the  28th  of  May  1903. 

Joyce,  J. — The  claim  of  the  Plaintiffs  is  two-fold.  It  is  a  combination  of 
an  action  for  an  alleged  infringement  of  Trade  Marks  with  an  action  in  respect  35 
of  alleged  passing-off  by  the  Defendants  of  their  goods  as  being  the  goods  or 
the  merchandise  of  the  Plaintiffs.  The  only  goods  really  in  question  consist 
of  butter.  The  Statement  of  Claim  puts  first  the  case  as  to  passing-off,  and 
asks  for  an  injunction,  the  terms  of  which  I  need  not  read,  and  then  it  asks  to 
restrain  the  Defendants  from  in  any  manner  infringing  the  Plaintiffs'  registered  40 
Trade  Marks,  mentioning  five,  but  the  only  Trade  Marks  really  in  question  are 
a  Trade  Mark  of  187«,  No.  15,920,  and  a  Trade  Mark  of  1901,  No.  238,790.  As 
to  the  relative  importance  of  the  two  claims,  the  Plaintiffs  in  ai^ument  put 
first  their  claim  in  respect  of  alleged  infringement  of  Trade  Mark,  and  say, 
that,  if  not  successful  as  to  that,  then  they  ask  for  an  injunction  in  respect  45 
of  the  passing-off  and  40s.  damages.  There  is  a  notice  of  motion  by  the 
Defendants  as  to  the  two  Trade  Marks  I  have  mentioned,  asking  that  they  may 
be  removed  from  the  Register,  or  alternatively,  which  was  the  claim  insist^ 
upon,  that  there  may  be  inserted  therein  a  disclaiming  note,  limiting  the  claim 
in  respect  of  such  marks  to  substances  other  than  butter.  The  Plaintiffs,  who  50 
have  long  carried  on  a  trade  in  condensed  milk  never  contemplated  the  sale  of 
butter  in  this  country  at  all  before  the  years  1896  or  1897.  They  did  not 
actually  engage  in  any  such  trade  until  May  1901,  from  which  date  they  have 
had  a  small  local,  but  gradually  increasing,  retail  trade  in  the  neighbourhood  of 
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Kenaal  Road,  and,  as  I  understand,  they  do  not  supply  butter  wholesale,  or  in 
any  other  neighbourhood.  The  total  average  amount  of  the  business  now  done 
is  under  1,000/.  sterling,  per  annum,  and  at  the  present  time  they  say  that  such 
trade  has  not  produced  any  profit. 
5  The  Defendants  for  a  considerable  period  have  carried  on  an  extensive  trade 
in  butter  in  this  country,  having  200  shops  in  various  parts  of  the  kingdom,  and 
their  annual  sale  of  butter  is  a  little  under  400,000/.  sterling  per  annum.  In 
1901  the  Defendants  began  to  use  in  various  ways  in  connection  with  their 
business  a  picture  or  drawing  of  a  lady,  said  to  be  a  well-known  actress,  repre- 

10  sented  in  the  costume  of  a  milkmaid  or  dairymaid,  whichever  you  may  please 
to  call  it,  having  a  milking  stool  in  one  hand  and  a  milk  pail  in  the  other.  The 
drawing  was  produced  by  an  artist  and  supplied  on  the  5th  of  July  1901  to  the 
Defendants  in  compliance  with  an  order  given  some  two  or  three  weeks 
previously. 

15  It  is  more  convenient  I  think,  to  deal  first  with  the  claim  in  respect  of  the 
alleged  passing-off  of  the  Defendants'  butter  for  that  of  the  Plaintiffs.  The 
result  of  the  evidence  upon  this  is,  in  my  opinion,  to  show  that  there  has  not 
been  any  fraud  or  mala  fides  on  the  part  of  the  Defendants.  There  is  no 
complaint  of  anything  except  the  user,  such  as  it  has  been,  by  the  Defendants  of 

20  their  picture  or  figure  of  a  milkmaid.  This  was  in  no  way  copied  or  imitated  from 
the  Plaintiffs,  and  I  find  as  a  fact  that  there  has  not  been  any  endeavour,  inten- 
tion, or  desire  on  the  part  of  the  Defendants  to  pass  off  their  butter  as  being  of 
the  Plaintiffs'  manufacture  or  merchandise,  or  to  represent  their  business  as 
being  in  any  sense  that  of  the  Plaintiffs'  or  in  any  way  connected  therewith. 

25  There  has  not  been  any  case  of  actual  deception,  nor,  in  my  opinion,  have  the 
Defendants  carried  on  their  trade  in  such  a  manner  as  to  be  calculated  to  deceive 
or  mislead  anybody.  Further,  if  there  might  otherwise  have  been  any  possi- 
bility of  deception,  they  have  always  in  my  opinion  sufficiently  distinguished 
their  butter  from  that  of  the  Plaintiffs.    Therefore  it  follows  that  the  action,  so 

30  &r  as  it  relates  to  the  passing-off,  must  be  dismissed. 

Now  as  to  the  Trade  Marks,  No.  15,920  was  applied  for  on  the  17th  December 
1878,  and  registered  as  of  that  date  in  Glass  42  in  respect  of  substances  used  as 
food  or  as  ingredients  in  food,  except  condensed  milk,  coffee  and  milk, 
chocolate  and  milk,  and  essence  of  coffee.    Class  42  includes  all  substances 

35  used  as  food  eras  ingredients  in  food,  and  the  specimen  illustrations  given  are 
of  a  very  diverse  character.  They  include,  "  cereals,  pulses,  olive  oil,  hops, 
"  malt,  dried  fruits,  tea,  sago,  salt,  sugar,  preserved  meats,  confectionery,  oil 
"  cakes,  pickles,  vinegar,  beer  clarifiers."  That  does  not  of  course  exhaust 
them.    The  constituents  of  the  Plaintiffs'  mark  taking  the  description  from 

40  the  application  is  *'  A  representation  of  a  Swiss  milkmaid  holding  a  pail  in  one 
"  hand  and  with  the  other  hand  supporting  another  pail  on  her  head  ;  above  the 
"  figure  are  the  words '  Milkmaid  Brand.' "  Under  the  Act  of  1875,  the  mark  being 
applied  for  as  a  new  mark,  the  words  "  Milkmaid  Brand  "  are  mere  added  words, 
and  therefore  probably  no  right  to  their  exclusive  use  was  obtained  by  this 

45  registration.  As  already  stated,  the  Plaintiffs  had  no  trade  in  butter  in  this 
country  until  the  year  1901,  and,  upon  that  evidence,  it  appears  to  me  that 
there  was  no  real  intention  on  their  part  to  use  this  mark  for  any  of  the  articles 
for  which  it  was  registered,  or,  at  all  events,  not  for  butter.  As  I  understand 
this  mark  was  not  only  not  used  for  any  of  the  articles  for  which  it  was  regis- 

50  tered  within  five  years  from  the  registration,  but  it  appears  to  me  that  the  mark 
has  never  in  fact  been  so  used  to  this  day.  Indeed,  instead  of  making  use  of 
their  mark,  the  Plaintiffs,  for  reasons  tolerably  obvious,  contemporaneously  with 
the  commencement  of  their  butter  trade  in  this  country  in  1901,  namely,  on 
the  12th  of  June  of  that  year,  applied  for  the  registration  of  No.  238,790,  being 


522  REPORTS  OP  PATENT,  DESIGN,        [July  29, 1903. 

Anglo-Swiss  Condensed  Milk  Company  v.  Pearhs^  Ounston^  and  Tee,  Ld. 

In  the  Matter  of  the  Trade  Marks  Nos.  15,920  and  238,790 

0/  the  Anglo-Swiss  Condensed  Milk  Company. 

the  representation  of  a  milkmaid,  with  the  words  '^  Milkmaid  Brand  "  in  Class 
42  in  respect  of  "  substances  used  as  food  or  as  ingredients  in  food,"  without  any 
exception.  There  are  manifest  and  material  differences  between  this  mark  and 
that  of  1878,  and  such  differences  were,  I  doubt  not,  advisedly  made.  The 
application  was  not  advertised  until  the  17th  of  July  1901.  The  Plaintiffs  5 
succeeded  in  getting  this  mark  placed  on  the  Register  on  the  26th  of  August 
following  and  without  any  disclaimer  of  the  words  "  Milkmaid  Brand."  This 
is  the  mark — not  that  of  1878 — which  the  Plaintiffs  have  used  and  are  using  for 
their  butter  trade  in  this  country.  There  is  some  uncontradicted  evidence  that, 
at  and  prior  to  the  registration  of  the  mark  of  1878,  the  device  or  figure  of  a  10 
milkmaid  or  dairymaid  in  connection  with  the  manu^ture  and  sale  of  butter 
was  common  and  well  known.  Personally,  I  have  no  doubt  that  if  the  matter 
were  thoroughly  investigated  this  device  would  prove  to  have  been  in  common 
use  and  open  to  the  trade  even  in  1878.  But,  at  all  events,  upon  the  evidence 
before  me  I  can  come  to  no  other  conclusion  than  that  the  device  or  represen-  15 
tation  of  a  milkmaid  or  dairymaid  was  common  and  open  to  the  trade  in 
connection  with  butter  at  and  prior  to  the  registration  of  the  mark  No.  238,790  in 
1901.  Consequently  that  device  could  not  then  be  properly  registered  in  respect 
of  butter,  whatever  may  be  the  case  in  respect  of  other  products  in  Class  42.  It 
follows,  therefore,  that  the  registration  of  this  mark  of  1901  must  be  restricted  20 
so  as  to  exclude  butter  from  the  goods  in  respect  of  which  it  stands  on  the 
Register. 

So,  also,  having  regard  to  the  case  of  Edwards  v.  Dennis  (L.R.  30  Chancery 
Division,  page  45:t),  and  Re  Batt  (L.R.  1898,  2  Chancery,  page  432,  and  1899, 
Appeal  Cases,  page  428),  and  Rp  Hart  (19  Patent  OflBce  Reports,  page  569  ;  see  25 
also  Hargy^eaves  v.  Freeman^  L.R.  1891,  3  Chancery,  page  39),*  I  hold  that,  under 
the  circumstances,  the  mark  of  1878,  No.  15,920,  must  be  either  struck  off  the 
Register  altogether,  as  indeed  I  think  it  onght  probably  to  be,  or,  at  all  events, 
butter  must  be  excluded  from  the  goods  in  respect  of  which  it  can  remain 
registered.  It  is,  therefore,  if  I  am  right,  unnecessary  for  me  to  consider  30 
whether  there  has  in  fact  been  any  actual  infringement  by  the  Defendants  of 
either  of  these  two  marks  I  have  mentioned.  The  result  is  that  the  action  must 
be  dismissed  ;  the  Register  rectified  in  the  manner  I  have  mentioned,  and  the 
Plaintiffs  must  pay  the  costs  of  the  Defendants  and  of  the  Comptroller. 

Sebastian, — I  understand  your  Lordship  to  say  that  you  give  the  Plaintiffs  35 
the  option,  in  the  case  of  the  earlier  mark,  either  to  take  it  off  altogether,  or 
exclude  butter. 

Joyce,  J, — ^f  you  like  to  take  it  off  altogether  you  can.    I  think  it  ought  to 
gooff. 

Sebastian,— At  all  events,  your  Lordship  only  makes  an  Order  to  limit  it,  but  40 
the  Plaintiffs  may  take  it  off  if  they  like  ? 

Joyce,  J.— Yes. 


♦  8  R.P.O.  237. 


Vol.  XX.,  No.  21.]       AND  TRADE  MARK  CASES. 


523 


Gorrigcdl  v.  Armstrong,  Whitworth  A  Oo. 


In  thb  High  Court  op  Justice.— Chancbry  Division. 

Before  Mr.  Justice  Swinpen  Eady. 

May  27th,  1903. 

CORRTGALL  V.  ARMSTRONG,  WHITWORTH  &  CO. 


5  Patent. — Action  for  infringement — Motion  by  Plaintiff  for  liberty  to  apply 
for  leave  to  amend  Specification  by  tvay  of  disclaimer. — Plainti^atvare  of  alleged 
infringement  nine  years  before  action  brought, — Terms  on  which  leave  mil  be 
granted, — Patents^  Ac.  Act^  1888^  sections  19  and  20, 

In  1890  Letters  Patent  (No.  5801  of  1890)  were  granted  to  William  Edward 

10  Corrigall  for  "  Improvemenls  in  mounting  ordnance  and  in  the  machinery  or 
**  apparatus  connected  therewith."  The  invention  was  described  in  the  Specifi- 
cation as  having  reference  'to  the  mounting  of  guns  with  and  between  two 
recoil  cylinders  in  such  a  manner  that  the  axes  of  the  two  recoil  cylinders  and 
the  bore  of  the  gun  were  always  in  a  common  plane  whatever  the  elevation  or 

15  depression  of  the  gun  might  be.    A  recoiling  protecting  shield  mounted  on 

davits  was  described  in  the  body  of  the  Specification.    There  were  six  claims, 

the  fifth  being  as  follows  : — **  The  use  for  protecting  a  gun  mounting  of  a  shield 

"  adapted  to  recoil  when  struck  by  a  projectile." 

On    the  24th    of  June  1902  the  Patentee    commenced  an  action    against 

20  Armstrong^  Whitworth  A  Go.  for  infringement  of  this  Patent.  In  December 
1902  the  Defendants  put  in  a  Defence  and  Particulars  of  Objections  challenging 
the  validity  of  the  Patent,  On  the  21st  of  May  1903  the  Plaintiff  served  notice 
of  motion  (under  section  19  of  the  Patents,  Ac.  Act,  1883)  for.  liberty  to  apply  at 
the  Patent  Office  for  leave  to  amend  Specification  by  way  of  disclaimer. 

25  The  motion  came  on  for  hearing  before  Mr.  Justice  SwiNFBN  Eady  on  the 
27th  of  May  1903. 

Gordon  (instructed  by  Walter  Maskell  and  Nisbety  as  agents  for  Wheeler 
and  Spencer^  of  St.  Neots)  appeared  for  the  PJaintiff  ;  Graham  (instructed  by 
HollamSy  Son^  Goward  A  Go.)  appeared  for  the  Defendants. 

30  Gordon  asked  for  leave  to  apply  to  amend  the  Specification  by  way  of 
disclaimer. 

Grraham. — I  do  not  oppose  the  leave  to  disclaim  if,  under  the  circumstances 
of  the  case,  the  Plaintiff  is  put  on  terms  not  to  attack  the  Defendants  for  anything 
done  before  the  amendment.    The  Plaintiff  was  aware  of  the  alleged  infringe- 

35  ment  of  which  he  complains  as  far  back  as  October  1891,  and  carried  on  a 
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correspondence  with  the  Defendants  about  it.  He  did  not  deliver  his  writ  till 
1902.  He  was  nine  years  in  making  up  his  mind,  and  now  six  months  has 
elapsed  since  we  put  in  our  Particulars  of  Objections. 

Gordon. — The  Plaintiff  has  from  the  first  complained  of  the  use  by  the 
Defendants  of  a  recoiling  shield,  and  the  amendment  that  he  proposes  to  make  5 
has  no  reference  to  the  portions  of  the  Specification  or  to  the  fifth  claim,  which 
deal  with  the  shield.  If  it  is  necessary  that  the  Defendants  be  protected  at  all 
against  being  attacked  in  respect  of  past  matters  they  are  sufficiently  protected 
by  section  20  of  the  Act  of  1883. 

SwiNFBN  Eady,  J. — I  do  not  think  so.  I  think  that,  having  regard  to  the  W 
very  great  delay,  it  would  not  be  right  to  give  the  Plaintiff  leave  to  amend  now 
except  upon  terms.  It  appears  from  the  correspondence  that  since  the  16th  of 
October  1891  the  Patentee  has  known  of  this  alleged  infringement,  and  he  does 
not  come  to  amend  by  disclaimer  until  the  Patent  has  almost  expired.  I  think 
that  the  Order  should  be  giving  leave  to  amend  upon  the  Plaintiff  waiving  all  15 
claim  for  damages  or  relief  in  respect  of  infringement  prior  to  amendment. 

The  Order  as  drawn  up  was  as  follows  : — "  The  Plaintiff  by  his  Counsel 
"  disclaiming  any  relief  in  respect  of  anything  done  by  the  Defendants  prior  to 
*^  the  amendment  hereinafter  ordered,  this  Court  doth  order  that  the  Plaintiff 
"  be  at  liberty  to  apply  at  the  Patent  Office  for  leave  to  amend  the  Specification  20 
"  No.  5801  of  1890  by  way  of  disclaimer,  and  after  such  disclaimer  to  amend 
'•  the  Statement  of  Claim  and  the  Particulars  of  Breaches  within  fourteen  days. 
'^  And  it  is  ordered,  that  the  Defendants  do  have  liberty,  if  so  advised,  to  put 
"  in  an  amended  Defence  and  Particulars  of  Objections  within  fourteen  days 
"  from  the  delivery  of  the  amended  Statement  of  Claim.  And  it  is  ordered,  25 
^'  that  the  costs  of  this  application  and  the  costs  of  and  occasioned  by  the  said 
*'  amendment  be  the  Defendants'  costs  in  any  event.  And  it  is  ordered,  that  all 
"  further  proceedings  in  this  action  be  stayed  until  the  amendment  of  the 
"  Plaintiff's  Specification  is  allowed  or  until  further  Order." 
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Hollowciy  Y.  ClenL 


In  thb  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Swinfen  Eady. 

June  19th,  1903. 

Hollow  AY  v.  Clbnt. 


5  Pas9ing-off.-rTrade  name. — Motion  for  interlocutory  injunction. — Purchase 
by  Defendant  of  a  business  not  shown  to  include  the  cUxss  of  goods  in  question, — 
Interlocutory  injunction  granted. 

The  Plaintiff y  who  sold  pills  which  had  a  wide  r^utation  as  Holloway^ 
Pills,  commenced  an  action  to  restrain  the  Defendant  from  passing  off  his  pills 

10  as  the  Plaintiff^s  and  from  using  the  nams  Hollo  way  in  connection  with  pillSy 
and  moved  for  an  interlocutory  injunction.  The  Defendant  had  som^  years 
previously  bought  a  business  from  a  man  named  HoUoway,  and  alleged  tTiat  he 
had  the  right  to  t^e  the  name ;  and  it  was  contended  on  his  behalf  thaty  in  any 
casCy  he  should  not  be  restrained  from  using  the  name  in  connection  with  pills 

15  except  so  as  to  cause  deception. 

Held,  that  the  Defendant  had  not  shown  that  his  predecessor  had  dealt  in 
piUs ;  that  on  the  facts  proved  the  Defendant  had  acted  fraudulently y  and  that 
an  interlocutory  injunction  should  be  granted  in  the  form  asked. 

On  the  19th  of  May  1903  Henry  Driver  HoUoway^  trading  as   Thmnas 

SO  Hollowayy  commenced  an  action  against  Frederick  J.  Clent  claiming — *'  (1)  an 

"  injunction  to  restrain  the  Defendant,  his  agents  and  servants,  from  using  the 

'*  name  of  Hollowayy  or  any  title  or  description  including  that  name,  in  connection 

"  with  the  manufecture  or  sale  of  pills,  and  from  selling,  offering  for  sale,  passing 

^  off,  or  attempting  to  pass  off,  or  enabling  others  to  pass  off,  pills  not  of  the 

25  *^  Plaintiff's  manufacture  or  merchandise  as  HoUoway' s  pills,  or  as  a  nd  tor  the  goods 

"  and  manufacture  of  the  Plaintiff  in  any  way  whatsoever,  and  in  particular  by 

"  using  on  or  upon  or  applying  to  pills,  or  boxes  containing  them,  or  cards, 

"  advertisements,  or  papers  relating  thereto,  the  name  of  Hollowayy  or  any 

"  words  or  a  word  resembling  the  Plaintiff's  registered  Trade  Mark  No.  45,556, 

30  "  or  any  names  or  name,  words  or  a  word  which  are  or  is  generally  known  to 

"  denote  pills  or  goods  of  that  description  of  the  Plaintiff's  merchandise  or 

2  U 
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*^  manufacture,  or  any  labels,  cards,  advertisements,  or  printed  papers  in 
^'  connection  with  the  packing  of  pills  having  such  resemblance  to  the  labels 
*^  or  printed  papers  used  by  the  Plaintiff  in  connection  with  the  packing  of 
*^  pills  as  to  be  calculated  to  deceive  ;  (2)  that  all  such  labels,  cards,  adverdse- 
**  ments,  or  printed  papers  belonging  to  the  Defendant,  as  were  referred  to  in  5 
^^  the  preceding  clause  thereof,  might  be  ordered  to  be  handed  over  to  the 
*'  Plaintiff  on  oath  and  destroyed  "  ;  (3)  an  account  of  profits  or  damages ;  and 
(4)  costs.  The  Plaintiff  gave  notice  of  motion  for  an  interlocutory  injunction 
in  the  terms  of  the  writ.    The  facts  appear  sufficiently  from  the  judgment. 

Eve^  K.C.,  and  Israel  Davis  (instructed  by  Halse^  Trustram  S  Go.)  appeared  10 
for  the  Plaintiff ;  Jessel  (instructed  by  Dennison  A  Co.)  appeared  for  the 
Defendant. 

Eve^  K.C.,  for  the  Plaintiff  (after  the  evidence  had  been  read). — I  submit  that 
the  Plaintiff  is  entitled  to  an  interlocutory  injunction  as  asked.    The  Defendant 
sets  up,  as  a  justification  for  what  he  has  done,  that  he  bought  the  business  of  a  15 
man  named  Holloway  ;  but  that  person  never  had  any  trslde  in  pills.    This  is 
a  stronger  case  even  than  Morrall^  Ld.  v.  Hessin  (19  R.P.C.  557). 

Jessel  for  the  Defendant. — As  to  the  form  only  of  the  injunction,  I  submit 
that  the  part  following  the  word  '*  whatsoever "  should  not  be  granted  ;  there 
ought  to  be  no  absolute  restraint  from  using  the  name  Holloway  for  pills ;  the  20 
Defendant  has  a  right  to  use  that  name  provided  that  he  does  so  in  such  a  way 
as  not  to  cause  confusion.    He  is  the  purchaser  of  a  business  carried  on  under 
the  name  of  Holloway^  and,  although  no  business  in  pills  was  expressly  assigned, 
a  label  is  produced  showing  that  the  vendor  was  trading  in  pills.    The  Defendant 
has  acquired  a  local  reputation  in  Birmingham  under  the  name  Holloway^  25 
■and  has  a  large  sale  for  pills  there.    The  Defendant  has  a  right  to  the  name 
Holloway y  and  there  is  no  case  in  which  a  Defendant  has  been  absolutely 
restrained  from  the  use  of  his  own  name  or  a  name  in  which  he  has  a  right 
{J.  and  J.  Cash,  Ld.  v.  Cash,  19  R.P.C.  181).    The  Defendant  has  used  the 
name  in  connection  with  pills  openly  and  continuously  since  his  purchase,  and  30 
should  not  be  restrained  by  interlocutory  injunction. 

SwiNFBN  Eady,  J.— The  only  substantial  question  is  as  to  the  form  the 
injunction  in  the  present  case  shall  take — whether  the  Plaintiff,  who  is 
the  proprietor  of  a  well-known  preparation  sold  as  ^Holloway^s  Pills,'*  is 
•entitled  to  an  injunction  in  the  form  in  which  he  asks,  or  whether  he  is  35 
only  entitled  to  an  injunction  in  a  modified  form,  allowing  the  Defendant  to 
flell  pills  under  the  name  of  Hollotvay  until  the  trial  of  this  action. 

This  is  only  an  interlocutory  application,  and  the  facts  when  the  action  comes 
to  trial  may  appear  quite  differently  ;  but  the  case  alleged  by  the  Plaintiff, 
which  upon  the  materials  before  me  for  the  purpose  of  this  interlocutory  appli-  40 
cation  I  hold  to  be  proved,  is  one  of  gross  fraud.    The  Defendant,  whose  name 
is  Clenty  purchased  in  the  year  1897  for  the  sum  of  60Z.  the  business  of  a  dry- 
salter,  manufacturer  of  ink,  gums,  furniture  paste,  &c.,  then  carried  on  by  a 
person  known  as  Arthur  Holloway,  at  125,  Gooch  Street,  such  business  to 
include  the  goodwill,  use  of  the  trade  name,  and  the  stock-in-trade,  fixtures,  45 
fittings,  gas  engines,  presses,  and  all  effects  in  the  two-storey  shop  and  premises 
at  the  back  of  125,  Gooch  Street,  Birmingham.    He  had  the  whole  of  that  for 
€0/.,  but  for  the  purpose  of  the  stamp  duty — and,  as  I  gather,  for  the  purpose  of 
stamp  duty  only — the  consideration  was  apportioned  by  a  memorandum  in  the 
margin,  as  to  401.  for  the  stock,  fixtures,  &c.,  and  as  to  20^.  for  the  goodwill.    In  50 
the  agreement  there  is  no  reference  whatever  to  the  business  of  a  manufacturing 
•chemist,  and  no  reference  to  pills  or  to  any  established  trade  in  pills.    The 
vendor,  Arthur  Holloway,  appears  still  to  be  the  manager  of  some  licensed 
premises  in  Gooch  Street,  but  he  has  made  no  affidavit  at  all,  and  there  is  no 
-evidence  from  any  person  having  any  knowledge  of  the  facts  as  to  what  business  55 
was  carried  on  by  Arthur  Holloway  belore  the  sale.    The  Defendant  is  the  only 
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person  who  gives  eyidence  as  to  that,  and  on  that  point  it  does  not  appear  that 
he  had  any  knowledge  whatever  of  that  business  before  the  sale  to  himself,  or 
that  he  was  engaged  in  that  business  in  any  shape  or  form,  or  that  he  had  any 
information  in  regard  to  it.  His  affidavit  is  that  he  is  informed  and  believes. 
5  The  business  ^ving  been  so'  purchased  in  1897,  the  Defendant  proceeded 
to  put  up  and  sell  pills  as  *'  Hollotvay^Sy*^  and  I  think  the  indications  of  fraud 
in  this  case  are  many.  The  Plaintiffs  have  a  registered  Trade  Mark,  No.  45,556. 
The  Defendant  appears  to  issue  a  showcard,  and  puts  on  a  label  attached  to  it, 
in  large  red  ink  letters,  ^*  Registered  trade  number,  35,336."    He  has  not  made 

10  out  that  part  of  the  case  at  all  on  this  interlocutory  application  ;  he  does  not  say 
that  he  has  any  registered  Trade  Mark  whatever,  certainly  no  registered  Trade 
Mark  of  that  number,  and  on  these  matters  I  come  to  the  conclusion  that  that 
is  the  nearest  approach  that  he  dared  to  make  towards  imitating  the  PlaintifiPs 
registered  number.     He  does  sometimes  place  upon  pills,  which  he  puts  up, 

15  *'  HoUoway "  without  any  initial  whatever ;  he  puts  them  up  in  a  chip  box 
with  a  label  round  it  having  somewhat  the  appearance  of  an  ordinary  patent 
medicine  stamp.  In  his  showcard  he  gives  his  Trade  Mark  as  "  Eolloway^^* 
"  carefully  prepared  by  Holloway's^'*^  and  apparently  on  the  board  which  he 
alleges  has  been  affixed  to  the  premises  for  eight  years,  but  which  other 

:20  persons  in  answer  say  is  a  new  board  recently  put  up  within  the  last  ten  days 
or  a  fortnight,  he  again  places  "  HoUoway. ^^ 

The  Plaintiff's  business  seems  to  have  been  established  in  or  about  the  year 
1837.  In  order  to  render  the  description  complete  the  Defendant  promptly 
says  that  his  business  was  established  in  1837.    That  appears  on  the  label 

'25*  af&xed  to  a  little  tube  in  which  pills  are  sold.  Then  the  Plaintiff  has  largely 
advertised  his  success  for  60  years— the  large  trade  that  he  had,  and  the 
success  that  lus  pills  have  earned  during  that  period.  Promptly  the  Defendant 
puts  a  somewhat  similar  announcement  on  the  pills  put  up  by  him  in  boxes— 
'*  Established  60  years."    Then  the  Plaintiff  prints  and  delivers  to  his  customers 

30  handbills  advertising  his  goods  with  the  name  of  the  retailer  added  in  print 
at  the  bottom  ;  and  I  think  for  the  purpose  of  this  motion  that  it  is  clearly 
established  that  when  **  HoUoway's  Pills  "  have  been  asked  for  the  Defendant 
has  sold  pills  of  his  own  manufacture  as  "  Holloway^s  Pills,"  and  has  wrapped 
them  up  in  printed  leaflets  issued  by  the  Plaintiff,  thus  further  carrying  out  the 

35  deception. 

As  the  matter  stands,  there  is  a  question  with  regard  to  the  pedigree 
of  the  vendor  of  the  business.  The  Defendant  seeks  to  justify  what  he  has 
done  by  setting  out  that  the  portrait  referred  to  in  the  affidavit  has  been  used 
by  him  ever  since  he  bought  the  business,  and  the  portrait  represents  his 

40  predecessor's  grandfather,  the  founder  of  the  business.  The  portrait  appears 
to  be  a  portrait  of  a  gentleman,  and  a  signature  is  reproduced  at  the  foot, 
"  Faithfully  yours,  Wilfrid  HoUowayy  1833,"  the  suggestion  being  that  that  is 
Arthur  Holloway^s  grandfather.  On  the  other  hand,  the  evidence  is  that 
Arthur  HoHoway^s  grandfather  was  not  of  that  name  at  all ;  his  father  was 

45  William,  and  the  grandfather  was  Charles,  and  therefore  this  signature  of 

**  Wilfrid  HoUoway y  1833,"  cannot  be  that  of  Arthur  HoUoway^s  grandfather  ; 

I  and  there  is  furthermore  the  evidence  of  a  gentleman,  who  knew  the  grandfather 

L  well,  that  this  photograph  does  not  bear  the  very  smallest  resemblance  to  the 

old  gentleman  who  was  Arthur's  grandfather. 
I  50      Upon  the  present  materials   I    think   that  the   Defendant  has  not  estab- 

!  lished  that  he  has  any  right  to  make  and  sell   pills   under  the    name  of 

(HoUoway,  because  I  consider  that  upon  the    present  materials    it    is    not 
established  that  the  vendor  of  the  business  to  him  (who  undoubtedly  was  a 
drysalter  and  made  and  sold  ink   and    blacking)   ever  sold   a   single    pill, 
I  55  or  that  he  had  any  established  business  in  pills,  or  that  the  business  sold  by 

him  to  the  Defendant  comprised  any  business  in  pills  whatever.    It  certainly 


528  REPORTS  OP  PATENT,  DESIGN,        [July  29, 1903. 

Holloway  ▼.  Clent 

is  not  open  to  a  person  to  buy  another's  business,  and  then  to  use  the  name  of 
Hie  vendor  of  that  business,  which  happens  to  be  the  name  of  a  well-known 
manufacturer  of  a  different  article,  to  assist  him  in  the  sale  and  business  of 
that  other  article. 

I  am  of  opinion  that  the  Plaintiff  is  entitled  to  an  injunction  in  the  form  of  5- 
the  notice  of  motion.    I  observe,  in  considering  the  balance  of  convenience 
and  inconvenience,  that  there  is  contained  in  the  exhibit,  put  in,  quantities 
of  pills  put  up  by  the  Defendant  without  the  name  *^  Holloway  *^  being  used 
at  sdl.    It  may  well  be  that  the  Defendant  may  not  have  had  an  opportunity  of 
explaining  the  circumstances  under  which  those  pills  have  been  put  up,  and  I  do  10 
not  draw  any  adverse  opinion  of  his  conduct  with  regard  to  these  pills,  but  the 
matter  assists  me  to  this  extent — that  it  makes  it  clear  that  if  an  injunction  is 
granted  in  the  terms  of  the  notice  of  motion  the  Defendant  will  still  be  able 
to  sell  pills  until  the  trial  of  this  action,  or  further  Order,  put  up  in  these  little 
boxes  and  sold  for  a  penny  each  which  are  comprised  in  this  exhibit.    On  the  15 
question  of  the  balance  of  convenience  and  inconvenience,  I  have  no  doubt 
whatever  that  it  will  be  much  better  to  restrain  the  Defendant  until  the  trial, 
when,  if  the  Plaintiff  should  turn  out  to  be  wrong,  he  may  compensate  tiie 
Defendant  for  any  injury  he  may  have  sustained  by  restraining  him  from 
using  the  word  ^^  Hollowayy^  rather  than  refuse  the  injunction  to  the  Plaintiff  2& 
and  allow  the  Defendant  to  continue  his  trade.    For  these  reasons  there  must 
be  an  injunction  until  judgment  or  further  Order  in  the  terms  of  the  notice  of 
motion. 

Jessel. — I  do  not  know  if  my  friend  desires  the  words  ^  Pills  or  goods  of  that 
**  description."  '  25 

Eve,  K,C.— No,  "  Pills." 

Jessd.—''  Pills  "  only. 

SwiNPKN  Eadt,  J.—"  Pills  "  only. 
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In  thb  High  Court  op  Justice.— Chancery  Division. 

Bfiifore  Mr.  Justice  Buckley. 

June  17th  and  18th,  1903. 

Gammons  v.  Battersby. 


5       Patent. — Action  for  infringement. — Construction  of  Specification. — Novelty. — 
Subject-matter. — Utility. — Infringement.^-Judgment  for  Plaintiffs. 

The  Patentees  of  an  invention  of  "  Improvements  in  attaching  bindings  to 
**  the  brims  of  hats  "  stated  in  their  Specification  tlhat  Die  invention  consisted  "  in 
^*  fitting  a  liat  having  a  stiffs  curled^  or  rolled  brim^  with  a  binding  having  its 

10  "  inner  edge  connected  to  tlie  inner  side  of  the  brim  by  stitches  extending  through 
**  the  same  and  being  tur^ied  over  the  edge  of  the  brim  so  as  to  cove?'  said  edge 
**  and  also  cover  and  piloted  tlie  connecting  stitches ;  the  said  binding  having 
**  its  etids  connected  together  subsequent  to  its  connection  to  the  brim  and  prior 
"  to  its  being  turned  or  snapped  over  tlie  edge  of  tlie  same,  for  a  purpose  herein- 

15  **  after  pointed  out'* ;  that  the  invention  also  consisted  of  a  machine^  and  tlie 
Specification  proceeded  to  describe  the  machine  and  the  method  of  atta>ching  the 
binding  to  the  hat  by  means  of  the  machine.  The  Patentees  claimed^  firsts  "  The 
"  herein  described  method  of  attaching  to  a  liat  having  a  stiff y  curled  or  rolled 
*'  brim^  a  binding  having  y'  Ac.  (as  above)  "  substantially  as  specified^*  and  the 

20  other  claims  were  for  sewing  machines  comprising  elements  therein  respectively 
specified.  The  Defendants  denied  infringement^  and  alleged  want  of  novelty 
and  want  of  subject-matter  as  to  all  the  claims ^  and  contended  in  particular 
that  the  first  claim  included  attaching  the  binding  by  hand  in  the  manner 
described  in  that  claim.    For  the  Plaintiffs^  whilst  it  was  alleged  that  in  any 

2i  case  the  method  was  neWy  it  was  contended  that  Claim  1  only  included  attaching 
the  binding  by  the  machine.  The  Defendants  also  alleged  that  the  only  thing 
new  in  the  machine  was  making  a  concavity  in  the  underside  of  the  work- 
supporting  arm  for  the  purpose  of  clearance  in  working^  that  all  the  other 

elements  were  oldy  and  thc^t  there  was  no  invention. 

3  X 
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Held,  that  Claim  1  was  for  the  method  of  attaching  the  binding  by  means  of 
the  ma^hine^  that  novelty  and  utility  in  respect  of  all  the  claims  were  established^ 
and  that  the  Defendants  had  infringed.  Judgment  was  given  for  the  Plaintiff's 
accordingly. 

On  the  23rd  of  June  1897  Letters  Patent  (No.  15,048*  of  1897)  was  granted  5 
to    Welcome  Pennson    Oammons^  jun.^    and    Oeorge   Stephen    Bracher    for 
^^  Improvements  in  attaching  bindings  to  the  brims  of  hats.'* 

The  Complete  Specification,  as  amended  in  accordance  with  a  decision  of  the 
Comptroller-General  of  the  3rd  day  of  April  1901,  was  as  f oUows :  — **  Our 
'*  invention  relates  to  the  art  of  attaching  bindings  to  the  brims  of  hats,  and  it  xo 
"  consists  in  fitting  a  hat  having  a  stiff,  curled,  or  rolled  brim,  a«4  urith  a 
"  binding  wkfe  having  its  inner  edge  connected  to  the  inner  side  of  the  brim 
''  by  stitches  extending  through  the  same  and  being  turned  over  the  edge  of 
"  the  brim  so  as  to  cover  said  edge  and  also  cover  and  protect  the  connecting 
**  stitches ;  the  said  binding  having  its  ends  -  enappod  '  op  connected  together  15 
"  subsequent  to  its  connection  to  the  brim  and  prior  to  it«  being  turned  or 
"  snapped  over  the  edge  of  the  same,  for  a  purpose  hereinafter  pointed  out. 

"  The  invention  also  consists  in  a  sewing  machine  which  although  designed 
"  more  especially  for  connecting  one  edge  of  bindings  to  stiff,  curled,  or  rolled 
"  hat  brims,  may  be  used  to  advantage  in  connecting  one  edge  of  bindings  to  20 
"  soft  hat  brims. 

"  Other  objects  and  advantages  of  the  invention  w^ill  be  fully  understood 
^'  from  the  following  description  and  claims  when  taken  in  connection  with 
*'  the  annexed  drawings,  in  which  :  Fig.  1,  is  a  perspective  view  of  our  improved 
''  sewing  machine.  Fig.  2,  is  a  vertical  longitudinal  section  of  the  same  with  25 
<^  parts  in  elevation.  Fig.  3,  is  a  detail  longitudinal  section  on  an  enlarged 
"  scale  of  the  work  supporting  arm.  Fig.  4,  is  a  detail  section  taken  in  the 
•*  plane  indicated  by  the  line  x^  x,  of  Fig.  3.  Fig's  5  and  6,  are  detail  views  of 
"  the  shuttle  removed  from  the  race,  and  :  Fig's  7  and  8,  are  views  of  a  hat 
"  with  the  binding  applied  in  accordance  with  our  invention.  In  the  said  HO 
"  drawings,  similar  letters  designate  corresponding  parts  in  all  of  the  views, 
<'  referring  to  which :  A,  indicates  the  base  of  the  machine,  and  B,  indicates 
"  the  overhancfing  arm  having  the  head  C,  at  its  forward  end,  in  which  are 
^*  arranged  the  needle  bar  D,  the  presser  bar  £,  having  the  foot  a,  at  its  lower 
"  end  and  the  feed  bar  F.  The  said  needle  bar,  presser  bar,  and  feed  bar  may  35 
<*  be  similar  in  construction  to  those  embodied  in  sewing  machines  at  present 
"  in  use,  and  the  bars  D  and  F,  may  be  operated  by  the  drive  shaft  G,  through 
'^  the  medium  of  mechanism  contained  in  the  head  C  ;  the  needle  bar  D,  being 
"  reciprocated  vertically  while  the  feed  bar  F,  is  given  respectively  an  up  and 
'<  down  movement  and  a  forward  and  backward  horizontal  movement  in  relation  40 
"  to  the  work  plate  in  order  to  feed  the  materials  f orwardly  as  will  be  hereinafter 
"  more  fully  described.  Extending  forwardly  from  the  forward  end  of  the 
"  base  A,  irf  the  work  supporting  arm  H,  of  our  improved  machine.  This  arm  H, 
"  has  the  rear  portion  of  its  underside  concaved  as  indicated  by  I,  to  accommo- 
"  date  the  crown  of  a  stiff  hat  to  which  the  binding  is  being  connected,  and  this  45 
"  concavity  may  be  afforded  by  recessing  the  underside  of  the  arm  or  by  bending 
^'  the  arm  into  a  concavo-convex  form  as  illustrated ;  the  latter  manner  being 
"  preferable  for  obvious  reasons.  At  its  forward  end  which  rests  beneath  the 
"  needle,  feed,  and  presser  bars,  as  shown,  the  arm  Ei,  is  made  straight,  flat,  and 
"  comparatively  thin  for  reasons  which  will  presently  appear,  and  it  is  provided  50 
"  adjacent  to  its  forward  end  with  the  vertically  disposed  needle  receiving 
*'  aperture  &,  and  preferably  has  the  portion  c,  in  which  said  aperture  is  formed 
''  raised  as  illustrated  so  that  its  upper  side  will  rest  flush  with  the  plate  J,  upon 
"  which  the  gnage  K,  presently  described,  is  mounted. 
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"  L,  indicates  the  horizontal  race  for  the  loop  taking  device  M,  which  may  if 
"  desired,  be  an  oscillatory  shuttle  of  the  well  known  construction  illustrated. 
"  This  race  L,  which  communicates  with  the  needle  opening  ft,  as  better  shown 
"  in  Fig.  3,  is  normally  covered  by  the  plale  J  ;  and  the  shuttle  M,  which  it 
5  "  contains  is  oscillated  by  the  same  shaft  G,  that  operates  the  needle  bar  and 
"  feed  bar  through  the  medium  of  the  cam  /,  the  lever  (/,  the  reciprocatory 
"  rack  hy  the  gear  wheel  i,  and  the  pinion  j\  or  any  other  suitable  intermediate 
"  mechanism  ;  the  pinion  y,  (when  employed)  being  removably  splined  to  the 
"  shuttle  as  shown  so  as  to  permit  of  the  latter  being  readily  removed  when  the 

10  "  plate  J,  is  swung  to  one  side  on  its  pivot  e,  to  open  the  race  L. 

"  The  comers  of  the  upper  side  of  the  arm  H,  at  the  forward  end  of  the  same 
"  are  rounded  or  beveled  as  indicated  by  p^  so  that  no  sharp  angles  which  would 
"  tend  to  injure  a  hat  brim  are  presented  to  the  same  as  it  is  fed  beneath  the 
^*  needle. 

15  "  N,  indicates  the  binding  guide  of  the  machine  which  is  preferably  formed 
"  of  sheet  metal,  although  other  material  may  be  employed  if  found  desirable. 
'^  This  guide  N,  is  shown  as  formed  in  one  piece  and  attached  to  the  side  of 
"  the  arm  H,  and  it  has  its  free  portion  r»  bent  so  as  to  rest  in  a  vertical  plane 
^'  parallel  to  and  close  against  the  forward  end  of  the  said  arm  and  also  has  the 

20  "  retaining  loop  «,  which  rests  upon  the  upper  side  of  the  arm  H,  close  to  one 
'^  end  ot  the  portion  Cy  thereof,  and  the  retaining  loop  t,  which  rests  slightly 
"  below  the  arm  as  shown. 

*'  K  indicates  the  guage  against  which  the  edge  of  the  hat  brim  is  pressed  by 
''  the  operator,  in  order  to  have  all  the  stitches  take  through  the  brim  and  binding 

25  "  at  a  uniform  distance  from  the  edge  of  the  former  so  as  to  make  a  neat  and 
"  finished  job.  This  guage  K,  may  be  formed  and  may  bo  formod  and  may 
"  be  adjusted  and  adjustably  fixed  in  any  suitable  manner,  but  we  prefer  to 
"  form  it  of  sheet  metal  and  provide  it  with  the  upturned  lip  v,  at  its  forward 
*^  end  and  with  the  lougitudinal   slot  Wy  and  adjustably  connect  it  with  the 

30  "  plate  J,  by  a  binding  screw  .r,  as  by  this  construction  it  may  be  readily 
"  adjusted  and  adjustably  fixed  so  as  to  permit  of  taking  the  stitches  through 
"  the  brim  at  various  distances  from  the  edge  of  the  brim. 

"  In  the  practical  operation  of  our  improved  machine,  after  the  guage  K,  has 
"  been  properly  adjusted,  the  bindiug  1,  is  placed  in  the  guide  N,  so  that  its 

35  "  upper  portion  will  overlap  the  forward  thin  and  flat  end  of  the  work  supporting 
'*  arm  as  illustrated  by  dotted  lines  in  Fig.  1.  The  brim  2,  of  the  hat  3,  is  then 
^^  placed  upon  the  end  of  the  arm  over  the  binding  and  its  edge  is  pressed 
'*  against  the  iguage  K,  by  the  operator  when  the  machine  is  started  and  the 
*'  stitching  of  the  binding  to  the  brim  is  commenced  and  continued  until  the 

40  "  binding  is  connected  throughout  its  length  to  the  brim.  We  prefer  in  practice 
''  to  start  the  stitching  at  the  back  of  the  hat  and  stitch  entirely  around  the  hat 
**  to  the  point  of  commencement.  While  the  stitching  of  the  binding  to  the 
"  front  or  back  end  portions  of  the  hat  brim  is  going  on,  the  hat  rests  and  is 
"  held  with  the  crown  depending  but  as  the  stitching  progresses  toward  and 

45  "  along  the  side  of  the  brim,  the  hat  must  be  gradually  turned  until  the  crown. 
"  rests  in  a  horizontal  or  approximately  horizontal  position  with  the  inside  of 
"  the  hat  toward  the  operator  and  the  crown  in  the  concavity  above  mentioned, 
"  and  as  the  stitching  further  progresseSj  the  hat  must  be  turned  so  that  when 
"  it  reaches  the  end  of  the  brim  opposite  to  the  point  of  commencement,  it  will 

50  "  rest  in  the  position  first  mentioned,  viz :  with  its  crown  depending.  From 
"  this  point,  the  operation  is  repeated  to  the  point  of  commencement,  that 
'*  is  to  say  the  hat  is  slowly  turned  until  when  the  stitching  reaches  the 
'*  middle  of  the  side  of  the  hat  brim,  its  crown  rests  in  an  approximately 
"  horizontal  position  beneath  the  arm  H  ;  and  from  this  point  to  the  point  of 

55  **  commencement  the  hat  is  slowly  turned  until  when  it  reaches  the  point  of 

2X2 
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"  commencement  its  crown  will  rest  in  a  depending  position.  The  concavity 
"  of  the  arm  H,  permits  of  the  hat  being  turned  freely  into  the  horizontal 
^'  position  stated,  and  it  is  absolutely  necessary  to  get  the  hat  into  such  position 
"  in  order  to  sew  the  binding  to  the  sides  of  the  brim  in  a  finished  manner 
"  especially  when  the  brim  is  provided  with  the  fashionable  deep  rolls  or  curls,  5 
"  it  will  be  appreciated  that  the  concavity  of  the  said  arm  H,  forms  an  important 
"  feature  of  our  invention. 

'^  After  the  piece  of  binding  has  been  attached  along  one  edge  and  throughout 
"  its  length  to  the  inner  side  of  the  stiff  hat  brim  by  stitches  4,  (see  Fig.  8)  its 
"  ends  are  -snappod-  or  sewed  together  as  indicated  by  5,  after  which  it  is  10 
"  turned  outwardly  or  snapped  over  the  curled  brim,  when  it  will  be  snugly 
*'  and  tightly  held  thereon.  This  is  due  to  the  fact  that  the  outer  side  of  the 
*'  brim  is  larger  tban  the  inner  side  and  consequently  when  the  ends  of  the 
"  binding  are  *  BDappod~-ef  connected  together  after  one  edge  of  said  binding 
"  is  connected  to  the  brim,  and  before  it  is  turned  over  the  same,  the  free  edge  15 
^'  of  the  binding  is  strained  and  sprung  over  the  brim  under  considerable 
^'  tension,  varying  according  to  the  thickness  of  the  felt.  This,  as  stated, 
'*  renders  the  binding  tight  upon  the  brim,  but  in  order  to  avoid  any  possibility 
"  of  the  binding  coming  off  during  use,  its  outer  edge  may  if  desired  be  stitched 
"  by  hand  to  the  brim  or  otherwise  suitably  secured.  20 

"  In  virtue  of  the  binding  being  connected  to  the  brim  and  turned  over  the 
''  edge  of  the  same  in  the  manner  described,  it  will  be  seen  that  said  binding 
^'  will  snugly  fit  the  brim  and  hold  itself  in  position  thereon  without  the 
'*  employment  of  stitches  or  other  fastening  means  ;  and  it  will  also  be  seen 
'*•  that  said  binding  will  cover  the  connecting  stitches,  thus  preventing  the  same  25 
"  from  being  rottened,  faded  or  otherwise  deteriorated,  which  is  an  important 
"  advantage. 

'^  It  is  obvious  when  a  piece  of  binding  is  to  be  attached  to  a  hat  brim,  the 
^^  distance  of  the  line  of  stitches  from  the  edge  of  the  brim  may  be  varied  to 
"  suit  various  kinds  of  hats  by  suitably  adjusting  and  adjustably  fixing  the  3Q 
"  guage  K. 

^^  During  the  operation  of  stitching  the  binding  to  the  hat  brim,  the  feed 
"  bar  F,  by  its  up  and  down  and  forward  and  backward  horizontal  movements 
^'  serves  to  feed  the  hat  and  consequently  the  binding  f orwardly  and  at  the  same 
*'  time  holds  the  hat  brim  to  the  needle  plate  while  it  is  being  fed.  jy^ 

"  It  will  be  observed  that  our  machine  is  very  simple,  and  that  its  construction 
*'  is  such  that  the  parts  are  not  likely  to  get  out  of  order,  and  it  will  also  be 
"  observed  that  the  stitching  of  the  binding  to  the  brim  may  be  accomplished 
"  as  easily  when  the  brim  is  deeply  curled  or  rolled,  as  when  it  is  but  slightly 
"  curled  or  rolled,  and  this  without  in  any  way  damaging  the  brim  or  changing  ^q 
"  or  destroying  its  shape. 

*'*'  The  shuttle  M,  cooperates  with  the  needle  in  the  usual  manner,  and  it  is 
'*  disposed  horizontally  as  described  so  as  to  permit  of  the  arm  H,  being  made 
"  thin  in  order  to  enable  it  to  readily  take  between  the  brim  and  crown  of  the 
"  hat  as  illustrated  in  Fig.  3.  The  shuttle  M,  alone  forms  no  part  of  our  ^5 
"  invention  and  any  suitable  loop  taking  device  may  be  employed  in  lieu  of 
"  the  same. 

^^  The  needle  bar,  feed  bar,  and  pressor  bar  with  the  mechanism  for  transmitting 
'^  motion  to  the  same,  when  considered  alone  also  do  not  form  a  part  of  the 
^^  invention  and  any  suitable  mechanism  which  embodies  a  practical  feed  device  50 
"  may  be  employed  in  lieu  of  the  same. 

^^  While  our  improved  machine  is  designed  more  especially  for  connecting 
"  the  edge  of  bindings  to  the  inner  sides  of  stiff,  rolled,  or  curled  hat  brims,  it 
*'  may  be  used  to  advantage  for  so  connecting  bindings  to  soft  bat  brims,** 
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The  Patentees  claimed  :— *'  1 — A  2%e  Aemn  described  method  of  attaching 
^^  to  a  hat  having  a  stiff,  curled  or  rolled  brim,  ft«4  a  binding  having  its  inner 
"  edge  connected  to  the  inner  side  of  the  brim  by  stitches  extending  through 
"  the  same  and  being  turned  over  the  edge  of  the  brim  so  as  to  cover  said  edge 
"  and  also  cover  and  protect  the  connecting  stitches  ;  the  said  binding  having 
"  its  ends  -  enappod  ^  or  connected  together  subsequent  to  its  connection  to  the 
"  brim  and  prior  to  its  being  turned  over  the  edge  of  the  same,  substantially  as 
"  specified. 


"  2 — A    sewing  machine  comprising  a  work    supporting  arm  having    the 

10  '*  comparatively  thin  and   fiat  portion   at   its  forward   end  adapted  to  take 

"  between  the  brim  and  crown  of  a  stiff  hat  and  the  concavity  I,  in  its  under- 

"  side  in  rear  of  said  thin  and  flat  portion  adapted  to  receive  the  crown  of  a 

**  hat ;  the  flaid  concavity  I,  extending  above  the  lower  side  of  the  forward 

'*  flat  and  thin  portion  and  being  disposed  at  right  angles  to  the  length  of  the 

15  "  arm,  a  loop  taking  device  arranged  in  said  arm  adjacent  to  its  forward  end, 

'*  a  hat  gnage  arranged  upon  and  adjustably  connected  to  the  upper  side  of  the 

"  work  supporting  arm  adjacent  to  the  forward  end  thereof,  the  binding  guide 

'*  arranged  upon  the  forward  end  of  the  work  supporting  arm  and  having  the 

"  lower  loop  ty  adapted  to  receive  the  lower  edge  of  the  binding  and  support 

20  **  the  same  and  the  upper  horizontally  disposed  loop  s,  arranged  upon  the 

"upper  Bide  of  the  work  supporting  arm,  an  overhanging  arm  carrying  a  needle 

"  bar  and  a  feeding  device,*^  and  means  for  operating  the  needle  bar,  feeding 

"  device  and  loop  taker,  substantially  as  specified. 
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"  3 — ^A  sewing  macbiue  comprising  a  work  supporting  arm  having  the 
"  comers  of  its  upper  side  beveled  at  its  forward  end  as  indicated  by  /?,  a  hat 
"  guage  arranged  upon  and  adjustably  connected  to  the  upper  side  of  the  work 
"  supporting  arm  adjacent  to  the  forward  end  thereof,  the  binding  guide 
"  arranged  upon  the  forward  end  of  the  work  supporting  arm  and  having  the  5 
"  lower  loop,  t^  adapted  to  receive  the  lower  edge  of  the  binding  and  support 
'^  the  same  and  the  upper  horizontally  disposed  loop  s,  arranged  upon  the 
"  upper  side  of  the  work  supporting  arm,  a  feeding  device,  and  a  suitable 
^^  oi^anized  stitch  forming  mechanism,  substantially  as  specified. 

"  4 — A  hat  sewing  machine  comprising  the  work  supporting  arm  H,  having  10 
^^  the  comparatively  thin  and  fiat  portion  at  its  forward  end  adapted  to  take 
**  between  the  brim  and  crown  of  a  stiff  hat,  and  the  concavity  I,  in  its  under 
"  side  in  rear  of  said  thin  and  flat  portion  adapted  to  receive  the  crown  of  a 
"  hat ;  the  said  concavity  I,  extending  above  the  lower  side  of  the  forward 
''  fiat  and  thin  portion  and  being  disposed  at  right  angles  to  the  length  of  the  ]5 
*^  arm,  a  hat  guage  carried  by  the  arm  H,  a  binding  guide  carried  by  said 
'^  arm  and  a  suitable  organized  stitch  forming  mechanism,  substantially  as 
«  specified." 

On  the  1st  of  May  1901  the  Patentees  commenced  an  action  against  Battershy 
A  Go,y  Ld.,  for  Infringement  of  the  Patent,  claiming  the  usual  relief.  20 

By  their  Statement  of  Claim  the  Plaintiffs  alleged — (I)  that  they  were  the 
registered  owners  of  the  Patent ;  (2)  the  amendment  of  the  Specification,  and 
that  the  original  claim  was  framed  in  good  faith  and  with  reasonable  sldil  and 
knowledge ;  (3)  that  the  Patent  was  valid ;  and  (4)  that  the  Defendants  had 
infringed.  25 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendant 
Company  had  infringed  the  Patent  and  the  first,  second,  third,  and  fourth 
claims  thereof  in  manner  following,  viz.,  that  the  Defendant  Company 
had  subsequently  to  the  date  of  the  Patent  used  certain  machines  manufactured 
by  the  Singer  Manufacturing  Company,  or  some  other  person  or  Company,  30 
without  the  Plaintiffs*  authority  for  the  purpose  of  attaching  bindings  to  the 
brims  of  hats  in  the  improved  manner  described  and  claimed  in  the  first, 
second,  third,  and  fourth  claims  of  the  Patent,  as  amended  in  accordance  with 
the  decision  of  the  Comptroller-General,  dated  the  3rd  of  April  1901  ;  that  the 
machines  so  used  included  and  applied  the  method  of  attaching  to  a  hat,  having  35 
a  stiff,  curved,  or  rolled  brim,  a  binding  having  its  inner  edge  connected  to  the 
inner  side  of  the  brim  by  stitches  extending  through  the  same  and  being  turned 
over  the  edge  of  the  brim,  so  as  to  cover  the  edge  and  also  cover  and  protect 
the  connecting  stitches,  such  binding  having  its  ends  connected  together 
subsequent  to  its  connection  to  the  brim  and  prior  to  its  being  turned  over  the  40 
edge  of  the  same,  being  the  method  substantially  specified  in  the  Specification 
so  amended  as  aforesaid ;  aud  the  Particulars  went  on  to  allege  in  detail 
that  the  machines  so  used  had  the  combinations  substantially  specified  and 
claimed  in  the  second,  third,  and  fourth  claims  of  the  Specification. 

The  Defendants  by  their  Defence  denied   infringement,  and  alleged  the  45 
invalidity    of    the   Patent  by  reason   of  the  matters    in   the   Particulars  of 
Objections  appearing. 

The  Particulars  of  Objections  alleged — (1)  that  the  Patentees  were  not  the 
first  and  true  inventors  of  the  alleged  invention ;  (2)  that  the  alleged 
invention  was  not  useful ;  (3)  that  the  alleged  invention  was  not  new ;  50 
(A)  that  the  alleged  invention  claimed  in  the  first  claiming  clause  of  the  final 
Specification  of  the  Patent  had  been  publicly  used  in  the  realm  by  the  Defen- 
dants at  their  works  at  Offerton  Hat  Works,  Stockport,  in  the  county  of  Chester, 
continuously  for  the  last  thirty  years  ;  (B)  that  the  alleged  invention  described 
in  the  second,  third,  and  fourth  claiming  clauses  of  the  said  Specification  had  55 
been  published  in  this  realm  prior  to  the  date  of  the  said  Letters  Patent  by  the 
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publication  at  the  Patent  Office  Library  of  the  final  SpeciBcation  of  the  following 
Letters  Patent : — 


Name. 

Date  and  Number. 

Parts  relied  on. 

(a)  Clark          

No.  514  of  1863 

The  whole. 

(b)  O'Neil  (U.S.A.)     

No.  137,608  of  1873      ... 

Ditto. 

5  (c)  StockweU     

No.  300  of  1876 

Ditto. 

(d)  Chadwick  and  another    ... 

No.  1080  of  1878 

Ditto. 

(e)  Anderson.,.            

No.  4134  of  1878 

Ditto. 

(f)   Woodruff 

No.  4798  of  1878 

Ditto.                ^ 

(g)  Jones  and  Ganwell 

No.948ofl8S3 

Ditto. 

0  fh)  Thomas       

No.  9074  of  1884 

Ditto. 

(i)    Gockcroft 

No.  9599  of  1889 

Ditto. 

(j)  Maxjield  and  Barclay     ... 

No.  4111  of  1891 

Ditto. 

(k)  Hooper  (U.S.A.)     

No.  474,450  of  1892      ... 

Ditto. 

15 


20 


25 


30 


35 


(4)  that  the  alleged  invention,  as  to  all  the  claiming  clauses  thereof,  was  not 
proper  subject-matter  for  valid  Letters  Patent ;  that  under  this  head  the 
Defendants  would  rely  upon  general  public  knowledge  and  common  general 
knowledge  in  the  hat  and  sewing  machine  trades,  and  upon  the  matters  alleged 
in  paragraph  3,  and  would  also  allege  that  the  alleged  combinations  claimed 
in  Clauses  2,  3,  and  4  were  mere  collections  of  old  and  well-known  parts 
of  sewing  machines  all  commonly  known  and  used,  and  that  no  invention 
was  required  to  collect  the  same  together,  and  that  the  collection  of  parts  named 
in  the  said  claims  were  not  combinations  which  formed  good  subject-matter  for 
valid  Letters  Patent. 

The  Complete  Specification  of  the  Patent  (No.  9074  of  1884)  of  John  Thomas 
for  "  Improvements  in  sewing-machines,  chiefly  designed  for  facilitating  the 
"  binding  of  hat-brims  and  for  similar  purposes  "  was,  so  far  as  material  for  this 
Report,  as  follows  :— *'  My  invention  relates  to  sewing-machines,  chiefly  designed 
"  for  sewing  the  binding  material  upon  hat-brims  after  they  have  been  set  and 
"  curled,  or  after  they  have  been  curled  and  previously  to  their  being  set.  My 
"  improvements  are,  however,  also  applicable  to  sewing-machines  for  any 
"  similar  purpose.  The  binding  material  ordinarily  used  for  hat-brims  is  of 
"  such  width  that  although  the  said  material  overlaps  equally  at  both  top  and 
"  bottom  of  the  front  and  back  of  the  brim,  where  the  said  brim  is  flat  or  only 
"  slightly  curled,  yet,  with  respect  to  the  portions  of  the  brim  situated  at  the 
"  sides  of  the  hat,  the  greater  portion  of  the  width  of  the  said  material  is  taken  up 
"  in  covering  the  upper  or  outer  surface  of  the  *  curl.'  Therefore  a  very  narrow 
**  portion  is  left  for  folding  over  the  edge  of  the  said  curl.  The  method  hereto- 
^'  fore  usually  adopted  for  sewing  the  binding  material  upon  the  ^  curl '  of  a 
*^  hat  brim  is  to.  make  by  hand  a  series  of  stitches,  which,  .at  one  end,  secure 
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^'  the  outer  and  yieible  edge  of  the  said  binding  material  to  the  brim,  jast 
"  below  the  point  at  which  the  curl  commences,  the  other  end  of  each  sMtch 
*'*'  securing  the  other  edge  of  the  binding  material  to  the  brim  underneath  the 
**  curled  portion  thereof  oat  of  sight.  The  object  of  my  invention  is  to  provide 
"  for  effecting  this,  and  any  similar,  work  by  means  of  a  sewing-machine,  so 
''  that  considerable  economy  will  be  effected  with  respect  to  both  time  and 
"  labour. 


"  An  important  feature  of  my  said  invention  is  the  employment  of  what  I 
*'  term  a  split  or  divided  needle-plate  or  work-support,  that  is  to  say,  a  device 
**  for  supporting  the  work  while  it  is  being  sewed,  and  consisting  of  two  parts, 
**  one  of  which  is  fixed  or  stationary,  and  the  other  of  which  is  movable  or 
"  adjustable  for  the  purpose  hereinafter  specified.  A  spring  is  usually  employed 
''  which  tends  to  press  the  said  movable  part  closely  against  the  fixed  part 
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"  of    the   work-support.       My  said   invention,  moreover,    comprises    various 
"  improvements  as  hereinafter  described. 

''  In  the  accompanying  drawing,  I  have  shown  a  Lock-Stitch  sewing-machine 

"  with  my  improvements  applied  thereto 

5  "  The  above  described  improved  machine  is  generally  used  as  follows,  that  is 
'*  to  say  : — The  binding  material  is  first  sewn  upon  the  back  part  of  the  hat- 
"  brim,  the  hat  being  held  with  the  slightly  curled  edge  of  its  brim  resting  in 
*'  the  groove  or  channel  c  of  the  movable  part  6,  as  shewn  in  Figure  3  ;  when 
**  the  curl  at  either  side  of  the  hat  is  reached,  where  the  sewing  cannot  be 

10  *•  effected  with  the  brim  lying  flat  on  the  work-support  and  with  the  binding 
^^  material  equally  divided  on  the  top  and  bottom  of  the  brim,  as  at  the  front 
"  and  back  of  the  hat,  the  sliding  part  b  of  the  work-support  is  moved  backward 
*•  by  the  operator  and  the  curled  portion  of  the  brim  is  inserted  or  allowed  to 
"  fall  between  the  two  parts  a,  h  of  the  work-support,  as  shewn  in  Figure  4,  the 

15  *'*'  edge  of  the  part  h  then  pressing  against  the  curl  of  the  brim  instead  of  against 
**  the  part  a.  The  machine  can  then  sew  the  binding  material  with  stitches 
^^  similar  to  those  heretofore  made  when  the  binding  material  has  been  sewn 
•*  on  the  curl  of  a  hat-brim  by  hand,  as  shewn,  for  example  in  Figure  4,  When 
"  the  curled  portion  at  one  side  of  the  brim  has  been  thus  sewn  and  the  other 

20  *^  portion  of  the  hat  is  reached  where  such  stitches  are  no  longer  necessary,  the 
"  brim  passes,  or  is  moved  by  the  operator,  from  between  the  two  parte  of  the 
**  work-support,  and  the  part  h  is  moved  forward  by  the  action  of  its  spring 
"  into  contact  with  the  part  a.  The  sewing  is  then  continued  with  the  slightly 
^^  curled  edge  of  the  brim  resting  in  the  channel  c,  as  shewn  in  Figure  3,,  until 

25  "  the  curl  on  the  other  side  of  the  hat  is  reached,  when  the  operator  again 
««  moves  the  part  h  backward  as  above  described.  The  binding  material  can 
"  thus  be  sewn  completely  around  the  brim  of  a  hat  by  my  machine  with 
**  great  rapidity  and  in  a  perfectly  secure  manner.  It  is  obvious  that  the  above 
"  described  split  or  divided  needle-plate  or  work-support  may  be  advantageously 

30  "  used  for  any  purpose  in  which  conditions  exist  similar  to  those  hereinbefore 
*'*'  set  forth.  I  sometimes  dispense  with  the  movable  part  h  and  use  the  upwardly 
"  projecting  piece  a  fixed  or  formed  on  the  arm  E  as  a  work-support  for  the 
"  purposes  above  specified.  I  do  not  confine  myself  to  any  particular  form  or 
"  construction  of  sewing-machine,  as  my  improvements  may  be  applied  to  other 

35  "  machines  than  that  shewn  in  the  drawing."    (Page  536.) 

The  alleged  infringing  machine  was  stated  to  be  made  under  Letters  Patent 
No.  21,875  of  1898,  granted  to  J,  K.  Macdonaldy  on  a  communication  from 
abroad  by  the  Singer  Manufacturing  Company.  Fig.  I  of  the  drawings  to  the 
Specification  of  this  Patent  is  shown  on  the  next  page. 

40       The  action  came  on  for  trial  before  Mr.  Justice  Buckley. 

Moultony  K.C.,  and  Whinney  (instructed  by  Slacks  Monro,  and  Atkinson) 
appeared  for  the  Plaintiffs  ;  Astbury,  K.C.,  and  Walter  (instructed  by  O.  D. 
Wansboroicgh)  appeared  for  the  Defendants. 
Moulton,  K.C.,  for  the  Plaintiffs. — This  Patent  is  for  a  machine  for  doing 

45  work  of  a  specialised  nature,  namely,  sewing  the  bindings  on  the  rims  ot  hats. 
The  binding  on  the  rim  of  a  hat  must  be  flat  and  tight  and  evenly  sewn.  With 
curled  edges  it  is  difiBcult  to  sew  on  the  binding  properly.  The  Plaintiffs  were 
the  first  to  invent  a  machine  to  do  this,  and  they  succeeded  not  only  by  the 
invention  of  the  machine,  but  by  an  alteration  of  the  method  of  sewing  the 

50  binding  on.  There  were  two  modes  of  doing  this — in  one  the  binding  was  equally 
turned  over  the  edge  and  for  part  of  the  brim  a  perpendicular  stitch  bound  the 
two  edges,  but  when  the  operator  came  to  the  part,  where  there  was  a  decided 
curl,  he  had  to  adopt  a  different  kind  of  stitch,  the  binding  being  nearly  all  on 
the  outside  and  with  only  just  a  little  on  che  inner  side,  and  a  stitch  called  the 

55  "  ladder  stitch  "  was  used,  not  perpendicular  to  the  substance  of  the  hat,  sewing 
the  two  edges  with  one  stitch,  and  thus  the  Btitches  cro86ed  the  cavity  under 
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the  curl.  In  the  other  method,  the  broader  part  of  the  binding  was  below  ;  the 
binding  was  first  measured  and  made  into  a  ring,  and  then  fitted  round,  and  at 
the  front  and  back  one  edge  was  first  sewn  and  then  the  binding  was  turned 
over  and  the  other  edge  sewn,  but  at  the  sides  the  ladder  stitch  was  used.  The 
Plaintiffs*  method  was  not  to  make  a  ring  of  the  binding,  but  to  sew  it  evenly 
round  the  hat,  without  making  a  ring,  with  one  edge  of  the  binding  close  to  the 
upper  edge  of  the  hat,  and  in  that  way  such  a  tension  could  be  put  on  the  binding 
as  was  desired ;  then,  after  one  edge  was  thus  sewn,  the  binding  was  cut  and  the 
ends  sewn  together,  and  it  was  then  turned  over  the  edge  of  the  hat,  and  it 
held  on  in  tension,  so  that  it  was  unnecessary  to  sew  the  other  edge  of  the 
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binding,  although  this  could,  of  course,  be  done  if  desired.  In  this  way  no 
difficulty  arose,  and  there  were  no  ladder  stitches.  The  Plaintiffs  also  devised 
a  machine  to  do  the  first  sewing  on  ;  it  had  a  concavity  in  the  lower  arm  to 
take  the  crown  of  the  hat.  [The  working  of  this  machine  was  shown.]  The 
machine  for  the  first  time  enabled  hats  to  be  bound  by  machinery  ;  and  a  15 
skilful  workman  can  do  a  hat  in  twenty  seconds  and  about  forty-five  dozen  in 
a  day.  [The  Specification  was  then  read.]  I  will  take  Claim  4,  which  only 
mentions  the  essential  parts.  lAstbury^  K.C,  in  answer  to  BUCKLEY,  J.,  said 
that  novelty  was  in  dispute,  and  that  he  should  contend  that  Claim  1  was 
hopelessly  bad,  and  that  Claims  2,  3,  and  4  were  only  for  a  common  sewing  20 
machine  plus  the  concavity,  which  the  Defendants'  machine  had  not  got.] 
The  Defendants'  machine  is  made  under  a  Patent  of  1898  ;  in  it  the  lower  arm 
is  carried  along  the  upper  one  and  then  brought  down,  and  that  is  an  ordinary 
variation  and  is  perfectly  equivalent ;  there  is  no  other  difference. 

The  witnesses  called  on  behalf  of  the  Plaintiffs  were  Messrs.  Swinburney  25 
QammonSy  Ashworth^  and  Macreedy, 
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Walter  opened  the  Defendants*  case. — The  first  question  must  be — ^What  is 
the  proper  construction  of  the  Specification  ?  The  Patentees  say  that  the 
invention  relates  to  the  art  of  attaching  bindings  to  hats.  Then  it  consists  in 
fitting  with  binding  a  hat  having  a  stiff  cui^led  or  rolled  brim,  as  stated  in  the 
5  first  claim.  That  was  the  first  part  of  the  invention,  and  the  Plaintijff  Gammons 
and  the  trade  witnesses  believed  that  to  be  a  new  process,  whether  done  by  hand 
or  machine.  Claim  1  is  a  claim  to  the  method  at  large.  Then  the  invention 
consists  also  of  a  machine  which  could  be  used  for  dping  it.  Claim  2 
comprises  the  following  elements — (1)  a  work  supporting  arm  defined  by  two 

10  characteristics — (a)  having  a  thin  flat  forward  portion,  and  (b)  a  concave 
underside ;  (2)  a  loop  taking  device,  the  characteristic  of  which  is  that  it  is 
in  the  forward  end  of  the  work  supporting  arm  ;  (3)  a  hat  gauge  adjustably 
attached  to  the  upper  side  of  the  work  supporting  arm  ;  (4)  a  binding  guide 
with  upper  and  lower  loops  ;  (5)  an  overhanging  arm  carrying  the  needle  and 

15  feed  devices ;  and  (6)  devices  for  operating  the  needle,  feed,  and  loop  taker. 
The  third  claim  is  for  a  sewing  machine  comprising — (1)  a  work  supporting 
arm,  the  only  characteristic  of  which  is  that  its  ^ont  edges  shall  be  bevelled  off 
on  the  upper  side ;  (2)  a  hat  gauge  as  stated  ;  (3)  a  binding  guide  with  upper 
and  lower  loops  ;  (4)  any  feeding  device  ;  and  (5)  any  stitch-forming  mechanism. 

20  The  fourth  claim  is  for  a  sewing  machine  comprising — (1)  a  work  supporting 
arm  of  a  particular  kind  ;  (2)  any  hat  gauge  ;  (3)  any  binding  guide  ;  and  (4) 
any  stitch-forming  mechanism.  As  regards  the  first  claim,  the  Defendants  do 
not  infringe  ;  they  do  not  connect  the  ends  of  the  binding  subsequent  to  its 
connection  to  the  brim  ;  for  thirty  years  they  have  secured  binding  to  hats  of 

25  the  kind  indicated  by  first  making  a  circle  of  the  binding  and  then  using  the 
process  described  in  the  first  claim.  There  is  no  distinction  as  regards  invention, 
whether  the  ends  of  the  binding  are  secured  subsequently  or  not,  but  the 
Plaintiffs  have  expressly  so  limited  their  claim.  There  is  no  novelty  whatever 
in  Claim  1  ;  but  there  would  be  nothing  patentable  in  merely  joining  the  ends 

30  subsequently.  As  regards  the  rest  of  the  claims,  the  Defendants  have  not  a 
binding  gauge  of  the  character  described,  or  a  work  supporting  arm  or  a 
concavity.  They  have  adopted  a  known  form  of  machine  which  by  its  nature  had 
plenty  of  room  for  turning  the  work,  and  the  necessity  of  room  to  turn  the 
particular  work  was  well  known.    There  was  no  invention  required  in  cutting 

35  away  a  piece  of  metal  or  taking  a  machine  in  which  the  work  table  hung  from 

the  upper  arm.     Thomas  had  not  the  idea  ;  he  invented  a  machine  to  do  the 

old  ladder  stitch  ;  but,  given  the  idea,  there  was  no  difficulty  in  making  the 

machine  required. 

The  following  witnesses  were  called  on  behalf  of  the  Defendants  : — Miss 

40  Ratcliffe^  head  of  the  Defendants'  trimming  department ;  J,  Butterworth^ 
foreman  of  the  same  department ;  and  Mr.  Dugald  Clerk. 

Walter  summed  up  the  Defendants'  case. — The  first  claim  is  one  at  large 
apart  from  any  machine.  [Buckle v,  /. — What  is  "the  herein  described 
"method".^]     It  is  that  defined  in  the  claim.     [BuCKLBY,  J. —It  must  be 

45  something  mentioned  before.]  It  is  described  in  the  first  paragraph  of  the 
Specification,  following  the  words  "  it  consists."  [BUCK LEY,  J, — 1  suggest  that 
that  is  not  a  description  of  the  method,  but  of  the  thing  which  is  to  be  done  by 
the  method.]  The  Patentee  gives  the  method  of  securing  the  binding  to  the  hat ; 
it  has  nothing  to  do  with  the  machine.     [BUCKLEY,  J, — I  am  assuming  that.] 

50  Method  is  practically  the  same  as  process,  and  the  Patentee  defines  it  in  the 
claim ;  the  first  claim  is  really  one  for  arrangement  and  nothing  else  ;  it  is  for 
the  arrangement  of  a  hat  and  binding  in  certain  relative  positions  and  then 
sewing  them  together.  That  is  a  method  of  attaching  the  binding,  and  it  was 
believed  by  the  Patentee  to  be  absolutely  new,  and,  if  so,  it  would  have  been 

55  good  subject-matter.  But  it  was  not  new,  except  as  to  the  time  of  connecting 
tiie  ends ;  and  as  regards  that  there  is  no  utility,  and  that  alteration  forms  no 
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subject-matter.  Even  if  the  first  claim  is  good  there  is  no  infringement,  for  the 
Defendants  join  the  ends  of  the  binding  before  sewing  it  on.  As  r^fards  the 
other  claims,  there  is  no  subject-matter,  and  in  any  case  no  infringement. 
There  were  two  well-known  typea  of  sewing-machine— that  with  the  work 
supporting  arm  coming  from  the  top,  and  that  with  such  arm  coming  from  the  5 
bottom.  The  Defendants  take  the  former,  and  no  alteration  was  necessary,  for 
there  was  no  interference  with  the  work  when  used  to  do  hats.  But  the  type 
which  the  Plaintiffs  took  did  require  alteration.  There  can  be  no  infringement 
of  the  second  and  third  claims  as  the  Defendants  have  no  binding  guide. 
Claim  3  is  anticipated  by  O'Neil ;  moreover,  as  to  Claims  2,  3,  and  4,  there  was  10 
no  invention  in  merely  cutting  away  some  of  the  metal  of  the  arm,  and  no 
subject-matter  in  the  combinations  claimed. 

Moulton,  K.C.,  in  reply.— First,  as  to  novelty,  utility,  and  patentability,  the 
machine  does  something  new  for  which  there  was  a  great  want,  and  it  does  it 
very  well.  As  to  utility,  the  proportion  as  to  quantity  of  work  done  to  what  15 
could  formerly  be  done  is  15  to  1.  As  to  novelty,  there  had  been  large 
numbers  of  Patents  for  sewing  machines  to  do  special  work,  but  none  to  do 
this.  Thomas  could  not  and  had  never  been  used  to  do  it.  It  was  by  no 
means  obvious  how  to  get  a  machine  to  do  the  work ;  there  was  a  great  want, 
and  the  Defendants  themselves  paid  300Z.  for  one  of  the  Plaintiffs'  machines.  20 
Even  if  one  started  from  a  machine  with  the  work-table  suspended  from  the 
upper  arm,  there  are  other  necessary  elements,  and  the  combination  was  new. 
Then,  as  to  infringement,  once  grant  that  there  is  invention,  the  invention  is 
the  total  machine.  The  Defendants'  have  a  lower  arm  supporting  the  work- 
table,  but  it  springs  from  a  different  place.  Everything  else  is  the  same,  except  25 
that  the  guide  only  guides  one  edge— the  operative  one.  The  Patentees  give 
the  most  perfect  form  of  guide,  but  the  exact  form  is  not  of  the  essence  of  their 
invention.  Claims  2,  3,  and  4  are  all  claims  for  combinations,  and  anticipation 
of  any  of  them  is  not  shown.  The  main  criticism  is  on  Claim  1.  The 
Specification  has  been  amended ;  at  first  Claim  1  may  have  been  too  wide,  30 
but  it  has  been  restricted  to  the  method.  The  fair  reading  of  the  Specification 
does  not  make  the  claim  include  an  operation  by  hand  with  needle  and  thread. 
[BUOKLBY,  J.— After  line  19  on  page  1*  the  rest  of  the  Specification  is  a 
description  of  the  machine  and  of  the  advantages  derived  from  the  way 
of  doing  it  by  the  machine.  On  page  3,  stitching  by  hand  is  mentioned,  35 
but  only  in  connection  with  the  outer  edge.]  '**  Substantially  as  "  specified  " 
means  the  method  of  doing  it  as  the  Specification  describes— not  by  hand. 
But,  in  any  case,  the  first  claim  is  for  a  method  that  was  novel ;  no 
evidence  has  been  given  by  the  Defendants  that  it  was  known  in  the  trade,  but 
only  that  it  had  been  done  by  the  Defendants  with  the  difference  of  joining  40 
the  ends  of  the  binding  first.  And  there  is  utility  if  it  can  be  advantageously 
applied  to  the  machine,  and  the  evidence  proves  that  more  uniform  tension  is 
got  without  the  danger  of  fulness  in  any  part  of  the  binding.  But  I  submit 
that  Claim  1  does  not  include  attaching  the  binding  by  hand. 

Buckley,  J.— The  subject-matter  of  this  Patent  is  hats,  which  may  have  45 
stiff,  curled,  or  rolled  brims,  or  may  have  soft  brims.     To  make  plain  what  I 
have  to  say,  I  am  going  to  call  that  part  of  the  brim  which  is  nearer  to  the 
crown  the  top  of  the  brim.     I  am  not  sure  that  the  trade  so  call  it,  but,  at  any 
rate,  I  will  call  it  so. 

The  problem  for  the  solution  of  which  the  inventor  Oammons  set  out  was  50 
this.     He  desired  to  cover  the  edge  of  the  brim  of  a  hat  with  a  binding,  and  he 
proposed  to  take  his  binding  and  lay  it  on  the  top  of  the  brim  of  the  hat,  so 
that  the  edge  of  the  binding  and  the  edge  of  the  brim  in  the  back  or  front  of 
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the  hat  should  be  very  nearly,  but  not  quite,  coincident.  The  binding  was  to 
be  slightly  inside  the  brim  of  the  hat.  He  then  desired  to  stitch  the  one  to  the 
other  throughout  the  circumference  of  the  brim,  extending,  therefore,  from 
that  part  where  stitching  was  easy,  at  the  front  and  back  of  the  hat  because  the 
5  brim  was  flat,  to  another  part  where  it  was  difficult,  namely,  where  the  curl  of 
the  brim  turned  over  again  towards  what  I  call  the  upper  part  of  the  brim, 
where  it  was  very  difficult  to  get  access  to  it  for  sewing.  He  desired  to  do  that 
operation  without  first  forming  a  circle  of  the  binding.  He  was  not  going  to 
close  his  circle  until  the  operation  was  over.     When  he  had  thus  stitched  his 

10  binding  on  to  his  brim,  he  was  minded  to  join  the  two  ends,  arid  then  to,  what 
he  calls,  snap  it  or  reverse  it,  so  that  it  would  snap  over,  or  close  over,  the  edge 
of  the  brim,  and  would  come  on  the  under-snrface  of  the  brim,  and  would 
be  held  there  in  considerable  tension,  and  then,  if  necessary,  the  parts,  which  it 
is  obvious  were  then  easily  accessible  to  be  worked  by  hand,  could  then  be 

15  further  stitched  by  hand  to  the  brim.    That  was  the  problem. 

Before  going  oii  to  discuss  whether  the  Patent  before  me  is  valid  or  not,  I 
must  as  usual  say  some  words  upon  the  Specification  to  see  what  it  is  he  sets 
out,  and  what  it  is  that  he  claims.  When  I  look  at  the  Specification  I  find  that 
on  page  1,  at  line  6,  in  the  first  place  he  tells  me  what  his  text  is :  '*  Our 

20  '*  invention  relates  to  the  art  of  attaching  bindings  to  the  brims  of  hats,"  and 
then  he  goes  on  to  state  of  what  it  consists,  and  he  describes  the  things  of 
which  it  consists.  He  says,  first,  that  it  consists  in  fitting  a  hat  having  a  stiff, 
curled,  or  rolled  brim  with  a  binding,  and  goes  on  to  descHbe  in  what  way. 
Then  he  says  also  :  "  The  invention  also  consists  in  a  sewing  machine  which 

25  "  although  designed  more  especially  for  connecting  one  edge  of  bindings  to 
"  stiff,  curled,  or  rolled  hat  brims,  may  be  used  to  advantage  for  connecting  one 
"  edge  of  bindings  to  soft  hat  brims."  He  then,  from  line  16  on  page  1*  to 
line  10  on  page  3,  describes  in  detail  a  certain  machine  which  he  proposes  to  adopt 
for  the  purpose  which  he  has  in  view.     From  line  10  on  page  3,t  down  to  line  49, 

30  he,  in  substance,  details  the  advantages  which  you  will  get  from  the  process 
which  he  describes,  and  in  the  course  of  it  he  refers  from  time  to  time  to  his 
machine,  as,  for  instance,  at  line  31J  he  says  he  is  adjusting  his  gauge  K.  .At 
line  32  he  speaks  of  the  feed  bar  F,  and  at  line  41  he  speaks  of  the  shuttle  M. 
In  all  that  page  3  he  is  still  detailing  the  advantages  to  be  derived  from  doing 

35  the  acts  which  he  has  described  by  the  use  of  the  machine  which  he  has 
described.  Then  at  line  50,  having  so  far  addressed  himself  particularly  to 
hard  curled  brims,  he  says  :  "  While  our  improved  machine  is  designed  more 
"  especially  for  connecting  the  edge  of  bindings  to  the  inner  sides  of  stiff, 
"  rolled,  or  curled  hat  brims,  it  may  be  used  to  advantage  for  so  connecting 

40  "  bindings  to  soft  hat  brims." 

That  is  the  whole  body  of  the  Specification.  It  seems  to  me  that,  fairly  read, 
the  Specification  so  far  means  this — that  he  says  at  page  1,  line  6,  and  onwards  : 
"  My  invention  consists  in  attaching  a  hat  and  a  brim  together  in  a  particular 
"  way  which  I  am  going  to  describe  to  you,  and  also  consists  in  a  machine  by 

45  "  which  I  am  going  to  tell  you  how  you  can  do  that  act." 

I  then  come  to  the  claims,  and  one  question  particularly  argued  before  me  is. 
What  is  the  effect  of  the  first  claim  ?— which  is  :  "  The  herein  described  method 
"  of  attaching  to  a  hat  having  a  stiff  brim  a  binding,"  and  then  the  inventor 
goes  on  to  describe  how.     Mr.  Walter  has  argued  that  that  is  a  claim  for  attaching 

50  a  binding  to  a  brim  in  the  way  which  I  have  sought  to  describe  it,  whether 
it  be  done  by  hand  or  whether  it  be  done  by  machinery.  To  my  mind  it  is 
not.     The  inventor  has  described  no  method  of  attaching  the  thing  at  all,  except 

*  Ante  page  530  Une  21.  ^^nU  page  532  line  8, 

X  ArUe  page  532  line  30, 
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the  method  of  attaching  it  by  the  machine.  He  has  described,  it  is  true,  at 
page  1,  line  7,  and  he  has  defined,  his  invention  as  consisting  in  fitting  the  hat 
with  the  thing,  but  I  think  his  language  is  inaccurate  there  in  saying  that  that 
is  anything  other  than  the  act  which  he  is  going  to  tell  you  how  to  do.  Page  1, 
line  6,  does  not  describe  a  method  of  doing  a  thing,  but  a  thing  which  is  to  be  5 
done.  Fairly  read,  it  seems  to  me  that  what  he  is  claiming  is  a  thing  to  be 
done  by  the  means  which  he  has  suggested  for  doing  it,  and  that  he  calls  in  the 
first  claim  a  method. 

Then  Claims  2,  3,  and  4  are,  it  is  quite  plain,  all  claims  to  the  machine.  I 
only  want  to  say  a  word  or  two  on  the  difference  between  Claims  2  and  4  and  10 
Claim  3.  When  I  come  to  describe  the  machine  it  will  be  found  that  a  certain 
concavity  I  is  to  some  extent —perhaps  to  a  very  material  extent — ^a  part  of  the 
machine  which  he  claims  to  have  invented,  and  concavity  I  is  not  found  in 
Claim  3.  I  do  not  think  that  the  reason  is  far  to  seek.  When  I  come  to 
describe  the  machine  it  will  be  foimd  that  one  particular  difficulty  with  which  15 
he  had  to  grapple  was  this — that  if  he  had  had  a  hat  the  brim  of  which  was 
stiff  there  was  a  difficnlty  in  providing  a  clearance  for  the  crown  of  the  hat  in 
presenting  the  brim  of  the  hat  with  the  curled  brim  to  the  needle  in  the  right 
position.  That  is  a  difficulty  which  disappears  when  you  are  dealing  with  a 
hat  with  a  soft  brim,  and  the  only  difference,  as  I  think,  in  the  omission  of  the  20 
concavity  I  from  the  third  claim  was  that  he  meant  to  say  :  "  You  will  not  be 
"  escaping  an  infringement  of  my  invention  if  j'ou  make  that  arm  straight, 
"  because  for  a  soft  brim  you  could  use  my  machine  without  the  concavity.'* 
I  think  that  it  is  addressed  to  that. 

Now  I  go  on  to  say  what  the  invention,  as  it  appears  to  me,  is.     At  the  date  25 
of  this  Patent  sewing  machines  of  many  sorts  and  kinds  were  old,  and  it  is  not 
claimed  that  any  of  the  particular  details  of  the  apparatus,  which  is  used  in  the 
Plaintiffs'  machine,  were  new.    The  novelty,  as  it  appears  to  me,  coiisists  in 
this — that  the  inventor  was  going  to  deal  with  a  particular  piece  of  work  which 
from  its  shape  it  was  very  difficult  to  present  to  ^the  needle  in  the  particular  30 
way  in  which  he  desired  to  present  it.     For  his  purpose  it  was  necessary  that 
th0  felt  should  always  be  so  presented  to  the  needle  as  that  the  needle  should 
work  at  right  angles  to  the  pLane  of  the  felt.     That  had  to  be  so  whether  he 
was  working  at  the  backward  or  the  forward  part  of  the  hat  or  whether  he  was 
dealing  with  the  stiff  curled  brim      He  wanted  to  get  a  straight  stitch  through  X^ 
to  bind  the  one  to  the  other.    That  created  a  particular  difficulty,  but  he 
had    also  this    to  deal    with.      He  wanted  to  ensure  that  the  brim  of  the 
hat,  and  the  binding  to  be  attached  to  the  brim,  should  be  presented  to  the 
needle  in  a  particular  relative  position.    The  binding  must  always  be  just 
inside  the  brim,  and  the  brim  must  be  presented  to  the  needle  in  the  way  which  40 
I  have  described,  so  that  the  needle  was  at  right  angles  to  the  plane  of  the  felt 
in  exactly  the  right  position.    The  novelty,  to  my  mind,  consists  in  grappling 
with  those  difficulties,  and  so  applying  the  well-known  form  of  a  sewing 
machine  apparatus  as  to  overcome  them.    To  do  that  he  used  a  form  of  work 
supporting  arm,  as  it  is  called,  upon  which  the  work  to  be  done  was  to  be  45 
placed,  which  would  provide  a  clearance  for  the  crown  of  the  hat  in  all  the 
different  positions  in  which  you  have  to  hold  the  hat  during  the  operation. 
It  was  a  particular  form  of  arm  for  that.    Then  he  provides  what  is  really  a 
double  gauge,  which  is  common  in  sewing  machines,  I  agree,  for  the  purpose  of 
stitching  braid  on  to  a  frock,  I  suppose,  or  anything  of  that  kind,  but  he  had  to  50 
provide  it  for  this  particular  purpose,  so  that  there  should  be  one  gauge  for  the 
brim  and  another  gauge  or  guide  for  the  binding,  and  that  these  should  be  made 
to  hold  in  a  particular  relative  position.    All  those  things  he  combined,  and  he 
thus  presented  a  machine  which  unquestionably  was  new. 

In  order  to  show  that  this  problem  was  not  an  easy  one,   I  may  refer  f'5 
to    another    Patent    in  existence  at  this    time    of    a    man    named    Thotnas^ 
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which  was  relied  on  as  an  anticipation  of  the  Plaintiffs  Patent.  Thomas' 
Patent  was  of  this  description]  He  did  not  arrange  his  needle  so  that  it 
always  worked  at  right  angles  to  the  plane  of  the  felt.  He  did  not  arrange  his 
binding  so  that  it  was  worked  in  the  reverse  form  which  I  have  described. 
5  What  he  did  was  to  pnt  the  binding  on  to  the  edge  of  the  brim  so  that  an  equal 
amount  of  the  binding  was  on  both  the  upper  and  lower  surfaces  of  the  brim, 
and  then  he  stitched  right  through  it.  When  he  came  to  the  curl  he  had  not 
mastered  this  difficulty  of  still  keeping  his  needle  in  the  same  position,  and,  as 
shown  in  his  Fig.  4,  what  he  did  -^as  to  provide  a  means  for  turning  the  hard 

10  curled  brim  of  the  hat  downwards,  and  then  holding  it  very  accurately  with 
reference  to  the  needle,  so  that  the  needle  should  go,  not  at  right  angles  through 
the  plane  of  the  felt,  but,  speaking  roughly,  in  the  plane  of  the  felt  of  which 
the  curled  brim  was  composed,  so  that  he  took  a  stitch  from  the  under  side  of 
the  curled  brim  to  the  edge  of  the  curled  brim  running  to  some  extent  across 

1.^  the  concavity  of  the  curl  of  the  brim,  thus  making  what  I  believe  is  called  in 
the  trade  the  ladder  stitch.  Thomas  had  not  grappled  with  this  question  of 
keeping  the  gauge  for  Jbhe  brim  and  the  binding  such  as  that  they  should  be 
presented  to  the  machine  in  the  way  in  which  the  Plaintiff  Oammons  presented 
them.     His  result  was  different,  his  stitch  was  different,  and  the  particular 

20  matter  which  the  Plaintiff  Gamm/ms  had  set  himself  to  solve  Thitmas  had 
failed  to  solve  altogether.  I  find,  therefore,  the  novelty  of  this  invention  in  the 
fact  that  the  Plaintiffs  have  been  able  to  devise  a  machine  having  these  peculiar 
characteristics  which  I  have  described.  It  seems  to  me  that  that  was  entirely 
new. 

25  Other  anticipations  have  been  referred  to,  which  seem  to  me,  I  confess,  to 
have  very  little  to  do  with  the  matter — two  of  them,  MaxfieM  and  Hooper^  are 
with  regard  to  boots.  There  are  numerous  machines,  I  believe,  for  dealing 
with  the  different  sewing  there  is  to  be  done  in  making  a  boot  and  Patents 
for  ingenious    devices — not    applicable    at    all    for    this    purpose — for  doing 

30  a  different  thing.  Then  there  is  a  Patent  by  a  man  named  Gockrofty  which  is 
for  hat  linings — ^not  for  binding  the  edges  of  hats,  but  for  sewing  the  linings  of 
hats,  and  there  the  machinery  is,  as  the  problem  requires,  totally  different. 
The  guidance  is  such  as  to  present  the  edge  of  the  hat  to  the  needle  in  such  a 
way  as  that  the  needle  takes  a  stitch  at  an  angle  of  something  like  45  decrrees 

35  to  the  plane  of  the  side  of  the  hat  itself  and  stitches  across  the  angle,  a  totally 
different  point.  There  is  another,  O'Neill  which  may  be  said  to  be,  to  some 
extent,  nearer  to  this,  but  that  again  was  a  Patent  for  a  different  thing.  It 
was  for  sewing  wire  into  the  edges  of  hats  which  require  to  be  stiffened,  as 
ladies'  hats  do,  for  the  purpose  of  making  them  assume  such  shape  as  you  desire 

40  them  to  keep.  It  was  for  a  different  purpose.  I  do  not  think  that  any  of 
these  were  anticipations.  I  arrive,  therefore,  at  the  conclusion  that  this 
invention  was  new. 

Now,  was  it  useful  ?    Certainly.     There  is  no  doubt  at  all  about  that.    The 
Defendants  have   proved    that  before  this  machine  was   invented  a  similar 

4^  attachment  of  a  binding  to  a  brim  was  done  by  hand,  but  with  this  material 
difference — and  I  think  it  is  material — ^that  the  hand  operator  closed  the  circle 
of  the  binding  first  and  not  last.  One  advantage  which  the  Plaintiff  Oammons 
claims,  and  I  think  justly  claims,  is  this — that  inasmuch  as  he  does  not  close  the 
circle  of  the  binding  until  the  end  of  the  operation,  be  is  during  the  operation 

50  able  to  place  upon  the  binding  itself  a  certain  amount  of  tension  with  the  hand 
producing  uniformity,  and  then,  at  the  close  of  the  operation,  he  sews  the 
existing  and  the  resultant  margin  of  the  two  pieces  together  and  then  snaps  it 
over.  What  had  been  done  by  hand  was  to  form  a  circle  of  the  right  size  of 
the  binding  in  the  first  instance,  and  then  to  sew  that  on  by  hand  and  to 

55  snap  it  over.  I  may  say  as  regards  the  first  claim,  even  if  I  were  not  right 
in  the  way  I  have  put  it,  that  it  seems  to  me  that  it  was  new  really  as  a 
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process,  because  it  was  a  process  for  completing  the  circle  of  the  binding  last 
and  not  first. 

However,  I  was  saying  that  what  had  been  done  before  was  to  sew  the  binding 
on  in  a  similar  manner  by  hand,  and  the  evidence  is  as  regards  ntility  that  the 
machine  is  able  to  turn  out  the  work — I  think  both  parties  agree  in  their  figures  5 
as  to  this— in  the  proportion  of  about  15  to  1.  I  think  one  side  says  that  a  hand 
could  do  five  dozen,  and  now  can  do  45  dozen  or  50,  or  something  like  that. 
The  other  side  say  that  a  hand  can  do  one  and  the  machine  can  do  fifteen.  The 
proportions  come  out  much  the  same.  So  that  unquestionably  the  invention  is 
useful.  10 

It  remains  to  consider  whether  the  Defendants  have  infringed.  The  infringing 
machine  is,  I  understand,  one  which  is  made  by  the  Singer  Manufacturing 
Company.  The  points  of  difference  which  are  relied  upon  are  these.  It  is 
said  that  the  infringing  machine  does  not  contain  the  concavity  which  the 
Plaintiffs'  contains  for  the  purpose  of  giving  a  clearance  to  the  crown  of  the  18 
hat.  I  am  told  that  there  is  some  mysterious  difference  between  having  a 
work  supporting  arm  which  starts  from  the  vertical  ba^is  of  the  machine  at  a 
different  point  from  that  from  which  starts  the  arm  which  holds  the  needle,  and 
that,  inasmuch  as  the  Defendants  support  their  work  by  a  short  arm  which,  is 
brought  vertically  down  from  the  arm  which  holds  the  needle,  there  is  a  20 
difference  in  that  respect.  It  seems  to  me  that  there  is  absolately  none.  It  is 
perfectly  immaterial  whether  there  is  one  arm  or  whether  there  are  two — ^it  is 
a  matter  of  continuity  of  the  metal.  In  the  Defendants'  machine  the  work 
supporting  arm  is  simply  carried  to  a  higher  point,  so  that  it  becomes  coincident 
with  the  needle  supporting  arm  and  the  concavity  is  so  much  the  larger — that  25 
is  all. 

Then  another  point  which  is  relied  upon  is  this — the  Plaintiff  Oammons^  for 
the  purpose  of  guiding  his  binding,  had  two  little  hooked  notches,  the  one  to 
receive  the  one  edge  of  the  binding,  and  the  other  to  receive  the  other  edge  of 
the  binding.  It  was  found  unnecessary  in  practice  to  keep  the  lower  one — ^the  30 
upper  one  was  enough — and  it  was  discontinued.  The  Defendants  have  not 
got  the  lower  one ;  neither  partj^  has  got  the  lower  one,  and  it  is  not  an 
essential  part  of  the  Plaintiffs'  machine  for  the  purpose  of  working. 

Those  I  think  are  really  the  only  two  differences  which  are  capable  of  being 
pointed  out.     I  think,  therefore,  the  Defendants'  machine  is  an  infringement.  35 
I  have  thus  dealt  with  all  the  matters  with  which  I  ought  to  deal,  and  I  think 
the  Plaintiffs  are  entitled  to  an  injunction. 

Judgment  was  given  for  an  injunction,  an  inquiry  as  to  profits,  and  delivery 
up  of  infringing  articles,  and  Certificates  were  given  that  the  Plaintiffs  had 
proved  their  Particulars  of  Breaches,  and  that  the  validity  of  the  Patent  came  ^ 
into  question  in  the  action. 

Walter  applied  for  a  stay  of  execution  pending  an  appeal. 

MoultoHy  K.C.,  consented  to  a  stay  of  all  other  matters  excepting  the  injunction, 
but  pressed  for  an  immediate  injunction. 

Buckley,  J.,  refused  to  stay  the  injunction,  but  granted  a  stay  of  the  inquiry  *5 
for  fourteen  days,  and,  if  the  Defendants  appealed  within  fourteen  days,  then 
until  the  hearing  of  the  appeal. 
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In  the  High  Court  op  Justicb.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

June  23rd,  24th,  25th,  and  27th,  1903. 

In  the  Matter  of  Gbipbl's  Patent. 


5  PcUent, — Petition  for  revocation, — Disconformity  between  Provisional  Specifi- 
ccUion  and  Gofnplete  Specification. —  Want  of  subject-matter^  and  of  utility^ 
and  of  wwelty, — Disclaimer  of  part  of  invention. — Patent  held  invalid  on 
ground  of  disconformity. — Form  of  Order  of  revocation. — Terms  imposed  on 
atnendment  by  disclaimer  under  section  19  of  the  Patents^  Ac.  Act^  188S. — 
10  Patents  Ac.  Acty  1888,  section  26. 

In  1893  Letters  Patent  were  granted  to  O.for  improvements  in  and  connected 
with  steam  traps.  A  Petition  was  presented  for  revocation  of  the  Patent,  and 
it  was  alleged  in  the  Particulars  of  Objections,  as  amended  and  reamended,  that 
the  invention  was  not  new,  that  there  was  no  subject-matter,  that  the  invention 

15  was  not  useful,  and  tJiat  the  Complete  Specification  of  the  Letters  Patent 
described  and  claimed  an  invention  different  from  and  larger  than  the  alleged 
invention  described  in  tfie  Provisional  Specification.  During  the  hearing  of 
the  Petition  it  was  admitted  that,  in  any  event,  the  Specification  would  require 
amendment^  as  one  modification  of  the  invention  was  proved  useless. 

20  Held,  tliat  there  was  good  subject-matter  for  the  Patent,  but  that  the  dis- 
conformity between  the  Provisional  Specification  and  the  Complete  Specification 
was  established,  as  the  nature  of  the  invention  described  in  the  Provisional 
was  the  application,  in  the  way  described^  of  the  principle  of  differential  expan- 
sion, whereas  the  Complete  covered  an  application,  in  a  particular  way  described, 

25  of  the  principle  of  controlled  expansion,  and  that  the  Patent  must  be  revoked, 

unless  within  three  months  the  Patentee  obtained  leave  to  amend  by  disclaimer. 

Held,  also,  that  if  the  Specification  was  amended  no  injunction  was  to  be 

asked  for  in  any  action  brought  for  infringement  of  the  Patent  in  respect  of 

any  steam  traps  made  prior  to  the  date  of  judgment,  unless  the  Patentee 

30  establishes  to  the  satisfaction  of  the  Court  that  his  original  claim  yi^as  made  in 
good  faith  and  with  reasonable  skill  and  knowledg$^ 
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Deeley  v.  Perkes  (13  R-RC.  581 ;  L.R.  1896  A.C.  496)  and  Luddington 
Cigarette  Company  v.  Baron  Cigarette  Company  (Re  Pitt's  Patent)  (17  R.P.C. 
214 ;  L.R.  (1900)  1  Ch.  508)  discussed. 

On  the  18th  of  April  1893  Letters  Patent  (No.  7860  of  1893)  were  granted  to 
WiUiam  Oeipel  for  ^^  Improvements  in  steam  traps.**  5 

The  ProTisional  Specification  was  as  follows  : — ^^  This  invention  has  reference 
'*  to  an  improved  steam  trap,  or  method  of  draining  automatically  the  condensed 
^'  water  from  steam  pipes,  or  steam  cylinders  or  jackets,  steam  receivers,  or  other 
"  receptacles  where  it  is  desired  to  drain  away  the  water  as  it  forms,  without 
'^  allowing  steam  to  escape.    The  object  of  the  invention  is  mainly  to  make  a  10 
'^  more  reliable  and  less  costly  apparatus  and  one  which  is  accessible  and  can  be 
*'  easily  repaired.     The  apparatus  consists  essentially  of  two  tubes  of  metal 
*^  having  as  different  a  coefficient  of  expansion  as  practicable,  one  end  of  the 
"*'  tubes  being  the  inlet  admitting  water  and  steam,  the  other  end  being  the 
'^  outlet ;  thus  the  water  or  steam  are  within  and  not  outside  of  the  tubes.  1^ 
'*  These  tubes  may  be  either  straight  or  bent  into  a  circle,  they  are  firmly 
^^  connected  at  both  ends,  one  of  tiie  junctions  being  free  to  move,  the  other 
'^  being  fixed ;  there  is  a  slight  distance  between  the  ends  of  the  tubes  at 
^^  the  fixed  junction,  but  at  the  free  junction  they  may  be  close  together.    In  the 
^'  case  of  the  straight  tubes  the  two  form  two  sides  of  a  triangle  the  base  into  20 
*^  which  they  are  fixed  making  the  third  and  smallest  side.    According  as  the 
**  pipes  are  hot  or  cold  the  relative  lengths  thereof  alter  and  cause  movement 
^  at  one  of  the  angles,  this  movement  ^es  place  at  what  I  have  called  the  free 
*'  end.    Similarly  if  the  two  tubes  are  bent  to  a  circle  or  part  of  a  circle  as 
'^  above  mentioned,  unequal  changes  in  length  of  the  tubes  must  cause  motion  25 
'^  at  the  free  end.    The  free  end  is  attached  either  by  a  link,  or  levers,  or  rack 
**  and  pinion,  or  other  device  to  the  spindle  of  a  cock  or  valve  which  is  fixed  on 
'^  the  discharge  out-let  to  atmosphere  ;  the  motion  above  mentioned  causes  the 
'^  cock  or  valve  to  be  opened  or  shut  according  as  there  is  water  or  steam  only 
*^  in  the  pipe.    I  use  preferably  one  brass  and  one  iron  tube,  the  brass  tube  30 
'^  being  nearest  the  steam  inlet — the  iron  nearest  the  water  out-let.    When  both 
'^  tubes  are  cold  the  cocl;  or  valve  is  held  open,  but  when  steam  passes  the  brass 
*^  tube  expands  most  and  the  cock  is  closed  until  water  forms  in  sufficient 
**  quantity  to  again  cool  the  pipes.    I  may  arrange  the  pipes  so  that  they  are  not 
'^  in  the  same  plane,  in  which  case  there  is  a  circular  movement  caused  which  35 
"  I  may  use  for  operating  the  valve  as  above  set  forth.    It  will  be  observed  that 
'*  there  is  no  box  or  receptacle  into  which  the  working  parts  are  placed  as  is  so 
'^  often  the  case,  on  the  other  hand  they  are  all  exposed  and  thus  free  from  the 
*^  destroying  action  of  any  impurity  or  deposit  fn>m  the  steam  or  water.    The 
*'  water  and  steam  merely  pass  through  the  tubes  and  the  valve  or  cock  which  is  40 
*'  fixed  at  the  end  to  atmosphere.    There  can  be  no  loss  of  movement  owing  to 
*'  slackness  of  working  parts  so  far  as  concerns  the  tubes  ;  this  is  an  important 
^'  desideratum,  as  the  expansion  is  comparatively  small  and  is  so  easily  lost 
"  where  there  are  working  joints.    The  opening  and  closing  of  the  valve  or 
'*  cock  Is  regulated  by  adjusting  the  link  or  levers  above  described,  there  are  45 
**  many  obvious  methods  of  doing  this.    There  are  other  obvious  ways  of 
^  arranging  this  steam  trap,  for  instance,  instead  of  having  only  two  tubes  I 
^^  may  use  three  or  more,  and  I  may  use  a  bell  crank  or  other  plan  in  place 
**  of  a  lever  for  the  triangular  form  of  trap. 

The  Complete  Specification  was  as  follows  : — '^  This  invention  has  reference  50 
^*  to  an  improved  steam  trap  or  method  of  draining  automatically  the  condensed 
^'  water  from  steam  pipes,  or  steam  cylinders  or  jackets,  steam  receivera,  or 
*^  other  receptacles  where  it  is  desired  to  drain  away  the  water  as  it  forms, 
^'  without  allowing  steam  to  escape.    The  object  of  the  invention  is  mainly  to 
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^  make  a  more  reliable  and  less  costly  apparatus  and  one  which  is  accessible 
^  and  can  be  easily  repaired.  The  apparatus  consists  essentially  of  two  tubes  of 
^^  metal  having  as  different  a  coefficient  of  expansion  as  practicable,  one  end  of 
"  the  tubes  being  the  inlet  admitting  water  and  steam,  the  other  end  being  the 
5  ^^  outlet ;  thus  the  water  or  steam  are  within  and  not  outside  of  the  tubes. 
"  These  tubes  may  be  either  straight  or  bent  into  a  circle,  they  are  firmly  con- 
•*  nected  at  both  ends,  one  of  the  junctions  being  free  to  move,  the  other  being 
"  fixed  ;  there  is  a  slight  distance  between  the  ends  of  the  tubes  at  the  fixed 
**  junction,  but  at  the  free  junction  they  may  be  close  together.     In  the  case  of 

10  **  the  straight  tubes  the  two  form  two  sides  of  a  triangle  the  base  into  which 
"  they  are  fixed  making  the  third  or  smallest  side.  According  as  the  pipes  are 
"  hot  or  cold  the  relative  lengths  thereof  alter  &  cause  movement  at  one  of  the 
"  angles,  this  movement  takes  place  at  whjt  I  have  called  above  the  free  end. 
"  Similarly,  if  the  two  tubes  are  bent  to  a  circle  or  part  of  a  circle  as  above 

15  ^  mentioned,  unequal  changes  in  length  of  the  tubes  must  cause  motion  at  the 
"  free  end.  The  free  end  is  attached  either  by  a  link,  or  levers,  or  rack  & 
"  pinion,  or  other  device  to  the  spindle  of  a  cook  or  valve  which  is  fixed  on  the 
'*  discharge  outlet  to  atmosphere  ;  the  motion  above  mentioned  causes  the  cock 
"  or  valve  to  be  opened  or  shut  according  as  there  is  water  or  steam  only  in  the 

20  "pipe. 

'*  I  use  preferably  one  brass  &  one  iron  tube,  the  brass  tube  being  nearest  the 
"  steam  inlet,  the  iron  nearest  the  water  outlet.  When  both  tubes  are  cold  the 
**  cock  or  valve  is  held  open,  but  when  steam  passes  therbrass  tube  expands 
"  most  &  the  cock  is  closed  until  water  forms  in  sufficient  quantity  to  again 

25  "  cool  the  pipes, 

"  Referring  to  the  drawings  Fig.  1  shows  the  trap  arranged  with  straight 
"  tubes  ;  Fig.  2  with  tubes  bent  to  a  part  of  a  circle  both  of  which  are  shown 
"  with  cocks  operated  by  a  lever  on  bell  crank.  Fig.  3  shows  in  section  the 
"  trap  arranged  with  a  valve,  and  Fig.  4  is  an  end  view  of  the  same,  the  tubes 

30  "  being  in  section  through  A.  B.  a,  a,  are  the  tubes  having  the  higher  co- 
"  efficient  of  expansion,  preferably  of  brass  or  copper  :  J,  />,  are  the  tubes 
"  having  the  lower  coefficient,  preferably  of  iron  ;  steam  or  water  enters  at  c  or 
**  Ci,  and  leaves  at  d ;  c  is  the  base  into  which  the  ends  of  the  tubes  are  fixed, 
"  this  in  the  case  of  Figs.  3  and  4  is  shown  combined  with  a  receptacle  for 

35  "  holding  a  certain  quantity  of  water  should  there  be  a  sudden  rush  ;  /,  /,  are 
"  the  levers  or  bell  crank  for  connecting  the  free  end  of  the  tubes  i,  i,  with  the 
**  plug  of  the  cock  or  spindle  of  the  valve.  The  working  of  the  trap  may  be 
"  more  easily  understood  by  reference  to  the  diagram  Fig.  5.  When  the  tubes 
**  are  cold  or  comparatively  cold,  which  will  be  the  case  so  long  as  they  contain 

40  "  water,  they  take  up  the  position  shown  by  the  full  lines  ;  but  whenever  the 
"  water  is  discharged  &  steam  follows  then  the  tubes  become  hotter,  &  the  sides 
'*  a,  of  the  triangle  expands  most,  the  tubes  assuming  the  position  shown  by  the 
'*  dotted  lines ;  the  base,  «,  being  fixed.  Consequently  the  lever,/,  moves  from 
"  the  position  shown  in  the  full  lines  to  that  in  the  dotted  lines  and  so  closes 

45  **  the  valve  or  cock.  When  water  again  enters  the  tubes  they  cool,  and  side,  a, 
^  contracts  most  thus  bringing  the  tubes  back  to  the  position  shown  in  the  full 
"  lines  &  reopening  the  valve  or  cock,  &  so  on. 

*'  I  may  arrange  the  pipes  so  that  they  are  not  in  the  same  plane,  in  which  case 
"  there  is  a  circular  movement  caused  which  I  may  use  in  operating  the  valve  as 

50  **  above  set  forth. 

**  It  will  be  observed  that  there  is  no  box  or  receptacle  into  which  the  working 
'*  parts  are  placed  as  is  so  often  the  case  vrith  other  traps,  on  the  other  hand  the 
"  working  parts  are  all  exposed  &  thus  free  from  the  destroying  action  of  any 
"  impurity  ot  deposit  from  the  steam  or  water.    The  water  &  steam  merely  pass 

55  *^.  tlm)ugh  the. tubes  and  the  discharge  valve  or  cock.  There  can  be  no  loss  of 
^  movettkent  owing^to  slackness  of  working  parts  so  far  as  concerns  the  tubes  ; 

2  T  2 
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*^  this  is  an  important  desideratum  as  the  expansion  is  comparatively  small  &  is 
"  so  easily  lost  where  there  are  working  joints. 

"  The  opening  and  closing  of  the  valve  or  cock  is  regulated  by  adjusting  the 
'•  link  or  levers  /,  above  described  by  the  nut  j,  or  otherwise,  there  are  many 
^'  obvious  methods  of  doing  this. 

"  There  are  other  obvious  ways  of  arranging  this  steam  trap,  for  instance, 
"  instead  of  having  only  two  tubes  I  may  use  three  or  more,  or  instead  of  one 
^'  of  the  tubes  I  may  use  a  tie  rod.  Such  an  arrangement  is  shown  in  Fig.  6. 
'^  In  this  case  the  length  of  the  rod,  &,  remains  constant  while  according  as  the 
^'  tube,  a,  is  cold  or  hot  the  valve  is  open  or  closed.  In  this  case  the  valve  is 
"  moved,  the  spindle  being  adjusted  by  the  screw,  K,  to  a  fixed  position.  Since 
''  the  valve  and  outlet  move  in  this  arrangement  I  may  use  a  flexible  tube  or 
"  expansion  piece  or  bellows,  in  case  it  is  necessary  to  conduct  away  the  dis- 
"  charged  water  ;  or  I  may  place  flie  valve  at  the  junction  of  the  two  tubes  at 
*^  the  free  end  so  that  the  iron  tube,  5,  carries  ofE  the  water  after  passing  the 
*'  valve,  the  length  of  the  tube,  &,  in  this  arrangement  remains  practically 
*^  constant,  &  the  opening  &  closing  is  done  by  the  contraction  and  expansion 
"  of  the  tube,  a. 


10 


15 


nc.i 


^'  In  some  cases  I  may  insert  a  receiver  between  the  inlet  to  the  trap  and  the 
steam  pipe  or  vessel  in  order  to  hold  a  body  of  water  in  the  event  of  a  sudden   20 
rush." 

The  Patentee  claimed  : — **  First.  A  steam  trap  wherein  the  opening  &  closing 
of  the  discharged  valve  or  cock  is  effected  by  the  motion  set  up  by  two  or 
more  tubes  of  metal  having  different  expai^ion  co-efficients,  the  said  tubes 
being  fixed  at  one  end  &  free  to  move  at  the  other  end,  the  water  or  steam  25 
passing  through  the  inside  of  the  tubes  only,  as  above  explained.  Second. 
The  combination  of  two  metal  tubes  having  different  expansion  co-efficients, 
or  of  one  metal  tube  &  one  tie  rod  having  different  expansion  co-efficients  & 
through  which  water  &  steam  are  discharged,  one  end  of  the  said  tubes,  or 
tube  &  rod,  being  fixed,  &  the  other  ends  being  connected  together  &  free  to  30 
move  with  a  lever,  or  link,  or  spindle,  or  other  similar  arrangement  for 
opening  &  closing  the  outlet  valve  or  cook  substantially  as  described.  Third. 
The  improved  apparatus  for  discharging  water  from  steam  pipes,  or  receivers, 
or  other  vessels  arranged  and  operating  substantially  as  above  described." 
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In  January  1903  a  Petition  was  presented  by  Charles  Hihhert  Berry  (under 
the  authority  of  the  Attorney-General)  for  the  revocation  of  the  Patent.  The 
Petition  alleged  that  the  Patent  was  invalid  for  the  reasons  set  forth  in  the 
Particulars  of  Objections. 
5  The  Particulars  of  Objections  were  as  follows  : — "  1.  The  said  alleged  inven- 
"  tion  was  not  new  at  the  date  of  the  said  Letters  Patent.  The  said  alleged 
"  invention  was  published  in  this  realm  prior  to  the  date  of  the  said  lietters 
"  Patent  in  the  following  Specifications  : — 

*'  (a)  Lancaster  and  Dixon  (No.  3974  of  1878) 

10  "  (b)  Lancaster  (No.  54  of  1881). 

"(c)  J«5n«<5n  (No.  995  of  1884). 

"  (d)  Stubbs  and  Thornton  (No.  592  of  1887). 

"  (e)  Leatham  (No.  2915  of  1868). 

"  (f)  Vaughan  (No.  1876  of  1871). 

15  "(g)  Kusenberg  (So.  lOSiot  1^75). 

"  (h)  Montgomery  (No.  1760  of  1875). 

"  (i)  Boyle  (No.  807  of  1877). 

"  (j)  Baker  (No.  1430  of  1878). 

"  (k)  Ewart  (No.  118  of  1879). 

20  "(1)  P/^^  (No.  1101  of  1879). 

"  (m)  Shaw  (No.  1892  of  1882). 

"  (n)  Joh7i8on  (No.  16,629  of  1884\ 

"(o)  Zom;  (No.  5844  of  1887). 

"  The  whole  of  each  of  the  above  Specifications  is  relied  on  as  against  all  the 

25  "  claims  in  the  Specification  of  Oeipel  (No.  7860  of  the  year  1893).  2.  The 
"  said  alleged  invention  is  not  the  proper  subject-matter  of  Letters  Patent.  The 
**  Petitioner  will  rely  in  support  of  this  objection  upon  all  the  Specifications 
**  set  out  in  paragraph  1  hereof  and  upon  the  common  general  knowledge  in  the 
"  trade  of  the  construction  and  working  of  steam  traps.    3.  The  said  alleged  in- 

30  "  vention  is  not  useful.  4.  The  Complete  Specification  of  the  said  Letters  Patent 
**  describes  and  claims  an  invention  different  from  and  larger  than  the  alleged 
"  invention  described  in  the  Provisional  Specification.  The  Petitioner  intends 
"  to  allege  that  the  combination  of  one  metal  tube  and  one  tie-rod  used  as 
"  described  in  the  said  Complete  Specification  and  claimed  in  the  second  and 

35  "  third  claims  thereof  is  not  described  or  foreshadowed  in  the  Provisional 
"  Specification." 

The  Petition  came  on  for  hearing  before  Mr.  Justice  BUOKLBY. 
T,  Terrelly  K.C.,  Astbtiry,  K.C.,  and  Gray  (instructed  by  Frank  Evelyn 
JoneSy  agent  for    W.   T.  Hilly  of  Manchester)  appeared  for  the  Petitioner ; 

40  MoultonyK.G.y  and  A,  J.  Walter  (instructed  by  Faith/ull  and  Owen)  appeared 
for  the  Respondent. 

Moultony  K.C.,  for  the  Respondent. — The  subject  of  the  Patent  is  what  is 
known  as  a  steam  trap — an  arrangement  whereby  in  steam  apparatus  the  con- 
densed water  is  got  rid  of.     The  water  that  condenses  by  cooling  by  radiation 

45  in  the  tubes  is  a  very  serious  difiiculty  in  the  working  of  a  steam  engine.  By 
the  trap  it  is  intercepted  on  the  way  to  the  cylinders  by  apparatus  like  that  to 
which  this  Patent  refers.  The  principle  of  the  device  which  is  the  subject- 
matter  of  the  Patent  is  the  use  of  a  difference  of  expansion  in  two  pipes,  part  of 
the  steam  trap,  under  pressure,  to  act  automatically  in  opening  the  pipes  to  the 

50  air  and  discharging  the  accumulated  water.  There  are  15  or  16  alleged  antici- 
pations of  the  Patent,  the  last  of  which  is  in  1887,  but  there  is  no  instance  of 
actual  prior  user.  The  Petitioner  alleges  that  the  Patent  is  (inter  alia)  not 
proper  subject-matter,  that  it  was  a  matter  of  common  knowledge,  that  it  was 
not  useful,  and  that  the  invention  described  in  the  Complete  Specification  is 

55  different  from  that  in  the  Provisional  Specification.      I  will  leave,  for  the 
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present,  the  question  of  disconformity,  and  deal  with  the  Complete  Specifica- 
tion. Taking  Fig.  '6  for  the  purpose  of  explaining  the  invention,  there  are  two 
tubes  A  and  B.  They  have  steam  in  them,  as  also  has  the  long  pipe  beneath. 
These  pipes  are  exposed  to  the  air.  They  radiate  heat  away  and  get  cold.  Any 
water  that  exists  in  the  steam  box  above  will  run  into  these  pipes,  and  it  runs  5 
along  to  the  lowest  place.  It  fills,  first,  the  bottom  pipe,  which  has  no  name, 
and  then  B,  and  then  A.  A  is  made  of  a  different  metal  from  B,  and  has  a 
different  co-efficient  of  expansion.  As  long  as  steam  is  in  A  and  B  there  is  a 
much  higher  temperature  than  there  will  be  when  it  is  filled  with  water,  and 
that  water  has  got  cold.  A  will  therefore  shrink  more  than  B,  because  it  is  a  10 
metal  of  which  the  co-efficient  of  expansion  is  higher.  There  will  be  a  triangle 
as  in  the  figure,  and  of  course  any  change  in  the  length  of  one  of  the  sides 
standing  on  a  fixed  base  will  throw  the  vertex  to  one  side,  so  that  it  becomes 
an  extremely  sensitive  and  efficient  instrument,  moving  by  the  changes  of 
temperature  due  to  the  clogging  of  water.  As  soon  as  it  has  opened  the  plug  15 
the  pressure  of  the  steam  behind  blows  out  the  water.  The  result  is  that  as 
soon  as  it  has  blown  out  the  water  the  steam  temperature  comes  into  the  pipe, 
audit  thus  restores  the  initial  length  of  these  two  pipes  and  shuts  the  trap.  The 
other  drawings  illustrate  the  working  of  the  same  principle.  Now  as  to  discon- 
formity.  The  disconformity  alleged  is  in  Fig.  6  in  the  Complete  Specification.  20 
The  Patentee  does  not  mention  in  his  Provisional  Specification  that  an  equiva- 
lent to  a  tube,  namely  a  tie-rod,  may  be  used.  Yet  it  is  well  known  law  that 
nine  months  is  given  to  inventors  to  develop  their  inventions.  This  Fig.  6  is  a 
legitimate  development  of  Fig  1.  The  case  of  Woodward  v.  iSawawm  (13  R.P.O. 
166)  in  the  Court  of  Appeal  settles  the  question  of  disconformity.  It  shows  25 
that  the  Provisional  Specification  is  not  to  do  the  duty  of  the  Complete  Specifi- 
cation. It  is  to  give  the  natare  of  the  invention,  but  that  does  not  at  ail 
prevent  developments  being  made  during  the  time  between  the  Provisional 
Specification  and  the  Complete  Specification,  and  a  Patentee  is  entitled  to  put 
them  in  and  claim  them.  It  is  clear  from  the  judgment  of  LopeSy  LJ.^  Uiat  30 
improvements  in  the  arrangement  of  the  mechanism  in  the  relative  position 
and  adaptation  of  the  different  parts  with  a  view  of  producing  the  same  results, 
the  substitution  of  mechanical  equivalents  and  modifications,  and  developments 
within  the  scope  of  the  invention  set  out  in  the  Provisional  Specification,  are 
allowable  in  the  Complete  Specification.  35 

Evidence  in  support  of  the  Patent  was  given  by  James  Swinburne  and  by 
the  Patentee. 

Terrell^  K.C.,  for  the  Petitioner. — This  case  is  directed  to  three  issues.    One 
of  these  is  that  there  is  disconformity  between  the  Complete  and  the  Provisional 
Specifications.    The  case  quoted  by  Mr.  Moulton  really  helps  us.    The  '*  nature  40 
*'  of  the  invention  '*  must  be  the  same  in  the  Provisional  Specification  and  the 
Complete.     Here  the  nature  is  different.    This  is  an  invention  for  carrying  out 
a  certain  well-known  effect  in  a  particular  manner.      The  essence  of  the 
invention  is  in  the  use  of  two  tubes  with  different  co-efficients  of  expansion. 
Yet  in  the  Complete  Specification  we  have  Fig.  6  described,  illustrated,  and  45 
claimed,  and  it  has  been  admitted  by  Mr.  Swinburne  that  the  difference  of 
expansion  co-efficients  is  absolutely  immaterial  to   Fig.  6,  where  a  tie-rod 
instead  of  one  tube  is  used.    Fig.  6  operates  entirely  by  the  fact  that  the  tube 
is  distorted  at  the  end  by  being  resisted  by  the  rod.    If  that  is  so  it  is  impossible 
for  the  Respondent  to  say  that  the  nature  of  that  invention  is  described  in  the  50 
Provisional  Specification.     According   to  the   Provisional  Specification  it  is 
essential  that  there  should  be  two  tubes,  through  which  the  water  must  pass, 
and  the  tubes  must  have  different  co-efficients  of  expansion.     [BuCKiiBY,  J. — 
The  Provisional  Specification  describes  the  nature  of  the  invention.    Would  it  be 
a  variation  of  the  nature  of  the  invention  that  the  water  should  come  out  at  the  55 
end  of  one  of  the  tubes  instead  of  passing  through  both  ?]    It  would  be  another 
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inyention.  It  would  operate  by  a  totally  different  principle.  In  Fig.  6  none 
of  the  three  essentials  mentioned  in  the  Provisional  Specification  operate,  and 
therefore  it  is  not  within  the  nature  of  the  invention  described  in  the  Pro- 
visional Specification.  Secondly,  there  is  no  subject-matter.  Subject-matter  is 
5  a  question  of  fact.  The  case  of  Wood  v.  Raphael  (13  R.P.C.  730)  gives  a  good 
definition  of  the  principle.  That  was  a  case  in  reference  to  a  pince-nez.  Wood 
was  the  Patentee ;  he  got  a  rigid  bar,  which  was  known  before  ;  he  had  a  spring 
coming  round  the  glass,  and  a  movable  plaquet.  It  was  proved  that  all  these  three 
things  had  been  used  before,  and  it  was  contended  that  there  was  in  this  Patent 

10  no  subject-matter,  because  the  things  in  combination  performed  no  function 
which  each  of  them  did  not  perform  before,  and  there  was  no  advantage  over 
other  glasses  offered  to  the  public.  This  contention  was  successful,  and  was 
upheld  by  the  Court  of  Appeal.  Here  the  Patentee  still  takes  a  tube  and 
produces  distortion  in  it.    All  the  novelty  he  adds  is  to  produce  distortion  at  the 

15  end  of  the  tube  instead  of  at  the  middle,  as  in  Kusenberg's  Patent.  If  that  was 
something  new  or  better  or  cheaper  than  what  was  done  before  then  there 
would  be  subject-matter,  but  according  to  the  evidence  that  is  not  the  case. 
The  evidence  shows  that  KusenUerg^a  trap  gives  greater  movement  to  the  valve 
for  the  same  length  of  tube,  and  therefore  produces  more  delicacy  of  operation 

20  than  the  Patentee's  trap.  When  this  was  suggested,  a  further  statement  was 
given  by  the  Patentee  of  what  the  advantage  of  his  trap  was  to  the  public.  It 
was  said  that  '^  steam  varies  in  pressure  in  a  boiler,  and,  varying  in  pressure,  if 
''  a  trap  is  adjusted  to  a  certain  pressure,  and  therefore  to  a  certain  temperature, 
**  if  you  go  beyond  that,  as  must  be  done  in  practice,  you  will  then  get  a 

25  •*  destruction  or  distortion  of  the  valve  itself "  ;  and  it  is  claimed  by  the 
Patentee  that  in  his  trap  this  action  is  minimised.  Yet  the  evidence  rebuts  this, 
as  Kusefiherg^a  apparatus  is  still  largely  in  use.  Thirdly,  there  is  the  question 
of  utility  of  Fig.  2.  This  is  constructed  on  a  wrong  principle.  The  principle  is 
the  di8toi*tion  which  will  cause  the  valve  to  move  at  the  end  of  the  tube. 

30  Kusenberg'a  apparatus  did  move  because  the  distortion  was  produced  at  the 
correct  point,  at  the  centre  of  the  curve  of  the  tubes.  This  Fig.  2  does  not 
work  because  the  distortion  is  produced  at  the  end  of  the  tube.  The  Patentee 
did  not  try  it,  for  if  he  had  tried  it  and  found  it  to  work  he  would  have  said, 
'^  does  cause  motion  at  the  free  end,"  instead  of  *^  must  cause  motion  at  the 

35  '*  free  end,"  as  in  the  Provisional  Specification. 

James  Sudnbume  was  here  recalled,  and  gave  evidence  that  he  had  seen 
Fig.  2  under  steam  pressure,  and  that  there  was  no  perceptible  movement  at  the 
valve.  The  pressure  was  one  of  160  lbs.,  and  the  other  conditions  at  the 
experiment  were  fair. 

40       William  Worhy  Beaumont  gave  evidence  in  support  of  the  Petition. 

Terrelly  K.C. — ^As  to  disconformity  there  is  little  to  add.  The  evidence 
establishes  that  different  co-efficients  are  in  Fig.  6  for  all  purposes  immaterial. 

EUCKLBY,  J. — There  are  three  matters  which  must  be  considered.  They  are 
e  expansion,  controlled  expansion,  and  differential  expansion.   Free  expansion 

45  is  where  a  rod  expands  itself  and  operates  a  crank,  and  so  opens  a  cock.  Kuaen- 
berg's  is  an  example  of  controlled  expansion  of  a  brass  tube.  Differential 
expansion  is  what  this  Patentee  relies  on.]  Fig.  6  is  not  differential  expansion, 
therefore  there  is  disconformity.  In  OoM  and  Ma^on  v.  Mayor  of  Manchester 
(9  R.P.C.  516),  Lindley,  LJ.  (at  page  526),  said,  "  In  deciding  whether  a 

50  "  Complete  Specification  goes  beyond  the  limits  allowed  by  law,  two  questions 
**  only  have  to  be  considered,  viz.  (1),  What  is  the  nature  of  the  invention  for 
'*  which  the  Patentee  had  obtained  provisional  protection  ?  And  (2),  Is  what  is 
'^  described  in  the  Complete  Specification  an  invention  of  a  different  nature 
*'  from  the  former"  ?     Here  there  are  a  number  of  inventions  in  steam  traps.. 

55  $team  traps  have  been  operated  upon  by  what  your  Lordship  has  called  free 
expansion  and  by  controlled  expansion.    The  Patentee  says  the  nature  of  his 
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invention  is  to  operate  by  differential  expansion.  Yet  he  adds  in  his  Complete 
Specification  controlled  expansion.  As  to  snbject-matfcer,  what  this  Patent 
shows  is  a  choice  given  to  the  public  between  previously  existing  Patent  steam 
traps  and  the  present  steam  trap.  But  a  choice  must  be  substantial — ^that  is 
there  must  be  a  substantial  difference  between  the  things  to  be  chosen.  The  5 
choice  here  is — looking  at  Fig.  6,  because  it  is  to  Fig.  6  that  Kusehberg  is 
directed — that  whereas  the  movement  of  the  valve  was  operated  in  the 
middle  of  the  arc  in  Kusenberg^  in  the  present  Patent  the  movement  of 
the  valve  is  operated  at  the  end.  That  is  no  real  difference.  It  was 
suggested  that  the  valve  in  the  present  Patent  is  more  sensitive,  but  that  10 
cannot  be  maintained.  The  second  is  the  first  with  a  slight  modification. 
It  is  entirely  a  question  of  fact.  Then  Fig.  2  will  not  work  at  all. 
Mr.  Swinburne  eays,  "  This  does  not  work.  I  saw  it  tried  and  the  conditions 
**  were  fair."  If  Fig.  2  does  not  work  all  the  authorities  show  that,  though 
the  smallest  modicum  of  utility  must  do,  if  it  does  not  work  at  all  there  is  no  15 
utility  at  all  in  it. 

Moultony  K.C.,  in  reply. — There  are  three  issues,  disconformity,  anticipation, 
and  non-utility.    There  is  no  question  of  subject-matter  apart  from  anticipation 
in  Fig.  6.    [BuCKLBY,  J. — I  think  there  is  subject-matter,  but  I  wish  to  hear 
you  on  disconformity.]    Of  course  Fig.  2  will  have  to  be  disclaimed.     Fig.  6  is  20 
not  a  case  of  what  has  been  called  controlled  expansion.     It  is  differential 
expansion.    The  rod  which  is  used  there  instead  of  a  second  tube  varies  in 
temperature,  though  not  so  much  as  a  second  tube  would.     The  Patentee  says, 
at  the  end  of  the  Provisional  Specification,  "  There  are  other  obvious  ways  of 
"  arranging  this  steam  trap ;  for  instance,  instead  of  having  only  two  tubes  I  25 
"  may  use  three  or  four."     That  is  a  notice  in  the  Provisional  Specification 
that  he  intends  to  vary.    In  the  Complete  Specification  the  whole  of  the  first 
part  of  the  Provisional  Specification  is  repeated  in  the  Complete.    In  both  he 
says:  "The  apparatus  consists  essentially  of  two  tubes  of  metaU  having  as 
"  different  a  co-efficient  of  expansion  as  practicable,  one  end  of  the  tubes  being  30 
"  the  inlet  admitting  water  and  steam,  and  the  other  being  the  outlet."     It  is 
only  a  question  of  where  the  valve  is  put.     Anything  which  does  not  depart 
from  the  using,  for  the  purpose  of  opening  a  valve  or  closing  a  valve,  the 
movement  of  a  free  vertex  is  fairly    within  the  Provisional  Specification. 
Woodward  v.  Sansum  (ubi  supra)  illustrates  this.     The  substance  of  the  35 
Provisional  Specification  is  the  free  movement  of  the  vertex  of  the  triangle  under 
the  action  of  differential  temperature.  What  the  Patentee  claims  in  the  Complete 
Specification  is  the  same.    In  Woodward  v.  Sansum^  Lopes,  LJ.,  said :— "  A 
"  Provisional  Specification  was  never  intended  to  contain  a  complete    and 
*'  exhaustive  description  of  the  invention.     It  was  intended  to  be  sufficiently  40 
"  specific  to  disclose  the  nature  of  the  invention,  so  as  to  protect  the  inventor 
"  until  the  time  for  filing  the  final  or  Complete  Specification ;  but  permitting 
"  him  in  the  meantime  to  perfect  any  details,   to  modify,  supplement,  and 
"  develop  his  invention,  always  keeping  within  what  I  may  call  the  ambit  of 
"  his  invention  as  disclosed  in  his  Provisional  Specification."     If  the  Patentee  45 
had  left  his  Provisional  Specification  as  it  was,  and  repeated  it  in  his  Complete 
Specification,  Fig.  6  would  have  been  a  replacing  of  the  tube,  which  at  all 
operative  times  is  at  just  the  same  temperature  as  the  rod,  by  a  rod.     It  is  an 
equivalent.     The  judgment  of  Mr.  Justice  Byles,  in  Newall  v.  Elliott  (4  C.B. 
N.S.  269)  confirms  Woodward  v.  Sanstim.     Fig.  6  grew  naturally  out  of  the  50 
invention  as  described  in  the  Provisional  Specification.     It  does  not  alter  the 
mode  of  action.     Although  the  fundamental  idea  is  the  two  tubes,  yet  one  of 
the  tubes  may  be  omitted,  or  replaced  by  a  thing  which  does  not  take*  the  fluid 
through  it.     That  leaves  the  whole  of  the  merit  of  the  invention  where  it  was. 
It  operates  by  substantially  the  same  means  and  obtains  the  same  effects.  55 
There  is  no  disconformity. 
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Buckley,  J.— This  is  a  Petition  for  the  revocation  of  a  Patent  (No.  7860 
of  1893)  granted  to  Mr.  William  Oeipel  for  improvements  in  steam  traps. 
Steam  traps  are  devices  nsed  in  steam  pipes  or  steam  cylinders,  to  allow  of  the 
removal  from  the  pipes  or  cylinders  of  water  arising  from  condensation  of  the 
5  steam.  Now  the  device,  which  I  have  learnt  in  this  case  has  been  often  used 
for  this  purpose,  is  to  rely  on  the  expansion  of  metals  under  heat.  When  the 
pipe  is  full  of  steam  the  heat  is  very  great.  As  the  steam  condenses  into  water, 
the  water  loses  its  heat,  and  by  degrees  the  temperature  falls.  Therefore  the 
dimensions  of  the  pipe  when  it  contains  steam  are  greater  than  those  when  it 

10  contains  cooling  water,  and  the  difference  of  extension  in  the  pipe  is  used  for 
the  purpose  of  automatically  opening,  at  the  proper  time,  when  water  is  formed, 
an  outlet  through  which  the  water  is  discharged,  and  such  a  device  is  known  as 
a  steam  trap.  The  Petitioner  seeks  to  defeat  this  Patent  upon  three  grounds. 
He  says,  first,  there  is  no  subject-matter,  in  which  case  the  Patent  would  fail 

15  altogether.  Secondly,  he  says,  if  that  is  not  so,  at  any  rate  there  is  discon- 
formity.  The  Complete  Specification  has  claimed  something  not  in  the  inven- 
tion, the  nature  of  which  is  described  in  the  Provisional  Specification.  He 
says  further,  and  thirdly,  that,  at  any  rate,  the  Patentee  as  regards  one  of  his 
Figures  (Fig.  2)  has  made  a  claim  which  cannot  be  sustained,  because  Fig.  2 

20  will  not  work. 

The  way  in  which  the  principle,  that  I  have  described,  has  been  applied  may 
be  conveniently  said,  I  think,  to  have  been  in  three  different  ways.  First, 
it  has  been  applied  in  the  form  of  what  I  will  call  free  expansion.  That  way 
of  using  it  is  employed  by  certain  Patentees  of  1878,  Lancaster  and  Dixon^  and 

25  a  subsequent  Patent  of  Lancaster  in  1881.  Their  device  is  simply  this. 
They  take  a  brass  tube  which  becomes  long  under  the  greater  heat  of  the  steam, 
and  shorter  as  the  water  condenses,  and  becomes  comparatively  cool.  That 
tube  by  its  expansion  actuates  a  lever,  a  bell  handle  device,  which  is  so  arranged 
as  that,  at  the  moment  when  water  forms,  the  free  expansion  or  extension  of 

.SO  the  tube  actuates  the  lever  and  an  outlet  opens  and  the  water  is  discharged. 

The  second  class  of  case  is  what  I  will  call  controlled  expansion.  The 
instances  of  this,  which  I  have,  are  Kuaenherg  in  1875  and  Rayle  in  1877. 
Shortly  stated,  their  devices  are  these.  They  have  an  ellipse  and  the  diameter 
or  the  longer  length  of  the  ellipse,  is  also  included  in  the  device  in  a  way  which 

35  I  will  mention.  In  KiMenberg's  device,  the  circumference  of  the  ellipse  is  a 
brass  tube  which  will  contract  and  expand  in  the  way  which  I  have  explained. 
The  diameter  of  the  ellipse  is  simply  a  tie  rod  which  controls  the  expansion  of 
the  sides  of  the  ellipse  which  are  so  contracting  and  expanding.  The  result  of 
this  device  is  that  as  the  tube  gets  hotter  and  the  tube  elongates  the  elliptical 

40  portions  of  the  device  of  course  move  outwards,  being  tied  at  their  ends,  and  you 
thus  get  a  drag  which  is  used  to  actuate  a  valve  which  is  seated  upon  the  one . 
side  and  acted  upon  by  a  valve  drawn  by  the  other  side.    RoyWa  device  is 
exactly  the  same  thing,  but  the  other  way  round.    In  his  case  the  diameter  of 
the  ellipse  is  the  expanding  tube,  and  the  sides  of  the  ellipse  itself  are  mere 

45  bodies,  which  do  not  expand  at  all — tie  rods.    This  device  acts  in  this  way — 

that  as  the  greater  heat  comes  and  the  diameter  of  the  ellipse  elongates  the  two 

tie  rods  on  the  sides  are  necessarily  forced  inwards,  and  thus  you  get  a  similar 

action  to  that  in  Kusenberg.    Those  are  what  I  call  controlled  expansion. 

Now  the  last  head  of  these  cases  is  what  I  will  call  differennal  expansion. 

50  That  depends  upon  having,  not,  as  in  those  which  I  have  previously  described, 
a  single  tube  of  straight  or  elliptical  form,  which  contracts  and  expands,  but 
consists  in  having  two  of  the  tubes  with  different  co-efficients  of  expansion,  so 
that  yon  get,  as  the  temperature  is  higher  or  lower,  a  greater  amount  of  expansion 
or  a  greater  amount  of  contraction  in  the  case  of  the  one  tube  than  in  the  case 

55  of  the  other.  That  was  applied  by  a  man  named  Montgomery  in  1875,  and  his 
device  was  simply  this — that  he  seated  upon  the  one  tube  a  valve,  and  on  the 


9M,  REPORTS  OF  PATENT,  DESIGN,       E^ug.  V».  190& 

In  the  Matter  of  OeipeFe  Patent 

other  a  valve  seat,  and  as  the  relative  lengths  of  the  tWo  tubes  varied  the  valve 
was  raised  from  its  seat  or  pressed  down  upon  its  seat,  and  thus,  of  conrse,  the 
outlet  was  controlled. 

With  that  statement,  I  turn  to   GeipeTs  Provisional  Specification  for  the 
purpose  of  seeing  what,  as  it  appears  to  me,  he  indicates  that  he  is  going  to  do.  5 
He  says  that  his  "  apparatus  consists  essentially  of  two  tubes  of  metal,  having 
**  as  different  a  co-efQcient  of  expansion  as  practicable,  one  of    the  tubes 
"  being  the  inlet  admitting  the  water  and  steam,  and  the  other  being  the  outlet ; 
"  thus  the  water  or  steam  are  within  and  not  outside  of  the  tube."    He  thus 
describes,  therefore,  as  the  essence  of  the  invention  which  he  is  going  to  employ,   10 
the  principle  of  differential  expansion.    Also,  although  I  think  this  is  of  less 
importance,  he  indicates  that  the  water  and  steam  which  are  to  supply  the 
differences  of  temperature,  of  course  in  these  two  tubes — ^the  different  eo- 
eflficients  of  expansion — are  to  pass  through  both  of  the  tubes  and  thus  are  now 
to  raise,  and  now  to  lower,  the  temperature  of  each  of  them,  and  so,  having  15 
regard  to  their  different   co-efficients  of    expansion,  of   course  to  create  a 
difference  of  position  of  any  point  of  the  one  with  reference  to  any  point  of  the 
other.    The  nature  of  his  device  is  this — these  two  tubes  are  at  one  end  (I 
will  call  it  the  left-hand  end)  fixed  to  a  rigid  base,  at  an  immovable  point 
They  are  then  carried  in  a  form  more  or  less  triangular  (though  nothing  I  think  20 
particular  depends  upon  this),  so  as  to  approach  each  other  at  the  other,  or  right- 
hand  end,  nearly  but  not  actually  to  come  to  a  point,  and  there  they  are 
connected  together.    They  are  tied  together  at  that  point,  but,  except  that  the 
two  tubes  are  tied  together  at  that  point,  they  are  in  all  respects  free.    That  is 
not  a  fixed  point,  but  a  free  point.    The  result  of  this  is,  that  as  of  the  two  sides  25 
of  the  triangle  thus  formed,  one  lengthens  more  than  the  other,  or  contracts 
more  than  the  other,  there  results  a  distortion.    The  apex  of  the  triangle  so  to 
call  it,  although  it  is  not  strictly  a  triangle,  moves  and  the  inventor  uses  that 
movement  for  the  purpose,  again,  of  seating  or  unseating  a  valve,  or  turning  a 
cock,  and  he  uses  in  pome  cases  the  bell  lever  principle  for  the  purpose  of  30 
multiplying  the  movement  at  these  points,  which  is  exceedingly  small,  for  the 
purpose  of  getting  the  amount  of  movement  which  he  desires.    In  other  words, 
the  principle  which  he  is  relying  upon  is  the  differential  expansion  of  two 
tubes,  through  both  of  which  there  passes  that  which  from  time  to  time  varies 
in  temperature,  according  to  whether  it  is  steam  or  water,  thus  calling  into  35 
action  the  varying  expansion  of  each  of  the  two  tubes.    Then  he  goes  on  to 
describe  what  I  have  endeavoured  to  describe  in  other  language,  and  to  point 
out  the  advantages  which  he  says  will  result  from  his  invention.    Then  he 
says  :  "  There  are  obvious  ways  of  arranging  this  steam  trap,  for  instance, 
"  instead  of  having  only  two  tubes  I  may  use  three  or  four,  and  I  may  use  a  40 
*'  bell  crank  or  other  plan  in  place  of  a  lever   for  the   triangular  form    of 
'•  trap."    Of  course  under  the  Act  of  1883,  what  he  must  do  by  his  Provisional 
Specification  is  to  describe  the  nature  of  his  invention.    He  need  not  describe 
in  what  manner  it  is  to  be  performed  (that  is  the  function  of  the  Complete 
Specification),  but  he  must  describe  the  nature  of  his  invention.    It  seems  to  45 
me  that  here  he  has  described  an  invention  of  which  the  nature  is  this.    That 
it  is  an  application,  in  a  way  which  he  indicates,  of  the  principle  of  differential 
expansion.    Having  lodged  that  Provisional  Specification,  he  then  lodged  a 
Complete  Specification,  and,  first  as  regards  Fig.  2,  really  there  is  no  contest 
about  this,  although  the  evidence  upon  it  is  a  little  startling  at  first.  Fig.  2  is  50 
an  arrangement  by  which  he  takes  the  two  pipes,  which  I  have  described,  one 
of  brass  and  one  of  iron,  and  he  forms  them  into,  very  nearly,  but  not  quite,  a 
complete  circle.    The  points  of  the  horns  are  connected  with  each  other  in  the 
way  which  I  have  described.    Then  he  relies  upon  the  movement  of  the  free 
end  to  actuate  a  cock,  as  it  is  in  this  case.    It  has  been  proved  before  me  that  55 
Fig.  2  fails  altogether.    Mr.  Swinburne^  who  was  called  for  the  Respondent, 
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has  Been  the  experiment  performed  of  trying  thiB.  It  has  been  accnrately  and 
rigidly  measured  with  reference  to  bars  which  were  placed  npon  the  other  end 
in  order  to  Bee  whether  there  was  any  movement  at  all ;  and  there  is  no  move- 
ment at  all  in  the  free  end  of  Fig.  2.  I  need  not  stay  to  explain  why  I  am 
5  satisfied  in  my  own  mind  that  that  may  well  be  a  result  which  will  ensue.  It 
does  not  matter.  As  a  matter  of  evidence  that  is  the  result  which  does  ensaOf 
and  the  free  end  of  Fig.  2  does  not  move.  The  Patentee  has  claimed  Fig.  2  and 
hlg.  2  does  not  perform  the  operation  for  which  he  claims  it  as  his  invention. 
It  is  obvious  upon  that  that  there  must  be  a  disclaimer  as  regards  Fig.  2. 

10  Beyond  that,  looking  at  the  Complete  Specification  what  I  find  further  is  this, 
that  the  Patentee  has  included  in  it  in  Fig.  6  a  device  in  which  there  is  only  one 
tube.  The  other  side  of  his  triangle  in  this  case  is  a  rod,  and  the  outlet  is  at 
the  end,  of  course,  of  the  first  tube.  In  this  case  the  water  and  the  steam  do 
not  pass  through  two  of  the  tubes  so  as  to  call  into  action  their  relative 

15  expansions,  but  it  passes  only  through  the  one  tube,  and  the  outlet  is  at  the  end 
of  that,  and  there  it  is  discharged.  Subject  to  something  that  I  am  going  to 
say,  the  result  of  that  is  that  he  is  here  availing  himself,  not  of  the  principle  of 
differential  expansion  at  all,  but  of  the  principle  of  controlled  expansion.  Now 
if  I  thought  that  controlled  expansion  was  within  his  Specification,  and  that 

20  the  principle  of  which  he  was  availing  himself  was  that,  and  not  that  which  it 
seems  to  me  to  be,  there  might  be  a  very  great  difficulty  about  subject-matter, 
but  I  am  not  of  that  mind.  It  appears  to  me  that  he  has  not  relied  in  his 
Provisional  Specification  on  controlled  expansion  at  all  and  I  do  not  think  that 
he  has  relied  on  it  in  his  Complete  Specification.    He  has  throughout  relied 

25  upon  differential  expansion.  Now  Fig.  6,  as  I  say,  is  based,  not  on  the  principle 
of  differential,  but  on  that  of  controlled  expansion.  It  seems  to  me  to  be  really, 
in  a  modified  form,  just  what  Eayle  and  Kusenberg  did.  But  it  is  said  that  if 
you  look  at  his  second  claim,  the  Patentee  is  still  relying  on  differential  expan- 
sion, in  this  sense,  that  his  rod  will  not  have  the  steam  and  water  passing 

30  through  it  so  as  to  affect  its  temperature  directly,  but  of  course  it  will  be  exposed 
to  the  variations  of  temperature  indirectly.  It  will  be  in  comparatively  close 
proximity  to  the  other  tube,  whose  temperature  is  varying,  and,  of  course,  the 
temperature  of  that  rod  will  no  doubt  fluctuate  to  some  extent  according  to  the 
relatively  greater  or  less  heat  of  the  adjoining  tube.    But  in  the  first  place  that 

35  variation  must  be  very  small,  and  would  also  not  be  as  rapid,  and  necessarily 
could  not  be  as  rapid,  as  the  variation  in  temperature  of  a  tube  whose  tempera- 
ture is  controlled  by  the  temperature  of  its  contents.  But  beyond  that,  when 
you  come  to  read  the  second  claim,  with  reference  to  the  Specification,  I  am 
satisfied  myself  that  he  did  not  claim  or  intend  to  claim,  or  intend  in  his  claim 

40  to  limit  himself  to  a  case  in  which  the  rod  had  a  difference  of  length  arising 
from  its  possessing  a  different  co-efficient  of  expansion  to  the  tube ;  because 
when  you  look  in  the  Specification  where  he  is  describing  that  which  leads  to 
Fig.  6,  he  says,  at  page  3,  line  19,  *'  I  may  use  a  tie  rod.  Such  an  arrangement 
'^  is  shown  in  Fig.  6.    In  this  case  the  length  of  the  rod  b  remains  constant.^* 

45  So  that  he  is  regarding  his  rod  as  being  a  thing  which  does  not  vary  at  all. 
When  you  come  to  the  second  claim,  which  is  badly  expressed,  the  language  is 
this,  '^The  combination  of  two  metal  tubes  having  different  expansion  co- 
'^  efficients,  or  of  one  metal  tube  and  one  tie  rod  having  different  expansion 
**  co-efficients,  and  through  which  water  and  steam  are  discharged."    Of  course 

50  that  is  inaccurate  language.  No  water  and  steam  is  dischai*ged  through  the  rod. 
It  is  discharged  through  the  tube,  and  not  through  that  at  all.  It  is  true  that  in 
the  immediately  antecedent  words,  he  says,  *'  having  different  expansion  co- 
*^  efficients,"  and  if  you  read  that  literally,  I  agree  he  has  said,  *'  My  tie  rod  is  to 
^  have  a  different  expansion  co-efficient  to  my  metal  tube,"  but  he  has  told  you 

55  above,  in  line  20,  that  the  length  of  the  rod  is  to  remain  constant,  which  is 
equivalent  to  saying  that  it  does  not  matter  that  the  co-efficient  of  expansion  o:( 
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my  rod  is  different  to  that  of  my  tube.    I  do  not  think  in  Fig.  6  he  has  relied 
on  differential  expansion  at  all.    I  think  he  has  relied  on  controlled  expansion. 

That  being  so,  it  seems  to  me  that  there  is  disconformity  between  the 
Provisional  Specification  and  the  Complete  Specification.  The  Provisional 
Specification  goes  to  differential  expansion ;  this  particular  claim  is  a  claim  to  5 
controlled  expansion.  I  do  not  forget  at  all  the  cases  which  have  been  called 
to  my  attention  to  show  that  provided  you  find  that  the  nature  of  the  invention 
is  followed  in  both  the  one  and  the  other,  there  is  no  objection  to  your  introdu- 
cing into  your  Complete  Specification  other  details,  or  an  improvement  in  the 
way  of  doing  the  thing  indicated  by  the  nature  of  your  invention,  but  it  seems  10 
to  me  that  the  nature  of  the  invention  here  is  confined  in  the  way  which  I 
have  stated. 

It  only  remains  to  say  a  word  or  two  on  subject-matter.  I  do  not  think  I 
need  say  much,  because  Mr.  Terrell  frankly  admitted,  when  I  challenged  him 
on  the  point,  that  if  he  was  right  on  Fig.  6  he  was  wrong  on  subject-matter ;  15 
he  could  not  win  both  ways.  I  think  there  is  subject-matter.  I  think  that  this 
Patentee  has  adopted  a  new  principle  of  doing  an  old  thing.  It  may  be  better 
or  it  may  be  worse.  It  is  said,  and  I  rather  think  on  the  evidence  it  is  the  fact, 
that  it  is  better  and  useful  in  the  sense  that  it  enables  you  to  put  the  same 
device  in  a  more  compact  form,  so  that  you  can  use  it  under  some  circumstances  20 
in  cases  where  the  larger  device  could  not  be  introduced  for  want  of  room.  I 
think  it  is  also  proved  that  it  has  the  advantages,  which  are  relied  on,  of  accessi- 
bility for  the  purpose  of  getting  to  the  valve  and  cleaning  ii  out,  but  even  if 
that  were  not  so,  it  seems  to  me  that  it  is  the  application  of  a  new  principle  to 
do  a  new  thing,  and  that  it  furnishes  a  new  choice  to  a  person  who  wants  to  do  25 
this  particular  act — ^that  he  may  either  apply  the  principle  which  was  old, 
which  did  it  in  one  way,  or  he  may  apply  the  principle  which  is  new  which  does 
it  in  another  way.  Another  ground,  which,  perhaps,  I  ought  to  mention  in 
which  it  differs,  is  this.  I  think  on  the  evidence  that  OeipeVs  arrangement  has 
a  greater  advantage  with  regard  to  the  strains  which  are  placed  upon  the  device  30 
when  the  steam  pressure  is  raised  to  a  considerable  height  beyond  the  pressure 
to  which  the  device  has  been  iadjusted  in  completing  the  operation,  in  that 
Oeipel  does  escape  a  strain  which  the  Kusenherg  and  Royle  devices  are 
exposed  to.  But  I  rest  my  judgment  on  the  fact  that  it  seems  to  me  that  this 
Patentee  employs  a  new  principle.    That  is  subject-matter  of  Letters  Patent.         35 

Under  the  circumstances  I  think  that  I  must  make  an  Order  "  that 
"  the  Patent  be  revoked  unless  within  three  months  or  such  further  time  as  the 
"  Court  may  allow,  the  Patentee  obtains  leave  to  amend  his  Specification  by 
"  disclaiming  Fig.  2  and  Fig.  6,"  to  put  it  shortly. 

A  discussion  then  todk  place  as  to  imposing  terms  in  the  event  of  a  disclaimer,  40 
in  the  course  of  which  Deeley  v.  Perkea  (13  R.P.C.  581 ;  L.R.  (1896)  A.C.  496)  and 
Luddington    Cigarette    Company    v.  Baron  Cigarette  Company    {Re  Pittas 
Patent)  (17  R.P.C.  214 ;  L.R.  (1900)  1  Ch.  508) ;  were  referred  to ;  and  on 
the  27th  of  June  the  following  further  judgment  was  delivered  : — 

BUCKLBY,  J. — In  this  case  I  delivered  judgment  on  Thursday  last,  to  the  45 
effect  that  this  Patent  be  revoked,  unless  within  three  months  or  within  such 
further  time  as  the  Court  may  allow,  the  Patentee  obtains  leave  to  amend  his 
Specification  by  making  certain  disclaimers,  which  I  then  indicated.  The  case 
was  adjourned  till  to-day  in  order  that  I  might  hear  an  argument  as  to  whether 
I  ought  to  impose  any,  and  what  terms,  under  section  19  of  the  Act  of  1883,  50 
in  that  Order. 

In  the  case  of  Deeley^s  Patent^  the  House  of  Lords  imposed  these  terms, 
that  if  the  Specification  be  amended  no  action  shall  be  brought  for  infringement 
of  Patent  in  respect  of  any  articles  made  under  date  prior  to  the  date  at  which 
the  appeal  was  heard,  that  is  to  say,  that  the  person  who  had  made  under  that  55 
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which,  when  the  disclaimer  had  gone  through,  would  become  a  valid  Patent, 
should  not  be  sued  in  respect  of  manufacture  before  the  date  of  the  Order, 
which  gave  him  an  opportunity  of  setting  himself  right  in  that  respect.  In 
PUfs  Patent^  1900,  1  Chancery,  page  508,  the  form  of  Order  in  Deeley's 
5  Patent  was  under  discussion,  and  the  Court  of  Appeal  held  that  that  form 
of  Order  is  not  a  form  to  be  adopted  as  a  common  form,  Lord  Lindley^  who 
was  then  Master  of  the  Rolls,  said  this — "  It  does  not  at  all  follow  that  it 
"  would  be  proper  to  impose  those  terms  in  other  cases  simply  because  liberty 
"  is  asked  to  apply  for  leave  to  amend  a  Specification  by  way  of  disclaimer  or 

10  "  otherwise,"  by  which  I  understand  him  to  have  meant,  it  is  not  a  matter  of 
course  to  leave  the  person,  who,  when  the  Patent  has  been  amended  by 
disclaimer,  would  thereafter  be  an  infringer,  if  he  did  the  act  complained  of,  in 
possession  of  the  profits  of  his  having  done  all  tho&e  acts  when  the  Patent  was 
invalid  for  want  of  disclaimer,  but  there  must  be  special  circumstances  to  justify 

15  that ;  he  went  on  to  discuss  what  were  the  special  circumstances  of  that 
case,  and  ultimately  they  made  the  same  Order  as  in  Deeley^s  Patent. 

The  discretion  which  I  have  to  exercise  is  under  section  19  of  the  Act  of 
1883,  and  it  contemplates  this  state  of  things,  that,  instead  of  dealing  with 
this  matter  now,  I  might,  upon  finding  that  the  Patent  required  a  disclaimer  in 

20  order  to  make  it  valid,  have  directed  the  hearing  of  this  Petition  to  have  been 
postponed  until  that  had  been  done,  and  I  might  have  imposed  terms  upon 
its  postponement,  and  then,  after  the  disclaimer  had  been  made,  and  perfected, 
I  could  have  heard  the  Petition,  and  I  could  then  have  refused  to  make  any 
Order  upon  the  Petition  ;  I  could  have  dealt  with  it  on  the  new  state  of  facts.    Of 

35  course  it  is  a  mere  matter  of  convenience  to  deal  with  it  now  by  directing  that 
it  be  revoked  unless  something  happens.  It  has  the  same  effect  as  if  I  had 
postponed  it  to  a  subsequent  time.  It  seems  to  me  really  the  question  I  have 
to  consider  is  this.  I  have  a  discretion,  and  I  have  to  consider  what  is  fair  as 
between  the  parties.    Thinking,  as  I  do,  that  I  ought  to  give  the  Patentee  an 

30  opportunity  of  disclaiming,  I  have  to  consider  this  further ;  ought,  as  in 
Dedey^s  Patent,  the  infringer,  so  to  call  him — ^a  person  who  would  have  been 
an  infringer  if  the  Patent  had  been  rendered  valid  by  disclaimer — to  be  left  in 
possession  of  the  goods  which  he  has  manufactured  under  the  infringed  Patent, 
or  ought  he  to  be  exposed  to  an  action  in  respect  of  them  ?    Under  special 

35  circumstances  he  ought  to  be  protected  against  an  action.  That  is  Be  Deeley^s 
Patenty  and  Re  PitVs  Patent.  Under  ordinary  circumstances  it  does  not  follow 
that  he  ought  to  be  protected  in  respect  of  them.  It  seems  to  me  that  the 
matter  which  I  have  to  consider  really  is  this.  I  have  held  that  this  Patent 
requires  disclaimer  in  respect  of  two  matters.    The  first  is  Fig.  2,  a  particular  way 

40  of  working  the  invention,  which  will  not  work.  The  Patentee  has  claimed  it, 
and  it  is  useless ;  therefore  there  must  be  a  disclaimer.  Well,  the  infringer,  as  I 
am  going  to  continue  to  call  him,  not  forgetting,  of  course,  that  he  was  not  an 
infringer  when  he  did  it — the  infringer  of  course  has  not  used  Fig.  2.  Fig.  2  is 
no  good  to  anybody.    He  has  used  the  other  part  of  the  invention,  which  will 

45  work.  Fig.  2  seems  to  have  little  bearing  upon  it.  Then  there  is  Fig.  6.  On 
Fig.  6  was  raised  the  question  of  disconformity.  There  the  Patentee  has 
included  within  his  claim  a  particular  way  of  producing  the  distortion  which  he 
desires,  which  I  have  held  to  be  not  such  as  was  described  in  his  Provisional 
Specification,  and  on  that  ground  it  was  wrong ;    there  was  disconformity. 

50  What  I  have  to  consider  is  this,  as  it  seems  to  me  :  if  the  man  whom  I  have,  in 
the  sense  in  which  I  have  expressed  the  word,  called  an  infringer,  has  availed 
himself  of  that  part  of  the  Patent,  which  by  disclaimer  will  become  good,  is  it 
fair  HS  between  a  person  who  will  become  the  Patentee  and  that  infringer,  that 
he  should  be  allowed  to  go  on  and  sell  goods  made  in  infringement  of  that 

55  which  is  going  to  be,  I  suppose,  hereafter,  a  valid  Patent  ?  If  he  has  availed 
himself  neither  of  Fig.  2  nor  of  Fig.  6,  but  of  the  other  parts  of  the  Patent,  and 
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the  original  claim  was  framed  in  good  faith  and  with  reasonable  skill  and 
knowlenige  so  as  to  point  out  that  as  a  desirable  thing  to  do — ^if  he  has  availed 
himself  of  that  only,  it  seems  to  me  that  it  is  fair  that  there  should  be  room  to 
restrain  him,  or  those  who  are  dealing  with  his  good,s,  from  disposing  of  the 
goods  thus  made.    Section  20  has  nothing  to  do  with  the  case  with  which  I  5 
have  to  deal,  except  as  it  appears  to  me,  that  it  indicates  a  line  upon  which  I 
am  entitled  to  use  my  discretion.    The  effect  of  section  20  is  this.    Suppose  a 
disclaimer  made,  and  then  an  action  subsequently  brought,  damages  may  be 
given  in  respect  of  the  use  of  the  invention  before  the  disclaimer  in  a  certain 
event,  and  if  that  event  is  not  satisfied,  then  they  cannot  be  given.    There  is  10 
power  to  give  damages  for  doing  an  act  which,  at  its  date,  was  rightful  becauae 
the  Patent  required  disclaimer,  but  which,  so  to  speak,  becomes  wrongful  when 
the  disclaimer  is   passed,  if  it  is  proved  that  the  original  claim  was  framed 
in  good    faith    and    with    reasonable  skill    and  knowledge.    I  think  that  I 
ought    to  make  an  Order    here    in  a    form  similar  to  ti^t,  that  is  to  say,  15 
that  I  ought  to  protect  those,  whom    I  have    called    the    infringers,    from 
injunctions    if    the    original    claim    was    not   framed    in    good    faith    and 
with  reasonable    skill    and  knowledge,  but  if   it  was   so    framed,    tiien    it 
seems  to  me  that  it  will  be  fair  that  the  person,  whom  I  have  called  the 
infringer,  should  be  exposed  to  an  injunction  in  an  action  brought  for  an  20 
injunction  under  circumstances  similar  to  those  in  which,  if  the  case  fell 
within  section  20,  he  might  have  been  exposed  to  damages.    I  therefore  make 
an  Order  in  this  form  ;  that  if  the  Specification  be  amended,  no  injunction 
shall  be  asked  in  any  action  brought  for  infringement  of  the  Patent  in  respect 
of  any  steam  traps  made  prior  to  this  date   (to-day)   unless  the    Patentee  25 
establishes  to  the  satisfaction  of  the  Court  that  his  original  claim  was  framed 
in  good  faith  and  with  reasonable  skill  and  knowledge.    I  put  the  Order  in 
that  form,  because,  of  course,  I  cannot  control  any  subsequent  Judge  who  may 
have  to  deal  with  such  an  action,  but  I  can  control  the  Plaintiff  in  that  action, 
and  I  impose  the  term  upon  him  that  he  shall  not  ask  for  the  injunction  in  30 
these  circumstances.    I  therefore  make  the  Order  in  that  form. 
The  Respondent  was  ordered  to  pay  the  costs  of  the  Petition. 
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In  thb  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Farwell. 

March  6th,  1903. 


Hodgson  v.  Speedwell  Motor  and  Engineering  Company,  Ld.,  and 
5  Others. 


Agreement  giving  Plaintiff  sole  right  to  manufacture  and  sell  patented 
articles. — Defendant  Company  advertising  and  selling  patented  articles  tvithout 
consent  of  Plaintiff. — Defendant  Company  not  parties  to  the  agreement. — 
Notice  of  Agreement — Application  to  strike  out  Statement  of  Claim  as 
10  disclosing  no  caitse  of  auction. — Question  to  be  reasonably  argtied. — Application 
refused.— BJS.Cy  Order  25,  r.  4. 

In  an  action  of  Hodgson  v.  Speedwell  Motor  and  Engineering  Company,  Ld., 
George  Hopkins,  Frank  Gardner,  and  Leon  Serpollet,  the  Defendant  Company 
moved  to  strike  ont  the  Statement  of  Claim,  so  far  as  they  were  concerned,  on 

15  the  ground  that  it  disclosed  no  cause  of  action. 

By  the  Statement  of  Claim,  an  Agreement  of  the  18th  of  October  1901,  between 
the  Plaintiff  and  the  Defendants  (other  than  the  Company)  was  alleged,  under 
which  the  Plaintiff  was  to  have  the  full  and  exclusive  right  to  manufacture  and 
sell,  or  to  arrange  with  other  firms  to  do  so,  and  (with  the  consent  of  the 

20  Defendants  Gardner  and  Hopkins)  to  grant  licences  to  others  to  manufacture 
and  sell  in  Oreat  Britain  and  the  Colonies  steam  motors  and  motor  cars  suitable 
for  carrying  passengers  or  goods  up  to  30  cwt.  under  the  Gardner  and  Serpollet 
Patents,  and  also  the  right  to  use  the  name  of  Gardner^Serpollet  in  connection 
therewith,  for  three  years  from  the  1st  of  January  1902,  or  until  a  new  Company 

25  was  formed,  as  mentioned  in  the  Agreement  It  was  also  allied  that  the 
Plaintiff  had,  in  February  1902,  an  interview  with  the  managing  director  of  the 
Defendant  Company  at  which,  after  referring  to  the  Agreement,  he  inquired  on 
what  terms  the  Plaintiff  would  grant  permission  to  the  Defendant  Company  to 
import  some   Gardner- Serpollet  motor  cars  into   England,  but  the  Plaintiff 

30  having  stated  the  terms  the  Defendant  Company  did  not  assent  to  the  same,  but 
notwithstanding  their  knowledge  of  the  Agreement  they  advertisini  and  other- 
wise offered  for  sale  and  had  with  the  connivance  of  the  Defendants,  Hopkins, 
Gardner,  and  Serpollet,  sold  Gardner-Serpollet  cars  in  Great  Britain.  The 
Plaintiff  alleged  that  he  had  applied  to  Hopkifis,  Gardner,  and  Serpollet  to  join 

35  him  as  co-Plaintiffs  in  the  action,  but  they  did  not  comply  with  his  request,  and 
that  he  had  obtained  leave  to  join  them  as  Defendants. 

The  Plaintiff  claimed  : — ^^1.  A  declaration  that  under  and  by  virtue  of  the 
*^  said  Agreement  the  Plaintiff  is  entitled  to  bave  the  full  and  exclusive  rights 
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^^  to  manufactnre  and  sell  or  to  arrange  with  other  firms  to  do  so  and  (with  the 
"  consent  of  the  Defendants  Gardner  and  Hopkins)  to  grant  licences  to  others 
^^  to  manufacture  and  sell  in  Oreat  Britain  and  the  Colonies  steam  motors  and 
"  motor  cars  suitable  for  carrying  passengers  or  goods  up  to  30  cwt.  under  the 
"  Gardner-Serpollet  patents  and  also  the  right  to  use  the  name  of  Gardner-  5 
"  Serpollet  in  connection  therewith,  for  three  years  from  January  1st  1902,  or 
"  until  a  new  company  is  formed  as  mentioned  in  the  said  Agreement,  and  that 
"  the  Defendants  Hopkins^  Gardner^  and  Serpollet  are  not  entitled  to  grant  the 
"  said  rights  or  any  of  them  to  the  Defendant  Company  or  any  other  person  or 
"  persons  during  the  continuance  of  the  said  agreement.  2.  An  injunction  to  10 
"  restrain  the  Defendants  Hopkins^  Gardner,  and  Serpollet  and  each  of  them 
"  from  supplying  the  Defendant  Company  with  and  permitting  the  Defendant 
"  Company  to  manufacture  or  sell  or  offer  for  sale  and  to  restrain  the  Defendant 
"  Company,  their  directors,  officers,  and  servants,  and  agents  from  manufac- 
"  turing,  importing,  or  dealing  with  or  selling,  or  offering  for  sale  any  motors  15 
"  or  motor  cars  under  the  name  or  description  of  Gardner-Serpollet  motors 
"  or  manufactured  under  the  Gardner-Serpollet  Patents,  and  to  restrain  the 
"  Defendant  Company  from  representing  themselves,  or  holding  themselves  out 
"  to  be  manufacturers  of  or  dealers  in  or  agents  for  Gardner-Serpollet  motors 
"  or  motor  cars  by  letter,  circular,  advertisement,  invoice,  or  otherwise."  And  20 
an  account  of  profits  was  also  claimed. 

On  the  hearing  of  the  motion  T.  Terrell^  K.C.,  and  Walter  (instructed  by 
Frith  A  Co.)  appeared  for  the  Defendant  Company ;  Upjohn^  K.C.,  and 
E.  S.  Ford  (instructed  by  Grossman^  Pritchard  Jk  Co,)  appeared  for  the  Plaintiff. 

Terrell,  K.C.,  and  Walter. — We  submit  that  the  Statement  of  Claim  discloses  25 
no  cause  of  action  as  the  Defendant  Company  were  not  parties  to  the  Agreement. 
The  whole  case  is  founded  on  contract  and  nothing  else.    The  Plaintiff  has  not 
pleaded  the  Patents.    He  has  not  even  sued  as  a  licensee  under  the  Patents. 
The  Defendant  Company  onght  not  to  be  put  to  the  expense  of  fighting  a  long 
action  when  upon  the  face  of  his  Statement  of  Claim  the  Plaintiff  discloses  no  30 
cause  of  action.     [Farwbll,  J. — Why  is  there  not  a  good  cause  of  action  ?    T 
am  not  deciding  it,  of  course,  but  the  Plaintiff  has  exclusive  rights  to  manu- 
facture and  sell  and  to  grant  licences,  you,  the  Defendant  Company,  are  selling 
aud  offering  for  sale  motor  cars  which  come  within  that  licence,  and,  if  it  be 
material,  the  Plaintiff  adds  that  you  have  notice  of  his  Agreement]    We  submit  35 
that  is  no  cause  of  action.     [Farwbll,  J. — There  is  a  good  deal  to  be  said  for  it] 

Farwell,  J. — In  my  opinion  the  case  is  not  within  the  Rule  as  construed  by 
the  Court  of  Appeal.  They  have  construed  the  Rule  very  strictly  indeed,  and 
have  held  in  several  cases  that  the  Rule  does  not  apply  if  there  is  anything 
which  can  reasonably  be  argued.  I  cannot  say  that  in  this  case  there  is  not  a  40 
question  to  be  reasonably  argued.  On  the  contrary,  I  think  that  there  is.  Con- 
sequently, I  refuse  the  motion  with  costs  to  be  paid  by  the  Defendant  Company 
in  any  event. 
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Davies  v.  Curtis  and  Harvey ^  Ld. 


In*  the  Sttprbmb  Court  op  Judicature. 

Court  op  Appeal. 

Be/are  LORDS  JUSTICES  Vauohan  Williams,  Rombr,  and  Stirling. 

Jaly  15th,  16th,  17th,  and  20th,  1903. 

5  Davies  v.  Curtis  and  Harvet,  Ld. 

Patent, — Action  for  royalties* — Agreement — Independent  invention. 

D.  was  the  inventor  of  a  new  gunpowder  for  blasting  purposes^  afterwards 
known  as  "  Argvs  '*  powder^  in  respect  of  which  a  Provisional  Specification 
was  lodged  in  April  1898.    In  January  1899  cm  agreement  was  made  between 

10  D.  and  O.  H.  Jt  Oo.^  Ld.y  by  which  C.  H.  A  Go.  agreed  to  pay  Z>.,  during  the 
continuance  of  the  agreement^  royalties  on  the  manufacture  of  the  **  Argus  " 
powdery  and  it  was  provided  that  improvements  in  and  additions  to  D.^s  inventioti 
should  be  within  the  agreement.  C.  and  others  were  afterwards  granted  Letters 
Patent  in  respect  of  another  gunpowder  which  afterwards  came  to  be  knoum 

15  08  "  Bulldog "  powder.  O.  H.  A  Co.  proceeded  to  manufacture  and  sell  this 
"  Bulldog "  powder.  D.  thereupon  brought  an  action  for  royalties  under  the 
agreement^  contending  that  ^^  Bulldog  ^^  wa^  identical  in  composition  with 
**  Argus  ^'  pouxler^  or^  alternatively ^  was  an  improved  modification  of^^'Argus^^ 
and  was  subject  to  the  c^r cement.    At  the  trial  it  was  heldy  that  the  use  of 

80  lignite  instead  of  ordinary  charcoal  as  the  source  of  carbon  in  the  composition 
of  the  **  Argus  *'  pounder  wcls  of  the  essence  of  the  Plaintiff* s  patented  invention  ; 
and  that  the  Defendants  in  manufacturing  *^  Bulldog  '^^  powder  without  using 
lignite  were  only  doing  what  all  the  world  were  entitled  to  do  and  without 
infringing  D.^s  Patent ;  and  that  such  manufacture  did  not  come  unthin  the 

25  c^eement ;  and  also  that  ^^  Bulldog  •'  powder  tvcu  not  an  improvement  in  or 
addition  to  the  ^^  Argus  ^^  invention.  The  action  was  dismissed  with  costs. 
The  Plaintiff  appealed. 

Held,  that  the  essence  of  the  Plaintiffs  invention  was  the  use  of  lignite^  or 
lignite  subjected  to  a  carbonising  operation^  and  that  t?ie  Defendants'  ^*  Bulldog  ** 

30  powder  UHis  not  an  infringemmU  of  the  Plaintiffs  or  an  improvement  or 

addition  to  his  invention.    The  appeal  was  dismissed  with  costs. 

2  z 


662  REPORTS  OF  PATENT,  DESIGN,         [Sept.  2, 1903. 

Davies  v.  Curtis  and  Harvey y  Ld. 

Curtis  and  Harvey ^  Ld.y  carried  on  the  business  of  gunpowder  manufac- 
turers at  (among  other  places)  the  Eames  Gunpowder  Mills  in  the  Kyles  of 
Bute,  and  Leyshon  Davies  was  the  manager  of  their  factory  there.    In  March 

1898  Davies  invented  a  new  gunpowder  for  blasting  purposes,  which  became 
known  as  "Ai^us"  powder.    An  application  for  a  Patent  in  respect  of  this  5 
powder  was  made  on  the  26th  of  April  1898,  and  a  Provisional  Specification  was 
lodged  by  Leyshon  Davies  and   Charles   William  Curtis,     On  the  25th  of 
January  1899  the  Complete  Specification  was  lodged,  and  on  the  6th  of  June 

1899  a  Patent  was  granted  to  Leyshon  Davies  and  C.  W,  Curtis  for  the  said 
invention.  10 

The  Complete  Specification  of  this  Patent  was  as  follows : — "  This  invention 
"  has  for  its  object  to  provide  an  inexpensive  and  practically  fiameless  explo- 
"  sive,  suitable  for  blasting  purposes,  especially  in  mines  where  the  production 
"  of  fiame  is  objectionable  and  also  for  guns  and  other  small  arms.  The 
"  improved  explosive  is  composed  of  a  mixture  of  nitrate  of  potash  and  carbon  15 
**  in  the  form  of  lignite  or  brown  coal  in  the  proportion  of  about  85  per  cent. 
**  of  the  former  to  14  per  cent,  of  the  latter  in  which  is  or  may  be  added  about 
"  1  per  cent  of  sulphur.  We  have  found  that  the  quality  of  lignite  best 
^^  suited  for  this  purpose  is  such  that  the  volatile  matter  in  it  does  not  exceed 
"  forty  per  cent,  nor  fall  below  thirty  per  cent,  of  its  weight  and  the  percentage  20 
^'  of  ash  ranges  from  about  seven  to  tenper  cent.  In  case  the  lignite  in  its  natural 
"  condition  does  not  conform  to  these  requirements  it  may  be  subjected  to  a 
"  carbonising  operation  at  a  very  low  temperature  in  order  to  bring  it  into  the 
"  desired  condition,  but  it  will  be  understood  that  these  proportions  may  be 
"  subject  to  some  variation  according  to  the  exact  purpose  for  which  the  powder  25 
"  is  to  be  used.  The  explosive  should  be  prepared  in  the  manner  employed  in 
"  the  manufacture  of  gunpowder,  to  which  it  is  akin,  but  the  operation  of 
"  glazing  may  be  omitted.  The  explosive  may  be  prepared  and  used  in  the 
^'  loose  granular  form  or  may  be  made  up  into  cartridges  and  fired  like 
"  ordinary  (*  black ')  gunpowder."  The  claim  was  for  "  An  improved  explosive  30 
"  compounded  as  hereinbefore  described." 

On  the  13th  of  January  1899  an  agreement  was  made  between  Curtis  and 
Harvey y  Ld.  and  Leyshon  Davies  whereby,  after  referring  to  the  application  for 
the  Patent,  Curtis  and  Harvey j  Ld.  agreed  to  pay  during  the  continuance  of  the 
agreement  to  Davies  a  royalty  of  20  per  cent,  upon  all  the  net  profits  which  35 
they  might  realise  by  the  sale  of  powder  manufactured  under  such  Patent. 
The  agreement  contained  provisions  for  ascertaining  such  net  profits  and  for 
the  keeping  of  accounts  and  also  a  provision  that  Curtis  and  Harvey^  Ld.  and 
Davies  would  during  the  continuance  of  the  Patent,  so  long  as  it  was  being 
worked  on  joint  account  under  the  agreement,  communicate  and  explain  to  each  40 
other  any  improvements  in  or  addition  to  the  said  invention  which  might  be 
within  or  which  might  thereafter  come  to  their  knowledge  and  that  all  such 
improvements  and  additions  should  be  deemed  to  be  covered  by  and  included 
in  the  agreement  unless  otherwise  specially  arranged  in  writing. 

On  the  25th  of  March  1899,  Charles  Herbert  Curtis  and  others  applied  for  45 
and  obtained  a  Patent  for  an  improvement  in  the  manufacture  of  gunpowder 
and  blasting  cartridges. 

The  Complete  Specification,  which  was  lodged  on  the  3rd  of  August  1899, 
was  as  follows  : — 

**  The  invention  relates  to  an  improvement  in  the  manufacture  of  gunpowder  50 
*<  ordinary  so  called  and  of  blasting  cartridges  made  from  gunpowder  wheireby 
*^  the  use  of  this  explosive  is  rendered  safe  for  use  in  dangerous  coal  and  other 
"  mines  without  fear  of  ignition  or  explosion  of  dust  or  gas. 

**  The  superiority  of  ordinary  blasting  powder  for  coal  getting  as  compared 
**  with  higher  explosives  has  long  been  sulmitted  owing  to  its  comparatively  M 
*^  slow  and  consequently  spreading  action,  but  its  use  has  been  curtailed  in 
^'  gaseous  and  fiery  mines  because  of  its  liability  to  cause  disaster  by  reason  of 
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"  the  heat  or  flames  evolved.  For  some  time  we  have  •  given  considerable 
"  attention  to  this  subject  and  have  come  to  the  conclusion  that  if  the  heat  of 
*'  combustion  or  explosion  of  the  charge  could  be  utilised  for  the  evolution  of  a 
**  flame  destroying  gas  such  as  CO,  or  the  resolution  of  a  solid  into  a  liquid  or 
5  "  gaseous  form  the  gunpowder  could  be  rendered  safe  and  we  applied  this 
**  principle  in  our  Patents  No.  232  of  1898,  6756  of  1898,  and  12,404  of  1898. 

•*  We  have  found  that  potassium  nitrate  commonly  called  saltpetre  can  be 
"  used  in  place  of  oxalate  of  ammonia  or  bicarbonate  of  soda  or  bicarbonate  of 
"  potash  as  the  cooling  agent  in  a  cartridge  constructed  in  the  manner  described 

10  "  in  the  Specification  of  our  said  Patent  No.  232  of  1898  but  the  additional 
*'  potassium  nitrate  used  as  a  cooler  is  not  an  explosive  and  does  not  appreciably 
"  add  to  the  strength  of  the  gunpowder.  We  have  also  found  that  the  cooling 
"  charge  of  potassium  nitrate  may  be  incorporated  with  the  powder  in  the 
"  process  of  manufacture.    When  the  excess  of  potassium  nitrate  is  so  incor- 

15  "  porated  the  addition  of  the  cooler  is  very  simply  effected  in  the  course  of 
"  manufacture  by  merely  altering  the  proportions  of  the  constituents  of  the 
**  powder. 

•'  In  carrying  out  our  invention  by  the  last  described  method  we  make  a  gun- 
"  powder  consisting  of  the  ordinary  ingredients  but  in  which  the  potassium 

20  "  nitrate  must  be  in  not  less  proportion  than  83  %  of  the  whole  weight.  This 
*^  increase  in  the  proportion  of  potassium  nitrate  necessitates  a  reduction  in  the 
"  proportion  of  charcoal  and  sulphur  which  enter  as  constituents  into  the 
**  gunpowder.  We  find  that  it  is  desirable  to  diminish  the  proportion  of 
"  sulphur  rather  than  that  of   charcoal.    For  example  we  may  reduce  the 

25  **  sulphur  to  as  low  a  proportion  as  1  %  of  the  total  weight  of  the  gunpowder  or 
"  less  or  even  omit  it  in  some  forms  of  our  new  powder  with  a  good  result. 
"  The  balance  whatever  it  may  amount  to  will  consist  of  charcoal  and  we 
*^  employ  for  this  purpose  any  of  the  kinds  of  charcoal  usually  employed  in  the 
•*  manufacture  of  gunpowder  selecting  the  particular  kind  to  be  used  in  the 

30  **  manufacture  of  any  particular  powder  for  technical  reasons  such  as  are  well 
"  understood. 

*'  The  manufacture  of  our  improved  blasting  powder  is  conducted  in  the 
**  ordinary  way  of  manufacturing  gunpowder  and  substantially  the  resulting 
"  difference  in  the  composition  of  the  powder  is  that  it  contains  potassium 

35  ^*  nitrate  in  considerable  excess.  The  excess  of  potassium  nitrate  serves  not 
"  only  by  its  absorption  of  heat  to  reduce  the  temperature  of  the  gases  produced 
"  by  the  explosion  but  also  by  providing  an  excess  of  oxygen  in  the  cartridge 
"  to  promote  the  complete  oxidation  of  the  products  of  the  combustion  and  to 
"  prevent  the  liberation  of  inflammable  gases  such  as  heated  carbon  mon-oxide 

40  ^^  and  also  to  avoid  the  formation  of  the  inflammable  form  of  potassium  sulphide. 
"  The  excess  of  potassium  nitrate  is  ascertained  by  calculating  its  proportion 
'*  to  the  actual  carbon  present  in  the  charcoal  and  is  represented  by  the  balance 
"  left  over  after  providing  sufficient  oxygen  fully  to  oxidise  the  carbon. 

"  As  the  charcoal  in  our  powder  is  made  from  wood  and  carbonised  as  fully. 

45  ^'  as  that  for  ordinary  gunpowder,  there  is  but  a  very  moderate  amount  of 
"  volatile  matter  evolved  from  it  on  being  heated.  What  oxygen  and  hydrogen. 
"  are  present  are  nearly  (though  not  absolutely)  in  the  proportion  in  which  they 
"  exist  in  water  and  it  is  not  necessary  therefore  to  draw  on  the  oxygen  of  the 
**  saltpetre  or  other  extraneous  sources  for  oxidation  purposes  beyond  what  is 

50  **  necessary  fully  to  oxidise  the  carbon  and  therefore,  as  stated  above,  the  exces» 
^^  of  potassium  nitrate  acts  as  a  cooling  agent  and  prevents  any  stray  particle  of 
**  carbon  from  escaping  either  wholly  or  partially  unoxidised. 

**  It  is  impracticable  to  use  a  charcoal  containing  the  highest  percentage  of 
«  carbon  attainable  because  owing  to  its  hardness  and  therefore  excessively  slow 

55  '*  combustibility  such  a  charcoal  is  not  suited  to  the  manufacture  of  our  blasting 
"  gunpowder.  Subject  however  to  this  we  use  a  charcoal  which,  whilst  being 
**  reacQly  combustible,  contains  only  a  moderate  amount  of  volatile  matter. 
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"  If  any  considerable  quantity  of  inflammable  hydro  carbons  were  present 
"  (and  especially  any  free  hydrogen  as  is  the  case  with  some  carbonaceous 
"  materials)  it  would  have  a  tendency  to  produce  one  or  other  or  both  of  the 
**  following  effects.  That  is  to  say,  it  would  reduce  the  available  excess^  of 
**  saltpetre  or  it  would  be  evolved  on  the  explosion  unchanged,  and  on  coming  5 
*'  into  contact  with  the  atmospheric  oxygen  in  a  highly  heated  condition  would 
^*  instantly  burst  into  flame.  In  any  case  it  would  be  a  source  of  danger  tending 
^'  in  the  one  event  to  diminish  the  quantity  of  saltpetre  available  for  cooling 
**  and  in  the  other  event  generating  flame,  or  both  these  evils  may  be  produced. 
"  We  therefore  make  choice  of  our  charcoal  with  a  view  to  these  among  other  10 
«<  considerations  and  whilst  selecting  any  particular  charcoal  upon  general 
*•  technical  grounds  we  are  careful  not  to  employ  any  such  variety  as  yields 
"  upon  combustion  any  considerable  quantity  of  inflammable  vapour.  It  is 
"  therefore,  according  to  our  experience,  a  sound  general  rule  to  avoid  such 
**  forms  of  charcoal  as  yield  more  than  about  2296  to  25%  of  volatile  matter  15 
♦*  when  strongly  heated  in  a  current  of  coal  gas  or  hydrogen. 

"  Our  improved  blasting  powder  can  not  only  be  used  in  the  ordinary  meal 
^  or  granular  form,  but  it  has  the  great  advantage  of  being  safe  and  available 
^  for  use  in  gaseous  and  fiery  mines  when  compressed  into  pellets.*' 

The  claims  were  : — *^  1.  A  blasting  powder  compounded  as  herein  specified  in  20 
*•  which  an  excess  of  saltpetre  calculated  to  be  not  less  than  is  hereinbefore  men- 
*^  tioned  in  proportion  to  the  carbon  present  is  incorporated  in  the  manufacture  of 
•*  the  gunpowder  with  a  suitable  charcoal  substantially  as  hereinbefore  described. 
^'  2.  A  blasting  powder  compounded  as  herein  specified  in  which  an  excess  of  salt- 
*'  petre  calculated  to  be  not  less  than  is  hereinbefore  mentioned  in  proportion  25 
**  to  the  carbon  present  is  incorporated  in  the  manufacture  of  the  gunpowder 
**  with  a   suitable  charcoal  and  a  small  proportion  of  sulphur  substantially  as 
^*  hereinbefore  described.      3.  The  use  in  a  cartridge  constructed  in  the  manner 
**  described  in  the  Specification  of  our  said  Patent  No.  232  of  1898  of  potassium 
**  nitrate  as  the  cooling  agent  in  place  of  oxalate  of  ammonia  as  hereinbefore  30 
**  described." 

Curtis  and  Harvey^  Ld.j  began  to  sell  gunpowder  made  under  this  Patent 
by  the  name  of  ^*  Bulldog "  powder.  L.  Davies  thereupon  commenced  an 
action  against  them. 

The  Statement  of  Claim  concluded  as  follows  :— "  (13)  The  Plaintiff  ther«-  35 
*^  fore  says  that  the  said  ^  Bulldog '  powder  is  substantially  and  in  fact  identical 
**  with  the  said  *  Argus '  powder,  and  practically  undistinguishable  therefrom. 
**  (14)  Since  the  date  of  the  last-mentioned  Letters  Patent  the  Defendants  have 
"  ceased  to  sell  the  powder  invented  by  the  Plaintiff,  under  the  name  of  *  Argus  • 
**  powder,  but  have  sold  large  quantities  thereof  under  the  name  of  ^  Bulldog '  40 
^^  powder,  yet  the  Defendants  in  breach  of  the  said  agreement  have  not  paid  to 
*^  the  Plaintiff  the  said  agreed  or  any  proportion  of  the  net  profits  realised  by 
^*  them  from  the  sale  of  the  said  powder,  and  have  failed  to  render  to  the 
"  Plaintiff  any  accormts  in  respect  thereof.  (15)  Alternatively,  the  Plaintiff  says 
<«  that  the  said  *  Bulldog '  powder  is  the  result  of  improvements  in  or  additions  45 
^  to  the  said  invention  as  mentioned  in  the  said  agreement,  yet  the  Defendants 
**  did  not  communicate  or  explain  the  same  to  the  Plaintiff,  and  in  breach  of  the 
*^  said  agreement  have  applied  for  and  obtained  Letters  Patent  in  respect  of  such 
*^  improvements  or  additions  without  the  assent  or  concurrence  of  the  Plaintiff, 
**  and  in  breach  of  the  said  agreement  have  not  paid  to  the  Plaintiff  the  said  50 
^  agreed  or  any  proportion  of  the  net  profits  realised  from  the  sale  of  the  said 
^  powder,  and  have  failed  to  render  to  the  Plaintiff  any  accounts  in  respect 
«*  thereof."    The   Plaintiff    claims  :— "  (1)  An   account   of  the   sales  by  the 
*'  Defendants   of  the   said   ^  Bulldog '   powder,  and   of  the    profits    realised 
**  therefrom  ;  (2)  payment   of   the   sum   which   may  be  found  due  from  the  55 
*<  Defendants   to  the   Plaintiff ;    (3)'  dams^es   for   breach   of  the  said  agree- 
^*  ment ;   (4)  a  declaration  that  the  said  *  Bulldog  *  powder  is  identical  with 
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"  the  said  *  Argus '  powder  invented  by  the  Plaintiff,  or,  alternatively,  that  the 

*'  same  is  the  result  of  an  improvement  in  or  addition  to  the  Plaintiff's  said 

*'  invention  ;  (5)  an  injunction  restraining  the  Defendants  from  selling  the  said 

^  powder  without  accounting  to  the  Plaintiff  for  the  profits  made  and  payment 

f>  "  of  his  due  proportion  thereof  to  the  Plaintiff  ;  (6)  such  further  or  other  relief 

^  as  the  nature  of  the  case  may  require.'' 

The  action  came  on  for  trial  before  Mr.  Justice  Walton. 

The  following  statement  of  the  facts  of  the  case  is  taken  from  the  judgment 

^^  of  the  learned  Judge  at  the  trial : — ^^  In  December  J  896  an  Order  was  made 

if)  ^*  by  the  Home  Secretary,  under  the  Coal  Mines  Regulation  Act,  1896,  that 
*'*  no  explosive  should  be  allowed,  when  used  in  coal  mines,  which  had  not 
*'  satisfied  certain  conditions  specified  in  such  Order,  and  the  effect  of  this 
''  Order  was  to  prevent  the  use  in  coal  mines  of  the  ordinary  blasting  powder, 
**  which  had,  up  to  that  time,  been  manufactured  by  the  Defendants.    The 

15  ^'  object  of  the  Order  was  to  secure  the  use,  for  blasting  purposes  in  coal  mines, 
'*  of  explosives  which  would  not  create  heat  or  fiame  liable  to  cause  ignition  or 
^'  explosion  of  dust  or  i^as  in  the  mines.  On  the  3rd  of  August  1897,  th« 
^'  Defendants  sent  a  circular  letter  to  their  several  works,  and  amongst  them  to 
^*  the  Eames  Ounpowder  Mills,  in  which  they  called  attention  to  the  action  of 

20  *^  ^he  Home  Secretary,  and  stated  that  it  was  evident  that  unless  something  was 
^  done  their  trade  in  blasting  gunpowder  would  be  very  seriously  crippled,  and 
**  that  they  wished  the  managers  of  their  works  at  once  '  to  make  experiments 
**  ^  with  a  view  to  producing  a  blasting  powder  more  likely  than  the  ordinary 
"  *  quality  to  pass  the  Government  tests.'    On  receipt  of  this  letter  the  Plaintiff, 

25  "  Mr.  DavieSy  began  to  make  experiments  in  order  to  carry  out  the  wishes  of 
''  the  Defendants.  The 'results  of  these  experiments  was  that  the  Plaintiff 
"  produced  a  powder  which  he  called  *  Argus '  powder,  composed  of  a  mixture 
'<  of  nitrate  of  potash  or  saltpetre  and  carbon  in  the  form  of  lignite  or  brown 
"  coal,  in  the  proportion  of  about  85  per  cent,  of  the  former  to  14  per  cent,  of 

30  ^  the  latter,  to  which  was  added  about  1  per  cent,  of  sulphur.  An  application 
'*  for  Letters  Patent  in  respect  of  the  invention  of  this  powder  was  made  on 
«  the  26th  of  April  1898,  and  a  Provisional  Specification  (No.  9546  of  1898)  was 
"  lodged  on  the  26th  of  April  1898  by  the  Plaintiff,  jointly  with  Mr.  Charles 
**  William  CurtiSy  and  provisional  protection  was  obtained  for  this  invention. 

35  •*  Ordinary  gunpowder,  as  previously  manufactured  by  the  Defendants  and 
''  others,  though  varying  somewhat  in  its  composition,  may  be  taken  to  have 
^'  been  composed  of  75  per  cent,  of  nitrate  of  potash  or  saltpetre,  15  per  cent,  of 
*'  charcoal,  and  10  per  cent,  of  sulphur.  When  the  Plaintiff  commenced  his 
"  experiments  upon  receiving  the  letter  of  the  3rd  of  August  1897,  his  object 

40  **  was  to  produce  a  powder  which  would  explode  with  little  or  no  fiame,  and 
<<  his  first  idea  was  that  in  order  to  reduce  the  fiame  the  sulphur  should  be,  as 
"  &r  as  possible,  left  out  in  the  composition  of  the  powder.  As  early  as  the 
^*  year  18o5  the  Plaintiff  had  been  experimenting  with  lignite  as  a  substitute 
^*  for  ordinary  charcoal  in  the  manufacture  of  gunpowder.    Lignite  is  a  naturtd 

45  <^  substance  which  is  found  in  the  earth  in  beds  of  considerable  thickness,  and 
^<  in  very  large  quantities  in  some  parts  of  Europe.  Its  formation  appears  to 
*'  have  been  similar  to  that  of  coal.  It  is  a  natural  carbonaceous  substance,  in 
'<  character  something  between  peat  and  coal.  It  is  sometimes  called  ^  brown  coial/ 
^  It  seems  clear  that  if  lignite  could  be  used  as  a  substitute  for  ordinary  charcoal 

50  "  in  the  manufacture  of  gunpowder  a  considerable  economy  would  be  effected. 
<<  The  result  of  the  Plaintiff's  experiments  in  1897,  and  in  the  early  part  of 
"  1898,  was  the  composition  of  a  powder  in  which  the  sulphur  was  practically 
**  left  out,  the  proportion  of  saltpetre  was  increased,  and  lignite  was  substituted 
**  for  ordinary  charcoal.    The  Plaintiff  discovered  that  in  this  powder  he  had 

55  ^*  an  explosive  which,  on,  exjdosion,  emitted  very  little  flame,  as  compared  with 
«<  that  emitted  by  orditwiry  blasting  powder — that  it  wemi  practically  a  flameless 
**  exidoBive." 
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At  the  trial  Walton^  J.,  held  that  the  use  of  lignite  instead  of  ordinary  char- . 
coal  as  the  source  of  carbon  in  the  composition  of  •*  Argus  "  powder  was  of  the 
essence  of  the  Plaintiff's  patented  invention  ;  and  that  the  Defendants,  in  manu- 
facturing "  Bulldog  "  powder  without  usin^  lignite,  were  only  doing  what  all 
the  world  were  entitled  to  do,  and  without  infringing  the  Plaintiffs  Patent ;  5 
and  that  such  manufacture  did  not  come  within  the  agreement ;  and  also  that 
"  Bulldog"  powder  was  not  an  improvement  in  or  aSddition  to  the  "Argus" 
invention.    The  action  was  dismissed  with  costs.* 

The  Plaintiff  appealed.    On  the  hearing  of  the  appeal, 

OrippSj  K.C.,  and  Boskill,  K.C.  (instructed  by  Ashursty  Morris^  Grisp  A.  Co.)  10 
appeared  for  the  Plaintiff ;  Moultoriy  K.O.,  T.  Terrell,  K.C.,  and  J.   W.  Gordon 
(instructed  by  McKenna  Jk  Co.)  appeared  for  the  Defendants. 

CrippSy  K.C.,  and  BosMll,  K.C.,  for  the  Appellant.— In  August  1897  the 
Defendants  sent  a  circular  letter  to  their  several  works  desiring  their  managers 
"  to  make  experiments  with  a  view  to  producing  a  blasting  powder  more  likely  1& 
"  than  the  ordinary  quality  to  pass  the  Government  tests."  The  ordinary  gun- 
powder, as  previously  manufactured,  consisted  ot  about  75  per  cent,  of  nitrate 
of  potash  or  saltpetre,  15  per  cent,  of  charcoal,  and  10  per  cent,  of  sulphur. 
The  Plaintiff  thereupon  commenced  experiments,  which  resulted  in  his  pro- 
ducing a  powder  composed  of  a  mixture  of  nitrate  of  potadi  or  saltpetre  and  20 
carbon  in  the  form  of  lignite,  in  the  proportion  of  about  85  per  cent,  of  the 
former  and  14  per  cent,  of  the  latter,  to  which  was  added  about  1  per  cent,  of 
sulphur.    This  powder  he  patented  and  it  was  sold  under  the  name  of  ^'  Argus."  In 
this  powder  the  sulphur  was  practically  eliminated,  the  proportion  of  saltpetre  waa 
increased,  and  lignite,  which  is  a  natural  carbonaceous  substance,  in  character  25 
something  between  peat  and  coal,  was  substituted.    The  **  Bulldog  "  powder,  as 
patented  by  the  Defendants,  consists  of  about  83  per  cent,  of  saltpetre,  1  per 
cent,  of  sulphur,  and  the  balance  of  charcoal,  and  is  substantially  and  in  &ct 
identical  with  the  "  Argus  "  powder,  and  practically  undistinguishable  from  it. 
There  is  practically  no  difference  between  lignite  and  charcoal.    The  Complete  30 
Specification  provides  that  in  case  the  lignite  in  its  natural  condition  does  not 
conform  to  certain  requirements,  it  may  be  subjected  to  a  carbonising  operation 
at  a  very  low  temperature  in  order  to  bring  it  into  the  desired  condition. 
When  that  has  been  done  there  is  no  chemical  difference  between  it  and  char- 
coal ;  in  fact,  the  chemical  analysis  is  exactly  the  same.    Our  contention  is  that  35 
the  "Bulldog"  powder  is,  in  fact,  "Argus"  powder  under  another  name,  and 
that  we  are  therefore  entitled  to  the  benefit  of  the  agreement  in  respect  of  it. 

Moultoriy  K.C.,  and  T.  Terrelly  K,0.,  for  the  Defendants. — ^This  agreement, 
both  as  a  matter  of  legal  construction  and  in  accordance  with  the  intention  of 
the  parties,  is  limited  to  the  use  of  lignite.  The  Plaintiffs  claim  is  based  on  40 
lignite.  From  beginning  to  end  it  was  accepted  on  both  sides  that  lignite  was 
the  characteristic  of  the  Patent.  The  composition  for  which  protection  was 
claimed  is  one  in  which  lignite,  and  nothing  but  lignite,  is  the  source  o( 
carbon.  In  1898  there  could  be  no  novelty  in  the  proportions  in  which  the 
ingredients  were  used  in  the  manufacture  of  gunpowder.  The  Plaintiff  had  45 
been  advised  that  it  was  impossible  to  prevent  anyone  making  powder  of  salt- 
petre and  charcoal  with  or  without  sulphur.  The  Plaintiff  used  lignite  becau&e 
he  thought  it  afforded  great  and  novel  advantages,  and  he  limited  his  claim  to 
a  powder  in  the  making  of  which  lignite  was  the  source  of  carbon  because  he 
knew  that  it  was  only  by  such  a  limitation  that  he  could  obtain  any  valid  50 
Patent.  The  claim  was  deliberately  and  advisedly  limited  to  a  powder  in  the 
composition  of  which  the  source  of  carbon  used  was  to  be  lignite.  The 
important  feature  of  the  "  Bulldog  "  Specification  is  that  in  the  composition  of 
the  powder,  for  which  protection  is  thereby  claimed,  any  suitable  source  of  carbon 
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may  be  employed.  Lignite  is  not  mentioned  in  that  Specification.  A  powder  in 
the  manufacture  of  which  lignite  is  not  used  is  not  a  powder  manufactured 
under  the  ''  Argus'*  Patent  within  the  meaning  of  the  agreement,  and  a  powder, 
in  the  manufacture  of  which  some  other  source  of  carbon  and  not  lignite  is 
5  used,  is  not  an  improvement  in  or  an  addition  to  the  '^  Argus  "  invention  within 
the  meaning  of  the  agreement.  The  Defendants  are  not,  under  the  agreementt 
bound  to  pay  a  royalty  to  the  Plaintiff  on  gunpowder  which  neither  the 
PlaintiflE  nor  the  Defendants,  by  virtue  of  the  **  Argus  "  Patent,  could  prevent 
anyone  else  from  using. 

10  Cripps^  K.C.,  in  reply. — ^The  essence  of  the  Plaintiff's  invention  was  the  pre- 
ponderance of  saltpetre  and  the  almost  total  elimination  of  sulphur.  Both 
parties  were  seeking  to  get  a  sulphurless  powder  for  blasting  purposes.  Lignite 
is  simply  charcoal  in  the  form  of  lignite.  There  is  practically  no  difference 
between  the  "  Argus  "  and  "  Bulldog  "  powders.     What  the  Defendants  have 

15  done  is  either  an  infringement  of  the  Plaintiff's  Patent  or  it  is  an  improvement 
of  that  Patent  within  the  meaning  of  the  clause  relating  to  improvements  and 
additions  in  the  agreement. 

Yaughah  Williams,  LJ.—ln  this  case  the  Plaintiff,  who  was  manager  of  a 
ffunpowder  factory  carried  on  by  Curtis  and  Harvey^  Ld.y  at  Eames,  Kyles  of 

20  Bute,  under  the  style  of  the  Karnes  Gunpowder  Companyy  sues  the  Defendants 
for  tiie  breach  of  an  svgreement  between  the  Plaintiff  and  the  Defendante« 
Curtis  and  Harvey,  Ld,^  dated  the  13th  of  January  1899.  By  that  agreement 
the  Defendants  undertook,  during  its  continuance,  to  pay  to  the  Plaintiff  a 
royalty  of  20  per  cent,  on  all  net  profits  which  they  might  realise  by  the  sale  of 

25  powder  manufactured  under  what  is  described  in  the  agreement  as  ^^  the  said 
**  Letters  Patent."  In  truth  and  in  fact,  no  Letters  Patent  existed  at  the  date 
of  the  agreement.  A  Provisional  Specification  for  an  improved  explosive  had 
been  filed  by  the  Plaintiff  and  Charles  William  Curtis  on  the  26th  of  April 
1898,  and  the  Complete  Specification  was  filed  on  the  26th  of  January  1899, 

30  and  accepted  on  the  25th  of  March  1899,  provisional  protection  being  obtained 
in  the  meanwhile.  By  the  said  agreement  the  manu&cture  and  sale  of  powder 
according  to  the  said  invention  was  to  be  in  the  absolute  discretion  of  Curtis 
and  Harvey  Ld.  By  Clause  5  of  the  agreement,  ''The  said  Curtis  and 
^  Harvey^  Ld.,  and  Leyshon  Davies  will  during  the  continuance  of  the  said 

35  ^  Letters  Patent,  so  long  as  the  said  Patent  is  being  worked  on  joint  account 
*'  under  this  agreement,  communicate  and  explain  to  each  other  any  improve- 
"  ments  in  or  addition  to  the  said  invention  which  may  now  be  within  or  which 
'^  may  hereafter  come  to  their  knowledge,  and,  subject  to  the  provisions  as  to 
^^  foreign  and  colonial  Patents  of  Clause  9  hereof,  will  not  apply  for  Letters 

40  ^  Patent  in  respect  of  any  such  improvement  or  addition  except  as  joint 
'*  applicants,  and  all  such  improvements  and  additions  shall  be  deemed  to  be 
'*  covered  by  and  included  in  the  terms  of  this  agreement  unless  otherwise 
*'  specially  arranged  in  writing."  By  Clause  6,  '^  The  said  Curtis  and  Harvey, 
'*  Ld.,  and  Leyshon  Davies  will  not  during  the  continuance  of  this  agreement 

45  **  dispute  or  object  to  the  validity  of  the  said  Letters  Patent,  but  will  use  their 
**  best  endeavours  to  detect  any  suspected  infringement  of  the  said  Letters 
'^  Patent,  and  will  promptly  inform  each  other  of  any  such  suspected  inMnge- 
«*  ment."  The  breach  complained  of  by  the  Plaintiff  is  that  the  Defendants, 
under  the  name  of  '^  Bulldog  "  powder,  have  sold  large  quantities  of  a  powder 

50  which  is  identical  with  the  powder  described  in  the  Specification  of  the  Plaintiff 

and  Charles  William  Curtis^  who  was  a  member  of  the  firm  of  Curtis  and 

Harvey,  and  was  joined  with  the  Plaintiff  in  Xhe  Patent  application  for  that 

reason. 

The  Defendants  deny  the  identity  of  "  Bulldog  "  with  "  Argus  "  powder,  but 

55  in  my  judgment  the  evidence  fully  proves  the  identity,  with  the  exception  that 
under  the  invention  disclosed  in  the  Complete  Specification  filed  by  the  Plaintiff 
and  C  W.  Curtis  lignite  is  designated  arthe  source  of  carbon.    In  this  Complete 
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Specification  the  words  are  : — "We  have  found  that  the  quality  ot  lignite  best 
"  suited  for  this  purpose  is  such  that  the  Yolatile  matter  in  it  does  not  exceed 
"  40  per  cent.,  nor  fell  below  30  per  cent,  of  its  weight,  and  the  percentage  of 
"  ash  ranges  from  about  7  to  10  per  cent.  In  case  the  lignite  in  its  natural 
*'  condition  does  not  conform  to  these  requirements  it  may  be  subjected  to  a  5 
"  carbonising  operation  at  a  very  low  temperature,  in  order  to  bring  it  into  the 
"  desired  condition,  but  it  will  be  understood  that  these  proportions  may  be 
"  subject  to  some  variation  according  to  the  exact  purpose  for  which  the 
^'  powder  is  to  be  used.*'  The  chemical  analysis  of  lignite,  of  the  quality 
described,  probably,  and  certainly  the  chemical  analysis  of  carbonised  lignite,  10 
does  not  differ  from  the  chemical  analysis  of  charcoal  of  a  proper  quality  to 
use  in  the  manufacture  of  "  Bulldog  "  powder. 

The  fects  leading  up  to  the  agreement,  for  the  breach  of  which  this  action  is 
brought,  may  be  stated  as  the  following.    The  Home  Office  on  the  19th  of 
December  1K96  made  an  Order  under  the  provisions  of  section  6  of  the  Coal  15 
Mines  Regulation  Act  of  1886  that  no  explosive  should  be  allowed  to  be  used 
in  coal  mines  which  did  not  satisfy  the  tests  and  conditions  specified  in  the  said 
Order.    The  object  of  the  said  Order  and  the  test  therein  specified  was,  to  secure 
that  the  use  of  explosives  in  such  mines  should,  asfer  as  possible,  be  unattended 
by  the  emission  of  fiame.    Curtis  and  Harvey y  in  consequence  of  the  said  Order,  20 
issued  a  circular  to  the  managers  of  their  various  works,  which  included,  among 
others,  the  works  known  as  the  Eames  factory  and  the  Hounslow  works^  and 
pointed  out  that  in  future  no  blasting  powder  would  be  permitted  to  be  used 
unless  it  had  passed  the  Home  Office  tests  at  Woolwich,  and  went  on  to  say    . 
that  it  was  evident  that  unless  something  was  done  the  trade  of  Curtis  and  25 
Harvey  in  blasting  powder  would  be  very  seriously  crippled,  and  that  they 
wished  their  managers  at  once  to  make  experiments  with  a  view  to  producing 
a  blasting  powder  more  likely  than  the  ordinary  quality  to  pass  the  Government 
tests.    They  suggested  that  the  proportion  of  ingredients  should  be — saltpetre 
75  per  cent.,  charcoal   15  per  cent.,  and  sulphur  10  per  cent.    The  circular  30 
concluded  :  **  Spare  no  efforts  to  produce  a  powder  likely  to  give  satisfaction, 
**  otherwise  we  fear  there  will  not  be  enough  work  for  all  our  factories,  and 
**  one  at  least  will  have  to  be  closed."    The  Plaintiff  as  early  as  August  1897 
was  making  experiments  with  a  view  to  producing  the  desired  blasting  powder, 
and  soon  expressed  a  desire  to  have  the  powder  resulting  from  his  experiments  35 
tested  at  Woolwich.    He  did  not,  however,  follow  the  lines  suggested  in  the 
circular.    His  idea  was  to  get  rid  of  sulphur  as  an  element  of  danger,  and  he 
discovered  that  the  increase  of  saltpetre  assisted  in  the  same  direction  for 
reducing  the  flame.    He  conducted  his  experiments  with  ordinary  charcoal, 
leaving  out  the  sulphur  and  gradually  increasing  the  saltpetre  from  75  to  85,  40 
and  it  occurred  to  him,  as  the  result  of  some  previous  experience  which  he  had 
with  lignite,  that  he  might  use  it  as  the  equivalent  for  ordinary  chucoal,  the 
advantage  being  that  it  was  cheaper,  because  it  contained  certain  properties  in 
the  natural  condition  that  were  easier  to  obtain  thus  than  to  obtain  artificially, 
and  the  Plaintiff  in  April  1898  forwarded  to  the  London  firm  a  Provisional  45 
Specification  of  a  new  blasting  powder  without  sulphur,  and   with  lignite 
substituted  for  charcoal.    The  London  house,  after  an  interview  with  Mr. 
McKennay  a  Patent  agent,  relative  to  the  proposed  Patent  for  blasting  powder    . 
made  with  saltpetre  and  lignite,  suggested  tlutt  saltpetre  and  charcoal  (merely 
omitting  the  sulphur)  would  not  be  a  valid  Patent,  and  that  the  substitution  of  50 
lignite  for  charcoal  in  combination  with  saltpetre  would  probably  not  be  so, 
but  that  if  it  could  be  shown  that  the  function  of  lignite  as  proposed  to  be  used 
in  the  Provisional  Specification  was  quite  different  from  that  of  lignite  used 
already  in  some  blasting  compounds — although  in  a  very  small  proportion  of 
the  ingredients— then  it  was  most  likely  that  a  Patent  would  hold  good.    The  55 
answer  of  the  Plaintiff  was  that  the  claim  is  based  on  a  combination  of  saltpetre 
and  lignite  in  the  proportions  given,  solely  on  acoouiitof  the  reduction  in  flame 
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thereby  produced  in  comparison  with  ordinary  so  called  gunpowder.  The 
London  house  on  the  14th  of  April  asked  the  Plaintiff  what  advantages  could 
be  proved  to  exist  by  using  some  soi-t  of  lignite  over  results  obtainable  by 
using  some  sort  of  charcoal,  **  in  view  of  the  fact  that  we  could  not  prevent 
5  ^  anyone  making  powder  of  any  proportions  of  saltpetre  and  charcoal,  with 
^^  or  without  sulphur/*  The  Plaintiff  does  not  seem  to  have  answered  this 
question  otherwise  than  by  referring  to  the  smallness  of  the  flame  appearing  in 
photographs  taken  on  experiments  with  blasting  powder  made  by  him  with 
saltpetre  and  lignite. 

10  A  long  correspondence  between  the  parties  and  with  the  Home  Office 
inspectors  was  put  in  evidence.  Occasionally  the  Plaintiff  laid  great  stress  on 
the  lignite,  as  where  he  said  that  the  old  comnosition  having  been  saltpetre 
75  per  cent.,  charcoal  15  per  cent.,  sulphur  10  per  cent.,  milled  3  hours,  the 
new  patent  powder  is  made  on  entirely  different  lines,  sulphur  being  left  out, 

15  and  the  ordinary  charcoal  substituted  by  quite  a  new  materitd,  milling 
\\  hours.  I  have  very  little  doubt,  however,  that,  although  the  Plaintiff  really 
believed  in  the  advantage  of  lignite  by  reason  of  its  being  cheaper  than  ordinary 
charcoal,  he  was  disposed  to  exaggerate  the  importance  of  lignite  as  conducing 
to  safety,  because  it  was  possible  to  obtain  protection  under  a  Provisional 

20  Specification  based  on  a  combination  including  definite  proportions  of  lignite 
of  a  certain  quality  and  saltpetre.  It  would  be  practically  impossible  to  protect 
a  powder  based  merely  on  exclusion  of  sulphur  and  certain  proportions  of  salt- 
petre and  ordinary  charcoal,  and  I  think  that  the  evidence  shows  that  Colonel 
Curtis  shared  this  view ;   a  view  which  is  evidenced  by  the  letter  of  the 

25  Plaintiff  of  the  24th  of  August  1898,  in  which,  when  writing  on  behalf  of  the 
firm  to  the  Government  Inspector,  he  says  : — "  The  term  lignite  being  originally 
"  employed  or  specified  principally  with  the  view  of  obtaining  what  little  pro- 
"  tection  is  possible  nowadays  for  a  modified  explosive  under  the  Patents 
"  Act : "  and  the  letter  of  the  12th  of  July  1900,  in  which  the  Plaintiff  writes  :— 

30  ^  In  the  Specification  lignite  was  made  the  special  feature,  it  being  doubtful 
"  whether  protection  could  be  had  without  it."  In  the  course  of  the 
correspondence  with  the  Inspector  of  Explosives  a  difficulty  was  made  as  to  the 
manufacture  of  the  new  blasting  powder  under  the  continuing  certificate  of 
Curtis  and  Harvey  if  lignite  was  described  as  such.     The  difficulty  was  got 

35  over  by  the  Plaintiff  stating  to  the  Inspector  that  the  carbonaceous  matter  used 
in  the  **  Argus  "  powder  was  charcoal  obtained  from  lignite,  and  accordingly,  in 
the  schedule  containing  Oovemment  permission  for  the  use  in  coal  mines  of  certain 
blasting  powders,  '^  Ai^us  "  powder  is  described  as  having  not  less  than  17  parts 
of  charcoal,  no  mention  being  made  of  lignite,  and  the  Provisional  Specification 

40  is  amended  in  the  Complete  Specification  by  the  provision  for  carbonising 
lignite  at  a  low  rate  of  temperature.  It  does  not  seem  to  me,  however, 
tl^t  this  arrangement  with  the  Government  Insi)ector  eliminates  lignite  as  a 
characteristic  of  the  new  blasting  powder.  The  letter  of  the  16th  of  September 
1898  makes  it  clear  that  the  omission  of  lignite  as  the  source  of  charcoal  was 

45  for  the  express  purpose  of  not  disclosing  the  Plaintiff's  discovery  as  to  lignite 
and  the  analysis  of  the  carbon  used  by  him.  It  seems,  to  say  the  least  of  it, 
doubtful  whether  the  powder  which  passed  the  test  at  Woolwich  contained  any 
artificially  carbonised  lignite,  or  anything  but  raw  lignite.  The  carbonised 
lignite  and  the  raw  lignite,  however,  both  of  them  served  to  reduce  the  cost  of 

50  the  powder  below  what  it  would  have  been  if  ordinary  charcoal  had  been  used. 
Curtis  and  Harvey  never  seem  to  have  treated  the  presence  of  lignite  as  of  the 
essence  of  the  discovery  of  the  new  blasting  powder  which  was  to  pass  the 
Government  tests ;  for  in  October  1898,  there  being  a  question  of  priority  of 
invention  between  the  manager  at  Kames  factory  and  the  manager  at  Hounslow 

55  factory,  Curtis  and  Harvey  treated  the  question  as  one  of  mfere  priority  in 
time,  although  the  Plaintiff's  invention  was  of  certaM  proportions  of  lignite  and 
Baitpetre  in  a  sulphurless  ^wder,  and  the  Hounslow  mftnagef's  invention  was 
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of  similar  proportions  of  saltpetre  and  ordinary  charcoal.  The  OoTemment 
authorities,  before  permitting  the  "Argus'*  powder  to  be  placed  upon  the 
"  permitted  "  list,  required  a  detailed  definition  of  the  ingredients.  This*  like 
the  description  in  the  schedule  to  the  Order,  makes  no  mention  of  lignite,  and 
Colonel  Curtis  called  the  Plaintiffs  attention  to  the  discrepancy  between  the  5 
process  therein  described  and  that  protected  under  the  Provisional  Specification. 
But  the  agreement  of  the  13th  of  January  1899,  sued  upon,  is  based  on  the 
Provisional  Specification,  although  no  doubt  some  effort  was  made  by  the 
Complete  Specification  at  a  later  date  to  secure  some  sort  of  conformity  between 
the  definition  of  the  permitted  powder  and  the  process  covered  by  the  Complete  10 
Specification.  And  just  before  the  agreement  was  entered  into,  Curtis  and 
Harvey^  in  writing  to  the  Home  Office  on  the  2nd  of  September  1898,  say, 
speaking  of  *'  Argus  "  powder,  "  We  note  the  amended  percentages  of  saltpetre 
"  and  charcoal  are  sanctioned.  The  powder  is  protected  provisionally  in  the 
"  names  of  C  W.  Curtis  and  L.  Davies"  I  confess  that  if  the  correspondence  15 
had  stopped  here  1  should  have  hesitated,  notwithstanding  the  terms  of  the 
Specification,  to  have  held  that  lignite  was  of  the  essence  of  the  process,  the 
subject  of  the  agreement  of  the  13th  of  January  1899.  But  it  is  plain  from  the 
letter  of  the  5th  of  December  1898,  written  by  Messrs.  Kidstones^  the  solicitors 
who  acted  for  the  Plaintiff  in  settling  the  agreement,  that  the  greatest  stress  is  20 

Eut  upon  the  validity  and  utility  of  the  Patent,  and  of  the  special  carbon  which 
e  himself  thought  of  for  such  a  powder.  Moreover,  before,  and  at  the  time 
when  the  agreement  was  made,  the  Plaintiff  was  well  aware  that  "  Earthquake  '• 
powder,  which  is  identical  with  "  Argus  "  powder  except  for  the  lignite,  and  is 
substantially  identical  with  "Bulldog"  powder,  had  already  appeared  in  the  25 
"  permitted "  list,  and  the  Plaintiff  has  never  suggested  that  "  Earthquake  *' 
powder  came  within  the  agreement. 

Now  in  the  face  of  this,  I  cannot  say  that  the  conclusion  of  Mr.  Justice  WaUon 
is  wrong,  although  1  do  not  regard  this  as  a  Patent  case,  but  as  a  case  of  the  con- 
struction of  an  agreement  with  a  schedule  describing  the  invention  the  subject  of  30 
the  agreement ;  and  although  I  cannot  doubt  that  for  a  long  time  Curtis  and 
Harvey  did  regard  the  discovery  of  the  new  blasting  powder  as  the  discovery 
of  a  sulphurless  powder,  constituted  with  saltpetre  and  charcoal,  and  did  regard 
lignite  as  the  chief  source  of  carbon,  yet  before  and  at  the  time  of  the  agreement 
they  and  their  successors,  Uie  Limited  Company,  under  pressure  from  the  35 
Plaintiff,  came  to  regard  lignite  as  of  the  essence  of  the  discovery.  This  view 
equally  disposes  of  the  Plaintiff's  claim  in  respect  of  improvements  or  additions, 
and,  although  the  case  is  rather  a  liard  one  on  the  Plaintiff,  this  appeal  must  be 
dismissed  with  costs. 

ROMSR,  LJ". — I  also  am  of  the  same  opinion,  that  in  this  case  we  ought  not  10 
to  differ  from  the  Judge  in  the  Court  below.    If  you  look  at  the  Specification 
6f  the  Plaintiff's  invention,  it  is  clear  that  he  expressly  limits  himself,  so  &r  as 
regards  the  powder,  the  subject  of  the  invention,  to  getting  his  supply  of  carbon 
in  the  form  of  lignite  from  brown  coal,  and  in  the  subsequent  portion  of  the 
Specification  that  is  not  altered.    Subsequently,  in  the  Specification,  he  points  45 
out  what  the  quality  of  lignite  is  that  is  best  suited  for  his  purpose,  and  then 
says,  that  in  case  lignite  in  its  natural  condition  does  not  conform  to  his 
requirements  it  may  be  "  subjected  to  a  carbonising  operation  at  a  very  low 
"temperature  in  order  to  bring  it  into  the  desired  condition.'*    In  other  words, 
his  Patent  is  expressly  limited,  so  far  as  the  carbon  is  concerned,  to  lignite,  or  50 
to  lignite  which  has  been  subjected  to  what  he  calls  the  carbonising  operation. 
That  view  of  the  Patent  is  further  borne  out  by  considering  the  state  of 
knowledge  with  regard  to  the  manufacture  of  gunpowder  at  the  time  this 
Patent  was  taken  out ;  and  of  course  it  is  essential  in  cases  of  this  kind,  in 
order  to  thoroughly  ascertain  what  is  the  scope  of  an  invention,  and  in  what  its  55 
essence  consists,  to  know  the  state  of  knowledge  of  the  time  in  reference  to 
the  matter  that  is  the  subject  of  the  Patent.    Doing  that  in  this  case,  I  am 
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satisfied  myself  that  the  essence  of  the  PlaintifP's  invention  was  the  insertion 
of  a  claim  for  carbon,  limited,  as  he  makes  it,  to  lignite,  or  to  lignite  subjected  to  a 
carbonising  operation.  Indeed,  I  think  that  claim  in  respect  of  the  lignite,  having 
regard  to  tiie  state  of  knowledge  at  the  time,  was  the  only  thing  that  made  this 
5  Patent  valid,  if  it  be  valid,  a  question  which  we  have  not  to  consider  on  this 
appeal.  The  argument  in  favour  of  the  validity  of  the  Patent  would  be  this :  that 
this  Patentee,  for  the  first  time,  had  brought  in  for  use  in  a  powder  such  as  he 
was  putting  before  the  public — ^that  is  a  sulphurless  powder,  which  was  otherwise 
well  known — ^a  new  material  in  the  form  of  carbon,  and  a  new  form  of  carbon 

10  which  had  a  special  mercantile  advantage  inasmuch  as  it  was  cheaper  than  the 
ordinary  commercial  artificially  made  charcoal,  which  was  the  material 
ordinarily  used  in  these  sulphurless  powders. 

That  being  the  position  of  afbirs,  it  is  perfectly  clear  that  the  agreement 
which  is  sought  to  be  enforced  in  this  action,  did  not  make  the  Defendants 

15  liable  to  pay  royalties  on  any  powder  which,  admitting  the  validity  of  the 
Patent,  could  be  manufactured  by  anyone  without  infringing  the  Patent ;  and 
it  appears  to  me  that  if  any  person,  notwithstanding  the  existence  of  this 
Patent,  treating  it  as  a  valid  Patent,  had  taken  the  Plaintiff's  powder,  but 
substituted  the  ordinary  charcoal  for  lignite,  or  lignite  carbonaceously  treated, 

20  that  person  could  use  the  powder  hot  so  made  without  infringing  the 
Patent.  That  being  so,  it  is  clear  to  me  that  the  Defendants  here  could 
have  used  such  a  powder  under  the  agreement  without  paying  any  royalty 
to  the  Plaintiff.  I  am  further  satisfied,  I  am  glad  to  say,  that  that 
view  is  borne  out  by  the  correspondence,  which  shows  me  what  I  other- 

25  wise  should  have  gathered  from  the  state  of  knowledge  and  the  claim  in 
the  Specification  that  it  would  be  contrary  to  the  agreement  between  the  parties 
as  understood  by  them,  and  contrary  to  the  true  intention  of  the  parties,  to 
make  the  Defendants  pay  a  royalty  on  the  powder  which  they  are  now  manu- 
facturing under  the  name  of  "  Bulldog,"  which  to  my  mind  is  only  a  common 

20  form  of  sulphurless  powder  which  anyone  could  use  without  infringing  the 
Plaintiffs  Patent.  Much  was  attempted  to  be  made  on  this  question  of.  the 
intention  of  the  application  which  was  made  to  the  Home  Office  by  a  letter  of 
the  24th  of  August,  1898,  and  subsequent  letters,  but  if  you  look  at  the  ground 
on  which  that  application  was  made,  and  why  it  was  made,  it  clearly  affords 

35  no  assistance  whatever  to  the  Plaintiff.  It  was  important  to  the  Defendants 
that  their  permit  under  which  they  were  manufacturing  gunpowder  should, 
if  possible,  extend  to  this  new  patented  powder,  but  a  dif&culty  arose 
beciiuse  the  Home  Office  took  the  view  that  lignite  not  being  like  ordinary 
charcoal,  and  therefore  not  a  common  ingredient  in  gunpowder,  the  Plaintiff's 

40  invented  powder  would  not  be  permitted  to  be  manufactured  under  the 
existing  permit.  After  a  great  deal  of  very  ingenious  correspondence  on  the 
part  of  the  Plaintiff,  acting  for  the  Defendants,  and  the  Home  Of&ce,  what  I 
may  call  a  modus  vivendi  was  arrived  at  in  this  wise.  It  was  suggested 
that  inasmuch  as  lignite  was  going  to  be  carbonaceously  treated,  after  all  yon 

45  might  say  in  a  sense  it  was  a  kind  of  charcoal,  and  though  it  was  a  kind  of 
chsurcoal  derived  from  lignite,  still  the  powder  could  not  be  said  not  to  be  a 
gunpowder,  and  ultimately  for  the  purposes  of  the  permit  it  was  treated  as  a 
gunpowder,  because  it  might  be  said  to  be  in  a  sense  charcoal  derived  from 
lignite.   I  think  the  result  of  his  application  to  the  Home  Of&ce  was  very  well  put 

50  by  Mr.  Davies  in  his  telegram  of  the  28th  of  November  1898,  where  he  says  that : 
**  Lignite,  in  form  used,  accepted  by  Duprez  '*  (that  is  on  behalf  of  the  Home 
Office)  "  as  charcoal  but  purposely  undefined  by  special  favour."  Clearly  you 
cannot  interpret  either  the  agreement  or  the  Specification  by  this  correspon- 
dence with  the  Home  Office,  but  if  it  is  rightly  understood,  to  my  naind  it 

55  forms  no  ground  whatever  for  the  contention  on  behalf  of  the  Plaintiff  that  it 
was  intended  that  the  agreement  that  we  have  to  consider  in  this  action  was  based 
on  the  footing  that  the  Plaintiff's  invention  extended  so  as  to  cover  charcoal. 


578  REPORTS  OF  PATENT,  DESIGN,  [Sept  8, 1908. 

Davies  t.  Curtis  and  Harvey^  Ld. 

without  r^fard  to  the  special  matter  from  which  it  was  derived.  It  is  clear  to 
my  mind,  therefore,  that  the  "Bulldog"  powder,  not  being  an  infringement 
of  the  essence  of  the  PiaintiflPs  invention,  there  has  been  no  infringement  of 
the  Patent  and  no  royalty  will  have  to  be  paid  on  it  under  the  agreement 
The  "  Bulldog  "  powder,  to  my  mind,  cannot  be  said  to  be  a  colourable  imitation  5 
of  the  PiaintiflPs  gunpowder;  to  my  mind  it  is  substantially  diflPerent.  It 
diflEers  in  tiie  very  fact  that  it  has  no  part  of  the  very  essence  of  the  PlaintifFs 
invention  in  it,  namely,  the  lignite,  or  lignite  carbonaceously  treated.  Nor  is  it  an 
improvement  on  or  addition  to  the  PlaintiflE's  invention.  Seeing  that  the  essence 
of  the  PiaintiflPs  invention  was  the  abandonment  of  ordinary  charcoal  for  10 
lignite  and  lignite  carbonaceously  treated,  it  cannot  be  said  to  be  an  addition 
to,  or  an  improvement  on,  that  invention.  The  way  to  treat  the  question 
whether  any  particular  powder  would  be  an  addition  to,  or  an  improve- 
ment on,  the  PlaintiflE's  invention,  would  be  to  see  whether,  assuming  the 
PiaintiflPs  Patent  to  be  valid,  and  assuming  a  person  to  be  using  that  15 
powder  without  licence  from  the  Patentee,  it  would  be  an  infringe- 
ment. Applying  that  test  here,  which  is  obviously  the  right  test,  it  is 
clear  to  my  mind  that  you  would  have  the  answer  here  that  the  "  Bulldog '* 
powder  is  no  infringement  whatever  of  the  PiaintiflPs  Patent,  either  regarded 
as  an  improvement  or  an  addition,  or  anything  of  the  sort.  It  is,  as  I  have  20 
said,  a  substantially  diflferent  powder,  diflEering  from  the  PiaintiflPs  powder  in 
its  very  essence.  For  these  reasons  it  appears  to  me  that  the  PiaintiflPs  action 
was  rightly  dismissed  and  that  the  appeal  fails. 

Stirling,  L.J. — I  am  of  the  same  opinion.  The  agreement  with  which  we 
have  to  deal  may  be  regarded  from  two  points  of  view  :  first,  as  an  agreement  25 
for  payment  of  royalties  under  a  Patent,  and  secondly,  as  an  agreement  between 
employer  and  employed  for  the  remuneration  of  the  employed  in  respect  of 
services  he  has  rendered  to  his  employer.  I  shall  make  a  few  remarks  on  each 
point  of  view. 

Treating  it,  first  of  all,  as  an  agreement  for  the  payment  of  royalties,  the  30 
agreement  is  based  on  the  Provisional  Specification,  which  bears  date  the  25th 
of  April  1898,  the  Complete  Specification  bearing  date  only  the  25th  of  January 
1899.    The  Patent  is  for  an  improved  explosive,  and  the  invention  is  stated  to 
have  for  its  object  **  to  provide  an  inexpensive  and  practically  flameless  explo- 
"  sive  suitable  for  blasting  purposes,  especially  in  mines  where  the  production  35 
"  of  flame  is  objectionable,  and  also  for  use  in  small  arms."    The  improved 
explosive  is  stated  to  be  composed  of  a  mixture  of  charcoal  in  the  form  of 
nitrate  of  potash,  or  saltpetre,  and  carbon  in  the  form  of  lignite  in  the  propor- 
tion of  about  85  per  cent,  of  the  former  to  14  per  cent,  of  the  latter,  and  the 
Provisional  Specification  adds,  "to  which  is  or  may  be  added  about  1  per  40 
"  cent,  of  sulphur."    So  much  is  common  to  both  the   Provisional  and  the 
Complete  Specifications.    It  is  now  said  that  this  Patent  extends  to  all  powders 
made  of  saltpetre  or  charcoal,  whatever  the  source  of  charcoal  may  be,  provided 
the  percentage  of  sulphur  is  small.    It  was,  however,  perfectly  well  known 
that  other  forms  of  charcoal,  not  derived  from    lignite,  were  made  use  of  45 
in  the  manufacture  of  powder,  yet  no  reference  is  made  to  the  use  of  these  in 
the  Specifications.    In   the   Complete    Specification  there    is  introduced  an 
additional  clause  on  page  2  from  lines  3  to  10,  which  deals  with  lignite.    This 
has  already  been  read,  and  I  do  not  repeat  it.    It  seems  to  me  that  the  object 
of  this  paragraph  is  not  to  extend  the  ambit  of  the  Patent  as  regards  carbon,  50 
but  rather  to  limit  it ;  in  fact  to  point  out  that  not  every  form  of  lignite  gives 
the  best  result,  and  that  inferior  lignite  may    be    made    more   suitable    by 
subjecting  it  to  a  carbonising  operation. 

If  the  matter  stood  there  I  should  come  to  the  conclusion  on  the  construction 
of  the  Specification,  that  the  Patent  was  designedly  limited  to  an  explosive  of  55 
which  the  carboh  element  was  to  be  in  the  form  of  lignite.    But  tiiie  corre- 
spondence which  has  been  put  in  evidence  places  the  matter  beyond  all  question. 
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For  example,  on  the  27th  of  Jane  1898,  the  Plaintiff  writes  to  Mr.  Williamsony 
who  had  applied  for  a  Patent  for  the  use  of  lignite  as  an  ingredient  in  an 
explosive,  a  letter  in  ^hich  he  points  out  that  a  gunpowder  giving  the  desired 
results  may  now  be  produced  from  other,  and  even  cheaper  substances  than 
5  lignite,  that  are  in  no  way  patented.  In  a  letter  signed  by  the  Plaintiff,  and 
written  to  the  Inspector  of  Explosives  on  the  22nd  of  September  1898,  he  states 
that :  ^^  The  carbonaceous  substance  used  in  the  new  explosive  is  obtained  from 
"  lignite  or  brown  coal  that  has  been  subjected  to  a  very  low  temperature  after 
**  having  been  taken  out  of  the  ground,  sufficient  to  convert  the  whole  into  a 

10  **  slack  burnt  charcoal  somewhat  similar  in  character  to  charcoal  obtainable 
"  from  wood,  and  particularly  certain  straws  when  treated  in  the  same  manner.'* 
Yet  there  is  not  a  word,  either  in  the  Provisional  or  in  the  Complete  Specifi- 
cations in  reference  to  the  use  of  these  in  his  improved  explosive.  It  was 
contended,  however,  that  a  powder  in  which  the  ingredient  charcoal  was  derived 

15  from  a  source  other  than  lignite  was  an  '^  addition  or  improvement  '*  within 
Clause  5  of  the  agreement,  but  in  my  opinion  the  use  of  charcoal,  deliberately 
excluded  from  the  Plaintifl^s  Patent,  is  not  properly  described  as  an  addition 
to,  or  an  improvement  on,  the  invention. 

I  shall  then  pass  on  to  a  consideration  of  the  agreement  in  the  second 

20  aspect  which  I  have  stated.  The  origin  of  the  whole  matter  was  this,  that  in 
the  year  1897  the  Oovemment  saw  fit  to  impose  restrictions  on  the  use  of 
powder  for  blasting  purposes  in  mines.  The  position  taken  up  by  the  Home 
Secretary  seriously  alarmed  Curtis  and  Harvey ^  the  Plaintiff's  employers,  who 
issued  to  the  mamigers  of  their  works  a  circular  in  which  they  said  :  *'  Unless 

25  "  something  is  done  our  trade  in  blasting  powders  will  be  very  seriously 
^  crippled,  and  we  wish  you  at  once  to  make  experiments  with  a  view  to  pro- 
'^  ducing  a  blasting  powder  more  likely  than  the  ordinary  quality  to  pass  the 
"  Goverment  tests."  The  matter  was  taken  up  with  zeal  by  the  Plaintiff,  who 
was  then  manager  of  the  works  known  as  the  Kames  works  in  the  Eyles  of 

30  Bute,  in  Scotland,  and  also  by  Mr.  Dum/ordy  the  manager  of  the  works  at 
Hounslow,  also  belonging  to  the  Defendants.  Each  of  these  gentlemen 
appeared  to  have  discovered  that  it  was  of  importance  to  reduce  the  amount  of 
sulphur  in  the  powder,  and  the  Plaintiff  attached  great  importance  to  the  use 
of  lignite,  which  was  a  cheap  material,  and  he  stated  so  specifically  in  a  letter 

35  of  his  of  the  25th  of  March,  1898,  and  this  advantage  is  referred  to  in  the 
Specification.  The  Plaintiff  and  Mr.  Dum/ord  appear  to  have  worked  in 
complete  independence  of  each  other,  and  in  April  or  May,  1898,  application 
was  about  to  be  made  to  have  the  powder  tested  by  the  Government  at  Woolwich, 
and  for  this  purpose  communications  passed  between  the  Eames  works  and 

40  the  Hounslow  works  and  the  head  office  in  London,  the  result  of  which  was 
that  the  Plaintiff  and  Mr.  Dum/ord  became  acquainted  to  some  extent  with 
the  nature  of  the  powder  which  they  respectively  proposed  to  submit 
to  the  authorities.  Each  in  the  correspondence  expressed  surprise  that  the 
other  had  sent  in  a  powder  containing  only  a  small  proportion  of  sulphur. 

45  I  refer  to  the  letter  of  the  17th  of  May  from  the  Plaintiff  and  of  the  19th  of 
May  1898  from  Hounslow.  On  the  20th  of  May  the  head  office,  in  writing  to 
the  Plaintiff,  says  this  :  '*  As  to  the  making  of  sulphurless  powder  at  Hounslow, 
**  you  will  notice  they  have  been  carrying  on  experiments  since  November  last. 
^  Of  course,  theirs  has  no  lignite  in  it."    It  is  clear,  therefore,  that  the  Plaintiff 

50  was  aware  that  there  was  being  put  forward  at  Hounslow  a  powder  which  was 
practically  sulphurless,  and  it  was  distinguishable  from  the  Plaintiff's  by  the 
absence  of  lignite.  That  position  he  accepted  without  objection,  as  appears 
from  a  letter  of  his  of  the  16th  of  July  1898,  which  is  written  to  the  Inspector 
of  Explosives.    He  begins  by  stating  that  he  writes  as  Patentee  of  the  improved 

55  blasting  powder  made  without  sulphur,  and  with  lignite  or  brown  coal  in  lieu 
of  the  ordinary  charcoal,  and  he  says  that  must  be  distinguished  from  the 
powder  produced  at  the  Hounslow  works  belonging  to  his  principals,  for,  he 


574  REPORTS  OP  PATENT,  DESIGN,         [Sept.  2, 1908. 

Davies  v.  Curtis  and  Harvey^  Ld. 

says,  "  it  mnst  be  distinctly  understood  that  the  Hounslow  powder  and  this  are 
^'  made  on  entirely  different  basis,"  referring,  as  it  appears  to  me,  to  the  lignite, 
which  was  the  main  constituent  in  the  PlaintifE's  powder.    The  matter  went  on  ; 
both  the  powders  were  tested,  and  both  passed  the  test  with  success,  and  it 
became  necessary,  in  order  that  they  might  be  placed  on  the  permitted  list,  or  5 
list  of  powders  sanctioned  by  the  Government,  that  a  definition  should  be 
given  of  each.    A  correspondence  then  took  place  between  the  Plaintiff  and 
Major  Cooper  Key,  who  was  the  Inspector  of  Explosives  acting  in  the  matter, 
which  begins  on  the  22nd  of  August  1898  and  continues  up  to  the  16th  of. 
September  in  the  same  year.  I  do  not  think  it  is  necessary  to  read  the  letters  in  10 
detail,  but  it  appears  that  in  regard  to  the  definition  the  Plaintiff  had  two  objects — 
the  first  was  to  describe  his  powder  so  that  it  should  be  possible  to  manufacture 
it  under  the  certificate  held  by  his  principals  for  the  manufacture  of  gunpowder 
at  the  Karnes  works  ;  and,  secondly,  to  prevent  the  disclosure  to  the  public,  so 
long  as  the  protection  of  his  Patent  was  provisional  only,  that  the  charcoal  to  L> 
be  used  under  it  was  derived  from  lignite.    The  head  office  in  London  appears 
not  to  have  known  of  that  correspondence  at  the  time,  and  when  the  proposed 
definition  of  the  powder  was  considered  by  them,  they  called  attention  to  the 
variation  between  that  description  and  the    description  in  the  Provisional 
Specification.    On  the  24th  of  November  1898  the  London  office  writes: —  20 
**  The  powder  under  discussion  with  the  Home  Office  for  which  the  name 
"  *  Kames  *  was  suggested  does  not  appear  to  be  the  powder  as  described  in 
**  the  Specification,  lodged  in  the  joint  names  of  yourself  and  Mr.  Curtis.     Its 
**  definition,  while  not  following  your  Specification,  does  appear  in  many 
"  respects  to  resemble  another  powder."    They  then  refer  to  a  former  letter.  25 
To  that  the  Plaintiff  replies  on  the  28th  of  November  : — "  The  term  lignite  has 
*'  been  purposely  kept  out  of  the  definition  by  Major  Cooper  Key  at  the  special 
"  request  of  the  writer,  and  having  satisfied  Dr.  Duprez  that  in  the  form  it  is 
**  used  it  is  properly  described  as  a  charcoal  there  will  be  no  difficulty  in 
**  making  the  Final  Specification  and  this  definition  agree."     Then  the  matter  30 
went  on.    The  permitted  list  bears  date  the  23rd  of  December  1898,  and  it 
includes  the  Plaintiff's  powder  under  the  name  of  the  "  Argus  "  powder,  and 
the  Hounslow  powder  under  the  name  of  "  Earthquake  "  powder.     The  two 
definitions  closely  coincide  ;  in  fact,  the  only  material  differences  are  the  pro- 
portions of  the  materials  which  are  stated  in  the  definition.    This  was  known  to  35 
the  Plaintiff  because  he  received  the  "  Earthquake  "  certificate  by  mistake  for 
the  '*  Argus."     Now,  in  the  argument  great  stress  was  placed  by  the  learned 
Counsel  for  the  Plaintiff,  first,  on  this  definition,  which  defines  the  substance 
produced  as  a  finished  explosive  containing  not  more  than  82  parts  and  not  less 
than  79  parts  of  pure  saltpetre,  with  not  more  than  20  parts  and  not  less  than  40 
17  parts  of  charcoal,  not  using  the  word  lignite.     Now  to  that  argument  which 
was  thus  put  forward  it  appears  there  are  two  answers ;  first,  that  the  main 
object  was  to  avoid  the  disclosure  to  the  public  that  the  charcoal  proposed  to  be 
used  was  derived  from  lignite.     That  seems  to  meet  the  whole  of  it,  but  I 
cannot  help  observing  at  the  same  time,  that  if  the  argument  were  well  founded,  45' 
it  appears  to  me  it  would  go  too  far,  for  if  the  claim  which  is  now  put  forward 
on  behalf  of  the  Plaintiff  were  valid,  he  would  be  entitled  to  a  royalty  on  the 
"  Earthquake "  powder  which  appears  in  the  same  Order  of  the  23rd  of 
December  1898.    Nowhere  is  there  a  hint  of  any  such  claim  in  the  correspon- 
dence, and  it  seems  to  me  that  it  is  impossible  to  allow  the  Plaintiff  to  put  such  50 
a  construction  on  the  agreement  as  would  carry  that  interpretation.     I  think 
for  these  reasons  that  the  learned  Judge  arrived  at  the  right  conclusion,  and 
that  this  appeal  ought  to  be  dismissed. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Swinfbn  Eady. 

April  21flt  and  22nd  and  May  22nd,  1903. 

J.  B.  Brooks  &  Co.,  Ld.  v.  Lyobtt's  Saddle  and  Motor  Accessory 
5  Company,  Ld.,  and  Another. 

PatenL^Action  for  infringement  of  two  Patents. — Motion  for  interlocutory 
injunction. — Undertaking  given  by  Defendants  as  to  one  Patent. — Interlocutory 
Injunction  granted  as  to  ttoo  alleged  infringements  of  the  other  Patent^  but 
not  as  to  a  third. 

10  On  ihe  9th  of  May  1903  <7.  B.  Brooks  &  Co.y  Zr({.,  commenced  an  action  against 
Lycett^s  Saddle  and  Motor  Accessory  Company ,  Ld.^  and  Edward  Lycett  for 
infringement  of  Letters  Patent  No.  15,424  of  1890  and  No.  8553*  of  1893,  both 
granted  to  John  Boultbee  Brooks^  and  relating  to  cycle  saddles,  and  gave  liotice 
of  motion  for  an  interlocutory  injunction. 

15  In  support  of  the  motion  J.  B.  Brooks^  the  Patentee  and  managing  director 
of  the  PlaintiflE  Company,  made  an  affidavit  in  which  he  referred  to  previous 
actions  for  infringement  against  Edward  Lycett  and  E.  Lycett^  Ld.j  namely, 
an  action  of  /.  B.  Brooks  &  Co.,  Ld.  v.  Lycett  (p  R.P.C.  166  and  364),  and 
an  action  of  J.  B.   Brooks    &    Co.,  Ld.  v.  E.    Lycett,  Ld.  {ante  p.  390), 

20  in  which  a  certificate  that  the  validity  of  Patent  No.  8553*  of  1893  came  in 
question  was  granted,  and  he  stated  that  on  the  1st  of  April  1903,  being 
prior  to  the  hearing  of  the  last-mentioned  action,  LycetVs  Saddle  and 
Motor  Accessory  Company,  Ld.,  was  registered  to  acquire  the  business  of 
E.  Lycett,  Ld. ;  he  also  stated  that  on  the  1st  of  February  1903  the  Plaintiff 

S5  Company  commenced  a  further  action  against  E.  Lycett,  Ld.,  this  action  being 
to  restrain  infringement  of  the  Patent  No.  15,424  of  1890.  Affidavits  in  support 
of  the  motion  were  also  made  by  H.  Skerrett,  Patent  agent  and  consulting 
engineer,  in  which  he  stated  that  a  saddle  described  in  an  advertisement  of  the 
Defendants  as  "  L  7  Flexible  La  Grande  "  was  an  infringement  of  the  Patent 

30  No.  15,424  of  1890 ;  that  the  Specification  of  Patent  No.  8553*  of  1893  described 
and  claimed  a  new  construction  of  underframing  for  cycle  saddles  con- 
sisting— in  one  form— of  a  series  of  four  or  six  plain  wires  arranged  to  form 
a  two-sided  double  or  triple  membered  frame  with  the  members  of  each  side 
arranged  one  above  another  and  the  respective  sides  converging  at  their  front 

35  eBd»  ta  a  oammon  connection,  whilst  rearwardly  the  members  of  each  side 
were  spread  or  braced  into  seat-supporting  arms  which  were  independently 
connected  at  separate  points  to  the  saddle  back  plate,  and  he  stated  that  in  his 
opinion  H.S.  3  and  H.S.  4  were  direct  infringements  of  the  last-mentioned 
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Patent ;  that  the  nnderframing  of  H.S.  5  consisted  of  a  series  of  four  wires 
arranged  to  form  a  two-sided  doable  membered  frame  with  the  two  wires  of 
each  side  member  arranged  one  above  another  and  with  the  respective  wires 
converging  at  their  front  ends  to  a  common  connection,  whilst  rearwardly  the 
members  were  branched  into  self -supporting  arms,  two  of  which  were  directly  5 
attached  to  the  ordinary  cantle  plate  of  the  saddle,  whilst  the  other  two  were 
secored  to  a  supplementary  cantle  plate  rigidly  attached  to  the  underside  of  the 
principal  cantle  ;  that  this  construction  had  the  same  effect  mechanically  as  the 
arrangements  described  in  the  Specification  of  the  Patent  No.  8553  of  1893, 
and  fell  within  the  scope  of  the  first,  second,  and  third  claims,*  and  he  was  10 
therefore  of  opinion  that  the  saddle  was  an  infringement  of  that  Patent. 

In  opposition  to  the  motion  afQdavits  were  made  by  E.  Lycett  and  O.  Barker^ 
consulting  engineer,  who  (inter  alia)  stated  as  follows  : — ^*'  (3)  I  find  that  the 
*^  Plaintiff's  Specification  describes  a  saddle  the  leading  feature  of  which  is  that 
^*  two  wires  run  longitudinally  on  each  side  in  girder-like  fashion  so  that  the  15 
*^  upper  and  lower  members  of  this  girder-like  frame  are  separated  from  each 
**  other  some  distance  apart  and  maintained  and  bound  in  such  separate  and 
"  girder-like  fashion  by  the  sides  or  cheeks  of  a  rigid  boss,  having  grooves 
<'  where  the  wires  are  separately  and  rigidly  held,  and  bound  apart  so  as  to 
**  constitute  the  girder-like  form  which  the  Plaintiff  puts  forward  in  his  90 
**  Provisional  Specification  as  the  essence  of  his  invention ;  and  I  find  this 
*<  feature  so  set  out  upon  the  Plaintiff's  drawings  by  Figures  1,  4,  and  6,  which 
**  are  side  elevations,  and  in  which  the  supporting  wires  are  shown  spaced  apart 
*^  in  order  to  obtain  the  advantage  of  a  girder-like  formation.  (4)  The  Plaintiff*s 
*^  claim  is  further  limited  to  a  form  of  support  in  which  two  ends  of  the  wires  25 
"  on  each  side  of  the  boss  or  the  four  wires  which  constitute  the  two  girders 
**  branch  out  to  four  different  points  of  the  cantle  or  back  plate  so  as  to 
^  distribute  the  bearing  under  the  plate.  (5)  I  have  examined  one  of  the 
^^  Defendant's  saddles  marked  L  llf  and  find  tiiat  it  is  not  built  up  upon  the 
**  principle  of  the  girder,  but  that,  on  the  contrary,  the  two  wires  on  each  side  30 
^  are  placed  close  together  and  without  any  separating  medium  or  web  so  as  to 
^'  be  equivalent  to  a  single  wire  of  doubled  thickness.  In  my  opinion  this  is  an 
*^  entirely  different  principle  of  construction  from  that  described  and  claimed  in 
^  the  said  Specification  No.  8553  of  1893.  (6)  Furthermore,  the  back  ends  of 
**  two  only  of  Defendant's  wires  are  carried  direct  to  his  cantle  plate,  the  other  35 
^  two  wires  terminate  on  a  bridge  extending  from  the  same  two  points  of  the 
^'  cantle  plate  where  the  two  wires  are  carried,  so  that  Defendant  has  only  two 
'*  points  of  attachment  to  his  cantle  plate  and  does  not  distribute  the  pressure 
^  of  the  supports  over  the  cantle  plate.  This  constitutes,  in  my  opinion,  another 
•*  essential  departure  from  the  Plaintiffs'  principle  of  construction.  The  Plaintiffs'  40 
'*  object  in  dJbatributing  the  pressure  over  numerous  points  of  attachment  to  the 
'*  cantle  plate  is  to  obtain  the  advantage  of  using  a  light  cantle  plate  which  shall 
*^  nevertheless  be  strong  enough  to  bear  the  strain  of  use.  The  Defendant's 
^^  object  is  to  obtain  a  cantle  plate  which  will  not  tilt  when  the  leather  of  the 
*'  seat  becomes  stretched  with  use,  and  to  obtain  this  object  he  sacrifices  the  45 
'*  lightness  secured  by  distributing  his  four  points  of  attachment  in  a  horizontal 
**  plane  and  distributes  them  instead  in  a  vertical  plane.  The  Plaintifb  aim  at 
*'  and  secure  lightness  in  the  cantle  frame  which  the  Defendant  sacrifices.  The 
^^  Defendant  aims  at  and  secures  the  maintenance  of  the  horizontal  position  of 
^  the  cantle  frame  when  the  leather  of  the  seat  is  stretched  in  wear,  which  is  50 
**  an  object  that  the  Plaintiffs'  construction  is  not  designed  to  secure  and  does 
^*  not  in  &ct  secure.    The  difference  between  the  patented  construction  and 

*  These  are  set  out  ante,  page  890. 
t  H.S.  6  WBB  one  of  theae. 
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^  that  adopted  by  the  Defendant  is  therefore  of  real  and  substantial  importance. 
"  The  broad  principle  of  distributing  the  pressure  for  the  support  of  a  cantle 
'^  plate  was  well  known  before  the  date  of  Plaintiffs'  Patent,  as  is  shown, 
"  amongst  others,  by  Lycetfs  Patent  (No.  14,086  of  1891),  Harrington  (No. 
5  "  14,657  of  1889),  and  Thompson  (No.  12,173  of  1884),  and  the  principle  is 
**  common  knowledge  to  engineers  generally  *' ;  and  the  deponent  stated  that 
he  thought  that  H.S.  3  and  H.S.  4  did  not  infringe  the  Patent  No.  8553  of 
1893,  and  drew  attention  to  certain  points  of  difference. 
Affidavits  in  reply  were  made  by  J.  B.  Brooks  and  H.  Skerretty  the  latter 

10  stating  that  a  girder-like  arrangement  of  the  wires  was  not  the  leading  feature 
of  the  saddle  described  in  the  Specification,  as  there  was  not  a  word  or  a 
suggestion  in  the  whole  of  the  Complete  Specification  or  claims  as  to  a  girder 
arrangement  being  essential,  and  he  further  stated  his  reasons  for  regarding 
H.S.  5  as  an  infringement. 

15      .4.  J.    Walter  (instructed  by  Sharps^  Parker^  PritchardSy  Barham  and 

Lawfordy  agents  for  HJ.  O.  Newey  &  Sony  of  Birmingham)  appeared  for  the 

Plaintiffs ;  Bousfieldy  K.C.,  and  J.   W.  Gordon  (instructed  by  Beale  *  Co.) 

appeared  for  the  Defendants. 

SwiNPBN  Eady,  J. — This  is  an  application  for  an  injunction  with  regard  to 

20  several  matters.  As  to  the  saddle  that  is  shown  in  L  7,  it  appears  that  it  was 
advertised  by  the  Defendants,  the  new  Company.  The  Defendants  do  not 
claim  to  sell  that  saddle  now,  and  they  say  it  was  under  some  mistake  that  the 
advertisement  was  put  in.  The  Plaintiffs  ask  for  an  injunction  as  to  that,  and 
they  are  entitled  either  to  an  undertaking  or  an  injunction,  and  I  understood 

25  from  the  Defendants'  Counsel  that  they  are  willing  to  give  an  undertaking  as 
to  that,  and,  giving  an  undertaking,  I  accept  that  in  lieu  of  an  injunction. 

With  regard  to  the  other  matter,  there  are  three  saddles  complained  of. 
H.S.  3  and  H.S.  4  are  alleged  to  be  infringements  of  the  Patent  No.  8553, 
and  there  is  an  additional  saddle  H.S.  5,  which  certainly  has  not  yet  been  the 

30  subject  of  any  judgment.  With  respect  to  H.S.  5, 1  think  the  Defendants  have 
made  out  a  case  to  be  tried.  Having  regard  to  the  circumstances  that  a  judgment 
was  obtained  against  the  previous  Company,  and  its  going  into  liquidation,  and 
the  formation  of  the  new  Company,  I  am  of  opinion  the  Defendants  ought  to 
be  restrained  until  judgment  or  further  Order  on  the  usual  terms  with  regard  to 

35  H.S.  3  and  H.S.  4.  At  present  it  does  not  appear  to  me  there  is  any  substantial 
case  made  out  for  the  other,  but  I  say  that  without  prejudice  to  what  may  take 
place  at  the  trial.  Having  regard  to  the  fact  that  the  Defendants  are  a  new 
Company,  and  that  the  Plaintiffs  have  already  sustained  the  validity  of  their 
Patent,  and  gone  to  trial  upon  it,  and  to  the  fact  that  this  action  can  be  promptly 

40  proceeded  with,  and  promptly  tried,  I  am  of  opinion  that  the  Plaintiffs  are 
entitled  to  an  injunction  until  judgment  or  further  Order  as  regards  H.S.  3  and 
H.S.  4,  but  not  as  regards  H.S.  5,  which  must  go  to  trial.  The  Plainti^  must 
give  the  usual  undertaking  as  to  damages,  and,  in  any  case,  they  ought  to 
proceed  promptly,  so  that  early  in  next  Sittings  the  action  can  be  tried. 

45      The  costs  were  made  costs  in  the  action. 


3  ▲ 
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In  the  High  Court  op  J  cjstiob.— Chancery  Division. 

Before  Mr.  Justice  Swinpen  Eady. 

June  12th,  1903. 

Roberts  v.  Graydon. 


Patent. — Agreement  for  compromise  of  threats  action. — Subsequent  action  for  5 
declaration  that  certain  goods  were  not  ivithin  the  agreement  and  were  infringe- 
ments of  the  Patent. — Motion  for  interlocutory  injunction. — Motion  refused. 

On  the  12th  of  December  1896  Letters  Patent  (No.  20,239  of  1896)  were 
granted  to  George  Wood  for  "  Improvements  in  revolving  heel  plates  or  pads 
^'  which  were  intended  for  ase  on  boot  heels.^*  This  Patent  became  vested  in  10 
Peter  Edwards  RobertSy  trading  as  the  Revolving  Heel  Company.  In  1901 
Frederick  Horsfall  Ghraydon  commenced  an  action  against  Roberts  for  an 
injunction  to  restrain  him  from  threatening  Chraydon^s  customers  on  the 
ground  that  his  goods  were  an  infringement  of  the  Patent.  This  action  was 
compromised  by  an  agreement  dated  the  18th  of  November  1901,  under  which  15 
Roberts  admitted  Oraydon's  right  to  manufacture  and  sell  heel  plates  in 
accordance  with  a  Provisional  Specification*  (which  he  had  filed),  and 
undertook  not  to  interfere  with  such  rights  or  to  allege  that  QraydovCs  heel 
pads  were  an  infringement  of  any  Patent  of  him  {Roberts)  or  to  repeat  tiie 
threats  complained  of,  and  the  agreement  provided  that  neither  party  should  be  20 
at  liberty  to  question  the  validity  of  the  other's  Patent  for  revolving  heels  and 
heel  pads.  On  the  15th  of  November  1902  Roberts  commenced  an  action  for 
infringement  of  Patent  against  Oraydon^  but  further  proceedings  in  that  action 
were  stayed  in  view  of.  the  action  next  mentioned.  On  the  16th  of  April  1903 
an  action  was  commenced  by  Roberts  against  Qraydon  claiming  *'  A  declaration  25 

"  that  the  revolving  boot  plates  manufactured  ^    sold  by  the  Defendant  since 

"  the  17th  of  September  1902,  or  some  of  them,  are  not  within  Clause  1  of  the 
**  Agreement  made  the  18th  day  of  November  1901  between  the  Plaintiff  and 
^  Defendant,  and  that  such  plates  are  infringements  of  Letters  Patent  No. 
"  20,239  of  1896  belonging  to  Plaintiff,  and  (1)  an  injunction  to  restrain  the  30 
*'  Defendant,  his  servants  and  agents,  from  infringing  the  Plaintiff*s  Letters 
**  Patent  No.  20,239  of  1896  by  the  sale  of  such  plates  or  otherwise  save  so  far 
**  (if  at  all)  as  provided  by  the  said  Agreement,**  and  the  Plaintiff  claimed 
certain  consequential  relief. 


•  ThlB  wiw;No.  21,070  of  1903. 
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The  Plaintiff  gave  notice  of  motion  for    an    injunction    restraining    the 

Defendant  from  infringing  the  Plaintiff's  Patent  by  manufacturing,  selling,  or 

using  revolving  heel  plates  made  in  accordance  with  the  claiming  clause  of  the 

Patent,  save  in  so  far  as  such  plates  might  be  within  Clause  1  of  the  Agreement 

5  made  between  the  Plaintiff  and  Defendant  on  the  18th  of  November  1901. 

On  the  hearing  of  the  motion,  MoultoUj  K.C.,  Bousfield^  K.C.,  and  H.  F. 

Moulton  (instructed  by  JR.  JGT.  Bentley^  as  agent  for  Roberta  and  Riley^  of 

Burnley)  appeared  for  the  Plaintiff ;  A,  J,  Walter  (instructed  by  Eelliwelly 

Harby  and  EversJied,  as  agents  for  Jubb^  Booths  and  Helliwell^  of  Halifax) 

10  appeared  for  the  Defendant. 

SwiNPBN  Eadt,  J. — This  is  a  motion  by  the  Plaintiff  asking  for  an  injunction 

to  restrain  the  Defendant  from  making  and  selling  certain  heel  pads.    Whether 

the  Plaintiff  is  entitled  to  succeed  or  not  depends  on  two  points  :  First,  whether 

the  Defendant  is  entitled  to  do  what  he  is  doing  under  and  by  virtue  of  an 

15  Agreement,  and,  if  not,  secondly,  whether  what  he  is  doing  is  an  infringement 

of  the  Plaintiff's  Patent  ?    Now  there  has  been  a  good  deal  of  litigation  between 

the  parties  previous  to  this  action.    It  appears  that  in  the  first  action  Mr. 

Qraydon,  the  now  Defendant,  was  Plaintiff,  and  the  Revolving  Heel  Company^ 

which  I  am  told  is  the  name  under  which  the  Plaintiff  trades,  were  Defendants. 

20  In  that  case  the  parties  came  to  an  agreement  to  compromise  the  action,  and  by 

the  terms  of  that  agreement  the  Revolving  Heel  Company^  the  Defendants, 

admitted  the  Plaintiff's  right  to  manufacture  and  sell  his  heel  pads  in  accordance 

with  a  Provisional  Specification,  and  they  undertook  not  to  interfere  with 

such  rights.    "  And  will  not  further  allege  that  the  Plaintiff's  heel  pads  are  an 

25  "  infringement  of  any  of  their  Patents,  nor  repeat  their  threats  to  the  Plaintiff 

"  or  his  customers."    They  undertook  to  withdraw  their  threats,  and  neither 

party  was  to  be  at  liberty  to  question  the  validity  of  the  other's  Patents  for 

revolving  heels  and  heel  pads. 

Then  the  next  step  was  that  the  Revolving  Heel  Company  brought  an  action 

30  against  one  Maude,    It  appears  that  in  that  action  an  injunction  was  obtained 

by  the  consent  of  the  Defendant  and  upon  the  terms  that  the  Plaintiff  should 

pay  the  Defendant's  costs.    Having  so  obtained  that  injunction,  the  Plaintiff 

proceeded  to  advertise  it.    A  circular  was  issued  signed  by  the  Plaintiff's  and 

Defendant's  solicitors  in  that  action  alleging  that  the  Revolving  Heel  Company 

35  held  the  master  Patent  for  revolving  heel  pads  ;  that  most  of  the  other  revolving 

heel  pads  were  imitations  of  their  heel  pads  and  infringements  of  their  Patent 

rights,  and  that  persons  selling  those  infringements  were  liable  to  be  proceeded 

against.    That  advertisement  was  issued  as  a  circular,  and  was  advertised  in  the 

"  Shoe  and  Leather  Record  "  of  the  6th  of  February  1903.    This  advertisement 

40  was  BO  issued  and  circulated  notwithstanding  the  terms  of  the  previous  agreement 

^  entered  into  by  the  Plaintiff  to  which  I  have  referred. 

I  The  next  thing  that  happened  was  that  a  second  action  was  brought  between 

the  present  parties,  in  which  Roberts  was  Plaintiff  and  Oraydon  was  Defendant, 

\  and  that  was  brought  in  respect  of  a  heel  plate  which  was  the  exhibit  F.H.O.  4 

45  in  that  action.    There  were  two  motions  in  that  action  upon  which,  again  by 

[  consent,  an  Order  was  made  staying  all  further  proceedings  in  that  action,  the 

1  costs  to  be  costs  in  an  action  to  be  brought  by  the  Plaintiff  Roberts,  to  determine 

whether  the  heel  plate  sold  by  the  Defendant  as  aforesaid  was  authorised  to  be 

sold  under  the  terms  of  the  Agreement  of  compromise  of  the  18th  of  November 

50  1901. 

Then  the  present  action  is  brought,  and  in  the  present  action  the  Plaintiff 
has  shown  that  the  Defendant  is  selling  a  still  different  heel  pad — ^not  the 
same  as  was  the  subject  of  the  first  action,  not  identical  with  what  was  the 
subject  of  the  second  action,  but  a  different  heel  pad.  The  Plaintiff  now  asks 
55  for  an  interlocutory  injunction,  and  he  says  it  is  outside  the  Agreement.  The 
Defendant  alleges,  first,  that  it  is  covered  by  the  Agreement ;  and,  secondly, 
he  foreshadows  a  suggestion  that  he  proposes  raising  in  his  Defence  that  it 
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is  the  subject  of  another  Patent  in  respect  of  which  the  now  Defendant  has 
obtained  proYisional  protection,  and,  as  I  gather,  it  is  intended  to  be  alleged 
that  it  is  not  open  to  the  now  Plaintiff  to  question  the  validity  of  that  Patent 
because  the  new  Provisional  Specification  is  in  terms  covered  by  the  old 
Agreement.  Thirdly,  it  is  said  that  in  any  case  the  heel  pad  sold  by  the  5 
Defendant  is  not  an  infringement  of  the  Plaintiff^s  Patent.  It  does  not  appear 
on  the  evidence  before  me  when  the  Defendant's  present  heel  pad  was  first  put 
on  the  market.  ^'  Recently,'^  is  the  expression  in  the  affidavit,  but  I  observe  the 
writ  was  issued  in  the  present  action  in  April.  After  the  Agreement  of 
compromise  of  the  previous  action  the  writ  was  issued  on  the  16th  of  April,  10 
and  on  the  15th  of  May,  a  month  afterwards,  the  Plaintiff  delivered  his 
Statement  of  Claim,  and  he  now  presses  me  to  grant  an  injunction  on  the 
ground  that  the  matter  is  so  clear  that  there  is  nothing  whatever  to  try  in  the 
action. 

Now  I  am  of  opinion  that  the  Plaintiff  is  not  entitled  to  an  injunction  at  this  15 
stage.  Having  regard  to  what  has  already  taken  place  between  the  parties,  to 
the  conduct  of  the  Plaintiff  in  issuing  and  circulating  that  circular  which  is 
most  misleading  with  regard  to  the  injunction  he  had  previously  obtained,  and 
especially  having  regard  to  the  nature  of  the  compromise  that  had  been  previously 
come  to  by  the  parties  not  to  dispute  the  validity  of  each  other's  Patents,  I  am  20 
of  opinion  that  it  is  essentially  a  case  that  should  go  to  the  trial,  and  that  any 
relief  to  which  the  Plaintiff  may  be  entitled  is  a  relief  to  be  obtained  at  the 
trial,  and  not  by  interlocutory  injunction.    Therefore  I  refuse  the  motion. 

Walter. — Your  Lordship  refuses  it  with  costs  ? 

SwiNFBN  Eady,  J. — I  refuse  the  motion.    The  practice  settles  the  way  in  25 
which  the  costs  are  dealt  with,  as  the  motion  has  been  opened  and  heard  out. 
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In  the  High  Oottrt  of  Justice  (Ireland). 

Chancery  Division. 

Before  The  Master  of  the  Rolls. 

July  8th,  9th,  10th,  and  23rd,  1903. 

5  John  De  Kutpbr  &  Son  v.  W.  and  G.  Baird,  Ld. 

Trade  Mark. — Injunction  to  restrain  printers  from  lithographing  and  selling, 
or  offering  for  sate,  labels  which  were  colourable  imitations  of  the  Plaintiffs' 
Trade  Mark. — Patents,  Ac.  Acts,  1883  to  1888,  section  77a. 

The  Plaintiffs  were  distillers  of  Oin,  or  Hollands,  at  Rotterdam,  which  they 

10  sold  in  the  United  Kingdom  in  bottles  bearing  a  heart-shaped  label,  with  the 
words  "  Genuine  Hollands  Geneva ;  J.D.K.  &  Z. — John  De  Kuyper  &  Son, 
"  Rotterdam.^'  In  the  centre  of  the  label  there  was  the  device  of  an  anchor,  and 
the  name  of  the  firm  was  printed  on  a  scroll  or  ribbon.  This  label  was  registered 
as  a  Trade  Mark.    The  Defendants  were  printers  and  lithographers  in  Belfast. 

15  The  Plaintiffs  hamng  been  informed  that  Chin,  or  Hollands,  not  of  their  manu- 
facture was  being  sold  in  the  north  of  Ireland  in  bottles  bearing  labels  which 
were  imitations  of  their  registered  labels,  sent  an  agent  to  the  Defendants'  place 
of  business.  He  asked  them  for  samples  of  heart-shaped  labels  for  Oin.  He 
was  shown  four  labels,  all  heart-shaped,  and  resembling  the  Plaintiffs'  label, 

20  especially  ene,  the  shape,  size,  lettering,  and  ornamentation  of  which  appeared 
to  the  Court  copied  from  the  Plaintiffs'  label  and  calculated  to  deceive.  The 
Defendants  proved  that  they  had  printed  this  label  only  on  one  occasion,  several 
years  a^go,  and  supplied  it  to  only  one  trader,  but  they  alleged  it  was  not  an 
infringement,  or  calculated  to  mislead,  and  claimed  the  right  to  print  it.    The 

25  Court,  being  of  opinion  that  the  label  complained  of  was  an  infringement, 
'  granted  an  injunction  ivith  costs  against  the  Defendants,  and  gave  a  Certificate 
that  the  right  to  the  exclusive  use  of  the  Trade  Mark  came  in  question  in  the 
action. 

This  was  an  action  for  an  injunction,  brought  by  John  De  Kuyper  A  Son,  of 
30  Rotterdam,  distillers  of  Gin  or  Hollands,  to  restrain  W.  and  O.  Baird,  Ld.,  who 
were  printers  and  lithographers  at  Belfast,  from  printing,  reproducing,  selling, 
or  exposing  for  sale,  in  connection  with  "  Hollands  Geneva  "  or  Gin,  any  labels 
similar  in  shape  to  the  Plaintiffs'  registered  Trade  Mark  label,  or  any  labels  so 
i»inted  or  contrived  as  by  colourable  imitation  or  otherwise  to  be  calculated  to 
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lead  the  public  to  believe  that  Hollands  Geneva  or  Gin,  not  mann&ctured 
or  bottled  by  the  Plaintiffs,  but  sold  in  bottles  labelled  with  such  labels,  was  in 
fact  manufactured  or  bottled  by  the  Plaintiffs.  The  Defendant  Company  was 
incorporated  on  the  5th  of  April  1897  to  take  over  the  business  formerly  carried 
on  by  Messrs.  Baird.  5 

The  Statement  of  Claim  set  forth  that  the  Plaintiffs  had  been  in  business  for 
many  years,  and  exported  large  quantities  of  "Hollands  Geneva"  to  Great 
Britain  and  Ireland  in  bottles  labelled  with  a  white  heart-shaped  label,  with 
the  words  "Genuine  Hollands  Geneva,"  a  device  of  an  anchor,  the  letters 
"  J.D.K.  &  Z.,"  and  upon  a  ribbon  or  scroll  the  name  "  John  De  Kuyper  &  Son^*  10 
and  the  word  "  Rotterdam  "  underneath.  The  label  was  surrounded  by  a  rope- 
like border.  This  label  had  been  used  by  the  Plaintiffs  for  over  eighty  years, 
and  had  become  well  known  as  denoting  Geneva  of  the  Plaintiffs'  manufacture. 
It  had  been  registered  in  London  in  1876  (No.  232  in  Class  43).  The  Plaintiffs 
charged  that  the  Defendants  had  infringed  their  said  registered  Trade  Mark  by  15 
printing  colourable  imitations  thereof,  and  they  believed  that  the  Defendants 
had  circulated  and  sold  such  labels  to  persons  for  use  in  connection  with  the 
sale  of  "  Hollands  Geneva  "  or  Gin. 

The  Plaintiffs'  registered  label  was  as  follows  :— 


The  Defendants,  by  their  Statement  of  Defence,  denied  that  they  had  H) 
infringed  any  registered  Trade  Mark  of  the  Plaintiffs,  or  printed  any  colourable 
imitations  thereof,  or  circulated  or  sold  any  labels  which  infringed  the 
Plaintiffs'  Trade  Mark,  or  contained  colourable  imitations  thereof ;  that  white 
labels  of  a  heart  shape,  similar  in  shape  to  those  used  by  the  Plaintiffs,  had  for 
many  years  past  been,  and  still  were,  in  common  use  in  connection  with  goods  25 
of  the  class  of  those  sold  by  the  Plaintiffs,  such  as  Hollands  Geneva  or  Gin, 
rum,  brandy,  or  other  spirits,  and  were  used  extensively  by  other  traders 
besides  the  Plaintiffs ;  and  the  Plaintiffs  had  not,  nor  could  they  legally 
have,  any  exclusive  right  to  have  labels  of  that  shape.  The  Defendants  had  on 
one  or  two  occasions,  in  the  ordinary  course  of  their  business  as  printers,  30 
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printed  for  customers  labels  on  white  heart-shaped  paper,  for  goods  such  as 
Hollands  Geneva  or  Gin,  but  the  labels  so  printed  did  not  contain  the 
Plaintiffs'  registered  Trade  Mark,  or  any  colourable  imitation  thereof,  and  were 
bond  fide  printed  by  the  Defendants  without  any  reference  to  or  intention  to 
5  imitate  any  registered  Trade  Mark  of  the  Plaintiffs.  The  Plaintiffs  were  aware 
of  the  names  of  the  traders  for  whom  the  Defendants  had  printed  the  said 
labels.  The  only  one  of  such  traders  for  whom  they  had  for  some  years  printed 
any  such  labels  was  Messrs.  Watts  &  Co,^  of  Londonderry,  who,  on  the  Plaintiffs 
complaining  to  them  (while  wholly  disputing  any  legal  ground  for  such  com- 

10  plaint),  requested  the  Defendants  to  print  for  them  another  form  of  label,  which 
they  at  once  did,  and  the  old  label  was  wholly  discontinued.  The  Defendants 
had  no  interest  whatever  in  the  sale  of  Hollands  Geneva  or  Gin,  and  were 
merely  printers,  and  it  made  no  difference  to  them  whether  they  printed  one 
label  or  another.    They  were  not  in  any  way  interested  in  disputing  any  claim 

15  of  the  Plaintiffs,  whether  well  or  ill  founded,  and  were,  and  always  had  been, 
quite  ready,  if  Plaintiffs  pointed  out  any  label  printed  by  them  for  any  person 
which  they  alleged  imitated  their  Trade  Mark,  to  undertake  not  to  print  the 
same,  and  to  destroy  any  blocks  of  them.  They  submitted  that  as  the  Plaintiffs 
were  fully  aware  of  the  names  of  the  traders  fot  whom  they  had  printed  any 

20  labels  of  the  same  shape  as  the  Plaintiffs',  that  this  action  against  the  Defendants 
was  oppressive,  and  ought  not  to  have  been  brought. 

The  Plaintiffs,  by  their  Reply,  joined  issue,  and  alleged  that  the  heart  shape 
formed  a  distinctive  feature  of  their  Trade  Mark  label,  and  that  the  Defendants 
had  infringed  it  by  printing  white  heart-shaped  labels,  similar  in  size,  shape, 

25  colour,  and  design,  for  use  in  connection  with  the  sale  of  Hollands  Geneva 
or  Gin. 

A  representation  of  one  of  the  labels  complained  of  by  the  Plaintiffs,  herein- 
after referred  to  as  the  ♦'  Causer  label,"  is  subjoined. 


The  action  came  on  for  trial  before  PORTER,  MM. 
30      O'Shatighnessy,  K.C.,   O'Connor,  K.C.,  Blood,  K.C.,  and   T.  H.    Maxwell 
(instructed   by    Kennedy,  Son,    and   Figgis),    appeared    for    the    Plaintiffs; 
Matheson,  K.C.,  Wilson,  K.C.,  and  W.  M.  M'Orath  (instructed  by  Carson  and 
McDowell)  appeared  for  the  Defendants. 

3  B  2 


584  REPORTS  OF  PATENT,  DESIGN,       [Sept.  16, 1903. 

John  De  Kuyper  A  Son  v.  TT.  and  Q.  Baird^  Ld. 

O'Shaughnessy,  K.C.,  eaid  the  firm  of  De  Kuyper  had  carried  on  the  business 
of  distillers  of  Gin  for  more  than  200  years,  and  had  the  largest  trade  in  the 
world  in  that  article.    They  exported  large  quantities  to  the  United  Kingdom, 
and  their  manufacture  was  well  known,  and  highly  prized  by  the  trade  and  the 
public.    Up  to  a  certain  time,  they  were  in  the  habit  of  sending  it  both  in  casks  5 
and  in  bottle  ;   but  latterly  they  had  discontinued  sending  it  in  casks,  and 
sent  it  only  in  bottles,  each  bottle  bearing  their  well-known  heart-shaped  label, 
each  corked  and  capsuled,  and    it  wa3  well  known  as  "Heart-shaped  Label 
"  Gin."    This  label  had  been  used  by  them  for  50  years  before  1875  ;  and  was 
registered  und^r  No.  232,  in  Class  43,  in  respect  of  "  Hollands  Geneva.'*    An  10 
attempt  was  made  some  time  ago  by  another  trader  to  register  a  heart-shaped 
label  for  Gin,  but  the  Comptroller  came  to  the  conclusion  that  it  was  calculated 
to  mislead  the  public,  and  the  application  was  refused.    Certain  unprincipled 
traders  in  the  north  of  Ireland  had  for  some  time  past  been  in  the  habit  of 
selling  Gin,  not  of  Plaintiffs*  manufacture,  as  that  of  the  Plaintiffs,  and  for  this  15 
purpose  had  procured  from  printers  heart-shape  labels,  which  without  being 
absolutely  identical  with  the  Plaintiffs'  labels,  were  as  nearly  as  possible  similar 
in  size,  colour,  and  general  get-up,  ai;id  calculated  and   intended  to  deceive 
purchasers.    The  Defendants  vmre  large  printers  in  Belfast  who,  in  addition  to 
the  business  of  printing  and  lithographic  engraving,  were  also  proprietors  of  a  2U 
newspaper  called  the  '^  Belfast  Evening  Telegraph."    It  having  come  to  the 
knowledge  of    the  Plaintiffs  that   inferior  Gin  was  largely  sold  in  Belfast 
and  other  towns  in  the  north  of   Ireland  as  their  manufacture,  in  bottles 
bearing  spurious  labels,  got  up  in  imitation  of  their  Trade  Mark,  they  in  the 
year    1899    sent  cautionary  notices  to  the  Defendants    and    other  printers,  25 
informing  them  that  proceedings  would  be  taken  against  any  persons  infringing, 
printing,  engraving,  or  imitating  their  Trade  Mark.  Not  only  was  that  notice  sent 
to  the  Defendants,  but  it  was  actually  advertised  in  their  newspaper.    Notwith- 
standing this,  it  appeared  that  the  Defendants  had  supplied  to  several  traders 
labels,  similar  in  shape,  size,  colour,  and  general  get-up  to  those  of  the  Plaintiffs,  30 
and  calculated,  and  manifestly  intended,  to  deceive  the  public.    In  November 
1902,  Mr.  Houston^  an  agent  of  the  Plaintiffs,  called  at  the  Defendants'  establish- 
ment, asked  to  be  supplied  with  samples  of  Gin  labels,  and  was  given  four 
sample  labels.     These  four  labels.  Counsel  contended,  were  infringements  and 
colourable  imittaions  of  the  Plaintiffs'  Trade  Mark.    The  label  chiefly  relied  35 
upon  was  one  bearing  the  name  of  **  William  Causer,  Dobbin  Street,  Armagh." 
,  It  bore  at  the  foot  the  name  of  M^  Waiters,  of  Armagh,  as  printer  ;   but  it 
appeared  that  Jf'  Waiters  had  got  it  printed  by  the  Defendants,  and  supplied  it 
to  Couser.    This  "  Gouser "  label  is  a  manifest   infringement,  and  should  be 
restrained  by  injunction.    He    cited    Slazenger   v.   Feltham  (6  RP.C.  232)  ;  40 
Johnston  v.  Orr-Ewing  (L.R.  7  App.  Cas.  219) ;    Farina  v.  Silverlock  (6  De 
Gex,  M.  &  G.  214) ;  Re  Worthington's  Trade  Mark  (L.R.  14  CD.  8). 

H,  Herbert  Gordon  Clark,  of  Matthew  Clark  &  Son,  London  agents  for 
Plaintiffs,  deposed  that  they  were  the  largest  exporters  of  Gin  to  the  United 
Kingdom.    It  was  sent  in  capsuled  bottles  having  a  heart-shaped  label.    This  45 
label  was  registered  in  1876.    The  Plaintiffs'  Gin  was  known  as  "  Heart  Label 
**Gin.''    The  heart  shape  always  indicates  De  Kuyper* s  GId.    I  have  seen 
during  the  last  four  years  ten   or  a  dozen  bottles,  containing  Gin  of  other 
manufacturers,  with  heart-shaped  labels,  and  in  ever^  case  have  successfully 
taken  action  to  have  it  stepped.    In  my  opinion,  the  four  labels  produced,  50 
which  were  printed  by  Defendants,  are  liable  to  deceive.    The  CouMr  label 
is  the  worst.     Cross-examined. — The  device  of  an   anchor  on  our  labels  is 
not  reproduced  on  the  labels  we  complain  of.     I  have  heard  De  Kuyper*s 
sometimes  called  **  Anchor  Qin  " ;   but  we  do  not  advertise  it  as  "  Anchor 
"  Brand  Gin,"    The  public  know  it  as  "  Heart  Label  .Gin."    We  do  not  put  55 
"  Heart  Label  Gin  "  on  our  invoices  ;   but  orders  sometimes  come  te  us  for 
«  Heart  Labelled  Gin," 
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'  J.  H.  HaslinghuiSy  a  member  of  Plaintiffs'  firm,  deposed  that  no  other  firm  in 

Holland  used  heart-shaped  labels  on  Gin  exported  to  the  United  Kingdom.    In 

1888,  Nolet^  of  Schiedam,  applied  to  the  Patent  Office  in  London  to  register  a 

heart-shaped    label    for    Hollands   and    Geneva.     We    opposed    it,    and    the 

5  Comptroller  refused  registration. 

Adam  S.  FindkUeVy  of  FindkUer,  Ld,^  Dubliij,  deposed.— My  firm  deal  largely 
in  Gin,  wine,  and  spirits.  We  sell  De  Kuyper's  Gin  ;  it  is  recognised  as  a  first 
class  Gin.  What  the  public  generally  ask  for  is  "  De  Kuyper's  Gin  "  ;  it  is  also 
asked  for  as  "  Anchor  Brand,"  and  also  as  "  Heart-Shaped  Label  Gin."    In  my 

10  opinion,  the  labels  complained  of  are  calculated  to  mislead.  I  would  say  the 
shape  had  a  good  deal  to  do  with  it. 

Robert  P.  Jf'  Waiters. — I  am  a  printer  at  Armagh  ;  I  am  not  a  lithographer, 
I  got  Messrs.  Baird  to  lithograph  this  label  of  Couser.  That  was  in  February 
1897.    Messrs.  Baird  designed  it  for  me.    I  did  not  send  them  any  copy  ;  I 

15  merely  sent  them  the  order,  requesting  them  to  supply  a  heart-shaped  liibel  for 
Gin.  They  printed  1000,  and  I  sent  them  to  Oouser.  About  two  months 
afterwards  a  notice  appeared  in  the  "  Belfast  News  Letter,"  which  I  showed  to 
Oouser^  and  cautioned  him  not  to  use  them',  and  they  were  destroyed.  Couser 
paid  12«.  6d.  for  the  1000  labels.    De  Kuyper s  have  brought  an  action  against  me. 

20  John  Houston^  managing  clerk  to  Shean  and  Dickson^  solicitors,  Belfast, 
deposed.— On  or  about  the  14:th  of  November  1902,  I  called  at  Messrs.  Baud's 
printing  establishment,  and  informed  one  of  their  employees  that  I  had  been 
asked  to  procure  samples  of  their  Gin  labels;  they  handed  me  four  labels, 
including  the    Gouser   label.     They    were    given  freely,    and  without   any 

2>  hesitation.  Subsequently,  on  the  25th  of  April  1903,  I  was  in  Armagh  on  other 
business,  and  saw  M^Watters  at  the  bar  of  a  hotel,  and  I  asked  M^'Watters 
about  the  action,  which  was  then  pending.  M^Watters  said  the  Plaintiffs  had 
taken  an  action  against  him  also  ;  he  took  out  his  pocket  book  and  showed 
mo  another  label. 

30  Other  witnesses  were  examined,  and  deposed  that  they,  believed  the  label 
was  calculated  to  mislead. 

Matheaon,  K.C.,  for  the  Defendants,  submitted  that  the  action  should  never 
have  been  brought.  The  case  appeared  to  rest  mainly  on  the  Oouser  label, 
an  isolated  transaction,  which  had  taken  place  more  than  six  years  ago.     If  that 

35  had  ever  been  repeated,  or  threatened  to  be  repeated,  there  might  be  some 
reason  for  bringing  the  action  ;  but  it  was  not ;  and  in  fact  the  matter  was  so 
completely  forgotten  that  they  did  not  know  of  the  existence  of  the  Oouser 
label,  and  had  to  search  their  books  to  ascertain  the  facts.  Weight  was  laid  on 
the  interview  of  Houston^  when  the  Defendants' clerk  showed  him  those  labels  ; 

40  ^ut  the  utmost  extent  to  which  the  Plaintiffs  could  press  the  case  was  that  the 
Defendants  would  be  willing  to  print  again  labels  of  the  description  of  the 
^^^ Couser"  label.  The  Defendants  would  prove  that  they  never  knowingly 
printed  a  label  of  any  kind  which  was  an  imitation  of  the  Plaintiffs'  label,  or 
intended  as  an  imitation.    The  Defendants  disputed  the  contention  that  the 

45  Plaintiffs  had  any  exclusive  property  in  a  heart-shaped  label.  The  heart  shape 
was  not  a  Trade  Mark  ;  and  there  was  no  property  in  the  shape.  In  support  of 
this  contention,  Ouinness  &  Oo.^  and  Darcy  &  Go,  used  oval  shaped  labels  on 
their  porter  bottles.  In  the  case  of  those  firms,  the  labels  were  of  the  same 
shape  and  colour,    the  wording    and    central  design  alone    being  different. 

50  This  aotion  was  brought  for  the  purpose  of  trying  by  a  side  Vind  to  est-ablish  a 
claim  to  an  exclusive  property  in  the  heart-shaped  label.  If  the  action  was 
founded  on  the  "  Couser'*'  transaction,  the  present  Defendants  were  not  answerable, 
aa  at  that  time  the  Company  had  not  been  incorporated,  and  the  Company  were 
not  answerable  for  the  act  of  their  predecessors.    It  was  a  shabby  action,  and 

55  should  never  have  been  brought. 

WiUiam  Currie^  a  clerk  of  Defendants,  stated  that  Hootston  called  on  him  at 
Defendants'  establiahment  in  November  1902.     Houston  asked  to  see  sokne 
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Bamplee  of  gin  labels,  and  said  that  he  was  a  representative  of  a  publican  in 
York  Street.  On  searching  the  index  book  to  the  lithographic  stones  some  Oin 
labels  were  discovered.  Houston  selected  five,  and  as^ed  to  have  copies  struck 
off,  which  were  handed  to  him  the  following  day. 

M,  Lynessy  lithographic  artist  in  Defendants^  employment,  said  the  Couser  5 
label  had  been  printed  in  his^  department.     In  his  opinion  the  man  who 
designed  it  might  never  have  seen  the  De  Kuyper  label.    (It  was  stated  that  the 
person  who  had  designed  the  Couser  label  had  left  Defendants'  employment, 
and  his  whereabouts  was  not  known). 

R,  H.  Bairdy  managing  director  of  the  Defendant  Company,  stated  that  10 
heart-shaped  labels  had  been  in  use  for  many  years  for  labelling  gin  and  other 
classes  of  liquor.    His  firm  had  from  time  to  time  printed  labels  of  various 
kinds  on  heart-shaped  paper.    It  would  paralyse  the  bottling  trade  altogether  if 
the  Plaintiffs  were  declared  entitled  to  the  exclusive  use  of  heart-shaped  labels. 
Witness  knew  nothing  personally  about  the  Couser  label  until  his  attention   15 
was  called  to  it  by  the  letter  of  the  Plaintiffs'   solicitors.    The  Couser  label, 
which  was  never  reprinted,  was  supplied  to  M' Waiters  in  1897;  only  1000 
copies  were  supplied,  at  the  price  of  12s.  6d.    His  firm  never  printed  labels  in 
imitation  of  De  Kuyper* s  labels.    Cross-examined. — He  was  determined  to  fight 
to  the  end  whether  De  Kuyper  should  have  the  exclusive  right  to  a  heart-shaped  20 
label.    He  had  an  interest  in  the  trade  in  labels.    He  maintained  his  right  to  print 
a  heart-shaped  label,  and  contended  he  had  a  right  to  print  the  Couser  label. 

A  number  of  publicans  in  Belfast,  Newry,  and  other  places  deposed  that  the 
Plaintiffs'  gin  was  never  asked  for  by  the  public  under  the  name  of  "  Heart- 
"  Shaped  Label "  gin,  and  that  in  their  opinion  the  labels  complained  of  were  25 
not  calculated  to  mislead. 

O'Connor^  K.C.,  and  Wilson^  K.C.,  addressed  the  Court  respectively  on  behalf 
of  the  Plaintiffs  and  Defendants. 

The  following  cases  were  cited  i-^MilUngton  v.  Fox  (3  M.  &  C.  338)  ; 
Reddaway  v,  Bentham  (9  R.P.C.  503  ;  L.R.  (1892)  2  Q.B,  639) ;  Slazenger  v.  30 
Feltham  (6  R.P.C.  531)  ;  Ready.  RicJiardson  (45  L.T.  54)  ;  Seixo  v.  Provizende 
(L.R.  1  Ch.  App.  192) ;  Apollinaris  Company  v.  WiUm  (L.R.  31  CD.  632) ; 
Singer  Company  v.  Wilson  (L.R.  3  App.  Cas.  391) ;  Croft  v.  Day  (7  Beav.  84)  ; 
Shrimpton  v.  Laight  (18  Beav.  164)  ;  Ex  parte  Stephens  (L.R.  3  CD.  659)  ; 
Ford  V.  Foster  (L.R.  7  Ch.  App.  623).  35 

POBTBR,  if.jB.— This  case  presents  few  features  of  legal  interest,  but  involves 
the  consideration  of  some  not  uninteresting  questions  of  fact.  The  Plaintiffs 
are  the  firm  of  John  De  Kuyper  Jk  Son^  who  are  traders  in  Rotterdam, 
where  they  carry  on  an  extensive  business  as  distillers  of  Hollands  Gin, 
or  Geneva,  which  they  export  largely  to  different  quarters  of  the  world..  40 
Their  trade  with  the  United  Kingdom  has  for  some  years  been  exclusively  in 
bottled  spirit.  The  firm  is  a  very  old  and  well  established  one,  having  been 
founded  more  than  200  years  ago.  Prior  to  1899  they  used  to  export  to  this 
country  both  bottled  spirit  and  spirit  in  bulk,  t.«.,  in  casks  ;  but  since  that  date 
the  trade  has  been  exclusively  in  bottle.  They  have  always  used  square-shaped  45 
bottles  of  the  well-known  type,  properly  corked  and  capsuled,  and  bearing 
in  every  case  the  label  about  which  the  question  now  arises.  The  label  is  on 
white  paper,  cut  in  the  shape  of  a  heart,  and  bears  in  plain  letters  the  words 
"  Genuine  Hollands  Geneva  ;  J.D.K.  &  Z. "  ;  with  the  device  of  an  anchor ; 
the  name  "  John  D6  Kuyper  A  Son"  printed  on  a  scroll  or  ribbon ;  and  under-  50 
neath  it  the  word  "  Rotterdam,"  all  being  enclosed  within  a  rope  pattern  border, 
running  parallel  to  the  edge  of  the  label.  This  label  has  been  in  use  by  the 
Plaintiffs'  firm  for  some  70  years  or  more,  and  was  on  the  7th  of  January  1876 
duly  registered  as  a  Trade  Mark  in  the  Patent  Office  in  London,  and  this  regis* 
tration  is  still  in  force.  55 

The  Defendants  are  a  limited  Company,  incorporated  on  the  5th  of  April  1897 
to  take  over  the  business  of  printers,  lithographers,  and  publishecs,  previously 
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carried  on  by  the  Messrs.  Baird  in  Belfast,  where  they  have  a  very  extensive 

connection,  and  publish  a  newspaper  called  the  '*  Evening  Telegraph,"  and,  I 

think  it  was  stated,  another  paper  also. 

Having  some  reason  for  supposing  that  Hollands  was  being  sold  in  the  north 

5  of  Ireland  in  bottles  labelled  like  theirs,  but  not  of  their  manufactui-e  or 

bottling,  the  Plaintiffs,  by  their  agents,  proceeded  to  nrake  inquiries,  and  a  Mr. 

Houston,  on  the  llth  of  November  1902,  called  at  the  Defendants'  office,  and 

asked  for  samples  of  heart-shaped  labels  for  Gin.    The  precise  language  used 

seems  to  me  quite  immaterial,  as  also  whether  Houston,  who  is  a  solicitors' 

10  clerk,  did  or  did  not  say  that  he  came  from  a  public  house  in  York  Street ;  or, 

if  he  did,  in  what  precise  sense  he  used  those  words.    The  point  is,  that  he  got 

specimens  of  four  labels  for  Hollands,  heart-shaped,  and  lithographed  in  plain 

letters  on  white  paper,  all  printed  by  the  Defendants  for  customers.    The  clerk 

of  the  Defendants  quite  openly  and  honestly  furnished  these  samples,  and  took 

15  a  great  deal  of  trouble  to  do  so.    There  was  more  than  one  interview  with 

Houston. 

The  Defendants  are  merely  printers,  and  have  no  interest  in  the  Hollands 

trade.    More  than  that,  I  am  sure  they  had  no  idea  that  there  was  anything  to 

conceal  in  the  matter.    They  were  willing  to  take  orders  for  printing,  and 

20  cared  nothing — ^perhaps  knew  nothing — ^about  De  Kuyper,    In  the  case  of  one, 

at  least,  of  the  labels,  that  which  I  shall  call  the  Covser  label,  it  was  some 

years  since  it  was  printed,  the  date  of  the  order  being  February  1897,  a  couple 

of  months  before  the  incorporation  of  the  Defendant  Company.    The  printing 

was  of  a  small  lot,  1000  labels,  and  the  price  12s.  6d. ;  so  that  all  the  Bairds 

25  made  out  of  the  transaction  was  whatever  portion  of  the  price  represented 

profit.     If  their  profit  was  25^  per  cent,  on  the  outlay,  they  gained  half  a  crown 

on  it.    I  cannot  but  think  that  it  is  a  great  pity  that  the  Defendants,  when 

challenged  on  the  subject,  did  not  simply  say,  "We  have  not  knowingly 

**  infringed  your  mark,  and  have  no  intention  of  doing  so.     We  have  given  you 

30  "  information  sufficient  to  enable  you  to  deal  with  those  for  whom  we  in  good 

"  faiih  and  in  perfect  innocence  executed  a  trade  order.     We  do  not  care 

"  whether  we  print  round  labels  or  square  ones,  triangular  or  heart  shaped,  or 

"  labels  of  any  other  form  and  appearance  ;  but  as  you  have  a  registered  mark, 

"  we  will  be  careful  in  future  not  to  infringe  it."    This,  however,  was  not  the 

35  ground  they  ultimately  took  up  ;  though  at  first,  apparently,  they  were  disposed 

to  act  in  some  such  way.     Both  in  their  pleadings,  and  in  the  course  of  the 

trial,  the  defence  has  been  a  denial  of  the  Plaintiffs'  right  to  the  Trade  Mark, 

together  with  a  denial  of  having  imitated  it ;   and  Mr.  Baird,  the  managing 

director  of  the  Defendants,  went  so  far  as  to  say  in  Court  that  he  never  would 

40  allow  the   Plaintiffs  to  establish  a  claim  to  the  mark.     In  questioning  this 

pronouncement,  as  apparently  taking  upon  himself  the  function  of  the  tribunals, 

I  have  no  idea  whatever  of  imputing  to  Mr.  Baird  disrespect  towards  the  Judge 

sitting  here,  and  feel  perfectly  sure  he  had  no  such  intention.    But  the  attitude 

which  the  Defendants— quite  gratuitously,  as  I  think— have  assumed,  renders 

45  it  necessary  to  go  into  the  whole  case  on  its  merits,  just  as  if  W,  and  G.  Baird, 

Ld.  were  makers  of  Gin,  and  were  defending  the  use  by  them,  for  their  own 

gain,  of  the  labels  alleged  to  be  pirated  by  them. 

The  law  on  this  subject  is,  I  think,  correctly  stated  by  Mr,  Sebastian,  in  his 
Book  on  Trade  Marks,  at  page  130  (4th  edition).  "  What  degree  of  resemblance 
50  "  is  necessary  is,  from  the  nature  of  the  thing,  a  matter  incapable  of  definition 
"  a  priori.  All  that  courts  of  juBtice  can  do  is  to  say  that  no  trader  can  adopt 
"  a  Trade  Mark  so  resembling  that  of  a  rival  as  that  ordinary  purchasers, 
"  purchasing  with  ordinary  caution,  are  likely  to  be  misled.  It  would  be  a 
**  mistake,  however,  to  suppose  that  the  resemblance  must  be  such  as  would 
55  "  deceive  persons  who  should  see  the  two  marks  placed  side  by  side.  The  rule, 
"  so  restricted,  would  be  of  no  practical  use.  If  a  purchaser,  looking  at  the 
"  article  offered  to  him,  would  naturally  be  led  from  the  mark  impressed  on  it 
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"  to  suppose  it  to  be  the  prodnction  of  the  rival  manufacturer,  and  would 
**  purchase  it  in  that  belief,  the  Court  considers  the  use  of  such  a  mark  to  be 
"  fraudulent." 
Now  let  us  see  what  are  the  labels  printed  by  the  Defendants,  which  it  is 
,  said  are  fraudulent  imitations  of  the  Plaintiffs*.  As  I  have  said,  they  are  5 
four  in  number,  and  all  heart-shaped,  and  they  are  marked  "A,"  "B,"  "C/* 
and«D."  >  >  » 

"  A  "  is  a  label  in  white  and  black  and  heart-shaped.    No  doubt,  at  a  distance, 
it  might  possibly  be  mistaken  for  the  Plaintiffs' ;  but  only  from  its  size,  shape, 
and  colour,  and  if  attached  to  a  Hollands  bottle.    The  word  "Geneva "  occurs  10 
in  both,  in  letters  straight  across  the  label ;  and  the  word  "Hollands''  also 
appears,  but  in  a  different  mode.    All  the  other  words,  without  exception,  are 
different ;  and  though  there  is  a  scroll  it  is  at  the  upper,  not  the  lower,  part 
The  print  of  the  word  " Geneva"  is  also  entirely  unlike,  being  in  white  letters 
on  a  black  ground,  instead  of,  as  in  De  Kuyper's  label,  in  black  letters  on  a  15 
white  ground.    The  hame  of  Andrew  A.  Watts  &  Cor  and  their  address, 
"  Londonderry,"  are  also  given  in  full.    The  outer  border  is  unlike,  and  there 
is  no  anchor.    Taking  it  all  in  all,  except  the  heart  shape,  the  black  and  white 
colouring,  and  the  size,  there  is  not  much  resemblance  between  the  two.     It 
appears  thalj^  when  challenged,  Messrs.  Watts,  most  properly,  gave  up  the  use  of  20 
the  label,  which  it  is  only  fair  to  them  to  say  appears  to  have  been  used  in  all 
innocence. 

Label  "B"  bears  only  the  words  "Genuine  Hollands  Geneva,  Rotterdam," 
and  its  border  is  dissimilar  to  that  of  the  Plaintiffs.  It  has  neither  scroll  nor 
anchor ;  and  the  words  are  in  heavier  and  blacker  type  ;  yet  bearing  no  name  25 
of  any  merchant  upon  it.  It  may  be  a  fraudulent  label,  though  I  have  not  been 
asked  to  decide  the  case  upon  it.  Whether  it  is  used  for  spirit  from  Rotterdam 
or  Schiedam  I  know  not,  and  pass  it  by. 

Label  "  C,"  I  think,  may  be  placed  in  the  same  category,  save  that  it  has  the 
name  of  ''Graham  Brothers'^  on  a  scroll;  and  the  words  "Middleton  and  30 

Oaledon.      It  is  like  the  Plaintiffs'  label  at  a  little  distance,  but  is  quite 
distinguishable  when  near  at  hand  for  inspection, 
u  ]f^^^  '*  S? '  ^^^^"^^^^  stands  upon  a  different  footing.    It  bears  the  words 

Genuine  Hollands  Geneva-"    It  omits  the  anchor,  in  lieu  of  which  are  some 
flourishes,  resembling  to  some  extent  those  on  the  Plaintiffs'  label.      Then  35 
follows  a  long  scroll,  with  divided  ends,  shaded  at  the  ends,  and  on  the  body  of 
u  ^  uf.      i^®^®  ^^  printed  "  William  Causer;'  and  then  follow  the  words 

Dobbin    Street,  Armagh."    The  general  arrangement  of   the  two  labels— 
«^iT^^  n  .*^u  Plaiii^^iffs'— is  the  same.    The  type  of  the  words  "Genuine 

Hollands    is  the  same  ;  and  each  of  these  words  is  placed  over  a  small  wreath  40 
of  nine  beads,  in  each  case  tapering  at  the  ends.    The  word  '*  Geneva "  is 
printed  in  the  same  black  type,  having  in  each  an  outline  surrounding  the 
letters  ;  and  the  word  "  Armagh  "  in  one  is  printed  in  similar  type  to  the  word 

Kotterdam    in  the  other.    In  each  there  is  a  wreath  underneath  consisting  of 
four  pairs  of  leaves,  pointing  each  way,  and  joined  in  the  middle ;  and  the  45 
marginal  cordon,  going  round  the  whole  of  the  heart,  is  identical.    It  is  in 
respect  of  this  ''Comer''   label  the  Plaintiffs  complain,  and  the  Defendants 
defend  this  action. 

Nature,  no  doubt,  sometimes  produces  strange  coincidences;  and  if  the 
resemblance  between  these  two  labels  could  bfe  regarded  as  the  result  of  50 
coincidence  and  without  imitation,  the  Plaintiffs  would  have  a  very  difficult 
case.  But  it  is  absolutely  impossible  to  believe  for  a  single  moment  that  these 
two  labels  are  the  result  of  independent  effort  by  two  artists,  working  on 
independent  instructions,  and  without  conscious  imitation ;  and  the  Plaintiffs' 
label  has  been  in  use  for  half  a  century  or  so.  It  is  perfectly  obvious  that  the  55 
man  who  drew  the  Couser  label  for,  or  on  the  stone,  had  a  pattern  before 
him,  and  that  that  pattern  was  De  Kuyper' s,  with  directions,  of  course,  not  to 
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copy  the  anchor,  initials,  or  name  of  the  Plaintiffs*  firm,  which  would  have 
been  too  dangerous. 

Now,  who  did  design  the  Ccmser  label  ?  It  appears  that  Gouaer^  who  is  a 
grocer  in  Armagh,  went  to  one  M*'  Walters,  a  printer  in  that  city,  to  get  Gin 
5  labels.  M*' Walters  gave  the  job  to  Bairds,  of  Belfast,  though  one  would  have 
supposed  it  needed  no  great  genius,  and  no  vast  mechanical  skill,  to  print  an 
honest  plain  label  for  Couser.  M^  Waiters  says  he  gave  Bairds  no  pattern,  and 
no  directions  to  copy  any  pattern.  But  Ccmser  may  have  done  so  ;  and  CauseVy 
though  a  living  man,  was  not  examined.     The  man  who  designed  and  litho- 

10  graphed  this  Couser  label  in  Bairds'  establishment  is  not  produced.  It  is 
said  that  he  has  left  the  employment,  and  that  his  whereabouts  is  unknown  ; 
but  it  is  not  shown  that  any  effort  has  been  made  to  secure  his  attendance — even 
an  advertisement  in  the  Defendants'  own  paper. 

Under  these  circumstances,  I  have  to  form  my  own  opinion  as  best  I  can. 

15  M^  Waiters*  imprint  is  on  the  Couser  label,  though  he  did  not  print  it.  The 
Defendants  produced  witnesses  to  show  that  the  labels  were  not  so  like  as  to 
suggest  imitation  ;  and  one,  a  publican  named  OyU^  went  so  far  as  to  swear  that 
the  Coxiser  label  had  no  resemblance  whatever  to  the  Plaintiffs',  except 
shape.      Using    my    own    eyes,    I    absolutely    deny    that.      The    Plaintiffs' 

20  manufacture  of  Hollands  is,  if  not  the  best,  at  any  rate  one  of  the  best 
and  most  highly  prized  in  the  trade.  To  be  able  to  pass  off  other  Hollands 
as  if  it  were  De  Kuyper^s  would,  as  one  of  the  Defendants'  witnesses 
admitted,  be  attended  with  great  gain.  Many  traders  are  nibbling  at  this.  A 
witness,  one  M^Cluskey,  a  grocer  who  bottles  gin  in  Belfast,  in  order  to  disprove 

25  the  jplaintift's'  claim  to  this  special  label,  produced  one  which  he  got  printed 
and  used.  A  more  fraudulent  label  cannot  be  conceived.  It  is  identical  with 
the  Plaintiffs'  in  shape,  size,  colour,  and  get-up,  save  that  where  the  Plaintiffs' 
label  has  an  anchor,  there  is  a  cryptic  monogram,  and  on  the  scroll  (the  same  as 
Plaintiffs'),  instead  of  the  name  of  anyone,  are  the  words  "  Bottled  by  the 

30  "  Vendor,"  followed  by  *•  Rotterdam,"  and  a  wreath  of  leaves  to  fill  up. 
"  Rotterdam "  is  in  both  absolutely  undistinguishable,  even  to  this  minute 
point :  in  the  Plaintiffs'  label  we  find  the  four  letters  "  Rott "  are  a  little  wider 
apart  from  each  other  than  are  the  remaining  five, "  erdam  " ;  and  so  arranged  that 
the  vertical  medial  line  of  the  label  passes  nearly  through  the  up-stroke  of  the 

35  "  e."  These  peculiarities  are  the  same  in  each.  The  embossment  of  the 
"  Vendor,"  and  the  statement  tlat  the  said  vendor's  address  is  "  Rotterdam,"  is 
another  very  nasty  feature  of  what  is,  beyond  doubt,  an  impudent  fraud ;  and 
these  are  the  sort  of  people  who  see  no  resemblance  whatever  between  the 
Plaintiffs'  Trade  Mark  and  their  own  imitations  of  it. 

40  It  is  melancholy,  for  one  who  has  to  sit  in  a  Court  of  Chancery  in  this  country, 
to  find  so  many  traders  willing  to  go  as  close  as  tbey  dare  in  order  to  capture 
trade  by  false  pretences.  They  are  not  confined  to  this  particular  trade,  though 
they  swarm  in  it.  Mineral  waters,  ale,  porter,  whisky  (of  the  different  well 
known  brands),  brandy,  and  gin — all  afford  scope  for  this  nefarious  industry. 

45  No  sittings  pass  without  my  having  to  give  injunctions  with  costs  in  cases  of 
this  sort.  It  is  a  disgraceful  state  of  facts ;  though  I  have  no  intention  of 
censuring  a  whole  trade  (in  which  there  are  hundreds  of  honourable  men  who 
would  not  stoop  to  anything  mean,  or  even  questionable)  because  there  are 
dishonest  persons  engaged  in  it.    The  effort  of  an  honest  man,  anxious  to  com- 

50  mend  his  own  goods  on  the  ground  of  quality  or  cheapness,  or  both,  ought  to 
be  to  brand  them  with  a  mark  as  unlike  as  possible  to  other  brands,  which  have 
their  own  value,  instead  of  trying  to  go  as  close  as  he  can  with  legal  impunity  in 
the  way  of  imitating  them. 

An  attempt  was  made  in  this  case  to  show  that  the  heart-shaped  label  is  the 
55  only  one  which  fits  a  Geneva  bottle.     That  is  nonsense.     An  oblong,  or  coffin- 
shaped,  label  is  in  actual  use  on  the  same  class  of  bottles ;   and  a  triangular 
label,  or  a  circular,  or  hexagonal,  one,  would  fit  them  quite  as  well.     Heart 
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shaped  labels,  too,  are  largely  in  use  on  other  bottles  of  the  ordinary  shape,  both 
for  whisky  and  rum,  and  of  course  without  objection  by  the  Plaintiffs.  But  I 
am  not  called  upon  to  decide  that  the  Plaintiffs  have  a  monopoly  for  heart- 
shaped  labels,  even  for  Geneva.  There  might,  perhaps,  be  an  honest  and 
unobjectionable  user  of  a  heart-shaped  label  on  bottles  of  Hollands,  like  many  5 
of  the  labels  for  whisky  and  rum  produced  here.  A  label  of  that  shape  for  Gin 
might,  possibly,  be  so  distinct  in  colour,  size,  and  get-up  as  not  to  be  open  to  any 
question.    I  do  not  decide  that  point. 

A  good  deal  of  time  was  taken  up  in  inquiring  whether  the  Plaintiffs^  goods 
were,  or  were  not,  known  as  "  Heart  Label  Gin."  That  is  an  irrelevant  inquiry,  10 
when  the  question  is  whether  one  label  is  a  colourable  imitation  of  another. 
There  is  no  doubt  whatever,  whether  customers  mention  "  Heart  Label "  or  not, 
that  this  Gouser  label  is  a  colourable  and  fraudulent  imitation  of  De  Kuyper*8 
Trade  Mark. 

The  Defendants  tried  to  contend  that  the  shape  of  the  label  is,  in  law,  imma-  15 
terial,  and  ought  not  to  be  taken  into  account  in  a  question  of  infringement. 
But  this  is  a  hopeless  contention.    The  registration  of  the  Plaintiffs'  Trade 
Mark  consists  of  a  copy  of  the  label,  attached  to  the  certificate.    In  the  case  of 
Worthingto7i  &  Go.'s  Trade  Mark  (L.R.  14  CD.  8),  the  question  turned  on 
the  matter  of  shape.    The  case  was  not  an  action  for  infringement ;  it  was  a  20 
question  of  registration  ;  and  the  Court  of  Appeal  affirmed  the  Order  of  tie 
Master  of  the  Rolls,  refusing  to  allow  the  registration  of  a  triangular  mark 
for  ale,  not  because  it  was  very  like  the  triangular  mark  on  Bass's  label,  but 
because,  as  stated  in  the  report,  no  colour  being  certified  in  the  registration,  it 
would  be  open  to  Worthington  &  Go.  to  print  it  in  any  colour  they  chose,  and  85 
therefore  it  might  be  printed  in  scarlet,  and  if  printed  in  scarlet  it  would  be 
capable  of  being  mistaken  for  Basses  Trade  Mark.    I  do  not  go  further  than 
this,  that  it  seems  to  me  that  we  cannot  exclude  the  question  of  shape  in  the 
question  of  the  infringement  of  a  Trade  Mark. 

What,  then,  am  I  to  do  in  this  case  ?    The  Defendants,  as  I  have  said,  are  30 
not  shown  to  have  had  any  real  motive  of  a  pecuniary  sort  in  printing  the 
Gouser  label ;    and   had  they  taken    the  sensible  course  I  have  indicated  I 
would  have  declined  to  enjoin  them,  having  regard  to  the  lapse  of  time  and  to 
the  fact  that  the  Defendant  Company,  as  a  Company,  was  not  personally  (if  such 
a  word  can  properly  be  applied  to  them)  responsible  for  the  transaction  with  35 
Jf *  Waiters.    But  they  have  taken  up  the  case  for  the  licensed  trade,  and  have 
fought  it  in  the  interest  of  that  trade  ;  and  Mr.  Baird  insists  upon  his  right  to 
do  all  that  is  complained  of,  and  if  he  succeeded  here  would  no  doubt  be 
supplied  with  plenty  of  orders.    The  Company  have  the  lithographic  stones, 
and  claim  their  right  to  use  them,  or  others  similar,  as  and  when  they  please,  40 
challenging  and  denying  the  rights  of  the  Plaintiffs  just  as  if  they  themselves 
were  bottlers  of  Gin.    There  must  be  an  injunction ;  and,  as  the  Defendants 
have  occasioned  the  Plaintiffs  the  cost  of  vindicating  their  right  to  what  is  in 
law  their  property,  the  injunction  must,  of  course,  be  witti  costs. 

Counsel  for  the  Plaintiffs  waived  an  inquiry  as  to  damages ;  but  asked  the  45 
Court  for  a  Certificate  \inder  section  79a  of  the  Patents,  &c.  Acts,  1883  to  1888, 
that  the  right  to  the  exclusive  use  of  the  Trade  Mark  came  in  question  in  the 
action,  which  was  granted. 
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In  the  High  Court  of  Justice.— King's  Bench  Division. 

Before  Mr.  Justice  Kbkewich. 

July  15th  and  16l;h,  1903. 

George  Hattersley  &  Sons,  Ld.  v,  George  Hodgson,  Ld. 

5  Patent.-'Action  for  it^fringemenL'-Construction  of  Specification.'-  Sufficiency 
of  description. — Essential  feature  shown  in  Drawings,  hut  not  in  letterpress. — 
Action  dismissed. 

The  Plaintiff  Company  y  tlie  owners  of  a  Patent  for  ^^Improvements  in  dohhy 
"  looms  for  weaving,^'  sued  the  Defendant  Gofnpany  for  infringement.    It* 

10  appeared  on  the  evidence  that,  in  order  to  carry  out  the  Plaintiffs^  invention, 
it  was  necessary  to  incline  the  knife  guides  in  a  dohhy  {which  hefore  the  date  of 
the  Plaintiffs^  invention  were  always  placed  parallel  to  one  another)  at  an 
angle  to  one  another,  and  also  to  alter  from  their  usual  positions  the  centres  of 
certain  levers  in  the  dohhy  known  as  the  halk  and  ja^ck  levers.     The  Plaintiffs^ 

15  Specification  was  amended  some  tims  prior  to  the  action,  when  one  of  the  claims, 
together  unth  the  whole  of  the  letterpress  relating  to  the  positions  of  the  centres 
of  the  above  levers,  was  struck  out.  The  draunngs  attached  to  the  Specification, 
however,  were  not  altered,  and  showed  the  centres  of  the  levers  in  the  required 
position  for  carrying  out  the  invention. 

20  Held,  that  the  Plaintiffs'  invention  was  ttseless  unless  the  centres  of  the  levers 
were  placed  in  certain  particular  positions ;  th^,  since  in  the  letterpress  of  the 
amended  Specification  there  ivas  no  reference  to  the  position  of  these  centres, 
the  Specification  did  not  sufficiently  describe  the  invention,  and  that  the  Letters 
Patent  tvere  consequently  invalid.    The  action  was  dismissed  with  costs. 

25  On  the  29th  of  March  1897  Letters  Patent  (No.  8000*  of  1897)  were  granted 
to  Richard  Longden  Hattersley  and  Simeon  Jackson  for  an  invention  of 
**  Improvements  in  dobby  looms  for  weaving." 

In  accordance  with  a  decision  of  the  Comptroller-General  of  the  28th  of 
October  1901  the  Complete  Specification  was  amended  by  striking  out  Claim  2 
30  (of  the  original  Specification)  and  parts  of  letterpress. 

The  Complete  Specification,  as  amended,  was  as  follows  : — "  This  invention 
**  relates  to  improvements  in  that  class  of  weaving  looms  in  which  the  shedding 
"  of  the  warp  is  effected  by  what  is  commonly  termed  a  '  dobby.' 
^*  When  the  draw  hooks  of  a  donble  lift  dobby  engage  with  one  of  the  draw 
35  '*  knives  and  are  ^  drawn '  or  operated  the  ends  of  the  balks  to  which  the  hooks 
'^  are  attached  describe  a  carve  or  move  in  a  curved  path  and  rise  and  fall  as 
"  the  case  may  be  according  as  to  whether  the  lower  or  upper  end  of  the  balk 
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*'  is  operated  and  consequently  the  hooks  do  not  remain  in  line  with  the 
'*  direction  of  motion  which  causes  imnecessary  friction  and  loss  of  power.  To 
**  obviate  this  as  much  as  possible  we  incline  the  upper  and  lower  guides  in 
"  which  the  draw  knives  work  towards  each  other  sufficiently  to  raise  the  lower 
'*  knives  and  lower  the  upper  ones  as  the  hooks  are  operated  and  thus  keep  the  5 
**  hooks  practically  horizontal  or  in  line  with  the  direction  in  which  they 
"  moving. 

^^A  fnrthoj  advantftgo  in  roopoot  to  oaoo-of^worhing-and  to  hooping-tho  drow 
-"-hooko  in  lino  ic  attainod-by  arranging  tho  fulornm  of  tho  jook  lovoro  or  boll 
^^-orftnk-]GvorB"in-tho  samo  plane-a>8- the  Qontro*^  of  cbttaohmont  of  tho-hooka   10 
**to-tho  balk  lovors-  when- tho  lattop^  aro-not '  lifting^-and"  by- arranging  tho 
"  oontpo  of-attoohmont-of  tho-balk  lovors  to-tho  jook-lovopo  in  ouoh  a  position 

^pointo-looatod  oquidiotaut  from-oaoh  oido  of-tho  piano. 

"  In  order  to  enable  the  pick  stopping  and  card  reversing  mechanism  to  be  ope-  15 
"  rated  by  the  same  operating  rod  we  introduce  levers  into  the  respective  motions 
^'  arranged  in  such  a  manner  that  on  the  first  movement  of  the  operating  rod  the 
'*  said  lever  in  the  pick  stopping  motion  is  in  its  most  active  position  that  is  to 
''  say  :  its  arm  communicating  the  motion  is  moving  in  a  direction  almost 
^*  parallel  to  the  direction  of  motion  so  that  the  pick  stopping  mechanism  is  20 
'*  immediately  actuated.  On  the  other  hand  the  said  lever  in  the  card  reversing 
^  mechanism  is  at  first  in  its  most  passive  position  and  at  first  the  arm  commu- 
^*  nicating  the  motion  moves  approximately  at  right  angles  to  the  direction  of 
'^  motion  and  only  passes  into  an  active  position  after  the  picking  motion  has 
"  been  stopped.  25 

*'  In  looms  in  which  the  shuttle  box  changing  cylinder  is  upon  the  same 
'^  shaft  as  the  dobby  cylinder  and  is  operated  at  the  same  time  the  indication 
^'  imparted  to  the  box  motion  is  required  to  be  some  degrees  later  than  the 
^*  indication  imparted  to  the  healds.  To  obtain  this  we  make  use  of  compound 
**  levers  for  the  box  indicating  lags  each  consisting  of  a  simple  lever  and  having  3© 
^^  an  arm  on  either  side  of  its  fulcrum  one  of  which  is  arranged  to  be  engaged 
"  by  the  lag  pegs  and  the  other  projects  over  one  arm  of  a  second  simple  lever^ 
"  the  other  arm  of  which  controls  the  box  indicating  mechanism.  Each  of  the 
"  second  simple  levei-s  is  formed  with  a  slot  through  which  the  fulcrum  rod  passes 
^^  and  it  is  normally  supported  with  the  bottom  of  the  slot  up  against  the  under-  35 
'*  side  of  the  fulcrum  rod  by  means  of  a  spring  which  may  be  immediately 
"  above  said  rod.  These  slots  are  sufficiently  long  to  allow  the  simple  levers  to 
"  be  operated  by  the  lag  pegs  which  only  has  the  immediate  effect  of  depressing 
"  the  ends  of  the  second  levers  nearer  to  them  without  operating  the  other  end 
'^  as  the  said  slots  are  provided  to  allow  this.  When  this  takes  place  the  box  40 
*'  indicating  levers  are  prevented  from  being  lifted  by  the  ordinary  detent  or 
"  stop  piece  which  is  removed  at  the  time  the  indications  are  required  to  be 
'*  made  this  allows  the  said  springs  to  lift  the  ends  of  such  of  the  second  simple 
"  levers  that  have  their  opposite  ends  depressed  by  the  first  simple  levers  and 
**  this  movement  is  imparted  in  any  convenient  way  to  the  box  indicating  levers  45 
"  connected  to  the  box  motion. 

**To  fully  describe  our  invention  reference  is  made  to  the  accompanying 
'*  sheets  of  drawings  forming  a  part  of  this  specification,  in  which  similar  letters 
"  of  reference  indicate  corresponding  parts  in  each  of  the  figures.  Figure  ] , 
'*  represents  an  elevation  looking  towards  the  front  of  the  loom  of  such  parts  of  50 
"  a  dobby  as  are  necessary  to  illustrate  the  application  of  our  improvements. 
"  Figure  2,  is  a  separate  view  of  one  of  the  jack  levers  together  with  its  balk 
"  lever  and  hooks.  Figure  3,  is  an  end  view  of  Figure  1  togejbher  with  certain 
"  other  parts.    Figures  4  to  9,  are  views  of  details  hereinafter  referred  to. 

"  The  upper  guides  A,  A  in  the  side  frames  A'  of  the  dobby  in  which  the  55 
**  knives  A'  work  are  inclined  down  towards  the  lower  knife  guides  A^,  A* 
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**  consequently  as  the  hooks  B,  B  move  backward  and  forward  their  ends  B^,  B' 
"  arejcept  more  in  line  with  their  centres  of  attachment  B*  to  the  balks  B*. 

CBs)    T311U  TT  ll'^UX    OiZU      Ul  UiVUU     IIUU     M^^C/ 

IXULX    U    UlUDULEUU    JLVKJLLZ    VLx\JH.lXXJ    LUf 
'UUi  UvUUr^'XO      lJCBIJUlJLr"UV^    Ul^^illUl  UlL/U    VflTUX     U.LUUUUV 

*^-from  DcddJino  bat  on  tho  oppooito  oido. 

10  "  The  pick  stopping  and  card  revolving  mechanism  are  under  the  control  of 
"  one  rod  C  (shown  broken  away  in  Figure  1)  but  in  reality  the  end  C^  reaches 
"  approximately  to  the  other  side  of  the  loom  and  one  of  its  notches  C^,  G\  or 
**  C*  rests  upon  the  stud  C^  fixed  at  the  other  side  of  the  loom  to  support  it. 
*'  The  other  end  of  the  rod  is  connected  to  an  arm  D  on  the  rocking  shaft  P^ 

15  "  mounted  in  bearings  formed  in  the  framework  A^.  This  shaft  D^  has  arms  D^ 
^*  and  D^  fixed  upon  it  in  such  a  position  that  when  the  notch  C^  is  engaging  the 
"  Btud  C*  the  arm  D^  is  nearly  horizontal  and  the  arm  D*  is  nearly  vertical  in 
"  the  position  shown  in  Figure  1.  When  the  rod  C  is  moved  to  bring  the  notch 
*'  C^  on  to  the  stud  C®  the  arms  D'  and  D^  are  brought  to  the  position  showm  in 

20  '^  Figure  :(,  and  as  when  moved  in  this  way  the  arm  D^  is  nearly  at  right  angles 
"  to  the  rod  E  connecting  it  to  the  pick  stopping  mechanism  this  rod  has 
'*  sufficient  movement  imparted  to  it  to  throw  the  picking  motion  out  of  opera- 
."  tion.  On  the  other  hand  the  arm  D^  merely  passes  over  the  dead  centre  or 
"  moves  practically  parallel  to  the  rod  F  which  connects  it  to  the  card  reversing 

25  ^^  mechanism,  consequently  the  longitudinal  motion  imparted  to  the 
"  rod  is  so  slight  that  it  has  no  effect  on  the  card  reversing  mechanism.  But 
"  when  the  notch  C*  of  the  rod  is  passed  on  to  the  stud  C^  the  arm  D*  is  brought 
"  to  the  position  shown  in  Figure  5  and  the  rod  F  is  moved  sufficiently  to  move 
**  the  clutch  lever  F^  from  the  position  shown  in  Figure  3  to  that  shown  in 

30  **  Figure  9. 

'*  To  permit  the  dobby  cylinder  6  to  be  operated  at  the  same  time  and  to  be 
'^  mounted  on  the  same  shaft  6^  as  the  shuttle  box  changing  cylinder  H  and 
*'  allow  the  lag  pegs  H^  on  the  latter  to  be  brought  into  effect  slightly  later  than 
**  the  pegs,  bowls  or  their  equivalent  on  the  dobby  cylinder    we    employ 

35  "  compound  levers  for  operating  the  rods  J  connected  to  the  box  motion  levers 
*'  J*.  These  levers  each  consist  of  two  simple  levers  L  and  K.  The  levers  K 
"  are  pivoted  side  by  side  on  the  pin  or  shaft  K^  and  one  arm  K*  of  each  lever 
**  projects  over  the  shuttle  box  changing  cylinder  H  whilst  the  other  projects 
"  over  the  arm  L^  of  the  lever  L.     Figure  6,  represents  a  side  view  of  the  levers 

40  "  when  the  lever  K  is  not  lifted  and  Figure  7,  represents  a  similar  view  with 
"  the  lever  lifted  by  a  peg  H^.  The  levers  L  are  mounted  upon  a  fulcrum  rod 
"  L'  by  their  slots  L*  and  when  the  levers  K  are  not  lifted  the  springs  L^  hold 
**  the  levers  L  with  the  bottom  of  their  slots  L*  touching  the  underside  of  the  rod 
"  L'.    When  however  a  lever  K  is  lifted  the  lever  L  in  contact  with  it  is 

45  "  depressed  as  shown  in  Figure  7  consequently  tension  is  put  upon  the  spring 
**  and  when  the  ordinary  detent  lever  J^  releases  the  box  motion  lever  J^ 
'*  connected  to  the  particular  lever  L  under  mention  by  its  rod  J  the  spring  L* 
"  contracts  and  lifts  the  lever  L  within  the  limits  allowed  by  the  slot  L*  and 
"  thereby  raises  the  rod    J  and  the   box  lever  J^  connected  to  it.     Figure  8, 

50  "  shows  the  lever  J^  engaging  the  box  motion  lever  J^." 

The  claims  were — '*  L  A  dobby  in  which  the  knife  guides  are  inclined 
**  towards  each  other,  substantially  as  herein  shown  and  described.  2,  A^dobby 
**-whioh,  when  tho  -jaok  lovoro  are  not  *  lifting,^  hao  tho4iiloPQm-of  tho  boll 
^*-orank-lovojo  in  tho  oamo  piano  ao  tho-  oontroo  of  oonnootion  of  tho-hooko-to 

55  *<  tho  bftlk-lovoro,  and  in  wbioh  tho  oontre-of  oonneetion-of  tho-balk4ovoro>to 
^*-tho  -jack  lovoFo-io  in  oReh  a-pooition  that  in  thQ-movomonto-ef-tho  latter  oueh 
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'^  oontpo  pafloofl  oqiiidiotftnt-on'Oftoh-oido  of  oaict  plano,-oubofcantiftlly  ao  hopoin 
^*  ohowD  ftnd-dosopibod.  2.  3t  The  combination  of  the  rod  C  having  a  notched 
^*  end  adapted  to  be  supported  by  one  of  snch  notches  and  the  rocking  shaft  D' 
"  having  arms  D,  D^  and  D*,  substantially  as  herein  shown  and  described  and 
"  for  the  purpose  specified.  5.  4t  The  combination  of  the  levers  K  and  L  5 
"  arranged  and  operating  substantially  as  herein  shown  and  described,  and  for 
"  the  purpose  specified." 


Frcx 


On  the  11th  of  February  1902,  Oeorge  HcUtersley  A  SonSy  Ld.^  as  owners  of 
this  Patent,  commenced  an  action  for  infringement  against  Oeorge  Hodgson^  Ld^ 
claiming  the  usual  relief.  10 

The  Particulars  of  Breaches  complained  of  the  manufacture  and  sale  by  the 
Defendants  of  several  looms  with  dobbies,  similar  to  the  dobby  described  and 
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claimed  in  the  Plaintiffs*  Specification,  and  also  of  the  issue  of  a  circular  by  the 
Defendants,  in  September  1901,  entitled,  "  Hodgson's  new  Patent  one-shaft  pick 
"  and  pick-at-will  drop  box  loom." 
The  Defendant^  by  their  Defence,  denied  the  validity  of  the  Patent  and  also 
5  denied  infringement,  and  contended  that  as  one  of  the  looms  complained  of  in 
the  Particulars  of  Breaches  was  delivered  by  the  Defendants  prior  to  the  date 


of  the  amendment  of  the  Plaintiffs'  Specification,  the  Plaintiffs,  pursuant  to 
section  20  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  could  not  recover 
any  damages  in  respect  of  such  loom. 
10  The  Particulars  of  Objections  were  as  follows  : — "  1.  The  invention  was  not 
"  new,  but  had  been  published  (A)  by  the  publication  of  the  following  Specifi- 
«  cations  :— (1)  Sowden  (No.  2861  of  1883)  ;  (2)  Hodgson  (No.  4687  of  1884)  ; 
"  (3)  Day  (No.  2019  of  1885) ;  (4)  Thompson  and  Jepson  (No.  8952  of  1886)  ; 
«  (5)  Nelson  (No.  8305  of  1893)  ;  (6)  Crossley  (No.  17,636  of  1895)  ;  (B)  by  the 
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^'  use  and  mannfacture  of  looms  containing  the  deviceB  described  in  the  Specifi- 
"  cation  by  the  following  persons : — (1)  George  Hodgson^  at  Bradford,  in  the 
"  year  1878 ;  (2)  David  Sowden  A  Sons,  at  Bradford,  in  the  year  1884 ; 
"  (3)  Messrs.  PeateSj  at  Quiseley,  in  the  year  1878 ;  (4)  -4.  Moon  A  Sons^  at 
"  Guiseley,  in  the  year  1878 ;  (5)  George  Hattersley  A  Sons,  at  Keighley,  prior  5 
"  to  the  year  1893  ;  r6)  Hargreave  and  Mousey ^  at  Leeds,  since  the  year  1893 ; 
"  (7)  Dodgshaw  A  Co.,  at  Hunslet,  since  the  year  1893 ;  (8)  Butterworth  and 
"  Dickinaon,  at  Globe  Iron  Works,  Burnley,  since  the  year  1887  ;  (9)  Butter- 
"  worth  and  Dickinson,  at  Westgate  Shed,  Burnley,  since  the  year  1887. 
'*  2.  Having  regard  to  the  state  of  public  knowledge,  the  matters  claimed  in  10 
*'  the  Plaintiffs*  Specification  were  not  matters  of  invention  but  of  re-arrange- 
^*'  ment,  and  the  Letters  Patent  were  invalid  for  want  of  subject-matter. 
"  3.  The  alleged  invention  was  not  useful."  The  above  Particulars  of 
Objections  were  alleged  against  all  the  claims  of  the  Plaintiffs*  Specification. 

Certain  interrogatories  were  put  by  the  Plaintiffs  and  answered  by  the  15 
Defendants  with  respect  to  the  looms  referred  to  in  paragraph  1  (B)  of  the 
Particulars  of  Objections. 

The  action  came  on  for  trial  before  Kbkbwich,  J. 

Bousfield,  K.C.,  and  W.  Neill  (instructed  by  Richard  F.  and  C.  L.  Smithy 
agents  for  Spencer,  Clarkson  A  Co,,  of  Keighley)  appeared  for  the  Plaintiffs ;  20 
Moulton,  K.C.,  T,  Terrell,  K.C.,  and  J.  C.  Graham  (instructed  by  Bell,  Brodrick 
and  Gray,  agents  for  Weatherhead  and  KnowUs,  of  Bradford)  appeared  for  the 
Defendants. 

An  application  for  leave  to  amend  the  Particulars  of  Objections  was  pending 
when  the  action  came  on  for  trial.  The  application  was  made  to  the  Judge  at  25 
the  commencement  of  the  trial,  and  was  not  opposed  by  Counsel  for  the 
Plaintiffs.  The  Particulars  of  Objections  were  therefore  treated  as  amended 
by  the  addition  of  certain  prior  Specifications,  the  only  one  of  which  referred 
to  at  the  trial  was  Lake  (No.  679  of  1890),  and  by  the  addition  of  certain 
instances  of  prior  user,  none  of  which  were  referred  to  at  the  trial.  30 

Bousfield,  K.C.,  for  the  Plaintiffs. — This  action  is  brought  to  restrain  the 
Defendants  from  infringing  the  Plaintiffs'  Patent  for  an  improved  form  of 
dobby.  A  dobby  is  that  part  of  a  loom  which  controls  the  movements  of  the 
healds  which  lift  the  warp  threads  to  form  a  shed,  and  consequently  determine 
the  pattern  to  be  woven.  The  healds  are  lifted  by  means  of  a  lever  called  a  35 
jack  lever,  which  is  actuated  by  a  balk  lever,  the  ends  of  which  are  moved  by 
draw  bars.  These  are  pulled  by  draw  knives  moving  in  two  pairs  of  guides,  an 
upper  pair  and  a  lower  pair.  Formerly  the  upper  guides  were  constructed  so  as 
to  be  parallel  with  the  lower  guides.  The  Plaintiffs'  Specification  describes  a 
dobby  in  which  the  guides  are  set  at  an  angle  to  one  another,  the  angle  being  40 
equal  to  the  angle  through  which  the  balk  lever  moves.  The  effect  of  setting 
the  guides  at  this  angle  is  to  allow  the  draw  knives  a  longer  path,  and  to  reduce 
the  amount  of  friction  in  the  dobby.  The  Defendants  have  infringed  Claim  1. 
[^Moulton,  K.C. — ^The  Defendants  attack  Claims  1  and  3,  but  do  not  attack 
Claim  2.]  Some  of  the  Specifications  alleged  as  anticipations  show  dobbies  45 
with  guides  not  quite  parallel,  but  their  object  and  effect  is  quite  different  from 
the  Plaintiffs'. 

DugcUd  Clerk  and  Simeon  Jackson  were  called  as  witnesses  for  the  Plaintiffs. 

Dugald  Clerk  deposed. — A  dobby  with  a  4-inch  draw  gives  a  6-inch  lift  to 
healds.  With  the  old  parallel  guides  the  mechanical  difficulties  limit  the  draw  50 
to  4  inches  which  necessitates  multiplying  gear;  with  parallel  guides  the 
rocking  of  the  ends  of  the  balk  levers  on  their  stops  causes  friction  and  loss  of 
power  and  gives  an  unsteady  lift  to  the  healds  ;  with  inclined  guides  the  greater 
part  of  this  friction  is  got  rid  of  and  an  increased  draw  is  allowed  which  avoids 
the  necessity  of  multiplying  gear.  In  Defen«Jants'  model  No.  1  the  centres  of  55 
balk  and  jack  levers  are  arranged  as  in  Plaintiffs'  Specification.  The  advantage 
of  the  Plaintiffs'  invention  is  the  combination  of  the  angle  of  the  guides  with 
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the  alteration  of  the  centres  of  the  levers ;  inclined  guides  without  the  alteration 
of  the  centres  would  be  a  disadvantage.  Fig.  1  of  Lake  (No.  697  of  1890) 
shows  a  similar  alteration  of  centres.  As  to  Claim  3  compound  levers  with 
permissive  spring  action  were  not  well  known.  The  diflference  between 
5  Figure  7  of  Plaintiffs'  Specification  and  the  figure  in  Hodgson  (No.  4687  of 
1884)  is  that  the  former  shows  a  compound  lever  and  the  latter  a  simple  lever. 
The  Plaintiffs  and  Defendants  connect  their  driving  bars  to  different  points  of 
the  draw  bars,  but  this  difference  has  no  effect  in  practice. 
Simeon  Jackson^  manager  of  the  Plaintiffs'  works,  and  one  of  the  Patentees, 

10  deposed. — I  first  conceived  the  idea  of  setting  the  guides  at  an  angle  in  1895  ; 
mj  first  and  second  attempts  resulted  in  failure  ;  in  my  third  attempt  I  placed 
the  centres  of  the  levers  in  the  position  shown  in  the  Specification  ;  this  was 
successful ;  the  change  of  centres  is  an  essential  part  of  my  invention ;  all 
reference  in  the  letterpress  to  the  position  of  the  centres  has  been  struck  out. 

15  Since  1897  100,000^.  worth  of  the  patented  dobbies  have  been  sold. 

Eekbwioh,  J. — I  think  it  would  be  best  to  put  the  Defendants'  witnesses 
into  the  box  at  once. 

J.  S,  Swinburne  was  then  called  as  a  witness  for  the  Defendants.  He 
deposed. — Inclined  guides  without  change  of  centres  would  be  worse  than 

20  nseless.  The  diminution  in  friction  resulting  from  the  Plaintiff^'  invention  is 
microscopic.  As  to  Claim  3,  compound  levers  are  not  a  necessary  part  of 
Figure  7.  Hodgson  (No.  4687  of  1884)  has  no  compound  lever,  but  shows  a 
lever,  a  slot,  and  a  spring  for  the  purpose  of  getting  a  lag. 

Kbkbwioh,  J.^At  present  I  think  that  an  essential  part  of  the  Plaintiffs' 

25  invention  is  not  described  in  the  Specification. 

Bov^fieldy  K.C. — The  position  of  the  centres  of  the  levers  is  shown  clearly  in 
the  Drawings.  Claim  1  is  a  claim  for  a  dobby  "  substantially  as  described  and 
"  shown  " — that  is  to  say,  a  dobby  with  inclined  guides,  and  with  the  centres  of 
the  balk  and  jack  levers  in  the  positions  shown  in  the  Drawings. 

30  Kbkbwich,  J. — In  what  is  now  about  to  be  said  it  is  not  to  be  understood 
that  I  in  the  slightest  degree  depreciate  the  skill  and  industry  of  Mr.  Jackson, 
I  am  not  capable  of  appreciating  it  fully,  but  it  is  obvious  that  he  has  devoted 
much  industry  and  skill  as  well  as  time,  to  bringing  out  and  perfecting  a  dobby 
which  is  of  great  use  for  the  looms  with  which  he  is  himself  concerned,  and 

35  those  which  are  used  by  others.  The  evidence  shows  that  what  he  has  brought 
out  and  perfected  is  a  practical  machine  possessing  very  great  advantages.  I 
have  nothing  to  do  with  that  now,  because  I  propose  to  deal  with  this  case  on 
the  question  of  the  proper  construction  of  the  Specification,  and  the  results 
flowing  from  that.    According  to  the  evidence  this  machine  of  Mr.  Jackson^s^ 

40  or  rather  I  will  say  of  the  Plaintiffs,  is  a  combination  machine,  and  it  is  a 
combination  of  two  essential  parts ;  either  part  failing,  the  combination  itself 
fails.  It  is  a  combination  of  inclined  knife  guides  (I  take  the  words  from  the 
Specification  rather  than  from  the  arguments  and  the  evidence),  together  with 
a  particular  alteration  of  centres  of  the  balk  lever  and  the  jack  lever,  which  I 

45  need  not  more  particularly  describe.  That  is  the  combination.  With  that  com- 
bination the  machine  is,  as  far  as  I  have  said^  of  practical  value.  If  one  fails 
the  other,  it  is  sufficient  to  say,  is  of  no  value  at  all.  The  inclination  of  the 
knife  guides  without  the  alteration  of  the  centres,  if  it  did  not  make  the  machine 
worse,  which  I  think  on  the  evidence  it  does,  certainly  makes  it  no  better  ;   it 

50  constitutes  no  improvement.  What  the  alteration  of  the  centres  without  the 
inclination  of  the  knife  guides  would  effect  is  immaterial ;  therefore  it  may  be 
left  out — at  any  rate,  it  is  left  out — of  consideration  here.  Therefore  I  have  to 
see  whether  on  the  Specification,  as  amended,  for  with  that  only  I  propose  to 
deal,  the  Patentees  have  made  a  claim  for  this  combination.    It  seems  to  me 

55  reasonably  clear  that  they  have  not  so  done.  The  first  claim  is  for  a 
dobby  in  which  the  knife  guides  are  inclined  towards  each  other  ^'sub- 
**  stantially  as  herein  shown  and  described."     There  you  have,  no  doubt,  an 

3  C 
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inclination  of  the  knife  guides.    That  inclination  is  not  only  enbBtantially,  but 
with  great  particularity  shown  and  described  in  the  letterpress  and  in  the 
Figures,  so  that  you  have  one  element  of  the  combination  plain  enough.    The 
question  is  whether  the  other  is  there.    It  is  "  substantially  as  herein  shown 
"  and  described."  Strictly  it  ought  to  be  both  shown  and  described.   If  it  were  5 
described,  not  with  great  accuracy,  but  were  shown  in  the  Figures,  the  disposition 
of  the  Court  would  be  to  construe  the  imperfect  description  liberally,  and  to 
bring  in  aid  the  more  accurate  showing  in  the  Figures,  but  it  must  be  more  or 
less  in  both.    Now,  there  is  in  the  Figures  a  description  showing  the  other 
element  of  combination.    All  the  witnesses  agree  that  the  Figures  are  accurate  10 
enough,  and  with  those  Figures  before  a  competent  workman  there  would  be  no 
difficulty  in  completing  the  very  machine  which  the  Plaintiffs  claim  as  their 
own.   It  is  on  the  Figures,  but  it  is  not  in  the  description  in  the  letterpress.   Not 
only  is  that  not  there  in  the  sense  that  on  no  fair  construction  is  it  there,  but 
there  is  nothing  about  it  at  all.    I  cannot,  of  course,  forget  what  has  been  cut  15 
out.    I  know  it,  it  is    before  me ;    but   for    my  present    purpose,  on   the 
question    of   construction,  I  ignore  it.    I   read   through  the  whole  Specifi- 
cation from  line  29  on  page  2  to  line  33  on  page  4,  and  I  find  nothing 
whatsoever  about  this  alteration  of  centres.    It  is  not  pretended  that  it  is 
there ;    nobody  can  find  it.    I  repeat,  I  know  that  it    has    been    cut    out,  20 
but,  at  any  rate,  it  is  not  there  now.    That    being    so,  what  we  have  is 
this  ;  Mr.  Jackson  claims  to  have  invented  a  combination  machine,  a  machine 
which,  if  it  can  be  upheld  at  all,  must  be  a  combination.    He  has  described  one 
part  of  it  in  the  Specification ;  he  has  shown  both  parts  of  it  in  the  Figures  ; 
but  the  letterpress,  though  it  need  not  stand  alone,  must  be  sufficient  in  itself  25 
with  reference  to  the  Figures  to  make  the  Patent  good.    It  does  not  refer  to  the 
Figures  at  all  as  regards  this.    There  is  not  a  word  to  show  that  what  is  to  be 
found  in  the  Figures  as  regards  the  alteration  of  the  centres  is  an  essential  part, 
as  it  is,  of  the  invention.    The  result  is  this — that  the  Patentees  have  said  to  the 
public  :  ''  You  can  make  this  machine,  not  as  a  combined  one,  but  by  inclining  30 
"  the    knife    guides    towards    each    other.     You    will  find    in    the    Figures 
**  that  there   is  an  alteration  of  centres,  but  that  is  not  essential."      If  it 
had  been  essential  it  would  be  mentioned,  of  course,  in  the  Specification.    In 
other  words,  the  Patentees  have  told  the  public  that  a  useful  invention  may  be 
made  in  one  or  two  ways,  either  with  or  without  the  alteration  of  centres,  "i5 
because  the  alteration  of  centres  not  being  specified  cannot  be  regarded  as  an 
essential  part,  and  yet  the  evidence  goes  clearly  to  show  that  without  the 
alteration  of  centres  it  is  quite  useless.    The  result  is  that  by  some  misfortune, 
which  it  is  not  necessary  for  me  to  go  into,  the  Patentees  have  failed  properly 
to  describe  the  machine  which  they  claim.    It  really  is  not  useful.    It  is  useful  if  40 
made  according  to  the  Figures,  as  they  intended  it  to  be  made,  but  it  is  not 
necessarily  useful  if  made  according  to  their  Specification.    That  is  enough  to 
dispose  of  the  whole  case  on  that  very  short  point.    There  must  be  jud^ent 
for  the  Defendants  with  costs. 

As  regards  the  Particulars  of  Objection,  according  to  the  established  practice  ;  45 
or,  at  any  rate,  according  to  my  established  practice,  I  can  only  allow  the  two 
Specifications  which  have  been  alluded  to,  LaMs^  which  is  in  the  further  batch 
of  Objections,  and  HodgaorCa. 

Bousfield^  K.C. — Your  Lordship    certifies  that  they  were    reasonable  and 
proper  ?  50 

Kbkewioh,  «7. — ^Yes ;  those  two. 

Terrelly  E.G.— Then  there  are  Objections  2  and  3  ? 

Kbkbwioh,  J.— Yes,  2  and  3. 

Bousfieldy  K.C. — Your  Lordship  has  not  found  2  in  my  friend's  favour. 

Eekbwigh,  «7.— 'I  am  not  bound  to  find  it  in  the  Defendants*  favour,  but  I  55 
am  bound  to  find  that  it  is  reasonable  and  proper. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Btrne. 

July  iBt  and  8th,  1903. 

In  the  Matter  of  James  Heddle  &  Oo.*s  Applications  to  Register 
5  Trade  Marks. 

Trade  Mark. — Registration. — Application  to  register  old  mark. — Proposed 
mark  never  vsed  as  a  Trade  Mark  by  itself  prior  to  the  13th  of  August  1875.-^ 
Application  wrongly  made  in  name  of  late  proprietors. — Companies  Acty  1862^ 
section  41. — Trade  Mark  Rules^  1900^  Rules  5  and  11. — Application  refused. 

10  Melrose,  Drover  &  Co.,  Ld.,  applied  for  the  registration  in  two  classes  of  a 
device  which  prior  to  1875  had  been  used  by  James  Heddle,  their  predecessor  in 
business.  Their  application  was  made  in  the  name  of  "  James  Heddle  &  Co.," 
under  which  style  James  Heddle  was  carryhig  on  the  business  when  he 
transferred  it  to  the  Applicants.    James  Heddle  now  opposed  the  application 

15  on  several  grounds^  but  mainly  on  the  grounds — (i)  tJiat  the  device^  sought  to 
be  registered  as  an  old  marky  had  never  been  used  by  itself  as  a  Trade  Mark 
before  1875  unthout  some  accompaniment;  and  {2)  that  the  application  ivas 
not  made  in  the  name  of  the  Company  alone  entitled  to  make  it  according  to 
section  41  of  the  Companies  Act^  1862. 

20  Held  {reversing  the  decision  of  the  Comptroller,  who  had  disallowed  the 
opposition)^  that,  technically,  the  application  was  in  form  not  made  by  the 
right  party ;  thai  the  device  was  never  used  before  1875  without  the  name 
of  "  James  Heddle  "  or  "  James  Heddle  &,  Co."  in  juxtaposition  to  it  and 
on  the  same  caseSy  and  that  the  application  for  registration  could  not  therefore 

25  proceed. 

These  were  two  appeals  by  James  Heddle  from  the  decision  of  the  Comptroller 
allowing  the  registration,  in  Classes  42  (for  non-spirituous  cordials)  and  43  (for 
fermented  liquors  and  spirits)  of  a  certain  device  consisting  of  a  knight  in 
chess,  with  a  label  beneath  it  containing  the  words  '*  Trade  Mark,"  four  stars, 

y^  crossed  lances  or  spears,  and  a  crown  in  the  space  between  their  heads. 

In  each  case  the  application  was  for  registration  of  an  old  mark,  and  in  form 
the  material  parts  were  as  follows : — **  You  are  hereby  requested  to  register  the 
*^  accompanying  Trade  Mark  .  •  .  .  in  the  name  of  James  Reddle  A  Co., 
*'  Mitchell    Street,    Leith,    N.B.,    rectifiers    and    wholesale    wine    and    spirit 

35  **  merchfljits,  who  claim  to  be  the  proprietors  thereof."  This  application  was 
signed  by  the  Applicants,  Melrose,  Drover  <k  Co.,  Ld.^  who  were  in  fact  the 
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successors  in  business  to  James  Heddle^  the  Opponent.  It  appeared  that  James 
Heddle  had  traded  as  James  Heddle  <t  Go. ;  that  upon  his  becoming  involved  in 
financial  difficulties,  his  business  with  that  firm  name  and  the  goodwill  attached 
to  it  had  been  sold  to  the  firm  of  Melrose,  Drover  A  Co.,  which  subsequently 
became  a  limited  liability  Company.  There  was  no  evidence  of  any  actusd  5 
assignment,  but  the  Applicants  were  admittedly  the  owners  of  the  whole 
beneficial  interest  in  the  business  so  transferred. 

James  Heddle  opposed  the  application  to  register  the  two  marks  on  grounds 
which  appear  in  the  argument  on  his  behalf  set  out  below,  and  he  now  appealed 
from  the  decision  of  the  Comptroller  allowing  the  registration.  10 

Moore  (instructed  by  Edwards  <t  Sons)  appeared  for  the  Opponent ;  E.  F. 
Lever  (instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  Applicants ; 
Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for  the 
Comptroller-General. 

Moore,  for  the  Opponent. — The  registration  of  this  Trade  Mark  should  not  be  15 
allowed  for  the  following  reasons  :— (1)  It  is  not  an  old  mark,  as  it  was  never 
used  before  1875  without  some  accompaniment  which  invariably  included  the 
name  **  Heddle  "  in  some  form  or  another  {Richards  v.  Butcfier,  8  R.C.P.  249  ; 
L.R.  (1891)  2  Ch.  540)  ;   (2)  the  application  is  bad  on  the  face  of  it,  because 
before  1875  the  device  was  only  used  as  a  brand  on  boxes,  which  was  not  user  20 
as  a  Trade  Mark  ;  (3)  even  if  this  was  an  old  mark  in  the  proposed  form,  the 
application  is  bad  because  there  should  have  been  a  disclaimer,  under  section 
74  of  the  Act,  of  (a)  the  crown  which,  in  common  knowledge,  is  a  common 
device,  and  {b)  the  words  "  Trade  Mark  "  ;  (4)  it  is  also  bad  because  it  is  made 
in  the  name  of  Heddle  A  Co.,  a  non-existent  firm,  and  not  in  the  name  of  that  25 
Con)pany  which  alone  is  entitled  to  make  it  according  to  the  provisions  of 
section  41  of  the  Companies  Act,  1862,  under  which  a  limited  liability  Company 
is  bound  to  ^^have  its  name  mentioned  in  legible  characters  on  all  notices, 
"  advertisements,  and  other  official  publications  of  such  Company,"  and  Rule  5 
of  the  Trade  Mark  Rules,  which  prescribes  that  the  application  in  form  must  be  30 
in  "  the  full  name,  address,  and  description  of  the  individual,  firm,  or  company. 
"  Add  trading  style  (if  any)."    There  is  nothing  in  this  application  to  suggest 
that  Melrose,  Drover  A  Co.^  Ld.,  are  the  real  applicants,  which  is  the  case. 

R.  J.  Parker,  for  the  Comptroller,  referred  to  Leather  Cloth  Company  v. 
American  Leather  Cloth  Company  (33  L.J.  Ch.  199),  SLud  Birmingham  Vinegar  35 
Brewery  Company,   Ld.    v.    Liverpool    Vinegar  Company,    Ld.  (4   Times 
L.R.  613). 

Lever  for  the  Applicants. — This  is  a  meritorious  application,  and  these  Trade 
Marks  ought  to  be  registered.    The  Opponent's  opposition  is  in  derogation  of 
his  assignment  of  his  business  to  the  Applicants.    Taking  the  points  argued  40 
for  the  Opponent — (1)  we  admit  that  for  goods  in  Class  42  the  device  was  used 
in  combination  with  some  form  of  the  name  "  Heddle,^'^  but  the  device  itself 
was  the  Trade  Mark  with  the  single  function  of  a  Trade  Mark,  and  the  fact 
that  then  it  was  accompanied  by  other  words  and  letters  performing  the 
various  functions  of  a  name  and  address  should  be  no  bar  now  to  our  regis-  45 
tration  of  the  device  as  an  old  Trade  Mark.     This  is  not  a  case  of  a  word 
simpliciter  which  it  is  sought  to  register  as  a  Trade  Mark,  bb  in  Re  Leonard  v. 
Ellis  (L.R.  26  CD.  288)  and  Richards  v.  Butc?ier  (ubi  supra)  ;  this  case  is  also 
distinguishable  from  Re  Spencer  (3   R.P.C.  73);  Re  Fuente  (8  R.P.C.  214; 
L.R.  (1891)  2  Ch.  166)  ;  Re  Kinahan  (10  R.P.C.  393)  ;  Re  KQnig  and  Ebhardt  50 
(13  R.P.C.  449;  L.R.  (1896)  2  Ch.  236);  and  Re  Meeus  (8  R.P.C.  25;  L.R. 
(1891)  1  Ch.  41).     (2)  This  device  was  a  Mark,  being  a  brand,  and  to  say  the 
contrary  is  to  strain  natural  language ;  we  have  been  careful  in  our  declaration 
to  say  merely  that  it  was  used  as  a  mark,  and  not  that  it  was  registrable  as  a 
Trade  Mark.    (3)  This  being,  as  we  submit,  an  old  mark,  the  crown  may  55 
appear  on  the  Register,  and  need  only  be  disclainied  if  actually  proved  to  be 
common^  which  it  is  not  as  the  evidence  stands.     (4)  This  -application  is 


VoL  XX/,  No.  25.]       AND  TRADE  MARK  CASES.  601 

In  the  Matter  of  James  Heddle  Jk  Go.^s  Applications  to  Register  Trade  Marks. 

properly  made  by  James  Heddle  &  Go.  (the  declarations  having  been  made  by 
Drover)^  becanse  Melrose^  Drover  &  Co.,  Ld,<,  are,  qua  this  business,  trading  as 
James  Heddle  Jk  Co.,  of  which  business  they  are  the  proprietors.  An  individual 
trading  as  Jamss  Heddle  &  Go.  could  apply  for  registration  under  that  trade 
5  name,  and  we  submit  that  a  Limited  Company  can  do  the  same.  We  do  not 
contravene  section  41  of  the  Companies  Act,  1862,  because  an  application  like 
this  does  not  fall  within  the  "  documents  "  therein  specified.  It  is  not  unusual 
for  one  Limited  Company  to  carry  on  business  in  the  name  of  another  {Perks, 
Gunston,  and  Tee,  Ld.  v.   Thompson,  Talmey  A  Go.,  18  R.P.C.  185,  188). 

10  [Byrnb,  J.,  referred  to  Randall,  Ld.  v.  British  and  American  Shoe  Gompany 
(19  R.P.C.  393  ;  L.R.  (1902)  2  Ch.  354).] 

Moore,  in  reply,  referred  to  Re  Powell  (11  R.P.C.  4;  L.R.  (18S4)  A.C.  8), 
where  the  House  of  Lords  held  that  the  term  "  Yorkshire  Relish  "  had  not  been 
used  as  a  Trade  Mark  aloue  before  1875.    Rule  11  of  the  Trade  Mark  Rules,  1890, 

15  has  not  been  complied  with,  as  there  is  no  statement  of  the  application  being 
"  by  the  Applicant  or  his  predecessors  in  business."  [BYRNE,  J.,  referred  to 
Re  Bryant  and  May,  Ld.  (8  R.P.C.  69).] 

Byrnb,  J. — ^This  is  an  appeal  from  the  decision  of  the  Comptroller  allowing 
the  registration  of  a  certain    device    which   consists  of  a    knight  in  chess 

20  with  a  label  beneath  it,  containing  the  words  "Trade  Mark,"  four  stars, 
crossed  spears,  and  a  crown  in  the  space  between  the  heads  of  the  spears  at 
the  top.  The  application  is  for  registration  of  an  old  mark,  and  the  form  of  it 
is  :  "  You  are  hereby  requested  to  register  the  accompanying  Trade  Mark  in 
"  Class  42  " — I  ought  to  mention  there  are  two  applications,  but,  with  one  slight 

25  exception,  which  does  not  affect  my  decision,  the  user  is  exactly  the  same,  and 
I  take  the  one  in  Class  42 — "in  respect  of  (a)  non-spirituous  cordials  and 
"  beverages  in  the  name  of  James  Heddle  &  Go.  14/17  &  25/31,  Mitchell 
"  Street,  Leith,  N.B.,  Rectifiers  and  Wholesale  Wine  and  Spirit  Merchants." 
The  directions  state  :  "  Here  insert  legibly  the  full  name,  address,  and  descrip- 

30  "  tion  of  the  individual,  firm  or  company  (see  also  subsection  (6)  of  section 
"  62  of  the  Act  quoted  on  the  back  of  this  form),  add  trading  style  if  any." 
Then  the  application  goes  on,  "who  claims  to  be  the  proprietor  thereof." 
The  directions  state :  "  Alter  to  '  claim  to  be  the  proprietor  thereof '  in  the 
"  case  of  a  firm  or  Company."    It  is  "  the  proprietors "  in  this  case.    Then 

35  that  is  signed  by  the  Applicants,  and  there  is  a  statement :  "  The  above  mark 
"  has  been  used  by  the  Applicants  and  their  predecessors  in  business  since 
"  about  four  years  before  the  15th  of  August  1875." 

Several  points  have  been  taken  by  the  Opponent,  and  the  materials  that  I  have 
before  me  differ  from  the  materials  which  were  before  the  Comptroller.    Of  the 

40  objections  taken  it  appears  to  me  that  there  are  two  which  ought  to  succeed. 
The  first  of  those  is  that,  on  the  evidence  as  it  now  stands  before  me,  after  the 
discussion  that  has  been  had,  it  appears  to  be  clear  that  the  firm  of  James 
Heddle  <fc  Go.  although  they  may  be,  and  probably  are,  an  existing  firm — and  I 
aay  nothing  to  the  contrary  of  that — ^are  no  longer  the  owners  entitled  to  regis- 

45  tration  of  the  mark  in  question,  and  it  was  pointed  out,  amongst  other  things, 
that  in  the  closed  record  of  a  Scotch  case  brought  by  Melrose,  Drover  dt  Co. 
against  James  Heddle  there  are  certain  statements  of  fact  for  the  Complainers  ; 
and  the  statement  on  behalf  of  the  Complainers  is — first,  that  the  Complainers* 
Company  was  incorporated  under  the  Companies  Act  for  the  purpose  of  ac- 

50  quiring  as  a  going  concern  the  business  of  Melrose,  Drover  A  Co.,  rectifiers, 
distillers,  whiskey  blenders  and  exporters,  Leith.  The  Company's  registered 
office  is  17,  Mitchell  Street,  Leith.  In  Statement  2  the  Complainers  in  due 
course  acquired  the  said  business  of  Melrose,  Drover  A  Go,,  including  the 
goodwill  thereof  and  all  the  registered  Trade  Marks,  trade  names,  brands  and 

55  labels  belonging  thereto.  Statement  3  is  that  one  of  the  businesses  which  was 
carried  on  by  and  merged  in  the  concern  of  Melrose,  Drover  A  Go.  and  acquired 
by  the  Complainers  was  that  of  James  Heddle  A  Co.,  rectifiers,  and  blenders. 
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It  appears  to  me  that  that  is  consistent  with  the  evidence  which  has 
been  adduced  before  me  as  showing  that  the  Limited  Company  although 
they  may  not  yet  have  had  an  actual  assignment— that  the  evidence  fails  to 
show — ^are  the  persons  who  are  the  equitable  owners  of  the  mark  in  question  if 
anybody  is,  and  the  persons  entitled  to  registration.  I  understand  that  it  has  5 
been  the  practice  in  the  Office  not  to  regard  the  legal  title  if  the  party  applying 
is  absolute  owner  of  the  whole  beneficial  interest;  I  think  I  am  stating  it 
accurately,  Mr.  Parker  ? 

Parker.-^The  Office  has  in  cases  done  so. 

Byrne,   J, — It   has    in    cases   done    so.     I    might,   of   course,  leave  tiie  10 
matter    there   and   say  that  I    think    the    wrong    party  has  Applied  and  it 
ought   to   go  back,  but   1   may  be   in   error  in   the  view  I   luive  taken  in 
reference   to  that;    and  the  case  has  been  so  fully  and  well  argued  that, 
upon    the    assumption  that  the    application  is  made  in  the  right  name,  I 
ought  to  deal  with  one  other  point  which  I  think  on  the  evidence  is  an  answer  15 
to  the  application  to  register.    The  Comptroller  had  not  certain  evidence  which 
I  now  have,  and  he  laid  great  stress  on  the  fact,  and  thought  it  of  great  import- 
ance, that  the  owner  himself  had  sought  to  register  the  same  mark  in  the  same 
form  as  an  old  mark,  but  now  it  is  reasonably  clear  from  a  letter  written 
to  the  Comptroller  of  the  Patent  Office  by  Mr.  Heddle  that  his  reason  for  doing  20 
so  was  that  he  conceived  he  could  not  register  and  comply  with  the  terms  of 
the  declaration  required  by  the  Office,  because  of  the  superadded  matter,  and 
he  abandoned  his  application  on   the  footing  that  he  could  not  make  the 
declaration  which  would  be  required  in  order  to  enable  him  to  pursue  his 
application  so  to  register.    That  certainly  bears  out  the  view,  not  that  he  was  25 
asserting  or  insisting  on  a  right  to  register  that  which  he  now  says  was  the 
mark,  but  that  he  was  trying  to  register  something  which  the  Applicants  now  say 
is  the  mark,  and  that  he  was  met  by  the  very  objection  with  which  he  is  now 
meeting  the  present  Applicants.    It  is  quite  true  that  the  evidence  of  user 
before  1875  depends  on  the  Opponent  alone  corroborated  by  the  documents  30 
which  he  produces  and  exhibits,  but  he  has  not  been  cross-examined,  and  he 
seems  to  have  given  his  evidence  in  very  great  detail.    I  do  not  see  that  I  can 
refuse  to  accept  his  evidence  on  the  subject  and  it  goes  to  this — ^that  as  regards 
user  before  1875  the  device  to  which  I  have  referred— the  crossed  spears,  the 
crown,  and  the  label  with  the  words  "  Trade  Mark  "  upon  it— was  never  used  35 
without  the  name  of  "  James  Heddle  "  or  "  James  Heddle  A  Co:'  in  juxtaposition 
to  it,  and  on  the  same  cases.    The  way  that  the  mark  appears  to  have  been  used 
was  by  branding,  or  possibly  in  some  cases  stencilling,  on  the  cases  containing 
the  goods.    The  one  which  I  am  told,  as  the  result  of  the  evidence,  was  most  used 
before  1875  is  the  one  I  have  now  before  me,  which  bears  the  device  in  question  40 
with  a  crown.     It  has  under  it  the  words  ''James  Heddle  A  Co.,  Leith,"  and 
in  reference  to  the  other  exhibite  in  every  case  the  words  '' James  Heddle  &  Co.,'' 
or  ''James  Heddle  &  Co,  Leith,"  or  in  one  instance,  "James  Heddle"  ocgvlt. 
They  do  not  always  appear  in  the  same  position.     I  think  this  is  the  one 
I  was  told  was  most  commonly  used  of  all.     The  one  I  now  have  before  45 
me  (which  is  marked  A  232,857)  contains  the  design  to  which  I  have  referred, 
and  also  the  words    "James   Heddle"    on    each  side  towards  the    top,  and 
the   words  "Wine    Merchants"   on  each    side  on  the   end,  and  the  words 
"  Ja?fies  Heddle,  Leith,"  underneath.    That  is  a  different  arrangement  from  the 
one  I  was  previously  referring  to.    It  is  to  be  observed  in  each  case  that  the  50 
arrangement  is  symmetrical  in  reference  to  what  I  have  called  the  device.  Now 
it  is  proved  that  the  device  never  was  used  without  added  words  of  the  kind  to 
which  I  have  referred.    To  entitle  an  Applicant  to  registration  of  a  mark  as 
an  old  mark  he  must  show  that  it  was  used  as  a  Trade  Mark,  and  he  must 
show  that  it  was  used  alone  as  a  Trade  Mark.     The  main  case  that  has  been  55 
relied  upon  by  the  Opponent  is  the  case  of  Richards  v.  Butcher  (8  R.P.C.  249 ; 
L.R.  (1891),  2  Ch.  522),    There  it  was  sought  to  register  the  word  "  Monopole," 
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and  it  was  Bhown  that  the  word  "  Monopole  "  never  had  been  used  alone  but 
always  in  connection  with  the  name  of  the  firm  or  some  other  device  and  the 
name  of  the  firm.  That  was  the  ground  put  by  Lord  Esher^  who  said 
the  question  is  "  not  simply  whether  the  word  was  used  by  Heidsieck  &  Co,^  it 
5  "  is  whether  it  was  *  used  as  a  Trade  Mark.'  That  is  a  question  of  fact.  The 
"  PlaintiflEs  say  the  word  was  used  as  a  Trade  Mark.  The  Defendants  answer 
"  '  It  was  never  used  as  a  Trade  Mark  ;  it  was  used  with  some  other  words 
** '  or  with  some  other  thing  as  a  Trade  Mark ;  it  was  never  used  alone  as  a 
"  *  Trade  Mark.'  Now,  what  constitutes  the  use  of  anything  *  as  a  Trade  Mark '  ? 
10  "  not  the  mere  use  of  it,  but  the  use  of  it  in  a  particular  way,  and  with  a 
"  particular  result.  You  use  the  thing  *  as  a  Trade  Mark,'  if  you  use  it  in 
*^  business,  or,  as  is  often  said  in  the  market,  as  a  mark  to  denote  your  goods, 
"  and  to  distinguish  them  from  the  goods  of  anyone  else.  You  use  it,  not 
"  merely  as  a  writing,  but  as  a  mark  in  the  market,  and  you  must  show  that 
15  **  you  used  it  in  the  market  for  the  purpose  of  distinguishing  your  goods,  and, 
*^  1  think,  you  must  also  show  that  the  market  accepted  it  as  a  distinguishing 
"  mark  of  your  goods — ^then  you  use  it  as  your  *  Trade  Mark.' "  Speaking 
generally,  it  has  been  well  established  by  the  authorities  that  you  must  show 
that  the  mark  you  seek  to  register  was  used  as  you  seek  to  register  it,  and 
20  without  other  matter  before  1875. 

Mr.  Lever^  in  his  very  excellent  argument  for  the  Applicants,  said,  if  you  look 

at  the  mark  fairly,  as  it  was  used  before  1875,  this  being  a  matter  of  evidence, 

you  will  be  able  to  come  to  the  conclusion  that  the  name  and  address  in  this 

case  formed  no  part  of  the  Trade  Mark,  and  he  uses  it,  as  strongly  pointing  in 

25  that  direction,  that  the  words  "  Trade  Mark "  appear  in  the  scroll  or  label 

immediately  at  the  foot  of  the  device,  or  may  be  said  to  form  part  of  the  device, 

and  that  those  words  appear  to  be  applicable  to  the  device  alone  without 

reference  to  the  added  words  the  name  "  James  Heddle  "  or  "  James  Heddle 

"  A  Coy  underneath  the  other  words.    I  confess  I  cannot  think  that  that  is  the 

30  true  conclusion  to  come  to  here.     In  the  first  place,  I  am  not  satisfied  that  the 

words  "  Trade  Mark  "  were  meant  to  apply  to  one  portion  of  the  whole  of  what 

was  used  rather  than  to  the  other,  and  I  think  that,  whatever  he  called  it,  the 

public  and  the  market  would  associate  all  the  words  used — I  am  includiDg  the 

name  and  the  address — ^as  being  part  of  the  mark  by  which  the  vendor  intended 

35  to  identify  his  goods  in  the  market.     I  think,  therefore,  that  upon  the  evidence 

in  the  present  case  there  is  not  sufficient  to  enable  me  to  say  that  there  was 

such  a  user  of  the  design,  sought  to  be  registered,  prior  to  the  17th  of  August 

1875,  as  would  entitle  it  now  to  be  registered  as  a  separate  Trade  Mark. 

I  do  not  think  it  necessary  to  deal  with  some  other  matters  that  have  been 

40  referred  to.     I  thought  it  was  fair  to  deal  with  that  point  because  the  other  is 

a  narrow  one,  and  I  might  be  in  error  upon  it. 

The  result  will  be  that  the  appeal  must  be  allowed,  with  costs.  That  must 
not  be  understood  as  preventing,  or  intending  to  prevent,  a  fresh  application  on 
the  part  of  the  Company  if  they  think  fit  to  make  such  an  application.  Of 
45  course  they  would  have  to  do  it  in  face  of  my  reasoning  on  the  other  point ; 
but  I  do  not  mean,  by  saying  that  the  present  Applicants  were  not  entitled  to 
apply,  that  the  limited  Company  are  therefore  not  entitled. 
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In  the  Matter  of  Scotfs  Patent  {No.  13,588  of  1901). 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  MR.  JUSTICE  JOYCE. 

June  12th,  1903. 

In  the  Matter  op  Scott's  Patent  (No.  13,588  of  1901). 

Patent. — Petition  for  revocation. — Consent  Order. — WhetJier  to  be  obtained  in  5 
Court  or  in  Chambers. 

In  1901  Letters  Patent  (No.  13,588  of  1901)  were  granted  to  Ernest  George 
Scott  for  alleged  "  Improvements  in  the  treatment  of  liquids  for  the  crystalifea- 
"  tion  or  deposition  of  substances  therein."  In  March  1903  a  Petition  for  the 
revocation  of  this  Patent  was  presented  by  Joseph  Crosfield  &  SonSy  Ld.^  on  the  10 
ground  that  the  alleged  invention  was  not  new  at  the  date  of  the  Patent  for 
reasons  stated  in  the  Particulars  of  Objections. 

By  their  Particulars  of  Objections  the  Petitionera  alleged  that  they  had  for 
four  years  prior  to  the  date  of  the  Petition  publicly  manufactured  and  publicly 
and  commercially  used  in  the  ordinary  course  of  their  business  the  invention  15 
set  forth  in  the  Patentee's  Specification,  and  claimed  in  the  three  claims  thereof, 
at  their  works  at  Warrington. 

The  Petition  came  before  Mr.  Justice  INOLE  JOYCE  on  the  13th  of  June  1903. 

D.  Fulton  (instructed  by  C.  Urquliart  Fislier)  appeared  for  the  Petitioners ;  and 
A.  J.  Walter  (instructed  by  Jonathan  Harris)  appeared  for  the  Respondent.        20 

Fulton. — ^The  Respondent,  after  having  inspected  our  apparatus  in  accordance 
with  an  Order  made  for  the  purpose,  has  come  to  the  conclusion  that  he  cannot 
resist  the  Petition,  and  consents  that  the  Patent  shall  be  revoked.  I  therefore 
ask  for  a  formal  Order  of  revocation.  The  case  is  in  your  Lordship's  list,  but 
not  yet  in  the  printed  list.  25 

Walter. — The  Order  is  consented  to.  The  only  question  is  why  the  Order  was 
not  taken  in  Chambers.  A  written  consent  was  given  by  the  Respondent 
before  the  Petition  was  set  down. 

Ingle  Joyce,  J. — It  was  for  the  Respondent  to  go  to  Chambers  and  say  that 
he  submitted  to  the  Order  and  to  pay  the  costs.  30 

Fulton. — Then  your  Lordship  will  now  make  an  Order  for  revocation  of  the 
Patent  with  costs  ? 

Ingle  Joyce,  J.— Yes. 
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In  the  Matter  of  Lake  and  Elliott's  Application  for  a  Trade  Mark. 


In  thu  High  Court  of  Justice.— Ohanobrt  Division. 


Before  Mr.  Justice  Kekbwich. 


June  16th,  1903. 


In  the  Matter  of  Lake  and  Elliott's  Application  for  a 
h  Trade  Mark. 


Trade  Mark. — Registration. — "  Millennium  ^^  for  carriages  allowedy  notwith- 
standing long  t^ser  of  "  Millennium  ^'  as  a  registered  Trade  Mark  for  bread 
and  flour  which  iMd  been  sold  in  vehicles  so  labelled. — Goods  not  ^Uif  the  same 
description^ — Patents^  Ac.  Act^  1883,  section  72. 

10  The  Applicants^  who  were  engineers^  sought  to  register  live  word  "  Millennium  " 
as  a  Trade  Mark  in  Glass  22  in  respect  of  carriages  generally.  The  Opponents^ 
who  were  flour  millers,  had  in  1895  registered  the  word  in  Class  42  for  food, 
including  flour  and  bread,  and  they  opposed  the  present  application,  mainly  on 
the  ground  that  the  Trade  Mark  had  for  ten  years  past  denoted  their  flour  and 

15  bread,  which  had  been  for  many  years,  both  by  themselves  and  by  bakers  in 

different  parts  of  the  country,  sold  out  of  vans,  carts,  and  motor  cars  bearing 

the  uxyrd  displayed  in  large  characters.      TJie  Comptroller- Oeneral  having 

decided  against  the  Opponents^  they  appealed. 

Held  {affirming  the  decisiofi  of  the  Comptroller),  that  the  use  of  the  wo7d 

20  ^^ Millennium^'*  on  carriages  and  vehicles  manufactured  by  the  Applicants, 
marked  in  the  manner  usual  to  such  a  trade,  was  not  calculated  to  lead  the 
public  to  think  that  bread  and  flour  which  might  be  sold  out  of  them  were  of 
the  Opponents'*  manufadure ;  that  the  goods  in  respect  of  which  the  Opponents 
were  registered  were  not   ^^tJie  same  description  of  goods  ^*  as  those  of  the 

25  Applicants ;  and  that  the  word  was  therefore  properly  placed  on  the  Register 

by  the  Comptroller. 

Eno  V.  Dunn  (7  B.P.C.  Sll ;  L.R.  15  A.C.  252)  considerei. 
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In  the  Matter  of  Lake  and  ElliotCs  Application  for  a  Trade  Mark. 

Lake  and  Elliott  were  engineers  and  makers  of  cycle  tools  and  machinery,* 
carrying  on  business  at  the  Albion  Works,  Braintree,  Essex.  In  1895  the  firm 
had  registered  the  word  "  Millennium  **  as  a  Trade  Mark  in  Class  12  for  cutlery 
and  edge  tools,  and  in  1900  in  Class  13  for  metal  goods  not  included  in  other 
classes.  5 

In  1895  the  Opponents,  Messrs.  William  Vernon  A  SonSy  flour  millers, 
carrying  on  business  at  the  Atlantic,  Brunswick  Street,  Liverpool,  registered 
the  word  ^'  Millennium  '*  in  Class  42  for  food,  and  had  since  registered  it  in 
seventeen  different  classes,  only  one  of  which,  Class  6,  related  to  metal  goods 
(viz.,  '*  machinery  ").  10 

In  February  1902  Lake  and  ^Ko^,  who  intended  to  commence  manufacturing 
and  trading  in  entire  carriages,  motor  cars,  and  the  like,  applied  for  the  rei^istra- 
tion  of  the  word  ^^  Millennium  ^*  as  a  Trade  Mark  in  Class  22  in  respect  of  carrite:eB 
generally  under  the  number  244,170,  but  their  application  was  in  May  IaQ|2 
opposed  by  William  Vernon  A  SonSy  mainly  on  the  ground  that  their  Trade  15 
Mark  '*  Millennium,"  extensively  used  for  upwards  of  ten  years  to  denote  their 
flour  and  bread,  had  been  long  since  displayed  on  numerous  bakers'  delivering 
vans,  carts,  and  motor  cars  in  various  parts  of  the  country  and  also  on  their  own 
vehicles. 

It  appeared  that  in  May  1901  the  Opponents  had  themselves  applied  for  the  20 
registration  of  the  word  in  Class  22,  but  their  application  had  been  refused  by 
the  Comptroller  on  the  ground  that  there  was  already  on  the  Register  for  that 
class  a  mark  *^  Milunum,"  from  the  proprietors  of  which  the  Opponents  did 
not  think  it  necessary  to  get  the  consent  which  the  Comptroller  required. 

In  their  Notice  of  Oppo3ition  the  Opponents,  after  stating  their  own  registered  25 
Tra-^e   Marks  and  their  main  contention  as  above,  continued  as  follows  : — 
*'  (5)  That  it  is  not  customary  to  brand  vehicles  with  a  Trade  Mark  of  the 
"  makers,  but  only  with  the  Trade  Mark  of  the  owners,  hence  anyone  seeing 
"  the  word  '  Millennium '  on  a  vehicle  would  at  once  connect  it  with  our 
"  enormously  advertised  business  and  suppose  it  to   be  a  van  used  in  our  30 
"  business.    (6)  That  if  tbe  word  *  Millennium '  be  displayed  on  vehicles  by 
*'  the  Applicants,  the  use  of  the  said  word  will  thus  be  liable  to  deceive,  and  it 
"  will  open  a  door  for  fraud,  as  a  dishonest  flour  dealer  by  purchasing  one  of 
"  the  Applicants'  vehicles  marked  with  the  brand  *  Millennium '  will  be  able 
'^  to  deceive  the  public  into  believing  that  the  vehicle  is  used  for  our  business,  35 
''  or  by  an  agent  of  ours,  and  that  he  is  dealing  in  our  goods.    {7)  That  this  is 
''  the  more  likely  as  it  has  been  our  practice  for  some  years  to  allow  bakers  who 
"  use  our  flour  only  to  freely  use  our  Trade  Mark,  and  we  even  supply  bakers, 
^^  using  our  flour  only,  with  bands  and  other  labels  containing  our  Trade  Mark 
''  to  put  round  their  goods  and  encourage  them  to  use  our  Trade  Mark  on  their   40 
"  vehicles  so  as  to  indicate  that  they  are  dealers  in  *  Millennium '  goods." 

The  Comptroller,  having  heard  the  parties  in  the  matter,  gave  his  decision  as 
follows  on  the  7th  of  November  1902  : — "  This  is  an  opposition  to  the  registration 
*'  of  a  mark  in  Class  22.  The  mark  is  a  word  mark,  but  the  word  is  not  an 
"  invented  word,  but  is  a  known  word,  namely,  the  word  *  Millennium.'  The  45 
**  Opponents  themselves  applied  to  register  the  mark  in  Class  22,  but  they  were 
^'  not  disposed  to  carry  out  the  suggestions  of  the  OfBce  and  their  application 
*'  fell  through.  The  Applicants,  on  the  other  hand,  have  carried  out  the 
'<  suggestions  of  the  OfiQce  ;  they  have  obtained  the  required  consent,  and  their 
"  application  has  accordingly  proceeded.  I  mention  this,  because  it  is  no  part  of  50 
^'  this  opposition  that  the  Opponents  have  used  this  mark  as  a  Trade  Mark  upon 
''  vehicles,  and  their  acquiescing  in  the  refusal  of  their  own  application  tendjs  to 
'^  show  that  Class  22  is  not  a  class  in  which  they  have  any  business.  But  they 
*^  have  a  business  in  other  goods,  and  they  have  the  word  ^  Millennium  *  registered 
**  in  certain  classes,  and  tbe  Applicants  also  have  the  word  *  Millennium '  as  55 
"  their  registered  Trade  Mark  in  certain  other  classes.  The  opposition,  then, 
^^  is  grounded  upon  the  prohibition  that  the  Act  contains  to  the  registration  of 
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*^  an  identical  mark  for  different  proprietors  for  the  same  goods  '  or  description 
"  *  of  goods.'  Now,  it  is  admitted  that  Class  22  does  not  include  goods  that  are 
^^  the  same  as  the  goods  in  the  classes  for  which  the  Opponents  are  registered, 
"  and  the  sole  question  I  have  to  deal  with  is  whether  they  are  '  the  same 
5  "  '  description  of  goods  *  within  the  meaning  of  the  Statute.  Now,  in  my 
*'  opinion,  the  meaning  of  the  Statute,  put  broadly,  is  that  one  man  shall  not, 
"  by  using  the  same  mark  on  his  goods  as  his  neighbour,  sell  such  goods  on  his 
^  neighbour's  reputation,  and  one  of  the  considerations  which  has  to  be  borne 
^*  in  mind  in  this  case  is,  £  think,  this  :  Would  any  person  seeing  *•  Millennium ' 

10  **'  used  as  a  Trade  Mark  on  vehicles  necessarily  or  probably  connect  the  manu* 
"  facture  of  those  vehicles  with  Messrs.  Vernon^  the  corn  millers  ?  The 
*^  evidence  on  this  point  was  not  read  to  me  in  full,  and  I  have  since  the 
^  hearing  had  to  go  through  it  carefully.  In  my  opinion  the  use  of  the  mark 
'^  as  a  Trade  Mark  on  a  vehicle,  used  in  the  place  where  Trade  Marks  on 

15  *^  vehicles  are  usually  put,  would  not  induce  anybody  to  think  that  that  vehicle 
'*  had  anything  to  do  with  Verruma^  the  com  millers.  In  my  opinion  the 
^'  evidence  of  the  Opponents  is  entirely  beside  the  point.  Taking  as  an  example 
'*  the  declaration  of  Mr.  McDowell^  a  carriage  builder,  I  think  the  statements  in 
**  his    declaration    (paragraph  5)  are    probably  or   possibly  true,  but  those 

20  '^  statements  are  made  with  an  apparent  ignorance  of  the  point  to  be  proved, 
*'*'  namely,  whether  the  Applicants'  mark  used  as  a  Trade  Mark  upon  vehicles 
'•  would  lead  to  any  belief  as  to  the  manufacturer  being  connected  with  corn 
^^  millers,  and  not  whether  the  word  *  Millennium '  marked  conspicuously 
"  would  lead  to  any  belief.    Mr.  McDowell  knows  perfectly  well  how  the  Trade 

25  ^'  Marks  of  carriage  builders  are  used  on  the  carriages  they  make,  and  I  can 
^^  only  suppose  that  the  statements  in  paragraph  5  were  put  into  his  mouth  with 
**  a  view  to  his  misleading  me  if  he  could.  It  is  true  that  one  seeing  the  word 
*^  *"  Millennium  *  conspicuously  on  the  cover  of  a  baker's  cart  might  connect  his 
"  bread  with  Vernon'a  corn,  but  as  to  the  manufacture  of  the  cart  no  inference 

30  "  could  be  drawn.  As  a  fact,  you  do  not  expect  to  find  the  Trade  Mark  of  the 
*'  maker  of  a  baker's  cart  on  the  cover  of  the  cart  but  on  the  hub  of  the  wheel. 
"  I  am  quite  clear  that  the  goods  for  which  Messrs.  Vernon  are  registered  are 
^'  not  the  same  description  of  goods  as  carriages,  and  that,  therefore,  this 
"  opposition  ^ils.    It  is  not  necessary  to  determine  the  point,  but  it  seems 

35  *^  to  me  that  carriages  are  rather  goods  of  the  same  description  as  some  of  the 

*^  goods  in  the  classes  for  which  the  Applicants  have  got  registration,  and 

'^  that   the  extension  of    the    use    of   this   mark   to  carriages  is  therefore  a 

^'  legitimate  proceeding  on  their  part. 

^^  I  have  dealt  with  the  opposition  upon  the  grounds  set  forth  in  the  Notice 

40  "  of  Opposition,  beyond  which  under  subsection  9  of  Rule  31  it  is  impossible  to 
^^  go.  It  is  true  that  there  are  certain  vague  and  shadowy  statements  contained 
"  in  a  reply  declaration  by  Mr.  Thomas  Thomycroft  Vernon^  but  I  should 
^'  consider  such  statements  not  strictly  in  reply.  But,  even  if  they  are,  they 
^^  are  quite  outside  the  stated  grounds  of  the  opposition,  and  I  therefore  do  not 

45  ^'  take  them  into  consideration.    The  mark  will  not  be  placed  on  the  Register 
*<  for  one  month  to  enable  the  Opponents  to  appeal,  if  they  are  so  advised,  and, 
"  if  they  do  appeal,  it  will  not  be  registered  until  that  appeal  is  determined." 
|l>  The  Opponents  appealed  from  this  decision,  and  the  appeal  came  before  Mr. 
Justice  Kbkewigh  on  the  16th  of  June  1903,  on  a  motion  for  the  levereal  of 

50  the  decision. 

Sebastian  (instructed  by  John  Ridery  agent  for  George  H,   Thompson^  of 
Liverpool)  appeared  for  the  Opponents ;  J.  H,  Gray  (instructed  by  Upton  and 
Britton)  appeared  for  the  Applicants. 
For  the  purposes  of  this  hearing  the  evidence  had  been  somewhat  recast,  and 

55  went  to  prove— (1)  that  the  Trade  Mark  "  Millennium  "  had  for  many  years 
past  been  well  known,  particularly  throughout  the  north  of  England,  in  connec- 
tion with  the  Opponents'  firm  as  a  Trade  Mark  used  by  them  to  denote  a  special 
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brand  of  flour  made  by  them ;  (2)  that  it  was  a  general  practice  among  bakers 
and  flour  dealers  to  sell  their  goods  out  of  vans  or  carts  having  painted  thereon 
the  brand  or  name  of  the  goods  they  sell ;  that  this  was  the  practice  with  the 
Opponents*  goods,  and,  this  being  so,  that  if  people  saw  the  word  ^  Millennium  ** 
on  carts,  vans,  or  other  vehicles,  they  would  at  once  conclude  that  such  carts,  5 
vans,  or  vehicles  belonged  to  the  Opponents  or  persons  dealing  in  their  flour  or 
bread  made  from  it,  and  that  confusion  injurious  to  the  Opponents  would  arise; 
(3)  that  the  Opponents  had  largely  used  their  advertisements  containing  the 
word  since  1892 ;  and  (4)  that  many  bakers  and  flour  dealers  in  difiierent  parts 
of  the  country  had  vans  and  carts,  from  which  they  sold  the  *.*  Millennium "  10 
goods  of  the  Opponents,  having  the  word  '^  Millennium ''  conspicuously 
painted  on  them, 

Sebastian  for  the  Opponents. — The  word  "  Millennium  *'  ought  not  to  be 
Registered  for  these  Applicants  in  Class  22  for  wheeled  vehicles,  because  we 
have  used  it  on  wheeled  vehicles  in  connection  with  our  sale  of  our  make  of  15 
bread  and  flour  since  1892,  and  the  sale  of  carts  ahd  vans  bearing  the  word 
would  lead  to  their  being  used  for  the  sale  of  other  bread  and  flour  which 
w<tuld  be  passed  off  for  ours.     Such  registration  would  put  on  the  market  an 
article  which  would  lead  to  its  purchasers  being  made  Defendants  in  passing-off 
actions.    In  the  Patents,  &c.  Acts,  1882-1888,  section  62  gives  the  Comptroller  20 
and  the  Court  a  discretion  in  these  applications  ;  section  69,  which  provides  for 
opposition,  contains  no  restriction  as  to  the  grounds  of  opposition  which  may  be 
put  in ;  and  the  onus  of  proof  that  the  proposed  mark  is  "  calculated  to  deceive  •* 
within  the  meaning  of  section  73  is  stated  in  Bno  v.  Dunn  (7  R.P.C.  311 ; 
L.R.  15  A.C.  252)  to  be  on  the  Applicant  who  is  in  petitoriOy  and  must  show  that  25 
the  mark  will  not  be  calculated  to  deceive.    In  Re  Marks  and  Tellefsen*s 
Application,  reported  in  a  note  to  Be  Farrow*s  Application  (63  L.T.  233,  at 
page  234),  the  object  of  the  Registration  Act  was  well  stated  by  Pearson^  J.,  to 
be  the  prevention  of  "  litigation  that  used  to  occur  long  after  people  had  b^un 
"  to  sell  their  goods,  by  preventing  in  limine  persons  from  using  Trade  Marks  30 
"  which  were  calculated  to  deceive,  by  being  very  much  like  other  Trade 
"  Marks.'*     In  an  unreported  case  of  Re  Simpson^  Davies  A  Son  (noted  at 
page  97  of  Sebastian  on  Trade  Marks,  4th  edition),  the  proprietors  of  a  Trade 
Mark  registered  for  coal  in  Class  4  successfully  opposed  the  registration  of  a 
similar  mark  for  railway  waggons  in   Class  22,  the  Opponents*  coal  being  35 
carried  in  and  sold  out  of  waggons.    The  catalogue  of  the  Applicants  shows 
that  this  Trade  Mark  is  already  used  for  a  number  of  articles,  but  its  extension 
to  carts  is  a  new  proposal,  which  the  Court  will  not  allow,  notwithstanding  its 
registration  in  respect  of  other  classes,  when  the  Opponents  have  already  used 
it  and  had  it  registered  in  the  class  now  proposed  {Re  Jellej/j  Son,  and  Joneses  40 
Application^  reported  in  a  note  to  Re  Braby  <k  Go.^s  Applications^  61  L.J.  Ch. 
637,  at  page  639). 

J.  H.  Oray^  for  the  Applicants,  was  not  called  on. 

Kbkkwich,  J. — This  case  to  my  mind  is  entirely  free  from  difficulty.  The 
Comptroller  has  assented  to  the  registration  of  the  word  "  Millennium  '*  as  a  Trade  45 
Mark  for  carriages  generally — apparently  intended  for  motor  cars  and  other 
carriages.  The  Opponents  have  •*  Millennium "  on  the  Register  in  quite  a 
different  class,  which  includes — and  really  as  far  as  they  are  concerned  includes 
only — flour  and  bread.  They  may  use  it  for  other  purposes  of  food,  but  flour 
and  bread,  according  to  the  evidence,  are  really  the  articles  for  which  tiieir  50 
Trade  Mark  "  Millennium  "  is  used. 

It  is  said  on  behailf  of  the  Opponents  that  the  admission  of  ^  Millennium  **  as 
a  Trade  Mark  for  carriages  will  deceive  the  public  and  create  confusion  in 
the  minds  of  purchasers,  because  they  will  regard  the  word  '*  Millennium,**  as 
used  by  the  Applicants,  as  connected  with  the  word  '^  Millennium  '*  as  used  by  55 
the  Opponents.  That  is  based  on  this,  and,  as  I  understand  it,  on  this  only.  The 
Opponents  deal  largely  in  flour  and  bread,  and,  dealing  largely  in  those  things, 
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they  are,  of  coarse,  bound  to  carry  them  about  and  deliver  them  to  their  customers, 
and  that  is  done  in  vehicles  of  many  descriptions — it  may  hereafter  be  done,  if  it. 
has  not  yet  been  done,  even  in  motor  cars — but  in  vehicles  of  all  descriptions.  On 
these  vehicles  they,  according  to  the  custom  of  traders  who  wish  to  advertise  their 
5-  goods,  place  the  word  '*  Millennium,"  so  that  those  who  see  the  carts  driving 
about  may  know  that  they  are  carrying  *•  Millennium  "  flour,  or  "  Millennium  " 
bread.  They  say  that  when  members  of  the  public  see  the  word  "  Millennium" 
on  LaAc  and  ii7W(;^rs  carriages,  supposing  for  the  purpose  (which  is  rather  an 
extravagant  hypothesis)  that  ^*  Millennium  "  is  printed  largely  on  the  side  of  a 
10-  motor  car,  or,  for  instance,  on  the  varnished  door  of  a  brougham,  they  will  l^e 
deceived  and  think  that  that  is  connected  with  the  flour  and  bread  manufactured 
by  Vernon  A  SonSy  the  Opponents.  It  seems  to  me  that  that  argument  has  no 
practical  value.  I  have  already  hinted  that  the  word  "  Millennium "  when 
used  by  Lake  and  Elliott  on  carriages  is  not  likely  to  be  found  in  that  prominent 
15  form  which  is  suggested,  but,  even  if  it  is,  if  i^t  is  put  there  to  show  that  the 
carriage  in  question  is  a  ^'  Millennium  "  carriage — that  is  to  say,  a  carriage 
manufactured  hj  Lake  and  Elliott,  whose  Trade  Mark  is  "Millennium"  for 
those  purposes — why  should  there  be  any  confusion  created  so  as  to  deceive  the 
public  as  between  Vernon  tt  Sons  and  Lake  and  Elliott  ?  There  really  is,  to 
20  my  mind,  no  reason  at  all.  The  word  "  Millennium  "  is  put  on  to  carts  and 
other  vehicles  which  are  concerned  in  the  delivery  of,  or  in  the  advertising  of, 
flour  or  bread  in  order  that  it  may  thereby  advertise,  not  the  carriages,  but 

j  the  flour  and  bread  ;  and  if  unfortunately  Vernon  &  Sons  have  used  the  word 

**  Millennium  "  on  carts  and  other  vehicles  so  as  to  induce  the  public  to  think 

I  25  that  those  carts  and  vehicles  are  theirs— that  is  to  say  are  "  Millennium  "  carts 

I  and  carriages,  for  which  they  have  a  Trade  Mark — ^then  they  have  done  wrong, 

and  they  have  misled  the  public  themselves,  and  cannot  come  here  and  be 

heard  to  complain  of  others  who  propose  to  use  "  Millennium"  in  a  proper  way. 

I  have  been  referred  as  an  authority  for  this  opposition  to  Eno  v.  Dunn 

30  (7  R.P.C.  311 ;  L.R.  15  App.  Cas.  252),  which  of  course  is  a  very  well  known  case, 

and  is  extremely  useful,  but  it  is  also  extremely  unlike  this.    The  House  of 

Lords  there  laid  down  some  extremely  useful  propositions,  but  when  a  case 

of  that  kind  is  cited  with  reference  to  the  case  before  the  Court  one  must  see 

how  far  the  two  cases  agree.    The  argument  is   based,  in  this  case,  mainly 

35  on  Lord  Watson^s  judgment.    Lord  Watson  said  :  "  My  Lords,  this  appeal  does 

,  ^'  not  appear  to  me  to  raise  any  serious  question  in  regard  to  the  construction 

"  of  the  Patents,  Designs,  and  Trade   Marks  Act,  1883,  but  depends  upon 

!  '*  matters  of  fact  as  to  which  opinions  may  differ."    The   whole  judgment 

I  shows  that  that  was  his  view.    Then  on  page  258  of  15  Appeal  Oases*  he  sums 

40  up  his  view  of  the  possible  deception  which  might  arise  from  the  use  by  one 

party  of  the  words  **  Fruit  Salt "  which  were  already  in  use  by  the  other.    He 

says  :  '*  It  is  no  doubt  said  that  the  Respondent's  Trade  Mark  is  for  a  baking 

"  powder  to  be  used  in  the  manufacture  of  bread,  whereas  the  Appellant's  mark  is 

*'  a  powder  to  be  used  in  producing  an  effervescing  drink,  and  that  there  can  be  no 

45  "  risk  of  any  member  of  the  public  confounding  the  two  things.    To  a  certain 

•*  extent  the  criticism  is  well  founded.    I  do  not  suppose  that  persons  intending 

**  to  bake  would  buy  Eno's  Fruit  Salt,  or  that  persons  desiring  to  indulge  in  an 

**  aperient  drink  would  invest  in  Dunnes  Fruit  Salt  Baking  Powder.    But  I  do 

*'  think  that  there  would  be  a  supposed  connection  between  the  two  articles  in 

50  **  the  minds  of  many  persons,  who  would  naturally  assume  that  the  baking 

^*  powder    had    been    manufactured    with    the    Appellant's    fruit    salt    and 

[  "  purchase  it  in  that  belief ;  so  that  a  batch  of  badly  made  baking  powder 

"  might    seriously   injure    the    credit    of    the    effervescing  powder."     Now, 
applying  that  to  this  case,  I  think  that  anybody  purchasing  a  carriage  marked 

,  •  7  R.P.C.  816. 
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"Millennium,"  even  if  it  were  marked  in  the  prominent  way  which  is 
"  suggested,  and  which  I  cannot  help  thinking  is  an  ahsnrd  suggestion,  is  not 
at  all  likely  to  think  that  it  has  anything  to  do  with  hread  or  flour ;  and,  on  the 
other  hand,  I  do  not  think  that  any  person  buying  bread  or  flour,  even  though 
it  were  delivered  to  him  by  a  carriage  marked  "  Millennium  "  in  large  letters,  5 
would  be  likely  to  be  deceived  into  thinking  that  he  was  taking  it  from  a 
carriage  of  Lake  and  Elliott.  So  far  I  think  that  Lord  Watson^ s  judgment 
may  be  very  well  applied  to  this  case,  but  when  we  come  to  the  "  but "  I  think 
his  rematks  are  entirely  inapplicable.  I  cannot  see  that  there  will  be  any 
supposed  connection  between  the  two  articles.  I  cannot  really  convert  the  10 
words  of  Lord  Wataon^a  judgment  for  the  purpose  of  this  case  so  as  to  make  it 
really  applicable,  for  no  one  could  conceive  that  the  flour  or  bread  was  really 
closely  connected  with  the  carriage,  or  that  the  carriage  was  connected  with  the 
bread  or  flour.    It  seems  to  me  that  the  analogy  of  that  case  entirely  fails. 

In  giving  judgment  in  a  case  of  this  kind,  I  do  not  pretend  to  exclude,  and  it  15 
would  be  idle  for  me  to  pretend  to  exclude,  my  general  knowledge  of  the 
world,  and  I  know  very  well,  and  probably  could  verify  my  knowledge  by 
going  a  very  few  yards  from  the  door  of  the  Court,  that  carriages  are  frequently 
marked  either  witili  the  name  of  the  producer  of  the  article  which  is  conveyed 
in  the  carriage,  or  with  the  Trade  Mark  or  general  description  of  the  article  20 
itself ;  but  it  would  never  enter  into  my  mind,  or  into  the  mind  of  any  sensible 
man,  to  conclude  that  therefore  the  carriage  has  that  particular  appellation  and 
is  known  by  that  particular  Trade  Mark. 

I  think  that  the  Comptroller  has  come  to  an  entirely  right  conclusion  in  this 
case,  and  that  the  motion  must  be  refused  with  costs.  25 


Vol.  XX.,  No.  26.]       AND  TRADE  MARK  CASES.  611 

Scuxharin  CorporcUf07ij  Ld,  v.  Jackson. 


In  the  High  Court  op  Justicb.— Chancery  Division. 

Be/of^e  Mr.  Justice  Buckley. 

July  8th  and  9th,  1903. 

Saccharin  Corporation,  Ld.  v.  Jackson. 

5  Patetit. — Action  for  infringemmU. —  Validity  not  contested. — Plaintiffs  the 
owners  of  several  Patents  covering  all  kfioivn  ways  of  making  jmre  saccharin, — 
Judgment  for  Plaintiffs^  hut  injunction  limited  to  the  existence  of  the  earliest 
Patent. 

The  Saccharin  Corporation,  Ld.,  brought  an  action  for  infrivgetnent  of 
10  twenty-three  Patents^  all  relating  to  the  manufacture  of  saccharin^  alleging 
that  such  Patents  covered  all  the  known  ways  of  making  pure  sacchariii.  The 
Defendant  did  not  dispute  the  validity  of  the  Patents^  but  denied  infringement^ 
and  alleged  that  the  saccfiarin  sold  by  him  was  not  pure  sa^xharin^  which  is  if 
550  strength^  hut  wets  saccfiarin  of  330  strength ;  that  it  was  made  abroad^  and 
15   that  he  did  not  know  how  it  was  made. 

Held,  that  the  saccharin  sold  by  the  Defendant  was  of  550  strength^  and  thai 
the  evidence  established  that  the  Plaintiffs*  Patents  covered  all  known  ways  of 
making  pure  saccharin ;  thai  the  sales  by  the  Defendant  were  therefore  infringe- 
ments of  those  Patents  or  soms  of  them.  Judgment  was  given  for  the  Plaintiffs^ 
20  but  the  injunction  granted  was  limited  to  the  existence  of  the  Patent  earliest  in 
dale. 
Saccharin  Corporation,  Ld.  v.  Dawson  (19  B.P.G.  169)  followed. 

On  the  llih  of  December  1901,  the  Saccharin  Corporation^  Ld.y  commenced 
an  action  against  Daniel  Hudson  Jackson  for  infringement  of  scTenteen  Patents, 
25  and  by  amendment  on  the  2lBt  of  November  1902  of  six  farther  Patents. 
The  twenty-three  Patents  thus  sued  on  were  as  follows  : — 

No.  22,787,  dated  the  30th  of  December  1891. 
No.  10,769,  dated  the  1st  of  June  1893. 
No.  21,417,  dated  the  10th  of  November  1893. 
30  '      No.  6198,  dated  the  27th  of  March  1894. 

No.  25,273,  dated  the  29th  of  December  1894. 
No.  3930,  dated  the  23rd  of  February  1895. 
No.  5135,  dated  the  11th  of  March  1895. 
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No.  8661,  dated  the  Ist  of  May  1895. 
No.  10,955,  dated  the  Ist  of  June  189i». 
No.  17,401,  dated  the  6th  of  Angust  1896, 
No.  26,139,  dated  the  19th  of  November  1896. 
No.  27,655,  dated  the  4th  of  December  1896. 
No.  1164,  dated  the  15th  of  January  1897. 
No.  10,810,  dated  the  30th  of  April  1897. 
No.  3680,  dated  the  14th  of  February  1898. 
No.  11,077,  dated  the  14th  of  May  1898. 
No.  11,078,  dated  the  14th  of  May  1898. 
No.  9962,  dated  the  11th  of  May  1899. 
No.  19,629,  dated  the  29th  of  September  1899. 
No.  4525,  dated  the  9th  of  March  1900. 
No.  12,585,  dated  the  12th  of  July  1900. 
No.  12.871,  dated  the  17th  of  July  1900. 
No.  12,872,  dated  the  17th  of  July  1900. 


Date. 


Names. 


Addresses. 


10 


15 


The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  they  were  the 
owners  of  the  Patents,  that  the  Patents  were  valid,  that  on  the  9th  of  December 
1899,  in  an  action  brought  by  the  Plaintiffs  against  the  Ghemical  and  Drugs 
Co.,  Ld.^^  Mr.  Justice  North  certified  that  the  validity  of  the  Patent,  No.  20 
25,273  of  1894,  had  come  into  question,  and  that  the  Defendant  had  infringed. 
In  addition  to  the  usual  relief  the  Plaintiffs  claimed  costs  so  far  as  the 
Defendant  had  infringed  the  Patent  No.  25,273,  as  between  solicitor  and  client. 

The  Plaintiffs,  by  their  amended  Particulars  of  Breaches,  alleged  (1)  that  the 
Defendant  had  at  divers  times  previously  to  the  commencement  of  the  action,  and  25 
subsequently  thereto,  infringed  the  several  Letters  Patent  mentioned  in  paragraph 
1  of  the  amended  Statement  of  Claim,  by  offering  for  sale  and  selling  in  this 
country  saccharin  or  compounds  madei  in  accordance  with  the  inventions 
described  and  claimed  in  the  Specifications  of  the  said  Letters  Patent,  or  only 
colourably  differing  therefrom,  the  said  saccharin  or  compounds  being  not  of  30 
the  Plaintiffs*  manufacture ;  (2)  the  Plaintiffs  complained  in  particular  of  the 
sale  by  the  Defendant,  in  the  months  of  August  and  September  1901,  to  the 
following  persons,  viz.  :— 


1901.  August 


99 


September 


9f 


Hilton  and  Boies ... 
S.  rul/ord 

W.H.  Booth 

H.  Whittaker  Jk  Co. 

C.  Williams 

J.  Pratt  and  Sons... 

W.Brooks 

Lockwood  and  Peaces 
O.    W.   Pendlebury 


Allen  Street,  Newton  Heath,  Man- 
chester. 35 

Lion  Mineral  Water  Works,  34a, 
Plymouth  Grove,  Chorlton-on-Med- 
lock,  Manchester. 

Morton  Road,  Patricroft. 

Rose    Hill    Mineral    Water    Works,  40 
Heywood,  Manchester. 

68,  Lancaster  Avenue,  Fennall  Street, 
Manchester. 

East  Leigh  Street,  Oldham  Road, 
Manchester.  45 

Bradshaw  Street,  Heywood,  Man- 
chester. 

62,  Oldham  Road,  Manchester. 

Garner  Street,  Clayton,  Manchester. 


•  17  BJP.O.  28. 
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of  several  qaantities  of*,  saccbariii  or  com^pounds  made  in  accordance  with  the 
inventions  described  and  claimed  in  the  Specifications  of  the  said  Letters  Patent, 
or  some  of  them,  the  said  saccharin  or  compounds  being  not  of  the  Plaintiffs' 
mannfactare ;  (3)  that  the  precise  number,  particulars,  and  dates  of  the 
5  Defendant's  infringements  were  not  at  present  known  to  the  Plaintiffs,  but  the 
Plaintiffs  would  claim  to  recover  full  damages  in  respect  of  all  such 
infringements. 

The  Defendant,  by  his  Defence,  did  not  admit  that  any  of  the  Patents  were 
owned  by  the  Plaintiffs,  denied  infringement,  and  did  not  admit  any  of  the 
10  allegations  .contained  in  paragraphs  1,  2,  or  3  of  the  amended  Particulars  of 
Breaches. 

Moulton^  K.C.,  and  J,  G.  Graham  (instructed  by  J.  H.  and  J.  Y.  Johnson) 
appeared  for  the  Plaintiffs  ;  Asthury^  K.C.,  and  Austen  Gartmdl  (instructed  by 
Pritchard^  Englefield  A  Go.j  agents  for  Batty ^  Ford^  and  Btickley^  of  Manchester) 
15  appeared  for  the  Defendant. 

Moulton^  E.C.,  opened  the  Plaintiffs'  case,  stating  that  the  Patents  sued  on 

covered  all  the  known  ways  of  making  pure  saccharin ;  that  by  Fahlherg^s 

Patent  of  1885,  which  had  expired,  pure  saccharin  could  not  be  made,  but  that 

j  if  that  method  were  employed  the  saccharin  would  have  to  be  purified  according 

\  20  to  the  Specifications  of  some  of  the  Patents  sued  on,  and  that  the  Defendant 

had  sold  pure  saccharin  in  infringement  of  the  Plaintiffs'  Patents,  or  some  of 

j  them.    Pure  saccharin  had  550  strength,  whilst  Fahlherg^s  process  would  only 

I  produce  330  strength. 

Dr.  Paasmore  gave  evidence  in  support  of  the  Plaintiffs'  case.     In  cross- 

25  examination  he  stated  that  the  twenty-three  Patents  were  divisible  into  three 

groups.    The  first  contained  seventeen,  which  were  for  alterations  in  some  of 

the  seven  steps  of  Fahlberg's  process  ;  if  no  Patent  was  used  twice  there  might 

be  seven  or  eight  different  ways  of  getting  pure  saccharin  under  these.    The 

second  group  consisted  of  Patents  for  purifying  thS  saccharin  obtained  by 

30  Fahlberg^s  process,  two  only  of  them  being  for  purification  alone.     The  third 

group  were  not  based  on  Fahlberg^  and.  except  in  one  case,  some  of  the  first 

group  had  to  be  used  as  well.     Taking  all  the  groups,  there  might  be  ten 

mutaally  exclusive  ways  of  producing  pure  saccharin,  using,  however,  parts  of 

Fahlberg^s  process  in  some.    ^Astbury^  K.C.,  referred,  during  cross-examination, 

85  to  the  evidence  given  on  behalf  of  the  Plaintiffs  in  Saccharin  Gorporation  v. 

Quincey  (17   R.P.C.  337),  and  Same  v.  Dawson  (19  R.P.C.  J  69).]      In  re- 

'  examination,  Dr.  Passmore  stated  that  there  were  practically  only  two  ways 

\  used  commercially  of  making  pure  saccharin.    These  were  the  most  economical 

and  were  both  covered  by  the  Plaintiffs'  Patents.     He  had  been  in  all  the 

40  principal  factories.    The  Plaintiffs  also  called  Mr.  A>  Parks^  formerly  in  the 

\  Defendant's  employ,  who  gave  evidence  of  having  sold  saccharin,  under  the 

I-  Defendant's  instructions,  with  the  statement  that  it  was  of  550  strength  ;   and 

I  they  also  called  two  persons  who  had  purchased  from  him. 

I  Astbnry^  K.C.,  called  the  Defendant.     The  evidence  will  be  found  farther 

45  referred  to  in  the  judgment. 
•  Asthury^  K.C.,  for  the  Defendant. — It  is  a  question  of  law  whether  the 

Plaintiffs  are  entitled  to  succeed.  Assuming  all  the  facts  to  be  proved  against 
the  Defendant — ^for  instance,  that  he  was  buying  and  selling  saccharin  of  550 
strength  secretly  and  dishonestly — ^yet,  even  so,  the  Plaintiffs  have  no  right  of 
50  action,  because  it  does  not  follow  that  it  was  made  under  any  of  the  Plaintiffs' 
Patents.  The  Plaintiffs  have  no  Patents  abroad,  and  their  difficulties  are 
inherent  to  their  position.  The  onus  is  on  the  Plaintiffs  to  prove  that  there  is 
no  way  of  making  pure  saccharin  but  under  their  Patents.  The  evidence  is  that 
there  are  at  least  ten  ways  of  making  it,  and  that  the  manufacture  of  it  is  a  growing 
55  science.  Fahlberg  was  a  master  Patent,  but  his  seven  steps  do  not  inake  the 
saccharin  pure  ;  there  may,  however,  be  many  ways  of  purifying  his  product. 
The  Plaintiffs  must  show  that  there  are  no  other  chemical  ways  possible. 
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There  is  no  evidetice  on  which  it  can  be  found  thaf  the  Plaintiffs  are  the 
owners  of  all  the  ways  of  making  pure  saccharin.  In  DawsorCs  case  (19  R.P.C. 
169)  an  injustice  now  appears  to  have  been  done,  for  the  evidence  in  that  case 
is  inconsistent  with  that  given  in  the  present  case.  The  Plaintiffs  have  twenty- 
three  bad  causes  of  action,  and  the  Court  of  Appeal  have  said  that  they  cannot  5 
succeed  by  joining  these  in  one  action  {Saccharin  Corporation^  Ld,  v.  Wild  A 
Co.y  20  R.P.C.  243).  [Buckley,  /.—There  validity  was  intended  to  be  disputed.] 
The  Court  said  that  it  was  an  abuse  to  sue  on  twenty-three  Patents  ;  that  was 
irrespective  of  any  question  of  validity.  There  is  no  evidence  in  this  case  how 
the  saccharin  was  made  which  the  Defendant  sold  ;  it  was  made  abroad,  and  no  10 
one  knows  how  it  was  made. 

Buckley,  J. — At  the  date  of  the  material  transactions  in  this  action  it  was 
competent  to  anyone  to  make  saccharin  according  to  a  Patent  of  1885  which 
had  expired,  but  the  saccharin  so  made  was  only  pure  to  the  extent  of  60  per 
cent. — it  contained  40  per  cent,  of  useless  matter,  and  its  strength  was  330— that  l5 
is  to  say,  it  was  330  times  as  sweet  as  sugar.    At  the  same  date  there  were 
known  several  processes  for  making  pure  saccharin,  by  which  I  understand 
saccharin  commeijcially — I  suppose  not  chemically — pure,  w^hose  strength  was 
550.    The  Plaintiffs  held  a  large  number  of  Patents,  twenty-three  in  all,  and 
pure  saccharin  could  be  made  by  adopting  any  one  of    several  processes,  20 
amounting  to  at  least  ten  (possibly  more  according  to  the  combinations  which 
you  took)  ways  of  making  pure  saccharin.    Now  the  Plaintiffs'  case  here  is  that 
the  Defendant  s6ld  in  this  country  in  1901  saccharin  of  strength  550.    That  is 
the  first  question  of  fact.    They  say  if  tbey  establish  that,  then,  although  they 
are  unable  by  analysis  of  the  article  to  say  by  what  process  it  was  made,  yet  25 
that  it  must  have  been  made  under  some  one  of  their  processes,  because  sac- 
charin of  that  strength,  according  to  human  knowledge  at  the  present  time, 
cannot  be  made  in  any  other  way.    The  Defendant  has  given  evidence  before 
Me.    It  was  pitiful  to  see,  when  he  was  in  the  box,  his  increasing  distress,  as  he 
wallowed  deeper  and  deeper  in  the  quagmire  of  his  own  falsehoods.  He  was  cross-  30 
examined  particularly  about  the  business  which  he  has  done  since  the  transactions 
here  complained  of.    It  was  not  matter  at  issue  in  this  action,  but  it  was  evidence 
directly  admissible  with  reference  to  his  credit,  in  order  to  assist  me  in  testing 
what  was  the  business  which  he  was  carrying  on  at  the  relevant  date.    I  have  it 
from  his  ovnx  mouth  that  during  that  later  period  he  was  selling  saccharin  of  550  35 
strength  ;  that,  as  he  carried  on  that  business,  he  endeavoured  to  forget  what 
he  bought ;  that  he  kept  no  papers  ;  that  he  purchased  that  saccharin  of  550 
strength  from  the  same  source,  Wolfenaberger^  from  whom  he  got  the  saccharin 
in  question  here  ;  that  he  has  no  invoices  of  any  of  Utose  later  purchases  ;  that 
the  reason  why  he  has  none  is,  that  that  later  saccharin  was  of  550  strength ;  40 
that  he  destroyed  all  the  invoices — he  says  he  believes  so — and  that  hedestroyech 
all  the  correspondence  as  received.    In  other  words,  at  this  later  date,  I  have 
it  from  his  own  mouth  that  he  was  carrying  on  a  fraudulent  trade  of  selling 
-saccharin  of  a  550  strength,  and  that  for  his  own  protection  he  found  it 
necessary  to  destroy  every  document  which  could  convict  him  of  carrying  on  45 
that  trade. 

The  saccharin  which  is  in  question  in  this  action  was  obtained  from  the  same 
person  from  whom  he  obtained  that  later  saccharin.  His  story  is  that  it  whs  not 
of  550  strength,  but  was  of  330  strength.  I  pause  for  the  purpose  of  pointing 
but,  in  the  first  place,  that  if  that  was  true,  there  is  no  possible  reason  why  there  50 
should  be  any  sort  of  concealment.  It  was  competent  to  him  to  make  and 
sell  and  deal  in,  as  he  liked,  saccharin  made  under  the  expired  Patent  of  1885, 
which  would  have  been  of  that  strength. 

Turning  to  the  evidence  which  has  been  given  on  the  part  of  the  Plaintiffs, 
it  is  shortly  this.    Two  buyers  were  called  who  were  induced  to  buy,  and  did  -55 
buy,  from  him  through  a  man  named  Allan  Parks :  th'^y  both  say  that  they 
.were  told  that  the  thing  sold  to  them  was  550  strength  t  they  both  say  that 
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they  used  it,  and  that  they  had  previously  used  saccharin  of  that  strength  as 
prepared  by  the  Plaintiffs,  and  their  opinion  is  that  it  was  the  same  article*- 
.  that  it  was  of  550  strength.  Allan  ParkSy  who  was  agent  for  the  Defendant  in 
the  sale  of  the  saccharin  complained  of  in  this  action,  was  called.  II|e  says  that 
5  the  Defendant  told  him  to  sell  it  as  550  strength,  and  to  say  that  if  it  was  not 
that  the  seller  would  take  it  back  :  that  his,  Parks\  instructions  were  to  keep 
no  accounts  for  fear  of  the  matter  leaking  out,  and  that  the  Defendant  instructed 
him  not  to  keep  any  books.  I  believe  Parks'  evidence.  It  is  consistent  with 
the  business  which  the  Defendant  himself  has  confessed  that  he  was  carrying 

to   on  at  a  later  thne.  ' 

Now  was  that  saccharin  that  which  the  Defendant  said,  and  Pa^rks  on  his 
instructions  said'  it  was,  550  ?     I  think  that  it  was.    The  Defendant  has  pro- 
duced what  purports  to  be  an  invoice  of  certain  saccharin  of  330  strength  said' 
,  to  have  been  sold  to  him  by  this  man  Wolfensherger  on  the  2nd  of  March  1901. 

15  In  an  answer  to  interrogatories,  when  he  was  asked  to  describe  the  process  by 
which  the  saccharin  he  sold  was  manufactured,  and  to  give  the  names  and 
addresses  of  the  persons  or  firms  who  manufactured  it,  and  the  names  and 
addresses  of  the  persons  or  firms  from  whom  he  bought  it,  he  answered  :  "I 
^  object  to  give  the  name  or  address  of  the  person  from  whom  I  purchased  suii^h 

jiO  "  saccharin,  as  I  intend  to  call  such  person  as  a  witness  on  my  behalf  at  the 
"  trial  of  the  action  for  the  purpose  of  proving  that  such  saccharin  was  manu*' 
"  factured  according  to  the  process  described  in  the  said  expired  Patent."  He 
has  not  called  that  person  at  the  trial.  I  do  not  forget  that  that  person  is  abroad, 
and  he  might  have  been  in  some  difficulties  in  compelling  him  to  come  here'; 

25  1^6  might  have  asked  for  a  commission  to  examine  him  abroad.    He  did  not  do 

J  so.    Again,  I  do  not  forget  that  he  is  a  poor  man,  and  that  would  have  been 

I  expensive.    P»ut  I  draw  attention  pointedly  to  this,  that  the  Defendant  has 

adduced  no  corroborative  evidence  of  any  sort  or  kind  in  support  of  that 

,     invoice  ;  as  for  instance,  such  as  this — ^according  to  the  invoice  he  paid  9^.  for 

30  it  at  330  strength ;  it  would  or  might  have  been  within  his  power  to  prove 
that  that  was  the  price  that  he  paid,  and  that  saccharin  of  550  strength  would 
have  cost  him  more.  I  have  no  evidence  of  any  kind  to  support  that  invoice. 
I  believe  that  that  invoice  is  a  fraudulent  document  prepared  in  an  endeavotir 
.  to  mislead  the  Court,  and  does  not  represent  any  true  purchase  at  all.    I  believe 

35  the  evidence  of  the  buyers  Whittaker  and  Booths  who  say  that  this  article  was 
represented  to  them  to  be,  and  that  in  their  judgment  it  was,  of  550  strength. 

The  result,  therefore,  is,  that  1  arrive  at  this  conclusion  of  fact,  that  at 
the  date  at  which  the  sales  complained  of  were  made  this  man  was  carrying  on 
the  same  fraudulent  trade  as  he  admitted  he  has  carried  on  since  that  time,  and 

40  was  selling  saccharin  of  550  strength  which  he  got  from  Wolfensherger^  and 
which  he  put  upon  the  market  through  Allan  Parks. 

The  next  question  is — if  he  was  selling  saccharin  of  550  strength,  have  th^ 

Plaintiffs  established  that  that  must  have  been  a  sale  made  in  infringement  of 

.    their  Patents?    The  evidence  upon  that  stands  in  this  way.    The  Plaintiffs 

45  are  not  able  by  analysis  to  prove  the  method  of  manufacture,  and  thb 
evidence  is  that  that  is  impossible.  But  they  say,  and  this  is  proved,  that  the 
expired  Patent  of  1885  will  not  produce  more  than  330  strength,  and 
they  say  there  is  no  known  way  of  producing  saccharin  of  550  strength  other 
than  some  one  of  the  processes  which  are  covered  by  their  Patents.    That 

50  is  a  question  of  fact  on  which  I  have  to  arrive  at  a  conclusion.  The  Defendant 
has,  of  course,  adduced  no  evidence  whatever  that  it  was  made  by  any  other 
process.  He  simply  relies  upon  the  Plaintiffs^  difficulties  in  this  matter,  and 
says,  as  in  fact  Dr.  Passmore  in  the  box  under  cross-examination  allowed,  tiiat 
of  course  it  is  scientifically  possible  that  there  may  be  another  way,  or  many 

55  more  ways  may  be  discovered,  of  making  this,  and,  of  course,  it  is  possible  that 
another  way  has  been  discovered  of  making  this.  I  have  to  determine  as  a 
question  of  fact  whether  that  is  the  truth  or  not — whether  there  has  been 
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another  way  of  making  it  devised.    Upon  this  evidence  it  seems  to  me  that  no 
other  way  has  been  devised  ;  there  has  been  nothing?  pointed  to  at  all  as  showing 
that  any  other  way  has  been  devised,  and  the  evidence  of  Dr.  Passmore  who  . 
knows  this  manafactnre  exhanstively,  is  that  there  is  no  other  way  known.  ' 
That  leads  to  this  conclusion — that  under  some  one,  but  which  I  know  not,  of  5 
the  Plaintiffs*  patented  ways,  the  saccharin  sold  has  been  manufactured. 

But  then  this  has  been  strenuously  argued  before  me,  that  in  such  a  state  of 
things,  I  ought  not  to  give  relief,  and  a  decision  of  the  Court  of  Appeal  in 
a  recent  case  in  which  this  Company  were  Plaintiffs,  reported  in  20  Patent 
Reports  at  page  243  (Saccharin  Corporation^  Ld.  v.  Wild  &  Co.)  was  re-  10 
ferred  to.  In  my  opinion  that  decision  has  no  bearing  whatever  upon  the 
point  which  I  have  to  decide.  The  point  there  was  this.  The  Plaintiffs  suing 
on  the  twenty-three  Patents,  the  Defendant  said,  I  am  put  in  great  difficulty  ; 
I  want  to  put  in  my  Defence ;  I  want  to  see  whether  I  am  going  to  dispute  the 
validity ;  to  investigate  twenty-three  Patents  to  see  whether  I  should  dispute  15 
validity  or  not  is  oppressive  upon  me,  and  I  want  to  be  protected  in  that  matter. 
The  Court  of  Appeid  protected  him  in  that  matter,  but  they  protected  him  in 
this  way,  that  they  put  the  Plaintiffs  to  pick  out  three  Patents  and  go  on  upon 
those,  and  the  Master  of  the  Rolls  said  : — *'0f  course  that  will  not  interfere 
"  with  their  right  to  put  the  others  in  suit  later  on  ";  that  is  to  say,  the  Plaintiffs  20 
were  not  to  be  precluded  from  suing  upon  all  of  the  twenty-three  at  some  time 
or  other  if  they  sued  fairly,  and  the  Lord  Justice  Cozens  Hardy  said,  referring 
to  Quincey^s  case  and  Dawson's  case,  which  were  previous  cases  in  which  the 
same  Company  were  Plaintiffs,  that  nothing  they  were  there  deciding  was 
inconsiiitent  with  those  cases,  because  no  question  of  validity  was  or  could  be  25 
raised  in  those  cases.  What  the  Court  of  Appeal  were  dealing  with  was  the 
proper  protection  of  a  Defendant  in  an  action  in  which  he  was  minded  to  raise, 
if  he  could  raise,  the  question  of  validity.  No  such  question  arises  here. 
This  Defendant  does  not  dispute  validity,  and  he  is  put  to  no  greater  expense 
or  embarrassment  by  the  fact  that  the  Plaintiffs  sue  upon  the  twenty  three  30 
Patents.  The  Plaintiffs  remain  in  the  same  dilemma  as  before,  that  they  are 
unable  to  say  which  of  the  processes  it  is,  and  the  question  of  fact  therefore 
remains  a  difficult  one  for  them.  But  I  hold  that,  as  a  matter  of  fact,  they  have 
established,  as  far  as  it  is  possible  to  establish  it,  that  there  is  no  known  way 
of  making  pure  saccharin  other  than  the  ways  which  are  indicated  in  their  35 
Patents,  and  I  repeat  that  the  Defendant  has  not  suggested  for  one  moment 
anything  to  the  contrary  of  that. 

Under  these  circumstances  I  think  that  the  Plaintiffs  have  established  the 
two  things  which  it  lay  upon  them  to  establish,  first,  that  as  a  matter  of  fact 
this  was  saccharin  of  550  strength,  and,  secondly,  that  it  must  be  saccharin  ^ 
manufactured  according  to  some  one  of  their  patented  methods.  In  the  latter 
I  may  say,  I  am  really  only  following  the  course  Mr.  Justice  Farwell  took  in 
DawsovCs  case  in  10  Patent  Reports,  page  169,  a  case  which  remains  wholly 
unshaken  by  anything  that  the  Defendant's  Counsel  has  said.  My  judgment 
therefore  is  for  the  Plaintiffs,  and  there  will  be  an  injunction  until  the  expiry  ^ 
of  that  Patent  which  expires  first. 
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In  thb  High  Coubt  op  Justiob.— Ohanobry  Division. 


Before  Mr.  Justiob  Swinfbn  Eadt, 


July  10th  and  AuguBt  7th,  1903. 


Van  Oppbn  &  Co.,  Ld.  v.  Leonard  Van  Oppbn. 


5       Trade  name. — Passing-offi — Infringefnent  of  copyright  in  bttaineaadocumenL — 
Delay.— Interim  relief. -^-Injunction. 

The  Plaintiffs^  Van  Oppen  &  Co.,  Ld.,  had  for  many  years  traded  both  in  and 
out  of  tfie  United  Kingdom  as  carriers.  From  1890  they  had  done  business  at 
Manchester^  where  in  1897  they  appointed  the  Defendant  Van  Oppen  to  be  their 

10  representative.  In  June  1901  he  left  their  service^  but  continued  tJ^e-. business 
of  a  carrier  at  the  same  address  as  "  L.  Van  Oppen  "  and  from  July  1901  a$ 
**  L.  Van  Oppen  &  Co."  He  adopted  a  special  form  of  consignment  note^  which 
uHis  practically  identical  unth  that  of  the  Plaintiffs\  Upon  the  Plaintiffs' 
motion  for  an  injunction  there  was  evidence  that  the  Defendant's  carters  were 

15  instructed  to  collect  ^' goods  for  Yeji  Of  ^n.'^ 

Held,  that  the  Plaintiffh  were  entitled^  by  way  of  interlocutory  relief  to  an 
injunction  restraining  the  Defendant  from  so  carrying  on  business  as  to  lead 
to  the  belief  that  his  business  was  that  of  the  Plaintiffs^  and  from  infringing 
the  copyright  in  the  consignment  note.    The  delay  of  the  Plaintiffs  disentitled 

20  them  on  the  motion  to  relief  with  regard  to  the  trade  name  '^L.  Van  Oppen  &  Co.^ 

The  Plaintiffs,  Van  Oppen  is  Co.^  Ld,^  had  for  many  years  past  carried  on 
the  buoiness  of  carriers  and  forwarding  agents  in  the  United  Kingdom  and  in 
yarions  parts  of  the  world.  From  1890  they  had  carried  on  basineas  at  Man- 
chester, where,  in  1897,  the  Defendant,  Leonard  Van  Oppen^  was  appointed  to 

25  be  their  representative.  He  remained  in  their  employment  from  1897  until 
June  1901,  when  he  continued  at  the  same  business  address  of  16a,  Mosley 
Street,  Manchester,  which  was  an  office  taken  in  his  name.  At  first  he  carried 
on  business  as  *^  L,  Van  Oppen.'*^  The  Plaintiffs  made  some  protest  against 
confusion,  and  thereupon,  in  July  1901,  notwithstanding  the  protest,  he  added 

30  the  words  **  i  Co.^'*  and  traded  as  '^  L.  Van  Oppen  A  Go.''     He  also  adopted  a 
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form  of  consignment  note  that  was  almost  identical  with  the  Plaintiffs'  con- 
signment note,  printed  on  paper  of  the  same  colour,  the  same  shape,  and  almost 
the  same  size  ;  the  type  and  printing  were  displayed  in  the  same  manner.  At  the 
back  of  the  Plaintiffs'  note  there  was  a  series  of  conditions  or  notices,  nnmbered 
from  1  to  13,  and  they  also  appeared  upon  the  Defendant's  note  in  exactly  the  same  5 
order,  and  were  wor<l  for  word  to  the  same  effect,  except  that  in  one  the  King's 
name  was  substituted  for  the  Qaeen's.  On  the  Plaintiffs'  note  there  was  a  foot- 
note, **  N.B. — With  regard  to  the  above  conditions,"  and  there  was  a  foot-note  in 
exactly  the  same  way  on  the  Defendant's,  "  N.B. — The  above  conditions  "  ;  and 
then  exactly  the  same  letterpress  followed.  The  notes  were  also  similar  in  other  |0 
respects,  referred  to  in  the  judgment  of  the  learned  Judge.  There  was  no  reference 
whatever  on  the  Defendant's  note  to  Messrs.  Wheatley^  his  iM^ents  in  London, 
where  the  Plaintiffs  did  a  large  part  of  their  business,  but  it  contained  simply 
the  word  '^  London  "  after  his  firm  name.  The  Defendant  alleged  common 
use  of  the  consignment  note  among  carriers,  but  several  notes  of  o&ier  carriers,  15 
which  he  exhibited,  in  no  way  resembled  those  in  dispute.  It  also  appeared 
that  at  Manchester^the  Defendant's  carters  were  instructed  to,  and  did,  call  at 
warehouses  and  collect  **  goods  for  Van  Oppen^''^  and  that  several  of  the 
Plaintiffs'  customers  had  complained  to  them.  After  unsucQessful  attempts  to 
induce  the  Defendant  to  distinguish  the  name  and  style  of  his  business,  the  20 
Plaintiffs  commenced  an  action  against  him  on  the  16th  of  June  1903,  claiming 
an  injunction  to  restrain  the  Defendant  from  carrying  on,  at  Manchester  or 
elsewhere,  the  business  of  a  carrier,  forwarding  agent,  or  shipping  and  insurance 
agent  under  the  style  of  L.  Van  Oppen  A  Go.y  or  under  any  name  or  in  any 
manner  so  as  to  induce  or  lead  to  the  belief,  or  to  represent,  that  the  business  so  25 
carried  on  by  the  Defendant  was  the  business,  or  a  branch  or  agency,  or  in  any 
way  connected  with  the  business,  of  the  Plaintiffs.  The  Plaintiffs  also  claimed 
an  injunction  to  restrain  the  Defendant  from  infringing  copyright  in  the 
consignment  note.  They  moved  for  an  interlocutory  injunction,  before  Mr. 
Justice  SwiNFBN  fjADY,  on  the  10th  of  July  1903.  30 

Eve^  K.C.,  and  WaggeU  (instructed  by  Fielder  and  Fielder)  appeared  for  the 
Plaintiffs ;  Macnaghtenj  K.C.,  and  AiLstea-Gartmell  (instructed  by  Pritchard^ 
Englejidd  <t  Co.,  agents  for  Lloyd  and  DaviSj  of  Manchester)  appeared  for  the 
Defendant. 

Eve,  K.C.,  opened  the  motion  for  the  Plaintiffs,  and  cited  Ghurton  v.  Douglas  35 
(Johns.  174)  for  the  proposition  that  the  Defendant  in  such  circumstances  as 
in  the  present  case  was  not  at  liberty  to  hold  out  that  he  was  carrying  on  the 
business  previously  carried  on  in  Manchester  and  London  by  the  Plaintiffs. 

Macnaghten,  K.O.,  for  the  Defendants. — The  Defendant  will  give  up  the 
consignment  note  complained  of,  but  the  Court  will  not  grant  further  relief,  40 
by  way  of  interim  injunction,  when  the  Plaintiffs  have  delayed  bringing  action 
for  two  years.    They  have  assented  to  and  acquiesced  in  the  Defendant's  use 
of  the  names  until  he  has  built  up  a  large  business. 

SwiNPKN  Eady,  J.— This  is  a  motion  on  behalf  of  the  Plaintiffs,  Van  Oppen 
&  Co.,  Ld,,  to  restrain  the  Defendant,  Leonard  Van  Oppen,  who  carries  on  45 
business  as  L.  Van  Oppen  A  Co,,  ^'  from  carrying  on  at  Manchester  or  elsewhere 
"  the  business  of  a  carrier,  forwarding  agent,  or  shipping  and  insurance  agent, 
^'  under  the  style  of  L,  Van  Oppen  A  Go.  or  under  any  name  or  in  any  manner 
'^  so  as  to  induce  or  lead  to  the  belief  or  to  represent  that  the  business  so  carried 
^*  on  by  the  Defendant  is  the  business  or  a  branch  or  agency  or  in  a  way  con-  50 
'^  nected  with  the  business  of  the  PlaintifEs,"  and  to  restrain  the  Defendant 
from  infringing  the  copyright  in  a  consignment  note. 

It  appears  that  the  Plaintiff  Company  have  for  many  years  past  carried  on 
the  business  of  carriers  and  forwarding  agents;   that  from  1890  they  have 
carried  on  business  at  Manchester*;  that  in  the  year  1897  the  Defendant  was  55 
appointed  to  be  their  representative  at  Manchester ;  and  that  he  remained  in 
their  employment  from  1897  until  June  1901.  It  is  not  material  for  the. moment 
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to  consider  the  circamstances  ander  which  the  Defendant  then  left  the  Plaintiffs* 
employ  ;  but  he  left  them  in  June  1901.  He  continued  at  the  same  business 
address,  16Ay  Mosley  Street,  which  was  an  of&ce  taken  in  his  name.  At  first 
he  carried  on  business  as  *^  L.  Van  Oppen."  There  was  some  protest  against 
5  confusion,  and  thereupon,  notwithstanding  the  protest,  he  added  the  word^ 
"  &  Co." — "i.  Van  Oppen  A  Co." — and  traded  in  that  way.  Hd  adopted  a 
form  of  consignment  note  that  is  almost  identical  with  the  consignment  note  of 
the  Plaintiffs ;  it  is  printed  on  paper  of  the  same  colour  ;  the  note  is  the  same 
shape  and  almost  the  same  size  ;  the  type  and  the  printing  are  displayed  in  the 

10  same  manner,  and  at  the  back  there  is  a  series  of  conditions  or  notices, 
numbered  from  1  to  13,  and  they  also  appear  upon  the  Defendant's  note  in 
exactly  the  same  order,  and  are  word  for  word  to  the  same  effect,  except  that 
in  one  the  King's  name  is  substituted  for  the  Queen's.  Then  on  the  Plaintiffs* 
there  is  a  footnote,  '^N.B. — With  regard  to  the  above  conditions,"^  and  there  is  a 

15  footnote  in  exactly  the  same  way  on  the  Defendant's,  viz.,  ^'N.B. — The  above 
^  conditions,"  and  then  the  letterpress  follows  exactly  the  same.  Substantially, 
one  note  is  an  exact  copy  of  the  other  :  and  when  the  Defendant  says,  as  he 
does  in  his  affidavit,  ^^  I  have  always  done  my  best  to  prevent  any  mistake 
*<  being  made,"  I  do  not  believe  a  word  of  it,  and  I  think  it  is  absolutely 

20  incredible  that  a  person,  desirous  of  preventing  his  business  being  confused 
with  the  Plaintiffs',  should  adopt  an  exactly  similar  consignment  note,  so  that, 
when  there  was  a  question  of  goods  being  sent,  the  persons  who  were  to  sign, 
should  have  to  sign  a  document,  which,  so  far  as  appearance  goes,  is  absolutely 
identical. 

25  Then  the  Defendant  says,  with  regard  to  these  notes,  that  the  consignment 
notes  are  such  as  are  commonly  used  by  carriers,  and  in  support  of  his  state- 
ment he  exhibits  a  bundle  of  consignment  notes.  Now  it  is  noteworthy  that, 
with  regard  to  the  bundle  put  in  by  the  Defendant  as  being  the  consignment 
notes  commonly  used  by  carriers,  there  is  not  a  note  in  any  way  resembling  the 

30  Plaintiffs'  consignment  note ;   there  is  not  one  printed  in  the  same  colour  ; 

,,  there  is  not  one  of  which  the  contents  are  anything  like  the  same  ;  and  the 

general  get-up  of  them,  besides  the  manner  in  which  they  are  displayed,  the 

colour  of  the  ink  in  which  they  are  printed,  and  the  general  arrangement  and 

appearance  of  the  notes  are  absolutely  different ;  they  are  as  different  from 

35  one  another  as  those  of  the  Plaintiffs  and  Defendant  resemble  one  another. 

It  is  true  that  the  Plaintiffs  have  also  put  in  a  bundle  of  consigntiment  notes, 

and  the  same  observation  may  be  made  with  regard  to  those  put  in  by  the 

Plaintiffs. 

It  is  not  only  a  question  with  regard  to  infringement  of  copyright,  but  I  am 

40  satisfied  that  this  note  is  of  substantial  assistance  to  the  Defendant  in  passing 
off  his  business  ad  that  of  the  Plaintiffs.  For  instance,  it  is  in  evidence,  and  not 
disputed — it  is  spoken  to  by  several  witnesses — ^that  goods  which  have  been 
consigned  to  or  through  the  Plaintiffs  are  marked  "  Per  Van  Oppen"  and 
thereupon  the  Defendant  makes  an  addition  to  his  note,  which  is  not  found  in 

45  that  of  the  Plaintiffs,  and  puts  in  the  margin  '^  Goods  and  parcels  to  be  con- 
"  signed  per  Van  Oppen."  I  have  no  doubt  that  that  is  that  goods  intended 
for  the  Plaintiffs  may  be  taken  by  him. 

Then  the  next  thing  is  that  the  Plaintiffs  have  upon  their  note  Van  Oppen 
A  Co.^  Ld.^  with  London  as  one  of  their  places  of  business ;  the  Defendant  has 

50  L.  Van  Oppen  A  Co.  with  a  place  at  Manchester,  and  then  "  London."  To  my 
mind  that  is  a  representation  that  the  Defendant  carries  on  business  as  L.  Van 
Oppen  A  Co.  in  London.  I  am  told  that  he  has  no  London  office,  and  that  he 
carries  on  business  through  Messrs.  Wkeatley^  who  are  his  London  agents  ;  but 
it  is  to  be  observed  that  upon  his  consignment  note  there  is  ho  reference 

55  whatever  to  Messrs.  Wheatle!/,  and  in  that  respect  it  is  subatantially  a  copy  of 
the  Plaintiffs',  although  he  does  not  carry  on  business  in  London  in  his  own 
name. 
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Then  there  is  no  contradiction  that  his  carters  are  instracted  to,  and  do,  call 
at  warehoases  and  collect  goods  to  be  transmitted  ^*  by  Van  Oppen.**  A  carter 
calls  at  a  waiehouse  and  asks  '^  Any  goods  for  Van  Oppen^**  not  for  *^  Leonard 
**  Van  Oppen^*  but  "  for  Van  Oppen^*  the  style  through  which  the  Plaintiffs* 
goods  are  frequently  consigned.  5 

I  am  of 'opinion  that  upon  the  facts  as  they  now  stand  the  PlaintifEs  are 
clearly  entitled  to  an  injunction,  and  that  the  Defendant  has  not  been  acting 
honestly.  The  only  ground  upon  which  I  am  unable  to  grant  the  Plaintiffs  an 
interlocutory  injunction  at  the  present  time  is  with  regard  to  the  use  of  the  trade 
name,  with  the  addition  of  the  words  ^'  &  Co.*'  It  may  be  that  the  Plaintiffs  10 
may  succeed  at  the  trial  with  regard  to  the  trade  name,  but,  having  regard  to 
•  the  delay  that  has  ensued,  or,  rather,  the  time  that  has  elapsed  since  the 
Defendant  adopted  it,  and  to  the  fact  that  the  Plaintiffs  have  been  aware  of  it,  I 
do  not  think  it  would  be  right  upon  this  application  to  grant  any  injunction  that 
until  the  trial  will  restrain  the  Defendant  from  trading  as  *^  L.  Van  Oppen  &  Go**  1^ 
The  matter  will  be  left  entirely  oi>en  to  the  trial,  and  it  may  well  be  that  the 
Plaintiffs  at  the  trial  may  be  entitled  to  succeed.  But  I  do  not  grant  an  in- 
junction to-day  extending  to  that  trade  name,  because  with  regard  to  that  the 
Plaintiffs  might  have  moved  before.  With  r^ard  to  the  rest  of  the  motion,  I 
consider  that  it  is  practically  an  undefended  case.  SO 

I  think  the  injunction  should  therefore  be  to  restrain  the  Defendant,  his 
employes  and  agents  until  trial  or  further  order  from  carrying  on  at  Manchester 
or  elsewhere  the  business  of  carrier,  forwarding  agent,  or  shipping  and  insurance 
agent  in  any  manner  so  as  to  Induce  or  lead  to  the  belief  or  to  represent  that  the 
business  so  carried  on  by  the  Defendant  is  the  business  or  a  branch  or  agency  25 
of  or  in  any  manner  connected  with  the  business' of  the  Plaintiff  Company  and 
from  infringing  the  copyright  of  the  Plaintiff  Company  in  the  consignment  note 
and  the  conditions  indorsed  thereon. 

On  August  7th,  the  case  again  came  before  the  Court,  when  the  Defendant 
consented  to  a  perpetual  injunction  in  the  above  terms,  but  extending  to  30 
restrain  the  use  of  the  words  ''&  Co.*'  in  conjunction  with  Van  Oppen  and  the 
use  of  the  name  Van  Oppen  without  the  prefix  Leonard. 
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In  thb  High  Court  of  Justich.— Chanobry  Division. 

Before  Mr.  Justice  Buoklky. 

July  21st  and  22n(i,  1903. 

Orookbr  v.  Aerators,  Ld. 


5      Patent. — Action  for  infringement. — Construction  of  Specification. — Issue  of 
infringement. — Subject-metier. — Judgment  for  Defendants. 

The  owner  of  a  Patent  for  "  Improvements  in  settzogenes  and  like  apparatus  " 
having  brought  an  action  for  infringement^  the  Defendants  denied  infringe* 
menty  and  contended  thaty  if  the  claim  covered  what  they  did^  the  Patent  was 

10  invalid.  The  claim  was  for  "iln  apparatus  for  the  direct  saturation  of 
'*  gaseous  liquids^  consisting  substantially  of  a  syphon  head  fixed  permanently 
"  on  the  bottle  and  closed  at  its  upper  part  by  a  screw  cap  or  stopper  carrying 
**  a  tube  into  which  is  introdu,ced  a  removable  and  readily  replaceable  receptacle 
**  or  cartridge  containing  compressed  or  liquified  gas  which  is  to  be  gradually 

15  "  emitted  through  an  indicator  dip  tube  by  means  of  a  screw  threaded  rod 
^"^  fixed  in  the  cap  or  stopper  above  the  opening  of  the  receptacle  or  gas  cartridge.^^ 
The  Defendants  contended  that  the  claim  only  covered  the  details  of  the  particular 
apparatus;  whilst  the  Plaintiff  contended  that  the  claim  covered  apparatus  for 
holding  a  removable  cartridge  for  aerating  tlie  liquid^  which  cartridge  did  not 

20  itself  form  any  part  of  the  machine.  The  Defendants*  apparatus  had  not  the 
particular  parts  described  in  the  claim^  but  the  Plaintiff  alleged  they  took  them 
substantially. 

Held  (without  deciding  anything  as  to  the  validity  of  the  Patent),  that  the 
Patent  was  for  the  particular  apparatus^  and  that  the  Defendants  had  not 

25  infringed.    Judgment  was  given  for  the  Defendants. 

On  the  10th  of  January  1893  Letters  Patent  (No.  509  of  1893)  were  granted 
to  Ernest  de  PasSn  on  a  communication  from  abroad  by  J.  M.  Durafort  and 
V.  E.  Durafort^  of  Paris,  for  an  invention  of  '^  Improvements  in  seltzogenes 
^  and  like  apparatus." 
30  The  Complete  Specification  was  as  follows  : — '*  This  invention  consists  in 
^*  apparatus   enabling   liquids    contained    in   syphon   bottles,  and  other  like 

•  2  E 
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'*  receptacles,  to  be  charged  with  carbonic  acid  or  other  gas,  without  the  aid  of 
^^  special  installations,  by  means  of  small  tubos  or  cartridges  filled  with  com- 
^^  pressed  or  liquefied  carbonic  acid  or  other  gas,  which  is  to  be  diseolved  in  the 
"  liquid  to  be  gasified  or  aerated. 

*'  The  characteristic  of  the  apparatus  is  the  facility  with  which  the  small  5' 
"  recipient  or  cartridge,  when  empty,  can  be  replaced  by  a  filled  one. 

"  According  to  this  invention,  the  head  of  the  syphon  bottle,  or  the  like,  is 
"  provided  with  a  metallic  tube  or  chamber  which  is  open  at  its  upper  end  and 
"  may  be  prolonged  at  its  lower  end,  so  as  to  dip  into  the  water,  or  other  liquid, 
"  contained  in  the  syphon  ;  and  into  this  tube   or   chamber  the  holder  or  10 
'*  cartridge,  containing  the  compressed  or  liquefied  gas,  is  placed,  said  holder  or  j 

'*  cartridge  being  of  such  a  size  as  to  leave  a  space  between  itSelf  and  the  ^ 

"  interior  of  the  tube  or  chamber.  i 

"  The  holder  or  cartridge  consists  of  a  strong  tube  furnished  with  a  ball  or 
"  other  suitable  valve,  which  is  kept  normallj'  closed  by  the  internal  pressure  of  15 
*'  the  compressed  or  liquefied  gas  contained  in  the  said  cartridge. 

"  This  holder  or  cartridge  is  placed  within  the  before  mentioned  tube  or 
"  chamber  through  an  opening  formed  in  the  head  of  the  syphon  which  is 
"  hermetically  closed  by  a  screwed  cover  or  stopper.  Through  this  cover  or 
*'  stopper  passes  a  headed  screw  which  terminates  just  above  the  valve  of  the  20 
'^  cartridge,  so  that  by  operating  said  screw  the  valve  is  opened  and  the  com- 
'^  pressed  or  liquefied  gas  is  allowed  to  gradaally  escape  from  the  cartridge  and 
''to  enter  the  liquid  in  the  syphon,  and  which  liquid,  when  saturated  with  the 
''  gas,  can  be  drawn  off  through  a  tube  communicating  with  the  tap  or  cock  of 
"  the  syphon  bottle,  or  the  like.  25  , 

"  When  the  cartridge  is  empty  it  is  only  necessary  to  unscrew  the  cover  or  j 

''  stopper  on  the  head  of  the  syphon  bottle,  then  remove  the  cartridge  Hn<^  insert  ' 

''  a  fresh  one  in  its  place. 

*'  And  in  order  that  the  invention  may  be  readily  understood  I  will  proceed 
"  to  describe  the  same  fully  with  reference  to  the  annexed  drawings.  30 

"  Referring  to  Pig.  1,  the  apparatus  here  shown  in  vertical  section,  through  its 
''  axis,  represents  a  syphon  head,  which  is  fixed  upon  the  neck  of  a  thick  glass 
"  or  other  receptacle  2,  by  being  screwed  to  an  inner  or  fixed  ring  3,  3,  formed 
"  in  two  parts  and  having  a  rabber  washer  4  interposed  to  ensure  tightness. 
"  This  is  a  usual  mode  of  fixinsr,  upon  which  the  invention  does  not  bear,  but  35 
"  is  only  mentioned  by  way  of  example,  as  any  other  suitable  means  for  the 
"  same  purpose  may  be  employed. 

"  1  is  the  head  of  the  syphon  which  is  provided  with  a  tap  or  cock  5,  for 
''  drawing  off  the  gaseous  liquid  which  has  been  forced,  by  pressure,  into  a 
"  tube  6,  said  tube  being  connected  at  its  lower  part  to  a  glass  tube  7.  This  40 
"  arrangement  is  thus  firmly  secured  to  the  syphon  bottle  or  vessel  2,  which  is 
"  filled  with  liquid  by  unscrewing  the  screw  cap  or  stopper  8  which  is  furnished 
"  with  an  elastic  washer  9. 

"  Into  this  cap  or  stopper  is  screwed  a  metal  tube  10,  terminating  at  bottom 
"  in  a  dip  tube  11.    In  the  tube  10  is  located  the  cartridge  or  gas  receptacle,  45 
"  sufllcient  space  being  left  to  allow  free  passage  to  the  gas,  for  instance,  com- 
"  pressed  or  liquefied  carbonic  acid  gas. 

"  The  cartridge  consists  of  a  strong  metal  tube  12,  closed  at  its  lower  end,  and 
"  provided  at  its  upper  with  a  narrow  orifice  which  is  kept  closed  by  a  ball  13, 
"  or  by  any  suitable  valve  which  is  kept  applied  against  its  seat  by  the  internal  50  i 

*'  pressure.    The  closing  of  this  cartridge  is  therefore  the  more  airtight  as  the  J 

'♦  pressure  of  the  compressed  or  liquefied  gas  is  the  stronger. 

'♦  Above  the  orifice  of  the  tube  12  is  arranged  a  screw  threaded  rod  14  which 
*'  can  be  raised,  or  lowered,  by  turning  the  milled  button  15.  The  screwed  portion 
♦'  of  this  rod  traverses  a  nut  16  which  compresses  a  rubber  sleeve  17  through  55 
''  which  the  rod  passes  tight  and  easy.    All  issue  is  therefore  closed  to  the  gas^ 
♦'  wjiatever  ipaj*  be  the  position  pf  th^  ro4t 
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"This  apparatus  works  as  follows  : — It  being  supposed,  for  instance,  to  be 
**  applied  to  the  manufacture  of  sellzer  water. 

"  The  bottle  being  filled  with  water  up  to  the  height  of  the  glass  tube  11,  and 
"  the  receptacle  12  with  liquid  carbonic  acid,  the  milled  button  15  is  turned 
5  "  in  the  required  direction  so  as  to  cause  the  rod  or  valve  14  to  deHcend.  This 
"  latter  slightly  pushes  down  the  ball  13  and  allows  the  carbonic  acid  gas,  which 
"  fills  the  tube  10,  as  well  as  the  tube  11,  to  escape  gradually  and  to  pass  out 
"  through  the  lower  orifice  of  this  tube  so  as  to  bubble  up  into  the  water  where 
"  it  is  immediately  dissolved.    The  gas  then   escapes  moderately   from   the 

10  "  cartridge  wherein  it  is  compressed,  and  without  shock.  In  this  way,  by  being 
"  able  to  regulate  the  escape  of  the  gas,  any  danger  which  may  arise  from  a  too 
"  sudden  opening  of  the  cartridge  is  avoided.  If  needed,  the  syphon  may  be 
"  shaken  to  hasten  the  saturation  and  it  will  be  sufficient  to  gradually  open  the 
"  tap  5  to  allow  the  gaseous  liquid  to  flow  out  of  the  apparatus. 

15  "  When  the  apparatus  is  empty,  it  is  quite  easy  to  renew  the  operation  ;  this 
"  can  be  effected  by  unscrewing  the  screw-cap  or  stopper  8,  removing  it,  and 
"  also  by  unscrewing  therefrom  the  tube  10,  into  which  a  fresh  cartridge  of 
**  compressed  gas  is  introduced.  This  advantage  of  being  able  to  readily  remove 
"  and  replace  the  cartridge  is  an  essential  feature  of  the  invention,  as  it  does 

20  "  not  exist  in  other  apparatus  as  heretofore  constructed. 

"  To  reduce  the  size  and  weight  of  the  syphon  head,  the  apparatus  may  ali=o 
"  be  constructed  as  shown  in  Figs.  2  to  5,  in  which  the  same  numerals  of 
•*  reference  represent  corresponding  parts,  or  perform  the  same  office,  as  those 
"  in  Fig.  1. 

25  "  Referring  to  Fig.  2,  this  shows,  in  vertical  axial  section,  an  apparatus  which 
"  is  only  a  variant  in  form  of  that  previously  described.  By  arranging  the  two 
"  tubes  11  and  7  concentrically,  as  shown  in  the  said  figure,  a  syphtm  head  is 
"  obtained  which  may  be  adapted  to  vessels  having  a  smaller  or  narrow  neck, 
"  while  the  height  and  the  capacity  of  the  liquid  carbonic  acid  cartridge  12, 

30  "  may  be  increased,  and  hence  its  duration  of  service. 

"  The  ball  13,  shown  in  Fig.  1,  may  also  be  replaced  by  a  stem  valve  desig- 
"  nated  by  the  same  numeral  as  in  Fig.  2.  Fur  convenience  ot  transport,  of  the 
^'  syphons,  by  hana,  it  is  advantageous  to  cast  a  small  handle  IS  on  the  syphon 
"  head. 

35  "  The  working  of  this  apparatus  is  absolutely  identical  with  that  previously 
*'  described.  The  gaseous  carbonic  acid  which  escapes  from  the  cartridge 
**  fills  the  free  space  in  the  tube  10,  and  enters  the  water  through  the  tube  11. 
"  When  the  tap  5  is  opened  the  liquid  is  forced  out  by  the  pressure  in  the 
^^  annular  space  between  the  tubes  11  and  7,  and  flows  out  after  having  filled 

40  ^^  the  space  6. 

**  Referring  to  Figs.  3  to  5,  these  show  respectively  in  vertical  axial  sections 
^^  on  perpendicular  planes  and  in  horizontal  transverse  section  on  the  line  A,  B, 
^  of  Fig.  4,  apparatus  of  this  system  applied  to  an  ordinary  syphon  head. 

^'  In  this  case  the  size  of  the  liquid  carbonic  acid  cartridge  12  is  greatly 

45  '*  reduced,  so  that  without  increasing  excessively  the  size  of  the  head,  the 
"  cartridge  may  be  placed  into  the  spherical  space  or  cylindro-spherical  space  10. 
"  The  gaseous  carbonic  acid  after  having  escaped  from  the  cartridge,  through 
"  the  small  valve  13,  enters  the  water  in  the  syphon  through  the  small 
**  passage  11  (formed  in  the  metal  of  the  head  at  the  time  of  casting)  and 

50  "  through  the  usual  glass  tube  7  which  likewise  allows  passage  to  the  gaseous 
"  water  forced  out  by  pressure,  when  the  lever  19  is  depressed  to  remove  the 
"  valve  20  from  its  seat,  against  which  it  is  kept  normally  pressed  by  the 
'*  coiled  spring  21  and  by  the  internal  pressure  of  the  gas.  This  apparatus 
•*  is  used  in   exactly  the   same   manner   as   the   preceding  ones.    When  the 

55  "  liquid  carbonic  acid  cartridge  is  empty,  it  is  only  necessary  to  unscrew  the 
"  upper  hemisphere  of  the  chamber  10,  to  withdraw  it,  and  to  insert  a  filled 
'*  cartridge." 
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The  Patentee  claimed  : — 

*'  An  apparatus  for  the  direct  saturation  of  gaseous  liquids,  consisting  sub- 
^*  stantiaiiy  of  a  syphon  head  fixed  permanently  on  the  bottle  and  closed  at  its 


"  upper  part  by  a  screw  cap  or  stopper  carrying  a  tube  into  which  is  introduced 
'*  a  removable  and  readily  repiacable  receptacle  or  cartridge  containing  com-  5 
*^  pressed  or  liquified  gas  which  is  to  be  gradually  emitted  through  an  indicator 
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dip  tube,  by  means  of  a  screw  threaded  rod  fixed  in  the  cap  or  stopper  above 
**  the  opening  of  the  receptacle  or  gas  cartridge." 

On  the  2nd  of  February  1903,   Samuel    Henry  Crocker  commenced   an 
action  against  Aerators^  Ld,y  for  infringement  of  this  Patent,  claiming  the 
5  usual  relief. 

By  his  Statement  of  Claim  the  Plaintiff  alleged  that,  by  an  indenture  dated 
the  22nd  of  January  1903,  and  duly  registered,  the  Patentee  assigned  the  Patent 
to  the  Plaintiff ;  that  the  Patent  was  still  of  full  force  and  effect ;  and  that  the 
Defendants  had  infringed. 

10  The  Particulars  of  Breaches  alleged  (1)  that  the  Defendants  had  for  some 
years,  and  subsequently  to  the  date  of  the  Plaintiff's  Patent,  manufactured  and 
sold  certain  syphons  known  as  ^^  SSparklet  Syphons,"  having  a  chamber  in  the 
head  closed  by  a  screwed  cap  and  receiving  a  capsule  containing  compressed 
gas,  the  gas  being  discharged  through  a  dip  tube  into  the  liquid  on  screwing 

15  down  the  cap;  that  the  construction  and  mode  of  action  was  substantially 
similar  to  the  construction  and  action  of  the  Plaintiff's  apparatus  as  described, 
shown,  and  claimed  in  the  Complete  Specification  filed  to  the  Patent ; 
(2)  that  the  Defendants  sold  a  "  Sparklet  Syphon  "  to  Messrs.  Rayner  A  Co.^  of 
37,  Chancery  Lane,  W.C.,  on  the  1st  day  of  July  1902.     The  exact  number  and 

20  date  of  the  Defendants'  infringements,  save  as  above  mentioned,  were  not  at 
present  known  to  the  Plaintiff,  but  the  Plaintiff  would  claim  to  recover 
damages  from  the  Defendants  on  account  of  all  such  infringements,  or  a  fall 
account  of  profits  in  respect  of  the  same. 

The  Defendants,  by  their  Defence,  did  not  admit  the  assignment  of  the 

25  Patent,  denied  infringement,  and  alleged  that  the  Patent  was  invalid. 

By  their  Particulars  of  Objections  they  alleged  (I)  that  the  alleged  invention 
was  not  new  ;  that  it  had  been  published  in  this  resilm  prior  to  the  date  of  the 
Patent  by  the  deposit  in  the  Patent  OflBce  Library  of  the  Specifications  of  the 
following  Patents  :— Phillips  (No.  858  of  1869;,  Boynton  (U.S.A.,  No.  91,411  of 

30  1869),  Qijffurd  (No.  21  of  1872),  Levey  (U.S.A.,  No.  123,783  of  1872),  Marescot 
(No.  1969  of  1874),  Lindsey  (No.  3453  of  1883),  Giffard  (No.  2077  of  188(i), 
Stark0y  (No.  12,533  of  1887),  Fairfax  (No.  14,802  of  1887),  Todd  (No.  6279  of 
1888),  Thurlow  (No.  8299  of  1888),  Hiirter  (No.  5940  of  1889),  Bahcock  (No. 
10,690  of  1889),  Stern  (No.  18,273  of  1889),  Stem  (U.S.A.,  No.  478,652  of  1892), 

35  the  whole  of  each  Specification  being  relied  on  ;  (2)  that  the  alleged  invention 
was  not  useful ;  (3)  that  it  was  not  proper  subject-matter ;  (4)  that  it  was  not 
new  by  reason  of  common  general  knowledge  as  to  the  use  of  (A)  removable 
and  replaceable  capsules,  cartridges,  and  other  receptacles  containing  com- 
pressed or  liquified  gases  for  the  purpose  of  aerating  beverages,  or  for  expelling 

40  liquids  in  fire  extinguishing  and  kindred  appliances ;  (B)  ball  valves  as  a 
means  of  regulating  the  discharge  of  gases  under  pressure ;  and  (5)  that  the 
said  E.  de  Pa^s  was  not,  nor  were  either  of  the  Messrs.  Durafort  the  first  and 
true  inventors  of  the  alleged  invention. 

The  action  came  on  for  trial  before  BUOKLBT,  /.,  on  the  21st  of  July  1903. 

45  T.  Terrell^  K.C,  and  C.  Terrell  (instructed  by  Broughton^  Nocton^  and 
Broughton)  appeared  for  the  Plaintiff ;  Asthury^  K.C.,  A,  J.  Walter^  and 
R.  Frost  (instructed  by  Davidson  and  Morriss)  appeared  for  the  Defendants. 

T.  Terrellj  K.C.,  opened  the  Plaintiff's  case,  and,  after  referring  to  the 
Specification  and   explaining  the  invention,  continued : — The  Defendants  by 

50  the  Defence  raise  issues  of  validity  and  of  infringement.  In  the  Defendants' 
bottle  a  cartridge  is  put  in,  and  airtightness  is  obtained  by  a  collar  of  india- 
rubber  ;  there  is  a  spike  underneath  the  cartridge,  and  as  the  cartridge  is  pressed 
down  by  a  screw  the  spike  is  driven  into  it,  and  there  is  a  tube  leading  into  the 
bottle,  and  thus  the  carbonic  acid  gas    bubbles    through  the  water.     The 

55  Defendants'  bottle  should  particularly  be  compared  with  Fig.  3  of  the  Speci- 
fication  ;  the  only  difference  is  that  the  Defendants'  cartridge  is  punctured 
from  below  instead  of  from  above,  and  that  is  no  substantial  difference.    The 
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Defendants  rely  on  ma^y  alleged  anticipations,  but  it  will  be  submitted  that 
none  of  them  are  anticipations,  and  that  the  Patent  is  valid. 

James  SuHnbume  and  other  witnesses  were  called  on  behalf  of  the  Plaintiff. 
Swinburne  deposed  that  the  invention  was  a  syphon  to  be  used  with  a  cartridge 
of  carbonic  acid,  and  the  distinguishing  features  were  a  receptacle  in  which  to  5 
put  the  cartridge  and  means  to  open  the  cartridge  to  let  the  gas  out  after  the 
receptacle  was  closed  ;  also,  in  cross-examination^  that  the  Defendants  had  her- 
metical  closing,  but  it  was  done  by  pressing  the  cartridge  into  the  rubber  at  the 
bottom  ;  that  the  cartridge  did  not  discharge  into  any  chamber  in  which  the 
cartridge  was  lying,  and  that  there  was  no  screw  threaded  rod  fixed  in  the  cap  10 
or  stopper  for  the  purpose  of  opening  the  upper  part  of  the  cartridge,  but  that 
the  lower  part  of  it  was  opened  with  a  spike  ;  but  if  one  took  Fig.  3  and  turned 
the  cartridge  upside  down  one  would  practically  get  the  Defendants*  arrange- 
ment.   He  was  also  cross  examined  as  to  the  alleged  anticipations. 
.    Asthury^  K.C.,  opened  the  Defendants'  case. — The  Plaintiff  has  not,  I  submit,  15 
made  out  any  case.    Thurlow  shows  an  apparatus  identical  with  \he  Plaintiff's 
except  in  small  details  ;  it  does  not  matter  whether  it  was  for  the  purpose  of 
making  soda  water  or  putting  out  a  fire  ;  he  expressly  says  that  it  is  not  limited 
as  to  size.    I  do  not  say  that  there  is  not  subject-matter  if  the  claim  of  the  Plaintiff 
is  limited  to  the  particular  details ;   but  if  it  is  so  construed  as  to  cover  the  20 
Defendants'  apparatus,  there  is  no  subject-matter,  especially  on  account  of 
Thurlow  and  Stern.    There  is  no  claim  in  the  Plaintiff's  Specification  for  the  car- 
tridge, but  the  claim  is  for  the  particular  construction  of  the  apparatus,  which  the 
Patentee  says  results  in  cheapness  and  rapidity  of  charging.    If  so  limited,  there 
may  or  may  not  be  subject-matter,  but  at  all  events  the  Defendants  do  not  then  25 
infringe.    In  fact,  unless  a  very  wide  interpretation  is  put  on  the  claim,  there 
is  no  infringement.    The  Defendants  have  none  of  the  parts  described  in  the 
claim  except  the  syphon  head.    "Clofi(ed"  in  the  claim  means  hermetically 
closed ;  that  is  essential  to  the  Plaintiff's  apparatus ;  but  the  Defendants  have 
no  cap  hermetically  closing  the  syphon  head.    This  is  a  Patent  of  the  Curtis  v.  30 
Piatt  type.    In  Proctor  v.  Bmnis  (4  R.P.C.  333  ;  L.R.  36  Ch.  D.  740)  the  rules 
relating  to'  different  classes  of  Patents  are  stated  ;  if  a  Patent  is  only  for 
improvements  in  an  article  known  before  for  a  purpose  known  before,  then  it 
is  of  the  class  that  is  only  for  detail,  and  the  principle  of  mechanical  equivalents 
does  not  apply.     A  combination  of  that  kind  must  be  narrowly  construed.  35 
[Buckley,  J. — It  is  said  for  the  Plaintiff  that  an  apparatus  for  a  removable 
cartridge  was  new.]      Thurlow  and  Stem    had    removable    cartridges,   and 
although  it  is  sought  to  distinguish  them  on  the  ground  that  in  each  the 
cartridge  formed  part  of  the  apparatus,  that  only  means  that  the  cartridge  was 
used  as  a  stopper  as  well  as  a  cartridge  ;  there  would  be  no  invention  in  40 
altering  from  that.    The  Plaintiff  cannot  claim  a  wide  Patent  covering  all  the 
ways  of  carrying  out  his  idea  ;  and  it  is  not  contended  that  the  Defendants  have  the 
parts,  though  it  is  said  they  have  equivalents.    The  remarks  of  Lord  Halsbury 
in  Brooks  v.  Lamplugh  (16  R.P.O.  41)  as  to  mechanical  equivalents  in  combina- 
tions apply  here.    There  were  many  known  ways  of    charging  liquids  by  45 
means  of  removable  cartridges. 

Dugald  Clerk  gave  evidence  for  the  Defendants. 

Walter  summed  up  the  Defendants'  case. — It  is  submitted  that  there  is  no 
infringement;   the  Defendants  have  not  any  of  the  parts  described  in  the 
Patentee's  claim  except  the  syphon  head.    They  have  no  cap  or  stopper  closing  50 
the  syphon  head  at  its  upper  end.    The  only  cap  there  is  might  have  holes  in 
it,  since  hermetical  closing  is  not  necessary  as  in  the  Plaintiff's.     There  is  no 
such  cartridge  chamber  as  the  Plaintiff  has,  and  no  screw-threaded  rod  as    • 
described.      If  there  is  no  infringement,  there  is  no  need  to  go  into  subject- 
matter  ;  but  vt  the  claim  covers  what  the  Defendants  do,  there  was  no  subject-  55 
matter.     Stem  had  a  removable  cartridge  with  a  screw,  and  if  the  Patent 
covers  every  kind  of  syphon  having  a  removable  capsule  it  is  indistinguishable 
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from  Stem.  Bdbcock  had  a  vessel  hermetically  closed  by  a  screw  stopper, 
through  which  passes  the  spindle  of  a  valve,  and  although  the  object  of  his 
apparatus  is  different  that  is  immaterial.  Thurlow  is  identical.  [^Marescot  was 
also  referred  to.]  As  to  such  of  the  anticipations  as  relate  to  fire  extinguishing 
5  apparatus,  the  uses  are  analogous  ;  as  to  analogous  uses  I  refer  to  Harwood  v. 
Great  Northern  Railway  (11  H,L.C.  654). 

Terrelly  K.C.,  in  reply. — There  are  not  different  principles  in  regard  to 
infringement  to  be  applied  to  different  classes  of  Patents.  The  question  in 
each  case  is  what  is  the  invention  ?    This  Patent  is  a  wide  one  for  apparatus  for 

10  holding  a  removable  capsule  or  cartridge  which  is  not  of  itself  to  form  a  part  of 
that  apparatus,  although  it  is  part  of  the  combination  claimed.  The  charac- 
teristic of  the  apparatus  is  stated  in  the  Specification  to  be  the  facility  with 
which  the  cartridge,  when  empty,  can  be  replaced  by  a  filled  one.  But 
assuming  that  only  the  particukr  details  of  the  apparatus  are  covered,  the 

15  Defendants  have  taken  them.  The  only  differences  are  that  the  cartridge  is, 
in  the  Defendants'  apparatus,  pierced  from  below  and  that  the  washer  is 
changed  in  position. 

BUGELBY,  J. — In  my  opinion  the  Plaintiff  fails.  He  sues  upon  a  Patent 
(No.  509  of  1893)  for  ^'  Improvements  in  seltzogenes  and  other  like  apparatus." 

20  Before  going  into  the  matter  I  may  say  briefly  that  the  question  to  be  deter- 
mined is  whether  that  which  the  Patentee  claims  to  have  invented,  and  which 
he  claims  as  his  apparatus,  is  constructed  in  a  particular  manner,  or  whether 
his  claim  is  a  wide  claim  for  every  apparatus  in  which  a  removable  recep- 
tacle is  so  used  as  not  to  form  part  of  the  construction  of  the  machine.    If  it 

25  were  the  latter,  a  question  would  arise  whether  the  Patent  was  valid  at  all ;  if 
it  be  the  former,  then  it  only  remains  to  determine  whether  the  Defendant  has 
infringed  the  particular  form  of  apparatus,  the  details  of  which  the  Plaintiff 
has  described  in  his  Specification. 

There  is  no  question  but  that  in  1893  the 'use  of  receptacles  containing 

30  carbonic  acid  gas  to  be  placed  in  larger  vessels,  the  gas  to  be  liberated  into  those 
vessels  so  as  to  create  either  aeration  or  pressure,  was  well  known.  A  number 
of  Patents,  which  are  alleged  to  be  anticipations  of  this  one,  are  referred  to.  I 
only  mention  a  few  of  them  to  show  that  the  use  of  a  removable  receptacle, 
which  was  small  as  compared  with  the  size  of  the  machine  in  which  it  was  to 

35  be  used,  was  a  well  known  thing.  There  are  four  of  them  which  are  obviously 
for  extinguishing  fires.  The  object  to  be  attained  in  those  cases  was,  no  doubt, 
not  so  much  aeration  of  the  water  as  a  creation  of  pressure  and  the.discharge  of 
water  on  to  the  fire  under  pressure.  But  it  is  said  also  that  aeration  of  the 
water  was  to  some  extent  an  object,  and  the  water  when  aerated  with  carbonic 

40  acid  gas  was  far  more  effectual  in  extinguishing  fire.  But  the  primary  object 
was,  I  agree,  not  to  aerate  but  to  create  pressure.  The  first  of  those  is  one  of  a 
man  named  Phillips  in  1869.  He  used  a  removable  receptacle,  large,  of  course, 
compared  with  what  is  used  in  this  case  ;  but  nothing,  to  my  mind,  turns  upon 
that.     It  was  small  compared  with  the  bulk  of  the  machine,  and  his  idea  was 

45  to  introduce  that  receptacle  into  a  larger  vessel  containing  water  having  a  means 
of  discharging  it  by  an  external  screw  which  was  used  to  pierce  the  smaller 
receptacle  and  thus  allow  the  liquid  carbonic  acid  or  carbonic  acid  gas  to  escap"^ 
into  the  water.  The  next  was  that  of  a  man  named  Bnyntorty  who  again  used 
an  internal  removable  cartridge  and   a  screw  piercer  going  through  the  top 

50  which  pierced  the  cartridge  that  was  inside  the  larger  vessel  containing  water 
an«l  thus  obtained  the  release  of  the  carbonic  acid  liquid  or  carbonic  acid  gas 
at  the  pressure  which  was  desired.  The  next  of  the  fire-extinguishing  apparatus 
^as  Lord  Thurlow*8.  Now,  as  regards  Thurlow*8  apparatus,  Mr.  Swinburne^ 
who  gave  evidence  for  the  Plaintiff,  said  that  in  principle  it  is  the  same  as 

{i5  the  Plaintiff's  ;  not  meaning  that  it  is  used  for  aerating  water  for  drinking, 
but  that  as  regards  the  principle  by  which  you  aerate,  and  the  escape  of 
^rboqic  acid  gas  into  the  water  with  a  result,  it  is  in  principle  the  same, 
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The  difPerences  which  he  pointed  out  and  dwelt  upon  were,  first,  that  it  is  a 
very  much  bigger  machine,  of  course,  because  you  want  more  water  to  extin- 
guish a  fire  than  you  do  to  drink  ;  secondly,  that  it  is  intended  for  a  different 
purpose  ;  and,  thirdly,  that  as  regards  the  cost,  the  particular  devices  that  he 
adopts  are  such  that  it  is  more  expensive  ;  but,  subject  to  that,  the  principle  is  5 
the  same.  The  next  of  the  fire  apparatus  is  Bahcock'Sy  of  1889,  and  if  anything 
turns  upon  the  matter,  he  dwelt  upon  the  feature  which  the  Plaintiff  has  so  much 
sought  to  rely  upon — that  is,  that  a  reservoir,  or  cartridge,  or  inner  chamber 
(whatever  you  like  to  call  it)  is  to  be  readily  detachable  and  replaceable  by 
another  when  such  change  becomes  desirable  from  any  cause.  He  says  :  ^^  We  10 
*'  propose  to  furnish  a  plurality  of  the  inexpensive  cylinders  herein  shown  and 
'^  described  with  each  machine  and  the  change  from  an  exhausted  to  a  newly- 
"  filled  cylinder  can  be  made  in  a  very  short  space  of  time,"  t.e.,  that  the 
use  of  the  removable  cylinder  and  its  rapid  replacement  was,  in  a  machine  of 
this  description,  although  used  for  a  different  purpose,  a  thing  which  people  15 
had  grasped  and  explained  before. 

Going  back,  there  are  other  of  these  alleged  anticipations  which  relate  to 
aeration ;  the  first  is  that  of  Mare^cot.  He  only  got  so  far  as  a  Provisional 
Specification.  I  think  it  is  quite  plain  that  Ma7^escot  had  in  view  the  object 
which  the  Plaintiff  and  the  Defendants  alike  had  in  view,  and  Mr.  Sivinbume  20 
again  allows  that  he  {Marescot)  states  the  desideratum  completely.  It  does  not, 
however,  follow  that  Marescot  has  exactly  pointed  out  how  to  effect  that  which 
he  clearly  shows  he  intended  to  arrive  at.  Mr.  Clerk  has  given  me  the 
advantage  of  seeing  some  drawings  which  he  has  prepared  worked  out  on  the 
footing  of  Marescot.  but  if  this  case  turned  on  that  I  should  be  of  opinion  25 
that  Mr.  Clerk  has  added  to  Marescpt  a  great  deal  more  knowledge,  which 
has  resulted  in  producing  something  as  to  which,  after  all,  there  is  some 
question  as  to  whether  it  would  work.  But  I  do  not  think  Mr.  Clerk^s  drawings 
of  Marescot  are  Marescot ;  they  are  Marescot  with  improvements,  and  I  am 
afraid  not  sufficiently  improved  ultimately  as  to  make  it  work.  At  all  events,  30 
Marescot  had  the  same  thing  in  view,  pointing  out  some  part  of  the  way,  at  any 
rate,  in  the  words  which  he  used. 

Then  the  next  is  that  of  Stem,  Sterrty  to  my  mind,  is  of  very  great  importance. 
He  uses  what  he  calls  a  removable  hull  or  case,  which  is  the  hollow  knob  at  the 
top  of  the  machine,  from  which  the  carbonic  acid  liquid  or  gas  is  discharged.  35 
Mr.  Swinburne  again  agreed  that  he  has  got  the  removable  cartridge  in  the 
sense  of  the  removable  chamber  in  which  the  carbonic  acid  gas  or  liquid  is  to  be 
contained,  and  he  agreed  that  qiui  point  of  discharge  into  the  bottle  and  that  of 
the  rubber  washer  by  which  the  return  of  the  escaping  gas  is  prevented,  it  is 
the  same  as  the  Plaintiff's.  The  main  difference  which  he  finds  is  that  Stern's  40 
cartridge  forms  part  of  the  syphon  head  itself,  whilst  in  the  Plaintiff's  it  is  put 
into  the  syphon  head. 

I  have  travelled  through  those  alleged  anticipations  for  the  purpose  of 
showing  (which  seems  to  me  to  be  plainly  made  out)  that  there  was  nothing  at 
all  new  in  1893  in  the  idea  of  putting  a  smaller  vessel  inside  a  larger  vessel  and  45 
operating  it  from  outBide,  or  putting  a  smaller  vessel  on  to  a  larger  vessel,  like 
the  knob  at  the  top  of  Stem%  and  operating  it  again  from  the  outside  so  as  to 
discharge  into  the  larger  vessel,  and  there  was  nothing  new  in  the  idea  of 
furnishing  a  receptacle  (that  smaller  chamber)  which  should  be  readily  detach- 
able and  removable,  and  to  be  replaced  by  another.  50 

In  that  state  of  thing  the  Patentee,  De  PasSj  took  out  his  Patent,  and  I  agree 
with  Mr.  Terrell  that  the  most  material  part  of  the  Specification  before  I  come 
to  the  claim  is  the  passage  at  the  top  of  page  2.  Reading  this,  it  appears  to  me 
that  it  leads  exactly  to  a  claim  such  as  I  understand  the  claim  to  be.  What  the 
Patentee  says  is  :— *^This  invention  consists  in  an  apparatus  enabling  liquids  55 
f*  contained  in  syphon  bottles,  and  other  like  receptacles,  to  be  charged  with 
•*  (jftrbonic  acid  or  other  gas  without  the  aid  of  special  installations,"  and  be 
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goes  on  to  say  by  what  sort  of  apparatus.  I  will  not  read  that,  except  that  he 
Bays  : — *•  By  means  of  small  tubes  or  cartridges  filled  with  compressed  or 
*'  liquefied  carbonic  acid  or  other  gas,  which  is  to  be  dissolved  in  the  liquid  to 
**  be  gasified  or  aerated."  So  ha  says  here: — "My  invention  is  an  apparatus 
5  "  which  will  enable  you  to  do  something,  and  the  way  you  are  to  do  it  is  by 
"  using  a  small  tube  or  cartridge.**  That  is  the  whole  description  of  what  his 
invention  is  on  that  part  of  the  case.  Then  he  goes  on  to  say  this  which,  to  my 
mind,  is  a  totally  different  thing  :— '*The  characteristic  of  the  apparatus^**  that 
is  to  say  the  cardinal  point  of  the  result  that  you  will  arrive  at,  and  the  great 

10  point  of  importance  in  the  thing  which  I  am  going  to  patent  is  "  the  facility 
**  with  which  the  small  receptacle  or  cartridge  when  empty  can  be  replaced 
"  by  a  filled  one."  He  says :  "  You  will  find  that  my  apparatus,  which  I  am 
"  going  to  describe  to  you,  is  such  that  it  will  give  you  this  advan- 
"  tage,  that    you    can    very   easily  take    a    part    out  and  put  it  in  again.*' 

15  The  invention  lies  in  the  method  which  he  describes.  The  characteristic 
of  the  invention  is  that  you  can  take  a  bit  of  it  out  and  replace  it  by 
a  new  bit.  He  goes  on  then  to  describe  exactly  in  detail  what  the  apparatus 
is.  It  is  all  described  at  coQsiderable  length  with  reference  to  Figures,  and  then 
he    concludes    with    this    claim !— I    claim    "an    apparatus    for    the    direct 

20  "  saturation  of  gaseous  liquids,  consisting  substantially  of  a  syphon  head 
"  fixed  permanently  on  the  bottle,  and  closed  at  its  upper  part  by  a  screw  cap  or 
"  stoppei*  carrying  a  tuba  into  which  is  introduced  a  removable  and  readily 
"  replacable  receptticle  or  cartridge  containing  compressed  or  liquefied  gas, 
"  which  is  to  be  gradually  emitted  through  an  indicator  dip  tnbe  by  means  of  a 

25  "  screw-threaded  rod  fixed  in  the  cap  or  stopper  above  the  opening  of  the 
"  receptacle  or  gas  cartridge."  There  are  four  parts  there,  and  I  have  something 
to  say  upon  each  one  of  them.  His  apparatus  is  to  consist  substantially  ot, 
first,  a  syphon  head  fixed  permanently  on  the  bottle.  Now,  ib  is  plain  that  does 
not  mean  you  cannot  take  it  off  at  all — the  Figures  show  the  contrary.    It  means 

30  that  it  is  fixed  in  the  sense  that  for  the  purpose  of  operating  the  apparatus  there 
will  be  no  necessity  to  remove  it ;  it  is  a  permanent  thing,  and  it  stops  there. 
A  fixed  syphon  head,  in  tikiat  sense,  is  common  to  all  these  apparatuses.  It  is 
common,  I  think,  to  all  those  which  I  have  described,  and  ic  is  common  to 
every  apparatus,  as  I  understand,  which  is  used  for  the  aerating  of  water.    The 

35  Plaintiff  uses  it,  the  Defendants  use  it,  Stern  uses  it,  and  the  others  use 
it.  There  is  nothing  in  that  Then  it  must  be  closed  at  its  upper  part  by  a 
screw  cap  or  stopper  carrying  a  tube,  inside  wl^ich  is  introduced  a  cartridge. 
Then  the  Patentee  describes  a  particular  piece  of  apparatus  which  is  this,  that 
the  screw  cap  or  stopper  on  the  top  of  the  machine  has  attached  to  it  a  tube  of 

40  Buch  a  size  as  that  into  that  tube  you  can  insert  the  cartridge,  and  the  lower  part 
of  that  tube,  which  is  smaller  in  diameter,  will  form  what  he  calls  later  the 
indicator  dip  tube.  His  idea  there  is  that  you  have,  as  part  of  the  con- 
struction of  the  machine  it  is  true,  a  screw  cap  or  stopper  carrying  this  tube, 
and  that  the  removable  part  is  sometiiing  which  is  contained  in  the  tube 

45  itself.  One  of  the  points  which,  if  I  have  rightly  understood  it,  the  Plaintiff 
makes  is  this,  and  Mr.  Swinburne  particularly  dwelt  upon  it;  that  the  cartridge 
which  you  thus  introduce  into  the  chamber  is  no  pare  of  the  machine,  but  is 
something  which  is  introduced  into  the  machine,  and  for  some  reason  or  other 
there  is  a  vital  difference  when  the  cartridge  itself  becomes  part  of  the  walls  of 

50  the  machine,  and  forms  part  of  the  closing  of  the  machine.  Whether  that  is  so 
or  not  I  will  see  presently.  I  do  not  see  in  either  case  that  it  will  help  the 
Plaintiff.  Then  the  third  thing  is  this,  that  there  must  be  a  replaceable  receptacle 
or  cartridge.  I  believe  these  are  generally  called  sparklets.  Then  that 
removable  receptacle  or  cartridge  is  to  be  operated  upon  by  a  screw-threaded 

ftf»  rod  which  is  fixed  in  the  top  of  the  machine,  passes  through  the  top  and 
presses  down  a  valve  at  the  top  of  the  cartridge  which  in  this  case  is  placed 
upwards.    That  appears  to  me  to  be  a  very  accurate  and  careful  description  of 

3  P 
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a  particular  apparatuB  which  he  is  going  to  use  for  this  purpose,  and  his 
Patent  is  for  the  apparatus  thus  described. 

Now,  what  do  the  Defendants  do  ?     Let  us  trace  it  through  and  see  the 
points  of  similarity  and  dissimilarity  in  those  syphon  heads.    The  Plaintiff's 
syphon  is  common  to  the  Defendants  and  common  to  everybody.     The  second  5 
feature  is  the  screw  cap  or  stopper  closed  at  it«  upper  part    For  the  purpose  of 
the  Plaintiff's  manu&cture  it  is  essential  that  that  screw  cap  or  stopper  should- 
be  closed  at  the  upper  part.    Directly  he  operates  the  threaded  screw  which  passes 
through  the  top  and  and  opens  the  top  of  the  enclosed  receptacle  or  chamber,  and 
the  gas  begins  to  discharge  vertically  upwards,  it  finds  itself  imprisoned  there  xo 
and  forced  to  go  down.     What  the    Defendants  do    is    something   totally 
different.    At  the  top  of  their  apparatus  there  is  a  screw  top  which  takes  off, 
and  in  the  cavity  which  is  then  exposed  they  introduce  a  sparklet  with  its  valve 
downwards,  and  not  upwards.    They  put  that  into  a  rubber  ring  which  forms  a 
complete  valve  there,  and  when  the  valve  is  operated  upon  it  discharges  \j^ 
into  a    chamber  closed  at  its  top    by    the    rubber    washer    which    is    thus 
introduced.    The  cap  which  they  screw  on  at  the  top  need  not  be  closed  at  all. 
It  would  do  just  as  well  if  they  tied  the  sparklet  down  by  a  piece  of  wire  or 
string  or  a  cap  full  of  holes.    The  cap  which  they  use  is  not  a  removable  cap  cr 
stopper  closed  at  the  upper  part.    They  reverse  the  sparklet  and  discharge  it  20 
into  a  chamber  whose  upper  surface  is  closed  by  a  rubber  washer.    In  other 
words  they  do  not  use  the  Plaintiff's  apparatus.     Thirdly,  the  Plaintiff  then 
uses  a  tube  in  which  the  replaceable  receptacle  or  cartridge  is  placed.     The 
Defendants  do  nothing  of  the  kind.     The  tube  into  which  their  cartridge 
discharges  is   a   fixed   thing    which    is  not  removable  at  all.     When   they  2!^ 
take  out  and  open  their  machine  there  is  no  tube  attached  to  their  screw 
cap  or  stopper  containing    a    receptacle  in  which    the    sparklet    is    placed* 
Lastly,  the  way  in  which  the  Plaintiff  discharges  his  cartridge  is  this.    He 
screws  down  the  screw-threaded  rod  from  the  top  of  the  machine,  and  then 
forces  down  the  valve,  which  in  his  case  is  upwards,  and  the  imprisoned  gas  is  30 
discharged.    What  the  Defendants  do  is  to  reverse  the  sparklet.     The  sparklet 
itself  is  driven  down  by  the  pressure  of  screwing  down  the  screw  rap  at  the 
top,  and  is  thus  driven  upon  a  fixed  pin  which  comes  vertically  upwards  and 
meets  it,  and  then  the  sparklet  is  discharged  below  the  rubber  valve  which  I 
have  described,  into  the  passage  below,    it  seems  to  me  plain'  that  as  a  matter  3*^ 
of  apparatus,  the  Def encUmts'  details  are  totally  different  from  the  Plaintiff's. 
They  actuate  the  whole  matter  in  a  different  way.    They  say  also  they  have  other 
i^dvantages    such    as    these — they    say    that    taking    the    Plaintiff's    method, 
when    the    valve   is   opened    by  screwing   down   the   screw  rod,  the  result 
is    that    there    first    escapes    from    the    sparklet    not     liquid     but    gas;  40 
the  result  is  that  there  is  a  great  cold  created  and  the 'thing  is  liable  to 
freeze.    In  the  other  way,  if  the  sparklet  is  reversed  and  discharges  into  the 
liquid  there  is  very  much  more  surfiice  for  it  to  encounter,  and  freezing  is  not 
so  likely  to  ensue.     There  is  a  dispute  as  to  whether  that  is  so  or  not.     The 
second  advantage  which  is  said  to  operate  is  that  in  the  Plaintiff's  case,  if  -you  4*^ 
use  his  form  of  valve,  directly  you  displace  the  ball- valve  it  may  fall  to  the 
bottom  of    the  sparklet  and  you  do    not   get    the    same    control,    whereas 
with  the  sparklet  reversed  if  anything  happens  the  ball   can  fall  into  its 
place.    I  only  point  to  this  for  the  purpose  of  showing  there  are  differences 
which  may  be  material  differences.    My  view  is  that  the  apparatus  adopted  by  50 
the  Defendants  is  not  that  at  all  which  is  adopted  by  the  Plaintiff.    I  may  add, 
in  point  of  fact,  that  the  device  which  the  Defendants  use  seems  to  me,  on 
all  points  material  for  what  I  have  been  lastly  saying,  to  closely  resemble 
that  of  Stem.     SterrCs  way  of  doing  this — his  Patent  being  as  long  ago 
as  1889 — ^was  nearly,  I  do  not  say  exactly,  but  for  all  practical  purposes,  55. 
like  that  of  the  Defendants'.    He  also  used  a  rubber  washer ;  the  confining 
of  the  gas  was  effected  in  the  same  way  by  a  rubber  washer,  although  in 
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a  difPerent  place.     I  thiilk    the    Defendants*  arrangement  is    really  Stern's 
arrangement. 

.<«9The  resalt  is  that,  in  my  opinion,  saying  nothing  at  all  as  to  how  far  the 
Plaintiff*i|  Patent  is  valid,  there  is  no  infringement,  and  therefore  I  dismiss  the 
5  action  with  costs. 


In  thb  High  Court  op  J usticb.— Chancery  Division. 

Before  Mr.  Justice  Farwell. 

July  4th,  1903. 

Brake  v.  Radermacher. 


10  Action  for  specific  performance  of  agreement  to  take  licence  from  Patentee, — 
Defence  setting  up  liability  of  nominee  of  purchaser  only. — Judgment  for 
Plaintiffs. 

On  the  23rd  of  January  1903  Alfred  Brake  commenced  an  action  against 
Walter  Radermacher  claiming  750Z.  and  specific  performance  of  an  agreement 

15  dated  the  17th  of  May  1901,  and  the  execution  by  the  Defendant  of  a  deed  of 
covenant  in  respect  thereof. 

By  his  Statement  of  Claim  the  Plaintiff  alleged  that  he  was  the  grantee  and 
owner  of  a  Transvaal  Patent  (No.  98  of  1901),  and  that  the  Patent  was  received 
by  him  in  this  country  on  the  24th  of  December  1902,  and  that  on  the  17th  of 

20  May  1901  an  agreement  was  entered  into  by  the  Plaintiff  of  the  one  part  and 
the  Defendant  of  the  other  part,  of  which  agreement  a  memorandum  in  writing 
was  at  the  same  time  drawn  up  and  signed  by  the  parties  aforesaid,  by  which 
it  was,  among  other  things,  agreed  that  the  Plaintiff  should  grant  to  the  Defen- 
dant or  his  nominee  a  sole  and  exclusive  licence  in  respect  of  the  invention  the 

25  subject-matter  of  the  Patent  within  14  days  after  the  date  at  which  the  Patent 
should  come  to  the  hands  of  the  Plaintiff— that  was  to  say,  in  the  circumstances 
which  had  actually  aristn  within  14  days  after  the  :24tli  of  December  1902 — 
and  that  the  licence  should  be  embodied  in  a  deed  comprising  Cirtain  covenants 
on  the  part  of  the  licensee  to  be  performed,  such  deed  to  be  in  accordance  with 


634  REPORTS  OF  PATENT,  DESIGN,         [Oct.  21, 1908. 

Charles  Walter  Pashley  v.  Linotype  Company^  Ld. 

By  the  Statement  of  Claim,  delivered  on  the  28th  of  July  1902,  it  was  alleged — 
"  (3)  During  the  said  employment,  and  after  Plaintiff  had  been  in  the  position 
"  of  tool  foreman  about  nine  months,  the  Defendants,  in  consideration  that  the 
"  Plaintiff  would  not  only  during  Defendants'  working  hours  but  at  all  other 
**  times  exercise  his  ingenuity  and  inventive  ability  in  the  improvement  and  5 
'^  development  of  machinery  connected  with  Defendants'  business,  promised 
'^  that  in  addition  to  his  salary  the  Defendants  would  pay  him  a  reasonable 
^^  sum  for  all  such  inventions  and  improvements,  and  the  Plaintiff  devoted  the 
"  whole  of  his  time  when  not  otherwise  engaged  in  Defendants'  business,  and 
"  not  only  during  Defendants'  worldng  hours  but  at  all  other  times  to  inventing  10 
^*  machines  and  improvements  in  existing  machines  for  the  benefit  of  the 
"  Defendants  for  several  years — namely,  from  about  beginning  of  1897  to  the 
^'  time  of  his  said  dismissal.  (4)  During  the  said  period  the  Plaintiff  invented 
"  certain  machines  fend  improvements,  which  were  patented  in  the  joint  names 
'^  of  Plaintiff  and  the  Defendants,  and  the  same  were  sold  and  used  in  Defen-  15 
"  dants'  business.  (5)  In  the  alternative,  the  Plaintiff  says  that  if  the  Defendants 
^*  did  not  enter  into  the  agreement  in  paragraph  3  mentioned  the  Plaintiff  is  the 
"  joint  owner  with  the  Defendants  of  the  said  Patents,  and  claims  to  be  entitled 
"  to  an  account  of  all  profits  from  the  sale  or  use  thereof  by  the  Defendants  and 
"  payment  of  his  moiety  thereof.  (6)  The  Plaintiff  further  says  that  during  20 
"  the  said  period  he  invented  certain  machines  and  improvements  which  were 
'^  not  patented  but  were  used,  and  continue  to  be  used,  in  Defendants'  said 
"  business,  and  the  Plaintiff  is  entitled  to  reasonable  payment  for  the  same 
"  under  the  agreement  in  paragraph  3  hereof." 

Particulars  of  the  said  Patents  and  of  the  said  inventions  and  improvements  25 
were  delivered  with  the  Statement  of  Claim  and  were  stated  to  be  as  follows  : — 

Particulars  of  Patents  referred  to  in  paragraph  4  of  the 
Statement  of  Claim. 

Improvements  in  ball  and  socket  joints       Loch  and  Pashley^ 

Patented.    No.  7540  of  1898.  30 

Estimated  value 200^. 

Improvements    in    mechanism    for    holding    type 
matrix    blanks   and    setting  type    moulds   for 

casting  from  the  matrices  Lock  and  Pashley, 

Patented.    No.  10,267  of  1898.  35 

Estimated  value 150Z. 

Improvements  in  universal  joints  for  milling  and 

other  machines       Lock  and  Paahley. 

Patented.    No.  19,325  of  1898. 
Estimated  value 150Z.  40 

Improvements  in  machines  for  grinding  the  cutters 

of  engraving  machines      Lock  and  Pashley. 

Patented.    No.  20,640  of  1898. 
Estimated  value 150?. 

Improvements  in  engraving  machines  Locky  Pkbce^  and  Pashley,  45 

Patented.    No.  20,642  of  1898. 
Estimated  value 200?. 

The  Plaintiff  also  delivered  particulars  of  the  improvements  made  by  him 
which  were  not  patented,  one  of  which  related  to  an  engraving  machine  called 
the  Ballou  machine.  50 

By  the  Defence  the  Defendants  denied   "that  they  promised  to  pay  the 
*<  Plaintiff  a  reasonable  sum  for  inventions  and  improvements  made  by  him  in  ^  . 
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**  the  maohinery  connected  with  their  business  for  the  consideration  or  npon 
'^  the  terms  alleged,  or  at  all,  and  as  to  the  matters  alleged  in  paragraphs  i>,  4, 
"•  5,  and  6  of  the  Statement  of  Claim  the  Defendants,  save  as  hereinafter  expressly 
**  admitted,  deny  each  and  every  of  the  allegations  therein  contained.  (7)  The 
5  '^  Plaintiff  was  in  the  employment  of  the  Defendants,  and  was  engaged  as  a 
"  tool  maker,  and  was  paid  a  weekly  wage  for  such  employment.  The  Plaintiff 
'*  during  the  time  for  which  he  was  paid  by  the  Defendants,  and  with  materials 
"  which  were  purchased  at  the  cost  of  the  Defendants,  and  with  machinery  the 
"  cost  of  which  and  the  cost  of  operating  which  were  paid  for  by  the  Defen- 

10  "  dants,  made  certain  minor  inventions  and  improvements  in  apparatus  manu- 
^'  factured  and  sold  by  the  Defendants  (which  inventions  and  improvements 
*'  are  correctly  stated  in  the  Plaintiff's  Particulars),  the  costs  of  taking  out 
"  the  Patents  for  those  improvements  which  were  patented  were  entirely  borne 
"  by  the  Defendants,  and  all  the  improvements  and  inventions  were  the  property 

15  "  of  the  Defendants,  and  in  respect  of  such  improvements  and  inventions  (if 
**  any)  so  to  be  made  by  the  Plaintiff,  he,  like  other  servants  of  the  Defendants, 
*^  was  to  receive  in  addition  to  his  salary  such  sum  by  way  of  bonus  as  the 
*'  Defendants  in  their  own  absolute  discretion  should  consider  reasonable  to  be 
"  paid  to  the  Plaintiff  for  any  improvements  and  inventions  made  by  him  as 

20  *'  aforesaid.  (8)  The  Defendants  in  the  exercise  of  such  discretion  as  aforesaid 
^^  consider  that  a  bonus  of  250/.  is  a  reasonable  sum  to  be  paid  to  the  Plaintiff 
^'  for  such  inventions  and  improvements  as  have  been  made  by  him,  and  they 
"  have  already— viz.,  on  or  about  the  20th  of  February  1902 — ^paid  the  sum  of 
^^  50/.  to  the  Plaintiff  in  advance  and  on  account  of  the  said  sum,  and,  whilst 

25  *^  denying  all  liability  and  that  the  Plaintiff  has  any  legal  claim  against  them 
"  for  any  moneys  in  respect  of  any  inventions  or  improvements  made  by  him, 
"  they  are  willing  to  give  him  a  further  sum  of  200/.  as  a  bonus.  They  bring 
*^  the  said  sum  of  200/.  into  Court,  and  say  that  the  same  is  sufficient  to  satisfy 
^^  the  Plaintiff's  claim  in  respect  of  all  matters  alleged  in  paragraphs  3,  4,  5, 

30  "  and  6  of  the  Statement  of  Claim." 

Issue  was  joined  on  these  pleadings,  and  the  action  came  on  for  trial  at  the 
Manchester  Winter  Assizes  before  Mr.  Justice  Walton  and  a  Special  Jury. 

Shee^  K.C.,  and  Wharton  (iijstructed  by  Oeorge  Rideal)  appeared  for  the 
Plaintiff  ;  Horridge^  K.C.,  and  Sanderson  (instructed  by  HaySy  Schmettau^  and 

35  Ancrum)  appeared  for  the  Defendants. 

The  Plaintiff  gave  evidence  in  support  of  his  case,  and  was  corroborated 
in  various  particulars  by  several  witnesses  who  were  in  the  service  of  the 
Defendant  Company  at  the  same  time  as  the  Plaintiff. 

For  the  Defence  the  folio  wing  witnesses  were  called :  W,  H,  Lock,  the  managing 

40  director  of  the  Defendant  Company,  who  deposed  that,  with  regard  to  the  machine 
for  making  linotype  matrices,  the  Plaintiff's  invention  was  not  a  commercial 
success.  Hans  B&nold,  engineer,  deposed  that  the  improvements  were  not 
proper  subjects  for  Patents,  and  that  only  two  of  them  were  specially  meritorious 
to  make  protection  desirable.    Three  others  were  of  sufficient  merit  to  justify 

45  a  small  bonus  to  the  inventor.  The  remaining  one  was  quite  worthless.  He 
was  of  opinion  that  5/.  would  be  a  very  liberal  price  for  the  Plaintiff's  interest 
in  each  of  the  two  patented  improvements.  The  rest  had  no  money  value. 
Charles  HopJdnson^  consulting  engiueer,  was  of  opinion  that  40/.  would  be  a 
liberal  amount  to  allow  the  Plaintiff  for  the  whole  of  the  inventions  and 

50  improvements  mentioned  in  the  Particulars. 

Walton,  J.  (after  mentioning  other  claims  of  the  Plaintiff). — ^Then  the  third 
question  is — Was  there  an  agreement  to  pay  him  for  his  interest  in  the  Patents 
and  inventions  ?  He  claimed  for  both.  It  is  scarcely  disputed  now  that  the 
Defendants  are  willing  at  all  events  that  he  shall  be  paid  for  the  Patents,  so  that 

55  you  will  have  to  value  his  interest.  If  you  are  of  opinion  that  he  is  also  to  be 
paid  for  his  inventions,  or  improvements,  then  you  will  say  what  that  is.  Then 
the  last  question  will  be — ^Whiat  is  the  value  ? 

3  Q  2 
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The  Plaintiff  began  with  the  Defendants,  the  Linotype  Company,  in  1896, 
first  as  a  tool  maker,  at  36s.  a  week.  That  is  what  he  was  when  he  went  into 
their  employment,  but  he  seems  to  have  been  a  good  mechanic — everybody 
agrees  on  that — and  very  shortly  after  he  entered  into  the  service  of  the 
Linotype  Company  his  wages  were  raised  to  38s.  Then  he  was  made  foreman  5 
of  the  tool  room — this  is  all  in  1896 — and  his  wages  were  raised  to  3Z.  That 
brings  us  up  to  the  beginning  of  1897,  Undoubtedly  it  is  common  ground  that 
he  is  a  competent  and  clever  mechanic,  and  they  raised  his  wages  in  that 
capacity  from  365.  up  to  3^.,  and  from  being  a  tool  maker  they  made  him 
foreman  of  the  tool  room.  10 

In  1897  the  Defendants  had  bought  the  Patent  of  the  Ballou  machine,  and, 
as  I  understand,  they  had  one  or  more  of  the  machines  at  their  works,  and  they 
found— I  shall  say  a  word  or  two  more  about  this  when  we  come  to  the  question 
of  the  Patents — that  the  Ballou  machine,  although  a  machine  well  adapted  for 
making  the  moulds,  or  matrices,  as  they  call  them,  from  which  the  types  for  15 
printing  are  struck — that  is,  well  enough  adapted  for  making  moulds  from 
which  ordinary  movable  type  can  be  struck — was  not  well  adapted  at  all 
for  making  the  moulds  or  matrices  required  for  use  in  the  linotype  machine. 
They  wished  to  improve  the  Ballou  machine,  the  Patent  rights  in  which  they 
had  acquired,  so  that  if  possible  it  might  make  matrices  or  moulds  to  be  used  20 
for  linotype  purposes  sufficiently  well  and  sufficiently  economically  to  make  it 
a  useful  commercial  machine  for  that  purpose.  Undoubtedly  in  1897  the 
Plaintiff's  position  was  altered.  He  may  have  remained  a  foreman.  I  really 
do  not  know  how  you  would  describe  it.  You  understand  these  things,  or 
some  of  you  do,  I  have  no  doubt,  and  realise  the  position  better  than  I  can.  25 
But,  at  any  rate,  we  know  that  from  the  time  the  change  was  made  at  the 
beginning  of  1^97  his  time  was  devoted  altogether,  or  practically  altogether, 
to  studying  how  to  build — I  think  that  was  the  expression  used — ^the  BaXlot^ 
machine,  so  as  to  make  it  more  useful  for  linotype  purposes.  I  have  no  doubt 
he  had  also  to  consider  every  moment  improvements  or  appliances  which  were  30 
suggested  or  thought  to  be  desirable  about  the  works 

Now,  with  regard  to  the  Patents.  On  this  part  of  the  case  the  question  is, 
What  was  he  to  be  paid  for  in  addition  to  his  wages  of  3L  5s.,  3/.  10^.,  and 
3/.  15s.  a  week  ?  The  Defendants  are  quite  willing  that  he  shall  be  paid 
something  for  those  inventions  with  regard  to  which  Patents  have  been  35 
obtained  in  the  name  of  a  representative  of  the  Defendant  Company — whatever 
you  think  is  the  reasonable  and  proper  amount.  The  only  question,  therefore, 
with  regard  to  the  inventions  that  have  been  patented  that  you  have  to  consider 
is — What  is  a  reasonable  and  fair  thing  for  the  Defendants  to  pay  in  respect  of 
those  ?  What  is  the  Plaintiff  reasonably  and  fairly  entitled  to — ^not  making  40 
presents  to  him  out  of  the  Defendants'  money,  but  giving  him  whatever  you 
reasonably  think  he  was  entitled  to,  justly  and  as  a  matter  of  right,  having  been 
promised  that  he  should  get  something.  So  far  as  the  Patents  are  concerned 
that  is  the  only  question. 

Then  there  is  the  other  question  with  regard  to  what  are  called  in  the  45 
Particulars  "  the  inventions."    The  Plaintiff  claims  not  merely  in  respect  of  the 
Patents,  of  which  there  are  five  mentioned  in  the  Particulars,  but  there  is  another 
which  was  overlooked,  although  it  was  obtained  in    1898.    There  are  six 
altogether.    Then  in  addition  to  that  there  are  five  inventions,  or  improve- 
ments, as  the  Plaintiff  calls  them,  and  the  Plaintiff  says  he  is  entitled  to  be  50 
paid  something  for  those  inventions  and   improvements  which  were  never 
patented.     Of  course  he  is   not,  unless  there  was  some  agreement  that  he 
should   be.    The  only  evidence  upon  which  he  can  rely  in  support  of  the 
agreement,  and  upon  which  he  does  rely,  is  that  given  by  himself,  in  which  he 
says  that  when  he  was  asked  to  go  into  the  Ballou  machine  department  it  was  55 
discussed  between  himself  and  the  then  manager,  Mr.  Stutchbury,  and  that  Mr. 
Stutchhury  said  that  he  should  be  pai(J  fpr  2M  Patents  and  improvements  to  be 
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effected ;  that  he  should  have  every  assistance  ;  and  that  if  it  could  be  made 
into  a  success  he  would  be  very  glad,  and  so  would  Mr.  Lawrence.  That  is 
the  Plaintiff's  recollection  of  what  Mr.  Stutchbury  said  to  him  in  the  early  part 
of  February  1897.  Mr.  Stutchbury  denies  that  altogether,  and  the  Plaintiff 
5  does  not  rely  upon  any  agreement  with  Mr.  Lewis  or  anyone  else.  He  does  not 
say  he  was  told  anything  of  that  kind  by  Mr.  Leuns.  He  says  he  was  told  that 
by  Mr.  Stutchbury^  and  Mr.  Stutchbury  says  he  never  said  anything  of  the 
kind.  The  only  importance  of  this  is,  to  consider  whether  he  is  entitled  under 
any  such  agreement  to  be  paid  for  improvements.    Of  course  the  recollection  of 

10  a  conversation  taking  place  in  1897  is  a  very  uncertain  thing  to  go  on,  and 
therefore  one  must  not  take  this  evidence  of  his  with  regard  to  this  conversation 
as  if  it  was  a  written  document  made  at  the  time,  or  as  if  the  conversation  had 
been  recorded  in  some  way — ^as  if  there  had  been  a  memorandum  of  it  made  at 
the  time.    It  is  nothing  but  the  recollection  of  the  Plaintiff  at  the  time,  I  have 

15  no  doubt,  perfectly  honestly  stated,  but  recollection  long  afterwards,  when  a 
dispute  had  arisen,  and  when,  no  doubt,  he  has  an  interest  in  making  a  claim 
and  supporting  it,  just  as  the  Defendants  have  in  resisting  it.  In  the  first  place, 
even  the  language  itself  is  not  absolutely  plain.  "  Patents  and  improvements  " — 
what  does  that  mean  ?    It  may  mean  improvements  which  are  patented — 

20  things  which  are  Patents  and  improvements.  It  is  quite  consistent  with  the 
very  words — ^that  it  may  only  refer  to  something  which  was  both  a  Patent  and 
an  improvement.  But,  apart  from  any  over  subtle  criticism  of  that  sort,  we 
must  look  at  the  situation.  The  Plaintiff  was  being  paid  for  doing  something. 
What  was  it  he  was  being  paid  by  the  Defendants  to  do  ?    He  was  being  paid 

25  by  the  Defendants  to  make  improvements — that  is,  to  make  experiments  and  to 
try  to  make  improvements  in  all  sorts  of  ways.  That  was  his  work,  and  his 
oiUy  work.  That  is  what  he  was  occupied  with  day  by  day,  and  week  by  week, 
and  year  by  year.  He  was  to  use  his  ingenuity  in  experimenting  upon  the 
Ballou  machine,  and,  when  other  machines  were  offered,  to  experiment  upon 

30  other  machines.  He  was  to  do  that,  and  to  be  paid  3/.  155.  a  week  for  it ;  but 
if  he  was  to  be  paid  for  improvements  in  addition  to  that,  what  was  it  exactly  ? 
He  was  making  improvements,  or  what  might  possibly  be  improvements,  every 
week,  or  every  day.  Was  he  to  be  paid  for  every  change  or  alteration  of  a 
machine  which  he    thought  was   an    improvement — any  little  alteration  or 

35  mechanical  device  which  he  thought  ought  to  be  patented  ?  It  was  his  daily 
work.  How  much  of  that  daily  work  was  he  to  be  paid  extra  for  ?  Admittedly, 
when  a  thing  ripened  into  a  Patent  he  was  to  be  paid  something,  but  when 
it  is  suggested  that  he  is  to  be  paid  for  improvements,  who  is  to  define 
"improvements"  ?     How  many,  big  or  little  ?    It  seems  to  me  that  it  would 

40  be  extraordinarily  difficult  if  he  was  to  be  paid  for  every  improvement.  If  he 
was  to  be  paid  extra  in  addition  to  his  wages  for  doing  that  work,  whenever  he 
achieved  anything  that  could  be  called  an  improvement,  the  difficulty  of  dealing 
with  such  a  claim  or  such  a  contract  would  be  enormous. 

Apart  from  that,  we  have  the  correspondence,  and  there  is  not  the  least  doubt 

45  that  in  this  correspondence — that  is,  until  we  get  quite  to  the  end  of  it — ^there 
is  not  a  word  suggesting  that  he  claimed  to  be  paid  for  anything  except  Patents. 
I  am  not  going  through  it  all,  but  it  begins  in  March  1900  and  goes  on  for  two 
years.  It  begins  with  a  letter  which  was  signed  by  a  number  of  people  in  the 
employ  of  the  Defendants — a  kind  of  joint  letter — asking  when  their  claims  for 

50  their  inventions  would  be  attended  to.  The  Plaintiff  Js  one  of  those  who 
signed  this  letter.  They  say  :  '*  At  various  dates  commencing  in  the  year  189t> 
"  we  have  signed  papers  " — that  must  mean  making  applications  for  Patents — 
**  giving  up  our  rights  in  a  number  of  valuable  Patents  taken  out  by  the  Com- 
«*  pany,  but  up  to  the  present  time  no  payment  whatever  has  been  made  for 

55  "  them."  That  relates  to  Patents.  Mr.  Shee  has  no  doubt  gone  through  the  letters 
carefully,  and  he  has  pointed  out  that  on  the  17th  of  March  1903  the  Plaintiff 
0eem0|  as  it  were,  just  to  hint  that  he  has  been  very  moderate  in  his  claim,  and 
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that  he  might  have  claimed  for  more.  There  had  been  a  good  deal  of  corres- 
pondence  before  March  1902,  and  up  to  this  time  not  a  suggestion  of  anything 
but  a  claim  for  Patents.  What  is  relied  upon  by  Mr.  SJiee  is  this — b,  letter  written 
whilst  the  PlaintifiE  was  ill :  "  Have  you  made  any  inquiry  into  my  claim  or 
"  read  the  correspondence  " — that  refers  to  the  correspondence  which  I  have  been  ^ 
mentioning — *'  1  have  numerous  other  matters  to  demonstrate  where  I  have 
"  effected  saving  in  cost  of  production,  but,  acting  on  the  give  and  take  principle, 
"  I  reduced  it  to  an  extremely  reasonable  sum  without  prejudice.  Am  receiving 
"  nice  treatment  in  return.  I  wonder  what  Lancashire  engineers  generally 
**  would  think  of  such  treatment  if  it  comes  to  light."  Mr.  Shee  points  out  that,  10 
and  then'  he  points  out  another  letter  of  the  24th  of  March,  in  which  the  Plaintiff 
says  no  doubt  that  he  has  made  improvements  which  have  not  been  patented. 
There  he  says  :  "  I  await  the  remittance  of  800Z.,  balance  of  my  claim  for 
"  Patents  apart  from  other  claims  I  ujight  establish."  That  is  after  the  dispute 
had  arisen,  after  the  parties  are  at  arm's  length,  and  it  is  not  until  then  that  15 
really  any  claim  was  heard  of  for  anything  more  than  these  Patents. 

Now,  Gentlemen,  you  have  to  consider  whether  the  Plaintiff  is  entitled  to 
any  payment  in  respect  of  anything  but  those  improvements  which  were 
patented.  You  will  remember  with  regard  to  this  correspondence  that  it  is  not 
as  if  the  improvements,  which  he  is  now  claiming  for  in  addition  to  the  Patents,  20 
were  quite  recent  things.  Leaving  out  the  one  which  was  patented  in  1898,  all 
the  others  which  he  is  now  claiming  for  in  addition  to  the  Patents  were  made, 
according  to  his  own  account,  in  1900  or  1901,  and  throughout  that  time 
certainly  there  was  no  claim  ever  put  forward  for  anything  more  than  the 
Patents.  Therefore  you  have  to  consider  this —Is  he  entitled  under  any  25 
agreement  to  be  paid  anything  in  respect  of  improvements  as  distinguished 
from  improvements  which  have  been  patented  ? 

Now,  Gentlemen,  the  last  question  is — What  is  the  value  of  his  interest  ?    If 
it  comes  to  be  a  question  of  considering  the  value  of  the  improvements  you 
have  to  deal  with  that.     There  is  very  little  evidence  about  that  except  that  he  30 
puts  upon  them  a  considerable  value — 578Z.  15s.  altogether.     You  may  call  it 
525/.,  leaving  out  the  one  which  was  patented,  for  which  he  claims  about  50/. 
Leaving  out  that  he  claims  about  525/.    There  is  really  no  evidence  except  that 
as  to  their  value.     If  he  did  make  improvements  it  was  what  he  was  paid  to 
do — it  was  his  daily  work.     Then,  at  any  rate,  comes  this  question  of  what  he  35 
was  to  get  for  the  Patents,  and  that  is  a  very  difficult  question  no  doubt.    I  do  not 
think  anyone  suggests  that  these  Patents  were  great  discoveries,  great  novelties, 
or  important  to  the  Company  ;  they  were  ingenious  mechanical  devices  for 
improving  the  working,  mainly  of  the  BalLou  machine,  and  to  some  extent  of 
other  machines.      We  do  not  know,  and  are  not  called  upon  to  try  here,  40 
whether  they  are   all  novelties  of  not :    whether  they  can  stand  as    good 
Patents  or  not.     They  may  or  may  not.    It  has  been  suggested  that  most  of 
them  are  not  sufficiently  novel — that  they  are  a  mere  adaptation  of  perfectly 
well  known  mechanical  devices  to  the  work  of  these  machines.    No  doubt 
we  must  be  very  much  in  the  dark  as  to  that.      At  any  rate,  these  were  45 
improvements  which  undoubtedly  the  Defendants  thought  it  worth  while  to 
have  protected  by  I^etters  Patent,  so  it  shows  that  they  were  improvements  to 
which  they  did  attach    some  value,  and  they  were   mainly  improvements 
of  this  Ballou  machine.    I  do  not  know  that  I  am  able  to  go  into  any  great 
detail  about  these  things,  but,  as  I  said  just  now,  as  I  understand  it,  the  50 
great  object  was  to  make  the  Ballou  machine  turn  out  matrices  or  moulds 
suitable  for  use  in  the  linotype  machine.    That  was  the  great  object.    Some 
of    the    Patents    had  nothing   to   do   with   that,  but   they    mostly  had.      I 
understand  that  it  is  a  totally  different  thing  to  produce  matrices  for  making 
movable  type,  and  matrices  for  linotype  printing.    With  linotype  printing  55 
a  vast  number  of  matrices  are  required.     Practically  you  require   a  matrix 
for    every    letter.     Take    a.  word — any    common    word — ^'^  Assizes."     There 
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are  three  s's  in  the  word  "Assizes,"  and  if  that  had  been  printed  by  the 
linotype  process  of  making  your  linotype  line  of  type,  you  would  want 
three  s's  and  three  different  matrices  to  be  used  in  making  the  type  for 
printing  one  word ;  and  of  course  those  three  matrices  must  all  correspond 
g  sufficiently  closely  to  make  the  letters  printed  similar  to  one  another.  Of 
course  a  very  little  difference  would  spoil  the  print.  In  printing  in  the 
ordinary  way  you  require  the  same  number  of  letters  in  type,  but  the  type  of 
course  is  movable.  You  can  have  one  matrix  which  makes  a  "  w,"  and  that 
may    print    thousands    of    type    "w's,"    which    are    used    in    the    ordinary 

20  printing,  and  all  those  of  course  would  be  exactly  alike,  because  they  are  all 
made  from  the  same  matrix,  whereas  in  the  linotype  the  letters  are  made  from 
separate  matrices.  Therefore  you  require  a  vast  number  of  matrices. 
One  consequence  of  that  is,  that  linotype  printing  can  only  be  successfully 
carried  out  if  you  can  get  your  matrices  very  cheap.    As  a  matter  of  fact  they 

25  are  supplied  at  a  cost  of  something  like  Ik^.  each,  and  that  is  what,  to  be 
commercially  successfully,  the  Ballou  machine  had  to  accomplish.  All  the 
letters  had  to  be  of  corresponding  si^^e,  and,  to  be  commercially  successful, 
the  Ballou  machine  had  to  produce  a  vast  number  of  matrices,  all  sufficiently 
uniform    to    print   properly    by   the    linotype    process,    which    is    a   thing 

2Q  requiring  very  great  accuracy  in  working.  Then  that  had  to  be  done  economi- 
cally, so  that  the  matrices  could  be  sold  for  not  more  than  something  like 
1^.  each.  As  has  been  pointed  out,  you  may  improve  your  machine,  or 
make  it  more  accurate,  but  still,  unless  you  can  produce  your  matrices  cheaply, 
you  will  have  no  sale  for  them.     You  might  make  them  even  cheaper  than 

25  they  were  at  first ;  you  might  diminish  the  cose ;  but  unless  you  diminish  the 
cost  below  a  certain  level  you  do  not  make  a  commercial  success.  In  the  case 
of  a  great  many  useful  discoveries  the  real  difficulty  has  been  to  produce  the 
discovery,  which  has  been  aimed  at,  at  a  low  cost.  You  have  to  consider  what 
the  Plaintiff's  interest  in  these  Patents  is  really  worth,  and,  whilst  you  will  not 

30  be  too  stingy  in  dealing  with  him,  at  the  same  time  you  must  not  be  too 
extravagant.  I  am  quite  sure  you  will  arrive  at  a  reasonable  and  moderate 
answer  to  the  question.  It  is  admitted  that  they  have  achieved  some  useful 
result. 

The  Jury  retired,  and  on  their  return  gave  their  verdict  that  the  damages  for 

35  the  Plaintiff  should  be  2601.  in  addition  to  the  50^.  already  received. 

Walton,  J. — ^As  to  the  Patents,  you  allow  him  260Z.  in  addition  to  the  50Z. 
already  received.     Is  that  for  Patents  only  ?    Then  he  is  entitled  to  nothing 
for  the  improvements  ? 
T?ie  Foreman. — That  is  so. 

^  Walton,  J. — ^As  against  the  2601.  he  is  to  assign  over  all  his  interest  in  the 
Patents. 

Wharton. — At  their  expense. 

Sanderson. — I  do  not  know  about  that. 

Walton,  J. — I  will  ask  the  Jury.    Is  the  Plaintiff  to  get  the  260Z.  clear  of  all 

^5  expenses  of  the  assignment  ? 
The  Foreman. — ^Yes. 
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Aquascuturriy  Ld.  v.  Moore  and  ScanUebury^ 

and 

In  the  Matter  of  Trade  Mark  '' Aquuscutumy 


In  the  High  Court  of  Justice.— Chanobry  Division. 

Before  Mr.  Justice  Kekbwich. 

June  9th,  1903. 

Aquascutum,  Ld.  v.  Moore  and  Scantlebury, 

and 

In  the  Matter  of  Trade  Mark  "Aquascutum." 


Trade  Mark. — Action  for  infringement. — Motion  to  rectify. — Particulars  of 
allegations  in  Defence. — Order  made  for  certain  Particulars  in  the  action  and 
the  motion. 

On  Hhe  4th  of  January  1895,  Ernest  Oeorge  Commin^  trading  as  Scantlebury  10 
and  Gommin,  registered  the  word  "  Aquascutum  "  under  No.  184,663  in  Glass 
38  as  a  Trade  Mark  for  a  Waterproof  Coat.     On  the  23rd«  of  June  1902  Aqua- 
scutum^  Ld.y  were  registered  as  subsequent  proprietors  of  the  said  Trade  Mark. 

On  the  6th  of  September  1902,  Aquascutum^  Ld.y  commenced  an  action 
against  Moore  and  Scantlebury  for  an  injunction  to  restrain  them  from  using  15 
the  Plaintiffs'  Trade  Mark,  or  any  colourable  imitation  thereof,  and  from  selling 
or  permitting  to  be  sold  under  the  description  of  the  "  Aquascutum  coat "  any 
coat  not  made  by  the  Plaintiffs. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  :  "  (2)  Almost  the  entire 
*'  business  of  the  Plaintiffs  consisted  of  the  sale  of  a  particular  kind  of  water-  20 
"  proof  coat  to  which  the  said  Trade  Mark  was  applied,  such  coat  being  made 
**  from  cloth  specially  manufactured  and  prepared  according  to  the  Plaintiffs' 
"  instructions  by  a  firm  which  did  not  and  never  had  supplied  the  said  cloth  to 
**  any  firm  or  person  other  than  the  Plaintiffs  and  their  predecessors  in  title  ; 
"  the  said  coat  had  been  well  known  for  many  years  past,  especially  in  military  25 
"  and  sporting   circles,   as  the    *  Aquascutum  coat ' ;    (4)  the  Plaintiffs  had 
**  recently  discovered  that  the  Defendants  had  for  some  time  past,  and  still 
*'  were,  passing  off  their  goods  as  and  for  the  goods  of  the  Plaintiffs,  and  that 
"  the  Defendants  were  wrongfully  supplying  coats  not  made  by  the  Plaintiffs, 
"  and  not  made  from  cloth  manufacture^  and  prepared  as  aforesaid,  to  customers  30 
**  as  being  '  Aquascutum  coats ' ;  (5)  the  Plaintiffs  have  also  discovered  that  the 
"  Defendants  have  adopted  the  word  '  Aquavser,'  and  that  they  apply  the  same 
«'  to  waterproof  coats  and  other  similar  goods  made  by  them ;    the  said  word 
"  had  been  adopted  and  used  by  the  Defendants  in  imitation  of  the  Plaintiffs' 
**  said  Trade  Mark,  and  with  a  view  to  obtaining  part  of  the  goodwill  of  the  35 
♦*  Plaintiffs'  business." 
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Mark  Richardson  Moore^  trading  as  Moore  and  ScantUhury^  by  his  Statement 
of  Defence,  alleged :  "  (1)  The  word  *  Aquascntum '  was  first  used  in  the 
*•  tailoring  trade  some  time  previously  to  the  year  1857.  It  was  then  used  in 
"conjunction  with 'the  word  'coat,'  or  *  wrapper.'  An  'Aquascutum  coat* 
ft  •*  denoted  an  overcoat,  or  *  surtout '  of  a  particular  shape  and  cut,  made  of  any 
•*  light  ventilating  waterproof  material,  and  an  *  Aquascutum  wrapper '  denoted 
**  an  overcoat  of  a  particular  shape  and  cut  made  of  like  material  intended  for 
"  use  whilst  the  wearer  was  shooting  or  taking  outdoor  exercise,  and  is  a  word 
"  denoting  and  descriptive  of  the  particular  shape,  cut,  and  material  of  the  coat 

10  '*  or  wrapper  to  which  it  was  or  is  applied,  and  of  the  character  of  such  coat  or 
"  wrapper  as  a  rain  or  water  shield,  and  it  had  ever  since  been  commonly  so 
"  used  in  such  trade  and  by  the  public.  The  waterproof  cloth  from  which 
**  *  Aquascutum  coats '  or  '  Aquascutum  wrappers '  had  been  from  time  to  time 
"  made  in  the  trade  had  varied  and  does  vary,  having  regard  to  the  tailor 

15  **  making  the  same  ;  the  name  '  Aquascutum '  never  had  and  it  has  no  reference 
**  whatever  to  any  special  manufacture  of  waterproof  material ;  the  *  Aqua- 
**  *  scutum  coat '  or  *  Aquascutum  wrapper '  has  never  been  in  anywise  identi- 
"  fied  with  the  Plaintiffs'  business  ;  they  have,  since  the  year  1857,  been 
"  commonly  made  under  such  names  in  the  trade,  and  it  is  not  a  fact  that  when 

20  **  anyone  asked  for  an  'Aquascutum  coat'  he  desires  and  expects  to  obtain  a 
''  coat  made  by  the  Plaintiffs  from  cloth  manufactured  and  prepared  as  stated 
"  in  the  Statement  of  Claim.  Save  and  except  as  thereinbefore  was  stated  the 
''  Defendants  know  nothing  of,  and  did  not  admit  any  of,  the  allegations  in 
**  paragraphs  1,  2,  and  3  of  the  Statement  of  Claim  ;   (4)  when  the  Defendant 

25  **  commenced  business  as  aforesaid,  in  the  year  1895,  he  designed  a  waterproof 
**  coat  which  he  called  the  '  Aquavasr  coat,'  and  which  name,  in  1897,  he  duly 
*'  registered ;  the  Defendant  has  widely  advertised  such  coat,  and  it  has  for 
"  some  years  been  and  now  is  well  known  in  the  trade  and  to  the  public  under 
*'  such  name.    Save  and  except  as  thereinbefore  is  stated  the  Defendant  denies 

80  **  that  the  Plaintiffs  have  recently,  or  at  all,  discovered,  or  that  it  is  the  fact  that 
"  the  Defendants  have  for  some  time,  or  at  any  time,  passed  or  were  passing  off 
'*  their  goods  as  and  for  the  goods  of  the  Plaintiffs,  or  that  the  Defendants  are, 
"  wrongfully  or  otherwise,  supplying  coats  not  made  by  the  Plaintiffs,  and  not 
*'  made  from  cloth  manufactured  and  prepared  as  mentioned  in  the  Statement 

35  "  of  Claim  to  customers  as  being  •Aquascutum  coats' ;  the  Defendants  in  fact 
"  have  never  supplied  or  offered  a  coat  to  any  person  as  being  an  *  Aquascutum 
*' '  coat.' " 

On  the  20th  of  February  1903  Mark  Richardson  Moore  gave  notice  of  motion 
to  rectify  the  Register  of  Trade  Marks  by  removing  the  said  Trade   Mark 

40  No.  184,663. 

On  the  24th  of  March  1903  the  Plaintiffs  applied  for  delivery  by  the  Defen- 
dants of  Particulars  of  the  allegations  in  paragraph  1  of  the  Defence.  The 
Particulars  asked  for  were  of  the  following  allegations  : — The  allegation  in  the 
first  paragraph  of  the  Defence  contained  that  the  word  '•  Aquascutum "  was 

45  first  used  in  the  tailoring  trade  some  time  previously  to  the  year  1857,  and  was 
then  used  to  an  overcoat  of  a  particular  shape.  Particulars  of  the  date  on  which 
it  was  so  first  used,  and  by  whom  and  for  what  shape  of  garment.  The  allegation 
in  the  same  paragraph  that  coats  and  wrappers  have  since  the  year  1857  been 
commonly  made  under  the   names   ''Aquascutum  coat"  and  ** Aquascutum 

50  "  wrapper."     Particulars  of  the  making  of  coats  and  wrappers  under  this  name 

by  makers  other  than  the  Plaintiffs,  by  whom  so  made,  and  what  date  or  dates. 

The  application  came  on  before  the  Judge  in  Chambers,  who,  on  the  18th  of 

May  1903,  made  an  Order  refusing  it  with  costs.    The  Plaintiffs  then  moved 

before  Mr.  Justice  Kjskbwich  to  discharge  the  Order  in  Chambers,  and  iu  lieu 

55  to  order  the  Defendants  to  deliver  the  Particulars  claimed  by  the  Plaintiffs, 
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Moulton,  K.C.,  E.  P.  Hewitt^  and  J.  W,  Gordon  (instructed  by  DunUy  Baker, 
and  Baker)  SL^peared  for  the  Plaintiffs  in  the  action  and  Respondents  on  the 
motion  to  rectify  Register ;  Warrington^  K.C.,  and  T.  L.  Wilkinson  (instructed 
by  Stock  and  Slater)  appeared  for  the  Defendants  in  the  action  and  the 
Applicants  on  the  motion.  5 

Moulton,  K.C. — The  Defence  says  :  "  The  word  *  Aquascutum '  was  first  used 
'*  in  the  tailoring  trade  some  time  previously  to  the  year  1857.  It  was  then' 
"  used  in  conjunction  with  the  word  *  coat,'  or  *  wrapper/  An  '  Aquascutum 
*^ '  coat'  denoted  an  overcoat,  or  '  surtout '  of  a  particular  shape  and  cut,  made  of 
"  any  light  ventilating  waterproof  material,  and  an  *  Aquascutum  wrapper  *  10 
^'  denoted  an  overcoat,  or  wrapper  of  a  particular  shape  and  cut,  made  of  like 
^^  material,  and  intended  for  use  whilst  the  wearer  was  shooting,  or  taking 
"  outdoor  exercise."  I  ask,  with  regard  to  that  allegation,  for  "  Particulars  of 
^*  the  date  at  which  it  was  so  first  used,  and  by  whom,  and  for  what  shape  of 
"  garment."  It  is  going  back  a  long  time,  and  it  is  very  difficult,  of  course,  for  15 
the  persons  who  are  dealing  with  what  is  actually  a  Defence,  although  they  are 
the  Plaintiffs,  to  meet  this.  I  do  not  want  any  unreasonable  Particulars,  but 
the  best  Particulars  the  other  side  can  give. 

Warrington^  K.C. — In  substance  the  application  for  Particulars  amounts  to 
this  :  that  we  must  give  to  the  Plaintiffs  the  result  of  our  iuvestigation  as  to  the   20 
use  of  the  word  ^^  Aquascutum  "  prior  to  the  year  1857.    That  we  must,  in  fact, 
give  to  them  the  evidence,  documentary  and  otherwise,  on  which  we  shall 
rely  at  the  trial  in  support  of  that  allegation.     Suppose,  for  example,  that 
we    have  discovered  instances   of   the  use  of  the  word  "Aquascutum"    in 
the    particular    way  in    which    we   say  it    was  used  prior   to    1857.     The  25 
result  of  giving  Particulars  is  that  we  give  them  the  evidence  which  we  have 
discovered  in  support  of  that  allegation.     So  if  in  the  course  of  our  investiga- 
tions we  have  called,  we  will  say,  at  certain  tailors'  shops  which  were  established 
prior  to  that  date,  and  discovered  individuals  who  can  tell  us,  and  who  have 
told  US  that  the  word  "  Aquascutum  "  was  used  in  the  shop,  or  in  the  trade,  30 
there  again  in   order  to   give  Particulars   we   must  give    the  names  of  our 
witnesses.    They  want  us  to  give  them  the  evidence   which  we  are  going 
to  call  in  support  of  that  allegation  without  making  the  investigation  &em- 
selves.    It   is  quite  as  much  open  to  them  to   make  the   investigation,  and 
ascertain  the  facts — in  fact,    presumably  they  are   in   a  better    position    to  35 
do  it  than  we  are,  but  they  want  us  to  tell  them  the  information  which  we 
have   obtained   as   to   the   use  of  the   name.      [KSEBWIOH,  J, — You  might 
tell  them  how  long  before  1857 — that  is  to  say,  what  year  before  1857,  and 
you  might  also  tell  them,  without  disclosing  any  of  these  details,  what  the 
particular  shape  was.    You  can  put  a  drawing  in  the  Particulars.]     It  was  40 
registered  as  a  design.    They  can  get  it  for  themselves.     [Kbebwigh,  J. — 
Then  you  can  give  it  by  reference  to  a   Register.      Is  it   enough  to  say: 
"  Some  time  previously  to  the  year  1857  ?  "   That  might  be  1856,  or  it  might  be 
1800,  or  1700,  for  aught  I  know  to  the  contrary.]     It  may  be  that  what  we 
found  was  that  the  word  was  in  common  use  in  the  year  1857,  but  that  we  are  45 
unable  to  state  when  it  was  first  used.    It  can  make  no  difference  whether  it 
was  first  used  ten,  twenty,  thirty  or  forty  years  before  1857  if  it  was  in  use  in 
1857. 

KbkbwiOH,  J. — I  think  the  Defendants  must  tell  the  Plaintiffs  when  it  was 
first  used  before  1857,  not  after.    They  say  ^*  some  time  previously  to  the  year  50 
^*  1857."    I  do  not  think  that  is  definite  enough.    They  must  state  when  it  was 
first  used  before  1857,  and  what  was  the  particular  shape  and  cut. 

Moulton,  K.O. — The  next  matter  is  the  allegation  in  the  same  paragraph  that 
coats  and  wrappers  have  since  the  year  1857  been  commonly  made  under  the 
name. '^  Aquascutum."    All  we  want  to  know  is  the  names  of  the  peiaooB  and.  55- 
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the  places  where  these  have  been  made  under  such  names  in  the  trade. 
''  Commonly  in  the  trade  "  means,  in  our  Courts,  by  more  than  three.  Of 
course,  we  have  done  it.  All  we  want  is  the  names  of  three  others,  and  that  is 
what  must  be  established  in  order  to  show  that  it  is  common.  We  want  any 
5  three  that  they  choose  to  rely  upon  or  any  number  more  they  choose  to  rely 
upon,  but  we  want  to  be  able  to  investigate  the  allegation  that  others  have 
used  the  name  in  that  way  during  these  years.  Of  course,  it  is  impossible  for 
everybody  in  the  tailoring  trade  to  be  known  to  us  or  for  us  to  examine  into 
what,  they  have  done,  and  therefore,  in  order  to  enable  the  case  to  be  tried 

10  fairly,  in  order  that  the  issues  of  fact  should  be  fairly  contested,  we  must  know 
whom  they  are  going  to  put  forward.  They  may  allege  many  or  few.  We  do  not 
want  in  any  way  to  restrict  them.  We  simply  want  to  be  able  to  make  our 
inquiries  as  to  them.  There  cannot  be  any  question  of  attempting  to  get  at  the 
evidence  on  which  they  rely.    It  is  an  iesue  of  fact  :  "  Whom  do  they  say  have 

15  ''  been  using  this  name  ?  "  We  do  not  know  of  anyone.  If  they  say  A.,  B.,  C, 
and  D.,  of  Harrogate,  or  Cheltenham,  or  Dublin,  have  used  it,  let  us  know,  so 
that  we  may  make  our  inquiries,  otherwise  we  must  be  taken  by  surprise  and 
it  is  impossible  to  prepare  to  meet  their  case. 

Warrington^  K.C. — This,  I  submit,  is  really  wanting  our  evidence  in  support 

20  of  the  allegation.  The  allegation  is  a  simple  allegation  of  fact  that  the 
"  Aquascutum  "  coat  and  wrapper  have  been  commonly  made  under  that  name  in 
the  trade.  The  Particulars  of  that  are  necessarily  the  names  of  the  witnesses 
whom  we  shall  call  to  establish  that  user.  We  cannot  give  Particulars  of  this 
allegation  without  giving  the  names  or"   the  witnesses  whom  we  propose  to 

25  call  as  having  used,  or  having  knowledge  of  the  user  of  the  word  "  Aquascutum  " 
since  1857. 

Moulton^  K.C. — I  want  no  names  of  witnesses.  Suppose  it  is  said  such  and 
such  a  firm  in  Liverpool  has  used  it,  how  does  that  tell  me  by  what  witnesses 
the  Defendant  is  going  to  prove  it  ?     He  simply  says  that  such  and  such  a  firm 

30  used  it.  We  must  inquire  as  to  whether  it  was  used  by  them  and,  until  we 
know  what  firms  he  is  going  to  allege  used  it,  we  can  make  no  inquiries.  I 
neither  ask  for  the  names  of  his  witnesses  nor  want  to  get  at  them,  but  I  do 
want  to  know  the  issues  of  fact  I  shall  have  to  meet. 

Kekewich,  J. — I  think,  Mr.   Warrington^  you  ought  to  give  the  Plaintiffs 

35  not  less  than  three  instances  of  garments  having  been  made  under  such 
names  in  the  trade  since  1857,  but  that  is  not  to  prevent  your  giving  further 
evidence  at  the  trial.  I  need  hardly  add  that  I  should  consider  two  instances 
in  1858  and  one  in  1859  as  an  evasion.  They  must  be  three  fair  instances. 
That  will  not  preclude  you  from  giving  as  many  more   as  you  can  after- 

40  wards.  Three  will  be  quite  enough  for  them.  The  Order  made  in  Chambers 
will  be  discharged  ;  direct  those  Particulars  within  the  proper  time,  and  all 
costs  are  to  be  costs  in  the  action,  I  shall  be  very  much  surprised  if  these 
Particulars  are  of  the  slightest  use  to  anybody. 

Warrington^  K.C. — I  ask  leave,  in  case  we  think  it  necessary,  to  amend  the 

45  Defence. 

Kbkbwich,  J. — Yes,  to  amend  the  Defence  after  giving  Particulars.  But  I 
cannot  allow  you  to  amend  the  Defence  so  as  to  evade  the  Particulars. 

Warrington^  K.C.— No,  I  understand  that.  The  same  Order  will  be  made 
both  in  the  action  and  the  motion. 

50       Mmdton,  K.C. — The  Particulars  will  be  the  same  in  the  action  and  the  motion. 
Kbkbwioh,  J. — Yes.      You  may  amend  Defence  as  you  may  be  advised 
within  seven  days  after  the  delivery  of  the  Particulars. 

The  Order  as  finally  settled,  after  discharging  the  Order  of  the  18th  of  May 
1903,  ordered  ^  that  the  Defendants  Moore  and  Scantlebury  do  within  seven 
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days  after  service  npon  them  of  this  Order  srive  Particulars  as  to— (1)  the  date 
when  the  Defendants  allege  the  word  '  Aquascutum '  was  first  used  in  the 
tailoring  trade  prior  to  1857  ;  (2)  the  particular  shape  and  cut  of  the  coat  or 
wrapper  to  which  the  Defendants  allege  the  term  was  applied  ;  and  (3)  not  less 
than  three  firms  or  traders  who,  as  the  Defendants  allege,  have  since  1857 
made  coats  or  wrappers  under  that  name ;  but  this  Order  is  not  to  preclude 
the  Defendants  from  adducing  further  evidence  at  the  trial." 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  JUSTICE  Swinpbn  Eady. 

July  17th,  30th,  and  31st,  1903.  IC 

E.  M.  Bowden's  Patents  Syndicate,  Ld.  v.  Wilson. 

Patent, — Action  for  infringement, — Injunction  granted  hy  consent, — Motion 
to  commit  a  Defendant  for  breach  of  injunction, — Order  for  committal  made. 

On  the  1st  of  August  1902  an  Order  was  made  in  two  actions  brought  by 
E,  M.  Bowden's  Patents  Syndicate^  Ld.,  and  the  Bowden  Brake  Company,  Ld.,  15 
against  J,  B,   Wilson  and  A,  E,    Wilson  respectively.     On  the  hearing  of 
motions  for  injunctions,  all  parties  agreeing  to  treat  that  hearing  as  the  trial  of 
both  actions,  and  consenting  to  the  following  judgment,  it  was  ordered  that  the 
Defendants,  J.  B,  Wilson  and  A,  B.  Wilson,  and  his  and  her  servants,  work- 
men, and  agents,  be  restrained  during  the  continuance  of  the  Letters  Patent  in  20 
both  the  writs  mentioned,  being  No.  14,402  of  1897  and  No.  16,819  of  1899, 
from  infringing  the  said  Letters  Patent  (No.  14,402  of  1897)  granted  to  Ernest 
Monnington  Bowden,  of  which  the  Plaintiffs,  E,  M,  Bowden^s  Patents  Syndi- 
cate, Ld.,  were  owners,  and  the  Buwden  Brake  Company,  Ld,,  were  licensees,  and 
the  said  Letters  Patent  (No.  16,819  of  1899)  granted  to  John  Dring  and  Thomas  25 
Leigh  Mitchelmore,  of  which  the  Plaintiffs,  the  Bowden  Brake  Company,  Ld,, 
were  owners,  by  manufacturing,  selling,  offering  for  sale,  exhibiting,  or  using, 
articles  of  the  same  construction  as  those  described  in  the  Specifications  of  the 
said  Letters  Patent,  or  either  of  them,  or  only  colourably  differing  therefrom, 
and  it  was  ordered  that  the  said  Defendants  respectively  should  deliver  (upon  30 
oath  if  required)  to  the  Plaintiff's  the  articles  (if  any)  in  their  posseesion  or 
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power  which  offended  against  the  said  injunction,  and  the  said  Defendants 
having  already  paid  to  the  Plaintiffs  twenty  pounds  on  account  of  damages  and 
costs  in  hoth  actions,  it  was  ordered  that  they  should  pay  to  the  Plaintiffs  a 
further  sum  of  twenty  pounds,  such  further  sum  to  be  in  full  satisfaction  of  all 
5  damages  and  costs,  on  or  before  the  5th  of  September  1902. 

On  the  26th  of  June  1903  the  Plaintiffs  gave  notice  of  motion  for  an  Order 
that  the  Defendants,  J.  B.  Wilson  and  A.  R,  Wilson^  might  stand  committed 
to  Holloway  Prison  for  continuing  to  infringe  Letters  Patent  No.  14,402 
of  1897  and  No.  16,819  of  1899,  the  property  of  the  Plaintiff  Company,  by 

10  manufacturing,  selling,  offering  for  sale,  exhibiting,  and  using,  articles  of  the 
same  construction  as  those  described  in  the  Specifications  of  the  said  Letters 
Patent,  or  only  colourably  differing  therefrom,  in  defiance  of  the  Order  made 
in  the  actions,  and  dated  the  1st  of  August  1902,  and  that  the  Defendants 
might  be  ordered  to  pay  to  the  Applicants  their  costs  of  and  incidental  to  the 

15  application,  and  the  Order  to  be  made  thereon.  The  motion  as  against  the 
Defendant  A,  R.  Wilson  was  subsequently  abandoned.  The  motion  was  opened 
on  the  17th  of  July,  but  it  was  ordered  to  stand  to  the  30th  of  July,  when  the 
deponents  of  the  affidavits  filed  attended  and  were  cross-examined. 

1\  Terrelly  K.C.,  and  J,  G.  Orahayn  (instructed  by  A.  Withers)  appeared  for 

20  the  Plaintiffs ;  Christopher  James  (instructed  by  W.  P.  Ellen)  appeared  for  the 
Defendant,  J.  B.  Wilson. 

After  the  cross-examination  of  the  deponents.  Counsel  addressed  the  Court  on 
the  facts.  In  the  cross-examination  of  the  Defendant,  J.  B.  Wilson,  the  report 
of  Dunlop  Pneumatic   Tyre  Company,  Ld.  v.  Wilson  (17  R.P.C.  332)  was 

25  referred  to,  the  Defendant  therein  being  the  same  as  the  Defendant,  J.  B.  Wilson, 
in  this  action. 

SwiNPBN  Eady,  J. — This  is  a  motion  to  commit  the  Defendant  for  contempt 
for  continuing  to  infringe  a  Patent  for  a  cycle  brake  that  he  has  been  restrained 
from  infringing.    In  my  opinion  no  Order  ought  to  be  made  against  the  Defen- 

30  dant,  involving  committal,  unless  the  Court  is  clearly  and  distinctly  satisfied  that 
the  Defendant  has  committed  the  breach  complained  of,  and  if  I  entertained 
any  reasonable  doubt  in  the  present  case  I  should  have  to  abstain  from 
making  any  Order.  But,  having  heard  the  case  fully,  and  having  had  the 
advantage  of  seeing  and  hearing  the  witnesses  cross-examined,  I  cannot  say  that 

35  I  entertain  the  slightest  doubt  as  to  what  the  true  position  of  the  parties  is. 

On  behalf  of  the  Applicants  the  story  told  is  this.  Ireland,  at  the  request  of 
certain  persons  interested,  communicated  with  the  Defendant,  and,  as  a  result 
of  certain  communications  that  passed  between  them,  the  Defendant  promised 
to  send  a  brake  to  Ireland.    The  brake  arrived  by  post  to  Ireland  on  the  23rd 

40  of  May,  and  the  parcel  was  opened  by  Ireland,  and  his  wife  and  his  wife's 
sister  were  substantially  present.  The  wife  was  actually  in  the  room,  and  the 
wife's  sister,  if  not  actually  in  the  room,  was  in  the  hall  adjoining  with  the 
door  open.  Those  three  witnesses  say  that  the  parcel  contained  the  brake 
which  they  produce.     It  is  a  brake  not  put  together,  but  all  the  component 

45  parts  are  present.  It  is  not  a  genuine  Bowden  brake.  There  is  no  doubt 
whatever  that  it  is  an  infringement  of  the  Botvden  brake.  There  is  no 
dispute  as  to  that,  and  the  Defendant,  Wilson^  when  cross-examined,  said 
that  he  was  unable  to  point  out  any  difference  between  this  brake  and  the 
brakes  made  by  him  before  and  at  the  time  when  the  injunction  against  him 

50  was  granted.  He  was  asked  whether  he  knew  of  anyone  else  who  made  brakes 
of  that  pattern  beside  himself  and  he  said  that  he  did  not,  and  when  the  question 
was  put  to  him  as  to  whether  he  could  suggest  as  to  who  made  the  brake  in 
question,  if  he  did  not,  he  said  that  he  could  not.  There  is  no  doubt  that  the 
brake  which  Ireland  and  his  wife  and  her  sister  say  that  they  received  is  a 

55  brake  of  the  exact  pattern  of  that  manufactured  and  sold  by  the  Defendant 
Wilson.  So  far  the  case  would  appear  to  be  quite  plain.  Then  the  Defendant 
Wilson  and  his  assistant  were  called,  and  have   beeu  examined  and  cross- 
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examined,  and  they  say  that  the  brake,  which  was  enclosed  and  sent  off  by 
Wilsony  addressed  by  Wilson  and  posted  by  his  assistant,  was  not  the  brake 
produced  by  Ireland,  but  that  it  was  a  genuine  Bowden  brake  ;  that  at  the  time 
when  Ireland  called  at  20  The  Arcade,  there  were  two  genuine  Bowden  brakes 
on  the  counter  that  had  been  replated,  and  it  was  one  of  these  two  genuine  5 
brakes  which  Wilson  and  his  assistant  sent  off  by  post. 

The  question  is — ^Which  of  the  stories  so  told  is  true  ?    I  unhesitatingly 
believe  Ireland^s  stoi*y,  and  I  absolutely  decline  to  believe  the  story  told  by 
Wilson  and  his  assistant.    With  regard  to  Ireland,  it  must  be  remembered  that 
according  to  Wilson's  statement  Ireland  was  purcliasing  one  of  two  brakes  that  10 
he  had  previously  seen — two  genuine  Bowden  brakes.     I  think  it  is  quite  clear 
that  Ireland  had  no  intention  of  purchasing  any  genuine  Botvden  brake. 
Ireland  was  desirous  of  obtaining,  if  he  could,  for  and  on  behalf  of  the  people 
who  had  instructed  him  an  infringing  brake  which  they  believed,  and  possibly 
had  reason  to  believe,  that  Wilson  was  continuing  to  sell  notwithstanding  the  15 
injunction,  and  the  brake  which  Ireland  expected  to  receive  by  post  was  not  a 
genuine  Bowden  brake  but  an  infringing  brake.    When  Ireland  was  pressed  in 
cross-examination  as  to  the  exact  incidents  that  took  place  on  the  morning  of 
the  arrival  of  the  parcel,  his  explanation  was  that,  when  he  opened  it  and  took 
the  contents  of  the  parcel  out  of  the  paper,  he  said  :  ^'  Thank  goodness  ;  it  has  20 
"  come — the  bogus  Bowden  brake."     He  said  :  "  I  pointed  out " — that  is,  to  his 
wife  and  her  sister,  who  were  there — "  that  there  was  no  name  on  it."    There 
is  no  room  for  doubt  as  to  what  Ireland  and  his  wife  and  her  sister  intended 
to  convey  by  their  evidence  ;  that  is  to  say,  that  immediately  the  jmrcel  arrived 
there  was  a  discussion  between  them,  and  they  saw  that  the  brake  which  had  ,25 
come  by  post  was  not  a  genuine  brake.    Ireland  himself  has  had  experience  in 
the  cycle  trade.    His  wife  and  her  sister  were  both  of  them  cyclists,  his  wife, 
apparently,  being  captain  of  some  local  ladies*  cycle  club..  They  were  accustomed 
to  cycles,  and  they  were  accustomed  to  cycle  brakes,  and  they  knew  the  subject- 
matter  about  which  they  wer^  talking ;  and  it  impressed  these  three  at  ouce  30 
that  the  brake  which  had  arrived  was  not  a  Bowden  brake. 

On  the  other  hand,  when  I  consider  the  evidence  which  the  Defendant  and  his 
assistant  gave,  it  is  exceedingly  unsatisfactory.  The  Defendant  alleges  that  he 
had  two  genuine  brakes,  and  that  they  were  replated,  and  that  he  sold  to  Ireland 
one  of  those  two  genuine  brakes.  That  story  is  challenged  and  denied.  Where  35 
were  they  replated  ?  Can  he  produce  any  evidence  of  the  person  who  replated 
them?  He  did  not  doit  himself.  He  says:  ^^No,  I  cannot."  Then  he  was 
pressed  :  "  Where  were  these  two  genuine  brakes  replated  ?  "  He  does  not 
know ;  he  cannot  say.  He  said  :  ^'  I  do  not  know  who  replated  these  brakes." 
Then  he  is  pressed  in  regard  to  what  had  become  of  the  other  one.  His  evidence  40 
as  to  that  is  that  it  was  sold  to  a  chance  customer,  who  came  into  the  shop 
between  May  and  Whitsuntide.  He  does  not  know  his  name  or  address,  or 
where  he  is  to  be  found.  It  is  not  alleged  by  the  Defendant  that  he  has  any 
very  large  trade  in  replating  old  brakes,  and  if  he  had  been  in  possession  of 
two  genuine  brakes,  and  they  had  been  replated,  I  believe  there  would  have  45 
been  very  little  difficulty  in  saying  who  had  done  the  work.  Then  it  is  put 
to  him  in  cross-examination,  in  order  to  show  the  probability  of  his  having 
despatched  this  infringing  brake,  that  he  did  at  one  time  order  and  obtain 
possession  of  the  constituent  parts  of  a  large  number  of  materials  for  making 
brakes.  What  has  become  of  those  ?  The  suggestion  made  against  him  is  that  he  50 
still  has  them  in  his  possession,  and  is  passing  them  off  as  opportunity  arises. 
His  only  answer  in  reply  to  that  was  that  he  sold  them  at  some  time  to  some 
person,  he  does  not  know  to  whom.  He  appears  to  have  no  record  of  it,  and 
he  does  not  know  who  the  purchaser  was.  It  is  a  curious  story,  because  those 
are  portions  of  brakes  that  are  infringements  of  a  well-known  Patent,  and  are  55 
not,  therefore,  ordinary  articles  of  commerce  that  anyone  is  at  liberty  to 
manufacture. 
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Then,  when  the  Defendant  and  Miss  Milnes  were  cross-examined,  they  each 
of  them  admitted  that  the  story  they  told  me  in  the  box  was  a  story  that  they  had 
told  with  regard  to  other  infringements  on  a  previous  occasion,  and  which  had 
not  been  believed  ;  that  when,  on  a  previous  occasion,  Wilson  was  charged  with 

5  having  infringed  a  different  Patent,  on  three  separate  occasions  with  regard  to 
three  separate  exhibits,  his  story  was  that  on  none  of  those  occasions  had  the 
actual  infringing  articles  been  made,  or  repaired,  or  sold  by  him.  The  articles 
so  put  to  him  and  Miss  Milnes  were  admitted  infringements,  and  the  Court 
came  to  the  conclusion  that  he  was  not  to  be  believed,  and  that  the  story  he 

10  then  told  was  not  the  truth. 

I  am  satisfied  from  the  evidence  before  me  that  the  Defendant  is  a  systematic 
infringer,  and  that  he  proceeds  in  his  nefarious  business  with  great  caution  and 
deliberation,  and  that  there  is  considerable  difficulty  in  bringing  home  to  him 
and  making  clear  any  absolute  direct  infringement.     In  the  present  case  no 

15  receipt  is  forthcoming  for  any  payment  of  money;  no  entry  has  been 
produced  by  the  Defendant  in  any  book ;  but  there  is  the  label  in  his  own 
handwriting  addressing  this  parcel  to  Mr.  Ireland.  This  label  he  admits 
having  written  and  addressed.  The  label  is  in  his  wife's  name  ;  that  is  to  say, 
in  the  printed  heading  at  the  top  the  goods  are  expressed  to  be  sent  off  by  or 

20  from  A.  R,  Wilson — ^that  is  his  wife,  and  the  business  is  his  wife's.  He  is  an 
andischarged  bankrupt,  and  he  manages  it  for  his  wife. 

According  to  the  evidence  of  Ireland^  Wilson  gave  to  Ireland  a  private 
address  to  which  Ireland  was  to  write,  and  Ireland  produced  the  card  on  which 
he  said  he  wrote  down  at  the  time  the  address  that  Wilson  gave  and  it  was 

25  "  7  Lillie  Bank,  Slyne  Road."  That  is  the  private  address  of  the  Defendant, 
the  house  at  which  he  lives  with  his  wife.  I  believe  that  the  address  that 
Ireland  produced  on  the  card  was  the  address  so  given  to  him  by  Wilson^  to 
which  Ireland  was  to  write.  The  learned  Counsel  for  Wilson  commented  upon 
that ;  and  there  are  twor  incidents  of  the  card  which  did  strike  me,  and  one  was 

30  that  in  the  address,  "  7  Lillie  Bank,"  the  word  "  Lillie  "  was  spelt  differently,  I 
agree,  from  what  it  was  in  the  affidavit,  and  I  was  struck  with  that  at  first ;  but 
Ireland  said  that  the  address  was  given  to  him  on  two  different  occasions,  and 
he  wrote  it  down  also  in  his  note-book,  and  the  note-book  was  not  produced. 
But  it  may  well  be  that,  in  the  change  from  the  note-book,  the  different  spelling 

35  had  arisen,  or,  it  may  be  that  he  dictated  it  to  the  solicitor  who  took  down 
the  address,  and  the  solicitor  spelt  it  in  his  own  way,  and  not  the  way  in  which 
Ireland  himself  had  spelt  it  when  he  wrote  it  down  on  the  card.  The  other 
comment  made  upon  the  card  was  that  the  whole  of  what  was  written  did  not 
appear  to  have  been  written  at  the  same  time,  and  that  the  upper  portion 

40  seemed  to  be  in  much  clearer  characters — much  more  legible — than  the  address, 
which  was  partially  effaced  as  if  it  had  been  carried  about  in  the  pocket.  It 
may  well  be  that  the  account  Ireland  gave  was  the  true  one  with  regard  to  that ; 
that  he  may  have  carried  the  card  in  his  waistcoat  pocket,  and  that  it  had  got 
rubbed,  or  a  portion  of  it  had  got  rubbed,  and  so  the  address  had  been  partially 

45  obliterated. 

I  think  I  ought  also  to  say  that  Counsel  for  Wilson^  as  he  was  entitled  to, 
pressed  the  witnesses  in  cross-examination,  and  relied  upon  small  differences 
that  appeared  in  their  evidence  as  to  whether  the  contents  of  the  parcel  were 
wrapped  in  brown  paper  only,  or  whether  they  were  in  a  box  ;  one  of  them 

50  saying  that  the  parcel,  when  it  arrived,  was  in  a  cardboard  box.  Then  there  was 
a  question  as  to  whether  they  were  all  together  in  the  room,  or  whether  one  was 
in  the  hall  and  the  other  in  the  room.  But  all  these,  when  the  question  is 
considered  in  its  broader  aspect,  are  minor  differences,  and  too  much  reliance 
cannot  be  placed  on  these  smaller  details.  You  have  to  look  at  the  story  in  its  broad 

55  outlines,  and  see  what  it  is  on  the  one  side,  and  what  it  is  on  the  other  side. 

If  Wilson^ s  story  is  true,  what  is  the  position  of  Ireland  and  his  wife  and  her 
sister?    Ireland s  evidence  from  beginning  to  end    mast   be   untrue.    For 
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instance,  Ireland^s  story  with  regard  to  the  conversation  as  to  the  infringing 
brake  taking  place  in  the  Arcade,  and  then  as  to  a  promise  of  one  being  sent  for 
his  bicycle,  and  as  to  its  being  sent  by  post  and  the  arrival,  most  all  be  a  fabri- 
cation. The  truth,  according  to  Wilson  is  that  Ireland  saw  a  genuine  brake  on 
the  counter,  and  it  was  one  of  those  genuine  brakes  on  the  counter  which  Ireland  5 
ultimately  purchased.  Ireland  wholly  denied  it,  and  I  am  quite  satisfied  that 
Ireland's  story  is  true.  He  gave  his  evidence  in  a  very  straightforward  way ; 
he  did  not  hesitate  at  all.     He  seemed  to  me  to  be  speaking  the  truth. 

There  was  one  element  which  is  unfortunate  ;  and  I  think  Mr.  ChristopJier 
James,  in  commenting  upon  it,  did  not  go  any  further  than  he  was  not  10 
only  entitled,  but  bound  to  go.  It  is  most  unsatisfactory  that  Ireland  should 
have  only  made  his  affidavit  upon  the  promise  of  20L ;  that  he  should 
have  ascertained  the  facts  beforehand',  and  then,  when  it  came  to  the  pinch 
of  giving  evidence,  he  should  have  refused  to  make  any  affidavit  at  all, 
unless  he  were  paid  20^.  On  the  other  hand,  I  must  remember  his  position  in  15 
life ;  he  is  a  commercial  traveller,  and,  apparently,  he  saw  an  opportunity  of 
making  a  little  money  for  himself  and  seized  that  opportunity.  His  wife  knew 
nothing  about  it ;  and  I  certainly  do  not  think  that  he  and  his  wife  and  her 
sister  have  combined  to  give  any  false  testimony  with  regard  to  this  brake. 

The  conclusion  that  I  come  to  is  that  the  brake  that  was  sent  off  by  Wilson  20 
was  the  brake  which  the  Irelands  produced  as  having  been  received  by  them, 
and  is  the  infringing  brake ;  and  I  wholly  disbelieve  the  story  of  Wilson^ 
corroborated  as  it  was,  and  apparently  as  it  has  been  on  the  previous  occasions, 
by  his  assistant.  The  result  is  that  the  motion  succeeds  and  the  only  Order  to  be 
made  is  an  Order  in  the  terms  of  the  notice  of  motion,  that  the  Defendant  25 
be  'committed  to  prison  for  this  direct  breach  of  the  injunction  and  that  he 
pay  the  costs  of  the  application.  In  form  the  motion  also  extends  to  the  wife, 
but  no  evidence  whatever  is  offered  with  regard  to  the  wife.  She  seems  to  be 
an  invalid  in  delicate  health  ;  and  there  must  be  no  Order  made  against  her. 

Ghristopher  James. — I  do  not  appear  for  the  wife,  my  Lord.    The  motion  30 
against  her  was  withdrawn. 

SwiNPBN  Eady,  J. — I  did  not  know  that  it  had  been  withdrawn.  It  is  quite 
clear  that  there  must  be  no  Order  against  her.  Therefore,  as  against  the 
husband,  the  Order  must  be  for  committal  and  that  he  pay  the  costs. 
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In  thb  Court  of  Appbal. 

Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Cozbns-Hardy. 

May  18th,  19th,  and  20th,  and  Jaly  8th,  1903. 

Wbinoartbn  Brothers  v.  Charles  Batbr  &  Co. 

5  Trade  name  of  goods. — Whether  descriptive  or  distinctive, — Name  printed  in 
special  type. — Motion  to  vary  Minutes. — Account  of  profits. — Injunction  and 
account  of  profits  not  limited  to  England. — Appeal  by  Defendants  allowed. 

W.  B.^  ati  American  firm^  in  May  1900  put  upon  the  market  in  the  United 
States  a  special  form  of  straight  fronted  corset  under  the  name  "  Erect  Form^^ 

10  euch  name  being  printed  in  a  special  and  distinctive  type.  Early  in  1901  they 
received  a  large  order  for  these  corsets  for  shipment  to  Enjgland^  and  subse- 
quently advertised  the  corsets  and  sold  the  same  in  considerable  quantities  in 
the  United  Kingdom.  In  or  about  October  1901  C.  B.  A  Go,^  an  English  firm^ 
ptd  upon  the  market  in  England  corsets  under  the  name  ^^  Erect  Form,^'    At 

15  ^^«^  ^^^^  words  were  printed  in  similar  type  to  that  used  by  the  Plaintiffs^  but 
after  action  commenced  the  Defendants  ceased  to  use  this  particular  form  of 
type.  W.  B,  commenced  an  action  against  G.  B.  &  Go.  for  an  injunction  and 
other  relief  based  upon  the  ground  that  G.  B.  A  Go.  were  passing  off  their 
corsets  as  the  Plaintiffs*.    Some  of  the  Defendants*  corsets  sold  as  ""^ Erect  Form  " 

20  "Were  copies  of  the  Plaintiffs\  but  some  were  not.  The  main  defences  were  that 
"  Erect  Form  "  w(m  a  descriptive  term  and  did  not  denote  tJie  Plaintiffs'  corsets^ 
and  that  the  initials  '*  G.  ^."  were  always  u^ed  by  the  Defendants  in  conjunction 
with  "  Erect  Form^'^  and  that^  as  these  initials  were  so  well  known  to  the  trade 
and  the  public  as  connecting  corsets  on  which  they  appeared  with  a  particular 

25  manufacture^  no  deception  could  take  place.  Held,  at  the  trials  that  the 
Plaintiffs  were  entitled  to  an  injunction  to  restrain  the  Defendants  from 
selling  or  causing  to  be  sold  any  corsets  not  of  the  Plaintiffs*  manufacture 
under  tlie  name  of  "  Erect  Form  Gorsets  "  without  clearly  distinguishing  such 
corsets  from  the  Plaintiffs*.     The  Plaintiffs  were  given  the  costs  and  also  an 

30  account  of  profits  which  they  asked  for.  The  Defendants  gave  notice  of  motion 
to  vary  the  Minutes  of  the  Order  in  several  respects^  including  (i)  by  limiting 
the  injunction  to  England^  and  {2)  by  awarding  an  inquiry  as  to  damages  in 
lieu  of  an  a>ccount  of  profits.  Gertain  alterations  were  assented  to  by  the 
Plaintiffs^  but  in  regard  to  the  two  matters  specifically  mentioned  above  the 

H5  motion  failed,  and  the  Defendants  were  ordered  to  pay  the  costs  thereof  The 
Defendants  appealed. 

Held,  by  VAUGHAN  WILLIAMS,  LJ.y  and  Cozbns-Hardy,  L.J.,  that  it  was 
not  proved  that. '^ Erect  Form.'*^  had  become . identified  unih  the~Plamtiffis* 
corsets,  aiid  thai  the  Plaintiffs  were  not  entitled  to  any  relief. 

3  H 
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Held,  by  ROMBR,  L.J.,  without  deciding  whether  the  Plaintijffk  were  entitled 
to  any  further  relief  that  they  were  entitled  to  an  injunction  and  damages  in 
respect  of  the  special  printing. 

Held,  alsoy  by  Vaughan  Williams,  LJ.,  and  Cozbns-Hardy,  L.J.,  th€U  in 
any  point  of  view  damages^  and  not  an  account  of  profits^  would  be  the  proper  5 
remedy  under  the  circtimstafices  of  the  case. 

TTie  appeal  was  allowed^  and  the  action  dismissed  with  costs. 

Weingarten  Brothers,  a  firm  of  corset  manufacturers  carrying  on  business  at 
New  York,  in  the  United  States  of  America,  about  May  1900,  put  upon  the 
market  a  popular  priced  corset  upon  the  same  principle  and  style  as  a  straight  10 
fronted  corset,  and  under  the  name  of  "Erect  Form,"  which  name  was  printed 
on  the  boxes  containing  the  corsets  in  a  particular  and  distinctive  type.    They 
shipped  a  few  of  thepe  corsets  to  the  United  Kingdom  before  the  end  of  1900. 
Early  in  1901  they  made  further  riiipments  to  the  United  Kingdom,  and  in 
April  1901  they  sent  over  a  representative  to  England,  and  from  that  time  15 
forward  they  received  through  their  agent  and  executed  a  considerable  number 
of  orders  for  their  corsets.     In  June  1901  they  first  had  an  office  in  London. 
In  the  latter  part  of  1901  they  discovered  that  Charles  Bayer  (trading  as 
Charles  Bayer  &  Co.)  was  offering  for  sale  and  selling  corsets  under  the  name 
of  "  Erect  Form,"  and  thereupon,  after  some  correspondence,  they  commenced  80 
an  action  against  him. 

The  Plaintiffs  by  their  Statement  of  Claim  stated  {inter  alicC)  as  follows  : — 
"  (2)  Among  other  varieties  of  corset  manufactured  and  sold  by  the  Plaintiffs 
*'  are  corsets  of  the  pattern  or  style  commonly  kno^n  and  described  as  *  Straight 
"  '  Fronted  Corsets.'    The  Plaintiffs  were  some  time  since  desirous  of  adopting  25 
**  a  new  name  for  their  '  Straight  Fronted  Corsets,'  which  should  distinguish 
"  the  *  Straight  Fronted  Corsets '  of  their  make  from  the  *  Straight  Fronted 
•*  *  Corsets '  made  by  other  firms,  and  in  pursuance  of  such  desire  the  Plaintiffs 
"  adopted  as  a  new  and  distinctive  name  for  such  corsets  of  their  manufacture 
"  the  term  '  Erect  Form  Corsets,'  and  in  many  cases  they  have  printed  those  30 
"  words  in  a  particular  and  distinctive  manner  so  as  to  constitute  a  distinctive 
"  device.    This  is  shown  at  the  top  of  page  2  hereof  .•    The  said  term  *  Erect 
"  *  Form  Corsets '  had  never  been  used  in  respect  of  corsets  before  it   was 
"  adopted  by  the  Plaintiffs  as  aforesaid,  nor  has  it  since  been  used  by  any  other 
"  firm  in  the  United  States  or  the  United  Kingdom  until  the  Defendant  began  35 
"  to  use  the  same  as  hereinafter  stated.     (3)  Prior  to  the  month  of  February 
"  1901  some  of  the  Plaintiffs'  said    *  Erect  Form  Corsets '  were  sold  in  this 
"  country  in  response  to  orders,  but  in  that  month  the  Plaintiffs  began  to  send 
"  over  and  they  have  since  continued  to  send  over  to  and  sell  in  the  United 
"  Kingdom  their  said  *  Erect  Form  Corsets '  in  large  quantities,  such  corsets  40 
"  being  always  put  up  for  sale  and  sold  in  boxes  having  printed  on  the  lids 
*'•  thereof  the  said  words  *•  Erect  Form  Corsets '  printed  in  the  said  special  and 
"  distinctive  manner  adopted  by  the  Plaintiffs  aforesaid.     The  Plaintiffs  further 
*'  use  the  said  words  '  Erect  Form  Corsets '  as  the  distinctive  name  of  their  corsets 
**  aforesaid  on  their  envelopes  and  other  trade  documents,  and  have  expended  45 
'*  large  sums  of  money  in  advertising  their  said  corsets  under  the  name  afore- 
"  said  in  the  United  Kingdom  as  well  as  in  the  United  States  of  America. 
"  (4)  In  consequence  of  the  novelty  and  distinctiveness  of  the  said  name  *  Erect 
**  *  Form  Corsets,'  assisted  by  the  special  type  in  which  the  same  was  frequently 
**  printed  by  the  Plaintiffs,  and  also  of  the  merits  of  the  Plaintiffs'  said  corsets  50 
'^  themselves,  and  of  the  care  and  skill  with  which  such  corsets  are  manufaccured, 
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^  the  said  coiBets  have  acquired  under  the  said  name  a  ready  and  lar^e  sale  in 
**  the  United  Kingdom,  and  the  said  name  was  and  is  universally  understood  as 
**  indicating  that  the  corsets  in  respect  of  which  it  is  used  are  corsets  manu- 
**  factured  exclusively  by  the  Plaintiffs.  Persons  who  wish  for  corsets  of  the 
5  '*  style  and  pattern  in  which  the  Plaintiffs'  said  corsets  are  manufactured,  but 
"  without  desiring  a  particular  make,  ask  for  and  order  them  as  *  Straight 
•*  *  Fronted  Corsets.'  Persons  who  desire  a  particular  make  of  such  corsets  ask 
**  for  and  order  them  by  one  or  another  of  the  special  names  used  by  particular 

'     *^  manufacturers,  and  when  the  make  desired  is  the  Plaintiffs'  make  they  ask 

10  "  for  and  order  them  by  the  name  *  Erect  Form  Corsets,'  and  this  has 
**  been  so  at  least  in  and  since  the  month  of  February  1901.  (5)  In  the  month 
**  of  October  1901  the  Defendant  Charles  Bayer^  who  carries  on  business  as  a 
"  corset  manufacturer  under  the  name  Charles  Bayer  &  Co.^  at  No.  31,  London 
"  Wall,  in  the  City  of  London,  and  who  was  already  manufacturing  and  selling 

15  "  under  other  names  '  Straight  Fronted  Corsets '  similar  in  pattern  and  style  to 
**  the  Plaintiffs'  said  '  Straight  Fronted  Corsets,'  began  for  the  first  time  to 
"  adopt  and  use  in  respect  of  his  '  Straight  Fronted  Corsets,'  instead  of  any  of 
"  the  names  previously  used  by  him,  the  said  name  '  Erect  Form  Corsets '  used 
"  by  the  Plaintiffs  as  aforesaid,  and  (as  shown  at  the  top  of  page  3  hereof)*  to 

20  '^  print  the  same  on  the  boxes  in  which  such  corsets  were  sold  and  elsewhere  in 
"  the  same  special  type  in  which  the  same  is  printed  by  the  Plaintiffs,  and  to 
'^  describe  such  corsets  as  '  Celebrated,'  whereas  the  Defendants'  said  corsets  were 
"  not  celebrated  under  that  name  at  all,  but  were  in  fact  entirely  unknown  in 
"  connection  with  any  such  name,  while,  on  the  other  hand,  the  Plaintiffs' 

25  "  said  corsets  were  in  fact  celebrated  under  the  said  name." 

The  Plaintiffs  claimed  : — "(1)  An  injunction  to  restrain  the  Defendant  Charles 
"  Bayer  (trading  as  Charles  Bayer  A  Co.)^  his  servants  and  agents,  from  selling, 
*•  or  offering,  or  exposing,  or  advertising  for  sale,  or  procuring  to  be  sold,  any 
"  corsets  not  of  the  Plaintiffs'  manufacture  under  the  name  of  '  Erect  Form 

30  "  *  Corsets '  without  clearly  distinguishing  such  corsets  from  the  Plaintiffs' 
"  corsets  ;  (2)  and  from  in  any  manner  reproducing  or  imitating  in  connection 
*'  with  or  in  respect  of  any  such  corsets  as  aforesaid  the  special  form  in  which 
'*  the  said  words  *  Erect  Form '  are  printed  or  arranged  by  the  Plaintiffs  in 
"  connection  with  or   in  respect  of   their  *  Erect  Form  Corsets '  so  as  to  be 

35  ^'  calculated  to  deceive ;  (3)  and  from  in  any  manner  passing  off,  or  enabling 
^^  or  assisting  others  to  pass  off,  any  such  corsets  as  aforesaid  as  or  for  the 
"  Plaintiffs'  corsets  ;  (4)  an  Order  for  delivery  up  on  oath  or  (at  the  Plaintiffs' 
^'  option)  destruction  of  all  labels,  boxes,  price  lists,  advertisements,  blocks  or 
"  dies  for  producing  the  same,  and  other  docaments,  articles  and  things  which 

40  "  are  in  the  possession  or  power  or  under  the  control  of  Defendant,  or  offend 
"  against  the  foregoing  injunction  or  any  of  them  ;  (5)  damages  or  an  account 
"  of  profits ;  (6)  costs." 

The  Defendant  by  his  Defence  stated  : — "  (1)  The  Defendant  denies  that  the 
*'  Plaintiffs  carry  on,  or  have  at  any  material  time  or  times  carried  on,  a  business 

45  **  in  the  manufacture  or  sale  of  corsets  which  is  either  old-established  or  extensive 
'*  in  the  United  Kingdom.  He  has  no  knowledge  and  makes  no  admissiotis  of 
"  or  in  regard  to  the  business  alleged  to  be  carried  on  by  the  Plaintiffs  in  the 
"  United  States  of  America.  (2)  He  does  not  admit  that  the  words  '  Erect 
"  *  Form  Corsets,'  or  the  alleged  particular  and  distinctive  manner  6f  printing  the 

50  "  same^  had  not  been  used  in  respect  of  corsets  or  by  any  other  firm  before  the  adop- 
**  tion  of  the  same  or  either  of  them  by  the  Plaintiffs  or  before  the  use  thereof  by 
"  the  Defendant.  (3)  The  said  words  were  not  ut  Any  material  time  a  new  or  a 
"  distinctive  name  for  corsets,  but  they  were  and  are  descriptive  words  and 

*  Seeios  tihiapoit,  psge  65a, 
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common  to  the  trade.    (4)  The  said  maimer  of  printing  the  said  words  ^'z& 
not  at  any  material  time  particular  or  distinctive,  or  a  distinctive  device,  bnt 
was  sind  is  common  to  the  trade.    (5)  The  Defendant  denies  each  and  every 
allegation  in  paragraphs  3  or  4  of  the  Statement  of  Claim  respectively  contained. 
(6)  The  Plaintiffs  did  not  until  shortly  before  the  commencement  of  this  5 
action,  or  until  after  the  Defendant  had  begun  to  sell  *  Erect  Form  Corsets,* 
use  or  attempt  to  use  the  said  words  as  the  trade  name  of  or  to  distinguish 
their  goods,  but  if  they  use  the  said  words  at  all  (which  is  not  admitted)  they 
use  the  same  as  descriptive  of  the  pattern  or  design  of  the  goods  only.    The     • 
goods  of  the  Plaintiffs  were  and  are  not  known  or  distinguished  by  the  trade  10 
or  purchasers  as  'Erect  Form  Corsets.'      (7)   The    Plaintiffs  have  never 
employed  the  alleged  particular  and  distinctive  manner  of  printing  upon 
goods  themselves.    (8)  The  Defendant  admits  that  he  has  described  certain 
ranges  of  corsets  made  and  sold  by  him  as  *  C.  B.  Erect  Form '  of  corsets  and 
as  *'  Celebrated  C.  B.  Erect  Form  Corsets.'    He  denies  that  he  has  printed  15 
*  Erect  Form  Corsets '  in  the  manner  shown  in  the  illustration  at  the  top  of 
page  3  of  the  Statement  of  Claim  without  the  letters  *  C.  B.'  in  large  type 
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before  and  after  the  said  words  or  otherwise  than  as  part  of  the  descriptions 
aforesaid,  or  one  of  the  same,  the  said  illustration  is  incorrect  and  misleading. 
(9)  The  Defendant  does  not  admit  that  he  first  adopted  or  used  the  said  wor&  20 
or  manner  of  printing  in  connection  with  his  said  corsets  in  the  month  of 
October  1901,  or  that  the  said  ranges  of  corsets  are  or  were  the  same  as  those 
previously  called  *  Straight  Fronted  Corsefcs,'  or  by  any  other  name  or  names. 
Save  as  in  paragraphs  8  and  9  hereof  expressly  admitted,  he  does  not  admit 
any  of  the  several  allegations  contained  in  paragraph  5  of  the  Statement  of  25 
Claim.  (10)  If  it  be  the  fact  (which  is  denied)  that  the  words  *  Erect  Form  ' 
or  the  use  of  the  said  manner  of  printing  are  or  were  under  any  circumstances 
known  to  the  trade  or  to  purchasers  as  indicating  or  describing  the  goods  of 
the  Plaintiffs.  The  Defendant  has  always  clearly,  suflBciently,  and  effectively 
distinguished  his  goods  in  connection  with  which  he  has  used  the  said  words  30 
or  manner  of  printing  by  the  employment  of  his  own  initials  *  C.  B.'  (11) 
The  Defendant's  trade  is  old-established  and  very  extensive,  and  his  goods 
are  well  known  and  in  high  repute,  and  are  celebrated  all  over  the  United 
Kingdom  and  elsewhere.  The  said  goods  are  marked  *C.  B.'  or  the 
<  Celebrated  C.  B.,'  and  all  gooda  bearing  the  s^d  marks,  or  either  of  them,  35 
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^^.are  known,  and  recognised  by  the  trade  and  porehasers  as  being  of  his 
**  manofacture.  (12)  Except  that  he  knew  that  the  Plaintiffs  were  advertising 
'*  their  goods  for  sale  as  '  W.  B.  Erect  Form  Corsets '  and  '  American  Erect 
*' '  Form  Corsets '  before  he  began  to  make  '  Erect  Form  Corsets,'  the  Defen- 
'^  dant  denies  each  and  every  allegation  in  paragraph  6  or  7  of  the  Statement  of 
'*  Claim  respectively  contained.  (13)  This  action  is  brought  by  Plaintiffs  to 
"  endeavour  to  obtain  a  monopoly  of  the  words  '  firect  Form '  for  corsets.  The 
"  said  manner  of  printing  is  of  no  importance  to  them  or  to  the  Defendant. 
"  No  request  was  made  by  or  on  behalf  of  the  Plaintiffs  to  the  Defendant  before 
*'*'  action  tfciat  he  should  cease  to  employ  it.  The  Defendant  has  in  fact  ceased 
"  to  print  the  words  in  question  in  the  said  manner,  and,  except  for  the 
".  purpose  of  using  up  his  existing  stock,  he  does  not  intend  to  resume  the  use 
'^  of  the  said  manner  of  printing." 


Acd 


ovm 


The  action  came  on  for  trial  before  Mr.  Justice  Joyce  on  the  11th  of  December 

15  1902.  He  gave  judgment  for  the  Plaintiffs  to  restrain  the  Defendants  from 
selling  or  causing  to  be  sold  any  corsets  not  of  the  Plaintiffs'  manufacture 
under  the  name  of  "  Erect  Form  Corsets  "  without  distinguishing  said  corsets 
from  the  Plaintiffs'  corsets.  He  ordered  an  account  of  profits,  and  gave  the 
Plaintiffs  the  costs  of  the  action.* 

20  The  Defendants  appealed.  On  the  hearing  of  the  appeal,  Moulton^  K.C., 
Younger^  K.C.,  and  Kerly  (instructed  by  Reed  and  Reed)  appeared  for  the 
Appellants  ;  Ralph  Neville^  K.C.,  John  Cutler^  K.C.,  and  Sebastian  (instructed 
by  G.  Urquhart  Fisher)  appeared  for  the  Respondents. 

Moulton^  K.C. — This   is  a  passing-off  action.    The   Plaintiffs   started  their 

25  "  Erect  Form  Corsets "  in  the  United  States  towards  the  end  of  1900.  They 
began  to  sell  in  England  in  February  and  March  1901,  and  in  April  they  sent 
over  a  saleswoitian,  who  took  a  room  in  Great  Portland  Street.  They  began  to 
advertise,  and  obtained  a  certain  success.  Subsequently  the  Defendants  and  others 
began  to  put  corsets  of  the  same  cut  on  the  market  under  the  name  of  "  Erect 

30  •*  Form,"  but  the  Defendants  went  beyond  the  line  of  prudence  in  adopting  the 
same  type  as  the  Plaintiffs.  The  Defendants  began  their  sales  in  September 
1901,  at  which  time  the  extent  of  the  Plaintiffs'  trade  in  the  United  Eingdom 
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was  very  smalL  They  had  only  nine  customers  in  five  towns  in  England,  five 
customers  in  three  towns  in  Scotland,  and  two  customers  in  two  towns  in  Ireland. 
The  Appellants'  case  is  that  the  Plaintiffs  have  established  no  right  to  "  Erect 
'*  Form  "  so  as  to  compel  others  in  using  that  term  to  distinguish  their  goods, 
but  if  the  Defendants  are  bound  to  distinguish  they  have  sufficiently  distinguished  5 
by  using  their  well  known  "  C.  B."  The  Plaintiffs  have  not  proved  in  this 
action  the  fundamental  fact  that  "  Erect  Form  "  was  known  throughout  the 
market  as  tantamount  to  Weingarten  Brothers.  If  a  trader  takes  a  descriptive 
term  as  his  mark  he  cannot  get  rights  by  mere  priority,  although  long  and 
universal  user  or  user  acquiesced  in  or  unchallenged  may  give  him  right.  10 
[Vaughan  Williams,  LJ, — I  object  to  "acquiesced  in  or  unchallenged."] 
What  I  mean  is,  that  if  the  trade  stand  by  and  allow  the  word  to  acquire  a 
secondary  meaning  rights  may  be  acquired  thereby  ;  but  in  this  case,  instead  of 
allowing  sole  user  by  the  Plaintiffs  to  go  on,  the  trade  put  goods  on  the  market 
under  this  name  but  v^ith  their  own  marks.  [The  judgment  below  was  then  read.]  15 
I  cannot  make  out  from  the  judgment  whether  the  learned  Judge  considered  that 
the  use  of  "  C.  B."  distinguishes  or  not.  Besides  this  he  ignores  the  fundamental 
issue,  and  he  gives  an  account  of  profits  of  sales  by  the  Defendants  in  districts 
where  the  Plaintiffs'  goods  are  quite  unknown.  An  account  of  profits  is 
undoubtedly  the  proper  relief  where  the  fundamental  issue  is  established,  20 
but  not  otherwise.  \_Lever  v.  Goodwin  (4  R.P.C.  492 ;  L.R.  36  CD.  1) ;  and 
Jamieson  v.  Jamieson  (15  R.P.C.  189)  were  referred  to.] 

Neville,  K.C.,  and  John  Cutler,  K.C.,  for  the  Respondents. — The  issue  in  this 
case  is  (as  in  all  similar  cases)  a  pure  issue  of  fact — Is  the  Defendant  so  putting 
his  goods  on  the  market  as  to  be  calculated  to  deceive,  not  the  whole  population,  25 
but  a  substantial*  number  of  persons  ?     If  there  were  no  people  in  England 
who   knew    of  and  asked  for    Weingarten" s  corsets  as  "Erect  Form"   the 
Respondents  would  have  no  case,  but  that  is  not  so  on  the  evidence.    The  case 
on  the  evidence  is  that,  short  as  had  been  the  run  of  the  "  Erect  Form  Corsets  " 
in  this  country,  they  had  obtained  a  very  considerable  reputation,  and  again,  of  30 
course,  among  a  limited  proportion  of  the  whole  population.     We  do  not  saggest 
that  the  20  millions  or  so — the  female  part  of  the  population — ^all  knew  of  the 
"  Erect  Form  Corsets,"  but  a  great  many  did.     There  was  a  substantial  demand 
for  them,  and  it  was  in  order  to  supply  this  demand  with  his  own  goods, 
adopting  the  Plaintiffs'  name  and  adopting  the  Plaintiffs'  type,  that  the  pro-  35 
ceedihgs  of  Mr.  Bayer  were  initiated.     It  is  a  very  noteworthy  fact — ^that  there 
is  not  a  single  trader  of  any  importance  in  the  country  who  has  come  and  given 
evidence  in  favour  of    Mr.   Bayer,      You    have  an  American  firm  coming 
over  here,  and  a  public-spirited  Englishman  driving    the    American  trade 
off  the  market ;  you  would  have  expected  to  find  him  supported  by  all  the  40 
big  dealers  in  London  and  elsewhere,   but  there  is  not  a    single   firm   of 
importance  giving  evidence  in  his  favour.     That  is  a  very  good  indication  of 
the  view  that  an  honest  English  trader  would  take  of  a  man  who,  professing  a 
desire  to  compete  with  the  Americans,  adopted  a  form  of  competition  which 
involved  the  exact  imitation  of  their  name  and  the  exact  imitation  of  their  45 
type.     [Cozbns-Hardy,  LJ. — The  evidence  which  you  refer  to  of  course  is  of 
the  very  greatest  possible  importance,  and  I  shall  listen  to  it  very  carefully, 
but  I  should  like  to  put  a  question.      I  assume  now  that  you  will  prove  a 
certain  number  of  sales  in    a  few  towns  of    England    and   Ireland.      The 
learned  Judge  has  given  you  an  accoun^  of  all  the  profits  made  by  the  Defen-  50 
dants  all  over  the  Kingdom,  and  so  far  as  I  know  he  has  not  limited  it  to  the 
United  Kingdom.    Can  that  be  right,  assuming  everything  else  in  your  favour?] 
First  of  all,  large  sums  were  spent  by  the  Plaintiffs  in  advertisements,  which 
reached  over  the  whole  of  the  country.    That  is  one  thing  to  bear  in  mind. 
We  have  got  a  business,  whatever  its  size,  extending  from  north  to  south,  in  55 
Ireland,  in  Scotland,  and  in  a  number  of  towns  in  England.    The  moment  that 
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the  Defendant  puts  his  goods  on  the  market  with  "  Erect  Form "  with  the 
scroll  on  them  the  Plaintiffs  immediately  write  and  complain,  and  thereupon  he 
asserts  his  right  to  use  the  "  Erect  Form,"  either  with  or  without  the  scroll  and 
with  or  without  distinguishing  his  goods,  in  any  way  he  chooses.  The  Plaintiffs 
f»  challenged  him  the  moment  he  went  on  the  market,  and  he  had  not  made  a 
corset  till  the  Plaintiffs  wrote,  and  he  chose,  in  the  face  of  that,  to  assert  his 
right  to  go  on  selling  under  their  mark.  There  may  be  many  instances  where 
his  "Erect  Form  Corsets"  have  been  sold  to  people  who  had  never  heard 
of  the  American  "  Erect  Form  "  at  all  ?    But  according  to  the  general  principles 

10  of  English  law,  is  that  any  reason  why  the  burden  should  not  be  thrown  upon 
him  of  showing  that  these  ^oods  were  not  sold  as  the  Plaintiffs'  goods  ? 
Surely,  if  the  Plaintiffs  make  out  their  case  against  him  and  show  that  he  has 
deliberately  proceeded  with  his  sales,  knowing  what  their  claim  was  and  such 
claim  turns  out  to  be  a  just  and  reasonable  one,  could  he,  the  wrongdoer,  be 

15  heard  to  say  :  "  Because  you  cannot  show  in  which  cases  these  corsets  were 
"  really  the  means  of  deception  and  in  which  cases  they  were  not,  you  are 
**  not  to  have  an  account  of  profits  ?  "  We  submit  not.  Where  you  are  dealing 
with  a  wrongdoer  it  is  for  him  to  distinguish  and  not  for  the  Plaintiffs.  On 
the  assumption  that  we  are  now  arguing  the  Defendant  was  acting  wrongfully, 

20  and  we  submit  that  an  account  of  profits  was  properly  ordered.  The  other 
view  is  that  it  might  be  a  question  of  damages,  but  we  submit  that  the 
account  of  profits  is  right  (Lever  v.  Goodwin^  libl  st^pra).  [COZBSNS- 
Hardy,  L,J. — In  Lever  v.  Goodwin  the  Plaintiffs'  goods  were  known  and  had 
a  reputation  over  the  whole  Kingdom.]     That  is  quite  true,  but  the  decision 

25  did  not  turn  upon  that.  There  has  never  been  a  case  in  which  it  has  been 
considered  that  the  question  of  the  extent  of  the  reputation — that  is, 
the  number  of  people  who  knew  of  the  Plaintiffs'  goods— determined  the 
question    of    whether    there    ought    to    be    an    account    of    profits    or    not. 

SROMER,  L.J. —  A  man  puts  his  goods  on  the  market  solely  describing 
lem  and  distinguishing  them  by  the  use  of  the  words  which  are  indirectly 
descriptive.  Can  anybody  else  put  goods  on  the  market  bearing  those  words  ?] 
Not  after  the  first  man  has  acquired  a  reputation  for  his  goods  by  means  of  that 
descriptive  term.  If  the  day  after  the  first  man  puts  his  goods  on  the  market 
another  man  puts  goods  on  bearing  that  term  he  cannot  be  restrained.    But  if 

35  the  first  man  goes  on,  and  he  is  the  only  man  to  put  his  goods  on  the  market 
under  that  quasi-descriptive  term,  and  his  goods  become  kuown  in  the  market 
under  that  quasi-descriptive  term,  then  his  position  is,  not  that  he  has  a 
monopoly,  because  he  cannot  acquire  a  monopoly  in  English  words  except  by 
registering  them  under  the  Trade  Marks  Acts.     But  he  is  in  this  position,. 

40  that  he  can  say  to  A.  B  :  "  You  must  not  pass  off  your  goods  as  mine  ;: 
'^  you  must  not  use  this  quasi-descriptive  term  which  has  got  to  be 
^^  identified  with  my  goods  in  the  market  without  sufficiently  distinguishing 
**  your  goods  from  mine."  [ROMBR,  L.J, — If  a  trader  were  so  foolish  as 
only  to    distinguish    his    goods   by    a   quasi-descriptive   term,   do   you    not 

45  admit  that  he  cannot  complain  if  other  traders  sell  other  goods  under 
that  quasi-descriptive  term  with  or  without  additions?]  [Cozbns-Hardy, 
L.J. — Is  not  that  the  real  explanation  of  the  "  Linoleum  "  case  ?  "  Linoleum  " 
had  become  descriptive  of  the  article.  If  that  be  so  it  makes  that  class  of  cases 
occupy  their  proper  logical  place.]     The  "  Linoleum  "  case  rests  on  the  peculiar 

50  position  of  a  Patentee.  A  man  who  has  a  Patent  has  a  monopoly  granted  to  him 
of  the  sale  of  a  particular  article,  and  the  condition  on  which  it  is  granted  is 
that  he  puts  the  public  in  such  a  position  that,  after  his  monopoly  is  at  an  end, 
they  can  freely  sell  the  article  of  which  he  heiM  had  the  monopoly.  If  the  Patentee 
who  had  given  a  name  to  his  article  during  the  continuance  of  his  Patent,  and 

55  had  sold  it  under  that  name,  and  that  name  only,  were  enabled  after  the  Patent 
had  expired  to  prevent  the  public  from  using  that  name  he  would  indirectly^ 
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oontinue  his  monopoly.    That  is  the  reason  of  the  decision  in  the  "  Linoleum  •' 
case.    Further  than  that,  by  the  decision  of  this  Court  in  Slazenger  v.  Feltham 
(6  R.P.0. 130)  the  principle  of  the  "  Linoleum  "  decision  has  been  confined  to 
that  which  is  a  new  article  of  manufacture,  and  does  not  extend  to  a  mere  variety 
^  an  old  article.    In  the  present  case  an  article  is  placed  upon  the  market.  5 
It  is  not  a  new  article  ;  it  is  a  variety  of  a  well  known  article,  the  well 
knovm  article  being  straight  fronted  corsets.    The  Plaintiffs  are  minded  to 
go  into  the  trade  in  straight  fronted  corsets,  and  they  put  their  particular  cut 
6f  straight  fronted  corsets  on  the  market,  but  wishing  to  distinguish  their  straight 
fronted  corsets  from  the  straight  fronted  corsets  of  other  manufacturers  they  10 
called  them  "Erect  Form,'*  and,  further  than  that,  they  printed  the  words 
"  Erect  Form"  in  a  most  distinctive  manner.    There  is  not  a  tittle  of  evidence 
that  this  peculiar  style  of  printing  was,  at  the  time  the  Plaintiffs  came  into 
the  market,  and  thenceforward  up  to  the  time  of  the  action,  ever  employed  by 
any  trader  in  any  trade  whatsoever.    Having  put  this  article  upon  the  market  15 
in  the  country  of  origin,  namely,  in  America,  there  very  soon  sprung  up  a  very ' 
small  demand  for  these  goods  in  this  country,  as  shown  by  a  small  number 
of  orders  that  were  received.    But  those  were  sufficient,  at  all  events,  to 
show  to  the  Plaintiffs  that  there  was  a  probability  of  establishing  a  trade 
in  this  country,  and  accordingly  they  did  take  steps  to  establish  a  trade  in  20 
this  country,  and  the  first  thing  that  happened  was  that  a  considerable  order 
was  given  by  the  important  firm  of  Buttericks.    They  were  the  first  to  take  np 
these  goods.    The  second  people  to  take  up  the  goods  were  the  equally  well  known 
fltm  Of  Spefices  in  St.  Paul's  Churchyard.    The  evidence  shows  how  these 
corsets  caught  on  at  Spences.    On  the  28th  of  March  1901  Spences  gave  their  25 
first  order  for  their  first  lot  of  corsets,  which  was  an  order  for  $1900  worth. 
Those  they  had  in  March.    Two  months  afterwards  they  gave  another  order. 
Not  two  months  after  that,  again,  namely,  on  the  11th  of  July,  they  gave  another 
order,  this  time  for  $659  worth     "So  that  you  have  in  that  one  house  alone, 
and  a  very  big  house,  a  substantial  sale.    Beginning  in  February  1901  with  30 
a  single  sale  to  a  single  firm,  by  October  1901  the  Plaintiffs  had  got  orders 
from  25  different  firms.      These  were  not  little  village  drapers,  or  anything 
of  that  sort,  but  firms  of  standing — Henry  Owen^  of  West  bourne    Grove  ; 
Jones  Brothers^  of  Holloway  ;  Russell  in  Go,y  of  Leicester  Square  ;  Balls  A  Co.^ 
of  Finchley  Road — ^all  well  known  firms.     It  is  true  that  in  some  cases  the  35 
orders  that  were  given  were  small,  but  there  is  not  one  law    for  a  large 
trade  and  another  law  for  a  small  trade.     If  the  small  trader  can  show  that 
someone  else  is  passing  off  his  goods  as  the  goods  of  that  small  trader  the  small 
trader  is  equally  entitled  to,  and  will  equally  obtain  the  protection  of  the  Court  as  if 
he  were  in  a  very  large  way  of  business.     In  all  these  cases  it  comes  down  simply  40 
and  solely  to  the  question  :  "  Aye  or  no,  is  what  the  Defendant  is  doing  calculated 
"  to  pass  off  his  goods  as  the  goods  of  the  Plaintiffs  ?  *'    What  is  the  Defendant 
doing  in  this  case  ?     In  the  first  place  the  Defendant* is  not  entering  into  the 
sale  of  straight  fronted  corsets  for  the  first  time.     He  was  selling  straight  fronted 
corsets  for  some  considerable  time  before  the  Plaintiffs'  "  Erect  Form  Corsets  "  45 
ever  came  into  this  country.    He  was  selling  them  in  a  different  box.    If  he  had 
continued  to  sell  his  straight  fronted  corsets  in  the  way  in  which  he  had 
previously  sold  them  of  course  this  action  never  would  have  been  brought.   But 
in  addition  to  his  original  get-up  for  the  sale  of  his  straight  fronted  corsets  he 
adopted  another  get-up  of  corsets,  which  he  tells  the  trade  in  the  '*  Drapers*  50 
**  Record  "  he  is  going  to  run  against  the  American  corsets.    He  adopted  the  exact 
name  that  the  Plaintiffs  use,  and  he  printed  it  in  substantially  the  same 
type.    The  reasons  that  he  gave  in  the  witness  box  for  adopting  the  name  and 
for  adopting  the  type  are  not  satisfactory  reasons.    If  the  Plaintiffs*  trade  was 
so  infinitesimally  small  as  the  Defendant  seeks  to  make  out,  why  in  the  world  55 
was  it  necessary  for  the  Defendant  to  go  to  all  the  trouble  and  the  expense 
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which  he  has  done  in  order  to  compete  P  If  it  were  such  a  very  small  trade  he, 
with  his  enormous  business,  might  very  well  have  neglected  it.  By  competing 
with  the  PlaintiflPs,  and  by  trying,  as  he  practically  admits  that  he  is  trying  to 
do,  to  drive  them  oat  of  the  market,  he  bears  the  strongest  testimony  to  the 
5  importance  of  the  Plaintiffs*  trade.  Therefore  we  submit  that  the  judgment  of 
the  learned  Judge  below  is  right ;  that  he  was  right  in  his  findings  of  fact — 
first,  that  the  Plaintiffs  had  a  locus  standi  to  bring  this  action  ;  and,  secondly, 
that  what  the  Defendant  is  doing  is  unjustifiable  and  calculated  to  mislead. 
[Cozbns-Habdy,  LJ. — ^Assume  that  the  only  thing  which  you  can  really 

10  complain  of  is  the  scroll.  If  so  it  cannot  be  right  to  give  you  an  account  of  all 
the  profits  that  the  Defendant  has  made  from  the  beginning  of  1902  down  to 
the  present  time.]  We  should  admit  that.  If  the  form  of  the  judgment  was 
that  the  Defendant  was  only  to  be  restrained  from  using  the  "  Erect  Form  "  With 
the  scroll,  then,  of  course,  we  could  not  say  otherwise  but  that  the  account  of 

15  profits  must  follow  the  injunction.    But  we  contend  that,  although  the  scroll 

may  have  been  discontinued  on  the  Defendant's  boxes  sometime  early  in  1902, 

yet  the  use  of  the  scroll  on  his  window  cards  continued  up  to  the  time  of  the 

action. 

MouUon^'  K.C. — With  regard  to  the  "  Linoleum "  case,  the  root  of  it  was 

20  i^^t  the  question  of  Patent,  but  the  question  of  the  word  being  descriptive. 
If  a  word  denotes  origin,  then  you  have  no  right  to  use  it  untruly  ;  but, 
if  it  is  the  name  of  the  article,  everybody  who  makes  the  article  can 
use  it.  [Vaughan  Williams,  L,J. — Supposing  you  have  to  answer  the 
question,  '^  Is  this   name  the  name  of  something,   or  does  it  denote  origin," 

25  what  test  do  you  apply  in  order  to  enable  yourself  to  answer  the  question  ?] 
It  is  a  question  of  fact.  Here,' unquestionably,  '*^ Erect  Form"  referred  to 
a  new  cut.  It  is  put  forward  as  such.  It  has  consequences  which  do 
not  come  from  its  origin,  but  from  its  shape.  It  is  put  before  the 
world   as  having  those   consequences  by  reason   of   its  shape.     [Vaughan 

30  Williams,  L.J, — You  do  not  contend  that  the  mere  fact  that  the  words 
on  the  face  of  them  are  descriptive  is  conclusive  of  the  matter.  You  say 
you  have  not  only  to  show  that  they  are  potentially  descriptive  but  that 
there  is  something  behind  which  in  substance  is  described.]  Yes.  But  I  do 
say  this,  thait,  the  words  being  of  a  desci  ipti ve  type,  the  onus  is  on  the  other 

35  side,  and  that  onus  can  only  be  discharged  by  proof  of  long  user — i,e.,  extensive 
and  universal  user.  What  is  the  case  of  the  Plaintiffs  here  ?  The  case  of  the  Plaintiffs 
is  this  :  "  On  oar  boxes,  sometimes  in  our  advertisements,  we  put  *  Erect  Form ' 
"  in  a  special  script ;  we  never  use  it  alone  ;  it  was  always  *  W.  B.  Erect  Form,' 
"  or  *  America's  Leading  Erect  Form,'  but  the  public  would  retain,  in  spite  of 

40  '^  the  use  being  partial  by  us,  the  script  in  their  minds,  and  that  would  be  what 
"  they  would  look  for,  and  that  would  tell  them  the  origin  ;  now  you  have 
"  used  that,  and  therefore,  you  are  liable  to  us."  The  Plaintiffs  must  show 
that  the  public  would  single  out,  or  must  be  supposed  to  single  out,  this  feature, 
and  hold  it  alone.     I  do  not  say  that  the  Court  might  not  draw  that  inference 

45  for  itself,  but  I  am  entitled  to  say  this,  that  there  is  not  one  single  witness  of 
the  Plaintiffs  who  says  that,  as  a  fact,  this  scroll  was  so  singled  out.  [Vaughan 
Williams,  L.J,— Your  adoption  of  it,  to  my  mind,  is  cogent  evidence  that  you 
used  the  scroll,  putting  it  in  the  most  favourable  way  to  you,  in  order  to  call 
attention  to  the    Plaintiffs'    article.]     Supposing  your  Lordships   draw   this 

50  inference  of  fact,  that  probably  this  scroll  would  remain  in  the  public 
mind  as  indicium  of  origin,  and  on  that  granted  relief.  The  relief  would 
be  that  the  Defendant  should  not  use  that  mark  without  adequately  dis- 
tinguishing.  Then  the  evidence  is  overwhelming  that,  whereas  there  is  no 
one  who    says    that    this    scroll    fixed    itself    in  the  minds  of    the  public, 

55  we  prove  from  their  witnesses  and  from  ours  that  "C.  B."  was  known  to 
the  publio,  and  had  been  known  for  years,  as  the  mark  of  a  well  known 
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English  maker.  I  will  take  it  there  are  two  representations— one  that  it  is  the 
Plaintiffs',  the  other  that  it  is  ours.  The  evidence  shows  that  the  one  would 
outbear  the  other  beyond  all  comparison.  [RoMER,  LJ. — ^Then,  if  yon  have  got 
a  very  well  known  manufacturer  whose  initials  are  known  all  over  England,  he 
has  only  to  put  his  initials  on  anybody  else*s  trade  get-up  to  appropriate  5 
it  to  himself  ?]  If  the  Defendants  are  in  the  wrong  with  r^^d  to  "  Erect 
"Form"  simplidter^  then  the  judgment  would  go  with  regard  to  "Erect 
"  Form."  But,  supposing  that  your  Lordships  think  that  they  are  wrong  with 
regard  to  the  "  Erect  Form "  with  the  scroll,  and  not  with  regard  to 
'*  Erect  Form,'*  then  of  course  the  injunction  would  go  as  to  "Erect  Form**  10 
in  that  particular  shape,  and  they  must  sufficiently  distinguish  that.  The 
injunction  must  certainly  be  limited  by  the  wrong.  In  this  case  I  submit 
there  should  have  been,  if  anything,  an  inquiry  as  to  damages.  We  have 
been  ordered  to  account  for  profits  including  those  made  in  places  where  the 
Plaintiffs  had  no  reputation  at  all.  15 

Judgment  was  reserved,  and  delivered  on  the  8th  of  July  1903. 

Vaughan  Williams,  L.J.— This  is  a  passing-off  action  relating  to  ladies' 
corsets.  The  Plaintiffs  are  an  American  firm.  Early  in  1901 — I  think  at  the 
end  of  March  or  the  beginning  of  April — ^the  Plaintiffs  advertised  in  the  United 
Kingdom  a  straight  fronted  corset,  and  called  it  the  "  Erect  Form  Corset."  At  20 
first  they  sold  their  corsets  under  the  name  "  W.  B.  Erect  Form  Corsets."  The 
Plaintiffs  had  no  registered  Trade  Mark,  and  the  name  adopted  by  them  in  each 
case  was  a  new  name  as  well  in  America  as  in  the  United  Kingdom.  The 
Defendants  regarded  the  name  "  Erect  Form  "  as  descriptive  of  a  corset  which 
would  produce  an  erect  form  in  the  wearer.  For  the  purpose  of  preventing  the  25 
Plaintiffs  acquiring  a  monopoly  in  tbe  name  or  in  the  style  of  corsets,  which 
were  cut  on  new  lines,  in  August,  after  the  Plaintiffs  had  changed  their  title  from 
"  W.  B.  Erect  Form  "  to  "  America's  Leading  Erect  Form  Corset,"  the  Defendants 
commenced  to  make,  and  by  September  commenced  to  sell  corsets  under  the 
name  "  Erect  Form  Corsets  "  with  the  addition  of  "  C.  B."  or  "  Celebrated  C.  B."  30 
The  Defendants,  who  have  for  many  years  had  a  very  large  trade  in  corsets, 
have  for  30  years  put  the  initials  "  C.  B."  on  their  corsets,  and  "  C.  B."  has 
become  well  known  as  their  mark  in  the  corset  trade.  There  seems  to  be  no 
evidence  whatsover  that  the  name  '*  Erect  Form  Corsets  "  has  become  identified 
with  goods  of  the  Plaintiffs'  manufacture,  and  no  evidence  whatever  that  the  35 
name  "  Erect  Form,"  if  descriptive,  has  acquired  any  secondary  meaning.  Tbe 
Plaintiffs  frequently  printed  in  their  advertisements  and  on  their  boxes  the 
words  ^'  Erect  Form  Corsets  "  in  special  type  on  a  scroll.  The  Defendants  on 
their  boxes  and  show  cards  used  the  same  special  type  and  scroll.  The  Defen- 
dants by  their  Defence  delivered  on  the  4th  of  March  1902  state  :  **  The  said  40 
^^  manner  of  printing  is  of  no  importance  to  them  or  to  the  Defendant.  No 
<^  request  was  made  by  or  on  behalf  of  the  Plaintiffs  to  the  Defendant  before 
*'  action  that  he  should  cease  to  employ  it.  The  Defendant  has  in  fact  ceased 
^<  to  print  the  words  in  question  in  the  said  manner,  and,  except  for  the  purpose 
'^  of  using  up  his  existing  stock,  he  does  not  intend  to  resume  the  use  of  the  45 
'^  said  manner  of  printing,"  and  the  Defendants  have  ceased  to  use  the  scroll 
and  special  printing  since  about  January  1902,  and  they  have  never  used  it 
without  "  C.  B." 

Applying  the  law  to  these  facts,  there  can,  of  course,  be  no  doubt  that  nobody 
has  any  right  to  represent  his  goods  as  the  goods  of  somebody  else,  and  this  50 
applies  even  though  the  Plaintiff,  complaining  of  goods  being  passed  off;  has  no 
Trade  Mark  and  no  legal  monopoly.  It  also  seems  to  be  the  law  that,  even 
though  the  Defendant  may  have  had  no  intention  to  deceive  by  the  description 
or  ^'get-up"  of  his  goods,  the  Plaintiff  is  entitled  to  an  injunction  if  the 
description  or  "  get-up "  is  calculated  to  deceive  by  making  purchasers,  55 
wholesale  or  retail,  believe  the  goods  to  be  the  goods  of  the  Plaintiff ;  for, 


Vol.  XX.,  No  28.]       AND  TRADE  MARE  CASES.  659 

Weingarten  Brothers  v.  Charles  Bayer  A  Co. 

whether  the  Defendant  intended  it  or  not,  the  result  in  such  a  case  is  that  his 
goods  are  likely  to  pass  off  as  the  Plaintiff's  goods,  but,  unless  the  Plaintiff  has 
some  monopoly  in  the  goods  themselves  or  in  their  name  as  used  by  himself, 
the  Defendant  has  the  right  to  manufacture  and  sell  similar  goods,  and  to  use 
5  an  apt  descriptive  name,  although  it  may  be  the  same  as  that  used  by  the 
Plaintiff. 

In  my  judgment  the  real  object  of  the  Defendant  was  not  to  represent  his 
corsets  as  being  the  Plaintiffs'  corsets,  but,  on  the  contrary,  to  invite  a  comparison 
between  the  manu&cture  of  his  own  goods  and  those  of  the  Plaintiffs.    The 

10  mere  fact  that  this  was  not  his  intention  will  not,  however,  save  him  in  this 
action  if  it  appears  from  the  evidence  that  the  description  or  "  get-up  "  in  fact 
employed  by  him  was  calculated  to  pass  off  his  goods  as  the  Plaintiffs'.  But  in 
my  judgment  this  is  not  so.  I  think  "  Erect  Form  Corsets  "  is  descriptive,  and 
the  Defendant  had  an  absolute  right  to  use  that  description.    The  description 

15  had  in  no  way  become  identified  with  the  Plaintiffs'  goods,  nor  had  the  words 
acquired  any  secondary  meaning.  Moreover,  having  regard  to  the  notoriety  in 
the  trade  of  the  Defendant's  initials  '^  C.  B.,  this  alone  was  sufficient  to  distinguish 
the  Defendant's  goods  from  the  Plaintiffs',  and  it  must  not  be  forgotten  that,  at 
the  time  when  the  Defendant  began  to  manufacture  and  sell,  the  Plaintiffs  had 

20  themselves  afforded  a  clear  distinction  between  their  goods  and  the  Defendant's 
by  the  name  which  by  that  time  they  had  begun  to  use  exclusively  for  their  goods, 
namely,  "  America's  Leading  Erect  Form  Corsets." 

The  only  difficulty  in  the  case  is  with  regard  to  the  scroll  and  special  printing. 
I  think  that  the  Defendant  was  ill  advised  to  adopt  this,  but  it  does  not  alter 

25  my  view,  that  he  had  no  intention  to  deceive,  but  that  on  the  contrary  he  wished 
to  invite  comparison  between  his  goods  and  the  goods  of  the  Plaintiffs.  Nor  do 
I  think  that,  having  regard  to  the  notoriety  of  '^  C.  B."  as  the  mark  of  his 
corsets,  and  to  the  evidence  of  the  witnesses  called  by  the  Plaintiffs  that  anyone 
purchasing  wholesale  or  retail  would  likely  to  be  misled,  and  having  regard  to 

30  the  abandonment  of  the  user  of  the  scroll  and  to  the  absence  of  complaint 
respecting  it  in  the  correspondence  embodying  the  Plaintiffs'  complaint,  I  do 
not  think  the  Plaintiffs  are  entitled  now  to  any  relief.  But,  even  apart  from 
this,  my  judgment  is  that  the  description  by  the  Defendant  of  his  goods,  taken 
as  a  whole,  including  the  scroll,  was  not  intended  to  deceive,  and  is  not 

35  calculated  so  to  do. 

The  result  is  that,  in  my  opinion,  this  appeal  should  be  allowed  and  judgment 
entered  for  the  Defendant. 

ROMBB,  LJ. — ^As  my  brothers  are  agreed  that  the  Plaintiffs  wholly  fail  in 
this  action,  I  will  content  myself  with  stating,  as  briefly  as  I  can,  why,  in  my 

40  opinion,  the  Plaintiffs  were  at  any  rate  entitled  to  some  relief.  Inasmuch  as 
the  words  *'  Erect  Form  "  are  ordinary  English  words,  and  moreover  may  be 
said  indirectly  to  refer  to  the  character  of  the  goods  to  which  they  were  applied 
by  the  Plaintiffs,  no  monopoly  was  or  could  be  acquired  by  the  Plaintiffs  in 
respect  of  the  term  **  Erect  Form  "  as  applied  to  their  corsets.    But  in  considering 

45  the  rights  of  the  Plaintiffs  and  what  was  done  by  the  Defendants,  it  is  not 
immaterial  to  point  out  that  the  term  was  one  that  prior  to  the  sale  of  the 
Plaintiffs'  goods  in  this  country  had  never  been  applied  to  corsets  at  all,  and 
that,  apart  from  any  legitimate  statement  that  the  corsets  sold  by  them  were 
similar  in  shape  to  those  sold  by  the  Plaintiffs,  the  term  was  not  one  which 

50  the  Defendants  were  obliged  to  employ  or  would  naturally  employ  in  respect 
of  similar  goods  manufactured  and  sold  by  them.  And  even  assuming  that  the 
Defendants  were  justified  in  treating  the  term  as  one  referring  solely  to  a  special 
shape  of  corset  introduced  for  the  first  time  into  this  country  by  the  Plaintiffs, 
yet  they  could  easily,  by  taking  care  in  using  the  term  with  reference  to  their 

55  goods  for  the  purpose  of  denoting  the  same  shape,  have  made  it  perfectly  clear 
that  the  goods  were  not  the  goods  of  the  Plaintiffs.    And  I  think  the  Defendants 
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were  bonnd  to  exercise  reasoziable  care  in  the  matter,  seeing  that  they  were  not 
only  fully  aware  of  the  adyertisements  and  sales  3f  the  Plaintiffs'  goods,  but 
that  their  very  object  in  putting  their  own  goods  on  the  market  was  to  try  and 
stop  the  success,  or  the  further  success,  of  the  Plaintiffs  in  selling  in  the  markets 
of  this  country  their  *'  Erect  Form  Corsets.*'     With  reference  to  the  sales  by  the  5 
Plaintiffs  in  this  country  up  to  the  time  that  the  Defendants  intervened,  I  think 
it  right  to  say  that,  in  my  opinion,  on  the  evidence  it  is  established  that,  thongh 
the  sales  may  not  have  been  large  in  comparison  with  the  total  sales  during  a 
similar  period  by  such  a  firm  as  the  Defendants  of  all  their  corsets,  yet  thesaleB 
were  substantial,  and  that  the  Plaintiffs'  corsets  had  been  so  successfully  and  so  10 
sufficiently  advertised  and  sold  and  had  become  so  known  as  to  render  it 
impossible  for  the  Defendants  now  to  contend  that  this  is  to  be  dealt  with  as  if 
the  Plaintiffs'  goods  were   practically  unknown  in  this  country  when  the 
Defendants  commenced  their  acts  now  complained  of.    And  indeed,  as  I  have 
pointed  out,  it  was  because  the  Plaintiffs  had  been  successful,  and  their  success  15 
promised  increase,  that  the  Defendants  thought  it  necessary,  if  possible,  to  stop 
them.    Now,  in  the  first  instance,  when  the  Defendants  set  about  their  business 
of  interfering  with  the  Plaintiffs'  sale  on  the  English  market,  it  appears  to  me 
that  not  only  did  they  not  take  reasonable  care  to  prevent  their  goods  being 
identified  with  those  of  the  Plaintiffs',  but  that  they  took  unjustifiable  steps  to  20 
make  them  alike.    The  Plaintiffs'  goods  were  distinguished  in  advertisements 
and  on  the  boxes  in  which  they  were  sold  by  a  peculiar  scroll,  to  which  attention 
has  been  justly  called  by  Mr.  Justice  Joyce.    Now  the  Defendants  on  their  boxes 
and  show  cards  copied  this  scroll  exactly.    Whatever  justification  or  excuse  the 
Defendants  may  have  had  for  using  the  term  "  Erect  Form,*'  it  appears  to  me  25 
they  had  no  right  whatever  to  copy  the  scroll.    The  scroll  was  not  descriptive 
or  common  to  the  trade,  and  the  question  arises — ^Why  did  they  copy  it  ?     I 
have  read  the  evidence  of  the  Defendants'  witnesses  bearing  on  this  point,  and 
I  can  only  say  that  there  is  no  satisfactory  explanation  forthcoming  as  to  the 
copying  of  the  scroll.    I  cannot  myself  resist  the  conclusion  that  the  Defendant  30 
adopted  this  form  of  putting  their  goods  on  the  market  in  order  to  make  these 
goods  like  the  Plaintiffs'  goods,    ^d  in  my  opinion  the  adoption  of  this  form, 
at  any  rate  cannot  be  justified  as  fair  and  legitimate  competition,  and  I  think 
its  effect  would  be  to  deceive,  to  a  substantial  extent,  not  indeed  the  trade  but 
the  ultimate  purchaser,  and  to  allow  the  Defendants'  goods  to  be  passed  off  as  35 
and  for  the  Plaintiffs'  goods  to  many  customers  who  knew  and  wanted  to  buy 
the  Plaintiffs'  goods.    It  was  contended  on  behalf  of  the  Defendants  that, 
inasmuch  as  their  initials  were  on  their  goods  and  those  initials  were  very  widely 
known,  there  could  be  no  substantial  possibility  of  deception.    I  cannot  agree 
with  that  view.    However  widely  known  to  the  trade  it  cannot  be  maintained  40 
that  the  meaning  of  the  initials  was  known  to  all  the  members  of  the  public, 
iijicluding  the  customers  of  the  Plaintiffs.    The  customers  of  the  Plaintiffs 
would  not,  of  necessity,  bear  in  mind  the  initials    ^^W.  B.'*  which  were 
originally  fixed  to  the  Plaintiffs'  goods,  or  distinguish  them  from  the  initials 
^'C.  B."    And  it  appears  to  me  that  customers  of  the  Plaintiffs  who  had  45 
carefully  observed    the    "get-up"    of   their   goods,    even    when  the  words 
^'America's  Leading"    were  subsequently  used  on  those    goods  would,  or 
might,  be  induced  to  think,  from  seeing  the  Defendants'  goods  with  the  term 
^'  Erect  Form  "  and  the  identical  scroll  of  the  Plaintiffs  upon  them,  that  those 
goods  and  the  Plaintiffs'  goods  were  manufactured  by  the  same  people.    I  think  SO 
the  injury  done  to  the  Plaintiffs  by  the  Defendants  putting  on  the  market  goods 
marked  without  justification  or  legitimate  excuse,  with  the  Plaintiffs'  dis- 
tinguishing scroll,  was  substantial,  and  not  one  that  the  Court  ought  to  ignore. 
Nor  can  I  come  to  the  conclusion  that  the  Plaintiffs  by  any  conduct  of  theirs, 
or  by  their  pleadings,  have  shown  that  they  attribute  no  substantial  importance  55 
to  the  use  of  their  scroll  by  the  Defendemts,  or  can  be  taken  to  have  made  no 
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eomplaint  of  that  use.  The  Defendants  rely  on  the  fact  that  they  discontintted 
the  use  of  the  scroll  some  time  before  this  action  was  commenced.  But  they 
ne^er  offered  or  promised  to  disoontinne  its  use,  and  they  continued  to  use 
Uieir  show  cards  with  the  Plaintiffs'  scroll  upon  them  until  the  commencement 
5  of  the  action.  The  position  they  took  up  was  that  they  were  entitled  to  do 
what  they  had  done,  and  but  for  this  action  there  was  nothing  to  prevent  the 
Defendants  from  again  using  the  scroll  if  they  had  thought  fit  to  do  so.  I 
ihink«  therel^re,  that  in  iMe  action  the  Plaintiff  were,  at  any  rate,  entitled  to 
an  injunction  in  some  form  restraining  the  Defendants  from  continuing  the 

10  use  of  tiie  original  form  in  which  ihey  put  their  goods  on  the  market  containing 
the  Plaintiffs'  scroll,  and  1  further  think  that  they  were  entitled,  if  they  asked 
for  it,  to  an  inquiry  as  to  damage  suffered  by  them  by  the  Defendants'  use  of 
that  form.  If  the  majority  of  the  Court  had  been  of  this  opinion  I  should  then 
have  had  to  consider  the  more  difficult  question  whether  the  Plaintiffs  were  not 

15  entitled  to  some  further  relief,  and  in  particular  whether  the  Defendants  had 
by  other  subsequent  forms  used  by  them  sufficiently  distinguished  their  goods 
from  those  of  the  Plaintiffs,  having  regard  to  the  effect  likely  to  have  been 
produced  by  their  advertisements  and  sales  when  using  their  original  forms 
with  the  Plaintiffis'  scroll.    But,  having    regard  to  the  view  taken  by  the 

20  majority  of  the  Court,  it  is  unnecessary  for  me  to  consider  these  further 
questions. 

C0ZBNS*Hardy,  L.J. — The  substantial  question  in  this  appeal  is  whether  the 
Plaintiffs,  who  are  an  American  firm,  had,  at  the  date  of  the  issue  of  the  writ  of 
the  15th  of  November  1901,  so  identified  their  goods  with  the  words  *^  Erect 

25  '"Form"  as  to  entitle  them  to  restrain  the  Defendants,  who  are  very  large 
English  manufacturers,  from  using  these  words  without  fairly  distinguishing 
their  goods  from  the  goods  of  the  Plaintiffs.  In  my  view  the  issue  is  one  of 
fact.  I  think  it  is  established  that  the  '*  Erect  Form  Corset "  was  a  straight 
front  corset  of  a  special  cut.    There  is  no  Patent  to  protect  this  particular  cut, 

30  and  there  is  no  registered  Trade  Mark.  Upon  this  evidence  I  am  not  satisfied 
that  the  words  **  Erect  Form  "  were  sufficient  to  indicate  in  this  country  the 
Plaintiffs'  goods.  The  Plaintiffs'  goods  were  never  sold  in  this  country  simply 
as  *'  Erect  Form  Corsets,"  but  alwajs  either  as  "W.  B.  Erect  Form  Corsets  " — 
"  W.  B."  indicating  Weingarten  Brothers— or^  when  complaint  was  made  by 

35  an  English  firm  whose  initials  were  "W.  B.,"  under  the  term  '*  America's 
**  Leading  Erect  Form  Corsets."  Moreover,  the  actual  sales  in  this  country  of 
the  Plaintiffs'  goods  under  either  of  these  descriptions  was  extremely  small. 
The  Defendants  have  sold  their  corsets  under  the  description  "C.  B.  Erect 
"  Form  Corsets,"  and  in  my  opinion  they  were  perfectly  justified  in  so  doing. 

40  The  claim  made  by  the  Plaintiffs  to  a  virtual  monopoly  of  words  like  "  Erect 
^*  Form,"  which  are  really  descriptive  rather  than  fanciful,  cannot,  I  think,  be 
maintained.  Those  words  had  not  in  the  English  market  any  such  secondary 
meaning  attached  to  them  as  is  necessary  for  the  Plaintiffs'  case.  I  am  therefore, 
on  this  issue  of  fact,  not  able  to  take  the  same  view  as  the  learned  Judge  in  the 

45  Court  below.    This  is  the  main  point  in  the  appeal. 

There  is,  however,  a  minor  point  of  the  case  upon  which  I  have  felt  con- 
siderable difficulty.  The  Plaintiffs  in  their  advertisements  and  on  their  boxes 
print  the  words  **  Erect  Form  "  in  a  somewhat  peculiar  type  on  a  scroll,  and 
the  Defendants  for  a  short  time  copied  this  scroll  and  type.     It  is,  however, 

50  worthy  of  note  that  no  complaint  was  made  of  the  scroll  before  action,  and 
although  the  absence  of  complaint  before  action  may  not  be  material  where  a 
Defendant  is  invading  a  right  of  property,  as  in  the  case  of  a  I'atent  or  registered 
Trade  Mark,  I  think  it  is  material  in  an  action  of  this  nature,  which  is  founded, 
not  on  property,  but  on  deceit.    Nor  is  the  scroll  specially  and  separately  relied 

55  on  in  the  Statement  of  Claim,  nor  do  any  of  the  Plaintiffs'  witnesses  venture  to 
say  that  the  mere  use  of  the  scroll  amounted  to  such  a  get-up  as  would  lead  to 
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deception.  No  doubt  this  is  a  matter  upon  which  the  Court  must  exercise  its 
own  common  sense,  and  not  depend  necessarily  upon  the  evidence  of  witnesses. 
Having  regard,  however,  to  the  fact  that  the  Defendants  ceased  to  use  the  scroll 
in  or  about  January  1902,  and  that  it  was  never  used  without  the  ^'  C.  B.,*'  I  am 
not  satisfied  that  the  Plaintiffs  are  entitled  to  any  relief  in  respect  of  the  scroll.    5 

In  any  point  of  view,  I  think  the  relief  given  by  the  learned  Judge,  contrary 
to  his  own  opinion,  namely,  an  account  of  profits,  is  wrong  in  a  case  like  this. 
The  Plaintiffs'  trade  was  confined  to  a  few  towns,  and  there  were  whole  districts 
in  which  the  Plaintiffs'  goods  and  the  Plaintiffs'  name  were  alike  unknown. 
On  the  other  hand,  the  Defendants'  trade  extends  all  over  the  Kingdom,  and  is  XO 
very  large.  To  give  the  Plaintiffs  the  profits  of  this  large  trade  would,  in  my 
view,  be  grossly  unjust.  Damages  a]one  ought  to  be  given«  and  I  see  no  ground 
for  supposing  that  any  substantial  damages  could  be  recovered  by  reason  of  the 
use  of  the  scroll  assuming  the  use  of  the  words  ''  Erect  Form  "  apart  from  the 
scroll  to  be  free  from  objection.  \^ 

In  my  opinion  the  Order  of  Mr.  Justice  Joyce  must  be  discharged  and  the 
appeal  allowed  with  costs. 

Vaughan  Williams,  L,J. — I  wish  to  say  that  I  entirely  agree  with  my 
brother  Lord  Justice  Cozens-Hardy's  observations  as  to  profits. 

Moulton^  K.C. — ^Then  the  appeal  will  be  allowed,  and  the  action  dismissed  20 
with  costs  ? 

Vaughan  Williams,  LJ. — Yes.  Then,  Mr.  Moulton,  in  the  course  of  the 
case  you  assured  us  again  and  again  that  your  clients  not  only  had 
abandoned  but  did  not  propose  to  use  the  scroll  again. 

MoultoHy  K.C. — My  Lord,  they  will  give  an  undertaking.  25 

Vaughan  Williams,  LJ.-^-l  think  that  should  be  so. 
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Thwa%te8  A  Go.  v.  UTEvilly. 
OantreU  and  Cochrane  v.  Murphy  and  Bradshaw. 


In  thb  High  Court  op  Justice  (Ireland). 

Chancery  Division. 

Before  The  Master  op  the  Rolls. 

June  27th,  30th,  and  Slst,  and  July  18th,  1903. 

Thwaites  &  Co.  v.  M'Evilly. 
Cantrell  and  Cochrane  v.   Murphy  and  Bradshaw. 


Trade  Mark. — Selling  mineral  waters  not  of  Plaintiffs'  manufacture  in 
bottles  embossed  with  Plaintiffs^  nams  and  registered  Trade  Mark^  but  bearing 
labels  with  Defendants*  name  and  address  as  manufacturers, — No  actiuil  fraud 
10  or  deception  proved  or  alleged. — 77w  meaning  of  "  innocently  "  under  section  2^ 
subsection  {2)  (c)  of  the  Merchandise  Marks  Acty  1887. — Injunction  granted 
unth  costs. 

77ie  Plaintiffs  were  manufacturers  of  mineral  waters  in  Dublin^  which  they 
sold  to  the  trade  in  bottles^  embossed  with  their  name^  which  was  registered  as  a 

15  Trade  Mark.  The  Defendants  were  manufacturers  in  Limerick^  and  became 
possessed  of  a  number  of  the  Pluintiffs"  bottles^  so  embossed^  which  they  refilled  with 
mineral  waters  of  their  own  manufacture  and  sold  to  retailers^  but  with  labels 
atta^ched  bearing  their  oivn  name  and  address  as  manufa>cturers.  It  was  not 
proved  or  alleged  that  fraud  was  intended^  or  that  any  pers(m  had  been  actually 

20  niisled.  The  Defendants  gave  evidence  that  the  public  were  guided^  not  by  the 
name  embossed  on  the  bottle^  but  by  the  label ;  but  the  Plaintiffs  contended  that 
the  label  was  liable  to  fall  offy  or  might  be  removed  by  a  fraudulent  retailer^  who 
could  then  sell  the  contents  as  the  Plaintiffs'  manufa^^ture.  No  evidence  was 
given  that  this  had  in  fact  been  done ;  but  the  Plaintiffs  had  served  a  notice  on 

25  the  Defendants  cautioning  them  against  using  bottles  so  embossed^  notunth- 
standing  Sohich  they  persisted  in  using  them^  and  clc^imed  a  right  to  do  so 
An  injttnMm^Aoas  granted  mth  (Xjsts^^  . 
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^^  Innocently ^'^  under  the  Merchandise  Marks  Act,  1887,  section  2,  subsection  {2) 
(c)  discussed.  Per  Portbr,  M.R.—^'  Where  a  man  knows  that  anotJier  is  the 
"  oumer  of  a  Trade  Mark,  and  he  intentionally  uses  it,  by  applying  it  to  his 
"  oum  goods,  from  motives  of  personal  convenience  or  profit,  he  cannot,  under 
'*  the  Statute,  claim  immunity  on  the  ground  of  innocence^  5 

These  were  two  test  actions,  brought  to  try  the  right  of  the  Plaintiffis  and 
other  manafacturers  of  mineral  waters  in  Dublin,  against  the  Defendants,  who 
were  manufacturers  in  Limerick,  to  an  injunction  restraining  them  from  selling 
or  ofPering  for  sale  any  aerated  or  mineral  waters,  not  being  manufactured  by 
the  Plaintiffs,  in  bottles  embossed  with  the  Plaintiffs'  names,  which  had  been  10 
registered  as  Trade  Marks,  or  from  passing  off  such  aerated  or  mineral  waters 
as  the  manufacture  of  the  Plaintiffs ;  also  for  an  account  of  the  profits  made  by 
the  Defendants  by  the  sale  of  such  waters. 

The  following  actions,  which  involved  a  similar  point,  had  been  stayed, 
pending  the  decision  in  the  present  actions,  which  it  was  agreed  should  be  taken  15 
as  test  actions  : — Michael  Downes  v.  M^ Evilly ;  Bewley  and  Draper  v.  Same  ; 
Govemay  v.  Murphy  and  Bradshaw ;  Bewley  and  Draper  v.  Same;  Hovenden 
and  Orr  v.  W Evilly ;  W.  A.  Ross  A  Sons  v.  Same;  and  Thwaites  v.  Murphy 
and  Bradshaw, 

The  Statements  of  Claim,  which,  mutatis  mutandis,  were  similar  in  all  the  20 
actions,  set  forth  that  the  Plaintiffs  had  for  several  years  carried  on  business  ae 
manufacturers  of  mineral  and  aerated  waters  in  Dublin,  and  their  goods  were 
extensively    sold    throughout   Ireland.    The    said  waters  were    sold  by   the 
Plaintiffs  in  bottles  bearing  their  name  (which  was  registered  as  a  Trade  Mark) 
embossed  or  moulded  thereon ;  and  a  paper  label,  bearing  the  name  of  the  25 
contents  of  each  bobtle,  and  having  Plaintiffs*  name  printed  thereon,  was  also 
attiiched.    The  Defendants  were  manufacturers  of  mineral  and  aerated  waters 
in  Limerick,  and  had  become  possessed  of  a  large  number  of  the  bottles  bearing 
the  Plaintiffs'  said  Trade  Mark,  and  had  filled,  and  were  filling  them,  with 
waters  of  their  own  manufacture,  and  had  sold,  and  were  selling,  the  said  30 
bottles  so  filled  in  large  quantities  in  Limerick  and  the  surrounding  district. 
The  Defendants  attached  to  the  said  bottles  a  label  bearing  their  own  name  ;  but 
the  said  label  could  easily  be  removed  by  any  person  desiring  to  pass  off  the 
contents  as  the  manufacture  of  the  Plaintiffs,  or  it  might  become  detached  by 
accident,  in  which  event  the  contents  would  appear  to  be  the  manufacture  of  35 
the  Plaintiffs. 

The  Statements  of  Defence  alleged  that  the  distinctive  contents  of  the  bottles 
in  which  said  waters  were  sold  by  the  Plaintiffs  were  indicated,  not  by  the  said 
embossment,  but  solely  by  the  paper  label  in  the  Statement  of  Claim  mentioned; 
and  such  label  had  printed  upon  it,  not  merely  an  indication  of  the  distinctive  40 
contents  of  each  bottle,  but  also  the  name  and  business  premises  of  the 
Plaintiffs.  The  said  paper  label  was  essential,  as  being  the  only  means  by 
which  the  distinctive  contents  of  said  bottles  were  capable  of  being  indicated  ; 
and  the  presence  on  such  label  of  the  Plaintiffs'  name  and  business  premises  was 
(both  according  to  the  custom  of  the  trade  and  the  practice  of  the  public)  the  45 
recognised  and  only  indication  that  the  contents  of  said  bottles  were  the 
manufacture  of  the  Plaintiffs.  The  embossments  were  designed  to  indicate 
that  the  bottles  bearing  same  were  manufactured  for,  and  first  used  by,  the 
Plaintiffs,  and  were  designed  to  serve  as  an  advertisement  for  them  ;  but  they 
were  not  designed  to  indicate,  and  did  not  in  fact  indicate,  that  the  contents  of  50 
the  bottles,  at  the  time  of  any  particular  sale,  were  the  mauufactui:e  of  the 
Plaintiffs.  The  Defeitdants  denied  that  they  had  become  possessed  of  any 
bottles  bearing  the  said  alleged  Trade  Mark  otherwise  than  as  fcUiWs  t~Tke 
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Defendants  sold  their  mineral  and  aerated  waters  in  plain  bottles,  or  in  bottles 
embossed  with  their  names,  and  sold  the  bottles,  along  with  their  contents,  to 
the  purchasers  thereof,  allowing  credit  for  such  bottles  as  were  afterwards 
returned  to  them  by  their  'customers.  The  Plaintiffs  traded  in  the  same 
5  manner,  and  frequently  traded  with  shopkeepers  or  private  individuals  who 
were  also  customers  of  the  Defendants,  and  from  whom  the  Plaintiffs  collected 
back,  and  gave  credit  for,  empty  bottles  which  were  sold  by  the  Defendants  to 
said  customers  filled  with  the  Defendants'  mineral  or  aerated  waters.  The 
bottles  so  sold  by  the  Plaintiffs  were  then  tendered  by  the  said  customers 

10  to  the  Defendants,  who  had  no  alternative  but  to  accept  and  give  credit  for 
said  bottles  or  to  forfeit  the  custom  of  said  customers.  The  Defendants 
had  made  every  effort  to  induce  the  Plaintiffs  to  refrain  from  collecting 
the  bottles  in  which  the  Defendants'  mineral  or  aerated  waters  were 
originally    sold,    or   to   exchange  same    with    the    Defendants   (for   bottles 

15  bearing  the  embossments  aforesaid)  on  such  terms  as  would  not  be  detri* 
mental  to  the  Defendants ;  but  the  Plaintiffs  had  refused  and  neglected 
so  to  do,  but  had  purported  to  establish  a  '^Bottle  Exchange,"  which 
would  deal  with  the  Defendants  and  other  provincial  traders  in  a  similar 
position  only  on  disadvantageous  and  ruinous  terms.    The  Defendants,  under 

20  compulsion  of  the  facts  and  circumstances  hereinbefore  set  forth,  and  bond  fide 
concluding  that  they  were  entitled  so  to  do,  had  thereupon  used  the  said  bottles 
so  returned  by  their  customers  to  them,  and  had  resold  same  containing  their 
mineral  and  aerated  waters,  but  had  invariably  sold  the  contento  of  said  bottles 
as  their  own  manufacture,  and  had  affixed  to  each  a  label  indicating  the  contents 

25  of  each  such  bottle,  and  the  name  and  business  premises  of  the  Defendants. 
The  said  label  was  absolutely  necessary  to  the  said  sale  for  the  purpose  of 
indicating  the  distinctive  contents  as  aforesaid  ;  and  if  the  label  were  removed, 
either  intentionally  or  accidentally,  as  suggested,  the  contents  of  the  bottle 
could  not  be  sold  as  any  distinctive  mineral  or  aerated  water,  and  would 

30  therefore  be  unsaleable.  The  Defendants  had  taken  all  possible  precautions 
to  prevent  the  possibility  of  any  person  being  misled  or  deceived  by  the  use  by 
the  Defendants  of  the  embossed  bottles  as  aforesaid,  and  no  one  had  in  fact 
been,  or  could  be,  misled  or  deceived,  and  the  Plaintiffs  had  not,  nor  could 
they,  sustain  any  damage  thereby.    The  Plaintiffs  were  in  the  habit  of  using 

35  the  bottles  of  the  Defendants  and  other  provincial  manufacturers  so  collected 
by  them  as  aforesaid,  and  of  sandblasting  on  said  bottles  the  name  of  the 
Plaintiffs,  filled  same  with  waters  of  the  Plaintiffs'  manufacture,  and  sold  them ; 
and  the  Defendants  were  ready  and  willing  to  refrain  from  collecting,  accepting, 
or  filling  the  said  embossed  bottles  if  the  Plaintiffs  refrained  from  collecting, 

40  accepting,  or  filling  the  bottles  first  used  by  the  Defendants.  The  Defendants 
charged  that  the  Plaintiffs  had  deliberately  persisted  in  collecting  the  bottles  of 
the  Defendants,  for  the  purpose  of  depriving  the  Defendants  of  the  use  of  the 
bottles  which  originally  belonged  to  them,  and  thus  forcing  them  to  fill  and 
use  the  bottles  bearing  the  embossments  aforesaid,  with  a  view  to  harassing  the 

'45  Defendants  with  legal  proceedings ;  they  submitted  that  the  proceedings  had 
been  instituted,  not  for  the  purpose  of  redressing  any  wrong,  real  or  anticipated, 
but  to  put  the  Defendants  to  costs,  and  that  the  action  was  unwarranted  and 
oppressive,  and  should  be  dismissed  with  costs. 

The  actions  came  on  for  trial  together  before  PORTBB,  MM. 

50  O^Shaughnessyy  K.C.,  Bloody  K.C.,  and  2>ay,  (instructed  by  Gerald  Byrne) 
appeared  for  the  Plaintiffs ;  Ignatius  O'Brien^  K.C.,  and  Doyle^  (instructed  by 
James  Doyle)  appeared  for  the  Defendants. 

For  the  Plaintiffs,  A.  J.  Orr^  managing  director  of  Thxvaiies  &  Co.^  deposed. — 
We  are  large  purchasers  of  bottles  moulded  with  our  name.    We  use  about 

55  3000  gross  in  the  year.    We  began  to  use  them  about  20  years  ago— not  for  the 

3  I 
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parpose  of  adyertisement,  but  to  protect  our  mineral  waters.  We  use  labels ; 
but  they  are  not  a  sufficient  protection  ;  they  can  be  shifted  from  one  bottle  to 
another.  They  often  fall  off,  and  if  they  fall  off  you  cannot  tell  one  from 
another.  We  have  an  Association,  of  which  our  ftrm  are  members.  It  is  a  rule 
of  our  Association  not  to  exchange  bottles  with  the  Defendants.  We  offered  to  ft 
purchase  from  them  any  of  our  bottles  that  they  had,  and  to  sell  them  any  we 
got  of  theirs  ;  but  we  will  not  exchange.  Orosa-examined. — Our  custom  is  to 
charge  in  our  invoices  for  bottles,  and  to  allow  for  them  when  returned.  We 
do  not  allow  our  customers  for  the  Defendants'  bottles  ;  if  we  got  any  of  them 
we  would  send  them  back  to  the  customer.  Our  output  of  bottles  is  about  10 
4^  millions  a  year ;  out  of  that,  I  suppose  we  might  send  out  4000  or  5000 
plain  bottles ;  but  we  never  buy  plain  bottles.  We  refuse  to  exchange  bottles 
with  the  Defendants,  because  we  found  that  if  we  sent  them  a  gross  of  bottles 
they  would  always  say  they  had  none  of  ours,  and  would  not  pay  for  them, 
and  we  had  no  way  of  getting  the  account  settled ;  so  we  had  to  give  it  up,  15 
and  said  we  would  not  exchange,  or  send  them  any  bottles,  except  for  money. 
Wq  will  not  exchange,  but  we  are  willing  to  sell  them,  at  the  same  price  that 
^e  get  for  ours — six  shillings  a  gross. 

Walter  Q.  Knight^  inspector  for  the  Plaintiffs  and  other  Dublin  manufacturers, 
deposed. — My  duties  are  to  go  round  the  country  and  see  that  the  various  firms  are  20 
not  using  bottles  belonging  to  the  manufacturers  I  represent.    I  visited  Limerick 
on  several  occasions.  I  visited  Mrs.  Stockill,  who  sells  mineral  waters  in  Limeriok. 
I  purchased  from  her  a  dozen  bottles.    Seven  of  them  were  moulded  with  the 
names  of  Rosa  Jk  Sons^  Beivley  and  Draper^  Hovenden  and  Crr^  and  Thioaites. 
There  were  paper  labels  bearing  the  name  of  M"* Evilly.    I  also  visited  the  estab-  25 
lishmentof  Mrs.H(0t6'an/.  I  got  half  a  dozen  bottles  from  her.  They  were  moulded 
with  the  names  of  Thtvaitea  and  Bewley  and  Draper,  and  bore  M'EviUy^s  labels. 
This  was  on  the  16th  of  October.    I  visited  Limerick  again  on  the  30th  of  March, 
the  day  of  the  races.     I  purchased  on  the  racecourse  a  number  of  bottles 
with  Gantrell  and  Gochrane'a  name  moulded  on  them,  and  bearing  Murphy  30 
and  Bradahaiu*8  label.    I  got  some  that  were  moulded  with  Thwaites^  name, 
and  also  with  that  of  Bewley  and  Draper.    We  sent  a  notice  in  1898  to  every 
country  manufacturer  in  Ireland  cautioning  them  against  using  our  embossed 
bottles.    That  notice  was  sent  to  M'* Evilly ,  and  it  was  admitted  that  he  received 
it,  on  the  occasions  of  several  prosecutions,  at  which  I  was  present.    It  was  not  35 
sent  to  Murphy  and  Bradahaw  ;  they  were  not  in  business  at  the  time.    The 
notice  cautions  against  filling  or  using  any  bottles  bearing  the  embossed  or 
branded  name  or  Trade  Mark  of  any  of  the  members  of  our  Association,  and 
that  in  the  event  of  their  doing  so  we  would  take  proceedings.    It  also  contains 
the  terms  on  which  we  will  purchase  back  any  of  our  bottles — six  shillings  a  40 
gross. 

Elizabeth  Stochill,  confectioner.  Limerick,  deposed  that  the  bottles  she 
sold  to  Knight  were  purchased  from  M* Evilly ;  and  Agnes  Howard 
proved  that  the  bottles  she  sold  to  Knight  were  purchased  from  JTEviUy^s 
man.  45 

James  R.  Ooade,  managing  director  of  Gantrell  and  Cochrane,  deposed  that 
his  firm  used  bottles  embossed  with  their  name,  which  was  a  Trade  Mark. 
They  also  put  a  label  on  each  bottle.  The  moulded  name  on  the  bottle  was  an 
indication  that  the  contents  were  Gantrell  and  Uochrane^s  'manufacture.  The 
label  was  not  reliable ;  if  it  were  removed  the  moulded  name  would  be  the  only  50 
indication  of  the  manufocturer.  We  do  not  exchange  bottles,  but  are  willing  to 
purchase  or  return  them  on  the  same  terms  that  we  do  with  Dublin  manulac- 
-turers — six  shillings  a  gross,  they  paying  carriage.  Cross-examined. — ^There 
was  formerly  a  ^  Bottle  Exchange ''  but  it  did  not  work  well,  and  was  given  up 
two  or  three  years  ago.  35 
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On  behalf  of  the  Defendanta,  Timothy  Murphy^  ceivrjing  on  buBiness  in 
Limerick  under  the  name  of  Murphy  and  BradshaWy  John  CulMney  manager 
of  William  Lloyd'n^  Limerick,  John  M'Evillyy  and  John  Cross  were  examined. 
John  M^ Evilly  deposed  that  he  was  fifty  years  in  the  mineral  water  business, 
5  and  about  five  years  ago  stai^ted  for  himself.  On  starting  for  himself  he 
procured  a  stock  of  bottles  (about  9000  dozen)  ;  some  of  them  were  plain,  the 
rest  were  embossed  with  his  own  name.  He  always  attached  a  label,  bearing 
his  name,  on  every  bottle.  The  custom  in  Limerick  is  not  to  charge  for  bottles 
but  to  get  them  back  from  the  customers.    We  endeavour  to  get  back  our  own 

10  bottles,  but  we  must  take  whatever  comes.  If  we  refused  we  might  as  well 
close  up  business.  We  always  put  bur  own  labels  on  the  bottles  ;  and  never  sell 
our  mineral  waters  as  those  of  the  Plaintiffs.-  It  is  to  the  label  the  purchaser 
looks.  Cross-examined. — I  have  been  prosecuted  for  using  bottles  moulded 
with  the  names  of  other  makers.      I  have  never  misled  customers.     It  is  to 

15  the  label  the  purchaser  looks.  The  labels  do  not  come  off.  We  send  the 
bottles  in  covered  vans  so  that  they  can  get  no  rain,  and  there  is  nothing  to 
make  the  labels  come  off.  I  was  served  with  the  cautionary  notice  that  has  been 
referred  to ;  but  we  could  not  carry  on  our  trade  unless  we  used  those  bottles. 
If  we  refused  to  take  them  from  a  customer,  he  would  hail  another  van  and  we 

20  would  lose  our  trade. 

O'Shaughnessy,  K.C.,  and  Blood,  K.C.,  for  the  Plaintiffs.— On  the  facts  proved, 
the  Plaintiffs  are  clearly  entitled  to  an  injunction.  This  is  the  case  of  a  regis- 
tered Trade  Mark,  which  is  stronger  than  that  of  an  ordinary  Trade  Mark  or 
trade  description.     The  Act  gives  the  owner  of  a  registered  Trade  Mark  the 

25  exclusive  right  to  use  it.  Proof  of  actual  fraud  or  deception  is  not  necessary  ; 
the  offence  consists  in  the  user  of  the  Trade  Mark.  The  innocency  contemplated 
by  the  Act  of  1887,  section  2,  subsection  2  {c),  is  innocency  of  any  intention  to 
infringe  that  Act.  Here  the  Defendants  have  persisted  in  using  our  Trade  Mark 
notwithstanding  cautionary  notices  anil  after  there  have  been  several  prosecu- 

30  tions  at  Petty  Sessions,  and,  in  the  case  of  M'^Evilly,  after  a  decision  against 
him  by  the  Court  for  Crown  Cases  Reserved.    It  is  idle  to  say  he  did  not  know 
he  was  doing  what  was  illegal.    Moreover,  it  has  been  shown  that  there  is  a  ' 
possibility  of  fraud,  for  a  dishonest  retailer  might  remove  the  Defendants*  label, 
put  another  label  on  the  bottle,  bearing  the  words  "  soda  water,"  *'  lemonade," 

35  or  whatever  the  contents  might  be,  and  sell  it  as  the  manufacture  of  the 
Plaintiffs,  and  rely  on  the  embossment. 

0*Briefij  K.C.,  and  Doyle,  K.C.,  for  the  Defendants. — We  rely  on  section  2, 
subsection  2  (c),  of  the  Act  of  1887,  which  exonerates  a  Defendant  if  he  can 
show  that  **  otherwise  he  had  acted  innocently."     The  meaning  is  that  if  he 

40  shows  that  he  was  innocent  of  any  fraudulent  intent.  Fraud  has  not  been 
shown,  or  even  alleged  ;  the  evidence  negatives  it.  What  the  purchaser  looks 
to  is  not  the  name  on  the  bottle  but  the  label.  The  Plaintiffs  have  not  shown 
that  they  have  sustained  any  damage.  The  action  is  an  oppressive  one  for  the 
purpose  of  driving  the  Defendants  out  of  their  trade,  as  is  shown  by  the  fact 

45  that  Plaintiffs  refuse  to  exchange  bottles  with  the  Defendants.  We  submit 
that  the  injunction  should  be  refused. 

The  following  cases  were  cited  : — Wood  v.  Burgess  (L.R.  24  Q.B.D.  162) ; 

Starey  v.  Ghilworth  Gunpowder  Company  {Ibid.  90)  ;  MilUngton  v.  Fox  (3 

.    M.  A  C.  338)  ;  Johnston  v.  Of*r  Ewing  (L.R.  7  A.C.  219)  ;  Christie  v.  Coojter 

50  (L.R.  (1900)  2  Q.B.D.  522) ;  Reddaway  v.  Banham  (13  R.P.C.  218 ;  L.R.  (1896) 

A.C.  199)  ;  Rose  v.  Loftus  (47  L.J.  Ch.  576) ;  Welch  v.  Knott  (4  K.  &  J.  747) ; 

Lever  Brothers^.  Bedington  (16  R.P.C.  3) ;  B.  v.  M' Evilly  (2  New  Irish  Jurist  116). 

Judgment  was  reserved,  and  delivered  on  the  18th  of  July  1903. 

PORTBR,  M.R. — The  difQculty  in  this  case  (and  it  is  a  difficult  one)  arises 

55.  trom  the  circumstance  that  there  is  no  proof  of  an  actual  intention  to  deceive  - 
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purchasers  or  the  public,  and  that  there  is  no  proof  of  anyone  having  been,  in  fact, 
deceiyed  by  the  Defendants'  use  of  bottles  bearing  the  Plaintiffs'  distinctive  Trade 
Mark ;  while,  further,  the  Defendants  in  this  and  the  other  cases  assert  a  right 
to  use  bottles  stamped  or  moulded  with  the  Plaintiffs'  name  and  mark,  by 
reason  of  what  they  consider  unfair  and  unreasonable  treatment  by  the  Dublin  5 
mineral  water  manufacturers  in  declining  to  exchange  bottles  with  the 
Limerick  traders.  The  Dublin  merchants  charge  for  bottles  in  their  invoices 
to  country  customers,  and  credit  the  amount  when  they  are  returned  ;  but  will 
not  accept  the  bottles  of  Limerick  manufacturers.  In  Limerick  the  practice  is 
different.  The  Limerick  makers  do  not  charge  for  bottles,  but  get  back  empties  10 
from  their  customers ;  and  they  say  that  if  th^y  refused  to  take  empty  bottles, 
however  branded,  the  customer  would  "  hail  another  van,"  and  deal  elsewhere, 
with  the  result  that  their  business  would  be  heavily  handicapped,  if  not 
destroyed. 

With  the  mode  in  which  traders  in  Dublin  or  Limerick  choose  to  do  business  15 
I  have,  of  course,  nothing  to  do  directly.  No  one  need  deal  with  them  who 
does  not  like  the  terms  ;  but,  as  I  understand  the  way  Mr.  O'Brien  used  this 
controversy,  it  was  to  show  that  his  clients  were  driven  to  use  any  bottles  they 
could  get,  and  did  use  them,  however  branded,  not  because  of  the  brand,  but 
because,  if  they  discriminated  between  bottles  bearing  the  Plaintiffs'  Trade  20 
Mark  and  other  bottles,  they  would  soon  accumulate  a  stock  of  bottles  quite 
worthless  to  them,  and  would  be  ruined  by  having  to  buy  new  ones  in  their 
place.  This  was  relied  on  as  negativing  any  fraudulent  intent,  and  amounting 
to  proof  of  "  innocence  "  on  the  Defendants'  part. 

Now  it  is  settled,  notwithstanding  some  rather  ambiguous  expressions  uaed  25 
by  OrantluLtn,  J.,  in  the  case  of  Christie  v.  Cooper  (L.R.  (1900)  2  Q.B.D.  522), 
that  the  word  *^  innocently "  in  the  second  section  of  the  Merchandise  Marks 
Act,  1887,  does  not  necessarily  mean  an  absence  of  an  intention  to  defraud 
purchasers.    The  goods  sold  may  be  equal,  or  superior,  to  those  to  which  the 
Trade  Mark  lawfully  belongs.    The  purchaser  may  even  buy  with  knowledge  30 
that  the  brand  was  false,  and  with  the  intention  of  gaining  thereby,  by  disposing 
of  the  goods  at  a  large  profit.    In  such  a  case,  he  would  not  be  defrauded  ;  yet 
the  sale  to  him  would  .not  be  "  innocent."    To  prove  innocence,  the  vendor 
must  show  that  he  was  not  aware  that  he  was  violating  the  Act  of  Parliament, 
which  says  (50  &  51  Vic.  c.  28,  section  2,  subsection  2),  that  a  man  shall  not  sell,  35 
or  have  in  his  possession  for  sale,  any  goods  or  things  to  which  any  forged  Trade 
Mark,  or  false  trade  description  is  applied,  unless  he  proves,  *'*'  (a)  that  having 
'^  taken  all  reasonable  precautions  against  committing  an  offence  under  this  Act, 
^^  he  had,  at  the  time  of  the  commission  of  the  alleged  offence,  no  reason  to 
'*  suspect  the  genuineness  of  the  Trade  Mark,  mark,  or  trade  description  ;  and  40 
^'  (6),  that  on  demand  made  by  or  on  behalf  of  the  prosecutor  he  gave  all 
^'  the  information  in  his  power  with  respect  to  the  persons  from  whom   he 
^'  obtained  such  goods  or  things ;  or  (c),  that  otherwise  he  had  acted  innocently." 
The  *^  innocence  "  of  the  person  selling,  if  he  be  innocent,  is  for  him  to  prove. 

In  the  present  case  that  which  is  relied  on  as  a  defence  is  the  fact  that  the  45 
Defendant,  in  each  instance,  placed  his  own  labels  upon  the  bottles,  each  label 
containing,  besides  the  designation  of  the  precise  liquid  contents,  the  Defendant's 
name  and  address ;  and  he  said  (truly  enough,  I  think)  that  a  person  who  read 
the  label  would  not  suppose  that  the  contents  were  the  manufacture  of 
Thwaites.  But  everyone  does  not  read  the  labels.  They  are  liable  to  fall  off  50 
by  accident ;  and,  besides,  an  unprincipled  person  could  easily  remove  them 
altogether.  There  was  a  statement  by  a  witness  that  it  would  require  twenty 
minutes  to  remove  a  label.  It  could  be  done,  I  think,  quite  easily  in  two.  If 
some  dozens  of  bottles  were  placed  in  water  the  labels  would  very  soon  drop 
off.    But  even  if  it  required  20  minutes  to  get  them  off,  what  is  that  ?  55 
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Again,  even  if  the  label  is  not  interfered  with,  the  bottle  can  be  so  placed  on 

shelf  or  counter  that  the  label  shall  be  at  the  back,  and  so  hidden,  while  the 

branded  Trade  Mark  will  be  exposed  to  the  customer's  view.    Anyone  can  try 

this  for  himself,  by  simply  turning  the  bottle  round,  with  the  label  at  the  back. 

5       The  labels  used  by  the  Defendants  in  this  case  are  of  ordinary  size  and 

appearance ;  and  there  is  no  evidence  that  they  were  used,  or  could  be  used,  so 

as  to  cover  by  the  Defendants'  name  the  Trade  Mark,  as  was  suggested  by 

Sir  George  Jessel  in  Barrett  v.  Oomm  (Sebastian,  page  144 ;  74  L.T.  (Journal) 

388).    Indeed  they  could  not  be  so  used.    The  fact  is  that  the  Defendants  here 

10  have  sold  their  own  manufacture  in  bottles,  bearing  in  permanent  shape  the 

Plaintiffs'  name  and  trade  mark,  though  also  bearing,  at  the  dme  of  sale«  the 

Defendants'  name  on  a  label  attached  by  gum  or  paste.    That  is,  each  bottle 

when  sold  bore  two  trade  descriptions,  one  true,  and  the  other  not  true.    This 

practice  has  been  persevered  in,  after  warning  by  cautionary  notices,  and,  in 

15  M*EviUy'8  case,  after  prosecution  and  conviction  in  the  Police  Court,  appeal  to 

the  Quarter  Sessions,  and  confirmation  of  the  conviction  on  a  case  stated  for 

the  Court  for   Crown    Cases  Reserved  (2nd  Irish  Jurist,  New  Series).    It 

cannot  be  doubted  that  each  such  bottle  bore  a  "false  trade  description." 

Suppose  no  label  were  put  on,  there  is  no  doubt  that  there  would  have  been  an 

30  offence. 

An  excuse,  rather  suggested  than  relied  on,  was  that,  in  the  hurry  of  business, 
it  would  be  impossible  to  examine  the  empties,  and  that  so  bottles  bearing  the 
Plaintiffs'  Trade  Mark  would  be  liable  to  be  accepted  by  or  for  the  Defendants, 
per  incuriam.  Even  if  so,  that  would  not  justify  their  being  re-filled  and 
25  isBued  again  ;  but  this  is  not  so,  for  the  bottles  taken  from  customers  are  examined, 
to  some  extent  at  least.  Broken  or  injured  bottles  are  not  accepted,  and  the 
most  cursory  examination  would  show  whether  they  had  the  mould  of  the 
Plaintiffs'  brand.    A  blind  man  could  tell  that. 

In  Rose  v.  Lo/tus  (47  L.J.  Ch.  576)  only  one  act  of  user  of  bottles  bearing  the 
30  Plaintiff's  Trade  Mark  was  established,  being  in  respect  of  four  dozen  of  lime 
juice,  placed  in  bottles  moulded  with  the  Plaintiff's  registered  device  and  name, 
but  bearing  the  Defendant's  name  on  a  label.    The  Defendant  gave  an  under- 
taking not  to  repeat  the  act.    Fraud  was  alleged,  but  disproved  ;  and,  under  all 
the  circumstances,  Matins^  V.C.,   accepted    the    undertaking,   instead  of  an 
35  injunction,  and  did  not  award  any  costs,  the  Defendant  having  admitted  the 
facts  on  which  Plaintiff  relied,  and  none  other  being  proved.    If  the  Defendant 
had  asserted  a  right  to  use  Boae's  bottles  as  often  as  he  pleased  for  his  own 
goods,  and  announced  his  determination  to  do  so,  the  result  would  have  been 
materially  different.    As  it  is,  the  case  is  an  authority  in  favour  of  the  Plaintiffs, 
40  unless  there  l>e  some  substantial  difference  between  the  law  applicable  to  lime 
juice  and  that  applicable  to  soda  water,  or  their  respective  bottles.    No  doubt 
the  bottles  are  different,  but  tliat  is  only  a  question  of  degree. 

Welch  V.  Knott  (4  K.  &  J.  747)  was  decided  in  1857,  and  of  course  before  the 
Statute.  It  was,  therefore,  a  question  of  passing  off  the  Defendant's  goods  as 
45  those  of  the  Plaintiff,  who  traded  as  Schtveppe  A  Go.  Lord  Hoitherley  held,  on 
the  evidence,  that  there  was  no  user  of  the  bottles  by  the  Defendant  with  the 
intent,  or  with  the  probable  result,  of  misleading  the  public.  It  is  undoubted 
that  the  decision  was  right ;  but  it  is  equally  plain  that  it  is  no  authority  on  a 
Statute  which  defines  the  mischief  aimed  at,  and  which  has  been  decided  to  be 
50  applicable  without  any  attempt  to  deceive  the  public. 

In  Wood  V.  Burgess  (L.R.  24  Q.B.D.  162),  on  a  case  stated  by  a  magistrate,  the 
question  was  ao  follows  :— The  Appellant  and  Respondent  were  both  manufac- 
turers of  mineral  waters.     The  Appellant  sold  his  mineral  waters  in  bottles,  on 
some  of  which  were  moulded  his  name  and  address,  ^  T.  Woody  430,  Hackney 
55  "  Road,"  and  on  others  the  words,  *<*  This  bottle  is  the  prop^y  of  Thojnas 
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"  Woody  430,  Hackney  Road  ;  no  deposit  charged."  A  considerable  number  of 
his  bottles  so  moulded  found  their  way  into  the  possession  of  the  Respondent, 
who  caused  such  bottles  to  be  filled  with  mineral  water  of  his  own  manufacture, 
and  issued  them  so  filled  to  his  customers  ;  but  before  issuing  them  he  caused 
a  paper  label  bearing  his  own  name  to  be  afiixed  to  each  bottle,  in  the  following  5 
form :  "  Burgess's  Lemon,  215,  Brick  Lane,  Bethnal  Green  Road,**  and  the 
delivery  of  such  bottles  was  in  every  case  accompanied  by  an  invoice  or  notice 
to  customers  in  the  following  terms  :  "  Received  from  T.  Burgess^  mineral 
"  water  manufacturer."  He  had  no  authority  from  the  Appellant  to  use  bottles 
bearing  the  Appellant's  name.  In  that  case  there  were  two  Trade  Marks  10 
attached  to  each  bottle— one  the  Plaintiff's  and  the  other  the  Defendant's.  The 
magistrate  found,  as  a  fact,  that  the  name,  "  T.  Wood^''  was  a  false  trade  descrip- 
tion, within  the  meaning  of  section*  3,  subsection  3,  in  this  respect,  that  it  was 
applied  to  goods  which  had  not  been  manufactured  by  the  Appellant ;  and  that 
the  Appellant  had  not  authorized  the  use  of  his  name  ;  but  he  also  found  that  15 
the  Respondent  had  no  intention  to  defraud  his*  customers  by  representing 
his  mineral  waters  to  be  of  the  Appellant's  manufacture,  and  being  of  opinion 
that,  in  the  absence  of  any  intent  to  defraud  the  purchaser,  the  Respondent  had 
^'  acted  innocently  "  within  the  meaning  of  section  2,  subsection  2,  he  dismissed 
the  summons.  The  questions  for  the  opinion  of  the  Court  were,  (1)  **  Whether  20 
^*  the  sale  of  said  mineral  waters  in  bottles  with  the  name  of  another  maHufao- 
"  turer,  without  any  intent  to  defraud  the  purchaser,  was  an  offence  against  the 
'^  Merchandise  Marks  Act  of  1887  ?  (2)  Whether  an  intent  to  defraud  was  a 
"  necessarj^  ingredient  in  the  offence  under  section  2,  subsection  2  ?  (3)  Whether 
^Mhe  words  'acting  innocently,'  in  sobsection  2,  had  any  different  meaning  25 
"  from  the  words  *  without  intent  to  defraud '  in  subsection  1  ?  "  The  case  was 
fully  argued  for  the  Appellant.  No  Counsel  appeared  for  the  Respondent. 
Lord  Coleridge  said  :  "  I  am  of  opinion  that  the  magistrate  was  wrong  in  the 
'  view  which  he  took,  and  that  an  intent  to  defraud  the  purchaser  is  not  a 
"  necessary  ingredient  of  the  offence  charged  "  ;  and  Matheu\  J.,  was  of  the  same  30 
opinion.  Several  states  of  facts,  besides  those  in  subsections  (a)  and  (6),  may 
be  suggested  which  would  render  a  sale  under  a  false  Trade  Mark  innocent,  e,g.^ 
if  the  vendor  bond  fide  believed  that  he  had  the  authority  and  consent  of  the 
owner  of  the  Trade  Mark,  or  if,  in  spite  of  all  reasonable  precautions,  a  sale  had 
taken  place  of  a  bottle,  or  even  a  few  bottles,  bearing  a  Trade  Mark,  but  35 
not  believed  or  suspected  to  bear  it.  Possibly  even  a  reasonable  belief  that 
the  Trade  Mark  had  been  abandoned,  or  assigned  to  some  one  who  did  not 
intend  to  use  it,  or  the  like,  might  amount  to  innocence  in  its  use  within  the 
Act.  But  where  a  man  knows  that  another  is  the  owner  of  a  Trade  Mark, 
and  he  intentionally  uses  it  by  applying  it  to  his  own  goods,  from  motives  of  40 
personal  convenience  or  profit,  I  am  of  opinion  that  he  cannot,  under  the  Statute, 
claim  immunity  on  the  ground  of  innocence. 

In  Coppen  v.  Moore,  No.  2  (L.K.  (1898)  2  Q.B.D.  306),  it  was  held  by  a 
Divisional  Court  that  a  master  was,  under  this  Statute,  criminally  answerable 
for  the  acts  of  his  servant,  acting  within  the  general  scope  of  his  employment,  45 
although  contrary  to  the  master's  proved  orders,  unless  the  master  shows  that 
he  has  done  all  that  was  reasonably  possible  to  prevent  the  offence.  The 
magistrate  had  convicted.  Lord  Russell  of  Killowen  said  :  **  In  answer,  then, 
*'  to  the  question  which  alone  is  put  to  us,  namely,  whether,  upon  the  facts 
^'  stated,  the  decision  of  the  magistrate  was  in  point  of  law  correct,  our  answer  50 
'^  is  that,  in  our  judgment,  it  was.  When  the  scope  and  object  of  the  Act  are 
•*  borne  in  mind,  any  other  conclusion  would  to  a  large  extent  render  the  Act 
**  ineffective  for  its  avowed  purposes.  The  circumstances  of  the  present  case 
'*  afford  a  convenient  .illustration  of  this.  The  Appellant,  under  the  style  of 
'*  the  'London  Supply  Stores,'  carries  on  an  extensive  business  as  a  grocer  and  55 
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**  provision  dealer,  having,  it  appears,  six  shops  or  branch  establishments,  and 
^^  having  also  a  wholesale  warehouse.  It  is  obvious  that  if  sales  with  false  trade 
^  descriptions  could  be  carried  out  in  these  est-ablishments,  with  impunity 
^  80  far  as  the  principal  is  concerned,  the  Act  would  to  a  large  extent  be 
5  **  nugatory.  We  conceive  the  effect  of  the  Act  to  be  to  make  the  master  or 
'^  principal  liable  oriminally,  as  he  is  already  by  law  civilly,  for  the  acts  of  his 
^*  agents  and  servants,  in  all  cases  wichin  the  sections  with  which  we  are  dealing, 
^^  where  the  conduct  constituting  the  offence  was  pursued  by  such  servants 
^  within  the  scope  or  in  the  course  of  their  employment ;  subject  to  this,  that 

10  "  the  master  or  principal  may  be  relieved  from  criminal  reponsibility  where  he 
^'  can  prove  that  he  had  acted  in  good  faith,  and  had  done  all  that  was  reasonably 
^^  possible  to  do  to  prevent  the  commission  by  his  agents  and  servants  of 
*'  offences  against  the  Act.  The  result,  therefore,  is  that  the  conviction  will 
**  be  affirmed  and  with  costs  " 

15  The  case  of  ChHstie  v.  Cooper  (L.R.  (1900)  2  Q.B.  522)  has,  I  think,  been 
somewhat  misunderstood.  In  the  case  stated,  the  magistrate  used  the  following 
language  :  ^^  Since  the  object  of  section  2,  subsection  2,  was  to  prevent  the  sale 
"  of  goods  to  which  any  forged  Trade  Mark  is  applied,  Messrs.  Christie^  Manson^ 
*^  and  Woods  could  not  rely  upon  subsection  (c)  as  a  defence,  unless  they  had 

20  '*  been  innocent  of  any  knowledge  or  reasonable  ground  of  suspicion  at  the 
^*  time  of  sale  that  the  Trade  Mark  was  in  fact  forged ;  and  their  state 
^'  of  mind  towards  the  purchaser  was  immaterial  for  this  offence.''  He 
accordingly  convicted  them,  and  stated  the  case  for  the  opinion  of  the 
Court.      Both  tbe  Judges  who  tried  the  case  held — and  I  think  rightly,  if 

25  I  in^s^y  be  allowed  to  say  so — ^that  this  opinion  of  the  magistrate  upon  the 
section  was  wrong,  or  at  least  too  narrow,  because  it. deprived  subsection 
2  (c),  of  any  operation  by  construing  it  as  identical  with  (a).  It  is  plainly 
meant  to  include  cases  not  within  (a).  Mr.  Justice  Grantham  thought 
that  it  followed  that  the  conviction  should  be  quashed.    Mr.  Justice  Channell 

30  doubted  whether  the  case  should  not  be  sent  back  to  the  magistrate  for  further 
consideration,  but  yielded  his  opinion  on  that  point.  I  think  perhaps  his  view 
on  this  point  was  the  right  one.  At  any  rate,  his  construction  of  the  Statute 
appears  to  me  to  be  sound.  He  says  (page  528)  :  ^'  The  magistrate  held  that 
**'  they  could  not  be  said  to  have  acted  innocently  unless  they  could  show  that 

35  *^  they  had  been  innocent  of  any  knowledge  or  reasonable  ground  of  suspicion, 
'^  at  the  time  of  the  sale,  that  the  Trade  Mark  was  in  fact  a  forged  Trade  Mark. 
"  That  cannot  be  right ;  for,  as  pointed  out  by  my  brother  Grantham^  that  is 
**  the  gist  of  subsection  (a),  and  subsection  (c)  goes  on  to  say  that  ^  otherwise  he 
^^ '  had  acted  innocently.'     That  assumes  that  there  must  be  other  cases  of 

40  ^*  innocence,  besides  absence  of  knowledge  or  of  suspicion.  The  result  is,  as  it 
^*  seems  to  me,  that  it  is  open  to  the  Defendant  to  set  up,  under  subsection  (c), 
'^  any  absence  of  meiis  rea.  It  seems  to.  have  been  contended  before  the 
**  magistrate  that  the  state  of  mind  of  the  seller  to  the  purchaser  was  material, 
*^  as  regards  a  prosecution  for  this  ott'ence,  and  that  in  order  to  establish  his 

45  *^  innocence  it  was  sufficient  for  him  to  show  that  he  did  not  intend  to  defraud 
**  the  purchaser.  That  seems  to  me  to  have  been  a  false  point.  The  innocence 
'*  contemplated  by  the  statute  is  innocence  of  any  intention  to  infringe  the  Act 
^^  of  Parliament ;  and  that  is  the  point  which,  we  think,  the  magistrate  ought  to 
*^  have  considered.    It  seems  to  me  quite  clear  that  there  may  be  innocence  of 

50  **  any  intention  to  infringe  the  Act,  even  although  there  may  be  suspicion  of 

"  the  genuineness  of  the  article  or  Trade    Mark.    That  is  what  the  word 

^  '  otherwise '  means,  as  I  think.    That  being  so,  it  seems  to  me  that  the 

**  decision  of  the  magistrate  proceeded  on  a  wrong  ground." 

While  recognising  the  honesty  of  purpose  shown  by  Messrs.  Christie^  it 

55  would  rather  appear  to  me  that  a  strict  interpretation  of  the  Statute  might  have 
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led  to  a  conclusion,  generally  applicable,  that  if  a  man  has  goods,  marked  with 
a  Trade  Mark  false  in  fact,  he  is  liable  to  a  penalty,  unless  he  afOrmatively 
proves  (a),  {h\  or  {c)  ;  and  that  if  he  has  reason  to  suspect  the  genuineship  of 
the  trade  description,  his  course  is  not  to  sell  the  goods,  or  keep  them  for  sale. 
I  do  not  see  what  evidence  of  '' innocence,**  in  a  legal  sense,  was  given  or  5 
alleged  in  that  case,  if  it  were  not  innocence  of  an  intent  to  defraud  purchasers, 
which  is  not  enough. 

Starey  Y.  Ghilworth  Gunpowder  Company  (L.R.  24  Q.B.D.  90)  is  a  strong 
case.  It  decides  that  a  contractor,  bound  to  supply  gunpowder  of  a  particular 
quality,  and  of  his  own  manufacture,  and  who,  being  unable  to  produce  it  10 
himself,  got  it  from  another  maker,  and  supplied  it  as  his  own  manufacture, 
although  he  had  every  reason  to  believe,  and  though  in  fact  it  was,  of  as  good  a 
quality  as  his  own  manufacture,  was  liable. 

I  do  not  refer  at  length  to  the  case  of  R.  v.  M^Evilly^  the  present  Defendant, 
(2  New  Irish  Jurist  116)  because  it  is  suggested  on  his  behalf  that  the  precise  15 
point  was  not  reserved  for  the  Court  of  Criminal  Appeal.  It  is  clear,  however, 
that  that  case  was  decided  on  facts  really  admitted,  one  of  them  being  that  a 
false  trade  name  was  applied  to  the  Defendant's  goods,  that  being  the  only 
question  which,  it  was  suggested,  was  open  and  covered  by  the  case  stated. 

The  result  Is  that,  in  my  opinion,  the  Defendant  has  not  shown  that  he  acted  20 
'^  innocently,"  within  the  meaning  of  the  Statute ;  and  as  he,  and  the  Defendants 
in  the  other  cases,  have  justified  what  they  have  done,  and  stated  that  tiliey 
intend  to  continue  to  act  as  heretofore,  there  musf  be  an  injunction  in  each 
case  with  costs.  If  there  is  any  hardship  in  the  law,  they  have  the  remedy  in 
their  own  hands,  by  simply  refusing  to  receive  as  empties  any  bottles  bearing  25 
the  Plaintiffs'  brand. 

Bloodj  K.C.,  for  the  Plaintiffs,  waived  an  account  of  profits. 
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In  the  House  op  Lords. 

Present :  The  Lord  Chancellor  and  Lords  Sha.nd,  Davby,  and 
«  Robertson. 

May  1st,  4th,  5th,  7th,  and  8th,  and  August  7th,  1903. 

5  Chamberlain  and  Hookham,  Ld:  r.  Mayor,  Aldermen,  and  Burgesses 

of  the  Borough  of  Bradford. 

Patent — Action  for  infringement. — Infringement  not  found. 

The  oumers  of  a  Patent  for  "  Improvements  in  electricity  meters^  parts  of 
"  which  improvements  are  applicable  to  dynamo  electric  generators  and  motors^^ 

10  sued  the  Mayor,  &o.  of  Bradford  for  infringement.  The  Defendants  pleaded 
non-infringementy  and  alleged  that  the  Patent  was  invalid  by  reason  of 
insufficiencyy  want  of  utility^  prior  publication^  and  discanformity.  Held,  at 
the  trialj  that  the  Defendants  had  not  infringed.  The  Plaintijffh  appealed  to 
the  Court  of  Appeal.    Held,  on  appeal^  that  the  Defendants  had  not  infringed. 

15  The  Plaintiffs  appealed  to  the  House  of  Lords. 

Held,  that  the  Defendants  had  not  infringed.  The  appeal  was  dismissed  with 
costs. 

On  the  2lBt  of  March  1887,  Letters  Patent  (No.  4225**  of  1887)  were  granted 
to  George  Hookham  for  •*  Improvements  in  electricity  meters,  parts  of  which 

20  ^^  improvements  are  applicable  to  dynamo  electric  generators  and  motors.*' 

The  Complete  Specification,  which  was  amendec^  was,  as  finally  amended,  as 
follows,  the  final  amendments  being  shown  in  erased  and  italic  type  : — *'  My 
^'  invention  consists  of  the  improvements  hereinafter  described  in  electricity 
'^  meters,  parts  of  the  said  improvements,  as  hereinafter  pointed  out,  being  also 

25  ^'  applicable  to  dynamo-electric  generators  and  motors. 

*^  I  will  describe  my  invention  as  applied  to  an  electricity  meter.  My  said 
'^  electricity  meter  consists  essentially  of  an  electro  motor  with  constant  or 
*^  nearly  constant  field,  the  armature  carrying  the  curreat  to  be  metered  and  an 
*'  electric  brake  consisting  of  a  mass  of  metal  in  the  form  of  a  disc,  cylinder  or 

30  **  other  figure  of  rotation,  rotating  in  a  magnetic  field  in  such  a  manner  as  to 
"  have  *  eddy  '  or  so  called  '  Foucalt '  currents  generated  in  it.  When  all  other 
'*  work  done  by  the  motor  is  negligible  compared  with  that  done  against '  eddy  * 
"  currents  the  speed  of  rotation  of  its  armature  is  directly  proportional  to  the 
"  armature  current.    The  electro  motor  may  be  of  any  of  the  ordinary  forms 

35  ''  now  in  use.  It  may  for  instance  have  a  drum,  ring  or  disc  armature.  Or  it 
^'  may  consist  of  a  simple  solid  disc  or  cylinder  rotating  between  magnetic  poles. 
^^  In  the  latter  case  however  I  may  use  two  thicknesses  of  metal  in  the  disc  or 
*<  cylinder,  the  one  carrying  the  current  to  be  measured  being  insulated  from 
**  the  other  except  near  the  centre    And  in  order  to  confine  the  current  to  a 

40  **  narrow  field  the  said  disc  or  cylinder  may  be  slit  in  directions  at  right  angles 
^'  to  the  motion  in  the  field  ;  or  instead  of  a  disc  or  cylinder  so  slit,  insulated 
<*  wijres  or  metal  strips  may  be  used.  The  electrio  brake  may  be  formed  by  the 
^'  armature  itself  or  it  may  be  atta^ed  to  the  armature  so  as  to  rotate  in  the 

3  K 
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^*  same  field,  or  it  may  be  independent  of  the  armatnre  and  rotate  in  a  separate 
**  field  ;  or  a  separate  brake  may  be  used  in  addition  to  an  ,armature  brake.  In 
"  order  that  other  work  done  by  the  motor  may  be  very  small  compared  with 
*'  the  work  done  on  the  electric  brake,  special  means  to  reduce  Action  are 
'^  adopted.  If  the  axis  of  the  motor  armatnre  is  horizontal,  the  spindle  is  5 
"  supported  on  anti-friction  wheels  and  if  vertical  or  nearly  vertical  on  hardened 
"  points  and  in  both  cases  I  use  mercury  contacts  or  commutators  where 
*'  practicable.  If  the  spindle  of  the  motor  is  hori^ntal  I  form  a  double  or 
*'  divided  commutator  consisting  of  two  sets  of  insulated  spokes  or  projections 
"  placed  side  by  side  each  set  dipping  into  a  mercury  trough  the  mercury  10 
^'  troughs  being  connected  one  with  each  terminal  of  the  machine.  Each  com- 
''  mutator  spoke  is  put  in  connection  with  the  one  opposite  to  it  on  the  other 
^^  half  of  the  double  commutator  so  that  the  mercury  troughs  though  both  on 
^*  the  same  side  act  as  ordinary  brushes  act  when  placed  on  opposite  sides  of  the 
'*  commutator.  If  the  spindle  is  vertical  I  take  advantage  of  the  high  surface  15 
**  tension  of  mercury  in  virtue  of  which  it  may  be  made  to  stand  above  the  level 
"  of  the  vessel  containing  it.  The  ends  of  wires  or  metallic  strips  from  the 
^^  vertical  armature  can  thus  cut  the  mercury  without  touching  the  vessel. 

"  When  I  use  a  motor  consisting  of  a  simple  solid  disc  or  cylinder  I  may  in 
^^  order  to  economise  magnetising  force,  corrugate  the  disc  or  cylinder  in  20 
**  concentric  rings  and  form  the  magnet  poles  to  correspond  and  thereby  not 
**  only  lessen  the  resistance  of  the  non-magnetic  space  but  also  increase  the 
*^  efficiency  of  the  driving  current.  If  in  any  case  it  is  found  impracticable  to 
"  render  friction  or  other  disturbing  causes  inappreciable  I  may  *  oompound- 
*^  *'  wind  *  the  magnets  or  armature  of  the  motor  or  if  it  is  separate  of  the  electric  25 
"  brake. 

<'  In  cases  where  iron  is  used  in  the  armature  or  the  electric  brake,  I  may  so 
"  dispose  the  magnets  as  to  counteract  or  partially  counteract  gravity  and 
'*  thereby  lessen  friction.  For  alternating  currents  the  magnet  cores  and  if  of 
^'  iron  the  armature  core  must  be  finally  divided  into  wires  or  metal  strips.  30 

**  The  rotations  of  the  axis  of  the  armature  of  the  meter  are  registered  by 
"  means  of  counting  apparatus  of  an  ordinary  type. 

^'  The  double  commutator  and  the  corrugation  of  the  disc  or  cylinder  and  pole 
"  pieces  herein  before  described  are  applicable  to  tiynamo  electric  generators 
**  and  motors.  35 

"  Having  described  the  nature  of  my  said  invention  I  will  proceed  to  describe 
^  with  reference  to  the  accompanying  drawings  the  manner  is  which  the  same  is 
"  to  be  performed.  Figure  1  represents  in  side  elevation  an  electricity  meter 
**  constructed  according  to  one  form  of  my  invention ;  Figure  2  represents  a 
*<  plan  of  the  same  ;  Figure  3  is  an  end  elevation  of  the  same  partly  in  section  40 
<*  taken  at  the  commutator  end  and  Figure  4  is  an  elevation  of  the  opposite  end  ; 
**'  Figure  5  represents  the  armature  in  elevation  and  Figure  6  is  a  diagram 
"  illustrating  the  course  of  the  electrical  current  as  hereinafter  explained.  The 
^*'  armature  consists  of  a  series  of  metallic  sectors  marked  respectively  1  to  16 
'*  both  inclusive  in  Figure  5.  These  sectors  make  up  a  circular  disc  with  radial  4$ 
"  slits  by  which  slits  the  said  sectors  are  electrically  insulated  from  one  another. 
^*  These  sectors  do  not  extend  to  the  axis  a  of  the  machine  as  seen  in  Figure  5. 
**  The  said  sectors  are  carried  by  the  circular  disc  b  which  is  mounted  on  the 
**  axis  a  and  constitutes  the  brake  of  the  meter  as  hereinafter  explained.  The 
**  sectors  are  connected  to  the  disc  or  brake  b  by  means  of  the  pins  or  pegs  c  50 
"  made  of  ivory  or  wood  or  other  insulating  material.  Between  the  brake  b 
**  and  the  sectors  is  a  disc  of  brown  paper  d  by  which  the  said  sectors  are 
*^  electrically  insulated  from  the  brake  b ;  e  is  the  magnet  between  the  pole 
**  pieces/ and  g  of  which  the  armature  and  brake  b  rotate.  The  sectors  are 
^<  dectrically  connected  with  each  other  in  the  manner  best  seen  in  Figure  5.  56 
^*  The  connections  are  effected   by    flat  wires  or  bands   of  copper  covered 
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^  with  silk  ribbon  or  other  insulating  material  and  are  carefully  insulated 
"  from  one  another.  The  sector  marked  1  is  connected  to  the  sector 
•*  marked  8  by  the  outer  band  h  one  end  of  which  is  soldered  to  the 
^'  sector  1  and  the  other  end  is  soldered  to  the  sector  8.     The  inner  end  of 

5  "  the  sector  8  is  electrically  connected  by  the  inner  band  h^  to  the  inner  end  of 
"  the  sector  15.  By  tmcing  the  several  outer  and  inner  bands,  it  will  be  seen 
"  that  the  several  sectors  are  connected  in  the  following  manner.  The  sector  1 
"  is  connected  to  the  sector  8  and  the  sector  8  to  the  sector  15.  The  sector  15  is 
"  connected  to  the  sector  6  and  the  sector  6  to  the  sector  13.    The  sector  13  is 

10  "  connected  to  the  sector  4  and  the  sector  4  to  the  sector  11.  The  sector  11  is 
"  connected  to  the  sector  2  and  the  sector  2  to  the  sector  9.  The  sector  9 
'*  is  connected  to  the  sector  16  and  the  sector  16  to  the  sector  7.  The  sector  7  is 
**  connected  to  the  sector  14  and  the  sector  14  to  the  sector  5.  The  sector  5  is 
"  connected  to  the  sector  12  and  the  sector  12  to  the  sector  3.    The  sector  3 

15  "  is  connected  to  the  sector  10  and  the  sector  10  to  the  sector  1. 

"  Referring  to  Figure  5  I  will  assume  that  the  sectors  7  to  13  are  for  the 
^^  moment  situated  between  the  pole  pieces /and  g  Figure  1 ;  that  is,  are  in  a 
"  strong  magnetic  field.  By  tracing  an  electric  current  entering  at  the  inner  or 
'^  small  end  of  the  sector  14  it  will  be  seen,  as  indicated  by  the  arrow  head,  that 

20  "  the  said  current  in  part  passes  to  the  marginal  end  of  the  said  sector  14  and 
"  in  part  passes  to  the  inner  end  of  the  sector  5.  I  will  first  indicate  the  path 
'^  of  the  current  which  passes  to  the  marginal  part  of  the  sector  14.  The  said 
"  current  passes  from  the  sector  14  to  tlie  sector  7  the  current  in  the  said  sector  7 
^^  travelling  inwards  that  is  from  the  marginal  part  to  the  central  or  inner  part 

25  "  and  then  by  the  inner  connection  of  the  said  sector  7  it  passes  to  the  inner 
"  part  of  the  sector  16  where  it  travels  outwards.  By  the  outer  connection 
'*  of  the  sector  16  the  current  passes  to  the  outer  or  marginal  part  of  the  sector  9, 
"  in  which  sector  the  current  travels  inwards.  By  pursuing  this  part  of  the 
**  current  it  will  be  found  that  it  travels  outwards  in  the  sectors  14, 16,  2  and  4 

30  **  and  that  it  travels  inwards  in  the  sectors  7,  9, 11  and  13  which  latter  namely 
"  7,  9, 11  and  13  are  in  the  magnetic  field,  while  the  sectors  14,  16,  2  and  4 
"  carrying  the  outward  currents  are  out  of  the  magnetic  field.  I  will  now 
"  indicate  the  path  of  that  part  of  the  current  entering  the  sector  14  which  part 
*'  of  the  current  pisses  by  the  inner  connection  of  the  sector  14  to  the  inner  end 

35  *'  of  the  sector  5,  in  which  sector  it  travels  outwards.  From  the  sector  5  the 
"  current  passes  to  the  marginal  end  of  the  sector  12,  in  which  sector  12  it 
"  travels  inwards.  By  means  of  the  inner  connection  of  the  sector  12  the 
"  current  passes  to  the  inner  end  of  the  sector  3  in  which  it  travels  outwards. 
*•  By  further  tracing  this  part  of  the  current  it  will  be  seen  that  it  passes  out- 

40  ^'  wards  in  the  sectors  5,  3, 1  and  15  and  passes  inwards  in  the  sectors  12,  10,  8 
"  and  6.  It  will  thus  be  seen  that  in  the  sectors  7,  8,  9,  10,  11,  12  and  13 
"  which  are  all  in  the  magnetic  field  the  currents  are  all  passing  in  the  same 
^  direction  namely  inwards  and  that  all  the  currents  in  the  other  sectors 
"  excepting  sector  6  pass  outwards  and  are  outside  the  magnetic  field.    The 

45  *'  result  is  that  the  sectors  7,  8,  9,  10, 11, 12  and  13  are  urged  from  between  the 
"  pole  pieces  /  and  g  of  the  electro  magnet  e  communicating  a  rotary  motion  to 
'*  the  axis  a  of  tlie  armature.  As  the  armature  rotates  the  sectors  which  were 
'"  in  the  magnetic  field,  and  were  traversed  by  currents  travelling  inwards  pass 
"  in  succession  out  of  the  magnetic  field  when  the  direction  of  the  currents  in 

50  "  them  is  changed  by  the  commutator  as  hereinafter  explained  and  the  sectors 
*'  coming  into  the  magnetic  field  also  have  the  direction  of  their  currents 
"  changed  from  oatwards  to  inwards  by  the  action  of  the  commutator.  The 
"  normal  state  of  the  currents  in  the  sectors  is  illustrated  by  the  diagram  Figure  6 
^*  by  which  diagram  it  will  be  seen  that  the  curi*ent  in  eight  of  the  sectors  is 

55  **  fiowing  in  one  direction  and  that  the  current  on  the  other  eight  is  fiowing  in 
*'  the  opposite  direction.    The  line  6f  cqmmutation  is  majrked  A,  A  and  it  will 
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''  be  noted  that  all  the  cnnents  on  the  right  of  the  line  will  be  flowing  inwards 
**  as  indicated  by  the  arrow  heads  and  all  the  currents  on  the  left  of  the  line  are 
^^  flowing  outwards.  In  the  said  diagram  Figure  6  the  path  of  the  current  is 
**  represented  in  part  in  continuous  and  in  part  in  dotted  lines  by  which  method 
*'  of  indication  the  path  of  the  current  will  be  the  more  readily  traced.  5 

"  The  commutator  consists  of  two  series  of  insulated  sectors  y,  k  flxed  a  short 
'^  distance  apart  on  the  apex  a  of  the  armature,  the  marginal  portions  of  the 
"  several  sectors  dipping  in  turn  as  the  axis  a  rotates  in  the  mercury  troughs 
"  ly  m  respectively.  The  series  of  sectors  y,  k  exactly  resemble  in  their  action 
*'  an  ordinary  commutator  the  highest  and  lowest  sectors  respectively  carrying  10 
"  the  incoming  and  outgoing  current.  But  in  order  to  avoid  the  friction  of  a 
'*  brush  or  spring  upon  the  two  opposite  sectors  and  to  effect  the  transmission 
'^  of  the  current  through  mercury  which  is  practically  frictionless  each  of  the 
"  sectors  of  the  series  j  is  connected  by  one  of  the  wires  p  with  the  sector 
'*  diametrically  opposite  to  it  on  the  series  k  so  that  the  opposite  sectors  of  the  15 
"  series  j  are  respectively  connected  with  the  mercury  in  the  two  troughs  I  and 
"  m.  The  wires  r  and  s  are  the  conductors  by  which  the  electric  current  to  be 
"  metered  is  conveyed  to  and  from  the  meter. 

''  If  for  any  reason  I  desire  to  make  the  axis  of  the  meter  vertical  I  may 
'^  make  use  of  the  high  suiiace  tension  of  mercury  to  form  a  nearly  frictionless  20 
"  commutator  by  means  of  two  cisterns  of  mercury  filled  so  completely  that  the 
^^  surface  of  the  mercury  at  a  little  distance  from  the  side  of  the  vessel  stands 
'^  higher  than  the  edge  of  the  vessel.  In  such  case  the  segments  of  the  com- 
^'  mutator  will  revolve  horizontally  and  then  the  commutator  need  not  be 
'^  divided  but  may  consist  of  horizontal  sectors  moving  in  one  horizontal  plane.  25 

'*  The  brake  consists  of  a  metallic  disc  h  preferably  of  copper  flxed  on  the  axis 
^*'  a  and  consequently  rotating  with  it.  As  the  said  disc  b  travels  between  the 
"  pole  pieces/,  g  electric  currents  (commonly  known  as  'eddy '  or  * Foucauit ' 
*'  currents)  are  generated  in  the  said  disc  b  the  resistance  they  cause  to  the 
'^  motion  of  the  disc  being  proportional  to  its  velocity.  30 

'^  It  is  of  importance  to  increase  as  &r  as  possible  the  magnitude  of  these 
"  eddy  currents.  In  order  to  do  this  I  form  the  pole  pieces /and  g  with  grooves 
*^  in  tiiem  radial  or  nearly  radial  to  the  axis  of  rotation  of  the  armature  as 
'*  shown  in  Figures  1,  2  and  3.  The  said  grooves  increase  the  retarding  action 
'*  of  the  brake  disc  b.  They  may  be  either  made  in  both  of  the  pole  pieces  /  35 
'^  and  g  as  shown  or  only  in  the  pole  piece  /  nearest  the  brake  disc  6.  Though 
*^  these  grooves  are  advantageous  they  are  not  essential  as  both  the  pole  pieces 
"  may  be  without  grooves. 

*'  The  special  means  I  employ  for  reducing  the  friction  of  the  axis  a  on  its 
'*  bearings  to  a  minimum  consists  of  the  arrangement  of  anti-friction  wheels  40 
'*  and  adjuncts  represented  in  the  drawings.  Each  of  the  reduced  ends  of  the 
'<  axis  a  bears  upon  the  summit  of  the  anti-friction  wheel  t  and  the  axis  of  the 
'*  said  wheel  t  bears  upon  the  summits  of  the  wheels  v  and  v^.  The  end  of  the 
*'  axis  a  is  preserved  in  position  on  the  summit  of  the  wheel  ^  that  is,  lateral 
'^  and  end  motion  in  the  said  axis  a  is  prevented  by  the  conical  termination  of  45 
*'  the  said  axis  a  engaging  in  the  V  shaped  vertical  groove  w  as  illustrated  in 
'*  the  detached  detail  of  Figure  I.  The  axes  of  the  wheels/  are  kept  in  position 
"  by  a  similar  arrangement. 

*'*'  The  rate  of  rotation  of  the  axis  a  and  the  current  passing  through  the  meter 
*'  are  measured  by  the  transmission  of  the  rotary  motion  of  the  said  axis  a  to  an  50 
*^  ordinary  indicating  apparatus.  To  effect  this  a  worm  x  is  made  on  the  axis  a 
*^  which  worm  is  geared  with  a  worm  wheel  (not  shown  in  the  drawings)  which 
^  worm  wheel  by  its  rotation  drives  a  train  of  toothed  wheels  the  axes  of  which 
<<  carry  Angers  or  pointers  which  indicate  on  dials  the  amount  of  electric 
*'  current  which  has  passed  through  the  meter. ,  I  do  .not  conflne  myself  to  the  55 
^*  use  of  any  particular  indicating  apparatus. 
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^^  In  order  to  standardise  the  meter  the  strength  of  the  magnetic  field  may  be 
*'  modified  by  varying  the  resistance  of  the  shunt  circnit ;  or  I  may  in  place  of 
^^  or  in  addition  to  varying  the  resistance  of  the  shunt  circnit  partially  short 
"  circuit  the  magnetic  field  by  a  bar  or  bars  of  iron  connecting  the  poles  whose 
5  '*  section  or  proximity  to  the  magnet  can  be  adjusted.  This  method  is  applicable 
**  to  permanent  magnets  whose  field  may  be  increased  at  intervals  if  it  falls  off 
"  by  removing  one  or  more  of  the  iron  bars. 

^'  In  the  meter  I  have  described  and  represented  the  armature  is  divided  into 
«'  sectors  in  order  that  the  current  to  be  measured  may  pass  several  times 

10  **  across  the  magnetic  field  and  the  sensitiveness  of  the  meter  may  be  thereby 
**  proportionately  increased.  I  wish  it  however  to  be  understood  that  I  do  not 
*^  limit  myself  to  the  use  of  an  armature  divided  into  sectors  as  a  continuous 
"  disc  may  be  employed  in  which  the  current  travels  only  between  the  axis  and 
*'  periphery.      This  arrangement    although   inferior  in    sensitiveness  to  the 

15  **  arrangement  described  may  be  conveniently  employed  when  heavy  currents 
'^  are  to  be  measured.  In  the  meter  described  and  represented  the  main  current 
^'  passes  through  the  armature  and  the  shunt  through  the  field  magnet  but 
"  similar  results  may  be  obtained  by  reversing  this  arrangement  in  which  case 
*'  the  use  of  iron  in  the  armature  is  preferable.    In  order  to  enable  the  meter  to 

20  "  measure  current  the  field  must  be  constant  or  else  the  armature  must  be  of 
^'  constant  magnetic  power  and  the  current  to  be  measured  must  in  such  latter 
**  case  pass  round  the  field  magnets.  To  obtain  this  constancy  in  electro 
'^  magnets  they  must  be  saturated  and  the  magnetising  force  and  the  dimensions 
"  of  the  core  must  be  so  proportioned  as  to  secure  this.    The  constancy  of  the 

25  "  field  in  which  the  brake  moves  (in  the  case  in  which  it  moves  in  a  separate 
**  field)  may  be  secured  in  an  analogous  way*  In  electrical  circuits  in  which  the 
"  electro-motive  force  is  practically  constant  this  degree  of  saturation  in  electro- 
<<  magnets  is  not  essential.  Bat  I  prefer  to  have  as  field  magnets  both  of  the 
*'  electro  motor  and  of  the  brake  permanent  magnets  as  they  can  be  made  to  be 

30  "  very  powerful  and  very  constant  by  the  following  means. 

"  In  place  of  electro  magnets  as  described  and  represented  I  prefer  using  for 
'*  smaller  installations  permanent  magnets,  a  number  of  bar  magnets  being  sub- 
*'  stituted  for  the  electro  magnet  represented  in  the  drawings  though  I  may  use 
^<  magnets  of  other  shape  or  configuration  but  in  all  cases  in  which  I  use  per- 

35  '*  manent  magnets  whether  for  the  field  of  the  motor  or  of  the  brake  the  pole 
'^  pieces  should  have  their  surfaces  very  large  compared  with  their  distance 
*^  apart  as  represented  in  the  drawings  so  as  to  form  a  narrow  slit  in  which  the 
^^  disc  armature  revolves.  When  this  is  done  the  permanent  magnets  are 
*'  practically  constant  and  this  arrangement  is  essential  to  the  constancy  of 

40  "'  permanent  magnets  unless  the  disc  is  of  iron  which  is  objectionable  on  other 
'^  grounds.  The  power  and  constancy  of  these  permanent  magnets  are  increased 
"  by  magnetising  them  when  in  position  which  is  easily  done  by  wrapping 
"  wire  round  them  and  passing  a  powerful  current  through  the  coil  so  formed. 
*<  I  prefer  to  make  the  ratio  between  the  area  of  the  pole  pieces  and  the  distance 

45  <*  apart  of  the  said  pole  pieces  at  least  seventy  times  as  great  as  the  ratio  between 
^*  the  sectional  area  of  the  steel  magnets  and  the  length  of  the  said  magnets. 
^'  For  example  if  the  length  of  the  steel  magnet  bars  be  six  inches  and  their 
**  sectional  area  four  square  inches  the  area  of  each  of  the  pole  pieces  may  be 
'^  six  square  inches  and  their  distance  apart  one-eighth  of  an  inch.     Or  the  area 

50  ^^  of  each  of  the  pole  pieces  may  be  three  square  inches  and  their  distance  apart 
'^  one-sixteenth  of  an  inch.  When  these  proportions  are  adopted  a  powerful 
**  and  stable  field  is  obtained. 

^  If  iron  is  used  in  the  armature  however  pure  and  soft  the  said  iron  may  be 
"  there  is  still  a  constant  drag  due  to  the  work  expended  on  magnetisation  and 

55  **  de-magnetisation.  In  such  cases  this  drag  may  be  overcome  by  compound 
^  winding  the  armature  with  a  shunt  current  hs^ving  a  separate  commutator  and 
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brash  arraugemeiits.  This  is  proportioned  so  as  just  to  balance  the  magnetic 
drag  and  enable  the  meter  to  start  with  the  required  (small)  current.  Or  I 
may  pass  the  greater  part  of  the  shunt  circuit  round  the  armature  and  a  small 
part  round  the  magnets  which  in  this  case  are  wound  with  the  thicker 
conductor  carrying  the  current  to  be  metered  the  said  small  part  of  the  shunt 
serving  the  above  mentioned  purpose. 

"  I  have  not  thought  it  necessary  to  represent  an  electricity  meter  in  which 
the  disc  or  cylinder  and  magnetic  poles  are  corrugated  as  I  believe  this 
modification  will  be  understood.  It  is  only  necessary  to  remark  that  the 
corrugations  in  the  disc  or  cylinder  are  concentric  with  the  axis  of  rotation 


10 


and  that  the  corrugations  in  the  pole  pieces  of  the  magnet  or  magnets  are  the 
counterparts  of  those  in  the  disc  or  cylinder.  The  said  corrugations  not  only 
diminish  air  resistance  but  the  increase  in  the  length  of  the  conductor  cutting 
the  field  increases  the  driving  force. 

**  Neither  do  I  think  it  necessary  to  represent  and  describe  a  dynamo  electric  15 
generator  or  motor  having  a  commutator  and  corrugations  as  I  believe  the 
application  of  the  commutator  and  corrugations  to  dynamo-electric  generators 
and  motors  will  be  suflBciently  understood  by  the  description  hereinbefore 
given  of  their  application  to  an  electricity  meter.  Mercury  being  inadmissible 
for  high  speed  dynamos  I  employ  the  ordinary  brushes  but  placed  side  by  20 
side  one  on  each  part  of  the  divided  commutator  the  parts  of  which  are 
connected  as  described  and  represented. 
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**  Although  I  have  described  only  that  form  of  electric  brake  which  I  prefer 
'*  to  employ  yet  I  do  not  limit  myself  to  that  form  as  it  may  be  replaced  by  any 
^  electrical  generating  machine  having  a  constant  field  and  working  on  constant 
*'  resistance  or  stated  generally  by  any  arrangement  involving  the  motion  of  a 
5  "  conductor  relatively  to  a  magnetic  field  the  strength  of  the  field  being  main- 
*•  tained  constant  and  the  current  in  the  conductor  being  proportional  to  the 
**  rate  of  rotation. 

*'  The  armature  itself  may  be  made  to  act  as  an  efficient  brake  and  the  brake 
*^  disc  dispensed  with  by  making  the  sectors  of  thick  copper  and  of  considerable 
10  ^*  breadth  as  compared  with  the  teeth  or  projections  of  the  pole  pieces. 

^^  Although  I  prefer  generally  to  use  only  one  pair  of  poles  I  may  use  a 
^  second  pair  of  similar  poles  symmetrically  disposed  on  tiie  opposite  side  of 
**  the  axis. 


FIG. 3. 
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*'  Having   now  particularly   described  and  ascertained  the  nature  of  my 
15   **  invention  and  the  manner  in  which  the  same  is  to  be  performed  I  declare  that 
"  I  claim  as  my  invention  of  '  Improvements  in  electricity  meters,  part  of  which 
"  *  improvements  are  applicable  to  dynamo  electric  generators  and  motors/ 

"  First — An  electricity  meter  for  measuring  current  consisting  of  an  electro 
^'  motor  with  constant  field  arranged  substantially  as  hereinbefore  described 
:20  '^  ^^^  illustrated  in  the  accompanying  drawings,  the  said  electro  motor  being 
**  combined  with  an  electric  brake  also  moving  in  a  constant  or  nearly  constant 
'*  field  preferably  the  same  field  as  that  in  which  the  armature  rotates  substan- 
^^  tially  as  herein  described  and  illustrated  in  the  accompanying  drawings. 
^^-Sooondly — Componoating  foP"magPotiO"drftg  or  friction  or-both-by  oomponnd 
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^^ywindiQgMQithQjp  tho  dpmfttayo  of  tho  magaotfli — gliirdly  Secondly —In  elec- 
^.trieity  meters  the  obtaining  a  constant  field  either  lor  the  brake  or  the 
^^  armature  or  both  by  the  use  of  electro  magnets  of  such  construction  and 
*^  dimensions  that  they  become  saturated  while  in  use  in  the  circuits  of  the  kind 
**  for  which  they  are  designed  substantially  as  herein  described.  Fourthly  5 
**  Thirdly — In  electricity  meters  the  use  for  the  purpose  of  procuring  a  powerful 
*'  and  constant  magnetic  field  of  permanent  magnets  arranged  as  described  with 
«<  very  large  polar  surfaces  closely  fronting  each  other  so  as  to  form  a  narrow 
^*  slit  in  which  the  disc  armature  re Yolyes  whether  the  same  be  magnetised  in 
^^  position  or  otherwise  and  the  means  described  for  regulating  the  same  when  10 
*'  or  if  necessary  substantially  as  herein  described  and  in  part  illustrated  in  the 
**  accompanying-  drawings;  Fifthly  Fourthly — In  electricity  meters  the  con- 
**  struction  and  arrangement  of  parts  forming  a  divided  commutator  making 
<'  contact  by  means  of  mercury  placed  in  insulated  vessels  substantially  as 
^*  hereinbefore  described  and  illustrated  in  the  accompanying  drawings  and  the  15 
*^  use  of  the  divided  commutor  in  and  in  connection  with  dynamo  machines 
"  or  electro  motors  as  described.  Sixthly  Fifthly — The  construction  and 
*^  arrangement  of  parts  forming  a  commutator  making  contact  by  means  of 
*<  mercury  placed  in  insulated  vessels  the  axis  of  revolution  of  the  commutator 
'^  being  vertical  substantially  as  herein  described.  Sovonthly  Sixthly --Making  20 
*^  grooves  in  the  pole  pieces  of  the  electro  magnet  or  permanent  magnet  of  an 
*'  electricity  meter  for  the  purpose  of  increasing  the  action  of  the  brake  substan- 
*^  tially  as  hereinbefore  described  and  illustrated  in  the  accompanying  drawings. 
^^  Eighthly  Seventhly — The  method  hereinbefore  described  and  illustrated  in 
^'  the  accompanying  drawings  of  combining  the  disc  armature  or  insulated  25 
^*  sectors  with  the  continuous  disc  constituting  the  brake.  Ninthly  Eighthly — 
^*  The  arrangement  and  combination  of  parts  hereinbefore  described  and  illus- 
''  trated  in  the  accompanying  drawings  for  diminishing  the  friction  of  the 
**  rotating  axis  of  the  meter  in  its  bearings.  Tonthly  Ninthly — ^An  electricity 
^*  meter  constructed  substantially  as  herein* described  and  illustrated  in  the  30 
"  accompanying  drawings." 

On  the  20th  of  July  1897  Chamberlain  and  Haokham,  Ld.^  commenced  an 
action  for  infringement  of  this  Patent  against  the  May  or  ^  Aldermen^  and 
Burgesses  of  Bradford. 

By  their  Statement  of  Claim,  delivered  the  3rd  of  August  1897,  the  Plaintiffs  35 
alleged  that  (1)  the  Plaintiffs  were  the  registered  proprietors  of  the  Patent ; 
(2)  the  Defendants  had  infringed  in  manner  by  the  Particulars  of  Breaches 
appearing ;  (3)  in  an  action*  between  the  present  Plaintiffs  and  Johnson  and 
Phillips  as  Defendants,  a  Certificate  that  the  validity  of  the  Patent  had  come 
into  question  was  granted  by  Mr.  Justice  Wills.  The  Plaintiffs  claimed  (1)  au  40 
injunction  ;  (2)  damages,  or  an  account  of  profits ;  (3)  delivery  up  ;  (4)  costs 
as  between  solicitor  and  client ;  (5)  further  or  other  relief. 

The  Particulars  of  Breaches  were  as  follows  : — "  (1)  The  Defendants  had, 
'^  subsequently  to  the  granting  of  the  Plaintiffs*  Letters  Patent,  and  subse- 
^\  quently  to  the  amendment  of  the  said  Letters  Patent  on  the  14th  of  August  45 
^\  1895,  and  prior  to  the  issue  of  the  writ  in  the  action,  used'  electricity  meters 
*'  constructed  in  accordance  with  the  invention  disclosed  in  the  Specification  of 
^*  the  said  Letters  Patent.  (2)  The  electricity  meters  so  used  by  the  Defendants 
^  are  constructed  and  operate  substantially  in  accordance  with  the  invention 
^'  described  in  the  Specification  of  the  Plaintiffs'  said  Letters  Patent,  and  claimed  50 
^^  in  the  first  and  third  claiming  clauses  thereof.  (3)  The  Plaintiffs  in  particular 
''  complain  of  the  use  by  the  Defendants  of  electricity  meters  bearing  the  name 
'*  of,  and  believed  by  the  Plaintiffs  to  be  constructed  by,  the  Thomson-Houston 
.<■  ...  ,     ■  ..-....-■■       .        .  .1        t  ■ 

^  Ho9lUum  T.  Johnmni,  14  B.P.O.  639. 
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*^  Company.  Such  meters  are  used  by  the  Defendants  upon  circuits  of  constant 
^^  potential  for  the  purpose  of  measuring  the  current  supplied  to  customers  of 
^'  the  Defendants.  (4)  Several  of  the  said  meters  are  used  as  aforesaid  by  the 
*'  Defendants,  but  the  PlaintifEs  are  unable  until  they  have  obtained  discovery 
5  "  from  the  Defendants  to  give  further  particulars  of  the  Defendants'  infringe- 
**'  mentSt  but  the  Plaintiffs  claim  to  recover  damages  in  respect  6f  all  infringe- 
"  ments  by  the  Defendants." 

By  the  Defence,  delivered  the  20th  of  November  1897,  the  Defendants  (1) 
admitted  the  ownership  of  the  Plaintiffs  in  the  Letters  Patent;  (2)  denied 
10  infringement;  (3)  alleged  that  the  said  Letters  Patent  were  invalid  for  the 
reasons  stated  in  the  Particulars  of  Objections. 

The  Particulars  of  Objections  as  reamended  will  be  found  set  out  in  19  R.P.O. 

at  page  86.    They  included  the  following  : — *'  (j\)  The  invention  claimed  in  the 

^^  first    claim    was    published    in    the  following  Specifications    (three  being 

15  "  mentioned).    The  invention  claimed  in  the  first  claim  was  also  published  in 

''  a  paper  by  M.  Deprez  on    Siemens^    Energy  Measurer   in    ^  La  Lumiere 

"  *  Electrique,'  Vol.  11  (1884),  pages  223  and  224 ;  also  in  *  Centrallblatt  f tir 

•'  •  Elektrotechnik'  (Vol.  6  of  1864),  pages  124-126  and  145-147." 

The  action  was  heard  by  Mr.  Justice  Farwell  in  May  1900,  when  it  was  held 

^  that  the  Defendants  had  not  infringed  the  Plaintiffs*  Letters  Patent,  and  the 

action  was  dismissed  with  costs*.     The  Plaintiffs  appealed  from  this  decision. 

The  appeal  was  heard  in  November  1901.    Judgment  was  reserved  and  delivered 

on  the  20th  of  December  1901,  the  Court  of  Appeal  unanimously  affirming  the 

decision  of  Mr.  Justice  Farwell^  and  holding  that  the  Defendants  had  not 

25  infringed  the  Plaintiffs*  Letters  Patentf. 

Astlniryj  K.C.,  Walter^  and  Frost  (instructed  by  Fields  Boscoe  A  Co.y  agents 
for  Pinaent  A  Co.j  Birmingham)  appeared  for  the  Appellants ;  CrippSy  BLC, 
Bov^/ieldy  K.G  .y  and  Qraliam  (instructed  by  Ashurst^  Morris^  Crisp  Jt  Co.) 
appeared  for  the  Respondents. 
30  Astburyy  K.C.,  for  the  Appellants. — The  Appellants*  Patent  is  for  an  electric 
current  meter  which,  on  being  applied  to  an  electric  circuit,  will  indicate  the 
total  quantity  of  current  which  has  passed  in  the  circuit  since  the  meter  was 
last  set.  The  meter  consists  essentially  of  an  electric  motor  driven  by  the 
current  to  be  metered,  or  part  of  it,  and  retarded  by  an  electric  brake.  The 
35  number  of  revolutions  of  the  motor,  which  are  recorded  by  a  counting  apparatus, 
indicate  the  amount  of  current  which  has  passed  in  the  circuit.  The  electric 
brake  consists  of  a  copper  diso,  revolving  betv/een  the  poles  of  a  powerful  and 
constant  magnet.  Local  currents,  known  as  FoucauU  currents,  are  generated 
ip  the  copper  disc  and  its  rate  of  revolution  is  retarded.  It  is  essential  to  this 
40  class  of  meter  that  the  resistance  of  the  brake  should  vary  as  the  first  power  of 
the  speed  ;  an  electric  brake  fulfils  this  law.  The  Respondents*  meter  contains 
all  the  above  essentials,  but  the  Respondents  contend  that  the  Appellants* 
invention  is  confined  to  the  particular  kind  of  meter  shown  in  the  drawings 
attached  to  the  Specification.  The.  information  published  by  Siemens^  Jlarcel 
45  Deprez^  and  Upperbotyi^  added  together,  and  substracting  their  mistakes,  gives 
the  whole  theory  of  a  meter  of  this  class.  But  Hook^iam  invented  further 
improvements  which  made  the  meter  a  commercial  success.  Hookham's  inven- 
tion consists  in  applying  four  improvements  to  a  motor  for  the  purposes  of  a 
meter  :  (1)  large  forces  in  motor  and  brake  ;  (2)  absolute  constancy  in  brake  ; 
50  (3)  minimisation  of  commutator  friction  by  means  of  (a)  using  a  special  mer- 
cury commutator,  (h)  compound  winding ;  (4)  minimisation  of  axial  friction. 
The  Respondents  have  taken  all  these  improvements  in  the  way  described  in 
the  Specification,  or  they  have  taken  electrical  equivalents.  [The  LORD 
GhaN0£LL0B. — You  may  not  be  able  to  claim  all  modes  of  carrying  these 
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improvements  into  elffect.]  The  Appellants'  invention  is  for  applying  specific 
parts  to  any  motors  to  make  them  to  meter.  The  Respondents  have  taken  these 
specific  parts  in  the  way  described  in  the  Specification.  The  Respondents  do 
not  use  a  mercury  commutator,  but  they  diminish  commutator  friction  in 
another  way.  The  Respondents  use  hardened  points  to  diminish  axial  friction,  5 
and  they  use  their  compound  winding  as  a  means  of  reducing  the  effect  of 
friction.  As  regards  Claim  3,  that  claim  is  not  a  general  claim  for  a  certain 
shape  of  magnet,  but  is  a  claim  for  the  application  of  the  particular  form  of 
magnet,  described  in  the  Specification,  to  an  electric  meter.  The  Appellants' 
meter  is  a  current  meter,  and  both  the  brake  magnets  and  field  magnets  must  10 
be  absolutely  constant,  and  must  at  the  same  time  be  powerful.  Before  the 
Appellants'  invention  no  constant  and  powerful  magnet  existed.  The  Respon- 
dents' meter  is  an  energy  meter,  so  that  the  Respondents  use  permanent  magnets 
for  braking  purposes  only.  But  the  Respondents'  meter  is,  in  effect,  a  current 
meter,  because  it  is  used  at  Bradford  on  a  circuit  of  constant  potential.  It  is  15 
illegal,  in  an  electric  lighting  circuit,  to  have  more  than  a  two  or  three  per  cent, 
variation  of  potential.  The  Respondents'  brake  magnet,  as  used  in  their  meter, 
infringes  Claim  3.  Absolute  constancy  is  required  in  the  magnet.  AyrtofVs 
magnet,  which  lost  three  or  four  per  cent,  in  19  years,  is  not  sufiBciently 
constant.  The  Respondents  obtain  power  combined  with  constancy  by  using  a  20 
magnet  with  large  polar  surfaces  brought  close  together,  as  described  in  the 
Appellants'  Specification.  Even  if  Hookham  did  not  invent  this  magnet  he 
selected  it  for  the  purposes  of  a  meter.  Infringement  is  alleged  of  Claims  1  and 
3.  Claim  1  may  be  paraphrased  thus — take  a  nKotor,  armature,  and  brake,  and 
apply  to  these  constancy  and  anti-friction.  Even  if  Claim  1  is  confined  to  current  25 
meters  Claim  3  is  not  so  confined,  and  is  infringed  by  the  use  of  the  magnet 
described  in  an  energy  meter. 

Cripp8y  K.C.,  and  Bousfieldy  K.C.,  for  the  Respondents. — It  is  admitted  that 
before  the  date  of  the  Appellants'  Patent  the  theory  of  a  meter  consisting  of  a 
motor  and  electric  brake  was  well  known.    The  Respondents'  meter  is  a  Watt  30 
meter,  and  measures  energy,  and  is  therefore  sensitive  to  changes  both  of  current 
and  potential.    The  Appellants'  meter  is  a  current  meter  only,  and  is  not  sensi- 
tive to  changes  of  potential.    It  was  successfully  maintained  by  Hookham  in  an 
action  before  WillSy  J.,  that  an  energy  meter  was  not  an  anticipation  of  his 
current  meter.    The  potential  even  of  a  circuit  of  constant  potential  varies  to  35 
some  extent.     [Lord  Davby. — Is  there  not  a  drop  of  potential  along  the  mains 
in  the  ordinary  case  ?]    The  Respondents'  meter  is  more  useful  and  accurate 
than  the  Appellants'  meter  in  that  it  measures  energy  and  not  current  only ;  a 
customer  is  charged  according  to  the  amount  of  energy  he  consumes.    The 
Appellants'  meter  requires  a  motor  with  a  constant  field,  the  Respondents'  motor  40 
has  a  field  which  varies  with  the  potential  of  the  circuit  to  be  metered.    A 
constant  and  powerful  magnet  is    required  by  the  Appellants  for  driving 
purposes ;    the  Respondents   ase    an    inconstant    electro  magnet  for   driving 
purposes,  and  use  a  constant  magnet  for  braking  purposes  only.    This  magnet 
need  not  be  powerful ;  if  one  magnet  is  not  powerful  enough,  two  or  three  45 
may  be  used.    The  Appellants  use  their  powerful  and  constant  magnet  for  the 
double  purpose  of  driving  and  braking ;  the  large  pole  pieces  are  useful  for 
driving  but  not  for  braking.    The  magnets  described  and  claimed  in  the 
Appellants'  Specification  are  "  built  up  "  magnets,  and  are  not  taken  by  the 
Respondents.    The  Respondents  obtain  constancy  by  a  process  of  artificial  50 
ageing.    The  Respondents  use  magnets  of  a  form  which  was  well  known  before 
the  date  of  the  Appellants'  Specification— as,  for  instance,  AheVe  magnet.    The 
means  employed  by  the  Respondents  to  reduce  friction  are  entirely  different 
from  the  means  described  in  the  Specification.    The  Respondents  use  a  commu- 
tator in  which  the  brushes  are  tipped  with  silver.    Hardened  points  as  a  means  55 
of  reducing  friction  have  long  been  well  known.    Compound  winding  is  not 
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part  of  the  Appellants*  invention.  Starting  from  a  common  theory  which  was 
made  known  to  the  world  by  Siemens^  Marcel  Deprez^  and  Upperbom^  the 
Respondents  have  solved  the  problem  in  an  entirely  different  way  from  the 
Appellants.  [Lord  Davey.— Suppose  a  combination  is  known  bnt  a  Patentee 
5  first  works  it  up  into  a  patentable  invention,  is  not  the  Patent  good  ?]  It  is  not 
good  if  the  Patentee  claims  all  ways  of  carrying  out  the  idea. 
Astburf/j  K.C.,  replied  for  the  Appellfmts. 

Lord  Davby.— My  Lords,  the. Appellants  sue  the  Respondents  for  infringing 
certain  Letters  Patents  vested  in  them  by  using  an  electricity  meter  which  the 

10  Appellants  say  is  substantially  the  same  machine  as  that  described  and  claimed 
by  Mr.  Hookham^  the  Patentee,  in  his  Specification.  In  describing  the  nature 
of  his  invention  as  applied  to  an  electricity  meter  the  Patentee  says  : — '^  My 
^  electricity  meter  consists  essentially  of  an  electro  motor  with  constant  or 
*^  nearly  constant  field,  the  armature  carrying  the  current  to  be  metered,  and 

15  ^  an  electric  brake  consisting  of  a  mass  of  me^  in  the  form  of  a  disc  cylinder 
^'  or  other  figure  of  rotation  rotating  in  a  magnetic  field  in  such  a  manner  as  to 
"have  *eddy'  or  so-called  ^Fou^cauU^  currents  generated  in  it.  When  all 
**  other  work  done  by  the  motor  (i.e.,  in  overcoming  friction)  is  negligible  with 
^  that  done  against  eddy  currents^  the  speed  of  rotation  of  its  armature  is 

20  **  directly  proportional  to  the  armature  current." 

The  Patentee  then  describes  the  special  means  which  he  adopts  in  order  to 
reduce  friction.  For  this  purpose  he  proposes  to  support  the  spindle^  of  the 
motor  armature  on  anti-friction  wheels  if  the  axis  is  horizontal,  or  on  hardened 
points  if  the  axis  is  vertical — and  in  both  cases  he  uses  mercury  contacts  or 

25  commutators  "where  practicable"  instead  of  the  ordinary  brushes.  These 
mercury  commutators  are  of  a  very  special  character,  and,  I  have  no  doubt,  an 
ingenious  and  novel  device  for  reducing  friction.  If,  in  any  case,  the  Patentee 
teUs  us,  it  is  found  impracticable  to  render  friction  or  other  disturbing  causes 
inappreciable,  he  may  compound-wind  the  magnets  or  armature  of  the  motor, 

30  or,  if  it  is  separate,  of  the  electric  brake.  Compound-winding  was  at  the  date 
of  the  Patent  a  known  device  for  increasing  the  driving  power  of  a  motor.  It 
was  not  an  alternative  means  of  reducing  the  amount  of  Miction,  but  a  means  of 
overcoming  it  by  an  increase  of  force.  The  Patentee's  direction,  therefore, 
amounts  to  no  more  than  a  practical  direction  in  working  the  machine  :  "  If 

35  "  you  find  it  impracticable  to  reduce  the  friction  to  the  required  point  by  the 
"  use  of  my  mercury  commutators,  you  must  overcome  it  by  increasing  the 
**  driving  power  by  any  well-known  means." 

The  first  claim  is  for  "  An  electricity  meter  for  measuring  currents,  consisting 
"  of  an  electro  motor  with  constant  field  arranged  substantially  as  hereinbefore 

40  **^  described  and  illustrated  in  the  accompanying  drawings,  the  said  electro  motor 

**'  being  combined  with  an  electric  brake  also  moving  in  a  constant  or  nearly 

**'  constant  field,  preferably  the  same  field  as  that  in  which  the  armature  rotates, 

"  substantially  as  herein  described  and  illustrated  in  the  accompanying  drawings." 

The  only  form  of  HookhanCs  meter  which  is  described  in  detail  in  the 

45  Specification  and  illustrated  in  the  drawings  is  one  of  a  special  character,  in 
which  the  armature  and  the  brake  form  two  sides  of  one  disc,  and  the  field 
magnet  is  an  electro  magnet  magnetised  by  a  shunt  current  from  the  main,  the 
pole  pieces  of  which  are  of  a  broad  flat  shape  enclosing  the  disc  on  the  two  sides 
of  it,  and  supplying  the  field  for  both  the  armature  of  the  motor  and  the  brake, 

50  the  current  from  the  main,  which  is  to  be  measured,  being  led  through  the 
armature,  which  is  divided  for  the  ])urpose  into  16  sectors.  Directions  are 
given  for  the  '*  saturation  "  of  the  electro  magnet  in  order  to  produce  a  constant 
field,  and  the  mercury  commutators  already  referred  to  are  used  for  minimising 
the  friction. 

55  It  would,  of  course,  be  wrong  to  confine  the  Patentee  to  the  exact  form  of 
his  combination  which  he  has  so  described  and  illustrated.    I  also  think  that 
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he  is  entitled  to  the  merit  of  having  first  given  to  the  world  a  practicable 
electricity  meter  made  on  the  principle  of  combining  the  nse  of  an  electric 
brake  operating  by  means  of  Foucault  currents  with  an  electro  motor,  and  to 
have  regard  paid  to  that  circumstance  in  constming  his  Patent.  But,  on  the 
other  hand,  it  would  be  equally  wrong,  and,  ind^,  would  be  fatal  to  the  5 
validity  of  the  Patent,  to  allow  &e  Patentee  such  latitude  in  the  construction 
of  his  Patent  and  variation  in  its  details  as  would  entitle  him  to  claim  every 
form  of  electricity  meter  in  which  an  electro  motor  is  combined  with  an  electric 
brake  of  the  kind  described  or  that  combination  coupled  with  a  device  of  any 
kind  for  reducing  friction,  unless  he  can  claim  to  have  himself  discovered  the  10 
principle  of  such  a  machine. 

The  law  on  this  subject  is  free  from  doubt,  and  I  do  not  know  that  it  has 
been  better  stated  Uian  it  was  by  Mr.  Baron  Alderson  in  tiie  well-known  case  of 
Jupe  V.  Pratt  (1  Webster,  146).  The  learned  Judge  says  :  ^^  You  cannot  take  out 
*'  a  Patent  for  a  principle.  Tou  may  take  out  a  Patent  for  a  principle  coupled  15 
'^  with  the  mode  of  carrying  the  principle  into  effect,  provided  you  have  not 
**  only  discovered  the  principle  but  invented  some  mode  of  carrying  it  into 
'*  effect  But  then  you  must  start  with  having  invented  some  mode  of  carrying 
'^  the  principle  into  effect.  If  you  have  done  that,  then  you  are  entitled  to 
'^  protect  yourself  from  all  the  other  modes  of  carrying  the  principle  into  effect,  20 
"  that  being  treated  by  the  jury  as  a  piracy  of  your  original  invention." 

The  question  in  every  case  is,  in  what  consists  the  originality  and  merit,  or, 
to  use  the  well  known  phrase  of  Lord  Cairns^  the  "  pith  and  marrow,"  of  the 
patented  invention  ?  If  that  Includes  the  discovery  or  suggestion  of  a  new 
principle  as  well  as  the  means  of  carrying  it  into  effect,  an  infringer  is  not  25 
entitled  to  take  the  principle  although  he  uses  somewhat  different  machinery 
for  the  application  of  it  to  a  practical  purpose.  It  may  be  that  Hookham  thought 
he  was  the  first  to  hit  on  the  idea  or  principle  of  applying  the  phenomenon  of 
the  FoucaiUt  currents  to  the  construction  of  the  brake  of  an  electricity  meter. 
But  if  so,  it  was  only  because  he  was  not  aware  of  the  information  on  the  30 
subject  which  had  previously  been  published  in  this  country. 

Siemens  had,  prior  to  1884,  invented  a  machine  for  measuring  the  energy 
absorbed  by  the  ,use  of  an  electric  current.  It  consisted  of  an  electro  motor, 
the  armature  of  which  was  wound  with  very  fine  wire,  and  connected  in  shunt 
with  the  main  circuit.  It  had  a  brake,  consisting  of  wings  fixed  on  the  axis  of  35 
the  motor,  revolving  in  paraffin  oil,  which  filled  the  apparatus.  The  criticism 
of  Marcel  Desprez  on  Siemens*  energy  measurer,  published  in  *^  La  Lumi^re 
^'  Electrique,"  in  January  1884,  had  suggested  the  substitution  of  a  copper  disc 
revolving  between  the  limbs  of  a  permanent  magnet  for  Siemens'  brake,  which 
he  condemned  as  faulty  in  principle.  And  Upperhom^  in  the  ''  Centrallblatt  40 
^  fiir  Electrotechnik,"  also  published  in  1884,  had,  in  commenting  on  Desprez^s 
article,  pointed  out  that  care  must  be  taken  that  the  measuring  and  measured 
forces  are  large  in  comparison  with  the  forces  coming  otherwise  into  play.  ^^  If 
'^  we  apply  this  law,"  he  says,  '^  to  the  instrument  under  consideration,  it  results 
«^  that  one  must  then  endeavour  to  diminish  the  frictional  resistance  as  much  45 
^'  as  possible,  and  to  make  as  great  as  possible  the  force  consumption  of  the 
"  Faraday  disc." 

Whatever  information  was  thus  conveyed  to  electricians  by  Siemens^  Marcel 
Desprez^  and  Upperhom^  was  therefore  public  property  in  1887.  This  circum- 
stance does  not  invalidate  Hookham's  Patent  for  a  meter  which  carried  into  50 
practical  effect,  for  the  purpose  of  measuring  an  electric  current,  the  informa- 
tion or  theory  thus  enunciated ;  nor  is  it  used  by  the  Respondents  for  that 
purpose.  But  it  does  prevent  the  Appellants  from  treating  as  an  infringement 
of  their  Patent  every  machine  constructed  on  the  same  principles.  The  ques- 
tion must  be  whether  the  means  employed  by  the  Respondents  for  carrying  55 
those  principles  into  effect  are  substantially  those  described  in  the  Specification, 
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or,  in  other  words,  whether  Hookham's.  combination  has  been  snbstantially 
taken  or  colonrably  imitated. 

Now,  my  Lords,  the  Patentee  has  said  in  his  Specification  that  almost  cTery 
detail  in  his  combination  may  be  varied.  He  says  that  the  electro  motor  may 
5  be  of  any  of  the  ordinary  forms  then  in  use.  It  may,  for  instance,  have  a  drum 
ring  or  disc  armature,  or  it  may  consist  of  a  simple  solid  disc  or  cylinder, 
rotating  between  magnetic  poles.  Then  again  the  brake  may  be  formed  by  the 
armature  itself,  or  it  may  be  attached  to  the  armature  so  as  to  rotate  in  the  same 
field,  or  it  may  be  independent  of  the  armature  and  rotate  in  a  separate  field,  or 

10  a  sei)arate  brake  may  be  used  in  addition  to  an  armature  brake.  Lastly,  the 
field  magnet  of  the  motor  may  be  either  an  electric  magnet  saturated  as 
described,  or  (as  he  tells  us  he  prefers)  a  permanent  magnet  of  a  particular  con- 
struction. The  elements  of  the  combination  which  admit  of  no  variation  appear 
to  me  to  be  the  following:   (1)  that  the  meter  is  a  current  meter,  i.^.,  for 

15  measuring  only  the  quantity  or  ampere  hours  of  the  current  without  regard  to 
any  variation  in  the  potential  or  voltage ;  (2)  that  the  magnetic  field  of  the 
motor  must  be  constant;  (3)  the  use  of  the  Patentee's  mercury  contacts  or 
commutators  ^*  where  practicable.'*  Whatever  the  exact  significance  of  those 
words  may  be,  it  is  clear  that  he  does  not  suggest  the  use  of  any  other  form  of 

20  commutator  or  contact,  or  any  other  special  means  of  reducing  friction^  It 
appears  to  me  that  the  Patentee  thus  defines  the  type  of  machine  which  he 
intends  to  claim  as  his  invention  with  considerable  latitude  in  detail. 

I  turn  now  to  the  meter  used  by  the  Respondents,  which  is  said  to  be  an 
infringement  of  the  Appellants'  meter.     The  conclusion  which  I  draw  from  the 

25  evidence  of  the  expert  witnesses  (including  the  Patentee  himself)  is  that  beyond 
the  fact  that  in  botii  machines  an  electro  motor  is  used  in  combination  with  an 
electric  brake,  the  two  machines  have  little  in  common.  In  the  first  place  the 
Resx)ondents'  machine  is  not  one  of  the  same  type  as  the  Appellants'.  It  is  not 
a  current  meter,  but  a  meter*which  is  designed  and  intended  to  measure  energy, 

30  that  is  the  ampere  hours  multiplied  by  the  voltage,  and  is  therefore  made 

sensitive  to  every  variation  in  the  potential  in  the  generating  station.    The 

magnetic  field  in  which  the  electric  motor  works  is  therefore  not  constant  as  in 

the  Appellants'  machine. 

If  you  want  to  measure  energy,  a  constant  field  is  not  only  inconsistent  with, 

35  but  (in  language  adopted  by  Mr.  Eookham  in  the  witness  box)  destructive  to 
that  object.  The  Appellants  met  this  point  in  a  way  which  was  ingenious,  but 
in  my  opinion  fallacious.  It  was  admitted  by  Mr.  Hookham  that  the  Respond- 
ents' machine  was  an  inconstant  machine,  and  that  it  was  essential  in  order  to 
measure  energy  that  it  dlould  be  inconstant ;  but  it  was  said  that  in  Bradford 

40  the  potential  is  kept  practically  constant,  and  therefore  it  is  not  required  to 
measure  energy  or  anything  but  the  current.  And  it  was  somewhat  naively 
said  that  the  Appellants  chose  for  that  reason  to  attack  the  persons  using  the 
machine  at  Bradford  instead  of  suing  the  manufacturer  or  vendor. 

But  the  question  is,  whether  the  machine,  which  is  said  to  infringe,  contains 

45  the  elements  which  the  Patentee  considered  were  an  essential  part  of  his 
combination  for  the  purpose  for  which  it  was  designed  ?  It  can  make  no 
difference  in  this  respect  whether  the  manufacturer  or  the  person  using  the 
machine  is  sued.  Professor  Ewing  appears  to  me  to  have  put  the  point  clearly 
and  well.     Speaking  of  the  Defendants'  meter,  he  says  in  his  cross-examination 

50  (Question  1841),  <^  It  will  measure  energy,  and  it  happens  under  these  conditions 
**  that  energy  is  proportional  to  current,  because  one  factor  is  constant,  but  to 
''  my  mind  the  differences  of  function  still  exist.  In  that  case  it  can  be  used 
*'  as  a  substitute  for  a  current  meter."  Nor  is  it  quite  accurate  to  say  that  only 
current  is  required  to  be  measured.    The  consumer  pays  for  units  of  energy,  and 

55  mistakesmayoccurin  even  the bestof  installations.  Itmay  be  added thatflaoA;Aam 
was  quite  aware  of  this  (JiffereQQe  of  function,  and  deliberately  psefen^  to 
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deal  ^ith  the  simpler  problem  of  meaBnring  carrent  only  in  the  Patent  sued 
on,  because  in  the  same  year  he  took  out  another  Patent  for  an  energy  meter. 
I  do  not  forget  that  Mr.  Dugald  Clerk  expressed  the  opinion  that  the  Respond- 
ents* meter  could  not  be  relied  on  to  measure  energy  accurately  where  the 
potential  is  varied.  The  Respondents*  witnesses,  however,  did  not  agree  with  5 
his  opinion.  But  Mr.  Dugald  Clerk^s  point,  whether  it  be  a  good  or  a  bad  one, 
seems  Ik)  me  immaterial,  as  your  Lordships  are  not  asked  to  say  whether  the 
Respondents*  machine  is  a  useful  one  for  the  purpose  for  which  it  is  designed, 
but  whether  it  is  a  machine  of  the  same  type  and  substantially  the  same  machine 
as  the  Appellants'.  10 

As  they  do  not  require  a  constant  field  the  Respondents  use  neither  a  saturated 
electro  magnet  nor  a  permanent  magnet  in  connection  with  their  motor.  In 
their  machine  (I  quote  from  Mr.  di  Ferranti^  Question  1629)  "  the  field  is  a 
<<  magnetic  field  in  air,  and  it  is  formed  simply  by  the  passage  of  an  electric 
*'  current.  No  iron  or  steel  is  used  in  either  the  tield  or  the  armature  of  the  15 
^'  Defendants*  meter.**  In  fact,  so  far  as  the  motor  is  concerned,  it  is  admitted 
by  Mr.  Hookham  (Questions  301-6)  and  Mr.  Swinburne  (Question  1149)  to  be  the 
same  as  that  shown  in  the  drawing  of  Siemens'  meter.  The  Respondents  say  they 
are  as  much  entitled  as  the  Appellants  to  avail  themselves  of  Marcel's  suggestion 
to  use  an  electric  brake  with  any  suitable  magnet  of  an  ordinary  form  in  connee-  20 
tion  with  Sieffnens"  meter.  The  real  difficulty  or  substantial  question  left  was  that 
suggested  but  not  solved  by  Mr.  Upperhorn — how  to  get  rid  of  friction.  The 
Respondents  (I  again  quote  Mr.  Hookham^  Question  293)  ^'  do  not  use  his  special 
means  of  "  reducing  friction,**  and  Mr.  Swinburne^  in  answer  to  the  question 
whether  as  regards  getting  rid  of  friction  the  Respondents  take  anything  at  25 
all  from  the  Hookham  Specification,  said,  ''No,  I  think  that  they  get  round 
**  the  difficulty  in  another  way  "  (Question  1067).  The  Respondents  use  solid 
brushes  tipped  with  silver  and  having  silver  points  of  contact,  and  do  not  use 
the  mercury  or  liquid  commutators  of  the  Appellants.  The  use  by  the  Respond- 
ents of  a  small  coil  on  their  shunt  wire  for  the  purpose  of  starting  the  motor  30 
was  relied  on  by  Counsel  for  the  Appellants  as  an  infringement  of  HookhanCs 
suggestion  that  he  may  compound-wind  his  magnet.  I  have  already  said  that 
1  regard  that  suggestion  as  nothing  more  in  substance  than  a  working  direction 
to  increase  the  driving  power  to  the  required  extent,  and  if  the  Respondents  do 
not  otherwise  infringe  the  Appellants*  rights  I  do  not  think  your  Lordships  'iSi 
should  attach  any  importance  to  this  point. 

My  Lords,  1  now  come  to  the  question  raised  by  the  Appellants  as  to  the 
magnet  used  by  the  Respondents  in  connection  with  the  disc  of  their  brake. 
This  topic  has,  in  my  opinion,  been  the  subject  of  an  amount  of  evidence 
and  argument  quite  disproportionate  to  its  real  importance.    The  Patentee  40 
says  :    ^'  In    place    of    electro  magnets  as  described  and  represented  I  'prefer 
'^  using  for  smaller  installations  permanent  magnets,   a  number  of  bar  mag- 
^'  nets  being  substituted  for  the  electro  magnet  represented  in   the  drawing, 
^*  though  I  may  use  magnets  of  other  shapes  or  configuration,  but  in  all  cases 
*'  in  which  I  use  permanent  magnets,  whether  for  the  field  of  the  motor  or  of  45 
"  the  brake,  the  pole  pieces  should  have  their  surfaces  very  large  compared 
'^  with  their  distance  apart,  as  represented  in  the  drawings,  so  as  to  form  a 
"  narrow  slit  in  which  the  disc  armature  revolves.    When  this  is  done  the 
'^  permanent  magnets  are  practically  constant,  and  this  arrangement  is  essential 
"  to  the  constancy  of  permanent  magnets  unless  the  disc  is  of  iron,  which  is  50 
'^  objectionable  on  other  grounds.**     In  a  subsequent  passage  he  says  he  prefers 
to  make  the  ratio  between  the  area  of  the  pole  pieces  and  the  distance  apart  of 
the  said  pole  pieces  at  least  seventy  times  as  great  as  the  ratio  between  the 
sectional  area  of  the  steel  magnets  and  the  length  of  the  said  magnet-s,  and 
gives  a  numerical  example.    He  then  adds  :  '*  When  these  proportions  are  55 
*'  adopted  a  powerful  ai^d  stable  field  is  obtained."    It  is  admitted  in  Mr. 
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KookharrCs  evidence  that  the  pole  pieces  referred  to  are  separate  metal  pieces 
fixed  on  to  the  bundle  of  bar  magnets,  and  as  a  matter  of  constrnotion  I  agree 
with  the  Court  of  Appeal  that  the  only  permanent  magnets  which  he  suggests 
in  his  Specification,  as  an  alternative  to  his  saturated  electro  magnets,  are  built  up 
5  magneto  as  described,  with  large  pole  pieces  attached. 

It  is  now,  however,  claimed  for  the  Patentee  that  he  made  a  great  discovery 
that  powerful  magnets  may  be  made  constant  without  the  process  of  what  is 
called  "ageing"  by  "splaying  out''  or  increasing  the  size  of  the  pole  surfaces 
and  bringing  them  near  together.    And  by  an  easy  but  fallacious  transition  of 

10  language  this  alleged  discovery  is  put  forward  as  his  invention.  Now,  my 
Lords,  such  expressions  as  "very  large,"  ^" powerful,"  and  "constant"  are, 
of  course,  relative  terms,  and  the  application  of  them  to  any  piece  of 
mechanism  is  a  question  of  degree  and  not  of  principle.  I  will  assume 
(though,  having  regard  to  the  evidence,  I  think  the  assumption  too  favourable 

15  to  the  Patentee)  that  Hookham  discovered  that  the  constancy  of  a  powerful 
magnet  with  large  polar  surfaces  may  be  secured  or  incres^sed  by  bringing  the 
poles  near  together.  I  will  also  assume  that  he  has  enunciated  a  law  or  principle 
applicable  to  all  permanent  magnets  and  not  confined  to  a  built  up  magnet  with 
large  attached  pole  pieces  (the  exact  shape  or  configuration  being  unimportant) 

20  such  as  he  has  described,  or  (in  other  words),  that  he  has  discovered  a  hidden 
property  in  a  particular  type  of  magnet,  although,  again,  it  is  difficult  to  find 
any  such  principle  or  law  clearly  stated  in  the  Specification.  But,  my  Lords, 
I  adopt  the  language  of  Lord  Granworth  in  Ralston  v.  Smith  (II  H.L.  Cases 
223,  at  page  250),  and  say  that  it  is  not  every  useful  discovery  which  will 

25  constitute  a  patentable  invention,  and  that  to  tell  a  man,  who  has  been  in  the 
habit  of  using  magnets  of  various  forms  for  various  purposes,  that  one  particular 
form  has  a  useful  property  which  was  unknown  to  him  before  is  not  in  any 
sense  to  invent  a  "  new  manufacture." 

I  am  therefore  of  opinion  that  the  third  claim  of  the  Patent  cannot  be  sup- 

30  ported  as  a  claim  to  a  separate  head  of  invention  applicable  to  magnets  used  in 
any  electricity  meter.  It  can  only  (as  I  think)  be  supported  as  pointing  out 
what  the  Patentee  considered  one  of  the  merits  and  advantages  of  a  subordinate 
element  in  one  of  the  forms  of  the  general  combination  claimed  in  the  first 
claim,  and  as  applicable  only  to  the  meter  invented  by  the  Patentee.      On  the 

35  construction  of  the  third  claim  I  think  also  that  it  is  confined  to  the  use  of  the 
magnet  in  connection  with  the  armature  of  the  motor.  I  consider  such  to  be 
the  plain  meaning  of  the  words,  "  so  as  to  form  a  narrow  slit  in  which  the  disc 
"  armature  revolves."  I  will  not  trouble  your  Lordships  by  going  through 
every  case  in  which  the  word  "  armature  "  is  used  in  the  Specification,  but  your 

40  Lordships  will,  1  think,  find  that  the  word,  as  used  by  the  Patentee,  refers  only 
to  the  motor  part  of  the  meter,  and  is  indeed  sometimes  used  in  opposition  to 
the  brake.  For  instance,  the  Patentee  says  that  his  electro  motor  may  have 
"  a  drum  ring  or  disc  armature  "  ;  that  the  electric  brake  may  be  "  formed  by 
"  the  armature  itself,  or  it  may  be  attached  to  the  armature "  ;    that  "  the 

45  "  armature  "  itself  may  be  made  to  act  as  an  efficient  brake,  and  the  brake  disc 
dispensed  with  ;  and  in  the  seventh  claim  he  claims  his  method  of  combining 
"  the  disc  armature  with  the  disc  constituting  the  brake,"  The  words  above 
quoted  from  the  third  claim  were  introduced  by  amendment,  and  I  have  no 
doubt  deliberately  chosen,  and  I  am  not  disposed  to  advise  your  Lordships  to 

50  construe  them  in  a  wider  sense  than  they  naturally  bear.  My  Lords,  I  find  a 
reason  for  the  Patentee  confining  his  claim  to  the  use  of  the  magnet  in  connec- 
tion with  the  disc  armature  in  the  evidence  which  he  gave  at  the  trial.  H^ 
assented  to  the  proposition  put  to  him  by  Counsel  that  when  you  are  dealing 
with  the  motor  you  want  to  spread  your  field  as  much  as  possible,  and  when 

55  you  are  dealing  with  the  brake  yqu  want  to  concentrate  it  as  much  as  possible, 
and  consequently  when  you  use  (as  the  Patentee  does)  the  patae  magnet  for  the 
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motor  and  the  brake  yoa  have  to  strike  a  balance.    The  requirements  therefore 
are  not  the  same  in  each  case. 

Now  what  is  it  that  the  Respondents  have  done  ?     They  use  for  the  purpose 
of  their  brake  a  magnet  which  is  formed  of  a  single  steel  bar  bent  into  the 
shape  of  an  elongated  loop,  so  as  to  enable  the  disc  to  rotate  freely  between  the  5 
poles  of  it.    This  magnet  has  previously  been  subjected  to  a  very  severe  treat- 
ment, which  is  described  in  detail  by  Professor  Ayrtoyiy  for  the  purpose  of 
'^  ageing  '*  it,  and  thus  securing  its  constancy  by  a  well  known  method.     Con- 
sensu omnium^  this  magnet  is  of  an  ordinary  form.    Mr.  Swinburne^  one  of  the 
Appellants'  witnesses,  says  (Question  1088),  '^  There  were  undoubtedly  magnets  10 
*<  of  this  form  and  shape  before.     There  were  lots  of  magnets  that  must  have 
«<  come  within  the  70  rule  of  Hookham  used  in  all  sorts  of  ways.    It  was  a 
<<  mere  chance  they  came  within  that  ratio."     The  same  witness  also  says 
(Question  1174)  that  the  Respondents'  magnet  is  practically  the  same  as  one 
used  by  Abel  in  a  Patent  of  18o4,  for  an  analogous  purpose,  and  in  re-ezamina-  15 
tion  he  says  (Question  1247),  "If  you  go  over  the   shelves  of  the  Royal 
"  Institution  and  other  places  you  can  pick  out  magnets  of  almost  anv  form  you 
"  like."     If  it  be  conceded  (as  I  think  it  must  be  conceded)  that  the  Respon- 
dents are  entitled  to  follow  Marcel  Desprez^s  direction,  and  to  use  with  their 
Siemens*  motor  a  metal  disc  revolving  in  a  magnetic  field  as  a  brake,  they  must  20 
(as  it  appears  to  me)  be  equally  entitled  to  use  any  magnet  of  a  known  form, 
and  rendered  constant  by  treatment  in  a  known  way  which  is  suitable  for  the 
purpose  of  creating  the  magnetic  field.    Whether  the  polar  surfaces  are  "  very 
*'  large  "  within  the  meaning  of  the  third  claim  admits  of  difference  of  opinion, 
and  at  any  rate  the  size  of  the  magnet  is  a  matter  of  degree  and  practical  25 
convenience.    They  are  entitled  to  use  such  magnetic  power  as  they  find  most 
convenient  to  work  their  brake  efficiently  and  economically.    At  one  time  they 
used  three  smaller  magnets,  now  they  use  two  larger  ones.   On  the  evidence  in  the 
case  I  do  not  think  that  the  Respondents'  brake  magnet  is  a  colourable  imitation 
of  anything  described  and  claimed  in  the   Specification,  either  as  a  separate  30 
invention  or  as  an  element  in  the  general  combination  claimed  by  the  Patentee. 

My  Lords,  I  am  of  opinion  that  the  judgment  of  the  Court  of  Appeal,  con- 
firming that  of  Mr.  Justice  Farwell^  was  right,  and  I  might  have  contented 
myself  with  saying  that  I  agree  with  the  reasons  for  that  judgment  given  by 
Lord  Justice  Romer.  But  the  learned  Counsel  for  the  Appellants  seemed  to  35 
think  that  his  case  had  not  been  adequately  appreciated  in  the  Courts  below. 
I  have  had  the  opportunity  since  the  hearing  of  reading  through  all  the 
evidence  and  considering  it  with  the  light  of  the  comments  and  arguments  of 
the  learned  Counsel :  and  I  have  troubled  you  with  a  statement  of  my  own 
reasons  for  agreeing  with  the  Court  of  Appeal  at  greater  length  than  I  should  40 
perhaps  otherwise  have  done.  I  see  no  grounds  for  saying  that  the  case  was 
not  fully  considered  in  the  Courts  below  as  suggested  by  Counsel,  and,  indeed, 
I  do  not  think  that,  when  the  facts  are  understood,  there  is  any  extraordinary 
difficulty  in  it. 

I  am  of  opinion  that  the  appeal  should  be  dismissed  with  costs,  and  I  move  tf 
your  Lordships  accordingly. 

Lord  Robertson. — My  Lords,  I  have  had  the  pleasure  of  reading  the 
judgment  of  my  noble  and  learned  friend  Lord  Davby,  and  I  entirely  agree  in  it. 

Lord  Davby. — My  Lords,  1  am  asked  by  my  noble  and  learned  friend  Lord 
Shand  to  say  that  he  agrees  with  the  judgment  I  have  read.  50 

Lord  Halsbury,  L.C. — My  Lords,  I  also  have  had  an  opportunity  of  reading 
my  noble  and  learned  friend's  judgment,  and  I  so  heartily  agree  with  every 
part  of  it — both  the  judgment  itself  and  the  reasoning  on  which  it  is  founded — 
that  I  do  not  think  it  necessary  to  add  anything. 

The  appeal  was  dismissed  with  costs.  K 

1-1.     II'.'    I. '    ■    '  iwi  I. 
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In  the  High  Court  op  Justiob.— Chancery  Division. 

Be/ore  MR.  Justice  Buckley. 

May  22nd,  23rd,  25th,-26th,  27th,  28th,  and  29th,  and  Jane  9th,  10th,  11th,  12th, 

15th,  17th,  and  24th,  1903. 

5      Patent  Exploitation,  Ld.  v.  American  Electrical  Novelty  and 

Manufacturing  Company,  Ld. 

Patent. — Action  for  infringement, — Specification   already   construed   and 
Patent  field   valid   by    Court   of  Appeal, — Infringement — Anticipation. — 
St$bfect-matter. — Judgment  for  Defendants  on  the  grounds  of  non-infringement 
10  and  invalidity. 

The  otvners  of  a  Patent  for  an  improvement  in  galvanic  batteries  having 
commenced  an  action  for  infringement^  the  Defendants  denied  infringement 
and  alleged  that  the  Patent  was  invalid  by  reason  of  being  anticipated^  of 
want  of  subject-matter  ^  and  of  inutility.    The  Specification^  after  stating  thai 

15  the  invention  related  to  galvanic  batteries  constructed  and  arranged  as  was 
thereinafter  described  and  describing  a  particular  battery^  contained  the 
following  passage : — "  Tlie  materials  mentioned  as  electrodes  and  as  exciting 
"  and  depolarising  argents  and  their  proportions  may  be  varied^  as  the  important 
^^  feature  of  the  invention  is  the  interposition  between  the  positive  and  negative 

20  **  electrodes  of  two  layers  of  exciting  compositiofi^  in  a  semi-solid  or  plastic  state^ 
**  the  one  in  contact  with  the  negative  electrode  having  intermixed  unth  it 
"  depolarising  agents  and  the  one  in  contact  with  the  positive  electrode  hamng 
**  no  such  depolarising  a{fents  in  its  composition;  "  and  the  Patentee  claimed: 
^  A  galvanic  battery  having  the  space  between  its  positive  and  negative  electrodes 

25  ^*  filled  with  a  semi-solid  or  plastic  exciting  agent  in  two  layers^  the  one  layer 
^*  in  contact  with  the  negative  electrode  having  depolarising  a{fents  intermixed 
<<  Ihereunthj  and  the  other  layer  in  contact  unth  the  positive  electrode  having  no 
^  such  depolarising  agents^  substantially  as  set  forthJ*'  The  Specification  had 
been  construed  by  the  Court  of  Appeal  in  an  action  by  the  same  Plaintiffs 

30  against  Siemens  Brothers  (ante,  page  225\  in  which  the  Court  held  thcU  the 
claim  was  not  for  the  particular  battery  described,  but  for  a  class  of  battery, 
defined  by  limitations  indicated  in  the  Specification^  and  particularly  that 
pulverisation  of  the  materials  composing  the  depolarising  layer  was  essential, 
Cozens-Hardy,  LJ.,  differing  as  to  this,  but  holding  that  the  combination  of 
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materials  must  produce  a  semi-solid  or  plastic  m^ass ;  and  the  Court  of  Appeal 
held  that  there  was  novelty  and  subject-matter^  the  novelty  of  the  invention 
consisting  of  the  application  of  knoum  principles  in  a  particular  and  effective 
manner.  The  Defendants  in  the  present  action  again  contested  the  validity  of 
the  Patent^  setting  up  further  anticipations  and  addiunng  fresh  evidence  on  the 
issue  of  novelty,  and  particularly  contended  that  pulverisation  was  old;  they 
also  denied  infringement,  alleging  that  the  layers  in  their  battery  were  not 
semi-solid  or  plastic  within  the  meaning  of  the  Specification. 

Held,  that  pulverisation  was  shown  not  to  have  been  novel  at  the  date  of  the 
Parent;  that  on  the  evidence  in  this  ca^e  there  was  no  new  application  of  old 
principles  in  a  particular  and  effective  manner,  but  that  the  alleged  invention 
had  been  anticipated ;  and  that,  even  if  the  Patent  were  valid,  the  Defendants 
had  not  infringed.    The  auction  was  dismissed  unth  costs. 

On  the  21st  of  January  1890  Letters  Patent  (No.  1110  of  1890)  were  granted 
to  Charles  Addison  Hitchcock,  on  a  communication  from  abroad  by  William 
Burnley,  for  an  invention  of  "  An  improvement  in  galvanic  batteries." 

The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to 
"  galvanic  batteries  constructed  and  arranged  as  I  will  describe  with  reference 
^^  to  the  accompanying  drawings.  Fig.  1  is  a  vertical  central  section  of  the 
"  improved  battery.    Fig.  2  is  a  transverse  section  on  the  lines  x  x  ot  Fig.  1. 


10 


15 


20 


FICJ, 


"  A  is  a  cylinder  of  zinc  or  equivalent  metal  forming  the  one  electrode  and 
provided  with  a  clamping  screw  B  for  connecting  a  conductor  to  it ;  a  piece 
of  carbon  C  is  the  other  electrode.    The  cylinder  A  is  lined  with  an  exciting 
agent  E  consisting  preferably  of  the  following  ingredients,  viz.,  sal-ammoniac  ' 
1  part,  chloride  of  zinc  1  part,  plaster  of  Paris  3  parts,  and  water  2  parts,  to  25 
which  is  added  a  little  less  than  1  part  of  a  comminuted  vegetable  material, 
preferably  flour.    For  preparing  the  exciting  agent  E,  the  materials  are 
mixed,  forming  a  semi-fluid  which  is  poured  into  the  cylinder  A  around 
a  central  core  temporarily  inserted.    The   exciting  agent  soon  sets  to  the 
condition  of  a  semi  solid  and  the  temporary  core  is  removed.    The  carbon  C  30 
is  then  inserted  centrally  in  the  space  left  by  the  withdrawal  of  the  core  and 
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'*  the  space  aronnd  the  carbon  is  filled  with  a  compound  F  congisting  preferably 
"  of  the  following  ingredients  :  Sal-ammoniac  1  part  chloride  of  zinc  or  other 
''hygroscopic  analogue  ^th  part  and  as  depolarising  agents  .pulverised 
^'  peroxide  of  manganese  3  parts  with  pulverised  carbon  3^  parts. 
5  "  These  are  mixed  with  water  two  parts  to  form  a  semi  solid  which  is  packed 
"  in  around  the  carbon  c.  The  top  of  the  cylinder  A  is  then  sealed  around  the 
"  carbon  c  with  bitumen  or  other  suitable  material  G  substantially  impervious 
"  to  air  or  moisture.  The  materials  mentioned  as  electrodes  and  as  exciting 
"  and  depolarising  agents  and  their  proportions  may  be  varied,  as  the  important 

10  ^*  feature  of  the  invention  is  the  interposition  between  the  positive  and  negative 
"  electrodes  of  two  layers  of  exciting  composition,  in  a  semi  solid  or  plastic 
*^  state,  the  one  in  contact  with  the  negative  electrode  having  intermixed  with 
'*  it  depolarising  agents  and  the  one  in  contact  with  the  positive  electrode 
^  having  no  such  depolarising  agents  in  its  composition. 

15  "  Having  now  particularly  described  and  ascertained  the  nature  of  this 
"  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
**  what  I  claim  is  : — 

*^  A  galvanic  battery  having  the  space  between   its  positive   and   negative 
^*  electrodes  filled  with  a  semi  solid  or  plastic  exciting  agent  in  two  layers,  the 

20  '*  one  layer  in  contact  with  the  negative  electrode  having  depolarising  agents 
"  intermixed  therewith,  and  the  other  layer  in  contact  with  the  positive 
^*  electrode  having  no  such  depolarising  agents,  substantially  as  set  forth.*' 

On  the  4th  of  February  1903,  the  Patent  Exploitation^  Ld.^  commenced  an 
action  against  the  American  Electrical  Novelty  and  Manufacturing  Company^ 

25  Ld,j  for  infringement  of  the  Patent,  claiming  the  usual  relief.  By  their  State- 
ment of  Claim  they  alleged  that  they  were  the  registered  legal  owners  of  the 
Patent,  that  a  certificate  that  the  validity  of  the  Patent  came  into  question  was 
granted  by  the  Court  of  Appeal  in  an  action  Patent  Exploitation,  Ld.  v.  Siemens 
Brothers  A  Go.,  Ld.,  1900,  P.  No.  2506^  and  that  the  Defendants  had  infringed. 

30  The  Plaintiffs  claimed  costs  as  between  solicitor  and  client.  The  Particulars 
of  Breaches  alleged  that  the  Defendants  had  at  divers  times  between  the  date  of 
the  Patent  and  the  issue  of  the  writ  sold  batteries  made  in  infringement  of  the 
Patent ;  in  particular  the  Plaintiffs  complained  of  the  sale  of  three  of  such 
batteries  to  one  Frederick  Gopeland  on  2nd  January  1903  by  the  Defendants  at 

35  their  premises,  102  Charing  Cross  Road,  London,  W.C.,  and  the  Plaintiffs 
reserved  the  right  to  recover  in  respect  of  all  infringements. 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the 

Patent  was  invalid  by  reason  of  the  matters  in  the  Particulars  of  Objections  set  out. 

The  Defendants,  by  their  Particulars  of  Objections,  alleged  (1)  that  the 

40  alleged  invention  was  not  new  by  reason  of  (A)  prior  publication  of  the  inven- 
tion, (B)  prior  user  of  the  invention,  (C)  prior  common  general  public  know- 
ledge of  the  invention  as  claimed  in  the  claiming  clause  thereof.  Particulars  of 
A  and  B  were  given  as  follows : — A.  The  alleged  invention  had  been  published 
in  this  realm  prior  to  the  date  of  the  Patent  (i.)  by  the  deposit  in  the  Patent 

45  Office  library  of  the  Specifications  of  the  following  Letters  Patent,  the  whole  of 
each  of  which  was  relied  upon,  viz. : — (A)  British  :  (1)  Leclanchi,  No.  1637  of 
1866;  (2)  Brandon,  No.  2623*  of  1866;  (3)  Wint^,  No.  2637  of  1874;  (4) 
Newton,  No.  4739  of  1880;  (5)  Shrivanoff,  No.  489  of  1882 ;  (6)  Walker,  No. 
833  of  1883;  (7)  Wehh  and  Jensen,  No.  1998  of  1883;   (8)  Jensen,  No.  4369  of 

50  1885;  (9)  SA^nVanow;,  No.  15,063  of  1887;  (10)  Dymond,  No.  18,754  of  1888; 
(11)  Smith,  No.  2297  of  1889  ;  (Al)  by  the  publication  of  the  following 
papers  :— The  "Electrician,"  Vol.  XXIIL,  page  292  (the  part  relied  on  related  to 
Germain's  dry  cell) ;   (B)  French :   ThUhaat,  No.  142,524,  dated  the  26th  of 

*  Reported  ante,  page  S26,  and  before  Buckley,  J.  (whoee  decision  was  reyened  by  the  Court 
of  Appeal),  19  BJ»  0.  US. 

3  L  2. 
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April  1881,  and  the  additions  made  thereto  dated  the  16th  of  Augnst  1881,  the 
3rd  of  April  1882,  and  the  2nd  of  November  1883 ;  (0)  German :  Bender, 
No.  48,695,. dated  the  9th  of  December  1888;  Hartmann  and  Braun,  No. 
47,695  of  1888 ;  (D)  American :  Gassner,  No.  373,064  of  1887 ;  Schrop,  No. 
408,138  of  1889.  B.  That  the  said  alleged  invention  had  been  nsed  in  this  5 
realm  prior  to  the  date  of  the  Patent  (1)  by  the  nse  and  sale,  in  the  years  1888 
and  1889,  by  Mayfield,  Gohb  A  Co,,  Ld.,  of  35  Budge  Row,  Cannon  Street,  E.C., 
of  Gassner  dry  cells,  which  cells  were  constructed  substantially  as  described 
in  the  Plaintiffs'  Patent  and  claimed  in  the  claiming  clause  thereof ;  (ii.)  by  the 
manufacture  and  sale  by  the  Universal  Battery  Company,  of  Mid-Kent  Works,  10 
New  Beckenham,  London,  and  their  predecessors  in  title,  for  three  years  prior 
to  the  date  of  the  Patent,  of  a  dry  cell  identical  with  the  dry  cell  now  manu- 
factured and  sold  by  them;  (iii.)  by  the  common  general  use  of  sawdust, 
plaster,  and  other  suitable  materials  for  fixing  the  liquids  used  in  galvanic 
batteries,  and  the  common  general  use  of  a  depolarising  agent  in  mixture  with  15 
the  exciting  agent  in  contact  with  the  negative  electrode ;  (2)  that  the  said 
alleged  invention  was  not  the  proper  subject-matter  of  Letters  Patent;  the 
Defendants  would  rely  thereunder  upon  common  knowledge  concerning  the 
construction  of  liquid  and  dry  primary  batteries,  and  upon  the  matters  set  out 
in  paragraph  1  thereof ;  (3)  that  the  said  alleged  invention  was  not  useful ;  (4)  20 
that  the  Complete  Specification  of  the  Patent  did  not  sufBciently  describe  the 
nature  of  the  invention  and  the  manner  in  which  the  same  was  to  be  performed. 
Particulars  :  (1)  that  by  following  directions  given  on  page  1,  lines  24  and  25*,  a 
practical  battery  could  not  be  constructed ;  (2)  that  the  Complete  Specification 
of  the  Patent  gave  no  instructions  as  to  the  degree  of  pulverisation  of  the  25 
manganese  dioxide  or  the  carbon  to  be  used. 

The  alleged  infringement  will  be  found  described  in  the  judgment. 

The  action  came  on  for  trial  on  the  22nd  of  May  1903,  and  the  hearing 
occupied  thirteen  days. 

Astbury,  K.C.,  A.  B.  Sthaw,  and  A.  Paget  (instructed  by  James,  Mellor,  and  30 
Coleman)   appeared  for  the  Plaintiffs;   Moulton,  K.C.,  A.  «7.    Walter,  and 
J.  H.  Gray  (instructed  by  Wilson,  Bristows,  and  Oarpmael)  appeared  for  the 
Defendants. 

Astbury,  E.C.,  opened  the  Plaintiffs^  case  : — On  the  appeal  in  the  action 
against  Siemens  Brothers  <t  Co.,  Ld.  (20  R.P.C.  225),  the  Court  of  Appeal  held  35 
that  pulverisation  was  an  essential.  In  the  present  action  the  Defendants  take 
new  objections  to  the  Patent,  and  the  infringement  is  different.  Coming  to  the 
Specification,  *'  preferably  "  in  reference  to  the  exciting  agent  has  been  construed 
to  refer  to  the  best  prescription  but  not  to  tie  the  Patentee  down  to  the  exact 
ingredients.  The  '^  pouring  in  '*  of  the  excitant  is  not  essential ;  what  is  essential  40 
is  to  get  a  lining  of  a  certain  thickness  round  the  zinc.  As  to  the  depolarising 
agent  two  of  the  Lords  Justices  held  that  pulverisation  was  essential :  *^  preferably" 
referred  to  the  ingredients  and  not  to  pulverisation.  It  was  argued  for  the 
Defendants  that  acid  depolarisers  were  not  excluded,  but  the  Court  of  Appeal 
held  that  they  were,  and  that  one  must  have  an  insoluble  depolariser  mixed  45 
with  the  carbon,  for  one  could  not  get  a  semi-solid  with  an  acid  depolariser. 
Also  the  Court  of  Appeal  held  as  to  ingredients  that  the  variations  must  be 
limited  to  equivalents  for  battery  purposes.  The  expressions  '^  semi-solid  "  and 
*^  plastic  "  in  the  Specification  were  held  to  be  synonymous.  Semi-solid  is  used 
of  both  compounds  in  the  sense  that  each  will  stand  in  the  position  in  which  it  50 
is  put.  Acid  is  further  excluded  by  the  fact  that  the  depolariser  is  to  be  in  one 
layer  and  the  two  layers  must  keep  separate,  for  the  depolariser  must  not  get  to 
the  zinc.  As  to  infringement,  the  Defendants  have  substituted  blotting  paper 
for  plaster  of  Paris  and  use  it  with  sal-ammoniac,  chloride  of  zinc,  and  water. 


*  Ante  p.  691,  IL  7  to  9. 
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The  proportion  of  blotting  paper  is  70  per  cent.  Plaster  of  Paris  acts  as  a  filter, 
letting  liquids  through  freely,  but  not  solids.  The  blotting  paper  performs  all 
the  functions  of  the  plaster  of  Paris,  and  is  comminuted  vegetable  matter ;  it 
is  equivalent  for  all  .purposes  although  it  does  not  set  like  plaster  of  Paris.  The 
5  Court  of  Appeal  held  that  "  preferably  "  applied  to  the  plaster  of  Paris.  The 
Patent  is  for  a  combination,  and  in  seeing  whether  a  thing  is  an  equivalent 
it  must  be  considered  whether  it  is  one  for  the  purpose  of  the  Patent.  "  Pouring 
"  in "  is  obviously  not  obligatory,  it  is  only  stated  as  a  convenient  way  of 
dealing  with  the  particular  thing  mentioned.    Several  parts  of  an  invention 

10  may  be  changed  and  yet  the  pith  of  it  may  be  taken  (Clarke  v.  Adie^  L.R.  2  App. 
Cas.  315).  [The  judgments  of  the  Court  of  Appeal  in  Patent  Exploitation^  Ld. 
V.  Siemens  Brothers  A  Oo,,  Ld.,  ante,  page  225,  were  read.]  The  powdering  of 
the  manganese  and  the  mixing  with  the  carbon  practically  extend  the  cathode 
nearly  to  the  anode.    In  some  of  the  alleged  anticipations  pulverisation  is 

15  referred  to,  but  these  are  old,  and  people  had  come  to  think  that  pulverisation 
was  bad.  LeclanchS  expressly  gave  directions  for  throwing  away  all 
dust.  The  anticipations  referred  to  in  Lord  Justice  Stirling's  judgment 
are  again  relied  on,  and  also  a  third  addition  to  ThiShaut ;  it  is  admitted 
that   llvUhautj  and  the    additions   thereto,   were  all  deposited  at   one  date, 

20  Ai^d  this  is  material  in  considering  them.  In  considering  the  question 
of  infringement  there  are  two  questions — first,  what  is  the  function  of  the  outer 
layer  as  a  whole ;  and,  secondly,  what  is  the  function  of  each  constituent  for 
the  purpose  of  getting  that  function  as  a  whole  ?  A  combination  Patent  may 
be  infringed  notwithstanding  the  substitution  of  equivalents  for  some  of  the 

25  parts ;  and,  a  fortiori,  if  each  part  consists  of  several  parts,  it  may  be  infringed 
although  other  parts  are  substituted  for  those.  The  plaster  of  Paris  has  no 
chemical  action,  its  functions  are  (I)  to  keep  the  outer  layer  in  the  plastic 
XM>ndition ;  (2)  to  act  as  a  perfect  filter,  but  to  allow  the  current  to  pass  freely 
by  means  of  the  dampness  ;  and  (3)  to  prevent  the  passage  through  it  to  the 

30  zinc  of  the  pulverised  depolariser.  For  all  the  purposes  of  a  battery  blotting 
paper  is  the  same,  and  in  other  respects  the  infringing  battery  is  identical. 
The  three  features  of  the  Plaintiffs'  battery  are  stated  in  the  judgments  of  the 
Court  of  Appeal.  There  are  two  layers,  both  semi-solid  or  plastic,  both 
permeated  by  an  exciting  agent,  but  one  only  containing  a  depolarising  agent. 

35  The  following  witnesses  were  called  on  behalf  of  the  Plaintiffs,  namely  : — 
Professor  Silvanus  Thompson,  Messrs.  Gordon  Salaman,  J.  R,  GaU^ 
H.  T.  Bamett,  and  W.  P.  Thompson, 

Moulton,  K.C.,  opened  the  Defendants*  case. — ^The  first  thing  is  to  arrive  at 
the  scope  of  the  Patent.     Much  evidence  has  been  given  as  to  differences 
j  40  between  the  alleged  anticipations  and  the  particular  example  given  in  the 

!  Specification.     [BuOKLBY,  J.— It  has  been  held  by  the  Court  of  Appeal  that  the 

Patent  is  for  a  combination,  and  that  pulverisation  is  an  essential.]    The  inter- 
pretation put  on  the  Specification  was  on  evidence  that  was  then  before  the 
I  Court  as  to  the  state  of  knowledge.    The  decision  is  only  binding  so  far  as  it 

45  is  on  the  construction  of  the  document  itself;    but  so  far  as  interpretation 

depends  on  the  evidence  as  to  the  state  of  the  art  it  is  not  binding  in  this  case, 

I  where  the  evidence  is  different.    For  instance,  whether  it  was  known  that  a 

I  hygroscopic  was  necessary  is  a  question  of    the  state  of  the  art.      Again, 

"  substantially  as  set  forth  "  depends  also  on  the  evidence  as  to  the  state  of  the 

50  art.  On  the  new  evidence  I  shall  contend  for  a  different  interpretation 
as  to  the  state  of  the  art.  [Bijokley,  J. — Do  not  all  the  Lords  Justices 
say  that  it  is  a  combination  Patent,  and  that  none  of  the  elements  were 
new  ?]  Yes ;  but  matters  were  treated  as  matters  of  substance,  which  I  shall 
show  by  evidence  were  not  so.    Referring  to  the  Specification,  the  external 

55  layer  is  of  peculiar  composition,  the  peculiarity  of  which  was  strongly  insisted 
on  by  the  Plaintiffs  at  the  last  trial.    The  plaster  of  Paris  is  one  of  the  elements 
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that  must  be  subBtantially  kept  to;  the  "setting  to  a  semi-solid'*  was  put 
forward  as  a  feature  of  the  invention.  When  the  Patentee  passes  from  his 
recipe  to  his  definition  of  his  invention,  he  says  that  the  materials  mentioned 
as  electrodes  and  agents  and  their  proportions  may  all  be  varied ;  so  that  in  the 
statement  of  the  important  feature  the  words  "  whatever  they  may  be  made  of  "  5 
should  be  read  in  after  "  electrodes"  and  "  layers."  The  words  " substantially 
"  as  set  forth  "  would  not,  to  a  person  instructed  in  the  art,  mean  all  that  is 
contended.  I  shall  show  that  what  are  put  forward  as  characteristic  points  are 
not  well  founded.  If  the  Patent  covers  anything  that  is  old  then  it  is  invalid. 
In  examining  the  anticipations  one  must  bear  in  mind  the  whole  field  of  the  10 
claim.  The  Patentee  says  his  invention  is  for  having  two  layers,  both  semi- 
solid, both  having  the  excitant,  and  only  one  having  a  depolarising  agent. 
S Buckley,  J. — The  Court  of  Appeal  said  that  the  Patentee  stated  that  the 
epolarising  agents  must  be  reduced  to  a  fine  powder.]  They  arrive  at  that  on  the 
evidence.  [Buckley,  J. — It  is  only  Stirling^  L.J.,  who  founds  it  on  capillary  15 
attraction.  Vaughan  Williams^  L. J.,  says  that  the  Patentee  has  insisted  on  pul- 
verisation as  essential,  and  that  the  Patent  is  a  good  combination  Patent.]  Because 
pulverisation  was  found  to  be  novel ;  but  in  this  action  it  will  be  shown  that 
the  question  of  pulverisation  had  been  worked  out.  The  evidence  will  also 
show  that  fine  pulverisation  is  not  necessary  for  obtaining  capillary  attraction.  20 
It  was  held  that  certain  limitations  were  imposed  by  the  requirements  of  the 
case  and  not  as  a  matter  of  construction,  and  the  evidence  will  be  different  on 
these  points.  In  the  present  case  it  will  be  proved  that  pulverisation  is  not  of 
special  advantage  ;  it  is  pressure  that  is  of  great  importance.  As'  to  infringe- 
ment, the  Defendanta*  cell  is  outside  the  claim.  The  blotting  paper  does  not  25 
make  a  semi-solid  or  plastic  layer  within  the  meaning  of  the  Specification.  If 
the  claim  covers  what  the  Defendants  do  the  Patent  is  invalid.  Blotting  paper 
soaked  with  an  excitant  was  known  to  every  electrician.  If,  therefore,  there 
was  any  novelty,  it  must  be  in  the  other  layer.  Everybody  knew  that  the 
depolariser  must  be  excluded  from  the  outer  layer.  If  it  was  not  known  that  30 
blotting  paper  would  exclude  the  solid  depolariser  then  it  is  not  an  equivalent ; 
but  this  was  well  known.  Both  the  outer  and  inner  layers  were  old,  and  there 
was  no  invention  at  all,  but  only  ordinary  common  knowledge.  [The  alleged 
anticipations  were  referred  to.]  It  will  be  proved  that  the  cell  was  anticipated 
by  the  sale  of  similar  cells  before  the  date  of  the  Patent.  It  will  be  said  that  35 
none  of  the  anticipations  is  so  good,  but  one  must  not  judge  the  Patent  by  the 
special  recipe,  because  the  claim  is  much  wider  ;  and  the  double  plastic  layers 
were  old. 

The  witnesses  for  the  Defendants  were : — Mr.  J.  Swinbwme  and  Professor 
J.  D.  Cormack^  and  Messrs.  H.  Diehly  A.  Piggins,  J.  T.  MayfieW^  A.  Ford-^  40 
Lloyd^  H.  G.  Braun^  O.  SchcUl,  A.  A.  Cousins^  F.  A.  Darton^  F.  Walker^  and 
E.  J.  Tumher.    At  the    conclusion   of   the  evidence  for  the  Defendants,  Mr. 
W.  P.  Thompson  was  recalled. 

Moultony  K.O.,  summed  up  the  Defendants'  case. — So  far  as  the  construction 
of  the  Specification  depends  purely  on  the  document,  the  decision  of  the  Court  45 
of  Appeal  is  binding  here  ;  but  where  it  depends  on  evidence  as  to  the  meaning 
to  an  electrician  or  the  knowledge  of  the  time,  the  Specification  must  b« 
construed  by  the  light  of  the  present  evidence,  which  is  different  from  that  in 
the  previous  case.    The  decision  of  the  Court  of  Appeal  was  partly  founded  on 
capillary  attraction  ;  this  has  nothing  to  do  with  the  size  of  the  grains,  but  only  50 
with  the  distance  apart ;  it  is  no  test  of  pulverisation.     [BUCKLEY,  J. — The 
Court  arrived  at  pulverisation  in  two  ways — capillary  attraction  and  getting  a 
semi-solid  or  plastic  layer.]     Stirling^  L.J.,  defines  that,  and  I  submit  that  the 
Defendants'  layers  are  not  within  his  definition.    In  the  claim  "  substantially 
^'  as  set  forth  "  only  refers  to  what  the  Patentee  has  said  as  to  the  character  of  5) 
his  invention ;  those  words  do  not  justify  saying  that  pulverisation  is  essential. 
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Stirling^  L  J.,  says  that  the  inner  layer  is  to  be  semi-solid  or  plastic,  and  every 
limitation  arising  from  that  is  included,  but  he  does  not  introduce  limitations 
not  in  the  claim.  I  submit  that  the  Patentee  claims  every  battery  having  two 
/semi- solid  or  plastic  layers,  with  the  exciting  agent  in  both,  and  the  depolarising 
5  agent  only  in  one  of  them  ;  and  that  that  is  too  wide.  On  the  wide  definition  of 
"  semi-solid  or  plastic  "  in  the  Court  of  Appeal,  other  things  not  then  alleged 
as  anticipations  became  important — for  instance,  the  use  of  clay,  in  the  addition 
to  ThiSbauty  where  also  there  is  pulverisation.  This  could  be  restrained,  and  is 
therefore  an  anticipation.    Castle  Smith  is  also  proved  to  be  an  absolute  antici- 

10  pation.  If  it  is,  however,  outside  the  claim,  so  is  the  Defendants'  cell ;  blotting 
paper,  as  they  use  it,  is  not  plastic  within  the  definition,  which  means  that  it 
must  set  like  sculptor's  clay.  It  is  now  proved  that  a  hygroscopic  makes  no 
difference  in  a  closed  cell,  and  that  the  chloride  of  zinc  acts  merely  as  an 
addition  to  the  excitant.     [BuCKLBY,  J.— The  application  of  old  principles  in 

15  a  new  and  effective  manner  was  held  to  be  the  novelty  in  the  invention.]  If 
there  were  any  novelty  it  was  only  in  the  particular  instance,  and  if  the  claim 
is  wider  than  that  it  is  shown  to  be  bad.  The  claim  would,  however,  cover 
Skrivanoff.  If  the  claim  is  a  wide  one,  the  Plaintiffs  cannot  uphold  the 
Patent  by  saying  that  the  Patentee's  prescription  is  better  than  Skrivanoff; 

20  there  is  evidence  that  the  latter  would  be  a  useful  battery.  The  new  evidence 
negatives  any  novelty  in  the  application  even  in  the  particular  instance ;  but, 
assuming  the  novelty  of  that,  it  is  not  sufficient ;  even  if  pulverisation  is 
essential,  it  was  not  a  novelty.  Peroxide  of  lead,  which  is  a  powder,  was  one 
of  the  best  known  agents.    Also  the  clay  in  Thiebaut  is  essentially  a  plastic 

25  thing  within  the  meaning  of  the  Specification.  [BUOKLBY,  J. — Is  not  your 
evidence  as  to  these  anticipations  subject  to  the  remark  that  they  can  be  made 
with  the  knowledge  of  to-day  ?]  That  is  not  the  result  of  the  evidence. 
[BuCKLBY,  J. — Is  not  the  question,  for  instance,  whether  if  someone  had  had 
Thi4baiUy  he  would  at  the  date  of  it  have  made  the  Plaintiffs'  cell  ?]    No  ;  the 

30  question  is  what  he  would  have  done  with  the  knowledge  of  1890 ;  no  one 
could  take  out  a  Patent  for  applying  the  knowledge  of  1890  to  Thiebaut.  If 
the  latter  could  be  distinguished  in  the  previous  action,  it  cannot  now  with  the 
other  addition  to  it  which  is  put  in  evidence.  Skrivanow  would  be  within  the 
claim  of  the  Specification  ;  the  fact  of  its  not  being  closed  and  other  small  points 

35  would  not  prevent  its  being  an  infringement.  [The  other  alleged  anticipations, 
including  Leclanchi^  Brandon^  Jensen^  Germain^  and  Oaasner^  were  referred 
to.]  The  substitution  of  a  plastic  outer  layer  for  a  liquid  one  would  not  be 
invention,  nor  putting  sawdust  or  blotting  paper  in  the  outer  layer.  One 
cannot  make  a  mosaic  of  anticipations,  but  one  cannot  get  a  good  Patent  by 

40  adding  merely  common  knowledge  to  what  has  been  already  proposed ;  one 
cannot  get  novelty  from  A  by  varying  A  by  common  knowledge;  so  here, 
rendering  the  outer  layer  a  paste  was  common  knowledge.  The  Court  of 
Appeal  thought  that  the  Plaintiffs'  cell  came  on  the  market  as  a  novelty,  but 
Hartmann  and  Braun,  Walker  and  Qasmer  were  all  dry  batteries  that  had 

45  been  sold.  The  prior  user  by  Braxm  and  Lloyd  is  established.  The  differences 
from  the  other  action  are  the  following — the  evidence  on  utility  is  that  the 
Plaintiffs'  battery  is  good  by  reason  of  the  practice  obtained  in  making  it,  and 
particularly  by  ramming ;  the  early  batteries  did  not  answer.  The  real  improve- 
ment in  modem  dry  cells  is  hammering  the  powder  hard,  having  first  made 

5()  it  sufficiently  wet,  and  thas  getting  a  hard  conglomerate.  Moreover,  there  is  no 
evidence  of  any  battery  having  been  made  exactly  according  to  the  prescription 
in  the  Specification,  which  does  not,  in  fact,  give  a  plastic  or  semi-solid  mass. 
As  to  infringement,  in  the  action  against  Siemens  Brothers  they  had  the 
Plaintiffs'  outer  layer  exactly,  whereas  the  Defendants  do  not  take  it  nor  an 

55  equivalent ;  moreover,  their  inner  layer  is  not  what  is  described  as  plastic  or 
semi-solid  in  the  Specification,  for  that  must  be  judged  by  the  prescription 
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contained  in  the  Specification.  The  evidence  as  to  the  anticipations  is  also 
different,  and  new  anticipations  are  set  np.  Therefore,  notwithstanding  the 
decision  of  the  Court  of  Appeal,  I  submit  that  there  is  no  infringement,  and  also 
that  the  Patent  is  invalid. 

Astburyy  K.O.,  in  reply. — It  is  a  canon  of  construction  that  one  must  pat  5 
oneself  in  the  positon  of  the  Patentee,  and  certainly  as  regards  common  know- 
ledge (Tubes,  Ld.j  v.  Perfecta  Seamless  Steel  Tube  Company y  ante  page  77)  ;  and 
one  must  not  divorce  the  claim  either  from  the  rest  of  the  Specification  or  from 
common  knowledge.    The  same  thing  is  also  partly  true  as  to  public  knowledge ; 
for  instance,  where  a  matter  has  been  the  subject  of  many  previous  attempts,   10 
the  Court  will  assume  in  the  Patentee  some  knowledge  of  such  attempts  although 
not  perhaps  of  the  particular  anticipations.    Moreover,  if  a  person  has  made  a 
good  and  meritorious  invention,  the  Court  will  be  astute  toresid  the  Specification 
in  such  a  way  as  to  give  validity  to  it ;  so  that,  if  there  are  two  possible  con- 
strubtions,  one  including  previous  things  and  one  not,  the  Court  will  be  inclined  15 
to  take  the  narrower  one — Ut  res  magis  valeat  quam  pereat.    The  Court  of 
Appeal  have  held  that  the  combination  of  two  layers  in  a  battery  made  sub- 
stantially as  described  was  novel,  and  that  for  the  purpose  of  the  inner  layer  the 
manganese  peroxide  and  carbon  must  be  in  such  a  state,  when  mixed  with 
water,  that  they  operate  in  a  certain  manner  ;  provided  that  they  do  so,  that  is  20 
pulverisation,  and  it  is  not  necessary  to  reduce  all  the  mass  to  fine  powder. 
Adding  larger  pieces  would  not  prevent  infringement.    One  may  get  capillary 
attraction  with  large  pieces  at  their  points  of  contact,  but  Stirling^  L.J.,  did  not 
mean  that.     There  should  be  no  air  and  good  contact,  so  that  the  mass  must 
be  a  powder,  without  lumps  in  contact  with  others  in  such  a  way  as  to  get  air-  25 
spaces.     Gozens-Hardyy  L. J.,  gave  a  wider  construction  to  the  word  "  pulverisa- 
"  tion, '  and  said  that  uniform  pulverisation  is  not  necessary.   Really  all  the  Lords 
Justices  agreed  that  one  must  get  all  the  materials  sufiBciently  fine  to  fulfil 
certain  requirements.  It  must  be  borne  in  mind  what  the  common  knowledge  was 
with  regard  to  powder.     LeclancM  thought  that  pulverisation  was  wrong  and  30 
that  the  materials  should  be  granular.    The  Patentee  told  the  world  to  depart 
from  that  and  to  make  a  semi-solid  mass.    As  to  invention,  a  scintilla  is  suffi- 
cient (iStVfeteW  v.  Vickers,  9  R.P.C.  152) ;  every  part  may  be  old  if  the  combination 
is  new.    If  there  is  utility,  very  little  invention  is  sufficient  {Crane  v.  Price^  1 
W.P.C.,  at  page  408).    The  invention  is  for  a  combination  of  which  the  con-  35 
struction  and  arrangement  is  as  described,  the  feature  being  the  two  semi-solid 
or  plastic  layers  filling  up  the  whole  space  between  the  two  poles.    The  absence 
of  any  pot  between  the  layers  is  of  importance  and  gives  various  advantages. 
The  layers  in  the  Plaintiffs'  battery  have  to  perform  functions  not  performed  by 
any  of  the  alleged  anticipations,  none  of  which  will  perform  the  total  of  the  40 
Plaintiffs'  battery.    There  is  a  good  invention,  if,  as  the  evidence  shows,  a 
better  result  was  obtained.    Few  useful  Patents  have  been  held  invalid  for  want 
of  subject-matter.    The  limitation  on  the  variation  of  the  materials  is  that  they 
must  be  equivalents,  and  the  limitation  as  regards  their  physical  conditions  is 
that  one  must  get  a  semi-solid.    [The  alleged  anticipations  were  referred  to.]  45 
One  must  find  in  a  document  alleged  to  be  an  anticipation  a  reasonably  clear 
description  of  the  invention  (jOtto  v.  Linfordy  46  L.T.  N.S.  44).  As  to  infringement, 
the  Defendants'  outer  layer  is  in  fact  semi-solid  or  plastic  within  the  meaning 
of  the  Specification.    Their  blotting  paper  is  an  equivalent ;  also  the  layers  in 
their  battery  are  semi-solid  or  plastic,  plastic  being  used  as  non-elastic,  and  not  50 
in  the  sense  it  has  in  the  phrase  '^  the  plastic  art."   The  prior  user  by  Lloyd  is 
not  proved,  and,  even  if  so,  what  was  made  was  not  an  anticipation. 

BUOKLBY,  J. — In  January  1902,  there    was   tried    before   me    an   action 
brought  by  the  present  Plaintiffs,  the  Patent  Exploitation  Companyy  Ld,^ 
against  Siemens  Brothers  &  Co.,  Ld.y  as  Defendants.     In  December  1902  that  55 
action  was  heard  upon  appeal  and  resulted  in  finding  the  Plaintiffs'  Patent  to 
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be  valid  and  the  Defendants  to  be  guilty  of  infringement.  On  the  4th  of 
February  1903,  the  action  in  which  I  am  now  about  to  give  judgment  was 
brought  by  the  same  PlaintiflEs  against  other  Defendants,  the  American 
Electrical  Novelty  and  Manufacturing  Company^  Ld.  The  present  Defendants 
5  have  defended  the  action  upon  every  point  which  was  decided  against  the 
Defendants  in  the  previous  action,  claiming,  as  they  are  entitled  to  do,  that  the 
decision  in  that  action  is  not  binding  upon  them.  In  the  former  action  the 
Defendants  relied  on  five  anticipations,  Newton^  ThiSbaut^  W^hh  and  Jensen^ 
BendcTy  and  Castle  Smith.     In  the  present  action  the  Defendants  have  relied 

10  upon  some  14,  being  the  same  five  anticipations  and  some  nine  others  which  the 
previous  Defendants  did  not  set  up.  The  present  Defendants  have  also  set  up 
prior  users,  and  have  adduced  different  and  further  evidence  as  to  the  state  of 
knowledge  at  the  date  of  the  Plaintiffs*  Patent,  and  as  to  the  electrical  and 
physical  conditions  of  the  battery  which  are  relevant  to  the  matter  under 

15  inquiry. 

Under  these  circumstances  it  is  my  duty,  guided  by  the  decision  in  the  Oourt 
of  Appeal,  to  decide  this  action  on  the  larger  materials  which  these  Defendants 
have  placed  before  me.  For  the  purpose  of  so  doing,  it  is  essential,  in  the  first 
instance,  that  I  should  ascertain,  as  exactly  as  I  can,  wlutt  was  the  decision  of 

20  the  Oourt  of  Appeal  in  the  prior  case.  I  must  take  that  as  my  starting  point, 
and,  subject  to  any  alteration  in  the  facts  established  by  the  present  evidence, 
must  guide  myself  by  that  decision.  The  Patent  sued  on  is  a  Patent  (No.  1110 
of  1890)  for  improvements  in  galvanic  batteries.  For  the  purpose  of  identifying 
the  passages  in  the  judgments  of  the  Lords  Justices  to  which  I  am  about  to 

25  refer,  I  give  references  to  the  20th  volume  of  the  Reports  of  Patent  Oases.  I 
find  that  the  Oourt  of  Appeal  affirm  that  the  principles  involved  in-  galvanic 
batteries  were  old  (page  234,  line  32)  ;  that  everyone  of  the  ingredients  men- 
tioned by  the  Patentee  had,  before  his  Patent,  been  used  in  galvanic  batteries 
(page  239,  line  16)  ;  that  the  electrolytes  had  been  used  in  every  physical  state 

30  aescribed  or  referred  to  in  the  Specification  (page  239,  line  18)  ;  that  the  novelty 

of  the  invention  consisted  in  the  application  of  old  principles  in  a  particular 

and  effective  manner  (page   234,  line  34) ;   that  the  Patent  contained  good 

.  subject-matter,  because  it  claimed  a  combination  of  known  ingredients  so 

arranged  as  to  satisfy  defined  conditions  (page  239,  line  10)  ;  and  that  the  combina- 

35  tion  of  the  ingredients  in  the  manner  and  form  pointed  out  in  the  Specification 
was  new  (page  239,  line  24 ;  page  237,  line  38  ;  page  241,  line  37).  Further, 
by  a  majority  (Lord  Justice  Gozens-Hardy  dissenting),  the  Oourt  of  Appeal 
held  that  the  Patentee  had  indicated  pulverisation  of  the  manganese  and  carbon 
as  essential,  and  held  that  that  was  a  novelty  (page  236,  lines  14  and  44 ;   page 

40  237,  lines  2  and  7  ;  and  page  238,  line  54).  The  Oourt  of  Appeal  held  that  the 
claim  (I  take  this  more  particularly  from  the  judgment  of  Lord  Justice  Stirling ^ 
page  238,  line  40  onwards)  was  not  a  galvanic  battery  of  defined  form,  but  one 
of  a  particular  type,  namely,  one  having  two  layers  of  material,  both  semi-solid 
or  plastic,  both  permeated  by  the  excitant,  but  only  one  containing  depolarising 

45  agents,  composed  of  any  ingredients  which  comply  with  the  limitation  of  the 
above  requirements.  Those  limitations,  however,  were  considerable,  and 
involved,  first,  that  the  materials  must  be  capable  of  being  reduced  to  such  a 
state  as  that  when  mixed  with  water  they  take  a  semi-solid  or  plastic  form  ; 
secondly,  that  the  depolariser  should  be  confined  to  one  layer,  thereby  excluding 

50  liquid  depolarisers  ;  and,  thirdly,  that  the  excitant  should  permeate  both  layers, 
and  consquently  should  not  act  injuriously  on  the  depolarising  agents.  In 
deciding  that  the  Patentee  insisted  on  pulverisation  as  essential,  the  Oourt 
were,  as  it  appears  to  me,  led  to  that  conclusion  by  the  fact  established,  as  they 
held,  by  the  evidence  before  them,  tlmt  the  pulverisation  must  be  carried  to 

55  such  an  extent  that  the  water  is  held  up  by  capillary  attraction  (page  239,  line 
1 ;  page  241,  line  31).     To  ensure  that  liquid  be  held  up  by  means  of  capillary 
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attraction  it  is  not  necessary  that  all  the  materials  shoald  be  redaced  to  a  fine 
powder.    It  is  sufficient  that  there  be  in  the  material  a  sufficient  amount  of  fine 
powder — the  rest  of  the  material    may    be    granular.     Capillary  attraction 
depends  upon  the  fluid  being  held  in  exceedingly  fine  tubes ;  there  must  be 
no  large  interstices.     If  the  comer  of  a  brick  be  put  into  water  the  whole  5 
brick  will  become  wet  by  capillary  attraction ;    the  sap  rises  in  plants  and 
vegetables  by  capillary  attraction;    fluids    circulate    in    the    porous   tissues 
of  animal  bodies  by  capillary  attraction.     In  none  of  these  cases  is  there 
any    pulverisation.      The    point    is,   not    that    there    must  be  powder,  but 
that  there  must  not  be   large    interstices.      Where  you  are    dealing    with  10 
insoluble  materials  it  is  not  necessary  that  all  the  materials  shall  be  pulverised. 
If  the  material  itself  be  porous,  it  is  sufficient  that  so  much  of  it  be  pulverised 
as  that  the  larger  or  granular  portions  shall  be  so  surrounded  with  powder  as 
that  no  interstices  be  left.    On  the  evidence  before  me,  I  conceive  it  to  be  made 
out  that  so  long  as  a  sufficient  part  of  the  carbon  or  manganese,  or  one  of  them,  15 
be  in  a  fine  powder,  the  existence  of  larger  grains  in  the  mass  is  no  obstacle  to 
holding  up  the  water  by  capillary  attraction.    The  evidence  upon  which  the 
above  statement  is  based,  as  regards  the  amount  of  pulverisation  required  to 
ensure  capillary  attraction,  was  not  before  the  Court  of  Appeal,  but  I  think  I 
may  assume  that  those  principles  were  present  to  the  minds  of  the  Lords  20 
Justices.    The  consideration  of  these  facts  seems  to  me  material  for  the  purpose 
of  ascertaining  what,  in  their  judgments,  the  word  "  pulverisation  "  meant.  Did 
it  mean  the  reduction  of  all  the  carbon  and  manganese  to  a  fine  powder,  or  did 
it  mean  the  reduction  to  a  fine  powder  of  so  much  of  those  materials  as  that 
capillary  attraction  should  result,  notwithstanding    the    presence    of   larger  25 
granular  portions  in  the  mass  ?    In  my  opinion  pulverisation  in  their  judgments 
meant  the  former.    It  is  quite  plain  that  in  Lord  Justice  Cozens-Hardy^a 
judgment  it  meant  the  former,  seeing  that  he  says  that  pulverisation  is  not 
essential,  in  that  capillary  attraction  will  act  when  all  the  materials  are  not 
reduced  to  fine  powder,  but  bits  of  material  of  reasonable  size  are  contained  in  20 
the  mass.    In  his  language,  pulverisation  does  not  include  the  case  where  some 
of  the  material  is  granular.    I  think  I  am  justified  in  assuming  that  that  word 
"  pulverisation,"  which  must  have  been  used  over  and  over  again  in  the  course 
of  the  argument,  must  have  been  used  by  the  Judges  with  the  same  meaning, 
but  in  that  which  follows  I  will  deal  with  the  matter  also  on  the  footing  that  35 
in  those  judgments  '^  pulverisation  "  may  have  included  the  reduction  of  the 
ingredients  to  a  powder  with  larger  granular  portions  intermixed.    Concisely 
put,  I  think  that  the  Court  of  Appeal  held,  first,  that  the  Patentee  insisted  upon 
pulverisation,  that  is,  the  reduction  to  a  fine  powder  of  all  the  carbon  and 
manganese,  and  that  this  was  new  ;  and,  secondly,  that  the  Patentee  discovered  40 
and  disclosed  an  application  of  known  principles  in  a  particular  and  effective 
manner,  and  that  the  combination  which  he  described  was  good  subject-matter. 
In  this  judgment  I  propose  to  deal    with    the    above    two  points,  and  to 
enquire  whether,  upon  the  evidence  of  prior  user  and  anticipation  adduced  by 
the  present  Defendants,  they  have  displaced  the  conclusion  of  fact  upon  which  45 
the  judgment  of  the  Court  of  Appeal  was  based. 

First  then,  I  take  the  question  of  pulverisation.  In  the  previous  action  the 
evidence  was  (and  Mr.  Swinburne^  who  was  called  for  the  Defendants,  then 
admitted  that  so  far  as  he  knew  the  fact  was)  that  pulverisation  was  new  in 
1890.  The  present  Defendants  have  proved  now  that  that  is  not  the  case.  Mr.  50 
Swinburne^  who  again  has  been  called  for  the  Defendants,  has  told  me  that 
upon  a  further  study  of  the  subject,  he  is  satisfied  that  in  the  previous  case  he 
was  mistaken  on  that  question  of  fact.  The  fact  is,  that  long  before  1890,  the 
question  of  pulverisation  of  carbon  and  manganese  for  the  purpose  of  the  inner 
layer  had  been  the  subject  of  experiment  in  detail.  Beetz^  before  1882,  wrote  55 
an  article  detailing  the  results  of  experiments  which  he  had  made.  That  paper  is 
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dealt  with  in  Weidemann's  "  Electricity,"  volume  1, 1882,  at  pages  751-2,  where 
the  results  of  the  experiments  are  detailed,  and  the  following  result  is  stated  as 
thereby  shown  : — "  Therefore  the  cells  provided  with  fine  carbon  powder  or 
**  fine  manganese  peroxide  powder  are  useless,  both  on  account  of  the  rapid 
5  "  change  in  electromotive  force,  and,  in  the  case  of  the  latter,  on  account  of  the 
"  magnitude  of  the  rapidly  increasing  resistance.  On  the  other  hand,  the  cells 
**  with  coarse  carbon  and  fine  manganese  peroxide  powder  are  to  be  recom- 
"  mended."  From  the  evidence  in  this  case,  I  have  learned  that  the  conditions 
of  the  problem  are  as  follows.     In  this  mixed  mass  of  manganese  and  carbon, 

10  it  is  desirable  to  ensure  two  things — conductivity,  which  is  increased  by  giving 
an  easy  path  for  the  current  through  the  carbon,  and  depolarisation  which  is 
increased  by  having  everywhere  carbon  in  close  proximity  to  the  manganese. 
Conductivity  is  assisted  by  leaving  the  carbon  in  comparatively  large  grains, 
for  the  resistance  is  less  in  passing  through  a  lump  or  large  grain  of  carbon, 

15  which  is  comparatively  tightly  compressed,  than  through  a  light  bulk  of 
powdered  carbon  which  is  relatively  less  compressed.  But,  on  the  other  hand, 
depolarisation  is  increased  by  having  the  particles  of  carbon  everywhere  in 
contact  with  a  particle  of  manganese.  The  latter,  therefore,  is  a  compromise 
between  these  two,  and  the  result  of  Beetz^s  experiment  was  that  the  best  results 

20  are  arrived  at  when  the  carbon  is  coarse  and  the  manganese  fine.  The  evidence 
on  this  head  will  be  found  substantially  on  page  428  of  the  printed  notes. 
This  question  of  pulverisation,  therefore,  has  been  the  subject  of  scientific 
investigation,  and  of  a  statement  of  results,  which  was  public  knowledge  before 
the  Plaintiffs'  Patent.    If  by  "  pulverisation  "  the  Patentee  meant  (as  I  think 

25  the  Court  of  Appeal  held  him  to  mean)  the  reduction  of  all  the  carbon  and 
manganese  to  a  fine  powder,  his  step,  in  insisting  on  that,  was  a  retrograde  and 
not  a  forward  step.  If,  on  the  other  hand,  he  meant  the  pulverisation  of  some, 
leaving  the  other  in  granular  form,  then  he  was  anticipated  by  Beetz. 
Further,  in  1885  there  is  a  Specification  of  Jensen^  that  is  to  say,  Hellesen^ 

30  dealing  with  the  constitution  of  the  inner  or  black  layer.  The  Patentee  insists 
on  the  employment  of  depolarising  ingredients  in  the  form  of  a  fine  powder 
which  is  to  surround  the  cathode,  and  then  is  to  be  hardly  compressed,  and  his 
claim  is  for  the  application  and  employment  of  the  materials  which  he  describes 
in  the  form  of  a  fine  powder,  firmly  pressed  on  to  the  cathode.    If,  therefore, 

35  ^y  "  pulverisation,"  the  Patentee  meant  the  reduction  of  all  the  materials  to  a 
fine  powder,  he  was  anticipated  by  Jensen^  who  had  already  expressed  that  in  his 
Specification.  In  my  judgment  it  is  by  these  facts  established,  that  in  1890 
pulverisation  of  the  materials  constituting  the  inner  layers  was  not  new,  and 
that,  whether  the  Patentee  meant  complete  or  partial  pulverisation.    There  is 

40  also  evidence  that  during  the  partnership  which  existed  between  two  witnesses 
named  Ford-Lloyd  and  Braun,  from  J.886  to  1889  the  materials  for  the  inner 
layer  were  both  broken  up  with  a  pestle  and  mortar.  All  the  above  materials 
are  new  in  the  present  action,  and,  I  think,  these  Defendants  have  established 
that  pulverisation  was  in  1890  not  new. 

45  I  pass  on  to  the  second  question,  and  here  apply  myself  to  ascertain  whether, 
in  further  anticipations  and  prior  users  and  further  evidence  of  the  state  of 
knowledge  in  1890,  these  Defendants  have  shown  that  Hitchcock  did  not  dis- 
cover and  disclose  a  new  application  of  known  principles  in  a  particular  and 
effective  manner.    In  approaching  this  part  of  the  case  I  find   myself  in  a 

50  difficulty.  I  am  conscious  that  I  have  not  a  firm  grasp  of  the  exact  nature  of 
the  combination  to  which  the  Court  of  Appeal  has  held  that  the  Patentee  validly 
lays  claim,  and  it  is  not  an  easy  task  to  trace  resemblances  to  a  thing  whose 
lineaments  are  not  markedly  in  the  mind  of  the  investigator,  but  from  the 
judgments  in  the  Court  of  Appeal  I  am  able  to  obtain  a  kind  of  test  which  I 

55  can  apply  to  the  further  anticipations  which  these  Defendants  plead,  bearing  in 
mindy  at  the  same  time,  the  danger  that  lurks  in  trying  whether  the  first  thing 


700  REPORTS  OP  PATENT,  DESIGN,  [Nov.  4, 1903. 

Patent  Exploitation^  Ld.  v.  American  Electrical  Novelty  and 
Manufacturing  Company^  Ld. 


# 


is  like  a  second,  by  comparing  it  to  a  third  which  the  Court  of  Appeal  has  held 
to  approach  very  closely  to  a  second.  This,  however,  is  a  danger  which  my 
difficulties  compel  me  to  face. 

There  was  one  alleged  anticipation  in  the  former  case  which  the  Lords 
Justices  thought  approached  very  closely  the  combination  which  they  upheld —  5 
it  was  that  of  Gastle  Smith.    Lord  Justice  Vaughan  Williams  found  the  point 
of  difference  in  Gastle  Smith  to  lie  in  the  fact  that  his  outer  layer  was  a  wet 
solution.    Lord  Jn-Mce  Stirling  found  that  Castle  Smith's  arrangement  closely 
approximated  to  that  of  the  Plaintiffs',  and  found  a  difference  in  the  fact  that 
the  exciting  agent,  that  is  the  outer  layer,  was  rather  a  semi-liquid  than  a  semi-  10 
solid.    This  is  the  same  ground  as  that  of  Lord  Justice  Vaughan  Williams. 
Lord  Justice  Gozens-Hardy  felt  great  difficulty  about  Castle  Smith,  but  he  also 
ttiought  that  the  phlegmy  sub3t?nce  G  could  not  be  called  semi-solid  or  plastic. 
This  again  was  the  same  grouadl.    Crtstle  Smith  uses  a  porous  bag  and  does  not 
use  any  hygroscopic.     I  think   the  Lords  Justices   thought,    as    I    do,  that  15 
neither  the  presence  of  the  porous  bag  nor  the  absence  of  a  hygroscopic  is  in 
itself  a  matter  wych  discriminates  an  alleged  anticipation  from  the  Plaintiffs' 
invention.    The  evidence  is  that  a  porous  pot  or  bag,  although  necessary  in  the 
course  of  the  manufacture,  if  certain  ingredients  are  employed,  is  in  itself  of 
little  or  no  moment  if  an  appropriate   material  be  used.    The  evidence  as  20 
to  the  hygroscopic  is  in  the  present  action— although  it  was  not  so  much 
worked  out  in  the  previous  action— that  the  chloride  of  zinc,  although  it 
w  a  hygroscopic,  does  not  in  the  Plaintiffs'  cell  play  the  part  of  a  hygroscopic. 
The  cell  is  a  closed  cell ;  in  such  case  the  hygroscopic  can  draw  no  moisture 
from  the  atmosphere  unless  the  cell  be  broken  or  cracked.    It  may  be  there  as  25 
a  reserve  force  in  case  the  air  enters,  but  otherwise  its  function  in  the  Plaintiffs' 
cell  is  that  of  constituting  part  of  the  excitant,  with  a  possible  further  advantage 
of  which  Mr.  Gordon  Salaman  speaks,  namely,  that  it  will  form  a  double  salt, 
so  as  to  increase  the  solubility  of  the  excitant  and  lower  the  freezing  point  of 
the  cell.    In  applying  my  mind  to  the  new  alleged  anticipations,  I  am  able  to  30 
guide  myself  by  the  view  of  the  Court  of  Appeal  with  reference  to  CtMtle  Smith. 
If  they  had  found  the  outer  layer  in  Castle  Smith  to  have  been  a  semi-solid  or 
plastic  one,  I  gather  that  they  would  have  thought  that  that  was  an  anticipation. 
The  new  anticipations  which  these  Defendants  have  adduced  may  be  divided 
mto  two  classes,  first  those  of  the  sandwich  type,  of  which  Skrivanow  and  35 
Germain  may  be  taken  as  examples.    It  seems  to  me  that  in  this  class  of  alleged 
anticipation  the  Defendants  have  successfully  pointed  to  batteries  in  which  the 
sequence  of  the  layers  and  the  character  of  the  electrodes  and  the  physical  and 
electrical  characteristics  of  the  layers  are  similar  to  those  in  the  Plaintiffs' 
battery.    On  the  other  hand,  these  batteries  are  not,  as  matter  of  form,  being,  that  40 
IS  to  say,  flat  instead  of  cylindrical,  nor  in  the  matter  of  arrangement,  being  open 
cells  with  all  the  disadvantages  which  result  therefrom,  similar  to  that  of  the 
Plaintiffs.    They  contain  the  sequence  of  the  layers,  the  physical  constitution  of 
the  ingredients,  but  not  the  construction  which  the  Plaintiffs  adopt.    The  other 
class  is  the  Leclanchi  class,  and  first,  particularly,  Brandon's.    Before  dealing  45 
with  that  let  me  make  an  observation  on  the  Plaintiffs'  Specification.    The 
Plaintiffs'  prescription  as  regards  the  inner  layer  is  to  take  two  parts  of  water. 
I  think  it  is  proved  as  a  fact  that  the  result  of  so  doing  will  be  to  make  a  sloppy 
mixture,  in  which  there  will  be  free  water,  one  which  cannot  be  packed  around 
the  carbon,  and  one  which  will  not  be  semi-solid.    This  certainly  is  so  if  the  50 
pulverisation  be  not  carried  to  great  fineness,  but  Hitchcock  says  that  you  are  to 
mix  the  ingredients  with  two  parts  of  water  to  form  a  semi-solid,  and  that  his 
proportions  may  be  varied.     I  think  that  legitimately,  in  following  his  Specifl- 
cation,  the  amount  of  the  water  may  be  reduced  so  as  to  achieve  the  result 
which  he  says  you  are  to  aim  at.     I  am  entitled,  I  think,  to  treat  Brandon  in  55 
the  same  way.  and  reduce  the  amount  of  water,  if  necessary  so  to  do,  to  achieve 
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tlie  result  whicli  he  tells  me  to  get.  Brandon  has  a  zinc  pole,  but  it  is  a  plate 
and  not  a  cap,  and  it  is  therefore  necessary  to  enclose  his  apparatus  in  a  cup  of 
some  sort,  and  he  takes  a  glass  jar.  In  this  there  is  no  substantial  difference. 
He  takes  a  porous  vessel,  inserts  a  plate  of  carbon,  and  fills  the  interstices 
5  between  the  carbon  and  the  porous  vessel  with  peroxide  of  manganese  reduced 
to  powder,  or  with  a  mixture  of  peroxide  of  manganese  and  powdered  graphite. 
He  fills  the  interstices  between  the  porous  vessel  and  the  glass  with  sand  or 
sawdust  or  other  granular  substance,  which  will,  as  he  says,  thicken  the  water, 
and  in  that  material  places  the  zinc.    He  then  moistens  the  entire  mass  of  sand 

10  and  peroxide  of  manganese  with  a  concentrated  solution  of  hydrochlorate  of 
ammonia.  He  intends,  I  think,  to  construct  either  a  battery  which  will  have, 
or  one  which  will  not  have,  free  water ;  for  while,  on  the  one  hand,  he  closes 
his  jar  and  puts  an  india-rubber  cover  with  a  cut  in  it  serving  as  a  vent, 
which  will  intercept  the  liquid  if  the  jar  should  be  turned  over,  thus  indicating 

15  a  fluid  cell ;  yet,  on  the  other  hand,  he  says  (at  page  4,  line  5)  that  if  you  desire 
to  transport  the  pile  you  must  take  care  that  your  liquid  is  absorbed  into  the 
sawdust  or  sand,  thus  indicating  a  dry  cell.  Assuming  that  the  amount  of 
liquid  is  reduced  to  such  a  point  as  that  it  is  all  absorbed,  that,  as  it  seems  to 
me,  is  in  every  essential  particular  the  battery  which  the  Plaintiffs  make.    The 

20  differences  are,  first,  that  there  is  a  porous  vessel ;  secondly,  that  there  is  a  zinc 
plate  and  not  a  zinc  cup ;  thirdly,  that  the  outer  layer  is  not  semi-solid  or 
plastic  in  the  same  way  as  plaster  of  Paris  or  flour  would  be  of  that  character ; 
and,  fourthly,  that  there  is  no  hygroscopic.  For  the  reasons  which  I  have 
assigned  it  seems  to  me  that  in  considering  whether  this  is  an  anticipation  I 

25  need  not  regard  Nos.  1,  2,  and  4,  or  any  of  them,  as  determining  the  matter. 
It  remains  to  consider  plasticity.  The  result  of  the  evidence  before  me  is  that 
plasticity,  as  such,  is  of  no  value  in  the  battery.  As  defining  that  you  must 
pulverise  your  materials,  the  direction  to  arrive  at  plasticity,  is  of  value,  but 
plasticity  in  itself,  qua  plasticity,  plays  no  part  in  the  efficiency  of  the  battery 

30  as  compared  with  Ihe  holding  up  of  the  liquid  ingredients  by  sawdust  or  sand 
or  the  like.  In  this  state  of  things  I  take  the  words  of  the  Court  of  Appeal 
and  ask  myself— *'  Y^hat  application  of  known  principles  in  a  particular  and 
"  effective  manner  has  Hitchcock  indicated  which  is  not  indicated  by  Brandon  ?" 
I  cannot  point  to  any.    Mr.  Gordon  Salaman  said  (Question  1585)  that  there 

35  are  the  same  elements,  the  same  constructive  idea,  but  not  the  same  invention, 
if  you  regard  this  invention  as  a  combination  giving  a  new  and  useful  result. 
I  cannot  agree  that  that  is  so.  The  limbs,  he  said,  are  old,  the  organism  new 
^Question  1597).  I  think  that  from  the  other  evidence,  particularly  that  of  Mr. 
SunnbumCy  it  results  that  not  only  the  elements,  the  ingredients,  and  the  con- 

40  structive  idea  are  old,  but  that  the  organism,  the  combination,  is  old,  and  is 
found  in  all  essential  particulars  in  Brandon.  The  next  anticipation  which 
the  Defendants  put  forward,  to  which  I  will  refer,  is  Jensen^  of  1885,  one  of 
Hellesen^s  improvements.  That  is  an  invention  directed  to  the  inner  layer.  So 
far  as  that  layer  is  concerned,  it  seems  to  me  to  be  an  anticipation  of  any 

45  directions  which  Hitchcock  gives  as  regards  pulverisation.  The  second  Hellesen 
Patent,  that  of  Castle  Smithy  of  1889,  deals  further  with  the  outer  layer — the 
phlegmy  substance  G.  As  to  this  substance  I  have  some  further  evidence  than 
was  before  the  Court  of  Appeal.  The  substance  which  is  formed  by  the  use  of 
tragacanth  is  not  a  wet  solution,  but  a  phlegmy,  jelly-like  substance ;    not 

50  plastic,  I  agree,  in  the  sense  that  potter's  clay  is  plastic.  There  is  an  exhibit  in 
the  present  case  which  shows  what  it  is.  It  is  a  substance,  not  fluid,  but  what 
I  should  call  semi-solid,  in  that  it  yields  and  is  resilient  like  a  jelly.  Seeing 
that  I  have  learned  now  by  the  evidence  in  this  case  that  plasticity  qua 
plasticity  is,  as  such,  of  no  importance,  provided  that  by  other  means  the 

55  conditions  are  satisfied  for  which  plasticity  is  useful,  such  as  holding  up  the 
Uquid  by  capillary  attraction,  or  otherwise  presenting  itself  closely  to  the  zinc 
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and  the  like,  I  cannot  find  in  the  Plaintiffs*  Patent  any  new  application  of  old 
principles  in  a  particular  and  effective  manner  which  differs  from  that  pointed 
out  by  Brandon^  Jensen^  and  Castle  Smithy  explained,  as  regards  the  last,  by  the 
evidence  in  this  case. 

The  last  I  propose  to  mention  upon  this  part  of  the  case  is  Oasaner.    He  has  5 
not  two  layers,  it  is  true,  but  this  only  in  the  sense  that  the  carbon  pole  and 
inner  layer  are  in  his  battery  replaced  by  an  agglomerate  pole  of  carbon  and 
manganese.    He  has  a  zinc  cup,  and  the  space  intervening  between  the  zinc 
cup  and  the  agglomerate  pole  is  filled  by  a  mixture  in  all  material  respects  the 
same  as  the  Plaintiffs'  outer  layer,  except  that  the  flour  is  omitted  and  oxide  of  10 
zinc  is  found  in  its  place.    In  this  mixture  the  oxide  of  zinc  plays  the  part  of 
the  flour.    As  regards  Gassner^s  battery,  I  have  this  to  observe.    Hitchcock  tells 
me  that  the  semi-solid  which  forms  his  inner  layer  is  to  be  packed  in  around  the 
carbon.    The  Plaintiffs  have  argued  that  this  means  that  it  is  to  be  rammed. 
It  has  been  proved  before  me  that  the  E.C.C.  cell,  which  is  the  successful  cell  15 
in  fact  now  manufactured  by  the  Plaintiffs'  licensees,  is  made  of  pulverised 
manganese  and  carbon,  merely  wetted  to  such  an  extent  as  to  prevent  the  dust 
from  rising.    This  is  put  in,  a  small  quantity  at  a  time,  into  the  battery,  and 
rammed  down  tight  by  the  use  of  a  cylindrical  rammer  with  a  cylindrical 
hole  to  pass  the  carbon,  and  beaten  with  a  mallet.    The  Plaintiffs  say  that  the  20 
E.C.C.  cells  are  not  made  by  them,  but  by  their  licensees,  and  that  they  are  not 
responsible  for  this  method  of  manufacturing,  but  they  argue  that  such  a 
packing  is  within  their  Specification,  and,  if  it  be,  I  am  entitled  to  compare  a 
cell  so  made  with  the  alleged  anticipation  of  Qassner,  and  I  have  great  difficulty 
in  seeing  what  difference  in  substance  there  is  between  the  agglomerate  pole  25 
used  by  Oassner  and  a  pole  thus  made  by  the  Plaintiffs'  licensees.    The  latter 
is  practically  an  agglomerate  with  a  pure  carbon  centre.    As  a  matter  of  manu- 
facture of  course  there  is  a  difference,  but  nothing  more.    I  think  I  am  entitled 
to  add  Oasaner  to  the  other  anticipations  to  which  I  have  referred.    If  Castle 
Smith  was  so  close  as  the  Lords  Justices  held  it  to  be  to  the  invention  which  30 
they  have  upheld,  it  seems  to  me  the  anticipations  which  I  have  just  dealt  with 
are  much  closer,  and  that  I  am  at  liberty,  and,  in  fact,  bound  to  use  my  own 
powers  of  reasoning  to  see  whether,  after  those  anticipations  have  been  called 
to  the  attention  of  the  Court,  there  exists  in  Hitchcock's  Specification  any  new 
application  of  old  principles  in  a  particular  and  effective  manner.    Using  my  35 
best  judgment  I  arrive  at  the  conclusion,  on  the  facts  now  proved,  that  there 
does  not. 

Great  reliance  was  placed  by  the  Defendants  upon  a  cell  made  with  clay 
according  to  T'hiibaut,    ThiehauVs  papers  were  four  in  number.    Three  were 
before  the  Court  of  Appeal,  the  fourth  was  not.    The  point  of  the  fourth  paper  40 
was  that  it  proposed  for  the  inner  layer  minium,  which  is  a  fine  powder,  and 
therefore  answered  the  point  of  pulverisation.    The  Defendants  say — but  I  am 
not  sure  about  that — that  Thiehaut  meant  it  to  be  used  as  a  powder,  and  not  as 
made  into  a  block.    The  cell  made  with  clay  and  minium  in  powder  works 
well.    I  do  not  place  any  reliance  on  this.    The  Court  of  Appeal  found  that  46 
ThiibauVs  first  three  papers  were  not  an  anticipation,  and  the  fourth  only  adds 
this,  that  if  you  take  JliiSbaut,  with  all  the  knowledge  of  to-day,  you  may, 
consistently  with  what  he  says,  make  a  good  working  cell,  but  Mr.  Swinbume^s 
evidence  is,  that  a  successful  cell  was  made  by  adding  to  ThiebauVs  defective 
knowledge  of  chemistry,  the  knowledge  of  to-day,  and  (Question  5084)  that  50 
anyone  without  regard  to  this  case,  taking  up  Thiebaut  and  told  to  make  a 
sample  cell  according  to  it,  would  not  produce  the  cell  produced  before  me. 

The  prior  users  which  the  Defendants  have  set  up  are,  first,  Oassner,  with 
which  1  have  already  dealt  under  the  head  of  anticipation,  and,  secondly,  cells 
made  by  Lloyd  and  Braun,    The  date  of  their  manufacture  is  from  1886  to  55 
I S89  onwarde.    I  have  no  doubt  at  all  as  to  that ;  the  evidence  about  it  is 
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plain,  and  if  anything  more  were  wanted  it  is  given  by  an  Agreement  dated  the 
29th  of  September  1888,  relating  to  certain  machines  which  they  sold,  and  for 
which  they  made  batteries.  Lloyd  and  Braun  have  described  the  method  of 
manufacture.  I  see  no  reason  to  doubt  that  they  manufactured  as  they  say. 
5  It  was  consistent  with  the  knowledge  of  the  time.  If  their  evidence  is  to  be 
trusted,  it  is  such  as  the  Plaintiffs*  Specification  in  all  material  respects,  except 
that  chlorate  of  potash  was  sometimes  aided  to  the  ingredients.  Chlorate  of 
potash  is  a  depolariser,  and  if  used,  and  used  in  sufficient  quantity,  it  would 
have  been  not  in  accordance  with  the  Plaintiffs'  directions  to  use  a  depolariser 

10  which  shall  reach  the  zinc.  The  evidence  is  that  it  was  sometimes  omitted, 
and  that  when  used  it  was  used  in  such  small  quantities  as  that  it  would  not  reach 
the  zinc.  The  cell  which  Lloyd  and  Braun  so  made,  or  substantially  that  cell, 
became  known  before  the  year  1893  as  the  E.S.  cell.  In  1893  the  Plaintiffs 
threatened  proceedings  in  respect  of  that  manufacture.    There  is  a  letter  of  the 

15  3rd  of  March  1893  written  by  Hulhert  and  Crowe^  who  were  acting  for  Ford  Lloyd 
S  Co.  in  the  matter,  which  disputes  the  validity  of  the  Plaintiffs'  Patent,  and 
states  that  Lloyd^a  firm  had  manufactured  and  sold  batteries  in  all  respects 
similar  to  the  Plaintiffs'  long  before  the  date  of  the  Plaintiffs'  Patent,  and 
concludes  by  leaving  the  Plaintiffs  to  take  such  course  as  they  think  fit.    There 

20  is  some  conflict  of  evidence  as  to  what  took  place,  but  in  the  result  no  proceed- 
ings were  taken.  Mr.  Thompson  in  1893  obtained  one  of  the  batteries  of  1889,  and 
gave  evidence  as  to  what  was  its  condition  in  1893.  It  was  then,  he  says,  quite 
hard,  and  the  inner  layer  contained,  he  says,  lumps  of  manganese.  He  destroyed 
that  old  battery  in  1900.    I  think  it  a  fair  subject  for  comment  on  the  part  of 

25  the  Defendants  that  for  10  years— from  1893  till  1903— no  proceedings  were 
taken,  and  that  in  the  interval  Mr.  Thompson  had  destroyed  the  specimen 
battery  of  1889.  If  the  case  had  to  be  decided  on  this  evidence,  I  should  have 
analysed  more  carefully  evidence  which  I  see  no  reason  to  doubt,  but  having 
regard  to  the  view  which  I  have  formed  on  other  parts  of  the  case,  I  do  not  find 

30  it  necessary  to  rest  my  judgment  on  this  prior  user.  Upon  the  success  of  the 
Plaintiffs*  battery,  and  upon  the  way  in  which  it  is,  in  fact,  now  made,  the 
evidence  does  not  stand  where  M  did  in  the  former  case.  The  Plaintiffs'  earlier 
manufactures  under  this  Patent  were  far  from  successful.  There  were  many 
cases  in  which  their  batteries  burst  or  were  returned  as  defective.    Their  sale 

35  was  probably  furthered  by  large  discounts— a  discount  of  45  per  cent,  off  the 
nominal  price  has  been  proved  to  have  been  allowed.  The  battery  as  made  in 
1892,  and  subsequently  called  the  E.C.C.,  is  made  as  described  by  the  witness 
Piggins.  The  inner  layer  is  not  wetted  beyond  the  addition  of  sufficient  liquid 
to  prevent  the  dust  from  rising,  and  is  then  put  in  and  rammed  tightly  with  a 

40  rammer  and  mallet.  It  is  the  battery  thus  made  that  has  met  with  success.  Its 
efficiency  depends  upon  the  pulverisation  and  the  tight  packing.  Semi-solidity 
or  plasticity,  in  the  sense  of  a  damp  plastic  mass  as  distinguished  from  a  tightly 
rammed  moist  powder,  is  not  used  and  is  not  so  successful.  The  Defendants 
are  persons  who  manufacture  a  battery  similar,  I  think,  in  all  respects  to  the 

45  Plaintiffs',  with  two  significant  differences.  The  first  is,  that  in  the  outer  layer 
they  do  not  employ  plaster  of  Paris  and  flour,  but  blotting  paper  for  the  outer 
layer.  There  is  no  question  but  that  the  use  of  blotting  paper  is  quite  old.  The 
second  difference  is  that  the  inner  layer  is  never,  in  any  meaning  which  I  can 
attach  to  the  words,  a  plastic  solid.    I  take  the  expression  *' plastic  solid" 

50  from  the  judgment  of  Lord  Justice  Stirling  where  he  uses  it,  as  I  under- 
stand him,  as  an  expression  to  convey  what  the  Patentee  calls  semi-solid 
or  plastic.  The  Defendants'  method  of  manufacture  is  described  by  a  witness 
named  GousinSj  who  was  not  cross-examined.  To  25  lbs.  of  mixed  man- 
ganese and  carbon  the  Defendants  put  three-quarters  of  a  pint  of  liquid. 

55  The  result  is  a  slightly  damp  powder.  There  is  moisture  enough  to  prevent 
the    dust    from    rising ;    nothing    more.     This    powder    is  put,  by   small 
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uistldxiieptp  at  a  time,  into  a  zinc  cell,  round  which  several  folds  of  blotting 
paper  have  been  placed,  in  the  centre  of  which  is  a. carbon  rod.  It  is  then 
hammered  down  with  a  rammer  and  a  mallet.  I  do  not  think  that  this  can  be 
described  as  a  semi-solid  or  plastic  layer.  As  regards  the  amount  of  the 
pulverisation  of  the  mixed  manganese  and  carbon,  the  evidence  is  that  the  5 
Defendants  do  not  reduce  the  whole  mass  to  a  fine  powder,  but  do  reduce  it  to 
a  mixed  mass  of  Buch  a  nature  that  capillarity  will  result.  This  is  a  point 
which  may  be  material  according  as  the  word  "  pulverisation  "  in  the  Court  of 
Appeal  is  to  be  understood  in  the  one  sense  or  the  other.  If  they  mean  complete 

Fulverisation  of  all  the  material,  then  the  Defendants  do  not  so  pulverise.    But  10 
deal  with  the  matter  upon  the  other  ground,  namely,  that  tiie  layer  of  the 
Defendants  is  not  semi-solid  or  plastic. 

The  result  at  which  I  arrive  from  the  foregoing  considerations  is,  that  these 
Defendants  have  established  such  facts,  not  established  in  the  previous  action, 
as  that  I  am  now  bound  to  hold  that  the  invention,  which  the  Appeal  Court  15 
found  to  have  been  made,  was  anticipated;  and,  further,  whether  that  be  so  or 
not,  the  battery  as  constructed  by  the  Defendants  is  not  constructed  in  infringe- 
ment of  the  invention  as  found  by  the  judgments  of  the  Court  of  Appeal 
Being  of  this  opinion,  I  think  the  Plaintiffs  fail. 

I  desire  to  add  that  throughout  this  case  I  have  felt  the  greatest  hesitation  in  90 
relying  upon  my  own  powers  of  reasoning.    I  have  read  more  than  once,  and 
have  analysed  the  jud^ents  in  the  Court  of  Appeal,  in  the  desire  to  assimilate 
as  closely  as  I  can  the  views  which  they  have  expressed  and  with  the  intent  to 
approach  this  case  from  their  standpoint,  but  I  am  conscious  that  I  may  have 
but  imperfectly  succeeded.    It  may  well  be  that,  from  want  of  familiarity  with  25 
this  branch  of  law,  or  from  my  own  imperfect  understanding,  I  am  unconsciously 
not  giving  the  full  effect  which  I  ought  to  give  to  the  decision  of  the  Court  of 
Appeal.    If  this  be  so,  I  deeply  regret  it,  but  at  the  same  time  it  is  unquestionably 
my  duty,  taking  that  judgment  as  my  starting  point,  to  apply  to  the  new  fitcts 
before  me  the  closest  reasoning  which  I  can  bring  to  bear,  for  the  purpose  of  30 
seeing  whether  the  decision  on  this  Patent  ought,  as  against  these  Defendants 
and  upon  the  present  facts,  to  be  in  their  favour  or  against  them.    Discharging 
that  duty  to  the  best  of  my  ability,  I  think  they  have  displaced  the  conclusion 
of  fact  upon  which  the  Court  of  Appeal  proceeded  in  the  previous  action,  and, 
being  of  that  opinion,  I  am  bound  to  act  upon  it.    The  decision  at  which  I  35 
arrive  is  really  of  little  or  no  moment.    My  principal  function  has  been  to  see 
that  both  parties  have  a  fair  opportunity  of  proving  all  the  material  facts  so  that 
the  matter  may  come  upon  proper  materials  before  the  Court  of  Appeal.    This 
case  was,  obviously,  after  the  previous  action,  not  defended,  as  it  has  been  before 
me,  with  the  intent  that  it  should  terminate  in  this  Court  if  the  Plaintiffs  40 
succeeded  ;  and  I  do  not  anticipate  that  it  is  any  more  likely  to  terminate  here 
because  they  fail.    My  judgment  is  for  the  Defendants.    I  dismiss  the  action 
with  costs. 

A  Certiiicate  was  given  covering  almost  all  of  the  Particulars  of  Objectionfl, 
and  the  costs  of  three  Counsel  were  allowed.    Costs  on  the  higher  scale  were  45 
asked  for  but  refused  by  the  learned  Judge. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

July  23rd,  24th,  25th,  and  27th,  1903. 

Lambert  Company  v.  International  Phonograph  Indestructible 
5  Record  Company,  Ld. 

Patent — Action  for  infringement. — Construction  of  Specification. — Infringe^ 
ment  not  found.— Jtidgment  for  Defendants. 

The  owners  of  Letters  Patent  for  "  Improvements  in  tJie  process  of  and 
**  apparatus  for  reproducing  phonographic  records "  brought  an  action  for 

10  infringement^  in  which  the  Defetidants  contended  that  they  did  not  infringe^  and^ 
alternatively^  thaty  if  the  claims  included  what  they  did^  then  the  Patent  wets 
invalid.  The  first  claim  of  tJie  Specification  was  for  "  the  process  of  producing 
'•  copies  of  phonograph  records  by  forcing  a  blank  of  suitable  material^  softening 
**  when  heated^  against  the  record  surface  of  an  indented  matrix  by  heated 

15  *^fluidy  as  steam  or  the  likCy  under  pressure^  until  the  blank  is  softened  and  an 
^*' impression  has  been  taken^  and  then  continuing  the  pressure  by  means  of  a 
**  cooling  fltiidy  as  air^  until  the  blank  hardens  and  the  impressum  is  fixed^  as 
"  herein  described  with  reference  to  the  drawings.^"*  The  Plaintiffs  alleged  that 
one  of  the  chief  features  of  the  apparatus  shown  in  the  drawings  was  that  it 

20  allowed  of  the  exit  of  air  from  between  the  matrix  and  the  celluloid  blank. 
The  Defendants^  apparatus  differed  from  that  of  the  Plaintiffs  in  several 
re&pectSy  including  the  escape  of  the  air  and  the  closing  of  the  chamber  from 
inside  instead  of  externally ;  they  used  in  their  process  steam  under  pressure^ 
and  subsequently    air  under  pressure,  but  they  cooled   by    insertion   of  the 

25  apparatus  into  cold  water. 

Held,  that  the  claims  in  the  Plaintiffs'  Specification  were  limited  by  the 
particular  combination  tJierein  described^  and  that  the  Defendants  had  not 
infringed.    The  action  was  dismissed  with  costs. 

On  the  24th  of  July  1900  Letters  Patent  (No.  13,344  of  1900)  were  granted  to 
30  Thomas  Bennett  Lambert  for  an  invention  of  "  Improvements  in  the  process  of 
"  and  apparatus  for  reproducing  phonographic  records." 

The  Complete  Specification  was  as  follows  : — **  The  invention  relates  parti- 

"  cularly  to  processes  and  apparatus  by  which  the  ordinary  record  now  used  in 

^^  connection  with  phonographs  and  similar  talking  machines  may  be  reproduced 

35  **  any  number  of  times ;  and  especially  to  the  reproduction  of  indestructible 

•*  records— all  of  which  will  more  fully  hereinafter  appear. 

3  M 
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—  - 

"  The  principal  object  of  the  invention  is  to  produce  a  simple,  economical 
"  and  efficient  process  of  reproducing  phonographic  records. 

"  A  further  object  of  the  invention  is  to  produce  a  simple,  economical  and 
*•  efficient  apparatus  for  carrying  on  the  process  of  reproducing  records. 

"  A  further  object  of  the  invention  is  to  provide  a  simple,  economical, 
*'  efficient  and  comparatively  indestructible  record  ;  and  the  invention  consists 
"  in  the  process  of,  apparatus  for,  and  the  indestructible  record  hereinafter 
"  described  and  claimed. 

"  In  the  accompanying  drawings,  Figure  1  represents  a  vertical  sectional 
*'  elevation  of  one  style  of  apparatus  in  which  the  process  may  be  carried  on 
*'  for  reproducing  the  improved  record  ;  and  Fig.  2  a  vertical  sectional  elevation, 
"  taken  through  a  longitudinal  section  of  a  record  constructed  in  accopdance 
"  with  these  improvements. 

**  In  constructing  a  machine  in  accordance  with  these  improvementa  and 
"  using  the  same,  a  matrix  a  of  the  desired  size  and  strength  is  provided,  15 
"  which  is  preferably  cylindrical  in  contour.    The  inside  of  the  matrix,  as  is 
"  well  known,  has  a  spiral  "  phonogram  "  thereon,  formed  electrolytically  by 
"  depositing  copper  upon  a  wax  cylinder  upon  which  a  record  of  the  hntnan 
"  voice  has  been  made  in  an  ordinary  phonograph — ^all  of  which  is  well  known 
^'  and  understood  by  those  skilled  in  the  art.    Inside  of  this  matrix  is  placed  a  20 
"  blank  record  b  preferably  cylindrical  in  shape  and  which  is  formed  of  a 
'*  composition  of  cellulose  or  celluloid  with  some  other  suitable  material  which 
"  may  be  formed  of  coarse  and  cheap  ingredients,  either  a  coarse  kind  of 
**  cellulose  or  celluloid,  or  other  suitable  material.    This  coarseness  or  cheapness 
^*  of  ingredients  is  indicated  in  the  body  by  dotted  lines,  as  shown  particalarly  25 
"  in  Fig.  2.    To  give  the  cylinder  a  fine  and  homogeneous  exterior  surface  c 
"  adapted  to  receive  the  record  impressions,  it  is  provided  with  a  coating,  cover 
"  or  veneer  made  of  material  of  the  requisite  fineness,  and  which  may  be  made 
^^  of  the  same  material  as  that  forming  the  body  of  the  cylinder,  excepting  that 
^*  it  must  be  of  such  fineness  and  delicacy  as  to  meet  the  usual  and  ordinary  30 
**  requirements.    It  may,  however,  be  made  of  pure  celluloid  or  cellulose  laijd 
"  thereon  and  without  any  baser  or  coarser  materials  mixed  therewith,  and  may 
*•*  be  either  integral  with  the  body  of  the  cylinder  or  in  the  shape  of  a  separate 
^'  envelope  afterwards  applied  and  secured  thereto.    In  either  case,  however, 
"  due  regard  should  be  given  to  the  relative  co-efficiency  of  contraction  and  35 
"  expansion  so  as  to  secure  peimanence  of  form  and  relation. 

•*  The  blank  cylinder  record  so  formed  is  next  placed  upon  a  base  x  of  the 
^<  machine,  which  acts  as  a  closure  for  one  end  of  the  cylinder  chamber  formed 
'*  within  iiie  record,  which  I  will  hereinafter  term  the  "  record  chamber  "  rf. 
"  A  head  portion  e  is  next  provided  and  placed  upon  the  blank  record  cylinder  40 
"  to  complete  the  closure  of  the  record  chamber  d,  and  a  gear  spindle  /  is 
^*  allowed  to  drop  thereon.  A  weighted  lever  g  is  provided  and  mounted  on  a 
'^  shaft  h  that  carries  a  pinion  i  meshing  with  the  geared  spindle  above  described, 
"  so  that  as  the  weighted  lever  operates  the  pinion,  it,  in  turn,  raises  or  lowers 
^'  the  spindle  into  or  out  of  engagement  with  the  head,  and  thus  keeps  the  45 
^*  record  chamber  sealed  for  the  purposes  hereinafter  described.  A  stop  screw  j 
'^  is  provided  and  secured  to  the  main  frame  k  of  the  machine  by  means  of  an 
"  arm  I  so  as  to  limit  the  downward  movement  of  the  weighted  lever,  and 
^*  thereby  determine  the  position  and  amount  of  pressure  with  which  the 
^^  geared  spindle  rests  on  the  head.  50 

"  It  is  now  desirable  to  soften  the  cellulose  record  blank,  so  that  it  may  be 
^^  expanded  out  against  the  indented  surface  of  the  matrix.  In  order  to 
'<  accomplish  this  result,  steam  at  about  thirty  pounds  pressure  to  the  square 
**  inch  is  forced  int^  the  record  chamber  through  a  pressure  supply  pipe  n^ 
^'  which  is  connected  by  means  of  a  branch  pipe  n  with  a  suitable  source  of  iS> 
^  steam  supply.    The  steam  is  confined  in  the  record  chamber  at  a  uniform 


Vol.  XX^  Hfik.  80.]       AND  TRADE  MARE  CASES. 


707 


Lambert  Oompany  v.  International  Phonograph  Indeaiructihle  Record 

Company y  Id. 

preesure,  but — in  order  to  prevent  condensation — k  also  permitted  to  blow 
through  i^nd  out  of  an  exhaust  pipe  p,  which  surrounds  the  supply  pipe,  and 
through  the  branch  pipe  q  thereof. 

"This  steam,  as  above  suggested,  being  kept  at  substantially  uniform  pressure 
within  the  record  chamber,  by  means  of  its  peculiar  heating  qualities  and  other 
actions,  softens  the  record  and  forces  it  out  against  the  inner  indented  surface 
of  the  matrix,  iSlling  every  paii;  and  portion  of  the  same  and  making  a  complete 
positive  of  it,  or  an  exact  duplicate  of  the  original  positive  from  which  ^he 
matrix  was  made. 


J£xJiausi 


:^ir 


10  "  After  this  has  been  accomplished—and  experience  teaches  the  operator  just 
**  how  long  it  takes  steam  to  accomplish  this  result — the  supply  of  steam  is  shut 
**  off  by  means  of  a  valve  «  and  a  supply  of  air  under  pressure  is  permitted  to 
"  enter  through  the  supply  from  a  second  branch  pipe  ^,  which  carries  a  valve  u 
"  connected  with  a  suitable  source  of  air  supply.    The  air  under  pressure  is 

15  "  furnished*  the  record  chamber  at  substantially  the  same  pressure  as  that  of 
"  the  steam,  though  this  may  be  varied  to  suit  special  circumstances  and 
"  conditions,  and  blows  out  all  of  the  steam  through  the  exhaust  pipe  above 
**  described.  It  also  acts  to  partially  cool  the  record,  and  when  this  has  been 
"  accomplished,  the  air  as  well  as  steam  is  shut  off,  the  gear  spindle  raised,  and 

20   ^  the  matrix  with  its  reproduced  record  removed  from  the  machine.    The 


Sm^  the  word  *'  to  "  being  obviously  omitted. 
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"  reproduced  phonographic  record  cylinder  cools  very  quickly  and  at  the  same 
"  time  shrinks  or  contracts  sufficiently,  so  that  it  may  be  readily  removed  from 
'*  engagement  with  the  matrix." 

The  Patentee  claimed  : — "  1.  The  process  of  producing  copies  of  phonograph 
"  records  by  forcing  a  blank  of  suitable  material  softening  when  heated,  against  5 
"  the  record  surface  of  an  indented  matrix  by  heated  fluid,  as  steam  or  the  like, 
"  under  pressure,  until  the  blank  is  softened  and  an  impression  has  been  taken, 
*'  and  then  continuing  the  pressure  by  means  of  a  cooling  fluid,  as  air,  until  the 
*'  blank  hardens  and  the  impression  is  fixed,  as  herein  described  with  reference 
*^  to  the  drawings.  10 

"  2.  In  connection  with  the  subject  matter  of  Claim  1,  enclosing  the  cylindrical 
*'  blank  in  an  indented  matrice  upon  a  table  closing  one  end  of  said  blank, 
"  closing  the  other  end  hermetically  by  a  suitable  disk,  and  introducing  steam 
'^  or  heated  fluid  under  pressure  through  pipes  rt,  m,  exhausting  it  through 
"  pipes  j»,  g,  and  finally  introducing  the  cooling  medium  under  pressure  through  15 
"  pipes  ^,  m,  as  herein  described  with  reference  to  the  drawings. 

"  3.  In  connection  with  the  subject  matter  of  Claims  1  and  2,  the  exhaust 
"  pipe  J9,  opening  from  the  record  chamber  concentrically  with  and  externally 
'^  to  the  pipe  m  through  which  steam  and  air  are  introduced,  as  herein  described 
"  with  reference  to  the  drawings.  20 

*'  4.  In  connection  with  the  subject  matter  of  Claims  1  and  2,  geared  spindle, 
"  pinion  i,  weighed  lever  g^  and  adjustable  stop^,  for  operating  and  controlling 
^^  the  disk  <9,  as  herein  described  with  reference  to  the  drawings. 

"  5.  A  phonograph  record  having  its  body  formed  of  coarse  material,  as 
*' celluloid,  and  its 'impression  surface  of  similar  material  of  finer  and  more  25 
'^  homogenous  quality,  in  which  the  impression  is  taken  from  the  matrix  while 
'^  said  material  is  warm  and  plastic,  as  herein  described  with  reference  to  the 
"  drawings." 

On  the  23rd  of  January  1903  the  Lambert  Company  commenced  an  action 
against  the  International  Phonograph  Indestructible  Record  Company^  Ld.j  for  30 
infringement  of  this  and  two  other  Patents,  claiming  the  usual  relief. 

By  their  Statement  of  Claim,  which  was  confined  to  the  one  Patent,  the 
Plaintiffs  alleged— (1)  tiiat  they  were  the  owners  of  the  Patent ;  (2)  that  it 
was  valid  ;  and  (3)  that  the  Defendants  had  infringed. 

The  Particulars  of  Breaches  alleged  that  the  Defendants  had  at  divers  times  35 
prior  to  the  commencement  of  this  action,  and  subsequently  thereto,  infringed 
the  Patent  by  manufacturing,  selling,  and  using  phonograph  records  constructed 
in  accordance  with  the  inventions  described  and  claimed  in  the  Specification  of 
the  Patent ;  that  such  phonograph  records  were  infringements  of  all  the  claims 
of  the  said  Specification  ;  that  the  Defendants  manufactured  and  in  the  month  40 
of  January  1903  and  prior  to  the  commencement  of  the  action  sold  to  one 
W.  A,  Johnson^  of  Seccomb,  Liverpool,  a  phonograph  record  constructed  as 
aforesaid  ;  that  the  Defendants  on  the  27th  day  of  December  1902,  at  their 
registered  office  at  8,  Cook  Street,  Liverpool,  offered  for  sale  to  the  Edison 
Import    House,    Blamtherstrasse    28,    Vienna,    Austria,    phonograph    records  45 
constructed  as  aforesaid;  that  the  precise  number,  particulars,  and  dates  of 
the  Defendants'  infringements  were  not  at  present  known  to  the  Plaintiffs,  but 
the  Plaintiffs  would  claim  to  recover  from  the  Defendants  full  compensation  in 
respect  of  all  such  infringements. 

The  Defendants  by  their  Defence— (1)  denied  infringement ;  and  (2)  alleged  50 
that  the  Patent  was  invalid  by  reason  of  the  matters  in  the  Particulars  of 
Objections  appearing. 

The  Particulars  of  Objections  alleged— (1)  that  the  said  Thomas  Bennett 
Lambert  was  not  the  first  and  true  inventor  of  the  alleged  invention  ;  (2)  that 
the  alleged  invention  was  not  useful ;  (3)  that  the  alleged  invention  was  not  55 
new ;  that  the  alleged  invention  had  been  published  in  this  realm  prior  to 
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the  date  of  the  Patent  by  the  deposit  in  the  Patent  Office  Library  of  the  iSnal 
Specifications  of  the  following  Letters  Patent  :— 


Name. 


Lake  

Howard     c 

Bonne        

Lioret         

Young        

Baux  and  Glaenzer 

Thompson 

WolcoU      

Lambert     

Lambert     


No.  and  Date. 


Na 
No 

No. 
No. 
No. 
No, 
No, 
No. 
No. 
No, 


431  of  1881  ... 
10,050  of  1888 
15,868  of  1890 
23,336  of  1893 
1478 of  1894  ... 
21,443  of  1894 
68.55  of  1895... 
15,057  of  1899 
1560of  1900... 
1561of  1900... 


Parts  relied  on. 


The  whole. 


Claims  against 
which  alleged. 


Claims  1  and  2. 


(4)  that  the  alleged  invention  as  claimed  in  the  fifth  claiming  tslanse  of  the 
final  Specification  of  the  Patent  formed  the  subject  of  a  prior  grant  of  Letters 

15  Patent  to  one  Ademor  Napoleon  Petit  upon  an  application  numbered  11,469  of 
the  year  1900,  by  reason  of  which  prior  grant  the  grant  of  Letters  Patent  to  the 
said  Thomxia  Bennett  Lambert  was  invalid  and  of  no  effect ;  the  Defendants 
relied  upon  the  whole  of  the  Specification  and  claims  of  the  said  Ademor 
Napoleon  Petit ;  (5)  that  the  alleged  invention  as  claimed  in  all  the  claiming 

20  clauses  of  the  final  Specification  of  the  Patent  was  not  the  subject-matter  of 
valid  Letters  Patent ;  the  Defendants  would  rely  thereunder  upon  the  Specifi- 
cations thereinbefore  referred  to  as  part  of  the  common  general  knowledge 
upon  the  sabject,  and  would  also  rely  upon  the  common  general  knowledge  of 
the  trade  as  regards  the  formation  and  removal  from  moulds  and  strengthening 

25  of  articles  of  celluloid  and  similar  material. 

The  alleged  infringement  will  be  found  described  in  detail  in  the  judgment 
of  Buckley,  J,,  but  a  representation  is  given  on  p.  710  of  a  section  of  it,  from  a 

.  drawing  which  was  prepared  by  the  Plaintiffs  for  the  purposes  of  the  action. 
In  that  representation  the  letters  indicate  the  following  parts  : — A  represents 

30  the  celluloid  blank,  B  the  matrix,  C  the  head  piece,  D  a  projection  on  it  forming 
the  inner  side  of  the  recess,  E  a  central  tube  upon  which  is  the  rubber  washer  F, 
O  a  brass  washer  having  a  sleeve  H  by  which  it  is  held  at  right  angles  to  the 
tube  E,  I  a  spring  attached  to  the  brass  washer  having  at  its  other  end  similar 
fittings/^,  H^ ;  F^  being  another  rubber  washer,  J  a  piece  fitting  the  tube  E 

35  closely  and  being  recessed  to  take  the  square  end  of  the  matrix  at  K,  having 
also  a  recess  L  for  the  inturned  end  of  the  blank  A  and  a  projection  on  J 
similar  to  D  at  the  other  end,  M  a  piece  screwed  on  to  the  end  of  the  tube  E, 
and  N  holes  in  the  tube  E.  In  the  Defendants*  apparatus  several  matrices 
charged  as  above  were  put  on  a  branched  cluster  through  which  steam  was 

40  admitted  at  about  70  lbs.,  air  being  afterwards  driven  in  at  about  200  lbs. 
pressure  ;  this  was  left  for  about  half  an  hour,  after  which,  without  allowing 
the  compressed  air  to  escape,  the  cluster  with  the  matrices  was  put  into  cold 
water. 

T.  Terrell^  K.C.,  and  J,  G.  Oraham  (instructed  by  Riddell  A  Co,)  appeared 

45  for  the  Plaintiffs ;  Astbury,  K.C,,  and  A.  J.  Walter  (instructed  by  Sharp, 
Parker,  Pritchards,  Barham,  and  Lawford,  agents  for  Payne,  Frodaham,  and 
Bewley,  of  Liverpool)  appeared  for  the  Defendants. 
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T.  Terrell,  K.C.,  opened  the  Plaintiffs'  case. — There  were  many  difficulties  in 
getting  good  records,  and  a  great  deal  of  money  had  been  spent  in  attempts  to 
get  them.  In  particular  the  air  between  the  matrix  and  the  record  spoilt  the 
latter,  and  it  was  difficult  to  get  rid  of  this  air  effectually.  [The  Patentee's 
process  was  described.]  The  Patentee  makes  a  sealed  chamber  of  the  celluloid, 
into  which  he  admits  first  steam  and  then  cold  air  at  a  pressure,  and  he  provides 
for  the  escape  of  the  air  which  is  between  the  celluloid  and  the  matrix.  It  is 
necessary  that  during  cooling  the  celluloid  should  not  shrink,  so  the  Patentee 
turns  on  cold  air  at  considerable  pressure.  The  process  has  been  a  great  com- 
mercial success.     [The  Specification  was  read.]     The  head  portion  is  of  ieoe 
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diameter  than  the  celluloid,  and  thus  does  not  block  up  the  exit  for  the  air 
between  the  matrix  and  the  celluloid.  Under  pressure  the  cylinder  tendd  to 
become  a  sphere,  and  therefore  the  air  is  pressed  out  at  the  ends  withotit 
bubbles  forming.  Claims  1  and  2  are  at  all  events  infringed.  Claimd  3  atid  4 
are  not  attacked.  It  is  alleged  that  there  was  prior  user  of  Claim  5,  but  that  claim 
is  limited  by  the  reference  to  the  drawings.  The  Patent  is  a  combination  one,  in 
which  there  are  the  following  five  points  :— First,  closing  the  top  and  bottom  of 
the  record  chamber,  so  that  it  forms  itself  a  closed  receptacle ;  secondly,  the 
cylinder  is  free  in  the  mould,  thus  allowing  of  shrinking  when  the  process  is 
ended ;  thirdly,  softening  the  celluloid  and  driving  it  against  the  phonogfttm 
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by  hot  fluid  under  pressure ;  fourthly,  cooling  it  under  pressure  ;  and,  fifthly, 
the  apparatus  is  so  arranged  that  the  air  between  the  matrix  and  the  celluloid  is 
expelled.  No  one  of  the  five  points  was  new,  but  the  combination  and  arrange- 
ment was  new,  producing  a  result  never  produced  before.  The  drawings  to 
5  the  Specification  show  that  there  is  an  exit  for  the  air,  and  it  was  not  necessary 
for  the  Patentee  to  refer  to  this  in  the  letterpress.  The  Defendants  use  rubber 
•  washers  to  get  gas-tightness,  but  they  provide  for  the  escape  of  air  at  the  top 
and  the  bottom,  and  they  use  the  same  principle  of  operation.  They  use  the 
Patentee's  way  of  allowing  the  exit  of  air.    They  cool  by  external  means,  but 

10  under  pressure,  without  which  the  celluloid  collapses.  In  all  the  alleged 
anticipations,  other  than  LamberVs  own  Patent,  the  problem  was  not  tlie  pro- 
ducing a  simulacrum  of  a  surface,  bat  for  making  balls  and  so  forth.  Simply 
putting  old  things  together,  each  part  performing  its  old  function,  does 
not  make  a  patentable  combination  {Wood  v.  Raphaely  14  R.P.C.  496),  but 

15  here  the  Patentee  put  old  steps  together  in  a  novel  manner  producing  a  new 
thing. 

The  witnesses  for  the  Plaintiffs  were  J.  Swinburney  E.  J.  Hough^  F.  B. 
Philpott,  and  F.  C.  Bell  Cole. 
Astbury^  K.C.,  opened  the  Defendants'  case. — The  Defendants  do  not  infringe. 

80  In  their  apparatus  there  is  closing  by  internal  pressure  instead  of  by  external 
pressure  ;  also  the  Defendants  take  their  impression  partially  and  not  wholly 
under  steam  pressure;  and  the  Plaintiffs  cool  internally  by  air,  whilst  the 
Defendants  cool  externally  by  cold  water.  Claim  5  is  bad  on  account  of  Petit. 
"  As  herein  described  "  refers  to  the  fine  and  coarse  materials,  and  the  claim  is 

Its  for  a  celluloid  blank  of  that  nature,  made  by  any  process,  and  not  only  by  the 
patented  one.  If  the  claims  cover  what  the  Defendants  do  the  Patent  is  bad  for 
want  of  novelty. 

Dugald  Clerk  and  A.  N.  Petit  gave  evidence  for  the  Defendants. 

Walter  summed  up  the  Defendants'  case.— One  must  consider  what  the 

30  state  of  the  art  was.  All  the  Patentee's  five  points  are  found  in  Lake  except 
that  the  matrix  there  is  not  in  one  piece ;  it  was  in  more  than  one  piece  because 
the  articles  had  inturned  curves,  and  ii  was  necessary  that  the  matrix  should 
be  In  parts  to  get  the  articles  out.  Wolcott,  which  was  for  phonogram  dupli- 
cates, had  all   the  same  features,  including  the  exit  for  air;  as  to  which, 

35  however,  nothing  is  said  in  the  Plaintiffs'  Specification.  Claim  1,  the  only  one 
which  the  Defendants  can  possibly  infringe,  is  very  narrow.  The  Defendants' 
appai'atus  is  quite  different,  being  made  up  into  a  steam-tight  chamber  from 
within,  and  not  by  external  closing  as  in  the  Plaintiffs'.  The  Patent,  if  valid, 
is  a  narrow  one,  and  the  Defendants  do  not  infringe  it ;  but,  assuming  that  it 

40  iB  construed  to  include  what  they  do,  it  is  invalid. 

Terrell,  K.O.,  in  reply. — The  question  is — What  is  the  invention  ?  There  had 
never  previously  been  a  manufacture  of  phonograph  records  from  celluloid  by 
a  similar  process  of  pressure.  Different  problems  existed  from  those  in  the 
manufacture  of  articles  of  which  a  facsimile  of  the  surface  was  not  required. 

45  The  Plaintiffs  first  conceived  the  idea  of  combining  the  steps.  It  is  not  merely 
a  question  of  details  ;  although  all  the  different  steps  were  old,  yet  it  does  not 
follow  that  the  Patent  is  a  narrow  one.  The  case  oi  Belts'  capsules  (Belts  v. 
Neilson,  L.R.  5  H.L.  1)  is  the  nearest  case  to  this.  There  are  not  different 
itiiasses  of  Patents  to  which  different  principles  of  construction  are  to  be  applied  ; 

'dO  but  in  each  case  the  question  is — Whaf  is  the  invention  ?  The  Patent  here  is 
for  a  combination,  of  which  the  features  are  the  closed  record  chamber,  the 
pressing  out  of  the  blank  by  hot  fluid,  the  holding  under  pressure  by  cold  fluid, 
and  the  exit  of  air  from  between  the  matrix  and  the  celluloid.  This  invention 
is  not  to  be  found  elsewhere,  and  the  points  on  which  the  Defendants'  apparatus 

ft5  Is  attempted  to  be  distinguished — e.g.,  the  internal  or  external  cooling— -do  not 
prevent  them  from  infringing  the  Patent. 
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BUOKLBY,  J, — There  are  two  questions  which  it  appears  to  me  I  have  to 
decide.  The  first  question  is — ^What  is  the  invention  which  this  Patentee  has 
claimed  ?  The  second  is — Has  the  Defendant  infringed  that  invention  ?  If  I 
arrive  at  the  conclusion  that  he  has  not,  it  becomes  immaterial  whether  the 
Plaintiffs'  Patent  be  valid  or  not.  5 

The  Patent  sued  upon  (No.  13,344  of  1900)  is  for  improvements  in  the  process 
of  and  apparatus  for  reproducing  phonographic  records.    The  Patentee  at  page  1,  • 
line  10,  of  his  Complete  Specification  states  that  his  principal  object  is  a  process, 
that  his  further  object  is  an  apparatus,  and  a  second  further  object  is  a  certain 
record,  and  he  says  :  "  The  invention  consists  in  the  process  of,  apparatus  for,   10 
**  and  the  indestructible  record  hereinafter  described  and  claimed.*'    The  last 
of  those  three  is  the  subject  of  the  fifth  claim,  and  I  Heed  not  say  any  further 
about  it  than  that,  as  it  appears,  what  he  claims  as  to  that  is  the  product  of  the 
process  and  apparatus  which  he  has  previously  described.    What  I  go  on  to 
investigate  is — What  is  the  process  and  apparatus  which  he  has  described  for  15 
which  he  claims  protection  by  his  Patent  ?    I  need  not  travel  through  a]l  the 
details,  but  I  will  draw  attention  to  the  principal  features.    In  page  2,  line  6,* 
he  describes  the  way  in  which  he  is  going  to  close  what  he  calls  the  record 
chamber.     In  order  to  describe  what  that  means,  I  must  say  a  few  words  as  to 
the  nature  of  the  process  and  apparatus.    You  start  with  a  matrix  of  copper,  20 
upon  which  there  has  been  taken  by  electrolysis  from  the  wax  cylinder  a 
negative  of  the  record  which  has  to  be  reproduced.    The  Patentee  in  the  Figures 
attached  to  his  Specification  shows  that  copper  matrix,  marking  it  with  the 
letter  a.     In  his  Figures  he  does  not  back  up  his  copper  matrix  by  plaster 
of  Paris  and  an  iron  surroi;ind  such  as  is  in  fact  used,  but  nothing  turns  25 
in  particular  on  that.      Having  that  copper  matrix,  a  cylindrical   piece  of 
celluloid  is  slipped  inside  which,  for  a  successful  reproduction,  must  fit  as 
nearly  as  may  be  to  the  matrix.    The  Patentee  closes  that  cylinder  in  this  way — 
he  puts  it  vertically,  and  its  base  rests  upon  a  horizontal  metal  table — a  plain 
table.    Upon  the  top  he  drops,  by  an  apparatus  which  he  has,  what  he  calls  a  30 
head  portion ;  which  is  a  truncated  solid  cylinder  fitting  more  or  less  exactly 
to  the  top  of  the  celluloid  record.    It  is  said  that  if  you  look  at  the  drawing 
(and  I  think  it  is  so  if  you  are  going  to  be  very  microscopically  accurate)  that 
the  head  portion  thus  dropped  on  the  top  of  the  celluloid  cylinder  is  very 
slightly  less  in  diameter  than  the  external  diameter  of  the  celluloid  cylinder.  35 
He  drops  that  on  the  top,  and  he  has  a  screw  pinion  and  lever  which  he  can  so 
actuate  as  to  put  as  much  pressure  as  he  likes  on  the  top. .  He  puts  as  much 
pressure  as  he  desires,  and  he  thus  arrives  at  what  he  calls  the  record  chamber — 
that  is  to  say,  the  internal  space  confined  by  the  circumference  of  this  celluloid 
record  blank  at  the  sides,  closed  at  the  bottom  by  the  bed  plate  and  at  the  top  40 
by  the  head  portion.    That  is  described  at  page  2,  lines  6  to  15,  and  he  concludes 
that  part  of  the  description  by  saying  that,  after  you  have  dropped  the  head 
portion,  *'  it  thus  keeps  the  record  chamber  sealed  for  the  purposes  hereinafter 
"  described."    He  then  mentions  the  lever  and  pinion,  and  says  he  can  thereby 
determine  the  position  and  amount  of  pressure  with  which  the  geared  spindle  45 
rests  on  the  head,  so  that  now  he  has  his  record  chamber  closed  under  pressure. 
'He  then  goes  on  to  say  that  you  now  want  to  soften  the  blank  and  drive  it  oat 
against  the  indented  surface  of  the  matrix  so  as  to  get  the  impression.    He 
g^yfe  how  he  is  going  to  do  that.    He  does  it  by  driving  in  steam.    He  does  not 
say  what  the  pressure  is  to  be.    It  is  forced  into  the  record  chamber  through  a  50' 
pressure  supply  pipe.     He  takes  an  adequate  pressure — whatever  that  is — and 
thus,  by  the  operation  of  the  steam,  he  heats  the  celluloid  and  drives  it  out 
against  the  matrix  and  gets  an  impression.    Then  he  has  an  exhaust-pipe,  and, 
in  order  to  prevent  condensation,  he  allows  his  steam  to  blow  out  through  the 
exhaust-pipe  through  the  branch  q  which  he  supplies.      So  that  you  have  55 
steam  driven  in  under  considerable  pressure,  with  an  exhaust  in  order  that 

•  Antei^.  706,  1.  38. 
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there  shall  be  no  condensed  steam  left  in  the  chamber.  Then  he  says  what  the 
operation  of  that  will  be — it  will  soften  the  celluloid  \  it  will  drive  it  against 
the  matrix  and  you  will  get  an  impression.  He  goes  on  with  the  next  step^ 
line  35.*  He  shuts  off  his  steam  and  admits  a  supply  of  air  under  pressure  from 
5  another  pipe.  **  The  air  under  pressure  is  furnished  to  the  record  chamber  at 
'^  substantially  the  same  pressure  as  that  of  the  steam,  though  this  may  be  varied 
'^  to  suit  special  circumstances  and  conditions,  and  blows  out  all  of  the  steam 
"  through  the  exhaust-pipe."  Now  he  has  turned  on  the  air  under  a  like 
pressure.     He  has  driven  the  steam  out,  and  the  exhaust-pipe  is  still  open. 

10  The  air  thus  introduced  and  circulating  through  the  exhaust-pipe  acts,  he  says, 
to  partially  cool  the  record,  and  when  this  has  been  accomplished  the  air,  as 
well  as  the  steam,  is  shut  off,  the  gear  spindle  raised,  and  the  matrix,  with  the 
reproduced  record  left  in,  is  removed  from  the  machine.  Then  he  says  the 
cylinder  when  taken  out  cools  very  quickly,  and  shrinks,  so  that  you  can  get  it 

15  away  from  the  matrix.  Thus  summarising  his  steps,  he  first  takes  the  indicated 
course  to  get  a  record  chapiber  sealed  in  the  way  he  describes,  using  the  requisite 
amount  of  pressure ;  then  he  has  an  exhaust-pipe,  and  drives  into  the  record 
chamber  first  steam  allowed  to  escape  under  the  exbaust,  then  air  allowed  to 
escape  under  the  exhaust,  and  in  the  result  he  gets  a  partially  cooled  record 

20  which  is  taken  out,  cooled  further,  and  withdrawn. 

That  being  the  letterpress  of  the  Specification,  the  claims  are  these.  The  first 
claim  is  for  a  process  :  "  The  process  of  producing  copies  of  phonograph  records 
*'  by  forcing  a  blank  of  suitable  material,  softening  when  heated,  against  the 
**  record  surface  of  an  indented  matrix  by  heated  fluid,  as  steam  or  the  like, 

25  "  under  pressure,  until  the  blank  is  softened  and  an  impression  has  been 
*^  taken,  and  then  continuing  the  pressure  by  means  of  a  cooling  fluid,  as 
^'  air,  until  the  blank  hardens  and  the  impression  is  fixed,  as  herein  described 
"  with  reference  to  the  drawings."  Quite  shortly,  it  is  a  process  of  pro- 
ducing the  record  by,  first,  pressure  and  heat,  then  pressure  and  cold  until 

30  the  blank  hardens  as  described,  it  being  carried  on  through  an  exhaust-pipe 
allowing  for  a  circulation  of  the  air  during  the  cooling  process.  Claim  2  is  in 
connection  with  1 — in  connection  with  the  process  and  apparatus  which  he  is 
going  to  describe  :  "  In  connection  with  the  subject-matter  of  Claim  1,  enclosing 
^'  the  cylindrical  blank  in  an  indented  matrice  upon  a  table  closing  one  end  of 

35  '^  said  blank,  closing  the  other  end  hermetically  by  a  suitable  disk,  and  intro- 
**  ducing  steam  or  heated  fluid  under  pressure  through  pipes  n,  m,  exhausting  it 
^'  through  pipes ^,  q,  and  finally  introducing  the  cooling  medium  underpressure 
"  through  pipes  ^,  /«,  as  herein  described."  There  is  his  apparatus  which  he 
has  described  more  at  length  in  the  letterpress  of  the  Specification,  describing 

40  the  closed  record  chamber,  the  pressure  by  heat  and  the  pressure  by  cold. 
Then  Claims  3  and  4  are  minor  details  of  the  apparatus,  3  being  the  exhaust- 
pipe  and  4  the  apparatus  for  getting  the  pressure  at  the  top  of  the  chamber. 

Going  back  for  the  purpose  of  seeing  how  it  works,  the  first  thing  which 
strikes  me  is  this — when  the  head  portion  is  brought  down  to  act  with  pressure 

45  upon  the  celluloid  record,  a  closed  chamber  is  formed  under  pressure.  The 
celluloid  is  under  compression.  The  joint  thus  made  will  depend,  whether  it  is 
truly  steam-tight  or  not,  upon  the  exact  regularity  of  the  surfaces  brought  into 
contact,  subject  to  such  varied  form  as  they  may  assume  by  compression.  It 
would  seem  from  the  experiments  which  the  Defendants  have  inspected,  that 

50  it  thus  produces  a  much  tighter  joint  than  you  would  expect,  but  it  does  not 
produce  an  absolutely  tight  joint.  What  happens  is  that  under  the  influence  of 
compression  the  end  portion  of  the  celluloid  record  is  to  some  extent  caused  to 
bulge  outwards.  The  head  portion  descends  upon  it  and  forces  the  upper  end  of 
the  celluloid  record  to  assume  a  more  exact  and  close  contact  against  the  head,  and 

55  in  doing  that,  of  course,  it  displaces  it  laterally  to  some  extent.  We  are  talking 
of  minute  differences,  but  it  does  to  a  minute  distance  cause  the  head  to  bulge 

•  Ante  p,  707,1.  11. 
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out.  The  next  thing  that  strikes  me  is  this.  When  the  steam  is  admitted  and 
the  heat  applied  to  the  cellnloid,  it  becomes  soft,  and  in  the  course  of  the 
operation  it  becomes,  as  the  witnesses  have  said  in  the  course  of  the  evidence, 
like  a  bit  of  wet  rag.  The  pressure,  therefore,  of  course,  under  which  the 
celluloid  blank  was  at  first  held  by  its  two  ends,  disappears ;  there  is  no  pes-  5 
sibility  of  pressure  throughout  the  thing  ;  it  has  ceased  to  be  a  hard  thing,  and 
it  has  become  a  soft  thing,  and  the  joint  at  the  two  ends  is  now  clearly  not  made 
by  pressure.  As  to  how  it  is  made  there  has  been  a  good  deal  of  evidence, 
and  I  think  exactly  how  it  is  made  is  very  uncertain.  One  suggestion  is  that 
the  result  of  the  application  of  the  steam  is  that  the  celluloid,  which  has  become  10 
more  or  less  fluid,  of  course  extremely  viscous,  but  more  or  less  fluid,  is  to  a 
small  extent  forced  out  through  the  bottom  on  the  bed-plate  until  it  reaches  the 
matrix,  and  that  a  joint  is  then  made  between  the  matrix  and  the  bed-plate,  and 
that  at  the  head  of  the  celluloid  cylinder  in  the  same  way  the  partially  viscous 
or  fluid  celluloid  is  forced  out  until  it  finds  two  resisting  substances,  namely,  15 
the  matrix  and  the  head  piece,  and  thus  a  seal  is  established  which  extends 
from  the  matrix  in  each  case  to  the  adjacent  metal  in  the  other.  If  that  is  so  it 
is  quite  obvious  that  the  operation  of  that  seal  is  to  enclose  such  film  of  air,  if 
any,  as  then  remains  imprisoned  between  the  celluloid  record  and  the  matrix. 
If  that  be  so,  that  is  a  thing  which  tends  towards  the  destruction  of  the  record  90 
which  the  Plaintiffs  are  seeking  to  produce.  Another  explanation,  which  per- 
haps is  the  more  probable,  is  this:  that  as  the  celluloid  becomes  viscous — 
more  or  less  fluid — under  the  heat,  the  pressure  on  its  suidface  causes  it  to  extend 
laterally,  that  is  to  say,  in  a  direction  parallel  to  the  surface  of  the  matrix. 
The  fluid  pressure  being  equal  in  every  direction,  the  celluloid,  which  has  Sft 
become  in  a  sense  more  or  less  fluid,  extends  laterally,  as  pastry  would  extend 
under  the  pressure  of  a  rolling  pin,  and  thus  the  celluloid  is  forced  downwards 
towards  the  bed-plate  and  upwards  towards  the  head  portion,  and  there  is  a 
seal  thus  effected  which,  in  that  case,  does  not  enclose  the  film  of  air.  There  is 
a  joint  formed  in  one  of  these  two  ways,  exactly  how  is  not  plainly  made  out.  30 
The  one  thing  that  does  result  is  that  the  Plaintiffs  succeed  in  producing  a 
complete,  I  will  not  say  a  very  perfect,  but  a  fairly  perfect  record,  so  perfect 
that  you  would  think  there  was  no  air  left,  and  the  better  opinion  is  that 
somehow  or  other  the  air  is  in  fact  excluded.  There  is  another  suggestion 
which  perhaps  tends  towards  that  result,  and  that  is  this.  The  celluloid  under  35 
pressure  in  the  Plaintiffs'  process  is  at  its  head,  and  at  its  foot,  subject  to  con- 
siderable friction,  of  coui'se  preventing  it  from  moving  laterally,  and  therefore 
when  the  steam  is  admitted,  the  first  tendency  to  give  way  will  be  at  the  centre 
of  the  celluloid  record,  and  not  at  its  ends  :  its  ends  will,  by  friction,  be  held, 
to  some  extent,  from  extending  laterally  outwards,  and  if  the  record  does  begin  40 
so  to  expand  at  the  centre,  that  expansion,  tending  gradually  towards  the  ends, 
of  course  will  serve  to  expel  the  air,  and  it  may  be  that  it  is  expelled  in  that 
way.  That  completes  the  description  which  it  seems  to  me  I  need  give  of  the 
Plaintiffs'  apparatus.  I  think  that  Mr.  Terrell  is  right  in  saying  that  their 
Patent  is  for  a  particular  detailed  apparatus.  It  is  for  a  combination  of  several  45 
things  which  are  put  under  five  heads  :  I  myself  cannot  make  more  than  four 
of  them.  The  four  would  seem  to  be  these — a  closed  record  chamber  effected 
by  pressure ;  pressure  in  the  first  place  by  hot  fluid,  as  steam ;  pressure, 
secondly,  by  cold  fluid,  as  air,  or  it  might  be  cold  watei*;  and  lastly,  he  says, 
provision  made  for  exit  of  air.  Here  I  pause  to  say  something  upon  what  has  50 
struck  me  most  in  this  case. 

The  contest  has  raged  around  this  question  of  how  the  film  of  air  is  to  be  got 
out  from  between  the  record  and  the  matrix.    The  Patentee  in  his  Specification 
says  not  one  word  of  any  sort  or  description  upon  that  subject.     Reading  his 
Specification  one  would  suppose  that  the  question  of  the  exit  of  air  was  not  55 
even  present  to  his  mind.    It  is  impossible  to  put  the  Plaintiffs'  oAse  even  so 
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high  as  this,  that  they  could  say  ^^  The  Defendants  are  infringing  oar  Patent, 
*'  because  they  are  using  our  indicated  way  of  causing  the  ezpubion  of  the  air." 
The  Patentee  has,  in  fact,  indicated  no  way  for  the  expulsion  of  the  air.  The 
most  you  can  say  is  that  he  has  described  an  arrangement  which  allows  the 
5  exit  of  the  film  of  air  at  the  top  end,  and  if  the  fitting  be  insufficient,  but  not 
otherwise,  at  the  bottom  end ;  but  he  has  indicated  no  way  of  doing  it.  Therefore 
he  cannot  even  put  his  case  so  high  as  this,  as  to  say  '*  I  have  indicated  a  way 
^  of  getting  rid  of  the  air,  and  the  Defendants  have  adopted  it.'^  With  that  I 
leave  the  PlaintifiPs*  process,  and  I  go  to  the  Defendants^  process. 

10  The  Defendants  use  most  elaborate  means  for  getting  rid  of  the  air.  I  will 
begfin  with  the  head  portion  of  their  apparatus,  that  which  is  ultimately  upper- 
most. That  consists  of  a  cylindrical  head  which  will  fit  over  the  matrix  when 
by-and-bye  the  matrix  is  fitted  to  it,  and  reoeives  the  matrix  in  a  groove.  The 
inner  surface  of  that  head  has  raised  upon  it  a  cylindrical  platform  causing  a 

15  slight  groove  at  the  edge  of  that  internal  cylin<hrical  circular  platform.  The 
BUif ace  between  that  platform  and  the  outer  edge  is  milled,  the  object  being  to 
allow  of  the  exit  of  air  through  the  interstices  of  the  milling.  A  blank  is  used 
with  intumed  edges,  each  inturned  edge  being  fitted  with  a  circular  metal  Mging, 
and  those  are  so  arranged  as  that  they  will  fit  upon  the  mandril  of  the  instrument 

20  when  it  is  used  afterwards  as  a  record.    Upon  this  head  portion  that  circular 

ring  fits  accurately,  or  fairly  accurately,  to  the  circular  platform  which  I  have 

described,  and  the  milling  allows  of  the  exit  of  the  air  between  that  circular  ring 

and  the  head  of  the  headpiece  which  I  was  describing.    Having  put  the  blank 

^  down  upon  the  headpiece,  the  Defendants  then  put  inside  it  a  rubber  washer, 

25  which  is  driven  up  to  what  is  now  the  lower,  but  will  hereafter  be  the  upper, 
end  of  the  blank,  and  there  is  driven  home  by  a  piston  which  is  introduced 
into  it,  and  which  is  controlled  by  a  strong  spring.  That  spring  is  forced  down 
Until  the  other  end  of  the  piston  arrangement  is  brought  within  that  which  for 
the  moment  is  the  upper  end  of  the  celluloid  blank.    It  is  forced  below  that, 

90  fti^ci  then,  between  the  upper  surface  of  this  piston  and  the  internal  edge  of  the 
metal  ring  forming  the  other  end  of  the  blank,  is  introduced  a  second  india- 
rubber  washer.  By  the  operation  of  the  spring,  therefore,  those  two  rubber 
washers  are  held  tighty,  or  fairly  firmly— tight  enough  for  the  purpose — against 
the  two  ends  of  the  blank.    There  is  then  put  over  the  end  of  the  blank  a 

35  f mrther  portion  of  brass  or  metal  which  is  furnished,  in  the  same  way  as  that  I 
first  described,  with  milling,  and  means  for  the  exit  of  the  air,  and  finally  the 
whole  is  closed  by  screwing  down  upon  it  a  headpiece  which  encloses  the  whole 
thing— I  call  it  a  headpiece,  but  a  better  word  would  be  a  tailpiece,  because  it  is 
going  to  be  ultimately  the  bottom — a  tailpiece  which  encloses  the  whole  thing. 

40  That  tailpiece  is  pierced  by  what  is  to  form  a  means  of  entrance  for  the  steam 
which  is  going  to  be  used.  That  is  provided  with  a  screw,  and  the  whole 
completed  thing  now  being  turned  upside  down  is  screwed  down  upon  a 
cluster,  which  allows  of  your  putting  six  or  eight  of  these  round  one  central 
steam  supply  pipe.    The  Defendants  then  drive  steam  in  through  the  supply 

45  pipo  into  the  six  or  eight  prepared  matrices  and  blanks  thus  screwed  on.  There 
is  no  exhaust  pipe.  Steam  is  driven  in  under  pressure  for  about  a  minute. 
Then  air  is  driven  in  under  pressure.  The  steam  is  put  in  at  about  70  lbs. 
The  air  is  driven  in  at  about  200  lbs.  They  then  leave  the  whole  thing 
for  about  half  an  hour.     They  then  shut  off  the  air,  close  the  means  of 

50  «zit  of  the  imprisoned  air,  take  the  whole  cluster  and  put  into  it  a  tub  of 
water  and  cool  it  by  external  application  of  cold  water.  The  result  of  this 
operation  is  that  the  impression  obtained  upon  the  record  is  but  partially 
obtained  by  the  steam  pressure.  The  steam  pressure  is  only  on  for  about  a 
minute.  The  steam  has  operated  to  soften  the  whole  thing  and  render  it  thoroughly 

55  soft,  but  for  the  production  of  the  complete  record  the  Defendants  rely  upon 
the  half  hour  of  greater  air  pressure,  the  one  being,  as  I  said,  200  lbs.,  the  6th«r 
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being  only  70  lbs.  They  rely  also  upon  this,  which  may  or  may  not  be  of  some 
importance — I  should  rather  think  myself  that  it  is— that  cooling  externally,  as 
they  do,  the  external  surface  of  the  completed  record  is  cooled  first,  and  that  thus 
a  sharper  record  is  got  than  would  be  obtained  if  you  proceeded  by  internal 
cooling  as  the  Plaintiffs  do.  The  Defendants'  theory  is,  whether  it  be  right  or  5 
wrong,  that  if  you  cool  internally  you  get  a  certain  movement  of  the  not  yet 
cooled  record  surface,  and  that  there  is  a  certain  amount  of  motion  of  the  still 
partially  soft  record  upon  the  hard  copper  matrix,  and  that  the  sharpness  of  your 
lines  is  injured.  That  may  be  so  or  not.  It  seems  to  me  it  very  probably  is  so, 
and  probably  the  external  cooling  is  the  better.  10 

Comparing  these  two  one  with  the  other,  I  have  to  see  whether  the  apparatus 
which  the  Defendants  use  is  an  infringement  of  that  which  the  Plaintiffa  use. 
Before  going  into  that  let  me  just  say  what  was  the  state  of  knowledge  at  the 
date  when  the  Plaintiffs'  Patent  was  taken  out.  That  you  could  heat  substances 
under  steam  pressure  and  cool  them  under  cold  pressure  was,  of  course,  well  15 
known  ;  that  if  you  wanted  to  make  a  cylindrical  thing  you  could  do  it  by  an 
undivided  die,  whereas  if  you  wanted  to  make  a  spherical  thing  you  must  have 
a  divided  die  in  order  to  get  your  product  out  after  it  was  made,  of  course  was 
perfectly  well  known.  That  you  could  cool  by  water,  or  that  you  could  cool  by 
air,  was  a  perfectly  well  known  thing,  and  the  fact  that  if  you  wanted  to  get  a  20 
correct  casting  of  anything,  whether  it  was  in  steel,  or  celluloid,  or  anything 
else,  you  must  make  provision  for  the  film  of  air  to  get  out,  was,  of  course,  a 
matter  of  perfectly  common  knowledge  to  anybody  who  had  ever  taken  a 
casting  or  a  reproduction  in  this  form  of  any  other  body.  In  short  the  Patentee 
does  not  pretend  to  say  that  any  one  of  the  items  which  make  up  his  combina-  25 
tion  was  at  all  new.  What  he  says  is, "  My  Patent  was  for  a  new  combination 
"  of  old  steps  taken  in  order  to  arrive  at,  and  with  the  result  of  arriving  at,  a 
"  new  product,  namely,  a  celluloid  record."  Lake's  description  of  the  way  in 
which  he  performed  his  operation  seems  to  me  to  have  all  the  elements  of  the 
Plaintiffs*  except  this,  that  inasmuch  as  he  was  going  to  form  a  spherical  pro-  30 
duct  which  you  could  not  get  out  of  an  undivided  die,  he  used  a  divided  die. 
To  say  to  anybody,  "  If  you  are  going  to  make  a  cylinder  do  not  use  a  divided 
'^  but  use  an  undivided  die,"  is  unnecessary.  It  seems  to  me  to  be  a  matter  of 
mere  common  knowledge.  Any  mechanic  would  have  taken  that  step.  So 
that  the  Plaintiffs'  position  seems  to  me  to  be  this — ^They  must  sp,y,  *'  We  claim  35 
'*  the  particular  combination  of  this  apparatus  which  we  have  described."  Now 
is  the  Defendants'  the  same?  It  appears  to  me  that  it  is  not,  but  differs 
essentially,  and  in  a  great  many  particulars.  In  the  first  place,  as 
regards  the  formation  of  the  record  chamber,  the  Patentee  forms  his,  in  the  first 
instance,  by  pressure,  putting  the  celluloid  under  compression,  and  thereafter,  40 
when  that  pressure  has  ceased  as  it  must  cease,  by  some  one  of  the  two  ways 
which  I  have  described.  The  Defendants  do  not  produce  their  seal,  either 
originally  or  in  the  course  of  the  operation,  by  compression.  They  form  it 
throughout  by  tension  of  the  celluloid  blank.  It  appears  to  me  immaterial 
whether  the  pressure  of  the  screwed  up  part  of  the  device  in  the  Defendants'  45 
apparatus  in  the  first  place  brings  some  pressure  to  bear  upon  the  enclosed 
blank.  Mr.  Dugald  Clerk  thinks  that  it  does  not.  It  may  do  so  slightly.  If 
it  does  it  is  but  a  very  slight  pressure  in  comparison  to  those  which  are  going  to 
be  used  in  the  course  of  the  operation.  What  the  Defendants  do  is  to  seal  their 
record  chamber  not  externally,  as  the  Patentee  does,  but  internally  by  the  50 
rubber  washers  that  I  have  described,  which,  by  the  pressure  of  the  steam, 
are  driven  up  against  the  in-turned  surfaces  of  the  blank. 

The  first  point,  therefore,  is  this — that  the  Plaintiffs'  joint  is  external,  the 
Defendants'  joint  is  internal ;  the  operation  of  the  Plaintiffs'  process  is  to  obtain 
their  joint  by  compression,  in  the  first  instance  at  any  rate,  whereas  the  Defen-  55 
dants  get  theirs  from  first  to   last  by  tension.    Then  in  the  course  of  the 
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operation  the  Plaintiffs  use  an  exhaast-pipe,  and  their  process  is  one  by  which 
the  steam  is  perpetually  circulating  to  a  small  extent,  and  the  air  to  a  substantial 
extent,  by  being  passed  through  the  chamber.  The  Plaintiffs  cool  by  driving 
air— circulating  air  replaced  from  time  to  time  by  cooler  air — through  the 
5  chamber  and  through  the  exhaust-pipe.  The  Defendants  do  nothing  of  the 
sort.  The  air  which  they  drive  in  under  200  lbs.  pressure,  of  course,  goes  in  as 
cold  air,  and  will  cool,  to  a  small  extent,  but  to  an  extent  quite  immaterial  for  the 
purposes  which  we  have  here  to  consiiler — they  cool  by  the  external  application 
of  cold  water  after  they  have  removed  the  cluster  from  the  branch.    They 

10  therefore  cool  externally,  whereas  the  Plaintiffs  cool  internally.  Further,  the 
Plaintiffs'  Patent  will  not,  upon  the  evidence,  commercially  produce  records 
made  from  thin  celluloid  blanks.  Mr.  Philpott,  who  is  the  President  of  the 
Plaintiff  Company,  who  gave  evidence  for  them,  said  that  he  had  never  for 
commercial  purposes  manufactured  thin  blanks  without  flanges.    To  explain 

15  that  I  ought  to  say  something  which  I  have  omitted  hitherto.  The  Specifica- 
tion and  drawings  show  blanks  for  use  which  are  truly  cylindrical  from  end  to 
end.  What  in  point  of  fact  the  Plaintiffs  use,  in  a  machine  which  is  a  different 
machine  from  Figure  1,  are  blanks  which  are  not  cylindrical  at  their  ends,  but  are 
turned  inwards  so  as  to  form  flanges,  ani  the  records  which  the  Plaintiffs  are 

20  commercially  making  are  made  upon  a  machine  which  uses  blanks  with  in- 
turned  flanges,  resulting  in  what  Mr.  Swinburne  called  self-sealing  ;  that  is  to 
say,  the  in-turned  flange  is,  under  the  steam  pressure,  driven  strongly  against 
the  bed  plate  or  head  portion,  as  the  case  may  be,  and  forms  a  joint  which 
completes  the  record  cylinder  undoubtedly  before  you  get  to  the  film  of  air. 

25  Further,  the  Plaintiffs  in  the  machine  which  they  use  for  the  commercial  pro- 
duction of  records  also  provide  means  of  air  exit,  which  the  Patent  of  1900  does  not 
provide  at  all.  The  result  is  that  the  Plaintiffs'  apparatus  will  not  make  records 
of  thin  celluloid  blanks  ;  it  will  act  with  the  thick  celluloid  blanks  in  the  way 
in  which  I  have  endeavoured  to  describe,  but  it  will  not  make  the  thin  ones, 

30  The  difference  of  the  Defendants'  apparatus  upon  this  point,  as  it  seems  to  me, 
is  this,  that  they  use  the  milling  and  the  arrangements  which  I  have  described 
to  ensure  the  exit  of  the  air,  and  thus  arrive  at  a  machine  which,  employing  a 
thin  record  and  having  the  in-turned  flange,  will  drive  out  the  air  by  employing 
the  milled  exits  which  they  have  provided  for  it. 

35  There  is  another  point  of  difference  which  may  be  material  (1  am  not  sure 
that  it  is  not),  and  that  is  this.  As  I  have  said,  the  operation  of  the  pressure 
which  the  Plaintiffs  apply  has  a  tendency  to  drive  out,  to  bulge  the  ends  of  the 
blank,  and  thus  to  lock  in  the  air.  The  Defendants'  apparatus  is  such  as  that 
that  danger  never  arises  at  all,  because  they  never  put  their  blank  under  pres- 

40  sure,  they  put  it  always  in  such  a  position  as  that  there  is  no  tendency  to  drive 
it  out  at  the  ends.  Theirs  is  a  scheme  which  provides  for  the  self-sealing 
closing  of  the  record  chamber.  They  do  it  by  a  double  protection — by  using 
the  in-turned  flange  they  get  what  would  be  a  self-seal  without  the  rubber 
washer,  and  by  the  use  of  the  rubber  washer  they  perfect  that  joint  and  prevent 

45  any  possible  accident.  The  Plaintiffs  contend  that  none  of  the  antici- 
pations ever  dealt  with  the  two  things  which  they  say  the  Patentee  grappled 
with  and  conquered  in  his  invention,  those  two  being,  first,  the  exit  for 
the  air,  and,  secondly,  freedom  for  the  record  to  shrink  longitudinally,  as  it 
will  do,  of  course,  in  cooling.     In  that,  again,  I  think  the  Plaintiffs  are  mistaken. 

50  I  think  both  Lake  and  Wolcott  provided  for  exit  of  air  and  allowed  sufficient 
freedom  for  shrinking.  It  is  quite  true  that  Lake^  in  the  way  he  was  going  to 
use  it,  used  vents  at  a  place  at  which  it  would  be  impossible  to  use  them  for 
the  purpose  of  forming  a  record.  The  observation  is  that  to  obtain  a  record  you 
would  put  those  vents  at  the  end  of  the  record  and  employ  them  in  that  way. 

55  I  think  Lake  and  Wolcott^  so  far  as  the  exit  of  air  is  concerned,  used  just  the 
same  means  as  the  Patentee  suggests. 
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It  fieeins  to  me,  therefore,  that  the  Plaintiffs'  cage  &il8.  I  think  that  the 
Patent  la  confined  to  the  particular  combination  which  is  deacribecl,  and  that 
combination  is  not  used  by  the  Defendants.  I  therefore  dismiss  the  action 
with  costs. 

Aethury^  K.G. — My  Lord,  I  think  of  the  Objections  the  only  one  that  your 
Lordship  will  probably  allow  is  No.  3,  giving  as  a  Certificate  as  to  Lake^  Bonne, 
Lior^f  Baux  and  Qlaemery  the  second  Specification  of  Lambert^  and  Woloott. 

BUOKLBT,  J.— Yes. 


Ik  thb  High  Court  of  Justiob.— Ohakcbby  Division. 

Before  Mb.  Justiob  Ebkbwich.  10 

July  24th,  1903. 
iMPBRiAL  Tobacco  Company,  Ld.  v.  PitRnbll  &  Co. 

Practice. — Particulars  of  pleading.— Action  for  *^  passing -off** 

In  an  action  for  ^^  passing-off^^  the  Plaintiffs  aileged  that  the  cigars  sold  by 
them  and  their  predecessors  under  the  name  ^^Marcella^'  printed  on  a  narrow  15 
red  band  had  come  U)  be  known  as  and  called  by  the  public  by  such  names  as 
'<  LitOe  Red  Band  *'  cigars  and  ''  Red  Banders:'  Upon  the  application  of  the 
Defendants  the  Plaintiffs  were  ordered  to  give  Particulars^  to  the  best  of  their 
if^formation  and  belief  of  the  dates  when  the  cigars  in  question  were  first 
knoum  by  the  respective  names;  of  the  dcUes  when  and  names  of  the  persons  jq 
hy  whom  and  to  whom  the  Defendants^  cigars  were  alleged  to  have  been  passed 
^ffi  cfthe  names  of  the  persons  who  had  applied  to  the  Defendants'  cigars  the 
names  alleged  by  the  Plaintiffs  to  be  distinctive  of  their  own  ;  and  of  the  dates 
when  and  names  of  the  persons  by  whom  and  to  whom  the  Defendants'  cigars 
were  being  sold  and  supplied  under  the  names  alleged.  25 

This  was  an  adjourned  Summons  by  which  the  Defendants  in  an  action 
to  restrain  passing-off  asked  that  the  Plaintiffs  might  be  ordered  to  give 
certain  Particulars  in  relation  to  the  Statement  of  Claim.  The  goods  in  quertion 
were  cigars,  which  the  Plaintiffs,  the  Imperial  Tobacco  Company  {of  Great 
Britain  and  Ireland)^  Ld,^  carrying  on  business  in  London,  sold  under  the  30 
name  '^  Marcella,*'  distinctively  printed  on  a  narrow  red  bimd.  The  Defen- 
dantSy  Pumell  Jk  Co,j  trading  at  Shoreham  in  Sussex,  were  selling  cigars  under 
the  name  ^^  Purnella,''  printed  on  a  somewhat  similar  band. 
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By  their  Statement  c£  Claim  the  Plaintiffs  alleged  aa  follows  :— '^  (2)  In  the 
"  year  1888  the  said  firm  of  Allen  Brothers  " — predecessors  in  business  of  the 
Plaintiffs — "  were  desirous  of  adopting  a  new  and  special  method  of  dis- 
^*  tingttishing  from  all  other  cigars  in  the  market  a  brand  of  cigars  which  they 
5  *^  were  about  to  manufacture  and  sell  under  the  title  of  '  Marcella  *  cigars,  and 
""  with  that  object  they  devised  and  adopted  and  used  on  such  cigars  a  narrow 
^  red  band,  quite  unlike  any  others  which  were  used  by  any  other  firm,  and 
*<  placed  on  them  the  said  title  '  Marcella.'  Such  bands  were  entirely  distinctive, 
"^  and  were  at  once  recognised  by  the  trade  and  the  public  as  indicating  that 

10  ^*  any  cigars  to  which  they  were  attached  were  the  '  Marcella '  cigars  of  the 
^^  said  firm.  The  said  firm  used  such  bands  upon  their  said  ^  Marcella '  cigars 
*^  in  large  quantities,  and  the  use  thereof  has  ever  since  been  continued  by  the 
^^  said  firm  and  their  successors  in  business  in  ever-increasing  and,  of  recent 
^  years,  enormous  quantities.    (4)  By  reason  of  the  distinctiveness  of  the 

15  **  bands  aforesaid  the  cigars  of  the  Plaintiff  Company  and  of  their  said 
'^  predecessors  in  business  long  have  been  and  are  commonly  asked  for  and 
"  ordered  and  spoken  of  by  the  names  '  Narrow  Red  Band '  cigars,  '  Little  Red 
'^ '  Band '  cigars,  '  Red  Banders,*  '  Narrow  Red  Banders,'  and  similar  names, 
"  referring  to  the  Red  Band  or  Narrow  Red  Band,  and  anyone  who  asks  for 

aO  ^  or  orders  cigars  by  any  such  name  intends  and  expects  to  receive  the  Plaintiff 
*'  Company's  said  '  Marcella '  cigars  and  no  others.  (8)  The  cigars  so  got  up 
^^  and  sold  by  the  Defendants  are  practically  indistinguishable  in  appearance 
^'  from  the  Plaintiff  Company's  said  cigars  and  are  calculated  to  give,  and  have 
^  in  fact  given,  to  the  Defendants'  said  cigars  the  said  names  distinctive  of  the 

25  ^^  Plaintiff  Company's  said  cigars,  and  derived  from  or  referring  to  the  said 
^  narrow  red  band,  and  the  Defendants'  said  cigars  are  being  sold  and  supplied 
^'  under  such  names.  The  retail  price  of  the  Plaintiff  Company's  said  cigars  is 
^'  threepence  apiece,  or  upwards,  or  one  shilling  for  five ;  and  the  retail  price 
^*  of  the  Defendants'  said  cigars  is  twopence  apiece,  or  only  one  shilling  for  six 

aO  *'  (or  in  some  cases  seven)  of  such  cigars  ;  or  they  are  occasionally  sold  at  the 
«<  same  price  as  the  Plaintiffs'  cigars.  (9)  By  means  of  the  bands  aforesaid  the 
^^  Defendants'  said  cigEurs  are  calculated  to  be  and  are  being  passed  off  and  sold 
^  as  and  for  the  Plaintiff  Company's  said  cigars,  and  the  Plaintiff  Company 
*'  has  suffered  loss  and  damage,  and  the  Defendants  have  made  profits  wnich 

35  ^  were  intended  for  and  ought  to  have  belonged  to  the  Plaintiff  Company,  and 

^'  unless  the  use  by  the  Defendants  of  such  l^nds  as  aforesaid  is  restrained  by 

'^  the  injunction  of  the  Court  the  trade  and  the  public  will  be  still  further 

"  deceived  and  the  Plaintiff  Company  will  be  still  further  injured." 

The  Defendants  applied  by  Summons  for  the  following  Particulars,  amongst 

40  others  which  were  withdrawn,  of  the  Statement  of  Claim: — *'*■  (4)  Of  the  date  or 
^'  dates  when  the  cigars  of  the  Plaintiff  Company  or  their  predecessors  in 
^  business  were  first  asked  for,  ordered,  and  spoken  of  by  all  or  some  and  which 
^'  of  the  following  names  : — *•  Narrow  Red  Band '  cigars  ;  ^  Little  Red  Band  ' 
"  cigars  ;  *  Red  Bcmders ' ;  and  '  Narrow  Red  Banders.'    (7)  Of  the  date  or  dates 

45  ^*  and  the  names  and  addresses  of  the  persons  by  whom  and  to  whom  the 
^^  Defendants'  cigars  are  alleged  in  paragraph  9  of  the  Statement  of  Claim  to 
*^  have  been  passed  off  as  and  for  the  cigars  of  the  Plaintiff  Company.  (9)  Of  the 
^^  names  and  addresses  of  the. person  or  persons  who  have  in  fact  given  to  the 
^  Defendants'  said  cigars  the  said  names,  distinctive  of  the  Plaintiff  Company's 

50  *^  said  cigars,  referred  to  in  paragraph  8  of  the  Statement  of  Claim.    (10)  Of 

^*  the  date  or  dates  and  the  names  and  addresses  of  the  person  or  persons  by 

^'  whom  and  to  whom  the  Defendants'  said  cigars  are  being  sold  and  supplied 

*^  under  such  names  referred  to  in  paragraph  8  of  the  Statement  of  Claim. 

The  Summons  was  heard  on  the  24th  of  July  1903  by  Mr.  Justice  Kbkbwioh. 

55  Morrow  (instructed  by  O.  Urquhart  Fisher)^  appeared  for  the  Applicants, 
the  Defendants  in  the  action;  Sebastian  (instructed  by  McKenna  A  Co,\ 
appeared  for  the  Respondents,  the  Plaintiffs. 
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Kbkbwigh,  «7.,  asked  to  what  parts  of  the  Summons  the  Defendants 
objected. 

Sebastian, — I  submit  that  the  part — "the  dates  when  the  cigars  of  the 
"  Plaintiff  Company  were  first  asked  for,  ordered,  or  spoken  of  by  the  names  " 
which  are  mentioned  is  absolutely  irrevelant.  The  Plaintiffs  have  given  the  dates  5 
when  the  bands  were  first  put  on  the  cigars,  and  their  rights,  whatever  they 
may  be,  began  there  and  then.  The  case  which  I  suppose  is  suggested  on  the 
other  side  is  that  while  the  Plaintiffs  had  got  cigars  in  the  market  with  these 
bands  on,  the  Defendants  were  entitled  to  put  similar  cigars  with  similar  bands 
on,  on  the  market,  so  long  as  the  Plaintiffs'  cigars  had  not  got  at  that  time  the  10 
particular  names.  It  is  absolutely  impossible  for  the  Plaintiffs  to  say  who  first 
called  these  cigars  by  these  names,  or  when  it  was  done.  I  say  that  the 
moment  these  cigars  went  into  the  market  with  these  bands  on  they  got  the 
names,  and  I  submit  that  the  question  who  first  called  these  cigars  by  these 
names,  and  on  what  day  exactly  it  happened,  is  entirely  irrelevant.  Then  in  15 
paragraph  2  of  the  Statement  of  Claim  the  Plaintiffs  say  that  it  was  in  the  year 
188S  that  they  first  began  to  use  these  bands.  As  to  the  date  when  the  bands 
gave  the  names  to  the  cigars,  it  is  impossible  to  say,  except  that  it  was  at  or 
about  the  time  when  they  were  put  on  the  market. 

Ebkewigh.  J. — I  see  what  you  mean.    You  have  given  them  the  date  when  80 
you  used  it  yourselves. 

Morrow, — The  Defendants  say  that  in  the  year  1881  and  downwards — 
certainly  continuously  from  1890 — they  have  used  a  red  band  on  their  cigars. 
The  Plaintiffs  say  that  their  cigars  came  to  be  known  either  as  "  Red  Banders  " 
or  "  Narrow  Red  Banders  '*  or  *'  Red  Band  "  cigars  or  some  short  description,  but  25 
they  dp  not  give  the  date  at  which  their  cigars  came  to  be  so  known.  I  submit 
that  that  is  material  in  this  case  where  fraud  is  alleged.  It  is  material  that 
we  should  have  the  fullest  particulars  of  the  case  we  have  to  meet. 

Kbkbwigh,  J, — I  think  the  Plaintiffs  ought  to  tell  the  Defendants  when  those 
names  were  first  used.  30 

Sebastian. — We  have  stated  the  dates  when  the  bands  were  put  on.  The 
Defendants  want  also  the  dates  when  they  began  to  give  the  name  to  the  goods. 
I  say  the  bands  must  have  given  the  names  at  once. 

Kbkbwigh,  J. — I  think  you  ought  to  state  when  these  cigars  were  first 
known,  to  the  best  of  your  information  and  belief,  by  these  names.  35 

Sebastian, — ^We  believe  it  was  at  or  about  the  time  when  they  were  first  put 
on  the  market. 

Kbkbwigh,  J, — The  Plaintiffs  must  give  Particulars,  to  the  best  of  their 
information  and  belief  of  course,  when  the  cigars  known  as  "  Narrow  Red  Band 
"Cigars,"   "Little  Red  Band   Cigars,"  "Red   Banders,"    and   "Narrow  Red  40 
"  Banders,"  were  first  known  by  those  respective  names. 

Sebastian. — With  regard  to  the  next  Particular  No.  7, 1  refer  to  clause  9  of 
the  Statement  of  Claim,  which  says  that  "  By  means  of  the  bands  aforesaid  tha 
"  Defendants'  cigars  are  calculated  to  be  and  are  being  passed  off  " — and  in 
addition  to  that  the  Def endantd  have  already  got  all  the  Particulars  we  can  give  45 
in  the  affidavit  filed  on  the  motion. 

Kbkbwigh,  J. — You  can  refer  to  that  affidavit  in  your  Particulars,  if  you 
please.     It  may  or  may  not  be  sufficient,  but  I  think  you  must  give  Particulars. 

Morrow, — Then  there  are  two  others,  Nos.  9  and  10. 

Sebastian. — Both  those  refer  to  the  same  thing  as  the  previous  one — to  the  50 
people  whose  names  are  mentioned  in  the  affidavit. 

Kbkbwigh,  J. — Then  you  will  give  that,  and  the  costs  will  be  costs  in  the 
action. 
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In  thb  Court  op  Appeal. 

Before  Lords  JtJSTiCBS  Mathew  and  Cozbns-Hardy. 

July  20th,  1903. 

Nadbl   v.  Martin. 

5  Patents. — Action  by  vendor  of  Patents. — Defe^ice  that  the  validity  of  the 
Patents  had  been  guaranteed  and  that  tlie  Patents  were  invalid. — Held^  at  the 
trials  that  the  Patents  ivere  valid^  and  judgment  uus  given  for  the  Plaintiff. — 
Appeal  by  Defendants. — Motion  fur  leave  to  adduce  further  evidence  on  the 
hearing  of  the  appeal. — Motion  refused  with  costs. 

10      David  Nadel^  who  was  the  owner  of  certain  Patents,  entered  into  an  agreement 

'  with  four  persons  to  sell  them  the  Patents  for  a  price,  to  be  paid  partly  in  cash 

and  partly  in  shares  of  a  Company  to  be  formed  by  the  ptircKasers  before  the 

date  fixed  for  completion.    The  assurance  to  the  purchasers  was  to  contain  a 

covenant  by  the  vendor  guaranteeing  the  validity  of  the  Patents  ;  the  purchasers 

15  were  to  buy  some  of  the  patented  machines  from  the  vendor.  Some  of  these 
machines  were  delivered,  and  the  purchasers  by  arrangement  gave  certain 
promissory  notes  for  the  part  of  the  purchase  moneys  for  the  Patents  payable 
in  cash.  In  consolidated  actions  by  tne  vendor  for  the  price  of  the  machines 
delivered  and  on  the  promissory  notes  the  Defendants  alleged  that  the  guarantee 

20  of  the  validity  of  the  Patents  was  in  the  nature  of  a  condition,  and  that  the 
same  were  invalid  as  having  been  anticipated  and  for  want  of  subject-matter. 
It  was  held  at  the  trial  that  the  guarantee  of  validity  was  not  in  the  nature  of 
a  condition  entitling  the  Defendants  to  repudiate  the  contract,  but  a  mere 
warranty,  and,  further,  that  the  Patents  were  valid,  and  judgment  was  given 

25  for  the  Plaintiff. 

The  Defendants  appealed,  and  gave  notice  of  motion  for  leave  to  adduce 
further  evidence  orithe  hearing  of  the  appeal.    On  the  hearing  of  the  motion^ 

Bousfield^  K.C.,  and  J.  H,  Gray  (instructed  by  Burnett  and  Shii^er^  agents 
for    Facon  and    Oreassey,  of    Nottingham)  appeared    for    the    Defendants ; 

30  T.  Terrell^  K.C.,  and  Claoell  Salter  (instructed  by  Peacock  and  Goddardy 
agents  for  Acton  and  Marriott,  of  Nottingham)  appeared  for  the  Plaintiff. 

Bousfieldy  K.C. — I  move  for  leave  to  adduce  further  evidence  on  one  point 
on  the  hearing  of  the  appeal  in  this  case.  The  action  arises  out  of  a  contract  for 
the  sale  of  a  Patent  to  persons  who  were  to  f  ornr  a  Company,  and  to  pay  so  much 

35  in  cash  and  in  shares ;  and  the  validity  of  the  Patent  was  to  be  guaranteed.  It  was 
tried  before  Mr.  Justice  Bigham,  and  the  question  of  the  validity  of  the  Patent 
was  litigated  before  him.  A  Specification  of.  one  Shillito  was  brought  up 
against  the  Patent.  Shillito's  Patent  was  for  a  machine  which  did  very  much 
the  same  as  the  machine  which  was  the  subject  of  the  contract.     A  question 

40  was  asked  by  the  learned  Judge  as  to  whether  Shillito* s  machine  had  ever  been 
commercially  used,  but  at  the  time  there  was  no  evidence  available  that  it  had 
been  commercially  used.  It  was  in  the  position  of  what  is  sometimes  called  a 
paper  anticipation.    Of  course  there  is  no  difference  in  law  between  a  paper 

3  H 
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anticipation  and  an  actual  prior  user,  the  only  difference  being  that  in  order  to 
show  that  a  paper  anticipation  is  a  practical  thing  you  may  have  to  make  the 
machine,  and  you  have  to  show  that  it  will  work,  whereas  if  you  have  an 
actual  user  it  is  working.  We  had  no  evidence  at  the  time  that  the  machine 
ever  had  actually  been  made  and  worked,  and  none  was  available.  Within  the  5 
last  fortnight  we  have  discovered  that  ShillMs  machine  (the  Patent  is  a  German 
Patent)  in  fact  has  been  made  and  sold  in  Germany  in  large  quantities,  and  is  a 
practical,  commercial,  working  machine.  It  is  evidence  of  that  fact  that  we 
want  to  adduce  at  the  hearing  of  the  appeal.  [Cozbns-Hardy,  L.J. — You  knew 
of  ShilUt6*8  Patent  before  the  trial  ?]  Yes,  but  we  did  not  know  that  his  machine  10 
had  in  fact  been  made  and  used.  [Cozbns-Hardy,  L,J. — But  you  knew  that 
might  be  a  very  material  fact,  did  you  not  ?]  Yes ;  and  I  have  an  affidavit  saying 
that  we  had  endeavoured  to  get  evidence  of  actual  working,  but  that,  failing  to 
get  such  evidence,  we  had  endeavoured  to  make  a  machine  like  Shillitd*8^  but  the 
machine  was  a  very  complicated  one  to  make,  and  we  had  not  been  very  successful  15 
.in  making  our  Shillito  machine.  [Gozbns-Habdt,  Z.J. — It  is  a  very  exceptional 
and  a  very  dangerous  thing  to  allow  fresh  parol  evidence  in  a  Patent  case  upon 
an  issue  which  was  directly  raised  at  the  trial.]  I  do  not  want  to  go  into  the 
matter  fully  now  ;  what  is  generally  done  with  these  motions  is  to  let  the 
motion  stand  over  to  the  hearing  of  the  appeal,  and  then,  when  the  Court  has  20 
heard  the  case,  it  will  be  in  a  position  to  decide.  [Cozbns-Hardt,  LJ. — ^That 
applies,  no  doubt,  if  it  is  a  question  of  written  documents  ;  but  if  you  ask  for 
oral  evidence,  which  I  suppose  you  do,  that  means  that  the  Court  of  Appeal 
is  to  be  made  a  Court  of  First  Instance  for  hearing  evidence  in  a  Patent  case.] 
That  is  a  practical  objection  to  such  a  thing  being  done,  but  it  is  not  an  25 
objection  in  law.  [Mathbw,  LJ. — In  any  case  in  which  the  evidence  was 
considered  insufficient  in  the  Court  below  are  you  to  be  at  liberty  to  come  here 
and  say,  ^*  I  should  like  to  try  that  issue  over  again  "  ?]  This  is  a  very  special 
case.  If  I  go  a  little  more  fully  into  it  I  think  I  can  satisfy  your  Lordships. 
We  are  under  a  contract  to  float  a  Company — that  is  to  say,  we  have  to  go  to  30 
the  world  and  we  have  to  say,  "  Here  is  this  Patent ;  Mr.  Justice  Bigham  has 
"  held  it  to  be  a  valid  Patent ;  we  ask  you  to  invest  your  money  upon  the  faith 
'^  of  that.*'  We  know  perfectly  well  that  there  is  one  element,  although  a  small 
one,  which  has  a  material  bearing  upon  the  decision  of  the  learned  Judge. 
That,  in  fairness,  ought  to  be  before  the  Court  of  Appeal  as  one  of  the  materitds.  35 

Cozbns-Hardt,  LJ. — Speaking  for  myself,  I  think  there  is  always  a  great 
tendency  to  treat  Patent  actions  as  though  they  were  different  from  other 
actions.  In  any  other  action  would  such  an  application  as  this  have  been 
thought  of  ?  Take  a  right  of  way  case  in  which  the  Defendant  had  not 
given  evidence  of  user  of  the  alleged  right  of  way.  Supposing  he  said  after  the  40 
trial  which  went  against  him,  "  I  now  have  discovered  there  were  John  Jones 
*•  and  William  Smith  who  used  ?  " 

Bonsjield,  K.C. — It  is  a  little  different,  I.  think,  in  a  case  of  that  kind. 

Mathbw,  LJ. — What  do  the  other  side  say  ? 

Terrell^  K.C. — The  case  is  this.    They  had  to  pay  us  a  large  sum  of  money  by  45 
a  certain  date,  and  they  did  not  pay  it.    Then  we  brought  an  action  to  recover 
the  money  ;  thereupon  they  set  up  that  this  Patent  which  we  were  going  to  sell 
was  invalid,  and  that  they  had  a  right  to  set  that  up.    That  came  on  before 
Mr.  Justice  Bighamy  and  he  held  that  they  had  no  right  to  set  it  up  at  all,  but 
seeing  that  he  was  there  to  try  he  tried  the  two  issues  on  the  two  Patents,  and  50 
he  held  that  both  Patents  were  good,  and  that  they  had  no  right  to  set  up  that 
they  were  bad  at  all,  because  it  was  not  a  condition  of  the  payment  of  the 
money.    Then,  against  one  of  these  Patents  they  set  up  the  Specification  of 
ShillitOj  and  the  learned  Judge  held  that  it  was  not  an  anticipation,  because  it 
would  not  do  all  the  patterns  that  the  Plaintiff's  machine  would  do.    Now  they  55 
say  on  affidavit  that,  as  the  result  of  inquiries,  they  have  obtained  information 
that  sewing  machines  made  according  to  the  Specification  of  Shillito  have  been 
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extensively  sold  and  used  in  Germany  and  some  other  foreign  conntries,'and  to 
a  small  extent  in  England,  and  that  sach  machines  have  worked  most  snocess- 
f  ally,  and  are  capable  of  producing  the  greater  number  of  the  patterns  required 
in  actual  working  of  embroidery  machines.  They  originally  set  up  as  an 
5  anticipation  of  this  Patent  the  Specification  of  ShillUoj  and  now  they  want-  to 
set  up  a  ne.w  Pi^rticular  of  Objection  and  say  that  Shillito  was  used? 
IBousfield^  K.C.— No,  that  is  not  so.  It  is  not  a  prior  user  we  are  wanting 
to  set  up  at  all.  it  is  only  evidence  as  to  workability.]  Bigham^  J.,  did  not 
hold  that  Shillito  was  not  workable.    He  held  that  it  was  workable,  but  sai^ 

10  it  would  not  do  the  work  the  Plaintiff's  machine  did. 

Bousjield^  K.C. — If  my  learned  friend  takes  that  view  the  evidence  is  not 
wanted,  because  that  is  all  we  want  to  show. 

Mathbw,  L.J, — We  do  not  think  we  ought  to  interfere  in  this  case;    It  is  ati 
application  to  retry  the  action  on  new  materials.    It  is  an  application  which 

1*^  cannot  be  acceded  to,  and  therefore  the  motion  will  be  refused  with  costs. 


In  the  Court  of  Appeal. 

Before  The  Master  op  the  Rolls  and  Lords  Justices  Mathbw 

and  Cozens-Hardt. 

August  3rd,  4th,  5th,  and  6th,  1903. 

20  Nadel  v.  Martin. 

Patent. — Agreement  for  sale. — Warranty  of  validity. — Condition. — Patents 
alleged  to  be  invalid.-— Judgment  for  Plaintiff. — Appeal  by  Defendants  allowed. 
— Patents  held  to  be  invalid. 

The  owner  of  two  Patents  entered  into  an  agreement  to  sell  them  for  a  price 

25  to  be  paid  partly  in  cash  and  partly  in  shares  of  a  Company  to  be  formed  by 

the  purchasers  before  the  date  fixed  for  completion.      The  a>ssurance  to  the 

purchasers  was  to  contain  a  covenant  by  the  vendor  guaranteeing  the  validity 

of  the  PaienU<;  the  purchasers  were  to  buy  some  of  the  patented  machines  from 

the  vendor.     Some  of  these  machines  were  delivered^  and  the  purchasers  by 

30  arrangement  gave  certain  promissory  notes  for  the  part  of  the  purchase  moneys 

for  the  Patents  payable  in  cash.    In  consolidated  actions  by  the  vendor  for  the 

3  K  8 
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price  of  the  machines  delivered  and  on  the  promissory  notes  the  Defendants 
alleged  that  the  guarantee  of  validity  of  the  Patents  was  in  the  nature  of  a 
condition^  and  that  the  Patents  were  invalid  as  having  been  anticipated  and  for 
want  of  subject-matter.  At  the  trial  it  was  held,  that  the  guarantee  of  validity 
was  not  in  the  nature  of  a  condition  entitling  the  Defendants  to  repudicUe  the  5 
dontractj  hut  a  mere  warranty^  and,  furtJier,  that  the  Patents  were  valid. 
Judgment  was  given  for  the  Plaintiffs  with  a  stay  of  execution  on  certain 
terms.    The  Defendants  appealed. 

The  two  Patents  both  related  to  imp7^ovements  in  sewing  machines^  and  in 
the  earlier  of  tlierh'  the  Patentee  claimed : — **  (i)  77ie  improved  sewing  machine  10 
"  unth  mechanical  actuation   of  the  crank  mechanism  characterised  by  the 
"  arrangement  that  the  said  mechanism  is  connected  by  means  of  intermediate 
"  parts  with  a  cylinder  or  an  eccentnc  in  such  manner  that  thd  said  drum 
"  or  eccentric^  constructed  to  corresponds  with  the  design  to  be  worked^  will 
'*  corre^ondingly  actuate  the  crank  mechanism  to  produce  tJie  required pattom,  15 
**  (8)  In  a  serving  machine  for  braiding  and  the  likcy  the  combination  of  jjarts 
^^  forming  the  improved  mechanical  crank  mechanism j  substantially  as  described 
"  and  illustrated  in  the  accompanying  drawing^    As  described  and  shown^  the 
surface  of  the  drum  or  eccentric  was  provided  with  a  suitable  curved  groove 
corresponding   to  the  pattern.     It  was  contended  for    the  Plaintiff  tluU  the  20 
Patent  for  the  first  time  gave  a  device  for  obtaining  mechaniccdly  complete 
rotary  movement  as  opposed  tc  reciprocating  movement  for  such  purpose.    It 
was  admitted  that  in  the  arrangement  shown  in  (me  of  the  Figures  rotary  motioti 
tvas  not  obtainable^  but  it  was  contended  that  the  Specification  clearly  contem* 
plated  ity  and  that  the  error  in  the  Figure  could  be  corrected  by  an  ordinary  25 
skilled  workman.    It  was  also  contended  that,  even  if  rotary  motion  was  not 
obtained,  a  Specification  ofS.  ivhich  disclosed  reciprocating  motion  did  not  anti- 
cipate the  Patent^  which  was  for  a  different  machine,  and  that  there  was  subject- 
matter.     The  Specification  of  the  second  Patent  described  a  method  ofgetti^ig  over 
the  dead  point  by  means  of  a  second  crank  set  at  an  angle  to  the  first  with  a  second  30 
groove  on  the  drum  or  cylinder  actuating  a  second  cranky  and  claimed  stich 
parts  in  combination  with  the  parts  covered  by  the  first  Patent.    No  tnantier 
of  getting  a  proper  second  groove  was  given,  but  the  evidence  was  that  a 
arkilled  meclianical  person  could  obtain  it  from  the  first  groove.    In  the  Specifi- 
cation of  H.y  relating  to  the  driving  mechanism  of  bicycles,  double  cam  grooves  35 
on  a  cylinder  were  described  and  shown. 

Held,  by  the  Court  of  Appeal^  that  on  the  construction  of  tlie  agreement  it 
was  open  to  the  Defendants  to  set  up  the  invalidity  of  the  Patents ;  that  tJie 
SpeaificcUion  of  the  first  Patent  did  not  disclose]  or  contemplate  rotanj  motion, 
and .  that  the  Patent  was  anticipated  by  the  Specification  of  S.  t  and  that,  40 
having  regard  to  H.^s  Specification,  there  Was  no  invention  to  support  the 
second  Patent;  and  tJiat  the  parties  should  be  restored  to  their  original  position. 
TM  appeal  was  allowed,, and  an  Order  made  accordingly. 
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Per  Collins,  if.J?.,  that,  even  if  the  rotary ^tnotion  was  comprised  in  the  first 
Patent y  there  was  no  claim  for  the  rotary  as  distinguisJied  frotn  the  alternating 
motion,  and  that  the  Patent  was  invalid  for  this  reason. 

Per  Cozbns-Hardy,  L.J.,  that^  if  the  rotary  motion  was  covered  by  the  first 
5  Patentj  yet  that  the  Patent  was  bad,  as  the  second  claim  included  S, 

On  the  8th  of  March  1898,  Letters  Patent  (No.  5702  of  1898)  were  granted  to 
David  Nadel  and  Heinrich  Herzberg  for  an  invention  of  "  Improved  sewing 
"  machine  with  mechanically  actuated  crank  mechanism  for  braiding  and  the 
"  like  purpo^ses." 

10^     The  Complete  Specification  was  as  follows  :—'*  Our  invention  relates  to  a 

'"  sewing  machine  with  crank  mechanism  for  braiding  and  the  like,  having  a 

'*  mechanical  actuation  of  the  crank.    In  all  constructions  of  sewing  machines 

'*  with  crank  mechanism  for  this  purpose  hitherto  known,  a  serious  drawback 

"  consists  in  that  the  cmnk  mechanism  is  actuated  by  hand,  and  consequently 

15  "  the  correctness  of  the  pattern  obtained  depends  always  on  the  skill  of  the 
"  worker.  As,  however,  even  the  most  skilled  workman  in  spite  of  having  the 
"  pattern  before  him  is  liable  to  be  disturbed  by  other  infl^uences  whilst  guiding 
**  the  crank  by  hand,  as  for  instance,  if  he  looks  up  from  the  work,  consequently 
"  this  method  of  actuating  the  crank  mechanism  by  hand  has  a  distinct  draw- 

20  '*  back  in  the  manufacture  of  certain  goods.  Our  invention  is  designed  to 
"  obviate  this  drawback,  and  we  attain  the  object  by  causing  the  motion  of  the 
"  crank  by  mechanical  means,  so  that  the  same  is  completely  dependent  upon 
"  the  pattern  to  be  produced.  The  motion  must  of  course  be  a  different  one 
"  for  each  different  pattern. 

25  "  This  method  of  actuating  the  crank  mechanism  is  attained  by  connecting 
*'  the  said  crank  by  means  of  suitable  intermediate  parts  (guide  rods  and  a 
**  double  lever)  with  a  cylinder  or  an  eccentric,  the  surface  whereof  is  provided 
"  with  curves,  so  arranged  that  when  the  said  cylinder  or  eccentric  is  revolved, 
"  a  point  in  connection  with  the  said  double  lever  engages  therein,  and  causes 

30  '*  the  corresponding  motion  of  the  crank  which  is  required  by  the  pattern  in 
"  question.  Moreover,  in  hand  work  the  crank  mechanism  must  be  sometimes 
"  more  quickly,  sometimes  more  slowly  actuated,  or  it  must  be  caused  to  move 
'*  forwards  or  backwards  or  even  at  certain  moments  be  held  stationary  accord- 
"  ing  as  a  looped,  or  zig-zag,  or  wavy,  or  straight  pattern  is  to  be  produced.     It 

35  "  is  obvious,  therefore,  that  in  the  mechanical  actuation  of  the  crank  mechanism, 
**  the  revolution  of  the  cylinder  must  take  place,  sometimes  slower,  sometimes 
**  quicker,  sometimes  forwards,  and  sometimes  backwards.  These  variations 
"  are  rendered  possible  by  the  arrangement  of  the  cylinder  or  eccentric  pro- 
"  vided  with  the  aforesaid  curved  grooves  in  that  during  the  revolution  the 

40  "  double  lever  is  always  caused  to  move  more  quickly  when  the  point  actuating 
**  it  passes  over  a  very  much  inclined  portion  of  the  groove,,  whilst  on  the  other 
"  hand  it  will  move  more  slowly,  and  consequently  cause  the  crank  to  turn 
"  slower  when  the  curve  on  the  cylinder  is  less  oblique. 

"  In  the  accompanying  drawing  our  invention  is  illustrated  in  the  form 

45  **  specially  designed  for  use  as  a  crank  actuated  sewing  machine  for  the  sewing 
"  on  of  braids  and  the  like.  In  this  drawing  Figure  1  shews  the  arrangement 
"  in  plan.  Figure  2  an  elevation  together  with  a  portion  of  the  machine,  whilst 
"  Figure  3  shews  a  side  view  of  the  invention  itself. 

"  To  the  crank  a  which  effects  the  revolution  of  the  shaft  &,  whereby  the 

50  "  thrust-ring  of  the  machine  surrounding  the  needle  is  actuated  in  the  usual 
"  manner,  there  is  attached  the  rod  c  secured  at  its  other  end  to  the  double 
"  lever  d.  By  the  motion  of-  the  said  double  lever  In  the  one  or  the  other 
**  direction  the  turning  of  the  crank  will  obviously  be  effected.  As  the  crank 
"  as  already  stated  is  required  to  turn  sometimes  slower,  soinetimes  quicker, 
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and  in  certain  cases  must  even  remain  stationary,  or  go  backwards  it  is 
obvionsly  necessary  that  the  motion  of  the  doable  lever  when  the  machine 
is  at  work  must  be  correspondingly  affected.  This  object  is  attained  by  pro- 
viding the  same  at  its  shorter  end  d^  with  a  point  or  sliding  piece  d^  engaging 
in  a  groove  e  of  the  cylinder  g.  This  groove  e  is  formed  more  or  less  5 
curved  according  as  the  crank  is  required  to  move  quicker  or  slower,  and 
it  must  in  order  to  produqe  a  recurring  pattern  of  course  be  joined  together 
at  its  ends  upon  the  circumference  of  the  drum.  This  condition  can  be 
easily  attained  by  choice  of  a  suitable  diameter  for  the  drum.  If  the  crank 
is  required  to  stand  still  the  curve  becomes  a  straight  line,  whereas  a  turning  10 
of  the  crank  is  caused  as  soon  as  the  said  line  again  takes  an  inclined  position 
to  the  perpendicular  plane  of  the  drum. 

^\  Our  invention  is  described  by  way  of  example  with  the  application  to  the 
braiding  industry,  for  which  this  invention  is  of  especial  advantage,  because 
by  it  the  opportunity  is  afforded  of  having  sdl  like  patterns  executed  exactly  15 
alike,  and  independently  of  the  skill  of  the  workman.** 
The  Patentees  claimed  : — "  1.  The  improved  sewing  machine  with  mechanical 
actuation  of  the  crank  mechanism  characterized  by  the  arrargement  that  the 
said  mechanism  is  connected  by  means  of  intermediate  parts  with  a  cylinder 
or  an  eccentric  in  such  manner  that  the  said  drum  or  eccentric  constructed  20 
to  corre^ond  with  the  design  to  be  worked  will  correspondingly  actuate  the 
crank  mechanism  to  produce  the  required  pattern. 

*<  2.  In  a  sewing  machine  for  braiding  and  the  like,  the  combination  of  parts 
forming  the  improved  mechanical  crank  mechanism  substantially  us  described 
and  illustrated  in  the  accompanying  drawing.**  25 
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X)n  the  14th  of  April  1899,  Letters  Patent  (No.  7843  of  1899)  w^sre  granted  to 
tjlie  same  Patentees  for  an  invention  of.  '^  Improvements  in  sewing  machines 
M  for  4»mbsoidering,  ^raiding  and  the  like.'* 
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The  Complete  Specification  was  as  follows  : — '*  The  present  invention  relates 
''  to  improvements  in  sewing  machines  snch  as  described  in  Patent  Specification 
*^  No.  5702  of  1898.  A  braiding  and  embroidering  device  is  there  described  in 
**  which  the  crank  on  the  shaft  operating  the  thrust  ring  is  moved  mechanically 
^  by  a  cam,  such  as  a  cylinder.  It  is  the  object  of  the  present  invention  to 
**  provide  a  means  whereby  the  dead  points  of  the  cam  groove  or  surface,  which 
**  through  the  agency  of  intermediate  mechanism  operates  the  crank  shaft,  are 
"  overcome. 

"  On  the  accompanying  drawing  Fig.  1  is  a  side  elevation  of  the  new  device 
*^  and  parts  of  the  sewing  machine  to  which  it  is  attached.  Fig.  2  is  an  under- 
^  side  view  of  the  same. 


FiC.l 


*'  The  general  construction  is  in  essentials  substantially  the  same  as  that 
**  shown  in  the  Patent  Specification  already  referred  to  ;  but  instead  of  there 
*'  being  only  one  crsnk  a  on  the  shank  h  operating  the  thrust  ring,  two  cranks 

16    "  are  provided.    The  second  crank  a}  is  arranged  at  an  angle  of  about  45°  to 

■  **  the  crank  a,  and  is  provided  with  a  connecting  rod  c^  having  at  its  end  a  pin 

"  or  sliding  block  «^,  running  in  a  cam  groove  f^  on  the  periphery  of  the 

"  cylinder  or  drum  g.    This  end  of  the  rod  c^  is  further  shown  pivoted  to  a 

**  lever  arm  cP,  the  other  end  of  which  is  pivoted  to  the  framework  of  the 

20  ^  sewing  machine.  The  said  parts  all  operate  similarly  to  the  rod  c,  pin  6, 
**  lever  d  and  groove  /  actuating  the  leading  crank  a.  The  groove  /^  in  the 
"  cylinder  g  is  of  such  form  that  the  crank  a}  is  actuated  by  it  when  the  crank  a 
•*  (that  is  the  groove  /)  stands  in  its  most  unfavourable  position,  tn>,,  when  the 
"^  pin  e  is  in  the  neighbourhood  of  the  right  or  left  culminating  point  of  the 
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*'  groove/.  The  advantage  of  Buch  an  arrangemeufc  is  that  the  machine  can  be 
'*  started  in  any  position,  without  any  desS  point  having  to  be  overcome. 
**  Moreover,  there  is  a  great  saving  of  power  effected,  for  opposite  to  each  steep 
*'  portion  of  the  one  curved  grr>ove,  is  a  less  -steep  portion  of  the  other  curved 
"  groove.  Thus  the  pressure  which  has  to  be  exerted  on  the  crank  a  or  a^  is  5^ 
"  correspondingly  distributed  between  the  sliding  pins  or  blocks  e  and  «^" 

The  Patentees  claimed  : — "  1.  In  a  sewing  machine  for  embroidering,  braiding 
"  and  the  like  in  which  the  crank  on  the  shaft  operating  the  thrust  ring  or 
"  fabric  feeder  is  connected  by  a  system  comprising  a  rod  and  lever  or  the 
''  like  with  a  cam  cylinder  or  its  equivalent,  the  surface  of  whicli  is  so  formed  10 
^' as  to  actuate  the  said  crank  mechanism  in  such  manner  as  to  produce  the' 
"  pattern  required,  the  combination  with  the  said  parts  of  a  second  crank  set  at 
'^  an  angle  to  the  said  first  crank  on  the  said  shaft,  and  by  a  system  comprising 
"  a  rod  and  lever  or  the  like  connected  with  the  said  cam  cylinder  or  its 
"  equivalent,  in  such  manner  that  another  cam  surface  or  groove  on  the  latter  J5 
'^  actuates  the  second  crank  mech  inism  when  the  first  crank  mechanism  is  at  or 
"  near  its  dead  point,  all  substantially  as  and  for  the  purposes  hereinbefore  set 
"  forth. 

"  2.  In  a  sewing  machine  for  embroidering,  braiding  and  the  like  as  described 
'*  in  Claim  1,  the  general  airangement  and  combination  of  parts  for  operating  20 
"  the  crank  shaft  by  means  of  two  cranks  placed  at  an  angle  to  each  other,  all 
"  substantially  as  described  and  illustrated  on  the  drawing." 

By  an  agreement  dated  the  Ist  of  April  1901,  and  ma'le  between  Z>.  Nadel 
(hereinafter  called  the  Patentee)  of  the  one  part,  and  Charles  Martin^ 
William  Leivin^  John  Daws  Clark,  and  William  Garsley  of  the  other  part,  25 
after  reciting  that  D,  Nadel  was  the  owner  of  the  Patents,  he  agreed  to  sell 
them  to  the  parties  of  the  second  part,  and  by  clause  2  it  was  provided  that 
the  purchase  money  should  be  the  sum  of  10,000/.,  to  be  payable  as  to  5000/.  in 
cash  of  which  200/.  should  be  paid  on  the  signing  thereof,  and  the  balance 
on  completion,  and  as  to  5000/.  by  the  allotment  or  transfer  to  the  vendor  of  30 
500C/.  fully -paid  ordinary  shares  of  11,  each  in  the  Company  to  be  formed  by  the 
purchasers  as  therein  mentioned  ;  by  clause  3  that  the  purchasers  should  form 
the  Company  within  four  months  from  the  date  thereof ;  by  clause  4  that  the 
purchase  should  be  fully  completed  within  four  months  from  the  date  thereof. 
Clause  5  was  as  follows  : — "  Upon  payment  of  the  said  cash  and  the  allotment  35 
*'  or  transfer  of  the  said  shares  as  aforesaid  the  vendor  shall  execute  and  do  all 
"  necessary  acts,  deeds,  and  things  for  vesting  in  the  purchasers  or  their 
^^  nominees  the  said  inventions,  and  the  said  Letters  Patent  and  the  assurance 
"  to  the  purchasers  or  their  nominees  shall  contain  a  covenant  by  the  vendor 
**  guaranteeing  the  validity  of  the  said  Patents  and  also  covenants  that  he,  the  40 
'*  vendor,  will  communicate  to  the  purchasers  all  improvements  upon  the  said 
*'  inventions,  and  will  supply  them  with  all  drawings  and  information 
"  necessary  for  enabling  the  purchasers  to  obtain  Letters  Patent  for  such 
"  improvements,  and  shall  also  contain  in  addition  the  usual  covenants  for  title 
"  by  the  vendor,"  Clause  6  provided  that  out  of  the  cash  payment  of  5000/.  45 
the  sum  of  1000/.  should  be  deposited  as  therein  mentioned,  and  that  the  said 
sum  should  be  kept  deposited  for  five,  years  from  the  date  thereof,  and  during 
such  five  years  the  s^me  should  only  be  used  for  the  purpose  of  taking  and 
prosecuting  proceedings  against  any  person  or  persons  infringing  the  Patents  or 
any  future  Patents  for  improvements  or  for  defending  and  maintaining  the  50 
validity  of  the  Patents  against  any  person  or  persons  disputing  the  same.- 
Subject  thereto  the  said  1(XX)/.  was  to  be  handed  to  the  vendor.  By  clause  7  it 
was  provided  that  the  purchasers  should  purchase  from  the  vendor  fifty 
machines  at  the  price  of  20/.  each,  such  machines  to  be  paid  for  within  one 
month  after  delivery.  55 

On  the  29th  of  October  1901  the  Patentee  commenced  an  action  against 
Charles  Martin,  William  Lewin^  John  Daws  Clark,  and  TFi'f /tarn  Caraley 
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for  418/.  5s.  for  goods  sold  and  delivered,  being  principally  machines 
delivered  to  the  Defendants  under  the  terms  of  the  agreement,  and  on  the 
9th  of  December  1901  the  Patentee  commenced  another  action  against  the 
same  Defendants  on  certain  promissory  notes  given  by  the  Defendants  to 
5'  the  Plaintiffs  in  accordance  with  a  verbal  agreement  made  on  the  22nd  of 
August  1901  in  payment  of  the  said  purchase  moneys  under  the  said  agreement. 
These  two  actions  were  consolidated. 

The  Defendants  by  their   Defence  denied  that  they  were  indebted  to  the 
Plaintiff  the  sums  claimed,  and  as  to  the  claim  in  the  first  action  alleged 

10  (inter  alia)  (4)  that  by  clause  5  of  the  said  agreement  the  Plaintiff  agreed  to 
assign  the  Patents  to  the  Defendants  or  their  nominees,  and  that  the  assurance 
should  contain  a  covenant  by  the  Plaintiff  guaranteeing  the  validity  of  the 
Patents  ;  (G)  that  it  was  an  implied  term  and  condition  of  the  said  agreement, 
and  the  Plaintiff  represented  to  the  Defendants  before  the  said  agreement  was 

15'  signed  that  the  Patents  were  valid,  and  as  to  both  claims  they  alleged 
(inter  alia)  (14)  that  the  Defendants  entered  into  the  said  agreements  of 
the  1st  of  April  1901  and  the  22nd  of  August  1901,  and  accepted  delivery 
of  ten  machines  and  paid  the  moneys  and  gave  the  ])romissory  notes  therein 
referred  to  solely  on  the  faith  of  the  Plaintiff's  representation  that  the  Patents 

20  were  valid,  and  on  the  Plaintiff  agreeing  to  guarantee  the  validity  thereof, 
and  (15)  that  the  Patents  were  invalid  for  the  reasons  set  out  in  the  Particulars 
delivered  therewith,  and  that  the  consideration  for  the  said  agreement  had 
therefore  wholly  failed,  wherefore  the  Defendants,  as  thej*  were  entitled  to  do, 
refused  to  complete   the  said   agreement  of  the    1st    of   April   1901.     The 

25  Defendants  countercLnmed  for  the  return  of  the  money  a  paid  by  them  under 
the  said  agreement,  the  return  of  the  promissory  notes,  rescission  of  the  said 
agreement,  and  damages  for  misrepresentation  as  to  the  validity  of  the 
Patents. 

By  their  Particulars  of  Objection  they  alleged  (I)  as  to  both  Patents  that  the 

30  said  alleged  inventions  were  not  nor  was  either  of  them  new  at  the  respective 
dates  of  the  said  Letters  Patent ;  the  said  alleged  inventions  had  been  published 
in  this  realm  prior  to  the  date  of  the  earlier  of  the  said  Letters  Patent  in  the 
Specifications  of  the*  following  Letters  Patent : — Eight  Specifications  were 
then  mentioned  including  (e)  Shillito  (No.  2862  of  1897)  ;   and  (h)  Hann  and 

35  others  (No.  6910  of  1896)*  ;  that  the  Defendants  would  rely  on  the  whole  of 
each  of  the  above  Specifications  as  against  all  the  claims  in  Specifications 
Nos.  5702  of  1898  and  7813  of  1899  ;  (2)  that  the  said  alleged  inventions  were 
not  nor  was  either  of  them  proper  subject-matter  of  Letters  Patent;  the 
Defendants  would  refer  to  the  Specifications  set  out  in  paragraph  1  thereof  and 

40  to  the  common  general  knowledge  of  the  engineering  trade,  and  would  allege 
that,  by  reason  of  the  same,  no  invention  was  required  to  substitute  for  hand 
actuation  the  mechanical  actuation  of  a  crank  mechanism  by  means  of  inter- 
mediate parts  and  one  or  more  cylinders  or  eccentrics  for  the  purpose  of 
constructing  designs  or  for  any  other  purpose. 

45  The  Plaintiff  by  his  Reply  and  Defence  to  counterclaim  (inter  alia)  admitted 
that  he  made  the  agreement  of  the  Ist  of  April  1901,  but  not  that  it  was 
correctly  stated  in  the  Defence,  and  did  not  admit  paragraph  6  of  the  Defence, 
and  Eaid  that  the  Defendants  did  not  enter  into  the  said  agreements  of  the 
1st  of  April  and  22nd  of  August  1901  or  either  of  the  said  agreements,  nor  did 

50  they  accept  delivery  of  any  machines,  nor  did  they  pay  any  moneys  or  give  any 
promissory  notes  on  the  faith  of  the  alleged  or  any  misrepresentation  or 
agreement  of  the  Plaintiff,  and  denied  that  the  Patents  wore  or  either  of 
them  was  invalid,  or  that  there  was  a  total  or  any  failure  of  consideration 
of  the  said  agreement  of  the  1st  of  April  1901. 

*  For  the  other  six  Specifications  see  ante  p.  134. 
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The  portions  oiShillito^s  and  Haunts  Specifications  material  for  the  purpose  of 
this  report  are  set  out  below.  ShillUo's  Specification  stated  as  follows  :— "  This 
^'  invention  relates  to  the  crank  action  of  ornamental  stitch  and  festoon  stitch 
"  sewing  machines.  The  movement  of  the  fabric  holder  thereby  produced  is  in 
**  known  machines  transmitted  to  the  needles  by  means  of  a  hand  crank  whilst  in 
"  this  invention  there  is  an  automatic  as  well  as  a  hand  action,  which  presents 
**  the  advantage  that  in  ornamental  sewing  greater  deviations  or  changes  may  be 
"  made  without  renouncing  the  absolutely  regular  festoon  of  the  automatic 
^^  action.  If  for  instance  a  festoon  is  to  be  made  between  any  other  ornamental 
"  sewing  the  operation  is  performed  partly  by  the  automatic  action  and  partly 
^'  by  means  of  the  hand  crank,  the  one  method  being  at  any  time  exchangeable 
"  for  the  other."  After  describing  known  parts  of  the  machine,  it  continued  : — 
"  Up  to  this  point  the  machine  parts  are  known  and  are  only  cited  to  make  the 
"  invention  clear.  The  improvements  of  this  invention  are  shewn  applied  to  such 
*'  a  festoon  sewing  machine.  They  comprise  an  arrangement  by  which  the  rod 
''  33,  which  hitherto  it  has  been  the  custom  to  operate  only  by  means  of  a  crank 
"  58  and  toothed  wheel  59  in  order  to  form  the  festoon,  may  also  be  operated 


10 


15 


automatically.  In  this  arrangement  a  double  lever  37  is  mounted  to  oacillate 
on  the  machine  frame  (Figs.  1,  4)  and  is  connected  to  the  rod  38  by  means  of 
a  slot  and  screw,  and  a  ratchet  wheel  39  is  attached  to  the  cam  40  against  20 
which  latter  bears  the  roller  43  of  a  lever  42  mounted  to  oscillate  on  the 
frame  41.  The  ratchet  wheel  is  set  in  rotation  by  pawl  44  and  lever  45  which 
is  drawn  by  the  spiral  spring  46  against  the  end  of  the  cam  roller  47  which  is  there 
furnished  with  raised  parts  47^  In  this,  the  lever  42  is  moved  backwards  by  the 
curved  paths  of  the  Cam  40  and  therewith  also  the  rod  38  whilst  the  spiral  25 
spring  48  on  rack  rod  33  (Fig.  1)  resists  this  movement  which  from  the  rod  38 
is  communicated  to  the  lever  37  and  this  latter  hy  a  fork  49  at  its  upper  end 
reciprocates  the  rod  33.  The  rod  37  is  divided  and  can  be  disconnected  by 
removing  the  retaining  screw  57  which  engages  in  and  fixes  the  slotted  end 
of  one  rod  part  to  the  screw  tapped  end  of  tiie  other  part,  so  that  when  desirod  30 
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the  rod  33  may  be  operated  from  the  hand  crank  58.  60  ie  a  bracket  fixed  to 
the  machine  frame  and  having  a  slot  through  which  a  stud  fixed  in  the  rack 
rod  33  projects  and  is  engaged  in  the  fork  49  of  the  divided  lever  37,  and  so 
long  as  this  latter  forms  a  rigid  whole  the  travel  of  the  fabric  takes  place 
automatically,  but  when  divided  or  disconnected  the  hand  crank  can  be  used 
for  this  purpose."  ' 

The  claims  were  as  follows  :— "  1.  In  ornamental  stitch  or  festoon  stitch 
sewing  machines  or  machines  for  ornamental  sewing,  an  arrangement  for 
automatically  operating  the  fabric  holder  carriage  in  which  arrangement  a 
cam  disc  reciprocates  through  a  lever  and  connecting  rod  or  equivalent 
mechanism  and  lever  loosely  connected  with  the  rack  rod  33  which  connects 
with  the  fabric  holder  carriage  and  operates  the  same,  substantially  as 
described  and  shewn.  2.  In  a  sewing  machine  of  the  kind  referred  to  in 
Claim  1,  the  construction  of  the  lever  which  connects  with  the  rack  rod  33,  in 
two  parts  adapted  to  be  connected  to,  and  disconnected  from,  one  another 
for  the  purpose  of  being  able  to  operate  the  febric  holder  carriage  by  hand  as 
well  as  automatically,  substantially  as  described  and  shewn." 
Hann's  Specification  stated  as  follows  : — ^  This  invention  for  improvements 
in,  or  connected  with,  driving  mechanism  for  velocipedes  and  other  vehicles, 
especially  refers  to  the  application  of  a  cylindrical  cam,  or  cams,  and  connec- 
tions therefrom,  to  the  road  wheel  or  other  wheels  to  be  driven. 
"  According  to  our  invention  we  form,  say,  a  groove,  around  the  circular 
sur&ce  of  a  cylinder,  the  groove  being  such,  that  upon  the  revolution  of  the 
cylinder,  it  will  rock  a  pivotted  lever,  or  arm,  a  number  of  times  during  one 
revolution,  according  to  the  form  given  to  the  cam  groove."  .... 
*'  The  cylinder  may  be  formed  with  double  cam  grooves,  and  be  adapted  to 
operate  a  lever  for  each  connecting  rod,  or  one  cam  groove  may  be  caused  to 
operate  two  levers  suitably  bent  and  arranged.  At  Fig.  2  is  shewn  an  example 
of  a  cylinder  A  having  double  cam  grooves  B  B* ;  each  groove  B  B^  operates 
by  a  bowl  thereon  a  lever  arm  C,  fulcrumed  at  G\  and  each  in  connection  or 
formed  with,  an  arm  D,  and  having  a  connecting  rod  E,  to  the  crank  F  to  be 
driven.  In  this  arrangement  the  cam  grooves  can  be  readily  formed  in  proper 
relative  position,  to  enable  the  cranks  F  to  be  set  at  any  required  angles,  those 
shewn  being  arranged  with  one  90°  in  advance  of  the  other." 
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35  The  action  was  tried  by  Bigham,  J.,  on  October  31st  and  November  3rd, 
judgment  being  delivered  on  November  17th,  1902,  when  it  was  held  that  the 
guarantee  of  validity  was  not  in  the  nature  of  a  condition  entitling  the  Defen- 
dants to  repudiate  the  contract,  but  a  mere  warranty,  and,  further,  that  the 
Pfttent«  were  valid.    Judgment  was  given  for  the  Plaintiff,  with  a  stay  of 

40  execution  on  certain  terms.*    The  Defendants  appealed. 


*  Ante^  page  129. 
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CrippSy  K.Cm  BoKs/ield,  K.C.,  and  /.  H.  Oray  (instructed  by  Bamett  and 
ShireVj  agents  for  Facon  and  Creasaey  of  Nottingham)  appeared  for  the  Appel- 
lants ;  T,  Terrell,  K.C.,  and  Clavell  Salter  (instructed  by  Peacock  and  Goddaf^d^ 
agents  for  Acton  and  Marriott  of  Nottingham)  appeared  for  the  Respondents. 

CrippSy  K.C.,  and  Bousfield^  K.C.,  for  the  Appellants. — The  first  Patent  is  5 
bad  if  it  includes  both  rotary  and  reciprocating  motions ;  because  if  it  covers 
two  things  and  one  is  old  the  Patent  is  bad  {Hill  v.  Thompson^  8  Taunt.  375  ; 
Brunton  v.  Hawkes,  4  B.  &    Aid.  541).     ^Terrell,  K.C.— The    point  is  not 
raised    by    the    Particulars  of  Objections  that  the  Patentee  does    not    dis- 
tinguish between    what  is  new  and  what  is  old.]    The  points  are,  however,  10 
raised  that  there  is  no  novelty   and    no   subject-matter.      On   the   construc- 
tion of  the  Specification  itself   the   Patent  would  include  Shillito  —  that   is, 
reciprocating  or    oscillating    action — ^and   is    therefore  bad.     Further,  Pig.   2 
is    Shillito    owing    to    the    pin    and    the    dead    point.      Claim  1  is  general, 
not    limited  to    rotary   action,    and    is    bad.      The    difficulty    of    the    dead  15 
point  is  not  got  over,  and  rotary  motion   is    not   obtained.      Assuming  that 
the  first  Patent  is  bad,  the  second  Patent  only  overcomes  the  dead  point  by 
a  device  in  which  there  was  no  novelty  ;  anyone  could  work  out  the  second 
groove.     If  there  was  invention,  then  the  first  Patent  must  be  bad,  for  it  did 
not  show  how  to  get  over  the  dead  point.     It  is  said  thjit  there  are  some  patterns  2ft' 
that  can  only  be  made  by  the  rotary  motion,  but  this  is  not  the  result,  of  the 
evidence,  although  no  doubt  some  patterns  are  done  better  by  rotary  motion. 
[The  evidence  was  referred  to  ;  and  the  j.udgment  of  Bigham,  J.,  was  read.l 
If  there  had  been  any  difficulty  in  getting  the  second  groove,  and  that  had  been 
explained,  there  might  be  invention  ;  but  there  was  no  such  difficulty,  and  there  25-' 
was  no  invention  at  all  in  merely  adding  the  second  crank.    Getting  over  the 
dead  point  by  means  of  two  cranks  was  not  new.    This  had  been  done  by 
Hann.    There  is  no  distinction  between  Shillito  as  a  to-and-fro  machine  and 
Nadel  as  a  to-and-fro  machine.    The  contract  was  conditional  on  the  validity 
of  the  Patents.     One  has  to  see  whether  the  warranty  goes  to  the  root  of  the  3(>- 
matter. 

Terrelly  K.C.,  and  Clavell  Salter^  for  the  Respondents.— There  is.no  real 
suggestion  that  the  invalidity  of  the  Patents  prevented  the  Defendants  from 
forming  the  contemplated  Company.  On  the  construction  of  the  agreement  the 
position  is  this.  The  Plaintiff  was,  in  the  assignment  and  after  payment,  to  35 
guarantee  the  validity  ;  that,  subject  to  clause  G,  makes  the  Plaintiff  liable 
in  damages  if  the  Patents  are  invalid ;  the  damages  are  not  necessarily  the 
purchase  price  ;  they  may  be  much  less  or  much  more.  The  remedy  here,  if 
any,  is  damages  for  invalidity,  and  there  is  no  attempt  to  show  Siny  damage. 
[Mathbw,  L../. — If  the  Patents  were  invalid,  would  not  the  Plaintiff  have  to  41) 
repay  whatever  he  received  ?]  Unless  it  is  a  condition,  I  submit  not.  But, 
whatever  the  legal  position,  the  Respondents  are  prepared  to  meet  the  question, 
of  validity.  On  that  question  it  is  necessary  to  consider  what  the  problem  was ; 
it  was  to  give  all  kinds  of  varying  movemerits,  which  are  given  by  the  shape  of 
the  grooves.  The  Patents  are  not  for  getting  a  movement,  but  for  a  machine  45 
capable  of  the  different  movements.  The  first  Patent  is  for  a  machine  different 
from  Shillito  altogether,  and  capable  of  another  movement  as  well  as  those  of 
which  Shillito  was  capable.  A  machine  with  these  capacities  was  never  made 
before.  As  to  the  difficulties  on  the  drawings,  the  latter  are  merely  diagram- 
matic. Rotary  motion  was  clearly  contemplated  in  the  Specification.  [The  IM 
two  passages  referred  to  by  Bi-gkaniy  J.,  in  his  judgment  were  quoted.*] 
Even  if  the  first  Patent  was  bad,  yet  the  second  was  valid  ;  if  the  first  does  not 
give  continuous  rotary  movement,  and  is  invalid  for  that  reason,  the  second 
does,  and  gives  a  means  of  getting  over  the  dead  point ;  so  the  Defendants 

*  AtUe^  page  725,  linos  34  to  37,  and  pogo  725,  line  53  and  4  following  lines. 
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woald  suflFer  no  damage.  It  is  suggested  that  the  Patent  is  bad  as  not  dis- 
tinguishing old  from  new  ;  that  is  not  raised  by  the  Particulars  of  Objections. 
[Cozbns-Hardy,  L./.— Section  29  of  the  Patents,  &c.  Act,  1883,  does  not 
apply  in  this  action.]  If  Particulars  had  not  been  delivered,  they  would  have 
5  been  ordered  under  the  ordinary  jurisdiction  of  the  Court.  But  if  the  point 
is  open,  the  claim  is  not  for  all  machines  having  a  particular  movement ;  it  is 
for  a  particular  machine  having  certain  capacities  and  advantages  over  previous 
machines  ;  it  is  not  a  valid  objection  that  Shillito  had  some  of  the  capacities. 
The  corrections  needed  in  the  drawings  are  such  as  any  intelligent  workman 

10  would  make.  [Cozbns-Hardy,  //,J.— What  is  there  in  the  body  of  the 
Specification  that  would  lead  him  to  rotary  motion  ?]  The  passage  com- 
mencing, "As  the  crank  as  already  stated  is  required  to  turn."  If  the 
first  Patent  was  bad,  then  the  second  one  for  the  first  time  showed  rotary 
motion,  and  the  second  Patent  is  a  very  narrow  one,  and  is  valid,  provided  that 

15  there  is  subject-matter.  We  submit  that  there  is ;  for  it  is  different  from 
anything  before  and  ex  Uypothesi  does  something  never  done  before.  [COZBNS- 
Hardy,  L.J. — Does  not  the  Specification  assume  that  rotary  motion  was  then 
old  P]  It  would  not  matter  if  it  was,  if  the  machine  was  new  ;  the  Patentee 
does  not  claim  rotary  movement.     [The  evidence  was  referred  to.]     The  first 

20  Patent  was  for  a  combination  of  parts  which  enabled  one  to  have  a  combination 
of  movements,  one  of  which  was  a  rotary  movement.  It  is  said  that  the  second 
Patent  is  merely  for  the  application  of  a  well-known  device ;  but  the  machine 
has  a  variable  movement,  and  the  duplication  of  cranks  had  never  been  used 
with  any  such  movement.    The  problem  was  quite  different  from  that  with 

25  which  Hann  had  to  deal ;  and  the  question  is  whether  Na^ieVs  problem  did  not 
involve  invention.  There  was  invention  in  realising  that  one  could  get  over 
the  dead  point  by  two  cams  operating  on  one  crank  with  a  variable  movement. 
The  second  groove  can  be  worked  out  easily  from  the  first.  This  is  not  merely 
the  application  of  an  old  device  for  a  new  purpose,  it  is  a  new  device.     In 

30  the  following  cases  there  was  held  to  be  subject-matter  in  the  application  of  old 
devices  for  a  new  purpose  giving  a  new  result : — Automatic  Coal  Gas  Retort 
Company  v.  Mayor  of  Salford  (14  R.P.C.  450),  where  inclined  retorts  were 
old  for  distilling,  and  the  Patent  was  upheld  for  the  application  to  gas  retorts. 
[Cozbns-Hardy,  LJ. — Was  not  part  of  the  invention  the  selection  of  the 

35  particular  angle  of  repose  ?]  ;  Edison-Bell  Phonograph  Corporation  v.  Smith 
and  Young  (11  R.P.C.  389);  Thomson  v.  American  Braided  Wire  Com- 
pany  (6  R.P.C.  518) ;  Ptnn  v.  Bibhy  (L.R.  2  Ch.  App.  127.)  Here,  however, 
the  device  was  new,  and  one  has  to  consider,  not  experts,  but  the  ordinary 
person  applying  his  mind  to  the  subject.     The  first  Patent  discloses  rotary 

40  motion  for  the  first  time,  subject  to  the  point  as  to  the  Drawings  ;  if  that  Patent 
is  bad,  then  the  second  Patent  is  the  first  for  rotary  motion,  and  if  it 
is  not,  still  the  second  Patent  is  good.  As  to  the  cases  cited  against  us,  it  is  con- 
tended that  the  Patentee  ought  to  have  said  that  the  novelty  was  the  rotary  move- 
ment, and  should  have  distinguished  between  old  and  new  ;  but  the  Patent  is 

45  for  a  machine  and  not  for  the  movement.  Even  if  the  machine  does  nothing 
more  than  Shillito^  yet  it  offers  the  public  a  choice,  and  that  is  sufficient 
subject-matter.  [COLLINS,  M,E. — Is  there  anything  more  than  mechanical 
equivalents  ?]  It  is  a  different  combination,  and  the  doctrine  of  mechanical 
equivalents  does  not  apply  ;  it  is  not  like  a  question  of  infringement.    The 

50  claim  in  the  second  Patent  is  for  a  combination  of  certain  defined  parts  ;  these 
have  certain  capacities,  which  it  was  not  necessary  for  the  Patentee  to  state,  and 
the  capacities  include  rotary  motion.  The  Patentee  is  not  bound  to  state  what 
parts  are  old  in  a  combination.  There  is  no  substantial  difference  between 
Claims  1  and  2.    As  to  the  agreement,  the  purchaser  is  not  entitled  until  pay- 

55  ment  to  an  assignmient  containing  covenants  as  to  validity.  [Mathbw,  L.J. — 
Is  it  not  the  intention  that  the  purchasers  should  have  valid  Patents  ?  Does  not 
the  cojlflidoratioa  wholly,  fail,  if  they -are  invalid?]    It  was  aeveip  oontem|4at6d 
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that  the  parchasers  should  themselves  attack  the  Patents  ;  the  vendor  was  to 
pay  damages  if,  after  completion,  the  Patents  were  found  invalid.  The  warranty 
was  a  thing  to  be  paid  for  in  the  purchase  money.  Clauses  5  and  6  must  be 
read  together.  [OOLLINS,  M,R. — If  it  is  open  to  the  Defendants  to  raise 
invalidity,  would  it  not,  to  avoid  circuituity  of  action,  be  open  to  them  to  refuse  5 
to  pay  on  the  ground  of  their  remedy  under  the  covenant  which  was  to  be  given 
concurrently  with  payment  ?]  The  Defendants  would  be  entitled  to  deduct 
in  that  event  the  damage  that  they  had  suffered ;  but  not  being  a  condition, 
they  could  not  refuse  to  pay  the  purchase  price.  If  the  damage  was  equal  to 
the  purchase  price,  the  Defendants  would  have  substantially  a  defence,  for  they  tO 
would  be  entitled  to  claim  as  damages  the  amount  of  the  purchase  price.  As  to 
the  Patents,  if  the  Specification  of  the  first  Patent  discloses  and  claims  universal 
motion,  Shillito  is  no  anticipation.  The  Patent  was  for  mechanical  means  of 
guidance  giving  the  capacity  of  infinite  variation  in  speed  and  direction,  although 
necessarily  originating  in  a  constant  motion.  The  Specification  clearly  shows  45 
that  something  in  every  way  equivalent  to  hand  guidance  was  intended  capable 
of  doing  all  patterns.  Any  practical  man  would  see  the  mistake  in  the  Drawing 
and  could  correct  it.  Fig.  1  is  correct  and  has  rotary  movement.  The  reason 
why  a  Patent  is  bad,  if  part  is  old,  is  that  of  a  false  representation  to  the  Crown, 
and  applies  to  all  grants  from  the  Crown.  As  to  Hill  v.  Thompsony  the  inven-  20 
tion  consisted  of  two  parts,  one  of  which  was  old,  although  both  were  repre- 
sented as  new.  In  Brunton  v.  Hawkes  the  facts  were  similar.  Neither  of 
these  cases  apply  here.  Nadel  succeeded,  by  different  means  from  Shillito^  in 
wholly  solving  a  problem  which  the  latter  only  partly  solved. 

CrippSy  K.C.,  in  reply. — I  do  not  dispute  the  proposition  that  the  applica-  25 
tion  of  an  old  device  to  a  new  purpose  may  be  good  subject-matter,  provided 
it  is  limited  by  saying  that  there  must  be  Invention  in  the  mode  of  appli- 
cation.    Ear  wood   v.   Oreat   Northern   Railway    (11  H.L.C.  654),  Morgan 
V.  Windover  (7  R.P.C.   139),  are  authorities  to  that  effect.    As  to  the  first 
Patent,   the   only  alleged    novelty   is  in    the  actuation    of  the  presser  foot  30 
mechanically ;  there  was  nothing  new  in  the  sewing  machine.     Supposing  the 
claim  is  for  a  machine  capable  of  all  movements,  which  I  do  not  admit,  yet 
Shillito  is  covered.     If  the  Patent  covers  the  oscillating  action  it  is  bad.    The 
evidence  is  that  there  was  no  advance  on  Shillito  as  regards  the  oscillating 
movement ;   and  if  the  oscillating  motion  is  the  sftme  as  in  Shillito^  and  the  35 
Patentee  claims  both  that  and  rotary  motion  then  the  Patent  is  bad.    The  form 
of  actuation  by  a  cam  eccentric  is  Shillito^  and  the  claim  is  both  for  oscillating 
and. rotary  motion.     There  is  mechanical  actuation  by  the  same  mechanical 
means  for  the  same  purpose.    Claims  1  and  2  would  both  exactly  cover  ShillitOy 
and  the  suggested  distinction  between  a  movement  and  a  machine  is  unsound.  40 
Claim  2,  at  all  events,  has  not  the  distinction  between  the  machine  and  the 
movement.    Also,  Claim  2  refers  especially  to  the  Drawings,  and  according  to 
Fig.  2  there  cannot  be  rotary  motion.    There  is  nothing  in  the  first  Patent  as  to 
overcoming  the  dead  point.    If  that  was  necessary  then  the  Patent  would  have 
been  bad.     If  the  second  Patent  is  good  it  is  very  narrow  and  of  little  value,  45 
for  there  were  other  well-known  ways  of  getting  over  the  dead  point    It  is 
said  that  the  second  Patent  is  good,  first,  because  of  the  variable  motion,  (but 
this  is  not  mentioned  in  the  Specification) ;  and  secondly,  because  of  the  second 
groove  ;  but,  if  it  is  not  obvious  how  to  get  that,  then  the  method  of  getting  it 
is  not  described.     It  is,  however,  merely  the  first  groove  turned  round  slightly,  50 
and  the  invention  is  reduced  to  using  two  cranks  in  the  particular  machinery. 
There  would,  however,  be  no  difficulty  to  get  over  merely  in  that.    The  idea  of 
the  second  groove  was  old,  and  there  was  no  invention  in  the  application  if  the 
second  groove  could  be  got  without  invention. 

Collins,  M.R. — In  this  action,  or  rather  two   consolidated   aotionsi  the  55 
Plaintiff  sues  in  the  first  instance  upon  some  promissory  notes  given  to  him  by 
the  Defendants^  aod  iu  thjs  second  case  he  sues  aa  to  goods,  sold  and  deUvex^ 
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in  respect  of  certain  sewing  machines,  of  a  certain  pattern  made  under  a  certain 
Patent,  which  were  sold  to  the  Defendants,  and  for  which  the  Defendants  ref nsed 
to  pay  the  price.  The  actions  were  consolidated  and  both  really  turn  upon  one 
point,  and  therefore  I  think  there  is  no  distinction  to  be  made  between  them  as 
5  to  the  rights  of  the  parties  with  respect  to  either  of  them  in  the  view  of  what 
happened,  and  I  think  they  are  both  governed  by  one  principle. 

The  question  arises  in  this  way.    The  Plaintiff  was  the  owner  of  certain  Patents 

for  certain  movements  in  the  embroidery,  or  making  of  patterns,  upon  cloth  in 

the  process  of  sewing,  and  the  Defendants  undertook  to  buy  from  the  Plaintiff 

10-  these  Patents.    They  undertook  to  pay  a  certain  sum  by  way  of  deposit  and 

then  another  sum  of  5000/.,  and  a  sum  of  5000/.  in  shares  of  a  Company  which 

they  undertook  to  form  within  a  given  time.    They  had  to  ask  for,  or  at  all 

events  did  ask  for,  some  delay  in  making  the  payments,  and  the  payments  were 

not  made  at  the  time  originally  contemplated  in  the  contract,  but,  by  an 

15  arrangement  between  the  parties,  promissory  notes  were  given  by  them  with 

regard  to  the  cash  part  of  the  transaction.    Before  these  notes  became  due  the 

Defendants  satisfied  themselves  that  the  Patents  which  they  were  to  buy  in 

this  transaction  were  invalid.    By  the  contract  there  was  a  term  that  when  the 

buyers  had  paid  a  deposit,  and  the  cash,  and  were  in  a  position  to  hand  over  the 

20  shares  in  the  Company,  then  that  there  should  be  an  assignment  of  the  Patents, 

and  the  rights  thereunder,  and  that  in  the  formal  assignment  there  should  be  a 

guarantee  by  the  vendor  of  the  validity  of.  the  Patents.    Therefore  there  was  a 

fundamental  consideration  at  the  bottom  of  the  whole  of  this  agreement  between 

them  that  the  Patents  which  were  the  subject-matter  of  the  bargain  should  be 

25  valid.    As  I  have  said,  the  Defendants,  having  come  to  the  conclusion,  before 

the   time  had  arrived  when    these  promissory   notes  became  due,  tiiat  the 

Patents  were  invalid,  gave  notice  that  they  would  not  honour  the  promissory 

notes,  and  took  up  the  position  that  they  were  not  liable  to  pay  the  notes  or  the 

further  consideration  ;  and  that  on  the  other  hand  they  were  entitled  to  recover. 

30  back  the  sums  that  they  had  paid,  inasmuch  as  they  had  paid  them  for  machines 

as  to  which  they  were  entitled,  if  the  matter  were  carried  out,  to  a  guarantee  of 

validity  which  guarantee  of  validity  it  was  in  the  circumstances  obviously 

impossible  to  give,  inasmuch  as    if    they  were    right  in  their  view  these 

machines  were  not  protected  by  a  Patent  at  all,  the  Patent  being  invalid.    In 

H5  the  very  able  argument  of  Mr.  Clavell  Salter  in  this  case,  where  he  went 

to  the  bottom  of  the  legal  considerations  in  the  matter,  it  came  to  this.    He 

admitted  that  unless  a  j^rticular  contention,  which  I  will  deal  with  in  a 

moment,  could  be  established  by  him  as  to  the  limits  of  the  contract  for 

validity,  that  somehow  or  other,  without  working  it  out  in  strict  technicality 

40  either  as  defence  or  as  counterclaim,  the  fact  that  the  Patents  were  invalid  entitled 

the  Defendants  to  do  what  they  did,  that  is,  to  interrupt  the  contract  before  it 

came  to  its  consummation,  and  to  say  that  they  would  pay  no  more,  and  to  claim 

to  get  back  that  which  they  had  paid.    A  point  was  taken  by  Mr.  Olavell  Salter 

as  to  the  provision  in  the  contract  for  validity  contained  in  these  words,  *'  the 

45  '*  assurance  to  the  purchasers,  shall  contain  a  covenant  by  the  vendor  guaran- 

^*  teeiog  the  validity  of  the  Patent,  and  also  covenants  that  the  vendor  will 

<<  communicate  to  the  purchaser  further  improvements.*'    He  said  that  the  true 

effect  of  that  covenant  was  that  it  was  not  intended  to  come  into  operation,  and 

would  not,  and  could  not  come  into  operation,  until  the  whole  purchase  money 

50  had  been  paid  and  the  contracts  assigned,  and  then  only  if  some  third  party 

had  impugned  the  validity  of  the  Patents  and  it  became  necessary  to  defend 

them,  and  ho  pointed  to  another  provision  in  the  contract  whereby  a  certain 

part  of  the  purchase  money  was  to  be  set  aside  and  deposited  for  the  purpose  of 

defraying  the  expenses  of  meeting  such  contentions.     He  referred  to  that  as 

55  showing  that  the  object  of  this  covenant  was  that  it  should  not  be  availed  of 

by  the  parties  to  it  themselves,  that  is,  the  objection  to  the  validity  could  not 

and  ought  not  to  come  from  the  purchasers  themselves,  but  that  they  must  wait 
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till  somebody  outside  had  impugned  the  validity,  and  then,  and  not  till  then,  this 
covenant  came  into  operation.  I  do  not  think  when  one  looks  at  this  agreement 
that  the  covenant  can  be  limited  in  that  way  at  all.  It  seems  to  me  to  be  an 
undertaking  on  the  part  of  the  vendor  that  against  anybody,  including  the 
Defendants,  he  is  prepared  to  covenant  that  the  Patents  are  valid.  So  putting  5 
aside  that  as  an  improper  construction  of  the  contract,  there  remains  the  broad 
consideration  which  I  have  just  referred  to,  and  upon  that  Mr.  Olavell  Salter 
was  quite  fairly  and  properly  prepared  to  admit  that,  eliminating  that  particular 
element,  he  could  not  now  insist  on  keeping  the  purchase  money  unless  he 
could  show  the  Patents  were  valid.  Therefore  it  comes  to  this  on  this  contract,  10 
that  the  real  point  of  substance  in  the  case  is  whether  these  Patents  are  valid 
or  not? 

The  same  observation  I  think  applies  to  the  two  causes  of  action,  the  first, 
as  I  have  said,  on  the  promissory  notes,  and  the  second  for  goods  sold  and 
delivered.  Now  the  goods  sold  and  delivered  in  this  case  are  simply  the  15 
patented  goods.  They  are  sold  and  delivered  for  the  purpose  of  carrying  out 
the  central  engagement  of  working  these  Patents  by  the  proposed  Company, 
and  if  the  basis  of  the  whole  contract  fails,  namely,  the  validity  of  the  Patents, 
it  seems  to  me  that  it  fails  equally  in  both  causes  of  action,  and  the  parties  are 
entitled  to  be  remitted  to  their  original  position  as  far  as  damages  can  do  it,  ;M 
coupled  with  the  re-assignment,  and  the  return  of  the  goods,  which  in  that 
view  never  were  effectively  sold.  However,  no  technical  distinction  was  made 
before  us  as  to  any  supposed  rights  arising  out  of  these  two  different  causes  of 
action,  and  so  we  come  now  directly  to  this — are  the  Patents  the  suliject 
of  this  action,  valid  or  not  ?  For  that  purpose  it  really  does  not  matter  what  25 
the.  particular  motives  of  the  Defendants  were  in  setting  up  the  invalidity.  It 
turns  entirely  on  the  question  whether  the  Patents  were  in  fact  invalid  or  not. 
If  they  were,  the  motives  for  taking  that  objection  do  not  concern  us  in  this 
case. 

There  are  two  Patents  the  subject-matter  of  the  transaction,  one  the  Patent  30 
of  1898  and  a  second  Patent  by  the  same  person,  the  Plaintiff  Nadel^  in  1899. 
The  first  Patent  is  for  dispensing  with  the  hand  movement  whereby,  up  to 
that  time — I  will  not  say  quite  up  to  it  because  I  am  going  to  refer  to  a 
Patent  which  is  said  to  have  anticipated  it — but  up  to  that  time  according 
to  what  appears  on  the  first  page  of  NadePs  first  Specification,  the  process  35 
by  which  this  embroidery  was  brought  about  was  a  movement  actuated  by  the 
hand,  quite  separate  from  and  independent  of  the  motion  of  the  machine,  which 
was  actuated  generally  by  a  motor,  or  by  some  power  other  than  the  hand  of 
the  operative.    These  inventions  pre-suppose  sewing  machines  actuated    by 
power  of  some  kind,  and  it  is  upon  sewing  machines  for  which  no  special  form  40 
or  design  is  claimed,  and  which  form  no  part  of  the  Patents  in  this  case,  that 
this  particular  method  of  producing  embroidery  has  been  engrafted.    The  old 
way  of  doing  it  was  by  the  operation  of  hand  machinery  which,  by  the  action 
of  the  hand  operating  upon  intermediate  machinery,  brought  about  a  movement 
of  the  fabric  itself  under  the  needle,  as  it  descended  in  a  straight  line  from  the  45 
sewing  machine  ;  and  by  moving  the  fabric  itself  in  particular  directions  under 
the  needle  so  continuously  operating  in  a  straight  line,  the  pattern  was  brought 
about.      The  Specification  stated  that  the  need  was  felt  for  some  change 
from  the  operation  of  the  hand  on  this  machinery  to  the  direct  action  of  the 
principal  motion  that  actuated  the  sewing  machine  itself.     I  cannot  describe  50 
better  what  the    shortcomings  were  than   by  reading   the    language  of  the 
Patentee  himself,  by  which  he  prefaces  his  own  invention.    He  says : — "  Our 
''  invention  relates  to  a  sewing  machine  with  crank  mechanism  for  braiding 
^<  and    the    like,   having   a    mechanical    actuation    of    the    crank.     In    all 
*^  constructions  of  sewing  machines  with  crank  mechanism  for   this  purpose  55 
'Miitherto  known,  a  serious  drawback  consists  in  that  the  crank  mechanism 
"  19  actuated .  by.  hand,  -and   consequently,  the   correctness  of  the    pattwn 
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"  obtained  depends  always  on  the  skill  of  the  worker.  As,  however,  even  the 
''  most  skilled  workman,  in  spite  of  having  the  pattern  before  him,  is  liable  to 
"  be  disturbed  by  other  influences  whilst  guiding  the  crank  by  the  hand,  as  for 
**  instance  if  he  looks  up  from  the  work,  consequently  this  method  of  actuating 
5  "  the  crank  mechanism  by  hand  has  a  distinct  drawback  in  the  manufacture  of 
"  certain  goods.  Our  invention  is  designed  to  obviate  this  drawback,  and  we 
"  attain  the  object  by  causing  the  motion  of  the  crank  by  mechanical  means,  so 
"  that  the  same  is  completely  dependent  upon  the  pattern  to  be  produced.  The 
"  motion  must,  of  course,  be  a  different  one  for  each  different  pattern."    So  that 

10  the  Patent  is  really  for  bringing  about  the  embroidery  directly  from  what  I  call 
the  central  motion  actuating  the  machine.  But  I  wish  to  point  out  two  things 
upon  that.  To  begin  with,  you  had  your  sewing  machines  in  existence,  and 
you  also  had  what  is  called  your  crank  action  separate  and  apart  from  the 
sewing  machine,  but  actuated  by  the  hand,  and  the  object  of  the  invention,  and 

15  the  beauty  of  it,  is  to  substitute  for  this  crank  action  of  the  hand  the  direct 
motion  which  is  actuating  the  machine  itself.  That  involved  the  transmutation 
of  the  power  operating  the  sewing  machine  into  the  particular  form  of  power  that 
moved  about  the  fabric  upon  which  the  needle  was  to  execute  the  embroidery. 
That  is  the  object  of  the  Patentee,  and  the  Specification  then  describes  the  way 

20  he  brings  it  about.  "  This  method  of  actuating  the  crank  mechanism  is  attained 
"  by  connecting  the  said  crank,  by  means  of  suitable  intermediate  parts  (guide 
"  rods  and  a  double  lever),  with  a  cylinder  or  an  eccentric,  the  surfiice  whereof 
"  is  provided  with  curves,  so  arranged  that  when  the  said  cylinder  or  eccentric 
"  is  revolved,  a  point  in  connection  with  the  said  double  lever  engages  therein, 

25  ^  and  causes  the  corresponding  motion  of  the  crank  which  is  required  by  the 
"  pattern  in  question.  Moreover,  in  hand  work  the  crank  mechanism  must  be 
'*  sometimes  more  quickly,  sometimes  more  slowly,  actuated,  or  it  must  be 
"  caused  to  move  forwards  or  backwards,  or  even  at  certain  moments  be  held 
"  stationary,  according  as  a  looped,  or  zig-zag,  or  wavy,  or  straight  pattern  is  to 

30  "  he  produced.  It  is  obvious,  therefore,  that  in  the  mechanical  actuation  of  the 
**'  crank  mechanism  the  revolution  of  the  crank  must  take  place  sometimes 
^*  slower,  sometimes  quicker,  sometimes  forwards,  and  sometimes  backwards. 
"  These  variations  are  rendered  possible  by  the  arrangement  of  the  cylinder  or 
"  eccentric  provided  with  the  aforesaid  curved  grooves,  in  that  during  the 

35  "  revolution  the  double  lever  is  always  caused  to  move  more  quickly  when  the 
"  point  actuating  it  passes  over  a  very  much  inclined  portion  of  the  groove, 
**  whilst,  on  the  other  hand,  it  will  move  more  slowly,  and  consequently  cause  the 
**  crank  to  turn  slower  when  the  curve  on  the  cylinder  is  less  oblique."  The 
Patentee  there  emphasises  the  great  freedom  of  action  of  retardation  or  acceleration 

40  open  to  a  person  who  is  actuating  this  part  of  the  machinery  by  hand,  and  points 
out  the  necessity  that  the  substituted  motion,  the  actual  motion  communicated 
by  the  machine  itself,  should  have  the  same  advantages  of  retardation^ 
acceleration,  and  so  forth,  and  that  he  accomplishes  that  by  the  groove  upon  the 
cylinder  or  eccentric,  which  gives,  according  to  the  curve,  all  these  desirable 

45  objects  of  retardation,  acceleration,  stopping,  and  so  forth.  All  that  is  done  by 
the  form  which  the  groove  or  cam  on  the  cylinder  takes.  That  is  the  substance 
of  his  invention,  and  he  describes  by  his  Drawings  how  it  is  brought  about.  It 
appears  by  the  Drawings,  indeed  it  is  admitted,  that  upon  the  Drawings  no 
motion  other  than  a  reciprocating  motion — that  is  to  say,  a  motion  forward  through 

50  a  half  circle  or  something  like  it,  and  a  motion  backward  through  the  same — is 
described,  and  no  complete  revolution  is  possible  by  the  crank  operating 
the  pressor  foot  which  moves  the  fabric  under  the  needle.  No  other  motion, 
except  what  I  call  a  reciprocating  motion  or  a  to-and-fro  motion,  is  shown  as 
possible  upon  the  Figures  which  accompany  the  Specification.  I  had  better  read 

55  a  few  lines  on  the  second  page,  beginning  at  line  6  :— "  As  the  crank  as  already 
'^  stated  is  required  to  turn  sometimes  slower,  sometimes  quicker,  and  in 
"  certain  cases  must  even  remain  stationary  or  go  backwards,  it  is  obviously 

3  O 
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"  neceBsary  that  the  motion  of  the  double  lever  when  the  machine  is  at  work 
"  must  be  correspondingly  affected,"  and  all  that  the  Patentee  produces  by  the 
shape  of  the  groove  described  upon  his  drum  or  cylinder  or  eccentric.  Then 
his  first  claim  is  : — "  The  improved  sewing  machine  with  mechanical  actuation 
"  of  the  crank  mechanism  characterised  by  the  arrangement  that  the  said  5 
"  mechanism  is  connected  by  means  of  intermediate  parts  with  a  cylinder  or 
"  an  eccentric  in  such  manner  that  the  said  drum  or  eccentric  constructed  to 
"  correspond  with  the  design  to  be  worked  will  correspondingly  actuate  the 
*♦  crank  mechanism  to  produce  the  required  pattern."  Then  his  second  claim 
is  : — "  In  a  sewing  machine  for  braiding  and  the  like,  the  cbmbination  of  parts  10 
"  forming  the  improved  mechanical  crank  mechanism,  substantially  as  described 
"  and  illustrated  in  the  accompanying  Drawing."  Now  I  repeat  because  it 
is  cardinal  in  this  case,  that  the  Drawings  accompanying  this  Specification  do 
not  show  a  possible  complete  revolution  ;  they  show  only  the  reciprocating 
motion,  and  it  is  impossible  according  to  the  Drawings  to  produce  anything  15 
more. 

That  is  the  first  Patent,  and  we  have  got  to  see  whether  it  has  been  antici- 
pated, or  whether  there  was  any  room  for  invention  in  anything  that  is 
described  as  that  which  the  Patentee  claims  to  monopolise.  We  find  that 
there  is,  or  rather  there  was  at  the  date  on  which  this  Patent  was  20 
sealed,  another  Patent  by  a  man  called  ShillitOy  which  was  published 
in  1897.  We  find  that  Shillito  had  in  point  of  fact  done  the  same  thing 
by  the  same  means.  He  had  found  the  same  difficulty  and  the  same 
drawbacks,  the  fact  that  the  actuation  of  the  crank  action  which  results  in 
the  embroidery  when  done  by  hand  had  these  objections  and  these  difficulties  25 
which  I  need  not  refer  to  again,  and  he  designed  a  means  of  getting  rid  of  the 
hand  and  taking  the  motion  direct  from  the  principal  motion  actuating  the 
sewing  machine,  and  he  still  preserved  the  possibility  of  using  the  hand  action, 
which  has  admittedly  very  great  advantages  in  itself.  His  invention  was  to 
make  it  possible  to  take  the  motion  direct  from  the  motion  actuating  the  sewing  30 
machine,  but  with  the  alternative,  if  desired,  by  a  very  slight  alteration, 
of  substituting  hand  action.  He  had  a  reciprocating  motion — a  motion  to 
and  fro,  not  carrying  with  it  the  possibility  of  making  a  complete 
revolution ;  but  though  that  was  so,  theie  is  no  doubt  that  the  work 
produced  by  his  machine  was  capable  —  as  has  been  proved  and  shown  35 
before  us — of  producing  embroidery  constituted  of  a  series  of  loops.  I 
do  not  know  what  the  technical  name  for  it  is,  but  a  series  of  loops  not 
absolutely  circular,  but  in  the  shape  of  ovals.  They  are  complete  loops 
connected  continuously  and  form  a  chain  of  embroidery.  It  is  not  suggested 
in  this  case  that  the  action  by  which  this  motion  was  brought  about  is  other  40 
than  a  mechanical  equivalent  for  the  action  by  which  this  motion  is  brought 
about  in  NadeVa  Patent.  Nothing  turns  upon  that.  A  great  part  of  it  in  fact 
was  common  to  the  old  hand  machine,  and  the  only  new  factor  in  either  of 
them  is  the  transmutation  of  the  actual  motion  communicated  to  the  sewing 
machine  into  the  particular  form  of  motion  which  takes  its  shape  ultimately  45 
in  the  embroidery.  But  it  is  not  contended  that  the  mechanical  appliances 
by  which  these  two  are  done  can  be  differentiated  upon  any  principle 
whatever.  The  real  point  was  the  process  of  transmutation.  In  the  one 
case  it  W8S  done  by  a  ratchet  and  in  the  case  of  Nadel  it  is  done  by  a 
drum,  a  revolving  cylinder  with  grooves,  which  constitute  the  cam  50 
described,  on  the  face  of  it.  There  is  not  a  claim  for  any  special 
combination  or  arrangement  of  those  parts  which  by  themselves  would  be 
the  subject-matter  of  a  Patent.  Therefore  we  have  at  the  date  when  this 
first  Patent  of  Nadel  came  into  existence  a  Patent  for  the  same  object, 
producing  the  same  result  by  the  same  means :  and  if  the  true  result  55 
of  NadeVs  Patent  is,  as  I  think  it  is,  that  he  does  not  get  beyond 
the  reciprocating  motion,  that  is,  the  to-and-fro  motion,   the  two    Patents 
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really  cover  the  same  area,  and  the  earlier  is  a  complete  anticipation  of 
the  other. 

It  was  contended  that  NadeVs  first  Patent  did  not  stop  short  at  the  reciproca- 
ting motion,  but  that  it  was  capable  and  intended  to  describe  a  circle  or  loop,  and 
5  that  contention  was  based  chiefly  I  think  on  the  word  "  loop  "  in  one  part.  I 
think  Mr.  Justice  BigJiam^  in  his  judgment  relied  chiefly  on  a  passage  between 
lines  24  and  30  which  I  have  read  before,  in  which  the  Patentee  says  this  : — 
"  Moreover  in  hand  work  the  crank  mechanism  must  be  sometimes  more  quickly 
"  sometimes  more  slowly  actuated,  or  it  must  be  caused  to  move  forwards  or 

10  ^'  backwards  or  even  at  certain  moments  be  held  stationary  according  as  a 
"  looped,  or  zig-zag,  or  wavy,  or  straight  pattern  is  to  be  produced."  That,  coupled 
with  the  other  passage  which  I  read  from  the  body  of  the  Specification,  was  treated 
by  Mr,  Justice  Bigham  as  involving  the  result  that  this  first  Patent  of  Nadel 
was  a  Patent  for  a  complete  rotati(m  and  not  merely  for  the  reciprocating  action. 

15  I  cannot  agree  with  that  view  myself,  because  I  think  it  is  all  controlled  by  the 
Drawings.  I  find  nothing  in  the  description  itself  to  suggest  that  anything 
more  was  intended,  and  certainly  nothing  more  is  shown  upon  the  Drawings, 
and  certainly  the  word  "  loop  "  to  which  Mr.  Justice  Bigham  attached  so  much 
importance  does  not  appear  to  me  to  justify  the  distinction,  because  we  have 

20  before  us  loops,  full  loops,  nothing  but  loops.  We  have  before  us  a  specimen 
of  these  loops  produced  by  the  alternating  motion  of  the  old  Shillito  arrange- 
ment. Therefore  as  I  have  said  the  two  Patents  are  co-extensive.  But  even  if 
the  rotary  motion,  that  is  the  ability  to  form  a  complete  circle,  were  contained 
in  NadeVa  first  Patent,  it  clearly  is  not  in  any  way  distinguished  from  the 

25  alternating  motion  covered  by  Shillito^  and  therefore  the  Patent  is  bad, 
inasmuch  as  it  does  not  distinguish  that  which  could  not  be  patented  as  it  had 
been  patented  by  Shillito^  and  has  no  claim  in  respect  of  rotary  as  distinguished 
from  the  alternating  motion.  On  either  view  it  seems  to  me  that  the  first 
Patent  of  NadeVs  is  bad.    That  was  really  very  slightly  contested  in  the  case. 

30  We  come  now  to  what  is  the  real  crux  of  the  case,  and  that  is  what  is  the  position 
of  NadeVs  second  Patent.  Nadel  took  out  his  second  Patent  in  1899,  and  it  is  very 
material  to  consider  to  what  particular  point  it  really  is  addressed.  I  had  better 
read  the  Specification  and  let  it  speak  for  itself  in  the  matter  : — ^'  The  present 
"  invention  relates  to  improvements  in  sewing  machines  such  as  described  in 

35  **  Patent  Specification  No.  5702  of  1898.  A  braiding  and  embroidering  device 
*^  is  there  described  in  which  the  crank  on  the  shaft  operating  the  thrust  ring  is 
"  moved  mechanically  by  a  cam,  such  as  a  cylinder.  It  is  the  object  of  the 
"  present  invention  to  provide  a  means  whereby  the  dead  points  of  the  cam 
''  groove  or  surface,  which  through  the  agency  of  intermediate  mechanism 

40  "  operates  the  crank  shaft,  are  overcome."  Then  the  Patentee  goes  on  to  say  how 
that  is  done — ^'  The  general  construction  is  in  essentials  substantially  the  same  as 
**  that  shown  in  the  Patent  Specification  already  referred  to  ;  but  instead  of  there 
'^  being  only  one  crank  a  on  the  shaft  b  operating  the  thrust  ring  " — ^the  thrust 
ring  is  what  I  call  the  pressor  foot,  which  operates  to  move  the  fabric,  the 

45  embroidery,  by  the  needle — "  two  cranks  are  provided.  The  second  crank  a^  is 
'*  arranged  at  an  angle  of  about  45°  to  the  crank  a,  and  is  provided  with  a  con- 
"  necting  rod  c^,  having  at  its  end  a  pin  or  sliding  block  e\"  and  so  on.  He 
describes  two  grooves  forming  cams  instead  of  one.  ''  The  said  parts  all  operate 
"  similarly  to  the  rod  c,  pin  e,  lever  d,  and  groove  /,  actuating  the  leading  crank 

50  "  a.  The  groove  /*  in  the  cylinder  g  is  of  such  form  that  the  crank  a^  is 
"  actuated  by  it  when  the  crank  a  (that  is  the  groove/)  stands  in  its  most  un- 
*<  favourable  position."  Then  he  describes  his  invention  and  says  that  having 
particularly  described  and  ascertained  the  nature  of  his  invention  his  claim  is 
this  : — "  In  a  sewing  machine  for  embroidering,  braiding,  and  the  like  in  which 

55  "  the  crank  on  the  shaft  operating  the  thrust  ring  or  fabric  feeder  is 
*^  connected  by  a  system  comprising  a  rod  and  lever  or  the  like  with  a  cam 
**  cylinder  or  its  equivalent,  the  surface  of  which  is  so  formed  as  to  actuate  the 
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"  said  crank  meclianism  in  such  a  manner  as  to  produce  the  pattern  required, 
'*  the  combination  with  the  said  parts  of  a  second  crank  set  at  an  an^le  to  the 
"  said  first  crank  on  the  said  shaft,  and  by  a  system  comprising  a  rod  and  lever 
"  or  the  like  connected  with  the  said  cam  cylinder  or  its  equivalent,  in  such 
"  manner  that  another  cam  surface  or  groove  on  the  latter  actuates  the  second  5 
"  crank  mechanism  when  the  first  crank  mechanism  is  at  or  near  its  dead  point, 
"all  substantially  as  and  for  the  purposes  hereinbefore  set  forth."  Then  the 
second  claim  is  :  "  In  a  sewing  machine  for  embroidering,  braiding  and  the 
"  the  like  as  described  in  Claim  1,  the  general  arrangement  and  combination  of 
"  parts  for  operating  the  crank  shaft  by  means  of  two  cranks  placed  at  an  angle  10 
*^  to  each  other,  all  substantially  as  described  and  illustrated  on  the  drawing." 
What  this  invention  was  designed  to  do  was  to  get  over  the  dead  point,  and  in 
order  to  do  that  he  introduces  a  second  groove  upon  his  cylinder  which  takes 
up  the  motion,  as  it  were,  at  another  part ;  and  the  new  groove  which  is  to 
have  the  effect  of  bringing  about  the  force  which  will  get  over  the  dead  point  15 
has  to  conform  to  the  first,  and  he  places  the  hand,  which  is  to  bring  the  force 
to  bear  at  the  proper  time  so  as  to  get  over  the  dead  point,  at  an  angle  properly 
adjusted  compared  with  that  which  took  its  motion  originally  from  the  second 
groove.  Now,  at  the  outset,  we  have  here  again  a  special  arrangement,  which 
presupposes  the  existence  of  a  sewing  machine  actuated  in  the  ordinary  way  by  20 
power  ;  a  special  arrangement  to  provide  for  the  getting  over  the  dead  point  in 
the  operation  of  the  grooves  and  the  circles  to  be  described.  In  this  case, 
having  regard  to  the  state  of  knowledge  as  shown  by  previous  patented  inven- 
tions and  the  general  knowledge  of  mechanics,  which,  it  is  presupposed  when 
dealing  with  Patents,  the  ordinary  skilled  workman  dealing  with  the  matter  25 
has — having  regard  to  all  these  things,  was  there  any  room  for  invention 
in  the  contrivance  which  is  the  subject-matter  of  this  Patent,  namely,  the  second 
groove  for  the  purpose  of  getting  over  the  dead  point  ? 

On  the  face  of  this  Specification  there  are  two  obvjous  observations  which  were 
forcibly  put  before  us  by  Mr.  Gripps.     If  this  is  a  Patent  for  the  shape  and    30 
description  of  the  second  groove,  there  is  no  suggestion  whatever  in  the  body 
of  the  Specification  itself  how  the  form  and  shape  of  that  groove  is  to  be 
ascertained  ;  and  therefore  if,  as  wa3  really  suggested  by  Mr.  Terrell^  there 
is  room  for  invention,  and  a  great  difficulty  was  overcome  in  making  a  line  that 
does  not  bear  any  resemblance  or  relation  to  the  first  line  or  groove,  in  finding  35 
out  such  a  line  as  would  admit  of  one  single  motion  being  brought  about  by  the 
operation  of  these  two  grooves,  was  there,  as  Mr.  Terrell  suggests,  a  high  degree 
•of  invention  and  skill   necessary  in  order  to  shape  the  second  groove  in 
conformity  with  the  first,  so  as  to  bring  about  that  result  ?     If  there  was,  no 
indication  whatever  is  given  of  the  way  to  do  it  on  the  face  of  the  Specifi-  40 
cation,  and  that  would  at  once  condemn  the  Patent  if  it  were  essential.    But 
Mr.  Terrell  has  admitted  that,  if  you  once  get  the  original  groove  or  cam  which 
produces  the  necessary  mechanical  movement  to  bring  about  that  circle  where 
you  want  it,  the  making  of  a  second  groove — I  do  not  care  how  complicate 
the  first  one  is — is  a  mere  mechanical  or  geometrical  adaptation  which  any  45 
skilled  mechanical  person  could  himself  trace  out,  and  may  be  done  by  rule 
of  thumb  or  may  be  done  on  first  principles  of  mechanics.    On  the  evidence 
here,  indeed  on  the  admission  of  Counsel,  it  would  seem  there  can  be  no 
invention  that  would  be  the  subject-matter  of  a  Patent  in  making  the  second 
groove  conform  to  the  first,  so  as  to  admit  of  another  pin  being  inserted  50 
into  it,  but  operating  at  a  different  angle  to  overcome  the   difficulty  that 
was  felt,  namely,  the  dead  point,  to  bring  about  a  pull  by  that  arm  at  the 
particular  point  where  the  dead  point  had  been  reached  by  the  other  arm. 
Therefore  we  have  this,  that  in  that  Patent  there  is  no  room  for  invention  as  to 
the  shape  of  the  other  groove.    Then  it  was  said  it  was  a  brilliant  conception,  55 
at  all  events  a  conception  involving  invention,  in  adding  a  second  groove  at  all 
for  the  purpose  of  getting  over  the  dead  point.    That  may  or  may  not  be  so  ; 
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but,  if  it  is,  it  had  already  been  done,  and  done  by  the  same  means  to  produce 
the  same  result,  by  a  man  called  Hann^  who  brought  out  a  contrivance 
for  operating  bicycles,  dispensing  with  the  chain,  and  the  method  by  which 
he  did  that  is  fully  described  in  his  Drawing  and  in  his  letterpress.  I  will 
5  just  read  a  few  lines  of  the  letterpress  beginning  at  line  35.  First  of  all, 
he  ^made  a  cylinder  on  which  he  had  a  cam,  just  as  the  Plaintiff  has  his  cam 
or  curved  groove  on  his  cylinder.  He,  first  of  all,  described  one,  and  then 
he  went  on  to  describe  how  you  might  use  a  second  one  really  for  the  same 
purpose,  namely,  getting  over  the  dead  point  more  effectually.    He  said  :  '*  The 

10  **  cylinder  may  be  formed  with  double  cam  grooves,  and  be  adapted  to  operate 
*^  a  lever  for  each  connecting  rod,  or  one  cam  groove  may  be  caused  to  operate 
^*  two  levers  suitably  bent  and  arranged.  At  Fig.'  2  is  shown  an  example  of  a 
^'  cylinder  A,  having  double  cam  grooves  B,  B^ ;  each  groove  B,  B^  operates  by 
'^  a  bowl  thereon,  a  lever  arm  0,  fulcrumed  at  C^,  and  each  in  connection  or 

X5  *'  formed  with  an  arm  D,  and  having  a  connecting  rod  E  to  the  crank  F  to  be 
'^  driven.  In  this  arrangement  the  cam  grooves  can  be  readily  formed  in  proper 
*'  relative  position,  to  enable  the  cranks  F  to  be  set  at  any  required  angles,  those 
'*  shown  being  arranged  with  one  90  degrees  in  advance  of  the  other."  Therefore 
in  this  Specification,  if  it  be  the  subject-matter  of  invention,  we  have  the  intro- 

20  duction  of  a  double  groove  on  the  cylinder  anticipated,  and  we  have  furthermore 
the  introduction  of  that  groove  arranged  so  as  to  conform  to  the  curve  of  the  other, 
but  being  placed  90  degrees  in  advance  of  the  other  for  the  very  purpose  of 
overcoming  the  dead  point.  Now  unless  there  be  some  radical  distinction 
arising  from  the  fact  that  the  motion  to  be 'communicated  by  the  first  groove  is 

25  much  more  complicated  in  a  sewing  machine  than  it  is  in  a  bicycle,  where  it 
is  all  straightforward,  there  is  no  difference  between  the  principle  of  the  two 
things.  It  involves  certainly  a  more  complicated  groove  in  the  first  instance, 
because  that  groove  operating  as  a  cam  produces  a  complicated  motion.  The 
design  for  the  purpose  of  retardation  and  acceleration,  or  the  pause — all  those 

30  things  were  described,  and  were  somewhat  emphasised  by  Mr.  Terrell^  and  are 
all  contained  in  the  shape  of  the  first  groove.  It  would  be  a  mere  mechanical 
process  to  adapt  the  second  groove  to  the  arm  operating  at  a  different  angle. 
There  is  no  more  difficulty  where  the  first  groove  is  complicated  than  where  it 
is  simple,  and  that  is  the  only  difference  that  exists  in  this  machine  and  the 

35  machine  described  by  Hann.  He  had  a  second  groove  conforming  to  the 
pattern  of  the  first,  but  starting  lower  down  so  to  speak,  one  90  degrees  in 
advance  of  the  other,  but  it  is  the  same  thing — ^there  is  no  difference  in  the 
principle,  and  Hann  does  not  trouble  to  describe  how  it  is  made.  He  simply 
says  it  can  be  readily  formed  in  proper  relative  positions.    That  is  the  same 

40  attitude  that  Nadel  himself  takes  up,  for  he  gives  no  description  how  the  second 
groove  is  arrived  at. 

The  result,  therefore,  seems  to  me  to  be  this — ^that  Nadel  has  done  nothing  in 
the  second  Patent  except  what  has  been  done  before  by  the  same  means  to 
produce  the  same  end.    In  my  judgment  the  first  Patent  is  bad,  and  the  second 

45  really  adds  nothing  to  it,  and  on  those  grounds  it  seems  to  me  that  both  Patents 
are  bad,  and,  the  Patents  being  invalid,  it  follows  that  the  Defendants  are  right 
in  this  case.  The  result  of  that  will  be  that  there  must  be  a  restitutio  in 
integrum — ^the  machines  which  have  been  bought  will  have  to  be  returned. 
On  the  other  hand,  the  Defendants  will  not  be  called  upon  to  pay  for  them, 

50  and  the  Defendants  will  not  be  called  upon  to  pay  the  rest  of  the  sum  of  money 
that  would  have  been  due  had  the  contract  been  carried  out,  but  they  will  be 
entitled  to  recover  back  from  the  Plaintiff  the  sums  they  have  already  paid,  and 
the  Plaintiff  will  keep  his  Patents. 

Mathbw,  L.J. — I  am  of  the  same  opinion.    The  first  question  which  arises 

55  here  is  the  question  of  construction  of  the  contract.  Now  it  appears  to  me  to 
be  manifest  that  the  one  object  of  the  contract  was  to  obtain  valid  Patents 
which  might  be  put  forward  to  the  public  as  an  inducement  to  the  public  to 
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join  a  Company  to  work  them.  That  being  the  purpose  clearly  indicated,  every 
claase  in  the  contract  points  to  that  as  the  important  object  of  all  the  parties. 
The  validity  of  the  Patents  could  not  be  established  by  any  proceeding  to  be 
initiated  by  the  Patentee,  and  all,  therefore,  that  the  Defendants  obtained  was 
a  covenant  from  the  Patentee  that  the  Patents  were  good  Patents.  It  is  per-  5 
fectly  obvious  that  that  was  the  meaning  of  the  clause,  and  the  meaning  of  that 
clause  seems  to  me  to  be  added  to  by  the  provision  made  to  enable  the  Patentee, 
out  of  1000^.  kept  in  reserve,  to  fight  any  attack  upon  the  Patents  themselves. 
Valid  Patents,  therefore,  were  at  the  bottom  of  the  whole  arrangement.  Now 
let  me  suppose  that  the  Pluintiff  in  this  case  had  sold  the  Patents,  after  he  had  10 
entered  into  this  arrangement  and  received  the  deposit,  to  a  third  person.  Can 
anybody  doubt  there  would  not  be  any  more  liability  upon  the  Defendants  ? 
That  would  be  a  case  in  which  the  Plaintiff  would  not  carry  out  his  agreement, 
and  would  not  supply  valid  Patents.  Does  it  make  any  difference  that  he  could 
not  ?  Suppose  it  turned  out  that  it  \\  as  manifest,  after  the  deposit  had  been  paid  15 
and  before  any  further  step  was  taken,  that  the  invalidity  of  the  Patents  was 
obvious,  the  position  of  the  Defendants  would  be  the  same.  The  whole  purpose 
of  the  agreement  being  frustrated,  there  was  an  end  of  the  contract.  I  confess  I 
can  conceive  no  answer  to  that,  and  therefore  we  are  driven  at  once  to  the 
important  question  whether  or  not  these  Patents  were  valid.  I  cannot  at  all  20 
ac^ree — I  say  it  with  all  deference — with  the  view  taken  by  my  brother  Bigham 
as  to  the  meaning  of  this  agreement  on  the  assumption  that  the  Patents  were 
invalid.  I  do  not  propose  to  enter  into  any  detail  after  what  has  been  said  by 
the  Master  of  the  Rolls.  This  cam  is  a  well-known  mechanical  contrivance, 
well  known  to  men  conversant  with  machines  of  this  description.  The  object  25 
of  the  Plaintiff's  Patent  was  to  substitute  mechanical  for  manual  guidance  of 
the  machine  :  to  do  by  mechanical  means  what  had  previously  been  done  by 
hand,  and  to  provide  for  an  oscillating  as  well  as  a  rotary  motion.  The  Patent 
appears  to  be  put  forward  with  the  assumption  that  what  is  described  is  to 
enable  that  to  be  done  by  power  which  had  l^en  done  by  the  hand.  But  when  30 
we  come  to  look  at  the  description  of  the  invention  in  the  Specification,  does  it 
go  beyond  providing  for  an  oscillating  movement— that  portion  of  an  oscillating 
movement  which  by  manual  means  had  been  previously  obtained.  It  is  said 
for  the  Defendants  that  Shillito  had  provided  for  an  oscillating  movement  by 
means  exactly  analogous  to  those  subsequently  patented  by  the  Plaintiff.  I  can  see  35 
no  answer  to  that.  It  is  said  for  the  Defendants  that  the  l^laintiff  only  used  a  cam 
for  purposes  analogous  to  those  for  which  it  had  been  used ;  therefore  that  there 
was  no  invention  and  no  subject-matter.  It  seems  to  me  Shillito  had  done  exactly 
the  same  thing,  and  the  observation  might  be  made  with  reference  to  ShiUito^s 
Patent.  It  is  said,  on  the  other  hand,  that  there  was  an  element  of  invention,  40 
because  Shillito  had  only  applied  his  mechanism  to  patterns  that  required  no 
more  than  an  oscillating  movement,  whereas  the  Plaintiff's  device  is  for 
patterns  requiring  more  than  an  oscillating  movement — a  fixed  round  and 
round  movement.  When  1  come  to  look  at  the  Specification,  I  am  satisfied 
that  he  did  not  contemplate  anything  more  than  had  been  already  contemplated  45 
or  effected  by  Shillito,  There  is  no  indication  of  any  intention  to  create 
this  continuous  movement  of  which  we  have  heard  so  much.  I  cannot 
agree  with  my  brother  Bigham  that  the  use  of  one  word  indicated  the  intention 
to  create  a  rotary  movement,  because  that  one  word  might  be  accomplished  and 
answered  by  what  is  done  in  Shillito^  or  by  an  oscillating  movement  only.  50 
Then,  it  seems  to  me,  the  reciprocating  motion  was  all  that  was  contemplated 
by  tlie  first  Patent,  and  that  that  is  no  more  than  Shillito  had  already  done  ; 
no  element  of  invention  to  make  the  device  the  subject  of  a  Patent. 

Then  comes  the  next  point,  whether  the  later  Patent  corrected  all  the  short- 
comings of  the  first,  and  certainly  it  was  a  striking  observation  that  the  two  55 
grooves  that  appeared  upon  that  Patent  had  not  been  used  in  a  similar  manner 
before.    I  was  much  impressed  with  that  part  of  Mr.  TerrelVs  argument.    But 
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when  the  matter  came  to  be  looked  into,  the  use  of  two  grooves  was  known, 
producing  one  movement.  The  two  grooves  had  not  been  collocated  as  was  done 
in  this  case,  but  on  turning  to  HanrCs  Specification  it  appears  that  there  had 
been  two  grooves  which  had  been  arranged  so  that  one  supplemented  the  other, 
5  and  that  was  all  that  was  done  by  the  Plaintiff  in  this  case,  and  therefore  there 
was  no  room  for  saying  there  was  any  invention,  or  anything  which  could  be 
made  the  subject  of  the  second  Patent.  I  have  said  already  that  there  was  no 
more  pointed  out  in  the  second  Patent  than  describing  the  second  groove,  and 
that  at  first  appeared  to  be  an  invention  ;  but,  upon  the  evidence  before  us,  if 

10  you  get  the  first  groove  any  skilled  workman,  it  is  said,  could  work  out  the 
second  groove,  and  there  is  no  claim  made  in  respect  of  the  mode  in  which  the 
second  groove  is  prepared.  It  is  not  the  subject  of  the  invention  or  the  subject 
of  the  Specification.  That  being  so,  I  have  no  ground  for  saying  that  the 
second  Patent  was  good,  and  I  agree  with  the  judgment  of  the  Master  of  the 

15  Rolls. 

Cozens-Hardt,  LJ. — I  agree.  This  is  an  action  by  the  vendor  of  two 
Patents  against  the  purchasers  upon  two  promissory  notes  given  in  part  satis- 
faction of  the  purchase  price  of  the  Patents.  The  Defendants  by  way  of  defence, 
and  counter-claim,  allege  that  the  Patents  are  invalid,  and  that  they  are  entitled 

20  not  only  to  resist  payment  of  the  promissory  notes,  but  also  to  recover  all 
moneys  paid  on  account  of  the  purchase  price.  I  have  arrived  at  the  con- 
clusion that  both  Patents  are  invalid.  The  Master  of  the  Rolls  has  discussed 
these  Patents  so  fully  that  I  might  well  be  content  to  say  that  I  entirely  agree 
with  all  that  he  has  said.    But,  as  we  are  differing  from  the  learned  Judge  who 

25   tried  the  action,  it  is  perhaps  desirable  that  I  should  add  a  few  words. 

As  to  the  Patent  of  1898,  I  think  it  is  plainly  anticipated  by  SMllito,  It 
nowhere  expressly  claims  a  rotary  action,  and  indeed  the  drawings  plainly 
negative  the  possibility  of  such  action.  If  so,  it  was  only  faintly  argued  that  the 
Patent  could  be  supported.     If,  however,  contrary  to  my  view,  a  rotary  action, 

30  as  distinguished  from  a  reciprocal  action,  is  covered  by  the  Patent,  I  think  it 
would  be  invalid  on  another  ground,  because  the  second  claim  includes  Shillito^ 
which  was  old. 

As  to  the  Patent  of  1899,  it  was  strenuously  argued  that,  assuming  the  in- 
validity of  the  Patent  of  1898,  the  second  Patent  was  good,  inasmuch  as  it  plainly 

85  points  out  how  to  get  over  the  dead  point,  and  to  secure  motion  both  rotary  and 
reciprocating,  and  that  is  done  by  a  device  which  is  both  novel  and  ingenious. 
The  device  is  a  double  crank  with  two  grooves  so  arranged  that  the  dead  point 
difficulty  is  avoided.  But  I  think  this  argument  cannot  prevail.  The  double 
groove  arrangement,  which  certainly  struck  me  as  very  remarkable,  is  not 

40  described  in  the  Specification.  It  cannot  be  treated  as  the  invention,  because 
you  are  not  told  how  to  produce  it.  In  truth  the  experts  on  both  sides  agree 
that,  given  the  first  groove,  it  is  a  simple  and  well  understood  matter  to  produce 
the  second  groove,  and  not  subject-matter  for  an  invention.  Nor  can  the  idea 
of  an  arrangement  of  two  grooves  with  double  cranks  be  regarded  as  novel.    It 

45  is  accurately  described  in  Harm's  Specification  of  1896  as  a  means  of  getting 
over  the  same  difficulty  of  the  dead  point.  Harm's  Patent  relates  to  bicycles, 
and  not  to  braiding  machines,  but  this  in  my  view  is  not  material  for  the  present 
purpose.     I  think  therefore  that  the  1899  Patent  cannot  be  supported. 

It  only  remains  to  consider  the  effect  upon  the  agreement  of  the  Ist  of  April 

50  1901  of  the  invalidity  of  the  two  Patents.  Now  I  think  it  is  clear  that  the 
validity  of  the  Patents  was  not  a  condition  strictly  so  called.  But  I  think  it  is 
equally  clear  that  the  validity  of  the  Patents  was  the  basis  upon  which  the 
contract  was  entered  into.  The  guarantee  of  validity  contemplated  by  clause  5 
was  to  become  operative  at  the  moment  when  the  purchase  was  completed,  and 

55  I  do  not  think  it  reasonable  to  hold  that  the  purchasers  must  pay  their  purchase 
money  in  exchange  for  an  assignment  containing  a  covenant  guaranteeing  the 
validity  of  the  Patents  and  afterwards  recover  back  the  purchase  money  in  the 


744  REPORTS  OF  PATENT,  DESIGN,        [Nov.  18, 1903. 

Nadel  y.. Martin, 

shape  of  dsmaages  for  breach  of  covenant.  It  may  be  that  the  pleadings  do  not 
very  distinctly  raise  this  point,  but  the  facts  are  before  ns,  and  any  requisite 
amendment  onght  without  hesitation  to  be  made.  A  similar  result  would,  as  it 
seems  to  me,  follow  if  the  action  were  regarded  as  in  fact,  though  not  in  form, 
it  is  an  action  for  specific  performance.  The  purchasers  cotdd  not  be  compelled  5 
to  take  mere  pieces  of  paper  instead  of  Letters  Patent.  Nor  can  I  adopt  the 
contention  that  it  is  not  open  to  the  purchasers  themselves  to  raise  the  issue  as 
to  validity.  It  follows  that,  in  my  opinion,  the  Defendants  are  entitled  to  be 
relieved  from  the  payment  on  the  promissory  notes,  and  to  an  Order  for 
repayment  of  the  parts  of  the  purchase  money  which  have  already  been  paid.      10 

"With  respect  to  one  of  the  two  consolidated  actions  which  seeks  payment  for 
machines  and  motors  sold  and  delivered,  the  appeal  has  been  argned  on  both 
sides  on  the  assumption  that  the  decision  in  the  principal  action  will  govern 
the  decision  in  the  other.  In  this  view  it  is  not  necessary  further  to  consider 
the  matter.  15 

The  appeal  was  allowed  with  costs. 


Vol.  XX^  No.  32.]       AND  TRADE  MARE  OASES.  745 

Gonsolidaied  Oar  Heating  Company  v.  Oame. 


In  thb  Judicial  Committbb  of  thh  Pbivt  Council. 

Be/ore  Lords  Davbt,  Jambs,  and  Robbbtson,  and  Sir  Arthur  Wilson. 

Jane  26th  and  29th  and  August  5th,  1903. 

CoNSOLiDATBD  Oar  Hbatinq  Oompany  t;.  Camb. 


5  Patent^^AeHon  Jbr  infringement. — Gomhination.'-^Ietue  of  infringement^^ 
Appeal  of  Plaintiffs  dismissed. — Canadian  Parent  Act^  (chapter  6  of  2886), 
section  13. 

The  owners  of  a  Canadian  Patent  for  improvements  in  hose  covphng  brought 

an  action  for  infringement.    The  Defendant  denied  infringement.   The  patented 

10  invention  was  intefided  and  tMed  chiefly  for  coupling  the  hose  for  heating 

railway  cars  by  steam^  and  it  disengaged  automatically ;  it  consisted  of  five 

elements^  one  of  which  was  a  rib  with  a  corresponding  groove  in  the  other  half 

of  the  coupler  forming  a  hinge-joint  which  had  Vie  functions  of  guiding  in, 

coupling^  and  bringing  and  keeping  the  coupler  heads  in  alignment.    The 

15  Specification  had  three  claimSy  and  the  Plaintiffs  contended  that  the  third  claim 

was  for  the  combination  of  the  elements  other  than  the  hinge-joint.    The  Defen^ 

danPs  coupler  had  no  hinge-joint^  but  it  had  the  other  four  elements  tvith  the 

addition  of  a  rocking  gasket  for  the  purpose  of  obtaining  a  steam-tight  joint. 

The  Plaintiffs  contended  that^  even  if  the  third  claim  was  not  a  claim  for  the 

20  cdfnbination  of  tliefour  elements  only^  yet  the  Defendant  fiod  taken  the  substance 

of  the  invention.   The  Court  of  Appeal  of  Quebec  gave  judgment  for  the  Defendant 

on  the  ground  of  non-infringement. 

Held,  that  the  combination  claimed  in  the  third  claim  included  the  parte 
forming  the  hinge-joint ;  that  such  parts  formed  a  material  element  for  the 
25  successful  working  of  the  coupler^  and   the  Defendant  had  not  tciken  the 
substance  of  the  invention.    The  appeal  was  dismissed  with  costs. 

In  determining  whether  the  substance  qf  an  invention  has  been  taken  the 
(hurt  mrnt  not  consider  merely  the  Specification^  but  must  have  regard  to  the 

3  P 
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evidence  as  U>  the  existing  knowledge  on  the  subject  at  the  date  of  the  Patent  and 
as  to  the  operation  of  the  machine. 

On  the  question  whetJier  a  Defendant  has  taken  the  substance  of  a  comlnnation^ 
although  omitting  an  element  of  it^  it  is  not  necessary  that  he  should  show  that 
tlie  omitted  part  was  an  essential  element  of  the  combination  in  the  sense  that  the  5 
machine  would  not  work  without  it^  hut  it  must  he  a  material  element  for  the 
successful  working  of  the  machine. 

If  the  merit  of  an  invention  consists   in   the  idea  or  principle  which  is 
embodied  in  it,  and  not  merely  in  the  means  by  which  that  idea  or  principle  is 
carried  into  effect^  a  machine,  which  is  based  on  the  earns  idea  or  principle^  may  10 
still  be  an  infringement  although  the  detailed  means  for  carrying  it  into  effect 
may  be  somewhat  different. 

On  the  4th  of  May  1887,  Letters  Patent  (No.  26,601  of  1887)  were  granted  in 
Canada  to  James  Hale  Sewall  for  an  invention  of  "  New  and  nseful  improve- 
<*  ments  in  hose  coupling,^'  the  Specification  being  as  follows  : — ^  This  invention  15 
"  has  for  its  object  to  constmct  a  two  part  hose  coupling,  each  half  of  which  is 
'^  alike,  which  may  be  osed  to  coaple  together  hose  for  the  passage  of  steam, 
"  air,  water,  gas,  &c. 

^*  The  conpling  herein  to  be  described,  hangs  by  gravity,  and  is  provided 
"  with  locking  devices  which  keep  the  two  halves  locked  together  in  all  20 
'"  positions  except  when  turned  upwards  at  the  centre.  Each  half  is  composed 
"  preferably  of  a  single  piece  of  metal  having  an  upwardly  pointing  neck  or 
**  end  which  is  attached  to  the  pipe  or  hose  to  be  coupled,  the  body  portion  and 
*^  neck  having  a  passage  through  it  to  permit  free  and  unobstructed  passage  for 
"  steam,  air,  water  or  any  other  fluid.  The  body  portion  of  each  half  of  the  25 
*'  coupling  has  at  one  side,  opposite  to  each  other,  a  broad  flat  extension  having 
"  an  intumed  lip  or  flange  at  one  edge,  and  the  opposite  side  of  each  half  is  cut 
"  away  to  present  a  groove  or  passage  with  which  the  intumed  flange  of  thfe 
"  broad  extension  co-operates.  At  the  lower  end  of  the  meeting  face  of  each 
"  half  of  the  coupler  a  rib  is  provided  extending  half  the  width  of  the  said  30 
"  meeting  face,  and  for  the  remaining  distance  the  face  is  cut  away  to  present  a 
"  recess  which  receives  the  rib  of  the  companion  half,  to  thus  form,  in  a 
"  measure,  a  hinge-joint  upon  which  the  two  faces  of  the  coupler  are  turned  to 
'^  disengage  them  from  each  other. 

"•  Fig.  1  shows  in  perspective  one  half  of  a  hose  coupling  embodying  this  35 
"  invention,  it  being  understood  that  the  other  half  is  shaped  like  it,  and  Fig. 
"  2  a  top  view  of  the  two  halves  of  the  coupling  locked  together. 

^'  The  two  parts  or  halves  of  the  coupling  being  alike,  a  detail  description  of 
^  only  one  need  be  made.  Each  half  of  the  coupling  of  a  body  portion  ^ 
**  having  an  upwardly  turned  neck  or  extension  A'  both  of  which  are  bored  40 
*^  centrally,  as  at  2, 3,  to  form  with  the  hose  or  pipe  to  be  coupled,  a  continuous 
*'  passage,  the  two  passages  herein  shown  being  intended  respectively  for  steam 
**  and  water  of  condensation,  yet  it  is  obvious  that  one  passage  alone  may  be 
"  employed.  The  body  portion  A  is  provided  at  one  side  with  a  broad  flat 
*"  extension  a  projecting  forward  to  overlap  one  side  of  the  body  portion  of  the  45 
^^  companion  half,  and  said  extension  a  has  at  one  edge  an  over-turned  lip  or 
*'  flange  a^  At  that  side  of  each  half  of  the  coupling,  opposite  the  broad  exten- 
*^  sion  a,  a  groove  or  passage  b  is  cut  of  suitable  shape  to  receive  the  flange  a\ 
^  and  a  shoulder  b^  is  also  provided  which  serves  as  a  bearing.  The  meeting 
*'  face  of  the  body  portion  A  is  provided  at  its  lower  end  with  a  rib  c,  extending  50 
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*'  about  one  half  of  the  width  of  the  coupling,  and  said  face  is  cut  away  at  the 

"  side  of  the  rib  c  to  present  a  deep  groove  or  recess  (^  for  the  remaining 

"  distance,  this  recess  or  groove  receiving  the  rib  c  of  the  companion  portion. 

"  The  two  halves  of  the  coupling  being  placed  opposite  to  each  other,  as 

5  <<  shown  in  Fig.  2,  it  will  be  seen  that  the  extension  a  of  one-half  overlaps  the 

*'  opposite  side  of  the  other  half,  the  flange  a}  entering  the  groove  &,  and  the  rib 

^  c  entering  a  recess  formed  in  the  opposite  half,  corresponding  with  the  recess 

**  c\  while  the  rib  formed  upon  said  opposite  half  enters  the  recess  c^.     It  will 

**  thus  be  seen  that  the  two  halves  are  firmly  locked  together  and  capable  of 

10  "  being  disengaged  only  by  moving  them  upwaid  on  the  ribs  c,  c,  turning  in 

"  the  grooves  c^,  c*,  which  serve  as  a  hinge  joint  or  connection.    The  hose  or 

'*  pipe  to  be  coupled  is  attached  to  the  neck  A^  and  the  coupling  locked  together 

**  hangs  by  gravity. 


nc  I. 


**  The  extension  a,  and  its  flange  a*  entering  the  groove  6*  abut  the  halves 
15  "  together  preventing  any  disengagement  thereof  by  downward  or  lateral  move- 
"  ment,  but  permitting  the  said  halves  to  be  disengaged  by  turning  them 
**  upward  on  the  hinge-joint  as  above  described.  They  will  thus  become 
**  disengaged  themselves  when  the  cars  on  which  they  are  situated  become 
"  uncoupled. 
20  **  To  ensure  a  steam  or  air  tight  joint  at  the  meeting  faces  of  the  portions  of 
**  the  coupling  a  suitable  rubber  or  other  packing  g^  see  dotted  lines  Fig.  2,  is 
"  introduced. 

'*  Should  the   cars  be  .uncoupled  by  accident,  or  otherwise  and  the  hose 
**  remain  coupled,  as  the  said  cars  separate  the  two  halves  of  the  coupling  will 
25  *'  immediately  separate  that  no  injury  can  be  done. 

^*  I  am  aware  that  two  part  hose  couplings  have  been  made,  each  part  of 

^  which  has  a  passage  through  it,  but  a  valve  has  been  employed  at  the  junction 

^*  of  the  two  passages  to  close  the  passage  when  the  two  parts  of  the  coupling 

^^  are  disengaged,  and  such  a  coupling  having  indirect  obstructed  passages  I  do 

30  **  not  herein  claim.'* 

3  P  2 
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•  •  — ; 1  • 

The  Patentee  claimed  : — ^^  (1)  A  two  part  hose  ooupling  composed  of  like 
'^  halves  or  portions,  each  half  consisting  of  a  body  portion  A,  having  a  suitable 
*^'  passage  therethroagh,  a  broad  extension  a,  locking  flange  a^  shaped  as  described 
*'  and  located  at  one  side  of  the  body  portion,  a  groove  or  passage  b  shaped  as 
*^  described,  upon  the  other  side  of  the  body  portion,  and  a  joint  connection  at  5 
'^  the  lower  side  of  the  meeting  face  of  the  body  portion  A  upon  which  the  two 
*^  halves  may  be  turned  to  disengage  them  one  from  the  other,  substantially  as 
"  described.  (2)  A  two  part  hose  coupling  composed  of  two  like  halves  or 
^'  portions  adapted  to  be  flocked  together  against  lateral  or  downwq^rd  pressure 
"  but  to  be  disengaged  by  the  upward  movement  only,  each  half  of  which  10 
'^  consists  of  a  body  portion  A  having  a  suitable  passage  through  it,  a  broad 
^'  extension  a  located  at  one  side  of  the  body  portion  and  having  af  locking 
'^<  flange  a^  upon  the  upper  side  of  the  broad  extension  a  and  extending  in  a 
*'  diagonal  line,  a  groove  or  passage  b  upon  the  other  side  of  the  body  portion, 
'*  also  extending  in  a  diagonal  line,  and  having  at  the  lower  side  of  the  meeting  15 
'^  faces  of  the  body  portions  a  co-operative  part  of  a  separable  connection,  all 
*<  substantially  as  and  for  the  purposes  set  forth.  (3)  In*  a  two  part  hose 
'^  coupling  composed  of  like  halves  or  portions,  each  of  which  has  a  free  and 
^'  unobstructed  passage  through  it  directly  from  end  to  end,  which  passages 
'<  co-operate  tc^ether  to  form  a  longitudinal  unobstructed  passage  directly  20 
^'  through  the  hose  coupling,  combined  with  locking  devices,  as  described,  upon 
*^  each  side  to  lock  the  said  halves  or  portions  together  as  set  forth." 

On  the  13th  of  March  1899,  the  Consolidated  Car  Heating  Company^  the 
registered  assignees  of  the  Patent,  commenced  an  action  in  the  Court  of  King's 
Bench  of  the  Province  of  Quebec  for  infringement  of  the  same  against  Frank  25 
Eldon  Carney  claiming  a  declaration  of  their  title  to  the  Patent,  a  declaration  that 
the  Defendant  had  infringed,  damages  and  costs.  An  issue  of  right  to  obtain 
an  injunction  was  subsequently  added.  The  Plaintiffs'  Declaration,  so  far  as 
material  for  the  purposes  of  this  report,t  was  as  follows: — "7.  The  said 
**  Defendant,  within  the  past  eighteen  months,  on  divers  occasions  known  to  30 
*^  the  Defendant,  has,  unlawfully,  wrongfully,  injuriously  and  without  the  leave 
**'  or  license  of  the  Plaintiff,  and  in  violation  of  its  rights  as  owner  of  the  said 
**  Patent  and  invention,  imported,  sold,  and  offered  for  sale,  at  Montreal  and  at 
'^  other  places  in  Canada  known  to  the  Defendant,  and  caused  to  be  imported, 
'*  sold,  and  offered  for  sale,  and  has,  at  the  said  places,  manufactured,  con-  35 
^'  structed,  assembled,  and  caused  to  be  manufactured,  constructed,  and 
^*  assembled,  large  quantities  of  steam  hose  couplings,  numbers  of  which  are 
"called  the*  Gold  Hose  Couplings,' the  *  Gold  Straight  Port  Steam  Coupling,' 
"  and  other  steam  hose  couplings,  which  coiitain  and  employ  substantially  the  said 
**  invention  described  and  claimed  in  the  said  Letters  Patent,  No.  26,601,  and  40 
*'  more  especially  in  the  third  claim  thereof,  in  infringement  of  the  rights  of 
"  the  said  Patentee  and  of  the  said  Plaintiff,  his  assignee  therein  and  hereto, 
**  and  the  said  Defendant  has,  in  violation  of  the  Plaintiffs'  rigb,t  as  owner  of 
^^  the  said  Patent,  advertised,  in  Montreal,  and  in  other  places  known  to  the 
**  Defendant,  said  couplings,  imported,  manufactured,  constructed,  and  45 
**  assembled  by  him  as  aforesaid,  and  has  sold  large  numbers  of  the  same  to 
*'  railroads,  amongst  others  to  the  Canadian  Pacific  Railway  Company,  the 
**  Grand  Trunk  Railway  System,  and  other  railroads  in  Canada,  known  to  the 
**  Defendant,  and  has  thereby  caused  great  loss  and  damage  to  the  Plaintiff. 
^*  8.  The  said  steam  couplers,  so  imported,  manufactured,  assembled,  and  sold  50 


*  The  word  *'  in  "  was  treated  as  having  been  inserted  by  mistake. 

t  As  the  jndgpnent  of  the  Judicial  Committee  Mras  giren  on  the  ground  of  non-inlring«ment, 
the  case  is  only  reported  as  to  that  point 
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^^  by  the  Defendant,  are  to  the  knowledge  of  the  said  Defendant,  colourable 
'*  imitations  and  infringements  of  the  device  and  invention  covered  by  said 
"  Letters  Patent  No.  26,601,  and  of  the  *  Sewall  Steam  Couplers  *  manufactured. 
.  ^  and  sold  by  the  Plaintiff,  and  have  been  represented  by  the  Defendant,  at 
5  '^  various  times  during  the  past  eighteen  months,  known  to  the  Defendant,  to. 
"  be  similar  thereto,  and  to  the  steam  couplers  sold  by  the  Plaintiff  under  the. 
^  said  Patent,  and  to  be  interchangeable  therewith  and  adaptable  thereto,  and. 
'*  such  representations  have  been  made  to  the  Canadian  Pacific  Railway  Gom- 
"  pany,  to  the  Grand  Trunk  Railway  System,  and  to  other  railways  in  Canada,. 

10  ^^  known  to  the  Defendant,  and  in  consequence  thereof  the  said  Defendant  has 

^'  induced  and  is  endeavouring  to  induce  the  said  railways  to  purchase  his  said . 

"  couplers  instead  of  the  couplers  of  the  said  Plaintiff,  and  has  actaally  derived, 

**  large  profits  bv  means  of  sach  infringements.    9.  The  Defendant  has  already. 

.  '*  caused  the  said  Plaintiff,  by  his  illegal  acts,  great  loss  and  damage,  and  by . 

15  ^*  reason  of  the  premises  the  Plaintiff  has  lost  and  been  deprived  of  large  profits, 

*'  which  would  otherwise  have  accrued  to  it  from  its  said  Patent  rights,  and 

*'  which  loss  and  damage  and  the  profits  of  which  it  has  been  deprived  amount 

"  to  the  sum  of  $15,000.00.'' 

The  following  further  Particulars  were  furnished  by  the  Plaintiffs  in  com- 

20  pliance  with  an  order  of  the  Court : — ^'  The  couplings  manufactured,  con- 
'^  structed,  assembled  and  caused  to  be  manufactured,  constructed,  and 
'^  assembled  by  the  Defendant,  and  imported,  sold,  and  offered  for  sale  by 
**  him,  constitute  colourable  imitations  and  infringements  of  the  inventions 
"  covered  by  the  Letters  Patent  mentioned  in  Plaintiff's  declaration,  by  reason 

25  ''  of  such  couplings  being  composed  of  two  like  halves  or  portions,  each  of 
'^  which  has  a  free  and  unobstructed  passage  through  it,  directly  from  end  to 
^*  end,  which  passages  co-operate  together  to  form  a  longitudinal  unobstructed 
'<  passage,  directly  through  the  hose  couplings,  combined  with  locking  deyices 
'*  upon  each  side,  consisting  of,  on  Uie  one  side,  a  rigid  extension  projecting 

30  '*  forward  of  the  face  of  the  main  body  or  head  portion,  and  having  an  inside 
'<  locking  flange  thereon,  and  on  the  opposite  side  of  such  main  body  or  head 
*'  portion  a  groove  to  lock  the  said  halves  or  heads  together." 

The  Defendant  by  his  Plea  denied  paragraphs  7,  8  and  9  of  the  Declaration, 
and  alleged  that  the  Patent  v^ras  invalid  on  various  grounds,  including  want  of 

35  novelty,  a  large  number  of  anticipations  being  alleged. 

The  Defendant's  coupler  was  made  under  a  Canadian  Patent  of  the  16th 
of  December  1892,  (No.  41,274)  granted  to  J.  Balmore  and  E.  E.  Gold.  Figures 
1  and  2  of  the  Drawings  to  the  Specification  of  this  Patent  are  shown  on  the  next 
page,  and  such  Figures  with  the  following  parts  of  the  Specification  sufficiently  . 

40  indicate  the  construction  of  the  Defendant's  coupler  : — "  This  invention  relates  to 
^^  couplings  for  hose  or  flexible  pipe  of  the  class  known  as  *  direct-port  couplings,' 
**  or  those  having  axial  seats  the  meeting  faces  of  which  occupy  a  plane  perpen- . 
'<  dicular  to  the  general  direction  of  the  pipe.    Although  designed  especially  for 
*'  coupling  the  terminal   hose-lengths  connecting  with  the  steam-heating  and . 

45  "  air-brake  pipes  of  railway  cars,  our  improved  couplings  are  nevertheless  adapted. . 
*'  to  other  purposes  where  sections  of  hose  or  flexible  or  jointed  pipes  are  to  be . 
**  connected  together.     Our  invention  relates  to  the  construction  of  the  seat  and 
^*  its  mounting  relatively  to  the  coupling-head  and  to  the  fastening  devices  for 
"locking  the  two  heads  together. 

50       **  Figure  1   of  the  accompanying  drawings  is  a  side  elevation  of  a  coupler 

^^  constructed    according    to    our    invention,    the    right    hand    head    being 

**  shown  in  vertical  mid-section  and  the  two  heads  being  shown  in  the  act 

"  of  coupling. 

*^  Figure  2  is  a  horizontal  section  through  the  coupling  heads^  showing  them 

55  **  coupled  together.    .    .    •    • 
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''  Let  A  A  designate  the  lengths  of  hose  that  are  to  be  coupled  together,  and 
"  B  B  the  respective  coupling  heads,  which  are  attached  thereto  in  any  suitable 
"  way.  In  the  construction  shown  the  heads  are  formed  each  with  a  tubular 
**  shank  6,  over  which  the  end  of  the  hose  is  (brawn  and  fastened  by  a  clamp  a  ; 
"  but  other  constructions  known  in  the  art  may  be  provided  instead.  The  heads  5 
"  are  provided  with  some  suitable  means  for  fastening  them  firmly  together.  To 
**  this  end  they  are  provided  with  any  suitable  reciprocal  locking  or  fastening 
"  provisions.  In  the  constructions  shown  in  Figs.  1,  2,  and  3  these  fastening 
"  provisions  consist  of  a  locking  projection  C  formed  on  one  side  of  the  head, 
"  and  a  locking  arm  D  on  the  other  side  of  the  head,  projecting  forward  beyond  10 
"  the  end  of  the  body  of  the  head  and  formed  at  its  outer  portion  or  hook  rf, 
"  adapted  to  engage  the  projection  C  on  the  side  of  a  reciprocal  coupling-head 
"  during  the  act  of  coupling.  By  bringing  the  heads  together  in  the  position 
"  shown  in  Fig.  1,  so  that  their  respective  locking  projections  engage  one  another, 
"  and  then  tilting  the  heads  downwards,  the  locking  projections  h  h  ride  over  the  15 


FIG. I 


projections  C  C,  and  by  being  made  slightly  inclined  they  exert  a  thrust  each 
against  the  opposite  head,  acting  to  force  or  wedge  the  two  heads  tightly 
together,  and  thereby  to  press  their  respective  seating  faces  into  such  intimate 
contact  as  to  resist  an  internal  fluid-pressure  and  prevent  leakage. 
'*  Each  coupling-head  is  provided  with  a  seat  E,  projecting  slightly  from  its  20 
body  portion,  as  shown  best  at  the  left  in  Fig.  1.    When  the  two  heads  are 
coupled  together,  the  flat  faces  of  their  seats  are  pressed  together  face  to  face. 
In  couplings  of  this  character  as  heretofore  constructed  the  seats  have  been 
rigidly  attached  to  the  head,  and  have  commonly  been  made  of  a  somewhat 
yielding  composition  in  order  that  in  case  of  wear  or  in  case  the  heads  do  not  25 
couple  accurately  those  portions  of  the  seating  faces  which  most  closely 
approach  each  other,  and  which  consequently  come  into  contact  first,  shall 
yield  sufficiently  to  admit  the  remaining  portions  of  the  seating  faces  to  come 
into  contact.    Notwithstanding  the  use  of  such  yielding  seats,  couplings  of 
this  character  as  heretofore  made  have  been  subject  to  the  disadvantage  of  a  30 
considerable  liability  to  leakage,  which  has  been  due  in  large  part  to  the 
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**  wear  of  the  seating  faces  at  the  lower  sides,  where  they  first  come  into  contact 
*'  ih  the  act  of  coupling.  Such  leakage  is  also  due  to  abrasion  or  mechanical 
"  injury  of  the  seats  or  to  the  imperfect  fitting  together  of  the  locking-faces  of 
"  the  coupling-heads  which,  although  made  interchangeable,  will  sometimes 
5  "  wear  unequally.  To  overcome  these  disadvantages  is  the  principal  object  of 
"  our  present  invention.  To  this  end  we  construct  and  mount  the  seat  in  such 
"  manner  that  it  may  rock  or  tilt  relatively  to  the  coupling-head,  so  that  it  may 
**  adjust  itself  to  perfect  coincidence  with  the  face  of  the  opposite  seat.  This 
"  tilting  or  rocking  movement  might  be  permitted  to  occur  in  one  direction  only, 

10  "  as  about  a  horizontal  axis,  for  example  ;  but  preferably  the  seat  is  so  mounted 
"  as  to  be  capable  of  a  universal  motion.  .  To  give  it  such  a  universal  motion,  we 
"  form  the  seat  externally,  as  the  segment  of  a  sphere,  and  mount  it  in  a  socket 
"  in  the  coupling-head,  which  has  likewise  the  form  of  a  segment  of  a  hollow 
"  sphere.     The  seat  may  be  made  of  any  suitable  material,   either  rigid   or 

15**  suitably  yielding,  and  it  may  be  attached  to  the  head  in  any  suitable  manner 
**  to  prevent  its .  displacement,  while  yet  admitting  of  the  requisite  freedom  of 
**  motion." 

The  action  came  on  for  hearing  in  the  Superior  Court  before  Mr.  Justice 
Pagnuelo  on  the  22nd  of  January  1900,  aad  on  the  28th  of  June  1900  his 

20  Honour  delivered  judgment,  holding*  the  Patent  valid,  and  that  the  Defendant 
had  infringed.  The  parts  of  the  judgment  relating  to  infringement  were  as 
follows  : — '•  Claims  1  and  2  do  not  materially  differ.  The  coupler  consists  of  a 
'*  two-part  hose  coupling,  each  half  of  which  is  alike,  and  consists  of  five 
**  elements — (1)  a  body  portion  having  a  straight  unobstructed  passage  with  an 

25  **  upturned  end  to  connect  with  the  hose  and  to  hang  between  the  cars  some 
**  two  feet  below  the  horizontal  line  of  the  hose  under  the  car  ;  (2)  a  broad 
**  extension  a  ;  (3)  a  locking  flange  a^ ;  (4)  a  groove  &  ;  (5)  a  joint  connection 
**  at  the  lower  side  of  the  meeting-faces  of  the  body  portion.  Claim  3  omits  the 
**  fifth  element,  according  to  the  Plaintiffs,  while  the  Defendant  contends  that 

30  **  it  is  also  included  in  Claim  3. 

'*  It  is  argued  on  behalf  of  the  Defendant  that  the  hinge-joint,  forming  what  I 
**  ctdl  the  fifth  element,  is  the  only  patentable  element  in  the  whole  combina^ 
**  tion  ;  all  the  others  were  old  and  anticipated,  and  therefore  not  patentable. 
**  The   Oold  coupler   which   he  sells,  as  agent  for  the    OoJd  Cai*    Heating 

35  "  Company,  possesses  no  hinge-joint  nor  any  equivalent  for  it,  and  for  that 
"  reason  does  not  infringe  SewalVs  invention,  according  to  the  Defendant, 

"  These  propositions  raise  questions  of  fact  and  of  law.  The  questions  of. 
"  fact  are  :  1.  Does  Claim  3  include  the  hinge-joint  ?  2.  Is  the  hinge-joint  an 
**  essential  element  of  the  combination  ?    3.  Was  the  Sewall  coupler,  deprived 

40  '*  of  the  hinge-joint,  anticipated  ? 

'*  The  first  question  of  law  raised  by  the  Defendant  on  this  head  is  that  a 
**  Patent  for  a  combination  is  an  entirety  ;  if  one  of  the  elements  is  omitted  the 
*'  invention  disappears.  He  adds  that  all  elements  described  in  a  combination 
"  Patent  of  old  elements  are  presumed  to  be  essential,  and  no  evidence  is 

45  **  allowable  to  prove  that  one  element,  omitted  by  the  Defendant,  is  not  essential 
**  to  the  combination  ;  in  other  words,  the  Patentee  cannot  abandon  a  part  of 
**  such  combination  and  maintain  his  claim  for  the  rest. 

**  Applying  this  legal  proposition  to  SewalVs  Patent,  the  Defendant  says 
**  that  the  hinge  joint  is  described  in  the  Specifications  and  claims  as  an  element 

50  **  of  the  combination,  and  it  is  by  law  and  from  SewalVs  claim  conclusively 

**  presumed  to  be  material :  and  that  the  Defendant's  coupler  having  no  hinge- 

"  joint,  nor  any  mechanical  equivalent  for  it,  does  not  infringe  on  SetvalVs 

**  invention. 

**  This  legal  proposition  seems  to  be  pretty  generally  adopted  in  the  United 

55  **  States,  if  not  in  its  entirety,  at  least  to  a  very  large  extent ;  but  in  England 
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**'  and  in  Canada  a  broader  and  what  seems  to  me  a  more  eqaitable  and  legal 
*'  interpretation  is  given  to  the  terms  used  in  the  Specifications  and  claims.  The 
"  British  and  Canadian  Courts,  following  the  general  principles  of  common  law 
^<  for  the  interpretation  of  contracts,  will  examine  the  Specification  as  a  whole,  and 
*^  give  to  the  words  used,  hot  a  strict  interpretation  that  might  defeat  the  object  5 
**  of  the  Patent,  which  is  to  secure  to  the  inventor  the  benefit  of  his  invention, 
**  but  a  broad  and  fair  interpretation,  capable  of  attaining  the  end  in  view. 
"  When  the  inventor  of  a  combination  invention,  formed  of  purely  old 
'^  elements,  has  formally  declared  an  element  of  the  combination  to  be  material, 
'*  and  it  is  in  fact  material,  it  has  been  held  that  the  machine  without  that  10 
"  element  is  no  infringement  on  the  Patent ;  but  it  seems  to  me  that  the 
**  jurisprudence  goes  no  further.**  [The  following  cases  were  then  referred  to, 
namely  i-^Brooks  v.  Lamplv^h  (16  R.P.C.  49) ;  Ticket  Punch  Register  Company 
V.  Colley's  Patents  (17  R.P.C.  171);  Canadian  Mineral  Wool  Company  v. 
Montgomery  (unreported,  but  cited  in  Ridout  on  Patents,  page  239)  ;  Webb  v.  15 
Kymch  (15  R.P.C.  287)  ;  Gormully  v.  JV.  B.  Rubber  Company  {lb  R.P.C.  256) ; 
Automatic  Coal  Gas  Retort  Company  v.  Mayor  of  Salford  (14  R.P.C.  450)  ; 
Wenham  Oas  Company  v.  Champion  Lamp  Company  (9  R.P.C.  49) ;  Clark  v. 
Adie  (L.R.  2  App.  Cas.  315)  ;  Incandescent  Oas  Light  Company  v.  De  Mare 
Incandescent  0<zs  Light  Company  (13  R*P.C.  301) ;  American  Dunlop  Tyre  20 
Company  v.  Qoold  Bicycle  Company  (6  Rep.  of  Exch.  Crt.  of  Canada,  223).] 

'^  These  authorities  tend  to  show  that  the  Defendant's  proposition  to  the 
*<  effect  that  all  elements  described  in  a  combination  Patent  are  presumed 
^  to  be  essential,  and  that  such  a  Patent  ceases  to  be  protected  when  one 
**  of  the  elements  is  left  out,  is  not  sustainable  in  England  nor  in  this  country.  25 
*'  Even  the  inventor*s  opinion  that  the  element  omitted  is  essential  may  be 
**  passed  over  when  a  better  opinion,  sustained  by  experiments,  tends  the 
•*  other  way.  The  question  is,  then,  what  is  really  SewalVs  invention,  and 
^'  whether  it  includes  the  hinge^joint  as  one  of  its  necessary  elements.  The 
'*  Specifications  which  according*to  our  Patent  Act  (section  13),  include  the  30 
^'  claims,  have  to  be  examined  to  answer  the  question. 

**  The  Specifications  already  recited  s^ow  that  the  object  of  the  invention  is 
**  to  construct  a  straight  port  or  end-port  coupling,  in  contradistinction  to  side- 
^  port  couplings  then  used,  and  which  presented  serious  inconveniences.  The 
**  device  consists  of  a  two-part  hose  coupling,  each  half  being  alike,  hanging  by  35 
^  gravity,  and  provided  with  a  locking  device,  which  keeps  the  two  halves 
^  securely  locked  together  in  all  positions,  except  when  turned  upwards  at  the 
*'  centre  ;  the  passage  is  free  and  unobstructed.  The  locking  device  is  described 
**  as  follows  :— '  The  body  portion  of  each  half  of  the  coupling  has  at  one  side, 
*'..'  opposite  to  each  other,  a  broad  flat  extension  having  an  intumed  lip  or  40 
«  <  flange  at  one  edge,  and  the  opposite  side  of  each  half  is  cut  away  to  present  a 
^'  *•  groove  or  passage  with  which  the  intumed  flange  of  the  broad  extension 
^' '  co-operates.'  Then  comes  the  description  of  what  is  called  the  hinge- 
*'  joint :  ^  At  the  lower  end  of  the  meeting-face  of  each  half  of  the  coupler 
**  *  a  rib  is  provided,  extending  half  the  width  of  said  meeting-face,  and  for  45 
*^ '  the  reoiaining  distance  the  face  is  cut  away  to  present  a  recess  which 
^'  *•  receives  the  rib  of  the  companion  half,  to  thus  form,  in  a  measure,  a  hinge- 
*<*  joint  upon  which  the  two  faces  of  the  coupler  are  turned  to  disengage 
<<  <  them  from  each  other.*  From  this  first  mention  of  the  hinge-joint,  its 
**  function  is  not  to  form  part  of  the  locking  device,  but  to  help  in  the  auto-  50 
^  matic  disengagement  of  the  two  parts  of  the  coupler.  Tbis  is  followed  by 
*'  a  detailed  description,  with  references  to  designs,  of  one-half  of  the 
**  coupler,  the  other  half  being  exactly  alike.  The  locking  is  formed  by 
^  the  intumed  lip  or  flange  at  the  end  of  the  broad  flat  extension  of  one  half 
**  engaging  the  groove  on  the  body  of  the  other  half,  while  the  rib  form^  55 
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up  at  the  lower  end  of  one  half  enters  the  corresponding  recess  in  the  other 
half. .  *  It  will  thus  be  seen  that  the  two  halves  are  firmly  locked  together 
^  and  capable  of  being  disengaged  only  by  moving  them  np  on  the  ribs  c,  c, 
*  taming  in  the  grooves  c*,  c^  (or  what  was  previously  called  the  recess),  which 
5  "  *  serve  as  a  hinge-joint  or  connection.*  Now  comes  a  third  reference  to  the 
**  hinge-joint,  *The  extension  A  and  its  flange  A^  entering  the  groove  b^ 
^^ '  abut  the  halves  together,  preventing  any  disengagement  thereof  by  down- 
*•  *  ward  or  lateral  movement,  but  permitting  the  said  halves  to  be  disengaged 
"  *  by  turning  them   upwards  on  the  hinge-joint  as  above  described.     They 

10  '*  *'  will  thus  become  disengaged  themselves  when  the  cars  on  which  they 
*'*  ^  are  situated  become  uncoupled '  ^-  by  automatic  uncoupling. 

*'  The  PlaintiiSs  agree  that  the  above  references  to  the  hinge-joint  only  relate 
'*  to  the  disengagement  of  the  two  heads,  which  is  no  doubt  true ;  but 
*'  the  Defendant  contends,  that  the  disengagement,  specially  automatic  disen- 

15  '*  gagement,  is  an  essential  feature  of  the  invention,  and  relies  on  the  citation, 
*^  *  the  two  halves  are  capable  of  being  disengaged  only  by  moving  them  upward 

"  *  on  the  ribs which  serve  as  a  hinge-joint.'    It  only  takes  place 

'^  on  the  hinge-joint  and  through  it.    The  Plaintiffs  reply  that  the  words  cited 
^*  only  mean  that  the  two  halves  are  capable  of  being  disengaged  only  by  moving 

20  '^  them  up.  The  words  following  ^  only '  explain  how  the  disengagement  is 
^*  operated  :  that  movement  is  operated  necessarily  on  the  hinge- joint,  but  it 
'^  is  the  upward  movement  that  operates  the  disengagement,  which  is  true  and 
*^  evident  from  the  working  of  the  models. 

'*  In  the  face  of  the  actual  operation  of  the  coupler,  is  the  Court  bound  to 

2&  *'  accept  the  Defendant's  interpretation  of  the  construction  of  a  sentence  which 
"  may  be  susceptible  of  a  double  interpretation,  and  is  a  Patentee  to  be  de- 
^^  prived  of  his  invention  because  he  was  not  a  master  of  the  language  as  he 
'^  was  of  his  own  art  ?  I  think  not ;  it  would  be  applying  to  the  interpre- 
"  tation  of  a  Patent  document  a  rule  that   no  Court  would   apply    to    any 

30  '^  other  document.  Sewall  means  what  the  actual  fact  warranted  him  to  say, 
^*  and  the  fact  was  that  the  simple  turning  up  of  the  coupler  will  disengage  the 
*'  two  heads,  irrespective  of  the  existence  or  absence  of  the  hinge-joint. 
*^  True,  the  hinge<joint  helps  in  maintaining  the  two  heads  in  a  straight 
<<  opposite  direction  during  the  disengagement,  and  usually  prevents  catching, 

35  *'  but  this   help   is   not    the    essential   means   of   disengagement ;    it  is  the 

*'  upward  movement  of  the  coupler,  which  hangs  some  two  feet-  below  the  line 

"  of  the  hose,  and  is  there  heldl  by  the  force  of  gravity  ;  any  rising  movement, 

'^  either  by  the  hand  or  the  separation  of  the  cars,  will  operate  the  disengagement. 

"  The  Oold  coupler  has   no  hinge-joint   nor   any    equivalent    for  it,    and 

40  **  automatically  disengages,  although  somewhat  more  liable  to  catch.  The 
"  difference,  however,  is  not  very  great,  and  the  Gold  coupler  seems  to  be 
"  nearly  as  much  used  by  the  great  railway  companies  as  the  Sewall.  This 
^*  is  proof  that  the  hinge-joint  is  not  essential  to  the  operation  of  disengaging 
*•  the  coupler. 

45  ''The  Specifications,  as  we  have  seen,  only  mention  the  hinge-joint  with 
'^  respe^'t  to  the  uncoupling  of  the  heads  of  the  coupler,  but  it  has  been 
**  brought  into  evidence  that  it  is  also  useful  to  help  as  a  guide  in  the  coupling 
*'  of  the  heads ;  this  is  also  true,  but  it  is  useful  in  coupling  although  not  to  the 
^  same  extent  as  it  is  in  uncoupling.    SewalVs  coupler  is  no  doubt  superior  to 

50  ^*  the  Oold  coupler  on  that  head ;  but  in  prnctice  it  has  been  given  in 
**  evidence,  both  by  the  testimony  of  train  employees  and  their  demon- 
"  stration  in  Court,  that  the  Oold  coupler,  without  the  hinge-joint  as  a  guide, 
'Ms  nearly  as  easily  coupled  s^.ihe  Sewall.  The  trainmen  use  the  left  hand 
''  as  a  guide,  by  placing  the  heads  on  the  open  left  hand ;  the  faces  do  not 

55  *'  always  at  once  come  together  closely  so  as  to  make  a  tight  steam  joint,  but 
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"  a  kick  of  the  foot  settles  the  matter,  and  this  kick  may  be  useful  to  both 
**  couplers.  The  hinge-joint  is  therefore  essential  neither  to  the  coupling  nor 
"  uncoupling  of  the  heads  together,  and  it  is  certainly  independent  of  the 
**  locking  device. 

**  The  Defendant  has  contended  that  the  QoM  coupler  needs  not  the  5 
**  hinge-joint  as  a  guide,  because  it  has  a  rocking  gasket.  He  dared  not  say  that 
^*  it  is  an  equivalent,  because  it  would  be  fatal  to  his  case ;  but  he  argued 
"  forcibly  and  insisted  that  without  the  hinge-joint  and  without  the 
"  rocking  gasket  the  coupling  and  automatic  uncoupling  would  be  very  difficult. 
"  The  rocking  gasket  affords  no  help  whatever  in  the  operation  of  coupling  or  10 
^'  uncoupling  the  heads  of  the  coupler.  Its  function  is  to  maintain  perhaps 
*^  a  closer  steam  tight  joint  than  the  fixed  gasket,  when  the  steam  hose  is 
"  violently  drawn  by  the  jerks  of  the  cars ;  but  that  is  about  all.  It  is  appa- 
"  rently  a  useful  addition,  but  not  an  essential  one  ;  it  may  be  an  improvement 
^^  for  the  object  indicated,  but  not  for  that  claimed.  15 

*^  The  pretension  of  the  Defendant  that  the  third  claim  includes  the  hinge- 
*^  joint,  I  hold  also  to  be  unfounded.  He  relies  on  the  words  in  the  third  claim, 
<< « as  described '  and  ^  as  set  f orth,^  and  has  adduced  expert  evidence  to  prove 
"  that  these  words  refer  to  the  Specifications  proper,  and  to  the  hmge- joint  as  a 
"  part  of  the  invention.  These  words,  from  the  context,  refer  to  the  locking  20 
^*  devices,  in  both  instances,  as  already  mentioned,  and  the  hinge-joint  I  hold  to 
*'  be  no  part  of  the  locking  devices.  It  is  for  the  Court,  as  the  Defendant 
**  properly  submitted,  to  interpret  the  Specifications,  not  for  experts,  who  more- 
**  over  hold  contrary  views  on  this  question,  as  on  most  other  questions  discussed 
**  by  them.  I  am  confirmed  in  my  views  by  the  opinions  of  the  United  States  25 
"  Comm:ssioner  who  passed  SewalVs  application  for  a  Patent.  He  was  of  opinion 
"  that  the  invention  without  the  hinge- joint  was  anticipated  by  previous  Patents, 
*'  and  refused  to  admit  a  claim  corresponding  to  our  third  claim,  because  it 
''  omitted  the  hinge-joint. 

'^  For  these  reasons  I  hold  that  the  omission  of  the  hinge-joint  in  the  Oold  30 
^^  coupler  and  the  change  in  the  gasket  cannot  save  the  Defendant  from  the  charge 
"  of  infringing  SewalVs  Patent,  and  specially  the  third  claim  therein. 

•*  Now,  does  the  Oold  coupler  infringe  SewalVs  invention,  outside  of  the  hinge- 
"  joint  ?  I  have  no  doubt  of  it,  and  I  concur  entirely  in  the  opinion  of  Mr. 
**  Justice  Coxe^  of  the  U.S.  Circuit  Court,  in  the  case  of  the  Consolidated  Car  35 
*'  Heating  Company  v.  Martin  Anti-Fire  Car  Heater  Company  :  *  There  can  be 
**  ^  no  doubt  that  the  Defendant's  structure  has  the  other  four  elements  of  SewalVs 
**  *  invention.  It  is  a  straight-port  coupler,  with  a  free  unobstructed  passage 
**  *  from  end  to  end,  an  article  which  did  not  exist  in  a  practical  way  before 
"  *  SewalVs  invention.  It  consists  of  a  double  like  head  or  body  portion  with  an  40 
^' '  upturned  end  and  a  broad  extension  :  it  has  an  inturned  lip  or  fiange  and 
"  *  groove  on  both  heads,  and  in  the  same  position,  which  perform  similar  work 
"  *  to  corresponding  parts  of  SewalVs  device  ;  the  body  portions  are  brought  fece 
"  *  to  face  from  the  lower  portion,  and  lock  by  means  of  the  double  flange  and 
'< '  groove,  and  make  a  steam  tight  joint  with  the  help  of  a  gasket ;  gravity  is  the  45 
"  *  only  force  that  keeps  them  together,  and  both  couplers  disengage  automati- 
"  *  cally  by  an  upward  movement  of  the  coupler.'  A  further  argument  is  found 
"  by  Mr.  Justice  Coxe  in  the  fact  that  a  Martin  (say  Oold)  half  will  couple  and 
"  uncouple  as  readily  with  a  Sewall  half  as  with  another  Martin  (say  Oold) 
"  half."    [The  question  of  anticipation  was  then  dealt  with.]  50 

**  I  consider  SewalVs  end-port  steam  coupler  an  invention  of  no  mean  merit, 
^^  giving  new  and  better  results  than  the  side-port  couplers,  and  distancing  them 
"  a  long  way.  It  is  so  perfect  to  me,  that  it  has  not  materially  been  improved 
**  during  the  thirteen  years  which  have  elapsed  since  the  Peitent  has  been  issued, 
*<  although  appropriated  by  Martin  and  the  Oold  Company.    A  rocking  gasket  55 
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'*  may  be  an  improyement  upon  a  fixed  gasket,  but  this  detail  touchoB  not  the 
*'  principle  of  SewalVs  coupler ;  I  say  the  same  thing  of  the  dripping  yalve 
*'  to  discharge  the  condensed  steam  ;  Uiis  is  quite  foreign  to  a  coupler  proper. 
'^  Mr.  Justice  Coxe  did  not  think  it  necessary  to  examine  minutely  any  of  the 
5  '^  existing  couplers  ;  it  is  clear  to  him  that  none  anticipated  SewalVs  coupler, 
'^  which  '  is  a  distinct  advance  over  what  preceded  it,  and  is  an  invention 
^'  ^  certainly  of  average  merit/  The  Sewall  coupler  which  he  examined  had  the 
"  hinge-joint,  that  Martin  had  replaced  by  an  equivalent.  For  me,  the  hinge- 
*^  joint  is  no  essential  part  of  the  combination,  a  point  not  discussed  by  Mr. 

10  "  Justice  Coxe  ;  but  what  he  says  of  the  invention  with  the  hinge-joint  is  equally 
**  true  when  it  is  absent.  The  Defendant  did  appropriate  the  essence,  or  the 
*^  pith  and  marrow  of  SewalVs  inventiou,  and  has  illegally  and  unfairly 
*^  infringed  a  Patent  for  *  a  new  and  useful  machine  which  was  not  known  or 
*^  *•  used  by  any  other  person  before  his  invention  thereof '  (section  7,  Canadian 

15  *' Patent  Act). 

**  I  have  thought  it  useful  to  go  somewhat  minutely  into  the  examination 
"  of  the  prior  art,  on  account  of  the  rejection  of  SewalVs  claim  for  an  invention, 
^'  without  the  hinge-joint,  in  the  United  States,  and  of  SewalVs  submission 
'*  to  this  decision,  instead  of  taking  an  appeal,  as  it  was  open  for  him  to  do. 

20  ^  These  two  facts  raised  a  strong  presumption  m  favour  of  anticipation,  but  the 
'^  Plaintiffs  have  taken  new  advice  and  resisted  here  the  plea  of  anticipation, 
*^  and  I  think  that  plea  is  unfounded,  at  least  in  Canada. 

*'  Not  only  do  I  find  that  the  hinge-joint  is  not  an  essential  element  of  SewalVs 
*'  inventions,  but  his  Canadian  Patent  covers,  in  the  third  claim,  an  invention 

25  '"  without  the  hinge-joint,  and  I  think  it  does  so  rightly. 

*'  For  these  reasons,  I  reject  the  Defendant's  pleas,  hold  that  the  Defendant 
"  has  infringed  SewalVs  Patent,  and  grant  the  Plaintiffs'  prayer  for  an  injunc- 
^*  tion  and  damages,  which,  by  consent,  have  been  limited  to  $25,  up  to  the 
^  date  of  the  suit,  and  for  costs  of  the  highest  class." 

30  The  Defendant  appealed,  and  the  appeal  was  heard  and  judgment  delivered 
on  the  29th  of  May  1901,  allowing  the  appeal  on  the  ground  of  non-infringement. 
The  judgment  of  the  Appeal  Court,  which  was  delivered  by  Sir  Alexandre 
Lacoste^  C. J.,  was  as  follows : — "  The  action  is  for  infringement  of  a  Patent 
**  and  for  an  injunction.     The  Respondent  is   the  assignee  of  Sewall^  who 

35  ''  obtained,  on  the  4th  of  May  1887,  a  Patent  for  what  is  known  as  the  Sewall 
"  coupler.  The  Appellant  is  the  agent  of  the  Oold  Car  Heating  Company^ 
^'  which  manufactures  a  coupler  known  as  the  Oold  coupler,  claimed  by  the 
*'  Respondent  as  being  an  infringement  of  his  Patent.  The  first  judgment  went 
'^  against  the  Appellant,  granting  an  injunction,  but  as  that  was  the  real  object 

40  ^*  of  the  suit,  he  was  condemned  only  in  the  nominal  sum  of  $25.00  as 
^*  damages.* 

'*  SewalVs  invention  consists  in  *  certain  new  and  useful  improvements  in 
*^  *'  hose  -couplings.'  Its  object  is  to  *  construct  a  two  part  hose  coupling,  each 
"  *  half  of  which  is  alike,  which  may  be  used  to  couple  together  hose  for  the 

45  "  *"  passage  of  steam,  air,  water,  gas,  &c.'  The  coupling  hangs  by  gravity  and  is 
"  provided  with  locking  devices  which  keep  the  two  halves  locked  together  in 
*^  all  positions  except  when  turned  upwards  at  the  centre.  At  the  lower  end 
"  of  ttie  meeting  faces  is  what  is  called  a  hinge-joint  upon  which  the  two 
<<  halves  faces  of  the  coupler  are  turned  to  disengage  them  from  each  other. 

50  "  The  combination  is  described  as  follows  "  : — [Certain  yortions  of  the  Specifi- 
cation and  the  claims  were  read.]     ^'  The  Oold  coupler  is  composed  of  tv/o  like 

*  At  the  date  of  the  hearing  before  the  Judicial  Committee  the  Patent  had  expired,  so  that  no 
injunction  was  there  asked  for,  and  only  the  damages  above-mentioned,  but  it  was  stated  that 
there  might  be  rights  of  action  for  damages  against  other  alleged  infringers. 
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'*  halves  conflisting  of  a  body  portion  having  a  free  and  nnobstructed  passage 
"  through  it  directly  from  end  to  end,  which  passages  co-operate  together  to 
'^  form  a  longitudinal  unobstructed  passage  directly  through  the  hose  coupling 
"  combined  with  locking  devices  similar  practically  to  those  described  in 
**  SewalVs  Patent,  with  the  exception,  nevertheless,  of  the  hinge-joint,  which  is  5 
"  cut  off  in  Oold*8.  There  is,  in  addition,  a  rocking  gasket  at  the  end  of  each 
'*  passage  at  the  meeting  faces,  which  ensures  a  steam-tight  joint. 

**  The  Respondent  urges  that  the  Oold  coupler  is  a  piracy  of  his  third 
''  claim  which  does  not  include  the  hinge-joint,  and  that  the  rocking  gasket 
**  is  an  improvement  upon  his  own  combination,  and  cannot  be  used  with  10 
'*  his  invention  without  a  licence.  He  further  says  that  even  admitting 
'^  that  the  hinge-joint  be  included  in  every  one  of  his  claims  it  is  not  an 
**  essential  i>art  of  his  invention,  and  that  Appellalit,  in  using  the  Gold 
'^  coupler,  has  taken  the  substance  of  his  combination  and  has  thus  infringed 
"  his  Patent.  15 

*'  The  question  I  now  take  up  is  not  whether  the  hinge-joint  is  an  essential 
"  part  of  the  Patent,  but  whether  it  is  included  in  the  third  claim.  This 
*'  Patent  which  is  a  contract  between  the  Government  or  the  public  and 
'*  Patentees,  must  be  interpreted  like  all  other  contracts.  The  intention  of  the 
'^  parties  must  be  found  in  the  contract  itself  and  the  interpretation  of  its  several  20 
"  clauses  is  a  question  of  law  which  is  left  to  the  Court.  The  rules  of  inter- 
'  ^\  pretation  are  those  applied  to  other  contracts.  The  maxim  ut  res  magis 
'*  vdUat  quam  pereat  has  really  no  application  in  this  case  because  whatever 
'*  interpretation  we  lay  on  the  third  claim  it  will  have  an  effect.  But  in  case 
"  of  doubt,  the  contract  is  interpreted  against  him  who  has  stipulated,  that  is  25 
'^  to  say,  the  Patentee.  It  is  in  the  light  of  these  principles  that  we  will 
'*  examine  the  third  claim. 

**  The  Respondent  contends  that  the  third  claim  is  a  mere  combination  of 
*'  the  main  portion  of  the  two  halves  with  the  locking  devices  upon  each  side  to 
*'  lock  said  halves  :  that  the  hinge  joint  is  not  part  of  the  locking  devices  :  that  30 
'*  its  function,  as  stated  in  the  Patent,  is  not  to  help  in  the  locking :  that,  at 
'*  all  events,  it  is  not  part  of  4he  locking  devices  which  are  on  the  sides  of 
'*  the  coupler.  In  deciding  these  propositions,  reference  must  be  made  to 
'*  the  Specifications  where  ti^e  invention  is  described  and  to  the  two  first  claims, 
•*  being  invited  to  do  so  by  the  words  *  as  described '  and  *as  set  forth '  contained  35 
*•  in  the  third  claim.  *  Does  the  hinge-joint  form  part  of  the  locking  devices  ?' 
"  Nowhere  in  the  Specification  does  Setvall  say  in  so  many  words  what  he  means 
"  by  *  locking  devices ' :  but  no  operation  whether  of  locking  or  unlocking,  is 
''  described  in  which  the  hinge-joint  is  not  used.  After  having  described  the 
*^  several  elements  that  composed  his  combination,  that  is  to  say,  the  body  40 
^'  portion,  the  broad  extension  with  its  flange,  the  corresponding  groove  and  the 
♦*  hinge  joint,  he  proceeds  to  show  how  the  locking  will  be  effected  :  *  The  two 
*^  *  halves  of  the  coupling  being  placed  opposite  to  each  other,  it  '^ill  be 
** '  seen  that  the  extension  of  one  half  overlaps  the  opposite  side  of  the  other 
'* '  half,  the  flange  entering  the  groove  and  the  rib  entering  the  recess  formed  in  45 
'* '  the  opposite  half.'  So  the  rib  and  recess,  that  id  to  say,  the  hinge-joint,  is 
*^  shown  to  be  one  of  the  elements  co-operating  in  the  locking  of  the  coujjlers. 
"  And  the  inventor  immediately  adds :  '  It  will  thus  be  seen  that  the  two 
"  '  halves  are  firmly  locked  together,'  giving  to  understand  that  all  the 
'*  elements  above-named  contribute  to  the  firmness  of  the  locking.  As  to  the  50 
'^  unlocking,  he  says  :  '  That  the  halves  are  capable  of  being  disengaged  only 
<«  ^  by  moving  them  upward  on  the  ribs  turning  in  the  grooves  which 
'* '  serve  as  a  hinge-joint  or  connection.'  The  important  function  of  the 
**  hinge-joint  in  the  disengagement  or  unlocking  of  the  coupler  is  thus 
*^  already  demonstrated.  55 
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**  In  a  lock  every  element  used  in  unlocking  forms  part  of  the  locking 
'^  deyices.  I  might  add  that  in  the  first  claim  the  hinge-joint  is  described  as 
^  a  ^  joint  connection  upon  which  the  two  halves  are  turned  to  disengage  *  and 
**  in  the  second  ^  a  co-operative  part  of  a  separable  connection.' 
5  ^'  Oalr  conclusions  must  therefore  be  that  the  hinge-joint  forms  part  of  the  locking 
^*  devices.  But,  says  the  Respondent,  the  locking  devices  mentioned  in  the  third 
**  claim  are  limited  to  those  *  upon  each  side/  and  the  hinge-joint  is  not  on  the  side 
*V  but  at  the  lower  end  of  the  meeting  face,  as  stated  in  the  Specifications.  This 
*^  is  true  in  one  sense,  but  in  the  first  two  claims  the  hinge-joint  is  mentioned 

10  ^'  as  being  at  the  lower  side  while  the  flange  and  the  corresponding  groove 
^^  are  at  the  upper  side.  There  are  four  sides  in  the  mind  of  the  inventor.  To 
^^  which  side  does  he  allude  in  the  third  claim  ?  It  may  be  to  the  flange  or 
^*  groove  only,  but  not  necessarily  so.  The  third  claim  seems  to  have  been  put 
'^  in  to  particularise  a  special  passage  through  the  main  portion  of  the  coupler 

15  '*  which  SetvaU  intended  to  cover  by  his  Patent--a  free  and  unobstructed 
^^  passage  '  direct  from  end  to  end '  a  longitudinal  unobstructed  passage  directly* 
*^  through  the  hose  coupling— and  this  seems  to  have  been  done  as  a  pre- 
^  cautionary  measure  in  case  his  two  first  claims  which  apply  to  a  suitable 
**  passage  would  be  anticipated.    If  the  third  had  been  the  only  one  made, 

20  ^'  could  it  have  been  said  that  it  did  not  cover  the  hinge-joint  ?  Evidently  not« 
'*  And  why  should  we  give  a  different  interpretation  because  there  are  two 
**  other  claims  when  the  Specifications  disclose  the  evident  intention  of  the 
^  inventor  to  include  the  hinge-joint  in  every  operation  and  to  make  it  the 
**  basis  of  the  disengagement  process.    If  Sewall  meant  to  include  the  fiange 

25  ^  and  the  corresponding  groove  only,  why  did  he  not  say  it  clearly  as  he 
**  did  a  few  days  previous  to  the  filing  of  his  claim  in  the  Canadian  Patent 
"  Office  ? 

*^  No  doubt  in  interpreting  a  Patent,  which  is  a  contract  between  the  Patentee 
'^  and  the  public,  we  must  decide  the  question  without  any  bias,  but  the  publio 

30  ^  has  a  right  to  know  what  it  is  prohibited  from  doing.  It  is  for  the  Patentee 
**  who  is  the  stipulator  to  prove  the  special  restriction  imposed  upon  the  public 
*'  by  his  third  claim  and  in  case  of  doubt  the  verdict  of  a  Court  has  to  be 
"  *  not  proven.*  As  Lord  Cairns  said  in  Harrison  v.  Anderstoti  Foundry  Company 
**  (L.R.  1  App.   Cas.    574)  :— '  In  case  a  Patentee   claimed  a  subordinate  or 

35  ^  *'  subsidiary  part  of  the  combination  it  is  necessary  to  see  that  the  Patentee 
<^  *  has  carefully  distinguished  those  subordinate  or  subsidiary  parts  and  has 
^  *  not  left  in  dubio  what  claim  to  parts,  in  addition  to  the  claim  for  combination, 
<«  <  he  meant  to  assert.'  " 

^*  Again,  the  question  is  not  as  to  the  validity  of  the  Patent,  nor  as  to  the 

40  **  validity  of  that  one  claim,  but  as  to  its  extent. 

^*  We  therefore  come  to  the  conclusion  that  the  third  claim  is  too  vague 
**  and  too  ambiguous  to  enable  us  to  say  that  the  inventor  contemplated  a 
<<  combination  different  from  the  one  described  in  the  two  first  claims  and  that 
^'  we  must  consider  it  as  being  the  same  combination  which  includes  all  the 

45  ''  elements  of  the  two  others,  and  in  particular  the  hinge-joint. 

'*  Assuming  now  that  the  hinge-joint  is  included  in  every  one  of  the  claims, 
**  is  the  Gold  coupler  an  infringement  of  SeuualVs  Patent  ?  The  Oold  coupler 
^  has  all  the  elements  of  SewalVs  Patent  with  the  exception  of  the  hinge-joint, 
<^  but  it  has  another  element  the  rocking-gasket  placed  at  the  end  of  each  of 

50  *'  the  passages  that  run  through  the  coupler  and  which  by  its  oscillating  or 

^<  rocking  capacity  facilitates  the  adaptation  of  the  two  passages  or  tubes  so 

*^  as  to  make  a  steam  tight  joint  even  in  case  the  two  faces  would  not  meet 

"  squarely. 

'*  The  Respondent  admitted  that  the  0^26?  coupler  could  not  be  an  infringement 

55  ^  of  the  Patent  in  the  United  States,  where  according  to  the  jurisprudence,  in  a 
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**  Patent  for  a  combination,  the  Patent  is  not  infringed  unless  all  its  elements 
^^  are  used  ;  but  it  is  claimed  that  the  substance  of  SewalVs  combination  has 
"  been  taken  by  the  Appellant  and  that  according  to  the  English  and  Canadian 
'^  Courts  this  constitutes  an  infringement.  I  do  not  think  that  there  is  a 
"  deep  gulf  between  the  English  or  Canadian  jurisprudence  and  the  American  5 
"  jurisprudence  as  Respondent  contends.  To  say  with  the  American  Courts 
"  that  in  a  Patent  for  a  combination  of  old  elements  the  subject  matter  of 
^'  the  Patent  is  the  combination  itself  taken  as  a  whole  which  cannot  be 
"  infringed  unless  the  whole  combination  is  taken,  is  clearer  to  my  mind 
'^  than  the  rule  expressed  by  some  of  the  English  and  Canadian  Courts  10 
^<  that  there  is  an  infringement  when  the  '  pith  and  marrow '  ^  substance  and 
'^  *'  essence '  of  the  combination  have  been  taken.  It  is  easy  to  find  out  the 
'*  pith  in  a  plant,  the  marrow  in  a  bone,  but  it  is  often  a  heavy  task 
^'  to  discover  the  pith  and  marrow  of  a  combination.  I  have  looked  to  the 
'*  precedents  quoted  by  both  parties  and  nowhere  could  I  find  a  definition  of  15 
• "  the  words  *  pith,'  *  marrow,'  *  substance  '  and  '  essence '  as  applied  to  a  com- 
'*  bination  that  would  satisfy  my  mind  and  be  a  sure  guide  in  the  application  of 
"  the  law  of  this  country. 

^'  It  is  understood  by  all  that  a  Patent  is  a  contract  between  the  Patentee 
"  and  the  public  by  which  certain  privileges  asked  for  by  the  Patentee  are  20 
^*  granted  to  him.  The  least  the  public  can  ask  is  that  these  privileges  should 
"  be  clearly  defined  so  that  the  people  acting  in  good  faith  may  know  without  a 
'^  metaphysical  exertion  of  the  mind  what  is  left  to  them  and  what  they  can 
**  use  without  incurring  a  penalty  :  it  is  for  that  reason  that  the  law  of  Patents 
^*  has  provided  for  an  exact  and  complete  description  to  be  given  by  the  inventor  25 
^'  and  also  for  specific  claims. 

^^  If  the  inventor  claims  a  combination,  that  combination  alone  is  covered 
'^  and  the  other  inventors  thus  know  upon  what  they  can  work.  We  find  that 
•*  rule  laid  down  in  many  of  the  English  cases.  Take  Clark  v,  Adie  (46  L.J. 
^'  Ch.  185),  which  is  a  leading  case.  It  is  decided  in  that  case '  that  when  a  30 
"  *  Patent  is  taken  cut  for  a  combination  it  will  protect  the  several  subordinate 
^^  ^  parts  and  all  subordinate  combinations  of  such  parts  provided  the  subordinate 
"  '  parts  or  combinations  be  themselves  properly  subjects  for  a  Patent  and  also 
^'  *  provided  that  it  is  clearly  and  previously  defined  by  the  Specifications  what 
^^ '  are  the  subordinate  parts  or  combinations  of  parts  in  respect  of  which  as  35 
*'  *  well  as  the  entire  combination,  protection  is  claimed.'  The  Lord  Chancellor 
'*  said  :  '  It  must  have  been  made  plain  that  the  inventor  had  it  in  his  mind, 
''  *  and  intended  to  claim  protection  for  these  subordinate  integers.'  Lord 
^^  Hatherley  said  :  '  If  you  claim  for  a  portion  of  the  machine  you  must  make 
"  *  it  plain.'  40 

"  In  Harrison  v.  Anderston  Foundry  Company  (L.R.  1  App.  Cas.  574- 
^  578),  Lord  Cairns  said :  *  If  it  is  clear  that  the  claim  is  for  a  combination 
^^ '  and  nothing  but  a  combination  there  is  no  infringement  unless  the  whole 
^^ '  combination  is  used.'  Again  Lord  Chelma/ord  said  :  '  If  a  P&tent  is  Folely 
'*  ^  for  a  combination  nothing  can  be  an  infringement  but  the  use  of  an  entire  45 
'* '  combination.'  Again  Lord  Cairns  in  Dudgeon  v.  Thompson  (L.R.  3  4pp. 
**  Cas.  44)  :  ^  There  is  no  such  thing  as  the  infringement  of  the  equity  of  the 
'<  *  Patent,  but  that  which  is  protected  is  that  which  is  specified,  and  the 
<^ '  infringement  must  be  of  what  is  specified.'  This  dictum  of  Lord  Cairns 
"  was  approved  in  the  Ticket  Punch  Register  Company  v.  CoUey^s  Patents  50 
"  (12  R.P.C.  171).  In  this  case  Smith,  L. J.,  said  :  *  Their  (Plaintiffs')  complaint 
^  *  must  be  that  the  Defendants  have  infringed  the  combination,  for  it  is  the 
'^ '  combination  and  nothing  else  which  is  protected.' 

*^  These  quotations  show  that  the  present  rule  in  England  is  similar  to  that 
««  of  the  United  States.  It  is  true  that  in  some  of  the  cases  cited  by  the  Respondent  55 
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*^  and  by  the  learned  Judge  who  decided  the  case  in  the  First  Court  and 
"  even  in  some  of  the  cases  above  cited  the  English  judges  put  to  themselves 
^  the  question  :  '  Has  the  combination  in  substance  been  taken  ? '  Perhaps  it 
"  is  not  easy  to  reconcile  the  dicta  of  some  of  the  Judges  with  the  rule.  Yet 
5  *^  I  think  that  we  may  safely  say  that  the  English  Courts  never  intended  to  go 
**  beyond  the  claims  in  the  Patent,  and  that  if  the  claim  is  for  a  combination 
^  the  combination  alone  is  protected  :  also  that  the  Patent  being  a  contract  has 
**  to  be  interpreted  as  all  other  contracts. 

*'  Sewall  claimed  a  combination  of  what  are  admitted  by  him  to  be  all  old 

10  '^  elements  to  procure  a  coupling  of  hose  having  a  steam  tight  joint  and  dis- 
^  engaging  automatically.  According  to  his  Specification  this  coupling  is  done 
"  by  the  combination  of  the  following  elements  :— The  body  portion  with  its 
^^  passage,  the  extension  with  its  flange  and  its  corresponding  groove,  and  the 
^^  hinge-joint.    Every  element  has  its  special  function  or  functions.    The  hinge- 

15  '*  joint  forms  part  of  the  locking  and  it  helps  in  keeping  the  two  halves  flrmly 
^'  looked  together,  it  is  a  guide  in  coupling  and  ensures  the  bringing  of  the  two 
^'  faces  squarely  together ;  and  it  is  the  basis  of  the  operation  in  the  disengage- 
*^  ment  of  the  coupler.  Can  it  be  said  that  the  hinge-joint  is  not  a  material  part 
'*  of  the  combination  ?    True  the  coupler  can  be  coupled  and  uncoupled  without 

20  ^*  it  but  the  combination  is  destroyed,  and  the  process  is  not  as  perfect  nor  as 
*'  safe  nor  as  practicable.  This  view  is  supported  by  the  evidence  which 
'^  established  that  SewalVs  coupler  has  never  been  put  on  the  market  without 
"  the  hinge-joint  and  that  the  *  Safety '  and  Martin  coupler,  which  have  the 
**  elements  of  the  Sewall  without  the  hinge-joint,  could  not  compete  with  the 

25  ''Sewall. 

'^  It  is  true  that  the  Oold'YiBB  all  the  elements  of  the  Sewall  without  the 
''  hinge-joint  and  it  is  a  strong  competitor  of  the  Sewall  on  the  market,  but  this 
^^  is  due  to  the  addition  of  a  new  element,  the  rocking  gasket  which  obviates 
*'  the  inconveniences  resulting  from  the  absence  of  the  hinge-joint.    The  Gold 

30  "  does  not  couple  so  surely  if  the  person  who  couples  it  is  not  in  the  practice  of 
*'  coupling  hose  and  the  disengagement  is  not  as  perfect ;  on  the  other  hand  the 
^'  rocking  gasket  secures  in  one  way,  more  safely  a  steam-tight  joint.  The  Gold 
*•  does  not  take  from  the  Sewall  Patent  the  advantage  of  always  bringing 
*'  squarely  together  the  two  faces,  nor  the  firmness  of  the  locking  nor  so  safe  a 

35  '^  disengagement  so  as  to  prevent  a  catching. 

^'  Under  those  circumstances  can  one  say  that  the  substance  of  SewalVs 
*^  combination  has  been  taken  ?  The  substance  of  SewalVs  is  a  special  mode  of 
*'  coupling  in  which  he  uses  the  flange  already  known,  the  groove  already 
'^  known,  the  gravity  also  known,  and  the  hinge-joint  which  is  a  new  element. 

40  '*  The  Patentee  does  not  claim  a  subordinate  combination  of  the  body 
^'  portion  with  the  broad  extension,  with  the  flange  and  the  groove,  how  can 
^*  he  reproach  Oold  for  using  this  last  combination  with  a  new  element,  the 
"  rocking  gasket  ?  Patentees  who  are  original  inventors  of  devices  are  entitled 
**  to  a  broad  construction,  but  a  mere  improver  is  confined  to  his  particular 

45  "  device. 

''  We  must  take  into  consideration  the  state  of  the  art  at  the  time  the 
**  Patent  was  taken.  Car  hose  couplers  and  modes  of  couplings  of  many  kinds 
^*  had  been  invented  and  were  then  in  use  all  more  or  less  perfect.  Locking 
''  devices  quite  similar  to  the  flange  and  groove  in  SewalVs^  whether  applied  to 

50  *'  side  port  or  port  end  couplers  were  in  use.    The  art  was  gradually  advancing 

**  towards  the  thing  desired,   the    field    of    invention  was   limited,  Sewall 

^  discovered  a  particular  device.    Are  we  not  to  limit  him  to  that  particular 

"  device  ? 

'*  To  take  the  substance  of  a  combination  does  not  mean  merely  taking  some 

55  ''  of  the  essential  elements  of  a  combination  without  which  the  combination 
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**  oould  not  exist.  If  it  was  bo  the  body  portion  of  the  coupler  conld  not  be 
*^  need  without  infringing.  To  take  the  substance  of  a  combination  is  to  take 
'^  the  combination  itself,  the  whole  combination  without  omitting  any  material 
*^  element,  which  the  inventor  himself  considered  as  material. 

*'  As  I  said,  true  it  is  that  the  coupling  and  uncoupling  could  be  made  5 
"  without  the  hinge-joint,  but  not  so  perfectly.  Supposing  that  a  medicine 
^^  composed  of  five  ingredients  already  known  should  be  patented  for  the  cure 
^^  of  croup.  Would  the  Patent  be  infringed  by  another  mixture  including  three 
''  or  four  of  those  ingredients,  and  more  so,  if  it  is  established  that  this  last 
**  remedy  is  less  efScacious  than  the  one  patented  ?  10 

*^  Much  stress  has  been  laid  on  the  wedging  or  folding  action  of  SewcUT^ 
**  locking.  I  cannot  see  any  other  action  than  that  of  gravity.  Gravity  is  the 
^'  only  acting  agent  that  brings  closer  the  two  halves  ;  the  flange  and  the  groove 
^*  are  passive,  their  function  is  to  secure  and  maintain  what  gravity  has  done 
**  and  prevent  the  lobsening  of  the  tie.  15 

^*  I  quite  understand  that  equivalents  or  slight  changes  of  no  importance 
*^  will  not  permit  the  infringer  to  escape.  But  I  do  not  find  in  Ghld  the  device 
**  as  patented  in  SewaU\  and  I  am  therefore  to  reverse,  and  it  is  the  unanimous 
"  opinion  of  the  Court. 

<*  The  Appeal  is  allowed."  20 

Special  leave  to  appeal  from  this  decision  was  granted  by  the  Judicial  Com- 
mittee of  the  Privy  Council,  after  having  been  refused  by  the  Court  of  Appeal. 

The  appeal  came  on  for  hearing  before  the  Judicial  Committee  on  the  26th 
of  June  1903. 

Maulton^  K.C.,  and  A.  J.  Walter  (instructed  by  FaithfuU  and  Oumi)  appeared  2ft 
for  the  Appellants ;  B.  G.  Smith,  E.C.  (of  the  Canadian  Bar),  and  Hon.  Frank 
Russell  (instructed  by  Oharles  Russell  A  Go.)  appeared  for  the  Respondent 

Moulton^  E.C,  for  the  Appellants. — ^The  patented  apparatus  is  a  coupling  for 
the  steam  pipes  of  railway  cars.  It  is  essential  that  the  coupling  should 
disengage  automatically  when  the  cars  are  separated,  and  it  must  be  adapted  30 
to  the  considerable  internal  pressure  of  the  steam.  The  two  halves  of  the 
coupling  must  also  be  exactly  similar.  The  patented  coupling  is  a  gravity  one ; 
that  is,  when  the  two  ends  are  put  together  the  weight  pulls  them  together,  the 
pipes  being  flexible,  and  when  the  pipes  are  pulled  straight  the  halves  of  the 
coupling  at  once  come  apart.  The  coupling  is  extremely  easy  to  couple,  and  it  6i 
completely  overcame  all  the  dif&culties.  [Lord  Davby. — Was  the  idea  new  or 
only  the  application  of  it  ?]  The  idea  was  new ;  there  never  before  was  a 
straight-port  gravity  coupler  disengaging  automatically.  The  rib  and  groove 
at  the  bottom  of  each  half  serve  as  a  guide  in  coupling,  but  have  nothing  to  do 
with  the  locking,  for  they  give  no  grip ;  but  they  give  certainty  in  coupling  40 
in  the  dark.  The  Defendant  has  taken  the  apparatus  except  only  the  guiding 
rib  and  groove  at  the  bottom.  It  is  so  absolutely  like  the  Plaintifb'  apparatus 
that  it  can  be  coupled  with  it.  The  third  claim  of  the  Specification  is  a  claim 
to  the  combination  without  the  rib  and  groove.  In  uncoupling  the  halves  turn  on 
the  bottom  edges  of  the  faces  and  the  ribs  and  grooves  are  not  essential,  but  they  45 
give  the  best  arrangement.  [The  Specification  was  read.]  There  is  no  question 
but  that  the  coupling  will  work  without  the  ribs  and  grooves,  and  they  are  not 
part  of  the  '*  locking  devices."  The  judgment  of  the  Court  of  First  Instance  was, 
I  submit,  right ;  but  the  Court  of  Appeal  gave  the  go-bye  to  Clarke  v.  Adie^ 
and  followed  the  United  States  rule  as  to  infringement.  In  the  English  law  50 
infringement  is  a  question  of  substance,  'and  a  Defendant  does  not  escape  by 
merely  getting  outside  the  words  of  the  claim  if  he  takes  the  substance  of  the 
invention.  But  the  rule  in  the  United  States  is  the  opposite,  and  thus  a  large 
number  of  slightly  different  claims  are  made.  [The  drawings  to  Baitnore  and 
QobTs  Specification  were  referred  to.]    Neither  the  Defendant's  eoupling  nor  55 
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that  of  the  Plaintiffs',  as  made,  has  the  piece  d\  bat  that  is  not  material. 

t  Smithy  K.C.,  stated  that  he  did  not  rely  on  that  difference.]  Then  the 
)efendant  says  that  he  has  not  the  rib  and  groove,  but  that  he  attains  saccess 
by  the  rocking  gasket.  That  may  be  an  improvement  bat  will  not  prevent  the 
5  Defendant's  coupling  from  being  an  infringement.  [The  judgment  of 
Pagnuelo^  J.,  was  read.]  In  side-port  couplers  the  faces  of  the  halves  have  to 
be  jammed  tight,  and  turned  after  being  brought  together ;  but  in  straight-port 
couplings  the  faces  merely  abut.  [The  judgment  of  the  Court  of  Appeal  was 
read.]     It  is  said  that  the  contract  with  the  State  must  be  interpreted  against 

10  the  Patentee  ;  but  that  is  contrary  to  the  Patent  law.  [Lord  Davby. — ^Is  the 
Canadian  Act  the  same  as  the  English  Act  as  to  claims  ?]  [^Smith^  E.C.,  referred 
to  section  13  of  the  Canadian  Patent  Act,  c.  6  of  the  Revised  Statutes  of  1886.] 
In  Vickers  v.  Siddell  (7  R.P.C.  292)  it  was  held  that  section  5  of  the  Patents, 
&c.,  Act,  1883,  was  only  directory.     Claims  1  and  2  are  infringed  as  well  as 

15  Claim  3,  for  the  omission  of  the  ribs  and  grooves  does  not  prevent  the 
Defendant's  apparatus  being  an  infringement.  If  a  con^bination  is  based  on  a 
new  idea  it  may  be  protected  although  all  the  parts  are  old.  One  has  to  find 
out  what  the  invention  was.  The  Court  of  Appeal  held  that  the  hinge-joint 
was  part  of  the  locking  devices,  and  they  found  that  gravity  was  the  only  active 

20  agent  bringing  the  halves  together,  and  that  the  ribs  and  grooves  helped  to 
seen  re  them  together.  But  the  latter  have  no  such  operation.  The  Defendant 
takes  what  is  the  real  originality  of  the  invention;  the  Patentee  merely 
described  the  hinge-joint  because  that  was  the  best  form.  [Counsel  for  the 
Respondent  were  called  on  at  this  point  ] 

2o  Smithy  K.C.,  and  Rtisselly  for  the  Respondent. — The  invention  accomplishes 
no  new  result ;  it  is  a  combination  of  old  elements,  each  previously  used  for 
the  same  purposes,  and  no  particular  element  is  claimed  as  new.  The  Appellants* 
factum  expressly  states  that  the  Patent  is  not  a  pioneer  one  ;  and  that  gravity 
couplers  and  straight-port  couplers  of  automatic  disengagement  were  old.    As 

30  to  infringement,  the  comparison  is  between  what  is  patented  and  what  the 
Defendant  does  ;  the  Plaintiffs  do  not  make  their  couplers  as  patented.  The 
one  idea  in  the  patented  invention  was  a  positive  way  of  securing  alignment ; 
and  this  was  necessary  with  fixed  gaskets.  The  hinge-joint  is  the  one  important 
element  of  the  combination  for  the  purpose  of  engagement  and  disengagement. 

35  It  is  more  than  a  useful  element.  One  must  consider  what  the  inventor  disclosed 
as  his  invention  in  his  Specification.  There  is  nowhere  in  the  Specification  a 
'  suggestion  that  the  coupling  will  disengage  automatically  without  the  hinge- 
joint  ;  on  the  contrary,  the  Patentee  says  that  the  halves  are  capable  of  being  dis- 
engaged only  by  moving  them  upward  on  the  ribs  turning  in  the  grooves,  which 

40  serve  as  a  hinge-joint.  [Lord  Davby. — Is  not  "  upward  '*  the  important  word 
there  ?]  We  submit  not.  One  coupler  only  is  described  in  the  Specification,  and 
the  third  claim  does  not  claim  anything  different  from  what  is  claimed  in  Claims  1 
and  2.  The  Defendant  has  not  the  hinge-joint,  but  he  has  other  modifications 
which  render  it  unnecessary  ;  but  the  Patentee  relied  on  a  positive  mechanical 

45  means  of  bringing  the  surfaces  together ;  he  could  not  claim  the  result,  but 
only  the  means.  If  Claim  3  does  not  include  the  hinge-joint,  then  it  is 
a  iMtd  claim.  Automatically-disengaging  straight  port  couplers  were  old. 
The  hinge- joint  is  part  of  the  locking  devices ;  it  operates  to  prevent  lateral 
movement.    If  it  is  not  part  of  the  locking  devices,  then  Claim  3  is  bad. 

50  But  the  Specification  shows  that  the  Patentee  relied  on  it  as  part  of  the  locking 
devices.  The  Plaintiffs'  catalogue  also  shows  that  they  considered  the  hinge* 
joint  essential  or  as  having  a  function  in  coupling  and  uncoupling,  and  in 
bringing  the  gaskets  true  to  one  another.  The  evidence  is  that  their  coupler 
will  not  work  practically  without  the  hinge-joint ;  but  we  submit  the  question 

55  is  really  one  on  the  Specification  ;  the  Judge  of  First  Instanee  held  that  what 

3Q 
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the  Patentee  said  could  be  passed  over  if  it  was  contrary  to  the  result  of  the 
experiments.  [Lord  Davby  asked  to  be  referred  to  the  evidence  as  to  the 
state  of  knowledge,  and  some  of  the  alleged  anticipations  were  referred  to.] 
Sewall  applied  a  known  flange  and  groove  to  a  straight  port  coupler  ;  and  with 
the  knowledge  of  the  time  there  was  no  invention  in  that.  The  operation  of  the  5 
hinge-joint  is  to  give  a  fixed  and  invariable  centre  on  which  the  halves  turn  in 
disengaging.  As  a  matter  of  fact,  the  hinge-joint  is  the  only  part  which  in  use 
is  not  altered  from  the  coupler  shown  in  the  Specification.  The  decisions  in 
the  United  States  on  infringement  are  to  the  same  effect  as  the  English  decisions. 
To  constitute  infringement  the  substance  of  the  invention  must  be  taken ;  but  10 
where  the  invention  is  a  combination  of  old  elements  it  is  only  the  particular 
combination  that  can  be  claimed,  although  slight  variations  will  not  prevent 
a  thing  being  an  infringement.  With  respect  to  the  question  whether  any 
element  is  a  necessary  part  of  the  combination,  one  must  see  whether  the 
Patentee  in  the  Specification  relies  on  that  element  to  perform  some  function  15 
which  he  describes  as  necessary.  Really  the  fiange  is  the  only  element  of  the 
Plaintiffs'  combination  which  the  Defendant  has ;  he  has  gone  into  the  common 
field  and  taken  common  elements.  This  is  a  case  of  the  Curtis  v.  Piatt  type. 
It  is  submitted  that  the  rules  as  laid  down  in  the  present  case  by  the  Court  of 
Appeal  are  correct.  The  limit  of  the  monopoly  is  fixed  by  the  terms  in  20 
which  the  Patentee  has  stated  his  invention,  and  in  case  of  doubt  these  should 
be  read  against  him.  The  Patent  has  now  expired,  and  the  damages,  if  the 
Appellants  succeed,  have  been  agreed  at  25  dollars.  [Moulton^  K.C. — The 
decision  may  affect  the  Appellants'  right  against  other  personsO  It  cannot  be 
a  test  case,  for  under  the  rule  in  Dominion  Cotton  Mills  Company ^  Ld.  v.  25 
General  Engineering  Company  of  Ontario^  Ld.  (19  R.P.C.  521),  the  Patent 
expired  with  the  English  Patent,  although  that  is  not  pleaded  in  this  action,  as 
it  was  prior  to  that  decision. 

Mouiton^  E.C.,  in  reply. — ^As  to  the  last  point  it  is  not  raised  here,  and  there 
is  no  evidence  as  to  the  English  Patent.     As  to  the  state  of  knowledge,  it  is  30 
sho^vn  that  there  was  no  staight-port  gravity  coupler  automatically  disengaging. 
As  to  infringement,  both  the  Courts  below  agree  that  the  Defendant's  coupler 
has  all  the  Plaintiffs'  elements  except  the  hinge-joint.    That  merely  gives  more 
certainty  in  putting  the  halves  of  the  coupler  together,  and  the  PatentcA 
described  that  in  his  Specification  as  being  tiie  best  form.    In  holding,  the  35 
hinge-joint  can  have  no  possible  operation.    If  it  is  omitted  the  bottom  edges  ^ 
take  its  place,  for  the  two  halves  must  rotate  on  those  edges.    Taking  it  that 
the  whole  is  claimed,  the  inventive  step  is  far  more  than  the  introduction  of 
the  hinge-joint,  and  merely  leaving  that  out  does  not  prevent  infringement. 
The  third  claim  recognises  that  really  the  substance  of  the  invention  is  the  40 
gravity  straight-port  coupler  with  side-locking   devices.      The    Defendant's 
rocking  gasket  has  nothing  whatever  to  do  with  the  holding. 

Lord  Davbt. — The  Appellants  are  the  assignees  and  proprietors  of  a  Canadian 
Patent  (No.  26,601),  dated  the  4th  of  May  1887,  and  gi-anted  to  one  Sewall,  for 
improvements  in  hose  coupling,  and  they  sue  the  Respondent  for  infringement  45 
of  their  Patent.  The  Respondent  denies  infringement  and  also  raises  other 
defences.  Their  Lordships  will  first  consider  the  issue  of  infringement.  If 
that  is  decided  in  the  Respondent's  favour  it  will  be  unnecessary  to  consider  the 
other  issues. 

The  patented  invention  is  chiefly  used  for  the  purpose  of  heating  railway  cars  50 
by  steam.  It  is  an  extremely  ingenious,  and  apparently  simple,  contrivance  for 
uniting  the  ends  of  the  pipes  or  hose  attach^  to  these  cars  so  as  to  secure  a 
steam-tight  fastening,  which  will,  however,  permit  an  automatic  separation  of 
the  two  ends  when  the  cars  are  uncoupled.  The  Patentee  thus  describes  the 
nature  of  his  invention :— **  The  coupling  herein  to  be  described  hangs  by  55 
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"  gravity,  and  is  provided  with  locking  devices  which  keep  the  two  halves 
"  locked  together  in  all  positions  except  when  turned  upward  at  the  centre." 
Each  half  is  composed  preferably  of  a  single  piece  of  metal,  having  a  neck  for 
the  passage  of  the  steam,  &c.,  and  a  broad  flat  extension  on  one  side  with  an 
5  inturned  loop  or  flange,  and  on  the  other  side  a  sleeve  to  receive  the  flange  of 
the  companion  half.  Then  follows  a  passage  on  which  the  controversy  in 
this  case  turns  :^'^  At  the  lower  end  of  the  meeting  face  of  each  half  of  the 
"  coupler  a  rib  is  provided,  extending  half  the  width  of  said  meeting  face,  and 
*^  for  the  remaining  distance  the  ftuse  is  cut  away  to  present  a  recess  which 

10  ^'  receives  the  ribs  of  the  companion  half,  to  thus  form,  in  a  measure,  a  hinge- 
^*  joint,  upon  which  the  two  faces  of  the  coupler  are  turned  to  disengage  them 
"  from  each  other.*'  The  Patentee  then  gives  a  more  detailed  description  of 
the  parts  of  his  contrivance  with  reference  to  the  Drawings,  and  thus  describes 
their  operation : — ^**  The  two  halves  of  the  coupling  being  placed  opposite  to 

15  ^  each  other  as  shown  in  Fig.  2,  it  will  be  seen  that  the  extension  a  of  one 
*'  half  overlaps  the  opposite  side  of  the  other  half,  the  flange  a^  entering  the 
*'  groove  &,  and  the  rib  c  entering  a  recess  formed  in  the  opposite  half,  corres- 
*^  ponding  with  a  recess  c^  while  the  rib  formed  upon  said  opposite  half  enters  the 
'^  recess  c^    It  will  thus  be  seen  that  the  two  halves  are  firmly  locked  together, 

20  ^  and  capable  of  being  disengaged  only  by  moving  them  upwards  on  the  ribs 
**  c,  c,  turning  in  the  grooves  (?S  (?\  which  serve  as  a  hinge-joint  or  connection. 
^^  The  hose  or  pipe  to  be  coupled  is  attached  to  the  neck  A\  and  the  coupling, 
**  locked  together,  hangs  by  gravity.  The  extension  a,  and  its  flange  a^  entering 
**  the  groove  l^^  abut  the  halves  together,  preventing  any  disengagement  thereof 

25  "  by  downward  or  lateral  movement,  but  permitting  the  said  halves  to  be 
'^  disengaged  by  turning  them  upward  on  the  hinge-joint  as  above  described. 
^*-  They  will  thus  become  disengaged  themselves  when  the  cars  on  which  they 
*'  are  situated  become  uncoupled.'* 

It  appears  therefore  that  the  elements  in  the  Patentee's  complete  combination 

30  are— (1)  the  body  portion  with  the  upwardly  pointing  neck  ;  (2)  the  broad  flat 
extension  on  one  side  ;  (3)  the  flange  at  one  end  of  the  broad  extension  ;  (4)  the 
groove  on  the  opposite  side  to  receive  the  flange ;  and  (5)  the  rib,  extending 
half-way  across  the  lower  end  of  ^e  meeting  face,  with  a  corresponding 
recess. 

35  There  are  three  claims.  It  is  agreed  that  by  the  first  two  claims  the  Patentee 
claims  in  different  language  the  entire  combination.  The  third  claim  is  as 
follows : — '^  (3)  In  a  two  part  hose  coupling  composed  of  like  halves  or  portions, 
^'  each  of  which  has  a  free  and  unobstructed  passage  through  it  directly  from 
'*  end  to  end,  which  passages    co-operate  together  to  form    a    longitudinal 

40  '*  unobstructed  passage  directly  through  the  hose  coupling,  combined  with 
^*  locking  devices,  as  described,  upon  each  side  to  lock  the  said  halves  or  portions 
"  together  as  set  forth." 

It  is  scarcely  disputed,  and  in  the  opinion  of  their  Lordships  it  is  established 
by  the  evidence,  that  the  Respondent's  coupler  (called  the  ^^  Oold  coupler  ")  is 

46  in  all  material  respects  the  same  as  the  Appellants'  with  the  omission  of  the  rib 
and  corresponding  recess  on  the  lower  side  of  the  meeting  &ce  or  (in  other 
words)  it  has  the  elements  which  have  been  numbered  1,  2,  3  and  4,  but  has 
not  thgt  numbered  5  or  any  mechanical  equivalent  for  it.  It  has,  however,  what 
is  called  a  *^  rocking  gasket "  in  each  orifice,  which  (the  Respondent  contends) 

50  compensates  for  any  inconvenience  caused  by  the  omission  of  the  rib.  And  it 
is  argued  that  the  Respondent's  coupler  is  a  different  and  a  new  way  of 
achieving  the  same  end  as  that  for  which  the  patented  combination  is  designed. 
The  Appellants  put  their  case  in  two  ways : — First,  they  say  that  the  third 
claim  is  for  the  subordinate  combination  of  1,  2,  3  and  4,  and,  secondly,  they 

55  say  that,  if  that  be  not  so,  the  rib  and  groove  form  an  auxilliary,  but  not  an 
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©Bsential,  part  of  their  combination,  and  that  the  Respondent  having  taken  the 
first  foar  elements  has  taken  the  substance,  or,  as  it  is  sometimes  called,  the 
"  pith  and  marrow  "  of  their  combination,  and  has  therefore  infringed  their 
Patent.  The  Respondent  denies  both  these  propositions.  Mr.  Justice  Pagmielo 
decided  both  questions  in  favour  of  the  Appellants.  The  Court  of  King's  5 
Bench  on  appeal,  by  an  unanimous  Judgment  delivered  by  the  learned  Chief 
Justice,  decided  both  questions  in  favour  of  Respondent,  and  by  their  Judg- 
ment of  the  20th  May,  1901,  allowed  the  Appeal,  and  dismissed  the  action 
with  costs. 

On  the  question  of  construction,  the  argument  was  narrowed  to  the  question  10 
whether  the  expression  ^*  locking  devices  "  in  the  third  claim  includes  the  rib 
and  corresponding  groove.    In  order  to  answer  this  question  one  must  consider 
what  part  this  element  of  the  combination  bears  in  the  operation.    The  only 
passage  in  the  Specification  in  which  the  expression  **  locking  devices  "  is  used 
is  in  the  paragraph  containing  a  general  description  of  the  nature  of  the  inven-  15 
tion,  which  is  expanded  in  the  three  following  paragraphs  already  quoted.   The 
Patentee  there  speaks  of  ''  locking  devices  which  keep  the  two  halves  locked 
**  together,"  and  does  not  mention  either  the  ribs  or  any  other  details.    This 
paragraph  containing  only  a  general  description  does  not  appear  to  their  Lord- 
ships to  afford  them  any  assistance.    In  his  description  of  the  ribs  the  Patentee  20 
speaks  of  them  as  forming  '^  in  a  measure  "  a  hinge-joint  on  which  the  two  faces  of 
the  coupler  are  turned  to  disengage  them  from  each  other.    This  describes  one 
office  of  the  rib,  but  does  not  exclude  other  uses  of  it.    When  the  mode  of 
operation  is  described  the  Patentee,  after  showing  how  the  flange  a^  enters  the 
groove  &,  and  the  rib  c  enters  the  corresponding  groove  on  the  opposite  half,  25 
adds  : — *'  It  will  thus  be  seen  that  the  two  halves  are  firmly  locked  together." 
Their  Lordships  think  that,  according  to  any  fair  interpretation  of  this  language, 
the  rib  c  is  in  this  passage  described  as  bearing  a  part  in  the  process  of  engaging 
the  two  halves,  and  causing  them  to  be  firmly  locked  together,  as  well  as  in  the 
disengaging  of  the  two  halves.    The  evidence  of  the  working  of  the  invention  30 
confirms  this  view.    It  is  shown  by  witnesses  of  the  Appellants,  as  well  as  those 
of  the  Respondent,  that  the  ribs  (1)  act  as  a  guide  to  the  workman  engaged  in 
coupling  or  locking  the  two  parts  together  ;  and  (2)  bringing,  and  afterwards 
retaining  the  coupler  heads  in  perfect  alignment  so  as  both  to  make  and 
keep  a  steam  tight  joint,  and  also  to  prevent  the  parts  jamming,  and  there-  35 
fore  to  prevent  disengagement.     Without  reading  it,  their  Lordships  refer 
to  McElroy's  evidence  at  page  498,  Qallagher'a  at  page  348,  and  Fraser'e  at 
page  315. 

Their  Lordships  think  it  would  be  too  narrow  a  construction  to  put  on  the 
words  ''  locking  devices  as  described  "  to  confine  them  to  the  actual  clamping  or  40 
engaging  parts,  and  that  according  to  any  fair  interpret-ation  they  would  be  held 
to  include  everything  described  in  the  Specification,  which  aids  and  facilitates 
the  process  of  locking,  and  the  retention  of  the  parts  when  locked  in  a  proper 
working  position. 

The  Canadian  Patent  Act  (Ch.  6  of  the  Revised  Statutes  of  1886)  requires  (in  45 
section  13)  the  Patentee  : — '^  To  state  clearly  and  distinctly  the  contrivances  and 
*'  things  which  he  claims  as  new,  and  for  the  use  of  which  he  claims  an 
'^  exclusive  property  and  privilege."  There  is  not  the  slighest  indication 
to  be  found  in  the  body  of  the  Specification  that  in  the  contemplation  of  the 
inventor  the  ribs  and  corresponding  grooves  could  be  dispensed  with  in  50 
operating  the  invention,  and  their  LoMships  cannot  hold  that  there  is  any  dear 
and  distinct  claim  to  that  subordinate  combination.  In  the  present  case  there 
is  no  room  for  the  argument  that  something  different  must  be  intended  to  be 
claimed  in  the  third  claim,  because  admittedly  the  first  and  second  claims  are 
both  for  the  entire  combination.  55 
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The  second  point  made  by  the  Appellants,  namely,  that  the  Respondent  has 
taken  the  substance  of  the  invention,  involves  considerations  of  some  nicety 
and  some  difficulty.  Their  Lordships  cannot  adopt  the  view  apparently  taken 
by  the  learned  Chief  Justice  that  the  matter  is  to  be  determined  simply  on 
5  reading  the  Specification.  They  think  that  according  to  established  authority 
the  Court  is  bound  to  decide,  as  a  fact,  whether  the  alleged  infringer  has  taken 
the  substance  of  the  invention,  and  in  forming  an  opinion  on  that  questioii  to 
have  regard  to  the  evidence  as  to  the  existing  state  of  knowledge  on  the  subject 
at  the  date  of  the  Patent,  and  as  to  the  operation  of  the  machine.     The  law  on 

10  the  subject  was  stated  by  Lord  Cairns^  in  the  House  of  Lords,  in  Clark  v.  Adie 
(L.R.  2  App.  Cas.  315,  at  page  320  and  page  321),  and  subsequent  cases  are  only 
useful  as  illustrating  and  expanding  what  was  there  said.  His  Lordship,  after 
describing  the  apparatus  there  in  question,  which  was  one  for  an  improved 
horse  clipper,  said  there  were  three  ways  in  which  such  an  apparatus  might  be 

15  infringed.  First,  the  infringer  might  take  the  whole  instrument  from  beginning 
to  end,  in  which  case  no  question  would  arise.  Secondly,  the  infringer  might 
not  take  the  whole  instrument,  but  he  might  take  a  certain  number  of  parts  of 
the  instrument  described.  ''  And  there  the  question  would  be  either  for  a  jury,  or 
**  for  any  tribunal  who  was  judging  of  the  facts  of  the  case,  whether  that  which 

20  "  was  done  by  the  alleged  infringer  amounted  to  a  colourable  departure  from 
**  the  instrument  patented,  and  whether,  in  what  he  had  done,  he  had  not  really 
'^  taken  and  adopted  the  substance  of  the  instrument  patented  ;  and  it  might 
*^  well  be  that,  if  the  instrument  patented  consisted  of  twelve  different  steps 
*^  producing  in  the  result  the  improved  clipper,  an  infringer  who  took  eight  or 

25  "  nine  or  ten  of  those  steps  might  be  held  by  the  tribunal  judging  of  the  Pat.ent  to 
'*  have  taken  in  substance  the  pith  and  marrow  of  the  invention,  and  though 
"  there  were  one,  two,  three,  four,  or  five  steps  which  he  might  not  actually  have 
*^  taken  and  represented  upon  his  machine.''  The  third  way  in  which  an 
apparatus  might  be  infringed  (said  Lord  Cairns)  was  the  case  which  their 

30  Lordships  have  already  discussed,  where  the  Patentee  claims  a  part  or  parts  of 
his  larger  combination  as  a  separate  head  of  invention  ;  but  then,  he  said,  the 
invention  must  be  described  in  that  way,  and  it  must  be  made  plain  to  ordinary 
apprehension  upon  the  ordinary  rules  of  construction  that  the  Patentee  had  in 
his  mind  and  intended  to  claim  protection  for  those  subordinate  integers. 

35  In  Proctor  v.  Bennis  (L.R.  36  Ch.  D.  740),»  Lord  Justice  Cotton,  at  page  750, 
said  : — "  In  my  opinion  omissions  and  additions  may  be  very  material  in  con- 
'^  sidering  whether,  in  fact,  the  machine  of  the  Defendant  is  an  infringement  of 
^^  the  combination  which  the  Plaintiff  claims  ;  but  if  the  Defendant  really  has 
^*  taken  the  substance  and  essence  of  the  Plaintiff's  combination,  the  mere  fact 

40  '^  that  certain  parts  are  omitted  or  certain  parts  added  cannot  prevent  his  machine 
"  from  being  an  infringement  of  the  Plaintiff's  Patent." 

Not  to  multiply  quotation,  their  Lordships  will  only  cite  further  what  was 
said  by  a  very  learned  Judge  in  Scotland,  where  the  Patent  Law  is  the  same  as 
in  this  country.    In  Qivynne  v.  Drysdale  (3  R.P.C.  65)  Lord  President  Inglis 

45  said — "I  am  not  however  to  be  understood  as  saying  that  an  infringer  by 
^^  merely  omitting  some  immaterial  part  of  the  mechanism  described  in  the 
**  Specification,  or  substituting  for  such  immaterial  part  some  mechanical  equi- 
''  valent,  will  escape  conviction  if  his  machine  contains  all  the  essential  and 
^'  characteristic  features  of  the  patented  combination.    But  if  in  the  machine  of 

50  ^'  an  alleged  infringer  any  material  part  of  the  patented  combination  is  omitted, 
'^  then  the  combination  used  by  the  alleged  infringer  is  a  different  combination 
'^  from  that  of  the  Patentee.    The  omission  of  one  material  part  may  be  an 
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"  improvement  .or  the  reverse.  The  possibility  of  dispensing  with  it  may  be  a 
"  valuable  discovery,  or  the  omission  may  be  made  solely  for  the  purpose  of 
"  avoiding  an  infringement,  but  in  either  case  the  combination  of  the  Patentee 
**  minus  an  essential  part  of  it  is  no  longer  his  combination.''  Their  Lordships 
think  it  is  not  necessary  for  the  Respondent  to  show  that  the  omitted  part  was  5 
an  essential  element  of  the  combination  in  the  sense  that  the  machine  would 
not  work  without  it.  But  it  must  be  a  material  element  for  the  successful 
working  of  the  machine,  and  not  a  mere  detail  in  the  complete  machine  which 
may  be  varied  or  omitted  altogether  without  serious  detriment  to  the  successful 
working  of  it.  Mr.  Moulton  in  the  course  of  his  argument  produced  the  two  10 
halves  of  the  Sewall  coupler  from  which  the  ribs  had  been  filed  and  sawn 
away,  and  he  showed  by  ocular  demonstration  that  the  two  halves  without  the 
ribs  would  work  and  remain  locked  by  gravity,  and  when  turned  upwards 
automatically  disengage.  It  was  not  denied  on  behalf  of  the  Respondent  that 
that  was  so  experimentally,  but  it  was  said  that  in  practice  the  Sewall  coupler  15 
could  not  be  relied  upon  to  work  successfully  without  the  rib. 

Their  Lordships  think  that  this  contention  is  borne  out  by  the  evidence. 
Mr.  McElroy^  the  consulting  engineer  of  the  Appellants,  who  gave  his  evidence 
with  great  candour  and  fairness,  after  showing  to  the  Court  the  same  experi- 
ment as  was  shown  to  their  Lordships,  said  : — ^'  I  desire  to  say  that  in  all  these  20 
*'  constructions  of  couplers  in  which  the  hinge-joint  is  omitted  there  is  liable 
"  to  be,  and  will  be  perhaps  one  time  in  twenty,  or  once  in  fifty,  a  failure  in 
"  separating  automatically,  that  failure  being  due  to  the  fact  that  the  underneath 
"  lips  of  the  two  couplers  forming  the  combination  will  not  leave  the  groove  at 
'*  the  same  time,  and  one  is  therefore  liable  to  hook  into  the  groove  of  the  opposite  25 
"  coupler,  and  may  possibly  one  time  in  fifty,  as  I  have  already  stated,  fail  to 
"  disconnect."  Evidence  was  also  given  on  behalf  of  the  Defendant  that  the 
'*  Safety "  coupler  (which  operated  in  the  same  way  as  the  Sewall  coupler 
without  the  rib)  was  used  on  the  Illinois  Central  Railroad  for  about  two  years 
and  abandoned  for  the  Sewall  coupler,  and  that  the  same  coupler  was  used  30 
for  a  year  and  a  half  on  the  Northern  Pacific  Railroad  and  abandoned  for 
the  Gold  coupler.  The  Respondent,  as  already  mentioned,  contends  that 
the  device  of  a  rocking  gasket  in  the  Oold  coupler  compensates  in  a  Isffge 
measure  for  the  want  of  ribs  by  securing  a  steam-tight  joint,  and  preventing 
the  friction  and  consequent  wear  and  tear  of  the  gaskets.  The  evidence  of  35 
Mr.  Gold  (not  the  inventor  of  the  OoU  coupler)  contains  the  following 
passage,  page  587.  Asked  whether  the  "  Safety "  coupler  and  the  Martin 
coupler  were  commercially  successful,  he  says  : — "  No,  not  exactly.  The 
^^  trouble  with  the  coupler  was  that  they  had  a  fixed  gasket,  and  could  not 
*'  move,  and  they  had  no  hinge  that  allows  bringing  them  straight  together,  and  40 
'*  no  hinge  that  allows  breaking  them  again,  and  the  result  was  that  it  did  not 
"  work  well.  It  was  not  what  we  would  call  a  commercial  success."  This  answer 
so  far  as  it  relates  to  the  use  of  the  hinge  or  rib  confirms  the  statements  in  the 
Appellant^s  catalogues  which  were  put  to  Mr.  McElroy  in  cross-examination, 
and  admitted  by  him.  Their  Lordships  have  not  to  say  whether  Qold*8  rocking  45 
gasket,  and  certain  minor  alterations  made  by  him  in  the  shape  of  flanges 
(which  are  immaterial  for  the  present  purpose)  adequately  compensate  for  the 
omission  of  the  rib,  although  judging  from  the  use  of  the  couplers  on  the 
Northern  Pacific  and  other  railroads  in  the  United  States  (See  Gold*8  evidence 
at  page  220),  it  would  appear  to  be  so  in  some  measure  at  least.  But  they  come  50 
to  the  conclusion  that  the  hinge  or  rib  was  a  material  element  in  the  Appellants^ 
combination,  and  the  use  of  it  materially  contributed,  if  it  was  not  essential,  to 
the  commercial  success  of  these  couplers. 

In  determining  the  question  whether  the  substance  of  the  invention  is  taken 
it  is  important  to  consider  the  position  of  the  Patent  with  reference  to  the  55 
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previouB  knowledge  on  the  subject.  For  if  the  merit  consistB  in  the  idea  or 
principle  which  is  embodied  in  it,  and  not  merely  in  the  means  by  which  that 
idea  or  principle  is  carried  into  effect,  a  machine  which  is  based  on  the  same 
idea  or  principle  may  still  be  an  infringement,  although  the  detailed  means  for 
5  carrying  it  into  effect  may  be  somewhat  different.  Their  Lordships  on  this 
point  adopt  the  following  statement  of  the  Appellants  in  their  Factum  in  the 
Court  of  King's  Bench,  which  their  Lordships  think  is  borne  out  by  the 
evidence  : — "  The  Plaintiff  " — ^they  say — ^"  has  not  claimed  that  his  Patent  is  a 
"  pioneer  Patent.    Gravity  couplers  were  old ;  straight-port  couplers  of  auto- 

lU  '*  matic  disengagements  were  old  ;  but  it  has  been  shown  that  SewcUl  was  the 
*'  first  to  combine  successfully  all  these  features  in  a  coupler  capable  of  main- 
**  taining  a  steam-tight  joint  against  internal  pressure.  It  was  the  first  coupler 
"  that  really  met  the  needs  of  the  railway  world.*'  Giving  Sewall  full  credit 
for  having  solved  a  problem  which  his  predecessors  had  failed  to  solve,  he 

15  cannot  be  said  to  have  embodied  any  new  idea  or  principle  in  his  invention. 
The  merit  of  it  lies  in  the  new  combination  of  known  features,  and  the  fact 
remains  that  the  use  of  the  rib  was  a  very  material  element  in  the  commercial 
success  of  SewalVa  solution  of  the  problem.  It  is  not  proved  that  his  coupler 
would  have  achieved  that  success  without  it,  or  that  he  ever  contemplated  the 

20  omission  of  thab  in  operating  his  invention. 

Their  Lordships  therefore  have  come  to  the  conclusion  that  the  Appellants 
have  failed  to  prove  that  the  Respondent  has  infringed  their  Patent,  and  they 
will  therefore  humbly  advise  His  Majesty  that  the  appeal  should  be  dismissed. 
The  Appellants  will  pay  the  costs  of  it. 


25  In  THSkHioH  Court  of  Justice,— Chancbry  Division. 

Before  MR.  Justice  Byrne. 

October  31st,  1903. 

In  the  Matter  op  Hitchcock's  Patent. 

Patent-'-Petitum  for  revocation. — Application  by  Respondents  to  postpone 

30  hearing  of  Petition  until  after  the  hearing  of  a  pending  appeal  in  an  action 

on  the  Patent. — Patent  about  to  expire. — Application  granted  upon  Respondents 

offering  and  undertaking  not  to  sue  the  Petitioner  for  infringement  in  respect 

of  anything  done  up  to  the  expiration  of  the  Patent. 
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In  the  Matter  of  HitchcocKB  Patent. 

A  Petition  having  been  presented  for  the  revocation  of  the  Patent  granted 
to  Charles  Addison  Hitchcock  for  "  An  improvement  in  galvanic  batteries " 
(No.  1110  of  1890)  on  the  21st  of  January  1890  by  one  Braun,  and  the  Petition 
having  been  ordered  to  go  into  the  witness  list,  and  being  about  to  be  reached, 
the  Respondents  to  the  Petition  applied  to  the  Court  to  postpone  the  trial  of  the  5 
Petition  until  after  the  hearing  of  the  appeal  to  the  Court  of  Appeal  in  the 
action  of  the  Patent  Exploitation  Company^  Ld.  v.  American  Electrical  Novelty 
and  Manti/acturing  Company ^  Ld.^  against  the  judgment  of  Mr.  Justice  Buckley 
declaring  the  Patent  invalid.* 

On  the  hearing  of  the  application  Astbury^  K.C.,  and  Shaw  (instructed  by  10 
James^   Mellor^   and  Coleman)  appeared  for    the  Applicants ;   and    Walter 
(instructed  by  Budd^  Johnson  &  Co,)  appeared  for  the  Petitioner. 

Aathuryy  K.C.,  applied  that  the  Petition  should  stand  over  until  after  the  decision 
of  the  Court  of  Appeal  in  the  appeal  from  Mr.  Justice  Buckley.  He  stated  that 
the  Particulars  of  the  Objections  to  the  Patent  on  the  Petition  were,  with  one  15 
slight  exception,  the  same  as  the  Particulars  in  action,  and  he  offered  an  under- 
taking on  behalf  of  the  Respondents  that  they  would  take  no  proceedings  for 
infringement  of  the  Patent  in  respect  of  anything  done  by  the  Petitioner 
between  the  date  of  the  application  and  the  expiration  of  the  Patent  in 
January  1904,  that  undertaking  to  be  "  without  prejudice."  20 

Byrnb,  i/.,  said  that  if  there  was  any  question  about  the  renewal  of  the 
Patent  the  undertaking  should  apply  to  any  renewal  of  the  Patent. 

Astbury^  K.C. — If  we  get  a  renewal  the  undertaking  shall  be  until  the  end 
of  the  renewed  Patent. 

Walter  consented  to  the  Petition  standing  over  upon  the  undertaking  that  25 
was  so  offered,  and  an  Order  was  made  accordingly,  and  the  costs  were  made 
the  costs  of  the  Petition. 


*  Ante^  page  689.  The  Patent  was  also  the  subject  of  the  action  of  PaUnt  EaBpUntation 
Company  v.  Siemem  Brothers  f  Co,,,  Ld^  in  whioh  the  Patent  was  upheld  by  the  Court  of  Appeal 
(flnte,  page  225). 
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In  the  High  Court  of  Justice.— Chancery  Division, 

Before  MR.  Justice  Farwell. 

Jaly  23rd  and  24th,  1903. 

Montain   v.   Parker   and   Smith. 

5  Patent. — Infringement. — Anticipation  by  previous  Specifications  and  public 
user. — Patent  held  invalid. — Threats. — Injunction  and  inquiry  as  to  damages 
granted. — Costs. — Form  of  injunction. 

In  1897  a  Patent  was  granted  to  M,  for  '*  A  new  or  improved  hair-fastening 

"  device.^''    The  device  consisted  essentially  of  tivo  combs  or  a  comb  and  bar 

10  hinged  together ^  and  was  stated  to  be  used  for  the  purpose  of  taking  theplcu^e  of 

the  ribbons  used  by  ladies  in  binding  their  hair.    In  1902  M.  brought  an  action 

against  P.  and  S.  for  infringement  of  the  Patent  by  the  sale  of  articles  of  the 

same  kind  under  the  nams  of  the  "  Sanitary  Hair  Binder.''*     The  Defendants 

alleged  anticipation  by  the  Specifications  of  previous  Patents^  one  of  which 

15  belonged  to  the  Defendants^  and  by  public  sale  in  1896. 

Held,  that  the  Patent  had  been  anticipated. 

The  Plaintiff  also  claimed  an  injunction  to  restrain  certain  threats  made 
by  the  Defendants  as  to  a  certain  hair  binder  of  the  Plaintiff's  being  an 
infringement  of  a  Patent  belmiging  to  the  Defendants^  and  an  i^iquiry  as  to 
20  damages. 

Held,  that  the  threats  had  been  proved^  and  that  an  injunction  and  inquiry 
as  to  damages  was  granted. 

On  the  9th  of  October  1897  Letters  Patent  were  granted  to   Victor  Montain 
for  "  A  new^  or  improved  hair-fastening  device." 

25      The  complete  Specification  was  as  follows  : — '*  My  invention  relates  to  a  new 

•*  or  improved  fastener  which  will  supply  the  place  of  the  ribbon  or  other 

"  device  with  which  women  are  accustomed  to  bind  their  hair  or  to  otherwise 

"  fasten  it. 

"  By  way  of  examples  I  have  shown  on  the  accompanying  drawing  various 

30  ^*  forms  in  which  the  fastener  can  be  made.  Tnese  forms  possess  the  advautiges 
**  oc  bein.^  firmer,  more  easily  placed  in  position  and  more  easily  removed  than 
*^  the  fasteners  at  present  employed.  Figures  1  and  2  represent  «>ne  of  ttiese 
"  hair  fastening  devices  in  its  open  position  before  it  is  adjusted.  Figure  1  is  a 
**  front  elevation,  Figure  2  a  side  elevation.    This  form  is  essentially  composed 

35  *'  of  two  combs  A  and  B  hinged  together  at  C.  The  free  end  of  comb  A  has  an 
*<  eyelet  0  in  which  the  button  or  stud  D  which  is  at  the  free  end  of  the  comb 
**  B  is  inserted  when  the  combs  are  adjusted  in  the  hair.    In  Figures  1  and  2 

3r 
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"  I  have  represented  by  dotted  lines  the  position  which  the  comb  B  occupies 
"  when  in  its  closed  position.  Figure  3  is  merely  a  diflEerently  shaped  form 
"  of  the  arrangement  shown  in  Figures  1  and  2.  The  unfastened  ends  of 
"  combs  A  and  B  instead  of  being  secured  together  by  an  eyelet  and  stud  may 
"  be  secured  by  a  hook  and  eye  or  simply  hooked  into  one  another  as  at  E,  E, 
"  in  Figures  i  and  5. 

'*  It  is  to  be  understood  that  the  number  of  teeth  and  their  form  can  be  varied 
**  to  any  extent.  Each  comb  may  be  provided  with  only  one  tooth  as  in  Figure 
"  5  or  even  be  entirely  without  teeth.  The  hinge  C  may  be  omitted  also  and 
"  the  fastener  made  in  the  form  of  a  species  of  bracelet  as  in  Figure  6,  provided 
"  or  not  with  teeth.  The  closing  can  be  eflEected  by  one  or  other  of  the  means 
"  indicated  above  or  by  any  other  suitable  means.  Figure  7  represents  another 
"  form.  The  two  sides  are  formed  by  a  single  comb  which  is  twisted  into  a 
"  spiral  coil  which  acts  as  a  spring  and  by  which  closure  is  obtained.  The 
"  fastener  can  also  be  formed  of  two  combs  A  and  B  coupled  together  by  means 
"  of  chains,  composed  of  a  series  of  links  L,  Figure  9,  or  of  a  chain  formed  of 
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<*  flat  links  7,  Figure  8,  joined  together  in  the  same  way  as  the  links  of  a  sprocket 
<*  chain.  The  ^ee  ends  of  the  chain  are  united  in  any  suitable  way.  Figure  10 
^*  represents  a  fastener  formed  by  a  comb  P  and  a  bar  B  which  is  articulated  at 
*^  the  base  of  one  of  the  outer  teeth  and  can  be  secured  by  a  hook  in  an  eyelet 
*<  C  made  at  the  base  of  the  outer  tooth  at  the  other  extremity  of  the  comb. 
*<  The  bar  as  is  illustrated  in  Figure  24  can  also  be  made  to  hook  at  the  back  of 
*'  the  comb  or  on  a  tooth. 

^*  It  is  evident  that  a  fastener  thus  made  will  not  only  be  able  to  act  as  a  band 
^<  or  attachment  when  the  hair  is  being  dressed,  but  it  will  also  and  more 
^'  especially  serve  as  a  secure  and  ample  fastener  to  retain  the  hair  in  its  place 
^*  after  it  has  been  dressed.  The  bar  B  can  then  be  hidden  under  the  hair  and 
'^  so  allow  the  ornamental  design  of  the  comb  alone  to  be  seen. 

^  Figure  11  represents  a  bar  B  in  connection  with  a  comb  or  pin  fastener 
^  formed  by  an  ornamental  head  piece  P  with  three  branches.    The  head  piece  30 
•*  P  may  be  provided  with  teeth  D  op  be  without  teeth  as  in  Figure  12.    The 
^<  bar  B  which  is  fastened  to  one  of  the  side  branches  forming  the  head  piece 
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**  is  hooked  on  to  the  other  side  branch  and  may  be  with  or  without  teeth. 
••  Figure  13  represents  a  comb  with  several  branches  which  may  be  provided 
"  with  a  simple  bar  B  or  with  two  bars  placed  upon  the  two  sides  of  the  comb 
"  thus  forming  a  double  fastening.  Figure  19  is  merely  another  form  of  this 
ft  **  latter  arrangement.  Figure  14  represents  a  pin  fastener.  The  bridle  B  which 
"  may  have  teeth  may  be  simply  fastened  at  A  in  the  body  of  the  pin  or  be 
**  jointed  at  A.  The  hook  C  of  the  bar  is  inserted  in  an  eyelet  formed  in  the 
**  body  of  the  pin.  Figures  20  and  21  differ  from  Figure  14  merely  in  the 
**  design  of  the  pin  which  may  be  made  in  dual  form,  Figure  21.    The  bar  can 

10  "  as  in  Figures  15  and  16,  be  replaced  by  a  chain  coupled  at  one  end  to  the  body 
**  of  the  pin  and  hooked  at  the  other  end  in  an  eyelet  for  that  purpose.  Instead 
**  of  the  chain  shown  in  Figure  22  a  cord  may  be  used  at  the  loose  end  of  which 
**  are  two  or  more  little  balls  b  which  can  be  inserted  in  a  hole  o,  the  cord  or 
**  chain  on  which  the  balls  are  strung  passing  into  the  slit  /.    The  degree  of 

15  **  tightness  required  can  thus  be  regulated  by  the  ball  used.  Finally,  Figures 
^  17,  18  and  23  represent  various  forms  of  pin  and  comb  devices  with  one  or 
*'  two  bars  with  or  without  teeth.  The  detached  or  unfastened  ends  of  the  bars 
^  are  hooked  to  the  teeth  of  the  comb  or  to  some  other  part  of  the  pin  or 
"  comb." 

20  The  Patentee  claimed  : — **  1.  The  new  or  improved  hair  fastening  device 
**  substantially  as  set  forth.  2.  The  arrangements  and  combinations  of  parts 
•*  constituting  the  several  forms  of  fastener  set  forth  with  reference  to  Figures 
"  1,  2,  3,  4,  5,  6,  7,  8,  9, 10, 11, 12, 13, 14, 15, 16, 17, 18, 19,  20,  21,  22, 1^  and  24 
**  respectively." 

25  Parker  and  Smith  were  the  owners  of  a  Patent,  dated  the  25th  of  January 
1895,  for  *^An  improved  device  for  holding  or  retaining  ladies'  hair"  (for 
the  Complete  Specification  of  which  8efl  18  R.P.C.  299).  Montain^a  binders  of 
the  pattern  represented  in  Figure  4  of  the  above  drawings  were  sold  on  cards 
at  the  price  of  6d.  each  under  the  names  of  ''  Peigne -Attache "  or  **  Simple 

M  **  Attache,"  and  Parker  and  Smith  sold  a  very  similar  article  at  the  same  price 
under  the  name  of  the  "  Sanitary  Hair  Binder."  On  the  41  h  of  November  1902 
Montain  commenced  an  action  against  Parker  and  Smith. 

The  Statement  of  Claim,  after  stating  the  Plaintiff *s  Patent,  and  that  it  was  of 
full  force  and  effect,  and  alleging  that  it  had  been  Infringed  by  the  Defendants, 

•i5  continued  as  follows : — ^'  (4)  The  Defendants  claim  to  be  the  owners  of  certain 
"  Letters  Patent  (No.  1815  of  1895)  granted  bo  Andreas  Stockinger  for  *  An  im- 
**  *  proved  device  for  holding  or  retaining  ladies'  hair."  (5)  The  Defendants  have 
^^  in  letters  and  by  oral  statements  made  by  their  travellers  and  other  agents  on 
'*  their  behalf  threatened  the  customers  of  the  Plaintiff  by  stating  that  the 

40  ^  articles  made  by  him  are  infringements  of  the  said  Letters  Patent  of  the 
*^  Defendants,  and  that  the  Defendants  would  take  legal  proceedings  against 
'^  persons  selling  such  articles.  The  said  articles,  as  the  Defendants  well  know, 
^'  are  not  infringements  of  the  said  or  any  Letters  Patent  of  the  Defendants. 
''  (6)  In  particular  such  threats  as  aforesaid  were  contained  in  a  letter  dated 

45  "  the  7th  of  October  1902,  addressed  by  the  Defendants'  solicitors  to  Olney^ 
"  Amsdefi  A  Oo.^  and  similar  threats  were  made  orally  on  the  11th  of  February 
'^  1903  by  one  of  the  Defendants  to  HindeSy  Ld.^  but  the  Plaintiff  is  not  at  present 
*'  aware  of  the  precise  dates  and  circumstances  of  all  the  threats  made  by  the 
**  Defendants,  and  will  claim  to  recover  from  them  full  compensation  for  all  injury 

50  ^  caused  by  any  such  threats.  (7)  The  said  threats  have  caused  considerable 
^'  damage  to  the  Plaintiff  in  his  business  as  a  manufacturer,  and  the  continuance 
'^  of  such  threats  will,  unless  restrained  by  the  Order  of  this  honourable  Court, 
^^  cause  the  Plaintiff  very  great  and  irreparable  loss  and  damage  in  his  said 
'*  business." 

55  The  Plaintiff  claimed  an  injunction  and  an  inquiry  as  to  profits  on  account  of 
the  infringement  of  his  Patent  and  delivery  up  of  all  infringing  articles,  and 
also  an  injunction  to  restrain  the  Defendants,  their  agents,  travellers,  or  servants 
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from  threatening  the  Plaintiff  or  his  cnetomerB  with  legal  proceedings  for  the 
alleged  infringement  by  him  or  them  of  the  Defendants'  Patent,  and  from 
circulating  by  letters,  advertisements,  or  any  other  means  whatever  statements 
to  the  effect  that  the  hair-fasteners  made  by  the  Plaintiff  in  accordance  with 
the  Specification  of  his  Patent  were  made  in  infringement  of  the  Defendants'  5 
Patent. 

The  following  Particulars  of  Breaches  were  delivered  :— "  (1)  The  Defendants 
"  have  at  divers  times  previously  to  the  commencement  of  this  action  infringed 
**  the  Plaintiff's  Letters  Patent  (No.  20,460  of  1897)  by  making  and  selling  certain 
"  hair-fastening  devices  under  the  name  of  the  *  Sanitary  Hair  Binder.'  (2)  10 
"  The  Plaintiff  complains  in  particular  of  the  sale  to  Messrs.  Vines  and  Froom^ 
"  of  75  Aldersgate  Street,  in  the  City  of  London,  on  the  1st  day  of  November 
*^  1902  of  a  card  to  which  were  attached  a  dozen  of  the  said  '  Sanitary  Hair 
"  *  Binders.'  (3)  The  precise  number,  dates,  and  amounts  of  the  Defendants' 
"  infringements  are  not  at  present  known  to  the  Plaintiff,  but  he  will  claim  to  15 
"  recover  from  them  full  compensation  in  respect  of  all  such  infringements." 

The  Defendants  alleged  that  the  Plaintiff's  Patent  was  invalid,  and  denied 
that  they  had  infringed  it,  and  further  pleaded  as  follows  : — "  (4)  The  Defen- 
"  dants  deny  that  they  have  in  letters^  or  by  oral  statements  made  by  their 
**  traveller  or  other  agents  on  their  behalf,  threatened  the  firms  referred  to  in  20 
''  paragraph  6  of  the  Statement  of  Claim  or  any  customers  of  the  Plaintiff  by 
^'  stating  that  the  articles  made  by  him  are  infringements  of  the  Letters  Patent 
"  of  the  pef endants  or  that  the  Defendants  would  take  legal  proceedings  against 
'^  persons  selling  such  articles.    No  person  was  authorised  by  the  Defendants 
*<  to  make  or  did  make  such  statements.    (5.)  Complaints  have  been  made  by  the  25 
^^  Defendants  with  reference  to  the  cards  used  by  the  Plaintiff  in  the  sale  of  his 
*^  combs,  which  resemble  the  cards  used  by  the  Defendants  in  the  sale  of  their 
*^  combs,  and  are  calculated  to  deceive,  but  such  threats  had  no  reference  to  the 
"  Defendants'  Letters  Patent.    (6.)  The  Defendants  deny  that  the  Plaintiff  has 
"  suffered,  or  will  suffer,  any  loss  or  damage  by  reason  of  any  such  alleged  30 
**  threats  as  aforesaid." 

They  also  delivered  the  following  Particulars  of  Objections  : — "  1.  That  the 
"  Defendants  have  not  infringed  the  said  Letters  Patent.  2.  That  the  Plaintiff 
*^  was  not  the  true  or  first  inventor  of  the  alleged  invention  comprised  in  the 
^  said  Letters  Patent.  3.  That  the  said  alleged  invention  was  not  the  subject-  B5 
^*  matter  of  valid  Letters  Patent.  4.  That  the  said  alleged  invention  was  not 
*'  new  at  the  date  of  the  said  Letters  Patent,  but  was  published  within  this 
"  realm  before  the  date  thereof  in  manner  following,  that  is  to  say  : — (a)  By 
"  the  Specification  of  Letters  Patent  No.  16,487  of  1894,  granted  to  Patrick 
"  Shields^  page  1,  line  14  to  line  30,  and  the  drawing  annexed  thereto.  (6)  By  40 
**  the  Specification  of  Letters  Patent  No.  1815  of  1895,  granted  to  Andreas 
**  Stockinger,  page  1,  lines  4  to  28,  and  page  I,  line  42,  to  page  2,  line  33, 
*'  and  the  drawings  annexed  thereto,  (c)  By  the  exhibition  and  offering  for 
**  sale  in  London  by  Joseph  Billoud  in  the  month  of  February  1896  of  double 
^'  combs  made  substantially  in  the  same  manner  as  the  double  combs  claimed  45 
"  by  the  Plaintiff's  Letters  Patent,  and  being  Figs.  ],  2,  3,  4,  5,  and  6  in  the 
"  drawing  annexed  to  the  Specification  thereof." 

On  the  15th  of  April  1903  an  Order  was  made  that  the  Plaintiff  should  deliver 
Particulars  of  the  threats  alleged  in  the  fifth  and  sixth  paragraphs  of  the 
Statement  of  Claim.    Pursuant  to  this  Order  Particulars  were  delivered  at  50 
various  dates  down  to  the  7th  of  July. 

The  action  came  on  for  trial  before  Mr.  Justice  FabwblL. 

Butchery  K.C.,  and  J.  F,  Iselin  (instructed  by  S.  O.  Spreat)  appeared  for  the 
Plaintiff ;  Upjohn^  K.C.,  and  Sebastian  (instructed  by  Plunked  and  Leader)  for 
the  Defendants.  55 

Butcher^  BIC,  for  the  Plaintiff. — The  invention  is  a  small  one,  yet  that 
does  not  prevent  the  Patent  being  valid  as  is  shown  by  the  case  relating  to  the  use 
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of  braided  wire  for  bnBtles  (American  Braided  Wire  Company  v.  Thompson  A 
Co,,  5  R.P.C.,  113,  125),  and  the  fact  that  a  short  time  after  it  was  put  upon  the 
market  it  commanded  an  extensive  sale  is  evidence  that  it  is  a  useful  and 
patentable  invention  {Ehrlich  v.  Ihke,  5  R.P.C.  198,  205)  ;  see  also  Crane  v. 
5  Price  (1  ^^'^eb8ter  409),  and  Murray  v.  Clayton  (L.R.  7  Ch.  570,  584). 
[Farwbll,  J.— What  is  the  invention  as  described  in  the  Specification  ?  It  seems 
to  consist  of  two  combs  hinged  together  :  did  no  one  before  1897  make  two  combs 
hinged  together?]  The  only  thing  made  under  the  Defendants'  Specification 
was  what  was  known  as  the  "  Fin  de  Si^cle  "  comb  {see  18  R.P.C.  301,  302)  until 
10  the  Plaintiff's  combs  were  sold.  This  invention  differs  from  Stockinger's  comb, 
in  that  the  latter  contains  arms  which  are  ornamental.  Shields'  Specification 
describes  a  comb  of  large  size  which  cannot  be  used  as  the  Plaintiff's  is  in 
making  the  coiffure,  but  only  to  keep  the  hair  in  position  after  the  coiffure 
is  made.  Moreover,  several  of  the  Plaintiff's  binders  can  be  used  in  one 
15  coiffure,  but  only  one  of  Shields'  or  Stockinger's.  Even  if  the  article  itself  was 
an  old  one,  yet  the  discovery  of  a  new  method  of  using  an  old  article  may  be 
patentable  {Lane-Fox  v.  Kensington  and  Knightsbridge  Electric  Lighting 
Company,  9  R.P.C.  221,  L.R.  (1892^  3  Ch.  424 ;  Gadd  v.  Mayor  of  Manchester, 
9  R.P.C.  249). 
20  The  Plaintiff  was  called  and  explained  the  use  of  his  invention  by  means  of 
a  wax  doll  with  hair ;  and  he  was  corroborated  by  Charles  Nestle,  a  practical 
hairdresser. 

On  the  question  of  threats  George  Sale,  J.  H.  Dunn,  and  W.  L.  Dawe,  buyer 
to  the  firm  of  Olney,  Amsden  &  Co.,  gave  evidence,  and  various  letters  from  the 
25  Plaintiffs  and  their  solicitors  were  produced. 

For  the  Defendants  Joseph  Billoud  gave  evidence  as  to  the  combs  manufac- 
tured and  offered  for  sale  in  London  by  him  ;  A  Ifred  Newton  said  that  with 
the  Specifications  alleged  in  the  Particulars  of  Objections  before  him  he  would 
have  no  difficulty  in  making  such  a  binder  as  the  Plaintiff's. 
30  Upjohn,  K.C.— On  the  evidence,  we  submit  that  it  is  clear  that  the  Plaintiff  s 
invetntion  has  been  anticipated.  We  cannot  deny  that  threats  have  been  used  ; 
but  no  inquiry  as  to  damages  ought  to  be  directed. 

Farwbll,  J.— This  action  has  a  twofold  aspect :— First  of  all  the  Plaintiff 
sues  as  the  Patentee  under  a  Patent  of  October  1897.    His  invention  relates  to 
35  "  A  new  or  improved  fastener  which  will  supply  the  place  of  the  ribbon,  or 
*'  other  device,  with  which  women  are  accustomed  to  bind  their  hair,  or  to 
"  otherwise  fasten  it."    .     .    •     .     "  It  is  to  be  understood  that  the  number  of 
"  teeth  and  their  form  can  be  varied  to  any  extent.    Each  comb  may  be  pro- 
"  vided  with  only  one  tooth,  as  in  Fig.  5,  or  even  be  entirely  without  teeth. 
40  "  The  hinge  c  may  be  omitted  also,  and  the  fastener  made  in  the  form  of  a 
'*  species  of  bracelet,  as  in  Fig.  6,  provided,  or  not,  with  teeth."    The  Specifi- 
cation says  that  "  the  closing  can  be  effected  by  one  or  other  of  the  means 
•'  indicated  above,  or  by  any  other  suitable  means."    It  is  therefore,  in  the  very 
widest  terms  a  claim  for  a  binder,  or  a  new  and  improved  fastener  essentially 
45  composed  of  two  combs  hinged  together  at  one  end.    At  first  sight  it  does  not 
strike  one  that  that  is  very  novel,  and  two  Specifications  have  been  put  in 
anterior  in  date  to  the  Plaintiff's.    The  earliest  is  that  of  Shields,  of  the  30th  of 
May  1895.    His  invention  relates  to  "  An  improved  hair-binder,  which  consists 
"  of  two  half  oval-shaped  combs  hinged  at  the  bottom,  and  fastened  at  the  top" — 
50  down  to  that  point  it  is  an  exact  description  of  the  Plaintiff's—"  with  two  pro- 
"  jecting  prongs,  one  on  each  comb,  for  the  purpose  of  keeping  ladies  hair  into 
"  position."    The  fact  that  he  joins  two  prongs  does  not  enable  the  Plaintiff  to 
say  that  he  is  the  first  inventor  of  the  two  half  oval-shaped  combs  hinged  at  the 
bottom,  and  fastened  at  the  top.    The  other  Specification  put  in  is  Stockinger's. 
55  Stockinger's  is  a  combination  Patent,    It  says  "My  invention  relates  to  an 
"  improved  device  for  holding  or  retaining  ladies'  hair  "...."  My  im- 
"  proved  device  comprises  two  jaws  A,  a^  jointed  together,  and  having  comb- 
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**  shaped  teeth  c,  on  the  sides  turned  towards  each  other.  Arms  b  are  provided 
"  either  on  the  jaws  themselves  (Fig.  1  to  4),  or  on  a  ring  A  carrying  such  jaws 
"  (Fig.  5).  The  jaws  are  opened  for  placing  the  hair  between  them,  then  they 
'^  are  closed,  and  the  lock  of  hair  thus  held  is  wound  around  the  arms  b  in  any 
'*  desired  manner.  Various  means  for  locking  the  jaws  when  closed  may  be  5 
^^  adopted  *' ;  and  so  on.  And  then  there  comes  the  claim  in  some  detail.  The 
first  portion  of  that  is  an  exact  description  of  the  Plaintiff  *s  so-called  invention. 
The  jaws  are  opened  for  placing  the  hair  between  them,  then  they  are  closed, 
and  the  lock  of  hair  is  held.  There  is  absolutely  no  sort  of  invention  in  the 
Plaintiff's  Patent  which  has  not  been  anticipated  by  these  others.  There  is,  10 
further,  the  case  of  M.  Billovd,  and — although  it  is  not  very  easy  to  follow  the 
evidence  given  by  the  gentleman,  who  spoke  sometimes  French  and  sometimes 
English,  with  the  assistance  of  an  interpreter,  whom  I  could  not  always  hear 
very  clearly — I  think  it  is  reasonably  plain  that  M.  Billaud  did,  in  fact,  make 
and  produce,  and  show  in  England  to  two  wholesale  houses,  combs  which  15 
were  undistinguishable  in  fact  from  the  Plaintiff's  comb.  The  point,  if  it  can 
be  called  so,  which  has  been  attempted  to  be  made  for  the  Plaintiff  is  that  the 
gist  of  his  invention  was  that  the  fastener  was  a  small  affair  which  could  be 
used  in  place  of  the  string  or  ribbon  with  which  ladies,  I  am  told,  tie  their  hair 
at  the  roots  before  they  proceed  to  deal  with  the  coil ;  and  when  the  coiling  was  20 
finished,  and  any  other  additions  made  that  were  desirable,  the  comb  or  fastener 
would  disappear.  The  curious  thing  is  that,  although  Counsel  has  argued  this 
with  energy,  there  is  not  a  word  about  it  in  the  Plaintiff's  Specification,  and  it 
is  quite  clear  from  the  drawings,  as  well  as  from  the  generality  of  the  Specifi- 
cation, that  it  would  extend  to  every  sort  of  fastener  to  whatever  purpose  it  25 
might  be  put.  So  far  as  the  Patent  action  is  concerned,  therefore,  the  Plaintiff's 
claim  fails,  and  is  dismissed  with  costs. 

The  second  portion  of  the  action  is  a  threats  action.  Now  it  is  clear  that 
threats  have  been  proved.  Some  damage,  that  I  think  may  be  substantial,  has 
also  been  proved,  but  it  is  a  case  in  which  it  is  impossible  for  me  to  deal  with  30 
the  damages  now,  because  I  think  Ms.  Butcher  was  well  founded  in  his  argu- 
ment that  he  cannot  go  beyond  his  Particulars  for  the  purpose  of  evidence  in 
Court  now,  and  that  having  proved  sufficient  on  his  Particulars  to  lay  the 
foundation  for  damages,  the  Particulars,  of  course,  do  not  limit  him  in  the 
instances  which  he  may  give  of  cases  in  which  the  Plaintiff  has  been  damaged.  85 
Therefore  there  must  be  an  inquiry  as  to  the  damages,  and  the  costs  of  that 
inquiry  will  be  reserved.  The  action  is  dismissed  with  costs  so  far  as  it  relates 
to  the  Patent,  and  the  Plaintiff  gets  the  injunction  with  costs  so  far  as  it  relates 
to  the  threats. '  The  Taxing  Master  will  have  to  deal  with  them  as  separate 
issues. 

40 

Some  discussion  took  place  as  to  the  form  of  the  injunction.  The 
injunction,  as  finally  awarded,  was  as  follows: — **This  Court  doth  order  and 
**  adjudge  that  the  Defendants  Parker  and  Smithy  their  agents,  travellers,  and 
<'  servants,  be  perpetually  restrained  from  threatening  the  Plaintiff  or  his 
**  customers  with  legal  proceedings  for  the  alleged  infringement  by  him  or  45 
*'  them  of  the  Defendants'  Letters  Patent  No.  1815  of  1895  by  reason  of  the 
*^  manufacture,  sale,  or  use  of  the  Plaintiff 's  hair-binder  known  as  the  *  Peigne 
**  *  Attache '  or  *  Simple  Attache '  hair-binder  (being  the  exhibit  *  V.M.  1.' 
^  produced  to  the  Plaintiff  at  the  trial)  and  from  circulating  by  letters,  adver- 
^*  tisements,  or  other  means,  any  statements  to  the  effect  that  the  Plaintiff 's  said  50 
**  hair-binder  is  made  in  infringement  of  the  Defendants'  said  Letters  Patent." 
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In  thb  Court  of  Appbal. 

Before  LORDS  Justices  Vaughan  Williams,  Rombr,  and  Stirling. 

October  26th,  1903. 

WiLDB  V.  Thompson. 

5  lAbel  on  inventor, — Agreement, — Application  to  strike  out  Statement  of  Claim 
as  ahounng  no  cause  of  action. — Order  made  striking  out  the  Statement  of 
Claim  and  dismissing  action, — Appeal  dismissed, 

H^.,  who  had  in  1865  mxide  a  valuable  invention  of  the  machine  subsequently 
designated  the  ^Dynamo-electric  Machine"  or  ** Dynamo"   commenced  an 

10  action  against  T,  and  others^  alleging  that  T,  had,  in  certain  works  of  which 
he  was  the  author^  falsely  and  maliciously  written  and  published  certain 
passages  depriving  the  Plaintiff  of  the  credit  of  being  the  first  inventor  of  the 
invention;  and  also  alleging  that  the  Plaintiff  was  and  would  be  injured  in  his 
reputation  of  a  discoverer  and  inventor  in  the  field  of  electrical  science  and 

15  engineering ;  he  further  alleged  that  the  Defendant  had  on  complaint  by  the 
Plaintiff  agreed  to  alter  certain  passages  in  his  work  and  had  not  done  so. 
The  Plaintiff  set  up  that  the  Defendant  by  using  the  word  to  describe  something 
earlier  than  the  Plaintiff^ s  invention  implied  that  the  Plaintiff  was  not  the 
inventor.    The  Defendant  applied  to  strike  out  the  Statement  of  Claim  on  the 

80  ground  that  it  disclosed  no  cause  of  action.  On  the  hearing  of  the  application,  it 
was  held  tha^  the  passages  complained  of  were  not  libellous  and  thcU  no  contract 
was  alleged,  and  that  the  Statement  of  Claim  disclosed  no  cause  of  action.  An 
Order  was  made  striking  out  the  Statement  of  Claim  and  dismissing  the  action 
with  costs,  leave  to  appeal  being  given.     The  Plaintiff  appealed, 

25       The  appeal  was  dismissed  with  costs. 

On  the  2nd  of  August  1902  Henry  Wilde  commenced  an  action  against 
Silvanus  Phillips  Thompson,  E,  and  F,  N,  Spon,  Ld.,  and  William  Clowes  A 
Sons,  Ld. 

The  Statement  of  Claim  was  as  follows  : — "  1.  The  PlaintiflE  has  for  many 

30  '^  years  been  engaged  in  scientific  researches,  particularly  in  relation  to  the 
*'  electro-magnetism  and  its  practical  application  to  arts  and  manufactures, 
^  including  the  improvements  of  method  of  generating  electricity  from 
'*  magnetism.  In  the  course  of  such  researches  the  Plaintiff  has  made  divers 
'^  discoveries  and  inventions  of  the  greatest  value  and  importance  relating  to 

35  ^*  the  generation  of  dynamic  electricity.  (2)  In  the  course  of  his  researches  in 
**  in  the  years  1863  to  1865  the  Plaintiff  discovered  and  practically  demonstrated 
^'  the  principle  of  the  indefinite  increase  of  the  magnetic  and  electric  forces 
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^^  from  quantities  indefinitely  small,  a  discovery  now  used  in  all  dynamo 
"  machines,  and  he  invented    a  new  and   powerful  generator  of    dynamic 
"  electricity  in  which  his  said  discovery  was  embodied  and  practically  applied 
*'  by  him  with  marked  success  to  the  production  of  the  electric  search  light. 
^'  and  to  the  electro-deposition  of  metals  from  their  solutions,  and  has  since  5 
"  been  applied  to  other  important  purposes.    The  Plaintiff's  said  discovery  and 
'^  a  description  of  his  said  machine,  together  with  an  account  of  the  researches 
"  which  led  up  to  them,  were  communicated  to  the  Royal  Society  on  the  26th 
"  of  March  1866  in  the  paper  read  before  the  Society  on  the  26th  of  April 
"  following.    The  said  machine  was  also  exhibited  before  the  Royal  Society  in  10 
•*  March  1867,  and  was  the  subject-matter  of  Patents  taken  out  by  the  Plaintiff 
"  in  the  years  1863,  1865,  and  1867.    The  Plaintiff's  said  machine  (of  which 
'^  the  distinctive  feature  was  a  large  electro-magnet  excited  on  the  said  principle 
"  of  indefinite  increase  of  the  magnetic  and  electric  forces  through  the  agency 
"  of  mechanical  power)  was  subsequently  designated  by  the  term  '  Dynamo-  1$ 
"  *  electric  Machine '  or  *  Dynamo '  by  way  of  distinguishing  the  said  machine 
*•  from  magneto-electric  machines  which  generate  electricity  through  the  agency 
"  of  ordinary  permanent  magnets  and  which  in  no  way  embody  or  depend  upon 
"  the  Plaintiffs  discovery  of  the  said  principle.     (3)  In  consequence  of  the 
**  Plaintiff's  discoveries  and  inventions  above  mentioned,  as  well  as  of  other  20 
"  valuable  and  important  discoveries  and  inventions  made  by  him  in  connection 
**  with  electrical  science  and  dynamic  electricity  machines,  the  Plaintiff  has 
"  acquired  a  very  high  reputation  in  the  scientific  world  as  a  discoverer  and 
"  inventor,  and  in  particular  as  the  discoverer  of  the  principle  mentioned  in 
"  the  last  paragraph  hereof  and  the  inventor  of  the  *  Dynamo-electric  Machine '  25 
'*  or  •  Dynamo.'    In  recognition  of  his  high  merits  as  a  discoverer  and  inventor 
"  the  Plaintiff  has  been  elected  a  Fellow  of  the  Royal  Society  and  an  honorary 
"  member  of  the  Institution  of  Electrical  Engineers,  and  in  the  year  1900  was 
**  awarded  the  Albert  Medal  of  the  Society  of  Arts,  and  in  the  same  year  the 
"  honorary  degree  of  Doctor  of  Science  was  conferred  upon  him  by  the  Victoria  30 
**  University.    (4)  The  Defendant  Silvanus  Phillips  Thompson  is  a  well-known 
"  writer  on  Electricity  and  Magnetism,  and  in  particular  is  the  author  of  a 
"  work  on  *  Dynamo-electric  Machinery,'  which  has  gone  through  five  editions, 
"  and  of  a  life  of  Michael  Faraday  in  the  '  Century  Science  Series,'  which  was 
*^  published  in  1901.    The  said  Defendant  has  now  in  preparation,  and  intends  35 
^^  shortly  to  cause  to  be  printed  and  published,  a  new  edition  of  his  said  work 
**  on    *  Dynamo-electric    Machinery.'     (5)  The  Defendant  Silvanus  Phillips 
"  Thompson  has  falsely  and  maliciously  written  and  published  or  caused  to  be 
**  published  of    the  Plaintiff  the  words  following :— (a)  *  Separately-excited 
"*  dynamo.    It  was  an  obvious  step  to  substitute  for  steel  magnets  electro-  40 
"  *  magnets  excited  by  means  of  currents  from  some  independent  source  such 
"  *  as  a  voltaic  battery.    The  separately-excited  dynamo  comes,  therefore,  second 
"  *  in  the  order  of  development.    Though  used  by  faraday  this  method  did 
"  *  not  come  into  acceptance  until  in  1886  Wilde  employed  a  small  auxiliary 
"  *  magneto-machine  to  furnish  currents  to  excite  the  field-magnets  of  a  larger  45 
'* '  dynamo.'    (6)  *  The  first  application  of  a  dynamo  to  the  purpose  of  electro- 
"  *  plating  is  due  to  Mr.  J.  S.  Woolrich,  who  in  1842  patented  this  use  of  a 
"  *  magneto-electric    machine.      Wilde^  however,  was  the  first    to    construct 
**  *  machines  really  fitted  for  the  purpose  when  he  invented  the  principle  of 
**  *  using  a  large  dynamo  the  field-magnets  of  which  were  separately  excited  by  50 
**  •  the  currents  of  a  smaUer  magneto-machine  '    (c)  '  Faraday'* s  Disk  Dynamo.' 
**  (d)  *  The  apparatus  described  in  the  fourth  section  comprised  several  forms 
**  *  of  magneto  electric  machines— rthat  is  to  say,  primitive  kinds  of  dynamos.' 
*'  (tf)  *  Yet  he  took  an  interest  in  Mr.  Wilde's  description  of  his  new  magneto- 
<< '  electric  machine.'    (6)  (A)  In  the  said  passage  (a)  set  out  in  paragraph  5  55 
*<  hereof  the  Defendant  Siloanius  Phillips  Thompson  means  contrary  to  the  f^t 
<«  that  Faraday  used  the  method  of  the  separately-excited  dynamo^  and  thereby 
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^*  deprives  the  Plaintiff  of  the  credit  of  being  the  first  inventor  of  the  separately- 
"  excited  dynamo  and  attributes  such  invention  to  Faraday.  (B)  In  the  said 
**  passage  (b)  set  out  in  paragraph  5  hereof  the  Defendant  SUvanvs  Phillips 
*^  Thompson  means  contrary  to  the  fact  that  a  d3mamo  was  applied  to  the 
5  **  purpose  of  electro-plating  prior  to  the  date  of  the  Plaintiff's  invention  of  the 
**  *  Dynamo-electric  Machine/  thereby  depriving  the  Plaintiff  of  the  credit  of 
**  having  invented  the  dynamo  and  attributing  that  invention  to  some  other 
'*  person.  (C)  In  the  said  words  {c)  set  out  in  paragraph  5  hereof  the  said 
*'  Defendant  means  contrary  to  the  fact  that  Faraday  was  and  the  Plaintiff  was 

10  ^*  not  the  inventor  of  the  dynamo.  The  said  passages  and  words  (a)  (h)  and  {c) 
*'  set  out  in  paragraph  5  hereof  were  written  and  published  or  caused  to  be 
**  published  by  the  Defendant  Silvanus  Phillips  Thompson^  and  were  printed 
**  by  the  Defendants  William  Ghwes  A  SonSy  Ld,y  and  published  by  the  Defen- 
**  dants  E.  and  F.  N.  Spon,  Ld,,  in  the  year  1896  in  the  fifth  edition  of  the 

1 5  *'  Defendant  Silvanus  Phillips  ThompsmVs  work  on  *  Dynamo-electric  Machinery' 
*'  at  pages  48,  469,  and  5  respectively.  The  said  Defendants  threaten,  and 
*^  intend  to  repeat,  reprint,  and  republish  the  same  passages  and  words  in 
**  the  Defendant  Silvanus  Phillips  Thompson's  new  edition  of  his  work 
^  mentioned  in  paragraph  4  hereof.    (D)  and  (E)  In  the  said  passages  (d)  and 

20  "  («)  set  out  in  paragraph  5  hereof  the  Defendant  Silvanus  Phillips  Thompson 
*<  means  contrary  to  the  fact  that  the  Plaintiff  was  not  but  some  other  person  was 
^^  the  inventor  of  the  *  Dynamo-electric  Machine,'  and  the  said  passages  {d)  and  {e) 
^'  were  published  or  caused  to  be  published  by  the  Defendant  iS't7z;ant^9  Phillips 
*'  Thompson  in  the  year  1901  in  his '  Life  of  Michael  Faraday '  at  pages  J  21  and  259 

25  "  respectively.  (7)  The  Plaintiff  having  complained  to  the  Defendant  SilvantM 
'*  Phillips  Thompson  of  certain  passages  in  his  work  on  *  Dynamo-electric 
^*  *  Machinery  '  and  of  certain  passages  in  the  proof  sheets  of  the  said  new  edition, 
**  wherein  the  credit  of  inventing  the  dynamo-electric  machine  was  falsely 
''  attributed  to  other  persons  than  the  Plaintiff,  the  said  Defendant  agreed  in  the 

30  "  month  of  May  1902  to  omit  or  modify  in  the  new  edition  of  his  said  work  the 
'^  passages  complained  of,  and  in  lieu  thereof  to  insert  in  his  said  new  edition 
"  certain  other  passages  which,  so  far  as  they  might  have  reference  to  the  Plaintiff 
**  or  his  said  invention  of  a  dynamo-electric  machine,  should  be  approved  by  the 
"  Plaintiff.    Accordingly  on  the  17th  of  June  1902  the  said  Defendant  signed 

35  **  and  forwarded  to  the  Plaintiff  an  agreed  revised  proof  or  statement  of  the 
'*  passages  in  question  containing  the  terms  to  which  the  Plaintiff  consented, 
'^  and  in  which  the  said  Defendant  agreed  to  refer  to  the  Plaintiff's  said 
**  invention  in  the  forthcoming  edition  of  the  said  Defendant's  work  on 
**  *  Dynamo-electric  Machinery.'    (8)  The  signed  statement  or  proof  mentioned 

40  ^*  in  the  preceding  paragraph  hereof  contained  three  passages  in  the  following 
**  tern^s  : — (a)  *  Page  1.  Historical  Notes.  —  The  term  "  Dynamo-electric 
"  *  Machine  "  was  originated  by  the  late  Mr.  Charles  Brooke^  F.RS.,  as  recorded 
"  'in  page  409,  Vol.  XV.  of  Proceedings  of  the  Royal  Society  in  1867, and  its 
**  *  first  application  was  to  the  machine  invented  by  Dr.  Henry  Wildsy  F.B.S., 

45  "  *  1863-1865.'  (b)  *  But  with  the  years  1865-1867  the  era  of  the  dynamo- 
^'  *  electric  machine  was  entered  upon.  As  mentioned  on  page  1  this  name  was 
*^  ^  first  given  to  the  machine  invented  by  Wilde^  meaning  the  generator  of 
«*  dynamic  electricity  invented  by  the  Plaintiff,  (c)  *  It  was  the  machine,' 
^  meaning  the  said  generator  of  d3mamic  electricity  invented  by  the  Plaintiff, 

50  "  *  to  which  in  1867  Brooke  gave  the  name  of  dynamo-electric  machine.'  The 
**  Defendant  8.  P.  Thompson  now  declines  to  insert  the  three  above-mentioned 
<*  passages  in  the  forthcoming  edition  of  his  said  work,  but  in  lieu  thereof 
<*  threatens  and  intends  to  insert  passages  in  which  the  Plaintiff  is  deprived  of 
"  the  credit  of  being  the  first  inventor  of  the  dynamo-electric  machine.    (9')  The 

55  "  Defendants,  Wm.  Clowes  A  SonSy  Ld.^  and  K  and  F.  N.  Spon^  La.j  are 
*'  respectively  the  printers  and  publishers  who  have  been  engaged  by  the 
^  Defendant  8.  P.  Thompson  to  publish  and  print  the  forthcoming  edition  of 

3  8 
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"his  said  work  on  dynamo -electric  machinery,  and  the  said  Wm.  Clowes  A  SonSj 
"  Ld.,  and  E.  and  F.  N,  Span,  Ld.^  threaten  and  intend  to  print  and  publish 
"  the  said  forthcoming  work  containing  the  false  statements  relating  to  the 
"  Plaintiff  set  out  and  referred  to  in  paragraphs  5  and  8  hereof.  (10)  By  reason 
**  of  the  premises  and  the  publication  of  the  said  libels  the  Plaintiff  is  and  5 
"  will  be  injured  in  his  reputation  of  a  discoverer  and  inventor  in  the  field 
'^  of  electrical  science  and  electrical  engineering.  The  Plaintiff  claims  an 
"  injunction  : — (1)  To  restrain  the  Defendants  or  any  one  or  two  of  them  from 
"  printing,  publishing,  or  causing  to  be  printed  or  published  in  the  book  of  the 
"  Defendant  S.  P.  Thompson  on  *  Dynamo-electric  Machinery,'  or  in  any  new  10 
"  edition  thereof,  or  otherwise  from  making  public  any  of  the  words  or  passages 
"  set  out  in  paragraph  5  hereof,  or  any  other  statement  or  words  asserting  or 
**  implying  that  the  Plaintiff  is  not  the  inventor  of  the  generator  of  dynamic 
"  electricity  known  as  the  *  Dynamo-electric  Machine '  or  •  Dynamo"*  or 
"  attributing  such  invention  to  any  person  or  persons  other  than  the  Plaintiff.  15 
"  (2)  To  restrain  the  Defendant  S.  P,  Thompson  from  making  any  mention  of 
**  the  Plaintiff,  his  discoveries  and  inventions  in  the  said  Defendant's  book  on 
"  *  Dynamo-electric  Machinery '  or  in  any  new  edition  thereof,  or  otherwise 
"  than  in  accordance  with  the  said  agreed  proof  or  statement  signed  by  the 
*«  Defendant  S.  P.  Thompson  on  or  about  the  17th  day  of  June  1902.'*  The  20 
Plaintiff  also  claimed  damages  and  costs. 

On  the  12th  of  January  190)3  the  Defendants  gave  notice  of  an  application 
(1)  that  the  Statement  of  Claim  be  struck  out  on  the  grounds  (a)  that  it  disclosed 
no  cause  of  action  ;  (h)  that  it  was  vexatious  and  frivolous  ;  and  {c)  that  it  was 
an  abuse  of  the  process  of  the  Court ;  (2)  that  the  action  be  dismissed  with  25 
costs  ;  (l>)  that  the  Defendant,  the  applicant,  have  further  time  for  delivering 
his  Defence.  The  Summons  was  adjourned  into  Court,  and  was  heard  on  the 
12th  and  13th  of  March  1903  by  Buckley^  J.,  who  held  that  the  passages 
complained  of  were  not  libellous  and  that  no  contract  was  alleged,  and  that 
the  Statement  of  Claim  disclosed  no  cause  of  action,  and  made  an  Order  striking  30 
out  the  Statement  of  Claim  and  dismissing  the  action  with  costs  {ante^  page  361). 
The  Plaintiff  appealed. 

Terrell,  K.C.,  and  T.  Clarkson  (instructed  by  BiLsk,  Mellor,  and  Norris^ 
agents  for  Slater,  Heelis,   Williamson^  Colley,  and  Tulloch)  appeared  for  the 
Appellant;   Buckmaster,  K.C.,  and  J.  H.   Oray  (instructed  by  Freshfields)  35 
appeared  for  the  Respondent. 

Terrell,  K.C.,  and  Clarkson,  for  the  Appellant. — ^The  Statement  of  Claim 
alleges  an  injury  to  the  Plaintiff's  reputation  as  a  discoverer  and  an  inventor  ; 
also  paragraph  7  sets  up  an  agreement.  [Rombr,  L.J.— What  was  the  con- 
sideration ?]  It  is  no  objection  that  the  Plaintiff  made  a  claim  which  may  40 
have  been  bad.  [Stirling,  L,J. — ^Was  any  action  threatened  by  the  Plaintiff  ?] 
No,  but  that  is  not^decisive.  A  claim  need  not  be  well  founded  for  a  settlement 
of  it  to  constitute  a  good  consideration.  [Vaughan  Williams,  L.J.— 
Forbearance  to  sue  is  a  good  consideration,  but  here  that  is  not  alleged,  and 
there  is  nothing  in  the  Statement  of  Claim  to  show  that  the  Plaintiff  in  any  45 
way  precluded  himself  from  suing.]  If  the  Defendant  had  carried  out  his 
agreement  the  Plaintiff  would  have  been  unable  to  sue.  [Vaugh AN  WILLIAMS, 
Lk7.— It  is  alleged  in  the  Statement  of  Claim  that  the  words  used  had  a  certain 
meaning,  but  Btickley,  J.,  says  that  they  have  not  that  meaning.]  That  is  a 
question  for  a  jury.  It  is  not  a  question  of  construction,  but  of  what  under  the  50 
circumstances  people  would  understand  to  be  the  meaning.  There  is  no  case 
in  which  an  inuendo  has  not  been  left  to  the  jury.  This  cannot  be  said  to  be 
frivolous,  though  there  may  be  no  cause  of  action.  Suppose  someone  in 
Dickens*  lifetime  had  said  :  "  So  and  So  wrote  *  David  Copperfield,' "  would 
there  be  no  action  for  injury  to  i-eputation  ?  Here  the  Plaintiff  alleges  that  he  55 
is  being  deprived  of  his  reputation  as  an  inventor  and  discoverer.  [ROMBR, 
L.J. — No  one  will  be  able  to  write  a  history  of  any  science  for  fear  of  libel 
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actions.]  Contempt  or  ridicule  are  not  necessary,  but  it  is,  I  submit,  an 
actionable  wrong  to  deprive  a  man  of  his  reputation.  The  allegation  in  the 
Statement  of  Claim  is  that  the  Plaintiff  discovered  a  principle  and  invented  a 
machine  applying  that  principle,  and  that  "Dynamo"  was  the  name  for  a 

^  machine  having  this  characteristic ;  but  the  book  puts  the  date  of  it  in  1842, 
and  says  that  the  invention  had  been  used  by  Faraday.  To  say  that  the 
"  Dynamo  "  was  so  invented  and  used  is  to  say  that  the  Plaintiff  was  not  the 
inventor.  [Rombb,  L.J. — The  passage  shows  on  the  face  of  it  that  he  does  not 
use  *'  Dynamo  "  to  mean  the  Plaintiff's  machine.] 

IQ      Counsel  for  the  Respondent  were  not  called  on. 

Vaughan  Williams,  L.J.—1  think  that  the  judgment  of  Mr.  J  nstice  Buckley 
is  right,  and  must  be  affirmed.  I  want  to  say,  speaking  for  myself,  that  in 
cpming  to  the  conclusion,  which  I  have  arrived  at,  I  must  not  be  supposed  in 
any  way  to  be  affirming  such  a  proposition  as  that  you  cannot  libel  anyone  by 

15  denying  his  title  to  a  reputation  which  he  may  have  obtained  as  an  inventor  or 
as  a  man  of  science.  It  seems  to  me  that  it  is  not  at  all  necessary  to  come  to 
such  a  conclusion  in. order  to  support  the  judgment  of  Mr.  Justice  Buckley  ; 
nor,  as  I  understand  it,  is  it  all  necessary,  in  order  to  support  that  judgment,  to 
say  that  to  publish  such  things  of  an  inventor,  or  of  a  man  with  a  reputation 

20  as  a  scientist,  necessarily  falls  outside  the  old  definition  of  defamation  as  being 

something  which  is  calculated  to  bring  the  Plaintiff  into  hatred,  contempt,  or 

ridicule    I  support  the  judgment  of  Mr.  Justice  Biu^kley  upon  the  grounds 

upon  which  Mr.  Justice  Buckley  puts  it  himself. 

When  you  look  at  the  Statement  of  Claim,  the  Plaintiff  alleges  that  he 

25  was  the  first  discoverer  "  of  the  principle  of  the  indefinite  increase  of  the 
"  magnetic  and  electric  forces  from  quantities  indefinitely  small."  And  when 
you  look  at  that  part  of  the  Statement  of  Claim  which  deals  with  the  injury 
which  he  suggests  he  has  suffered,  he  does  not  in  any  way  say  that  there 
is  anything  in  the  Defendant's  book  which  is  inconsistent  with  that  portion  of 

30  the  Statement  of  Claim.  But  the  Statement  of  Claim  goes  on  to  say  that  the 
Plaintiff  invented  ^*a  new  and  powei'ful  generator  of  dynamic  electricity  in 
"  which  his  said  discovery  was  embodied  and  practically  applied  by  him  with 
"  marked  success  to  the  production  of  the  electric  search  light  and  to  the 
''  electro-deposition  of  metals  from  their  solutions,  and  has  since  been  applied 

35  '^  to  other  important  purposes."  So  far  as  we  have  got,  there  is  nothing  in  the 
passages  in  the  book  set  forth  in  the  Statement  of  Claim  which  is  inconsistent 
with  that  allegation  in  the  Statement  of  Claim  of  the  Plaintiff  having  made  that 
invention.  But  the  real  point  of  the  Statement  of  Claim  is  that  the  Plaintiff 
goes  on  to  say  that  his  invention  *^  was  subsequently  designated  by  the  term 

40  "  *  Dynamo-electric  Machine '  or  *  Dynamo  '  by  way  of  distinguishing  the  same 
*^  from  magneto-electric  machines  which  generate  electricity  through  the  agency 
"  of  prdinary  permanent  magnets."  The  Plaintiff  says  that  it  follows  from  that 
that  every  passage  from  the  Defendant's  book  which  is  set  forth  in  the  Statement 
of  Claim  must  be  read  as  if  the  word  "Dynamo"  was  really  appropriated 

45  exclusively  to  the  description  of  the  machine  which  the  Plaintiff  says  he 
invented.  It  seems  to  me  that  there  is  nothing  to  justify  that  assumption. 
It  is  true  that  it  is  stated  in  the  Statement  of  Claim,  but  when  one  looks  at  the 
mode  in.  which  the  origin  of  the  application  of  the  name  to  the  Plaintiff's 
invention  is  described  in  the  Statement  of  Claim  itself,  it  is  perfectly  obvious 

50  that  there  is  nothing  in  it  to  justify  the  statement  that  this  name  is  exclusively 
appropriated  or  intended  in  the  way  which  is  suggested.    Under  those  circum- 
stances it  seems  to  me  that  Mr.  Justice  BucJdey  was  perfectly  right  in  the 
conclusion  that  he  arrived  at. 
If  the  Plaintiff  thinks  that  he  can  improve  upon  his  Statement  of  Claim  and 

55  set  forth  a  cause  of  action  in  it,  there  is  nothing  to  prevent  his  making  an 
application  to  be  allowed  to  amend,  but  I  do  not  suppose  really  that  it  would 
be  possible  to  do  so,  because  I  have  no  reason  to  doubt  but  that  the  Statement 
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of  Claim  as  it  stands  went  to  the  very  limit  of  that  which  the  Plaintiff  hoped 
to  be  able  to  prove. 

I  have  only  one  other  word  to  add  on  this  Statement  of  Claim.  It  is  suggested 
that  some  hardship  is  being  done  to  the  Plaintiff  because  his  reputation  as  a 
scientific  inventor  may  be  damaged  by  this  book.  All  I  can  say  is  that,  although  5 
we  know  that  inventors  are  a  very  thin-skinned  excitable  class,  I  cannot  under- 
stand even  an  inventor  supposing  there  is  one  word  in  the  Defendant's  book 
which  in  the  slightest  degree  can  injure  his  reputation.  On  the  contrary,  if 
you  take  the  passages  set  out  as  a  whole  they  seem  to  me  to  recognise  to  the 
fullest  degree  the  scientific  reputation  of  the  Plaintiff.  10 

Then  I  have  just  a  word  to  say  about  the  action  on  a  supposed  breach  of 
contract.  It  seems  to  me  there  is  no  statement  in  the  Statement  of  Claim 
bringing  it  within  the  decision  in  Callisher  v.  Bischoffsheim  (L.R.  5  Q.B.  449). 
There  is  no  suggestion  that  there  was  any  threat  to  sue,  or  intention  to  sue. 
It  seems  to  me  to  have  been  a  mere  conversation  in  which  Professor  Silvanus  15 
Thompson  expressed,  for  the  sake  of  peace,  an  intention  to  do  that  which  he 
found  ultimately  he  could  not,  according  to  his  view,  properly  do.  Therefore 
it  seems  to  me  idle  to  say  that  there  was  any  aflrreement  in  this  case  wliich  in 
the  slightest  degree  would  have  prevented  the  Plaintiff  from  bringing  his  action. 
Under  these  circumstances  1  am  of  opinion  that  the  judgment  of  Mr.  Justice  20 
Buckley  was  right,  and  that  this  Statement  of  Claim  ought  to  be  struck  out  as 
not  disclosing  any  cause  of  action  ;  and,  so  long  as  that  Order  stands,  it  is 
perfectly  right  that  this  action  should  be  dismissed  as  not  disclosing  any  cause 
of  action. 

ROMBR,  LJ. — I  agree  in  thinking  that  this  Statement  of  Claim  shows  no  25 
reasonable  cause  of  action. 

Stirling,  LJ.—l  also  agree. 

Terrell,  K.C.— Having  regard  to  what  Lord  Justice  VluOHAN  Williams 
said,  will  your  Lordships  give  the  Plaintiff  an  opportunity  of  considering  an 
amendment  ?  30 

Vaughan  Williams,  L.J, — It  is  not  merely  because  you  say  you  would  like 
to  have  an  opportunity.  You  must  go  a  little  further  than  that.  I  only  meant 
to  say  that  if  you  could  suggest  there  really  was  some  slip  in  the  Statement  of 
Claim,  and  that  you  would  be  able  to  formulate  a  good  cause  of  action,  I  should 
think  that  might  be  considered  ;  but  we  are  not  disposed  to  take  any  mere  35 
statement  from  you. 

ROMBR,  L,J. — I  should  have  thought  that  in  the  interest  of  the  Plaintiff 
himself  he  would  not  want  to  go  on  with  this  action. 

Terrell,  K.C.— I  should  not  have  made  the  application  had  it  not  been  for  the 
remarks  of  Lord  Justice  Vauohan  WILLIAMS.  40 

Vaughan  Williams,  L.J. — I  made  the  observation  not  intending  to  invite 
such  an  application,  but  because  I  think  the  Court  ought  not  to  strike  out  a 
Statement  of  Claim  and  dismiss  an  action  in  any  case  in  which  the  Plaintiff, 
or  would-be  Plaintiff,  is  able  to  suggest  an  alteration  consistent  with  the  facts 
which  he  is  able  to  prove,  just  as  in  the  old  days  of  demurrer  if  there  was  45 
something  left  out  consistent  with  facts,  and  you  were  able  to  put  it  right,  the 
Court  allowed,  as  a  matter  of  course,  an  amendment  to  be  made. 

Biickmaster,  K.C. — Then  I  ask  that  the  appeal  be  dismissed  with  costs. 

Vaughan  Williams,  Zr.^^.— Certainly. 
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In  the  Court  of  Session  in  Scotland  (Outer  House). 

Before  LORD  Kyllachy. 

March  6th  and  18th,  June  25th  and  3lBt,  July  1st,  3rd,  and  17th,  1903. 

Montgomerie  &  Co.,  Ld.  v.  Young  Brothers. 
5  Montgomerie  &  Co.,  Ld.  v.  Marshall. 

Trade  Mark, — Trade  name. — Action  to  restrain  use  of  trade  name  and 
infringement  of  Trade  Mark. — Action  to  restrain  the  passing  off  of  bread  as 
^^Bermaline  Bread.^* — Probability  ofdecepticm, — Absence  of  deceit  or  fraud  on 
the  part  of  Defendant  personally. — Interdict  granted. 

10  M.  A  Co.j  bakersy  Ac.  in  Scotland  {the  Pursuers  in  the  anions)  began  in 
1886  to  make  a  special  bread  containing  extract  of  malt^  and  called  this 
bread  ^*Bermaline  Bread^'^  registering  the  word  **Bermaline^^  as  a  Trade 
Mark^  and  calling  the  mult  extract  used  in  their  bread  ^^  Bermaline  Malt 
**  Extract. ^^     They  advertised  such  names  extensively  and  appointed  agents 

15  througJwut  the  kingdom^  who  were  authorised  to  sell  the  Pursuers^  bread 
and  to  make  bread  containing  the  Pursuers^  extract  of  malt.  In  February 
1902^  being  in  a  position  to  supply  flour  and  meal  to  all  their  agents^  they 
intimated  to  their  agents  that^  unless  they  took  their  meal  or  flour  for  making 
^^  Bermaline  Bread  ^^  made  tinder  the  licence  from  the  Pursuers^  their  agencies 

20  would  be  recalled.  M.  resigned  his  agency  February  1902^  took  down 
^^Bermaline  Bread  ^^  from  the  window  of  his  one  shop  in  Bellshill  and  put 
up  ^^MarshalVs  Malt  BreadJ''  under  which  name  he  directed  his  servants  to 
sell  Ms  bread.  Thereafter^  on  fourteen  occasions  between  October  1902  and 
January  1908  his  servants  sold  to  seven  persons  loaves  as  '^  Bermaline  Bread^^ 

25  which  were  not  '^  Bermaline  Bread  *'  having  paper  bands  around  them  which 
were  colourable  but  innocent  imitations  of  bands  enclosing  the  Pursuers^  loaves. 
T.y  an  agent^  who  had  shops  in  Edinburgh^  resigned  his  agency  on  the  5th  of 
November  1902^  and  directed  his  servants  to  say  they  no  longer  kept  "  Bermaline 
"  Bread.^^    Thereafter^  on  ten  different  occasions  at  five  different  shops^  T.^s 

30  servants^  however ^  sold  and  described  loaves  as  ^^ Bermaline  Bread^^  which  were 
not  "  Bermaline  Bread  "  to  nine  persons  who  were  either  customers  or  emissaries 
of  M.  A  Go. 

3  T 


\ 


782  REPORTS  OF  PATENT,  DESIGN,         [Dec.  23, 1903. 

Montgomerie  A  Go,^  Ld.  v.  Young  Brothers. 
Montgomerie  Jk  Go,,  Ld.  v.  Marshall. 

Held,  6y  the  LORD  Ordinary,  that  both  Defenders  through  their  servants 
had  represented  their  goods  as  the  goods  of  the  Pursuers  and  infringed  their 
Trade  Marky  and  that  their  personal  innocence  did  not  affect  tJie  Pursuers^ 
right  to  damages  for  invasion  of  a  proprietary  right  and  commission  of  a  legal 
urrong :  <!^rk2held,  farther^  thai  as  the  number  of  sales  suggested  a  practice  5 
which  afforded  reasonable  ground  for  an  apprehension  of  continuance  of  the 
U)rongj  interdict  must  be  granted  against  both  Defenders  selling  under  the 
name  of  "  BermcUine "  brec^  not  manufactured  by  the  Pursuers,  or  which 
has  not  been  manufactured  or  put  on  the  market  by  the  Pursuers  or  with  their 
authority.  10 

Action  for  infringement  and  passing  off  bread  as  "  BermcUine  Bread.^^ — 
Form  of  Gonclusions  or  Prayer. — Indispensable  amendment. — Failure  to  prove 
deceit  or  fraud. — Refusal  of  expenses  to  Pursuer  although  successful. 

M.  A  Go.  sought  interdict  against  two  sets  of  Defenders  ^^from  in  any  way 
"  advertising  or  offering  for  sale  or  selling  any  substances  used  as  food  or  as  15 
**  ingredients  in  food,  and  particularly  any  loaves  of  bread  stamped  or  marked 
**  or  labelled  or  enclosed  in  wrappers  or  packages  marked  with  the  word 
**  *  Bermaline,^  or  using  the  word  /  Bermaline^  either  by  itself  or  in  combina- 
*^  lion  with  other  names  to  designcUe  substances  used  as  food  or  as  ifigredients 
•*  in  food,  <fec."  The  Pursuers  had  to  amend  after  evidence  had  been  led^  and  it  20 
woe  moreover  held,  that  they  had  failed  to  prove  personal  fraud,  or  deceitful 
use  of  colourable  imitation  of  get-up  on  which  inter  alia  their  case  had  been  laid. 
Expenses  refused  to  the  Pursuers,  although  they  succeeded  in  obtaining  interdict. 

The  Pursuers  in  these  cases  were  maltsters,  malt  extract  manufacturers,  millers, 
bakers,  and  food  specialists,  who  carried  on  business  at  Partick,  Glasgow,  and  at  25 
the  Bermaline  Mills,  Haddington.    Since  1886  they  and  their  predecessors  had 
been  manufacturing  a  special  kind  of  bread  containing  an  extract  of  malt 
manufactured  solely  by  themselves.    They  were  the  owners  of  a  Trade  Mark 
registered  on  the  24th  of  August  1894=  under  the  Patents,  &c.  Acts,  1883  to  1888, 
numbered  181,861  and  215,477,  registered   on  the  7th  of  July  1898,  for  the  30 
use  of  the  word  "Bermaline"  in   Class  42,  for  substances  used  as  food  or 
ingredients  in  food.    The  Pursuers'  malt  extract,  and  it  alone,  was  known  as 
and  called  "  Bermaline  Malt  Extract,"  and  bread  in  the  manufacture  of  which 
"  Bermaline  Extract "  was  used  was  called  "  Bermaline  Bread,"  and  was  the 
only  bread  so  called.    The  Pursuers  stated  (and  it  was  not  denied)  that  they  35 
had  spent  large  sums  in  advertising  and  creating  a  demand  for  this  bread. 

Young  Brothers,  the  Defenders  first  mentioned,  were  bakers  in  Edinburgh, 
and  Marshall,  the  other  Defender,  was  a  baker  in  Bellshill,  in  Lanarkshire. 
Many  bakers  throughout  the  United  Kingdom  had  been  appointed  agents  by 
the  Pursuers  for  the  manufacture  and  sale  of  "  Bermaline  Bread "  containing  40 
the  Pursuers'  "  Bermaline  Malt  Extract."  Young  Brothers  held  such  an 
agency  from  the  28th  of  June  1897,  and  Marshall  from  the  beginning  of 
May  1897. 

In  February  1902  the  Pursuers,  having  erected  mills  for  the  purpose  of 
manufacturing  meal,  sent  out  a  circular  to  the  trade,  in  which  they  intimated  45 
that  they  were  receiving  complaints  from  the  public  all  over  the  country  about 


Vol.  XX.,  No.  34]       AND  TRADE  MARK  OASES.  783 

Montgomerie  A  Co.y  Ld.  v.  Toung  Brothers, 
Montgomerie  A  Co,y  Ld.  v.  Marshall. 

the  quality  of  ^'Bermaline  Bread/'  and  that  they  were  satisfied  that  those 
complaints  were  caused  by  the  inferior  quality  of  the  meal  used  by  their 
agents.  They  also  intimated  that  the  agency  would  be  recalled  unless 
.  the  agent  agreed  to  purchase  the  meal  supplied  by  the  Pursuers.  The 
5  Defender  Marshall^  on  receipt  of  the  Pursuers'  circular,  refused  to  bind 
himself  to  buy  the  Pursuers'  meal,  and  on  the  25th  of  February  resigned  the 
agency,  and  thereafter  returned  to  them  the  drums  and  other  property  used  in 
connection  with  the  **  Bermaline  Bread."  On  the  28th  of  March  he  wrote  to 
the  Pursuers  asking  them  to  remove  the  '*  Bermaline  Bread  "  lettering  from  his 

10  window ;  this  was  shortly  afterwards  done,  and  the  lettering  ^  Marshall's 
"Malt  Bread"  was  substituted.  The  Defenders  Toung  Brothers  did  not 
become  purchasers  of  the  Pursuers'  meal,  but  were  allowed  to  retain  the  agency 
for  the  manufacture  and  sale  of  *^  Bermaline  Bread  "  made  with  the  ^^  Bermaline 
^*  Malt  Extract "  till  the  5th  of  November  1902,  when,  in  consequence  of  a 

15  dispute  with  the  Pursuers'  traveller,  they  gave  it  up.  On  the  22nd  of 
November  1902  they  wrote  to  tiie  Pursuers  requesting  them  to  remove  from 
their  shop  windows  all  "  Bermaline "  advertisements.  They  also  sent  or 
gave  orders  to  all  their  shops,  of  which  they  had  several  in  different  quarters 
of  Edinburgh,  that  the  sale  of  ^Bermaline  Bread"  should  be  stopped,  and 

20  that,  if  asked  for,  the  customer  should  be  told  that  it  was  no  longer  kept.  -  The 
Defender  Marshall^  on  giving  up  his  agency,  also  intimated  to  his  assistants 
that  he  no  longer  made  *^  Bermaline  Bread,"  and  directed  that  his  bread  was  to 
be  sold  as  *^  Marshall's  Malt  Bread."  He  averred  that  his  customers  were  also 
made  aware  that  thereafter  he  only  sold  his  own  malt  bread.    At  the  end  of 

25  October  1902  the  Pursuers  became  suspicious  that  many  bakers  who  had  given 
up  their  agencies  for  the  sale  of  "  Bermaline  Bread  "  were  selling  as  "  Bermaline 
"  Bread  "  bread  not  made  with  the  **  Bermaline "  extract.  They  sent  round 
emissaries  to  the  shops  of  various  bakers  to  test  by  actual  purchase  whether 
this  was  BO.    These  persons  went,  amongst  others,  to  the  shop  of  MarsJialL 

30  They  gave  evidence  that  they  had  there  purchased  as  ^^ Bermaline  Bread" 
loaves  which  were  produced  and  were  admittedly  not  made  with  "  Bermaline  *' 
extract.  Such  sales,  they  averred,  were  made  to  them  on  the  30th  and  31st  of 
October,  on  the  1st,  3rd,  7th,  10th,  11th,  12th,  15th,  27th,  and  28th  November, 
on  the  12th  and  26th  of  December  1902,  and  on  the  9th  of  January  1903,  being 

35  fourteen  separate  occasions.  The  shopgirls,  on  the  other  hand,  gave  evidence 
that  they  never  sold  bread  as  "  Bermaline  Bread  "  after  the  agency  was  given 
up  ;  that  they  never  sold  ^*  Marshall's  Malt  Bread "  as  **  Bermaline  Bread  "  ; 
and,  in  particular,  that  they  sold  no  bread  as  *^  Bermaline  Bread  "  on  the  dates 
mentioned.    Some  of  them  could  not  remember  the  persons  who  were  said  to 

40  have  bought  the  loaves  in  question.  Some  of  them  remembered  selling  bread 
to  them,  but  not  "  Bermaline  Bread." 

After  Toting  Brothers  gave  up  their  ^^ Bermaline"  agency  on  the  5th  of 
November  1902,  the  emissaries  of  the  Pursuers  went  to  their  shops  also,  and  on 
the  8tb,  11th,  14th  and  21st  of  November  purchased  in  five  shops  of  these 

45  Defenders  loaves  which  they  produced  which  were  not  made  with  ^  Bermaline 
"  Extract,"  but  which,  they  deposed,  were  sold  to  them  as  ♦*  Bermaline  "  loaves. 
In  this  case  also  the  shopgirls  denied  having  made  such  sales  either  to  these 
persons  or  to  others.  « 

In  consequence  of  these  inquiries  made  by  the  Pursuers,  actions  were  raised 

50  against  Toung  Brothers  and  against  Marshall.  The  grounds  and  the  con- 
clusions of  the  two  actions  were  substantially  the  same.  In  each  case  it  was 
averred  ^Hhat  the  Defenders  have  been  in  the  habit  of  wilfully  and  fraudulently 
^  advertising  for  sale  and  selling  as  ^  Bermaline  Bread '  bread  not  manufactured 
*'  with  *  Bermaline  Malt  Extract '  and  known  by  the  Defenders  not  to  be  so 

55  ^  manufactured,  on  the  false  pretence  made  by  the  Defenders  or  their  shopmen 
^  and  servants  that  such  bread  was  '  Bermiiline  Bread '  manufactured  with  the 
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"  *Bermaline  Malt  Extract'  all  in  infringement  of  the  Pursuers'  Trade  Mark 
*^  and  in  contravention  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883, 
"  section  76."  It  was  asked  that  the  Defenders  should  be  interdicted  **  from  in 
"  any  way  advertising  or  oj0Eering  for  sale  or  selling  any  substances  used  as  food 
"  or  as  ingredients  in  food,  and  particularly  any  loaves  of  bread  stamped  or  i 
"  marked,  or  labelled  or  enclosed  in  wrappers  or  packages  marked  with  the 
*'  word  '  Bermaline,'  or  using  the  name  '  Bermaline '  either  by  itself  or  in 
^'  combination  with  other  names  to  designate  substances  used  as  food  or  as 
"  ingredients  in  food,  and  particularly  loaves  of  bread  manufactured  by  the 
'<  Defenders,  and  so  stamped  or  marked  or  labelled  or  enclosed  in  wrappers  or  10 
*'  packages  so  marked,  or  from  advertising  or  representing  themselves  as  bakers 
"  or  sellers  of  *  Bermaline  Bread '  or  selling  loaves  of  bread  under  said  name,  or 
*'  using  said  names  in  invoices,  labels,  b^,  packages  or  stationery,  or  in  any 
"  way  infringing  the  sole  and  exclusive  right  of  the  Pursuers  to  use  the  name 
**  *  Bermaline '  in  connection  with  or  for  the  purpose  of  designating  any  substances  15 
"  used  as  food  or  as  ingredients  in  food,  and  particularly  any  loaves  of  bread." 
The  Pursuers  also  concluded  for  lOOZ.  damages,  but  stated  at  the  Bar  that  they 
did  not  desire  substantial  damages,  but  would  be  satisfied  with  a  nominal  sum. 

The  Pursuers  pleaded  : — *'  1.  The  Defenders  having  infringed  the  Pursuers* 
"  Trade  Mark,  the  Pursuers  are  entitled  to  interdict  as  concluded  for.  2.  The  20 
*^  Defenders  having  wilfully  and  fraudulently  used  the  name  by  which  the 
^^  Pursuers'  goods  are  known  in  the  market,  and  thereby  illegally  encroached  on 
^'  and  injured  their  trade,  the  Pursuers  are  entitled  to  interdict  as  concluded  for. 
**  3.  The  Pursuers  having  sustained  loss  and  damage  to  the  extent  of  the  sum 
**  sued  for  through  the  wrongful  acts  of  the  Defenders,  they  are  entitled  to  fiH 
''  damages  as  concluded  for." 

The  Defenders,  Young  Brothers^  pleaded  : — "  1.   The  Pursuers'  statements 
^^  are  irrelevant  and  wanting  in  specification.    2.  T^^  Pursuers'  averments,  so 
'<  far  as  material,   being  imfounded   in  fact,  the    Defenders  are  entited  to 
^'absolvitor,  with  expenses.     3.   The  Pursuers  having  sustained  no  loss,  or  30 
^  damage  through  any  acts  of  the  Defenders  are  not  entitled  to  damages." 

The  pleas  tendered  for  Marshall  in  the  other  case  were  similar.  He  also 
pleaded  : — ^'  2.  The  Defender,  not  having  infringed  the  Pursuers'  Trade  Mark, 
**  ought  to  be  assoilzied." 

In  the  case  of  Young  Brothers  the  Record  was  closed  on  the  6th  of  March  1903,  35 
and  a  proof  allowed,  which  was  taken  on  the  25th  of  June  and  3rd  of  July  1903 ; 
and  in  the  case  of  Marshall  the  Record  was  closed  on  the  18th  of  March  L903, 
and  proof  before  answer  as  to  relevancy  allowed,  which  was  taken  on  the  31st  of 
June  and  1st  of  July  1903. 

For  the  Pursuers  in  both  cases  Dundas^  K.C.,  and  W.  F.  Trotter  (instructed  40 
by  T.  8.  Paterson,  S.S.C.) ;  Salvesen^  K.C.,  and  Hunter  (instructed  by  Button 
and  Jack^  S.S.C.),  for  Young  Brothers;  Shaw^  K.C.,  and  Morison  (instructed 
by  B.  S.  Rutherford^  Solicitor),  for  Marshall. 

At  the  proofs  the  various  points  were  brought  out  which  have  been  referred 
to  in  the  preceding  narrative.     It  appeared  that  the  Pursuers,  before  February  45 
1902,  when  they  erected  mills  of  their  own,  had  been  in  the  habit  of  supplying 
their  agents  with  their  malt  extract  and  allowing  them  to  buy  their  flour  where 
they  pleased.    After  they  erected  mills  they  insisted  that  their  agents  should 
tise  their  (the  Pursuers')  flour,  partly  with  a  view  to  keeping  the  quality  of  the 
bread  uniform  all  over  the  country,  but  partly  also  with  a  view  to  obtaining  a  50 
large  market  for  the  flour.    [Lord  Kyllaoht.— I  am   quite  satisfied  that  the 
Pursuers    were   entitled   to  prescribe  the  terms  on  which  their  trade  name 
might  be  used.      But  there  is  no  question  here  as  to  the  flour.    It  is  a  complaint 
for  selling  "Bermaline  Bread"    made  without  *•  Bermaline  Extract."]       In 
regard  to  the  sales  it  was  proved  that  in  each  case  the  Defenders  had  repeatedly   55 
warned  the  shopgirls  not  to  sell  their  bread  as  "  Bermaline  Bread."    There  was 
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no  attempt  on  the  part  of  the  Pursuers  to  prove  that  the  sales  had  been  made 
with  the  Defenders'  sanction  in  either  case,  or  to  substantiate  the  charge  that 
the  sales  were  "  wilfully  and  fraudulently  "  made.  Neither  Defenders  had  ever 
advertised  their  bread  as  "  Bermaline  Bread,"  or  used  the  word  "  Bermaline" 
5  on  invoices,  labels,  bags,  packages,  or  stationery,  after  the  close  of  the  agency. 
Marshall  offered  to  advertise  that  he  did  not  sell  "  Bermaline  Bread."  The 
'^  Bermaline  "  lettering  had  in  each  case  been  allowed  to  remain  for  a  short  time 
on  the  window  after  the  t-ermination  of  the  agency ;  in  the  case  of  Toung 
Brothel s  from  the  25th  of  February  to  the  28th  of  March;   in  the  case  of- 

10  Marshall  from  the  5th  of  November  to  the  22nd  of  November.  In  MarshalVs 
case  the  purchases  founded  on  were  made  while  the  lettering  remained  on  the 
window  ;  in  Young^s  case  after  its  removal.  In  MarshaWs  case  evidence  was 
led  regarding  certain  bands  which  were  put  round  his  loaves  of  bread,  and 
which  were  stated  to  be  a  colourable  imitation  of  those  used  by  the  Pursuers. 

15  Each  loaf  of  this  Defender's  malt  bread  was  encircled  with  a  paper  band, 
marked  in  large  letters  "  Marshall's  Malt  Bread."  The  Pursuers'  bread  when 
sold  bears  a  paper  band,  on  which  are  printed  in  conspicuous  letters  the  words, 
"  Bermaline ;  Montgomerie's  Patent."  Both  bands  were  printed  by  the  same 
printer.    They  were  both  in  two  colours,  red  and  blue.    They  were  of  the  same 

20  Biz«>  twenty  inches  by  two,  and  were  of  somewhat  similar  appearance.  On  the 
bands  used  by  Marshall,  while  he  was  agent  for  **  Bermaline  Bread,"  was 
printed  a  picture  of  a  medal  won  by  him  with  '*  Bermaline  Bread  "  ;  this  picture 
was  also  placed  on  the  band  of  "  Marshall's  Malt  Bread."  The  words  "  Sold  as 
"  ftmcy  bread  in  compliance  with  the  Bread  Act,"  appeared  on  both  bands. 

25  For  about  two  months  after  giving  up  the  "  Bermaline  "  agency,  Marshall  had 
used  a  band  entirely  different  from  both  of  these  bands.  He  averred  that  what 
resemblance  there  was  in  the  bands  was  accidental,  and  that,  in  fact,  the  bands 
were  clearly  distinguishable.  In  Young^s  case  the  bread  was  sold  without  any 
band  round  it.     In  both  cases  the  question  for  the  Court  (putting  aside  the 

30  dispute  regarding  the  bands)  practically  narrowed  itself  to  this — Whether  the 
Defenders'  shopgirls  had,  against  their  express  instructions,  sold  their  bread  as 
*'  Bermaline  "  in  the  circumstances  detailed  above,  and  if  so  whether  this  was 
a  use  of  the  trade  name  of  the  Pursuers  sufficient  to  support  the  present  action 
of  interdict. 

35       The  debate  on  MarshalVs  case  was  heard  first. 

Dundas,  K.C.,and  Trotter  for  the  Pursuers  argued,  after  discussing  the  evidence 
— Fraud  is  not  necessary  to  be  averred  or  proved  in  order  to  obtain  protection 
for  a  Trade  Mark  (per  Lord  Cairns,  L.C.,  in  Singer  Machine  Manufa^^turing 
Company  v.  Wilson,  L.R.  3  A.C.  376).     This  is  a  Trade  Mark  registered  under 

40  the  Patents,  &c.,  Act,  1883.  The  present  proceedings  are  competent  under 
section  77  of  that  Act.  It  is  not  material  that  the  Trade  Mark  was  not  actually 
used  upon  the  articles  sold  (Singer  Machine  Manufacturing  Company  v. 
Wilson).  It  will  not  avail  the  Defender  that  he  gave  express  directions  to  his 
servants  not  to  sell  his  bread  as  "  Bermaline."    If  the  servant  acts  improperly, 

45  but  in  the  course  of  his  employment,  the  master  is  liable,  though  he  may  have 
given  express  directions  not  to  act  in  such  a  manner  (Limpus  v.  London  General 
Omnibus  Company,  Ld.,  32  L.J.  Ex.  34 ;  Tonge  v.  Ward,  21  L.T.,  N.S.  480, 
Fraser  v.  Younger  A  Sons,  5  M.  861).  It  is  true  that  interdict  is  an  equitable 
remedy  which  will  only  be  granted  on  evidence  of  a  wrong,  or  on  reasonable 

50  grounds  of  apprehension  of  a  wrong  (Hay^s  Trustees  v.  Young,  4  R.  398),  but 
here  there  has  been  a  course  of  vnrongf  ul  acting.  This  case  may  be  distinguished 
from  the  case  of  Bass,  Ratcliff  and  Oretton,  Ld.  v.  Laidlaw  (13  R.  898)  where 
interdict  was  refused  in  somewhat  similar  circumstances.  There  only  four 
isolated  sales  were  proved  ;  here  there  was  a  course  of  wrongful  sales  amounting 

55  to  fourteen  in  all.  There  the  barmaids  confessed  that  they  might  have  sold  Basses 
beer  by  mistake.     Here  the  shopgirls  put  forward  no  such  excuse.    There  was 
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simply  a  general  denial.  Thomson  v.  Robertson  (15  R,  880)  is  also  dis- 
tingaishable.  There  the  acts  of  infringement  were  petty,  and  there  was  no 
clear  proof  that  there  had  been  substitution  of  the  wrong  article  without  the 
purchaser's  consent.  We  are  entitled  to  sue  for  damages  {Thomson  A  Co.  v. 
DaiUyy  24  R.  1173),  but  we  only  ask  for  a  nominal  award.  As  to  the  Defendant's  5 
offer  to  advertise  that  he  did  not  sell  ^'  Bermaline  Bread ''  we  are  not  in  safety 
to  accept  that,  for  it  gave  no  guarantee  that  what  had  happened  would  not 
happen  again. 

Shaw^  K.O.,  and  Morison^  for  the  Defender. — ^No  interlocutor  can  be  pro- 
hounced  founded  on  this  Summons.    It  asks  for  an  interdict  forbidding  the   10 
Defender  ^^  from  using  the  name  '  Bermaline '  to  designate  substances  used  as 
"  food "  and  '•  from  representing  himself  as  a  baker  or  seller  of  *  Bermaline 
"  *  Bread,'  or  selling  loaves  of  bread  under  said  name."  Such  an  interdict  would 
prevent  the  Defender  trading  in  "  Bermaline  Bread  "  made  from  the  **  Bermaline" 
flour  and  malt.    This  would  be  a  restriction  of  legitimate  trade  and  would  be  15 
absurd.    The  record  is  misleading ;  on  record  the  case  appears  to  be  entirely  a 
Trade  Mark  case.    It  is  not  such  at  all,  but  a  case  of  trade  name.    The  Trade 
Mark  was  never  used  by  affixing  it  to  anything.    The  ti^e  name  was  never 
used  except  verbally.    [Lord  Kyllaoh Y. — Is  not  the  distinction  between  Trade 
Mark  and  trade  name  touched  on  in  the  case  of  the  GeUular  Clothing  Company  20 
V.  Maxton  (16  R.P.C.  397  ;  25  R.  1098)  ?]    Taking  it  on  the  footing  that  this  is 
a  trade  name  case,  it  must  be  proved  that  there  had  been  a  false  representation 
to  the  customers  (Beddaway  v.  Banham,  13  R.P.O.  218 ;  L.R.  1896  A.C.  199). 
But  here  the  article  delivered  bore  a  bsmd  showing  it  was  not  the  article  desired. 
The  cases  of  LimpvSy  Tonge  and  Fraser  were  all  cases  where  the  responsibility  25 
of  the  master  for  damages  for  the  acts  of  the  servant  extended  to  acts  outside 
the  scope  of  the  master's  instructions.    This  was  quite  different  from  the  present 
action  of  interdict.    The  present  case  is  just  such  as  Thomson^s  and  as  Basses. 
Crawford's  Trustees  v.  Lennox  (23  R.  747)  shows  that  in  deciding  whether  an 
interdict  should  be  granted  the  question  is  whether  or  not  the  use  complained  30 
of  involved  misrepresentation  and  consequent  misleading  of  the  public  and 
injury  to  the  owner's  interest.    [Lord  Kyllaohy.— Whatever  the  merits  of  the 
case  may  be  it  is  impossible  to  grant  interdict  in  terms  of  the  Summons.] 
^Trotter  offered  to  put  in  a  minute  of  restriction.]    [Lord  Kyllaohy. — I  am 
not  willing  to  admit  that  at  this  stage,  and  besides  not  only  restriction  but  85 
amendment  is  necessary.] 

After  a  short  adjournment  jDuneio^,  E.C.y  for  the  Pursuers,  moved  to  amend  the 
Summons  so  that  it  should  run  (the  words  now  inserted  being  those  in  italics)  : — 
"  From  in  any  way  advertising,  or  offering  for  sale  or  selling,  any  substances 
^*  used  as  food,  or  as  ingredients  in  food,  and  particularly  any  loaves  of  bread  40 
^  stamped  or  marked  or  labelled  or  enclosed  in  wrappers  or  packages  marked 
"  with  the  word  *  Bermaline,'  or  using  the  word  *  Bermaline,'  either  by  itself  or 
**  in  combination  with  other  names,  to  designate  substances  used  as  food  or  as 
"  ingredients  in  food,  except  the  *  Bermaline  Bread '  manufactured  by  the 
"  Pursuers   or   their   agents^   and    particularly   loaves  of   bread,  not  being  45 
**  *  Bermaline  Bread^^  manufactured  by  the  Defender,  and  so  stamped    or 
**  marked  or  labelled  or  enclosed  in  wrappers  or  packages  so  marked ;  or  from 
**  advertising  or  representing  himself  as  a  seller  of  *  Bermaline  Bread,'  or  selling 
**  loaves  of  bread  under  the  said  name  being  bread  or  loaves  not  of  the  Pursuers' 
'<  or   their  agents'    manufacture,    or    not    containing    '  Bermaline '    extract  50* 
*^  manui^tured  by  them  or  any  of  them,  or  using  said  name  on  invoices, 
"  labels,  bags,  packages,  or  stationery,  or  in  any  way  infringing  the   sole 
*'  and   exclusive  right   of   the    Pursuers   to  use  the  name  *  Benpaline '  in 
*^  connection  with,  or  for  the  purpose  of  designating,  any  substances  used  as 
^*  food,  or  as  ingredients  in  food,  or  particularly  any  loaves  of  bread  not  being  55 
*•  Bermaline  Bread.^^ 


Vol.  XX.,  No.  34.]       AND  TRADE  MARK  OASES.  787 

Montgotnerie  Jk  Co.^  Ld.  v.  Young  Brothers. 
MorUgomerie  &  Go,y  Ld,  v.  Marshall. 

Morison^  for   the   Defender,  objected  that  this  amendment  changed    the 
nature  of  the  case  from  a  Trade  Mark  case  proceeding  on  statute  to  a  trade  name 
case  in  common  law. 
Dundas^  K.C.,  contended  that  the  amendment  was  competent.    The  Defender 
5  should  have  stated  his  objection  to  the  relevancy  on  the  Procedm-e  Roll,  not  at 
the  hearing. 
The  amendment  was  allowed  and  the  Lord  Ordinary  made  Avizandum. 
On  the  3rd  of  July  Counsel  were  heard  in  the  case  of  Young  Brothers^  the 
Summons  being  amended  as  in  MarshalPs  case. 
10      Dundasy  K.C.,  and  TVo^^^r.— Between  the  5th  and  the  22nd  of  November  the 
"  Bermaline  Bread  '*  lettering  was  up  on  the  windows  of  the  Defenders'  shops,  and 
the  Defenders  were  holding  themselves  out  to  sell  "  Bermaline  Bread."    There 
was  an  ample  course  of  dealing  in  the  bread,  spoken  to  by  nine  witnesses.     [They 
then  dealt  with  the  credibility  of  the  witnesses.]     The  fact  that  the  master  had 
15  given  instructions  not  to  sell  his  bread  as  ^'  Bermaline  "  does  not  help  him  so 
long  as  the  servant  does  it  in  the  course  of  the  business  (Limpus^  Fraser^  cit 
supra.)     True,  it  is  not  every  contravention  that  will  infer  interdict.    There 
must  be  a  certain  bulk  of  transgression.    This  is  shown  by  the  ca^es  of  Bass 
and  Thomson.    But  these  cases  are  distinguishable,  and  here  the  circumstances 
20  are  ample  to  support  an  action  of  interdict. 

Salveseny  K.O.,  and  Morison^  for  the  Defenders. — The  master  here  is  responsible 
for  the  acts  of  his  servants  even  done  against  his  instructions,  but  only  for  the 
thing  so  done,  i.«.,  he  will  be  liable  in  damages  if  damage  has  been  done,  but 
not  to  action  of  interdict.    Fraser^s  case  is  not  applicable ;  that  was  a  case  of 
25  negligence.    The  Singer  case  was  a  Trade  Mark  case ;  it  did  not  deal  with  the 
question  of  trade  name.    In  order  that  the  use  of  a  trade  name  may  be  inter- 
dicted it  must  have  been  used  wilfully  and  fraudulently.     There  was  no  fraud 
here.     [Lord  Kyllacht. — But  suppose  that  fraud  is  not  necessary ;    that 
misrepresentation  is  enough  ?]     In  such  a  case  as  this  you  cannot  make  a  man 
30  responsible  for  the  wilful  act  of  his  servant  against  his  instructions  except  for 
the  immediate  consequences.     This  is  not  a  violation  of  property.    A  Trade 
Mark   is  property.      You  may  be  interdicted  from  infringing  it  either  by 
yourself  or  your  servants,  for  it  is  property.     A  trade  name  is  not  property. 
Here  you  have  your  remedy  at  common  law  and  the  ground  of  redress  is  deceit, 
35  fraud,  because  another  is  trying  to  take  advantage  of  the  reputation  of  your 
goods.    The  Bass  and  Thomson  cases  show  this. 
On  the  17th  of  July  judgment  was  pronounced  in  both  cases. 
Lord  Kyllaohy. — In  the  case  of  Young  Brothers  I  have  not  been  able  to 
resist  the  conclusion  that  during  the  period  from  the  8th  to  the  22nd  of  Novem- 
40  ber  last  there  were  sold  at  the  Defenders'  shops  to  various  persons  loaves  of 
bread  which  were  described  and  sold  as  "  Bermaline  Bread,"  but  which  were 
not  in  fact  '*  Bermaline  Bread  '* — ^that  is  to  say,  were  not  bread  manufactured 
and  put  on  the  market  by  the  Pursuers  or  with  their  authority.  There  is  a  great 
conflict  of  evidence — a  conflict  perhaps  extending  even  to  the  question  whether 
45  the  alleged  sales  were  made  at  all.    But  notwithstanding  the  strenuous  denials 
of  the  Defenders'  shopwomen,  I  have  felt  obliged  to  hold  it  as  proved  that  the 
thing  alleged  did  occur,  and  did  so  on  ten  different  occasions  and  at  five 
different  shops,  the  sales  being  made  to  nine  different  purchasers,  who  were  as 
it  happens  emissaries  of  the  Pursuers  sent  round  to  test  by  actual  purchase  the 
50  existence  of  a  practice  of  which  the  Pursuers  had  as  they  believed  information. 
It  is  not  necessary  to  go  into  detail.    The  question  is  a  jury  question,  and  I 
claim  that  I  have  tried  to  solve  it  as  best  I  could.    I  quite  accept  the  Defenders' 
statement  that  they  were  not  personally  cognisant  of  what  took  place.    Indeed, 
I  accept  and  quite  believe  their  statement  that  when  they  terminated  their 
55  agency  for  the  Pursuers  on  the  5th  of  November  they  sent  or  gave  orders  to  all 
their  shops  that  the  sale  of  '*  Bermaline  Bread  "  should  be  stopped,  and  that  if 
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asked  for  the  customer  should  be  told  that  it  was  no  longer  kept,  bat  althongh 
personally  clear,  the  Defenders  are  of  course  responsible  for  their  servants,  and 
I  am  unable  to  doubt  that  perhaps  from  some  misunderstanding— or  more 
probably  what  we  sometimes  find,  an  invincible  indisposition  to  obey  or  treat 
seriously  orders  of  which  the  importance  is  not  appreciated — ^the  Defenders*  5 
shopwomen  at  the  five  shops  in  question  failed  to  inform  the  customers — ^at  all 
events  their  casual  customers  who  asked  for  this  particular  kind  of  bread — that 
the  article  which  they  supplied  was  not  the  article  asked  for,  but  something 
which  was  considered  equally  good. 

Taking  this  view  of  the  evidence,  it  follows  that  the  Defenders  have  com-  10 
mitted  as  against  the  Pursuers  a  legal  wrong.    They  have  not  only  represented 
their  own  goods  as  the  goods  of  the  Pursuers,  but  in  so  far  as  the  distinction  is 
of  importance  they  have  infringed  the  Pursuers'  registered  Trade  Mark.    And 
that  being  so,  it  makes  no  difference  that  they  were  personally  innocent,  or 
even  that  their  servants  were  probably  unconscious  that  they  were  doing   15 
anything  worse  than  taking  a  liberty.    The  unauthorised  use  either  of  a  trader's 
name  or  of  his  registered  Trade  Mark  is,  apart  altogether  from  motive,  an  inva- 
sion of  a  proprietary  right  and  a  legal  wrong.    Fraud  in  the  ordinary  sense  is 
quite  unnecessary.    Tlutt  point  is  I  think  explained  in  Lord  Cairns^  judgment 
in  the  case  of  Singer  v.   Wilson  (L.R.  3  App.  Cas.  391).    It  is  also  noticed  in  20 
various  recent  cases — amongst  others  the  case  of  the  Cellular  Clothing  Company 
V.  Maxton  and  Murray^  a  case  which  also  went  to  the  House  of  Lords."* 

The  Pursuers  therefore  are  unquestionably  entitled  to  damages  if  they  have 
suffered  damage,  and  also,  it  seems  to  me,  to  interdict  if  there  is  any  reasonable 
apprehension  of  a  repetition  or  continuance  of  the  offence.  As  to  damages,  I  25 
am  relieved  from  attempting  to  assess  them,  because  the  Pursuers  admit  that 
they  have  proved  no  actual  loss,  and  they  therefore  only  ask  nominal  damages. 
But  as  to  interdict  the  matter  is  not  so  clear.  There  are  some  dicta  on  the 
subject  by  individual  judges  which,  if  authoritative,  would  be  embarrassing,  and 
to  which  I  am  not  myself  prepared  to  subscribe.  But  I  quite  acknowledge  that  30 
interdict  as  a  rule  ought  not  to  be  granted  unless  there  is  (1)  some  wrongful 
act  or  wrongful  conduct  in  the  past ;  and  (2)  some  reasonable  apprehension  of 
the  repetition  or  continuance  of  the  wrong  in  the  future.  If,  therefore,  it  could 
be  assumed  that  there  was  no  room  in  this  case  for  such  an  apprehension,  I 
should  have  been  quite  prepared  to  refuse  interdict.  But  having  regard  to  the  35 
whole  circumstance,  I  am  unable  to  make  that  assumption.  It  is  not,  I  think, 
possible  to  hold  that  what  happened  here  was  mere  inadvertence.  The  occasions 
were  too  numerous,  and  too  suggestive  of  a  general  practice,  and  besides  I  am 
not  aware  that  the  suggestion  of  inadvertence  is  open  where,  as  here,  everything 
is  denied.  I  put  it  to  the  Defenders'  counse]  at  the  close  of  the  proof  whether  40 
they  were  prepared  by  Minute  to  admit  the  fact  of  infringement  and  to  grant  an 
undertaking  that  the  thing  would  not  again  occur,  but  they  did  not  see  their 
way  to  put  the  case  into  that  position.  I  accordingly  propose  to  grant  interdict 
against  the  Defenders  selling  under  the  name  of  *^  Bermaline,"  bread  not  manu- 
factured by  the  Pursuers,  or  which  has  not  been  manufactured  or  put  on  the  45 
market  by  the  Pursuers  or  with  their  authority.  The  interdict  originally 
asked  is  in  wider  terms — terms  in  which  I  could  not  possibly  grant  interdict. 
But  the  Pursuers  asked  leave  to  amend  their  Summons  by  exprdssing  the 
necessary  qualification,  and  I  thought  it  right  to  allow  that  amendment. 

This,  however,  brings  us  to  the  question  of  expenses.    There  are  various  50 
circumstances  which  appear  to  me  to  make  it  in  this  case  just  that  vrhW^  the 
Pursuers  obtain  interdict  and  also  an  award  of  bs.  of  nominal  damages,  they 
should  not  be  aUowed  their  expenses.    In  the  first  place,  the  case  presented,  if 
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not  upon  record — at  all  events  at  the  proof — involved  as  against  the  Defenders  a 
charge  of  personal  fraud,  which  I  hold  to  be  quite  unfounded.  In  the  next  place, 
substantial  damages  were  asked  on  the  footing  that  the  bread  sold  by  the  Defenders 
was  inferior,  and  that  they  (the  Pursuers)  had  thereby  suffered  loss.  On  that 
5  point  the  Pursuers  offered  no  proof.  Again  the  action  is  laid — certainly  the 
Summons  is  expressed — as  if  the  charge  against  the  Defenders  was  mainly  a 
charge  of  using  the  Pursuers*  labels,  bands,  and  stamps — a  somewhat  aggravated 
kind  of  infringement,  and  one  for  which,  as  it  turned  out,  there  was  no  founda- 
tion whatever.    Lastly,  the  Pursuers'  real  ground  of  action,  viz.,  the  use  of  the 

10  Pursuers'  Trade  Mark  by  application  by  word  of  mouth  to  articles  sold, 
while  perhaps  covered  by  the  Summons  when  carefully  read,  was  (apart  from 
the  amendment  to  which  I  have  referred)  covered  so  loosely  as  to  involve  a 
serious  pluris  petitio.  Altogether  the  Pursuers  have  so  exaggerated  or  misstated 
their  case  that  I  do  not  see  how  the  Defenders  could  have  done  otherwise  than 

15  defend  in  order  to  bring  out  the  truth.  That  being  so,  and  in  the  whole 
circumstances,  I  have  come  to  the  conclusion  that  there  should  be  no  expenses 
to  either  party. 

In  the  case  of  MarsJiall,  my  view  of  the  facts  is  substantially  the  same  as  in 
the  case  of  Toung  Brothers,  which  1  have  just  advised.    As  in  that  case  I  hold 

20  it  proved  that  during  the  period  mentioned  there  were  in  the  Defender's  shop 
sales  of  bread  as  ^'  Bermaline  Bread,"  whidi  was  not  "  Bermaline,"  and  also  as  in 
that  case  I  hold  it  proved  that  these  sales  took  place  without  the  Defender's 
knowledge  and  against  his  orders.  There  are  some  differences  no  doubt 
between  the  two  cases.    The  whole  sales  here  were  made  in  one  shop.    Indeed 

25  the  Defender  had  only  one  shop.  They  extended  over  a  period  somewhat 
longer  than  in  the  other  case,  namely,  from  the  30th  of  October  to  the  9th 
of  January.  They  took  place  moreover  on  fourteen  different  occasions,  and 
they  were  made  to  seven  persons.  The  loaves  sold  had  in  all  cases  around 
them  bands,  which  at  a  distance,  and  to  a  person  unacquainted  with  the 

30  Pursuers'  bands,  bore  a  general  resemblance  to  the  ^'  Bermaline "  bands,  but 
the  two  bands — the  Pursuers'  and  Defender's — were  really  when  examined 
quite  distinguishable,  and  the  bands  used  by  the  Defender  were  I  think 
used  quite  in  good  faith.  There  were  besides  some  other  minor  differences, 
but  broadly  the  two  cases  are  not  I  think  distinguishable  so  as  to  effect  the 

35  result  in  law.  I  propose,  therefore,  to  pronounce  the  same  judgment  as  in 
the  other  case,  granting  interdict  with  the  same  qualification  and  awarding  58. 
as  nominal  damages. 

As  to  expenses — I  think  this  case  is  even  more  unfavourable  for  the  Pursuers 
than  the  case  of   Toung  Brothers.     They   not  only   charge  the  Defender 

40  personally,  but  they  allege  against  him  on  Record,  and  sought  to  substantiate  at 
the  proof  that  he  had  fraudulently  procured  from  their  printer  20,000  labels  or 
bands  which  were  colourable  imitations  of  their  (Pursuers')  Trade  mark,  labels, 
or  bands.  For  the  rest,  their  Summons  and  Record  is  much  the  same  as  that  in 
the  case  of  Toung  Brothers,  and  exposed  to  the  same  strictures.    I  propose, 

15  therefore,  here  also  to  find  no  expenses  due  to  either  party. 
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In  the  House  of  Lobds. 

Present :  The  Lord  Changellob,  and  Lords  Shand,  Da  vet, 
and  Robertson. 

November  5th,  6th,  and  9th,  1903. 

AsHWORTH  V.  English  Card  Clothing  Company,  Ld.  5 

Patent. — Action  for  infringement. — Construction. — Subject-matter. — Defen- 
dants held  to  have  infringed. — Appeal  by  Defendants  allowed. 

Action  for  infringing  a  Patent  for  ^^Improvements  in  apparatus  for 
"  ?iardening  and  tempering  steel  wire  and  tape.^^  The  improvement  consisted 
in  a  method  of  keeping  the  wire  bright^  after  passing  through  the  tempering  10 
flame^  by  passing  the  wire  direct  from  the  flams  into  a  tube  or  chamber 
^^  from  which  oxygen  is  excluded  as  much  as  is  conveniently  possible^  and  which 
*'  is  long  enough  to  permit  the  wire  to  become  sufficiently  cooled."  T?ie  Specifi- 
cation  described  a  chamber  supplied  by  means  of  a  pipe  "  with  a  gas  or  with  a 
"  mixture  of  gases  which  is  as  near  as  conveniently  possible  free  from  admix-  15 
"  ture  with  oxygen."  The  Defendants  passed  their  wire  into  a  tube  which  was 
not  supplied  with  gas^  but  which  wets  sealed  against  the  admission  of  air  by 
dipping  under  molten  lead  at  its  mouth.  Held,  at  the  trials  that  this  was  not 
an  infringetnentf  the  Plaintiffs  msthod  involving  an  artificial  supply  of  gas. 
If  the  construction  of  the  Plaintiff^ s  Specification  did  not  imply  an  artificial  20 
supply^  then  there  tjuas  want  of  sultfect-matter.  The  action  was  dismissed  with 
costs.  The  Plaintiff  appealed.  Held,  on  appeal^  that  the  Patentee  had  intro- 
duced a  new  step  into  the  manufacture  of  wire  which  required  experiment  and 
observation ;  that  the  Patent  was  valid ;  and  that  the  Defendants  had  infringed. 
The  Defendants  appealed  to  the  House  of  Lords.  25 

Held,  tha^^  upon  the  true  construction  of  the  Plaintij^s  Specification^  the 
Defendants  had  not  infringed.    The  appeal  was  allowed  with  costs. 

On  the  8th  of  December  1886  Letters  Patent  (No.  16,047  of  1886)  were  granted 
to  George  Ashworth  and  Elijah  Ashworth  for  **  Improvements  in  apparatus  for 
*^  hardening  and  tempering  steel  wire  and  tape."  30 

The  Complete  Specification,  so  far  as  material,  was  as  follows  : — "  Our  inven- 
^  tion  relates  to  the  apparatus  principally  employed  in  the  hardening  and 
«<  tempering  of  steel  wire  wherein  the  wire  is  drawn  through  a  heating  flame, 
**  a  quenching  or  hardening  bath  and  a  softening  or  tempering  flame,  or  is 
**  otherwise  heated  quenched  and  re-heated  or  tempered  in  immediate  succes-  35 
*^  sion.    We  have  for  a  long  time  studied  to  perfect  the  process  in  order  to 
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^  obtain  the  wire  in  as  perfect  a  condition  as  possible  for  use  in  the  manufac- 
**  tnre  of  wire  cards  and  Letters  Patent  bearing  date  the  fifth  day  of  September 
^  in  the  year  1878  and  numbered  3513,  and  third  day  of  April  1884  No.  5856 
**  were  granted  to  ns  for  the  improyements  which  we  had  then  effected  in  such 
5  "  wire.  In  the  hardening  and  tempering  of  the  wire  we  kept  the  wire  as  much 
^  as  possible  from  exposure  to  the  air  in  order  to  lessen  the  tendency  to  scaling 
^  but  we  haye  found  that  scaling  and  discoloration  take  place  to  some  extent 
**  after  the  wire  has  left  the  tempering  flame.  One  of  the  objects  of  our  present 
*^  inyention  is  to  keep  the  wire  as  much  as  possible  from  exposure  to  the  oxygen 

10  **  of  the  atmosphere  until  the  wire  is  sufBciently  cool  to  be  in  a  condition  which 
"  will  not  be  conducive  to  injury  from  exposure  to  the  air.  To  this  end  we 
*^  cause  the  wire  to  pass  immediately  from  the  tempering  flame  or  heat  into 
^  a  tube  or  tubular  passage  or  into  a  passage  or  chamber  from  which  oxygen  is 
**  excluded  as  much  as  is  conveniently  possible  and  which  is  long  enough  to 

15  ^  permit  the  wire  to  become  sufficiently  cooled.  To  increase  the  efficiency  of 
^  the  flame  and  to  lessen  the  consumption  of  gas  in  apparatus  wherein  gas 
**  flames  are  used  we  heat  the  air  which  we  mix  with  inflammable  gas. 

^  Our  inyention  can  be  best  described  with  reference  to  the  accompanying 
**  drawings  which  exhibit  so  much  of  the  complete  machine  as  is  necessary  to 

20  ^  the  proper  understanding  of  our  invention  the  parts  which  do  not  appear  in 
**  the  drawing  being  as  represented  in  the  drawings  attached  to  our  said  former 
**  inventions  or  being  of  suitable  construction.  In  the  said  drawings  Fig.  1 
**  represents  a  plan  view  of  the  gas  burner  and  of  the  chamber  into  which  the 
"  wire  is  passed  as  aforesaid.    Fig.  2  being  an  enlarged  plan  view  of  the  said 

25  **  chamber  with  the  cover  removed.  Fig.  3  is  partly  a  cross  section  on  the 
^  line  A  in  Fig.  2.  In  Fig.  1  a  a^  is  the  gas  burner  the  part  a  being  used  for 
^  hardening  and  the  part  a^  for  tempering  as  in  the  ordinary  machine.  The 
^  wires  pass  from  the  flame  of  the  burner  a^  immediately  into  the  chamber  B 
**  which  in  the  example  is  made  large  enough  to  contain  a  carrier  wheel  c  seen 

30  **  in  Fig.  2  wherein  the  wires  are  indicated  by  d.  The  said  chamber  is  made  in 
**  the  form  of  a  shallow  box  which  is  provided  with  a  lid  b  which  is  made  gas 
^  tight  in  any  suitable  manner.  In  the  example  the  lid  is  formed  with  a 
^*  projecting  bead  which  enters  a  groove  at  e  this  groove  containing  asbestos  or 
**  fine  sand  or  other  suitable  packing  material  which  will  prevent  the  escape  of 

35  ^  gas  at  the  joint  between  the  lid  and  the  box.  This  construction  enables  the 
**  operator  to  lift  off  the  lid  at  any  time  when  access  to  the  wires  is  required. 
^  The  wires  enter  the  chamber  through  a  slit  or  through  perforations  at  /  and 
^  leave  through  a  slit  or  through  perforations  at  g.  The  chamber  is  supplied 
**  by  means  of  a  pipe  h  with  a  gas  or  with  a  mixture  of  gases  which  is  as  near 

40  ^*  as  conveniently  possible  free  from  admixture  with  oxygen.  This  gas  may  be 
**  carbonic  acid  or  hydrogen  or  a  mixture  of  gases  such  as  are  products  of 
^  combustion  or  be  any  gas  or  gases  suitable  to  our  indicated,  purpose.  In 
^  practice  we  use  ordinary  carburetted  hydrogen.  The  gas  is  supplied  to  the 
^  passage  at  such  a  rate  as  that  there  shall  be  a  slight  leakage  Uirough  the 

45  ^*  small  apertures  at /and  g.  The  chamber  is  carried  by  the  shaft  i  which  is 
**  the  shaft  marked  a^  in  the  drawings  attached  to  the  Specification  of  a  former 
**  invention  for  which  Letters  Patent  number  5856  of  the  year  1884  have  been 
^  granted  to  us.  When  the  said  shaft  is  turned  in  its  bearings  to  withdraw  the 
**  wires  from,  the  fiames  the  chamber  B  moves  with  the  wires.    As  the  wires 

50  **  pass  through  the  chamber  they  are  cooled  by  the  gas  with  which  the  chamber 
**  is  supplied  the  cooling  being  expedited  by  the  transmission  of  heat  to  the 
*'  walls  of  the  chamber  so  that  when  the  wires  leave  the  chamber  they  are 
**  sufficiently  cooled  to  bear  exposure  to  the  oxygen  of  the  atmosphere  without 
*^  injury.    We  may  vary  the  shape  of  the  chamber  as  for  example  we  may 

55  ^  plane  a  channel  in  a  metal  bar  and  plane  a  second  bar  to  fit  in  the  said 
^  channel  and  arrange  for  it  to  be  supported  so  as  to  leave  a  passage  sufficiently 
**  large  for  the  wires  or  if  preferred  each  wire  might  have  a  separate  passage  as 
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**  indicated  in  Pig.  4 Our  improvements  are  applicable  to  apparatus 

"  used  in  the  treatment  of  steel  tapes  or  ribands  as  well  as  of  wires  of  varions 
"  sections." 

The  Patentees  claimed  :— "  (1)  The  combination  of  the  chamber  B  with  the 
**  parts  of  a  machine  for  hardening  and  tempering  steel  wires  or  ribands  for  5' 
*'  the  purpose  set  forth.    (2)  In  apparatus  for  hardening  and  tempering  steel 


**  wire  or  ribands  a  chamber  or  covered  channel  into  which  the  wires  or  each 
**  wire  is  passed  immediately  from  the  tempering  flame  the  said  chamber  or 
"  channel  being  supplied  with  a  gas  or  mixture  of  gases  free  or  nearly  free 
**  from  oxygen  substantially  as  and  for  the  purpose  set  forth  and  indicated. 
"  (3)  In  apparatus  for  the  specified  uses  air  heating  pipes  or  chambers  applied 
"  above  the  gas  burners  and  the  passages  for  the  flow  of  the  heated  air  into  a 
"  casing  wherein  it  mingles  with  the  gas  to  constitute  the  mixture  to  be  burnt 
"  substantially  as  and  for  the  purpose  set  forth  and  indicated.  (4)  In  apparatus 
"  for  the  specified  uses  forcing  the  air  which  is  to  be  mingled  with  the 
"  infiammable  ga6  through  air  heating  pipes  or  chambers  or  through  an  air 
'*  heating  chamber  such  air  heating  appliances  being  mounted  above  the  flames 
'^  so  as  to  utilise  the  waste  heat  to  some  extent  substantially  as  set  forth  and 
*'  indicated.  (5)  The  combination  of  parts  substantially  as  and  for  the  purpose 
**  set  forth  and  indicated  with  reference  to  Figs.  5  and  6  of  the  attached 
"  drawings." 

On  the  14th  of  August  1899  Elijah  Ashworth,  in  whom  the  Patent  was  then , 
vested,  commenced  an  action  against  the  English  Card  Clothing  Company,  Ld.^ 
claiming  an  injunction  restraining  the  Defendants,  their  servants  and  agents,, 
from  infringing  the  Patent,  and  other  incidental  relief. 

By  his  Statement  of  Claim  and  Particulars  of  Breaches  the  Plaintiff  alleged 
that  the  Defendants  had  infringed  the  Patent  by  hardening  and  tempering 
steel  wire  in  the  manner  shown  to  the  Plaintiff's  solicitor  on  the  30th  of 
March  1899. 

By  their  Defence  the  Defendants  denied  infringement  and  the  validity  of  the 
Patent ;  and  by  their  Particulars  of  Objections  they  alleged  that  the  Patent  was 
invalid  (inter  alia)  because  the  invention  was  not  useful ;  was  not  the  proper 
subject-matter  for  valid  Letters  Patent ;  did  not  sufficiently  disclose  the 
manner  in  which  the  invention  was  to  be  performed,  in  that  the  Specifica- 
tion did.  not  show  any  apparatus  or  mention  any  of  the  precautions  which 
had  to  be  observed  to  prevent  scaling  and  discoloration  of  the  wire ; 
and  that  the  alleged  invention  was  not  new,  being  matter  of  eommon 
general  knowledge  and  practice  in  the  trade,  and  being  published  previously 
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(a)  in  the  Specifications  of  Fox  (No.  1039  of  1861),  Ashworth  and  Ashworth 
(No.  3513  of  1878),  Bateman  (No.  3911  of  1878),  Law  and  Law  (No.  162 
of  1880),  Scholes  (No.  2015  of  1880),  Bateman  (No.  1065  of  1881),  Whitley, 
Hoyle,  and  Thomson  (No.  3898  of  1883),  Morris  (No.  1062  of  1884), 
5  Fenwick  (No.  2983  of  1884),  Ashworth  ami  Ashworth  (No.  5886  of  1884), 
Thornton  and  Ellison  (No.  8618  of  1884),  and  Ooreham  and  Hewitt  (No.  11,905 
of  1885)  ;  {h)  by  the  delivery  of  a  lecture  on  "  Coal  Gas  as  a  labour-saving 
*^  agent  in  mechanical  trades  '*  before  the  Society  of  Arts  on  the  30th  of 
January  1884,  and  by  the  publication  of  the  same  lecture  in  the  Journal  of 

10  the  Society  of  Arts  of  the  1st  of  February  1884  ;  {c)  by  prior  public  user  of  the 
invention  by  Samuel  Fox  and  others. 

The  Plaintiff  joined  issue,  and  the  action  came  on  for  trial  before  Mr. 
Justice  Joyce^  who  dismissed  the  action  on  the  ground  that  the  Patentee's  claim 
was  limited  to  an  apparatus  using  a  supply  of  inert  gas  from  without ;  and  that 

15  the  Defendants  did  not  infringe  such  claim.*    The  Plaintiff  appealed. 

The  appeal  was  heard  on  the  3rd,  4th,  5th,  and  6th  of  June  1902.  Judgment 
was  reserved  and  delivered  on  the  16th  of  July,  reversing  the  decision  of  Mr. 
Justice  Joyce^  and  holding  that  the  Patent  was  valid  and  that  the  Defendants 
had  infringed.!    The  Defendants  appealed  to  the  House  of  Lords. 

20  Cripps,  K.C.,  Younger,  K.C.,  and  A.  J.  Walter  (instructed  by  Rowcliffes, 
RawU  &  Co,,  agents  for  Ramsden,  SyJces  and  Ramsden,  of  Huddersfield) 
appeared  for  the  Appellants ;  Moulton,  K.C.,  T.  Terrell,  K.O.,  and  J.  C.  Qraham'^ 
(instructed  by  W.  J.  and  E.  H.  Tremelleni  agents  for  Blair  and  Seddon,  of 
Manchester)  appeared  for  the  Respondent. 

25  Cripps,  K.C.,  for  the  Appellants. — The  Defences  to  this  action  are  that  the 
Plaintiff's  Patent  is  invalid  for  want  of  subject-matter,  and  that  the  Defendants 
have  not  infringed.  The  answers  to  both  these  questions  depend  upon  the  con- 
struction of  the  Plaintiff's  Specification.  The  Court  of  Appeal  held  that  the 
Defendants  had  infringed  because  they  had  made  bright  wire,  which  was 

30  tempered  without  colour  and  therefore  without  scale.  This  is  a  wrong  con- 
struction of  the  Specification.  Joyce^  J.,  held  that  the  invention,  if  any, 
consisted  in  the  use,  for  the  purpose  of  tempering  wire  without  discoloration, 
of  a  chamber  supplied  with  artificial  gas.  This  is  the  right  construction.  The 
Defendants  do  not  use  a  chamber  supplied  with  artificial  gas,  and  therefore 

35  do  not  infringe.  Infringement  of  Claim  2  only  is  alleged.  [The  LOBD 
Chancellor. — But  yjou  have  a  chamber  from  which  oxygen  is  excluded.] 
The  Defendants  have  no  artificial  supply  of  gas.  They  use  a  tube  which  is  at 
first  filled  with  air.  After  the  first  three  or  four  yards  of  the  wire  have  passed 
through,  all  the  oxygen  in  the  tube  is  burnt  up,  and  the  rest  of  the  wire  is  pro- 

40  tected  from  oxidation.  It  was  well  known  at  the  date  of  the  Patent  that  the 
scale  formed  on  heated  iron  or  steel  was  due  to  oxidation,  and  could  be  avoided 
by  keeping  the  iron  out  of  contact  with  oxygen  until  it  was  cool.  The  Plaintiff 
himself,  in  a  prior  Specification  {Ashworth,  No.  3513  of  1878),  disclosed  a  method 
of  protecting  this  wire  from  oxidation  after  hardening.    Hardening  and  tem- 

45  pering  are,  for  present  purposes,  the  same  thing,  except  that  a  higher  temperature 
is  required  for  hardening.  Therefore,  if  a  broad  construction  be  placed  on  the 
Specification  there  is  no  subject-matter  in  the  Plaintiff^s  invention.  On  the 
other  hand,  if  the  narrow  construction  be  put  on  the  Specification,  and  the  claim 
confined  to  a  claim  for  a  particular  apparatus,  the  Defendants  do  not  infringe. 

50  Walter  followed. — The  Plaintiff's  invention  is  anticipated  by  the  prior 
Specification  of  Ashworth,  which  shows  that  Ashworth  had  appreciated  that  his 
process  of  avoiding  oxidation  could  be  applied  to  tempered  wire.  The  Plaintiff's 
Patent  had  expired  before  Joyce,  J.,  gave  his  judgment.  The  object  of  the 
action  is  for  damages.     The   Plaintiff's   Specification   is  insufficient  because 

•  18  B.P.0. 367.  t  1»  ^-^-0.  *63. 
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it  gives  no  directions  for  keeping  the  tempering  flame  regular  and  constant. 
This  is  essential ;  otherwise  the  oxidising  part  of  the  flame  would  come  in 
contact  with  the  wire.  Supply  of  gas  is  essential  to  the  Plaintiff's  apparatus : 
but  for  the  supply,  the  wire  would  carry  oxygen  into  the  chamber.  The 
Defendants  do  not  use  a  supply  of  gas  and  have  not  infringed.  [The  prior  5 
Specifications  of  Bateman  (No.  3911  of  1878)  and  Scholes  (No.  2015  of  1880) 
were  referred  to.] 

MoultoHy  K.C.,  and   Terrell^  K.O.,  for  the    Respondent. — There   are    two 
questions  to  be  decided — Is  there  subject-matter  in  the  Plaintiffs  invention  ; 
and  have  the  Defendants  infringed  ?     It  was  well  known  that  oxidation  could  10 
be  prevented  by  putting  hot  iron  in  an  atmosphere  free  from  oxygen.    The 
Plaintiff's  invention  is  tempering  without  colour.    This  was  quite  new  and  had 
never  been  done  before.    Different  tempers  were  always  associated  by  engineers 
with  particular  colours,  and  when  a  certain  colour  had  been  reached  it  was 
known  that  the  corresponding  temper  had  been  attained.    The  colour  is  caused  15 
by  a  thin  film  of  oxide  of  iron,  which  forms  a  scale.     This  scale  is  very  hard, 
and  is  liable  to  get  into  machinery  and  grind  it  to  pieces.    The  wire  in  question 
has   to   be    brought    to    a    particular    uniform    temper,   and   as   it   is  used 
in    machinery    it    was    formerly  necessary    to    clean     it    artificially.     The 
Plaintiff  was    the  first   to    temper    the  wire    without    producing   the  scale.  20 
^Hardening  and  tempering  are  not  the  same  thing;    they  involve  entirely 
'different  problems.     The  invention  is  a  machine  which  will  temper  without 
colour.     There  had  been  a  great  demand  for  the  Plaintiff's  wire,  and  a  great 
demand  satisfied  is  evidence  of  subject-matter.      [The  LOBD  Changbllob 
referred  to  American  Braided  Wire  Company  v.  Thomson  (6  R.P.C.  518),  and  25 
remarked  that  Lord  Herschell  in  that  case  only  said  that  a  large  demand  was 
some  evidence  of  invention.]     Knowledge  of  what  is  required  in  hudening 
would    lead    a  person  away  from  and  not   towards   this   invention.     The 
invention   is  carried  out  by  controlling  the  rate   at  which   the  wire  passes 
through    the   tempering  chamber  and  also  by  controlling  the  temperature  30 
of  the  tempering  chamber.     Before  the  date  of  this  Patent  tempering  was 
always  associated  with  colour ;    people  thought  colour  was  temper.    A  broad 
interpretation  ought  to  be  given  to  the  Specification,  as  describing  a  method  of 
and  apparatus  for  tempering  wire  without  the  formation  of  scale.    If  this  con- 
struction is  correct  then  the  Defendants'  apparatus  (exhibit  J.S.I),  in  which  no  35 
artificial  gas  is  supplied,  is  an  infringement.     But  even  if  the  narrow  construc- 
tion be  given  to  the  Specification  and  claim,  even  if  it  is  confined  to  an 
apparatus  in  which  there  is  a  chamber  supplied  with  artificial  gas,  the  Defen- 
dants' apparatus  (exhibit  J.S.2)  is  an  infringement,  because  the  leakage  from  the 
gas  pipe  attached  to  the  chamber  gives  a  continuous   supply  of   artificial  40 
gas.     [The  LOBD   Changbllob. — J.S.2  has  never  been  mentioned  before.] 
[Defendants'  answers  to  interrogatories  were  read  admitting  the  use  of  J-SJ2.J 

Cripps,  K.O.,  replied  for  the  Appellants.— [The  LOBD  CHANGBLLOB.— We 
should  like  to  hear  you  on  J.S.2.]  The  Defendants'  apparatus  J.S.2  was  never 
seriously  referred  to  below.  The  Defendants  used  a  machine  like  it  ten  years  45 
ago.  It  is  broken  up  now;  it  never  was  worth  five  shillings.  The  gas  was 
used  for  the  purpose  of  excluding  oxygen,  and  was  never  intended  to  be  used 
for  the  purpose  of  supplying  artificial  gas  to  the  chamber.  The  Plaintiff's  own 
witness,  Mr.  Swinhumey  says  that  the  leakage  into  the  chamber  must  be  very 
small.  Joyce^  J.,  never  mentioned  J.S.2  in  his  judgment,  nor  did  the  Court  of  50 
Appeal  unless,  having  held  J.S.1  to  be  an  infringement,  they  considered  that  the 
greater  included  the  less. 

Lord  Halsbuby,  L,G. — My  Lords,  in  this  case  I  am  unable  to  follow  the 
Court  of  Appeal  for  one  or  two  reasons  which  I  will  state.    I  am  quite  contented 
with  the  judgment  of  the  learned  Judge  before  whom  this  case  originally  came.  55 
I  think,  properly  looked  at,  the  question  is  a  simple  one,  and  I  am  contented,  as 
I  say,  with  his  judgment  which  practically  was  a  judgment  that  there  was  no 
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infringement  of  this  Patent.  I  confess  that  I  something  more  than  share  the 
doubts  of  the  learned  Judge  whether  there  was  a  patentable  invention  after  the 
previous  Patent  taken  out  by  the  Plaintiff  himself  in  this  matter. 

It  seems  to  me  that  the  invention,  whatever  invention  there  was,  consisted  in 
5  the  particular  form  in  which  a  very  well  known  and  well  recognised  principle 
was  applied  to  a  machine.  The  principle  was  in  having  hot  wire,  either  for  the 
purpose  of  hardening,  or.  annealing  or  tempering  (the  two  latiier  phrases  being 
used,  I  think,  by  both  the  learned  Judges,  and  according  to  the  evidence  of  Sir 
Frederick  Bramwell  correctly  used,  to  mean  the  same  thing)  kept  from  oxidation, 

10  and  that  oxidation  would  be  produced  by  contact  with  the  external  air.  It  seems 
to  me  that  the  principle,  whatever  principle  there  was  in  it,  was  suflBoiently 
enunciated  by  saying  that  the  hot  wire  should  be  passed  through  oil,  as  in  the 
earlier  Patent,  or  other  suitable  material,  or  some  of  the  other  phrases  by  which 
the  Patentee  then  described  the  Patent.    The  process  of  tempering,  which  was 

15  apparently  a  well  known  and  constantly  practised  metallurgi(»d  operation, 
accompanied  by  its  appropriate  colours,  was  no  new  fact  or  discovery.  It  was 
one  of  the  ordinary  practical  modes  by  which  the  manufacture  was  pursued  by 
those  who  were  engaged  in  such  manufacture. 

We  have  had  an  interesting  account,  and  disquisition  by  Mr.  Moutton  on  the 

20  subject  of  the  different  colours  and  the  production  of  them  ;  and  to  some  extent 
it  was  a  reproduction  of  what  was  said  by  Lord  Justice  Stirling  in  the  Court  of 
Appeal.  For  my  own  part,  interesting  and  no  doubt  ably  treated  as  that  subject 
was,  its  relevancy  either  to  the  Patent,  or  to  the  infringement  alleged,  I  confess 
I  am  not  able  to  follow.    The  learned  Judge  who  pronounced  the  judgment  of 

25  the  Court  of  Appeal  appears  to  take  some  distinction  between  the  different  parts 
of  the  process,  and  speaks  of  the  discovery  of  these  different  colours,  and  of  the 
mode  in  which  the  different  applications  of  heat  affect  the  colours  and  disclose 
them  ;  but  when  I  look  at  the  Specification  itself  (certainly  by  the  light  of  the 
Patent  of  1878  taken  out  by  the  same  Patentee)  and  see  what  the  process  is,  I 

30  find  that  it  really  is  a  very  simple  matter.  You  must  keep,  as  far  as  you  can, 
the  hot  wire  from  contact  with  oxygen  ;  if  there  is  contact  with  it,  there  may 
come  oxidation,  it  may  be  greater  or  less,  which  may  produce  those  roughnesses 
in  the  wire  itself  which  will  render  it  inappropriate  for  the  use  for  which  the 
steel  wire  is  most  commonly  used ;  or,  if  you  want  to  temper  it,  you  have  to 

35  alter  the  amount  of  heat,  and  then  the  different  colours  exhibit  themselves  in 
relation  to  the  different  tempering  that  you  desire.  But  if  you  come  to  look  at 
the  Specification  and  see  what  is  meant  by  the  Specification,  it  seems  to  me 
that  the  whole  thing  resolves  itself  into  this :  that  it  was  a  convenient  and 
appropriate  and  originally  I  daresay  a  very  useful  method  of  drawing  this  wire 

40  in  a  state  of  heat,  and  at  the  same  time,  while  it  was  in  such  a  state  of  heat,  or 
during  its  cooling,  keeping  it  from  getting  into  contact  with  the  atmospheric 
air,  so  that  it  should  be  prevented  from  any  oxidation.  By  the  original  Specifica- 
tion of  1878,  it  was  to  be  passed  through  oil  and  so  on.  But  the  real  substance  of 
the  matter  was  that  while  it  was  being  so  manufactured  it  should  be  kept  from 

45  oxygen. 

Now,  my  Lords,  when  I  look  at  what  the  Patentee  has  said  upon  the  subject, 
it  seems  to  me  that  what  he  practically  said  was  this  : — "  We  all  know  that  in 
"  order  to  effect  the  object  which  I  have  in  view  the  hot  wire  must  be  kept 
"  from  oxygen.    I  have  already  pointed  that  out  in  the  Patent  of  1878.    Now  I 

50  **  show  you  a  mode  by  which  this  object  can  be  effected,  and  what  I  do  is  I 
"  make  vessels  "—I  say  vessels,  in  the  plural,  but  I  think  only  two  are  given  by 
way  of  example — "  a  somewhat  conically  shaped  vessel  like  an  inverted  drum, 
^'  or,  on  the  other  hand,  a  tube,  and  I  fill  these  with  non-oxygenated  gas,  or 
^  something  or  other  which  will  prevent  the  access  of  oxygen,  and  I  keep  my  *' 

55  — what  I  think  has  been  called,  happily  perhaps,  but  not  by  the  Patentee — "  inert 
**  gas  in  one  of  these  vessels ;  whether  it  is  through  one  of  these  operations  or  the 
*^  other,  the  object  is  to  keep  it,  either  through  the  extreme  heat  or  during  the 
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cooling  process,  from  the  access  of  oxygen,  to  that  extent  that  it  shall  become 
"  so  cold,  or  so  cooled  " — perhaps  I  should  rather  say — "  that  oxygen,  although  it 
*^  reaches  it,  will  no  longer  do  it  any  harm,  and  form  any  of  those  irregularities 
*'  oti  the  surface  of  the  wire  which  prevent  its  due  use/' 

Subject  to  an  observation  which  I  have  to  make  about  J.S«2y  the  Defen-  b 
dants  do  nothing  of  the  sort.  When  I  say  do  nothing  of  the  sort,  I  must 
reserve  for  further  consideration  the  question  which  arises  upon  J.S,2.  The 
thing  complained  of  by  the  Patentee  as  an  infringement  of  his  rights  is  not  a 
thing,  whether  a  tube  or  vessel,  or  what  not,  to  which  is  supplied  inert  gas  of 
any  kind.  That  which  the  Defendants  have  done  is  to  put  the  wires  tlm>ugh  1(1 
an  ordinary  tube  not  closed  from  the  access  of  oxygen.  The  scientific  result 
.may  be  the  same,  but  the  mode  of  its  accomplishment  is  entirely  different  At 
the  entrance  of  the  Defendants'  tube  there  is  a  jet  of  gas  (I  will  deal  presently 
with  the  question  of  J.S.2).  The  object  of  the  jet  of  gas  is  to  prevent  oxygen 
getting  into  the  tube,  and  the  result  is  that  when  the  first  two  or  three  yards  of  15 
wire  have  passed  through  the  vessel  or  tube  which  the  Defendants  use,  although 
those  first  two  or  three  yards  may  be  interfered  with  by  the  formation  of  the 
irregularities  on  the  surface  produced  by  the  small  quantity  of  oxygen  that  is 
still  there,  yet  by  the  time  that  those  three  or  four  yards  of  wire  have  passed 
through,  the  oxygen  already  in  the  tube  is  sufiiciently  got  rid  of  by  the  forma-  30 
tion  of  the  oxides  upon  the  wire  ;  so  that  no  further  oxygen  being  allowed  to 
get  in  by  reason  of  the  light  at  the  entrance  to  the  tube,  the  oxygen  in  the  tube 
being  already  exhausted  by  its  operation  on  the  first  three  or  four  yards  of 
'  wire,  the  rest  of  the  wire  is  passed  through  without  any  of  the  defects  which 
were  applicable  to  the  former  processes  by  which  wire  was  made.  25 

My  LfOrds,  under  those  circumstances  it  appears  to  me  that  it  is  not  only  a 
totally  different  principle,  but  it  seems  to  me  to  rest  on  different  grounds, 
excepting  the  quite  general  principle  that  you  must  keep  away  oxygen  from  the 
hot  wire  as  long  as  you  can ;  and  upon  that  ground  I  am  entirely  of  the  same 
opinion  as  the  learned  Judge  who  had  this  case  before  him  in  the  first  instance,  30 
that,  on  that  part  of  the  case,  it  is  not  true  to  suggest  that  there  has  been  any 
infringement  of  the  Plaintiff's  Patent,  assuming  it  to  be  a  good  Patent,  and 
assuming  that  the  operation  of  it  is  such  as  has  been  described. 

Then  another  question  has  arisen.  At  the  last  minute  (for  I  think  it  is  clear 
it  was  not  before  the  Court  of  Appeal)  it  is  suggested  that  there  is  an  admission  35 
in  an  answer  to  one  of  the  interrogatories  that  a  certain  machine  was  being 
used,  and  this  argument  is  ingeniously  suggested.  It  is  true  that  apparently 
this  is  open  to  the  air,  and  that  therefore  that  distinguishes  it  (says  Mr.  MouUon) 
from  ours,  but  it  is  only  a  colourable  distinction,  because,  in  fact,  if  a  light  is 
placed  at  the  commencement  of  the  tube,  the  tube  being  one  which,  as  it  were,  40 
sucks  through  that  which  is  exposed  to  it,  in  real  truth  it  is  not  open  to  the  air, 
and  is  not  capable  of  being  used  in  that  manner,  because  then  the  tube  will,  by 
scientific  force,  be  itself  filled  by  the  mixed  gas,  the  coal  gas,  or  what  not,  that 
is  used,  so  that  in  truth  you  are  using  the  Plaintiff's  invention. 

My  Lords,  whether  such  a  case  as  that  conld  have  been  made  or  not  I  do  45 
not  at  present  say :  but  it  rests  in  this  way  :    It  is  not  the  ordinary  mode 
of  proving  infringement,  if  an  infringement  it  be;  but  it  is  admitted  tiiat 
for  a  short  time  this  apparatus  J.S.2  was  used     The  belief  of  the  admitter  is 
expressed  that  it  is  not  true  to  say  that  it  operated  in  the  way  suggested,  and  I 
for  one  certainly  will  not  be  a  party  to  agreeing  to  a  question  of  fact  being  in  50 
that  way  proved  at  the  end  of  this  litigation,  when  it  was  quite  competent,  if  the 
parties  had  thought  fit,  to  have  had  proper  proof  of  it  at  an  earlier  stage,  and  the 
only  proof  suggested  now  is  what  I  have  mentioned,  namely,  the  admission  that 
a  particular  machine  was  used,  supplemented!  by  two  scientific  gentlemen 
who  say  that,  in  their  view,  if  that  machine  was  used  the  result  must  have  55 
been  that  some  of  the  coal  gas  did  go  through  this  tube  so  as  to  make  it  an 
infringement  in  that  way.    My  Lords,  I  c^hould  suspect  any  question  of  &ct 
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sought  to  be  proved  in  that  way  when  direct  proof  was  at  hand  if  it  were 
necessary  to  prove  it.  One  answer  made  to  me,  when  I  suggested  that  observa- 
tion, was  that  the  Court  of  Appeal  did  not  think  it  necessary  to  enter  into  that 
question,  because  they  held  both  J.S.I  and  J.S.2  to  be  an  infringement.  That  is  a 
5  mistake.  I  think  the  learned  Counsel  when  he  answered  me  in  that  way,  had 
not  sufficiently  before  his  mind  what  the  Court  of  Appeal  did  say  on  the 
subject.  I  find  Lord  Justice  Stirling^  in  giving  judgment  on  the  subject^ 
said  :  ''  It  has  then  to  be  considered  whether  the  Defendants  infringe.  What 
"  they  do  is  to  pass  the  wire,  after  leaving  the  tempering  flame,  into  a  narrow 

10  "  tube  containing  common  air  " — not  one  word  about  the  effect  of  this  light 
being  to  send  into  the  tube  that  which  is  practically  coal  gas,  and,  therefore,  an 
infringement  of  the  Plaintiff's  Patent,  but  what  the  Court  of  Appeal  say  on  that 
subject  is  that  that  is  an  infringement  upon  the  grounds  which  they  proceed  to 
show.   My  Lords,  it  appears  to  me  for  the  reasons  that  I  have  given  that  there  is  no 

15  foundation  for  saying  that  any  infringement  by  J.S.2  is  proved  in  this  case  as 
a  matter  of  fact,  and  in  the  other  case  the  Appellants  have  succeeded  in  showing, 
I  think,  that  the  Court  of  Appeal  has  been  misled  by  the  language  used,  and 
that  as  a  matter  of  fact  there  was  no  infringement  here  in  the  proper  sense  of 
those  words. 

20  I  do  not  proceed  to  distinguish  the  case  where  a  person  has  invented  a  new 
principle  and  protects  the  whole  principle  for  what  he  has  for  the  first  time 
brought  into  operation  as  a  machine.  That  subject  has  been  very  learnedly, 
and,  I  think,  exhaustively  discussed  in  a  case  in  this  House  reported  in  the  first 
volume  of  the  Appeal  Cases.*    It  was  an  appeal  from  Scotland,  and  I  think  the 

25  judgment  of  Lord  Hatherley  most  lucidly  expounded  the  principle  on  which  in 
Patent  Law  you  may  have  a  principle  so  far  made  the  subject  of  a  claim  in  a 
Patent  by  reason  of  the  thing  itself — the  whole  principle — being  an  invention 
and  then  being  reduced  into  practice.  It  is  enough,  I  think,  for  me  to  say  at 
present  that  in  my  view  of  this  Patent  no  new  principle  was  discovered  at  all, 

30  that  it  was  a  familiar  fact  known  to  all,  and  that  the  Patent  which  is  now  sued 
upon,  if  good  at  all,  is  simply  good  for  a  diflEerent  mode  of  carrying  into 
effect  the  principle  insisted  upon,  which,  of  course,  does  not  prevent  the 
Defendants  from  doing  what  they  have  done  by  a  totally  different  process 
operating  by  the  same  natural  law. 

35  For  these  reasons  I  move  your  Lordships  that  the  judgment  of  the  Court  of 
Appeal  be  reversed,  and  that  the  judgment  of  Mr.  Justice  Joyce  be  restored. 

Lord  Shand. — My  Lords,  I  entirely  concur  in  the  judgment  of  my  noble  and 
learned  friend  on  the  Woolsack,  and  will  only  add  that  I  think  the  judgment 
of  Mr.  Justice  Joyce  is  sound  and  sufficient  for  the  decision  of  the  case. 

40  Lord  Davby. — My  Lords,  I  also  concur  in  the  judgment  proposed  by  the 
Lord  Changbllor. 

I  agree  with  Mr.  Justice  Joyce  that  the  apparatus  employed  by  the  present 
Appellants  is  not  the  same  apparatus  as  that  described  by  the  Specification  of 
1886,  and  that  the  cooling  tube  used  by  the  Appellants  is  not,  as  a  matter  of 

45  construction,  a  chamber  or  covered  channel  supplied  with  a  gas  or  mixture  of 
gases  free  from  oxygen  within  the  meaning  of  the  second  claim.  The  purpose 
for  which  it  is  used  is  no  doubt  the  same  in  botli  cases,  namely,  to  preserve  the 
wire,  after  it  has  passed  through  the  tempering  fiame,  free  from  contact  with 
oxygen  until  it  has  been  sufficiently  cooled  to  bear  it_    But  the  means  employed 

50  appear  to  me,  as  they  did  to  Mr.  Justio^  Jotfce^  essentially  different.  In  the  one 
case  the  chamber  is  supplied  by  means  of  a  pipe  witii  an  unoxygenous  gas, 
which  circulates  through  the  cooling  chamber,  and  by  which  the  wire  is  cooled. 
In  the  Appellants'  machine,  in  both  its  forms,  J.S.I  and  J.S.2,  the  cooling 
chamber  contains,  or  is  intended  to  contain,  common  air  only.    ThA  oxygen  is 
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taken  up  by  the  first  few  lengths  of  wire,  and   the  remainder  then  passes 
through  the  tube  without  oxidation  or  discoloration. 

I  am  not  quite  sure  that  I  thoroughly  understand  the  judgment  of  the  Court 
of  Appeal.  Lord  Justice  Stirling  says  that  the  real  invention  was  the  intro- 
duction of  a  new  further  step,  consisting  in  the  passing  the  wire  through  an  5 
inert  gas  after  it  leaves  the  tempering  flame  for  the  purpose  of  preventing 
oxidation,  and  the  Court  has  held  that  the  Appellants,  as  they  use  an  inert  gas 
for  eflfecting  that  object,  have  infringed  the  Patent.  In  other  words  they  seem 
to  hold  that  all  methods  for  effecting  the  object  through  the  agency  of  an  inert 
gas  are  within  the  Patent.  10 

My  Lords,  it  is  of  some  importance  to  observe  that  the  Patent  is  for  a  machine 
or  part  of  a  machine,  and  not  for  a  process.  The  second  claim  is  in  these 
words: — *^ In  apparatus  for  hardening  and  tempering  steel  wire  or  ribands,  a 
*'  chamber  " — it  is  a  chamber  that  is  claimed — "  or  covered  channel,  into  which 
"  the  wires  or  each  wire  is  passed  immediately  from  the  tempering  flame,  the  15 
'^  said  chamber  or  channel  being  supplied  with  a  gas  or  mixture  of  gases  free  or 
"  nearly  free  from  oxygen,  substantially  as  and  for  the  purpose  set  forth  and 
"  indicated."  I  do  not  think  that  these  words  will  bear  the  wide  construction 
apparently  put  upon  them  by  the  Court  of  Appeal,  and  if  they  did  it  appears  to 
me,  as  it  did  to  Mr.  Justice  Joyce^  that  the  Patent  would  be  in  some  peril.  Nor  20 
do  I  think  that  the  patented  invention  involves  the  discovery  of  any  new 
principle  or  idea,  so  as  to  entitle  the  Patentee  to  treat  as  an  infringement  of  his 
Patent  every  machine  in  which  the  same  idea  is  embodied  or  made  use  of.  I 
am  not  sure  that  this  is  not  the  real  point  of  difference  between  Lord  Justice 
Stirling  and  myself.  25 

My  Lords,  there  are  two  machines  of  the  Appellants  which  are  said  to  be 
infringements  of  the  Patent.    They  are  shown  respectively  in  the  exhibits 
marked    J.S.I   and    J.S.2.    Neither  in  the  High  Court  nor  in  the  Court  of 
Appeal    was  any  distinction  drawn   between  J.S.I  and   J.S.2.     But  at  your 
Lordships'  Bar  Mr.  Moulton  argued  that  J.S.2  wag  at  any  rate  an  infringement,  30 
and  he  based  his  argument  on  the  opinion  of  Mr.  Diigald  Clerk,  who  said  that 
the  gas  from  the  pipe  which  supplies  the  gas  flame  would,  in  fact,  leak  into  the 
cooling  tube,  and  in  a  short  time  completely  fill  it ;  and  therefore  there  was,  in 
fact,  if  not  in  intention,  an  artificial  supply  of  gas  similar  to  that  described  in 
the  Patent.    There  is  no  evidence  of  the  working  of  this  machine,  or  to  show  35 
that  the  gas  actually  found  its  way  into  the  tube.    In  this  state  of  the  evidence 
I  think  it  would  be  wrong  for  your  Lordships  to  entertain  a  new  point,  which, 
so  far  as  can  be  discovered,  received  no  consideration  in  the  Courts  below,  or  to 
hold  that  there  is  sufficient  proof  of  an  infringement  of  the  Patent  by  this 
machine.    I  have  some  doubt  whether  the  question  is  of  the  slightest  practical  40 
importance. 
Lord  Robertson. — My  Lords,  I  entirely  agree. 

The  Order  of  the  Court  of  Appeal  w(i$  reversed  and  t?ie  Respondent  ordered 
to  pay  to  the  Apppllftnts  their  costs  both  in  the  House  of  Lord'i  and  below. 
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In    thb    High    Court    op    Justice.— CHANCEBr    Division. 

Before  Mr.  Justice  Bucknill  (sitting  as  Vacation  Judge). 

October  14th,  1903. 

Aplin  and  Barrett  v,  Richards. 

•*>       Trade  Mark, — Infrinqement. — "S/.  IveV* — Passing-off. — Limited  iiyunction 
till  trial. 

The  Plaintiffs  were  the  registered  proprietors  of  the  Trade  Mark  ^*St.  Ivel " 
for  dairy  prodv^ce.  The  Defendant  kept  a  small  dairy  shop^  where  she  sold 
(inter  alia)  certain  of  the  Plaintiffs^  goods.    She  had  the  words  "  St.  IveVs  Dairy 

10  **  Company  "  painted  tm  tlie  facia  of  her  shop  and  printed  on  the  paper  hags  in, 
which  she  wrapped  the  purchases  of  her  customers.  Upon  prompt  complaint  she 
promised  to  alter  the  name  over  the  shop  and  to  destroy  the  bagSy  but  she  only 
changed  the  name  to  the  *'  St.  Ives  Dairy  Company  "  and  in  part  obliterated 
the  woixk  "  St.  Ivel "  on  the  bags  with  a  smudge  of  ink. 

15  Held,  on  application  for  an  interim  injunctions  that  the  Plaintiffs  were 
entitled  to  an  injunction  restraining  her  till  the  trial  from  sellifig  dairy 
produce  or  articles  of  food  in  the  name  of  ^^St.  Ivel^^  or  any  cheese  as 
'' St.  Ives  Cheese.'' 

The  Plaintiffs  Aplin  and  Barrett  were  an  old-established   firm  of  dairy 

20  produce  merchants  carrying  on  business  at  Yeovil,  in  Somerset,  and  dealt  in 

cheese,  tongaes,  boned  hams,  and  similar  articles.    In  1900  they  registered  two 

Trade  Marks  consisting  of  the  words  '*  St.  Ivel  "  for  goods  included  in  Class  22. 

About  June  1903  they  first  learned  that  the  Defendant  Mrs.  Richards^  who 

carried  on  a  dairy  business  at  a  small  shop  in  Dalston  Lane,  North  London,  was 

25  using  as  the  name  of  her  shop  the  words  ^*  St.  I  veFs  Dairy  Company,''  and  was  also 
using  those  words  on  the  paper  bags  in  which  she  placed  the  articles  pur- 
chased at  her  shop.  The  Defendant  sold  a  cheese  made  by  the  Plaintiffs  and 
called  "St.  Ivel  Cheese,"  and  she  had  the  words  "Celebrated  for  St.  Ivel 
"  Cheese  "  printed  on  her  bags.    The  Plaintiffs  immediately  complained  of  the 

30  double  infringement  of  their  Trade  Mark,  and  she  promised  to  alter  the  name 

over  the  shop ;  and,  upon  their  insisting  upon  the  destruction  of  the  bags,  she 

wrote  on  the  14th  of  July  that  the  name  had  been  altered  and  the  bags  destroyed. 

The  Plaintiffs  in  September  discovered  that  she  had  only  altered  one  letter  of 

the  name  over  the  shop,  which  then  ran  "  St.  Ives  Dairy  Company,"  and  was 

35  using  the  old  bags  with  the  words  "  St.  Ivel "  smudged  over  with  a  blotch  of 
ink,  which,  however,  did  not  effectually  obliterate  the  words.  The  words 
"  Celebrated  for  St.  Ivel  Cheese  "  still  remained. 

3  u  2 
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On  the  20th  of  September  1903  the  FlaintiflEs  accordingly  commenced  an 
action  against  her,  and  moved  before  fche  Vacation  Judge  on  the  14th  of 
October  for  an  interim  injunction  to  restrain  her  from  infringing  their  ' 
registered  Trade  Marks  and  from  representing  by  the  use  in  the  business  of  a 
dealer  in  dairy  produce  and  other  provisions  of  the  words  "  St.  Ivel,"  or  any  5 
words  only  colourably  differing  from  those  words,  that  any  dairy  produce  or 
articles  of  food  sold  or  offered  for  sale  by  the  Defendant,  but  not  supplied, 
manufactured,  or  prepared  by  the  Plaintiffs,  was  or  were  the  produce  or  goods  of 
the  Plaintiffs,  or  that  the  business  of  the  Defendant  was  a  branch  of  or  in  any 
manner  connected  with  the  business  of  the  Plaintiffs.  10 

Waggett  (instructed  by  Campbell  and  Baird)  appeared  for  the  Plaintiffs ; 
Amett  (instructed  by  (7.  V.  Young  and  Cowper)  appeared  for  the  Defendant. 

Waggett  for  the  Plaintiffs. — With  regard  to  the  paper  bags,  it  is  not  as  if  one 
purchaser  had  them  all  so  as  to  be  put  on  some  inquiry  as  to  ^'  Why  is  this. 
"  blotted  out  ?  "  It  is  very  different  when  a  number  of  people  get  them,  and  it  is  l5 
a  mere  quibble  for  the  Defendant  to  say  that  she  does  not  use  the  same  words 
as  were  complained  of  before  the  action  and  which  she  undertook  not  to  use. 
**  St.  Ives  *'  upon  the  shop  facia  is  clearly  a  colourable  imitation  of  '^  St.  Ivel," 
the  Defendant  having  no  ground,  and  not  even  suggesting  any  ground,  for 
using  the  words  "  St.  Ives."  20 

Arnett  for  the  Defendant. — There  is  no  infringement  of  the  Plaintiffs'  Trade 
Mark,  for  the  Defendant  has  never  attached  the  name  *^  St.  Ivel ''  to  any  goods 
of  her  own  in  such  a  way  as  to  use  it  as  a  Trade  Mark.  The  Defendant  is 
entitled  to  use  this  as  a  trade  name,  as  she  has  sold  the  Plaintiffs'  *'  St.  Ivel " 
goods  and  in  fact  has  given  them  a  gratuitous  advertisement — Bodega  Company^  25 
Lrf.,  and  Riviere  v.  Owens  (6  R.P.C.  236).  The  Defendant  has  in  no  way 
used  the  words  "  St.  Ivel  Dairy  Company  "  in  such  a  way  as  to  induce  purchasers 
to  suppose  that  she  is  the  maker  of  the  '*  St.  Ivel  Cheese." 

BUOKNILL,  J. — The  Defendant  herself  has  admitted  that  she  was  wrong,  but 
says  that  it  was  accidental ;  her  afiBdavit  is  a  very  proper  one.   But,  as  what  she  30 
has  done  in  fact  is  something  which  gives  the  Plaintiffs  a  cause  of  complaint 
against  her  at  law,  I  think  it  right  to    restrain  her   from  using  the  words 
"  St.  Ivel  Dairy  Company  "  until  the  trial. 

'  Arnett, — ^Your  Loitlship  will  not  by  that  injunction  restrain  her  from  using 
the  words  "  St.  Ives  "  ?  35 

BuGKNlLIi,  (/. — No,  I  have  not  said  that  yet. 

Waggett. — My  notice  of  motion  is  not  confined  to  infringement  of  the  Trade 
Marks.  '^  St.  Ives,"  under  the  circumstances  of  this  case,  is  simply  a  colourable 
variation  of  "  St.  Ivel." 

BUGKNILL,  J, — But  she  only  uses  it  on  the  shop  Facia  and  not  on  the  cheese.    40 

Waggett. — There  is  evidence  that  the  Plaintiffs  and  the  Defendant  are  both 
dealers  in  general  dairy  produce,  and  she  should  also  be  restrained  from  repre- 
senting, by  using  the  word  "  St.  Ives,"  that  her  place  is  either  a  branch  of  or  is 
connected  with  the  ^^  St.  Ivel  "  of  the  Plaintiffs. 

BuOKNlLL,  «7. — I  have  made  up  my  mind.  I  shall  restrain  the  Defendant  45 
from  selling  or  offering  for  sale  dairy  produce  or  articles  of  food  sold  or  offered 
for  sale  by  her  in  the  name  of  ^*  St.  Ivel."  She  is  not  to  describe  them  as 
"  St.  Ivel  "  goods,  or  any  cheese  as  "  St.  Ives  Cheese,"  but  I  do  not  restrain  her 
from  calling  herself  for  the  present,  until  the  case  is  heard  in  the  ordinary 
course,  the  "  St.  Ives  Dairy  Company."  50 
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Adolf  Hommel  (trading  as  Nicholay  A  Co.)  v.  Oebriider  Bav£r  A  Co. 

In  the  High  Court  of  Jubtiok.— Chancbrt  Division. 

Before  Mr.  Justiob  Byrne. 

May  15th  and  22nd,  and  June  19th,  1903. 

Adolf  Hohmbl  (trading  as  Nicholat  &  Co.)  v.  GsBRtyDBR  Bauer  <&  Co. 

5  Action  to  restrain  infringement  of  Trade  Mark  and  passing  off. — Trade 
Mark  consisting  of  a  word. — Trade  Mark  registered  less  than  five  years. — 
Validity  of  registration  contested  by  Defendants^  hut  no  motion  to  rectify. — 
Alleged  trap  orders  expcuted  by  Defendants. — Undertaking  by  Defendants  not 
to  use  the  word  until  trial. — No  Order  except  costs  to  be  costs  in  the  action. 
IQ  Semble. — 7%^  validity  of  the  registration  of  a  trade  marky  which  has  been 
on  the  Register  less  than  6  years,  mil  not  be  decided  on  interlocutory' motion. 

In  May  1899  Adolf  Hommely  who  traded  as  Nicholay  A  Co.,  registered  the 
word  **  Haematogen  *'  under  No.  223,761  as  a  Trade  Mark  for  medicines  for 
human  use.  disclaiming  the  right  to  the  exclusiye  use  of  '^  Hsamato.*'    He 

15  manufactured  a  medical  preparation  from  the  substance  known  as  *^  Haemoglobin,*' 
and  sold  his  said  preparation  under  the  name  of  ^^  Hsematogen  "  largely  in  the 
United  Kingdom  and  also  abroad,  and  spent  a  large  sum  in  advertising  the  same. 
In  May  1903  he  commenced  an  action  against  Oebriider  Bauer  A  Co.,  who  were 
the  London  representatives  of  a  Hamburg  firm,  for  infringement  of  his  registered 

20  Trade  Mark,  and  to  restrain  them  from  passing  off  any  medical  preparation  not 
manufaciured  by  the  Plaintiff  as  the  preparation  of  the  Plaintiff. 
The  Plaintiff  gave  notice  of  motion  for  an  interlocutory  injunction. 
Sebastian  (instructed  by  J.  afid  M.  Solomon)  appeared  for  the  Plaintiff; 
Crabb  Watt  (instructed  by  A.  Windle)  appeared  for  the  Defendant.    Affidavits 

25  were  filed  on  both  sides. 

Sebastian. — There  is  a  certain  medical  preparation  known  by  the  name  of 
^'  Hiemoglobin."  The  Plaintiff  several  years  ago  began  the  manufacture  of  that, 
according  to  his  own  system  ;  and,  when  he  made  it,  he  called  it  '*  Hsematogen." 
He  registered  that  word,  and  it  is  his  Trade  Mark  at  the  present  time.    Nobody 

30  has  used  that  name  in  this  country  up  to  the  present  time,  so  far  as  the  evidence 
goes.  The  Defendants  are  the  representatives  in  this  country  of  a  Hamburg 
firm.  Hearing  that  they  were  travelling  in  *^  Hiematogen  "  the  Plaintiff  got  an 
order  sent  to  them  for  ^' Hramatogen,"  and  in  reply  to  that  the  Plaintiff  received 
three  things :  first,  one  dozen  bottles  containing  some  fiuid,  but  without  any 

35  label  at  all ;  next  there  was  a  bundle  of  labels  with  the  name  ^'  Hramatogen  ** ; 
and  thirdly,  there  was  a  letter  saying  :  **  We  send  you  a  bundle  of  labels,  but, 
'*  as  we  know  that  *  Hsematogen '  is  a  registered  Trade  Mark  in  England,  you 
"  take  the  responsibility  of  what  you  do  with  them." 

Crabb  Watt  read  an  affidavit  by  a  member  of  the  Defendant  firm,  in  which 

40  he  questioned  the  validity  of  the  Plaintiffs*  Trade  Mark,  and  said  that  he  had 
never  made  any  attempt  whatsoever  to  push  the  sale  of  '^  Hsematogen,"  and  the 
only  transactions  he  had  ever  been  concerned  in  in  respect  of  it  were  certain 


802  REPORTS  OP  PATENT,  DESIGN,        [Dec.  ^,  19Di. 

Adolf  Hommel  (trading  as  NicJwlay  A  Co.)  v.  Oebruder  Bauer  Jk  Go. 

orders  for  samples,  and  that,  with  the  exception  of  the  orders  (which  he  had 
discovered  were  trap  orders  sent  out  at  the  instigation  of  the  Plaintiff)  he  had* 
never  sold  any  "  Hssmatogen  "  whatsover. 

Byrne,  J. — Yon  do  not  mean  to  go  on  selling  anything  as  ^  HsBmatogen," 
do  you  ?  5 

Crabb  Watt. — No,  we  do  not,  at  present. 

Byrnb,  J, — Why  will  not  you  give  an  undertaking  until  the  trial,  without 
prejudice  ? 

Crabb  Watt. — We  are  charged  with  two  things  :  first,  passing  off ;  second, 
infringing  the  Plaintiffs'  Trade  Mark.    As  to  the  first  charge,  1  do  not  know  IQ 
if  it  is  perBisted  in.    It  is  quite  evident  that  we  never  represented  these  goods  to 
be  the  Plaintiffs'.    As  to  the  Trade  Mark,  we  say  it  ought  not  to  have  been 
registered  at  all  ;  that  we  want  your  Lordship's  opinion  upon. 

Byrkk,  J. — You  have  not  applied  to  take  the  mark  off  the  Register  ? 

Crabb  Watt. — No,  but  it  has  not  been  on  for  five  years,  and  therefore  1  15 
submit  we  can  say  that  it  is  not  a  word  that  should  be  on  the  Register. 

Byrne,  J. — Mr.  Sebastian^  you  are  not  prepared  to  try  now  the  question 
whether  you  are  entitled  to  be  on  the  Register  in  respect  of  that  word,  are  you  ? 

Sebastian. — No.    I  should  have  thought  my  learned  friend  would  have  moved 
to  rectify  the  Register.  20 

Crabb  Watt. — As  the  registration  is  under  five  years  it  only  gives  the  Plaintiff 
a  prima  facie  right. 

Byrne,  J. — It  is  good  prima  facte. 

Crabb  Watt — If  your  Lordship  thinks  that  that  is  a  question  which  we  could 
not  try  on  interlocutory  motion 25 

Byrnb,  J.— I  do  not  see  how  you  can. 

Crabb  Watt. — If  your  Lordship  thinks  so,  then  we  will  move  in  the  ordinary 
way  to  rectify  the  Register. 

Byrnb,  J. — ^What  do  you  say  to  this  :  *'  Without  prejudice  to  any  question, 
•*  Defendants  undertaking  until  the  trial  not  to  sell,  or  offer,  or  expose,  or  30 
*^  advertise  for  sale  any  medical  preparation,  not  manufactured  by  or  for  the 
"  Plaintiff,  under  the  name  of  *  Hasmatogen.' " 

Crabb  WaU.—Th^t  will  be  sufficient. 

Sebastian. — I  am  quite  willing  to  accept  that. 

Byrne,  J. — Without  prejudice  to  any  application  the  Defendants  may  make  35 
to  take  the  mark  off  the  Register.    That  will  be  a  question  for  the  trial. 

The  costs  were  made  costs  in  the  action. 
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In  the  High  Court  of  Justiob. — Court  of  Appeal. 

Before   LORDS   JUSTICES    VAUGHAN    WILLIAMS,    ROMBR,    and    STIRLING, 

October  27th   1903 
In  Rb  NEOsTifLB  Manufacturing  Company,  Ld.'s,  Trade  Mark. 


5  Trade  Mark.  —  Motion  to  rectify.  —  *'  Neostyle.^^  —  First  ttser  as  a  Trade 
Mark. — Goods  marked  in  this  country  for  expart  only. — '^Person  aggrieved^ — 
Rectification.— Parents,  Designs^  and  Trade  Marks  ActSj  1883-1888^  sections  72, 
73,  90. 

G.   was  the  manufacturer  of  a  patented  "  Cyclostyle  "  copying  apparatus^ 

10  from  1882  onwards,  and  in  1888  invented  improvements  for  his  apparatus, 
which  he  then  called  "  Neo-Cyclostyle.^'  '*  Cyclostyle "  was  registered  as  a 
Trade  Mark,  hut  not  "  Neo-Cyclostyte.^'  In  1884  he  emjdoyed.  K.  as  his  sole 
sub-licensee  and  agent  under  an  agreement  for  the  sale  of  the  goods  in  America. 
From  January  1889  G.  made  in  Engl-and  and  exported  to  K.  in  America  as 

15  his  sole  consignee  similar  goods  marked  "  Neostyle.^^  The  word  "  Neostyle  " 
fiad  been  invented  by  K.  in  1887,  but  was  only  used  by  him  in  America  on  the 
goods  ordered  from  G.,  who  never  sold  the  goods  so  marked  in  England.  In 
1900  K.,  to  the  knowledge  of  G.,  formed  tJie  Neostyle  Manafacturing  Company, 
Ld.,  in  England  for  the  sale  of^^  Neostyle  ^^  goods,  and  in  October  1901  registered 

20  ^^  word  '^  Neostyle  ^^  as  a  Trade  Mark.  In  August  1902  G.  moved  for  the 
removal  of  the  Trade  Mark,  and  his  motion  was  refined  by  Kekewich,  J. 
G.  appealed. 

Held,  on  appeal  (reversing  tfie  decision  o/Kekewich,  J.,  but  on  different  grounds), 
that  G.  was  a  ^person  aggrieved''''  within  the  meaning  of  section  90joft?iePcUents, 

26  Jkc.  Acts,  1883-1888 ;  that  as  between  G.  and  K.  under  the  agreement  of  1884  any 
names  or  designations  in  the  nature  of  Trade  Marks  applied  to  goods  manu- 
factured by  G.  for  sale  in  America  would  be  a^uired  in  the  right  of  G.  and 
not  of  K. ;  that  K.  had  himself  acquired  no  exclusive  right  such  as  would 
entitle  him  to  register  ''Neostyle''  as  a  Trade  Mark;  andtJiat  the  sole  right 

30  of  the  English  Company,  the  Respondents,  was  that  derived  from  the  "user  of  the 
word  since  1900,  which  had  probably  deprived  G.  of  any  right  to  biHng  an 
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action  to  restrain  them  from  continxiing  that  user^  hut  could  not  possibly  confer 
on  the  Efiglish  Company  an  exclusive  right  to  use  the  word  "  Neostyle  "  or  to 
interfere  with  the  business  of  G.  The  mark  was  accordingly  ordered  to  be 
expunged  from  the  Register, 

There  is  no  established  practice  cU  the  Patent  Office  by  whichj  to  save  the  5 
inconvenience  of  physical  alteration  of  the  Register  of  Trade  MarkSy  a  Trade 
Mark  ordered  to  be  removed  is  not  expunged  pending  an  appeal. 

This  was  an  application  by  David  Oestetner^  copying  apparatus  manufactarer 
jn  London,  for  the  rectification  of  the  Register  of  "fi^de  Marks  by  removing 
therefrom  the  Trade  Mark  No.  241,492,  consisting  of  the  word  **  Neostyle,"  10 
registered  on  the  23rd  of  October  1901,  in  Class  39  (stationery)  by  the  Respon- 
dents, the  Neostyle  Manufacturing  Company ^  Ld.^  of  which  Augustus  David 
Klaber  was  the  managing  director. 

The  Applicant,  Oestetner,  claimed  to  be  the  inventor  of  the  copying  apparatus 
known  as  "  Cyclostyle,"  which  had  been  protected  by  Letters  Patent  of  1882,  15 
and  improvements  for  which  were  protected  by  Letters  Patent  of  1888.    The 
word  "Cyclostyle"  was  registered  as  a  Trade  Mark  in   1882,  and  the  word 
"  Neo-Cyclnstyle  "  was  used  in  connection  with  the  improved  goods,  bnt  was 
never  registered  as  a  Trade  Mark.    It  further  appeared  that   Oestetner  was 
financed  in  his  business  by  a  firm,  Fairholme  &  Go.y  who  paid  for  the  Letters  20 
Patent,  and  the  Trade  Mark  "  Cyclostyle  "  was  in  fact  registered  in  their  name. 
In  1884  Oestetn&r  employed  Klaber  as  his  sub-licensee  and  agent  for  the  sale 
of  the  goods  in  the  United  States  of  America,  the  goods  consisting  of  a  wooden 
framework  surrounding  waxed  paper  stretched  over  a  hard  surface,  the  paper  to 
be  perforated  as  a  stencil  by  a  wheel  pointed  pen,  which  was  the  essential  part  25 
•of  the  apparatus.    The  goods  were  shipped  to  America  for  sale  by  Klaber^  who 
himself  began  shortly  afterwards  to  trade  in  other  stationery  goods  on  his  own 
account.    There  was  a  considerable  conflict  of  evidence  between  the  parties  as 
to  the  first  coining  of  the  word  "  Neostyle,"  which  Klaber  assigned  to  1887,  in 
connection  with  his  own  invention  of  an  apparatus  for  duplicating  type-writing,  30 
which  did  not  include  any  wheel-pointed  pen.     It  appeared  that  from  January ' 
1889,  Oestetner^  in  London,  manufactured  goods,  including  pens,  which  were 
marked  **  Neostyle,"  and  which  he  exported  to  Klaber  in  America  as  his  sole 
consignee,    but  never  sold  in  this  country.    In  1893    Klaber   formed    the 
Neostyle  Company  in  America  for  the  purpose  of  his*  business,  and  thence-  35 
forward  Oestetner  continued  to  supply  the  same  goods  to  that  Company,  as  he 
was  doing  at  the  present  time,    ili^reements  entered  into  between  Oestetner 
and  Klaber  in  1889,  and  Oestetner  and  the  Neostyle  Company  in  1893,  con- 
tained references  to  Oestetner'' s  "  Cyclostyle  "  apparatus,  but  nowhere  contained 
any  reference  to  "  Neostyle  "  goods.    In  1893  Klaber  was  minded  to  extend  the  40 
business  of  the  Neostyle  Company  to  England,  and  at  the  end  of  that  year  sent 
over  some  clerks  to  England  for  the  purpose.     In  February  1900  the  Respon- 
dent Neostyle  Manufacturing  Company ^  Ld,^  was  formed  to  manufacture  and 
s^ll  **  Neostyle  "  goods.    Oestetner  not  only  had  notice  of  this,  but  endeavoured 
unsuccessfully  to   get  orders  for  the   manufacture  of  goods  for  this  English  45 
Company.    On  the  23rd  of  October  1901,  the  Respondents  registered  the  word 
'*  Neostyle  "  for  stationery  goods  in  Class  39. 

On  the  28th  of  August  1902  Oestetner  gave  notice  of  motion  for  the  removal 
of  the  Respondents'  Trade  Mark  from  the  Register  on  the  following  grounds  :— 
"  (1)  That  the  Applicant,  upon  whose  application  the  said  mark  was  registered,  50 
"  was  not  any  person  properly  claiming  to  be  the  proprietor  of  the  said  Trade 
"  Mark.  (2)  That  the  said  Damd  Oestetner  was,  at  the  date  of  the  said  appli- 
"  cation  to  register,  and  still  is,  the  proprietor  of  the  said  mark,  and  entitled  to 
^  use  and  register  tht?  same.    (3)  That  the  said  David  Oestetner  having  used 
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*^  the  said  Mark  as  his  Trade  Mark  and  in  connection  with  goods  in  Class  39, 
'^  that  is  to  say  in.  connection  with  his  trade  in  dnplicating  apparatus  and 
^  papers  connected  therewith  since  the  month  of  January  1889,  and  con- 
"  tinuonsly  down  to  the  present  time,  has  by  such  user  acquired  rights  in 
5  '^  the  said  mark  which  are  infringed  by  the  registration  complained  of. 
"  (4)  That  the  Applicant  has  derived  the  said  mark,  to  wit,  *  Neostyle,'  from 
**  the  said  David  QesUtner.  (5)  That  the  said  David  Oestetner  has  for  many 
*'  years  past,  that  is  to  say  continuously  since  the  month  of  August  1888,  used 
"  the  word  *  Neo-Cyclostyle  •  as  a  Trade  Mark  in  connection  with  goods  in 

10  ''  Class  39,  that  is  to  say  with  duplicating  apparatus  and  papers  connected 
^'  therewith,  and  that  the  proposed  mark  bears  so  close  a  resemblance  to  the 
"  said  Trade  Mark  '  Neo-Cyclostyle '  as  to  be  calculated  to  deceive,  and  to 
'^  cause  confusion  between  goods  of  the  said  David  Qestetner^s  manufacture 
*'  and  those  made  and  sold  by  the  Applicant." 

15  The  motion  came  on  for  hearing  on  the  4th  of  March  1903  before  Keketvichy  J., 
who  refused  the  application,  holding  that  at  the  date  of  registration  Oestetner 
was  not  entitled  to  oppose  the  entering  of  the  Trade  Mark  **  Neostyle  "  on  the 
Register,  and  that  the  word  '^  Neostyle  ''  was  not  calculated  to  deceive,  and  the 
motion  was  refused.     Oestetner  appealed. 

20  The  appeal  was  heard  by  Lords  Justices  Vaughan  Williams,  Rombr,  and 
Stirling  on  the  27th  October  1903. 

T.  Terrell^  K.C.,  P.  0.  Lawrence,  K.O.,  and  Oordon  (instructed  by  Pritchardy 
Englefield  A  Co.)  appeared  for  the  Appellant ;  Hume  Williams^  K.C.,  and 
Sebastian  (instructed  by  C.  Urquhart  Fisher)  appeared  for  the  Respondents  ; 

25  JR.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for 
the  Comptroller. 

T.  Terrell^  K.C.,  for  the  Appellant. — My  contentions  are — (1)  that  the  word 
"  Neostyle "  belongs  to  Oestetner ;  (2)  that  the  word  **  Neostyle "  was  first 
used    in    Ihis  country  by   Oestetner  \    and  (3)  that  undoubtedly  the  word 

30  "Neo-Cyclostyle"  belongs  to  Oestetner,  and  in  the  face  of  it  "Neostjle" 
is  calculated  to  deceive  within  the  meaning  of  the  Act.  Klaher*s 
alleged  previous  user  of  **  Neostyle "  in  America  was  a  violation  of  his 
agreement  of  1884*  as  sub  licensee  and  agent  of  Oestetner.  [ROMBR,  LJ. — 
How  can  you  say  that  "  Neostyle  "  was  Oestetner^s  Trade  Mark  in  this  country  ?] 

35  It  need  not  have  been  registered,  nor  would  re^ristration  alone  have  been 
enough.  It  is  dedication  to  trade  which  makes  a  Trade  Mark.  [ROMBR,  L,J, 
— If  this  registration  by  the  Respondents  were  to  stand,  I  fail  to  see  why  they 
should  not  to-morrow  be  able  to  stop  Oestetner  from  marking  his  goods 
"  Neostyle "  even    for  export.]    I  agree,  and  that  would  obviously  be  an 

40  injustice.  Oestetner  is  to  be  taken  as  having  used  "Neostyle"  as  a  Trade 
Mark  in  England  when  he  first  marked  the  goods  to  send  abroad  {SocUti 
Anonymedes  Verreries  de  Viltoile,  11  R.P.C.  142  ;  L.R.  1894  2  CD.  26;  and 
Batfs  Trade  Mark,  6  R.P.C.  493 ;  see  also  the  converse  case  in  Re  European 
Blair  Camera  Company,  13  R.P.C.  6<)0).     [Sebastian. — But  in  the  last  named 

45  case  the  Opponents  were  registered,  which  is  not  the  case  here  with  Oestetner.^ 
[Rombr,  L.J.— In  Robinson  v.  Finlay  (L.R.  9  CD.  487)  I  cannot  see  that  the 
marks  were  registered.]  As  to  the  alleged  acquiescence,  I  contend  that  my 
opposition  was  prompt.  [ROMBR,  L.J. — ^And  acquiescence  in  the  user  of  the 
wofd  is  not  an  acquiescence  which  should  be  allowed  to  prejudice  opposition 

50  to  an  application  based  oh'  exclusive  right.] 

Hume  Williams,  K.C,  for  the  Respondents. — This  opposition  is  not  a 
meritorious  one.  The  agreement  of  1884  was  not  an  agency  agreement,  but 
an  agreement  for  a  loan  and  a  supply  of  goods  at  a  specified  price.  ^  Assuming 
that  Oestetner  has  acquiesced  in  our  user  of  the  word  **  Neostyle?'  that  usjr 


Referred  to  in  the  judgment  of  Yauohan  Williams,  LJ.,  infra^  p.  tJ06. 
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was  one  entitling  us  to  the  exclusive  right.  [STIRLING,  L.J.— The  words  of 
section  90  are  very  wide — an  opponent  may  be  aggrieved  in  any  way.]  That 
is  only  to  give  him  a  loctcs  standi^  but  his  grievance,  which  must  be  substantial, 
could  only  be  substantial  if  it  hampered  his  trade.  This  case  is  different  from 
Paine  v.  Daniell  A  Sons'  BreweHes,  Ld.  (10  R.P.C.  217 ;  L.R.  1893  2  CD.  5 
567,  per  Bowen,  L.J.,  at  page  584).  [Stirling,  L.J,— At  the  best  you  might 
get  registration  with  a  note  "subject  to  the  rights  of  Gestetner."]  We  are 
agreeable  to  that.  Tn  answer  to  the  suggestion  of  ROMBli,  L.J.,  that,  if  now 
successful,  we  should  be  able  to  prevent  Gestetner  marking  goods  "  Neostyle  " 
for  export  trade,  that  cannot  be  here,  for  by  special  arrangement  with  iite  10 
American  Company  the  English  Company,  which  was  founded  by  the  clerks 
sent  over  by  Klaher  in  1899,  is  precluded  from  suing  Gestetner  in  respect  of 
what  he  supplies  to  America. 

Sebastian  follows  for  the  Respondents.— I  admit  that  this  is  a  question  of 
what  has  happened,  not  in  America,  but  in  this  country.  But  Gestetner' s  user  in  15 
England  was  confined  to  the  appearance  of  the  word  "Neostyle"  on  some 
sheets  of  the  waxed  paper,  and  that  could  give  him  no  better  right  than  the 
advertisement  in  Maxwell  v.  Hogg  (L.R.  2  Ch.  307).  [Rombr,  L.J.— It  could 
give  him  no  rights,  perhaps,  but  it  cannot  justify  you  in  getting  an  exclusive 
registration  so  as  to  interfere  with  his  trade.]  20 

No  reply  was  called  for. 

Vaughan  Williams,  L.J.— The  question  m  this  case  is  whether  the 
Respondents  have  establishea  that  they  have  got  such  an  exclusive  right  in 
the  word  "Neostyle,"  as  a  Trade  Mark,  as  to  entitle  them  to  have  that  Trade 
Mark  remaining  upon  the  Register.  An  application  has  been  made  under  25 
section  90  of  the  Act  of  1883  to  take  that  Trade  Mark  off  the  Register.  It 
really,  I  think,  has  hardly  been  contended  here  but  that,  whatever  Gestetner'a 
position  may  be,  he  is  a  person  who  is  aggrieved  so  as  to  give  him  a  locus  standi 
as  an  Applicant  under  section  90. 

That  being  so,  let  us  see  what  the  history  of  this  case  is.     Some  time  prior  to  30 
1884  Gestetner  had  entered  into  certain  verbal  relations  with  some  people  of 
the  name  of  FairJwlme,  which  were  not  reduced  to  writing ;  but  the  result 
was  that  Gestetner  became  a  licensee  of  certain  Patent  rights.    In  that  state  of 
things  an  Agreement  was  entered  into  between  Gestetner  and  Klaher  on  the 
3rd  of  October  1884.     In  that  Agreement  there  were  these  recitals  :— "  Whereas  35 
"  the  said  David  Gestetner  is  the  sole  and  exclusive  licensee  under  a  license 
"  from   Messrs.   Fairholme  A  Go.  in  the  United  States  of  America  and  the 
"  territories  thereof  under  the  *  Cyclostyle '  Patent  taken  out  there  in  his  name 
"  dated  the  28th  day  of  November  1882  ;  and  whereas  the  said  David  Gestetner 
"  and  Augustus  David  Klaher  have  agreed  that  the  said  Augustus  David  Klaher  40 
"  shall  be  appointed  sole  sub-licensee,  and  shall  otherwise  act  as  hereinafter 
"  provided,  now  therefore  it  is  mutually  agreed  as  follows."    Then  the  Agreement 
goes  on  to  provide  that  Klaher  is  to  go  to  America,  that  he  is  to  start  a  business 
in  the  United  States,  that  he  is  to  take  the  goods  for  the  purpose  of  this  business 
from  Gestetner  at  certain  prices  which  are  named,  and  that  he  is  to  be  entitled  45 
to  draw  for  himself  from  the  said  business,  so  long  as  he  shall  persoually  devote 
his  time  thereto  and  to  no  other  business,  a  weekly  allowance  of  4/.,  which 
shall  be  considered  as  part  of  the. working  expejises  of '  the  business.    TJien 
there  is  a  provision  that  the  profits  of  the  business  are  to  be  equally  divided 
between  Gestetner  and  Klaher,  and  then  comes  paragraph  JO,  which  provides  50 
that  Klaher  shall  not  take  a  partner  in  the  said  business,  and  that  Klaher  shall 
not  directly,  or  indirectly,  make,  buy,  or  sell,  or  deal  in  any  "  Cyclostyle  "  pens, 
or  "  Cyclostyle  "  prepared  paper,  or  thesaid  labels,  except  what  shall  be  supplied 
to  him  by  Gestetner.    "  And  the  said  A.  D.  Klaher  shall  do  not  do,  or  knowingly 
"  permit  anything  to  be  done  whereby  the  said  United  States  Patent  may  be  55 
"  infringed,  or  the  introduction,  manufacture,  use  or  sale  of  the  said  '  Cyclostsrle ' 
"  pens  or  *  C;^clo8tyle  *  prepai^ed  paper,  labels,  ink,  or  the  remaining  part  of 
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"  thb  '  Cyclostyle  *  apparatus  may  be  lessened  or  injured,  but  will  forthwith 
'*  give  notice  of  the  same  to  the  said  D.  Gestetfier ;  and  shall  not  carry  on,  or  be 
**  directly  or  indirectly  concerned,  or  engaged  in  establishing  or  carrying  on 
"  any  other  business  in  the  United  States  of  America  or  the  territories  thereof 
5  "  in  which  his  personal  attendance  is  required  than  that  which  is  to  be  carried 
"  on  as  aforesaid,  whether  as  manager  or  otherwise."    That  is  the  Agreement  of 
1884,  and  it  seems  plain  under  that  Agreement  that  if  any  names  or  designations 
in  the  nature  of  Trade  Marks  were  applied  to  goods  which  were  manufactured 
by  Oestetner^  and  sold  by  Klaher  in  the  United  States  under  this  Agreement, 
10  those  names  would  be  acquired  in  the  right  of  Oestetner,  and  not  in  the  right 
of  Klaher  at  all.    But  the  relations  between  the  parties  were  modified  in  1889 
by  a  fresh  Agreement.    Before  that  fresh  Agreement  had  been  entered  into  it 
seems,  according  to  the  evidence,  that  a  new  name — "  Neostyle  " — had  been 
used  more  or  less  by  Klaher  in  the  United  States  of  America.    It  is  said  that 
15  he  used  it  in  some  respects  by  applying  it  to  articles  which  did  not  fall  at  all 
within  this  Agreeement,  but  he  undoubtedly  did  apply  it  to  articles  which  did 
fall  within  this  Agreement.    Then  things  went  on  so  until  1889,  and  then,  in 
consequence  of  Klnber  being  in  financial  difficulties,  and  not  being  able  to  pay 
what  he  owed  to  GestetneVy  the  fresh  Agreement  was  made  in  1889.    There  can 
:20  be  no  doubt  at  all  on  the  evidence  that  during  the  continuance  of  the  fresh 
Agreement  both  pens  and  prepared  paper  were  sold  under  this  designation  of 
**  Neostyle."    I  have  before  me  the  print  from  one  of  these  papers — 1  do  not  know 
what  their  right  names  are — but  it  describes  it  as  the  ^^  Neostyle  Duplicating 
'*  Apparatus."    Then  there  is  a  picture  of  a  pen,  then  "  Neostyle,  Trade  Mark," 
25  then  '' Oestetner's  Patents,  1881,  1882,  1888,"  and  then  there  is  the  name 
" Z).  Qestetner^''  and  " Caution. — Every  genuine  Neostyle  Pen  and  each  sheet 
**  of  Neostyle  or  Cyclostyle  Paper  must  have  the  signature  of  the  inventor  as 
«*  follows  :  'D.  Gestetner:  " 
In  my  judgment  there  can  be  no  doubt  whatever   that,  with  the    full 
30  acquiescence  of  both  parties  under  this  Agreement,  the  word  "  Neostyle  "  was 
treated  as  applicable  to  goods    supplied  under  the  Agreement  of  1889  by 
Gestetner  to  Klaher  in  the  United  States,  and  really  when  one  looks  at  the 
labels  it  becomes  manifest  that  these  two  words  **  Cyclostyle  "  and  "  Neostyle  " 
weriB,  under  the  Agreement  of  1889,  treated  as  synonyms. 
35      The  next  Agreement  is  one  of  1893.    That  is  an  agreement  to  which  Gestetner 
and  the  Neostyle  Gornpany,  which  was  an  American  Company,  were  parties. 
It  was  made  with  the  knowledge  and  acquiescence  of  Klaher^  and  under  this 
it  is  recited,  amongst  other  things,  that  Klaher  has  assigned  to  this  Company  all 
his  title  and  rights  under  these  Agreements,  including  his  right  and  title  to 
40  Trade  Marks,  and  everything  appertaining  to  these  "Cylostyle"  pens  and 
"Cyclostyle"  paper;  and  one  finds  at  the  end  of  the  Agreement: — "It  is 
"  hereby  further  covenanted  and  agreed  that  should  the  party  of  the  first  part 
"  cancel  this  Agreement  as  herein  provided  for,  then  all  labels.  Trade  Marks,  and 
"  designations  in  use  by  the  party  of  the  second  part  appertaining  to  *  Cyclostyle* 
45  "  pens  and  *  Cyclostyle  '  paper  shall  revert  and  become  the  sole  property  of  the 
"  party  of  the  first  part,  and  the  party  of  the  second  part " — ^that  is  the  American 
Company — "  shall  not  thereafter  employ  or  use  said  labels.  Trade  Marks,  or 
"  designations  for  any  purpose  whatever." 

One  thing  is  quite  plain  under  that  Agreement,  that  any  rights  that  Klaher 
50  had,  either  in  the  original  Trade  Marks  used  (including  unregistered  Trade 
Marks)  or  in  any  Trade  Marks  which  were  afterwards  adopted,  passed  from 
Klaher  to  the  new  Company  so  fer  as  Klaher  was  concerned  ;  but  really  as  far 
as  Klaher  was  concerned  there  was  very  little  indeed  to  pass,  because  by  the 
7th  clause  of  the  Agreement  of  1889  it  was  provided  that  the  "  said  party  of 
55  "  the  second  part  is  also  hereby  exclusively  licensed  or  empowered  for  the 
"  the  United  States  to  use  the  title,  Trade  Mark,  or  designation  of  *  Cyclostyle/ 
"  or  any  variation,  modification,  or  addition,  change  or  alteration  ihide  and 
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"  adopted,  or  used  by  said  party  of  the  first  part  in  connection  withdaplicating 
"  or  copying  apparatus.  Nor  shall  he  sell  any  '  Cyclostyle '  machines  unless 
"  the  same  shall  have  properly  affixed  thereto  the  label  and  Trade  Mark  of 
**  the  party  of  the  first  part  hereto." 

Now  in  that  state  of  things,  which  came  about  in  1893,  Oestetner  was  under  5 
an  obligation  to  supply  this  American  Company  with  these  goods,  and  supply 
them  under  these  designations.  Subsequently  to  that  a  Company  was  formed 
in  England  called  the  Neostyle  Manufacturing  Gompanyy  and  it  is  said  that 
either  the  English  Neostyle  Company  or  Klaber  had  in  some  way  or  other  an 
exclusive  right  to  the  use  of  the  word  "  Neostyle  "  as  a  Trade  Mark.  I  cannot  10 
myself  understand  how  it  is  said  they  acquired  any  such  right.  It  may  be,  for 
aught  I  know  (but  that  is  not  the  question  we  have  to  decide  here),  that  under 
the  circumstances  Gestetner  has  no  right  to  restrain  the  English  Company,  or 
to  restvaXn  Klaber  from  using  this  word  "Neostyle"  in  respect  of  this  class 
of  goods ;  and  it  may  be,  for  aught  I  know,  that  under  the  circumstances  15 
Oestetner  has  no  right  to  place  upon  the  Register  this  Trade  Mark  "Neostyle  " ; 
but  that  is  not  the  question  we  have  to  decide  here.  The'  question  that  we 
have  to  decide  here  is  whether  or  not  the  word  "  Neostyle,"  as  placed  upon  the 
Register,  ought  to  remain  there,  or  whether  we  ought  under  section  90  to 
order  it  to  be  removed.  20 

For  myself  I  cannot  see  what  sort  of  title  there  can  be  to  keep  this  word  on 
the  Register.  It  is  quite  plain,  taking  the  history  of  the  relations  of  Gestetner 
and  Klaber^  that  Klaber  has  himself  acquired  no  exclusive  right  such  as  would 
entitle  him  to  register  this  Trade  Mark,  and  under  those  circumstances  he,  of 
course,  could  transmit  it  to  no  one  else.  As  a  matter  of  fact  he  has  transmitted  25 
any  rights  that  he  might  have  in  the  matter  to  the  American  Company,  who 
are  not  a  party  to  these  proceedings;  but  I  do  not  think  that  he  has  any 
exclusive  right  that  he  could  transmit.  It  seems  to  me  that,  that  being  so,  and 
Gestetner  having  clearly  such  rights  in  the  matter  by  reason  of  the  contracts 
and  engagements  that  he  has  entered  into,  which  involve  the  user  of  this  name,  30 
he  is  clearly  a  party  aggrieved. 

Under  those  circumstances  I  think  we  ought  to  make  an  Order  removing 
this  word  from  the  Register.  That  means,  of  course,  that  this  appeal  against 
the  judgment  of  Mr.  Justice  Kekewich  ought  to  be  allowed.  I  cannot  help 
saying,  having  read  a  good  deal  of  what  took  place  at  the  trial,  that  I  think  the  35 
case  was  not  discussed  before  Mr.  Justice  Kekewich  quite  on  the  same  grounds 
on  which  it  has  been  discussed  before  us.  Perhaps  if  it  had  been  Mr.  Justice 
Kekewich  would  have  arrived  at  the  same  conclusion  that  I  have. 

ROMBB,  L.J. — So  far  as  I  can  see  on  the  evidence  before  us  there  is  no  doubt 
but  that  the  Respondent  Company  is  entitled  to  the  use  of  the  term  *'  Neostyle  "  40 
as  applied  to  the  goods  manufactured  and  sold  by  them  under  that  name.  But 
the  question  is  whether  or  not  the  Respondent  Company  were  entitled  to 
register,  as  they  did  in  1901,  that  term  as  applied  to  such  goods  so  as  to 
acquire  an  exclusive  right  in  the  term  as  a  Trade  Mark  as  against  Gestetner. 
Gestetner  is  not  in  a  worse  position,  it  appears  to  me,  in  now  applying  to  have  45 
the  Register  rectified  than  if  he  had  opposed  the  application  for  the  registration 
in  1901 ;  for,  although  no  doubt  he  acquiesced  in  the  user  of  the  term  "Neostyle" 
by  the  Respondent  Company,  there  does  not  appear  to  be  any  sufficient  ground 
for  alleging  or  contending  that  he  in  any  way  acquiesced  in  the  registration  of 
that  term  as  a  Trade  Mark  by  the  Respondent  Company.  If  he  had  opposed  50 
the  application  in  1901,  it  appears  to  me  clear  that  the  Court  would  not  have 
allowed  this  term  to  have  been  registered  by  the  Respondent  Company,  and  it 
appears  to  me  also  that  it  is  the  duty  of  the  Court  now,  under  the  circumstances 
of  the  case,  to  rectify  the  Register  on  Gestetner^ s  application. 

Brushing  aside  the  vast  amount  of  fringe  and  irrelevant  matter  which  has  55 
been  introduced  into  this  case,  the  circumstances  showing  Gestetner's  rights 
stand  simply  in  this  wise  : — Th«re  were  certain  Patents  in  England  and  in 
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America  (I  am  stating  the  facts  very  shortly)  for  the  mannfacture  of  the  sroods 
in  question.  Oestetner  certainly  had  some  interest  in  those  Patents.  I  gather 
from  the  recitals  of  the  Agreements  in  evidence,  and  the  other  facts  in  evidence 
in  this  case,  that  Qestetner  was  the  sole  licensee,  both  in  America  and  in  England, 
5  for  the  manufacture  of  the  patented  goods,  and  it  is  clear  that  he  had  power,  at 
any  rate  in  the  States,  of  granting  sub-licenses  for  the  manufacture  and  sale  of 
the  patented  goods.  What  he  did  was  this.  He  manufactured  the  goods  in 
question  for  many  years.  He  marked  them  "  Neostyle  "  and  they  were  sent 
over  to  America  to  a  person,  and  subsequently  a  Company,  who  became  entitled, 

10  under  Agreements,  to  the  sole  right  to  take  those  goods,  and  sell  them  under 
that  term,  in  America.  For  years  Oestetner  manufactured  those  goods,  having 
the  interest  in  the  Patents  I  have  mentioned,  marked  them  with  the  term 
"  Neostyle  "  and  sent  them  over  to  America,  as  I  have  said,  where  they  were 
sold  by  the  sole  licensee  there.    He  also  manufactured  the  goods  and  sold  them 

15  in  England.  He  sold  the  whole  of  them  to  one  firm,  Fairholme  A  Go.  The 
goods  he  sold  for  consumption  in  England  were  marked  either  "  Cyclostyle  " 
or  "  Neo-Cyclostyle,"  and  for  years  Oestetner  issued  in  Kngland  notices  or 
circulars  stating  that  the  goods  manufactnred  by  him  were  known  by  three 
names,  **  Neostyle,"  "  Cyclostyle,"  and  "  Neo-Cyclostyle,"  and  that  none  were 

20  genuine  unless  they  were  signed  with  his  name.  All  this  was  done  years  before 
the  Respondent  Company,  or  any  precedecessors  it  had  in  this  country,  ever 
sold  any  ^oods  whatever  in  this  country  under  the  name  '•  Neostyle  "  at  all. 
It  appears  that  at  the  end  of  the  year  1899  the  business,  which  is  now  the 
business  of  the  Respondent  Company,  began  to  be  established  in  England,  and 

25  they  commenced  to  manufacture  goods  and  to  sell  goods  shortly  afterwards 
under  the  name  "Neostyle"  with  Oestetner's  knowledge,  and  without  his 
taking  any  steps  to  stop  it,  and  they  have  continued  to  do  so  until  the  present 
time.  That  gave  them  a  perfect  right  to  say  that  Oestetner  could  not,  as  against 
them,  stop  them  from  manufacturing  and  selling  these  goods  under  the  name 

30  **  Neostyle."  But  it  seems  to  me  impossible,  under  those  circumstances,  to  say 
that  the  Respondent  Company  became  entitled,  as  against  Oestetner^  to  say  that 
they  had  an  exclusive  right  to  be  registered  as  the  owners  of  the  term  "  Neostyle  " 
as  applied  to  these  goods  as  a  Trade  Mark  belonging  to  them.  The  effect  might 
have  been,  as  indicated  by  me  during  the  argument,  to  stop  the  whole  of  the 

35  business  of  Oestetner^  which  he  had  carried  on  for  all  the  number  of  years  I 
have  mentioned.  It  appears  to  me  impossible  to  contend  that,  under  those 
circumstances,  if  the  facts  had  been  brought  to  the  attention  of  the  Court,  the 
Court  would  not  have  declined,  in  the  face  of  an  opposition  of  Oestetner^  to 
have  allowed  this  term  "  Neostyle  "  to  be  registered  as  a  Trade  Mark  on  the 

40  application  of  the  Respondent  Company. 

It  is  also  clear  to  me  that,  in  the  interests  of  justice,  it  is  essential  that  the 
registration  should  no  longer  stand  to  the  great  prejudice,  as  it  undoubtedly 
would  be,  if  it  were  not  removed,  of  Oestetner,  The  injury  upon  him  would 
be  something  remarkable,  and  the  rights  claimed,  if  the  registration  in  respect 

45  of  this  term  by  the  Respondent  Company  stood,  would  end  in  injuring  Oestetner 
in  a  trade  which  he  is  perfectly  entitled  to  carry  on,  and  has  carried  on  years 
before  the  Respondent  Company  had  the  slightest  interest  in  the  term  at  all. 

It  appears  to  me  that  it  is  a  clear  case  where  the  Court  ought  to  rectify  the 
Register  as  sought  by  Oestetner^  with  the  usual  results  as  to  costs  here  and  in 

50  the  Court  below. 

Stirling,  LJ". — I  am  of  the  same  opinion. 

The  Applicant  for  rectification  of  the  Register  in  this  case  is  a  Mr.  Oestetner, 
and  the  Respondents  are  an  English  Company,  the  Neostyle  Manufacturing 
Company^  who  have  registered  as  a  Trade  Mark  the  word  "  Neostyle."    The 

55  history,  so  far  as  it  is  material,  of  the  use  of  this  word  appears  to  be  shortly 
this : — In  the  year  1884  an  Agreement  was  entered  into  between  O^tetner 
and  a  Mr.  Klaber.    Under  that  Agreement  Klaber  was  to  go  out  to  America, 
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and  to  start  business  in  the  sale  and  disposal  of  certain  goods  which  were 
to  be  manufactured  by  Gestetner  in  England  and  exported  to  him.  It  is 
not  necessary  to  state  any  further  the  details  of  that  Agreement,  because  it  was 
largely  modified  by  a  subsequent  Agreement  of  the  15th  of  January  1889. 
I  will  read  the  7th  clause  of  that  Agreement :— "  Said  pfirty  of  the  second  part"  5 
— that  is  Kfaber — "  is  also  hereby  exclusively  licensed  or  empowered  for  the 
"  United  States  to  use  the  title,  Trade  Mark  or  designation  of  *  Cyclostyle,*  or 
**  any  variation,  modification,  addition,  change  or  alteration  made  and  adopted 
**  or  used  by  said  party  of  the  first  part " — that  is  Oestetner — "  in  connection 
"  with  duplicating  or  copyiog  apparatuses.  Nor  shall  he  sell  any  '  Cyclostyle '  10 
**  machines  unless  the  same  shall  have  properly  affixed  thereto  the  label  and 
**  Trade  Mark  of  the  party  of  the  first  part  hereto."  What  took  place  under 
that  Agreement  was  that  from  that  time  forward  down  to  some  time  in  the  year 
1893  goods  were  supplied  by  Oestetner  to  Klaber  bearing  a  label,  of  which  I 
have  a  copy  before  me.  It  begins,  "Neostyle  Duplicating  Apparatus.  The  15 
"  principles  and  details  of  the  '  Neoptyle  '  are  fully  protecteil  by  separate  and 
*^  distinct  Letters  Patent.  The  public  are  cautioned  against  infringements.^* 
Then  there  is  the  figure  of  a  pen,  and  then  it  proceeds,  "Every  genuine 
"  *  Neostyle  *  pen  and  each  sheet  of  '  Neostyle '  paper  must  have  signature  of 
"inventor  as  follows:  'D.  Gestetner.* ''  That  is  a  facsimile  of  Gestetner's  20 
signature.  That  I  take  to  be  a  label  and  Trade  Mark  of  Gestetner^  which 
was  to  be  affixed  in  the  terms  of  the  Agreement  to  all  goods  sold  by  Klaber. 

It  is  said  that  Klaber  had  some  right  or  interest  in  the  word  "  Neostyle  '* ; 
that  he  had  acquired  in  some  way  a  right  to  use  the  word  ^*  Neostyle."    I  do 
not  enter  upon  the  consideration  of  whether  that  is  well  founded  or  no,  for,  25 
supposing  that  he  had  at  any  time  such  a  right,  it  appears  that  in  the  course 
of  the  year  1893  he  transferred  all  his  rights  to  an  American  Company  called 
the  Neostyle  Company^  which,  in  an  Agreement  of  the  30th  of  August  1H93,  is 
described  as  a  Corporation  organised  under  the  laws  of  the  State  of  New 
Jersey,  and    having    an  office  in  New  York.     That  is   an    Agreement  by  30 
which   Gestetner  confirms,  ^  far  as  any  confirmation  on  his  part  is  neces- 
sary,   a  licence  and   assignment   which  had   been  made  by  Klaber  to  the 
Company,  by  which  the  American  Company  take  upon  themselves  certain 
liabilities  of  Klaber^  their  assignor,  to  Gestetner.    It  contains  a  power  on  the 
part  of  Gestetner  to  cancel  the  subsisting  Agreement  in  the  event  of  it  not  35 
being  carried  out  by  the  American  Company.    Then  comes  this  clause,  which 
is  not  immaterial : — "  It  is  hereby  further  covenanted  and  agreed  that  should 
"  the  party  of  the  first  part  cancel  this  Agreement,  as  herein  provided  for,  then 
"  all  labels.  Trade  Marks,  and  designations  in  use  by  the  party  of  the  second 
"  part  appertaining  to  '  Cyclostyle  *  pens  and  ^  Cyclostyle  *  paper  shall  revert  and  40 
"  become  the  sole  property  of  the  party  of  the  first  part,  and  the  party  of  the 
"  second  part  shall  not  theretdPter  employ  or  use  said  labels.  Trade  Marks  or 
**  designations  for  any  purpose  what-soever."    What  has  taken  place  under  that 
Agreement  is  that  Gestetner  has  supplied  goods  to  the  American  Company  in 
the  same  way  as  they  were  supplied  to  Klaber  previously  to  1893,  and  has  used  15 
in  connection  with  those  goods  the  word  '^  Neostyle  " — that  is  to  say,  he  affixes 
labels  or  marks  to  the  goods  in  England  bearing  as  a  material  portion  of  them 
the  word  *' Neostyle,"  and  he  ships  them  from  England   to  the  American 
Company  to  be  disposed  of  by  them  in  the  way  of  business,  in  accordance  with 
the  arrangement  between  Gestetner  himself  and  the  American  Company.    That  50 
course  of  business  is  still  going  on  :  Oestetner  and  the  American  Company  are 
bound  to  one  another  by  the  provisions  of  that  Agreement  of  1893. 

In  1899  Klaber^  who  had  been  the  manager  of  the  American  Company  from 
t|i0  commencement  of  it  down  to  1899,  ceased  to  be  connected  with  it,  and 
commenced  business  in  London.    On  the  26th  of  February  1900  he'  caused  ^  55 
CoDipany  tp  be  formed  in  London  under  the  name  of  the  Neostyle  ManufaC' 
^ving  Cqp^pfiny^  lA.^   and  frqm  that    time  the    Neostyle   Manu/actifring 
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Company^  Ld.^  manufactured  goods  and  used  the  word  "Neostyle"  to 
designate  the  goods  so  manufactured  by  them,  and  it  is  to  be  taken  that  of 
this  Oesietner  was  aware.  He  has  never  brought  any  action  :  he  has  taken  no 
steps  whatever  to  interfere  with  them  in  the  use  of  the  word  "  Neostyle  "  in 
5  connection  with  the  goods  manufactured  by  them,  and  prima  facie  he  would 
not  be  successful  in  obtaining  an  injunction  to  restrain  them  from  such  user, 
which  has  been  continued  from  1900  down  to  the  present  time,  as  I  understand. 
But  now  we  come  to  a  step,  of  which,  admittedly,  Qeatetner  was  ignorant. 
On  the  23rd  of  October  1901  this  English  Company  applied  to  register  the  word 

10  "  Neostyle  "  as  their  Trade  Mark  in  connection  with  paper,  stationery,  and  book- 
binding, and  Oestetfier  did  not  oppose,  being  ignorant  of  the  application  for 
registration.  It  did,  however,  after  the  registration  was  complete,  come  to  his 
knowledge,  and  on  the  22nd  October  1902  he  applied  to  rectify  the  Register  by 
the  present  application.    That  is  done  under  the  90th  section  of  the  Patents, 

15  Designs,  and  Trade  Marks  Act,  which  authorises  the  Court  upon  the  application 
of  any  person  aggrieved  by  any  entry  made  without  sufficient  cause  in  the 
Register  to  make  an  Order  for  rectification. 

The  first  question  is  this — Is  Oesietner  a  person  aggrieved  ?  It  seems  to  me  to  be 
very  clear  that  Oestetner  is.    What  does  he  do  ?     There  is  at  the  present  moment 

20  on  the  Register  an  entry  which  \q  prima  facie  evidence  at  the  present  time  that 
this  English  Company  is  the  exclusive  owner  of  the  word  ** Neostyle"  as  a 
Trade  Mark  in  connection  with  paper,  stationery,  and  bookbinding.  Oestetner  is 
carrying  on  his  business,  as  he  has  done  ever  since  1893,  with  the  American 
Company.    In  the  course  of  that  business  he  manufactures  what  is  called 

25  **  Cyclostyle  "  or  "  Neostyle  '*  paper,  and  he  exports  that  to  America.  For  that 
purpose  he  puts,  as  he  formerly  did,  labels  on  his  packages  of  paper  having 
the  word  ^^  Neostyle  "  as  a  prominent  part.  It  seems  to  me  that  that  is  a  user  of 
the  English  Company  *s  Trade  Mark,  if  they  are  entitled  to  a  Trade  Mark,  which 
would  entitle  them  to  come  and  say  :  ^^  You  shall  no  longer  do  that,  but  shall 

30  **  cease  from  applying  the  word  *  Neostyle '  to  the  paper  which  you  manufacture 
'^  in  England,  stamp  in  this  way,  and  export  to  America."  But,  again,  it  seems 
to  me  that  it  may  be  a  grievance  in  this  way.  For  aught  I  know  Oestetner  may 
be  in  a  position,  or  may  hereafter  become  in  a  position,  to  exercise  the  power 
of  cancellation  which  is  contained  in  the  Agreement  of  1893,  which,  as  I  say, 

35  is  still  a  subsisting  Agreement,  and  it  is  part  of  that  Agreement  that  if  the 
Agreement  is  cancelled  then  all  labels.  Trade  Marks  and  designations  in  use 
by  the  American  Company  appertaining  to  "  Cyclostyle  "  pens  and  "  Cyclostyle  " 
paper  shall  revert  to  and  become  the  sole  property  of  Oestetner.  It  was  admitted 
by  the  learned  Counsel  in  argument  that  the  word  '*  Neostyle  "  has  been  applied 

44)  to  *'  Cyclostyle  "  paper,  as  a  designation  of  it,  and  it  seems  to  me  that  if  that 

cancellation  should  ever  take  place  all  the  rights  which  came  to  the  American 

Company  from  Klaher  would  revert  to  and  become  the  sole  property  of 

'     Oestetner  under  the  terms  of  that  Agreement,  and  that  by  the  continuance  of 

this  registration  the  rights  in  respect  of  that  might  be  injured.    I  think  that  is 

45  sufficient  to  show  that  Oestetfier  is  a  party  aggrieved. 

Then  what  title  has  the  English  Company  to  the  use  of  ^'  Neostyle "  as  a 
Trade  Mark  ?  It  seems  to  me  that  they  can  claim  nothing  under  Klaber. 
Klaher  before  the  formation  of  the  English.  Company,  and  before  any  dealing 
with  them,  assigned  all  his  rights  to  the  American  Company.    It  is  not  pretended 

50  that  the  American  Company  have  conferred  any  rights  to  use  the  word 
**  Neostyle"  on  the  English  Company.  The  sole  right  of  the  English  Company 
is  that  which  they  have  derived  from  the  use  of  the  word  "  Neostyle  "  since 
the  year  1900.  That  is  a  user  which,  as  I  have  said,  may  have  deprived, 
and  probably  has  deprived,  Oestetner  of  any  right  to  bring  an  action  for  an 

55  injunction  to  restrain  them  from  continuing  that  user ;  but  it  is  not,  as  it 
seems  to  me,  a  user  which  confers  on  the  English  Company  an  exclusive  right 
to  use  the  word  '^  Neostyle,"  or  to  interfere  with  Oesietner  in  the  conduct  of 
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the  business  which  he  has  been  carrying  on  for  the  last  10  years  in  the  way 
1  have  indicated. 

In  my  judgment,  therefore,  if  Oestetner  had  appeared  and  opposed  the  regis- 
tration of  this  Trade  Mark  originally,  he  would  have  been  entitled  on  that 
ground,  which  is  a  solid  ground  of  objection,  to  object  to  the  registration  of  ^ 
the  mark  in  the  naine  of  the  English  Company  ;  and,  as  he  was  in  ignorance  of 
the  steps  which  were  taken  by  them  for  registration,  it  seems  to  me  that  he  is 
noi  precluded  from  complaining  of  the  grievance  which  he  is  under,  as  I  think, 
in  respect  of  the  registration.  Therefore  I  agree  that  the  appeal  should  be 
allowed.  10 

Lawrence^  K.C. — The  Order  will  follow  the  one  settled  by  the  Court  in  Re 
PotvelVs  Trade  Mark  (L.R.  1893,  2  Ch.  388,  398 ;  10  R.P.C.  63,  195 ;  L.R.  1894 
A.C.  8 ;  11  R.P.C.  4)  :— Rectify  the  Register  by  expunging  the  Trade  Mark 
from  it ;  Order  Respondent  Company  to  pay  to  the  Applicants  and  the  Comp- 
troller the  costs  of  this  Application  here  and  below;  and  then  Order  that  an  15 
Office  copy  of  this  Order  be  left  with  the  Comptroller  at  the  Patent  Office. 

Hume  WilliamSy  K.C. — I  have  no  objection  to  that.  But  this  is  a  question  of 
great  importance  to  my  clients,  and  it  may  be  that  they  would  desire  to  take 
the  case  to  the  House  of  Lords.  If  that  were  so,  would  your  Lordships  slay 
execution  as  to  expunging  the  Trade  Mark  pending  that  appeal,  upon  the  20 
Company  giving  an  undertaking  that  they  will  make  no  attempt  to  interfere 
with  any  rights  that  Mr.  Oestetner  might  have  under  his  Agreement  with  the 
Company  in  New  York.  No  such  attempt  has  yet  been  made.  They  are  quite 
prepared  to  give  such  an  undertaking.  There  are  several  other  actions  pending 
in  connection  with  this,  and,  supposing  the  appeal  were  ultimately  to  succeed,  25 
it  would  be  inconvenient  that  the  Trade  Mark  should  have  been  expunged 
meanwhile. 

Vaughan  Williams,  LJ^, — I  do  not  think  we  ought. 

R.  J.  Parker. — I  may  say  it  would  be  rather  inconvenient  from  the  point  of 
Tiew  of  the  Office  if  it  had  to  make  a  physical  alteration  of  the  Register,  and  30 
then  there  were  subsequently  an  Order  to  alter  it  back. 

Lawrence^  K.C. — Ii  has  been  done    in  several  cases.     There  is  no  more 
inconvenience  in  this  than  in  any  other  case. 

R.  J.  Parker. — It  is,  as  a  matter  of  fact,  very  inconvenient. 

Hume  Williams^  K.C. — It  could  not  hurt  anybody  if  we  give  an  undertaking  35 
not  to  interfere. 

Stirling,  L-/. — Is  there  any  established  practice  ? 

R.  J.  Parker. — ^No,  my  Lord,  I  think  there  is  not. 

Stirling,  LJ'. — I  suppose  an  Order  like  this  has  been  made  before  by  the 
Court  of  Appeal  ?  40 

R.  J.  Parker. — Yes,  I  think  it  has.    I  do  not  know  whether  it  has  been 
actually  acted  upon.* 

*  See  i2«  IhnoM'i  Trade  Mark,  10  R.P.O.  at  page  204. 
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